
IN THE UNITED STATES DISTRICT COURT 

FOR THE DISTRICT OF DELAWARE 

THE TRUSTEES OF COLUMBIA ) 
UNIVERSITY IN THE CITY OF ) 
NEW YORK and QIAGEN ) 
SCIENCES, LLC, ) 

) 
Plaintiffs, ) 

) 
v. ) 

) 
ILLUMINA, INC., ) 

) 
Defendant. ) 

Civil Action No. 19-1681-CFC/SRF 

ORDER 

Plaintiffs The Trustees of Columbia University in the City of New York and 

QIAGEN Sciences, LLC have moved to stay this action pending the final 

resolution of the inter partes review (IPR) proceedings recently instituted for each 

of the five asserted patents. D.I. 81. Defendant Illumina, Inc. opposes the stay 

motion. 

The parties agree that courts typically consider three factors when deciding 

whether to stay litigation pending an IPR: (1) whether a stay would unduly 

prejudice or present a clear tactical disadvantage to the nonmoving party; (2) 
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whether a stay will simplify the issues in question and trial of the case; and (3) 

whether discovery is complete and whether a trial date has been set. 

Here, a stay would unduly prejudice and present a clear tactical disadvantage 

to Illumina. Plaintiffs filed this lawsuit more than a year ago. Illumina is now 

days away from deposing the key inventors of the asserted patents. The inventions 

purportedly were made in 2000-more than 20 years ago. Memories fade, and 

Illumina's desire to preserve this important evidence as soon as possible is more 

than reasonable. Further delay of the depositions is unfairly prejudicial and 

counsels against a stay. 

Second, Plaintiffs have not met their burden of establishing that a stay will 

simplify the issues in question or trial. Most importantly in this regard, I am 

persuaded that my claim construction of a key term will result in§ 112 invalidity 

and noninfringement theories that will not be resolved by the IPRs. 

Third, although discovery is not complete, there has been substantial 

discovery already and, as just noted, important depositions have been scheduled for 

the coming weeks (and will proceed per the Magistrate Judge's recent order). The 

fact that I have twice engaged in claim construction (because of Plaintiffs' motion 

for reconsideration) strongly disfavors a stay. 

In short, Plaintiffs have not established to my satisfaction that I should 

exercise my discretion and stay the case. 
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Now therefore, at Wilmington on this Eighteenth day of February in 2021, 

Plaintiffs' motion to stay (D.I. 81) is DENIED. 
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IN THE UNITED STATES DISTRICT COURT 

FOR THE DISTRICT OF DELAWARE 

RETAILMENOT, INC., 

Plaintiff, 

v. 

HONEY SCIENCE LLC, 

Defendant. 

) 
) 
) 
) 
) Civ. No. 18-937-CFC/MPT 
) 
) 
) 
) 

ORDER 

Whereas, Plaintiff Retailmenot, Inc. filed a motion to stay pending 

resolution of its petitions before the Patent Trial and Appeal Board (PTAB) for 

review ofU.S. Patent No. 10,140,625 (the #625 patent) (D.I. 148); 

Whereas, the Magistrate Judge issued a Report and Recommendation (R&R) 

recommending that the Court grant the motion to stay, D.I. 218; 

Whereas, after the issuance of the R&R, the PTAB denied Retailmenot's 

petitions, D.I. 238, Exs. A, B, and C; and 

Whereas, in a notice filed with the Court, Defendant Honey Science LLC 

asserted without objection from Retailmenot that, because of the PTAB's denial of 

Retailmenot's petitions, the R&R "expires on its own terms," D.I. 238 at 1; 

Now therefore, this 27th day of May 2020, IT IS HEREBY ORDERED that: 

1. The Report and Recommendation has expired; and 
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2. Retailmenot's motion to stay (D.I. 148) is DENIED as moot. 

United States Distr..ct Judge 
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