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goes on to list what constitutes good cause, including, for example, learning of new
information that could not have been previously known through reasonable diligence, (id.
at § 2(c)(1)), and adoption of an adverse claim construction by the Court. (/d. at § 2(c)(i1).)

An excerpt of the Scheduling Order is shown below:

(i)  If Defendant’s claim construction proposal as to a
particular term or phrase is not adopted by the Court.
or the Court issues a claim construction different from
either party’s proposal. Defendant may request
permission to amend its contentions, only related to
that particular term/phrase. Such requests must be
made to the magistrate judge no later than 14 days
after the Court’s claim construction order.

(Id.)

Tennant understood this language as allowing the parties to amend their contentions
following an adverse claim construction. (E.g., Dkt. 265 at 1; Declaration of Cara S.
Donels (“Donels Decl.””), Exhibit 1 at 86:17-21, 95:7-11.) Tennant acted according to this
understanding. For example, Tennant’s November 27, 2020 initial invalidity contentions
indicated that “Tennant reserves the right to supplement or amend these Prior Art Charts
as . . . rulings are made by the Court, such as the Court’s Claim Construction Order.” (Dkt.
268-1, Exhibit A at 1-2.) Tennant’s February 11, 2021 supplement contained similar
language. (Dkt. 268-1, Exhibit B at 1-2.)

II. CLAIM CONSTRUCTION

During claim construction briefing, OWT acknowledged that its proposed

construction of the “flowing water” terms was intended to avoid the Wikey reference. (See
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Dkt. 78 at 28-29.) Wikey is a prior art patent that was not considered during prosecution
of the asserted patents and is one of the primary references in the instituted IPR. The Wikey
reference discloses an emitter that is placed in an aquarium. The electrolysis process causes
water to flow through the emitter. (See Donels Decl., Exhibit 1 at 91:12-22.)

In its claim construction brief, Tennant argued that OWT’s construction of the
“flowing water” terms would create invalidity issues because it excludes disclosed
embodiments and contradicts the Examiner’s reasons for allowing the patent claims. (See
Dkt. 76 at 17-19, Dkt. 143 at 12-14.)

During the claim construction hearing, Tennant raised the need to supplement
contentions in the event of an adverse ruling, which OWT acknowledged. (Dkt 159 at
115:3-11 (“If Mr. Steinert thinks that the patents are invalid under 112 under a construction,
the Court can adopt those constructions and deal with the 112 issue then.”).) OWT also
admitted during the claim construction hearing that, “to the extent [OWT] lose[s] on [its
construction of the flowing water term], that may change some analysis on some issues,
but that’s the point.” (Dkt. 159 at 58:7-9 (emphasis added).)

On August 18, 2021, the Court issued a Claim Construction Order adopting OWT’s
proposed construction of the “flowing water” terms. (See Dkt. 162 at 27-30.) Specifically,
the Court held that the “flowing water” terms require movement of water through the

electrolysis emitter by means other than electrolysis. (Dkt. 162 at 3.)
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The Court held a hearing on Tennant’s Motion to Supplement on October 6, 2021.
During the hearing, OWT noted that, while the section of the Scheduling Order that states
a party may move to supplement contentions after an adverse claim construction is located
under the Infringement Contentions heading, there is no reason to have different rules for
infringement and invalidity contentions. (Donels Decl., Exhibit 1 at 101:7-102:8.) The
Magistrate Judge noted that her Scheduling Order has since been updated to identify a
Markman order as a “potential . . . trigger for modifying not only infringement contentions,
but also invalidity contentions,” and that she “[did not] know of a good reason to
distinguish between the two” in the form used by the parties in this litigation. (/d. at 34:20-
35:8.)

During the hearing, The Magistrate Judge asked OWT to describe the prejudice it
would suffer if Tennant’s motion was granted. (/d. at 100:4-101:6.) OWT was unable to
offer a cognizable basis of prejudice other than delay. (/d.)

On October 25, 2021, the Court denied Tennant’s motion to supplement as to the

Wikey reference in a brief oral ruling. The ruling appears below in its entirety.

-5-
Q K E T OWT Ex. 2173
Tennant Company v. OWT

- A R M Find authenticated court documents without watermarks at docketalarm.FPR2(021-00625


https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




