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1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

2. Claims 11-12, 17-22, 24 and 30 are rejected under 35 U.S.C. 102(e) as being 

unpatentable by Wilson et al. (U.S. Patent No. 6,829,231 81 ), hereinafter "Wilson". 

As to claim 11, Wilson discloses an IP telephone adaptable for coupling to a first 

· LAN, the IP telephone comprising [Fig. 5, Abstract, Col. 8, Lines 17-28, the Local 

Exchange switch 205 and local ISP 215 and network switch 302 form a LAN 

system that allowed the internet phones to connect]: 

a first state of operation entered in response to a selection of an input by a 

user, wherein the first state of operation of the IP telephone results in a 

display of a list of telecommunications extensions coupled to a second 

LAN coupled to the first LAN via a WAN [Fig. 5, Fig.6, Co1.7, Lines 4-67 

and Col. 8, Lines 1-39, A caller can access the directory database 

and directory search engine through the internet (WAN) for the 

callee's address and address conversion unit will convert the 
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address to a callee's name and display it on the display of the 

caller's internet phone]; 

a second state of operation entered in response to a selection of the input 

by the user, wherein the second state of operation of the IP telephone 

results in an automatic calling of one of the telecommunications 

extensions selected by the user [Fig. 3, Col.8, Lines 7-15, The caller can 

select the proper callee's name display and make a call. Note, the 

dialer pad of the internet phone has DTMF tone transceiver 140 and it 

is inherent that a phone has the DTMF tone capability to have AUTO-

DIALING function, such as "Re-dial"]. 

As to claim 12, Wilson discloses the IP telephone as recited in claim 11, wherein 

the erie of the telecommun'ications extensions automatically called has an identifier 

displayed to the user on the IP telephone when the input is selected by the user [Col. 8, 

Lines 7-15, Caller name displayed on the display, the user can select name from 

the scrolling list.]. 

As to claim 17, Wilson discloses information handling system comprising: 

a first local area network ("LAN") operating under an IP protocol [Fig. 5, 

Abstract, Col. 8, Lines 17-28, the Local Exchange switch 205 and local ISP 

215 and network switch 302 form a LAN system]; 

a first IP telephone coupled to the first LAN, the first IP telephone having a 
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display and a set of keys for enabling a user to enter inputs [Fig. 2, Col. 4, Lines 

39-67, Col. 5, Lines 1-38]; 

a second LAN operating under the IP protocol [Fig. 5, Col. 8, Lines 17-28, the 

Local Exchange switch 240 and local ISP 215 and network switch 304 form 

a LAN system]; 

second and third telephone extensions coupled to the second LAN [Fig.5, IP 

phones 245-247]; 

a wide area network ('WAN") operating under the IP protocol coupling the first 

LAN to the second LAN [Network 210 coupled to local ISP, implied the 

network 210 is a internet (WAN)]; 

the first LAN including first circuitry for enabling a user of t~e first IP telephone to 

view a list including the second and third telephone extensions [Col. 8, Lines 7-

15, The display screen displays the list of the caller's request and the caller 

can select the intended caller for phone call]; 

As to claim 18, Wilson disclose the system as recited in claim 17, further 

comprising: 

the first LAN including second circuitry for automatically calling the second 

telephone extension in response to the user selecting the second telephone 

extension from the viewed list [Fig. 3, Col.8, Lines 7-15, The caller can select 

the proper callee's name display and make a call. Note, the dialer pad of the 
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Internet phone has DTMF tone transceiver 140 and it is inherent that a 

phone has the DTMF tone capability to have AUTO-DIALING function].. 

As to claims 19 and 20, Wilson discloses the system as recited in claim 18, 

wherein selection of the second telephone extension from the viewed list by the user is 

accomplished by selection of one of the set of keys and the selection of one of the set of 

keys results in an initiation of a call from the first IP telephone to the second telephone 

extension across the WAN [Fig. 5, Fig. 6, Col. 8, Lines 50-67, Col. 9, Lines 1-5, Once 

the user select th,e key and dial the calling number, the call setup will establish a 

connection across network 210 from calling to called side. ]. 

As to claim 21, Wilson discloses the system as recited in claim 17, wherein the 

list is stored in a server in the second LAN, and is accessed by the first circuitry across 

the WAN [Fig. 5, the Internet user database directory, can be access by the first 

and the 2"d LANs]. 

As to claim 22, Wilson discloses the system as recited in claim 17, wherein the 

first IP telephone includes circuitry for enabling the user to scroll through the displayed 

list [Col. 8, Lines 7-15]. 

As to claims 24 and 30, Wilson discloses a telecommunications system 

comprising: 



RingCentral Ex-1002, p. 7
RingCentral v. Estech

IPR2021-00574

Application/Control Number: 10/447,607 

Art Unit: 2616 

Page 6 

a first IP telephone coupled to a first IP server within a first LAN [Fig. 5, 

Col. 8, Lines 17-45, The IP phones 201-203 coupled to Local 

exchange switch and network switch and the internet domain server 

308 forms a LAN]; 

second and third telephone extensions coupled to a second IP server 

within a second LAN [IP phones 245-247 coupled to Local exchange 

switch 240 and network switch 304 and .the internet domain server 

308 forms a second LAN, It is well known in the art the local 

exchange switch can connect to many extensions, such as PBX]; 

a WAN coupling the first LAN to the second LAN, the first LAN, the second 

LAN, and the WAN communicating using an IP protocol [Fig. 5, Col. 8, 

Lines 7-28, The network 210, it is IP network since it needs to 

establish connection via Internet ISP]; 

means for displaying on the first IP telephone a list of telephone 

destinations stored in the second IP server in response to selection of a 

first input on the first IP telephone, wherein the list of telephone 

destinations is communicated from the second IP server over the WAN to 

the first IP telephone [Col. 8, Lines 7-15, The display screen displays 

the list of the caller's request and the caller can select the intended 

caller for phone call]; 

means for automatically dialing the selected one of the telephone 

destinations for a communications link between the first IP telephone and 
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the selected one of the telephone destinations in response to selection of· 

one of the telephone destinations from the displayed list [Fig. 3, Coi.B, 

Lines 7-15, The caller can select the proper callee's name display 

and make a call. Note, the dialer pad of the Internet phone has DTMF 

tone transceiver 140. and it is inherent that a phone has the DTMF 

tone capability to have AUTO-DIALING function]. 

As to claims 31-33 and 25-27, Wilson discloses the system as recited in claim 

30, wherein the selection of one of the telephone destinations from the displayed list is 

performed in response to selection of a second input on the first IP telephone by a user. 

[Fig.5 and Fig.6, Col. 8, Lines 7-17, Caller can use key pad to make request of 

directory, then from the screen to select the proper callee for phone call.] And the 

first and second inputs are the same key button on the first IP telephone [It is well 

known in the art that using one key pad to change menu and make a selection 

afterward]. And the telephone destinations include the second and third telephone 

extensions coupled to the second IP server [Fig. 5, Both LANs can connection many 

IP phone (extensions) since both sides has Local exchange Switch. It is inherent 

that a local switch can connect many extensions, such as PBX. ]. 

As to .claims 28 and 34, Wilson discloses the system as recited in claim 32, 

wherein the telephone destinations include telephones external to the system [Fig. 5, 

The local exchange switch inherently is able to connect local telephones and the 
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outside line phone, such as a dedicate a T1 trunk from the local exchange switch 

for PSTN line so that the external line can call to the local telephone]. 

Claim Rejections- 35 USC§ 103 

3. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

4. Claims 1-4,7 and 10 are rejected under 35 U.S. C. 103(a) as being unpatentable 

over Guy et al. (U.S. Patent No. 6,298,057 81 ), hereinafter "Guy, in view of Stuntebeck 

et al. (U.S. Patent 6,065,016}, hereinafter "Stuntebeck". 

As to claim 1, Guy discloses information handling system comprising: 

A first local area network ("LAN")[Fig. 1, LAN 116]; 

a second LAN [Fig.1, LAN 134]; 

a wide area network ('WAN") coupling the first LAN to the second LAN 

[Fig.1, WAN 104 connected to LANs 116 and 134 through routers 114 

and 132]; 
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a first telecommunications device coupled to the first LAN[Fig. Phone 

106/108 connects to LAN 116 through server 112]; 

a plurality of telecommunications extensions coupled to the second 

LAN[Fig. 1 ,Phones 124,126 through the PBX and server to the LAN 

134, PBX is well known to be able to have many phone extensions); 

But Guy fails to teach the system has a circuitry in the first LAN for enabling user 

device to observe a list of the plurality of telecommunication extensions. And another 

circuit for automatically calling one of the plurality of telecommunications extensions in 

. response to the user selecting one of the plurality of telecommunications extensions 

from the observed list 

Stuntebeck teaches a universal directory server can be connected a user LAN for 

end user to access and select the phone number stored in the server for automatically 

dialing the phone number to make a phone call [Fig. 1, Abstract, Col. 6, Lines 39-45, 

user can select phone numbers (extension) from the user computer through the 

LAN to access the directory server and the computer can display numbers as 

icon then based on the number that user selected to make phone call.]. 

It would have been obvious to a person of the ordinary skill in the art at the time 

the invention was made to implement the directory server that Stuntebeck taught into 

the file server 112 that Guy taught so the user in the LAN can access the directory 
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server and select the proper number to make a phone call automatically as specified in 

claim 1. 

The motivation for doing so would have been to have a directory server that 

provide a convenient way to be accessed through a communication channel so the end 

user can easily to search, observe and auto·dialing the destination number without 

looking up another phone book. 

As to claim 2, Guy modified by Stuntebeck, discloses the system as recited in 

claim 1, wherein communication among the first LAN, second LAN, and WAN uses IP 

protocol (Guy, Col. 14, Lines 13-22]. 

As to claim 3, Guy modified by Stuntebeck, discloses the system as recited in 

claim 2, wherein the list of the plurality of telecommunications extensions is displayed to 

the user of the first telecommunications device [Stuntebeck, Col. 6, Lines 39-45]. 

As to claim 4, Guy modified by Stuntebeck, discloses the system as ·recited in 

claim 2, wherein the list of the plurality of telecommunications extensions is played as 

audio to the user of the first telecommunications device [Stuntebeck, Col. 4, Lines 28-

26, since the user can use voice to access the directory server, it is inherent that 

the server will play back the pre-recorded selection menu to let user to select 

proper extension]. 
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As to claim 7, Guy modified by Stuntebeck, discloses the system as recited in 

claim 1, wherein the list of the plurality of telecommunications extensions is stored in a 

server in the second LAN, and is accessed by the first circuitry· across the WAN 

[Stuntebeck, Fig. 1, the universal server coupled to user LAN and be access from 

internet (WAN) or any other access channel]. 

As to claim 1 0, Guy modified by Stuntebeck, discloses the system as recited in 

claim 1, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; and 

a plurality of telecommunications extensions coupled to the third LAN, the 

first LAN including circuitry for enabling the user to select between observing the list of 

the plurality of telecommunications extensions coupled to the second LAN or observing 

a list of the plurality of telecommunications extensions coupled to the third LAN [Guy, 

Fig. 1, The WAN network is inherently for connecting a plurality of LANs in order 

to allow the users in those LANs can communicate to each other through WAN. ]. 

5. Claims 5-6, 8-9 and 23 are rejected under 35 U.S.C. 103(a) as being 

u~patentable over Guy et al. (U.S. Patent No. 6,298,057 81 ), hereinafter "Guy, in view 

of Stuntebeck et al. (U.S. Patent 6,065,016), hereinafter "Stuntebeck", further in view of 

Wilson (U.S. Patent No. 6,829,231 81 ), h.ereinafter "Wilson". 
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As to claim 5, Guy modified by Stuntebeck, discloses all the limitations of claim 3 

(see above), whiCh claim 5 depends. 

But Guy modified by Stuntebeck fails to disclose the telecommunication device is 

an IP phone. 

Wilson teaches a IP telephone which has display, input key pad for user to select 

the phone number from a scrolling list to make call through internet [Fig. 2, Col. 5, 

Lines 11-30 and Col8, Lines 7-15]. 

It would have been obvious to a person of the ordinary skill in the art at the time 

the invention was made to have the IP phone taught by Wilson as a communication 

device to connect to the Internet system that taught by Guy and Stuntebeck so that can 

make a internet voice call. 

The motivation for doing so is to provide a stand alone internet phone that user 

can access internet voice service without hooking up the computer and it is more 

convenient for the end user. 

As to claim 6, Guy modified by Stuntebeck and Wilson, discloses the system as 

recited in claim 5, wherein the tactile selection of one of the plurality of 

telecommunications extensions from the displayed list by the user results in an initiation 
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of a call from the first telecommunications device to the selected one of the plurality of 

telecommunications extensions across the WAN [Wilson, Fig. 5, Fig. 6, Col. 7, Lines 

45-67 and Col. 8, Lines 1-38, Lines 50-67]. 

As to claim 8, Guy modified by Stuntebeck and Wilson, discloses the system as 

recited in claim 6, wherein the list of the plurality of telecommunications extensions is 

stored in a server in the second LAN, and is accessed by the first circuitry across the 

WAN [Wilson, Fig. 5, the Internet user database directory, can be access by the 

first and the 2"d LANs]. 

As to claim 9, Guy modified by Stuntebeck and Wilson, discloses The system as 

recited in claim 8, wherein the first telecommunications device includes circuitry for 

enabling the user to scroll through the displayed list of the plurality of 

telecommunications devices [Wilson, Col. 8, Lines 7 -15]. 

As to claim 23, Guy modified by Stuntebeck and Wilson, teaches all the 

limitations of claim 1 (see above), which claim 23 depends. 

But Guy modified by Stuntebeck and Wilson, dose not disclose that there is 3rd 

LAN connected to the WAN and the caller's phone in the 1st LAN can display the 

callee's list (extensions) of the 2"d LAN and 3rd LAN. 
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It would have been obvious to a person of the ordinary skill in the art at the time 

the invention was made to have more than 2 LANs connect to WAN (internet) and every 

LAN has same structure as taught by Wilson [Wilson, Fig. 5, LAN comprises Local 

exchange switch and network switch] so that a caller in one of the LANs can access 

the directory database of the other two LANs through WAN as specified in· claim 35. 

Notice that, the WAN is inherently to be able to connect to a plurality of LANs together 

for sharing the ·information. 

The motivation for doing so is to provide more capacity and convince for the e·nd 

user of every l:.ANs. For example, a big organization has multiple work locations and the 

employee in this organization can access the whole phone directory of this organization 

no matter where the user located 

6. Claims 13-16, 29, 35-40 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Wilson (U.S. Patent No. 6,829,231 81 ), hereinafter "Wilson". 

As to claim 13, Wilson teaches the Internet phone sy.stem performs the 

functionalities as described in claim 11 [See rejection above]. 

But Wilson dose not disclose that there is 3rd LAN connected to the WAN and the 

caller's phone in the 151 LAN can display the callee's list on.the 2nd LAN and 3rd LAN. 
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It would have been obvious to a person of the ordinary skill in the art at the time 

the invention was made to have more than 2 LANs connect to WAN (internet) and every 

LAN has same structure as .taught by Wilson [Wilson, Fig. 5, LAN comprises Local 

exchange switch and network switch] so that a caller in one of the LANs can access 

the directory database of the other two LANs through WAN as specified in claim 13. 

Notice that, the WAN is inherently to be able to connect to a ·plurality of LANs together 

for sharing the information. 

The motivation for doing so is to provide more capacity and convince for the end 

user of every LANs. For example, a big organization has multiple work locations and the 

employee in this organization can access the whole phone directory of this organization 

no matter where the user located. 

As to claim 14, Wilson discloses the IP telephone as recited in claim 13, further 

comprising: 

a third state of operation of the IP telephone entered in response to a third 

selection of the input by the user, wherein the third state of operation of the IP 

telephone results in a calling of one of the telephone destinations displayed to 

the user, wherein the calling of the one of the telephone destinations is 

accomplished from the first LAN via the WAN, through the second LAN [Col. 8, 

Lines 7-15, Caller name displayed on the display, the user can select name 
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from the scrolling list and, Fig. 3, Col.8, Lines 7-15, the caller can select the 

proper callee's name display and make a call. Note, the dialer pad of the 

Internet phone has DTMF tone transceiver 140 and it is inherent that a 

phone has the DTMF tone capability to have AUTO-DIALING function, such 

as "Re-dial". It is well known that in the directory selection menu, the user 

can choose locations, departments or units within the company (different 

LANs) and further choose the proper destination phone number]. 

As to claims 15 and 16, Wilson discloses the IP telephone as recited in claim 14, 

wherein the user can scroll through the list of second and third LANs to select the third 

LAN, wherein the second state of operation of the IP telephone will then display 

telephone destinations the user can potentially call through the third LAN. 

And the user can scroll through the telephone destinations the user can potentially call, 

wherein when the third state of operation is entered, the user has selected one of the 

telephone destinations with the third selection of the input [Fig. 5, Fig.6 ,Col.7, Lines 4-

67 and Col. 8, Lines 1-39, A caller can access the directory database and directory 

search engine through the internet (WAN) for the callee's address and address 

conversion unit will convert the address to a callee's name and display it on the 

display of the caller's internet phone. Col. 8, Lines 7-15, Caller name displayed on 

the display, the user can select name from the scrolling list.]. 
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As to claims 29 and 35, Wilson teaches all the limitations of claims 24 and 30 

(see above), which claims 29 and 35 depends. 

But Wilson dose not disclose that there is 3rd LAN connected to the WAN 

and the caller's phone in the 1st LAN can display the callee's list on the 2"d LAN and 3rd 

LAN. 

It would have been obvious to a person of the ordinary skill in the art at the time 

the invention was made to have more than 2 LANs connect to WAN (internet) and every 

LAN has same structure as taught by Wilson [Wilson, Fig. 5, LAN comprises Local 

exchange switch and network switch] so that a caller in one of the LANs can access 

the directory database of the other two LANs through WAN as specified in claim 35. 

Notice that, the WAN is inherently to be able to connect to a plurality of LANs together 

for sharing the information. 

The motivation for doing so is to provide more capacity and convince for the end 

user of every LANs. For example, a big organization has multiple work locations and the 

employee in this organization can access the whole phone directory of this organization 

no matter where the user located. 

As to claim 36, Wilson discloses a method comprising the steps of: 
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receiving a input from a user on an IP telephone that is networked into a 

first LAN operating under an IP protocol [Fig. 5, Internet phone connect to 

internet through the local switc~ and network switch, Col. 7, Lines 45-67, 

user can use the alphanumeric keypad to make a request of callee search]; 

in response to receipt of the input, displaying on a display on the IP telephone a 

first list including second and third LANs coupled to the first LAN, wherein the 

second and third LANs operate under the IP protocol [Col. 7,Lines 46-67 and 

Col. 8, Lines 1-17, the sreen on the caller's side can display the numbers of 

callee after the search engine reply the search request]; 

receiving another input from the user on the IP telephone; in response to receipt 

of the input, displaying on the display on the IP telephone a second list of 

telephone destinations accessible from the second LAN [Basically, this is same 

operation of the above]; 

receiving another input from the user on the IP telephone; and in response to 

receipt of the input, automatically dialing one of the telephone destinations 

accessible from the second LAN for a communications connection between the 

·one of the telephone destinations and the IP telephone (Col. 8, Lines 7-15, 

Caller name displayed on the display, the user can select name from the 

scrolling list and . Fig. 3, Col.8, Lines 7-15, the caller can select the proper 

callee's name display and make a call. Note, the dialer pad of the Internet 

phone has DTMF tone transceiver 140 and it is inherent that a phone has 

the DTMF tone capability to have AUTO-DIALING function, such as "Re-
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dial". It is well known that in the directory selection menu, the user can 

choose locations, departments or units within the company (different 

LANs) and further choose the proper destination phone number]. 

-But Wilson does not explicitly disclose those touch inputs are in order, 15
\ 2nd 

and 3rd. 

However, at the time the invention was made, it would have been obvious to a 

person of the ordinary skill in the art to modify the order of the touch input such that can 

perform the phone number selection as specified as claim 36. Since application has not 

disclosed that the input order solves ant problem or is for any particular purpose and it 

appears that the invention would perform equally well with the order of those touch 

input. 

As to claims 37 and 38, Wilson discloses the method as recited in claim 36, 

before the step of receiving the second touch input, further comprising the steps of: 

receiving a fourth touch input from the user on the IP telephone; and 

in response to receipt of the fourth touch input, scrolling through the first list. 

and the method as recited in claim 37, before the step of receiving the third touch input, 

further comprising the steps of receiving a fifth touch input from the user on the IP 

telephone; and in response to receipt of the fifth touch input, scrolling through the 

second list [ Col. 8, Lines 7-15, the user can scroll the list and select the phone 

number from the list. It is well known that a person in the art to design the keypad 
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to make a scrolling list and make a selection from a phone list or to choose 

different list by pressing the keypad]. 

As to claim 39, Wilson discloses the method as recited in claim 36, wherein the 

step of displaying on the display on the 1 p telephone the second list further includes the 

steps of: 

sending a message from the first LAN to the second LAN requesting the second 

list [Fig. 6, Col. 7, Line 47-67]; 

receiving the second list from the second LAN to the first LAN [Col. 8, Lines 50-

67, The search engine response the callee name to the caller]. 

As to claim 40, Wilson disclo,ses the method as recited in claim 39, wherein the 

first, second, and third LANs are coupled via a WAN [It is inherent that the WAN can 

connect to many LANs]. 

Conclusion 

AnyJnquiry concerning this communication or earlier communications from the 

examiner should be directed to Richard Chang whose telephone number is (571) 272-

3129. The examiner can normally be reached on Monday - Friday from 8 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Wing Chan can be reached on (571) 272-7493. The fax phone number for 

the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 
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Richard Chang 
Patent Examiner 
Art Unit 2616 
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SUPEAVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 
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Amendments to the Claims: 

Attorney's Docket No.: 21618-013001 

This listing of claims replaces all prior versions and listings of claims in the application: 

l. (Currently Am~nded) An information handling system comprising: 

a first local area network ("LAN"); 

a second LAN; 

a wide area network ("WAN") coupling the first LAN to the second LAN; 

a first telecommunications device coupled to the first LAN; 

a plurality of telecommunications extensions coupled to the second LAN; 

the tirst LAN including first circuitry for enabling a user of the first telecommunications 

device to observe a list of the plurality of telecommunications extensions; and 

the first LAN including second circuitry for automatically calling one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 

telecommunications extensions from the observed list wherein the list ofthe plurality of 

telecommunications extensions is stored in a server in the second LAN. and is accessed bv the 

first circuitry across the WAN. 

2. (Original) The system as recited in claim 1, wherein communication among the first 

LAN, second LAN, and WAN uses an IP protocol. 

3. (Original) The system as recited in claim 2, wherein the list of the plurality of 

telecommunications extensions is displayed to the user of the first telecommunications device. 

4. (Currently Amended) +He-sys-t:em-as-Te~~ An information handling 

system comprising: 

a first local area network (''LAN"): 
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a second LAN: 

Attorney's Docket No.: 21618-013001 

a wide area network ("WAN"} coupling the first LAN to the second LAN: 

a first telecommunications device coupled to the first .LAN: 

a plurality of telecommunications extensions coupled to the second LAN: 

the first LAN including first circuitry for enabling a user of the first telecommunications 

device to observe a list of the pluralitv of telecommunications extensions: and 

the first LAN including second circuitry for automaticallv calling one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 

telecommunications extensions from the observed list wherein communication amonu the tirst 

LAN. second LAN, and WAN uses an IP protocol, wherein the list of the plura]ity of 

telecommunications extensions is played as audio to the user of the 1irst telecommunications 

device. 

5. (Original) The system as recited in claim 3, wherein the .first telecommunications 

device is an JP telephone having a display for showing the list of the plurality of 

telecommunications extensions, wherein the second circuiiry includes a key for enabling the user 

to tacitly selecting one of the plurality oftelecommunications extensions from the displayed list. 

6. (Original) The system as recited in claim 5, wherein the tactile selection of one of the 

plurality of telecommunications extensions from the displayed list by t)le user results in an 

initiation of a call from the first telecommunications device to the selected one of the plurality of 

telecommunications extensions across the WAN. 

7. (Cancelled) 

8. (CutTently Amended) The system as Feoited iH elaim 6, An information handlill.g 

svstem comprising: 

a first local area network ("LAN"): 
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a wide area network ("WAN") coupling the first LAN to the second LAN: 

a first telet;;Q!llmtmications device col.Ipled to the first LAN: 

a pluralitv of telecommunications extensions coupled to the second LAN: 

the first LAN including first circuitrv :for enabling a user of the first telecommunications 

device to observe a list of the plurality of telecommunications extensions: and 

the first LAN including second circuitry for automaticallv calling one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 

telecommunications extensions from the observed list wherein communication among the first 

LAN. second LAN, and WAN uses ru1IP protocoL wherein the list ofthe plurality of 

telecommunications extensions is displaved to the user of the first telecommunications device, 

wherein the first telecommunications device is an IP telephone having a display for showing the 

list of the plurality of telecommunications extensions, wherein the second circuitry includes a 

kev for enabling the user to tacitly selcctina one of the plurality of telecommunications 

extensions from the displayed Jist. wherein the tactile selection of one of the plurality of 

telecommunications extensions from the displayed list by the user results in an initiation of a call 

from the first telecommunications device to the selected one ofthe pluralitv of 

telecommunications extensions across the WAN, wherein the list of the plurality of 

telecommunications extensions is stored in a server in the second .LAN, and is accessed by the 

first circuitry across theW AN. 

9. (Original) The system as recited in claim 8, wherein the first telecommunications 

device includes circuitry for enabling the user to scroll through the displayed list of the plurality 

of telecommunications devices. 

I 0. (Original) The system as recited in claim l, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; and 
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a plurality of telecommunications extensions coup.led to the third LAN, the first LAN 

including circuitry for enabling the user to select between observing the list of the plurality of 

telecommunications extensions coupled to the second LA.N orobserving a list of the plurality of 

telecommunications extensions coupled to the third LAN. 

l 1 - 16. (Cancelled) 

17. (Currently Amended) An information handling system comprising: 

a first local area network ("LAN") operating under an IP protocol; 

a firstlP telephone coupled to the first LAN, the first IP telephone having a display and a 

set of keys for enabling a user to enter inputs; 

a second LAN operating under the 1P protocol; 

second and third telephone extensions coupled to the second LAN; 

a wide area network ("WAN") operating under the lP protocol coupling the 11rst LAN to 

the second LAN; and 

the first LAN including first circuitry for enabling a user of the first IP telephone to view 

a list including the second and third telephone extensions, wherein the list is stored in a server in 

the second LAN. and is accessed by the first circuitrv across the WAN. 

18. (Original) The system as recited in claim 17, further comprising: 

the .first LAN including second circuitry for automatically calling the second telephone 

extension in response to the user selecting the second telephone extension from the viewed list. 

19. (Original) The system as recited in claim 18, wherein selection of the second 

telephone extension from the viewed list by the user is accomplished by selection of one of the 

set of keys. 

20. (Original) The system as recited in claim 19, wherein the selection of one of the set 
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of keys results in an initiation of a calJ from the first IP telephone to the second telephone 

extension across the WAN. 

21. (Cancelled) 

22. (Original) The system as recited in claim 17, wherein the first IP telephone includes 

circuitry for enabling the user to scroll through the displayed list. 

23. (Original) The system as recited in claim 1, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; and 

a plurality of telephone extensions coupled to the third LAN, the first LAN including 

circuitry for enabling the user to select between viewing the list of the telephone extensions 

coupled to the second LAN or viewing a list of the plurality of telephone extensions coupled to 

the third LAN. 

24. (Original) In a telecommunications system comprising a first IP telephone coupled to 

a first lP server within a :first LAN, second and third telephone extensions coupled to a second IP 

server within a second LAN, and a WAN coupling the tirst LAN to the second LAN, the .first 

LAN, the second LAN, and the WAN communicating using an IP protocol, a method comprising 

the steps of: 

in response to selection of a first input on the first IP telephone, displaying on the first IP 

telephone a list of telephoi1e destinations stored in the second IP server, wherein the list of 

telephone destinations is communicated from the second IP server over the WAN to the first IP 

telephone; and 

in response to selection of one of the telephone destinations from the displayed list, 

automatically dialing the selected one of the telephone destinations for a communications link 

between the tirst IP telephone and the selected one of the telephone destinations. 

25. (Original) The method as recited in claim 24, wherein the selection of one of the 
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telephone destinations fi·om the displayed list is performed in response to selection of a second 

input on the first IP telephqne by a user. 

26. (Original) The method as recited in claim 25, wherein the first and second inputs are 

the same key button on the first lP telephone. 

27. (Original) The method as recited in claim 24, wherein the telephone destinations 

include the second and third telephone extensions coupled to the second IP server. 

28. (Original) The method as recited in claim 24, wherein the telephone destinations 

include telephones external to the system. 

29. (Original) The method as recited in claim 24, wherein the system includes a third 

LAN coupled to the first and second LANs via the WAN, further comprising the steps of: 

displaying on the first I.P telephone a list of LANs coupled to the WAN, including the 

second and third .LANs; and 

performing the step of displaying the first list in response to selection of the second LAN 

from the displayed Jist ofLANs. 

30. (Original) A telecommunicalions system comprising: 

a first IP telephone coupled to a first IP server within a first .LAN; 

second and third telephone extensions coupled to a second lP server within a second 

LAN; 

a WAN coupling the first LAN to the second LAN, the first LAN, the second LAN, and 

the WAN communicating using an IP protocol; 

means for displaying on the first IP telephone a list of telephone destinations stored in ihe 

second lP server in response to selection of a tirst'input on the first IP telephone, wherein the list 

of telephone destinations is communicated from the second .IP server over the WAN to the tirst 

IP telephone; and 
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means for automatically dialing the selected one of the telephone destinations for a 

communications link between the first IP telephone and the selected one of the telephone 

destinations in response to selection of one of the telephone destinations from the displayed list. 

31. (Original) The system as recited in claim 30, wherein the selection of one of the 

telephone destinations from the displayed list is perfonncd in response to selection of a second 

input on the first IP telephone by a user. 

32. (Original) The system as recited in claim 31, wherein the first and second inputs are 

the same key button on the first IP telephone. 

33. (Original) The system as recited in claim 32, wherein the telephone destinations 

include the second and third telephone extensions coupled to the second IP server. 

34. (Original) The system as recited in claim 32, wherein the telephone destinations 

include telephones external to the system. 

35. (Original) The system as recited in claim 31, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; 

means for displaying on the first JP telephone a list of LANs coupled to the WAN, 

including the second and third LANs; and 

means for displaying the first list in response to selection of the second LAN from the 

displayed list of LANs. 

36. (Currently Amended) A method comprising the steps of: 

receiving a first touch input from a user on an IP telephone that is networked into a tirst 

LAN operating under an IP protocol; 
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in response to receipt of the first touch input, ~isplaying on a display on the IP telephone 

a first list including second and third LANs coupled to the first LAN, wherein the second and 

third LANs operate under the IP protocol; 

receiving a second touch input from the user on the IP telephone; 

in response to receipt of the second touch input, displaying on the display on the IP 

telephone a second list of telephone destinations accessible from the second LAN; 

receiving a third touch input from the user on the IP telephone; and 

in response to receipt of the third touch input, automatically dialing one of the telephone 

destinations accessible from the second LAN for a communications connection between the one 

of the telephone destinations and the IP telephone, wherein the step of displaving on the displav 

on the IP telephone the second list further includes the steps of: 

sending a message from the first LAN to the second LAN requesting the second list: and 

receiving the second list from the second LAN to the first LAN. 

37. (Original) The method as recited in claim 36> before the step of receiving the second 

touch input, further comprising the steps of: receiving a fourth touch input from the user on the 

IP telephone; and in response to receipt of the fourth touch input, scrolling through the first list. 

38. (Original) The method as recited in claim 37, before the step of receiving the third 

touch input, further comprising the steps of: receiving a fifth touc.h input from the user on the JP 

telephone; and in response to receipt of the fifth touch input, scrolling through the second list. 

39. (Cancelled) 

40. (Currently Amended) The method as recited in claim ;9 36, wherein the first, 

second, and third LANs are coupled via a WAN. 
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REMARKS 

Claims 1-40 are pending in the application. 

Claims l-40 stand rejected. 

I. REJECTIONS UNDER 35 U.S.C. § 102 

Attorney's Docket No.: 21618-013001 

Claims 11-12, 17-22, 24 and 30 stand rejected under 35 U.S. C. § 1 02(e) as being 

unpatentable by Wilson el a/. (U.S. Patent No. 6,829,231). In response, Applicants respectfully 

traverse this rejection. As the Examiner is well aware, for a claim to be anticipated under§ 102, 

each and every element of the claim must be found within the cited prior art reference. 

With respect to claims 11 and 12, these claims have been canceled. '111erefore, the 

rejection of these claims is moot. 

With respect to claims 17-22, Applicants have amended claim 17 to incorporate the 

limitations of claim 21. Claim 17, as amended, now recites that the Jist is stored in a server in 

the second LAN, and is accessed by the first circuitry across the WAN. This limitation is not 

taught within Wilson. 

The Examiner has asserted that the LAN associated with the IP telephones 20.1-203 

comprises local exchange switch 205~ local ISP 215 and network switch 302. First of all) 

Applicants traverse such an asse11ion of what a LAN comprises. Applicants asset1 that the.LAN 

associated with JP telephones 201-203 can only comprise those telephones along with local 

exchange switch 205. ln fact, the IP telephones 201-203 are conm:cted to the local exchange 

switch 205 using public switched telephone network circuits 204. ll1e public switched telephone 

network 204 cannot reasonably be inferred to be pat1 of a local area network. Instead, the PSTN 

circuits 204 are actually part of the wide area network, of which the network 210 is a part of. 

Nevc.Jtheless, even assluning that the Examiner is correct that a LAN comprises the tele.phones 

20 l-203, local exchange switch 205, network switch 302 and local ISP 215, it is clearthat the 

database 232 is not included within this "LAN." Moreover, and correspondingly, IP telephones 

245-247 would be in a LAN that also does not include database 232. Since databac;e 232 is 

accessed both over the Internet, or WAN, 210, and is not included within either of the LANs 
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noted previously, then Wilson does not meet the limitations whereby the list is stored in a server 

in the second LAN, and is accessed by the first circuitry across. the WAN, where the second 

LAN includes the second and third telephone extensions which are included in the Jist viewed by 

the user of the first IP telephone in the first LAN. As a result of the foregoing, Wil,wn doe!) not 

teach all ofthe Jimitations of amended claim 17. 

With respect to claim 24, this claim is also not anticipated .tbr Wilson for the reasons 

noted above with respect to amended claim 17. Moreover, claim 24 recites that the list of 

telephone destinations is communicated from the second IP server over the WAN to the first lP 

telephone. This .list of telephone destinations is stored in the second IP server which is coupled 

to the second and third telephone extensions. The first IP telephone then selects one of those 

telephone destinations to make a telephone call from that list. Since database 232 is not 

associated with a second LAN that includes one of the IP telephones 245-247, or even telephones 

201-203~ Wilson does not meet the limitations of claim 24. 

With respect to claim 30, it is not anticipated by the cited prior art retercnce tor reasons 

similarly given above. The list of telephone destinations communicated from the second IP 

server over the WAN to the Iirst IP telephone is not taught or suggested by H'ilson. The list of 

telephone destinations in database 232 is not communicated from the LAN comprising IP 

telephones 245-247 over the network 210 to the .LAN comprising IP telephones 201.:203. 

With respect to claims 28 and 34, Applicants respectfully traverse the Examiner's 

assertions. First of all, the Examiner has mischaractcrized the limitations within these claims. 

These claims recite that the telephone destinations may include telephones external to the 

system. Such telephone destinations are included in a list stored in the second IP server and 

which are communicated from the second 1P server over the WAN to the tirst JP telephone. This 

is not taught or suggested within Wilson. Further, the Examiner has asserted that such 

limitations arc inherent. Applicants respectfully traverse this inherent assertion by the Examiner. 

The fact that a certain result of characteristic may occur or be present in the prior art is not 

sufficient to establish the inhcrency of thatresult or characteristic. MPEP § 2112. In relying 

upon the theory of inherency, the Examiner must provide a basis in fact and/or technical 
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reasoning to reasonably support the determination that the allegedly inherent characteristic 

necessarily !lows from the teachings of the applied prior art. Id. The Examiner's support for the 

inherency rejection is without any facts or technical reasoning, but is merely the Examiner's 

subjective opinion. This is insufficient to support a rejection based on inhcrency. 

II. REJECTIONS UNDER.35 U.S.C. § 103 

Claims 1-4, 7 and I 0 stand rejected under 35 U.S.C. § 103 as being unpatentable over 

Guy et at. (U.S. Patent No. 6,298,057) in view of Slunlebeck eta/. (U.S. Patent No. 6,065,016). 

Claim I has been amended to include the limitations of claim 7. Futthermore, claim 4 

has been placed in independent form. In rejecting claim 7, the Examiner has asse1tcd that this 

limitation is taught within Stunlebeck by the universal server coupled to the user LAN and 

accessed from the Internet or any other access channel. This does not meet the claim limitations. 

The claim limitations specitically recite that the list of the plurality of telecommunications 

extensions is stored in a server in the LAN. The UDS 10 is not part of the user LAN. Instead, 

the LAN is coupled to the UDS by a dedicated communication channel 58. Column 4, lines 5-9. 

One skiHed in the art would not have been able to recreate amended claim 1 in view of the cited 

prior art, since not all of the claim limitations are taught or suggested by the combination of the 

references. Though Applicants have spcciticaHy pointed out how Slunteheck does not meet the 

claim limitations. this is the reason used by the Examiner to reject the original claim 7. Since 

Applicants have traversed and shown that Slunteheck does not meet the claim limitations as 

relied upon by the Examiner, the Examiner~s prima facia case of obviousness cannot stand. 

With respect to claim 4, the Examiner has asserted that it is inherent that the server will 

play back the pre-recorded selection menu to let the user lo select the proper extension. 

Applicants respectfully traverse this inherency argument. Such an inherency argument is not 

supported by facts or technical reasoning, but is merely supported by the Examiner's 

unsupported subjective opinion. 

Claims 5-6, 8-9 and 23 stand rejected under 35 U.S.C. § 103 as being unpatentable over 

Guy in view of Slunleheck and flll'ther in view of Wilson. Applicants respectfully traverse. With 
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respect to claim 8, the Examiner has asserted that in Wilson the Internet user database directory 

can be accessed by the first and second LANs. The problem with the Examiner's rejection, as 

pointed out above, is that this does not meet the claim recitations. The claims specifically recite 

that the list of telecommunications extensions is tound within the second LAN, not outside of the 

second .LAN. Wilson clearly shows that database 232 does not reside within either of the LANs 

taught therein. As a result, one skilled in the art at the time the invention was made would not 

have been able to recreate claim 8 in view of the cited prior art. The Examiner has specifically 

relied upon rhc teachings in Wilson to support the rejection of claim 8, and Applicants have 

successfully traversed these assertions. As a result, the Examiner'sprimafacia case of 

obviousness must fait 

Claims 13-16, 29 and 35-40 Stand rejected under 3~ U.S.C. § .103 as being unpatentable 

over Wilson. In response, Applicants respectfully traverse this rejection. Claims 13-16 have 

been canceled. 

With respect to claims 29 and 35, Applicants traverse the Examiner's motivation to 

modifY Wilson. The Examiner's motivation is so that members of the big organization in 

multiple work locations can ticcess the whole phone directory of this organization no matter 

where the user is located. The. problem is that this motivation comes specifically out of the 

present application. See page 20, lines 12-24. As prohibited by case law, an examiner may not 

use the Applicant's application as a blue print for modifying prior art references. This is referred 

to as. hindsight reasoning. The Examinet''s motivation is not shown to be supported by any 

external tactual evidence. Therefore, it can only be concluded that the Examiner came up with 

this motivation through Applicant's own specification. 

With respect to claims 36-40, claim 36 has been amended to incorporate the limitations 

of claim 39. As argued above, the prior art references do not provide that the list of telephone 

destinations is stored within the second LAN. Amended claim 36 recites the sending of a 

message from the fjrst LAN to the second LAN requesting ihe second list and then receiving the 

second list from the second LAN to the first LAN. These are not taught within Wilson, contrary 

to the Examiner's position. Column 7, lines 47-67 instead discloses that the callee's Internet 
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addresses are. provided by the database search engine 230 to one of the Internet callers 201-203. 

This is not sending a message to the second LAN and then receiving the list from the second 

LAN. 
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Period for Reply · 
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7)0 Claim(s) __ is/are objected to. 

8)0 Claim(s) __ are subject to restriction and/or election requirement. 

Application Papers 

9)[8] The specification is objected to by the Examiner. 
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DETAILED ACTION 

• Applicant's Amendment filed 8/17/2007 is acknowledged. 

e Claims 1, 4, 8, 17, 36,40 have been amended. 

• Claims 7, 11-16, 21, 39 have been cancelled. 

• Claims 1-6,·8-10, 17-20, 22-38 and 40 remain pending. 

Specification 

1. The disclosure is objected to because of the following informalities: 

Page 2 

Pl~ase update the related applications identified on pg. 1 of the Specification: 

Serial No. 10/041332 is now patented, US Patent No. 6,925,167. 

Serial No. 10/210902 is now patented, US Patent No. 7,123,699. 

Claim Rejections- 35 USC§ 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and · 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-3, 5, 6, 8-10, 17-20, and 22-35 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Guy et al. (US00629805781 ), hereafter Guy, in view of Wilson 

(US006829231 81 ). 
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Regarding Claims 1-3, 5, 6, 8-10, 17-20, 22-25, 27, 29-31, 33, and 35, 

Page 3 

Guy discloses a system and method for coupling a first LAN 1 02A having server 

112 to a second LAN 1028 having server 122 through WAN 104 utilizing IP capabilities 

of the LANs and WAN (Fig. 1; Col. 1, lines 51-53; Col. 14, lines 13--i7; claim 

1 .8. 17.24,30- method in a information handling system comprising a first LAN; claim 

1 .8. 17.24.30- a second LAN; claim 1,8. 17.24.30- WAN coupling the first LAN to the 

second LAN; claim 2.17.30- LANs and WAN operate under IP protocol; claim 24,30-

first and second IP servers within first and second LANs). 

Fig. 1 also shows that a plurality of telecommunications devices are coupled to 

the first and second LANs 1 02A/B (claim 1 .8. 17,24,30- first telecommunications device 

coupled to the first .LAN; claim 1 .8. 17.24.27.33- plurality of telecommunications 

extensions/destinations coupled to the second LAN). 

Guy discloses the ability to connect a phone of the first LAN 1 02A to a 

destination phone of the second LAN 1028 (Col. 6, lines 4-11; CoL 10, lines 1-7). Guy 

further discloses each file server 112/122 includes a directory (Fig. 4, 406) that stores a 

list of server codes and additional information to identify devices attached to each 

server (Col. 10-11, lines 30-14; claim 1.8.17.30 -wherein the list of the plurality of 

telecommunications extensions is stored in a server in the second LAN, and is 

accessed by the first circuitry across the WAN). Guy also discloses a master directory 

in a server of network 100 containing the information stored in each local directory (Col. 

9, lines 20-25). 
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However, Guy does not explicitly disclose the user of the phone in the first LAN 

observing a displayed list of extensions to phones in multiple (second and third} local 

networks remote of the user's LAN and automatically initiating a call in response to the 

user selecting one of the extensions from the observed list. Guy also does not explicitly 

disclose the user's phone as an IP phone having· display and keys for user to enter first 

and second inputs for displaying and selecting/initiating a call, circuitry to scroll through 

the displayed list. 

Wilson discloses an IP phone user can access a directory engine through the 

Internet (WAN) for displaying a list of numbers/addresses (extensions) obtained from 

multiple (second and third} local exchange network switches and ISPs that are remote 

to the user. Wilson further discloses the user initiates a call by selecting a destination 

from a scrolled list of potential destinations (Fig. 5,6; Col. 7-8, lines 45-15; claim 

1 .8. 17.24.30- first LAN including first circuitry for enabling a user of the first 

telecommunications device to observe/view a list of the plurality of telecommunications 

extensions; claim 1 .8. 18.24.30- first LAN including second circuitry for automatically 

calling one of the plurality of telecommunications extensions in response to the user 

selecting one of file plurality of telecommunications extensions from the observed list; 

claim 3.8.24,30- list is displayed to user of the first device; claim 

5,6,8, 17, 19,20,24,25,30,31 -first device is IP phone having display and keys for user to 

enter first and second inputs for displaying and selecting/initiating a call to an extension 

in the second LAN over the WAN; claim 9.22- circuitry to scroll through displayed list; 
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claim 10.23.29.35- a third LAN and first LAN circuitry for selecting and viewing a list of 

a plurality of extensions coupled to the second and/or third LAN). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to modify Guy by enabling a first device to observe a list of extensions in a 

remote LAN and initiating a call to a displayed number in response to selection by a 

user, as shown by Wilson, thereby enabling the first phone to connect to a destination 

phone if the number associated with the destination phone is unknown and remote of 

the user's LAN. 

Regarding Claims 26 and 32, 

Guy discloses a system and method meeting all limitations of the parent claims. 

Neither Guy nor Wilson discloses first and second inputs use the same button. 

However, it is well known in the art to utilize the same button for multiple 

common inputs to simplify the functionality {claim 26.32- first and second inputs use 

same button). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to use the same button for the first and second inputs disclosed by VVilson, in 

order to improve the ease of use for the user. 
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Guy discloses a system and method meeting all limitations of the parent claims. 

Neither Guy nor Wilson explicitly discloses destinations includes telephones 

external to the system. 

However, it is well known that local exchange switches such as those shown by 

Wilson are able to connect to other exchanges outside of the local system, such as over 

a -dedicated T1 trunk (claim 28.34- destinations includes telephones external to the 

system). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to modify Guy and Wilson by enabling destinations to be telephones external 

to the system, thereby providing the disclosed directory services to as many capable 

users as can be supported. · 
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3. Claim 4 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Guy in 

view of Wilson above, and further in view of Stuntebeck et al. (US006065016A), 

hereafter Stuntebeck. 

· Regarding Claim 4, 

Guy discloses a system as shown above in the rejection of claim 1 and 2. 

Neither Guy nor Wilson discloses a list played to a user as audio. 

Stuntebeck discloses a universal directory server (UDS) that provides remote 

access to the communication addresses (extensions) associated with numerous 

institutions, including LANs (Fig. 1; Abstract). Stuntebeck discloses a user can access 

the UDS through a voice recognition system, in which results are conveyed to the user 

as voice (audio; Col. 4, lines 17-25; claim 4 -list is played as audio to the user of the 

first device). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to modify Guy and Wilson by enabling the list to be played as audio to the 

user, as shown by Stu0tebeck, thereby allowing users to access directory services 

without a visual display. 
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4. Claims 36-38 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Wilson in view of Guy. 

Regarding Claim 36-38 and 40, 

Wilson discloses an IP phone connects to Internet (WAN) through multiple (first, 

second, third) local switches and network switches, and a user can use the 

alphanumeric keypad to make a request of callee search (Fig. 5; Col. 7, lines 45-67; 

claim 36- in response to receipt of first input, displaying on a display on the IP 

telephone a first list including second and third LANs coupled to the first LAN, wherein 

the second and third LANs operate under the IP protocol; claim 40- first, second, and 

third LANs coupled via WAN). 

Wilson further discloses the screen on the caller's side can display multiple result 

numbers of callees in a scrolled list after the search engine replies to the search request 

(Col. ?,lines 46-67 and Co!. 8, Lines 1-17; claim 36- receiving another input from the 

user on the IP telephone; in response to receipt of the input, displaying on the display 

on the IP telephone a second list of telephone destinations accessible from the second 

LAN; claim 37- scrolling through the list in response to fourth ·input). 

Wilson then shows that the caller can select the proper callee's name display 

from the scrolled list of multiple results to initiate a call (Col. 8, lines 13-15; claim 36 - in 

response to receipt of third input, automatically dialing one of the telephone destinations 

accessible from the second LAN for a communications connection between the one of 
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the telephone destinations and the IP telephone; claim 38- scrolling through the list in 

response to fifth input). 

Wilson does not explicitly show that the callee lists are received from a second 

LAN in response to sending a request message from the first LAN. 

Guy discloses a system and method for coupling a first LAN 1 02A having server 

· 112 to a second LAN 1028 having server 122 through WAN 104 utilizing IP capabilities 

of the LANs and WAN. Guy discloses the ability to connect a phone of the first LAN 

1 02A to a destination phone of the second LAN 1028 (Col. 6, lines4-11; Col. 10, lines 

1-7). Guy further discloses each file server 112/122 includes a directory (Fig. 4, 406) 

.. that stores a list of server codes and additional information to identify devices attached 

to each server (Col. 10-11, lines 30-14), while also disclosing a master directory in a 

server of network 100 containing the information stored in each local directory (Col. 9, 

lines 20-25; claim 36- displaying on the display on the IP telephone the second list 

further includes the steps of sending a request message for the list from the first LAN to 

the second LAN and receiving the second list from the second LAN to the first LAN). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to supply the Internet database in Wilson from local directories stored in each 

respective LAN segment of a network, as shown by Guy, thereby ensuring that the 

Internet (master) directory is up to date. 
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5. Applicant's arguments with respect to the pending claims have been considered 

but are moot in view of the new ground(s) of rejection. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

• Hattori et al. (US006094674A) 

• Lloyd (US20010037331A1) 

Any inquiry concerning this communication or earlier communications from the 

e·xaminer should be directed to Gregory B. Sefcheck whose telephone number is 571-

272-3098. The examiner can normally be reached on Monday-Friday, 8:00am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

superVisor, Wing Chan can be reached on 571-272-7 493. The fax phone number for 

the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR syste.,m, see http://pair-directuspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

~~ ... 

Patent Examiner 
10-16-2007 . 
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IN THE UNJTED STATES PA.TENT AND TRADEf\t<\RK OFFICE 

/\pplicant Suder ct al. An Unit 
Serial No, 10/447,607 Exmniner Gregory R Sefcheck 
Filed f\'iny 29, 2003 Conf. No. 6094 
'fitk PHONE DIRECTORY fN A VOICE OVER IP TELEPHONE S'Y.STEM 

Mail Stop Amendm~mt: 
Co.mmissioner for Patents 
P.O. Box 1450 
A.Jcxandria, "lA 22313 ··1450 

Please arnend the above· identified application as follows: 
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AlvlEND:t>..4ENTS 

Please rep!atx~ the paragraphs on page 1; Jines 3-14, \Vith the f{.ll.JO\Ving amended 

paragraphs; 

CROSS REFERENCE TO RELATED APPLICATIONS 

This application Ji)r patent is a continuation-in-part application of U.S, Patent Application 
S . l" N'" ''\(\''""-~ ''1 X . 1 '''Q''I"' "!" "!"'!''\/' ()L' -SI~R\'1"(''[' ~N' A \"Ql(T' ()'\"'I'jJc ''0 er1a .l :{)~ ".;._:_// / lJ;~}.~ L~ C!1i1t ea .. )t)/'\ ..... t .l .l -~ r- .. _ :: l . .. r:. It~ .. ~ .. 1 _,_L:- :' r~- :\. .L~ 

TELEPHONE SYSTE!v1.''' 

This application f(x patent is related to the f()ll.O\\:ing patent applications: 

Se•·i·" 1 1';,, •n:rn; ;4· -:-, . .,.ltl'tlc,··J "Q·lr,\ti··r··v 0-l~ sr:Rv·r(·'!;; l·l'-: ;\ Rl~·t-,1 C)Tf·' ~- -~ . .-.u.~ ~'""<"--'~ J.v''Ui~~·!-~· J~ C.t ... l:.c.... _ .•...... l . :.... L·~~ 1 .. ·1 ... . ~'\! .:_"'\ _,.{\!.~~.). ... 

TELEPHONE"; 

Serial No. 10,,..041,332,J1~~YdL_:;L.Elmm.tN~1_,_ .. 9_,2.2..~ .• 122; entitled "SERVICE 
OBSERVING IN A VOICE OVER IP TELEPHONE S''t"STEI'vf'; and 

Serial No. 1 Oi21 (\902;.JN.wJL.~~.T.~~1~DJJjQ_;.._Z,Lf1~§f!.!!..; entitled ''VOrCE tvLAI L IN A 
VO!CE OVEFt IP TELEPHONE S\'STEfvr·:. which are all hereby incorp{.)rated by refenmce 
herein. 
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This listing of dairns replaces al! prior versions and listings of claims in the application: 

1. (Previously pres~.:~nied) A_n inforrnation handling system comprising: 

a first local an:~a nel\vork ("LAN''); 

a second LA.N: 

a vvide area netvvork ("\\iAN") coupling the first LAN to the second LAN:, 

a first tek;;_\Jmmunic~lUons dcvict~ coupled to t.h'~ first LAN; 

a plurality of te!ecommnnications extensions coupled to the second LAN: 

the first LAN including first circuitry-' for enabling a user J."lf the first teleconununications 

device to observe a list of the plurality of t.elecomrnunications extensions; and 

the first LAN including se1.xmd circuitxy for automatically calling one of the pluraLity of 

telecommunications extensions in response to the user selecting one of the pluraWy of 

teleconun1.micati.ons extensions from the ohsef\-'(~d list, whert~in the list of the plurahl)' of 

telccormmmicatlons ex1J.Ttsions is stored in a server in the second LAN, and 1s acct~ssed by the 

first circuitry across the \-VAN. 

2. (Original} The systern as recited in claim L \Vhercin communication a1nong the nrst 

LAN, second LAN, and WAN uses an IP protocoL 

~t \Original) The system ns recited in claim 2, '··\·herein the list of tbc plurality of 

telecornmunicatl<:>ns extensions is disnlaved to the user of the first tdccormntmications devkx~. 
l ~ 



RingCentral Ex-1002, p. 53
RingCentral v. Estech

IPR2021-00574

i\ppH<:.'<H1l 
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l (U~+-4 7 ~ 607 

Att<::>mey's Docket No.: 21018-0!3001 

Fi!d tvhy 29, 20\}3 
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4. (Previously presented) /\.n informution handling system comprising: 

a tlrst local area nehvork (''LltN''); 

a wide area nctv,··ork ("\VAN") conpling the first LAN to the second LAN; 

a first tdecmnrmmk;ations device coupkd to the first LAN; 

a plurality of teJecornnmnications extensions coupkd to the second LAN: 

the first LAN including first circuitry ft1r enabling a user of the first telecomnmnications 

device to observe a list of the plurality of telecommunications extensions; and 

the first LAN including second circuitry· for amomatica11y calling one of the plurality of 

telecommunication~ extensions in response lo the USt}f selecting one of the plurality of 

telecornmlmk\~tions extensions from the observed list. \Vhcrcin con1n:mnkatkm among the first 

L<\N, ~;econd LJ\N, and \",TAN uses an lP protocol, wht.~rcin the list of the phmllity of 

tdecornrnunications ex1ensions is played as mulio to the user of the first telecornmunications 

device. 

5. (Original) The system as recited in claim 3, wherein the first telecommunications 

de<.;•ice 1;,; ~m IP telephone having a disph~y for shov<"ing tht.: list of the plurality of 

tekcornrnunicatinns extensions, wherein the second circuitry in.dudes a key for enabling the user 

to tacitly selecting one of the plurality of tdccommunicat.ions extensions frorn the displayed IhL 

6. (Original) The system as recited in claim 5, vvherdn the tactile sel.1xtion of one of the 

plurality of telecommunications extensions fi:om tlle displayed list by the user results in an 

initiation of a call from the first telecommunications device to the selected one of tlw plurality of 

tdecommunkmions extensions across the \.\-'/\.N. 

7. (Cancelled) 
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8. CPrevioudy presented) An infr>rmation handling systen1 conrprising: 

a first local area net\'vork (''LAN"); 

a se~xmd LAN; 

a \-Vide area net\vork ("Vv'AN") coupling the first LAN 1.0 the second LA.N; 

a first teleeonnm.mkations device coupled to the first LAN; 

a plurality of tekcornmunications extensions coupled to the second LAN: 

the first LAN including first circuitT)'' for enabling a user of the first telecornmunications 

device to observe n list of the plurality of telecommunications extensions; and 

the first LAN lndud1ng seco-nd circuitry for automatiCally calling one of the plurality of 

tdecomrnunicatkms s..\:<Jensions in response to the user selecting one of tlw plurality of 

telccornrnunications extem;ions from the observed list, \Vherein conummicatkm among the first 

LAN, ~•ccond LAN, and W/\N uses an IP protocol, wherein the list ofthe plurality of 

tclccommunication.s extensions is displayed to the user of t.he first tcl,~commltnications de viet.\ 

\vherein the first telecornrnun.ications device is an IP tde.phone having n display hx sho\ving the 

list of the plurality of tde>:.communications extensions, wherein the second circuitry inclu(.k's a 

key for enabling the user to tacitly selecting one of the plurality of tek~communicatiom> 

extensions from the dispbyed list, wherein the tactile selection of one of the plurality of 

tclecornnmnications extensions frorn the displayed list by the user re~ults in a.n initi:Jtion of a caD 

from the first tdecom.municat1ons device to the sck<.'ted one of the plural.ity of 

tch.';;.:orn.rnunication;; extensions across the \\iAN, \-vherein the list of the p!urality of 

tdecomrnunications extensions is stored in a ~erver in the second LA.N, and is accessed by the 

first cirn<itry ucros':-l the \VAN. 

9. (Original) Th~) sy-stern as recited in clairn 8, wherein the first h.deco.mmlmications 

device i.ndudes circuitry for enabling the user to scroll throngh the displayed list of tbe plurality 

of tdecomrnunications devices. 
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10. (Original} The .system as recited _in claim 1, funher comprising: 

<~ tJ1ird LAN coupled to the first and second LANs via the \\l.AN; and 

u plurality of telccornmunictltions c.~<. tensions coupled to the third LAN, the first LJ\N 

i.nduding circ.uilry for enabhng the user to select between observing the Hst of the plurality·· of 

telecotn.muni~.,~.ations exlt:nsions nmpied to the sc(.:ond L'\N or observing a list of the p!u.raHty of 

l.e!ecommunications extensions coupled to the third LAN. 

I1 .. , l. 6. {Cancelled) 

1'7. (Previously presented) An information handling ~:>ystem comprising: 

a first local area net\vork ("LAN") operating under an IP protocol: 

a first IP w!cphone coupled to the first LAN, the first IP telephone having a display and a 

set of keys for enabling a user to enter inputs; 

a s;:.~cond t .. AN orx~rating under the 1P protocol; 

St.~cond nnd third telephone extensions coupled to the second LAN~ 

a Vlide area netv<'ork ("\VAN") operating under the JP protocol coupling the first LAN to 

the ~econd Li\N; and 

the flr::-;t LAN induding first circuitry for enabling a user of the first IP telephone ~-o vie'w 

a list including the second <.tnd third telephone extensions, \Vherein the list is stored in a server in 

the second LAN, and is accessed hy the first circuitry across the \VAn 

HL (Original) The s~,..-stem as recited in claim 17, further comprising: 

the first LAN including second circuitry for automatically· calling t.he second tdephone 

extension in response to the user selecting the second telephone extension fro1n the viesved list. 

19, (Origi:nal} The sy~tern as recitt<d in claim 18, \\:·herein select jon of the second 

telepb.om~ extension from the vie;ved list by the user is accomplished bj.-· selection of one of the 

~et of keys, 
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20, {Original) The systeJn as recited in daim 19, \.Vhcrcin the selection of one of the set 

of keys restdts in un initiation of a call from the first rP telephone to the second telephone 

extensio.n across the \V/\N. 

22. (Original) The system as recited in clai1n 17, wherein the first !P telephmK~ includ,~"l 

circuitry for enabling the user to scroll through the displayed list 

23. (Original) The system a:;; recited in claim 1. further comprising: 

a third LAN coupled w the firsl and second LANs via the \VAN: and 

a plurality of tdephom~ extensions coupled to the third LAN, the first Ll\N including 

circuitry for enabling the user to se!e<.:t bet~:veen VlC\ving the list of the telephone exJensions 

coupled to the second LAN or vic'<-ving a list of the plurality of telephone extensions coupled to 

the lhird LAN. 

24. (Or1ginal; Jn a telecommunications system cor.npri::>ing a finn lP telephone coupled to 

a first IP server within a finn LAN, second and third tt.~lephone t::~xten><ions coupled to a second !:P 

server '.vithln a second LAN, and a WAN coupl1ng the first LAN to lhc~ second L/\N, tht.~ first 

LAN, the ~K:cond LAN. and the \.\t/\N communicating using an lP protocol, a method comprising 

the steps of: 

in response to selection of n first input on the first IP telephone, displaying on tlx~ first IP 

telephone a list of telephone destinations stored in the second IP server, wherein the !ist of 

telephone destinations is corrnnunicated from the second IP server over the WAN to the first fP 

in response w selection of one of the tel>:.< phone destinations froTn the di~;piayed lisL 

automatically dialing the <:>eiecte.d one of the telephone destinations for a communications lin.k 

between the fir:.;t IP teiephom.~ and the selected one of the telephone destinations, 



RingCentral Ex-1002, p. 57
RingCentral v. Estech

IPR2021-00574

/\pp.U~:ant Suder :;.~t ~~L Anornz~y's l)x:k(~t No .. 2l6l f\ .. OJ3001 
Seila~ No. ~Of-447.607 

r·Hed ~ .. :fuy 29 .. 2f.X)3 
~Page 8 ~)r 14 

25. (Origina!) The method a:'i recited in clairn 24, '.\'herein the selection of one of the 

telephone (kstinations from the displayed list is perforrncd in respon:c;c to selection of n second 

inpm on tfH .. ~ first IP telephone by a user. 

26 .. (Odginal} The rnethod as recit,;.~d in daim 25, wherein the first and second inputs arc 

the same h~y button on the first IP telephone. 

27 .. (Original) The :rncthod as recited in claim 24, '<\-'herein the telephone destinations 

include tbe se(ond and third tdcphonc extension~ coupled to the second IP server 

mclude tekphones external to the system. 

29 .. (Original} The rnethod as recited in dahn 24, vvhere1n the system includes a third 

LAN coupled to tht: first and second LANs via the V•/AN, further comprising the steps of: 

dispL1.ying on tlx~ first IP telephone a list of LANs coupled to the \VAK im.Juding the 

perforrning the step of displaying the first list in response to selection of the second LAN 

frorn the displayed list of LANs. 

30. (Original} A tdecornr.nunications system comprising: 

a first lP telephone coupled to a first l:P server within a first LAN; 

second a.nd third telephone extensions coupled w a second IP server \Vithin a second 

LAN; 

a \:\'AN coupling the first LAN to the i-lecond LAN, the first LAN, the second LAN, and 

the: \VAN con1mtltl.kating using an lP protocol; 

means for di:~phrying on the Erst rP telephone a list of telephone destinations stored in tJH: 

second IP server in response to selection of a first inpm on the first ll., tek~phone, \~<herein the list 
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of tckphon<:: <.kstimltions is o.)mnn.mk'ated from the second IP server over the \V/\N to the first 

rP telephone: and 

means for autornatkaHy dialitlg the selected one of the telephone destinations for a 

conununkations link bet\vecn the first IP h.dephone and tl1e sdec:ted one of the tckphonc 

destinations in response to sekction of one of the telephone destinations from th(~ displayed list. 

31. (Origin;,d} The system as recited in claim 30, '>vherein the selection of one of the 

telephone destinations from the displayed list is performed in response to selection of a second 

input on the first iF' tcJcphone by· a user, 

32- (Original) The ~~ystt~Jn as recited in claim 31, \vherein the first and second inputs are 

33. (Original) The sy:itern as recited in daim 32, \vherein the telephone destination~ 

include thl'..: second and third telephone t.~xt.ens1ons coupled to the second IV server. 

34, (Original) The systern as re.cited in claim 32, V<'ht:reil1 the telephone destinations 

indude telephones external lo the systern, 

35. (0r1ginal) The system as recited in daim 31, further comprising: 

a third LAN toupled 10 the flrs!. and second LANs ·via the \VAN; 

means for displaying on the first W telephone a list of LANs coupled to the Vv' AN, 

including the ~econd and third l..ANs~ and 

meam l\Jr displaying the first Hst in response to selection of the second LAN from the 

disp1ayed list of LANs. 
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36. (Previously pn~sented} i\ method comprising the ~;teps of: 

receh·ing a first touch input from a user on an tP telephone that is net.,vorked into a first 

LAN operating under an tP protocol; 

in response to receipt of the first touch input, displuying on a d1splHy on the IP telephone 

a first Hst including second and third LANs coupled to the first LAN, wherein the ;,;econd and 

third LANs opera!.,;.~ under tbe IP protocol; 

receiving a _second touch input fron11.he user on t11e IP telephone; 

in response to receipt of the second touch input, displa:ying on the displa;" on the IP 

telephone a second list of telephmK~ destirwtions atx:essiblc fron1 the second LAN; 

receiving a third touch input from the user on the IP telephone.; and 

in response to receipt of the third touch input, automatically dialing one of tht~ tt~kphonc 

destinations accessible frmn the second LAN for a zxmununications ;;.:onm.~ction b'~t'>·vcen tht~ one 

of the telephone {.kstinations tmd the IP telephone, \vhcrein the step of displaying on the displa)" 

on tbe IP tdephone trw second bst further includes t.he steps of: 

sending a message frorn the flrst LAN to the se.cond LAN requesting tl1c :-,econd List; and 

receiving thii.~ second list frorn the second LAN to the first LAN. 

37. (Original) The rnethod as recited in claim 36, before the step of receiving the SCCQnd 

touch input, further comprising the steps of: receiving a fourth touch inpm from the nser on the 

IP telephone; and in response w rccdpt of the fourth touch input, scrolling through the first list 

38, (Original) The method a.s recited in dairn 37, before the stt::p of :receiving the third 

touch input further cornprising the steps of: receiving a fifth touch input from the user on the IP 

telephone; and in response to receipt of the fifth touch input, scrolling through the second list. 

39. (Cancdkd) 

40. (Prc\'ious1y presented) The method as recited in claim 36, \·Vhz~rcin the first, S{:.cond, 
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Claims 1-·6. 8-10, 17--20.22-38 and 40 are pending in the applicatio11. 

Claims 1 ~6, 8-10, 17 ~20. 22-38 and 40 st<u1d rejec.:ted. 

l. REJECTlONS TO SPECIFICA.TION 

The Examiner h<~s requested that the rdated applications identifled on page 1 of the 

Specifkatkm b~~ updated. In response., Applicants have hereln updated th.is portion of the 

Specification us requested. 

II. REJECTIONS UNDER 35 U.S.C. § 103 

Claims 1.<3, 5-6, 8-F\ 17-20 and 22-35 stand r~jerted under 35 l.LS.C § i03 as bdng 

unpaterrtabk O\'er Guyer a!. (U.S. Patent No. 6298,057) in vicv<" of ll'llson (US Pment No. 

6,829,23!). In response, Applicants respectfully traverse these rejections. 

The Examiner's rejections rdy specifically upon an interpretation that Guy discloses a list. 

of 1he pltlmlity of h.~leconnm.mications extensions being stored in a server in the second LAN, 

vlhich 1s accessed by the first circuitry across the WAN, The Examiner ,:ites column 10, !inc 30·· 

column 11, line 14 in support of this interpn~tation. Applicants traverse. This language within 

Guy does not ~upport !J1e Exarnincr's assertions. instead, Guy tew;.:hes Hun if the server code is 

not in the locai directory, then a request goes to a master directory \Vhich t; locwcd somevi-·here 

in net\'Hn'k 100. ('olumn 9, lines 23~28. The ma:-;ter directory only co11tains the server code. 

The server code only identifies the CSlJ 130 to ·whil:.:h the destination telephone is com1et:ted. 

Column l 0, lines 33-36. Additional digits are still required in order to telephone or contact th(~ 

destination telephone fron1 the originating telephone. Suc.:h additional digits are described in 

colu:rnn 11, line 1-colum.n 12, line 21, Such additional digits are taught within Guy to be 

generated in the first LAN \Vithout any transrnission of this infonnation from the second LJ-..N to 

the fir.<>t LAN. 
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The rcSlllt (1fthe {i'.wegoing is that the comb1nation of Guy and JTUson dot~s not teach or 

sug,_i;;est circuitry 1vithin fhe first LAN t\:.)r enabling a user of the first tdecormnunkations device 

<;vhhin that first LAN io obsenre a list of the plurality oftelecomrnunications extensions coupled 

to the second LAN, wherein the list of the plurality oftdecommunications extensions is stored in 

a ser\.:er in the secnnd L/\N <md is accessed by the first cin;.:uitry a<.:ross the LAN .. Instead, the 

most that th'i..~ combination of references teaches is that when a ti.~lecommunications device in the 

Hrst LAN desires to caU a telecommunications device in the second LAN, it mav access a master - ... ~ 

directory to lind out the ser'>· .. er code associated v-iith the ser>/cr in the second LAN to which the 

second tek:communications de\'lcC rnay be coupled. This is only pt.Tft)rmcd if th~ server cotks 

are not already k.n0\·1/U try the s(:rvl:r in the first LAN to \Vhich the Hrst telccmmmmications 

device is coupled. The limitation ofthe teach1ngs of the combination of G!~}' and lYilson is that a 

list of tdecon1.lTlu.nications device coupled to the second LAN is not accessible by tlrst circuitry 

in the t1rst LAN. As a result, a telectnnmunicat1ons device coupled to the first LAN is not able 

to observ<:.~ such a list oftekcommunica11ons extensions in the second LAN and thereby make a 

call to such a telcphom.: extension. This is an important distinction for several reasons. One of 

them is that h permits a user in one gt~ographic lm.:ation to lo~:.~att~ a station user in another 

location \Vithout the need to use a printed extension guide. Page 20, hncs 21-24. This \.V(mld not 

be possible vvith the cornbination ofrd(~renct~s asserted by· the Examiner, but 1s \'tith the present 

invention. 

As. a result ofthtl km;:going, one skilled in the art at the time the invention \vas made 

>:vou1d not have been ahk to recreate the claimed im,...enbon in ·vi,~\V ofthe ci..mlbination oftlw 

On page 4 oftb.e Offl.ce Action, the Examiner has made assertions as to \vhat T-Vilson 

teaches. Applkants respectfully tra.ve1·sc such assertkms and incorporate b:r ref{m::nc:e 

)-,pp!icants' argu.ments made in tb.~ previous amendment with respect to the teachings of H-'i!son. 

\Vith respect to Claims 26 and 32, the Examiner asserts that it is \Vd1 kno1..:vn in the art to 

utilize the sam.e button for multiple common inputs to simpllf}' functionality, Applicants 
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respectfully tmver:>c the assertion of \\<'hat is '>'-Tll knov..'l1 in the art. /\s a n.~sult, the Exarniner is 

required to support ;.;uch an assertion >vvith ob __ kctlve evideno;;, 

\:\lith respect lo Claims 28 and 34, App!iconts respectfully tr~lvcrse the Exan1im~r' s 

assertions. The Ex~uniner has misi.Jmrader1zed thc lirnitations '>Vithin these daims. These chlims 

recite that the telephone destimnions may include telephones t.~xtcrnal to the system. Such 

telephone destinalions are included in a list stored in the second fP server in which are 

t.OlTl.municated from the sr::cond IP server over the \V/\N to the first lP telephone. This is not 

taught or suggested \Vithin lliilson. i\pplicants traverse the Examiner's assertion of \:vhat is \vcH 

known in the art, requiring the Exarniner to support such assertions with objz~cti\re C\-'idence. 

Clairn 4 stands :rejected under 35 U.S.C § 103 ;:ts being unpatentable over Guy in view· of 

lVifson and further in vic\v of S'tunteheck et al. <U.S. Patem No. 6,065,0 16). App!ic(mt;,; 

respcctful!y tn:versc this n:~jtxlion for reasons sirnilarly gh-'en above. 

C!alm.s 36--38 and 40 stand rejected under 35 US.C. § 103 as being unpatentable over 

lFilson i.n vie\\' of Ga)\ Applicants respccthllly traverse these rejections for reasons s.im1larly 
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As a result of the foregoing, it is asserted by Applicant:-> that the rernaining C!ni.ms in the 

Appncat1on arc in condition for allowance, and respectfully request an a!lo\v<mce of :-;uch 

Cbims. 

/\pplicants rcspectfuHy Ieqnest that the Exarniner call Applicants' attorney at tl'u:~ lx:lmv 

Iistt:d number if \he Ex<tminer believes that such a discussion 'vVouid be lx~!pfu! in resolving any 
. . '! remmmng prot)!t~rr1~, 

We bdic\,·e there to be no fce(s) due at this time, h{)WC'-ler, if \VC have calculated 

incorn.~ctly, please apply ~my charges or credits lo Deposit /\ccount No. 06~1050, referencing 

Attorney Docke.t No. 216l~q)13001. 

Fi~h & Richardson P.C. 
One Congress Plazn 
Suite 810 
111 Congress /\venue 
Austin, TX 78701 
Telephone; (512) 472-5070 
Fac:-;imik: (512) 320-8935 

·· ....... _ 

Respectfully submitted, 
~··~··"" ..• ~~· .. ..,. 

.···'\···-····· ... -...., 
·' / 
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Claims 1-·6. 8-10, 17--20.22-38 and 40 are pending in the applicatio11. 

Claims 1 ~6, 8-10, 17 ~20. 22-38 and 40 st<u1d rejec.:ted. 

l. REJECTlONS TO SPECIFICA.TION 

The Examiner h<~s requested that the rdated applications identifled on page 1 of the 

Specifkatkm b~~ updated. In response., Applicants have hereln updated th.is portion of the 

Specification us requested. 

II. REJECTIONS UNDER 35 U.S.C. § 103 

Claims 1.<3, 5-6, 8-F\ 17-20 and 22-35 stand r~jerted under 35 l.LS.C § i03 as bdng 

unpaterrtabk O\'er Guyer a!. (U.S. Patent No. 6298,057) in vicv<" of ll'llson (US Pment No. 

6,829,23!). In response, Applicants respectfully traverse these rejections. 

The Examiner's rejections rdy specifically upon an interpretation that Guy discloses a list. 

of 1he pltlmlity of h.~leconnm.mications extensions being stored in a server in the second LAN, 

vlhich 1s accessed by the first circuitry across the WAN, The Examiner ,:ites column 10, !inc 30·· 

column 11, line 14 in support of this interpn~tation. Applicants traverse. This language within 

Guy does not ~upport !J1e Exarnincr's assertions. instead, Guy tew;.:hes Hun if the server code is 

not in the locai directory, then a request goes to a master directory \Vhich t; locwcd somevi-·here 

in net\'Hn'k 100. ('olumn 9, lines 23~28. The ma:-;ter directory only co11tains the server code. 

The server code only identifies the CSlJ 130 to ·whil:.:h the destination telephone is com1et:ted. 

Column l 0, lines 33-36. Additional digits are still required in order to telephone or contact th(~ 

destination telephone fron1 the originating telephone. Suc.:h additional digits are described in 

colu:rnn 11, line 1-colum.n 12, line 21, Such additional digits are taught within Guy to be 

generated in the first LAN \Vithout any transrnission of this infonnation from the second LJ-..N to 

the fir.<>t LAN. 
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The rcSlllt (1fthe {i'.wegoing is that the comb1nation of Guy and JTUson dot~s not teach or 

sug,_i;;est circuitry 1vithin fhe first LAN t\:.)r enabling a user of the first tdecormnunkations device 

<;vhhin that first LAN io obsenre a list of the plurality oftelecomrnunications extensions coupled 

to the second LAN, wherein the list of the plurality oftdecommunications extensions is stored in 

a ser\.:er in the secnnd L/\N <md is accessed by the first cin;.:uitry a<.:ross the LAN .. Instead, the 

most that th'i..~ combination of references teaches is that when a ti.~lecommunications device in the 

Hrst LAN desires to caU a telecommunications device in the second LAN, it mav access a master - ... ~ 

directory to lind out the ser'>· .. er code associated v-iith the ser>/cr in the second LAN to which the 

second tek:communications de\'lcC rnay be coupled. This is only pt.Tft)rmcd if th~ server cotks 

are not already k.n0\·1/U try the s(:rvl:r in the first LAN to \Vhich the Hrst telccmmmmications 

device is coupled. The limitation ofthe teach1ngs of the combination of G!~}' and lYilson is that a 

list of tdecon1.lTlu.nications device coupled to the second LAN is not accessible by tlrst circuitry 

in the t1rst LAN. As a result, a telectnnmunicat1ons device coupled to the first LAN is not able 

to observ<:.~ such a list oftekcommunica11ons extensions in the second LAN and thereby make a 

call to such a telcphom.: extension. This is an important distinction for several reasons. One of 

them is that h permits a user in one gt~ographic lm.:ation to lo~:.~att~ a station user in another 

location \Vithout the need to use a printed extension guide. Page 20, hncs 21-24. This \.V(mld not 

be possible vvith the cornbination ofrd(~renct~s asserted by· the Examiner, but 1s \'tith the present 

invention. 

As. a result ofthtl km;:going, one skilled in the art at the time the invention \vas made 

>:vou1d not have been ahk to recreate the claimed im,...enbon in ·vi,~\V ofthe ci..mlbination oftlw 

On page 4 oftb.e Offl.ce Action, the Examiner has made assertions as to \vhat T-Vilson 

teaches. Applkants respectfully tra.ve1·sc such assertkms and incorporate b:r ref{m::nc:e 

)-,pp!icants' argu.ments made in tb.~ previous amendment with respect to the teachings of H-'i!son. 

\Vith respect to Claims 26 and 32, the Examiner asserts that it is \Vd1 kno1..:vn in the art to 

utilize the sam.e button for multiple common inputs to simpllf}' functionality, Applicants 
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respectfully tmver:>c the assertion of \\<'hat is '>'-Tll knov..'l1 in the art. /\s a n.~sult, the Exarniner is 

required to support ;.;uch an assertion >vvith ob __ kctlve evideno;;, 

\:\lith respect lo Claims 28 and 34, App!iconts respectfully tr~lvcrse the Exan1im~r' s 

assertions. The Ex~uniner has misi.Jmrader1zed thc lirnitations '>Vithin these daims. These chlims 

recite that the telephone destimnions may include telephones t.~xtcrnal to the system. Such 

telephone destinalions are included in a list stored in the second fP server in which are 

t.OlTl.municated from the sr::cond IP server over the \V/\N to the first lP telephone. This is not 

taught or suggested \Vithin lliilson. i\pplicants traverse the Examiner's assertion of \:vhat is \vcH 

known in the art, requiring the Exarniner to support such assertions with objz~cti\re C\-'idence. 

Clairn 4 stands :rejected under 35 U.S.C § 103 ;:ts being unpatentable over Guy in view· of 

lVifson and further in vic\v of S'tunteheck et al. <U.S. Patem No. 6,065,0 16). App!ic(mt;,; 

respcctful!y tn:versc this n:~jtxlion for reasons sirnilarly gh-'en above. 

C!alm.s 36--38 and 40 stand rejected under 35 US.C. § 103 as being unpatentable over 

lFilson i.n vie\\' of Ga)\ Applicants respccthllly traverse these rejections for reasons s.im1larly 
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As a result of the foregoing, it is asserted by Applicant:-> that the rernaining C!ni.ms in the 

Appncat1on arc in condition for allowance, and respectfully request an a!lo\v<mce of :-;uch 

Cbims. 

/\pplicants rcspectfuHy Ieqnest that the Exarniner call Applicants' attorney at tl'u:~ lx:lmv 

Iistt:d number if \he Ex<tminer believes that such a discussion 'vVouid be lx~!pfu! in resolving any 
. . '! remmmng prot)!t~rr1~, 

We bdic\,·e there to be no fce(s) due at this time, h{)WC'-ler, if \VC have calculated 

incorn.~ctly, please apply ~my charges or credits lo Deposit /\ccount No. 06~1050, referencing 

Attorney Docke.t No. 216l~q)13001. 

Fi~h & Richardson P.C. 
One Congress Plazn 
Suite 810 
111 Congress /\venue 
Austin, TX 78701 
Telephone; (512) 472-5070 
Fac:-;imik: (512) 320-8935 
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Examiner 

GREGORY B. SEFCHECK 2619 
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Period for Reply 
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DETAILED ACTION 

• Applicant's Amendment filed 1/22/2008 is acknowledged. 

• The previous objection to the specification is withdrawn in light of the 

present amendments to the specification. 

• No amendments have been made to claims 1-6, 8-10, 17-20, 22-38 and 

40, which remain pending. 

Claim Rejections- 35 USC§ 103 

1. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

2. Claims 1-3, 5, 6, 8-10, 17-20, and 22-35 are rejected under 35 U.S.C. 

1 03(a) as being unpatentable over Guy et al. (US00629805781 ), hereafter Guy, 

in view of Wilson (US006829231 81 ). 

Regarding Claims 1-3, 5, 6, 8-10,17-20,22-25,27,29-31,33, and 35, 

Guy discloses a system and method for coupling a first LAN 1 02A having 

server 112 to a second LAN 1028 having server 122 through WAN 104 utilizing 

IP capabilities of the LANs and WAN (Fig. 1; Col. 1, lines 51-53; Col. 14, lines 

13-17; claim 1 .8. 17.24.30- method in a information handling system comprising 

a first LAN; claim 1 .8. 17.24.30- a second LAN; claim 1 .8. 17.24.30- WAN 

Page 2 
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coupling the first LAN to the second LAN; claim 2.17.30- LANs and WAN 

operate under IP protocol; claim 24.30- first and second IP servers within first 

and second LANs ). 

Fig. 1 also shows that a plurality of telecommunications devices are 

coupled to the first and second LANs 1 02NB (claim 1 .8. 17.24.30- first 

telecommunications device coupled to the first LAN; claim 1 .8. 17.24.27.33-

plurality of telecommunications extensions/destinations coupled to the second 

LAN). 

Guy discloses the ability to connect a phone of the first LAN 1 02A to a 

destination phone of the second LAN 1028 (Col. 6, lines 4-11; Col. 10, lines 1-7). 

Guy further discloses each file server 112/122 includes a directory (Fig. 4, 406) 

that stores a list of server codes and additional information to identify devices 

attached to each server (Col. 10-11, lines 30-14; claim 1 .8. 17.30- wherein the 

list of the plurality of telecommunications extensions is stored in a server in the 

second LAN, and is accessed by the first circuitry across the WAN). Guy also 

discloses a master directory in a server of network 100 containing the information 

stored in each local directory (Col. 9, lines 20-25). 

However, Guy does not explicitly disclose the user of the phone in the first 

LAN observing a displayed list of extensions to phones in multiple (second and 

third) local networks remote of the user's LAN and automatically initiating a call in 

response to the user selecting one of the extensions from the observed list. Guy 

also does not explicitly disclose the user's phone as an IP phone having display 

Page 3 
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and keys for user to enter first and second inputs for displaying and 

selecting/initiating a call, circuitry to scroll through the displayed list. 

Wilson discloses an IP phone user can access a directory engine through 

the Internet (WAN) for displaying a list of numbers/addresses (extensions) 

obtained from multiple (second and third) local exchange network switches and 

ISPs that are remote to the user. Wilson further discloses the user initiates a call 

by selecting a destination from a scrolled list of potential destinations (Fig. 5,6; 

Col. 7-8, lines 45-15; claim 1 .8. 17.24.30- first LAN including first circuitry for 

enabling a user of the first telecommunications device to observe/view a list of 

the plurality of telecommunications extensions; claim 1 .8. 18.24.30- first LAN 

including second circuitry for automatically calling one of the plurality of 

telecommunications extensions in response to the user selecting one of file 

plurality of telecommunications extensions from the observed list; claim 3.8.24.30 

-list is displayed to user of the first device; claim 5.6.8. 17. 19.20.24.25.30.31 -

first device is IP phone having display and keys for user to enter first and second 

inputs for displaying and selecting/initiating a call to an extension in the second 

LAN over the WAN; claim 9.22- circuitry to scroll through displayed list; claim 

10.23.29.35- a third LAN and first LAN circuitry for selecting and viewing a list of 

a plurality of extensions coupled to the second and/or third LAN). 

It would have been obvious to one of ordinary skill in the art at the time of 

the invention to modify Guy by enabling a first device to observe a list of 

extensions in a remote LAN and initiating a call to a displayed number in 

response to selection by a user, as shown by Wilson, thereby enabling the first 
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phone to connect to a destination phone if the number associated with the 

destination phone is unknown and remote of the user's LAN. 

Regarding Claims 26 and 32, 

Guy discloses all limitations of the parent claims. 

Neither Guy nor Wilson discloses first and second inputs using the same 

button. 

However, it is well known in the art to utilize the same button for multiple 

common inputs to simplify the functionality (claim 26.32- first and second inputs 

use same button). 

It would have been obvious to one of ordinary skill in the art at the time of 

the invention to use the same button for the first and second inputs disclosed by 

Wilson, in order to improve the ease of use for the user. 

Regarding Claims 28 and 34, 

Guy discloses all limitations of the parent claims. 

Neither Guy nor Wilson explicitly discloses destinations include 

telephones external to the system. 

However, it is well known that local exchange switches such as those 

shown by Wilson are able to connect to other exchanges outside of the local 

system, such as over a dedicated T1 trunk (claim 28.34- destinations includes 

telephones external to the system). 

Page 5 
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It would have been obvious to one of ordinary skill in the art at the time of 

the invention to modify Guy and Wilson by enabling destinations to be 

telephones external to the system, thereby providing the disclosed directory 

services to as many capable users as can be supported. 

3. Claim 4 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 

Guy in view of Wilson above, and further in view of Stuntebeck et al. 

(US006065016A), hereafter Stuntebeck. 

Regarding Claim 4, 

Guy discloses a system as shown above in the rejection of claim 1 and 2. 

Neither Guy nor Wilson discloses a list played to a user as audio. 

Stuntebeck discloses a universal directory server (UDS) that provides 

remote access to the communication addresses (extensions) associated with 

numerous institutions, including LANs (Fig. 1; Abstract). Stuntebeck discloses a 

user can access the UDS through a voice recognition system, in which results 

are conveyed to the user as voice (audio; Col. 4, lines 17-25; claim 4 -list is 

played as audio to the user of the first device). 

It would have been obvious to one of ordinary skill in the art at the time of 

the invention to modify Guy and Wilson by enabling the list to be played as audio 

to the user, as shown by Stuntebeck, thereby allowing users to access directory 

services without a visual display. 

Page 6 
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4. Claims 36-38 and 40 are rejected under 35 U.S.C. 1 03(a) as being 

unpatentable over Wilson in view of Guy. 

Regarding Claim 36-38 and 40, 

Wilson discloses an IP phone connects to Internet (WAN) through multiple 

(first, second, third) local switches and network switches, and a user can use the 

alphanumeric keypad to make a request of callee search (Fig. 5; Col. 7, lines 45-

67; claim 36- in response to receipt of first input, displaying on a display on the 

IP telephone a first list including second and third LANs coupled to the first LAN, 

wherein the second and third LANs operate under the IP protocol; claim 40-

first, second, and third LANs coupled via WAN). 

Wilson further discloses the screen on the caller's side can display 

multiple result numbers of cal lees in a scrolled list after the search engine replies 

to the search request (Col. ?,lines 46-67 and Col. 8, Lines 1-17; claim 36-

receiving another input from the user on the IP telephone; in response to receipt 

of the input, displaying on the display on the IP telephone a second list of 

telephone destinations accessible from the second LAN; claim 37- scrolling 

through the list in response to fourth input). 

Wilson then shows that the caller can select the proper callee's name 

display from the scrolled list of multiple results to initiate a call (Col. 8, lines 13-

15; claim 36- in response to receipt of third input, automatically dialing one of the 

telephone destinations accessible from the second LAN for a communications 
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connection between the one of the telephone destinations and the IP telephone; 

claim 38- scrolling through the list in response to fifth input). 

Wilson does not explicitly show that the cal lee lists are received from a 

second LAN in response to sending a request message from the first LAN. 

Guy discloses a system and method for coupling a first LAN 1 02A having 

server 112 to a second LAN 1028 having server 122 through WAN 104 utilizing 

IP capabilities of the LANs and WAN. Guy discloses the ability to connect a 

phone of the first LAN 1 02A to a destination phone of the second LAN 1 028 (Col. 

6, lines 4-11; Col. 10, lines 1-7). Guy further discloses each file server 112/122 

includes a directory (Fig. 4, 406) that stores a list of server codes and additional 

information to identify devices attached to each server (Col. 10-11, lines 30-14 ), 

while also disclosing a master directory in a server of network 100 containing the 

information stored in each local directory (Col. 9, lines 20-25; claim 36-

displaying on the display on the IP telephone the second list further includes the 

steps of sending a request message for the list from the first LAN to the second 

LAN and receiving the second list from the second LAN to the first LAN). It 

would have been obvious to one of ordinary skill in the art at the time of the 

invention to supply the Internet database in Wilson from local directories stored in 

each respective LAN segment of a network, as shown by Guy, thereby ensuring 

that the Internet (master) directory is up to date. 
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Response to Arguments 

5. Applicant's arguments filed 1/22/2008 have been fully considered but they 

are not persuasive. 

In the Remarks on pg. 11-13 of the Amendment, Applicant contends 

that the combination of Guy and Wilson does not support the rejection 

of the pending claims. Applicant alleges the disclosure of Guy cited in 

the rejection only teaches of server codes in local and master 

directories, and not the claimed "list of the plurality of 

telecommunications extensions coupled to the second LAN". Further 

and quite separately, Applicant counters the cited disclosure of Wilson 

by referring to arguments presented in the amendment filed 8/17/2007, 

which pertain to the rejections of claims as anticipated by Wilson. 

- The Examiner respectfully disagrees. In response to applicant's 

arguments against the references individually, one cannot show 

nonobviousness by attacking references individually where the 

rejections are based on combinations of references. See In re Keller, 

642 F.2d 413,208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 

F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

- Applicant's previous arguments filed 8/17/2007 with respect to Wilson's 

lack of disclosure of a list stored in a server in the second LAN are 

irrelevant to rejections based on the combination of Guy and Wilson, 

Page 9 
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since the cited disclosure of Guy clearly meets this limitation. The 

Page 10 

deficiency in Guy highlighted by Applicant, i.e. that the cited disclosure 

does not recite a "list of the plurality of telecommunications extensions 

coupled to the second LAN", is met by the cited disclosure of Wilson, 

where the combination of Guy and Wilson properly rejects the pending 

claims. 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 

time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 

THREE MONTHS from the mailing date of this action. In the event a first reply is 

filed within TWO MONTHS of the mailing date of this final action and the advisory 

action is not mailed until after the end of the THREE-MONTH shortened statutory 

period, then the shortened statutory period will expire on the date the advisory 

action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 

calculated from the mailing date of the advisory action. In no event, however, will 

the statutory period for reply expire later than SIX MONTHS from the mailing 

date of this final action. 

Any inquiry concerning this communication or earlier communications from 

the examiner should be directed to Gregory B. Sefcheck whose telephone 

number is 571-272-3098. The examiner can normally be reached on Monday-

Friday, 8:00am-4:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the 

examiner's supervisor, Wing Chan can be reached on 571-272-7493. The fax 

phone number for the organization where this application or proceeding is 

assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 

the Patent Application Information Retrieval (PAIR) system. Status information 

for published applications may be obtained from either Private PAIR or Public 

PAIR. Status information for unpublished applications is available through 

Private PAIR only. For more information about the PAIR system, see http://pair-

direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-

free). If you would like assistance from a USPTO Customer Service 

Representative or access to the automated information system, call 800-786-

9199 (IN USA OR CANADA) or 571-272-1000. 

/Wing F Chan/ 
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/Gregory B Sefcheck/ 
Examiner, Art Unit 2619 
3-27-2008 

Supervisory Patent Examiner, Art 
Unit 2619 
3/27/08 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant 
Serial No. 
Filed 
Title 

Suder ct nl. Art Unit 2619 
10/447,607 Examiner Gregory B. Sefchcck 
May 29, 2003 Conf. No. 6094 
PHONE DIRECTORY IN A VOICE OVER IP TELEPHONE SYSTEM 

Mail Stop Appeal Brief- Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

BRIEF ON APPEAL 

I. REAL PARTY IN INTEREST 

The: real party in interest is Estcch Systems, Inc., which is the assignee of the entire right 

and interest in the present Application. 

II. RELATED APPEALS AND INTERFERENCES 

There arc no appeals or interferences known to Appellants, the Appellants' legal 

representative, or assignee which will directly affect or be directly affected by or have a bearing 

on the Board's decision in the pending appeal. 

Ill. STATUS OF CLAIMS 

Claims 1-6, 8-10, 17-20, 22-38 and 40 arc pending in the Application, stand rejected and 

are on appeal. 

Claims 7, I 1-16,21 and 39 have been cancelled. 

IV. STATUS OF AMENDMENTS 

There were no amendments to the Claims or specification tiled after the Final Rejection. 

V. SUMMARY OF CLAJMED SUBJECT MATTER 

Claim I recites an infom1ation handling system comprising a first LAN, a second LAN, a 

WAN coupling the first LAN to the second LAN, a first tcleconununications device coupled to 

the first LAN> a plurality of telecommunications extensions coupled to the second LAN, and the 

first LAN including first circuitry for enabling a user of the first telecommunications device to 
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observe a list of the plurality of telecommunications extensions. These clements are shown in 

Fig. 3 with the first and second LANs represented as any one of LANs 301-303 and the WAN 

201 that couples any first and second LAN. Each ofthe LANs shows telecommunications 

devices coupled thereto. The LANs 301-303 also show a plurality of telecommunications 

extensions, e.g., IP telephones I 05, 308, 313. See paragraphs [0031] - [0034]. Fig. II shows a 

process for enabling a use! of a first telecommunications device in the ~rst LAN to observe a list 

of a plurality of telecommunications extensions coupled to the second LAN. See para£:,rraphs 

[0088] - [0089]. Fig. 8 illustrates a block circuit diagram of a telecommunications device that 

includes a display 810. See paragraphs [0075] [0077). Figs. 11 and 9A-9B illustrate selecting 

one of the extensions from the observed list and ca11ing that extension. See paragraphs [0088] -· 

[0089] and [0103]. This process is also illustrated by the state dia&rram in Fig. 12. Sec paragraph 

(0090]. 

Claim 4 recites limitations similar to Claim I (therefore, see citations to figures and 

specifications above with respect to Claini 1 ), with an additional limitation that the Jist of the 

telecommunications extensions is played as audio to the user of the tirst telecommunications 

device. The telecommunications device diagram in Fig. 8 shows a speaker 821. 

Claims 8, 17 and 24 recite an information handling system similar to the one recited in 

Claim 1 (therefore, see citations to fi!,rurcs and specifications above with respect to Claim I), 

with additional limitations the first telecommunications device is an IP telephone and a user of 

that IP telephone tacitly selects one of the observed extensions from the list which results in an 

initiation of the call to that telecommunications extension across the WAN. Further, Claims 8, 

17 and 24 recite that the list of the plurality telecommunications extensions is stored in a server 

in the second LAN and is accessed by the first circuitry across the WAN. The IP telephones arc 

shown in various figures, including Figs. 3 and 8. Fig. II illustrates a step for selecting the 

telecommunications extension from the list that is displayed for initiating the call, which 

proceeds to Fig. 9A. Figs. 11, 12, and 14 among others illustrate the storage of the list of 

telecommunications extensions in the second LAN, the list then being accessed across the WAN 

by the first LAN. Sec paragraphs [003 1]- [0034], [0075]- [0077], [0088] [0089], and [0090]. 
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Further, the basic concept of accessing a list across the WAN and then making a call is described 

in paragraphs [0082] and [0087). 

Claim 30 recites a telecommunications systems comprising a first IP telephone coupled to 

a first IP server within a first LAN, second and third telephone extensions coupled to a second IP 

server within a second LAN, and a WAN coupling the first LAN to the second LAN, the first 

LAN, the second LAN, and the WAN communicating using an IP protocol. These features are 

similar to those discussed above with respect to Claims I, 4, 8, 17, and 24, and arc well 

supported within the aforementioned figures and specification, such as Fig. 3 and its supporting 

specification recitations noted above with respect to Claim 1. See paragraphs [0031] (0034], 

[0075]- [0077], [0088]- [0089], and [0090]. Claim 30 further recites a means for displaying on 

the first IP telephone a list of telephone destinations stored in the second IP server in response to 

selection of a first input on the first IP telephone, wherein the list of telephone destinations is 

communicated from the second JP server over the WAN to the first lP telephone. An IP 

telephone I 05 is illustrated in Figs. I and 3, and is shown in more detail in Fig. 8, which shows 

that the IP telephone 105 has an LCD display 810. See paragraphs [0075] - [0077]. IP servers 

within the LANs are as shown in fig. 3, including IP server I 01 and IP server 306. IP server 1 OJ 

is also shown in Figs. I and 2. Fig. 4 shows that IP server 101, which is representative of any of 

the IP servers, including JP server 306, has a hard drive 403. As a result, a list of telephone 

destinations may be stored within such a hard drive. Selection of a list displayed on LCD display 

810 of the IP telephone shown in Fig. 8 can be perfonncd using such input devices as the 

keyboard 807 or a DSS console 8 I I. Fig. 8 in such features are discussed in paragraphs [0075] -

[0081 ]; selection of an extension from a list is also discussed in paragraphs [0082) [0087]. The 

process for permitting a user to view and select extensions on the first IP telephone is illustrated 

in Fig. 11, which is discussed in paragraphs [0088]- [0089]. Also there is an establishment of a 

connection between the two remote LANs with respect t0 Fig. 14, which includes a description 

of the sending of a message from one LAN to the other in order to request a list of the iclcphone 

extensions, which arc then communicated from that second LAN over the WAN to the first 

WAN and sped fically the IP telephone. Further, Fig. 12 illustrates a state diagram of this 

process, which is described in paragraph [0090). Automatic dialing of the selected telephone 



RingCentral Ex-1002, p. 83
RingCentral v. Estech

IPR2021-00574

Applicunl : Suder ct al. 
Serial No. : I 0/447,607 
Filed May 29, 2003 
Page : 4 of30 

Attorney's Docket No.: 21618-0013001 

destination and a response to selection of one of the telephone destinations from a displayed list 

is described in paragraphs [0089]- [0090]. 

Claim 36 recites a method for receiving several touch inputs from a user on the IP 

telephone that is networked into the LAN/WAN/LAN network described above and with respect 

to Fig. 3 in order to again permit such a user to view a display telephone extensions at a remote 

LAN, and rhen automatically dialing that telephone destination. Claim 36 includes steps for 

sending a message from the first LAN to the second LAN requesting the list of telephone 

extensions from the second LAN, which is delivered to the first LAN from the second LAN. 

Claim 36 includes steps whereby a first list of second and third LANs coupled to the first LAN is 

provided, and then a second list of telephone destinations at a selected LAN arc then provided. 

Such steps arc shown in Figs. II, 12, and 14 as noted above. See paragraphs [0088] - [00891 

and [0090]. 

IV. GROUNDS OF REJECTION '1~0 BE REVIEWED ON APPEAL 

I. Claims 1-3,5-6,8-10, 17-20 and 22-35 stand rejected under 35 U.S.C. §J03(a) as 

being unpatentable over Guy eta/. (U.S. Patent No. 6,298,057) in view of ·wilson (U.S. Patent 

No. 6,829,231 ). 

2. Claim 4 stands rejected under 35 U.S.C. §I OJ( a) as being unpatentable over Guy · 

in view of 1¥ilson and further in view of Stuntebeck et a/. (U.S. Patent No. 6,065,0 16). 

3. Claims 36-38 and 40 stand rejected under 35 U.S.C. § I 03 as being unpatentable 

over Wilson in view of Guy. 
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1. Claims 1-3, 5-6, 8-10, 17-20 and 22-35 are not properly rejected under 35 U .S.C. 

· § 103 as being unpatentable over Guy in view of Wilson. 

The basic test for nonobvious subject matter is whether the differences between the 

. subject matter and the prior art are such that claimed subject matter as a whole would not have 

been·obvious to a person having ordinary skil1 in the art to which a subject matter pertains. The 

United States Supreme court in Graham v. John Deere & Co., 383 U.S. l (1966) set forth the 

tactual inquiries which must be considered in applying the statutory test: (I) a determination of 

the scope and contents of the prior art; (2) ascertaining the diff<..'Tcnces between the prior art and 

the claims at issue; and (3) resolving the level of ordinary skill in the pertinent art. 

In determining the scope and contents of the prior art, the Examiner must first consider 

the nature of the problem on which the inventor was working. Once this has been established, 

the Examiner must select, for purposes of comparing and contrasting with the claims at issue, 

prior art references which are reasonably pertinent to that problem. In selecting references, 

hindsight must be avoided at all costs. 

In ascertaining the dif1ercnccs between the cited prior art and the claims at issue, the 

Examiner must evaluate the claimed subject matter as a whole; there is no requirement that any 

ditlcrenccs between the claimed subject matter and the cited references be "remarkable" nor that 

some technological discontinuity between the claimed invention and subject matter exists just 

outside the claims. The requisite view of the whole invention mandates consideration of not only 

its structure, but also of its properties and the problems solved. Further, the mere fact that the 

prior art can be modified does not made the modification obvious unless the prior art suggests 

the desirability of the moditication; there must be some logical reason apparent from positive, 

concrete evidence that justifies the modification. 

In resolving the level of ordinary skill in the pertinent art, the Examiner must step 

backward in time and into the shoes wom by the person or ordinary skill when the invention was 
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unknown and just before it was made. The hypothetical person skilled in the art can summarily 

be described as one who thinks along lines of conventional wisdom in the art and neither one 

who undertakes to innovate nor one who has the benefit ofhindsight. Thus, neither an 

Examiner, nor a Judge, nor a genius in the art at hand, nor even the inventor is such a person 

skilled in the art. 

Guy teaches a system and method for transparently transmitting aural si&,rnals across a 

LAN, where a user places a telephone call using the same procedure that is used when placing a 

telephone call over a conventional public switch network, and in certain situations if the server 

code is not in the local directory, then a request goes to a master directory. Column 3, lines 39-

48; column 9, lines 23~28. Referring to Fig. 1 in Guy, the first LAN maybe represented by 

t02A, the WAN by I 04, and the second LAN by I 028. (Note that Applicants do not necessarily 

admit that I 02A is a local area network, since a local area network is shown in Fig. I as 116; ,. 
however, for the sake of arguing against the rejection, l02A will be designated as the first LAN.) 

Guy describes a sct·up operation for when a first telephone 106 wishes to make a call to a user at 

a second telephone 126, where the tirst telephone 106 is coupled to a file server 112, and the 

second telephone is coupled to a CSU 130 via a PBX 128. Column 6, lines 45-51; column I 0, 

lines 7-9. Fig. 2 illustrates a more detailed ll1ustration of file server 112. Column 6, lines 52. 

Fig. 5 also further has a description of a flow chart illustrating such a call set-up procedure. 

Column 9, line 66. A user activates the telephone by lifting the handset and selecting the 

channel line in order to transition to an off-hook state pt."liod. Column 10, lines 7-9. The user 

then performs the normal process of dialing a telephone number on the first telephone 1 06 (as 

described below, this telephone number is not provided to the user by the system), with the 

telephone associnted with the second telephone 126, and a procedure is then implemented across 

network 104 just as if the user were making a can over a conventional public telephone system. 
' 

Column 10, lines 1 3- J 7. Thus, such a procedure is comnletelv transparent to the user and they 

do not have to re-learn how to use a telephone system other than what has bt.-cn nonnally done in 

the prior art POTS systems. Column 10, lint--s 25-29. The telephone number dialed by the user 

on telephone 106 identities the destination telephone 126. Col~mn l 0, lines 30·31. ~tis the first 

set of digits that are dialed by the user that identifies the destination CSU 130 to which the 
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second telephone 126 is connected to the second LAN 134. This first set of digits is referred to 

in Guy as the server code. Column 10, lines 32-36. In other words, the server code operates the 

same as an urea code in the POTS. All within the first LAN 102A, a call set up unit 404 within a 

server memory module 214 that is in server 112 makes an attempt to retrieve such a server code 

from the memory module 212, which is then transmitted to the directory management unit 408. 

Column 10, lines 55-58. Again, this is all performed within the first LAN 1 02A. The directory 

management unit 408 searches the local directory 406 for a server that is identified with the 

server code dialed by the user, and if there are no server matches, then the directory management 

unit 408 will generate a request to a master directory, which will make a dctennination if the 

server code dialed by the user on the first telephone 106 is identified with any scrvt'T in the 

network l 00. Column 10, lines 58-65. If the server code is identified in such a master directory, 

then the network address of the destination CSU 130 associated with the server code is 

transmitted to the directory management unit 408. Column II, lines 2-8. The directory 

management unit 408 transmits this network address to the call set up and tear down unit 404, 

which transmits the number of additional digits to the call management unit 310, and the call set­

up/tear down unit 404 transmits a call set up packet to the destination CSU 130, which receives 

the set up packet and determines ifthe telephone 126 is available to receive the call. Column I I, 

lines 11-28. 

Thus, in Guy, nothing more is taught than the caller on first telephone I 06 dialing digits 

associated with the dt."Stination telephone 126. There is absolutely no teaching or suggestion 

within Guy that a Jist of a plurality of tek"<.:ommunications extensions coupled to the second LAN 

is provided to the user of the first telephone I 06 for observation, or hearing them. The server 

code accessed from the master directory is only associated with the CSU 130, and does not 

provide any further information that would enable the combination of the disclosures of Guy and 

Wilson to display a list of the telecommunications extensions coupled to the second LAN. The 

user in Guy must still rely upon a phone list that is external from the system described in Guy in 

order to make a telephone call in the network. The master directory only contains the server 

code. The server code only identifies the CSU 130 to which the destination telephone is 

connected. Column 10, lines 33-36. Additional digits are still required in order to tck'J>hone or 
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contact the destination telephone from the originating telephone. Column 11, line 1-column 12, 

line 21. There is further no teaching or suggestion within Guy that a list of extensions is 

provided from anywhere else in the network. 

There is absolutely no teaching or suggestion in Guy to help out a user by providing the 

user with a l.ist of extensions in a LAN within the Guy network. 

In order to overcome the deficiencies of the teachings of Guy, the Examiner has added 

Wilson to combine with Guy. A problem with the Examiner's combination of Wilson and Guy is 

that the Examiner has expanded the teachings of Wilson beyond what is reasonable. The 

invention described in Wilson is sort of a hodgepodge device 50 created to permit a user to send 

audio packets to another user using internet addressing. Wilson attempts to simplify the usc of 

the Internet for long-distance calling applications. Column 2, lines 31 ~32. Wilson merely 

provides a system that has services similar to those found on the POTS. See the Abstract. A list 

of known calices can be stored inside the device described in Wilson, and for unknown callee 

addresses, a method for retrieving such an address for a remote location is provided. Column 2, 

lines 47-53. The hodgepodge device 50 is shown in Fig. 2, with its circuit diagrams shown in 

Fig. 3. Telephone calls over the PSTN can be made with device 50 by making normal voice 

DTMF telephone cal1s using the keypad 65. Column 4, lines 60-64. Note that this mode is 

perlimncd only when the user ah:eady knows the telephone number of the callec, and docs not 

play into the description of the invention within Wilson that the Examiner is relying upon. 

Intemct access can be made by the device 50 by the user pressing the Intemct access 

button 69 to switch between normal DTMF voice calls and internet dial·up operations, where an 

intcmct connection is made using an internal modem set. Colum 5, lines 5-11. The device 50 

can be connected using an RS232 jack 86 to a computer 90, but there is no further discussion of 

connecting the device 50 to a local area network, or LAN. Column 5, lines 33-38. 

Referring to Figs. 4 and 5 in Wilson, each of the dial pads 50 is now referred to as dial 

pads 201, 202 and 203, which arc each connected to PSTN circuits 204. Column 7, lines 15-17. 
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The PSTl\" circuits 204 and a local exchange switch 205 fonn a local telephone network within a 

geographic area. Column 7, lines 17-19. A similar situation is associated with the callec devices 

245, 246, 247. It important to note that dial pads 201, 202 and 203 are not part of a LAN. A 

LAN is a data network that permits all of the devices on the network to communicate with each 

other, such as with the use of an Ethernet protocol. Such a LAN is disclosed in the specification 

of the present application in paragraph [0028], and shown in FIG. I. A LAN, as is well known 

in the art, is a short distance data communications network used to link computers and peripheral 

devices under some fonn of standard control. Such a definition for a LAN is found in N<nvton 's 

Telecom Dictionary. That definition also further states that "A LAN does not use common 

carrier cin:uits." lt is clear that the dial pads 201-203 and calices 245-247 taught in Wilson are 

not connected in a LAN. More specifically, dial pads 201-203 are not coupled together in a 

LAN, and calices 245-247 are not coupled together in a LAN. Each of these devices 50 is 

separately connected to the PSTN via jacks 80 and 82 that provide a dual line access to the 

PSTN. Column 5, lines 25-26. A dual line service is a telephone service where two pairs of 

wires are connected to a premises for connection to the PSTN. See Newton's Telecom 

Diclionary. This is further supported in Wilson by the more detailed diagram of a dialing pad 50 

in Fig. 3 which shows that the dual line access is provided by typical tip and ring connections 

1 02 that enable the transfer of an analog signal over this dual line connection. Column 5, lines 

50-56. Such internet access also requires usc of a modem data pump 112. Column 6, lines 19-

27. The only LAN disclosed in Wilson is that associated with the internet service providers 

(ISPs) shown in Figs. 4 and 5. 

As a result, the only way each of the dial pads disclosed in Wilson can access the internet 

is by using typical dial-up modem message interchanges. And, this is the only way one of the 

dial pads 201-203 can communicate with one of the callees 245-247. In other words, for one of 

the diaJ pads 201-203 to ''call" one of the caHces 245-247, that particular callee must have an 

already established audio internet connection so that it is prepared to receive any audio messages 

from one of the dial pads 201-203. Colum11 7, lines 28-31. If such a callcc is not already 

connected to the internt-1 when it receives a message to pcrfonn audio communication from one 
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of the dial pads 201-203, then that callce will have to dial up into their internet service provider 

and obtain the sent audio message at a later time. Column 7, lines 31-33. 

If the internet (IP) address of one of the callees 245-247 is not stored within a database of 

one of the dial pads 201-203, then the dial pad can make an internet access through internet 

service provider 215 to browse a user database directory 232 through a search engine 230, which 

stores such IP addresses, and return that IP address to the dial pad. Column 7, lines 46-64. This 

provides a process whereby a user of a dial pad 20 l-203 docs not need to know the actual 

internet IP address of one of the callcq devices 245-247, but can usc a search engine 230 to enter 

in some other designation (e.g., alphanumeric identifier; column 7, lines 52-53 and column 8, 

line 59) for one of the calices 245~247, such as a user's name, to thereby have that search engine 

retrieve the internet IP address from a website to the dial pad 201-203. Column 8, Jines 1-15. If 

more than one hit is made by the search engine 230, a list ofnames can be returned to the dial 

pad, and the caller using one of the dial pads 20 I ~203 can select the one they wish from the list 

by looking at the list on the screen 71 of the device 50. Column 8, lines 13-50. 

It should be noted that the main distinction between the device 50 shown in Fig. 5 of 

Wilson from Fig. 4 is that a single user database 232 can be accessed by a wide range of ISPs at 

different lo•;;ations. Column 8. lines 29·30. Otherwise, the configuration in Fig. 5 is the same as 

the one in Fig. 4 for purposes of how Wilson might be relevant to the rejection in acc{)rdancc 

with the Examin(,~'s assertions. 

Fig. 6 in Wilson describes an exemplary call progress flow diagram for connecting one of 

the dial pads 201-203 to the directory search en1:,rine 230. Column 8, lines 50-51. Note that Fig. 

6 in Wilson does not describe the part of the flow whereby one of the dial pads makes an internet 

connection to one of the callees. The process Wilson starts with has one of the dial pads 201-203 

dialing out to establish an intt..'ITlet connection 360 using the modem 1 I 2. Column 8, lines 52-53. 

Once this internet dial-up connection is made, then the user of the dial pad can enter a known 

internet IP address number to access, over the internet, one of the calices 245-247, or start a· 

search for the IP address of one of the calices if it is not known. This is shown by step 3 70 in 
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Fig. 6. The search engine will pcrfonn a search 372 and respond 374 by transmitting the results 

376 ofthat search back to the dial pad 201-203. Column 8, lines 59-65. The user of the dial pad 

selects a callee from the list delivered by the search engine, and the user can then accept one of 

the addr(..-sses provided and dial to the selected catlee. Column 9, lines 1-4. It should be noted at 

this point that Wilson does not teach that one of the dial pads 201-203 is able to automaticallv 

perfonn the dialing process in response to some sort of selection of a name on a displayed list by 

the user of the dial pad 50 pressing some son of button to select one of the names. Instead. 

Wilson merely teaches that the user can apparently view the IP address of the callee and enter in 

that address using the dial pad's keyboard 63. Column 8, lines 13-15. 

Therefore) all that Wilson teaches is ( l) a specialized dcvicp 50 that is a combination of a 

dial pad/modem that is able to access the internet with a dial-up connection over the PSTN 

circuits (artd can also act as a nonnal PSTN telephone where a user can enter in PSTN·typc 

telephone numbers to call another PSTN telephone), and (2) an ability for one of the specialized 

devices 50 to have audio communications with another specialized device 50 over an internet 

channel whereby a connection is made between these two specialized devices using typical IP 

internet addresses, and (3) if the IP address of a callee is not known, then an internet search 

engine can be used to browse to access a database on the internet that will retrieve such an IP 

address that is then displayed to a user of a specialized device so that the user can then enter in 

that IP address to the specialized device to establish the audio connection over the internet. The 

teachings of Wilson clearly show that its invention was not created to operate in a voice-over IP 

system with capabilities such as recited in the present claims. See column 2, lines 1-5. 

All that Guy teaches is an ability for a telephone connected to a first LAN to 

communicate over a WAN to a telephone in a second LAN, and if the directory management unit 

of a tllc server in the first LAN docs not know the address of a central site unit connected to a 

PBX in the second, it can retrieve that server code from a remote location for completing the call 

between the two telephones. 
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With respect to Claim 1 and all the other rejected claims, a result of the foregoing is that 

the combination of Guy and Wilson does not teach or suggest circuitry within the first LAN for 

enabling a user of the tirst telecommunications device within that first LAN to observe a list of 

the plurality of telecommunications extensions coupk'd to the second LAN, wherein the list of 

the plurality of telecommunications extensions is stored in a server in the second LAN and is 

accessed by the tirst circuitry across the LAN. 

The combination of Guy and Wilson does NOT provide to the user of the first device in 

the first LAN the list of extensions the user can call in the second LAN and then a means to 

automatically initiate that ca1l with a selection from that list. Guy provides nothing to the user of 

the telephone, and Wilson has no LANs (and as a consequence, no lists of extensions coupled to 

a LAN). 

Guy does not provide any type of information identifying any type of telecommunications 

device within the second LAN 1028 to a user of a telecommunications device within the first 

LAN 1 02A. Instead, merely a server code is provided to the directory management unit 408 so 

that i! can complete the call when!! receives the dialing digits from the telephone so that it 

knows what LAN to send the call to. Further, Wilson also docs not provide a list of 

telecommunications devices coupled to the second LAN. In fact, calices 245-247 arc not part of 

a LAN. More than one entry might be supplied by the search engine 230 accessing the database 

232 back to one of the dial pads 201-203 for display to the user, but the fact that there is a 

plurality returned is only a result of the fa<-1 that the user entered in search tenns that matched 

more than one entry in the database 232. There is nothing within Wilson that teaches or suggests 

that those plurality of entries returned for display to the user are all coupled to a separate LAN 

over network 21 0, or that such a list of search results would even list more than ·one of the calices 

245-247. 

A result is that the combination of the references does not teach or suggest that a list of 

the plurality of telecommunications extensions coupled to the second LAN is provided to the 

user of the first telecommunications device for observation. 
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And further, neither of the references, nor their combination, teaches circuitry for 

automatically calling one of those telecommunications from that list in response to the user 

selecting one ofthosc extensions from the observed Jist. Guy does not even approach such a 

process, since the retrieval of the server code is done in response to the dialing of a telephone 

number already pcrfonncd by the user. Further, as noted above, Wilson also does not teach or 

suggest such an automatic calling of the extension, but instead provides the list on the display 71' 

on one ofthe dial pads 201-203 so that the user can then enter in the IP intcmct address on the 

keypad 63. 

The Examiner has failed to prove a prima facie case of obviousness because important 

limitations arc not found within any of the cited prior art references. MPEP § 2143.03 states that 

to establish prime ftJcie obviousness of a claimed invention, all the claim limitations must be 

taught or suggested by the prior art. In re Royka, 490 F.2d 981, 180 U .S,P .Q. 580 (C.C.P .A. 

1974 ). 

This is further an important distinction for several reasons. One of them is that it pennits 

a user in one geographic location to locate a station user in another location without the need to 

usc a printed extension guide. Sec Specification, page 20, lines 21-24. This would not be 

.possible with the combination of references asserted by the Examiner, but is implemented with 

the present invention as claimed. 

Furthermore, neither of the references, nor their combination, teaches or suggests that 

such a list of telecommunications extensions coupled to the second LAN is stored in a server in 

that second LAN. 

Moreover, with respect to Claim 2, the Examiner has not shown how the combination of 

references teaches a LAN or WAN operating under an IP protocol. Guy docs not disclose its 

LANs or WAN operating under an IP protocol, and Wilson docs not disclose LANs with 

telephone/telecommunications extensions coupled thereto. 
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Claim 5 recites that the second circuitry that automatically makes the call to the remote 

telecommunications extension includes a key for enabling the user to tacitly select one of those 

extensions from the displayed Jist. The Examiner admits that Guy does not teach such a process. 

In fact, it is impossible for Guy to teach or suggest this process, since a list is nowhere to be 

provided to the calling user. The Examiner asserts that Wilson discloses this process, since 

Wilson states that the user may select a destination from this scrolled list of potential 

destinations. All that Wilson discloses is that the caller has an option of selecting from a 
displayed scrolled list of potential users by using the keyboard 63 to select the intended caller. 

Wilson in no way further describes what is done in response to that action. Claim S recites that 

the second circuitry includes a key for enabling the user to make such a tacit selection from the 

displayed list. However, second circuitry also recites automatically calling one of the extensions 

in response to such a selection by the user. Wilson teachings do not go that far, and there is no 

flow diagram, circuitry or any other discussion or mention within Wilson, or Wilson in 

combination with Guy, that would suggest such an automatic caning of the remote pat1y by 

selection of one of the extensions in the list by a user pressing a button. Therefore, one skilled in 

the art at the time the invention was made would not be able to create the invention recited in 

Claim 5 in view of the combination of the teachings of the prior art references. 

With respect to Claim 6, the foregoing arguments made with respect to Claim 5 are 

incorporated. Claim 6 further recites that the initiation of the call is made by that tacit selection 

of that button when a user presses that button to select one of the names from the list This is in 

no way taught or suggested by the prior art references. 

Claim 8 is patentable over the cited references for all of the arguments provided herein 

with respect to Claims 1·6. Claim 8 also recites that the Jist of pJurality of teJccommunications 

extensions stored in a server in a second LAN is accessed by the first circuitry in the first LAN 

across the WAN. As noted above, there is no teaching or suggestion within the combination of 

the references that a list of the telt.'COmmunications extensions coupled to the second LAN arc 

stored in a server in that second LAN. Thus, there is also no teaching or suggestion that this list 
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is then accessed from the server in the second LAN across the WAN by circuitry in the first LAN 

that enables the user of the tirst telecommunications device to observe this list of the plurality of 

telecommunications extensions. 

Claim 1 0 recites a third LAN coupled to the first and second LANs via theW AN. The 

third LAN includes a plurality of telecommunications extensions coupled thereto. The first LAN 

has circuitry that enables a user in that first LAN to select between observing between a Jist of 

the plurality of telecommunications extensions coupled to the second LAN or observe a list of, 

the plurality of the telecommunications extensions coupled to the third LAN. In addressing this 

claim language, all the Examiner has done is to imply that Wilson teaches "a third LAN and Hrst 

LAN circuitry for selecting and viewing a list of a plurality of extensions coupled to the second 

and/or third LAN." 

First, this is a wholly inadequate rejection by the Examiner, and docs not p1Xwidc enough 

evidence to support a prime .facie case of obviousness. The Examiner is required to prove such 

a suggestion by objective evidence. &·parte Levengood. 28 U.S.P.Q.2d I 300, 1301 (Bd. Pat. 

App. & Int. 1993); Ashland Oil. Inc. v. Delta Resins and Refractories, Inc., 776 F.2d 281, 227 

U.S.P.Q. 657 (Fed. Cir. 1985). The legal conclusion of obviousness must be supported by facts. 

Ora ham v. John Deere & Co., 383 U.S. 1 ( 1966). A rejection based on § I 03 clearly must rest 

on a factual basis, and these facts must be interpreted without hindsight reconstruction of the 

invention from the prior art. The patentability of an invention is not to be viewed with hindsight 

or "viewed aHer the event." Goodyear Company v. Ray-0-Vac Company, 321 U.S. 275, 279, 64 

S.Ct. 593, 88 LEd. 721 ( 1944). Instead of relying upon objective evidence to support the 

Examiner's assertion, the Examiner has merely supported such an obviousness rejection with the 

Examiner's own opinion, which is quite clearly not objective evidence as is required by the case 

law. 

Secondly, as noted above, Wilson does not teach or suggest that any of the dial pads 201-

203 or 245-247 ~recoupled to each other within a LAN. Third, as noted above, a list of such 

calices 245-247 is not provided by the database 232 through the search engine 230 to one of dial 
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pads 201-203. Fourth, there is no teaching or suggestion within the combination of references 

for enabling a user in the first LAN to select between observing a list of extensions coupled to 

the second LAN or observing a list of extensions coupled to the third LAN. TI1e Examiner has 

failed to provide a prima facie case of obviousness because important limitations are not found 

within any of the cited prior art references. As noted previously, MPEP § 2143.03 states that to 

establish prime .facie obviousness of a claimed invention, aH the claim limitations must be taught 

or suggested by the prior art. In re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 (C. C.P.A. 1974). 

Claim 17 is patentable for reasons similarly given herein with respect to Claims 1-6 and 

8. 

Claim 18 is pat~ntable for reasons similar! y gi vcn herein with respect to Claims 1-6 and 

8. 

Claim 19 is patentable for reasons similarly given herein with respect to Claim 8. 

Claim 20 is patentable for reasons similarly given herein with respect to Claims 5 and 8. 

Claim 23 is patentable for reasons similarly given herein with respect to Claim l 0. 

Claim 24 is patentable for reasons similarly given herein with respect to Claims 1-6, 8 

and 17. 

Claim 30 incorporates "means tor" language that the Examiner must interpret under 35 

U.S.C. § 112, sixth paragraph. The Examiner must interpret and examine this claim and others 

with means for language under this doctrine. Sec MPEP § 2182, 2183. Claim 30 recites a means 

for displaying on the first lP telephone a list of telephone destinations stored in the second IP 

server in response to selection of a first input on the first IP telephone. The second IP server has 

second and third telephone extensions coupled thereto in a second LAN. As noted above, the 

combination of the references does not teach or suggest a list of telephone destinations stored in 
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a second IP server within a second LAN that is coupled to second and third telephone extensions. 

This is also supported is Figs. 11-12 and 14 and also the call processing flow diagram illustrated 

in Figs. 9a and 9b, and their accompanied description. Claim 30 is also patentable ibr reasons 

given herein with respect to Claims 1-3. 

The Examiner has not specifically addressed the limitations in Claims 27 and 33. For 

Claims 25-26 and 31-32, the Examiner provides no objective evidence as to how the references 

teach or suggest a second input or that the first and second inputs arc the same key button. The 

Examiner is required to prove such a suggestion by objective evidence. E'x parte Levengood, 28 

U.S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993); Ashland Oil, Inc. v. Delta Resins and 

Refractories. Inc., 776 F.2d 281,227 U.S.P.Q. 657 (Fed. Cir. 1985). The legal conclusion of 

obviousness must be supported by facts. Graham v. John Deere & Co., 383 U.S. I (1966). A 

rejection based on § 103 clearly must rest on a factual basis, and these facts must be interpreted 

without hindsigh!_reconstruction of the invention from the prior art. The patentability of an 

invention is not to be viewed with hindsight or ·•viewed after the event." Goodyear Company v. 

Ray-O*Vac Company, 321 U.S. 275,279,64 S.Ct. 593,88 L.Ed. 721 (1944). Instead ofrclying 

upon an objective evidence to support the Examiner's assertion, the Examiner has merely 

supported such an obviousness rejection with the Examiner's own opinion, which is quite cleurly 

not objective evidence as is required by the case Jaw. Further, Applican~s respectfully traverse 

the assertion of what is well known in the art. As a result, the Examiner is required to support 

such an assertion with objective evidence. 

Claim 35 recites a third LAN coupled to the first and second LANs via the WAN. Claim 

35 further recites a means for displaying on the first lP telephone a list of LANs coupled to the 

LAN, including the second and third LANs. This• limitation has not been addressed by the 

Examiner in any way. For this reason alone, this claim is patentable over the cited prior art. 

Secondly, there is no teaching or suggestion within the prior art references of displaying a list of 

LANs on the telephone display in either Guy or Wilson or their combination. Further, there is no 

teaching or suggestion in those references for displaying the first list of telephone destinations 

stored in the second IP server in response to selection of the second LAN from the displayed list 
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of LANs. Again, the Examiner has not in any way addressed this claim limitation, and for this 

reason alone, Claim 35 is patentable over the cit<,'(} prior art. Secondly, this limitation is. not 

taught or suggested by the combination ofthe references. Claims 35 is patentable tor similar 

reasons a~ provided in Claims I 0 and 23. 

On page4 of the Otllce Action, the Examiner has made assertions as to what Wilson 

teaches. Applicants respectfully traverse such assertions and incorporate by reference 

Applicants' arguments made in the previous amendment with respect to the teachings of Wilson. 

With respect to Claims 28 and 34, Applicants respectfully traverse the Examiner's 

asse11ions. The Examiner has mischaractcrir.ed the limitations within these claims. These claims 

rt--cite that the telephone destinations may include telephones external to the system. Such 

telephone destinations are included in a list stored in the second IP server which are 

communicated from the second IP server over the WAN to the first IP telephone. This is not 

taught or suggested within Wilson. Applicants traverse the Examiner's assertion of what is well 

known in the art, requiring the Examiner to support such assertions with objective evidence. 

2. Claim 4 is not properly rejected under 35 U.S.C. § 103 as being unpatentable over 

Guy in view of lfi/son and fwthcr in view ofStuntebeck eta/. (U.S. Patent No. 6,065,016). 

Applicant:; respectfully traverse this rejection for reasons similarly given herein for Claims I -2. 

Claim 4 further recites that the list of the plurality of telecommunications extensions is 

played as audio to the user of the first telecommunications device. First, this is impossible in the 

invention in Gz~)'. Secondly, Wilson does not teach or suggest such a capability. In fact, Wilson 

is attempting to simplify the process of two internet devices having an audio communication 

between each other, because when such an IP addre..'ls is dialed, up to 20 digits have to be entered 

by the caller. Column 2, lines 8-9. Wilson specifically states that a user having to remember and 

enter such digits is neither appealing nor practical in most situations. Column 2, lines 9-10. 

Thus, Applicants respectfully assert that Wilson actually teaches away from such an audio 

communication of the IP addresses. Plus, Wilson docs not suggest playing an audio list of even 
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one lP address to a user of one of the dial pads 201-203, but instead spt-x:ificalty discloses the 

display of such IP addresses. 

3. Claims 36-38 and 40 are not properly rejected under 35 U.S.C. § 103 as being 

unpatentable over Wilson itl view of Guy. Applicants respectfully traverse these rejections for 

reasons similarly given above. 

l11csc tbregoing features of displaying a list of LANs on the IP telephone is also recited 

in Claim 36. As a result, Claim 36 is also patentable over the cited prior art, since the Examiner 

has failed to prove a prime facie case of obviousness in rejecting these claims. In the Examiner's 

rejections, the Examiner merely regurgitates the claim language without pointing to a teaching 

within the references of such claim limitations. Fig. 5 and column 7, lines 45-67 of Wilson do 

not teach or suggest such limitations. Claim 36 further recites the display of such a list of LANs 

is done in response to the receiving a first touch input from a user on the telephone. There is no 

discussion within fVilson, or a combination of Wilson and Guy, of a user making a request tor a 

list of LANs. Note further, that Claim 36 recites that the IP telephone is networked into a first 

LAN. As noted above, Wilson docs not teach or suggest that the dial pads nrc in LANs. Claim 

36 then recites that a second touch input from the user will result in the display of a list of 

telephone d-estinations that arc accessible from the second LAN. As noted above, this claim 

limitation is not taught or suggested within Wilson, or Wilson combined with Guy. Claim 36 

then goes on to recite that a third touch input results in an automatic dialing of one of the 

destinations accessible from the second LAN. As noted previously by Applicants, such an 

automatic dialing process is not taught or suggested by the references. 

Claim 36 also recites that the displaying steps further recite a step of sending a message 

from the first LAN to the second LAN requesting the second list. This is not shown or discussed 

anywhere within ihc references. The Examiner attempts to overcome a deticiency in the 

teachings of Wilson with regard to this limitation and the next one by referring to Guy. Guy 

retrieves a server code, but does so from a master directory somewhere in a server in a network 

I 00. There is no disclosure in Guy of where such a master directory is located within the 
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network l 00. It needs to be remembered that such a server code only identifies a device that is 

coupled to a PBX that communicates with the telephones in a network. Additionally, a list has 

not been sent across the WAN to the file server 112, but instead a single server code is sent. The 

claim specifically recites that a list oftelephone destinations accessible from a second LAN is 

requested and retrieves it from the second LAN. The Examiner then goes on to assert, without 

objective support, that it would have been obvious to supply the internet database in Wilson from 

local directories stored in each respective LAN segment of a network as shown by Guy, thereby 

insuring that the internet master directory is up to date. 

First of all, without some objective support for such an assertion, the Examiner's 

obviousness conclusion is without merit and cannot support his con'lbination of the rcfcrcm;es to 

an·ive at the claimed invention. The Examiner is required to prove such a suggestion by 

objective evidence. Ex parte Levengood, 28 U.S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993); 

Ashland Oil, Inc. v. Delta Resins and Refractories, Inc., 776 F.2d 281, 227 U.S.P.Q. 657 (Fed. 

Cir. 1985). The legal conclusion of obviousness must be supported by facts. Graham v. John 

Deere & Co., 383 U.S. I ( 1966). A rejection based on § 103 clearly must rest on a factual basis, 

and these facts must be interpreted without hindsight reconstruction of the invention from the 

prior art. The patentability of an invention is not to be viewed with hindsight or "viewed after 

the event." Goodyear Compan.v v. Ray-0-Vac Company, 321 U.S. 275, 279, 64 S.Ct. 593, 88 

L.Ed. 721 ( 1944 ). Instead of relying upon objective evidence to support the Examiner's 

assertion, the Examiner has merely supported such an obviousness rejection with the Examiner's 

own opinion, which is quite clearly not objective evidence as is required by the case law. 

Secondly, Wilson docs not teach or suggest other LANs because Wilson docs not show 

other LANs having telephone extensions connected thereto whereby a Jist is stored within such· 

LANs for sending to update the directory database 232. Nor docs Wilson suggest that such a 

process can be implemented. Furthcnnorc, Guy merely teaches that a directory management unit 

will update its unit of server codes when it receives one. There is also no teaching or discussion 

in Guy of going out and retrieving such lists of extensions connected to other LANs, or such 

LANs sending such lists of attached telecommunication extensions to other LANs within the 
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network Thus, there is no support for the Examiner's assertion that it would have been 

advantageous and obvious for the database 232 in Wilson to be updated by all of the various 

LANs to ensure that it is directory is up-to-date. Further, Claim 36 is patentable for similar 

reasons as given for Claims 1-3, 5-6 and 8. 

Claim 37 recites scrolling through the first list. This first list is a list ofLANs. First of 

all. such a list of LANs is nowhere to he taught or suggested within either of the references or 

their combination. Secondly, there is no teaching or suggestion for scrolling through such a list 

of LANs. As a result of the foregoing, one skilled in the art at the time the invention was made 

would not have been able to recreate the claimed invention in view of the combination of the 

references. 

Please charge the Appeal Brief fee in the amount of$270.00 to Deposit Account No. 06-

1050. Please apply any other charges or credits to Deposit Account No. 06-1050. 

Fish & Richardson P.C. 
One Congress Plaza 
Suite 810 
J J I Congress Avenue 
Austin, TX 78701 
Telephone: (512) 472-5070 
Facsimile: (877) 769-7945 

II 057320.<k.c 

Respectfully submitted, 

Joo([ 
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1. An information handling system comprising: 

a first local area network ("LAN"); 

a second LAN; 

Attorney's Docket No.: 21618-0013001 

a wide area network ("WAN") coupling the first LAN to the second LAN; 

a first telecommunications device coupled to the first LAN; 

a plurality of telecommunications extensions coupled to the second LAN; 

the first LAN including tirst circuitry for enabling a user of the first telecommunications 

device to observe a list of the plurality of telecommunications extensions; and 

the first LAN including second circuitry for automatically calling one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 

telecommunications extensions from the observed list, wherein the list of the plurality of 

telccommunic.ations extensions is stored in a server in the second LAN, and is accessed by the 

first circuitry across theW AN. 

2. The system as recited_ in claim I, wherein communication among the first LAN, 

second LAN, and WAN uses an IP protocol. 

3. The system as recited in claim 2, wherein the list of the plurality of 

telecommunications extensions is displayed to the user of the first telecommunications device. 

4. An intom1ation handling system comprising: 

a first local area network ("LAN"); 

a second LAN; 

a wide area network (*'WAN") coupling the first LAN to the second LAN; 

a first telecommunications device coupled to the first LAN; 

a plurality of telecommunications extensions coupled to the second LAN; 

the first LAN incl~ding f1rst circuitry for enabling a user of the first telecommunications 

device to observe a list of the plurality of telecommunications extensions; and 
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the first LAN including second circuitry for automatically calling one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 

telecommunications extensions from the observed list, wherein communication among the first 

LAN; second LAN, and WAN uses an IP protocol, wherein the list ofthe plurality of 

telecommunications extensions is played as audio to the user of the first telecommunications 

device. 

5. The system as recited in claim 3, wherein the first telecommunications device is an IP 

telephone having a display for showing the list of the plurallty of telecommunications extensions, 

wherein the second circuitry includes a key for enabling the user to tacitly selecting one of the 

plurality of telecommunications extensions from the displayed list. 

6. TI1e system as recited in claim 5, wherein the tactile selection of one of the plurality of 

telecommunications extensions from the displayed list by the user results in an initiation of a call 

from the first telecommunications device to the selected one of the plurality of 

telecommunications extensions across the WAN. 

8. An infonnntion handling system comprising: 

a first local area network ("LAN"); 

a second LAN; 

a wide area network ("WAN") coupling the first LAN to the second LAN; 

a first telecommunications device coupled to the first LAN; 

a plurality of telecommunications extensions coupled to the second LAN; 

the first LAN .including first circuitry for enabling a user of the first telecommunications 

device to observe a list of the plurality of telecommunications extensions; and 

the first LAN including second circuitry for automatically calling one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 

telecommunications extensions from the observed list, wherein communication among the firsl 

LAN, second LAN, and WAN uses an IP protocol, wherein the list of the plurality of 

telecommunications extensions is displayed to the user of the first telecommunications device, 
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wherein t11c first telecommunications device is an IP telephone having a display for showing the 

list of the r>lurality of telecommunications extensions, wherein the second circuitry includes a 

key for enabling the user to tacitly selecting one of the plurality of telecommunications 

extensions from the displayed list, wherein the tactile selection of one of the plurality of 

telecommunications extensions from the displayed list by the user results in an initiation of a call 

from the first telecommunications device to the selected one of the plurality of 

telecommunications extensions across the WAN, wherein the list of the plurality of 

. telecommunications extensions is stored in a server in the second LAN, and is accessed by the 

first circuitry across the WAN. 

9. The system as recited in claim 8, wherein the first telecommunications device includes 

circuitry for enabling the user to scroll through the displayed list of the plurality of 

telecommunications devices. 

I 0. The system as recited in claim I, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; and 

a plurality of telecommunications extensions coupled to the third LAN, the first LAN 

including circuitry for enabling the user to select between observing the list of the plurality of 

telecommunications extensions coupled to the second LAN or observing a list of the plurality of 

telecommunications extensions coupled to the third LAN. 

17. An infonnation handling system comprising: 

a first local area network (''LAN") operating under an IP protocol; 

a first lP telephone coupled to the first LAN, the first IP telephone having a display and a 

set of keys for enabling a user to enter inputs; 

a second LAN operating under the IP protocol; 

second and third telephone extensions coupkxl to the second LAN; 

a \\-·ide area network ("WAN") operating under the IP protocol coupling the first LAN to 

the second LAN; and 
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the first LAN including first circuitry for enabling a user of the first IP telephone to view 

a list including the second and third telephone extensions, wherein the list is stored in a server in 

the second LAN, and is accessed by the first circuitry across the WAN. 

18. The system as recited in claim 17, further comprising: 

the first LAN including second circuitry for automatically calling the second telephone 

extension in response to the user selecting the second telephone extension from the viewed list. 

I 9. The system as recited in claim 18, wherein selection of the second telephone 

extension from the viewed list by the user is accomplished by selection of one of the set of keys. 

20. The system as recited in claim 19, wherein the selection of one of the set of keys 

rt.-sults in an initiation of a call from the first IP telephone to the second telephone extension 

across the WAN. 

22. The system as recited in claim 17, wherein the first IP telephone includes circuitry 

for enabling the user to scro11 through the displayed list. 

23. The system as recited in claim I, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; and 

a plurality of telephone extensions coupled to the third LAN, the first LAN including 

circuitry for enabling the user to select between viewing the list of the telephone extensions 

coupled to the second LAN or viewing a list of the plurality oftelephone·extensions coupled to 

the third LAN. 

24. In a telecommunications system comprising a first IP telephone coupled to a first IP 

server within a first LAN, second and third telephone extensions coupled to a second IP server 

within a second LAN, and a WAN coupling the first LAN to the second LAN, the first LAN, the 

second LA!\', and theW AN communicating using an IP protocol, a method comprising the steps 

of: 
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in response to selection of a first input on the first IP telephone, displaying on the first IP 

telephone a list of telephone destinations stored in the second IP server, wherein the list of 

telephone destinations is communicated from the second IP server over the WAN to the first IP 

telephone; and 

in response to selection of one of the telephone destinations from the displayed list, 

automatically dialing the selected one of the telephone destinations for a communications link 

between the first IP telephone and the selected one of the telephone destinations. 

25. The method as recited in claim 24, wherein the selection of one of the telephone 

destinations from the displayed list is performed in response to selection of a second ii1put on the 

first IP telephone by a user. 

26. The method as recited in claim 25, wht..'fein the first and second inputs are the same 

key button on the first IP telephone. 

27. The method as recited in claim 24, wherein the telephone destinations include the 

second and third telephone extensions coupled to the second IP server. 

28. The method as recited in claim 24, wherein the telt."}Jhone destinations include 

telephones external to the system. 

29. The method as recited in daim 24; wherein the system includes a third LAN coupled 

to the first and second LANs via the WAN, further comprising the steps of: displaying on 

the first IP telephone a list of LANs coupled to theW AN, including the second and third LANs: 

and 

performing the step of displaying the first list in response to selection of the second LAN 

from the displayed Jist of LANs. 

30. A telecommunications system comprising: 

a first IP telephone coupled to a first IP server within a first LAN; 
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second and third telephone extensions coupled to a second IP server within. a second 

LAN; 

a WAN coupling the first LAN to the second LAN, the first LAN, the second LAN, and 

the WAN communicating using an IP protocol; 

means f()J" displaying on the tirst IP telephone a list of telephone destinations stored in the 

second I P server in response to selection of a first input on the first IP telephone, wherein the list 

of telephone destinations is communicated from the second IP server over the WAN to the first 

IP telephone; and 

means for automatically dialing the selected one of the telephone destinations for a 

communications link between the first IP telephone and the selected one of the telephone 

destinations in response to selection of one of the telephone destinations from the displayed list. 

31. The system as recited in claim 30, wherein the selection of one of the telephone 

destinations from the displayed list is pertonned in response to selection of a second input on the 

first IP telephone by a user. 

32. The system as recited in claim 3 t, wherein the first and second inputs are the same 

key button on the first IP telephone. 

33. The system as recited in claim 32~ wherein the telephone destinations include the 

second and third telephone extensions coupled to the second IP server. 

34. The system as recited in claim 32, wherein the telephone destinations include 

telephones extemal to the system. 

35. The system as recited in claim 31, further comprising: 

a thi.rd LAN coupled to the first and second LANs via theW AN; 

means for displaying on the first IP telephone a list of LANs coupled to the WAN, 

including the second and third LANs; and 
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means for displaying the first list in response to selection of the second LAN from the 

displayed list of LANs. 

36. A method comprising the steps of: 

receiving a first touch input from a user on an IP telephone that is networked into a first 

LAN operating under an IP protocol; 

in response to receipt of the first touch input, displaying on a display on the lP telephone 

a first llst including second and third LANs coupled to the first LAN, wherein the second and 

third LANs operate under the IP protocol; 

receiving a second touch input from the user on the IP telephone; 

in response to receipt of the second touch input, displaying on the display on the lP 

telephone a second list of telephone destinations accessible from the second LAN; 

receiving a third touch input from the user on the IP telephone; and 

in response to receipt of the third touch input, automatically dialing one of the telephone 

destinations. accessible from the second LAN for a communications connection between the one 

of the telephone destinations and the IP telephone, wherein the step of displaying on the display 

on the IP telephone the second list further includes the steps of: 

sending a message from the first LAN to the second LAN requesting the second list; and 

receiving the second !1st from the second LAN to the first LAN. 

37. The method as recited in claim 36, before the step of receiving the second touch 

input, further comprising the steps of: receiving a fourth touch input from the user on the IP 

telephone; and in response to receipt of the fourth touch input, scrolling through the first list. 

38. The method as recited in claim 37, before the step of receiving the third touch input, 

further comprising the steps of: receiving a fifth touch input from the user on the IP telephone; 

and in response to receipt of the fifth touch input, scrolling through the second list. 

40. The method as recited in claim 36, wherein the first, second, and third LANs arc 

coupled via a WAN. 
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EVIDENCE APPENDIX 

No evidence was submitted pursuant to§§ 1. I 30, 1.13 I, or 1.132 of 37 C.F.R. or of any 

other evidence entered by the Examiner and relied upon by Appellants in the Appeal. 
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A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 

proceedings which will directly affect or be directly affected by or have a bearing on the 

Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 

contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
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(7) Claims Appendix 
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The following ground(s) of rejection, respectively reproduced below from the 

Final Rejection filed 4/1/2008, are applicable to the appealed claims: 

Claim Rejections- 35 USC§ 103 

Claims 1-3, 5, 6, 8-10, 17-20, and 22-35 are rejected under 35 U.S.C. 1 03(a) as 

being unpatentable over Guy et al. (US00629805781 ), hereafter Guy, in view of Wilson 

(US006829231 81 ). 

Regarding Claims 1-3, 5, 6, 8-10,17-20,22-25,27,29-31,33, and 35, 

Guy discloses a system and method for coupling a first LAN 1 02A having server 

112 to a second LAN 1028 having server 122 through WAN 104 utilizing IP capabilities 

of the LANs and WAN (Fig. 1; Col. 1, lines 51-53; Col.14, lines 13-17; claim 

1 .8. 17.24.30- method in a information handling system comprising a first LAN; claim 

1 .8. 17.24.30- a second LAN; claim 1 .8. 17.24.30- WAN coupling the first LAN to the 

second LAN; claim 2.17.30- LANs and WAN operate under IP protocol; claim 24.30-

first and second IP servers within first and second LANs). 

Fig. 1 also shows that a plurality of telecommunications devices are coupled to 

the first and second LANs 1 02N8 (claim 1 .8. 17.24.30- first telecommunications device 

coupled to the first LAN; claim 1 .8. 17.24.27.33- plurality of telecommunications 

extensions/destinations coupled to the second LAN). 

Guy discloses the ability to connect a phone of the first LAN 1 02A to a 

destination phone of the second LAN 1028 (Col. 6, lines 4-11; Col. 10, lines 1-7). Guy 
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further discloses each file server 112/122 includes a directory (Fig. 4, 406) that stores a 

list of server codes and additional information to identify devices attached to each 

server (Col. 10-11, lines 30-14; claim 1 .8. 17.30- wherein the list of the plurality of 

telecommunications extensions is stored in a server in the second LAN, and is 

accessed by the first circuitry across the WAN). Guy also discloses a master directory 

in a server of network 100 containing the information stored in each local directory (Col. 

9, lines 20-25). 

However, Guy does not explicitly disclose the user of the phone in the first LAN 

observing a displayed list of extensions to phones in multiple (second and third) local 

networks remote of the user's LAN and automatically initiating a call in response to the 

user selecting one of the extensions from the observed list. Guy also does not explicitly 

disclose the user's phone as an IP phone having display and keys for user to enter first 

and second inputs for displaying and selecting/initiating a call, circuitry to scroll through 

the displayed list. 

Wilson discloses an IP phone user can access a directory engine through the 

Internet (WAN) for displaying a list of numbers/addresses (extensions) obtained from 

multiple (second and third) local exchange network switches and ISPs that are remote 

to the user. Wilson further discloses the user initiates a call by selecting a destination 

from a scrolled list of potential destinations (Fig. 5,6; Col. 7-8, lines 45-15; claim 

1 .8. 17.24.30- first LAN including first circuitry for enabling a user of the first 

telecommunications device to observe/view a list of the plurality of telecommunications 
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extensions; claim 1 .8. 18.24.30- first LAN including second circuitry for automatically 

calling one of the plurality of telecommunications extensions in response to the user 

selecting one of file plurality of telecommunications extensions from the observed list; 

claim 3.8.24.30- list is displayed to user of the first device; claim 

5.6.8. 17. 19.20.24.25.30.31 -first device is IP phone having display and keys for user to 

enter first and second inputs for displaying and selecting/initiating a call to an extension 

in the second LAN over the WAN; claim 9.22- circuitry to scroll through displayed list; 

claim 10.23.29.35- a third LAN and first LAN circuitry for selecting and viewing a list of 

a plurality of extensions coupled to the second and/or third LAN). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to modify Guy by enabling a first device to observe a list of extensions in a 

remote LAN and initiating a call to a displayed number in response to selection by a 

user, as shown by Wilson, thereby enabling the first phone to connect to a destination 

phone if the number associated with the destination phone is unknown and remote of 

the user's LAN. 

Regarding Claims 26 and 32, 

Guy discloses all limitations of the parent claims. 

Neither Guy nor Wilson discloses first and second inputs using the same button. 

However, it is well known in the art to utilize the same button for multiple 

common inputs to simplify the functionality (claim 26.32- first and second inputs use 

same button). 
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It would have been obvious to one of ordinary skill in the art at the time of the 

invention to use the same button for the first and second inputs disclosed by Wilson, in 

order to improve the ease of use for the user. 

Regarding Claims 28 and 34, 

Guy discloses all limitations of the parent claims. 

Neither Guy nor Wilson explicitly discloses destinations include telephones 

external to the system. 

However, it is well known that local exchange switches such as those shown by 

Wilson are able to connect to other exchanges outside of the local system, such as over 

a dedicated T1 trunk (claim 28.34- destinations includes telephones external to the 

system). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to modify Guy and Wilson by enabling destinations to be telephones external 

to the system, thereby providing the disclosed directory services to as many capable 

users as can be supported. 
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Claim 4 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Guy in 

view of Wilson above, and further in view of Stuntebeck et al. (US006065016A), 

hereafter Stuntebeck. 

Regarding Claim 4, 

Guy discloses a system as shown above in the rejection of claim 1 and 2. 

Neither Guy nor Wilson discloses a list played to a user as audio. 

Stuntebeck discloses a universal directory server (UDS) that provides remote 

access to the communication addresses (extensions) associated with numerous 

institutions, including LANs (Fig. 1; Abstract). Stuntebeck discloses a user can access 

the UDS through a voice recognition system, in which results are conveyed to the user 

as voice (audio; Col. 4, lines 17 -25; claim 4- list is played as audio to the user of the 

first device). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to modify Guy and Wilson by enabling the list to be played as audio to the 

user, as shown by Stuntebeck, thereby allowing users to access directory services 

without a visual display. 
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Claims 36-38 and 40 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 

over Wilson in view of Guy. 

Regarding Claim 36-38 and 40, 

Wilson discloses an IP phone connects to Internet (WAN) through multiple (first, 

second, third) local switches and network switches, and a user can use the 

alphanumeric keypad to make a request of callee search (Fig. 5; Col. 7, lines 45-67; 

claim 36- in response to receipt of first input, displaying on a display on the IP 

telephone a first list including second and third LANs coupled to the first LAN, wherein 

the second and third LANs operate under the IP protocol; claim 40- first, second, and 

third LANs coupled via WAN). 

Wilson further discloses the screen on the caller's side can display multiple result 

numbers of callees in a scrolled list after the search engine replies to the search request 

(Col. ?,lines 46-67 and Col. 8, Lines 1-17; claim 36- receiving another input from the 

user on the IP telephone; in response to receipt of the input, displaying on the display 

on the IP telephone a second list of telephone destinations accessible from the second 

LAN; claim 37- scrolling through the list in response to fourth input). 

Wilson then shows that the caller can select the proper callee's name display 

from the scrolled list of multiple results to initiate a call (Col. 8, lines 13-15; claim 36- in 

response to receipt of third input, automatically dialing one of the telephone destinations 

accessible from the second LAN for a communications connection between the one of 
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the telephone destinations and the IP telephone; claim 38- scrolling through the list in 

response to fifth input). 

Wilson does not explicitly show that the callee lists are received from a second 

LAN in response to sending a request message from the first LAN. 

Guy discloses a system and method for coupling a first LAN 1 02A having server 

112 to a second LAN 1028 having server 122 through WAN 104 utilizing IP capabilities 

of the LANs and WAN. Guy discloses the ability to connect a phone of the first LAN 

1 02A to a destination phone of the second LAN 1028 (Col. 6, lines 4-11; Col. 10, lines 

1-7). Guy further discloses each file server 112/122 includes a directory (Fig. 4, 406) 

that stores a list of server codes and additional information to identify devices attached 

to each server (Col. 10-11, lines 30-14), while also disclosing a master directory in a 

server of network 100 containing the information stored in each local directory (Col. 9, 

lines 20-25; claim 36- displaying on the display on the IP telephone the second list 

further includes the steps of sending a request message for the list from the first LAN to 

the second LAN and receiving the second list from the second LAN to the first LAN). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to supply the Internet database in Wilson from local directories stored in each 

respective LAN segment of a network, as shown by Guy, thereby ensuring that the 

Internet (master) directory is up to date. 
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- Appellant's arguments on pgs. 8-12 of the Brief have been fully considered 

but they are not persuasive. On pgs. 7-8, Appellant contends that Guy 

provides no teaching or suggestion that a list of a plurality of 

telecommunications extensions coupled to the second LAN is provided to the 

user of the first telephone for observation. On pgs. 8-11, Appellant contends 

the claim rejections expand the teachings of Wilson beyond what is 

reasonable, since Wilson's system merely provides for services similar to 

POTS and does not discloses LANs. Thus, Appellant contends that the 

combination of Guy and Wilson does not provide a user of a first device in the 

first LAN with a list of extensions the user can call in the second LAN or 

means to automatically initiate the call with a selection from the list, since Guy 

provides nothing to the user of the telephone and Wilson discloses users 

(callers/callees) connected to local exchange switches over PSTN circuits 

instead of LANs. 

- The Examiner respectfully disagrees. Appellant's individual arguments 

pertaining to the references of Guy and Wilson cannot show nonobviousness 

when the rejections are based on combinations of references. See In re 

Keller, 642 F.2d 413,208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 

F .2d 1091, 231 USPQ 375 (Fed. Cir. 1986). It is admitted in the Final 

Rejection filed 4/1/2008 that Guy does not disclose the user of the first phone 

in the first LAN observing a displayed list of extensions to phones in remote 
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LANs. Guy is relied upon in the rejection to disclose one of a plurality of 

telecommunication devices in first and second LANs communicatively 

coupled through a WAN, including voice transmission. Guy is further shown 

to utilize information from file servers 112/122 of the respective LANs and a 

master directory of the local file servers in order to implement the 

transmission. Thus, Guy is shown to meet all claim limitations except the 

ability of the calling user in a first network to observe a list of extensions in a 

second network and automatically calling one of those extensions in response 

to the user selecting an extension from the observed list. However, the 

rejection shows that these deficiencies in Guy are remedied by Wilson, which 

discloses a user in a first local network accessing a directory engine through 

the Internet in order to observe a displayed list of numbers/addresses from 

multiple other local networks remote to the user of the first local network. The 

rejections clearly rely on the disclosure of Guy to meet the claim limitations 

concerning LANs. However, regardless of what is shown in Guy, Wilson 

repeatedly discloses that the users of the phones 201-203 and 245-24 7 utilize 

the PSTN and standard LAN/WAN technology to access the Internet, 

directory engine, etc. Thus, Wilson and Guy are each shown to be applicable 

within a LAN/WAN environment. Therefore, the combination of Guy and 

Wilson properly meets all limitations of the pending claims. 
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Appellant's arguments on pgs. 11, 13, and 14 of the Brief concerning claims 

1, 5, and 6 have been fully considered but they are not persuasive. Appellant 

contests that Wilson does not teach or suggest an automatic calling of the 

selected extension from the observed list. Appellant argues that the cited 

portion of Wilson (Col. 8, lines 13-15) merely teaches that the user can view 

the IP address of the cal lee but must manually enter the displayed 

address/number into the dial pad's keyboard. 

The Examiner respectfully disagrees. For convenience, the cited portion of 

column 8 in Wilson is shown below: 

"When a callee's address matching the caller's search request is 

found, the name is displayed on the display screen of the dial pad. 

The caller then has the option of completing the call to the address. 

When more than one hit is made, the names of the qualifying user 

callees are displayed. The caller then has the option of selecting 

from a scrolled list of potential users using the dial pad's keyboard 

63 to select the intended caller." 

Wilson's disclosure that the caller "then has the option of completing the call 

to the address" does not say anything about using the keyboard, much less 

require manual keyboard entry for connecting to the searched caller. As 

acknowledged by Appellant in subsequent arguments on pg. 18 of the Brief, 

Wilson explicitly discloses that a user having to remember and enter these 

digits is neither appealing nor practical in most situations (Col. 2, lines 8-9). 

Furthermore, the above disclosure of "selecting from a scrolled list. ... using the 
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keyboard" refers to a scenario in which more than one hit is made for the 

cal lee's request. Wilson's disclosure pre-dates the conventional use of touch-

screen displays, thus it is disclosed to use the keyboard to make the 

appropriate selection. For example, the calling user may enter a digit, or use 

the respective arrow and Enter buttons on a keyboard to select the 

appropriate one of multiple search hits, as would be evident to one of ordinary 

skill in the art at the time of the invention. As such, these disclosures of 

Wilson would not be considered to require manual entry of the 

number/address to connect to an intended callee when the number/address 

has been received and observed from a directory search, as alleged by 

Appellant. Therefore, the pending claim rejections are deemed proper. 

Appellant's arguments on pg. 13 of the Brief concerning claim 1 have been 

fully considered but they are not persuasive. Appellant contends that 

permitting a user in one geographic location to locate a user in another 

location without the need to use a printed extension guide would not be 

possible with the combination of references asserted in the rejection. 

The Examiner respectfully disagrees. Firstly, it is noted that" permitting a 

user in one geographic location to locate a user in another location without 

the need to use a printed extension guide" is not an explicit claim limitation. 

Regardless, as shown above, Wilson specifically discloses the ability of a 

user to locate a remote user without the need to use a printed extension 
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conceptual distinction presented by Appellant is met by Wilson and the 

rejection based upon the combination of Guy and Wilson is proper. 

Appellant's arguments on pg. 13 and 14 of the Brief concerning claims 1 and 

8 have been fully considered but they are not persuasive. Appellant contends 

that neither Guy nor Wilson teaches or suggests a list of extensions coupled 

to the second LAN is stored in a server of the second LAN. 

The Examiner respectfully disagrees. As shown above, Guy discloses file 

servers 112/122 of first and second LANs and a master directory of the file 

servers while Wilson discloses a directory engine of user numbers/addresses 

connected to various local networks. Therefore, the contested claim limitation 

is met based upon the combination of Guy and Wilson, and the rejection is 

proper. 

Appellant's arguments on pg. 13 of the Brief concerning claim 2 have been 

fully considered but they are not persuasive. Appellant contends that the 

combination of references does not teach a LAN or WAN operating under an 

IP protocol because Guy does not disclose LANs/WAN operating under an IP 

protocol and Wilson does not discloses LANs with extensions. 

The Examiner respectfully disagrees. Guy explicitly discloses the Internet as 

an example of a WAN (Col. 4, lines 62-64 ). Thus, the contested claim 
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limitation of "communication .... uses an IP protocol" is met by Guy and the 

rejection based upon the combination of Guy and Wilson is proper. 

Appellant's arguments on pgs. 15-17 of the Brief concerning claims 10, 30, 

and 35 have been fully considered but they are not persuasive. Appellant 

contends that the rejection has merely implied that Wilson teaches a third 

LAN from which extensions coupled to the third LAN can be viewed and 

selected. 

The Examiner respectfully disagrees. As shown in the rejection, Fig. 5 of 

Wilson shows that a displayed list of numbers/addresses (i.e. extensions) are 

collected from multiple local exchange and/or network switches and ISPs 

remote to the requesting user. This showing of multiple paths to the directory 

from various local exchange/network switches and ISPs meets the contested 

claim limitations of a third (or more) LAN(s) with associated extensions within 

the larger network, as would be apparent to one of ordinary skill in the art. 

Therefore, the contested claim limitation is met by Wilson and the rejection 

based upon the combination of Guy and Wilson is proper. 

Appellant's arguments on pg. 16 of the Brief concerning claims 17-20, 23, and 

24 rely upon the previous arguments presented above. Those arguments 

have been refuted above, and the rejections shown to be proper, thus the 

rejections of claims 17-20, 23, and 24 are also properly maintained. 
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Appellant's arguments on pg. 17 of the Brief concerning claims 25-27 and 31-

33 have been fully considered but they are not persuasive. Appellant 

contends that the rejection is merely supported by the Examiner's own 

opinion, providing no objective evidence as to how the references teach or 

suggest a second input or that the first and second inputs are the same key 

button. 

The Examiner respectfully disagrees. Firstly, contrary to Appellant's 

assertion, the limitations of claims 27 and 33 are addressed in the rejection, 

since Fig. 1 of Guy clearly shows that LAN extensions include telephone 

destinations. Regarding claims 25 and 31, the rejection of these claims 

shows how Wilson utilizes the keyboard of the IP phone for displaying, 

selecting, and connecting (multiple inputs) a destination searched from the 

directory by a callee user. Regarding claims 26 and 32, the rejection admits 

that the references do not explicitly disclose these multiple inputs utilizing the 

same button. The rejection of these claims relies upon common sense 

knowledge possessed by one of ordinary skill in the art, in which the use of a 

single button for successive inputs simplifies the functionality of the system, 

such as repeated use of the Enter button on the keyboard of Wilson to 

display, select and connect to a searched destination. Appellant has not 

previously contested this assertion of common knowledge in the art, and the 
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technical line of reasoning is clearly shown in the rejection. Therefore, the 

rejections are proper. 

Appellant's arguments on pg. 18 of the Brief concerning claims 28 and 34 

have been fully considered but they are not persuasive. Appellant contends 

that the rejection mischaracterizes the limitations, in which "telephone 

destinations include telephones external to the system". 

The Examiner respectfully disagrees. Again, as above, the rejection of claims 

28 and 34 relies upon common sense knowledge possessed by one of 

ordinary skill in the art. Namely, that the drawings in the cited references are 

not indicative of the scale of actual, deployed networks. In particular, Wilson 

illustrates how a network diagram may be simplified (Fig. 4) from a more 

comprehensive/expanded view of a network's interconnections (Fig. 5). One 

of ordinary skill in the art would recognize that the routers and switches 

shown by Guy and Wilson enable connection to other routers/switches 

outside of the local system, extending the disclosed directory services to 

telephones connecting from those outside routers/switches. Therefore, the 

claim rejections are proper. 

Appellant's arguments on pg. 18 of the Brief concerning claim 4 have been 

fully considered but they are not persuasive. Appellant reiterates previous 

arguments related to Guy and Wilson in contending that the limitation of 
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playing the list as audio to the user has not been met. Appel lent fails to 

address the combination of Guy and Wilson with the cited portions of 

Stuntebeck in rejecting these claims. 

The Examiner respectfully disagrees. Previous arguments related to Guy and 

Wilson have been refuted as shown above. Further, neither Guy nor Wilson 

is relied upon to disclose playing the list as audio to the user. Stuntebeck is 

relied upon to disclose a directory server similar to those in Guy and Wilson. 

Stuntebeck further discloses the option of accessing the directory through 

voice recognition, where directory results are conveyed to the user as 

voice/audio. Therefore, the contested claim limitation is explicitly met by 

Stuntebeck and the combination of Guy, Wilson, and Stuntebeck properly 

rejects the claim. 

Appellant's arguments on pg. 19-21 of the Brief concerning claims 36-38 and 

40 have been fully considered but they are not persuasive. Appellant 

contends the combination of Wilson and Guy does not meet the claimed 

limitations. 

The Examiner respectfully disagrees. Appellant's arguments reiterate the 

piecemeal analysis of Wilson and Guy presented in the above arguments. As 

shown, neither Wilson nor Guy is relied upon to individually meet all of the 

claim limitations. Rather, the rejections are based upon the combination of 

Wilson and Guy. All of the claimed limitations are shown to be met by the 
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combination of disclosures cited from Wilson and Guy, therefore the claim 

rejections are proper. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 

Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 

Respectfully submitted, 

/Gregory B Sefcheck/ 

Primary Examiner, Art Unit 2419 

3-6-2009 

Conferees: 

Jay Patel /JAYANTI K PATEL/ 

Supervisory Patent Examiner, Art Unit 2419 

Hassan Kizou /H. K./ 

Supervisory Patent Examiner, Art Unit 2419 
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10/447,607 Examiner Gregory B. Sefcheck 
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PHONE DIRECTORY IN A VOICE OVER IP TELEPHONE 
SYSTEM 

Mail Stop Appeal Brief~ Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313- I 450 

REPLY BRIEF 

This is in response to the Examiner's Answer dated March 17, 2009. 

On page 5 of the Examiner's Answer, regarding Claims 26 and 32, the 

Examiner asserts that "Guy discloses all limitations of the parent claims." lfthat is 

true, then why did the Examiner combine Guy with Wilson for his prima facie case of 

obviousness for those parent claims? For this reason alone, the Examiner has failed 

to prove aprimafacie case of obviousness for Claims 26 and 32. 

With respect to Claims 28 and 34, the Examiner's prima facie case of 

obviousness relies upon his assertion that the combination of the references provides 

"the disclosed directory services to as many capable users as can be supported." This 

docs not even make common sense. The claims recite that the list of telephone· 

destinations include telephones external to the system, and therefore, a user of the 

tirst telephone can connect to a telephone external to the system (first and second 

LANs coupled by theW AN) by selecting that external telephone from the observed 

Jist. ·rhe Examiner's assertion implies that this functionality is being supplied to 

these external telephones, which is not the claims recite. Therefore, the Examiner's 

assertion fails to support his prima facie case of obviousness. 

In the Examiner's Re!}ponse to Argument, the Examiner starts off by asserting 

that Applicants have attacked the references individually. This is incorrect. First, if 

the Examiner's rejection relies upon his individual use of each reference to attach to 
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certain claim limitations, then why are Applicants precluded from attacking these 

arguments? The Examiner's prima facie case of obviousness relies upon his 

assertions of how Guy teaches certain limitations and how Wilson teaches other 

certain limitations. If Applicants can show how the Examiner's interpretations of 

these references are incorrect, then Applicants have shown how the prima facie case 

of obviousness fails. This is what Applicants did precisely. Since the Examiner has 

incorrectly interpreted the teachings of Guy and Wilson, the Examiner's prima facie 

case of obviousness fails. An applicant may specifically challenge an obviousness 

rejection by showing that the examiner reached an incorrect conclusion of 

obviousness or based the obviousness detennination on incorrect factual predicates. 

In re Rot~/Jet, 47 U.S.P.Q.2d 1453, 1455 (Fed. Cir. 1998). As a result, the Examiner 

cannot simply ignore Applicants' arguments on pages 6, 7, 8, etc. with respect to each 

of the references by merely replying that Applicants' arguments "cannot show 

nonobviousness. '' 

Moreover, Applicants actually described what each of the references teaches 

and does not teach, and then combined those teachings and "non-teachings" to show 

how the combination of the references docs not arrive at the claimed invention. 

Applicants' arguments on those pages in the Appeal Brief must by considered! 

MPEP §707.07(!). 

The Examiner admits that Guy does not disclose the automatic calling of one 

of the extensions in the observed list. The Examiner then asserts that Wilson 

remedies this situation. The first problem with this assertion is that Wilson does not 

disclose such a first LAN. The caller dial pads 201-203 are not coupled into a LAN, 

as that term is interpreted in the art. The "local telephone network" recited in column 

7, line 18 of Wilson is not the same as a LAN. Telephones connected to a central 

office never were considered a LAN, which pertains to a data network. For the 

Examiner to interpret these claim tcnns in that manner is unreasonably broad. MPEP 

§2111.01. And, a single computer device does not make a LAN. Therefore, the 

combination of Guy and Wilson fails to disclose these claim limitations, and the 

Examiner's prima facie case of obviousness fails. 
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Furthermore, contrary to the Examiner's assertions, Wilson does not 

"repeatedly disclose[] that the users of the phones 201-203 and· 245-24 7 utilize the 

PSTN and standard LAN/WAN technology to access the Internet, directory engine, 

etc.'' There is absolutely nothing in Wilson that discloses that the dial pads 201-203 

or 245-247 access the Internet 210, etc. with standard LAN!W AN technology through 

the PSTN circuits 204. Moreover, Figure 4 in Wilson shows each of these dial pads 

individually connecting to the network 210 through their own PSTN circuit 204. 

There is no LAN! Again, an applicant may specifically challenge an obviousness 

rejection by showing that the examiner reached an incorrect conclusion of 

obviousness or based the obviousness determination on incorrect factual predicates. 

In re Rouffet at 1455. Furthermore, the disclosure in Wilson that each of the dial pads 

50 can be connected to a computer 90 docs not provide a suggestion that a plurality of 

such dial pads can then be coupled in a LAN and then that LAN coupled to the 

network 210. Since LANs were known by Wilson, if he had been able to couple the 

dial pads 201-203 or 245-247 into a LAN that is thenitselfconnected to the network 

210, he would have provided a description of such. The "standard LAN/WAN 

technology" referred to in Wilson is actually referring to the LANs and W ANs in 

Figure 5, such as the Ethernet links 222, that permit the directory 232 to be 

individually accessed by each of the dial pads. It is not referring to a LAN being 

tonned by a plurality of the dial pads 201-203 or 245-247. ln fact, each of the dial 

pads 50 cannot be coupled into a LAN with each other, since their only connection is 

through a dual line service (column 5, line 26). As Applicants pointed out in the 

Appeal Brief, dual line service is well known in the art as a pair of wires for 

providing access from a home phone to the PSTN. Such teachings in Wilson would 

not lead one skilled in the art to believe that they could couple such dial pads into a 

LAN. Therefore, one skilled in the art would not be lead to combine Wilson with Guy 

since the dial pads in Wilson teach away from utilization in a LAN. 

The Examiner disagrees that Wilson is limited to teaching that the user of the 

dial pad must manually dial the phone number retrieved. The language cited by the 

Examiner does not state anything about the dial pad having circuitry tor automatically 
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calling a phone number selected by the user. The Examiner is interpreting the 

teachings of Wilson beyond the four comers of the document. 

These teachings in Wilson are insufficient for what is required by one of 

ordinary skill in the art to then experiment and invent further circuitry for the dial pad 

to automatically call a selected name. A general incentive docs not make obvious a 

particular result, nor does the existence of techniques by which the efforts can be 

carried out. In re Kubin, 2009 WL 877 646 (2009). In other words, "obvious to try" 

has long been held not to constitute obviousness. !d. Essentially, the Examiner is 

asserting that one skilled in the art at the time the invention was made would have 

been lead to include circuitry for automatically making the call with merely the 

teaching that the user makes a selection. This is not supported by KSR. To the 

contrary, the Supreme Court stated in KSR that a skilled artisan can only be shown to 

have merely pursued ;'known options'' from a "finite number of identified, predictable 

solutions" for obviousness under§ 103 to arise. 550 US at 421.The Examiner cannot 

merely make such assumptions without providing objective evidence in support. The 

prior art docs not teach the claimed limitations, and the Examiner must prove how 

such limitations are disclosed in the cited art. Absent that, the Examiner has failed to 

support his prima .facie case of obviousness. Moreover, the Examiner has completely 

ignored the specific teaching in column 9, lines 1-4 of Wilson that once the user of the 

dial pad selects a remote callee, the call is placed "using the found Internet address," 

and that "[i] fa dial attempt is made, the user ... dials ... to the selected callee." Thus, 

Wilson does say something about using the keyboard to manually dial the number of 

the callcc! The J4:xaminer cannot ignore the specific teaching in Wilson that the 

user is dialing the found Internet address! 

Contrary to the Examiner's position, column 2, lines 6-10 of Wilson docs not 

refute this teaching. Instead, this language in Wilson merely shows the disadvantage 

of the user having to remember the Internet address of the callee. The invention in 

Wilson then goes onto specifically address the disadvantage by providing a searchable 

Internet directory for obtaining such an Internet address of the callcc. Wilson's 

spcdfication is solely directed to this aspect. The searchable database converts the 
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name into the Internet routing address to send to the user at the dial pad. Column 8, 

lines 1-7. Wilson docs not provide any description of how the lntemet address might 

be entered in an automatic manner in order to supposedly address a disadvantage of 

"entering" the digits, as the Examiner is attempting to assert. 

The Examiner then makes the assertion that column 8, lines 13-15 of Wilson 

"refers to a scenario in which more than one hit is made for the callee's request," and 

then expands upon this "scenario" by making the following unsupported assertions: 

• "it is disclosed to usc the keyboard to make the appropriate selection" 

• "the calling user may enter a digit, or use the respective arrow and 

Enter buttons on a keyboard to select the appropriate one of multiple 

search hits, as would be evident to one of ordinary skill in the art at the 

time ofthe invention" 

• "these disclosures of Wilson would not be considered to require 

manual entry of the number/address to connect to an intended callec 

when the number/address has been received and observed from a 

directory search" 

Absolutely none of these assertions by the Examiner is supported with any 

facts or evidence. Instead, they are all unsupported opinions by the Examiner, which 

are insufficient to support a prima facie case of obviousness. Moreover, the 

Examiner is making leaping assumptions of what one of ordinary skill in the art 

would be capable of doing having merely the references before him. The Examiner 

cannot now add in other supposed "conventional" art to combine with Guy and 

Wilson without doing so in a proper § 103 rejection. 

All that Wilson actually states is that the search engine converts the searched 

name to its corresponding Internet address (column 7, lines 51-53) and that "[t]he 

caller then has the option of selecting from a scrolled list of potential users using the 

dial pad's keyboard.'' Such a "selecting" docs not teach "the first LAN including 

second circuitry for automatically calling one of the plurality of telecommunications 

extensions in response to the user selecting one of the plurality of telecommunications 
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extensions fonn the observed list." Even considering as possibly true the t;xaminer's 

assertion that the use of touch-scre~n displays pre-dates Wilson 's disclosure (Wilson 

merely discloses that the display screen 71 may be a conventional LCD (column 5, 

lines 22-24)), that would possibly merely teach to one of ordinary skill in the art that 

the user could select one of the entries from the scrolled list using a touch-screen on 

the dial pad. But, it would not teach or suggest to one of ordinary skill in the art the 

circuitry in the second LAN for automatically calling the callee in response to such a 

selection. As noted above, "obvious to try" has long been held not to constitute 

obviousness. 

On page 14 of the Examiner's Answer, the Examiner states that "Appellant 

contends that neither Guy nor Wilson teaches or suggests a list of extensions coupled 

to the second LAN is stored in a server of the second LAN." That is incorrect; 

Applicants actually also asserted that the combination ofthe references fails to teach 

or suggest these limitations. The Examiner further asserts that .. Wilson discloses a 

directory engine of user numbers/addresses connected to various local networks." 

This is a mischaracterization of Wilson in that the directory is only coupled to a single 

network, which does not include any of the dial pads 245-247. This is not the same 

as the directory being stored in a server in a LAN that includes devices 245-247. Guy 

does not remedy this situation, since it is merely a server code that is stored, which is 

not provided to a user. 

With respect to Claim 10, the Examiner has not shown how the references 

teach or suggest circuitry for enabling the user to select between observing a list of 

extensions coupled to the second LAN or observing a list of extensions coupled to the 

third LAN. Wilson merely discloses doing a name search. Column 2, lines 49-53; 

column 8, lines 8-11. With respect to Claim 35, the Examiner continues to fail to 

specifically address the limitations of displaying a list ofLANs, etc. Moreover, 

Wilson does not teach or suggest that the directory 232 is in a network that is 

associated with any extensions; furthermore, the claims do not merely recite that the 

extensions are "associated'' with th~ LANs. 
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Regarding Claim 4, the voice recognition and synthesis system 61 is disclosed 

in Stuntebeck as only being accessible with a conventional telephone. Column 4, 

lines I 0-I6 of Stuntebeck describe how such a user of a conventional telephone can 

call a live attendant who relays search results to the user, while column 4, lines I7-26 

provides an alternative to the teachings in lines I 0-16 with the voice recognition and 

synthesis system 61. A conventional telephone does not work in a LAN, therefore 

one skilled in the art would not have been able to combine Stuntebeck with Guy and 

Wilson in the manner as asserted by the Examiner. The contested claim limitation is 

not explicitly met by Stuntebeck. 

Regarding Claim 36-38 and 40, again Applicants assert that they addressed 

the Examiner's "piecemeal'' assertions of how each of the references addresses 

various claim limitations, and then Applicants asserted how the combination of the 

references does not meet the claims limitations. The Examiner cannot ignore 

Applicants' arguments. MPEP §707.07(f). Furthem1ore, the Examiner has not 

shown how all of the claim limitations have been met by the combination of 

references. 

In summary, Guy discloses transferring across a WAN some intonnation 

about a remote network that enables a telephone call to be completed in a correct 

· manner. The information about the remote network is merely a server code, which 

only identifies the server of the remote network. It does not identify one or more 

particular extensions coupled to that remote network. Furthennore, this infonnation 

is NEVER seen by the user; it is transparent to the user. 

Wilson essentially discloses using a dial-up computer-like device to access a 

server over the Internet to obtain a phone number, and then dialing that phone number 

on the dial-up computer-like device to connect to a similar device over the PSTN. 

As a result, the combination of Wilson and Guy does not disclose all of the 

claim limitations. 

First, since Applicants assert that the dial pads 50 in Wilson cannot be utilized 

in a LAN, then the combination of the references does not even teach or suggest to 

one skilled in the art that there is a first telecommunications device coupled to a first 
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LAN. In fact, as asserted above, Wilson would lead one skilled in the art away from 

such a first telecommunications device coupled to a first LAN, since Wilson teaches 

away from the utilization of the dial pads in such a LAN. Furthermore, Wilson 

teaches away from a plurality of telecommunications extensions coupled to a second 

LAN, again since the dial pads 245-247 cannot be coupled together in a LAN. 

Second, since (1) the user in Guy does not see the server code, (2) since an 

unknown phone number is obtained by a dial pad 20 I, 202, 203 by accessing a 

searchable database over the Internet, (3) since none of the dial pads 245-24 7 are in a 

LAN with such a searchable database, and (4) since none of the dial pads 245-247 arc 

even capable ofbeing coupled together into a LAN, the combination of the references 

docs not teach or suggest that a user in the first LAN can observe a list of the 

extensions coupled to the second LAN. 

Third. since all that Guy discloses is that a server code is stored in a server in 

the second LAN, and since the phone numbers in Wilson are stored on a third party 

server, which is searchable over the Internet, the combination of the references does 

not teach or suggest that the list of the plurality of extensions is stored in a server in 

the second LAN. In fact, the Examiner has completely failed to address this claim 

limitation in an adequate manner. 

Fourth, correspondingly, the combination of the references docs not teach or 

suggest that the list stored in a server in the second LAN is accessed by first circuitry 

in the tirst LAN over the WAN. 

Fifth, since Gu)' does not even provide any information to the user, and since 

Wilson teaches that the user has to actually dial the telephone number, the 

combination of the references does not teach or suggest automatically calling an 

extension selected by the user from the list of extensions supplied. 

·Thus, there are several gaps in the combination of Guy and Wilson teaching or 

suggesting the limitations of the claims. For this reason alone, the Examiner's prima 

.facie case of obviousness fails. Furthermore, the Examiner has not proven how one 

skilled in the art would fill in these gaps, and leap from the combination of these 

teachings to the claimed invention. The PTO must grant a patent if it cannot prove · 
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how one of ordinary skill in the art would have found it obvious to fill in these gaps. 

Such person of ordinary skill in the art is not the inventors, so the Examiner is not 

permitted to usc the Specification as a blue print for piecing together the prior art and 

filling in these gaps. In order to arrive at the Examiner's primafacicl case of 

obviousness rejection, the Examiner has relied solely on the teachings of the present 

invention to retrace the path of the inventors with hindsight to come to the conclusion 

that the invention was obvious. Ortho-MacNeil Pharmaceutical, Inc., v. My/an Lab., 

Inc., 520 F3d 1358, 1364 (Fed. Cir. 2008). Such a reasoning is always inappropriate 

for an obviousness test based on the language of Title 35 that requires the analysis to 

examine "the subject matter as a whole'' to ascertain if it "would have been obvious at 

the time the invention was made." !d. The determination of obviousness is made 

with respect to the subject matter as a whole, not separate pieces of the claim. Sano.fi­

Synthe/ado v. Apotex, Inc., 89 USPQ 2d 1370, 1379 (Fed. Cir. 2008), citing KSR Int '/ 

Co. v. Teleflex Inc., 127 S. Ct. 1727, 1734 (2007). 

It is believed that no fees are due; however, please apply any other charges or 

credits to Deposit Account No. 06-1050. 

Date: May 18, 2009 

Fish & Richardson P .C. 
One Congress Plaza 
Suite 810 
Ill Congress A venue 
Austin, TX 78701 
Tdephone: (5 I 2) 472-5070 
Facsimile: (877) 769-7945 
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REPLY BRIEF 

This is in response to the Examiner's Answer dated March 17, 2009. 

On page 5 of the Examiner's Answer, regarding Claims 26 and 32, the 

Examiner asserts that "Guy discloses all limitations of the parent claims." lrthat is 

true, then why did the Examiner combine Guy with Wilson tor his prima .facie case of 

obviousness for those parent claims? For this reason alone, the Examiner has failed 

to prove aprimafacie case of obviousness for Claims 26 and 32. 

With respect to Claims 28 and 34, the Examiner's prima facie case of 

obviousness relies upon his assertion that the combination of the references provides 

''the disclost!d directory services to as many capable users as can be supported." This 

docs not even make common sense. The claims recite that the list of telephone· 

destinations include telephones external to the system, and therefore, a user of the 

tirst telephone can connect to a telephone external to the system (first and second 

LANs coupled by the WAN) by selecting that external telephone from the observed 

list. ·rhe Examiner's assertion implies that this functionality is being supplied to 

these external telephones, which is not the claims recite. Therefore, the Examiner's 

assertion fails to support his prima facie case of obviousness. 

In the Examiner's Response to Argument, the Examiner starts off by asserting 

that Applicants have attacked the references individually. This is incorrect. First, if 

the Examiner's rejection relies upon his individual use of each reference to attach to 
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certain claim limitations, then why are Applicants precluded from attacking these 

arguments? The Examiner's prima facie case of obviousness relies upon his 

assertions of how Guy teaches certain limitations and how Wilson teaches other 

certain limitations. If Applicants can show how the Examiner's interpretations of 

these references are incorrect, then Applicants have shown how the prima facie case 

of obviousness fails. This is what Applicants did precisely. Since the Examiner has 

incorrectly interpreted the teachings of Guy and Wilson, the Examiner's prima facie 

case of obviousness fails. An applicant may specifically challenge an obviousness 

rejection by showing that the examiner reached an incorrect conclusion of 

obviousness or based the obviousness determination on incorrect factual predicates. 

In re Rot~ffet, 47 U.S.P.Q.2d 1453, 1455 (Fed. Cir. 1998). As a result, the Examiner 

cannot simply ignore Applicants' arguments on pages 6, 7, 8, etc. with respect to each 

of the references by merely replying that Applicants' arguments "cannot show 

nonobviousness." 

Moreover, Applicants actually described what each of the references teaches 

and does not teach, and then combined those teachings and "non-teachings" to show 

how the combination of the references docs not arrive at the claimed invention. 

Applicants' arguments on those pages in the Appeal Brief must by considered! 

MPEP §707.07(1). 

The Examiner admits that Guy does not disclose the automatic calling of one 

of the extensions in the observed list. The Examiner then asserts that Wilson 

remedies this situation. The first problem with this assertion is that Wilson does not 

disclose such a first LAN. TI1e caller dial pads 201-203 arc not coupled into a LAN, 

as that term is interpreted in the art. The "local telephone network" recited in column 

7, line 18 of Wilson is not the same as a LAN. Telephones connected to a central 

office never were considered a LAN, which pertains to a data network. For the 

Examiner to interpret these claim terms in that manner is unreasonably broad. MPEP 

§2111.01. And, a single computer device does not make a LAN. Therefore, the 

combination of Guy and Wilson fails to disclose these claim limitations, and the 

Examiner's prima facie case of obviousness fails. 
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Furthermore, contrary to the Examiner's assertions, Wilson does not 

"repeatedly disclose[] that the users of the phones 201-203 and· 245-247 utilize the 

PSTN and standard LAN/WAN technology to access the Internet, directory engine, 

e.tc.'' There is absolutely nothing in Wilson that discloses that the dial pads 201-203 

or 245-247 access the Internet 210, etc. with standard LAN!W AN technology through 

the PSTN circuits 204. Moreover, Figure 4 in Wilson shows each of these dial pads 

individually connecting to the network 210 through their own PSTN circuit 204. 

There is no LAN! Again, an applicant may specifically challenge an obviousness 

rejection by showing that the examiner reached an incorrect conclusion of 

obviousness or based the obviousness determination on incorrect factual predicates. 

In re Rouffet at 1455. Furthermore, the disclosure in Wilson that each of the dial pads 

50 can be connected to a computer 90 docs not provide a suggestion that a plurality of 

such dial pads can then be coupled in a LAN and then that LAN coupled to the 

network 210. Since LANs were known by Wilson, if he had been able to couple the 

dial pads 201-203 or 245-247 into a LAN that is thenitselfconnccted to the network 

210, he would have provided a description of such. The "standard LAN/WAN 

technology" referred to in Wilson is actually referring to the LANs and W ANs in 

Figure 5, such as the Ethernet links 222, that permit the directory 232 to be 

individually accessed by each of the dial pads. It is not referring to a LAN being 

formed by a plurality of the dial pads 201-203 or 245-247. ln fact, each ofthe dial 

pads 50 cannot be coupled into a LAN with each other, since their only connection is 

through a dual line service (column 5, line 26). As Applicants pointed out in the 

Appeal Brief, dual line service is well known in the art as a pair of wires for 

providing access from a home phone to the PSTN. Such teachings in Wilson would 

not lead one skilled in the art to believe that they could couple such dial pads into a 

LAN. Therefore, one skilled in the art would not be lead to combine Wilson with Guy 

since the dial pads in Wilson teach away from utilization in a LAN. 

The Examiner disagrees that Wilson is limited to teaching that the user of the 

dial pad must manually dial the phone number retrieved. The language cited by the 

Examiner does not state anything about the dial pad having circuitry tor automatically 
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calling a phone number selected by the user. The Examiner is interpreting the 

teachings of Wilson beyond the four comers of the document. 

These teachings in Wilson are insufficient for what is required by one of 

ordinary skill in the art to then experiment and invent further circuitry for the dial pad 

to automatically call a selected name. A general incentive docs not make obvious a 

particular result, nor docs the existence of techniques by which the efforts can be 

carried out. In re Kubin, 2009 WL 877 646 (2009). In other words, "obvious to try" 

has long been held not to constitute obviousness. !d. Essentially, the Examiner is 

asserting that one skilled in the art at the time the invention was made would have 

been lead to include circuitry for automatically making the call with merely the 

teaching that the user makes a selection. This is not supported by KSR. To the 

contrary, the Supreme Court stated in KSR that a skilled artisan can only be shown to 

have merely pursued ;'knoMl options'' from a "finite number of identified, predictable 

solutions" for obviousness under§ 103 to arise. 550 US at 421.The Examiner cannot 

merely make such assumptions without providing objective evidence in support. The 

prior art docs not teach the claimed limitations, and the Examiner must prove how 

such limitations are disclosed in the cited art. Absent that, the Examiner has failed to 

support his prima .facie case of obviousness. Moreover, the Examiner has completely 

ignored the specific teaching in column 9, lines 1-4 of Wilson that once the user of the 

dial pad selects a remote callee, the call is placed "using the found Internet address," 

and that "[i] fa dial attempt is made, the user ... dials ... to the selected callee." Thus, 

Wilson does say something about using the keyboard to manually dial the number of 

the callcc! The Examiner cannot ignore the specific teaching in WiL'>on that the 

user is dialing the found Internet address! 

Contrary to the Examiner's position, column 2, lines 6-10 of Wilson docs not 

refute this teaching. Instead, this language in Wilson merely shows the disadvantage 

of the user having to remember the Internet address of the callee. The invention in 

Wilson then goes onto specifically address the disadvantage by providing a searchable 

Internet directory for obtaining such an Internet address of the callec. Wilson's 

spcdficution is solely directed to this aspect. The searchable database converts the 
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name into the Internet routing address to send to the user at the dial pad. Column 8, 

lines 1-7. Wilson docs not provide any description of how the Internet address might 

be entered in an automatic manner in order to supposedly address a disadvantage of 

''entering'' the digits, as the Examiner is attempting to assert. 

The Examiner then makes the assertion that column 8, lines 13-15 of Wilson 

"refers to a scenario in which more than one hit is made for the callee's request," and 

then expands upon this "scenario" by making the following unsupported assertions: 

• "it is disclosed to usc the keyboard to make the appropriate selection" 

• "the calling user may enter a digit, or use the respective arrow and 

Enter buttons on a keyboard to select the appropriate one of multiple 

search hits, as would be evident to one of ordinary skill in the art at the 

time ofthe invention" 

• "these disclosures of Wilson would not be considered to require 

manual entry of the number/address to connect to an intended callee 

when the number/address has been received and observed from a 

directory search" 

Absolutely none of these assertions by the Examiner is supported with any 

facts or evidence. Instead, they are all unsupported opinions by the Examiner, which 

are insufficient to support a prima facie case of obviousness. Moreover, the 

Examiner is making leaping assumptions of what one of ordinary skill in the art 

would be capable of doing having merely the references before him. The Examiner 

cannot now add in other supposed "conventional" art to combine with Guy and 

Wilson without doing so in a proper § 103 rejection. 

All that Wilson actually states is that the search engine converts the searched 

name to its corresponding Internet address (column 7, lines 51-53) and that "[t]he 

caller then has the option of selecting from a scrolled list ofpotcntial users using the 

dial pad's keyboard.'' Such a "selecting" does not teach "the first LAN including 

second circuitry for automatically calling one of the plurality of telecommunications 

extensions in response to the user selecting one of the plurality of telecommunications 
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extensions fonn the observed list." Even considering as possibly true the Examiner's 

assertion that the use of touch-screen displays pre-dates Wilson's disclosure (Wilson 

merely discloses that the display screen 71 may be a conventional LCD (colwnn 5, 

lines 22-24)), that would possibly merely teach to one of ordinary skill in the art that 

the user could select one of the entries from the scrolled list using a touch-screen on 

the dial pad. But, it would not teach or suggest to one of ordinary skill in the art the 

circuitry in the second LAN for automatically calling the callce in response to such a 

selection. As noted above, "obvious to try" has long been held not to constitute 

obviousness. 

On page 14 of the Examiner's Answer, the Examiner states that "Appellant 

contends that neither Guy nor Wilson teaches or suggests a list of extensions coupled 

to the second LAN is stored in a server of the second LAN." That is incorrect; 

Applicants actually also asserted that the combination of the references fails to teach 

or suggest these limitations. The Examiner further asserts that'' Wilson discloses a 

directory engine of user numbers/addresses connected to various local networks." 

This is a mischaracterization of Wilson in that the directory is only coupled to a single 

network, which does not include any of the dial pads 245-247. This is not the same 

as the directory being stored in a server in a LAN that includes devict--s 245-247. Guy 

does not remedy this situation, since it is merely a server code that is stored, which is 

not provided to a user. 

With respect to Claim 10, the Examiner has not shown how the references 

teach or suggest circuitry for enabling the user to select between observing a list of 

extensions coupled to the second LAN or observing a list of extensions coupled to the 

third LAN. Wilson merely discloses doing a name search. Column 2, lines 49-53; 

column 8, lines 8-11. With respect to Claim 35, the Examiner continues to fail to 

specifically address the limitations of displaying a list of LANs, etc. Moreover, 

Wilson docs not teach or suggest that the directory 232 is in a network that is 

associated with any extensions; furthermore, the claims do not merely recite that the 

extensions are "associated'' with th<; LANs. 
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Regarding Claim 4, the voice recognition and synthesis system 61 is disclosed 

in Stuntebeck as only being accessible with a conventional telephone. Column 4, 

lines I 0-16 of Stuntebeck describe how such a user of a conventional telephone can 

call a live attendant who relays search results to the user, while column 4, lines 17-26 

provides an alternative to the teachings in lines 10-16 with the voice recognition and 

synthesis system 61. A conventional telephone does not work in a LAN, therefore 

one skilled in the art would not have been able to combine Stuntebeck with Guy and 

Wilson in the manner as asserted by the Examiner. The contested claim limitation is 

not explicitly met by Stuntebeck. 

Regarding Claim 36-38 and 40, again Applicants assert that they addressed 

the Examiner's "piecemeal" assertions of how each ofthe references addresses 

various claim limitations, and then Applicants asserted how the combination of the 

references does not meet the claims limitations. The Examiner cannot ignore 

Applicants' arguments. MPEP §707.07(f). Furthem1ore, the Examiner has not 

shown how all of the claim limitations have been met by the combination of 

references. 

In summary, Guy discloses transferring across a WAN some information 

about a remote network that enables a telephone call to be completed in a correct 

manner. The information about the remote network is merely a server code, which 

only identifies the server of the remote network. It does not identify one or more 

particular extensions coupled to that remote network. Furthermore, this information 

is NEVER seen by the user; it is transparent to the user. 

Wilson essentially discloses using a dial-up computer~ like device to access a 

server over the Internet to obtain a phone number, and then dialing that phone number 

on the dial-up computer-like device to connect to a similar device over the PSTN. 

As a result, the combination of Wilson and Guy does not disclose all of the 

claim limitations. 

First, since Applicants assert that the dial pads 50 in Wilson cannot be utilized 

in a LAN, then the combination of the references does not even teach or suggest to 

one skilled in the art that there is a first telecommunications device coupled to a first 
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LAN. In fact, as asserted above, Wilson ·would lead one skilled in the art away from 

such a first telecommunications device coupled to a first LAN, since Wilson teaches 

away from the utilization of the dial pads in such a LAN. Furthermore, Wilson 

teaches away from a plurality of telecommunications extensions coupled to a second 

LAN, again since the dial pads 245-247 cannot be coupled together in a LAN. 

Second, since ( 1) the user in Guy does not see the server code, (2) since an 

unknown phone number is obtained by a dial pad 20 I, 202, 203 by accessing a 

searchable database over the Internet, (3) since none of the dial pads 245-24 7 arc in a 

LAN with such a searchable database, and (4) since none of the dial pads 245-247 arc 

even capable of being coupled together into a LAN, the combination of the references 

docs not teach or suggest that a user in the first LAN can observe a list of the 

extensions coupled to the second LAN. 

Third. since all that Guy discloses is that a server code is stored in a server in 

the second LAN, and since the phone numbers in Wilson are stored on a third party 

server, which is searchable over the Internet, the combination of the references does 

not teach or suggest that the list of the plurality of extensions is stored in a server in 

the second LAN. In fact, the Examiner has completely failed to address this claim 

limitation in an adequate manner. 

Fourth, correspondingly, the combination of the references does not teach or 

suggest that the list stored in a server in the second LAN is accessed by first circuitry 

in the tirst LAN over the WAN. 

Fifth, since Guy does not even provide any information to the user, and since 

Wilson teaches that the user has to actually dial the telephone number, the 

combination of the references does not teach or suggest automatically calling an 

extension selected by the user from the list of extensions supplied. 

·Thus, there are several gaps in the combination of Guy and Wilson teaching or 

suggesting the limitations of the claims. For this reason alone, the Examiner's prima 

facie case of obviousness fails. Furthermore, the Examiner has not proven how one 

skilled in the art would fill in these gaps, and leap from the combination of these 

teachings to the claimed invention. The PTO must grant a patent if it cannot prove · 
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how one of ordinary skill in the art would have found it obvious to fill in these gaps. 

Such person of ordinary skill in the art is not the inventors, so the Examiner is not 

permitted to usc the Specification as a blue print for piecing together the prior art and 

filling in these gaps. In order to arrive at the Examiner's prima facia case of 

obviousness rejection, the Examiner has relied solely on the teachings of the present 

invention to retrace the path of the inventors with hindsight to come to the conclusion 

that the invention was obvious. Ortho-MacNeil Pharmaceutical. Inc., v. My/an Lab .. 

Inc., 520 F3d 1358, 1364 (Fed. Cir. 2008). Such a reasoning is always inappropriate 

for an obviousness test based on the language of Title 35 that requires the analysis to 

examine "the subject matter as a whole" to ascertain if it "would have been obvious at 

the time the invention was made." !d. The determination of obviousness is made 

with respect to the subject matter as a whole, not separate pieces of the claim. Sano.fi­

Synthe/ado v. Apotex. Inc., 89 USPQ 2d 13 70, 13 79 (Fed. Cir. 2008), citing KSR lnt 'I 

Co. v. Teleflex Inc., 127 S. Ct. 1727, 1734 (2007). 

It is believed that no fees are due; however, please apply any other charges or 

credits to Deposit Accmmt No. 06-1050. 

Date: May 18. 2009 

Fish & Richardson P .C. 
One Congress Plaza 
Suite 810 
Ill Congress A venue 
Austin, TX 78701 
Telephone: (512) 472-5070 
Facsimile: (877) 769-7945 
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SUPPLEMENTAL BRIEF ON APPEAL 

This Supplemental Brief on Appeal is in response to the Office Action dated July 9, 
2009. 

I. REAL PARTY IN INTEREST 

The real party in interest is Estech Systems, Inc., which is the assignee of the entire right 

and interest in the present Application. 

II. RELATED APPEALS AND INTERFERENCES 

There arc no appeals or interferences known to Appellants, the Appellants' legal 

representative, or assignee which will directly affect or be directly affected by or have a bearing 

on the Board's decision in the pending appeal. 

Ill. STATUS OF CLAIMS 

Claims 1-6, 8-10, 17-20, 22-38 and 40 are pt.'Ilding in the Application, stand rejected and 

are on. appeal. 

Claims 7, 11-16, 21 and 39 have been cancelled. 

IV. STATUS OF AMENDMENTS 

There were no amendments to the Claims or specification filed after the Final Rejection. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 

Claim I recites an infonnation handling system comprising a first LAN, a second LAN, a 

WAN coupling the first LAN to the second LAN, a first telecommunications device coupled to 
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the tirst LAN, a plurality of telecommunications extensions coupled to the second LAN, and the 

first LAN including first circuitry for enabling a user of the first telecommunications device to 

observe a list of the plurality of telecommunications extensions. These elements arc shown in 

Fig. 3 with the first and second LANs represented as any one of LANs 301-303 and theW AN 

201 that couples any first and second LAN. Each of the LANs shows telecommunications 

devices coupled thereto. The LANs 301-303 also show a pluralityoftelecommunications 

extensions, e.g., IP telephones 105, 308, 313. See page 6, line 23- page 7, line l 0. Fig. II 

shows a process for enabling a user of a first telecommunications device in the first LAN to 

observe a list of a plurality of telecommunications extensions coupled to the second LAN. Sec 

page 20, line 25- page 22, line 11. Fig. 8 illustrates a block circuit diagram of a 

telecommunications device that includes a display 810. See page 16, line 21 -page 17, line 26. 

Figs. 11 and 9A-9B illustrate selecting one of the extensions from the observed list and calling 

that extension. See page 20, line 25 - page 22, line 11 and page 28, line 7 - page 29, line 4. This 

process is also illustrated by the state diagram in Fig. 12. See page 22, lines 12-24. 

Claim 4 recites an information handling system comprising a first LAN, a second LAN, a 

WAN coupling the first LAN to the second LAN, a first telecommunications device coupled to 

the· first LAN, a plurality of telecommunications extensions coupled to the second LAN, and the 

first LAN including first circuitry for enabling a user of the first telecommunications device to 

observe a list of the plurality oftelecommunications extensions. These elements are shown in 

Fig. 3 with the first and second LANs represented as any one of LANs 301-303 and the WAN 

201 that couples any first and second LAN. Each of the LANs shows telecommunications 

devices coupled thereto. The LANs 301-303 also show a plurality of telecommunications 

extensions, e.g., IP telephones I 05, 308, 313. Sec page 6, line 23 - page 7, line 10. Fig. II 

shows a process for enabling a user of a first telecommunications device in the first LAN to 

observe a list of a plurality of telecommunications extensions coupled to the second LAN. Sec 

page 20, line 25- page 22, line 11. Fig. 8 illustrates a block circuit diagram of a 

telecommunications device that includes a display 810. See page 16, line 21 -page 17, line 26. 

Figs. II and 9A-9B illustrate selecting one of the extensions from the observed list and calling 

that extension. Sec page 20, line 25 -page 22, line 11 and page 28, line 7- page 29, line 4. This 
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process is also illustrated by the state diagram in Fig. 12. See page 22, lines 12-24. Claim 4 

recites an additional limitation that the list of the telecommunications extensions is played as 

audio to the user of the first telecommunications device. The telecommunications device 

diagram in Fig. 8 shows a speaker 821. 

Claims 8, 17 and 24 recite an information handling system comprising a first LAN, a 

second LAN, a WAN coupling the first LAN to the second LAN, a first telecommunications 

device coupled to the first LAN, a plurality of telecommunications extensions coupled to the 

second LAN, and the first LAN including first circuitry for enabling a user of the first 

telecommunications device to observe a list of the plurality of telecommunications extensions. 

These clements are shown in Fig. 3 with the first and second LANs represented as any one of 

LANs 301-303 and theW AN 201 that couples any first and second LAN. Each of the LANs 

shows telecommunications devices coupled thereto. The LANs 301-303 also show a plurality of 

telecommunications extensions, e.g., IP telephones 105, 308, 313. See page 6, line 23 -page 7, 

line 1 0. Fig. 11 shows a process for enabling a user of a first telecommunications device in the 

first LAN to observe a list of a pluraiity of telecommunications extensions coupled to the second 

LAN. See page 20, line 25- page 22, line 11. Fig. 8 illustrates a block circuit diagram of a 

telecommunications device that includes a display 810. See page 16, line 21 - page 17, line 26. 

Figs. 11 and 9A-9B illustrate selecting one of the extensions from the observed list and calling 

that extension. See page 20, line 25 -page 22, line 11 and page 28, line 7- page 29, line 4. This 

process is also illustrated by the state diagram in Fig. 12. See page 22, lines 12-24. Claims 8, 17 

and 24 additionally recite that the first telecommunications device is an IP telephone and a user 

ofthat IP telephone tacitly selects one of the observed extensions from the list which results in 

an initiation of the call to that telecommunications extension across theW AN. Further, Claims 

8, 17 and 24 recite that the list of the plurality telecommunications ·extensions is stored in a 

server in the second LAN and is accessed by the first circuitry across the WAN. The IP 

telephones arc shown in various figures, including Figs. 3 and 8. Fig. 11 illustrates a step for 

selecting the telecommunications extension from the list that is displayed for initiating the call, 

which procc~ds to Fig. 9A. Figs. 11, 12, and 14 among others illustrate the storage of the list of 

telecommunications extensions in the second LAN, the list then being accessed across the WAN 
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by the first LAN. See page 6, line 23- page 7, line l 0; page 16, line 21 -page 17, line 26; page 

20, line 25- page 22, line II; and page 22, lines 12-24. Further, the basic concept of accessing a 

list across theW AN and then making a call is described on page 18, line 21 - page 19, line 6 and 

page 20, lines 12-24. 

Claim 30 recites a telecommunications systems comprising a first IP telephone coupled to 

a first .IP server within a first LAN, second and third telephone extensions coupled to a second IP 

server within a second LAN, and a WAN coupling the first LAN to the second LAN, the first 

LAN, the second LAN, and the WAN communicating using an lP protocol. These features are 

similar to those discussed above with respect to Claims I, 4, 8, 17, and 24, and arc well 

supported within the aforementioned fi1:,rures and specification, such as Fig. 3 and its supporting 

specification recitations noted above with respect to Claim I. See page 6, line 23 -page 7, line 

I 0; page 16, line 21 - page 17, line 26; page 20, line 25 - page 22, line 11; and page 22, lines 12-

24. Claim 30 further recites a means for displaying on the first IP telephone a list oftelephone 

destinations stored in the second IP server in response to selection of a first input on the first IP 

telephone, wherein the list of telephone destinations is communicated from the second IP server 

over the WAN to the first fP telephone. An IP telephone 1 OS is illustrated in Figs. 1 and 3, and is 

shown in more detail in Fig. 8, which shows that the IP telephone 1 05 has an LCD display 81 0. 

See page 16, line 21 -page 17, line 26. IP servers within the LANs are as shown in Fig. 3, 

including IP server 101 and IP server 306. IP server 101 is also shown in Figs. 1 and 2. Fig. 4 

shows that IP server I 0 I, which is representative of any of the IP servers, including IP server 

306, has a hard drive 403. As a result, a list of telephone destinations may be stored within such 

a hard drive. Selection of a list displayed on LCD display 810 of the IP telephone shown in Fig. 

8 can be perfonncd using such input devices as the keyboard 807 or a DSS console 811. Fig. 8 

in such features are discussed on page 16, line 21 ~ page 18, line 20; selection of an eKtension 
\ 

from a list is also discussed on page 18, line 21 - page 20, line 24. The process for permitting a 

user to view and select extensions on the first IP telephone is illustrated in Fig. 11, which is 

discussed on page 20, line 25 - page 22, line 11. Also there is an establishment of a connection 

between the two remote LANs with respect to Fig. 14, which includes a description ofthe 

sending of a message from one LAN. to the other in order to request a list of the telephone 
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extensions, which are then communicated from that second LAN over the WAN to the first 

WAN and specifically the IP telephone. Further, Fig, 12 illustrates a state diagram of this 

process, which is described on page 22, lines 12-24. Automatic dialing of the selected telephone 

destination and a response to selection of one of the telephone destinations from a displayed I ist 

is described on page 22, lines 4-24. 

Claim 36 recites a method for receiving several touch inputs from a user on the IP 

telephone that is networked into the LAN/WAN/LAN network described above and with respect 

to Fig. 3 in order to again permit such a user to view a display telephone extensions at a remote 

LAN, and then automatica11y dialing that telephone destination. Claim 36 includes steps for 

sending a message from the first LAN to the second LAN requesting the list of telephone 

extensions from the second LAN, which is delivered to the first LAN from the second LAN. 

Claim 36 includes steps whereby a first list of second and third LANs coupled to the first LAN is 

provided, and then a second list of telephone destinations at a selected LAN are then provided. 

Such steps are shown in Figs. I 1, 12, and 14 as noted above. See page 20, line 25 - page 22, line 

24. 

IV. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

l. Claims 1-3, 5-6, 8-10, 17-20 and 22-35 stand rejected under 35 U.S.C. §103(a) as 

being unpatentable over Guy eta!. (U.S. Patent No. 6,298,057) in view of Wilson (U.S. Patent 

No. 6,829,231). 

2. Claim 4 stands rejected under 35 U .S.C. § 1 03(a) as being unpatentable over Guy 

in view of Wilson and further in view of Stuntebeck et al. (U.S. Patent No. 6,065,016 ). 

3. Claims 36-38 and 40 stand rejected under 35 U.S.C. § I 03 as being unpatentable 

over Wilson in view of Guy. 
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I. Claims 1-3, 5·6, 8-10, 17·20 and 22-35 are not properly rejected under 35 U.S.C. 

§ I 03 as being unpatentable over Guy in view of Wilson. 

The basic test for nonobvious subject matter is whether the differences between' the 

subject matter and the prior art arc such that claimed subject matter as a whole would not have 

been obvious to a person having ordinary skill in the art to which a subject matter pertains. The 

United States Supreme court in Graham v. John Deere & Co., 383 U.S. 1 (1966) set forth the 

factual inquiries which must be considered in applying the statutory test: (I) a determination of 

the scope and contents of the prior art; (2) ascertaining the differences between the prior art and 

the claims at issue; and (3) resolving the level of ordinary skill in the pertinent art. 

In detcnnining the scope and contents ofthe prior art, the Examiner must first consider 

the nature of the problem on which the inventor was working. Once this has been established, 

the Examiner must select, for purposes of comparing and contrasting with the claims at issue, 

prior art references which are reasonably pertinent to that problem. In selecting references, 

hindsight must be avoided at all costs. 

In ascertaining the differences between the cited prior art and the claims at issue, the 

Examiner must evaluate the claimed subject matter as a whole; there is no requirement that any 

differences between the claimed subject matter and the cited references be "remarkable" nor that 

some technological discontinuity between the claimed invention and subject matter exists just 

outside the claims. The requisite view ofthe whole invention mandates consideration of not only 

its structure, but also of its properties and the problems solved. Further, the mere fact that the 

prior art can be modified does not made the modification obvious unless the prior art suggests 

the desirability of the modification; t}lerc must be some logical reason apparent from positive, 

concrete evidence that justifies the modification. 

In resolving the level of ordinary skill in the pertinent art, the Examiper must step 

backward in time and into the shoes worn by the person or ordinary skill when the invention was 
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unknown and just before it was made. The hypothetical person skilled in the art can summarily 

be described as one who thinks along lines of conventional wisdom in the art and neither one 

·who undertakes to innovate nor one who has the benefit of hindsight. Thus, neither an 

Examiner, nor a Judge, nor a genius in the art at hand, nor even the inventor is such a person 

skilled in the art. 

Guy teaches a system and method for transparently transmitting aural signals across a 

LAN, where a user places a telephone call using the same procedure that is used when placing a 

telephone call over a conventional public switch network, and in certain situations if the server 

code is not in the local directory, then a request goes to a master directory. Column 3, lines 39-

48; column 9, lines 23-28 .. Referring to Fig. 1 in Guy, the first LAN maybe represented by 

1 02A, theW AN by 104, and the second LAN by 1 02B. (Note that Applicants do not necessarily 

admit that 1 02A is a local area network, since a local area network is shown in Fig. I as 116; 

however, for the sake of arguing against the rejection, 102A will be designated as the first LAN.) 

Guy describe.<; a set-up operation for when a first telephone 106 wishes to make a call to a user at 

a second telephone 126, where the first telephone 106 is coupled to a file server 112, and the 

second telephone is coupled to a CSU 130 via a PBX 128. Column 6, lines 45-51; column 10, 

lines 7-9. Fig. 2 illustrates a more detailed illustration of file server 112. Column 6, lines 52. 

Fig. 5 also further has a description of a flow chart illustrating such a call set-up procedure. 

Column 9, line 66. A user activates the telephone by lifting the handset and selecting the 

channel line in order to transition to an off-hook state period. Column 10, lines 7-9. The user 

then performs the normal process of dialing a telephone number on the first telephone 106 (as 

described below, this telephone number is not provided to the user by the system), with the 

telephone associated with the second telephone 126, and a procedure is then implemented across 

network 104 just as if the user were making a call over a conventional public telephone system. 

Column 10, lines 13-17. Thus, such a procedure is completely transparent to the user and they 

do not have to re-I cam how to use a telephone system other than what has been normally done in 

the prior art POTS systems. Column 10, lines 25-29. Thetelephone number dialed by the user 

on telephone I 06 identifies the destination telephone 126. Column 10, lines 30-31. It is the first 

set of digits that are dialed by the user that identifies the destination CSU 130 to which the 
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second telephone 126 is connected to the second LAN 134. This first set of digits is referred to 

in Guy as the server code. Column 10, lines 32-36. In other words, the server code operates the 

same. as an area code in the POTS. All within the first LAN 1 02A, a call set up unit 404 within a 

server memory module 214 that is in server 112 makes an attempt to retrieve such a server code 

from the memory module 212, which is then transmitted to the directory management unit 408. 

Column 10, lines 55-58. Again, this is all performed within the first LAN l02A. The directory 

management unit 408 searches the local directory 406 tor a server that is identified with the 

server code dialed by the user, and if there are no server matches, then the directory managem'-'Tlt 

unit 408 will generate a request to a master directory, which will make a determination if the 

server code dialed by the user on the first telephone 106 is identified with any server in the 

network 100. Column 10, lines 58-65. If the server code is identified in such a master directory, 

then the network address of the destination CSU 130 associated with the server code is 

transmitted to the directory management unit 408. Column 11, lines 2-8. The directory 

management unit 408 transmits this network address to the call set up and tear down unit 404, 

which transmits the number of additional digits to the call management unit 310, and the call set­

up/tear down unit 404 transmits a call set up packet to the destination CSU 130, which receives 

the set up packet and determines if the telephone 126 is available to receive the call. Column 11, 

lines 11-28. 

Thus, in Guy, nothing more is taught than the caller on first telephone 106 dialing digits 

associated with the destination telephone 126. There is absolutely no teaching or suggestion 

within Guy that a list of a plurality of telecommunications extensions coupled to the second LAN 

is provided to the user of the first telephone 1 06 for observation, or hearing them. The server 

code accessed from the master directory is only associated with the CSU 130, and docs not 

provide any further information that would enable the combination of the disclosures of Guy and 

Wilson to display a list of the telecommunications extensions coupled to the second LAN. The 

user in Guy must still rely upon a phone list that is external from the system described in Guy in 

order to make a telephone call in the network. The master directory only contains the server 

code. The server code only identifies the CSU 13.0 to which the destination telephone is 

connected. Column 10, lines 33-36. Additional digits are still required in order to telephone or 
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contact the destination telephone from the originating telephone. Column 11, line 1-column 12, 

line 21. There is further no teaching or suggestion within Guy that a list of extensions is 

provided from anywhere else in the network. 

There is absolutely no teaching or suggestion in Guy to help out a user by providing the 

user with a list of extensions in a LAN within the Guy network. 

In order to overcome the deficiencies of the teachings of Guy, the Examiner has added 

Wilson to combine with Guy. A problem with the Examiner's combination of Wilson and Guy is 

that the Examiner has expanded the teachings of Wilson beyond what is reasonable. The 

invention described in Wilson is sort of a hodgepodge device 50 created to permit a user to send 

audio packets to another user using internet addressing. Wilson attempts to simplify the use of 

the Internet for long-distance calling applications. Column 2, lines 31-32. Wilson merely 

provides a system that has services similar to those found on the POTS. See the Abstract. A list 

of known calices can be stored inside the device described in Wilson, and for unknown callee 

addresses, a method for retrieving such an address for a remote location is provided. Column 2, 

lines 47-53. The hodgepodge device 50 is shown in Fig. 2, with its circuit diagrams shown in 

Fig. 3. Telephone calls over the PSTN can be made with device 50 by making nonnal voice 

DTMF telephone calls using the keypad 65. Column 4, lines 60-64. Note that this mode is 

performed only when the user already knows the telephone number of the callee, and does not 

play into the description of the invention within Wilson that the Examiner is relying upon. 

Internet access can be made by the device 50 by the user pressing the Internet access 

button 69 to switch between normal DTMF voice calls and internet dial-up operations, where an 

internet connection is made using an internal modem set. Col urn 5, lines 5-11. The device 50 

can be connected using an RS232 jack 86 to a computer 90, but there is no further discussion of 

connecting the device 50 to a local area network, or LAN. Column 5, lines 33-38. 

Referring to Figs. 4 and 5 in Wilson, each of the dial pads SO is now referred to as dial 

pads 201, 202 and 203, which are each connected to PSTN circuits 204. Column 7 ,.lines 15-17. 
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The PSTN circuits 204 and a local exchange switch 205 tonn a local telephone network within a 

geographic area. Column 7, lines 17-19. A similar situation is associated with the cal1ee devices 

245, 246, 247. It important to note that dial pads 201, 202 and 203 are not part of a LAN. A 

LAN is a data net'Work that permits all of the devices on the network to communicate with each 

other, such as with the use of an Ethernet protocoL Such a LAN is disclosed in the specification 

of the present application in paragraph [0028], and shown in FIG. 1. A LAN, as is well known 

in the art, is a short distance data communications network used to link computers and peripheral 

devices under some form of standard control. Such a definition for a LAN is found in Newton 's 

Telecom Dictiona1y. That definition also further states that "A LAN does not use common 

carrier circuits." It is clear that the dial pads 201-203 and cal1ees 245-:247 taught in WiL()on are 

not connected in a LAN. More specifically, dial pads 201-203 are not coupled together in a 

LAN, and callees 245-247 are not ooupled together in a LAN. Each of these devices 50 is 

separately connected to the PSTN via jacks 80 and 82 that provide a dual line access to the 

PSTN. Column 5, lines 25-26. A dual line service is a telephone service where two pairs of 

wires are connected to a premises for connection to the PSTN. See Newton's Telecom 

Dictionary. This is further supported in Wilson by the more detailed diagram of a dialing pad 50 

in Fig. 3 which shows that the dual line access is provided by typical tip and ring connections 

I 02 that enable the transfer of an analog signal over this dual Jine connection. Column 5, lines 

50-56. Such internet access also requires use of a modem data pump 112. Column 6, lines 19-

27. The only LAN disclosed in Wilson is that associated with the internet service providers 

(ISPs) shown in Figs. 4 and 5. 

As a result, the only way each of the dial pads disclosed in Wilson can access the internet 

is by using typical dial-up modem message interchanges. And, this is the only way one of the 

dial pads 201-203 can communicate with one of the calices 245-247. In other words, for one of 

the dial pads 201-203 to "call" one of the calices 245-247, that particular callee must have an 

already established audio internet connection so that it is prepared to receive any audio messages 

from one of the dial pads 201-203. Column 7, lines 28-31. If such a callee is not already 

connected to the internet when it receives a message to perfonn audio communication from one 
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of the dial pads 201-203, then that callee will have to dial up into their internet service provider 

and obtain the sent audio message at a later time. Column 7, lines 31-33. 

If the internet (IP) address of one of the calices 245-24 7 is not stored within a database of 

one of the dial pads 201-203, then the dial pad can make an internet access through internet 

service provider 215 to browse a user database directory 232 through a search engine 230, which 

stores such IP addresses, and return that IP address to the dial pad. Column 7, lines 46-64. This 

provides a process whereby a user of a dial pad 201-203 does not need to know the actual 

internet IP address of one of the callee devices 245-24 7, but can usc a search engine 230 to enter 

in some other designation (e.g., alphanumeric identifier; column 7, lines 52-53 and column 8, 

line 59) for one of the calices 245-247, such as a user's name, to thereby have that search engine 

retrieve the internet IP address from a website to the dial pad 201-203. Column 8, lines 1-15. If 

more than one hit is made by the search engine 230, a list of names can be returned to the dial 

pad, and the caller using one of the dial pads 201-203 can select the one they wish from the list 

by looking at the list on the screen 71 of the device 50. Column 8, lines 13-50. 

It should be noted that the main distinction between the device 50 shown in Fig. 5 of 

Wilson from Fig. 4 is that a single user database 232 can be accessed by a wide range of ISPs at 

different locations. Column 8, lines 29-30. Otherwise, the configuration in Fig. 5 is the same as 

the one in Fig. 4 tor purposes of how Wilson might be relevant to the rejection in accordance 

with the Examiner's assertions. 

Fig. 6 in Wilson describes an exemplary call progress flow diagram for connecting one of 

the dial pads 201-203 to the directory search engine 230. Column 8, lines 50-51. Note that Fig. 

6 in Wilson does not describe the part of the flow whereby one of the dial pads makes an internet 

connection to one of the calices. The process Wilson starts with has one of the dial pads 201-203 

dialing out to establish an internet connection 360 using the modem 112. Column 8, lines 52-53. 

Once this internet dial-up connection is made, then the user of the dial pad can enter a known 

internet JP address number to access, over the internet, one of the callees 245-247, or start a 

search for the IP address of one of the calices if it is not known. This is shown by step 3 70 in 
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Fig. 6. The search engine will perform a search 372 and respond 374 by transmitting the results 

376 of that search back to the dial pad 201-203. Column 8, lines 59-65. The user of the dial pad 

selects a callee from the list delivered by the search engine, and the user can then accept one of 

the addresses provided and dial to the selected callee. Column 9, Jines 1-4. It should be noted at 

this point that Wilson does not teach that one of the dial pads 20 l-203 is able to automatically 

perform the diaJing process in response to some sort of selection of a name on a displayed list by 

the user of the dial pad 50 pressing some sort of button to select one of the names. Instead, 

Wilson merely teaches that the user can apparently view the IP address of the callee and enter in 

that address using the dial pad's keyboard 63. Column 8, lines 13-15. 

Therefore, all that Wilson teaches is ( 1) a specialized device 50 that is a combination of a 

dial pad/modem that is able to access the internet with a dial-up connection over the PSTN 

circuits (and can also act as a normal PSTN telephone where a user can enter in PSTN-type 

telephone numbers to call another PSTN telephone), and (2) an ability for one of the specialized 

devices 50 to have audio communications with another specialized device 50 over an internet 

channel whereby a connection is made between these two specialized devices using typical IP 

internet addresses, and (3) if the IP address of a callee is not known, then an internet search 

engine can be used to browse to access a database on the internet that will retrieve such an IP 

address that is then displayed to a user of a specialized device so that the user can then enter in 

that IP address to the specialized device to establish the audio connection over the internet. The 

teachings of Wilson clearly show that its invention was not created to operate in a voice-over IP 

system with capabilities such as recited in the present claims .. See column 2, lines 1-5. 

All that Guy teaches is an ability for a telephone connected to a first LAN to 

communicate over a WAN to a telephone in a second LAN, and if the directory management unit 

· of a file server in the first LAN does not know the address of a central site unit connected to a 

PBX in the second, it can retrieve that server code from a remote location for completing the call 

between the two telephones. 
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With respect to Claim 1 and all the other rejected claims, a result of the foregoing is that 

the combination of Guy and Wilson does not teach or suggest circuitry within the first LAN for 

enabling a user of the first telecommunications device within that first LAN to observe a list of 

the plurality of telecommunications extensions coupled to the second LAN, wherein the list of 

the plurality of telecommunications extensions is stored in a server in the second LAN and is 

accessed by the first circuitry across the LAN. 

The combination of Gt{Y and Wilson docs NOT provide to the user of the first device in 

the first LAN the list of extensions the user can call in the second LAN and then a means to 

automatically initiate that call with a selection from that list. Guy provides nothing to the user of 

the telephone, and Wilson has no LANs (and as a consequence, no lists of extensions coupled to 

a LAN). 

Guy does not provide any type of information identifying any type of telecommunications 

device within the second LAN I 02B to a user of a telecommunications device within the first 

LAN 1 02A. Instead, merely a server code is provided to the directory management unit 408 so 

that i! can complete the call when i! receives the dialing digits from the telephone so that it 

knows what LAN to send the can to. Further, Wilson also does not provide a list of 

telecommunications devices coupled to the second LAN. In fact, calices 245-247 are not part of 

a LAN. More than one entry might be supplied by the search engine 230 accessing the database 

232 back to one of the dial pads 201-203 for display to the user, but the fact that there is a 

plurality returned is only a result of the fact that the user entered in search terms that matched 

more than one entry in the database 232. There is nothing within Wilson that teaches or suggests 

that those plurality of entries returned for display to the user are all coupled to a separate LAN 

over network 21 0, or that such a list of search results would even list more than one of the calices 

245-247. 

A result is that the combination of the references does not teach or suggest that a list of 

the plurality oftelccommunications extensions coupled to the second LAN is provided to the 

user of the first telecommunications device for observation. 
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And further, neither of the references, nor their combination, teaches circuitry for 

automatically calling one of those telecommunications from that list in response to the user 

selecting one of those extensions from the observed list. Guy docs not even approach such a 

process, since the retrieval of the server code is done in response to the dialing of a telephone 

number already performed by the user. Further, as noted above, Wilson also does not teach or 

suggest such an automatic calling of the extension, but instead provides the list on the display 71 

on one of the dial pads 201-203 so that the user can then enter in the fP internet address on the 

keypad 63. 

The Examiner has failed to prove a prima facie case of obviousness because important 

limitations arc not found within any of the cited prior art references. MPEP § 2143.03' states that 

to establish prime facie obviousness of a claimed invention, all the claim limitations must be 

taught or suggested by the prior art. In re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 (C.C.P.A. 

1974). 

This is further an important distinction for several reasons. One of them is that it penn its 

a user in one geographic location to locate a station user in another location without the need to 

use a printed extension guide. See Specification, page 20, lines 21-24. This would not be 

possible with the combination of references asserted by the Examiner, but is implemented with 

the present invention as claimed. 

Furthcnnorc, neither of the references, nor their combination, teaches or suggests that 

such a list of telecommunications extensions coupled to the second LAN is stored in a server in 

that second LAN. 

Moreover, with respect to Claim 2, the Examiner has not shown how the combination of 

references teaches a LAN or WAN operating under an IP protocol. Guy does not disclose its 

LANs or WAN operating under an IP protocol, and Wilson does not disclose LANs with 

telephone/telecommunications extensions coupled thereto. 
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Claim 5 recites that the second circuitry that automatically makes the call to the remote 

telecommunications extension includes a key for enabling the user to tacitly select one of those 

extensions from the displayed list. The Examiner admits that Guy does not teach such a process. 

In fact, it is impossible for Guy to teach or suggest this process, since a list is nowhere to be 

provided to the calling user. The Examiner asserts that Wilson discloses this process, since 

Wilson states that the user may select a destination from this scrolled list of potential 

destinations. All that Wilson discloses is that the caner has an option of selecting from a 

displayed scrolled list of potential users by using the keyboard 63 to select the intended caller. 

Wilson in no way further describes what is done in response to that action. Claim 5 recites that 

the second circuitry incl udcs a key for enabling the user to make such a tacit selection from the 

displayed list. However, second circuitry also recites automatically calling one of the extensions 

in response to such a selection by the user. Wilson teachings do not go that far, and there is no 

flow diagram, circuitry or any other discussion or mention within Wilson, or Wilson in 

combination with Guy, that would suggest such an automatic calling of the remote party by 

selection of one of the extensions in the list by a user pressing a button. Therefore, one skilled in 

the art at the time the invention was made would not be able to create the invention recited in 

Claim 5 in view ofthe combination ofthe teachings oftheprior art references. 

With respect to Claim 6, the foregoing arguments made with respect to Claim 5 are 

incorporated. Claim 6 further recites that the initiation of the ca1I is made by that tacit selection 

of that button when a user presses that button to select one of the names from the list. This is in 

no way taught or suggested by the prior art references. 

Claim 8 is patentable over the cited references for all of the arguments provided herein 

with respect to Claims 1-6. Claim 8 also recites that the list of plurality of telecommunications 

extensions stored in a server in a second LAN is accessed by the first circuitry in the first LAN 

across the WAN. As noted above, there is no teaching or suggestion within the combination of 

the references that a Jist of the telecommunications extensions coupled to the second LAN are 

stored in a server in that second LAN. Thus, there is also no teaching or suggestion that this list 
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is then accessed from the server in the second LAN across the WAN by circuitry in the first LAN 

that enables the user of the first telecommunications device to observe this list of the plurality of 

telccomrn unications extensions. 

Claim 10 recites a third LAN coupled to the first and second LANs via the WAN. The 

third LAN includes a plurality of telecommunications extensions coupled thereto. The first LAN 

has circuitry that enables a user in that first LAN to select between observing between a Jist of 

the plurality of telecommunications extensions coupled to the second LAN or observe a list of . 

the plurality ofthe telecommunications extensions coupled to the third LAN. In addressing this 

claim language, all the Examiner has done is to imply that Wilson teaches "a third LAN and first 

LAN circuitry for selecting and viewing a list of a plurality of extensions coupled to the second 

and/or third LAN." 

First, this is a wholly inadequate rejection by the Examiner, and does not provide enough 

evidence to support a prime facie case of obviousness. The Examiner is required to prove such 

a suggestion by objective evidence. Ex parte Levengood, 28 U.S.P.Q.2d 1300, 1301 (Bd. Pat. 

App. & Int. 1993); Ashland Oil, Inc. v. Delta Resins and Refractories, Inc., 776 F.2d 281, 227 

U.S.P.Q. 657 (Fed. Cir. 1985). The legal conclusion of obviousness must be supported by facts. 

Graham v. John Deere & Co., 3 83 U.S. I (I 966). A rejection based on § 1 03 clearly must rest 

on a factual basis, and these facts must be interpreted without hindsight reconstruction of the 

invention from the prior art. The patentability of an invention is not to be viewed with hindsight 

or "viewed after the event." Goodyear Company v. Ray-0-Vac Company, 321 U.S. 275, 279, 64 

S.Ct. 593,88 L.Ed. 721 (1944). Instead ofrelying upon objective evidence to support the 

Examiner's assertion, the Examiner has merely supported such an obviousness rejection with the 

Examiner's own opinion, which is quite clearly not objective evidence as is required by the case 

law. 

·Secondly, as noted above, Wilson does not teach or suggest that any of the dial pads 201-

203 or 245-247 are coupled to each other within a LAN. Third, as noted above, a list of such 

calices 245-247 is not provided by the database 232 through the search engine 230 to one of dial 
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pads 201-203. Fourth, there is no teaching or suggestion within the combination ofreferences 

for enabling a user in the first LAN to select between observing a list of extensions coupled to 

the second LAN or observing a list of extensions coupled to the third LAN~ The Examiner has 

failed to provide a prima facie case of obviousness becau.<;e important limitations are not found 

within any of the cited prior art references. As noted previously, MPEP § 2143.03 states that to 

establish prime facie obviousness of a claimed invention, all the claim limitations must be taught 

orsuggestedbythepriorart. JnreRoyka,490F.2d981, 180U.S.P.Q. 580(C.C.P.A.l974). 

Claim I 7 is patentable for reasons similarly given herein with respect to Claims 1-6 and 

8. 

Claim 18 is patentable for reasons similarly given herein with respect to Claims I -6 and 

8. 

Claim I 9.is patentable for reasons similarly given herein with respect to Claim 8. 

Claim 20 is patentable for reasons similarly given herein with respect to Claims 5 and 8. 

Claim 23 is patentable for reasons similarly given herein with respect to Claim 10. 

Claim 24 is patentable for reasons similarly given herein with respect to Claims 1-6, 8 

and 17. 

Claim 30 incorporates "means tor" language that the Examiner must interpret under 35 

U.S.C. § 112, sixth paragraph. The Examiner must interpret and examine this claim and others 

with means for language under this doctrine. See MPEP § 2182, 2 I 83. Claim 30 recites a means 

tor displaying on the first IP telephone a list of telephone destinations stored in the second IP 

server in response to selection of a first input on the first IP telephone. The second IP server has 

second and third telep~one extensions coupled thereto in a second LAN. As noted above, the 

combination of the references does not teach or suggest a list of telephone destinations stored in 
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a second IP server within a second LAN that is coupled to second and third telephone extensions. 

This is also supported is Figs. 11-12 and 14 and also the call processing flow diagram illustrated 

in Figs. 9a and 9b, and their accompanied description. Claim 30 is also patentable for reasons 

given herein with respect to Claims 1-3. 

The Examiner has not specifically addressed the limitations in Claims 27 and 33. For 

Claims 25-26 and 31-32, the Examiner provides no objective evidence as to how the references 

teach or suggest a second input or that the first and second inputs are the same key button. The 

Examiner is required to prove such a suggestion by objective evidence. Ex parte Levengood, 28 

U.S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993); Ashland Oil. Inc. v. Delta Resins and 

Refractories, Inc., 776 F.2d281, 227 U.S.P.Q. 657 (Fed. Cir. 1985). The legal conclusion of 

obviousness must be supported by facts. Graham v. John Deere & Co., 383 U.S. 1 (1966). A 

rejection based on § 103 clearly must rest on a factual basis, and these facts must be interpreted 

without hindsight reconstructjon of the invention from the prior art. The patentability of an · 

invention is not to be viewed with hindsight or "viewed after the event." Goodyear Company v. 

Ray-0-Vac Company, 321 U.S. 275, 279, 64 S.Ct. 593, 88 L.Ed. 721 (1944). Instead of relying 

upon an objective evidence to support the Examiner's assertion, the Examiner has merely 

supported such an obviousness rejection with the Examiner's own opinion, which is quite clearly 

not objective evidence as is required by the case law. Further, Applicants respectfully traverse 

the assertion of what is wel1 known in the art. As a result, the Examiner is required to support 

such an assertion with objective evidence. 

Claim 35 recites a third LAN coupled to the first and second LANs via the WAN. Claim 

35 further recites a means for displaying on the first fP telephone a list of LANs coupled to the 

LAN, including the second and third LANs. This limitation has not been addressed by the 

Examiner in any way. For this reason alone, this claim is patentable over the cited prior art. 

Secondly, there is no teaching or suggestion within the prior art references of displaying a list of 

LANs on the telephone display in either Guy or Wilson or their combination. Further, there is no 

teaching or suggestion in those references for displaying the first list of telephone destinations 

stored in the second IP server in response to selection ofthc second LAN from the displayed list 
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of LANs. Again, the Examiner has not in any way addressed this claim limitation, and for this 

reason alone, Claim 35 is patentable over the cited prior art. Secondly, this limitation is not 

taught or suggested by the combination of the references. Claims 35 is patentable for similar 

reasons as provided in Claims I 0 and 23. 

On page 4 of the Office Action, the Examiner has made assertions as to what Wilson 

teaches. Applicants respectfully traverse such assertions an~ incorporate by reference 

Applicants' arguments made in the previous amendment with respect to the teachings of Wilson. 

With respect to Claims 28 and 34, Applicants respectfully traverse the Examiner's 

assertions. l11e Examiner has mischaracterized the limitations within these claims. These claims 

recite that the telephone destinations may include telephones external to the system. Such 

telephone destinations are included in a list stored in the second IP server which are 

communicated from the second IP server over the WAN to the first IP telephone. This is not 

taught or suggested within Wilson. Applicants traverse the Examiner's assertion of what is we)] 

known in the art, requiring the Examiner to support such assertions with objective evidence. 

2. Claim 4 is not properly rejected under 35 U.S.C. § 103 as being unpatentable over 

Guy in view of Wilson and further in view of Stuntebeck eta/. (U.S. Patent No. 6,065,0 16). 

Applicants respectfully traverse this rejection for reasons similarly given herein for Claims 1-2. 

Claim 4 further recites that the list of the plurality of telecommunications extensions is 

played as audio to the user of the first telecommunications device. First, this is impossible in the 

invention in Guy. Secondly, Wilson docs not teach or suggest such a capability. In fact, Wilson 

is attempting to simplify the process of two internet devices having an audio communication 

between each other, because when such an IP address is dialed, up to 20 digits have to be entered 

by the caller. Column 2, lines 8-9. Wilson specifically states that a user having to remember and 

enter such di!,rits is neither appealing nor practical in most situations. Column 2, lines 9-10. 

Thus, Applicants respectfully assert that Wilson actually teaches away from such an audio 

communication of the fP addresses. Plus, Wilson does not suggest playing an audio list of even 
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one IP address to a user of one of the dial pads 201-203, but instead specifically discloses the 

display of such lP addresses. 

3. Claims 36-38 and 40 are not properly rejected under 35 U.S.C. § 103 as being 

unpatentable over Wilson in view of Guy. Applicants respectfu1ly traverse these rejections for 

reasons similarly given above. 

These foregoing features of displaying a list of LANs on the IP telephone is also recited 

in Claim 36. As a result, Claim 36 is also patentable over the cited prior art, since the Examiner 

has failed to prove a prime facie case of obviousness in rejecting these claims. In the Examiner's 

rejections, the Examiner merely regurgitates the claim language without pointing to a teaching 

within the references of such claim limitations. Fig. 5 and column 7, lines 45-67 of Wilson do 

not teach or suggest such limitations. Claim 36 further recites the display of such a list of LANs 

is done in response to the receiving a first touch input from a user on the telephone. There is no 

discussion within Wilson, or a combination of Wilson and Guy, of a user making a request for a 

list of LANs. Note further, that Claim 36 recites that the lP telephone is networked into a first 

LAN. As noted above, Wilson does not teach or suggest that the dial pads arc in LANs. Claim 

36 then recites that a second touch input from the llSer will result in the display of a list of 

telephone destinations that are accessible from the second LAN. As noted above, this claim 

limitation is not taught or suggested within Wilson, or Wilson combined with Guy. Claim 36 

then goes on to recite that a third touch input results in an automatic dialing of one of the 

destinations accessible from the second LAN. As noted previously by Applicants, such an 

automatic dialing process is not taught or suggested by the references. 

Claim 36 also recites that the displaying steps further recite a step of sending a message 

from the f1rst LAN to the second LAN requesting the second list. This is not shown or discussed 

anywhere within the references. The Examiner attempts to overcome a deficiency in the 

teachings of Wilson with regard to this limitation and the next one by referring to Guy. Guy 

retrieves a server code, but does so from a master directory somewhere in a server in a network 

100. There is no disclosure in Guy of where such a master directory is located within the 
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network 100. It net.-ds to be remembered that such a server code only identifies a device that is 

coupled to a PBX that communicates with the telephones in a network. Additionally, a list has 

not been sent across the WAN to the file server 112, but instead a single server code is sent. The 

claim specifically recites that a list of telephone destinations accessible from a second LAN is 

requested and retrieves it from the second LAN. The Examiner then goes on to assert, without 

objective support, that it would have been obvious to supply the internet database in Wilson from 

local directories stored in each respective LAN segment of a network as shown by Guy, thereby 

insuring that the internet master directory is up to date. 

First of all, without some objective support for such an assertion, the Examiner's 

obviousness conclusion is without merit and cannot support his combination of the references to 

arrive at the claimed invention. The Examiner is required to prove such a suggestion by 

objective evidence. E.r.parte Levengood, 28 U.S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993); 

Ashland Oil, Inc. v. Delta Resins and Refractories, inc., 776 F.2d 281, 227 U .S.P .Q. 657 (Fed. 

Cir. 1985). The legal conclusion of obviousness must be supported by facts. Graham v. John 

Deere & Co., 383 U.S. l (1966). A rejection based on§ 103 clearly must rest on a factual basis, 

and these facts must be interpreted without hindsight reconstruction of the invention from the 

prior art. The patentability of an invention is not to be viewed with hindsight or "viewed after 

the event." Good,vear Company v. Ray-0-Vac Company, 321 U.S. 275, 279, 64 S.Ct. 593, 88 

L.Ed. 721 (1944). Instead of relying upon objective evidence to support the Examiner's 

assertion, the Examiner has merely supported such an obviousness rejection with the Examiner's . 

own opinion, which is quite clearly not objective evidence as is required by the case law. 

Secondly, Wilson does not teach or suggest other LANs because Wilson docs not show 

other LANs having telephone extensions connected thereto whereby a list is stored within such 

LANs for sending to update the directory database 232. Nor does Wilson suggest that such a 

process can be implemented. Furthermore, Guy merely teaches that a directory management unit 

will update its unit of server codes when it receives one. There is also no teaching or discussion 

in Guy of going out and retrieving such lists of extensions connected to other LANs, or such 

LANs sending such lists of attached telecommunication extensions to other LANs within the 
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network. Thus, there is no support for the Examiner's assertion that it would have been 

advantageous and obvious for the database 232 in Wilson to be updated by all of the various 

LANs to ensure that it is directory is up-to-date. Further, Claim 36 is patentable for similar 

reasons as given for Claims 1-3, 5-6 and 8. 

Claim 37 recites scrolling through the first list. This first list is a list of LANs. First of 

all, such a list of LA Ns is nowhere to be taugh.t or suggested within either of the references or 

their combination. Secondly, there is no teaching or suggestion for scrolling through such a list 

ofLANs. As a result of the foregoing, one skilled in the art at the time the invention was made 

would not have been able to recreate the claimed invention in view of the combination ofthe 

references. 

Please charge the Appeal Brief fee in the amount of $270.00 to Deposit Account No. 06-

1050. Please apply any other charges or credits to Deposit Account No. 06-1050. 
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Appendix ofClaims 

I. An information handling system comprising: 

a first local area network ("LAN"); 

a second LAN; 

Attorney's Docket No.: 21618-0013001 

a wide area network ("WAN") coupling the first LAN to the second LAN; 

a first telecommunications device coupled to the first LAN; 

a plurality of telecommunications extensions coupled to the second LAN; 

the first LAN including first circuitry for enabling a user of the first telecommunications 

device to observe a list of the plurality of telecommunications extensions; and 

the first LAN including second circuitry for automatically calling one of the plurality of 

telecommunications extensions in responseto the user selecting one of the plurality of 

telecommunications extensions from the observed list, wherein the list of the plurality of 

telecommunications extensions is stored in a server in the second LAN, and is accessed by the 

first circuitry across the WAN. 

2. The system as recited in claim 1, wherein communication among the first LAN, 

second LAN, and WAN uses an IP protocol. 

3. The system as recited in claim 2, wherein the list of the plurality of 

telecommunications extensions is displayed to the user of the first telecommunications device. 

4. An infonnation handling system comprising: 

a first local area network ("LAN"); 

a second LAN; 

a wide area network ("WAN") coupling the first LAN to the second LAN; 

a first telecommunications device coupled to the first LAN; 

a plurality of telecommunications extensions coupled to the second LAN; 

the first LAN including first circuitry for enabling a user of the first telecommunications 

device to observe a Jist of the plurality of telecommunications extensions; and 
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the first LAN including second circuitry for automatically calling one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 

telecommunications extensions from the observed Jist, wherein. communication among the first 

LAN, second LAN, and WAN uses an IP protocol, wherein the Jist of the plurality of 

telecommunications extensions is played as audio to the user of the first telecommunications 

device. 

5. The system as recited in claim 3, wherein the first telecommunications device is an IP 

telephone having a display for showing the list of the plurality of telecommunications extensions, 

wherein the second circuitry includes a key for enabling the user to tacitly selecting one of the 

plurality of telecommunications extensions from the displayed list. 

6. The system as recited in claim 5, wherein the tactile selection of one of the plurality of 

telecommunications extensions from the displayed list by the user results in an initiation of a call 

from the first telecommunications device to the selected one of the plurality of 

telecommunications extensions across the WAN. 

8. An infonnation handling system comprising: 

a first local area network ("LAN"); 

a second LAN; 

a wide area network ("WAN") coupling the first LAN to the second LAN; 

a first telecommunications device coupled to the first LAN; 

a plurality of telecommunications extensions coupled to the second LAN; 

the first LAN including first circuitry for enabling a user of the first telecommunications 

device to observe a list of the plurality of telecommunications. extensions; and 

the first LAN including second circuitry for automatically ca11ing one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 

telecommunications extensions from the observed list, wherein communication among the first 

LAN, second LAN, and WAN uses an IP protocol~ wherein the list of the plurality of 

telecommunications extensions is displayed to the user of the first telecommunications device, 
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wherein the flrst telecommunications device is an IP telephone having a display for showing the 

list of the pi urality of telecommunications extensions, wherein the second circuitry includes a 

key for enabling the user to tacitly selecting one of the plurality of telecommunications 

extensions from the displayed list, ~herein the tactile selection of one of the plurality of 

telecommunications extensions from the displayed list by the user results in an initiation of a call 

from the first telecommunications device to the selected one of the plurality of 

telecommunications extensions across theW AN, wherein the list of the plurality of 

telecommunications extensions is stored in a server in the second LAN, and is accessed by the 

first circuitry across the WAN. 

9. The system as recited in claim 8, wherein the first telecommunications device includes 

circuitry for enabling the user to scro11 through the displayed list of the plurality of 

telecommunications devices. 

10. The system as recited in claim I, further comprising: 

a third LAN coupled to the first and second LANs via theW AN; and 

a plurality of telecommunications extensions coupled to the third LAN, the first LAN 

including circuitry for enabling the user to select between observing the list of the plurality of 

telecommunications extensions coupled to the second LAN or observing a list of the plurality of 

telecommunications extensions coupled to' the third LAN. 

17. An information handling system comprising: 

a first local area network ("LAN") operating under an IP protocol; 

a first IP telephone coupled to the first LAN, the first IP telephone having a display and a 

set of keys for enabling a user to enter inputs; 

a second LAN operating under the IP protocol; 

second and third telephone extensions coupled to the second LAN; 

a wide area network C'W AN") operating under the IP protocol coupling the first LAN to 

the second LAN; and 
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the first LAN including first circuitry for enabling a user of the first IP telephone to view 

a list including the second and third telephone extensions, wherein the list is stored in a server in 

the second LAN, and is accessed by the tirst circuitry across the WAN. 

18. The system as recited in claim 17, further comprising: 

the first LAN including second circuitry for automatically calling the second telephone 

extension in response to the user selecting the second telephone extension from the viewed Jist. 

19. The system as recited in claim 18, wherein selection ofthe second telephone 

extension from the viewed list by the user is accomplished by selection of one of the set of keys. 

20. The system as recited in claim 19, wherein the selection of one of the set of keys 

results in an initiation of a call from the first IP telephone to the second telephone extension 

across the WAN. 

22. The system as recited in claim 17, wherein the first IP telephone includes circuitry 

tor enabling the user to scroll through the displayed list. 

23. The system as recited in claim 1, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; and 

a plurality of telephone extensions coupled to the third LAN, the first LAN including 

circuitry for enabling the user to select between viewing the list of the telephone extensions 

coupled to the second LAN or viewing a list of the plurality of telephone extensions coupled to 

the third LAN. 

24. In a telecommunications system comprising a first IP telephone coupled to a first IP 

server within a first LAN, second·and third telephone extensio_ns coupled to a second IP server 

within a second LAN, and a WAN coupling the first LAN to the second LAN, the first LAN, the 

second LAN, and the WAN communicating using an IP protocol, a method comprising the steps 

of: 
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in response to selection of a first input on the first IP telephone, displaying on the first IP 

telephone a list of telephone destinations stored in the second IP server, wherein the list of 

telephone destinations is communicated from the second IP server over the WAN to the first IP 

telephone; and 

in response to selection of one of the telephone destinations from the displayed list, 

automatically dialing the selected one of the telephone destinations for a communications link 

between the first IP telephone and the selected one of the telephone destinations. 

25. The method as recited in claim 24, wherein the selection of one of the telephone 

destinations from the displayed list is perfonned in response to selection of a second input on the 

first IP telephone by a user. 

26. The method as recited in claim 25, wherein the first and second inputs are the same 

key button on the first lP telephone. 

27. The method as recited in claim 24, wherein the telephone destinations include the 

second and third telephone extensions coupled to the second IP server. 

28. The method as recited in claim 24, wherein the telephone destinations include 

telephones external to the system. 

29. The method as recited in claim 24, wherein the system includes a third LAN coupled 

to the first and second LANs via the WAN, further comprising the steps of: displaying on 

the first IP telephone a list of LANs coupled to the WAN, including the second and third LANs; 

and 

performing the step of displaying the first list in response to selection of the second LAN 

from the displayed list of LANs. 

30. A telecommunications system comprising: 

a first IP telephone coupled to a first IP server within a first LAN; 
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second and third telephone extensions coupled to·a second IP server within a second 

LAN; 

a WAN coupling the first LAN to the second LAN, the first LAN, the second LAN, and 1 

the WAN communicating using an IP protocol; 

means tor displaying on the first IP telephone a list oftelephOf!.C destinations stored in the 

second IP server in response to selection of a first input on the first IP telephone, wherein the list 

of telephone destinations is communicated from the second IP server over the WAN to the first 

IP telephone; and 

means for automatically dialing the selected one of the telephone destinations for a 

C()mmunications link between. the· first IP telephone and the selected one of the telephone 

destinations in response to selection of one of the telephone destinations from the displayed list. 

31. The system as recited in claim 30, wherein the selection of one of the telephone 

destinations from the displayed list is performed in response to selection of a second input on the 

first IP telephone by a user. 

32. The system as recited in claim 31, wherein the first and second inputs are the same 

key button on the first IP telephone. 

33. The system as recited in claim 32, wherein the telephone destinations include the 

second and third telephone extensions coupled to the second lP server. 

34. The system as recited in claim 32, wherein the telephone destinations include 

telephones external to the system. 

35. The system as recited in claim 3-l, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; 

means for displaying on the first IP telephone a list of LANs coupled to the WAN, 

including the second and third LANs; and 
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means for displaying the first list in response to selection of the second LAN from the 

displayed list ofLANs. 

36. A method comprising the steps of: 

receiving a first touch input from a user on an IP telephone that is networked into a first 

LAN operating under an IP protocol; 

in response to receipt of the first touch input, displaying on a display on the IP telephone 

a first list including second and third LANs coupled to the first LAN, wherein the second and 

third LANs operate under the IP protocol; 

receiving a second touch input from the user on the IP telephone; 

in response to receipt of the second touch input, displaying on.the display on the IP 

telephone a second list of telephone destinations accessible from the second LAN; 

receiving a third touch input from the user on the IP telephone; and 

in response to receipt of the third touch input, ·automatically dialing one of the telephone 

destinations acccssihlc from the second LAN for a communications connection between the one 

of the telephone destinations and the IP telephone, wherein the step of displaying on the display 

on the IP telephone the second list further includes the steps of: 

sending a message from the first LAN to the second LAN requesting the second list; and 

receiving the second list from the second LAN to the first LAN. 

37. The method as recited in claim 36, before the step of receiving the second touch 

input, further comprising the steps of: receiving a fourth touch input from the user on the IP 

telephone; and in response to receipt of the fourth touch input, scrolling through the first list. 

38. The method as recited in claim 37, before the step of receiving the third touch input, 

further comprising the steps of: receiving a fifth touch input from the user on the IP telephone; 

and in response to receipt of the fifth touch input, scrolling through the second list. 

40. The method as recited in claim 36, wherein the first, second, and third LANs are 

coupled via a WAN. 
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EVIDENCE APPENDIX 

No evidence was submitted pursuant to §§1.130, 1.131, or 1.132 of 37 C.F.R. or of any 

other evidence entered by the Examiner and relied upon by Appellants in the Appeal. 
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IN Ti-lE UNITED ST/>,.TES PATENT AND 'TR/\.DE!vi/\.RK OFFICE 

Sllder et a1. Art Unit 2419 Applicant 
Serial No. 
Filed 

10/447,607 Examiner Gregory B. Sef(:bcck 
I\:h)' 29, 2003 Conf No. 6094 
PHONE DJRECTOR\' IN A \i'CHCE OVER IP TELEPHONE SYSTE~v·'l 

P/), Box 1450 
Ak~x<:mdrin, Vi\ 22313-1.450 

This Socond Supplernental Brief on Appeal is in response to a phone conference \:Vith the 
E·xarniner ort SeptcJTlber 2~ 2009, 

L l1~L'\L FA.RT'Y JN 1NTEREST 

'The real part)' in interest is Estcch S;rstcms, lnc., '1-Vll:ich is the assignee of the entire right 

There a.re no appeals l::>r interfen.~nc;es kno\:vn to l\ppdlants, th'~ Appellants' legal 

representative, or assignee \Vhkh '.viH directly atl'ect or be directly· aiJ(~cted by or have a hearing 

Claims l-6, R-1 0, 17<20, 22>38 <:md 40 m·(~ pending in the Application, stand rejected and 

are {)rt ap})e~:t~: _ 

Cbims 7. ll--16, 21 and 39 have been cancelled. 

Tht.~re \Vere .no ;.nnendments to the Claims or speciikation hlcd after the Final Rt:jection. 

C1a1m 1 recites an information handling sysu:m (:omprising a t1rsl LAN, <t second Li\N, a 

W/\N coupling the Hrst L/\N to the second LAN, a first telecon]nmnkations device coupled w 
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the first L/\N, a phmdi(';l oftdecommunkations. extensions coupled tl> the second LAN, and the 

t1rst LAN including first circuitry tbr enabling a user of the i1rst telccommunicahons device to 

observe a Est of the p1u.ra1ity oftckcornmn:nications extensions. These elements are sho\.vn 1n 

Fig, 3 \vith the first and second L/\Ns reprcscntt:.:d as any one of LA.Ns 301-303 and th<:: \VAN 

201 that coupks arry first and set:.~(md LAN. Each of the LANs shr:nvs te!ecommunications 

devi(.~cs coupled thereto, The LANs 301-303 also sho\v a plurality oftekconunnnications 

extensions, e.g,, IP telephones 105, 308, 3 L3, See page 6, line 23 ~ page 7, line 10, Fig, 1! 

sho\vs a process for (~n::.tbling a user of a first tclecomrmmicatiom; de viet~ in the f1rst LAN to 

obst~r'lC a list of a piurality of tdecomn1tmications extens1ons t:.:oupled to the second LAN. See 

page 20, lin~.: 25- plg() 22, line 11, Fig, 8 iHustrates a block circuit diagram of a 

telecrnnmu.nications device that includes a display 810. St~c page 16, hnc 21 - pt'ige 17, line 26. 

FiQ:s. 11 and 9A .. 9B iHustratc selecting one ofd1c extensions f)·om the observe.\.! Est and caHing .;. __ . ........ .... .. 

that (~;d.ensitnL Sec pagt~ 20, line 25 -page 22, line ll and pag~:~ 28, line 7 - page 29, li:nc 4. 1 h!s 

proces:::> is al.so Jnustratcd by the state diagran1 in Fig. 12. See page 22, tines 12-24. 

Claim 4 recit,~s an inforrnation ha.nd!ing sy·stcrn comprising a first LAN, H second L/\.N, a 

\Vi\N coupling the first L,\N to the second LAN, a tlrst telccmmnunkations device coupled to 

the Jlrst L;\N, ll phtrdity oftdeconununications extensions coupled to the second L/>, .. N, and the 

fir(';t LAN i.nduding first circuitry fi·.rr enabling a user of the flrst h .. ~!ccommunicabons >:k~vice to 

obscrv·e a list oftlu..~ phmdit}' nftekconnnunications extensions. These dements ar'~ shc>wn in 

Fig. 3 \:vith the first and second LANs represented as n:ny one of LANs 301·-303 nnd the \Vi\ .. N 

2Cn that crn.rples any· first a.nd sewnd LA.N. Each oft.he Ll\Ns shmvs tt~kcornmunications 

devices coujlled th(;Teto. The LANs 301 ~303 also shrn-v a plurality of telecomrmmicai.ions 

extensions, e.g., IP tekphones 1 OS, 308, 3!3. Sec page 6, line 23 ~ page 7, line l 0, Fig. 11 

sho\VS a process fi.1cr enabling a user iJfa first tckcomn:nmkations device: in the first LAN to 

observe n List of a pluraLity oftdecommunieations extensions coupled to the second LA .. R See 

pag(~ 2l\ Hne 25-- pap .. ~ 22, hne ll, Fig. 8 iliustrates a h!ock circuit diagram of a 

tclccornmuniemions device that includes a display 810. See page 16, line 2l ... page 17, line 26. 

Figs. I 1 <md 9A-9H iHustratc selecting one of the extensions frmn tk~ obscrv(.xi Est and calling 

that extension. See page 20, line 25 y page 22, line 11 and pagt: 28, lim~ 7 -- page 29, line 4. This 
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process is altio iHtlstratcd by the state diagram in Fig. 12. See page 22, lines 12<~4. Claim 4 

r~~~cites an additiond lirnitatizm tb1t the !ist of the tdecornnmnkations extensions is played as 

audio to the user oftb.~ first tdecomnnmications device. The tdecommnnicahons device 

Clain1 8 rec::ites an inf(n!nation handling system comprising a first LAN, a second LAN, a 

\Vi\N coupling the :Erst LAN to the second LAN, a first telceomrnunications device ~..~ouplcd to 

th;:.~ f-irst LAN, a plurality of telecommunications extensions coupled to the sceOI!d LAN, and the 

iirst L.A.N including nrst eircuitt)' fix enabling a user of the flrst telecommunications device to 

observ;:.~ ~\ list of the piurnJjt.y oftcleco.mmun.icat.ions extensions, These dmn.cn.ts are shown in 

Fig. 3 \-vith tht~ first and s.::~c1.md LANs reprt.~scnted as any one ofLANs 301--303 rmd the V/AN 

201 that coupks a.ny first and second. L\N. Each ofthe LANs shov,rs te1ccommlmkations 

dc, .. ·ices coupled therl'.lto. The L\Ns 301-303 also show a plurality of tdecomnmnkations 

extensions, c,g,, lP telephones 105, 308, 313. See page 6, line 23- page 7, li.ne 10. Fig. ll 

shows a process f(,r enabli-ng a use.r of a first tdeconununications de'>'ice in the t:lrst L/-:.N to 

o"bserve a Est of a pluralit:y oftelecomnmnications extensions coupled to the second Li\N, S<x: 

page 20, hne 25- page 22, line ll. Fig. 8 illustrates a block circuit dhtgnnn of a 

tdecom.nnmic;.ttio.ns d~:~vice that includes a display 810. See page 16, hTKl 21 -page 17, hnt.~ 26. 

Figs. 11 and 9.i\. .. 9B iHustraH:: selecting one of the extensicms from the observed Lst and calling 

that cxk.nsion. See page 20, line 25 -~page 22, 1ine ll and page 28, line 7 -page 29, lint.~ 4, This 

process .is also iHustrated by the state diagram in Fig, 12. See page 22, lines 12~24. Claim 8 

additionaH:v recites that the first tekc.ommu.nications device iS an TP telephone and a user of that 

!P tdcphon{_~ tacitl:y· sdccts one of the observed extensions tl-om the Est \Vhkh .results in an 

initiation ofthe call to H-wt telecomm.tmk;ations extension across the \\/AN. Further, Cbirn 8 

recites that the Esi of the p!rmtlity tdeco:rmmJ.nicat1ons extensions ~s stonxi in a s,~n--i..~r in the 

second LAN and is accessed by the first circuitT)' across the \VAN, The fP telephones are slKfWn 

in various figures, including Figs. 3 and 8. Fig. 11 illustrates a step fbr selecting the 

telecommunications extension from the list that is displayed f(H· initiating the ca!1, which 

proc~x:ds to Fig. 9A, Figs. 1 L L\ aml14 among others illustra.h:;) the storug~~ ofth~~ list of 

telecoJIHnunicahons extensions in the second L/\N, the list then being accessed across the \VAN 
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b:y the first L/\N, St.:c page 6, line 2J - page 7, hnc l 0; page 16, line 21 -·page 17, Line 26; pag;;.~ 

20, hnc 25 ~ page 22, line l } ; and page 22, lines 12-14. F\rrtht.~r, the h<:tsic concept of accessing a 

list across the \V/\N and th(·n making a call is described on pag'-: 18, line 2 i -page 19, line 6 nnd 

pag.e 20~ Iin.es 11-24. 

Claim 17 r<.::c]tz~s an intorrnation handling system comprising H f1rst LA!'{~~ second L/\N, 

a V/AN coupling the first L/\.N to the second LAN, a t1rst telecon1mm1ications device coupled io 

the first LAN, a. plurality ofteh;c.onummic~ltions '~xtemions t.:ouplcd to thcsecond LAN, and the 

tlrst L./U\ including first circuitr)' h)r t:nab1ing a ust~r of the first telecommunications device to 

observe a list of the plurality· of teleconnnunications extcnsi ons, Thest:) d em en ts ~m.~ sho;vn in 

Fig. 3 'Nith the first tmd second LANs represcmted as any one ofi .. ANs 301-303 m1d the \VAN 

201 that couples any Erst and second Li\N. Each of the LANs shows tclecomrnunkalions 

device$ coupled thereto. The LANs 301-303 also shtwl a plurality oft~~lcconlnmnkat1ons 

extensions, e.g_, lP telephones 105, 308, 313. See page 6, line 23- page 7, !ine 10. Fig. ll 

sho\'VS a process k>r enabling a user of a first tek'\:\)mmunications device in the first LAN tn 

observe<) list of a plurality oftck:communkations extensions ;:.~oupkd to the second LAN. Sc(~ 

page 2{\ Hne 25~ page 22, line 11. Fig. 8 illustrates a block circuit diagram of a 

tdccolTlmunications de\,ice that includes a display 810. See page 16, line 21 -page 17, hnc 2C?, 

Figs, ll and 9A··98 iUustratc sdccting om:: of the extensions thnn the observed Est and ca!Eng 

that extcnsicm. Sec page 20, 1ine 25- page 22, line 11 and page 28, line 7 - page 29, Line 4. This 

process is al;;;o ilh .. 1stratcd b~/ the state diagram in Fig. 12. St.~c page 22, hn(;~S 12·24. Clain1 17 

additionally recites that the first telecommunications device is an JP tdeplmnt.~ and a user of that 

!P tdt~phone tacitly sdects one of the ohsen-'cd extensions tl'om the list vvhkh re~uHs in an 

initiation r>f the call to that tdccmnmuni,:atJons extension across the WAN. Further, Claim ! 7 

recih::s that the Est of the plurality telecommunications extensions is stotcd in a server in the 

second LAN and is accessed by the fl.rst circuitry across the \VAN. The TP telephones are sho;,vn 

in various figures., i.ncluding Figs. 3 and 8. Fig. 11 illustrates a step tbr sde'-.:ting the 

telecomrnunications extension itom the list that 1s displayed D:)r initiating the catl, v:hich 

proceeds to Fig. 9/\, Figs. I 1, 12, and 14 <ll11Qng Qthcrs illustrate the storage: of the List of 

tekcon1munkations extc~n.sions in the second LAN, the llst then being accessed across the \\tA.N 
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by thl~ first LAN. See page 6, bnt~ 23 - page "?, line W; page 16, line 2l -- page 17, line 26; page 

20, line 25 - pag<:; 22, hnc l 1; and page 12, li.ncs 12-24, Further, the basic c.onecpt of wxcssing a 

list n.cross tlK~ WA .. N and th(:n making a \.~all is described on page 18, 1ine 21 .. page 19, line 6 and 

Claim 24 recites an inf(mJ1ation handling system cmnprising a tlrst LA .. N, a second LAN, 

a \~/i\N coupling the first LA.N to the second LAN, a first telecommunications t.kwic.e coupled to 

ihc tlrst LA .. N, a pl.ura1ity of tdecommunkations extt~nsions coupkd to the Slx:ond U\N, and the 

first LAh' induding Erst circu1tiy for enabling a 11Ser of the Hrst teleconmnmications device lo 

observe a list of the plu.rality of tdecomrm.mications t.~xtcns.ions. The st.~ de1nents are shov1.:n .in 

Fig. 3 1vith the first ;:md st.~:ond LANs rz~presentl~d as any on'~ of LANs 30 l-303 and the \VAN 

201 that counles Rnv flrst and second LAN. Each of the LANs shows tdecornrnunications ' ,. 

d(w1ces coupled thereto. ·nte LANs 301-303 a!so show a plurality oftdccnrmm.mic:ations 

extensions, e.g., 1P telephones 105, 308, 313. See page 6, line 23 -page 7, line 10. Fig_ 11 

sbmvs a process tt)r enabling a user of a first telecommunications de\·ice in the t'irst LAN to 

obst~rve a list of a plurality oftclc\.:omrrmnications extensions conplc1J to the second L\N. See 

p~1gc 20, line 25~ page 22, line 11. Fig. 8 iHustTates a block circuit diag.rmn of a 

h:lecomm.unkabnns devkc that im::ludes a display 810, See page l 6, line 21 - page 17, iine 26, 

Figs. 11 and 9/'>.-9B mustrate selecting one of the extensions from the obsen··t~d Est and calling 

that extension. See p<:tg': 20, line 25 - page 22, line 11 and page 28, line 7 ¥ page 29, line 4. Th1s 

process L;; also Wustrated by the state diagram in Fig. 12. Sec page 22, lines 12-2tL Claim 24 

additionally recites that tht.~ lltst tek~comrnunications devic(: is an IP tdcphom.~ and a user of thm 

lP zdcphone tacitly sckcts one of the obser>ied extensions from the list \Vhich results in ~tn 

initiation ofthc can to that tdecommtmications extension across the 'V/AN. Further, C1ain'l 24 

reciks that the list ofth,: plurality tdecornmunications extensions is stored in a server in the 

second LAN and is a<:cessed by the first circuitry across the WAN. The IP tdephom$ arc slKnvn 

in various ilgures, including Figs. 3 and 8. fig. i 1 illustrates a step f~)r selecting the 

tekcornrnunkatiOl)S extension from the Est that is displayed i{)r initiating tht~ call, V'i'hich 

pnKecds to Fig. 9/\ .. Figs. lL 12, ~md 14 among others illustrate the storage of the list of 

tdeccnnmunieat1ons extensions in fhe second LAN, the list then being accessed a<:ross the \VAN 
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h)' the first L/\N. See page 6, line 23- page 7, hnc 10; page .l6,.line 2l -page 17, hn'-: 26; page 

20, lint~ 25 -page 22, Line 11; and page 22, lines 12-24, Fmthcr, the basic concept of accessing a 

list across the \V"/\N and then making a call is described on page 18, Line 21 - page l9, line 6 Hnd 

Claim 30 recites a tdecom:nTLmicati.ons systerns cmnprising a first lP telephone coupled to 

a f1rst 1P server V·/ilhin a firs!. LAN, second and third telephone extensions coupled to a second lP 

~ervcr \.vithin a .stx:ond L.A .. N, and a \VA.N coupling Hw tirst LAN to tho s~:x:ond L.AN, the tin~t 

Ll\.N, the second LAN, and the \Vi\N communicating using an IP protocoL These features are 

sirnibr to those discussed al10\'C \Vith respect w Claims 1, 4~ 8; l7, and 24, and arc well 

supported \Vithin th~,.:: ahn'ementioned figures .and specification, such as Fig. 3 and its supporting 

specification recitatio11s noted above \Vith respect to Claim 1. See page 6, line 23- page 7, line 

1 0; page 16, line 21 - page 17, line 26; page 20, 1 ine 15 - page 22, line 11; 1.rnd page 22,, lines 12-

24. Clahn 30 L~rtber recites a means ft)r displaying on the first IP te!epbonl~ a list oftekphone 

destinations stond. in the second 1P server in n::spons(~ to selection of a first input on the first lF 

telephone, when:~i.n tkl list of idepho.nc~ destinations is CO!Tl.municated lrorn the s<:xxrnd rP ser'>'"er 

over the Vil/-.N to the flrst lP telephone. An IP tc:lcphonc 105 is illustrated in Fig~~- 1 and 3, and is 

shovvn in rnore detail in Fig, 8, \Vhk:h shmvs that the IP telephone l 05 h.:1s an LCD display 810, 

induding !P ser-/er 101 and JP server 306, f.P server 101 is also sho\VT: in Figs. 1 and 2. Fig. 4 

shznvs that !P sen./er .l 01, w·hich is representativ;;.~ of any oftlw IP servers, including IP server 

306, bas a bard drive 403. As a result, a list of telephone destim1tions rnay hf stored \Vi thin such 

a hard drive. Sekxtion of a list displa:yed on L.CD display 810 of the lP telephone shov-tn in Fig, 

8 i..:a.n h{} perf(;rrned using such input de\··k:cs as the key·board 807 or a DSS. <.x.rr1.sok 811. Fig. 8 

i11 such features arc discussed on page 16, line 21 - page 18, line 20; scb::tion of a.n extension 

fro1n a list is also dh;eussed on page l. 8, line 21 -page 20, line 24. The prOcii.~Ss f(~r pennitting a 

user to 'lie\\' arld stJect extensions on the l1rst IF telephone is illustrated in Fig. ! l, V<"hich is 

discussed on page 2{\ !inc 25 ~page 22, line 1 I. Also there is an establislunent of a connection 

bet1veen the two rein ott~ Ll\N s ·with respect to fig, 14, which in dudes a description of the 

sending of a nH.:ssage from o.ne LAN to the otller in order to request a list of the telephone 
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extensions, \.vhich arc then communicated from that second LAN OV(~r the \VAN to the first 

\VA.N and specifi.u1Hy the IP telephone. Further, Fig. 12 illustrates a state diagrmn of this 

process, >;vhich is de::;cribed on page 22, lines 12-24. Automatic dialing ofthe sde;;.:ted telephone 

destination and a response to selection of om:~ oftJ1e tdepbom.~ destinations from a displa:-,.'cd List 

is described on page 22. lines 4--24. 

Clairn 36 recites a method for receiving several touch inputs frorn a user on the lP 

telephone that is net\:\'orkc-xl into the LAN/\Vi\N/LAN nl~t;;-vork tkscribed abO'·/C and \Vith respect 

to Fig. 3 in order to again permit such a user to view a displa:~/ telephone extensions at a rcmot{:. 

LAN, and then automatkally <.1i~lling Hwt tr;.~lcphzme destination. Claim 36 i.ndudes steps tbr 

sending u r.nessage from the Erst LAN to Hu.~ second LAN requesting the Jist oftdcphone 

extensions frorn the second LAN, w·hich is ddiv·cred to the first LA.N fro1n the SCC.(Jlld LAN. 

Claim 36 indudes stc:ps \Vhereby a flrst list of second and third LANs coupkx! to tht~ fi.rst LA]'< is 

provided, and then a second hst oftclephone destinations at a selected LAN ate then provided. 

Such steps are shzYw11 i.n Figs. 11, 12, and 14 as noted abcm.~. St.~c pagt.~ 20, 1inc 2.5 - page 22, lim~ 

24. 

L Claims l-3, 5-6., 8-10, !7-20 and 22-35 stand rejected undcT 35 U.S.C §103(a) a::; 

being unpatentable O\'er Ch~y et al. (U.S. Patent No. 6,298,057) in 'l.tie',v of IT'Uw.m (U.S. Patent 

No. 6,829,231). 

L (')aim 4 stands rc_j;i:.~cted under 35 U.S.C. §103{a) as being unpatentable over Guy 

in ,.i,~w of lnlson and htrthcr in vit.~·w of Stuntebeck <?tal. (U.S. Patent No. <\065,0 I 6). 
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The basic test tbr nonob\-'ious subject rnatter is whether the diHi~renccs behveen the 

subject m:aHtT and the prior art arc such that claimed subject rnatter as a \vhoh.l \vouki not have 

htx~n obv.ious to a person ha,··ing onhna.ry skiU in the art to which a subject .matter IK~Itains. Tb .. ~ 

United States Suprenu; court in Graham v. John Deere & Co., 383 U.S. 1 (1966) set fixth the 

factual inquiries which rnust be considered in appl-ying the statutory test: ( l) a detem1inahon of 

the S'-'OlX~ and contents of the r:n-1or ~m: f2) ascertaining the differences between the nrior art and ). . . . .i:.. . . '\ . . . "-·' - . - ... 

the clairns at issue; and {3) resolving the levei of ordinar)l skill in the ptTtincm art. 

ln dctcnni.ning the scope and contents of the prior art, the Examiner must first consider 

the nature of the 1.1roh!crn on: \Vhich the inventor \vas \vorking. Once this has been established, 

the Examiner must sded, t(x purposes of compating and contrasting 'Nith th(~ claim::> at issue, 

prior art rclbnmces which. arc reasonably pertinent to that probk!n:1. In selecting reten:.mc\::.~s, 

hindsigJrt must be avoided at all costs. 

ln ascertaining the differences between the cited prior art and the claims Ht issue, the 

Examiner must \::~valuate the c!aitned subject rnatter as a \-vlwk; there is no requirenwnt that any 

difl(~renccs bet\vccn the ;;::!all-ned subject matter and the cited references be "'reTn<lrkabk~" nor that 

sorn'' technologic<ll disco:nthmity between the clairncd invention and suhject matter exists just 

outs1de the cbims.- Tbt~ rcquisitt~ \fk~\v of the whole invention mandates considenttion of not only 

its structure, but abo ofits properties and the problems solved. Furtht.~r, the mere iact that the 

prior art can be moditJed docs not 1nade the rni)dification obv1o1..ls unless the prior art suggests 

the desirability of the n1odilication; there must he smne logical. reason apparent b.nn positive~ 

{.:oncrctc evidence that justifies the rnodification. 

rn resolving the 1evd of ordinary sklU in the pertinent art, the Exmniner must stqJ 

bacb}i·'<-trd in tirm.~ ;nld into th{.~ shoes wom by the person or ordinary skill \vhen the inv'l':nt1on was 
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unl..:no'vvn and just before it \vas rnad.e. 'The hypothetical person skilled in tht.~ art can swTl.rnarily 

be di..~scribed as mN w·ho thinJ\.s along lines of conventional 'Nisdom in the art and n~~ithcr OlH; 

\'-/ho untkrtakcs w innov<tte nor onewhohas the benefit ~~fhlnQ_~igh!· Thus, neither an 

E:>::rnniner, nor a Judge., nor a genius in the art at band, nor e\'l.m tbe inventor is such a p~o~rson 

skilled in the art 

Ot~V tead1es a s).rstem and rnl~thod tt)r transparently transmitting aural sigTJa1s across a 

Li\N, wltcre a user places a telephone call using the same procedure that is used \.vhen placin:g a 

tdcphone caH (rvt:r a conventional pubhc S\Vitch net\vork, and in certain situations if the server 

code is not in thi.:~ lm::ul directory~ then a ti.:.'XJ~K~st goes to u master directory. Cohnnn 3~ lines 39--

W2A., the Vl.AN by 104, and the second LAN by 10213. (Note that Applicants do not nccessar.il.y 

<~dmit that ] 02A is a local area net\\iork, since a local area network ~s sho\vn in Fig. 1 as 116; 

ho>vevcr, f{>r the sake uf arguing against the rqjection, 1 02A \ViU he designated as the tlrst LAN.) 

Guv dcsc.:ribcs a Si.:~HJp opt.~ration for vvhen a llrst tdcphonc 106 \vis1K~s hJ rnak'~ a call to a user ut 

a s<.~to.nd tdephonc 126, where the first tt:~1ephone l 06 is coupled to a file server 112, and the 

second telephone is coupled to a CSU 130 via a PBX 128. Column 6, lines 45-51; c.oltmm W, 

lines 7-·9. Fig. 2 illustrnH.:s a more detailed illustration offiJe server i 12. Column 6, lines 52. 

Fig: 5 also further has a description of a How chart illustrating such a call set-up procedure. 

Colunm. 9, line 66, A. user activates the telephone b_y· lifting the handset and st~kcting the 

channel line in order to tram~ition to an off-hook state period. Coiumn 10, Enes 7-9, 'The user 

then performs th~..~ normal process of dialing a telephone number on the flrst telephone l 06 (as 

descr:ilx~d bdo\.v, this tf..l1ephone number is n~~J pro\rided to the user hy the s:ystern), vvi!h tht.~ 

tdephom:~ associated \Vith the second telephone 126, and a procedure is then: implemented across 

do not have to re-kam hm:v to us<.~ a tdt~phone system other than \vbat has been nnrrnaHy done in 

Hw prior aTt POTS systems. Cohnnn 10, bnes 25-.29. The telephone nurnber diakd by' the user 

on tek~p~Kln(:: l 06 .identi tles the destination telephone 126. Colurnn lO, lines 30-31, H is the t1rst 

set of digits that arc dialed hy the user that identifies the destination CSlJ 130 to ~·vhich the 
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second tdephone 126 is connected to the second LAN 134. This first set {)f digits is. referrt.~d to 

.in Gu_v <~S the servt.~r code. Column 10, Lines 32-36. In other >vords, the ser\'tlr l~ode operaks the 

same as an area. code in the POTS. AH \'.\/ithin the first LAN 102A, n call set up unit 404 v.rithin a 

S(~f\Tr mcrnory module 214 that is 1n serv·cr 112 makes an attempt to n~trieve Stlch :;t sz~n-·cr code 

frorn the men1ory r.nodul.e 2l2, \-vh1ch is then transmitted to the din~ctory managcrnent u .. nit 408. 

Cohnnn 10, lines 55---58. Again, this is all pcrforrncd within the first L/\N i 02/\. The directory 

manageJnent unit 408 searches thl~ local directory 406 for a server that is identified with the 

st:rver code dialed hy tht~ user, and if thue are no server matches, then the directory management 

unit 408 '-Nil1 gcncn.rl.e a request to a master directory·, which \Nill rnake a dctcnnination if the 

server code dialed by the user on th~;~ first telephone 106 is identified ".vith any server in the 

nehvod;; 100. Colunm 10, hnes 58-65. If the server code is identified in such a mf~stcr directory, 

then the nct\vork address oftb;.: destination CSU 130 associated \Vith the s;;,n·vm· code is 

trnJ1smiH'.~d to the directory· rmmagement unit 408. Coh:mm ! 1, Hnes 2-8. The directory· 

rnanagenK~nt unit 408 tnmsrnits this net\\'Ork address to the caH set up and tear dO\"\-"fl unit 404, 

'<Vhich transmits tb:.~ number of addibona! digits to the call nu.m~lgement -unit 310, and the cuH set-

up/tear dovvn unit 404 transmits a call set up packet ft) the destinat1cm CSU ! 30~ whkh nx.:d;,--es 

th~::: set up packet and detennim..:s if Hw tdcphonc 126 is avail.able to receive the C<tH. Co! u.rnn 11, 

lines 11-28. 

Thus, in GuJ', nothing more is taught than the caHcr on f-irst telephone i 06 dialing digits 

associated ·with the destination telephone 126. There is QJti~?l!J1~b:' __ JJ.Q.Jt%.9hADK\1Ll?J.•frgestion 

v----ithin Gt~r that a Est nf a plurality oftelecomn1uni<.~ations extensions coupled to the st~cond L/\N 

is provided to the user of the Jlrsl tek·phom .. l 106 h.n· observation, or hearing them. The se-rver 

code <.Kccssed from the master directory is g_nt-t associated \\-'ith fhc CSU 130, and doe.:> nnt 

provide aJ1)' further in.fonnation that would enable the combination of the dist~1t)SUrcs of G't(F and 

rP"ilson to display ~l list of the tckcommunications extensions coupled to tht~ second LAN. The 

user in GiO' must stiU rely upon a phone list that is extcmal fio_m the system described In (hq· in 

order to rnake a tekpho.nc can in fhc ncn-vork. The master directory m1b: contains the server 

code. The server code PJ1b: ide-ntifies th<.~ CSU !30 to whkh the dcstinatio.n tckphone is 

connected. Column I 0, Hncs 33··36. i\dditiona1 digits are sttU required in orderto H.!lephonc or 
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contact the destination telephone from the ori.g1nating telephone. Column 11, Iinl~ l-colutnn 12, 

line 21. There is further no h.~nching or suggestion vvithin GuJ· that a list o.f extensions is 

provided frorn a.ny-.vhere dse in the net\vork 

There is absolutely no teaching or suggestion in Gu_y to ht.!lp out a user by providing tht: 

user \Vith a list of extensions in u LAN \Vi thin the Gt{\' nehvork. 

1n order to overcome the defidencit.:s of the teachings of Gu:v, the Exarniner has added 

JFilwm to combine ·with Guy. A problern 'il/ith the Exarnint.~r's combination offli'lson and Guy is 

thal tbe Exmniner hus exp~·mdcd the teachings of fVilson bc~yond ~:vhat j;::; rcasomibk, The 

audio packets to nnother W:K~r using intcmd addressing. H-'ilson atternpts to silnpEf'y- the use of 

the Internet f{).r long--distance calling applications. Column 2, lines 3 I ~32. fVilson merely· 

provides a systern that has services .~hnilar to tl1ose fhund on the POTS. See the .Abstract. /\ l~st 

of kno\vn c~d!ces e<Jn be ston.:'ci inside the dt~vicc described in t:Vilson, and ft!r unknm.vn cnlkx~ 

addresses, a r.ndhod fi:.H~ retrieving such an address Ji:)r a remote lcH:.,ation is provided. Colun-m ~\ 

Lines 47~53. The bodgcpodge device 50 is sho\.vn in Fig. 2, with its circuit diagrams sho\vn in 

Fig. 3. T!..~kphonc >:.:alls over the PSTN can be made with d.e•lice 50 by making normal voice 

DT1vlF telephone c.alls nsing the keypad 65. Column 4, lines 60-64. Note that this mode is 

play into the descriptio11 of the invention within ll'ilson that the Examiner is relying upon. 

Irrt,~rnt:t access z~an be made h~/ the device 50 by the user pressing the Internet access 

button 69 to S\·V1tch bet\vecn rKmnal DT1'vl:F voice calls <md interm.~t dial~up operations, \Vhere an 

internet connection is n!adc 1.ming an 1nterna1 rnodern set Colurn 5, lines 5-11. The device 50 

;;;an be conneck<J using an RS232 jack 86 to a computer 90, but then.~ is no further discussion of 

co1mecting the tk~\··icc 50 ton local area nct\vork, m LAN. Column 5, lines 33<18. 

Referring to Fig:~" 4 and 5 in JVUson, each of the dial pads 50 is now rckned to us dial 

pads 201, 202 and 203, whkh are eac.h connected to PSTN circuits 204 .. Column 7, lines 15- i7. 
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The PSTN circuits 204 and a local exchange S\Vitch 205 form a local telephone net\\-'Ork v.dt1un a 

gc<)graphic area. Column 7~ lines 17-19. A simi1ar situation is associahxl \Vith the ca1loc devi~,:cs 

245, 246, 247. H importm1t to note that dial pads 201, 202 and 203 arc not part of a L\N. /\ 

L.AN is a data nei"'>'VOTk that permits ail of the devices on the nehvork to cornrnunicate \Vlth euch 

other, such as >vith iJu:: l>Se of an Ethernet protocoL Such a LAN is d.isdostxi in the specification 

,. ' . '. · . . 1 < ') ')' ., J l t . FJ ,, 1 " ' ' N. . 1! ' or tnc plTi.R~nt :;1ppncanon m pmagrap 1 t t t ,~~ , an<. StlO\vn m , . h .. , .h Li\.l t, as lS '>"-'C . KUO\V1l 

in the art, is a short disti.mc<:~ data comr:nunkations network used to link c:ornputers and peripheral 

de>/ices unrkr sorne form of standard controL Such a definition f()r a LAN is found in 2Vn1'lon ~~-

](:Jecorn lXclif)rhUJ'. That definition a!so [unhcr states that ''A LA.N dol~S not ust common 

carrier drcuits." h is clear th<U the dial pads 20 l-203 and calices 245-24 7 taught in JVilson arc 

not tOilnc;;;td in a L/',_N, !\-'lore specifically, diaJ pads 201-203 are not coupled together in a 

LAN~ and \.~allees 245-247 an~ not coupled together in a Li\N. Each oftbese devices 50 is 

sqnrately connected to the PSTN via jacks 80 and 82 that provide a dua! line ucccss to tht.~ 

PSTN. Column 5, Encs 2S-26. A dual line st.~rvice is a telephone Sl.~rvice \Vhere hvo pairs of 

\\·ires an: c-onnected to a premises t()r connection tt1 the PSTN. See Ni..'IVton 's Telecorn 

Dictior:.at;-', This .is further sup:portcd in ~Yilson by tht~ rnore detailed diagra:n1 of<~ dialing pad 50 

:in Fig. 3 'Nhich sho\'Vti that the dual lim.~ ~K~C(:~Ss is provided b)i typical tip and ring connections 

102. that enahte the transfer of an analog sigm~l over this dual line connection. Column 5, iines 

50-56. Such intem(:~t access also requires use of a modem data pmnp 112. Column 6, lines 19· 

27. The only Ll\N dis<.:losed in 1-Vi!.·um is that associated \'Vith the internet scrvicr providers 

{ lSPs) shzv-Nn in Figs. 4 and 5.. 

i\S a result, the only \vay each of the dial pads disclosed in. H"i!son can access th(~ internet 

is by· using typical dial-r<p rnodem message interchanges. And, this is fhe onJ:,.r \VHY one of the 

dial pads 201 .. 203 can cornmunicak~ 1..vith one of the ca!lees 245-247. In other \Vc:nis, t~~!l- one of 

the dial pads 201-203 to ''call'' one~ of the caHees 245-247, that partieu:iar calk~c rnust ha.ve an 

already established audio internet connection so that it is prepared to rcct~ive any audio rncssag<::s 

fh:>m one of the dial pads 201-203. Column 7, lines 28-31. lf such a caHee -is not already 

connected to the intt:mct vvht.~n it n.x:dves a rnessagc to perlt)rrn audin comrnunicatkn irmn om~ 
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ofth:e dial pads 201-203, then that ca1ke \Vii! have to dial up into their internet sentict:~ provider 

and obtain the st:nt audio message at a later time. Column 7, lines 31-33. 

1f the inkrnd ([P) address of one oft!w calh.x~s 245~247 is not stored YVifhin a database of 

one of the di~1l pads 20 l-203, tht::n the dwJ pad can make an internet access through internet 

st~rvic(~ provider 215 to hrznvse a user database directory 232 thn:mgh a s~\~rch '-~nginc 230, \Vbich 

stores such IP addresses, and return that !P address to the dial pad. Column 7, lines 46~64. Thh; 

provides a process 'Nhereb~;t a user of a dial pad 201 ~203 docs not need to kno\v the actua[ 

h1ternet lP addre::;s of om..l of the caHee {.kwices 245-247, hut c~m use a search engine 230 to enter 

rn soJne other design.at.H)H (e.g,~ a!phanumerk: idcntitler; column 7, Lines 52-53 (:in.d column 8, 

1i!K: 59} k>r one of the call'-x;s 245·-247~ such as a user's name, to thc~reby ha\.'e that search engine 

more.~ than one hit is rnade hy the search engine 230, a list ofrmrnes can be rctm~ncd to the dial 

pad, and the cal!er using one of the dh.d -pads 201-203 can select the one tlu:;y w·ish from t!R~ li~t 

by 1o<>king at the list on the screen 71 of the device 50. Column 8, Jines 13-50. 

It should be nnted that the m<'lin distinctio-n bct\veen the dt~\'JC(~ 50 sho\vn in Fig. 5 of 

H''iLwn lhm1 Fig. 4 is that a single user database 232 can he accessed by a '>vid(~ range ofJSPs Ht 

different locations. Cdurnn 8, lines 29<30. Othenvise, the conflgllration in Fig. 5 is the same as 

the one in F1g. 4 fbr purposes ofhcnv H~i!son might be relevant to tht~ n~jccHon in accordance 

Fig. 6 in iViLwm describes an cxcmphn)· call progress i1ov,.- dia1,"'Tm::n for connecting one of 

the dh! p<lds 201-203 to the directory search engine 230. Colunm 8, lim:s 50-51. Noh.~ that Fig. 

6 in !l'U:wm does not describe tho part nfthe tlo\v \vherehy Orit.~ oftbe dial pads rm~kes an intemd 

connection to one of the callecs. The process rf'i!son starts >;vith has ont.~ of the diu1 pads 20! -203 

dialing out to estabLish an intcmet. connection 360 using the rnodem 112. Column 8, lines 52~53. 

Once this internet dial-up connection i:s made, then the user of the dial pad can enter a knov,..-n 

intemet 1P address number to ~lccess, over tht.~ internet, one of the cal.k~es 245-2.47, or start a 

:search f(x the IP address of one of the callt~es if it is not k.I10\Vn. This is shznvn by step 3 70 in 
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Fig. 6. The search engine \vm perform a search 372 a11d respond 3 74 by transmitting the results 

376 of thut search hack to the dial pad 201-203, Column 8, Lines 59-65. The nst;r oftht~ dial pad 

selects a ca11ee fro~m the list delivered b)r the search engine, and the user can then acn~pt one of 

the addresses provided and dial to the selcckld callee. Column 9, lines 1-4. It should he noted at 

this point that {Filson does ~~91 teach that one ofthe dial pads 201-203 is able to m!JSml;:!.tica!i).: 

perfonn the dialing pror.~ess in response to some sort of selection of a nanu.~ on ~\ displayed list hy 

the user of the dia.l pad 50 pressing sorne sort of button to select one ofthe munes. fnsti..~ad, 

H'iison merely teaches that the user can apparcntl;r vic\V the lP address ofthe caHee and enter in 

that address using the dial pad's keyboard 63. Column 8, lines 13-!5, 

Then:fon\ a.H that 1-Vilson t~~aches is ( 1) a sped ali zed device 50 that is a (.Ynnbination of u 

diaJ padi'Inodem thal is able to access the intemet V..']th a dial-up connection over the PSTN 

c!n::uits (and ca.n also ad m; a normal PSTN tdcphom.~ \Vhcrc a user can enter in PSTN--type 

tekiib.orK~ m1mbers to call another PSTN telephone), and (2} an abihty for one of the specinlized 

tk\'ices 50 to have HlKho communications vdth another specialized devlce 50 ovN· an intemet 

channd \.Vherehy a connection is made between thest~ t'.VO specialized devices using t::/pkal LP 

internc:t addresses, and (3} if the IP address of a c.alk~e is not kno\vn, then an intenwt search 

cngine can be used to bn)\Vs:e to access a database on the intcmet that \vill retrh.~ve such an IP 

addres;,; that is then displa)'\Xl to a ust~r of a specialized de vi ct.~ so that the user can then enter in 

that JF addres;,; to rhe specialized devin~ to estabhsh the audio connection over the 3ntcmet. The 

system with capabilities such as recited in the present daims. See colum.n 2, lines 1-5, 

All that Guy tea-ches is an abihty J{Jr a telephone connt~cted to a Erst LAI'< to 

con1nnmicnte 0\-'<::~r n \.-Vi\.N to a telephone in a second LAN, m1d if the director;," rnanagerm~nt unit 

of a tlh.~ server in the Erst LAN does not kl1aw the address of a central site unit connected to a 

FBX in the second, it can retric·vc that server code from a remote location for conrpk~ting the taU 
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F3Jed 

\Viih respcd to Cbirn l and an the other rtljccted claims, a result of the Jbrcgoing is that 

the combination of Gny and 1-Vilwn does nnt teach or sug__~est circuitry within the first LA,N for 

enabling a user of the first tdeeommu:nications device \vithin that Hrst LAN to observe a List of 

the p!tlrality oftde~;;omrmmicutions ex:tlmsions coupled to the second LAN, \Vhcrci11 the list of 

the plnrahty of tdecor:nmunications i:::xtensions is stored in a server in the second Li\N and is 

<K~<.~esscd by the i1nli circuitry w.:ross the LAK 

The combination of c;~~~, and f-Vllson does ~.QI pn.P .. ddc to the user of the first de·vice in 

the .tlrst LAN the li.st of extensions the user can call in the second LAN and then a means to 

mnornatically initiate that call \Vith a selection from that list Guy pm>/ides _m,Jihing to the t.lser of 

the telephone) ami .ifii'son has no LANs (and as a consequenceJ no lists of.extensions coupled to 

a LAN). 

Gu}/ docs not prcrvide any type of information identit}ring ar1y type of tdecornrnunications 

LAN 1 02A. lnstead, rnerely a sel'ler code is prov1ded to the directory rmmugern.;;nt unil408 so 

th~at Lt can complete the call when it receives the dialing digits i'h~xn tllt:.~ ttJephone so that it 

lmO\VS \Vhat LAN to send the call to. Further, rf'iL,;on also docs not prcnride a list of 

tdccommunicmions devices coupled to the second LAN. In f.tct, caHet$ 245<247 arc not part of 

232 back to one of the dial pads 201-2{}3 for display to the user, hut the fact that there is a 

plurality returned is oB!y~ a resnlt of the fl~et that the user entered in sc:a:rch tcnns that rnatched 

more than one entry in the database 232. There is nothing ,;o.,..-ithin }Vilso.n that teaches or suggests 

that tbo::>e p!urabt_y of entries: returned t\.K display to the us:er are all coupled to a separate L.itN 

ov-er nctv.tork 210, or that m .. Kh a list of search results: would even Hst rnorc than one ()f the calkx~s 

/\ result is that the combination of the references does not teach or sug ... !SCSt that a List of 

the plurnJity oftt.~k.:ormnunic~rtions extensions coupk-'1.! to the sc<.xmd LAN is provh:.kx! tQ th<.~ 

user of the first tdccommuni.cations device for observation. 
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And further, neither of the references, nor their combination, teaches circuitry fbr 

autornaticaH:y· c~llling one of those telecommunications from that list in response to the user 

sl.;.:lecting on\..~ of those extensions from the observed list G!(V does not cven approach such a 

process, sin ct.~ the retrkva1 of the server code is done in responst.~ to tbe dialing of a tdcphom.: 

number ~i!ready pe.rtbrmed h}' the uscL Further, as noted above, tVilwn also does not teach or 

suggest such an automatie ~;alhng ofthe extension, bllt instead pnrvides the Est on the dispb:y' 7l 

on one of the dial pads 20 l-203 so that the user can then enter in tht.~ IP intemet address on the 

The Exalniner has h1iled to prove a primafi:rcie C<:h''-~ of ohviousness bec:ausc important 

Hrnitatinns an::~ not found within any of the cited prior art ref-erences. \1PEP § 2143.03 states that 

to cstahl ish pritne.kcie <)b·viommess of a daim~.:.~d invention, aU the dairn lirnitati,Jns must he 

taught or suggested by the prior art. In re Ro.vka. 490 F.2d 981, 180 U.SY.Q. 580 (C. C.P.A. 

1974). 

This ts fbrther an important distinction tlx several reasons. One of tlwm is that it perrnits 

a user in one geographie location to locate a station user in another !ocation w·ithout the net:~d to 

use a printed t~xtm1sio.n guide. See Specification, page 20; hm$ 21 ~24. 'This \Vodd not be 

possible ·with the com.bination of references asserted by the Examiner, but 1s irnplernenled \·Vith 

th; pn.~sent invention us cbimed. 

Furthermore, neither ofthc rch~rt~nces, nor thdr combination, teaches or suggests that 

such a list of tdecnrnrnun.ications extensions coupled to the second LAN is ston:)l:J in a Sl'..~rver in 

fvlon:.ovt:r, \-Vith respect to Claim 2, the Examiner has not shmvn hrn.v the combination of 

references tcache3 a Li\N ocr WAN operating under an lP protocoL Guv does not disclose its 

LANs or \\Tl'<N Clpt.~rating um.kr an lP protnl:.o1~ and IVi!son docs not disclose LA .. Ns \.vit:h 

tdephonei'tdecorn:muniG.ltions cxt\..msions coupled thereto. 



RingCentral Ex-1002, p. 196
RingCentral v. Estech

IPR2021-00574

,;\pphcant 
Serb! No. 
Fi1ed 
Page 

Suder ~t n.~. 
lQ/447:-607 
_t)..:!ay 29~ 2003 
17 of 33 

A.Mmey's Do<:kct Nn .. : 216! S~O{J l:~OU1 

Claim 5 n:~citc~s that the sc:concl circuitr,y that automatically mak~:.~s the caH to the remote 

tdecormnunic.ations extension includes a key for enabling the user to tacitly sdect one of those 

t~xtcnsions frorn th~ displayed list. The Examiner admits that G!(V does not teach sucb a p:roc:ess. 

In ·[~et, it is irnpossibk fbr Gu_v to teach or suggest th1s process, since a list is no'.,·hc:re to he 

provided to the calling user. The Examiner asserts that fYi'!son disck>SI.~S this process, since 

ifiL;on states that the user n:Eljr select a dcsti11aUon tl"om this scrolled list ofpotential 

destinations. i\H Hu.n H'ilson discloses is that the caller has <ln option of selecting 6·om a 

displayed scrolled list of potential users by using the keyboard 63 to select the intended caller. 

!-Pilson in no \Vay 1\J.rtbc:r describes whm is done in response to that action. Clnit-ri 5 n:.t:.:ites that 

the second (.~irwitry includes a h~:y· for enabling the user to rnakc such a tacit sdeGtion from the 

disph1ycd.list. HwNc\·cr, ~econd dn;.~uitry a1so recites autom.atkaHy cal.ling one of the extensions 

in response to such a selection hy· the user. JVtlson teachings do nnt go that {ar, and there is no 

ikrv·i diagra.rn, ciH.:uit.ry or any other discussion or mention \Vithin Hiifson, or !f.?{son in 

conibination \Vifh C/uJ.', that would sugg>;.~st such an automatic. callin,g of the re-rnote party by 

stdcction of one oft!x~ extensions in the List by a user pressing a button. Then..~l~ne, one skilled in 

Ox: art at fhc tirne the invention was made \vould not bi:.~ abk~ to creak~ tJw irn.cention rec1ted in 

Claim 5 in vie\\:' ofth1.: z:ombination of the teuch1ngs of tho prior art references. 

\ViH1 rcspt.~d to Clairn 6, the fbregoing argmnents made with respect to Claim 5 arc 

incorporated. Cb.i:m 6 furth;:r Iecites that the initiation ofthc call is made by that tacit sehx~tiGn 

of that button <,:vhen a user presses that button to sdect one of the names thnn the list. This is in 

no ~vay- taught or suggest.t:d b~/ the prior art references. 

Claim 8 i.s patentable (Yver the cited reft.lrences J(x aH of the a.rguments pnnddcd herein 

with respect to Clai.rns 1~6. Claim 8 a:!so recites that the hst ofplmalit:Y oftekcommunic.ations 

extensions stored in a ser>.rl:r in a se(:ond LAN is accessed by tht~ first circuitry in the first L.i\N 

across the \VAN. As noted ubove, there is no teaching or suggestion '<Vi thin the combination of 

th<:) rt:.~knm1..:es tklt a list of the tckcommun.ications extensions coupled to the second LA,N are 

stored in a scrv,cr in that se(x.md Li\N. Thus, tht.~rt~ is also no t!i.~aching or suggestion that this l.ist 



RingCentral Ex-1002, p. 197
RingCentral v. Estech

IPR2021-00574

A.pp,l!cant 
Ser~al_No. 10/44~/.607 

FHed \f~i)/ 29:- 2003 
i8 of33 

i$ then ;:H.::cesst"tl .liorn the serve:r in the second LAN across the WAN by circuitry in the f1rst L/,N 

that cnah!cs the user of the first tekcommunications device to observe this list of the plurality of 

Claim 10 recites a third L/\N coupled to the tl.rst and second L\Ns via the \\/AN. The 

third LAN indudt~H n plurality of telecommunications extensions coupled tht~rd·t\ ·n~te first LAN 

has circuitry Hwt i..cnub!es a user in that first L/\N to select bet\veen observing bei.\veen a list of 

ttw plurality· of telecommunications extensions coupled to the second LAN or observe a List of 

tht~ plurality· ofth.:~ telecomrnunicatinns extensions coupled to the third LAN. ln addres::ring this 

chum language, ail the Examiner has done is to imply that ll'Uson teaches "a third Ll\N aml ilrst 

LAN circuitry· i'<>r sckcting and vi;:,ving a list t_)f a plurntity of extensions coupled to the second 

and.ior third L/\N.'" 

First, this is ;:l V/hoH:y imKh.\.fl.late rejection by tht.~ Examiner~ and docs not provkle enough 

evhknc~.~ to support a prime fi.rcfe case of t)bv.iousness. The Exmniner is requirc't1 to prove such 

a suggt~stion by objt~dl'/e evidence. Ex parte Levengood. 28 l.J.S.P.Q.2d 1300, 1301 (Bd. Pat 

App. & Int. 1993); Ashland Oil, lnc. v. Delia Res·ins and Rt;.kactories, Inc., 776 F.2d 28L 227 

Graham v. Joiur Lkere & Co .. 383 lJ. S. 1 ( 1966}. A rejection based on § 103 dii.~ady rnust re:->t 

on n fi.Ktual basis, and these facts rnust he jntctpre:ted \vithout hinsJ§jgh_t reconstn:ction f)fthe 

invention fronl the prior art. The patentahiht)t of an invention is not to he vit.~\Vtld \Vitb hindsight 

S.C1. 593,88 LE1..L 721 {1944). Instead ofrdying upon objective evidence to support the 

Exarnim:~r's assertion,. the Exanlincr has merdy supported such an ol:r-vi\nlsnt~ss n:jection \.vitll the 

Examim:~r's own opinion, '.vluch is quite clearly not objective evidence as is required b_y the ca::w 

Secondly. as noted above, fJ"flson dotlS not ttlach or suggest that a.ny of th<~ dial pads 20 f .. 

203 or 245-247 at\.~ coupkld to each otJ!cr within a LAN. Third, as notl'd abovt~, a list ofslKh 

caHecs 245-247 is not provided by the database 232 thnrugh the search engine 230 to one of dial 



RingCentral Ex-1002, p. 198
RingCentral v. Estech

IPR2021-00574

A.ppb:.ant Suder d al. 
Scri<>l No. 10!4-r?.6\n 
Filed t\':!a:y 29~ 2003 
Pag(: 19 of 33 

pad::> 201~203. Fourth, there is no teaching or suggestion within the cor.nhination ofreJbrences 

for enabling a user in the first LAN to select betwcz~n obsenring a list of t~xtcnsions coupled to 

the: second LAN or observing a list of extensions <.~ouplcd to the third L\N. 'T'hc Examiner has 

1i:.likxJ to provii.h.~ u prhnajhcie case of obviousness hi.lcausc irnportant limitations arc not found 

,,,.iHrin any ofthe cihxl prior mt nJerenccs. As noted previously, A .. 1PEP § 2143.03 states that t<> 

estabLish primefxcie obviousness of a claimed invention, a11 the daim llmitations must be tm.~gbt 

or suggested by the prior arL in re Rt~vka, 490 F.2d 981, 180 tT.SJ>,Q, 580 (C.CP"'-\, 1974}. 

Cla1rn 17 is p<.ltentable fbr reasons sin1ilarly· given herein \V1th n.1spect to Claim.s 1-6 and 

Claim iS is patentable t~.lr reasons similart:y gio./en herein \Vlth rcsrKlCt to Clairns l-6 and 

Clahn 19 is patentable f()r reasons simi! arty given herein \'vith respect to Cbim 8, 

Chin> 20 is patentable 1()r reasons sitnilarly gi\'cn herein '>Vith respect to Caims 5 and 8. 

Chl.in1: 23 is patentable for reasons similarly gi \.ten herein \vith respect to Claim 1 0, 

Claim 24 is patentable f;;)r reasons similarly given herein v.tith respect to Claims 1-6, 8 

Clain:. 30 incorporates "1neans fix" language that the Examiner must interpret under 35 

U.S. C. § 1 I?, sixth paragraph, The Examiner nmst intei1)fet and exarnine tlus cbb-n and others 

·<.,>,.'ith means for hmguage under this doctr1ne. Set~ rv'IPEP § 2182, 2183. Cbim 30 recites a l.ne<ms 

iin· displaying on th~ first lP telephone a list of telephone destinations stored in the second lP 

server in response to scle\:tion of a f1rst input on the Hrst IP telephone. The ~K~co.nd !P server h!ls 

st~co.nd 1md third tdcphom:. extensions coupled thereto in a second L\N. As noted above~ the 

cornbination of the references docs not teach or suggest a list of telephone destinations stored ln 
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a s~cond IP server \\t.ithin a second LAN that is coupled to second and third tdcpho.ne extension.:>. 

This is alt:io supported it> Figs. 11-12 and 14 and also the call processing Htwl diagrmn illustrat<::Xl 

in Figs. 9a and 9b~ und their accompanied description. Claim. 30 is also patentabJ.e J(.)r re<.lsons 

The Exnmi.ner has not specifically addressed the 1im1tnt1ons in Cluirns 27 and 33. For 

Claims 25·-26 and 3l ·-32, the Examiner provides no objecti-ve e'>>idence as to hrnv the reference~~ 

teach or suggest u secor<d irtput or that the first and second inputs ;.m.~ the sarne key· button. The 

U5.P.Q.2d 1300, DOl (Bd. Pat. App. & Int. 1993).; Ashland Oil, ltiC. v. Delta Resins and 

R·~/ractories, inc, 776 F .2d 281 ~- 227 U .S.P .Q. 657 (Fed. CiL 1985}. The legal conclusion of 

n:~icction based on § 103 ck~<~Ily must rest on a fix~tual basis, and these facts must be interpreted 

Ray-O~fiw ComponJ', 321 U.S. 275,279,64 S.Ct 593,88 L.Ed. 721 (1944). Instead ofrely1ng 

upon <W objective ev·idence to support the Fxa.rniner's assertion~ the Exmniner bas merdy· 

supported such an obdousness rejection \vitb the Examiner's o\vn opinion, \Vhicb. is quite clearly 

not objccti'v'C evidence as is required b:y the case hrw. Further, /\.pplicants respectfully tnrvcrse 

the asst~rtion of -:,vhat is \Vdl kmnvn in tht! art. As a rcsnlt, the Examiner is required to support 

Claim 35 recites a third LAN coupled to the first and second LA.Ns via the V//\N. Claim 

35 ftJrthcr r(~dles a rncuns n.w displa-ying on the first IP t'-~!ephonc a list ofi .. ,\Ns coupled to the 

LAN, including the 5ccond and third LANs. This limitation has not been addressed h}' the 

Examiner 1n mry·· \VU)'. For this reuson alone, this daim is patt~ntable over the cited prior art. 

SecmH.Hy·, there is no teaching or suggestion \.vithin the prior art referenc,~s of displaying a list of 

L/\Ns on the telephone display in either G1(Y or T+'ilson or their combination. Further, there is no 

teaching or suggestion in those references for displaying the first list of telephone destinations 

~.;tored in the second TP server in H.$ponse to selection of the second LAN _{1:-mn the displayed jjst 
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of Li\Ns. /\gain, the Examiner has not in any \Va)" addressed this dajm l.irnitation, and ti1r this 

reason alone, Chi:m 35 is patentable ovc:r the ;:.'jti.xl prior art. Secondly, this limhatic~n is not 

taught or suggested hy the combination oftht~ references. Claims 35 is patentabk t~)r sirnilar 

reasom; as providt'i:J in Clain1s !0 and 23. 

On page 4 ofthe Office ),ction, the Exmnjncr has made assertions as to ·what f.·Vilson 

teaches. /l,pplicams respectfully traverse such assertions and in,;,.:oqJomtc by reference 

.Applicants' arguments mad~ in the pn.~'<dous amendment ":'~iith respect to the teachings of rVllson. 

\\lith respect io Claims 28 and 34, Applicants rcspectfuUy traiiCrsc the Exarnincr's 

assertions, 'The Exam.iner has rnischaracterized the lirnitations v.'ithin the:,;(~ c!airns,. These claims 

recite that the telephone destinations ma).r indurk tdcphones external to the syskrn. Such 

telephone destinations an.~ in\.:ludcd in a list ston.~d in the second IP ser-ver \vhk:h arc 

ccnnmun~catcd from the second lP server over the \V/\N to the first lP telephone, This is not 

taught or suggested '<-vithin JI'i!son. Applicants traverse the Exarnim~r's asst:rtion ohvhat is \Vldl 

kno1vn in the art, rt.~quiring the Examiner to support such assertions with objective evidence. 

2. Chiro 4 is not p:rop·crly rejected under 35 U.S. C. § 103 as being unpatentable O\'er 

GJ{\' in '1-'ic'vv of H'il·w.m and further in view ofStuntebeck et ai- (CLS. Patent No. 6,065,016). 

Applicants respcctfuDy traverse this rejection for reasons similarly given lR~rcin Lrr Claims l-2. 

C!ahn 4 further recites that the Est of the plurality of tclecornmunications r_~xtc~nsions 1s 

p1a}'(:d as <±udio to the user of the first tdeconununications device. First, this is impossible in t.he 

i-nvention in c:l•J'. Se,;::ondly, H'i'lson d(K!S nN teach or suggest such a capability, In hcL lVibwn 

is attempting to sirnpHf}' the pn.lcess of t\No inkrnct devices ha\ting an audio con:.munication 

between each other, because \Vhen such an lP address is dialed, up to 20 dig-its bnve to he entered 

by the caller. Column 2, !inc;; 8-9. p:?fson spcciflcaHy states that a user having to rcmetnber and 

cntt~r such dig.its is nc:.ithcr appealing nor practk:al in most situations. Cohm:m 2; lines 9-10. 

Th1ls, Applicants n.~spectfully assert that f'Vi!son .:wtually teaches away from such an audio 

communication r~fths; IP addresses. Plus, rr··ilson does not suggest playing an audio list of C\··en. 
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one rP address to a lJSer of one of the dial pads 201-203., hut instead spccificaHy discloses tht~ 

3. Clairns 36y38 and 40 are not properly· n;:ji..~cted under 35 U.S. C. § l03 ~ls being 

m1patentabic O\\~r JVilson in vit:~w of Guy. /\pplkants respe,:tfu11:{ traverse tb.est~ rejections h1r 

These thregoing ieatmes ofdispla:jling a List of L\Ns on the IP tel(ophon'~ is also recitt'.d 

in Claim :36. A.s a result, Chin! 36 is also patentable over the Cited prior art, sine~; tht~ Examiner 

has t~~ilt..:d w pruvl: ~~ prime.kcie case of obvionsni..~Ss in rcj~:.:cting these claims. rn the Exarni.ner's 

rejections, tb:.: Examiner mcrd)' rcgurgitatt:s the claim langtlagc v-.-'ithout pointing to a teaching 

within the referent.cs of such daim lirnitations. Fig. 5 and col1.nnn 7, lines 45-67 of H'i'lson do 

mJt teach or suggest :.:;uch lirnitaiions, Clain1 36 furtlwr recites the disph.ry of such a list of LAN.s 

js dom:.~ in n:sponse to the receiving a first touch input from a user on the telephone. There is no 

discussion vvithin i}7lson, ·Or ~~ combination of rt>'i/son and Guy, of ~l us(~r rnaking a request for a 

list of LANs. Note h.trther, that C1aim 36 n.~cites that the IP telephone is net\.vorked into a first 

LAN. As noted abovt:.\ W'iison does not teach or suggest that the dial pads arc h1 LANs. Claim 

36 then recites that a st.~cond touch input hom the user ,.vill result in the display· of a list of 

tekphonc destinations thai are acn .. ~ssible from the second LAN. As noted abO\'\\ this daim 

!imitation is not taught or suggt~sted \·Vithin fVU:wm, or H7/.wm combined \vith Guy. Ciahn 36 

then goes on to recitto that a third touch input results in an automatic dialing ofone of the 

destinations acccssihk Jh.nn the second LAN, As noted previously by Applicants, such an 

autornatic diaHng pnKcss js not taught or suggested by the nderenl~es. 

Clairn 36 also recites that the displaying steps further recite a step of sending a message 

fhm1 lhe first LAN to the second LAN requesting the second list 'This is not shmvn or discussed 

<my\vherc ·within tht. references .. The Exaininer attt1J1pts to O'it~rcomc a deficiency in the 

wachings of J.Vilson \Vith regard to this limitation und the next one by refe1Ting to Guy. Guy 

l 00. Then~ is no disdosure in G£~}' of \Vhere such a .rnaster directory is located \V.Jhin the 
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nen.vork 100. It needs to be remembere-d that such a server code c•nly identifies a device that is 

coupled to a PBX that comrnnnicates \V1tb tlu.~ telephones in a net\vork AdditionaUy, a List has 

.not hec.n st:nt ac.ross the \VAN to the f1 !e server 112, hut instead a single scn·cr code is senL The 

c:bim spcdfiet:.Hy redk~s that a list of t•dcphonc destinations accessible hom a ~K~::::ond Ll'..N is 

requested. and rctrievt:s it from the second LAN. The Exan1iner then goes tm to assert, w.l.tbm!J 

~,~h .. h,lf~i;:~'Q5~:il?.INfl, fhat 1t would. ha\'e beer! obvious to supply the internet databast in fVilson fro1n 

l.ocal directories stored in each respective LAN segt11t.~nt of a network as shown by· G1.1}', thereby 

inst!ring that the internet master director)" is up to date. 

First of a.H, '\.vithotlt sorne objective ~upport f(.lr such an a:-;scrtion, the Exmni.ncr's 

obviousn1.~ss conclusion is w·ithout merit and cannot support his cornbination of the references to 

arrive at tbe dairncd invention. The Examiner is required to pHn:e such a suggestion by 

objective evidence. }~x ,om·t{? Le>,>engood, 28 U .. S. P .Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993): 

Ashland CJil, lnc. v. Delta Resins and R4'n'lctories, !nc., 776 F.2d. 281, 227 l.J.S.P.Q .. 657 (Fed. 

CiL ! 985). The I ega! conclusion of obviousness must b(;~ supported b)' t~K:ts. Graham v. John 

Deere & Co., 383 U.S. 1 ( !966) .. A rejection based on§ 103 dcady rnust rest on a f[u;;tual basis, 

and these fl1.cts must be interpn .. ~tcd \)i,'ithout hindsight reconstruction of the invention from fhe 

prior art. 'The patentability of an inventjon is not to be viev.-ed w·ith hindsight or "vievvcd alk~r 

the even: .. '·' Goodyear CompanJ' v. Ray-0-.Vac Company, 321 U.S. 275, 279, 64 S.Ct. 593, 88 

L.Ed. 721 (1944). Instead nf relying upon ohjecti\:e evidence to support the Examiner's 

assertion, th~ Examiner has merely supported such an obviousness rejection w·jth th'~ E'.'o:.arniner's 

o-,..,.'n opinion, t;vhieh is quite .;.:!early not objecthT evidence as is required by the case law. 

Secondly, kFJbon does not teach or suggest other LANs because !Filson does not shO\v 

other LANs ha, ... ing t,:k~pbone extensions conm:~cted thereto whereby a list is stored \Vithin such 

LANs tbr sending to update the directory database 232. Nor does f.Fitson sugg,~st that such a 

process can be inrpkmcnted. Furthennore, Guy merely teachc~-> that a directory manageinent unit 

\\-'ill update its unit of ser>/er codes .,·vhen it receives one. There is also no teaching or discussion 

in C!u.y of going out and retrieving such lists of ~~xtensions <;;onnected to other LANs; or such 

LJ\Ns sending such bsb ofattached telecornrnunication extensions to other LANs \Vithin the 
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network. Tbw3; tht;;n.~ is no support for tbe Exan1iner's assertion that it '>Vould hav·e been 

athra.ntageous and obvious lbr the database 232 in H-Ilson to be updated by all of the various 

LA,Ns to l.msure !hat 1t is directory is up~to-datc. Further, Clain1 36 is patentable for sirnilar 

reaso·ns as g·i\-'e.n. for (~lai.rns 1~3~ 5~6 and 8. 

Oain1 37 rc(itcs scroHing through the tlrst !isL Tb.1s first list is a list -ofLi\Ns. First of 

aH, such a list ofL/\Ns is no\vht~rc to be taught or sug___ges.ted \Vithin either oftbe references or 

their co1nhinatiotL S(:cond1y--, th~r(~ is no tea1.:hing or suggestion ibr scrolling through such a Est 

of Li\Ns. i\S a result oft!w foregoing, one skilled in the art at the time the in\·emion \vas made 

\Vould not bwc been able to recreate the claimed invention in vic'v of the cornbination oftht:~ 

Date: 

Fish & Richardson P.C. 
One Congress Plaza. 
Suite 81 (l 
111 C~c~n.gJeSs !\ ve·nue 
_1\.usdn, TX 787{}1 
Tdcphone; (512) 472--5070 
.Facsi111ile: (877) 76~) ... 79<~5 

Respectthlly submitted, 

~~::::;;;;;z~; 
....... K·env K, Kordz:i]t,/' 

t' 'R.eg:·No. 3(),,.541"'' 
''::. ......................... -.-.······'"··--·····'"' ........ -. ................ / 
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Appendix c·f Claims 

1. An inthrmuHon handling system comprising: 

a rkst !ocal area nehvork ("LAN!'); 

a \'<'icic anm rH.'twork ("\VA,N") coupling the tlrst LAN to the second LAN; 

n first te1ecomnmnicatio.ns device coupled to the f1rst LAN; 

a plurality of telecommunications extensions coupled to the second LAN; 

the first L,-\.N including first circuitry for enabling a user of tlK~ first tdecommu.nications 

device to observe a l1si oftht.~ plurality ofti.~lecommunications ext(~nsions; <Uld 

the first L.i\N incl.uding second circuitry· for autmnatica!Jy calhng one of the pluralit-y of 

tdec.ornrnu.nicat.ions extensions .in n.~sponsc to the user sdecting nne of the plurality of 

telecornn1tmicntions t~xtensions from fhe observed Ust, wherein the Hst of tbe plurality of 

tek<:olTHTH.mieations t~xtem;ions is stored. in a server in the second LAN, ru1d is accessed by tht~ 

fi.rst circuitry across the \VA..N, 

2, The system as reeit,;,:d in ;;,~laim 1, vvh~rdn ;;,:mnmunication among the Erst L/\N, 

second LAN, m1d \Vi\N nses an IP protocoL 

3, The systen1 as recited in dai"m 2, \vherein the hst of the plurality' of 

tehx.:ornrnu.nicutions c:xtcns.ions iS displa)red to the: user ofthe first te!cC<)!11!111..l!1ications device, 

4. An inkmrwtion handling system comprising: 

a first bcal area netvvork CLAN''); 

a second L/\N: 

a wide area nct\'vork C'\VAN ") coupling the first Li\N to tht~ second Li\..N; 

a Hrst td1..~conmmnications dcvi\..x~ coupk~d to the first Ll'\N; 

a plurality ofteleeonnTlunications exh.~nsions couplt~d to the second LAN: 

the first LAN including first circuitry for enabling a user of the first telecommunications 

devii.Xl to observe a list of the pturahty of telecommunications extens1ons.: and 
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the first L/\N in;::.!uding second circuitry for automatically calling one ofthe plurality of 

tclecormmmicntions cxh.msio:ns in rt.~sponsc to the us<.~r selecting one of the plurality· of 

tdecommun!cations extensions from the observed llst, \;,··herein cornmunication (~mong the l].rst 

LAN, second LA.N, and \VAN uses an 1P protocol, vvhcrcin the list of the plurality of 

teleconnnunii.:ations extem:dons is pLayed as audio to the user ofthe first tdccommunkations 

5. The sys1:crn as recited in claim 3, wherein the first tdeconunun1cat1ons device is an IF 

telephone having a display for showing the Jist of the pluraLity of tekcormrn.micaUons extensions, 

"<vhere1n the second z:ircuitry includes ~l key for enabling the user to tacitly scl(.>cting ont.~ of the 

pluraLity of tdecoin.rnunicatirms extensions frnrn the displayed list. 

6, The system, ns rccit(;.Xl in claim 5, wh<:~rein the tactile selection of one of the plurality of 

tebxn:nm.tmiealions extensions from the disp1ajitxl1ist by the user results in an initiation of a caH 

tl'orn iht.~ i~itst teleco:nununications device to the selected one of the plurality of 

tclecmrnnunicatinn~ extensions acri)SS. the \VAN. 

8. /\n information handling syskm comprising.: 

a \\··ide area nct;,vork CWi\Nn) coupling the first LAN to the second LAN; 

a first tek~communications de'-/lce coupled to the first LAN; 

a plurality c,ftckcormnunications extensions coupled to the secnnd L\N; 

Hw first LAN inx.Juding first circuitry t~1r cnahhng a user ofthe first tekc:omrnunications 

dtwi(~.e to observe n hst of tht~ plurality of telecommunications extensions; and 

the first LAN induding second circuitry for automatically c:alli.ng one of the plurality of 

tdccornlmrnications extensions in response to the user selecting one of the plurality of 

tck':commtmic.utizm~ extensions tl'om the observed list, \vherein communication arnong tlx~ first 

LAN, second LA .. i'-1, and \Vi\N uses an 1P protocol~ \Vht:a'ein the List of the pluraLity of 

telecornmunicahons extensions 1s displayed to the user of the Jirst tdecomrnunic;Itiom; device, 
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\Vhcrein the first tdecornmunications device is an IP telephone having a displ.ay for sho\-ving the 

list ofthe plurality oft(~k~comrnunications cxhmsions, wherein the st~C<>nd circuitry· includes a 

h7 thr enabling the user to tacitly selecting one of the plurality oftdccotmnunications 

extensions t}orn UK~ displayed List, wherein the tadilc sdcct1on of ont~ of the p1uxality of 

tdeco.mrnu.nicaticm::: cxter:c:;ions frorn th;: displayed hst by the user resu1ts in an initiation of a cal! 

fr<Jm the i1rst tdecomrm.lnications device to the selected one of the plurality of 

telecommunications extensions across the \1.//,.N, wherein the list of the plurality of 

tclcconununkations t.~xtens1on~ is stored in u server in the stx:ond LAN, and is accessed by the 

first circuitry across the \VAN. 

9. The systern as rt~citcd in claim 8, wherein the first teJccomrmmications tk~vice indwk.s 

cin.:uitry h.1r enabLing the user to scroll through the displayed bst oft.he plurality of 

10. The system as red ted in claim i, t\.n-ther comprising: 

a third LJ\ N eouplcd to the hrst and second L/\ Ns via the \\.'/J... N; und 

a phrrality .of telecorrnnunications exti:;nsions cuupkd to the third LA .. N, the first LAN 

including circuitry br enabling the user to sdect het\veen observing the list of the plurality of 

tekconmrunk:ations exi.em.->ions coupled to the second LAN or observing a !1st oftht.: ph.rrality of 

tekco.rnmun.ications extensions cuupled to the tllird LAN. 

17. An information handling system comprising: 

a first local art~a nt~t\vork ("Ll• .. N") operating under un lP protocol; 

a first lP td.t~phone coupled to tb.c .first LAN, the first lP telephone ha·ving a display and a 

set ofkt}'S t'i.?r cnah!ing a us~r to enter inputs; 

a i:lcco.nd Li\N operating under th{.~ fP protocol; 

sccomi and third tdcphonc extensions coupled to U1e st:cond LA .. N; 

a 'Nide area .nct\vnrk ("W/\N") operating under the IP pmtocol coupling the first LAN to 
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UK~ first LAN including Erst l;ircuitry thr enabling a user oftht~ first lP telephone to '<-·ie\v 

a list including tiK~ s~::cond and third telephone extensions, wherein the list is stored in ~t server in 

the: second L\N, and is accessed hy the first circuitry across the \V/\N. 

18. Tbc sy-sten1 as recited in clahn 17, further comprising; 

the Erst LAN including second circuitry f()r automatkal!y· ca!1ingthe second tele11hone 

extension in rcspom>i..~ to the user selecting the sf.~cond telephone extension tr·on1 the \-'it.~\ved list. 

19. The s.ystt~In as recited in dairn 18, wherein selection of the second tdephone 

extension from the vic\vcd llst by the user 1s ac.compllshed by sck1..:tion of one of the set ofh~ys, 

20. 'Th.::~ system as recited in cbim 19., \vherein the selection of ont~ of the set of key's 

results in an inHiation nf a call from the first IP telephone to the second telephone extension 

22. ·rht~ syste:m as recited 1n claim 17, \:vlu~rein the first IP te!ephon(~ inc!udes drct.dtry.' 

1-hr enabling the user to scroll through the lhsplayed l1st. 

23, The sy·stern as recited in dairn 1, further comprising: 

a third LAN coupk~d to the first and second LANs via the WAN; and 

a p1vrality oftckphone extensions coupled to th(~ third LAN, tht~ first L/\N including 

circuitry for endJling the user to select bct1.vcen vicvving the list of the telc.~phone cxtt.~nsions 

coupk:d to the second LAN or '<iiev<ing ~llist of the plurality oftt~lcphonc t~xt~.:~nsions coupted to 

the third L .. AN. 

24. In a tekcornmunicaticms system comprising a first IP telephone coupkd to a first IP 

StT"<'·er \Vithin a Hrs1. L_AN, second and third telephone extensions coupled to a second IF sero;.~'er 

'<-Vithin a second Li\N, and a WAN CJ:.Htpling the first LAN to the second LAN, the first LAN, the 

second LAN, and thr. \V'.AN communkating using an IP prottKoL a n1ethod cm:nprising the steps 

of 
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in response to sdc.:.:tion of a first input on the first IP H.:lephonc, dispb;,-ing on the first lP 

telephone a list d teh:vhone destinations stored in the second lP se:rver., '-'>'1H .. m~1n th;;.? list of 

telephone destinations is commtmk:ated from tlu.~ second !P server over Hw \VAN to the Erst !P 

telephone; and 

in rcsponst:; to sded.ion of one of the tdcphonc destinations !rom the displayed list, 

autornaticall;' dialing the selected nne of the telephone destinations D.:Jr a comn1unicationt~ Enk 

bcnveen the first lP telephone <md the selected one of the telephone destinations. 

25. The method us rtlcited in clairn 24, '>-vhcrcin the selection of one of the tclcphon.:.: 

dc:st.inations fhnn the d.tsplayed !ist is perfor.rned in response to selection of a s~cond inpm on the 

first IP t;;.~kphonc by a user. 

26, The rnethod as r-z~cited in claim 25, \·vhcrein the first and second inputs arc the same 

key button on the first IP telephone. 

27. The JYlCthod as recited in claim 24, •vherdn the telephone destim.l.tions include the 

second and third tdcph(HW extensions z:ouph.!d to the se\.:ond 1P SCl.vl'L 

28. Th;;.: 1nethod as ri..~{~itcd in claim 24, \Vhert~in the telephone d'~stinations include 

tdephow:.:~ extcm~l\ to the system. 

29. The method as recited in claim 24, wherein the syshm1 iw:;ludes a third LAN eoupkd 

to the first and second L\Ns via the WAN, further comprising the steps of: displaying on 

the firsl lP telephont~ a list of LANs coupled to the WAN, induding the second and third LANs; 

and 

pcdimn1ng the step of displa:ying th{.~ hrst 1ist in response to selection of the second LAN 

from the displayed Est ofLi\Ns, 

XL ,A, tdtx:ommunkations syst~;rn ctwnprising: 

a ±!rst 1P tdcpbon'~ coupled to a first IP server \vithin a first LAN; 
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second and third tdc~phone extensions coupled to a second IP server v:,,hhm a second 

u \'li\N coupling tht~ first LAN to the second LAN, the first LAN, the second L.J\N ~ and 

the WAN ctnnrnunic:.ating using an lP protocol: 

means frw displaying on tbe first JP telephnne a hst of telephone destinations stored in the 

second lP sen.'er in n.$ponst~ to sdection of a first input on the first lP tdephone, \Vhercin the list 

oftekphonc destkations is connnunicatcd from lhe second IP server crver the \\TAN to the first 

means f(x autrnnatieaUy diaLing the sdectcd one of fhe.tc!cphonc dcsbnati.ons fi:u· a 

comn1tlnit..~ntions link behveen the first lP tt.~lcphzmc and the selected. one of the tdcpho.n;;.~ 

destinations in n.:spoml.t~ to selection of one of the telephone destinations from the displayed Hst. 

3 i, The system as recited in claim 30, 1.vhcrein the selection of one of the telephone 

destinations lrmn the displayed list is perfonm:.~d in response to selection of a sccnnd input on the 

3L Tbc systcnl as recited i.n claim 31, \Vhcrcin the t1rst and second inputs are the same 

key button on the first W telephone, 

33_ The systc_m as recited in da1m 32, wherein the telephone dcstinaticrns 1ndude th'-~ 

:.<ccond and third tdeDhone extensions counlcd to the second IP servec 
' ' 

34. The S)'Siern as recitt~d in c!airn 32, \Vht~rt~in the tdcphonc ~kstinatiom: irH.Juck: 

35. Tht.~ S)-'SWm as redted in claim 31, fiJrther comprising: 

a third L.AN coupled to the t1rst and second LANs v"ia the \VAN: 

means for displaying nn the first JP telephone a Bst of LANs coupled to the WAN, 

inchxling the St.;X\md and third L\Ns; a.nd 
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rneans .E)r d1splay1.ng the first list in response to selection of the se,;ond L/\N from the 

displayed list of Li\Ns. 

36. /\method comprising the slt~ps of: 

rcceh,ing a first touch 1nput from a user on an IP telephone that 1s nt~t\"vorked into a f1rst 

LAN operating undet an IP protocol; 

in response to receipt of the t1rst touch input, displaying on a display on the fP telcpho.ne 

a tirst list including second and third L/\Ns coupled to the first LAN, \Vhercin the second and 

third LANs operate under the IP protocol; 

rccdving a S"i..\.:ond tom.:h input !Torn the user on the IP telephone; 

in response to receipt of tJw second touch input, display·ing em the display on the IP 

telephone <'l second list oftdephonc destinations accessible frorn the st~cond LAN; 

receiving a third touch input iiom the user on the !P telephone; and 

in response to nx:dpt ofthe third touch input, automatically dialing one ofthe telephone 

destinatirm.s acce~sib1e frorn the second LAN for a c:ommunications connection bct\VCen the o:H.~ 

of the tekphone destinations and the IP tekphonc, wherein the step of displaying on the display 

on the fP telephnrw the second list t\Hi:her includes the steps of: 

s;;..~nding H message fn:m1 the first LAN to the Sfxond LAN n;xjucsting the second bst; and 

receiving the second list from the second LAN to the first LAN. 

37, 'T11;;.: nwthod as rt~cited in dain1 36, before the step ofrceel'<-'ing the second touch 

input, further (:ornprising tbc steps of receiving a f{)urth touch input from the user on the IF 

h:~lephone; and in response to receipt of the fburth touch input scroHing through the ilrst iisL 

38. The method as recited in claim 37, bdim..o; the stt~p of receis,,ing the third touch input, 

further comprising tht: steps of reccl·ving a t!tth touch input from the user on the IP tdtvhone; 

and in response ti) n:cdpt of the fifth touch input, scrolling through the second list. 

40. The Jncthod as recited in claim 36, \Vhcrcin the f1rst, second, and third L/\Ns arc 
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W:.!].LJENCE APPENDIX 

No evidenc~; was subrni!tcd pu.rsuanlto §§ 1.130, 1.131, or 1.132 of 37 CF.R. or of ~my 

other ev1denc:e entered b:y the Examiner and relied upon by A.ppdlants in the ,<\ppc.~lL 
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Appellants appeal under 35 U.S.C. § 134(a) (2002) from a final 

rejection of claims 1-6, 8-10, 17-20, 22-38, and 40. Claims 7, 11-16, 21, and 

39 have been cancelled. We have jurisdiction under 35 U.S.C. § 6(b). 

We AFFIRM-IN-PART. 

Introduction 

According to Appellants, the invention relates to use of Voice over 

Internet Protocol ("IP") technology to transmit voice conversations. In the 

invention, a user can observe and dial numbers from lists that are stored in 

the Voice over IP system. (Abstract; Spec. 1, ,-rTechnical Field). 

STATEMENT OF THE CASE 

Exemplary Claim 

Claim 1 is an exemplary claim and is reproduced below: 

1. An information handling system comprising: 

a first local area network ("LAN"); 

a second LAN; 

a wide area network ("WAN") coupling the first LAN to 
the second LAN; 

a first telecommunications device coupled to the first 
LAN; 

a plurality of telecommunications extensions coupled to 
the second LAN; 

2 
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the first LAN including first circuitry for enabling a user 
of the first telecommunications device to observe a list of the 
plurality of telecommunications extensions; and 

the first LAN including second circuitry for 
automatically calling one of the plurality of telecommunications 
extensions in response to the user selecting one of the plurality 
of telecommunications extensions from the observed list, 
wherein the list of the plurality of telecommunications 
extensions is stored in a server in the second LAN, and is 
accessed by the first circuitry across the WAN. 

Prior Art 

Stuntebeck us 6,065,016 May 16,2000 

Guy US 6,298,057 B 1 Oct. 2, 2001 

Wilson US 6,829,231 B1 Dec. 7, 2004 

(filed Dec. 31, 1996) 

Rejections 

(1) Claims 1-3, 5, 6, 8-10, 17-20, and 22- 35 stand rejected under 

35 U.S.C. § 103(a) as being unpatentable over Guy and Wilson. 

(2) Claim 4 stands rejected under 35 U.S.C. § 103(a) as being 

unpatentable over Guy, Wilson, and Stuntebeck. 

(3) Claims 36-38 and 40 stand rejected under 35 U.S.C. § 103(a) as 

being unpatentable over Wilson and Guy. 

We have only considered those arguments that Appellants actually 

raised in the Briefs. Arguments Appellants could have made but chose not 

to make in the Briefs have not been considered and are deemed to be 

waived. See 37 C.P.R.§ 41.37(c)(l)(vii)(2009). 

3 
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ISSUE 1 

35 U.S.C. § 103(a): claims 1, 3, 8, 9, 17, 22, 24, 29, and 30 

Appellants assert their invention is not obvious over Guy and Wilson 

because Guy teaches a caller on a first telephone dialing digits associated 

with a destination telephone (App. Br. 10). According to Appellants, Guy 

teaches only that the server code accessed from the master director is only 

associated with the specific central site unit (CSU) (id.). 

Thus, Appellants assert, Guy does not teach or suggest that a list of a 

plurality of telecommunications extensions coupled to the second LAN is 

provided to the user of the first telephone for observation (App. Br. 10-11 ). 

Further, Appellants argue Wilson teaches a device that allows access 

to the internet; one of the devices to have audio communications with 

another device over an internet channel whereby a connection is made 

between the devices using typical IP internet addresses; and if the IP address 

is not known, using an internet search engine to browse an access database 

on the internet and display the address so the user can enter the address to 

establish the connection (App. Br. 14). Appellants argue Wilson does not 

disclose a LAN (App. Br. 11-15). 

Issue 1: Has the Examiner erred in finding the combination of Guy 

and Wilson would have taught or suggested "a first LAN ... for enabling a 

user of the first telecommunications device to observe a list of the plurality 

of telecommunications extensions" and "the first LAN ... for automatically 

calling one of the plurality of telecommunications extensions in response to 
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the user selecting one of the plurality of telecommunications extensions 

from the observed list, wherein the list of the plurality of 

telecommunications extensions is stored in a server in the second LAN" as 

recited in claim 1? 

ANALYSIS 

We agree with the Examiner's findings and conclusions (Ans. 10-14). 

Specifically, Appellants have not persuaded us the Examiner erred in finding 

Guy would teach or suggest all the claim limitations except the ability of the 

calling user in a first network to observe a list of extensions in a second 

network and automatically calling one of those extensions in response to the 

user selecting an extension from the observed list (see Ans. 11 ). For 

emphasis we note Guy discloses a first network that can access a directory 

stored on a second network (Fig. 1; col. 9, ll. 20-26; col. 10, 1. 58 to col. 11, 

1. 8). We also agree with the Examiner that Wilson teaches or at least 

suggests that a user observes a list of the plurality of telecommunications 

extensions and automatically calls the chosen number (Ans. 12-14). Wilson 

teaches that Internet addresses can be stored on a user database that is on a 

different network than the caller (Fig. 4; col. 7, 11. 48-53). Wilson also 

teaches or at least suggests that a caller is presented with names of 

qualifying callees (col. 8, ll. 8-15). The caller may select the intended 

caller and complete the call to the address (id. ). Thus, Wilson teaches or at 

least suggests allowing a user to observe a list of the plurality of 

telecommunication extensions and automatically call the selected 

telecommunication extension. 
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We agree with the Examiner that Appellants are arguing the 

references individually (Ans. 10-11 ). Specifically, it is apparent from the 

Examiner's line of reasoning in the Answer that the basis for the 

obviousness rejection is the combination of Guy and Wilson. One cannot 

show nonobviousness by attacking references individually where the 

rejections are based on combinations of references. See In re Merck & Co., 

Inc., 800 F.2d 1091, 1097 (Fed. Cir. 1986). 

As to Appellants' arguments that Wilson does not teach a LAN, the 

test for obviousness is not whether the features of a secondary reference may 

be bodily incorporated into the structure of the primary reference; nor is it 

that the claimed invention must be expressly suggested in any one or all of 

the references. Rather, the test is what the combined teachings of the 

references would have suggested to those of ordinary skill in the art. In re 

Keller, 642 F.2d 413 (CCPA 1981) (citations omitted). 

Nor has Appellant shown that combining the teachings of Guy and 

Wilson in this manner would have been uniquely challenging or otherwise 

beyond the level of ordinarily skilled artisans. As such, we find this 

enhancement would have been obvious. See KSR Int 'l Co. v. Teleflex Inc., 

550 U.S. 398, 417 (2007) (noting that if a technique has been used to 

improve one device, and an ordinarily skilled artisan would recognize that it 

would improve similar devices in the same way, using the technique is 

obvious unless its actual application is beyond his or her skill); see also 

Leapfrog Enters., Inc. v. Fisher-Price, Inc., 485 F.3d 1157, 1162 (Fed. Cir. 

2007). 
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With respect to claim 30, Appellants argue the Examiner has not 

examined the claims in light of the "means-plus-function" limitations. As to 

the "means-plus-function" limitations, Appellants have pointed to 

corresponding structure in their Appeal Brief (App. Br. 6-7). As to "means 

for automatically dialing," those portions of the Specification to which 

Appellants point set forth very general structure. Appellants point to 

Specification page 22, ll. 4-24 as means for automatically dialing. (App. Br. 

7). The cited portions disclose the steps for choosing a callee including 

pressing a key to begin call processing. No specific structure has been 

identified and thus, "means for automatically dialing" may be generally 

construed as a key. Similarly, Appellants' citations to Fig. 8, element 810 

and pages 16, line 21 -page 17, line 26 generally describe a display as a 

display with no specific structure. 

To meet a "means plus function" limitation, the prior art must (a) 

perform the identical function recited in the means limitation and (b) 

perform that function using the structure disclosed in the specification or an 

equivalent structure. See Carroll Touch, Inc. v. Electro Mech. Sys., Inc., 15 

F.3d 1573, 1578 (Fed. Cir. 1993); Valmont Indus., Inc. v. Reinke Mfg. Co., 

983 F.2d 1039, 1042 (Fed. Cir. 1993); Johnston v. IVAC Corp., 885 F.2d 

1574, 1580 (Fed. Cir. 1989). 

In light of Appellants' correspondence of general structure to the 

recited "means-plus-function" limitations, we find no error in the 

Examiner's findings that both Guy and Wilson teach or at least suggest the 

structure disclosed in the Specification and the identical function for the 

invention disclosed in the Specification and as recited in claim 30. 
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Specifically, both Guy and Wilson teach or at least suggest means for 

displaying on the first IP telephone a list of telephone destinations in 

response to selection of a first input on the first IP telephone, wherein the list 

telephone destinations is communicated from the second IP server over the 

WAN to the first IP telephone. Additionally, the combination of Guy and 

Wilson teaches or at least suggests means for automatically dialing the 

selected one of the telephone destinations for a communications link 

between the first IP telephone and the selected one of the telephone 

destinations in response to selection of one of the telephone destinations 

from the displayed list. 

Appellants presented no persuasive arguments or evidence that the 

Examiner erred in finding the combination would have taught or suggested 

the invention as recited in independent claim 1; commensurately recited in 

independent claims 8, 17, 24, and 30; and dependent claims 3, 9, 22, and 29, 

not separately argued. 

Accordingly, the Examiner did not err in rejecting claims 1, 3, 8, 9, 

17, 22, 24, 29, and 30 under 35 U.S.C. § 103(a) for obviousness over Guy 

and Wilson. 

ISSUE 2 

35 U.S.C. § 103(a): claims 2, 5, 6, 18-20, 25-28 and 31-34 

With respect to claim 2, Appellants merely recite the Examiner has 

not shown the combination of Guy and Wilson teaches the recited limitation 

(App. Br. 13). Appellant has failed to present substantive arguments and 

supporting evidence persuasive of Examiner error. See In re Lovin, 652 F .3d 
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1349, 1357 (Fed. Cir. 2011) (stating that interpreting 37 C.P.R.§ 

41.37(c)(l)(vii) to require a more substantive argument than a naked 

assertion that the prior art fails to teach limitation in order to address a claim 

separately, is not an unreasonable interpretation of the rule). Additionally, 

any arguments not presented are waived. See Ex parte Borden, 93 USPQ2d 

14 73, 14 7 4 (BP AI 201 0) (informative). 

With respect to claim 5, we agree with the Examiner that Wilson 

teaches or fairly suggests automatically dialing a selected extension from a 

displayed list (Ans. 5 and 12-13). 

We also agree with the Examiner's findings regarding claim 6 in that 

pressing a key is a tactile selection (Ans. 12-13). 

As to claims 18-20, Appellants do not present any arguments, but 

state that each claim is patentable for "reasons similarly given herein with 

respect to" other claims (App. Br. 19). For the reasons set forth above and 

because Appellants have not presented any persuasive evidence or argument 

specific to the recited limitations, the Examiner has not erred in finding the 

combination of Guy and Wilson would have taught or suggested the present 

invention as recited. 

With respect to claims 27 and 33, Appellants present no specifics, but 

instead, set forth conclusory statements unsupported by factual evidence 

(App. Br. 20). Mere attorney arguments and conclusory statements that are 

unsupported by factual evidence are entitled to little probative value. In re 

Geisler, 116 F.3d 1465, 1470 (Fed. Cir. 1997); see also In re De Blauwe, 

736 F.2d 699, 705 (Fed. Cir. 1984); and Ex parte Belinne, No. 2009-004693, 

2009 WL 2477843, at *3-4 (BPAI Aug. 10, 2009) (informative). With 
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respect to claims 25 27 and 31-33, Appellants have set forth that the 

Examiner provides no objective evidence of obviousness and traverse the 

assertion of what is well known in the art (App. Br. 20). We agree with the 

Examiner. 

As to claims 25, 26, 31, and 32, Appellants' argument that a first and 

second input are the same key button is unpersuasive. As clarified in KSR, 

the skilled artisan is "a person of ordinary creativity, not an automaton." See 

KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 421 (2007). Appellants have 

presented no evidence that using the same key button for two different 

inputs was "uniquely challenging or difficult for one of ordinary skill in the 

art" or "represented an unobvious step over the prior art." Leapfrog Enters., 

Inc. v. Fisher-Price, Inc., 485 F.3d 1157, 1162 (Fed. Cir. 2007) (citing KSR, 

550 U.S. at 418). 

With respect to claims 28 and 34, we agree with the Examiner that 

Wilson teaches or suggests the telephone destinations include telephones 

external to the system (Ans. 17; see also Fig. 5). Additionally, we find 

Wilson's storing of callee Internet addresses teaches or suggests that 

telephone destinations external to the system may be stored (col. 7, ll. 48-

53). Again we find that storing telephone destinations external to the 

network would have been within the skill of an ordinary artisan. 

Accordingly, we find Appellants have not shown the Examiner erred 

in finding the combination of Guy and Wilson would have taught or 

suggested the invention as recited in claims 2, 5, 6, 18-20,25-28 and 31-34. 

Thus, the Examiner did not err in rejecting claims 2, 5, 6, 18-20, 25-28 and 

31-34 under 35 U.S.C. § 103(a) for obviousness over Guy and Wilson. 
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ISSUE 3 

35 U.S.C. § 103(a): claims 10, 23, and 35 

With respect to claims 10 and 23 (App. Br. 18-19), the Examiner has 

not shown Guy, Wilson or the combination thereof, teaches or suggests 

enabling the user to select between observing the list coupled to the second 

and to the third LAN. Specifically, the Examiner has not shown with 

specificity where Wilson teaches or suggests that a user may select between 

observing two different directories (see Ans. 15). 

As to the arguments set forth for claim 35 (App. Br. 20-21 ), we find 

Guy discloses a directory that includes servers (col. 9, 11. 23-26) and Wilson 

shows a system with multiple networks. Thus, we find listing these as 

LAN s instead of CSU s or servers would have been within the skills of an 

ordinary artisan. However, the Examiner has not shown with specificity 

where the references teach or suggest displaying an initial list (list of LAN s) 

and then displaying another list (the first list) in response to a selection made 

from the initial list. 

Thus, the Examiner has not set forth a prima facie case for claims 10, 

23, and 35. Accordingly, the Examiner erred in rejecting claims 10, 23, and 

35 under 35 U.S.C. § 103(a) for obviousness over Guy and Wilson. 

ISSUE 4 

35 U.S. C. § 1 03(a): claim 4 
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Appellants are again arguing the references individually (App. Br. 21-

22). Specifically, Appellants argue that the limitation is "impossible in 

Guy" and not taught by Wilson and further, that Wilson "teaches away" 

from the present invention as recited in claim 4 (id.). However, the 

Examiner is relying on Stuntebeck as disclosing this limitation. Appellants 

have not provided any persuasive arguments or evidence to persuade us of 

error in the Examiner's findings. Further, Appellants have not shown a 

person of ordinary skill, upon reading Wilson, would be discouraged from 

following the path set out by the Appellants, or would be led in a direction 

divergent from the path that was taken by the Appellant. See In re Gurley, 

27 F.3d 551, 553 (Fed. Cir. 1994). 

Accordingly, we are not persuaded of error in the Examiner's 

conclusion that the invention as recited in claim 4 would have been obvious 

under 35 U.S.C. § 103(a) for obviousness over Guy, Wilson, and 

Stuntebeck. 

ISSUE 5 

35 U.S. C.§ 103(a): claims 36-38 and 40 

Appellants assert their invention is not obvious over Wilson and Guy 

because the Examiner has not shown all the limitations are taught or 

suggested by the combination of Wilson and Guy (App. Br. 22-23). 

Specifically, Appellants argue neither reference teaches or suggests making 

a request for a list ofLANs, a touch input, or automatic dialing (App. Br. 

22). Further, Appellants argue the Examiner has not provided objective 

evidence indicating that it would have been obvious to supply the internet 
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database in Wilson from local directories stored in each respective LAN 

segment of a network as shown by Guy and instead assert the Examiner is 

using hindsight (App. Br. 23). Appellants further argue Wilson does not 

teach or suggest other LAN s having telephone extensions connected thereto 

whereby a list is stored within such LAN s for sending to update the directory 

database, or Guy teaches retrieving or sending lists of extensions connected 

to other LANs (App. Br. 23-24). Additionally, according to Appellants, 

with respect to claim 3 7, the Examiner has not shown that either a list of 

LANs or scrolling through such a list is taught or suggested (App. Br. 24). 

Issue 5: Has the Examiner erred in finding the combination of Wilson 

and Guy would have taught or suggested the invention as recited in 

independent claims 3 6 and claim 3 7? 

ANALYSIS 

We agree with the Examiner's findings and conclusion and emphasize 

the following (Ans. 8-9). Specifically, Wilson discloses providing a 

directory of callee Internet addresses and displaying callee information (col. 

7, ll. 48-53; col. 8, ll. 8-13) and Guy discloses providing a master directory 

(col. 9, ll. 20-26). Thus, we find the references teach or suggest in response 

to an input, displaying a list and as set forth with respect to claim 1, 

automatic dialing. We conclude an ordinary artisan would have had the 

skills to provide a directory of LAN s- a directory of information- in 

response to a request. Appellants have not defined "touch input" and thus, 

we also find pressing a key is a touch input. We further agree that Wilson 

teaches or suggests selecting a callee from a list of potential users using a 
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keyboard (col. 8, ll. 8-15). We disagree with Appellants' argument that the 

Examiner used hindsight as the Examiner has articulated a reason with a 

rational underpinning to support the legal conclusion. In addition, 

Appellants have not shown that the combination was uniquely challenging 

or more than the application of a known technique to a piece of prior art. 

Additionally, we again note Appellants are arguing the references 

individually when the Examiner relied upon the combination of the 

teachings of Guy and Wilson. 

As to claim 37, Wilson teaches scrolling through a list (col. 8, 11. 13-

15) and thus, teaches or suggests "receiving a fourth touch input from the 

user on the IP telephone, and in response to receipt of the fourth touch input, 

scrolling through the first list" (see Ans. 8). 

Accordingly, the Examiner did not err in finding the combination of 

Wilson and Guy would have taught or suggested the invention as recited in 

claims 36 and 37 and claims 38 and 40, not separately argued. Therefore, 

the Examiner did not err in rejecting claims 36-38 and 40 under 

35 U.S.C. § 103(a) for obviousness over Wilson and Guy. 

DECISION 

TheExaminer'srejectionofclaims 1-3, 5, 6, 8, 9,17-20,22, and24-

34 under 35 U.S.C. § 103(a) as being obvious over Guy and Wilson is 

affirmed. 

The Examiner's rejection of claims 10, 23, and 35 under 35 U.S.C. 

§ 103(a) as being obvious over Guy and Wilson is reversed. 
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The Examiner's rejection of claim 4 under 35 U.S. C. § 103(a) as 

being unpatentable over Guy, Wilson, and Stuntebeck is affirmed. 

The Examiner's rejection of claims 36-38 and 40 under 35 U.S.C. 

§ 103(a) as being obvious over Wilson and Guy is affirmed. 

AFFIRMED-IN-PART 

tj 
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REQUEST FOR RE-HEARING OF APPEAL NO. 2010-000868 

This Request for Rehearing is filed in response to the Decision on Appeal, dated April 

23, 201, whkh affirmed all of the Examiner's rejections of the claims, except those for Claims 

10, 23. and 35. 

The PTO has the burden under section 103 to eslablish a prima facie case of obviousness; 

it can satisfy this burden only by showing some objective teaching in the prior art or that 

knowledge generally available to one of ordinary skill in the art would lead that individual to 

combine the relevant teachings of the references. In re Fine, 837 F.2d 1071 (Fed. Cir. 1.998). 

On appeal to the Board. an applicant can overcome a rejection by showing insufficient evidence 

of prima}(.lcie obviousness. In re Roujfet, 149 F.3d 1350, 1355 (Fed. Cir. 1998). 

In a review of PTO findings of fact, the reviewing entity shall hold unlawful and set aside 

agency action, findings, and conclusions found to be (i} arbitrary, capricious, an abuse of 

discretion, or otherwise not in accordance with law; or (ii) unsupported by substantial evidence. 

Dickirt.'J'O!l v. Zurko, 527 U.S. 150 (1999). The substantial evidence standard asks whether a 

reasonable fact finder could have arrived at the agency's decision. In re Gart .. r;ide, 203 F.3d 1305 

(Fed. Cir. 2000). Appellants assert that a reasonable fact finder would not. have anivcd at the 

decision of the Board. 

In several instances within the Decision on Appeal, the Board stated that Appellants 

argued references individually. However, apparently the Examiner was allowed to usc the prior 

art references individually to show how cerlain Hmitations were taught by those references. 

Appellants' arguments simply \l.i·cre traversing the Examiner's interpretations of the individual 
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referew.:es and how such references did nm teach or suggest the Iirnitations in the mmmer that tbe 

Examiner was asserting. lf an Examiner uses a single reference to show where a limitation is 

taught or suggested v-·ithin the prior art, then Appellants should be able to traverse such an 

assertion by simply showing how the reference does n.ot teach or suggest that particulm· 

limita!ion. [t should he noted that an applicant. may spedfically challenge an obvious rejection 

by showi.ng that the Board based its obviousness determination on incorrect factual predicates. 

In re Routf"et at l 455. Appellants further address the foregoing in several instances hereinafter. 

On page 6 of the Decision on Appeal, the Board asserts that Appellants have not shown 

that combining the teachings of Guy and Wilson would have been uniquely challenging or 

otherwise beyond the level of ordinary skiJied artisans. Appellants disagree. Throughout 

Appellants' arguments on pages 8-12 of the Appeal Brief, Appellants provided arguments as to 

why it would be difficult to combine the references because of various teachings within each of 

the references that woul.d make such a combination difficult. These arguments were not merely 

arguing the references individually, but instead were arguments presenting reasons why one of 

ordinary skill in the art would not combine the references because the references had particular 

features that would not lead one of ordinary skill in the art to the combination of the references. 

All of these arguments were ignored by the Examiner and the Board contrary to MPEP 

§707.07(1). 

More specificaiJy, on page 12 of the Appeal Brief, Appellants provided several 

arguments as to how the combination of the references would not arrive at the claimed invention. 

but the Board decided to completely ignore such arguments in its decision. Instead, the Board 

decided to side with the Examiner's very )l.)osely reasoned arguments. The Examiner's line of 

reasoning is merely hts own opinion, and Appellants' arguments against such lines of reasoning 

should he given equal weight Moreover, Appellants respectfully assert that such an action by 

the Board is absent of any full and reasoned explanation, and is not a sound decision. In re Lee, 

277 F.3d 1338 (Fed. Cir. 2002). In fact, such an action by the Board is arb.itrary. 

Claims l, 4. 8, 18, 24, 30, and 36 all recite that circuitry or a method implemented within 

circuitry automatically call one of the plurality of telecommunicat.ions extensions in response to 

the user sclcct.ing one of the cxtensiom.; from the observed list. The Board detem1ined at the 

bottom of page 5 of the Decision on Appeal that Wilson teaches or at leasl suggests such a 
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functi.onality. The Exam.iner in rhe Examiner's Answer admitted t.hat Guy docs nol meet this 

clairn limitation, but that it was met by Wilson. On pages l 0-·11 of the A.ppcal Brief, Appel.lants 

provide rheir arguments as to how Wilson does not t.eaeh an ability t.o automatically perform the 

dialing process in response to selection of a name on a displayed list hy the user of the dial pad 

50 pressing some sort of button to st~lt~ct one of the mtmes. The Board <Uld the Examiner have 

completely ignored this argument, and have not addressed Appellants' arguments in any form or 

fashion, except for the starement on page 9 of the Decis.ion on Appeal with respect to Claim 5, 

where the Board agrees with the Examiner that Wilson teaches or fairly suggests automatically 

dialing a selected extension fmm a displayed list. 

In response, Appellants respectfully assert that they provided very good arguments as to 

the interpretation of the teachings of Wilson. The Examiner disagreed :md provided his own 

interpretation. This Board merely stated that it agreed with the Examiner without. providing any 

explanation as to why the Examiner's interpretation was believed or considered correct over 

Appellants'. Appellants respectfully assert that this Board cannot merely state that it agrees with 

the position of the Examiner without providing a full and reasoned explanation as to why the 

Examiner's interpretation was more correct that Appellants. Otherwise, the Board's decision is 

not a sound decision. In re Lee, 277 F.3d 1338 (Fed. Cir. 2002). In fact, such an action by the 

Board is arbitrary. For such an important limitation that distinguishes the claimed invention 

from the prior art, Appellants deserve more than a three line aft1rmation of the Examiner's 

rejection by the Board. The decision on patentability must be made based upon consideration of 

all the evidence, including the evidence submitted hy the examiner and the evidence submitted 

by the applicm1t. MPEP §2142. A decision to make or maintain a rejection in the face of all the 

evidence must show that it was based on the totality of the evidence. ld. 

Moreover, the Examiner's argurnents on pages 12-13 of the Answer are full of 

assumptions and not facts. For a prima .facie case of obviousness to reject a claim, it is the 

burden of the Examiner to prove such a prima focie case of obviousness with facts and objective 

evidence, not ~L;;sumptious. If Appellants can show that the Examiner's facts. evidence, and 

arguments are 11awed, then t11e balance of the decision should go to Appellants, not the 

Examiner. rt is not the burden of Appellants to show that their claim is patentable; instead, it is 

the burden of the Examiner to show that the claim is not patentable. Appellants do beJieve that 
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they have shown that the Examiner erred in his obviousness rejection, and did not set forth a 

prim.afacie case of obviousness. 

More specifically with respect to the cited portion of colurnn 8 in Wil,vrm cited hy the 

E:\amincr, a caller selecting from a scrolled list of potential users does .not in any way teach or 

even suggest. in a spcdfically sufficient manner that such a selection is ped(.lrmed v.rith key 

toucbes into a devi.cc that will then automatically dial the selected callee. Wilson .in cohmm 2, 

lir11.:~s g. .. 9 making the assertion that it is not appealing for a user to have to remernhcr to enter 

digits does not in any way prove the Examiner's position. Note that Wilson stated that it was not 

appealing to remember and enter the digits. If the IP address is displayed, then that alleviates the 

need to remember the address. This statement in Wilson does not suggest automatic dialing, but 

is merely directed at the user not having to remcrnhcr the looked up address. The Examiner's 

assertion that Wilson's disclosure tlutt the caller then has the option of completing the call to the 

address does not say anything about using the keyboard, and requiring manual keyboard entry 

for connecting to the searched caller does not in any way support the Examiner's position that a 

manual entry would not he used. Appellants noted on page 11 of the Appeal Brief that Wilson 

disclosed the user dialing the selected callee. Column 9, lines l-4. This language is describing 

the process t1ow in Figure 6 of Wilson. Step 386 specifically states that the "User Accepts 

A.ddrcss and Dials." A user dialing is well-known for indicating that the user is performing a 

process of entering a callee's number to call the callee. Wilson nowhere teaches or suggests that 

the device perfonns such dialing. which would he in an automatic manner, i.e., without the user's 

help, upon acceptance of the address. The preponderance of tJ1e evidence supports Appellants 

interpretation and not the Examiner's. The legal standard of ''a preponderance of evidence'' 

requires the evidence to be more convincing than the evidence \Nhich is offered in opposition to 

it. MP[i.P s2142. To not fully evaluate Appellants' m·gurnents is arbitrary by the Board. 

Furthermore, the Examiner's interpretation of Wilson is broadening the teachings of 

lrilson beyond the four corners of that reference, which is essentially using hindsight reasoning 

gleaned from Appellants' application. fn fact, the Examiner's interpretation is essentially 

reading !imitations into the Wilson disdosure that are not actually there. A reference is good for 

teaching or suggesting what it actuatly discloses. If an Examiner is going to broaden such a 

teaching, then this cannot be based solely on the Examiner's unsupported opinion. 
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Rcgard.ing Claim JO, the Board only refers to Appellants' citations in the Specification of 

page lines 4--·24: r:IG. 8, element 810. and page 16, line 21··-page 17. line 26. This is not all 

of the language in the Specification that pertains to and supports the limi.t.ations in Claim 30. lB 

the Second Supplemental Brief On Appeal, the Board is respectfully requesled to rder to pages 

6····7 where /\ppd.lants atso cite page 16, line 21--·page 18, line 20. and page I 8, line 2l····page 20, 

line 24 of the Specification for support of Claim 30. Furthermore, Appellants also cite to 1::10. 

11 and page 20. line 25-page 22, line 11. Appellants a.lso cite to FIG. 12, and page 22, line 12-·· 

24 along with a citation to page 22, lines 4-24. 

Therefore, there is significantly more of the Specification that Appellants cited to in 

suppott of Claim 30 just within the Smnmary in Appellants' Appeal Brief, which this Board has 

ignored. Within all of those citations, there is significantly more disclosure for support of these 

"means plus fun<.:t.ion" limitations. For example, FIG. S shows that the IP telephony device 105 

includes a DSP 801, which is a well-known processor for performing various tasks and 

algorithms. FIGS. II and 12 provide flow and state diagrams of such algorithms implemented 

within the IP telephony device 105. which would be implemented within such a DSP 801. These 

figures show how the remote extension is automatically dialed upon pressing of one of the keys 

on the telephony device 105. As a result, very specific structures have been identif1ed within 

FIG. 8 for performing the functions within the "means plus function" limitations. It is very clear 

that it is incorrect t.o construe the "means for automatically dialing" limitation as merely a key. 

Clearly, Appellants have identified within the Specification the specific structure of lhe IP 

telephony device 105 with its various components, including the DSP 801, along with 

identifying specific algorithms jmplemented within the DSP 801 for performing these functions 

as recited within Claim 30. 

Moreover, the prior art does not pcrfonn the identical function recited in the "means plus 

ftmction'' limitations. A DSP and its algorithms for perfonning the functions as supported in 

FIGS. l1 and 12 of the Specification arc not shown in any way to reside within the prior art 

references. Nor does the prior art teach or suggest an identical or an equivalent structure for 

performing such functions. Therefore. the cited prior art does not rneet these "means plus 

function" limitations. 
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Regarding ls~ue 2 beginning on page 8 of the Decision on AppeaL Appcllams 

respectfully asseli that they tlo not have to prove that the prior ari does not show a limitation if 

the Examiner has not shown that it does. The E~xaminer rnerely asserting that. the prior art shmvs 

the Internet does not show that the prior art. is operating under an IP protocol. 1\ppcllants do not 

have to present any substantive argument and supporting evidence when the Examiner hus not 

even shown that the j)rior art reaches or suggests operating under JP protocol. J.t is the 

Examiner's hurden to show 111at the prior art references teach or suggest this limitation. The 

Examiner has not done so, because the Examiner has merely rejected this claim limitation with 

his own subjective opinion, along with the mere assumption that the exi.stence of the Internet 

being disclosed within one or both of the references is sufficient to show that an lP protocol is 

being ut.il.izcd. Moreover, the assertion by Appellants that Guy does not disclose its LANs or 

WAN operating under an IP protocol is a substantive argument. Moreover, it is significantly 

more substantive than the Examiner's unsupp01tcd statement on page 3 of the Office Action 

dated March 1.7, 2009 that "LANs and WAN operate under IP protocol" with respect to his 

assertions of what Guy discloses. Appellants do not have to disprove the unsupported assertion 

by the Examiner; instead, it is the Examiner who must prove that Guy actually discloses this 

limitation, using facts and not mere opinion and conclusory statements. 

Regarding Claims 5 and 6, as previously asserted herein. the Decision on Appeal merely 

agrees with the Examiner without discussing Appellants' arguments at all. Appellants provided 

significant arguments on page 14 of the Appeal Brief with respect to these two claims. It docs 

not seem that the Board in <my way considered Appellants' arguments. Moreover, such an 

assertion by the Board is absent of any full and reasoned explanation. and is not a sound 

decision. ln re Lee, 277 F.3d 1338 (Fed. Cir. 2002). ln fact, such a statement hy the Board is 

arbitrary. 

With respect to Claims 27 and 33, the Board on page 9 of the Decision on Appeal asserts 

that Appellants set forth condusory statements unsupported by factual evidence. Appellants 

asserting that the Examiner has not specifically addressed the limitations in Claims 27 and 33 is 

not merely conclusory. It is the Examiner's obligation and burden to show a prima facie case of 

obviousness. If the Examiner does not do this, Appellants do not have to do anything in 

response. Claims 27 :md 33 recite that the telephone destinations include the second and third 
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te.!ephor1e extensions coupled to the second lP server. The Examiner asserting on page 3 of the 

Oflke Action a "plurality of tekcomn:mnic.ations extension/destinations coupled 1:0 the second 

LAN" is not addressing tht~ claim limitations in claims 27 and 33 which recite language different 

than what the Examiner has stated. A "second LAN'' is not necessarily an ''JP Server." '·AU 

words in a claim must be considered in judging the patentability of 1.hat daim agai .. nst the prior 

an." ln re WilYon, 424 r:.2d 1382, l385, 165 USPQ 494,496 (CCPA 1970). 

Regarding Claim. 4, the Board asset.1ed that Appellants wen: argui.ng the references 

individually and di<.l not provide any pcrsw.tsive arguments or evidence how a person of ordinary 

skill upon reading Wilson would he discouraged frorn foHowing the path set out by Appellants or 

would he led in a direction divergent from the path that was taken by Appellant. To the contrary, 

on page 18 of the Appeal Brief, Appellants did provide an argument as to why Wilson Leaches 

away from the recited limitati.ons. Moreover, Appellants argued that the recited claim limitation 

is impossible in Guy, and that Wilson does not teach or suggest such a capability and in fact 

teaches away from such an audio communication of the IP addresses. This is not arguing the 

references individually; inst.ead, this is presenting arguments as to why one of ordinary skill in 

the art would not be motivated to combine the teaching of Stuntebeck into the teachings of Guy 

and Wilson. In other words, Appellants provided very good arguments against the combination 

of the references. Appelltmts cmmot understand in any way how the Board can make the 

assertion that Appellants did not show how a person of ordinary skill would be discouraged ti·om 

t.he combination when Appellants specifically provided arguments to this exact issue. Moreover, 

such an assertion by the Bmu·d is absent of any full and reasoned explanation, and is not a sound 

decision. In re Lee, 277 F.Jd LB8 (Fed. Cir. 2002). In fact. such a statement by the Board is 

arl1itrary. If this Board is going to make the assertion that Appellants did not provide sufficient 

m·gumcnts, then Appellants would appreciate this Board providing reasons why Appellants' 

specifics arguments in their .Appeal Brief \Vere insutTkienL 

Regarding Claims 36-38 and 40. Appellants in the Appeal Brief on page 19 asserted that 

the Examiner merely regurgitated the daim language without pointing to a teaching within the 

references of such claim limitations. The Appeal Board has done the same thing on pages 13-14 

of the Decision on AppeaL The Board did not provide ;my reasoning to support their decision 

that the Examiner is concct over .Appellants. Therefore, the Examiner and the Board have 
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rejected these clai.ms by merely making blanket ~tatement:s lhat the references teach or suggest 

the claim limitations. Such an assertion hy the Bo<~rd is absent of any full and reasoned 

explanation, and is not a sound decision. in re Lee, 277 F.3d 1338 (Fed. Cir. 2002). ln fact, such 

a slatement by the Board is arbitrary. Tht.• Board has also made the asser!ion that Appellants 

\:-.'ere arguing the refen·.~nces individually. To the contrary, Appellants asserted thar there was no 

discussion within Wilson, or a cQrnbination of Wilson and Guv, of a user making a request for a 

li.st of LANs. Appellants also asserted that the Clai.m 36 recitation of a second touch input from 

the user \vill rc~ult in the display of a list of telephone destinations that are accessible from the 

second LAN is not taught or suggested within Wilson, or Wilson combined with Guv. An 

Applicant may specifically challenge an obvious rejection by showing that the Board based its 

obviousness dctennination on incorrect factual predicates. In re Rm4Jet at 1455. [n tl1c Appeal 

Brief, Appellants provided a rebuttal as to how the Examiner was relying upon an incorrect 

factual predicate in suppmt of his rejection, hut the Board improperly ignored such a rebuttaL 

Appellants also asserted that the automatic dialing process is not taught or suggested by the 

references. 

The Board has disagreed with Appellants' argument that the Examiner used hindsight, 

and that the Examiner bad articulated a reason with a rational underpinning to support the legal 

conclusion. Rejections on obviousness grounds cannot be sustained by mere conclusory 

statements. KSR Int'l Co. v. Tele:flex Inc., 550 U.S. 398,418 (2007), citing ln re Kahn, 441 F.3d 

977, 988 (Fed. Cir. 2(X)6). Instead, there must be some a1ticulated reasoning with some rational 

underpinning to suppmt the legal conclusion of obviousness. Id. This requirement is as much 

rooted in the Administrative Procedure Act, which ensures due process and non-arbitrary 

decision making, as it is in§ 103. ld. The Exan1iner's assertion "that it would have been obvious 

to supply the internet database in ~t'ilson frorn local directory stored in each respective LAN 

segmenl of a netvv·ork as shown by Guy, thereby insuring that the intcmet master directory is up 

to date" is not a sufficiently articulated reason with a rational underpinning. All that is is <m 

unsupported personal opinion of this Examiner, which is gleaned using hinds1ght from 

l\ppcllants' application. A sufficientJy articulated reason \.Vith a rational underpinning must be 

based on something other than merely a personal opinion using hindsight; instead, it requires 

some sort of rational underpinning that provides logical reasons why such an update would be 
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performed, etc. For example, examples of such rational underpinnings provided in MPI:P §2141 

do not include mere personal opinion, but instead include rationales that show predictable 

results, the prior art sho\ving such combinations in similar technologies, etc. lf tbe Un.ited States 

Patent Office supported such blanket unsupported persona.! opinions of examiucrs on every 

occasion, there would never be another issued patent in rl1e United States. 

Moreover with respect to arguing U1e references individually, it .is the Examiner who has 

asserted that Wilson discloses the limitation of ''in respon~e to receipt of first input, displaying on 

a display on the lP telephone a first list induding second and third LANs coupled to the first 

LAN, wherein the second and third LANs operate under the lP protocol," citing Figure 5 and 

column 7, lines 45-67 of Wilson. Appellants on page 19 of the Appeal Brief specifically 

traversed this assc1i.ion and stated that Wilson docs not teach or suggest this limitation. 

Thcrd<>rc. U1e Board is aHowing the Examiner to attack a da]m limitation with an individual 

reference, but is apparently not permitting Appellants to traverse such an asscttion by 

specifically attacking that reference in an individual manner also. An applicant may specifically 

chaHenge an obvious rejection by showing that the Board based its obviousness determination on 

incorrect factual predicates. ln re Rm~ffet at l455. ln the Appeal Brief, Appellants provided a 

rebuttal as to how the Examiner was relying upon an inconcct factual predicate in support of his 

rejection, but the Board improperly ignored such a rebuttaL 

fn summary, Appelhmts respectfully assert that the Board did not present a full and 

reasoned explanation of its decision in support of the Examiner's rejections. ln re Lee, 277 F.3d 

1338 (Fed. Cir. 2002). Not only did the Board not reach a sound decision, but it failed to 

articulate the reasons {~)r that decision. ld. Therefore. Appellants respectfully assert that the 

Examiner failed to present a prima facie case of obviousness, and the Board failed to properly 

address the applicable statutes and case lavv in its review of this appeaL 

Applicant believes that no fees are due at this time. However, -;hould any further fees be 

required, the Cornmissioncr is amhorized to charge such fees to Deposit Account No. 504410, 

referencing Attorney Docket No. 21618-0 13001. 
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INTRODUCTION 

Appellants request rehearing of our Decision ("Decision") mailed 

April23, 2012, wherein we affirmed the rejection of claims 1-6, 8, 9, 17-20, 

22, 24- 34, 36-38, and 40 as being unpatentable over various combinations 

of references. 

ANALYSIS 

In their Request for Rehearing, Appellants allege that the Board's 

Decision misapprehended or Appellants' arguments (Req. 8-9). 

ISSUE 1 

35 U.S.C. § 103(a): claims 1, 3, 8, 9, 17, 22, 24, 29, and 30 

Claim 1 

Appellants contend the references of Guy and Wilson cannot be 

combined together "because the references had particular features that would 

not lead one of ordinary skill in the art to the combination of the references" 

(Req. 2). We disagree. 

The Examiner relies upon Wilson as teaching or suggesting "first circuitry 

for enabling a user of the first telecommunication device [coupled to the first 

LAN] to observe/view a list of the plurality of telecommunications 

extension" (which are coupled to the second LAN), and "second circuitry for 

automatically calling one of the plurality of telecommunications extensions 

in response to the user selecting one of the plurality of telecommunications 

extensions from the observed list" (Ans. 4-5 and 11 ). 

To justify combining reference teachings in support of a rejection it is 
not necessary that a device shown in one reference can be physically 

2 
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inserted into the device shown in the other. In re Griver, 53 CCPA 
815, 354 F.2d 377, 148 USPQ 197 (1966); In re Billingsley, 47 CCPA 
1108, 279 F.2d 689, 126 USPQ 370 (1960). The test for obviousness 
is not whether the features of a secondary reference may be bodily 
incorporated into the structure of the primary reference; nor is it that 
the claimed invention must be expressly suggested in any one or all of 
the references. Rather, the test is what the combined teachings of the 
references would have suggested to those of ordinary skill in the art. 
In re Wood, 599 F.2d 1032, 202 USPQ 171 (CCPA 1979); In re 
Passal, 57 CCPA 1151, 426 F.2d 828, 165 USPQ 720 (1970); In re 
Richman, 57 CCPA 1060,424 F.2d 1388, 165 USPQ 509 (1970); In 
re Rosselet, 52 CCPA 1533,347 F.2d 847, 146 USPQ 183 (1965). 

In re Keller, 642 F.2d 413, 425 (CCPA 1981). 

Here, Wilson teaches or suggests that an observer on one network can 

observe a list of extensions in a second network (Ans. 3-4; Decision 5). 

Thus, we agree with the Examiner that Appellants are arguing the references 

individually. Additionally, although not relied upon, we agree with the 

Examiner (Ans. 11) that Wilson teaches or at least suggests LAN/WAN 

technology (see also, Fig. 4). (Note Appellants have indicated the WAN 

may be several types of networks including a PSTN network (Spec. 6, ll. 4-

6; and Fig. 3). 

Appellants argue the specific circuitry of Wilson (Req. 2-4); however, 

the specific circuitry is not recited in claim 1. As both Wilson and Guy 

teach or at least suggest the use of LAN s and WAN s, we find an ordinary 

artisan at the time of the invention would have had the skills to connect LAN 

and WAN networks. 

Appellants further argue Wilson does not teach "automatically" 

calling a telecommunication extension in response to the user selecting one 

3 
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of the telecommunications extensions from the observed list (Req. 2-4). We 

disagree with Appellants that Wilson does not teach or suggest this feature 

as set forth in our Decision (Decision 5). Thus, given the teaching or at least 

suggestion of Wilson to automatically dial a selected number, we conclude it 

would have been obvious to an ordinary artisan at the time of the invention. 

Moreover, consistent with the Examiner's and our conclusion (Ans. 12-14; 

Decision 5-6) and, further, going to the obviousness of such a feature at the 

time of the invention, we find incorporating the feature- speed dialing­

would have been within the skills of an ordinary artisan at the time of the 

invention. 

Therefore, Appellants did not persuade us of error in the Examiner's 

findings and conclusions. Accordingly, consistent with the Examiner's 

conclusions, we agree one of ordinary skill in the art at the time of the 

invention would have found it obvious to combine the technique of Wilson 

into the system of Guy. 

Claim 30 

Appellants argue we considered only certain citations in the 

Specification as showing the "means plus function" limitations (Req. 5). 

However, the Examiner set forth the portions of Wilson and Guy that taught 

the specific "means plus function" limitations (Ans. 3-5). We agree with the 

Examiner that the cited prior art teaches or at least teaches the "means plus 

function" structure for the recited limitations. 

Appellants have not persuaded us that the Examiner was in error. 

Indeed, Appellants did not articulate sufficient evidence or argument in their 

4 
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Appeal Brief as to why the Examiner's mapping is in error. Instead, 

Appellants merely argued the Examiner had not interpreted the "means for" 

language. 

Moreover, as we noted, the only indication by Appellants as to the 

corresponding structure for the "means plus function" limitations disclosed 

general structure (Decision 7; App. Br. 6-7). For example, Appellants set 

forth "[a]utomatic dialing of the selected telephone destination and a 

response to selection of one of the telephone destinations from a displayed 

list is described on page 22, lines 4-24" (App. Br. 6-7). Thus, based on 

Appellants' citation, we found the "circuitry for automatically calling" to be 

a key (Decision 7). We agree that this key only activates the automatic 

dialing, however, in light of Appellants' mapping, the structure disclosed 

was limited to a key. 

Now Appellants provide citations that encompass pages 16, line 21 

through page 22, line 24 as disclosing the structure for the "means plus 

function" limitations (Req. 5). However, even if we were to consider the 

further citations, these portions disclose well-known elements such as a 

Texas Instruments Model54-2 DSP, an LCD display, and memory. Again, 

Appellants have not specified the particular structure for each "means plus 

function" limitation. 

Therefore, In light of the record before us, Appellants have not 

persuaded us of error in the Examiner's findings and conclusions. 

5 
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Claim 2 

Appellants argue the prior art, although teaching the Internet, does not 

show that the prior art is operating under an IP protocol. Appellants merely 

set forth conclusory statements (App. Br. 16). However, the Examiner 

pointed to Guy as disclosing the Internet as an example of a WAN (Ans. 13-

15). Since the Internet operates using IP protocol and Guy teaches or at least 

suggests LANs coupled to a WAN, we find Guy teaches or at least suggests 

to an ordinary artisan at the time of the invention, communication among the 

first and second LAN and the WAN uses an IP protocol. 

Accordingly, Appellants have not persuaded us of error in our 

findings and conclusions. 

Claims 5 and 6 

Appellants' arguments were fully considered but were not persuasive 

as we set forth in our Decision (Decision 9). Indeed, we conclude the 

recited limitations would have been obvious to one of ordinary skill in the 

art at the time of the invention. As such, we find Appellants' assertions that 

we overlooked the arguments for claims 5 and 6 unpersuasive 

Claims 27 and 33 

Appellants' argument regarding claims 27 and 33 was that "[t]he 

Examiner has not specifically addressed the limitations in Claims 27 and 33" 

(App. Br. 20). The Examiner set forth specific findings regarding these 

claims by providing specific citations to Guy (Ans. 3-4). The Examiner may 

have made an abbreviated reference to the limitations; however, the cited 

6 
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portions fairly teach or suggest the specific limitations. Appellants provided 

no additional arguments or evidence to persuade us otherwise. Thus, based 

on our review, we are not persuaded of error in the Examiner's findings and 

conclusions. 

Claim 4 

Appellants, in their Appeal Brief, argued only that Wilson does not 

teach or suggest "the list of plurality of telecommunications extensions is 

played as audio to the user of the first telecommunications device" (App. Br. 

21 ). As we set forth in our Decision (Decision 12), the Examiner is relying 

on Stuntebeck as disclosing this limitation. Appellants did not present any 

arguments or evidence regarding Stuntebeck. Moreover, Appellants' 

argument as to why Wilson teaches away is unpersuasive. "A reference may 

be said to teach away when a person of ordinary skill, upon reading the 

reference, would be discouraged from following the path set out in the 

reference, or would be led in a direction divergent from the path that was 

taken by the applicant." In re Gurley, 27 F.3d 551, 553 (Fed. Cir. 1994). "A 

known or obvious composition does not become patentable simply because 

it has been described as somewhat inferior to some other product for the 

same use." In re Gurley, 27 F.3d 551, 553 (Fed. Cir. 1994). It follows 

Wilson does not teach away from an audio communication of the IP address. 

Thus, Appellants have not persuaded us of error. 

7 
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Claims 36-38 and 40 

Appellants have not persuaded us of error in our finding that the 

combination of Wilson and Guy teach or at least suggest the invention as 

recited in claim 36. Again we find Appellants are arguing the references 

individually. 

We also emphasize, as set forth by the Examiner, Wilson teaches or at 

least suggests displaying a list of data in response to user input and in 

response to another input, displaying a subset of that data (col. 7, 1. 45- col. 

8, 1. 15). One of ordinary skill in the art would have had the skills at the 

time of the invention to display the list ofLANs (see, e.g., Wilson, Fig. 6 

displaying a directory; see also Reply Br. 7- Guy discloses transferring 

across a WAN a server code of a remote network. (We find since a server 

may act as a gateway to a LAN, providing a server code may indicate the 

LAN. Displaying the received server codes in a list would have been within 

the skills of an ordinary artisan)). 

As to Appellants additional arguments (Rehearing 7 -9), we are not 

persuaded the Examiner was relying upon incorrect factual findings or that 

the Examiner provided inadequate or flawed reasoning for the combination 

of references. 

DECISION 

Accordingly, we have granted Appellants' Request to the extent that 

we have reconsidered the original Decision but have DENIED it with respect 

to making any changes to the Decision. 

REHEARING DENIED 

8 
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DETAILED ACTION 

• The Board Decision of 4/23/2012 and Decision on Reconsideration of 8/1/2012 

are acknowledged. 

• The rejections of claims 1-6, 8, 9, 17-20, 22, and 24-34 have been affirmed. 

• The rejections of claims 10, 23, and 35 have been reversed. 

• Claims 1, 4, 17, 30, 32, and 36-38 have been amended as shown below, 

substantially incorporating the limitations of the reversed claims, and are allowed. 

• Claims 2, 3, 5, 6, 9, 18-20, 22, 33, and 34 as previously presented are also allowed 

due to dependence from allowed claims. 

• Claims 8, 10,23-29, 31, and 35 are cancelled. Claims 7, 11-16,21, and 39 have 

been previously cancelled. 

• Allowed claims 1-6, 9, 17-20, 22, 30, 32-34, and 36-38 have been renumbered 

accordingly, as indicated on the Issue Classification Sheet. 

The application has been amended as follows, as discussed with Kelly Kordzik on 

10/23/2012: 

In the Specification: 

pg. 3, line 15, "FIGURES 9A-9C" has been changed to --FIGURES 9A-9B--

In the claims: 

1. (currently amended) An information handling system comprising: 

a first local area network ("LAN"); 
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a second LAN; 

a wide area network ("WAN") coupling the first LAN to the second LAN; 

a third LAN coupled to the first and second LAN s via the WAN; 

a first telecommunications device coupled to the first LAN; 

a plurality of telecommunications extensions coupled to the second LAN; 

the first LAN including first circuitry for enabling a user of the first 

telecommunications device to observe a list of the plurality of telecommunications 

extensions; [[and]] 

the first LAN including second circuitry for automatically calling one of the 

plurality of telecommunications extensions in response to the user selecting one of the 

plurality of telecommunications extensions from the observed list, wherein the list of the 

plurality of telecommunications extensions is stored in a server in the second LAN, and is 

accessed by the first circuitry across the WAN; and 

a plurality of telecommunications extensions coupled to the third LAN, the first 

LAN including circuitry for enabling the user to select between observing the list of the 

plurality of telecommunications extensions coupled to the second LAN or observing a list 

of the plurality of telecommunications extensions coupled to the third LAN. 

2. (original) The system as recited in claim 1, wherein communication among 

the first LAN, second LAN, and WAN uses an IP protocol. 

3. (original) The system as recited in claim 2, wherein the list of the plurality of 

telecommunications extensions is displayed to the user of the first telecommunications 

device. 
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4. (currently amended) The system as recited in claim 1 AR iRformatioR haRdliRg 

system eoFHf1risiRg: 

a first loeal area Rehvork ("L"\:N"); 

a seeoRd L"\:N; 

a vlide area Rehvork ("'NAN") eOH]3liRg the first LAN to the seeoRd LAN; 

a first teleeommHRieatioRs deviee eOH]3led to the first L"\:~t; 

a ]3lHrality of teleeomffiHRieatioRs BJcteRsioRs eOH]3led to the seeoRd L"\:N; 

the first L"\:N iRelHdiRg first eireHitry for eRa-BliRg a Hser of the first 

teleeomffiHRieatioRs deviee to o:Sserve a list of the ]3lmality of teleeomffiHRieatioRs 

the first L"\:N iRelHdiRg seeoRd eireHitry for aHtomatieally ealliRg ORB of the 

]3lHrality of teleeomffiHRieatiORS BJCtBRSiORS iR rBS)30RSB to the HSBr SBleetiRg ORB of the 

]3lHrality of teleeomffiHRieatioRs eJcteRsioRs from the o:SseF!'ed list, '.VhereiR 

eomffiHRieatioR amoRg the first L"\:~t, seeoRd LA~t, aRd ',l/A~t Hses aR IP )3rotoeol, 

wherein the list of the plurality of telecommunications extensions is played as audio to 

the user of the first telecommunications device. 

5. (original) The system as recited in claim 3, wherein the first 

telecommunications device is an IP telephone having a display for showing the list of the 

plurality of telecommunications extensions, wherein the second circuitry includes a key 

for enabling the user to tacitly selecting one of the plurality of telecommunications 

extensions from the displayed list. 

6. (original) The system as recited in claim 5, wherein the tactile selection of one 

of the plurality of telecommunications extensions from the displayed list by the user 

results in an initiation of a call from the first telecommunications device to the selected 

one of the plurality of telecommunications extensions across theW AN. 

7. (cancelled) 
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8. (cancelled) 

9. (currently amended) The system as recited in claim 1 [[8]], wherein the first 

telecommunications device includes circuitry for enabling the user to scroll through the 

displayed list of the plurality of telecommunications extensions Eleviees. 

10. (cancelled) 

11.-16. (cancelled) 

17. (currently amended) An information handling system comprising: 

a first local area network ("LAN") operating under an IP protocol; 

a first IP telephone coupled to the first LAN, the first IP telephone having a 

display and a set of keys for enabling a user to enter inputs; 

a second LAN operating under the IP protocol; 

second and third telephone extensions coupled to the second LAN; 

a wide area network ("WAN") operating under the IP protocol coupling the first 

LAN to the second LAN; [[and]] 

a third LAN coupled to the first and second LAN s via the WAN; 

the first LAN including first circuitry for enabling a user of the first IP telephone 

to view a list including the second and third telephone extensions, wherein the list is 

stored in a server in the second LAN, and is accessed by the first circuitry across the 

WAN; and 

a plurality of telephone extensions coupled to the third LAN, the first LAN 

including circuitry for enabling the user to select between viewing the list of the 

telephone extensions coupled to the second LAN or viewing a list of the plurality of 

telephone extensions coupled to the third LAN. 

18. (original) The system as recited in claim 17, further comprising: 
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the first LAN including second circuitry for automatically calling the second 

telephone extension in response to the user selecting the second telephone extension from 

the viewed list. 

19. (original) The system as recited in claim 18, wherein selection of the second 

telephone extension from the viewed list by the user is accomplished by selection of one 

of the set of keys. 

20. (original) The system as recited in claim 19, wherein the selection of one of 

the set of keys results in an initiation of a call from the first IP telephone to the second 

telephone extension across the WAN. 

21. (cancelled) 

22. (original) The system as recited in claim 17, wherein the first IP telephone 

includes circuitry for enabling the user to scroll through the displayed list. 

23. (cancelled) 

24. (cancelled) 

25. (cancelled) 

26. (cancelled) 

27. (cancelled) 

28. (cancelled) 

29. (cancelled) 
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30. (currently amended) A telecommunications system comprising: 

a first IP telephone coupled to a first IP server within a first LAN; 

second and third telephone extensions coupled to a second IP server within a 

second LAN; 

a WAN coupling the first LAN to the second LAN, the first LAN, the second 

LAN, and the WAN communicating using an IP protocol; 

a third LAN coupled to the first and second LAN s via the WAN; 

means for displaying on the first IP telephone a list of telephone destinations 

stored in the second IP server in response to selection of a first input on the first IP 

telephone, wherein the list of telephone destinations is communicated from the second IP 

server over the WAN to the first IP telephone; [[and]] 

means for automatically dialing the selected one of the telephone destinations for 

a communications link between the first IP telephone and the selected one of the 

telephone destinations in response to selection of one of the telephone destinations from 

the displayed list, wherein the selection of one of the telephone destinations from the 

displayed list is performed in response to selection of a second input on the first IP 

telephone by a user; 

means for displaying on the first IP telephone a list of LANs coupled to the WAN, 

including the second and third LAN s; and 

means for displaying the first list in response to selection of the second LAN from 

the displayed list of LAN s. 

31. (cancelled) 

32. (currently amended) The system as recited in claim 30 [[31]], wherein the 

first and second inputs are the same key button on the first IP telephone. 

33. (original) The system as recited in claim 32, wherein the telephone 

destinations include the second and third telephone extensions coupled to the second IP 
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server. 

34. (original) The system as recited in claim 32, wherein the telephone 

destinations include telephones external to the system. 

35. (cancelled) 

36. (currently amended) A method comprising the steps of: 

receiving a first touch input from a user on an IP telephone that is networked into 

a first LAN operating under an IP protocol; 

in response to receipt of the first touch input, displaying on a display on the IP 

telephone a first list including second and third LANs coupled to the first LAN, wherein 

the second and third LAN s operate under the IP protocol, wherein the first, second, and 

third LAN s are coupled via a WAN; 

receiving a second touch input from the user on the IP telephone; 

in response to receipt of the second touch input, displaying on the display on the 

IP telephone a second list of telephone destinations accessible from the second LAN; 

receiving a third touch input from the user on the IP telephone; [[and]] 

in response to receipt of the third touch input, automatically dialing one of the 

telephone destinations accessible from the second LAN for a communications connection 

between the one of the telephone destinations and the IP telephone, wherein the step of 

displaying on the display on the IP telephone the second list further includes the steps of: 

sending a message from the first LAN to the second LAN requesting the 

second list; and 

receiving the second list from the second LAN to the first LAN~ 

receiving a fourth touch input from the user on the IP telephone; and 

in response to receipt of the fourth touch input, displaying on the display on the IP 

telephone a third list of telephone destinations accessible from the third LAN, wherein 

the step of displaying on the display on the IP telephone the third list further includes the 

steps of: 
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sending a message from the first LAN to the third LAN requesting the 

third list; and 

receiving the third list from the third LAN to the first LAN. 

37. (currently amended) The method as recited in claim 36, before the step of 

receiving the second touch input, further comprising the steps of: receiving a fifth fetffih 

touch input from the user on the IP telephone; and in response to receipt of the fifth 

fetffih touch input, scrolling through the first list. 

38. (currently amended) The method as recited in claim 37, before the step of 

receiving the third touch input, further complising the steps of: receiving a sixth fifth 

touch input from the user on the IP telephone; and in response to receipt of the sixth fifth 

touch input, scrolling through the second list. 

39. (cancelled) 

40. (cancelled) 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to GREGORY SEFCHECK whose telephone number is 

(571)272-3098. The examiner can normally be reached on Monday-Friday, 7:30am-

4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Chirag Shah can be reached on 571-272-3144. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. Status 

information for unpublished applications is available through Private PAIR only. For 

more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 

have questions on access to the Private PAIR system, contact the Electronic Business 

Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 

Customer Service Representative or access to the automated information system, call 

800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Gregory B Sefcheck/ 
Primary Examiner, Art Unit 2477 
10-23-2012 


