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DETAILED ACTION
Claim Rejections - 35 USC § 102
1. The following is a quotation of the appropriate baragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(e) the invention was described in (1) an application for patent, published under section 122(b), by
another filed in the United States before the invention by the applicant for patent or (2) a patent
granted on an application for patent by another filed in the United States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
351(a) shall have the effects for purposes of this subsection of an application filed in the United States
only if the international application designated the United States and was published under Article 21(2)
of such treaty in the English language.

2. Claims 11-12, 17-22, 24 and 30 are rejected under 35 U.S.C. 102(e) as being
unpatentable by Wilson et al. (U.S. Patent No. 6,829,231 B1), hereinafter “Wilson”.

~ Astoclaim 11, Wilson discloses an IP telephone adaptable for coupling to a first

" LAN, the IP telephone comprising [Fig. 5, Abstract, Col. 8, Lines 17-28, the Local

Exchange switch 205 and local ISP 215 and network switch 302 form a LAN

system that allowed the internet phones to connect]:
a first state of operation entered in response to a selection of an input by a
user, wherein the first state. of operation of the IP telephone results in a
display of a list of telecommunications extensions coupled to a second
LAN coupled to the first LAN via a WAN [Fig. 5, Fig.6, Col.7, Lines 4-67
and Col. 8, Lines 1-39, A caller can access the directory database
and directory search engine through the internet (WAN) for the

callee’s address and address conversion unit will convert the
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address to a callee’s name and display it oﬁ the display of the
caller’s internet phone]j;

a second state of operation entered in response to a selection of the input
by the usér, wherein the second state of operation of the IP telephone
results in an automatic callihg of one of the telecommunications
extensions selected by the user [Fig. 3, Col.8, Lines 7-15, The caller can
select the proper callee’s name display and make a call. Note, the
dialer pad of the internet phone has DTMF tone transceiver 140 and it
is inherent that a phone has the DTMF tone capability to have AUTO-

DIALING function, such as “Re-dial”].

As to claim 12, Wilson discloses the IP telephone as recited in claim 11, wherein
the one of the telecommunications extensions automatically called has an identifier
displayed to the user on the IP telephone when the input is selected by the user [Col. 8,
Lines 7-15, Caller name dispiayed on the display, the user can select name from

the scrolling list.].

As to claim 17, Wilson discloses information handling system comprising:
a first local area network ("LAN") operating under an IP protocol [Fig. 5,
Abstract, Col. 8, Lines 17-28, the Local Exchange switch 205 and local ISP
215 and network  switch 302 form a LAN system];

a first IP telephone coupled to the first LAN, the first IP telephone having a
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display and a set of keys for enabling a user to enter inputs [Fig. 2, Col. 4, Lines

39-67, Col. 5, Lines 1-38];

a second LAN operating uﬁder the IP protocol [Fig. 5, Col. 8, Lines 17-28, the

Local Exchange switch 240 alnd‘local ISP 215 and network switch 304 form

a LAN system];

second and third telephone extensions coupled to the second LAN [Fig.5, IP

phones 245-247],

a wide area network ("WAN") operating under the IP protocol coupling the first

LAN to the second LAN [Network 210 coupled to local ISP, implied the

network 210 is a internet (WAN)];

the first LAN including first circuitry for enabling a user of the first IP telephone to

view a list including the second and third telephone extensions [Col. 8, Lines 7-
' 15, The display screen displays the list of the 'caller’s request and the caller

can select the intended caller for phone call];

As to claim 18, Wilson disclose the system as recited in claim 17, further
comprising:
| the first LAN including second circuitry for automatically calling the second
telephone extension in response to the user selecting the second telephone
extension from the viewed list [Fig. 3, Col.8, Lines 7-15, The caller can select

the proper callee’s name display and make a call. Note, the dialer pad of the
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Internet phone has DTMF tone transceiver 140 and it is inherent that a

phone has the DTMF tone capability to have AUTO-DIALING function].

As to claims 19 and 20, Wilson discloses the system as recite‘d in claim 18,
wherein selection of the second telephone extension from the viewed list by the user is
accomp!ished by selection of one of the set of keys and the selection of one of the set of
keys results in an initiation of a call from the first IP telephone to the second telephone
extension across the WAN [Fig. 5, Fig. 6, Col. 8, Lines 50-67, Col. 9, Lines 1-5, Once
the user select the key and dial the calling number, the call setup will establish a

connection across network 210 from calling to called side. ].

As to claim 21, Wilson discloses the system as recited in claim 17, wherein the
list is stored in a server in the second LAN, and is accessed by the first circuitry across
the WAN [Fig. 5, the Internet user database directory, can be access by the first
and the 2" LANSs].

As to claim 22, Wilson discloses the system as recited in claim 17, wherein the
first IP telephone includes circuitry for enabling the user to scroll through the displayed

list [Col. 8, Lines 7-15].

As to claims 24 and 30, Wilson discloses a telecommunications system

comprising:
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a first IP telephone coupled to a first IP server within a first LAN [Fig. 5,
Col. 8, Lines 17-45, The IP phones 201-203 coupled to Local
exchange switch and network switch and the internet domain server
308 forms a LAN];

second and third telephoné extensions coupled to a second IP server
within a second LAN [IP phones 245-247 coupled to Local exchange
switch 240 and network switch 304 and the internet domain server
308 forms a second LAN, It is well known in the art the local
exchange switch can connect td many extensions, such as PBX];

a WAN coupling the first LAN to the second LAN, the first LAN, the second
LAN, and the WAN communicating using an IP protocol [Fig. 5, Col. 8,
Lines 7-28, The network 210, it is IP network sinvce it needs to
establish connection via Internet ISP];

means for displaying on the first IP t‘elephone a list of telephone
destinations stored in the second IP server in response to selection of a
first input on the first IP telephone, wherein the list of telebhone
destinations is communicated from the second IP server over the WAN to
the first IP telephone [Col. 8, Lines 7-15, The display screen displays
the list of the caller’s request and the caller can select the intended
caller for phone call];

means for automatically dialing the selected one of the telephone

destinations for a communications link between the first IP telephone and
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the selected one of the telephone destinations in response to selection of
one of the telephone destinations from the displayed list [Fig. 3, Col.8,
Lines 7-15, The caller can select the proper callee’s name display
and make a call. Note, the dialer pad of the Internet phone has DTMF
tone transceiver 140 and it is inherent that a phone has the DTMF

tone capability to have AUTO-DIALING function].

As to claims 31-33 and 25-27, Wilson discloses the system as recited in claim
30, whefein the selection of one of the telephone destinations from the displayed list is
performed in response to selection of a second input on the first IP telephone by a user.
[Fig.5 and Fig.6, Col. 8, Lines 7-17, Caller can use key pad to make request of
directory, then from the screen to select the proper callee for phone callll.] And the
first and second inputs are the same key button on fhe first IP telephone [It is well
known in the art that using one key pad to change menu and make a selection
afterward]. And the telephone destinations include the second and third telephone
extensions coupled to the second IP server [Fig. 5, Both LANs can connection many
IP phone (extensions) since both sides has Local exchange Switch. It is inherent

that a local switch can connect many extensions, such as PBX. ].

As to claims 28 and 34, Wilson discloses the system as recited in claim 32,
wherein the telephone destinations include telephones external to the system [Fig. 5,

The local exchange switch inherently is able to connect local telephones and the
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outside line phone, such as a dedicate a T1 trunk from the local exchange switch

for PSTN line so that the external line can call to the local telephone].

Claim Rejections - 35 USC § 103

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived
by the manner in which the invention was made.

4 Claims 1-4,7 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable
over Guy et al. (U.S. Patent No. 6,298,057 B1), hereinafter “Guy, in view of Stuntebeck

et al. (U.S. Patent 6,065,016), hereinafter “Stuntebeck”.

As to claim 1, Guy discloses information handling system comprising:
A first local area netWork ("LAN")[Fig. 1, LAN 116];
a second LAN [Fig.1, LAN 134];
a wide area network ("WAN") coupling the first LAN to the second LAN
[Fig.1, WAN 104 connected to LANs 116 and 134 through routers 114

and 132];
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a first telecommunications device coupled to the first LAN[Fig. Phone
106/108 connects to LAN 116 through server 112];

a plurality of telecommunications extensions coupled to th_e second
LAN[Fig. 1,Phones 124,126 through the PBX and server to the LAN

134, PBX is well known to be able to have many phone extensions];

But Guy fails to teach the system has a circuitry in the first LAN for enabling user
device to observe a list of the plurality of telecommunication extensions. And another
circuit for automatically calling one of the plurality of telecommunications extensions in

_response to the user selecting one of the plurality of telecommunications extensions

from the observed list

Stuntebeck teaches a uni’versal directory server can be connected a user LAN for
end user to access and select the phone number stored in the server for automatically
dialing the phone number to make a phone call [Fig. 1, Abstract, Col. 6, Lines 39-45,‘
user can select phone numbers (extension) from the user computer through the
LAN to access the directory server and the computer can display numbers as

icon then based on the number that user selected to make phone call.].

It would have been obvious to a person of the ordinary skill in the art at the time
the invention was made to implement the directory server that Stuntebeck taught into

the file server 112 that Guy taught so the user in the LAN can access the directory
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server and select the proper number to make a phone call automatically as specified in

claim 1.

The motivation for doing so would have been to have a directory server that
provide a convenient way to be accessed through a communication channel so the end
user can easily to search, observe and auto-dialing the destination number without

looking up another phone book.

As to claim 2, Guy modified by Stuntebeck, discloses the system as recited in
claim 1, wherein communication among the first LAN, second LAN, and WAN uses IP

protocol [Guy, Col. 14, Lines 13-22].

As to claim 3, Guy modified by Stuntebeck, discloses the system as recited in
claim 2, wherein the list of the plurality of telecommunications extensions is displayed to

the user of the first telecommunications device [Stuntebeck, Col. 6, Lines 39-45].

As to claim 4, Guy modified by Stuntebeck, discloses the system as recited in
claim 2, wherein the list of the plurality of telecommunications extensions is played as
audio to the user of the first telecommunications device [Stuntebeck, Col. 4, Lines 28-
26,~ since the user can use voice to access the directory servér, it is inherent that
the server will play back the pre-recorded selection menu to let user to select

proper extension].
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As to claim 7, Guy modified by Stuntebeck, discloses the system as recited in
claim 1, wherein the list of the plurality of telecommunications extensions is stored in a
server in the second LAN, and is accessed by the first circuitry across the WAN
[Stuntebeck, Fig. 1, the universal server coupled to user LAN and be access from

internet (WAN) or any other access channel].

As to claim 10, Guy modified by Stuntebeck, discloses thé system as recited in
claim 1, further comprising:
a third LAN coupled to the first and second LANSs via the WAN: and
a plurality of telecommunications extensions coupled to the third LAN, the
first LAN including circuitry for enabling the user to select between observing the list of
the plurality of telecommunications extensions coupled to the second LAN or observing
a list of the plurality of telecommunications extensions coupled to the third LAN [Guy,
Fig. 1, The WAN network is inherently for connecting a plurality of LANs in order

to allow the users in those LANs can communicate to each other through WAN. ].

5. Claims 5-6, 8-9 and 23 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Guy et al. (U.S. Patent No. 6,298,057 B1), hereinafter “Guy, in view
of Stuntebeck et al. (U.S. Patent 6,065,016), hereinafter “Stuntebeck”, further in view of

Wilson (U.S. Patent No. 6,829,231 B1), hereinafter “Wilson”.
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As to claim 5, Guy modified by Stuntebeck, discloses all the limitations of claim 3
(see above), which claim 5 depends.

But Guy modified by Stuntebeck fails to disclose the telecommunication device is
an IP phone.

Wilson teaches a IP telephone which has display, input key pad for user to select
the phone number from a scrolling list to make call through internet [Fig. 2, Col. 5,

Lines 11-30 and Col 8, Lines 7-15].

It would have been obvious to a person of the ordinary skill in the art at the time
the invention was made to have the IP phone taught by Wilson as a communication
device to connect to the Internet system that taught by Guy and Stuntebeck so that can

make a internet voice call.

The motivation for doing so is to provide a stand alone internet phone that user
can access internet voice service without hooking up the computer and it is more

convenient for the end user.

As to claim 6, Guy modified by Stuntebeck and Wilson, discloses the system as
recited in claim 5, wherein the tactile selection of one of the plurality of

telecommunications extensions from the displayed list by the user results in an initiation
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of a call from the first telecommunications device to the selected one of the plurality of
telecommunications extensions across the WAN [Wilson, Fig. 5, Fig. 6, Col. 7, Lines

45-67 and Col. 8, Lines 1-38, Lines 50-67].

As to claim 8, Guy modified by Stuntebeck and Wilson, discloses the system as
recited in claim 6, wherein the list of the plurality of telecommunications extensions is
stored in a server in the second LAN, and is accessed by the first circuitry-across the
WAN [Wilson, Fig. 5, the Internet user database directory, can be access by the

first and the 2" LANs].

As to claim 9, Guy modified by Stuntebeck and Wilson, discloses The system as
recited in claim 8, wherein the first telecommunications device includes circuitry for
enabling the wuser to scroll through the displayed list of the plurality of

telecommunications devices [Wilson, Col. 8, Lines 7-15].

As to claim 23, Guy modified by Stuntebeck and Wilson, teaches all the
limitations of claim 1 (see above), which claim 23 depends.

But Guy modified by Stuntebeck and Wilson, dose not disclose that there is 3™
LAN connected to the WAN and the caller's phone in the 1 LAN can display the

callee’s list (extensions) of the 2" LAN and 3™ LAN.
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It would have been obvious to a person of the ordinary skill in the art at the time
the invention was made to have more than 2 LANs connect to WAN (internet) and every
LAN has same structure as taught by Wilson [Wilson, Fig. 5, LAN comprises Local
exchange switch and network switch] so that a caller in one of the LANs can access
the directory database of the other two LANs through WAN as specified in-claim 35.
Notice that, the WAN is inherently to be able to connect to a plurality of LANs together

for sharing the information.

The motivation for doing so is to provide more capacity and convince for the end
user of every LANs. For example, a big organization has multiple work locations and the
employee in this organization can access the whole phone directory of this organization

" no matter where the user located

6. Claims 13-16, 29, 35-40 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Wilson (U.S. Patent No. 6,829,231 B1), hereinafter “Wilson”.

As to claim 13, Wilson teaches the Internet phone system performs the

functionalities as described in claim 11 [See rejection above].

But Wilson dose not disclose that there is 3™ LAN connected to the WAN and the

caller’s phone in the 1% LAN can display the callee’s list on.the 2" LAN and 3™ LAN.
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It would have been obvious to a person of the ordinary ékill in the art at the time
the invention was made to have more than 2 LANs connect to WAN (internet) and every
LAN has same structure as taught by Wilson [Wilson, Fig. 5, LAN comprises Local
exchahge switch and network switch] so that a caller in one of the LANs can access
the directory database of the other two LANs through WAN as specified in claim 13.
Notice that, the WAN is inherently to be able to connect to a plurality of LANs together

for sharing the information.

The motivation for doing so is to provide more capacity and convince for the end
user of every LANs. For examplé, a big organization has multiple work locations and the
employee in this organization can access the whole phone directory of this organization

no matter where the user located.

As to claim 14, Wilson discloses the IP telephone as recited in claim 13, further
comprising: |

a third state of operation of the IP telephone entered in response to a third

selection of the input by the user, wherein the third state of operation of the IP

telephone results in a calling of one of the telephone destinations displayed to

the user, wherein the calfing of the one of the telephone destinations is

accomplished from the first LAN via the WAN, through the second LAN [Col. 8,

Lines 7-15, Caller name displayed on the display, the user can select name
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from the scrolling list and, Fig. 3, Col.8, Lines 7-1 5, the caller can select the
proper callee’s name display and make a call. Note, the dialer pad of the
Internet phone has DTMF tone transceiver 140 and it is inherent that a
phone has the DTMF tone capability to havg AUTO-DIALING function, such
as “Re-dial”. It is well known that in the directory selection menu, the user
can choose locations, departments or units within the company (different

LANs) and further choose the proper destination phone number].

As to claims 15 and 16, Wilson discloses the IP telephone as recited in claim 14,
wherein the user can scroll through the list of second and third LANs to select the third
LAN, wherein the second state of operation of the IP telephone will then display
telephone destinations the user can potentially call through the third LAN.

And the user can scroll through the telephone destinations the user can potentially call,
wherein when the third state of operation is entered, the user has selected one of the
telephone destinations with the third selection of the input [Fig. 5, Fig.6 ,Col.7, Lines 4-
67 and Col. 8, Lines 1-39, A caller can access the directory database and directory
search engine through the internet (WAN) for the callee’s address and address
conversion unit will convert the address to a callee’s name and display it on the
display of the caller’'s internet phone. Col. 8, Lines 7-15, Caller name displayed on

the display, the user can select name from the scrolling list.].
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As to claims 29 and 35, Wilson teaches all the limitations of claims 24 and 30

(see above), which claims 29 and 35 depends.
But Wilson dose not disclose thaf there is 3 LAN connected to the WAN
and the caller’s phone in the 1% LAN can display the callee’s list on the 2" LAN and 3™

LAN.

It would have been obvious to a person of the ordinary skill in the art at the time
the invention was made to have more than 2 LANs connect to WAN (internet) and every
LAN has same structure as taught by Wilson [Wilson, Fig. 5, LAN comprises Local
exchange switch and network switch] so that a caller in one of the LANs can access
the directory database of the other two LANs through WAN as specified in claim 35.
Notice that, the WAN is inherently to be able to connect to a plurality of LANs together

for sharing the information.

The motivation for doing so is to provide more capacity and convince for the end
user of every LANs. For example, a big organization has multiple work locations and the
employee in this organization can access the whole phone directory of this organization

no matter where the user located.

As to claim 36, Wilson discloses a method comprising the steps of:
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receiving a input from a user on an IP teiephone that is networked into a
first LAN operating under an IP protocol [Fig. 5, Internet phone connect to
internet through the local switch and network switch, Col. 7, Lines 45-67,
user can use the alphanumeric keypad to make a request of callee search];
in response to receipt of the input, displaying on a display on the IP telephone a
first list including second and third LANs coupled to the first LAN, wherein the
second and third LANs operate under the IP protocol [Col. 7,Lines 46-67 and
Col. 8, Lines 1-17, the sreen on the caller’s side can display the numbers of
callee after the search engine reply the search request];
receiviﬁg another input from the user on the IP telephone; in response to receipt
of the input, displaying on the display on the IP telephone a second list of
telephone destinations accessible from the second LAN [Basically, this is same
operation of the above];
receiving another input from the user on the IP telephone; and in response to
receipt of the input, automaticaily dialing one of the telephone destinations
accessible from the second LAN for a communications connection between the
‘one of the telephone deétinétions and the IP telephone [Col. 8, Lines 7-15,
Caller name displayed on the display, the user can select name from the
scrolling list and‘ . Fig. 3, Col.8, Lines 7-15, the caller can select the proper
callee’s name display and make a call. Note, the dialer pad of tHe Internet
phone has DTMF tone transceiver 140 anditis inherent that a phone has

the DTMF tone capability to have AUTO-DIALING function, such as “Re-
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dial”. It is well known that in the directory selection menu, the user can
choose locations, departments or units within the company (different

LANs) and further choose the proper destination phone number].

- But Wilson does 'not explicitly disclose those touch inputs are in order, 18t 2nd
and 3°.

However, at the time the invention was made, it would have been obvious to a
person of the ordinary skill in the art to modify the order of the touch input such that can
perform the phone number selection as specified as claim 36. Since application has not
disclosed that the input order solves ant problem or is for any particular purpose and it
appears that the invention would perform equally well with the order of those touch

input.

As to claims 37 and 38, Wilson discloses the method as recited in claim 36,
before the step of receiving the second touch input, further comprising the steps of:
receiving a fourth touch input from the user on the IP telephone; and
in response to receipt of the fourth touch input, scrolling through the first list.
and the method aé recited in claim 37, before the step of receiving the third touch input,
further comprising the steps qf receiving a fifth touch input from the user on the IP
telephone; and in response to receipt of the fifth touch input, scrolling through the
seconld list [ Col. 8, Lines 7-15, the user can scroll the list and select the phone

number from the list. It is well known that a person in the art to design the keypad
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to make a scrolling list and make a selection from a phone list or to choose

different list by pressing the keypad].

As to claim 39, Wilson discloses the method as recited in claim 36, wherein the
step of displaying on the display on the 1P telephone the second list further includes the
steps of:

sending a message from the first LAN to the second LAN requesting the second

list [Fig. 6, Col. 7, Line 47-67]; |

receiving the second list from the second LAN to the first LAN [Col. 8, Lines 50-

67, The search engine response the callee name to the caller].

As to claim 40, Wilson disclo\ées the method as recited in claim 39, wherein the
first, second, and third LANs are coupled via a WAN [it is inherent that the WAN can

connect to many LANSs].

Conclusion
Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Richard Chang whose telephone number is (571) 272-
3129. The examiner can normally be reached on Monday - Friday from 8 AM to 5 PM.
If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Wing Chan can be reached on (571) 272-7493. The fax phone number for

the organization where this application or proceeding is assigned is 571-273-8300.
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information regarding the sfatus of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either .Private PAIR or Public PAIR.
Status infdrmation for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR éystem, contact the' Electronic

Business Center (EBC) at 866-217-9197 (toll-free).

Y

rkc

Richard Chang SEEMAS.RAD  3[>9(0F
Patent Examiner SUPERVISORY PATENT EXAMINER

Art Unit 2616 TECHNOLOGY CENTER 2600
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Amendments to the Claims:

This listing of claims replaces all prior versions and listings of claims in the application:

L. (Currently Amended) An information handling system comprising:

a first local area network ("LAN");

a second LAN;

a wide area network ("WAN") coupling the first LAN to the second LAN;

a first telecommunications device coupled to the first LAN;

a plurality of telecommunications extensions coupled to the second LAN;

the first LAN including first circuitry for enabling a user of the first telecommunications
device to observe a list of the plurality of telecommunications extensions; and

the first LAN including second circuitry for automatically calling one of the plurality of
telccommunications extensions in response to the user selecting one of the plurality of

telecommunications extensions from the observed list, wherein the list of the plurality of

telecommunications extensions is stored in a server in the second LAN. and is accessed by the

first circuitry across the WAN.

2. (Original) The system as recited in claim 1, wherein communication among the first

LAN, second LAN, and WAN uses an IP protocol.

3. (Original) The system as recited in claim 2, wherein the list of the plurality of

telecommunications extensions is displayed to the uscr of the first teleccommunications device.

4. (Currently Amended) Fhe-system-as-recitedin-elaim-2; An information handling

system comprising:

a first local area network {("LAN"):
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asecond LAN:
a wide area network ("WAN") coupling the {irst LAN to the second LAN:

a first telecommunications device coupled to ihe first LAN:

a plurality of telecommunications extensions coupled to the second LAN:

the first LAN including first circuitry for enabling a user of the first telecommunications

device to observe a list of ihe plurality of telecommunications extensions: and

the first LAN including second circuitry for automatically calling one of the plurality of

iclecommunications extensions in response to the user selecting one of the plurality of

telecommunications extensions from the observed list. wherein communication among the first

LAN, second LAN. and WAN uses an IP protocol, wherein the list of the plurality of

telecommunications extensions is played.as audio to the user of the first telecommunications

device,

5. (Original) The system as recited in claim 3, wherein the first telecommunications
device is an IP telephone having a display for showing the list of the plurality of
telecommunications extensions, wherein the sccond circuiiry includes a key for enabling the user

to tacitly selecting one of the plurality of telecommunications extensions from the displayed list.
6. (Original) The system as recited in claim 5, wherein the tactile selection of one of the
plurality of telecommunications extensions from the displayed list by the user results in an

initiation of a call from the first telecommunications device to the selected one of the plurality of

telecommunications extensions across the WAN.,

7. {Cancelled)

8. (Currenily Amended) Fhe-system-as-reeited-in-elainr-6; An information handling

sysiem comprising;

a first local area network ("LAN"):
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a second LLAN:
a wide area network ("WAN") coupling the first LAN 1o the second LAN:

a first telecommunications device coupled to the first LAN:

a plurality of telecommunications extenstons coupled to the second LAN:

the first LAN including first circuitry for enabling a user of the first telecommunications

device to observe a list of the plurality of telecommunications extensions; and

the first LAN including second circuitry for automatically calling one of the plurality of

felecommunications extensions in response to the user selecting one of the plurality of

telecommunications extensions from the observed list. wherein communication among the first

LAN, second LAN, and WAN uses an IP protocol. wherein the list of the plurality of

telecommunications extensions is displaved to the user of the first telecommunications device,

wherein the first telecommunications device is an IP telephone having a display for showing the

list of the plurality of telecommunications extensions. wherein the second circuitry includes a

kev for enabling the user 1o tacitly selecting one of the plurality of telecommunications

extensions from the displayed list. wherein the tactile selection of one of the plurality of

telecommunications extensions from the displayed list by the user results in an initiation of a call

from the first telecommunications device to the selected one of the pluralitv of

tclecommunications extensions across the WAN, wherein the list of the plurality of

telecommunications extensions is stored in a server in the second LLAN, and is accessed by the

first circuitry across the WAN.

9. (Original) The system as recited in claim 8, wherein the first telecommunications
device includes circuitry for enabling the user to scroll through the displayed list of the plurality

of telecommunications devices.

10. (Original) The system as recited in claim 1, further comprising:

a third LAN coupled to the first and second LANs via the WAN; and
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a plurality of telecommunications cxtensions coupled to the third LAN, the first LAN
including circuitry for enabling the user to select between observing the list of the plurality of
telecommunications extensions coupled to the second LAN or observing a list of the plurality of

telecommunications extensions coupled to the third LAN,
11 - 16. (Cancelled)

17. (Currently Amended) An information handling system comprising:

a first local area network ("LAN") operating under an IP protocol;

a first IP telephone coupled to the first LAN, the first IP telephone having a display and a
set of keys for enabling a user to enter inputs;

a sccond LAN operating under the IP protocol;

second and third telephone extensions coupled to the second LAN;

a wide area nctwork ("WAN") operating under the IP protocol coupling the first LAN to
the second LAN; and

the first LAN including first circuitry for enabling a user of the first IP telephone to view

a list including the second and third telephone extensions, wherein the list is stored in a server in

the second LAN. and is accessed by the first circuitry across the WAN.

18. (Original) The system as recited in claim 17, further comprising:
the first LAN including second circuitry for automatically calling the second telephone

extension in response to the user selecting the second telephone extension from the viewed list.

19. (Original) The system as recited in claim 18, wherein selection of the second
telephone extension from the viewed list by the user is accomplished by selection of one of the

set of keys.

20. (Original) The system as recited in claim 19, wherein the selection of one of the set
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of keys results in an initiation of a call from the first IP telephone to the second telephone
extension across the WAN.

21. (Cancelled)

22. (Original) The system as recited in claim 17, wherein the first IP telephonc includes

circuitry for enabling the user to scroll through the displayed list.

23. (Original) The system as recited in claim 1, further comprising:

a third LAN coupled to the first and second LANs via the WAN; and

a plurality of telephone extensions coupled to the third LAN, the first LAN including
circuitry for enabling the user to select between viewing the list of the telephone extensions
coupled to the sccond LAN or viewing a list of the plurality of telephone extensions coupled to

the third LAN.

24. (Original) In a telecommunications system comprising a first IP telephone coupled to
a first IP server within a first LAN, second and third telephone extensions coupled to a second IP
server within a second LAN, and a WAN coupling the first LAN to the second LAN, the first
LAN, the second LAN, and the WAN communicating using an [P protocol, a method comprising
the steps of:

in response to selection of a first input on the first IP telephone, displaying on the first IP
telephone a list of telephone destinations stored in the second IP server, wherein the list of
telephone destinations is communicated from the second IP server over the WAN to the first [P
telephone; and

in response to selection of one of the telephone destinations from the displayed list,
automatically dialing the selected one of the telephone destinations for a communications link

between the first IP telephone and the selected one of the telephone destinations.

25. (Original) The method as recited in claim 24, wherein the selection of one of the
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telephone destinations from the displayed list is performed in response to selection of a second
input on the first IP telephone by a user.
26. (Original) The method as recited in claim 25, wherein the first and second inputs are

the same key button on the first IP telephone.

27. (Original) The method as recited in claim 24, wherein the telephone destinations

include the second and third telephone extensions coupled to the second IP server.

28. (Original) The method as recited in claim 24, wherein the telephone destinations

include telephones external to the system.

29. (Original) The method as recited in claim 24, wherein the system includes a third
LAN coupled to the first and second LANs via the WAN, further comprising the steps of:

displaying on the first [P telephone a list of LANs coupled to the WAN, including the
second and third .ANs; and

performing the step of displaying the first list in response to selcction of the second LAN

from the displayed list of LANs.

30. (Original) A telecommunications system comprising:

a first IP telephone coupled to a first IP server within a first LAN;

sceond and third telephone extensions coupled to a second IP server within a second
LAN;

a WAN coupling the first LAN to the second LAN, the first LAN, the second LAN, and
the WAN communicating using an IP protocol;

means for displaying on the first IP telephone a list of telephone destinations stored in the
second IP server in response to selection of a firstinput on the first IP telephone, wherein the list

of telephone destinations is communicated from the second IP server over the WAN to the first

IP telephone; and
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means for automatically dialing the selected one of the telephone destinations for a
communications link between the first IP telephone and the selected one of the telephone

destinations in response to sclection of one of the telephone destinations from the displayed list.

31. (Original) The system as recited in claim 30, wherein the selection of one of the
tclephone destinations from the displayed list is performed in response to selection of a second

input on the first IP telephone by a user.

32. (Original) The system as recited in claim 31, wherein the first and second inputs are

the same key button on the first 1P ielephone.

33. (Original) The system as recited in claim 32, wherein the telephone destinations

include the second and third telephone extensions coupled to the second 1P server.

34. (Original) The system as recited in claim 32, wherein the telephone destinations

include telephones external to the system.

35. (Original) The system as recited in claim 31, further comprising:

a third LAN coupled to the first and second LANs via the WAN;

means for displaying on the first IP telephone a list of LANs coupled to the WAN,
including the second and third LANs; and

means for displaying the first list in response to selection of the second LAN from the

displayed list of LANs.

36. (Currently Amended) A method comprising the steps of:

receiving a first touch input from a user on an IP telephone that is networked into a first

LAN operating under an IP protocol;
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in response to receipt ol the first touch input, displaying on a display on the 1P telephone
a first list including second and third LANs coupled to the first LAN, wherein the second and
third LANs operate under the IP protocol;

receiving a second touch input from the user on the IP telephone;

in responsc to receipt of the second touch input, displaying on the display on the IP
telephone a second list of telephone destinations accessible from the second LAN;

receiving a third touch input from the user on the IP telephone; and

in response to receipt of the third touch input, automatically dialing one of the telephone
destinations accessible from the second LAN for a communications connection between the one

of the telephone destinations and the IP telephone, wherein the step of displaying on the display

on the IP telephone the second list furiher includes the steps of:

sending a message from the first LAN to the second LAN requesting the second list: -and

receiving the second list from the second LAN to the first LAN.

37. (Original) The method as recited in claim 36, before the step of receiving the second
touch input, further comprising the steps of: receiving a fourth touch input from the user on the

IP telephone; and in responsc to receipt of the fourth touch input, scrolling through the first list.
38. (Original) The method as recited in claim 37, before the step of receiving the third

touch input, further comprising the steps of: receiving a fifth touch input from the user on the IP

telephone; and in response to receipt of the fifth touch input, scrolling through the second list.

39. (Cancelled)

40. (Currently Amended) The method as recited in claim 39 30, wherein the first,
second, and third LANs are coupled via a WAN.
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REMARKS
Claims 1-40 are pending in the application.

Claims 1-40 stand rejected.

I. REJECTIONS UNDER 35 U.S.C. § 102

Claims 11-12, 17-22, 24 and 30 stand rejected under 35 U.S.C. § 102(e) as being
unpatentable by Wilson er al. (U.S. Patent No. 6,829,231). In response, Applicants respectfully
traverse this rejection. As the Examiner is well aware, for a claim to be anticipated under § 102,
each and every element of the claim must be found within the cited prior art reference.

With respect to claims 11 and 12, these claims have been canceled. Therefore, the
rejection of these claims is moot.

With respect to claims 17-22, Applicants have amended claim 17 to incorporate the
limitations of claim 21. Claim 17, as amended, now recites that the list is stored in a server in
the second LAN, and is accessed by the first circuitry across the WAN. This limitation is not
taught within Wilson.

The Examiner has asserted that the LAN associated with the IP telephones 201-203
comprises local exchange switch 205, local ISP 215 and nctwork switch 302. First of all,
Applicants traversc such an assertion of what a LAN comprises. Applicants assert that the LAN
associated with IP telephones 201-203 can only comprisc those telephones along with local
exchange switch 205. In fact, the [P telephones 201-203 are connected to the local exchange
switch 205 using public switched telephone network circuits 204. The public switched telephone
network 204 cannot reasonably be inferred to be part of a local area network. Instead, the PSTN
circuits 204 are actually part of the wide arca network, of which the network 210 is a part of.
Nevertheless, even assuming that the Examiner is correct that a LAN comprises the telephones
201-203, local exchange switch 205, network switch 302 and local ISP 215, it is clear that the
databasc 232 is not included within this “LAN.” Moreover, and correspondingly, IP telephones
245-247 would be in a LAN that also does not include database 232. Since database 232 is

accessed both over the Internet, or WAN, 210, and is not included within either of the LANs
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noted previously, then Wilson does not meet the limitations whereby the list is stored in a server
in the second LLAN, and is accessed by the first circuitry across the WAN, where the second
LAN includes the second and third telephone exiensions which are included in the list viewed by
the user of the first IP telephone in the first LAN. As a result of the foregoing, Wilson does not
teach all of the limitations of amended claim 17.

With respect to claim 24, this claim is also not anticipated for Wilson for the reasons
noted above with respect to amended claim 17. Moreover, claim 24 recites that the list of
telephone destinations is communicated from the second IP server over the WAN 1o the first IP
telephone. This list of telephone destinations is stored in the second IP server which is coupled
to the second and third telephonc extensions. The first IP telephone then selects one of those
telephone destinations to make a telephone call from that list. Since database 232 is not
associated with a seccond LAN that includes one of the IP telephones 245-247, or even telephones
201-203, Wilson does not meet the limitations of claim 24,

With respect to claim 30, it is not anticipated by the cited prior art reference for reasons
similarly given above. The list of tclephone destinations communicated from the second IP
server over the WAN to the first IP telephone is not taught or suggested by Wilson. The list of
telephone destinations in database 232 is not communicated from the LAN comprising 1P
telephones 245-247 over the network 210 to the LAN comprising IP telephones 201-203.

With respect to claims 28 and 34, Applicants respectfully traverse the Examiner’s
assertions. First of all, the Examiner has mischaracterized the limitations within these claims.
These claims recite that the telephone destinations may include telephones external to the
system. Such telephone destinations are included in a list stored in the second IP server and
which are cbmmunicaled from the second IP server over the WAN to the first IP telephone. This
is not taught or suggested within Wilson. Further, the Examiner has asserted that such
limitations are inherent. Applicants respectfully traverse this inherent assertion by the Examiner.
The fact that a certain result of characteristic may occur or be present in the prior art is not
sufficient to establish the inherency of that result or characteristic. MPEP § 2112. In relying

upon the theory of inherency, the Examiner must provide a basis in fact and/or technical
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reasoning to reasonably support the determination that the allegedly inherent characteristic
necessarily flows from the teachings of the applied prior art. 1d. The Examiner’s support for the
inherency rejection is without any facts or technical reasoning, but is merely the Examiner’s

subjective opinion. This is insufficient to support a rejection based on inherency.

[I. REJECTIONS UNDER 35 U.S.C. § 103

Claims 1-4, 7 and 10 stand rejected under 35 U.S.C. § 103 as being unpatentable over
Guy et al. (U.S. Patent No. 6,298,057) in view of Stuntebeck et al. (U.S. Patent No. 6,065,016).

Claim 1 has been amended to include the limitations of claim 7. Furthermore, claim 4
has been placed in independent form. In rejecting claim 7, the Examiner has asserted that this
limitation is taught within Stuntebeck by the universal server coupled to the user LAN and
accessed from the Internet or any other access channel. This does not meet the claim limitations.
The claim limitations specifically recite that the list of the plurality of tclecommunications
extensions is stored in a server in the LAN. The UDS 10 is not part of the user LAN. Instead,
the LAN is coupled to the UDS by a dedicated communication channel 58. Column 4, lines 5-9.
One skilled in the art would not have been able to recreate amended claim 1 in view of the cited
prior art, since not all of the claim limitations are taught or suggestced by the combination of the
references. Though Applicants have specifically pointed out how Stuntebeck does not meet the
claim limitations, this is the reason used by the Examiner to reject the original claim 7. Since
Applicants have traversed and shown that Stuntebeck does not meet the claim limitations as
relicd upon by the Examiner, the Examiner’s prima facia case of obviousness cannot stand.

With respect to claim 4, the Examiner has asserted that it is inherent that the server will
play back the pre-recorded selection menu to let the user (o sclect the proper extension.
Applicants respectfully traverse this inherency argument. Such an inherency argument is not
supported by facts or technical reasoning, but is merely supported by. the Examiner’s

unsupported subjective opinion.
Claims 5-6, 8-9 and 23 stand rejected under 35 U.S.C. § 103 as being unpatentable over

Guy in view of Stunfebeck and further in view of Wilson. Applicants respectfully traversc. With
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respect to claim 8, the Examiner has asserted that in Wilson the Internet user database directory
can be accessed by the first and sccond LANs. The problem with the Examiner’s rejection, as
pointed out above, is that this does not meet the claim recitations. The claims specifically recite
that the list of telecommunications extensions is found within the second LAN, not outside of the
second LAN. Wilson clearly shows that database 232 does not reside within either of the LANs
taught therein. As a result, one skilled in the art at the time the invention was made would not
have been able to recreate claim 8 in view of the cited prior art. The Examiner has specifically
relied upon the teachings in Wilson to support the rejection of claim 8, and Applicants have
successfully traversed these assertions. As a result, the Examiner’s prima facia case of
obviousness must fail.

Claims 13-16, 29 and 35-40 stand rejected under 35 U.S.C. § 103 as being unpatentable
over Wilson. Inresponse, Applicants respectfully traverse this rejection. Claims 13-16 have
been canceled.

With respect to claims 29 and 35, Applicants traverse the Examiner’s motivation to
modify Wilson. The Examiner’s motivation is so that members of the big organization in
multiple work locations can access the whole phone directory of this organization no matter
where the user is located. The problem is that this motivation comes specifically out of the
present application. See page 20, lines 12-24. As prohibited by case law, an examincr may not
use the Applicant’s application as a blue print for modifying prior art references. This is referred
to as hindsight reasoning. The Examiner’s motivation is not shown to be supported by any
external factual evidence. Therefore, it can only be concluded that the Examiner came up with
this motivation through Applicant’s own specification.

With respect (o claims 36-40, claim 36 has been amended to incorporate the limitations
of claim 39. As argued above, the prior art references do not provide that the list of telephone
destinations is stored within the second LAN. Amended claim 36 recites the sending of a
message from the first LAN to the second LAN requesting the sccond list and then receiving the
second list from the sccond LAN to the first LAN. These are not taught within Wilson, contrary

to the Examiner’s position. Column 7, lincs 47-67 instead discloses that the callee’s Internet
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addresses are provided by the database search-engine 230 to one of the Internet callers 201-203.

This is not sending a message to the second LAN and then receiving the list from the second
LAN.
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Please charge Deposit Account No. 06-1050 in the amount-of $60.00 for the Petition for
Extension of Time fec (one month). Please apply any other charges or credits to deposit
account 06-1050.

Respectfully submitted,

Date: at(i!/i /7/ Xoo7

Kelly K. Kordzi
Reg-No-36;
Fish & Richardson P.C.

One Congress Plaza

Suite 810

111 Congress Avenue
Austin, TX 78701
Telephone: (512) 472-5070
Facsimile: (512) 320-8935

11025601.doc
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- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b). )

Status

N Responsive to communication(s) filed on 17 August 2007.

a)[] This action is FINAL. 2b){X] This action is non-final.

3)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

4K Claim(s) 1-6,8-10,17-20,22-38 and 40 is/are pending in the application.

4a) Of the above claim(s) is/are withdrawn from consideration.
5)(J Claim(s) _____is/are allowed.
6)[X] Claim(s) 1-6,8-10,17-20,22-38 and 40 is/are rejected.
7)1 Claim(s) _____ is/are objected to.
8)(] Claim(s) ____are subject to restriction and/or election requirement.

Application Papers

9)[X] The specification is objected to by the Examiner.
10)] The drawing(s) filed on is/are: a)[_] accepted or b)[_] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
1)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)_JAll b)[] Some * ¢)[[] None of:
1.[C] Certified copies of the priority documents have been received.
2.(C] Certified copies of the priority documents have been received in Application No. __
3.[] Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) & Notice of References Cited (PTO-892) 4) [:] Interview Summary (PTO-413)

2) ] Notice of Draftsperson’s Patent Drawing Review (PTO- 948) Paper No(s)/Mail Date. _

3) [ Information Disclosure Statement(s) (PTO/SB/OS) 5) L] Notice of Informal Patent Application
Paper No(s)/Mail Dale . 6) D Other:

* U.S. Patent and Trademark thce

PTOL-326 (Rev. 08-06) Office Action Summary . Part of Paper No./Mail Date 20071015

RingCentral Ex-1002, p. 39
RingCentral v. Estech
IPR2021-00574



Application/Control Number: 10/447,607 Page 2
- Art Unit: 2619 -

DETAILED ACTION
o Applicant's Amendment filed 8/17/2007 is acknowledged.
o Claims 1, 4, 8, ‘17, 36, 40 have been amended.
o Claims 7, 11-16, 21, 39 have been Cahcelled.

e Claims 1-6,8-10, 17-20, 22-38 and 40 remain pendingl

Specification
1. The disclosure is objected to because of the following informalities:
Please update the related applications identified on pg. 1 of the Specification:
Serial No.-10/041332 is now patented, US Patent No. 6,925,1‘67.

Serial No. 10/210902 is now patented, US Patent No. 7,123,699. .

Claim Rejections - 356 USC § 103
2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

3. Claims 1-3, 5, 6, 8-10, 17-20, and 22-35 are rejected under 35 U.S.C. 103(a) as
being unpatentable over Guy et al. (US006298057B1), hereafter Guy, in view of Wilson
(US006829231B1).
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- Regarding Claims 1-3, 5, 6, 8-10, 17-20, 22-25, 27, 29-31, 33, and 35,

Guy discloses a system and method for coupling a first LAN 102A having server
112 to a second LAN 102B having server 122 through WAN 104 utilizing IP capabilities
of the LANs and WAN (Fig. 1; Col. 1, lines 51-53; Col. 14, lines 13-17; claim |

1.8.17.24 30 — method in a information handling system compﬁsing a first LAN; claim

1,8,17.24,30 - a second LAN; claim 1,8.1 7,24,30 — WAN coupling the first LAN to the -

second LAN; claim 2,17,30 — LANs and WAN operate under IP protocbl; claim 24,30 -
first and second IP servers within first and second LANs).

Fig. 1 also shows that a plurality of telecommunications devices are coupled to

the first and second LANs 102A/B (claim 1.8,17.24,30 - first telecommunications device

coupled to the first LAN; claim 1,8,17,24,27,33 - plurality of telecommunications
extensions/destinations ‘coupled to the second LAN). | |

Guy discloses the ability to connect a phone of the first LAN 102A to a
destination phone of the second LAN 102B (Col. 6, lines 4-11; Col. 10, lines 1;7). Guy
further discloses each file server 112/122 includes a directory (Fig. 4, 406) that stores a
.Iist‘ of server codes and additional information to identify devices attached to each

server (Col. 10-11, lines 30-14; claim 1,8.17.30 - wherein the list of the plurality of

telecommunications extensions is stored in a server in the second LAN, and is
accessed by the first cichitry across the WAN). Guy also discloses a master directory

in a server of network 100 containing the information stored in each local directory (Col.

9, lines 20-25).
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However, Guy does not explicitly disclose the user of the phone in» the first LAN
observing a displayed list of extensions to phones iﬁ multiplé (second and third) local
networks remote of the user's LAN and automatically initiating a call in response to the
user selecting one of the extensions from the observed list. Guy also does not explic_itly B
disclose the user’s phone. as én IP phone having display and keys for user to enter first

and second inputs for displaying and selecting/initiating a calll, circuitry to scroll through

the displayed list.

Wilson discloses an IP phone user can access a directory engine through the
Internet (WAN) for displaying a list of numbers/addresses (extensions) obtained from
muitiple (second and third) local exchange network switches and ISPs that are remote
to the user. Wilson further dis'closeé the user initiates a call by selecting a destination
from a scrolled list of potential destinations (Fig. 5,6; Col. 7-8, lines 45-15; claim
1,8 17,24 30 - first LAN including first circuitry for enabling a user of the first |
telecommunications device to obserye/view a list of the plurality of telecommunications

extensions; claim 1,8,18,24 30 - first LAN including second circuitry for automatically

calling one of the plurality of telecommunications extensions in response to the user

selecting one of file plurality of telecommunications extensions from the observed list;

claim 3,8.24,30 - list is displayed to user of the first device; claim

5,6,8,17,19,20,24,25,30,3_1 — first device is IP phone having display and keys for user to

enter first and second inputs for displaying and selecting/initiating a call to an extension

in the second LAN over the WAN; claim 9 22 — circuitry to scroll through displayed list;

RingCentral Ex-1002, p. 42
RingCentral v. Estech
IPR2021-00574



Application/Control Number: 10/447,607 | Page 5
Art Unit: 2619

claim 10,23,29,35 - a third LAN and first LAN circuitry for selecting and viewing a list of

a plurality of extensions coupled to the second and/or third LAN).

It would have been obvious.to one of ordinary skill in the art at the time of the
invention to modify Guy by enabling a first device to observe a list of extensions in a -
remote LAN and initiating a call to a displayed number in response to selection by a
user, as shown by Wilson, thereby enabling the first phone to connect to a destination
phone if the number associated with the destination phone is unknown and remote of

the user's LAN.

Regarding Claimé 26 and 32,
Guy discloses a system and method meeting all limitations of the parent claims.
Neither Guy nor Wilson discloses first and second inputs use the same button.
However, it is well known in the art to utilize the same button for multiple
. .common inputs to simplify the fuhctionality (claim 26‘,32 — first and second inputs use
same buttoﬁ).

It would have been obvious to one of ordinary skill in the art at the time of the

invention to use the same button for thé first and second inputs disclosed by Wilson, in

order to improve the ease of use for the user.
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- Regarding Claims 28 and 34,

Guy discloses a system and method meeting all limitations of the parent claims.

Neither Guy nor Wilson explicitly discloses destinations includes telephones
external to the system.

However, it is well known that local exchange switches such as those shown by
Wilson are éble to connect fo other exchanges ou.tside of the local system, such as over
a-dedicated T1 trunk (claim 28,34 - destinations ihcludes telephones external to the
system).

It would have been obvious to one of ordinary skill in the art at the time of the
inventioh to modify Guy and Wilson by enabling destinations to be telephdnes external
to the system, thereby providing the disclosed directory services to as many capable

users as can be supported. -
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3. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Guy in
view of Wilson above, and further in view of Stuntebeck et al.>(USOO6065016A),

hereafter Stuntebeckj

- - Regarding Claim 4

Guy discloses a system as shown above in the rejection of claim 1 and 2.A

Neither Guy nor Wilson discloses a list played to a user as audio.

Stuntebeck discloses a universal directory server (UDS) that provides remote
access to the communication addresses (extensions) associated with numerous
institutions, including LANs (Fig. 1; Abstract). Stuntebeck discloses a user can access
the UDS through a voice recognition system, in which results are conveyed to the user
as voice (audio; Col. 4, lines 17-25; claim 4 - list is played as audio to the user of the
first device).

It would have been obvious to one of ordinary skill in the art at the time of the
invention to modify Guy and Wilson by enabling the list to be played as audio to the
user, as shown by Stuntebeck, thereby allowing users to access directory services

without a visual display.
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4. Claims 36- 38 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable

over Wllson in view of Guy.

- Regarding Claim 36-38 and 40,

‘Wilson dis»closes an IP phone connects to Internet (WAN) through multiple (first,
second, third) local switches and network switches, and a user can use the
a.lphanumeric keypad to make a request of callee search (Fig. 5; Col. 7, lines 45-67;
claim 36 - in response to receipt of first input, displaying on a display on the IP
~telephone a first list including second and third LANs coupled to the first LAN,‘ wherein
the second and third LANs operate under the IP protocol; claim 40 - first, second, and
third LANs coupled via WAN).

Wilson further discloses the screen on the caller's side can display multiple result

numbers of callees in a scrolled list after the search engine replies to the search request
(Col. 7 lines 46-67 and Col. 8, Lines 1-17; claim 36 - receiving another inptjt from the
user on the IP telephone; in response to receipt of the input, display.ing on the display
on the IP telephone a second list of telephone destinations accessible from the second
LAN; claim 37 - scrolling through the list in response to fourth-input).

Wilson then shows that the caller can select the proper callee's name display
from the scrolled list of mulitiple results to initiate a call (Col. 8, lines 13-15; claim 36 -
response to receipt of thfrd input, automatically dialing one of the telephone destinations

accessible from the second LAN for a communications connection between the one of
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the telephone destinations and the P telephone; claim 38 - scrolling through the list in

response to fifth input).

Wilson does not explicitly show that the callee lists are received from a second
LAN in response to sending a request message from the first LAN.

Guy discloses a s_ystem and .method for coupling a first LAN 102A having server
112 to a second LAN 102B having server 122 through WAN 104 utilizing IP capabilities
of the LANs and WAN. .Guy discloses the ability to connect a phone of the first LAN
102A to a destination phone of the second LAN 102B (Col. 6, lines 4-11; Col. 10, lines
1-7). Guy further discloses each file server 112/122 includes a directory (Fig. 4, 406)
-that stores a list of server codes and additional information to identify devices attached
to each server (Col. 10-11, lines 30-14), while also disclosing a master directory ina
server of netWorijO containing the information stored in each local directory (Col. 9,
lines 20-25; claim 36 - displaying on the display on the IP telephone the second list
further includes the steps of sending a request message for the list from the first LAN to
the seéond LAN and receiving the second list from the second LAN to the first LAN).

It would have been obvious to one of ordinary skill in the art at the time of the
invention to supply the Internet database in Wilson from local directories stored in each
respective LAN segment of a network, as shown by Guy, thereby ensuring that the

Internet (master) directory is up to date.
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Response to Arguments
5. Applicant's arguments with respect to the pending claims have been considered

but are moot in view of the new ground(s) of rejection.

Conclusion
6. The prior art made of record and not relied upon is considered pertinent to-

applicant's disclosure.

¢ Hattori et al. (US006094674A)

¢ Lloyd (US20010037331A1)

Any inquiry concerning this communication or earlier communications from the
examiner should be directéd to Gregory B Sefcheék whose telephone number is 571-
272-3098. The examiner can normally be reached on Monday-Friday, 8:00am-4:30pm.

If attempts to reach the examiner by telephone a‘re unsuccessful, the examiner's
supervisor, Wing Chan can be reached on 571-272-7493. The fax phone number for

the organization where this application or proceeding is assigned is 571-273-8300.

RingCentral Ex-1002, p. 48
RingCentral v. Estech
IPR2021-00574



Application/Control Number: 10/447,607 | - Page 11
Art Unit: 2619 '

Information regarding the status of an applicatién may be obtained from the
Patent:Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http‘://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR syétem, contact the Electronic
Bpsineéé Center (EBC) at 866-217-9197 (tdll-free). If yoLJ would like assistance from a
USPTO Customer Service Representative or access to the automated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272'-1000.

Patent Examiner
10-16-2007
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Artorney's Docket Moo 26180130

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant ¢ Suder etal ArntUsit @ 2610

Sertal Noo o 10447 607 Examiner © Gregory B. Sefuback
Filed o blay 29, 2003 Conf. No. : 6094

Title ¢ PHONE DIRECTORY IN A VOICE QVER P TELEPHONE SYSTEM

Mail Stop Amendment
Commissioner for Patonis
PO Box 1430

Alexandria, VA 2231341450

AMENDMENT IN REPLY TO ACTION OF QUTOBER 22, 2007

Please amend the above-identified application as follows:
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AMENDMENTS

Amendments @ the Specification:

Please replace the paragraphs on page 1, Haes 3-14, with the following amended

pavagrapha;

CROSS REVERENCE TO RELATED APPLICATIONS

“I‘l A' " ,
Serial No, g9/775.00
TELEPHONE RYSTEM”

This apphcation for patent is related to the following patent applications:

Serial No. /072,343, entitled "QUALITY OF SERVICE IN A REMOTE
TELEPHONE™

Serial Noo 10041 332 now U5, Patent No, 8,925,167, entitled "SERVICE
GERERVING IN AVQICE OVER P TELEPHONE SYSTEM™: and

‘im‘iai No. 10/2710,902, now ULS, Patent Mo, 7,123,699 entithed "VOICHEMAIL IN A
VOICE OVER 1P TELEPHONE SYSTEM™; which are all hereby incorporated by reference
I}uzem.
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Amendnenis e the Claimse

This listing of clatms replaces all prior versions and Ustings of claims in the application:

e

Listing of Claims:

t. {Previously presented An information handling systers comprising:
a first local area network {TLAN"Y

a second LAN

a wide area network {(TWAN") coupling the first LAN to the second LAN;

3t telecommundeations device coupled to the first LAN;

yor ¥

atl

a plurality of elecommunications extensions coupled to the second LANS

pon

he first LAN inchading fist cirouitey for enabling a user of the first teleconumunications

devive 1o observe a st of the plurality of telecommunications extensions; and

the firsy LAN inclading second cireuitry for antomatically calling one of the plurality of
elecommunications extensions i response to the user selecting one of the plarality of
telecommunications extensions from the observed list, wherein the list of the plusality of

telecommunications extensions is stored ina server in the second LAN, and s accessed by the

m«,

first oiveuitry across the WAN,

2. {Original} The system as rectied in claim 1, whereln connmumication among the firsy

v

LAN, second LAN, and WAN uses ga 1P protocol,

3 {Ohvizival) The system as recited in claim 2, wherein the Hist of the plursiity ¢

televommunications exiensions is displaved to the user of the first elecommunications device,
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4. {(Proviously presemted) An information handling sysiem comprising:

a fiest local arca network ("LANTY,

a second LAN;

a wide ares network "WAN") coupling the first LAN to the second LAN;

a first telecommunications device coupled to the first LANS

a plurality of selecommunications extensions conpled Lo the second LAN;

tho fisst LAN mncluding first circutiry for enabling a user of the first telecommunications
device to observe g Hst of the plarality of telecommunications extensions; and

the fist LAN including second circuitry tor antomatically calling one of the plurality of
elecomnuunications exionsions in response 1o the wser sclecting one of the plurality of
telecommunications extensions from the observed list, whereln communication among the first
LAN, second LAN, and WAN uses an 1P protoeol, wherein the list of the plurality of

telecommunications extemions 13 played as andio to the aser of the first telecommunications

gdeviee.

{Original} The system as recited in claim 3, whorsin the frst teleconumunications
device 1s an IP telephone having o display for showing the list of the plurality of
telecomuninieations oxtensions, wherein the second circuitny includes a key for enabling the user

%e

to tacitly selecting one of the pluraiity of telecommunications extensions from the displayed st
&. (Originad} The system as rectted in claim 5, wherein the tactile selection of one of the
sharality of teleconumunications extensions from the displaved list by the user resulis in an
o E » -

inttistion of a call from the fisst telecommunications device o the selected one of the plusality of

teloperrmrdontions exensions acrass the WAN,

- e o R U
T {Canceileds
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a wide ares nebwork ("WAN") coupling the first LAN 10 the second LAN;

a first telecommunications device coupled o the first LAN;

g plurality of elecommumnications extensions coupled 1o the second LAN,

the frst LAN tmeluding firsy cirenitry for enabling g nser of the first telecommunications
device 10 observe » list of the plurality of telecommunications extensions; and

the first LAN including second civenitry for antomatically calling one of the pluraiity of
telecommunications extensions in response to the user selecting one of the plarality of
telecommunications exiensions from the observed list, wherein conununication among the finst
LAN, scoond LAN, and WAN uses an 1P protocol, wherein the st of the plarality of
selecomrmunications extensions is displayed to the wser of the first telecommunications device
wherein the first telscommunications device is an IP telephone having a display for showing the
fist of the plurality of telecommunications extensions, wherein the second cireniiry includes a
kov for enabling the user 1o taciily sclecting one of the plurality of telecommunications

axtens

wons from the displayed sy, wherein the tactile selection of one of the plurality of
elecommunications extensions from the displayed list by the user results in an mitiation of a call
from the fiest telecormunivations device to the selected one of the plarality of
telecommunications extensions acrss the WAN, wherein the list of the plurality of
releconmmunications oxtensions 18 stoved s server in the second LAN, aod is acressed by the

Srst civeniivy avross the WAN,
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10, (Original} The systen as rectied in clatim 1, fosther comprising:

a third LAN coupled 10 the first and second LANS via the WAN, and

a pluratity of telecommunications extensions coupled 1o the third LAN, the first LAN
metading clrenitry for enabling the aser o scleot between observing the st of the plusality of

tefeconmmunications exiensions coupled o the second LAN ar observing a st of the phurality of

telecommunications extensions coupled to the third LAN.

i1~ 6 (Cancelled)

%

17, {Previoualy proseated) An information handling system comprising

a fipst focal area netwark {("LAN"} operating under an IP protocol;

a first IF wicphone coupled o the first LAN, the first TP telepbone having & display and #
set of keys for enahiing a user to enter inputs;

a seeond LAN operating under the 1P protocol;

sevond and thind telephone extensions coupled to the second LAN;

& wide area network {"WAN") operating wnder the IP protovel coupling the frst LAN 1o
the second LAN; and

.

a st including the second and third ele ;ﬁmme extensions, wherein the Hst is stored in g server in

1.

the seeond LAN, and ts accessed by the first circuitry across the WAN.

18, {Original} The system as recited in claim 17, further comprising:
the first LAN including second eircaitry for sutomatically calling the second welephone

ES

extension in response to the usor selecting the second telephone extension from the viewsd Hst.
I8, {Originaly The systen as reeited In claim 1R, wherein selection of the szeond

telephione exiension from the viewed list by the user s accomplished by selection of one of the
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20 (Originaly The system as recited in claim 19, whesein the selection of one of the set
of keys results inan inftiation of a call from the first IP telephone to the second isiephone

Sxiensoa aorDss the WARN.

The system as recited i claim 17, wherein the fivst [P telephone inchudes
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23, (Originaly The system as reciied in claim 1, further comprising:

a third LAN coupled to the first and second LANs via the WAN{ and

a plurality of wlephone extensions conpled to the third LAN, the fist LAN including

cirouitry for enabling the user to select between viewing the list of the telephone exiensions

couplod to the second LAN or viewing a Hst of the plurality of telephone extensions coupled 1o

24, {Originaly In a telecommunications system comuprising a fivst 1P telephone coupled to
a first IP servey within a Sirst LAN, second snd third telephose extensions coupled 10 a second 1P
server within a second LAN, snd 2 WAN coupling the first LAN to the second LAN, the {irst
LAN, the seeend LAN, and the WAN communicating using an IP protocol, & method comprising
the sieps of

{n response 1o selection of a fivst inpat on the first IP telephone, displaying on the drst 1P
telephone a Hst of iclephone destinations stored in the second IP server, wheren the list of
telephone destinations is communivated from the second IP server over the WAN to the {irst IP
telephone; and

in reaponse 1o selection of one of the telephone destinations from the displayed s,

sutomatically daling the selected one of the telephone destinations for & communications hnk

R

hetween the first IP ielephone and the selecied one of the telephone destinations,

Y
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25 {Original) The method as recited in claim 24, wherein the selection of one of the
ielephone destinations from the displayved list is perfornied in response to selection of 8 sccond

npat on the Hest IP welephone by & user,

26, {0 gimﬁ} The method as rectted in olaim 23, wherein the first and second inpois are

27 (Originaly The method as recited in olaim 24, wherein the telephone destinations

melnde the second and third telephone extensions coupled to the second 1P server,

28 {Ongmaly The method as reciied o olaim 24, wherein the ielephone destinations

inchude 1elephones external to the system.

28, {Originaly The method asrecited in clainy 24, wherein the systen includes a third
LAN coupled to the first and second LANS via the WAN, further comprising the steps oft
displaying o the Srst I teiephone a Hst of LANSs coupled 1o the WAN, meluding the

N

second and third LANY and

performing the step of displaying the first Hst in response 1o selection of the second LAN

X

o~ ™

rom the displaved Hst of LANs.

30, {Orniginaly A elecommmuanications systens comprising:

a first 1P telephone coupled to a first IF server within a first LAN,

second and thivd telephone extensions coupled o a second IP server within g second
LAN,

8 WAN coupling the first LAN to the second LAN, the first LAN, the second LAN, and
the WAN commuanicating using an {IF proteod;

means for diaplaying on the first IF telephone a list of telephone destinations stored in the

second 1P server in respanse to selection of a fivst inpat on the first 1P wlephone, whevein the Hst
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means for automativally dialing the selected one of the telephone destinations for a
communications ok between the first IP telephone and the relected one of the telephone

destinations in respeuse (o selection of one of the telephone destinations from the displayed list,

31 (Origmaly The system as recited in claim 30, whersin the sel sotion of one of the
telephone destinasions from the displaved list is performed in response to selection of a second

taput on the first I welephone by a user.

32, (Originaly The system as recited in claim 31, wherein the first and second inputs aw
the same key button on e {irst 1P telephone.

S

The systems as recited i olaim 32, wherein the telephone destinations

5oy

include the second and third telephone extenstons coupled 1o the second 1P server.

34, (Origingd) The system as recited in claim 32, wherein the telephone destinations

- %

inelnde telephones external to the system,

S, {Original) The sysiom as reeited in claim 31, further comprising:
a third LAN coupled 1o the fiest and second LANSs via the WAN;
means for displaying on the fiest 1P telephone a listof LANs coupled 1o the WAN,
selnding the second amd third LANs: and
means for displaying the first st in response to selection of the second LAN from the

displayed list of LANs,
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36, (Previonsty presentedy A method comprising the steps oft
receiving a fivst tonch input from 2 user on an {P telephone that is networked e a fiest

LAN operating wnder an P protocol;

&

i rosponse 1o reeeipt of the st touch inpat, displaying on a display on the IP elephone

~

a fipst Hst inchuding second and third LAN: coupled 1o the first LAN, wherein the second and

4%

third LANs operate ander the IP protocol;

recstving a second toueh input from the user on the [P telephone;

n response o receipt of the seeond touch input, displaying on the display oo the 1P
telephone a second list of telephone destinations accessible from the second LAN;

reeetving a third touch inpwt frons the user on the IP telephone; and

in rosponse to reeeips of the third touch inpud, sutomatically dialing one of the telephone

destinations accessibie from the second LAN for ¢ communications connection between the one

of the telephone destinations amd the IP telephone, wherein the step of displaying ou the display
g the P telephone the second bist further mcludes the steps oft

seanding & message from the first LAN 1o the second LAN reguesting the second bist; and

recetving the second st from the second LAN to the first LAN,

37, {Originaly The method as recited inclaim 36, before the step of receiving the second
touch tymat, further comprising the steps oft recelving a fourth touch input from the user on the

P wolephone; and in response 1o receipt of the fourth touch mput, serplling through the frgt Bist

38 (Originady The method as recited dun elaim 37, before the step of receiving the third
souch input, fusther comprising the steps ofr veceiving a fifth touch input from the user on the IP

telephone; and v respense to receipt of the fifth touch input, scrolling theongh the second Hst.

39, {Cancelied)

44, {(Freviousiy presented) The methed as recited in olaim 36, wherein the Hiest, sgoond,

and third LANs are coupled via g WAN,
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REMARKS

Claims 146, 810, 1720, 22-38 and 40 are pending in the application.

o
7w PR3

Clatms 1-6, 810, 17-20, 22-38 and 40 stand rejected.

§. REJECTIONS TO SPECIFICATION

gonpe

The Examiner has reguesied that the relsted applications deniified on page ot the

Specification be updated.  In response, Applicants have herein updated this portion of the

Specification as requested.

I REIECTIONS UNDER 35 U1.8.C § 13
Clabms 193, 5.6, 8-19, 17-20 and 22-33 stand rejected under 35 US{C, § 103 av being

unpatentable over Gy ef o {U.S. Patent No. 6,298,057} in view of Wilsen (ULS. Patent No.

6,828,231 In response, Applicants respectfully traverse these rejections.

The Examiner’s rejections rely specifically upon an interpretation that Gy discloses a list
of the plurslity of telecommunications extensions being stored in a server i the seeond LAN,

M-

,,‘
-)-4

which i accessed by the first clrcuitry across the WAN, The Exanainer cites colums 18, line
column 11, Hine 14 in support of this interpretation. Applicants traverse. This language within
Guy does not suppost the Bxaminer's assertions.  Instead, Guy teaches that i the server code is
not g the local divectory, then g request goes o a master direciory which i located somewhere

al

in network 100, Colunm %, Hnes 23-28. The master directory only contaius the server code.

3~
The server code only identifies the CSU 130 1w which the destination telephone iy connedted.

3
3%

Colamn 1, Hnes 3338 Additional digis ave still required in order to telephone or contact the

,’,,o

destination telephone from the originating telephone. Such additional digits are desoribed in
colamm 11, e foolumn 12, lne 21, Such additional digits are tanght within Guy 1o be
generated in the first LAN withont any transmission of this information from the second LAN o

the first LAKN,
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B

’X;jn inant

The result of the foregoing 15 that the combination of Guy and Wilson doss not teach or
suggest ofrouitry within the first LAN for snabling a user of the first telecommunications device

x

tst of the plurality of telecommunications extensions coupled

foord

within that first LAN o observe a
to the second LAN, wherein the hist of the plurality of telecommunications extensions is stored in

?

a server in the second LAN and is accessed by the Svst circuttry across the LAN. Instead, the
most that the combination of referenvces teaches is that when a telecommunications deviee in the
fiest LAN desres fo call g telecommunications device in the second LAN, it may acoess ¢ master
dirgetory to find out the server code associated with the server in the second LAN to wh&ah the
secomd telecommunizations device may be coupled. This i3 only performed i the server codes
are not already known by the server in the first LAN to which the first telecommunications
device is coupled. The Himitation of the teachings of the combination of Guy and Wilsen is that a
list of selecommunications device coupled to the second LAN is not accessible by frst eivcuitry
in the first LAN. Az s result, a telecommunications device coupled to the first LAN i3 not able

5

ligt of telecompunications extensions in the second LAN and thereh ymake a

p,,a

o observe such

jo

calt to such o telephone extension. This 1s an important distinction for several reasons. One of
them is that it permils & user in one geographic location to locate a station user in unother
tocation without the need o use a printed extension guide. Page 20, Hues 21-24. This would not

be possible with the combination of references asserted by the Examiner, but is with the present

As wresudt of the foregoing, one skilled in the art at the tme the invention was made

would not have been able to recreate the clrimed invention in view of the combination of the

references,

(i page 4 of the Office Action, the Examiner has made gssertions as to what Wilson
teaches. Apphivants respectiully traverse such assertions ard incorporate by reference

Applicarts’ argunents made in the previoas amendment with respect to the teachings of Wifcon.

With respect to Cladme 26 and 32, the Examiner asseris that it is well kaown in the antto

utilize the same batton for multiple commoen inputs fo simplify functionality, Applicants

RingCentral Ex-1002, p. 61
RingCentral v. Estech
IPR2021-00574



Applicant Astorney's Daocket Nooo 216180 FEH
Beriad Koy
Filed

Page
respectiully traverse the gesertion of what s well known in the art, As a resolt, the Exaniner s
required 1o suppon such an gssertion with objective evidence

With respeot to Claims 28 and 34, Appiicants respectinlly traverse the Bxamin
The Examiner has mischaracterized the hmitations within these claims, These claims

assertions.
stinations may melude telephones esternal to the system. Such

1t the telephone desy

brgs

s e R
oot

& Hst stored in the second P server in which ave

wations are ncioaded
This s not

telephone destis

communicated from the second P server over the WAN to the first 1P telephone,

tanght or suggested within Wilsen, Applicants traverse the Examiner's assertion of what is well
gvidence.

known in the &, requiring the Examiner to support such assertions with objective

Clatm 4 stonds rejected under 35 US.C. § 103 a5 being unpatentable over Guy i view of
Wikson: and further in view of Stuntebeck ef ol (A0S, Patent No. 6,063 016}, Applicants

verse this rejection for reasons sionilarly given abev

$ and 40 stand rejected ander 33 US.CL § 103 ss being unpatentable over
Applicants respectfully traverse these refections for reasons sinalarly

g ves above,
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CONCLUSION

As a resuls of the foregoing, 1t is asserted by Applicants that the remaiuing Cladms in the
Appiication @re i conditinn for sllowance. and respectfully request an allowance of such

Cla

nm

EHER
Appiicants rospectiully request that the Examiner call Applicants” attorney at the below

lHsted rumber i the Examiner believes that such a discussion would be helpfud in resolving doy

remaining problems,

We beliove there 1o be no fee(s) doe gt tus time, bowever, i we have calemdated
incorrectly, please spply any charges or eredus to Deposit Account Noo 06-1030, referencing

Attorpey Dockeat No, 21818013001,

Respectfully submitted,

Diate:

figh & Richardaon BL
One Congress Plaga
Suite {10

113 Congress Avenue
Austin, TX 78731
Telephone: {312} 472-5070
Facsimife: (312 320-8435

.c
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REMARKS

Claims 146, 810, 1720, 22-38 and 40 are pending in the application.

o
7w PR3

Clatms 1-6, 810, 17-20, 22-38 and 40 stand rejected.

§. REJECTIONS TO SPECIFICATION

gonpe

The Examiner has reguesied that the relsted applications deniified on page ot the

Specification be updated.  In response, Applicants have herein updated this portion of the

Specification as requested.

I REIECTIONS UNDER 35 U1.8.C § 13
Clabms 193, 5.6, 8-19, 17-20 and 22-33 stand rejected under 35 US{C, § 103 av being

unpatentable over Gy ef o {U.S. Patent No. 6,298,057} in view of Wilsen (ULS. Patent No.

6,828,231 In response, Applicants respectfully traverse these rejections.

The Examiner’s rejections rely specifically upon an interpretation that Gy discloses a list
of the plurslity of telecommunications extensions being stored in a server i the seeond LAN,

M-

,,‘
-)-4

which i accessed by the first clrcuitry across the WAN, The Exanainer cites colums 18, line
column 11, Hine 14 in support of this interpretation. Applicants traverse. This language within
Guy does not suppost the Bxaminer's assertions.  Instead, Guy teaches that i the server code is
not g the local divectory, then g request goes o a master direciory which i located somewhere

al

in network 100, Colunm %, Hnes 23-28. The master directory only contaius the server code.

3~
The server code only identifies the CSU 130 1w which the destination telephone iy connedted.

3
3%

Colamn 1, Hnes 3338 Additional digis ave still required in order to telephone or contact the

,’,,o

destination telephone from the originating telephone. Such additional digits are desoribed in
colamm 11, e foolumn 12, lne 21, Such additional digits are tanght within Guy 1o be
generated in the first LAN withont any transmission of this information from the second LAN o

the first LAKN,
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B

’X;jn inant

The result of the foregoing 15 that the combination of Guy and Wilson doss not teach or
suggest ofrouitry within the first LAN for snabling a user of the first telecommunications device

x

tst of the plurality of telecommunications extensions coupled

foord

within that first LAN o observe a
to the second LAN, wherein the hist of the plurality of telecommunications extensions is stored in

?

a server in the second LAN and is accessed by the Svst circuttry across the LAN. Instead, the
most that the combination of referenvces teaches is that when a telecommunications deviee in the
fiest LAN desres fo call g telecommunications device in the second LAN, it may acoess ¢ master
dirgetory to find out the server code associated with the server in the second LAN to wh&ah the
secomd telecommunizations device may be coupled. This i3 only performed i the server codes
are not already known by the server in the first LAN to which the first telecommunications
device is coupled. The Himitation of the teachings of the combination of Guy and Wilsen is that a
list of selecommunications device coupled to the second LAN is not accessible by frst eivcuitry
in the first LAN. Az s result, a telecommunications device coupled to the first LAN i3 not able

5

ligt of telecompunications extensions in the second LAN and thereh ymake a

p,,a

o observe such

jo

calt to such o telephone extension. This 1s an important distinction for several reasons. One of
them is that it permils & user in one geographic location to locate a station user in unother
tocation without the need o use a printed extension guide. Page 20, Hues 21-24. This would not

be possible with the combination of references asserted by the Examiner, but is with the present

As wresudt of the foregoing, one skilled in the art at the tme the invention was made

would not have been able to recreate the clrimed invention in view of the combination of the

references,

(i page 4 of the Office Action, the Examiner has made gssertions as to what Wilson
teaches. Apphivants respectiully traverse such assertions ard incorporate by reference

Applicarts’ argunents made in the previoas amendment with respect to the teachings of Wifcon.

With respect to Cladme 26 and 32, the Examiner asseris that it is well kaown in the antto

utilize the same batton for multiple commoen inputs fo simplify functionality, Applicants
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respectiully traverse the gesertion of what s well known in the art, As a resolt, the Exaniner s
required 1o suppon such an gssertion with objective evidence

With respeot to Claims 28 and 34, Appiicants respectinlly traverse the Bxamin
The Examiner has mischaracterized the hmitations within these claims, These claims

assertions.
stinations may melude telephones esternal to the system. Such

1t the telephone desy

brgs

s e R
oot

& Hst stored in the second P server in which ave

wations are ncioaded
This s not

telephone destis

communicated from the second P server over the WAN to the first 1P telephone,

tanght or suggested within Wilsen, Applicants traverse the Examiner's assertion of what is well
gvidence.

known in the &, requiring the Examiner to support such assertions with objective

Clatm 4 stonds rejected under 35 US.C. § 103 a5 being unpatentable over Guy i view of
Wikson: and further in view of Stuntebeck ef ol (A0S, Patent No. 6,063 016}, Applicants

verse this rejection for reasons sionilarly given abev

$ and 40 stand rejected ander 33 US.CL § 103 ss being unpatentable over
Applicants respectfully traverse these refections for reasons sinalarly

g ves above,
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CONCLUSION

As a resuls of the foregoing, 1t is asserted by Applicants that the remaiuing Cladms in the
Appiication @re i conditinn for sllowance. and respectfully request an allowance of such

Cla

nm

EHER
Appiicants rospectiully request that the Examiner call Applicants” attorney at the below

lHsted rumber i the Examiner believes that such a discussion would be helpfud in resolving doy

remaining problems,

We beliove there 1o be no fee(s) doe gt tus time, bowever, i we have calemdated
incorrectly, please spply any charges or eredus to Deposit Account Noo 06-1030, referencing

Attorpey Dockeat No, 21818013001,

Respectfully submitted,

Diate:

figh & Richardaon BL
One Congress Plaga
Suite {10

113 Congress Avenue
Austin, TX 78731
Telephone: {312} 472-5070
Facsimife: (312 320-8435

.c
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DETAILED ACTION
e Applicant’'s Amendment filed 1/22/2008 is acknowledged.
e The previous objection to the specification is withdrawn in light of the
present amendments to the specification.
e No amendments have been made to claims 1-6, 8-10, 17-20, 22-38 and

40, which remain pending.

Claim Rejections - 35 USC § 103
1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for

all obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described
as set forth in section 102 of this title, if the differences between the subject matter sought to
be patented and the prior art are such that the subject matter as a whole would have been
obvious at the time the invention was made to a person having ordinary skill in the art to which
said subject matter pertains. Patentability shall not be negatived by the manner in which the
invention was made.

2. Claims 1-3, 5, 6, 8-10, 17-20, and 22-35 are rejected under 35 U.S.C.
103(a) as being unpatentable over Guy et al. (US006298057B1), hereafter Guy,

in view of Wilson (US006829231B1).

- Regarding Claims 1-3, 5, 6, 8-10, 17-20, 22-25, 27, 29-31, 33, and 35,

Guy discloses a system and method for coupling a first LAN 102A having
server 112 to a second LAN 102B having server 122 through WAN 104 utilizing
IP capabilities of the LANs and WAN (Fig. 1; Col. 1, lines 51-53; Col. 14, lines

13-17; claim 1,8,17,24,30 — method in a information handling system comprising

a first LAN; claim 1,8,17,24,30 - a second LAN; claim 1,8,17,24,30 — WAN

Page 2
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coupling the first LAN to the second LAN; claim 2,17,30 — LANs and WAN

operate under IP protocol; claim 24,30 — first and second IP servers within first

and second LANS).
Fig. 1 also shows that a plurality of telecommunications devices are

coupled to the first and second LANs 102A/B (claim 1,8,17,24,30 - first

telecommunications device coupled to the first LAN; claim 1,8,17,24,27,33 -

plurality of telecommunications extensions/destinations coupled to the second
LAN).

Guy discloses the ability to connect a phone of the first LAN 102A to a
destination phone of the second LAN 102B (Col. 6, lines 4-11; Col. 10, lines 1-7).
Guy further discloses each file server 112/122 includes a directory (Fig. 4, 406)
that stores a list of server codes and additional information to identify devices

attached to each server (Col. 10-11, lines 30-14; claim 1,8,17,30 - wherein the

list of the plurality of telecommunications extensions is stored in a server in the
second LAN, and is accessed by the first circuitry across the WAN). Guy also
discloses a master directory in a server of network 100 containing the information

stored in each local directory (Col. 9, lines 20-25).

However, Guy does not explicitly disclose the user of the phone in the first
LAN observing a displayed list of extensions to phones in multiple (second and
third) local networks remote of the user’s LAN and automatically initiating a call in
response to the user selecting one of the extensions from the observed list. Guy

also does not explicitly disclose the user’s phone as an IP phone having display
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and keys for user to enter first and second inputs for displaying and
selecting/initiating a call, circuitry to scroll through the displayed list.

Wilson discloses an IP phone user can access a directory engine through
the Internet (WAN) for displaying a list of numbers/addresses (extensions)
obtained from multiple (second and third) local exchange network switches and
ISPs that are remote to the user. Wilson further discloses the user initiates a call
by selecting a destination from a scrolled list of potential destinations (Fig. 5,6;

Col. 7-8, lines 45-15; claim 1,8,17,24,30 - first LAN including first circuitry for

enabling a user of the first telecommunications device to observe/view a list of

the plurality of telecommunications extensions; claim 1,8,18,24,30 - first LAN

including second circuitry for automatically calling one of the plurality of
telecommunications extensions in response to the user selecting one of file

plurality of telecommunications extensions from the observed list; claim 3,8,24,30

— list is displayed to user of the first device; claim 5,6.8,17,19,20,24,25,30,31 —

first device is IP phone having display and keys for user to enter first and second
inputs for displaying and selecting/initiating a call to an extension in the second

LAN over the WAN; claim 9,22 — circuitry to scroll through displayed list; claim

10,23,29.35 — a third LAN and first LAN circuitry for selecting and viewing a list of

a plurality of extensions coupled to the second and/or third LAN).

It would have been obvious to one of ordinary skill in the art at the time of
the invention to modify Guy by enabling a first device to observe a list of
extensions in a remote LAN and initiating a call to a displayed number in

response to selection by a user, as shown by Wilson, thereby enabling the first
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phone to connect to a destination phone if the number associated with the

destination phone is unknown and remote of the user’s LAN.

- Regarding Claims 26 and 32,

Guy discloses all limitations of the parent claims.

Neither Guy nor Wilson discloses first and second inputs using the same
button.

However, it is well known in the art to utilize the same button for multiple
common inputs to simplify the functionality (claim 26,32 — first and second inputs
use same button).

It would have been obvious to one of ordinary skill in the art at the time of
the invention to use the same button for the first and second inputs disclosed by

Wilson, in order to improve the ease of use for the user.

- Regarding Claims 28 and 34,

Guy discloses all limitations of the parent claims.

Neither Guy nor Wilson explicitly discloses destinations include
telephones external to the system.

However, it is well known that local exchange switches such as those
shown by Wilson are able to connect to other exchanges outside of the local
system, such as over a dedicated T1 trunk (claim 28,34 — destinations includes

telephones external to the system).

Page 5
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It would have been obvious to one of ordinary skill in the art at the time of
the invention to modify Guy and Wilson by enabling destinations to be
telephones external to the system, thereby providing the disclosed directory

services to as many capable users as can be supported.

3. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over
Guy in view of Wilson above, and further in view of Stuntebeck et al.

(US006065016A), hereafter Stuntebeck.

- Regarding Claim 4,

Guy discloses a system as shown above in the rejection of claim 1 and 2.

Neither Guy nor Wilson discloses a list played to a user as audio.

Stuntebeck discloses a universal directory server (UDS) that provides
remote access to the communication addresses (extensions) associated with
numerous institutions, including LANs (Fig. 1; Abstract). Stuntebeck discloses a
user can access the UDS through a voice recognition system, in which results
are conveyed to the user as voice (audio; Col. 4, lines 17-25; claim 4 — list is
played as audio to the user of the first device).

It would have been obvious to one of ordinary skill in the art at the time of
the invention to modify Guy and Wilson by enabling the list to be played as audio
to the user, as shown by Stuntebeck, thereby allowing users to access directory

services without a visual display.
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4. Claims 36-38 and 40 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Wilson in view of Guy.

- Regarding Claim 36-38 and 40,

Wilson discloses an IP phone connects to Internet (WAN) through multiple
(first, second, third) local switches and network switches, and a user can use the
alphanumeric keypad to make a request of callee search (Fig. 5; Col. 7, lines 45-
67; claim 36 - in response to receipt of first input, displaying on a display on the
IP telephone a first list including second and third LANs coupled to the first LAN,
wherein the second and third LANs operate under the IP protocol; claim 40 —
first, second, and third LANs coupled via WAN).

Wilson further discloses the screen on the caller's side can display
multiple result numbers of callees in a scrolled list after the search engine replies
to the search request (Col. 7 lines 46-67 and Col. 8, Lines 1-17; claim 36 -
receiving another input from the user on the IP telephone; in response to receipt
of the input, displaying on the display on the IP telephone a second list of
telephone destinations accessible from the second LAN; claim 37 — scrolling
through the list in response to fourth input).

Wilson then shows that the caller can select the proper callee's name
display from the scrolled list of multiple results to initiate a call (Col. 8, lines 13-
15; claim 36 - in response to receipt of third input, automatically dialing one of the

telephone destinations accessible from the second LAN for a communications
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connection between the one of the telephone destinations and the IP telephone;

claim 38 — scrolling through the list in response to fifth input).

Wilson does not explicitly show that the callee lists are received from a
second LAN in response to sending a request message from the first LAN.

Guy discloses a system and method for coupling a first LAN 102A having
server 112 to a second LAN 102B having server 122 through WAN 104 utilizing
IP capabilities of the LANs and WAN. Guy discloses the ability to connect a
phone of the first LAN 102A to a destination phone of the second LAN 102B (Col.
6, lines 4-11; Col. 10, lines 1-7). Guy further discloses each file server 112/122
includes a directory (Fig. 4, 406) that stores a list of server codes and additional
information to identify devices attached to each server (Col. 10-11, lines 30-14),
while also disclosing a master directory in a server of network 100 containing the
information stored in each local directory (Col. 9, lines 20-25; claim 36 -
displaying on the display on the IP telephone the second list further includes the
steps of sending a request message for the list from the first LAN to the second
LAN and receiving the second list from the second LAN to the first LAN). It
would have been obvious to one of ordinary skill in the art at the time of the
invention to supply the Internet database in Wilson from local directories stored in
each respective LAN segment of a network, as shown by Guy, thereby ensuring

that the Internet (master) directory is up to date.

RingCentral Ex-1002, p. 76
RingCentral v. Estech
IPR2021-00574



Application/Control Number: 10/447,607 Page 9
Art Unit: 2619

Response to Arguments

5. Applicant's arguments filed 1/22/2008 have been fully considered but they

are not persuasive.

In the Remarks on pg. 11-13 of the Amendment, Applicant contends
that the combination of Guy and Wilson does not support the rejection
of the pending claims. Applicant alleges the disclosure of Guy cited in
the rejection only teaches of server codes in local and master
directories, and not the claimed "list of the plurality of
telecommunications extensions coupled to the second LAN”. Further
and quite separately, Applicant counters the cited disclosure of Wilson
by referring to arguments presented in the amendment filed 8/17/2007,

which pertain to the rejections of claims as anticipated by Wilson.

The Examiner respectfully disagrees. In response to applicant's
arguments against the references individually, one cannot show
nonobviousness by attacking references individually where the
rejections are based on combinations of references. See In re Keller,
642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986).

Applicant’s previous arguments filed 8/17/2007 with respect to Wilson’s
lack of disclosure of a list stored in a server in the second LAN are

irrelevant to rejections based on the combination of Guy and Wilson,
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since the cited disclosure of Guy clearly meets this limitation. The
deficiency in Guy highlighted by Applicant, i.e. that the cited disclosure
does not recite a “list of the plurality of telecommunications extensions
coupled to the second LAN”, is met by the cited disclosure of Wilson,
where the combination of Guy and Wilson properly rejects the pending

claims.

Conclusion
6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of
time policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire
THREE MONTHS from the mailing date of this action. In the event a first reply is
filed within TWO MONTHS of the mailing date of this final action and the advisory
action is not mailed until after the end of the THREE-MONTH shortened statutory
period, then the shortened statutory period will expire on the date the advisory
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be
calculated from the mailing date of the advisory action. In no event, however, will
the statutory period for reply expire later than SIX MONTHS from the mailing
date of this final action.

Any inquiry concerning this communication or earlier communications from
the examiner should be directed to Gregory B. Sefcheck whose telephone
number is 571-272-3098. The examiner can normally be reached on Monday-

Friday, 8:00am-4:30pm.
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If attempts to reach the examiner by telephone are unsuccessful, the
examiner’s supervisor, Wing Chan can be reached on 571-272-7493. The fax
phone number for the organization where this application or proceeding is
assigned is 571-273-8300.

Information regarding the status of an application may be obtained from
the Patent Application Information Retrieval (PAIR) system. Status information
for published applications may be obtained from either Private PAIR or Public
PAIR. Status information for unpublished applications is available through
Private PAIR only. For more information about the PAIR system, see http://pair-
direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-
free). If you would like assistance from a USPTO Customer Service
Representative or access to the automated information system, call 800-786-

9199 (IN USA OR CANADA) or 571-272-1000.

/Gregory B Sefcheck/ /Wing F Chan/
Examiner, Art Unit 2619 Supervisory Patent Examiner, Art
3-27-2008 Unit 2619

3/27/08
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BRIEF ON APPEAL

1. REAL PARTY IN INTEREST

The real party in interest is Estech Systems, Inc., which is the assignee of the entire right

and interest in the present Application.

i1 RELATED APPEALS AND INTERFERENCES

‘There are no appeals or interferences known to Appellants, the Appellants’ legal
representative, or assignee which will directly affect or be directly affected by or have a bearing

on the Board’s decision in the pending appcal.

. STATUS OF CLAIMS
Claims 1-6, 8-10, 17-20, 22-38 and 40 are pending in the Application, stand rejected and

are on appeal.

Claims 7, 11-16, 21 and 39 have been cancelled.

IV.  STATUS OF AMENDMENTS

There were no amendments to the Claims or specification filed afler the Final Rejection.

V. SUMMARY OF CLAIMED SUBJECT MATTER

Claim | recites an information handling system comprising a first LAN, a second LAN, a

WAN coupling the first LAN to the second LAN, a first telecommunications device cdupled o
the first LAN, a plurality of telecommunications extensions coupled to the second LAN, and the

first LAN including first circuitry for enabling a user of the first telecommunications device to
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observe a list of the plurality of telecommunications extensions. These elements are shown in
Fig. 3 with the first and second LANSs represented as any one of LANs 301-303 and the WAN
201 that couples any first and second LAN. Each of the LANs shows telecommunications
devices coupled thereto. The LANs 301-303 also show a plurality of telecommunications
extensions, e.g., IP telephones 105, 308, 313. See paragraphs [0031] - [0034]. Fig. 11 shows a
process for enabling a user of a first telecommunications device in the first LAN to observe a list
of a plurality of telecommunications extensions coupled to the second .LAN. See paragraphs
[0088] - [0089]. Fig. 8 illustrates a block circuit diagram of a telecommunications device that
includes a display 810. See paragraphs [0075] - [0077]. Figs. 11 and 9A-9B illustrate selcctihg
one of the extensions from the observed list and calling that extension. Sce paragraphs [0088] -
[0089] and [0103]. This process is also illustrated by the state diagram in Fig. 12. See paragraph
{0090].

Claim 4 recites limitations similar to Claim | (therefore, see citations to figures and
specifications above with respect to Claim 1), with an additional limitation that the list of the
telecommunications extensions is played as audio to the user of the first telecommunications

device. The telecommunications device diagram in Fig. 8 shows a speaker 821,

Claims 8, 17 and 24 recite an information handling system similar to the one recited in
Claim | (therefore, sce citations to figures and specifications above with respect to Claim 1),
with additional limitations the first teleccommunications device is an IP telephone and a user of
that IP telephone tacitly selects one of the observed extensions from the list which results in an
initiation of the call to that telecommunications extension across the WAN. Further, Claims 8,
17 and 24 recite that the list of the plurality telecommunications extensions is stored in a server
in the second LAN and is accessed by the first circuitry across the WAN. The IP telephones are
shown in various figures, including Figs. 3 and 8. Fig. 11 illustrates a step for selecting the
telecommunications extension from the list that is displayed for initiating the call, which
proceeds to F ig.l‘)A. Figs. 11, 12, and 14 among others illustrate the storage of the list of
telecommunications extensions in the second LAN, the list then being accessed across the WAN
by the first LAN. Sce paragraphs [0031] - [0034], [0075] — [0077], [0088] — [0089], and [0090].
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Further, the basic concept of accessing a list across the WAN and then making a call is described

in paragraphs [0082] and [0087).

Claim 30 recites a telecommunications systems comprising a first IP telephone coupled to
a first IP server within a first LAN, second and third telephone extensions coupled to a second IP
server within a second LAN, and a WAN coupling the first LAN to the second LAN, the first
LAN, the second LAN, and the WAN communicating using an IP protocol. These features are
similar to those discussed above with respect to Claims 1, 4, 8, 17, and 24, and are well
supported within the aforementioned figures and specification, such as. Fig. 3 and its supporting
specification recitations noted above with respect to Claim 1. See paragraphs [0031] ~ [0034],
[0075] - [0077], [0088] — [0089], and [0090]. Claim 30 further recites a means for displaying on
the first IP telephone a list of telephone destinations stored in the second IP server in response to
selection of a first input on-the first IP telephone, wherein the list of telephone destinations is
communicated from the second IP server over the WAN to the first IP telephone. An IP
telephone 105 is illustrated in Figs. 1 and 3, and is shown in more detail in Fig. 8, which shows
that the IP telephone 105 has an LCD display 810. See paragraphs [0075] - [0077]. IP servers
within the LANS are as shown in Fig. 3, including IP server 101 and IP server 306. IP server 101
is also shown in Figs. 1 and 2. Fig. 4 shows that IP server 101, which is representative of any of
the IP servers, including IP server 306, has a hard drive 403. As a result, a list of telephone
destinations may be stored within such a hard drive. Selection of a list displayed on LCD display
810 of the IP telephone shown in Fig. 8 can be performed using such input devices as the
keyboard 807 or a DSS console 811. Fig. 8 in such features are discussed in paragraphs [0075] -
[0081]; selection of an extension from a list is also discussed in paragraphs [0082] - [0087]. The
process for permitting a user to view and select extensions on the first IP telephone is illustrated
in Fig. 11, which is discussed in paragraphs [0088] - [0089]. Also there is an establishment of a
connection between the two remote LANSs with respect to Fig. 14, which includes a description
of the sending of a message from one LAN to the other in order to request a list of the tclephone
extensions, which are then comfnuni‘(:atcd from that second LAN over the WAN to the first
WAN and specifically the IP telephone. Further, Fig. 12 illustrates a state diagram of this

process, which is described in paragraph [0090). Automatic dialing of the selected telephone
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destination and a response to selection of one of the telephone destinations from a displayed list
is described in paragraphs [0089] — [0090].

Claim 36 recites a method for receiving several touch inputs from a user on the 1P
telephone that is networked into the LAN/WAN/LAN network described above and with respect
to Fig. 3 in order to again permit such a user to view a display telephone extensions at a remote
LAN, and then automatically dialing that telephone destination. Claim 36 includes steps for
sending a message from the first LAN to the seccond LAN requesting the list of telephone
ext.ensions from the second LAN, which is delivered to the first LAN from the second LAN.
Claim 36 includes steps whereby a first list of second and third LANs coupled to the first LAN is
provided, and then a second list of telephone destinations at a selected LAN are then provided.
Such steps are shown in Figs. 11, 12, and 14 as noted above. See paragraphs [0088] - [0089]
and [0090].

IV. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL

1. Claims 1-3, 5-6, 8-10, 17-20 and 22-35 stand rejected under 35 U.S.C. §103(a) as
being unpatentable over Guy et al. (U.S. Patent No. 6,298,057) in view of Wilson (U.S. Patent
No. 6,829,231).

2. Claim 4 stands rejected under 35 U.S.C. §103(a) as being unpatentable over Guy -

n view of Wilson and further in view of Stuntebeck et al. (U.S. Patent No. 6,065,016).

3. Claims 36-38 and 40 stand rejected under 35 U.S.C. § 103 as being unpatentable

over Wilson in view of Guy.
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VI,  ARGUMENT _
1. Claims 1-3, 5-6, 8-10, 17-20 and 22-35 are not propcrly rejected under 35 U.S.C.

-§ 103 as being unpatentable over Guy in view of Wilson.

The basic test for nonobvious subject matter is whether the differences between the
- subject matter and the prior art are such that claimed subject matter as a whole would not have
been obvious to a person having ordinary skill in the art to which a subject matter pertains. The
United States Supreme court in Graham v. John Deere & Co., 383 U.S. 1 (1966) set forth the
factual inquiries which must be considered in applying the statutory test: '( 1) a determination of
the scope and contents of the prior art; (2) ascertaining the differences Bctwccn the prior art and

the claims at issue; and (3) resolving the level of ordinary skill in the pertinent art.

In determining the scope and contents of the prior art, the Examiner must first consider
the nature of the problem on which the inventor was working. Once this has been established,
 the Examiner must select, for purposes of comparing and contrasting with the claims at issue,
prior art references which are reasonably pertinent to that problem. In selecting references,

hindsight must be avoided at all costs.

In ascertaining the differences between the cited prior art and the claims at issuc, the
Examiner must evaluate the claimed subject matter as a whole; there is no requirement that any
differences between the claimed subject matter and the cited references be “remarkable™ nor that
some technological discontinuity between the claimed invention and subject matter exists just
outside the claims. The requisite view of the whole invention mandates consideration of not only
its structure, but also of its properties and the problems solved. Further, the mere fact that the
prior art can be modified does not made the modification obvious unless the prior art suggests
the desirability of the modification; there must be some logical reason apparent from positive,

concrete cvidence that justifies the'modification.

In resolving the level of ordinary skill in the pertinent art, the Examiner must step

backward in time and into the shoes worn by the person or ordinary skill when the invention was
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unknown and just before it was made. The hypothetical person skilled in the art can summarily
be described as one who thinks along lines of conventional wisdom in the art and neither one -

who undertakes to innovate nor one who has the benefit of hindsight. Thus, neither an

Examiner, nor a Judge, nor a genius in the art at hand, nor even the inventor is such a person

skilled in the art.

Guy teaches a system and method for transparently transmitting aural signals across a
LAN, where a user places a telephone call 'using the same procedure that is used when placing a
telephone call over a conventional public switch network, and in certain situations if the server
code is not in the local directory, then a request goes to a master directory. Column 3, lines 39-
48; column 9, lines 23-28. Referring to Fig. 1 in Guy, the first LAN maybe represented by
102A, the WAN by 104, and the second LAN by 102B. (Note that Applicants do not necessarily
admit that 102A is a local area network, since a local arca network 1s showﬁ inFig. 1 as 116;
however, for the sake of arguing against the rejection, 102A will be designated as the first LAN.)
Guy describes a set-up operation for when a first telephone 106 wishes to make a call to a user at
a second telephone 126, where the first telephone 106 is coupled to a file server 112, and the
second telephone is coupled to a CSU 130 via a PBX 128. Column 6, lines 45-51; column 10,
lines 7-9. Fig. 2 illustrates a more detailed illustration of file server 112. Column 6, lines 52.
Fig. 5 also further has a description of a flow chart illustrating such a call set-up procedure.
Column 9, line 66. A user activates the telephone by lifting the handset and selecting the
channel line in order to transition to an off-hook statc period. Column 10, lines 7-9. The user
then performs the normal broccss of dialing a telephone number on the first telephone 106 (as
described below, this telephone number is not provided to the user by the system), with the
telephone associated with the second telephone 126, and a procedure is then implemented across
network 104 just as if the user were making a call over a conventional public telephone system.

Column 10, lines 13-17.  Thus, such a procedure is completely transparent to the user and they

do not have to re-learn how to use a telephone system other than what has been normally done in
the prior art POTS systems. Column 10, lines 25-29. The telephone number dialed by the user
on telephone 106 identifies the destination telephone 126. Column 10, lines 30-31. It is the first

set of digits that are dialed by the user that identifies the destination CSU 130 to which the
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second telephone 126 is connected to the second LAN 134. This first set of digits is referred to
in Guy as the server céde, Column 10, lines 32-36. In other words, the server code operates the
same as an area code in the POTS. All within the first LAN 102A, a call set up unit 404 Within a
server memory module 214 that is in server 112 makes an attempt to retricve such a server code
from the memory module 212, which is then transmitted to the directory management unit 408.
Column 10, lines 55-58. Again, this is all performed within the first LAN 102A. The directory
management unit 408 scarches the local directory 406 for a server that is identified with the
server code dialed by the user, and if there are no server matches, then the directory management
unit 408 will generate a request to a master directory, which will make a determination if the
scrver code dialed by the user on the first telephone 106 is identified with any server in the
network 100. Column 10, lines 58-65. If the server code is identified in such a master directory,
then the network address of the destination CSU 130 associated with the server code is
transmitted to the directory management unit 408. Column 11, lines 2-8. The directory
management unit 408 transmits this network address to the call set up and tear down unit 404,
which transmits the number of additiqnal digits to the call management unit 310, and the call set-
up/tear down unit 404 transmits a call set up packet to the destination CSU 130, which receives
the set up packet and determines if the telephone 126 is available to receive the call. Column 11,

lines 11-28.

Thus, in Guy, nothing more is taught than the caller on first telephone 106 dialing digits

associated with the destination telephone 126. There is absolutely no teaching or suggestion

within Guy that a list of a plurality of telecommunications extensions coupled to the second LAN
is provided to the user of the first telephone 106 for observation, or hearing them. The server
code accessed from the master direétory is only associated with the CSU 130, and does not
provide any further information that would enable the combination of the disclosures of Guy and
Wilson to display a list of the telecommunications extensions coupled to the second LAN. The
uscr in Guy must still rely upon a phone list that is external from the system described in Guy in
order to make a telephone call in the network. The master directory only contains the server
code. The server code only identifies the CSU 130 to which the destination telephone is

connected. Column 10, lines 33-36. Additional digits are still required in order to telephone or
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contact the destination telephone from the originating telephone. Column 11, line 1-column 12,
line 21. There is further no teaching or suggestion within Guy that a list of extensions is

provided from anywhere else in the network.

There is absolutely no teaching or suggestion in Guy to help out a user by providing the
user with a list of extensions in a LAN within the Guy network.

In order to overcome the deficiencies of the teachings of Guy, the Examiner has added
Wilson to combine with Guy. A problem with the Examiner’s combination of Wilson and Guy is
~ that the Examiner has expanded the teachings of Wilson beyond what is reasonable. The
invention described in Wilson is sort of a hodgepodge device 50 created to permit a user to send
audio packets to another user using internet addressing. Wilson attempts to simplify the use of
the Internet for long-distance calling applications. Column 2, lines 31-32. Wilson merely

provides a system that has services similar to those found on the POTS. Seec the Abstract. A list

of known callees can be stored inside the device described in Wilson, and for unknown callee
addressces, a method for retricving such an address for a remote location is provided. Column 2,
lines 47-53. The hodgepodge device 50 is shown in Fig. 2, with its circuit diagrams shown in
Fig. 3. Telephone calls over the PSTN can be made with device 50 by making normal voice
DTMF telephone calls using the keypad 65. Column 4, lines 60-64. Note that this mode is
performed only when the user already knows the telephone number of the callee, and does not

play into the description of the invention within Wilson that the Examiner is relying upon.

Internet access can be made by the device 50 by the user pressing the Internet access
button 09 to switch betweén normal DTMF voice calls and internet dial-up operations, where an
internet connection is made using an internal modem set. Colum S, lines 5-11. The device 50
can be connected using an RS232 jack 86 to a computer 90, but there is no further discussion of

connecting the device 50 to a local area network, or LAN. Column 5, lines 33-38.

Referring to Figs. 4 and 5 in Wilson, cach of the dial pads 50 is now referred to as dial

pads 201, 202 and 203, which are each connected to PSTN circuits 204. Column 7, lines 15-17.
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The PSTN circuits 204 and a local exchange switch 205 form a local telephone network within a
geographic arca. Column 7, lines 17-19. A similar situation is associated with the callee devices
245, 2406, 247. 1t important to note that dial pads 201, 202 and 203 are not part of a LAN. A
LAN is a data network that permits all of the devices on the network to communicate with cach
other, such as with the usc of an Ethernet protocol. Such a LAN is disclosed in the specification
of the prcscht application in paragraph [0028], and shown in FIG. 1. A LAN, as is well known
in the art, is a short distance data communications network used to link computers and peripheral
devices under some form of standard control. Such a definition for a LAN is found in Newton'’s
Telecom Dictionary. That definition also further states that “A LAN does not use common
carrier circuits.” 1t is clear that the dial pads 201-203 and callces 245-247 taught in Wilson are
not connected in a LAN. More specifically, dial pads 201-203 are not coupled together in a
LAN, and callees 245-247 are not coupled together in a LAN. Each of these devices 50 is
separately connected to the PSTN via jacks 80 and 82 that provide a dual line access to the
PSTN. Column 3, lines 25-26. A dual line service is a telephone service where two pairs of
wires are connected to a premises for connection to the PSTN. See Newton'’s Telecom
Dictionary. This is further supported in Wilson by the more detailed diagram of a dialing pad S0
in Fig. 3 which shows that the dual line access is provided by typical tip and ring conncctions
102 that enable the transfer of an analog signal over this dual line connection, Column 5, lines
50-56. Such internet access also requires use of a modem data pump 112. Column 6, lines 19-
27. The only LAN disclosed in Wilson is that associated with the internet service providers
(ISPs) shown in Figs. 4 and 5. |

Asa result., the onl y way cach of the dial pads disclosed in Wilson can access the internet
is by using typical dial-up modem message interchanges. And, this is the only way onc of the
dial pads 201-203 can communicate with one of the callees 245-247. In other words, for one of
the dial pads 201-203 to “call” one of the callees 245-247, that particular callee must have an
already established audio internet connection so that it is prepared to fcccivc any audio messages
from onc of the dial pads 201-203. Column 7, lines 28-31. If such a callee is not already '

connected to the internet when it receives a message to perform audio communication from one
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of the dial pads 201-203, then that callee will have to dial up into their internet service provider

and obtain the sent audio message at a later time. Column 7, lines 31-33.

If the internet (IP) address of one of the callees 245-247 is not stored within a database of
one of the dial pads 201-203, then the dial pad can make an internet access through internet
service provider 215 to browse a user database directory 232 through a search engine 230, which
stores such IP addresses, and return that [P address to the dial pad. Column 7, lines 46-64. This
provides a process whereby a user of a dial pad 201-203 does not need to know the actual
internct [P address of one of the callee devices 245-247, but can use a search engine 230 to enter
in some other designation (e.g., alphanumeric identifier; column 7, lines 52-53 and column 8§,
line 59) for one of the callees 245-247, such as a user’s name, to thereby have that search engine
retrieve the internet IP address from a website to the dial pad 201-203. Column 8, lines 1-15. If
more than one hit is made by the search‘ engine 230, a list of names can be returned to the dial
pad, and the caller using one of the dial pads 201-203 can sclect the one they wish from the list

by looking at the list on the screen 71 of the device 50. Column 8, lines 13-50.

1t should be noted that the main distinction between the device 50 shown in Fig. 5 of
Wilson from Fig. 4 is that a single user database 232 can be accessed by a wide range of ISPs at
different locations. Column 8, lines 29-30. Otherwise, the configuration in Fig. 5 is the same as
the one in Fig. 4 for purposes of how Wilson might be relevant to the rejection in accordance

with the Examiner’s asscrtions.

Fig. 6 in Wilson describes an excmpléry call progress flow diagram for connecting one of
the dial pads 201-203 to the directory search engine 230. Column 8, lines 50-51. Note that Fig.
6 in Wilson does not describe the part of the flow whereby one of the dial pads makes an internct
connection to one of the callees. The process Wilson starts with has onc of the dial pads 201-203
dialing out to establish an internet connection 360 using the modem 112, Column 8, lines 52-53.
Once this internet dial-up connection is madc, then the user of the dial pad can enter a known
internet IP address number to access, over the ihtemet, one of the callees 245-247, or start-a-

search for the 1P address of one of the callees if it is not known. This is shown by step 370 in
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Fig. 6. The search engine will perform a search 372 and respond 374 by transmitting the results
376 of that scarch back to the dial pad 201-203. Column 8§, lines 59-65. The user of the dial pad
selects a callee from the list delivered by the search engine, and the user can then accept one of
the addresses provided and dial to the selected callee. Column 9, lines 1-4. It should be noted at
this point that Wilson does not teach that one of the dial pads 201-203 is able to automatically
perform the dialing process in response to some sort of selection of a name on a displayed list by
the user of the dial pad 50 pressing some sort of button to select one of the names. lnstcad;
Wilson merely teaches that the user can apparently view the [P address of the callee and enter in

that address using the dial pad’s keyboard 63. Column 8, lines 13-15.

Therefore, all that Wilson teaches is (1) a specialized device 50 that is a combination of a
dial pad/modem that is able to access the internet with a dial-up connection over the PSTN
circuits (and can also act as a normal PSTN telephone where a user can cnter in PSTN-type
telephone numbers to call another PSTN telephone), and (2) an ability for one of the specialized
devices 50 to have audio communications with another specialized device 50 over an internet
channel whereby a connection is made between these two specialized devices using typical IP
internet addresses, and (3) if the IP address of a callee is not known, then an internet search
engine can be used to browse to access a database on the internet that will retrieve such an IP
address that is then displayed to a user of a specialized device so that the user can then enter in
that IP address to the specialized device to establish the audio connection over the internet. The
teachings of Wilson clearly show that its invention was not created to operate in a voice-over IP

system with capabilities such as recited in the present claims. See column 2, lines 1-3.

All that Guy teaches is an ability for a telephone connected to a first LAN to
communicate over a WAN to a telephone in a second LAN, and if the directory management unit
of a file server in the first LAN does not know the address of a central site unit connected to a
PBX in the sccond, it can retrieve that server code from a remote location for completing the call

between the two telephones.
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With respect to Claim 1 and all the other rejected claims, a result of the foregoing is that
the combination of Guy and Wilson does not teach or suggest circuitry within the first LAN for
enabling a user of the first telecommunications device within that first LAN to observe a list of
the plurality of telecommunications extensions coupled to the second LAN, wherein the list of
the plurality of telecommunications extensions is stored in a server in the second LAN and is

accessed by the first circuitry across the LAN.,

The combination of Guy and Wilson does NOT pfovide to the user of the first device in

the first LAN the list of extensions the user can call in the second LAN and then a means to
automatically initiate that call with a selection from that list. Guy provides nothing to the user of
the telephone, and Wilson has no LANs (and as a consequence, no lists of extensions coupled to
a LAN).

Guy does not provide any type of information identifying any type of telecommunications
device within the second LAN 102B to a user of a telecommunications device within the first
LAN 102A. Instead, merely a server code is provided to the directory management unit 408 so
that it can complete the call when it receives the dialing digits from the telephone so that it
knows what LAN to send the call to. Further, Wilson also does not provide a list of
telecommunications devices coupled to the second LAN. In fact, callees 245-247 are not part of
a LAN. More than one entry might be supplied by the search engine 230 accessing the database
232 back to one of the dial pads 201-203 for display to the user, but the fact that there is a
plurality returned is only a result of the fact that the user entered in search terms that matched
more than one entry in the database 232. There is nothing witﬁin Wilson that teaches or suggests
that those plurality of entrics returned for display to the user are all coupled to a separate LAN
over network 210, or that such a list of scarch results would even list more than one of the callees

245-247.

A result is that the combination of the references does not teach or suggest that a list of
the plurality of telecommunications extensions coupled to the second LAN is provided to the

uscr of the first telecommunications device for observation,
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And further, neither of the references, nor their combination, teaches circuitry for
automatically calling one of those telecommunications from that list in response to the user
selecting one of those extensions from the observed list. Guy does not even approach such a
process, since the retrieval of the server code is done in response to the dialing of a telephone
number alrcady performed by the user. Further, as noted above, Wilson also does not teach or
suggest such an automatic calling of the extension, but instead provides the list on the display 71
on one of the dial pads 201-203 so that the user can then enter in the IP internet address on the
keypad 63.

The Examiner has failed to prove a prima facie case of obviousness because important
limitations are not found within any of the cited prior art references. MPEP § 2143.03 states that
to establish prime fucie obviousness of a claimed invention, all the claim limitations must be
taught or suggested by the prior art. /n re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 (C.C.P.A.
1974).

This is further an important distinction for several reasons. One of them is that it permits
a user in one geographic location to locate a station user in another location without the need to
usc a printed extension guide. Sce Specification, page 20, lines 21-24. This would not be
_possible with the combination of references asserted by the Examiner, but is implemented with

the present invention as claimed.

Furthermore, neither of the references, nor their combination, teaches or suggests that
such a list of teleccommunications extensions coupled to the second LAN is stored in a server in

that second LAN.

Moreover, with respect to Claim 2, the Examiner has not shown how the combination of
references teaches a LAN or WAN operating under an IP protocol. Guy does not disclose its
LANs or WAN operating under an IP protocol, and Wilson does not disclose LANs with

telephone/telecommunications extensions coupled thereto.
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Claim 5 recites that the second circuitry that automatically makes the call to the remote
telecommunications extension includes a key for enabling the user to tacitly select one of those
extensions from the displayed list. The Examiner admits that Guy does not teach such a process.
In fact, it is impossible for Guy to teach or suggest this process, since a list is nowhere to be ‘
provided to the calling user. The Examiner asserts that Wilson discloses this process, since
Wilson states that the user may select a destination from this scrolled list of potential
destinations. All that Wilson discloses is that the caller has an option of selecting from a
displayed scrolled list of potential users by using the keyboard 63 to sclect the intended caller.
Wilson in no way further describes what is done in response to that action. Claim 5 recites that
the second circuitry includes a key for enabling the user to make such a tacit selection from the
displayed list. However, second circuitry also recites automatically calling onc of the extensions
in response to such a selection by the user. Wilson teachings do not go that far, and there is no
flow diagram, circuitry or any other discussion or mention within Wilson, or Wilson in
combination with Guy, that would suggest such an automatic calling of the remote party by
selection of one of the extensions in the list by a user pressing a button. Therefore, one skilled in
the art at the time the invention was made would not be able to create the invention recited in

Claim $ in view of the combination of the teachings of the prior art references.

With respect to Claim 6, the foregoing arguments made with respect to Claim 5 are
incorporated. Claim 6 further recites that the initiation of the call is made by that tacit selection
of that button when a user presses that button to select one of the names from the list. This is in

no way taught or-suggested by the prior art references.

Claim 8 is patentable over the cited references for all of the arguments provided herein
with respect to Claims 1-6. Claim 8 also recites that the list of plurality of telecommunications
extensions stored in a server in a sccond LAN is accessed by the first circuitry in the first LAN
across the WAN. As noted above, there is no teaching or suggestion within the combination of
the references that a list of the telecommunications extensions coupled to the second LAN are

stored in a server in that second LAN. Thus, there is also no teaching or suggestion that this list
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is then accessed from the server in the second LAN across the WAN by circuitry in the first LAN
that enables the uscr of the first telecommunications device to observe this list of the plurality of

telecommunications extensions.

Claim 10 recites a third LAN coupled to the first and second LANSs via the WAN. The
third LAN includes a plurality of telecommunications extensions coupled thereto. The first LAN
has circuitry that enables a user in that first LAN to select between observing between a list of
the plurality of telecommunications extensions coupled to the second LAN or observe a list of’,
the plurality of the telecommunications extensions coupled to the third LAN. In addressing this
claim language, all the Examiner has donc is to imply that Wilson tcacﬁcs “a third LAN and first
LAN circuitry for selecting and viewing a list of a plurality of extensions coupled to the second
and/or third LAN.”

First, this is a wholly iﬁadequate rejection by the Examiner, and docs not provide enough
evidence to support a prime facie case of obviousness. The Examiner is required to prove such
a suggestion by objcctive evidence. Fx parte Levengood, 28 U.S.P.Q.2d 1300, 1301 (Bd. Pat.
App. & Int. 1993); Ashiand Oil, Inc. v. Delta Resins and Refractories, Inc., 776 F.2d 281, 227
U.S.P.Q. 657 (Fed. Cir. 1985). The legal conclusion of obviousness must be supported by facts.
Graham v. Sohn Deere & Co., 383 U.S. 1 (1966). A rejection based on § 103 clearly must rest
on a factual basis, and these facts must be interpreted without hindsight reconstruction of the
invention from the prior art. The patentability of an invention is not to be viewed with hindsi ght
or “viewed afler the event.” Goodyear Company v. Ray-O-Vac Company, 321 U.S. 275, 279, 64
S.Ct. 593, 88 L.Ed. 721 (1944). Instead of relying upon objective evidence to support the
Examiner’s assertion, the Examiner has merely supported such an obviousness rejection with the
Examiner’s own opinion, which is quite clearly not objective evidence as is required by the casc

law.

Secendly, as noted above, Wilson does not teach or suggest that any of the dial pads 201-
203 or 245-247 are coupled to cach other within a LAN. Third, as noted above, a list of such

callees 245-247 is not provided by the database 232 through the search engine 230 to one of dial

RingCentral Ex-1002, p. 94
RingCentral v. Estech

IPR2021-00574



Applicant : Suder et al. Attorney’s Docket No.: 21618-0013001
Scrial No. @ 10/447,607

Filed : May 29, 2003

Page : 16 0of 30

pads 201-203. Fourth, there is no teaching or suggestion within the combination of references
for enabling a user in the first LAN to select between observing a list of extensions coupled to
the second LAN or observing a list of extensions coupled to the third LAN. The Examiner has
failed to provide a prima facie case of obviousness becausc important limitations are not found
within any of the cited prior art references. As noted previously, MPEP § 2143.03 states that 1o
establish prime facie obviousness of a ¢claimed invention, all the claim limitations must be taught

or suggested by the prior art. In re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 (C.C.P.A. 1974).

Claim 17 is patentable for reasons similarly given herein with respect to Claims 1-6 and

Claim 18 is patentable for reasons similarly given herein with respect to Claims 1-6 and

Claim 19 is patentable for reasons similarly given herein with respect to Claim 8.
Claim 20 is patentable for reasons similarly given herein with respect to Claims 5 and 8.
Claim 23 is patentable for reasons similarly given herein with respect to Claim 10.

Claim 24 is patentable for reasons similarly given herein with respect to Claims 1-6, 8
and 17.

Claim 30 incorporates “means for” language that the Examiner must interpret under 35
U.S.C. § 112, sixth paragraph. The Examiner must interpret and examine this claim and others
with means for language under this doctrine. Sec MPEP § 2182, 2183. Claim 30 recites a means
for displaying on the first IP telephone a list of telephone destinations stored in the second 1P
server in response to selection of a first input on the first IP telephone. The second IP server has
second and third telephone extensions coupled thereto in a second LAN. As noted above, the

combination of the references does not teach or suggest a list of telephone destinations stored in
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a second IP server within a second LAN that is coupled to second and third telephone extensions.
This is also supported is Figs. 11-12 and 14 and also the call processing flow diagram illustrated
in Figs. 9a and 9b, and their accompanied description. Claim 30 is also patentable for reasons

given herein with respect to Claims 1-3.

The Examiner has not specifically addressed the limitations in Claims 27 and 33. For
Claims 25-26 and 31-32, the Examiner provides no objective evidence as to how the references
tecach or suggest a sccond input or that the first and second inputs are the same key button. The
Examiner is required to prove such a suggestion by objective evidence. Ex parte Levengood, 28
U.S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993); Ashiland OQil, Inc. v. Delta Resins and
Refractories, Inc., 776 F.2d 281, 227 U.S.P.Q. 657 (Fed. Cir. 1985). The legal conclusion of
obviousness must be supported by facts. Graham v. John Deere & Co., 383 U.S. 1 (1966). A

rejection based on § 103 clearly must rest on a factual basis, and these facts must be interpreted
without hindsight reconstruction of the invention from the prior art. The patentability of an
invention is not to be viewed with hindsight or “viewed after the event.” Goodyear Company v.
Ray-0O-Vac Company, 321 U.S. 275,279, 64 S.Ct. 593, 88 L.Ed. 721 (1944). Instead of relying
upon an objective evidence to support the Examiner’s assertion, the Examiner has merely
supported such an obviousness rejection with the Examiner’s own opinion, which is quite clearly
not objective evidence as is required by the case law. Further, Applican(s respectfully traverse
the assertion of what is well known in the art. As a result, the Examiner is required to support

‘

such an assertion with objective evidence.

Claim 35 recites a third LAN coupled to the first and second LANs via the WAN. Claim
35 further recites a means for displaying on the first IP telephone a list of LANs coupled to the
LAN, including the seconé and third LANs. This/limitation has not been addressed by the
Examiner in any way. For this reason alone, this claim is patentable over the cited prior art.
Sccond'ly‘ there is no teaching or suggestion within the prior art references of displaying a list of
LANSs on the telephone display in either Guy or Wilson or their combination. Further, there is no
teaching or suggestion in those references for displaying the first list of telephone destinations

stored in the second IP server in response to sclection of the second LAN from the displayed list
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of LANs. Again, thc Examiner has not in any way addressed this claim limitation, and for this
reason alone, Claim 35 is patentable over the cited prior art. Secondly, this limitation is not
taught or suggested by the combination of the references. Claims 35 is patentable for similar

reasons as provided in Claims 10 and 23.

On page-4-of the Office Action, the Examiner has made assertions as to what Wilson
teaches. Applicants respectfully traverse such assertions and incorporate by reference

Applicants” arguments made in the previous amendment with respect to the teachings of Wilson.

With respect to Claims 28 and 34, Applicants respectfully traverse the Examiner’s
assertions. The Examiner has mischaracterized the limitations within these claims. These claims
recite that the telephone destinations may include telephones external to the system. Such
telephone destinations are included in a list stored in the second IP server which are
communicated from the second IP server over the WAN to the first IP telephone. This is not
taught or suggested within Wilson. Applicants traverse the Examiner’s assertion of what is well

known in the art, requiring the Examiner to support such assertions with objective evidence.

2. Claim 4 is not properly rejected under 35 U.S.C. § 103 as being unpatentable over
Guy in view of Wilson and further in view of Stuntebeck er al. (U.S. Patent No. 6,065,016).

Applicants respectfully traverse this rejection for reasons similarly given herein for Claims 1-2.

" Claim 4 further recites that the list of the plurality of telecommunications cxtensions is
played as audio to the user of the first telecommunications device. First, this is impossible in the
invention in Guy. Secondly, Wilson does not teach or suggest such a capability. In fact, Wilson
is attempting to simplify the process of two internet devices having an audio communication
between cach other, because when such an IP address is dialed, up to 20 digits have to be entered
by the caller. Column 2, lines 8-9. Wilson specifically states that a user having to remember and
enter such digits is neither appealing nor practical in most situations. Column 2, lines 9-10.
Thus, Applicants respectfully assert that Wilson actually teaches away from such an audio

communication of the IP addresses. Plus, Wilson does not suggest playing an audio list of even
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one IP address to a user of one of the dial pads 201-203, but instead specifically discloses the

display of such [P addresses.

3. Claims 36-38 and 40 are not properly rejected under 35 U.S.C. § 103 as being
unpatentable over Wilson in view of Guy. Applicants respectfully traverse these rejections for

reasons similarly given above.

Thesc foregoing features of displaying a list of LANs on the IP telephonc is also recited

n Claim 36. As aresult, Claim 36 is also patentable over the cited prior art, since the Examiner
has failed to prove a prime facie case of obviousness in rejecting these claims. In the Examiner’s

rejections, the Examiner merely regurgitates the claim language without pointing to a teaching
within the references of such claim limitations. Fig. 5 and column 7, lines 45-67 of Wilson do
not teach or suggest such limitations. Claim 36 further recites the display of such a list of LANs
is done in response to the receiving a first touch input from a user on the telephone. There is no
discussion within Wilson, or a combination of Wilson and Guy, of a user making a request for a
list of LANs. Note further, that Claim 36 recites that the [P telephone is networked into a first
LAN. Asnoted above, Wilson does not teach or suggest that the dial pads are in LANs. Claim
36 then recites that a second touch input from the user will result in the display of a list of
telephone destinations that are accessible from the second LAN. As noted above, this claim
limitation is not taught or suggested within Wilson, or Wilson combined with Guy. Claim 36
then goes on to recite that a third touch input results in an automatic dialing of one of the
destinations accessible from the second LAN. As noted previously by Applicants, such an

automatic dialing process is not taught or suggested by the references.

Claim 36 also recites that the displaying steps further recite a step of sending a message
from the first LAN to the sccbnd LAN requesting the second list. This is not shown or discussed
anywhere within the references. The Examiner attempts to overcome a deficiency in the
teachings of Wilson with regard to this limitation and the next one by referring to Guy. Guy
retricves a server code, but does so from a master directory somewhere in a server in a network

100. There is no disclosure in Guy of where such a master directory is located within the
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nctwork 100. It needs to be remembered that such a server code only identifies a device that is
coupled to a PBX that communicates with the telephones in a network. Additionally, a list has
not been sent across the WAN to the file server 112, but instead a single server code is sent. The
claim specifically recites that a list of telephone destinations accessible from a second LAN is
requested and retrieves it from the second LAN. The Examiner then goes on to assert, without
objective support, that it would have been obvious to supply the internet database in Wilson from
local directories stored in cach respective LAN segment of a network as shown by Guy, thereby

insuring that the internet master directory is up to date.

First of all, without some objective support for such an assertion, the Examiner’s '
obviousness conclusion is without merit and cannot support his combination of the references to
arrive at the claimed invention, The Examiner is required to prove such a suggestion by
objective evidence. Ex parie Levengood, 28 U.S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993);
Ashland Oil, Inc. v. Delta Resins and Refractories, Inc., 776 F.2d 281, 227 U.S.P.Q. 657 (Fed.
Cir. 1985). The legal conclusion of obviousness must be supported by facts. Graham v. John
Deere & Co., 383 U.S. 1 (1966). A rejection based on § 103 clearly must rest on a factual basis,
and these facts must be interpreted without hindsight reconstruction of the invention from the
prior art. The patentability of an invention is not to be viewed with hindsight or “viewed after
the event.” Goodyear Company v. Rav-O-Vac Company, 321 U.S. 275, 279, 64 S.Ct. 593, 88
L.Ed. 721 (1944). Instead of relying upon objective evidence to support the Examiner’s
assertion,- the Examiner has merely supported such an obviousness rejection with the Examiner's

own opinion, which is quite clearly not objective evidence as is required by the case law.

Secondly, Wilson does not teach or suggest other LLANs because Wilson does not show
other LANSs having telephone extensions connected thereto whereby a list is stored within such °
LANS for sending to update the directory database 232. Nor does Wilson suggest that such a
process can be implemented. Furthermore, Guy merely tcaches that a directory management unit
will update its unit of server codes when it receives one. There is also no teaching or discussion
in Guy of going out and retrieving such lists of extensions connected to other LANS, or such

LANSs sending such lists of attached telecommunication extensions to other LANs within the
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network. Thus, there is no support for the Examiner’s assertion that it would have been
advantageous and obvious for the database 232 in Wilson to be updated by all of the various
LANS to ensure that it is directory is up-to-date. Further, Claim 36 is patentable for similar

reasons as given for Claims 1-3, 5-6 and 8.

Claim 37 recites scrolling through the first list. This first list is a list of LANs. First of
all, such a list of LANs is nowhere to be taught or suggested within cither of the references or
their combination. Secondly, there is no teaching or suggestion for scrolling through such a list
of LANs. As aresult of the foregoing, one skilled in the art at the time the invention was made
would not have been able to recreate the claimed invention in view of the combination of the

references.

Please charge the Appeal Brief fee in the amount of $270.00 to Deposit Account No. 06-

1050. Please apply any other charges or credits to Deposit Account No. 06-1050.
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Appendix of Claims

1. Aninformation handling system comprising:

a first local arca network ("LAN");

a second LAN;

a wide area network ("WAN") coupling the first LAN to the second LAN,;

a first telecommunications device coupled to the first LAN;

a plurality of telecommunications extensions coupled to the second LAN;

the first LAN including first circuitry for enabling a user of the first telecommunications
device to observe a list of the plurality of telecommunications extensions; and

the first LAN including second circuitry for automatically calling one of the plurality of
tclecommunications extensions in response to the user selecting one of the plurality of
telecommunications extensions from the observed list, wherein the list of the plurality of

telecommunications extensions is stored in a server in the second LAN, and is accessed by the

first circuitry across the WAN.

2. The system as recited in claim 1, wherein communication among the first LAN,

second LLAN, and WAN uscs an IP protocol.

3. The system as recited in claim 2, wherein the list of the plurality of

telecommunications extensions is displayed to the user of the first telccommunications device.

4. An infbrmation'handling system comprising;

a first local arca network ("LAN");

a second LAN;

a wide arca network ("WAN") coupling the first LAN to the second LAN;

a first telecommunications device coupled to the first LAN;

a plurality of telecommunications extensions coupled to the second LAN;

the first LAN including first circuitry for enabling a user of the first telecommunications

device to observe a list of the plurality of telecommunications extensions; and
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the first LAN including second circuitry for automatically calling one of the plurality of
telecommunications extensions in response to the user selecting one of the plurality of
telecommunications extensions from the observed list, wherein communication among the first
' LAN;, second LAN, and WAN uses an [P protocol, wherein the list of the plurality of
telecommunications cxtensions is played as audio to the user of the first telecommunications

device.

5. The system as recited in claim 3, whercin the first telecommunications device is an 1P
telephone having a display for showing the list of the plurality of telecommunications extensions,
wherein the second circuitry includes a key for enabling the user to tacitly selecting one of the

plurality of teleccommunications extensions from the displayed list.

6. The system as recited in claim 5, wherein the tactile selection of one of the plurality of
telecommunications extensions from the displayed list by the user results in an initiation of a call
from the first telecommunications device to the selected one of the plurality of

telecommunications extensions across the WAN.

8. Aninformation handling system comprising:

a first local arca network ("LAN");

a second LAN;

a wide area network ("WAN") coupling the first LAN to the second LAN;

a first telecommunications device coupled to the first LAN;

a plurality of teleccommunications extensions coupled to the second LAN;

the first LAN including first circuitry for enabling a user of the first telecommunications
device to observe a list of the plurality of telecommunications extensions; and

the first LAN including second circuitry for automatically calling one of the plurality of
telecommunications extensions in response to the user selecting one of the plurality of
telecommunications extensions from the observed list, wherein communication among the first
LAN, second LAN, and WAN uses an [P protocol, wherein the list of the plurality of

telecommunications extensions is displayed to the user of the first telecommunications device,
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wherein the first telecommunications device is an IP telephone having a display for showing the
list of the plurality of telecommunications extensions, wherein the second circuitry includes a
key for enabling the user to tacitly selecting one of the plurality of telecommunications
extensions from the displayed list, wherein the tactile selection of one of the plurality of
telecommunications extensions from the displayed list by the user results in an initiation of a call
from the first telecommunications device to the selected one of the plurality of
telecommunications extensions across the WAN, wherein the list of the plurality of
_telecommunications extensions is stored in a server in the second LAN, and is accessed by the

first circuitry across the WAN,

9. The system as recited in claim 8, wherein the first telecommunications device includes
circuitry for enabling the user to scroll through the displayed list of the plurality of

telecommunications devices.

10. The system as recited in claim 1, further comprising:

a third LAN coupled to the first and sccond LLANs via the WAN; and

a plurality of telecommunications extensions coupled to the third LAN, the first LAN
including circuitry for cnabling the user to select between observing the list of the plurality of
telecommunications extensions coupled to the second LAN or observing a list of the plurality of

tclecommunications extensions coupled to the third LAN.

17. An information handling system comprising:

a first local area network ("LAN") operating under an IP protocol;

a first IP telephone coupled to the first LAN, the first IP telephone having a display and a
sct of keys for enabling a user to enter inputs;

a sccond LAN operating under the IP protocol;

sccond and third telephone extensions coupled to the second LLAN;

a wide arca network ("WAN") operating under the P protocol coupling the first LAN to

the second LAN; and
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the first LAN including first circuitry for enabling a user of the first IP telephone to view
a list including the second and third telephone extensions, wherein the list is stored in a server in

the second LAN, and is accessed by the first circuitry across the WAN.

18. The system as recited in claim 17, further comprising:
the first LAN including second circuitry for automatically calling the second telephone

extension in response to the user selecting the second telephone extension from the viewed list.

19. The system as recited in claim 18, wherein selection of the second telephone

extension from the viewed list by the user is accomplished by selection of one of the set of keys.

20. The system as recited in claim 19, wherein the selection of one of the set of keys
results in an initiation of a call from the first IP telephone to the second telephone extension

across the WAN,

22. The system as recited in claim 17, wherein the first IP telephone includes circuitry

for enabling the user to scroll through the displayed list.

23. The system as recited in claim 1, further comprising:

a third LAN coupled to the first and second LANs via the WAN; and

a plurality of telephone extensions coupled to the third LAN, the first LAN including
circuitry for enabling the user to select between viewing the list of the telephone extensions
coupled to the sccond LAN or viewing a list of the plurality of telephone-extensions coupled to
the third LAN. '

24. In a telccommunications system comprising a first [P telephone coupled to a first [P
server within a first LAN, second and third telephone extensions coupled to a second IP server
within a second LAN, and a WAN coupling the first LAN to the second LAN, the first LAN, the
second LAN, and the WAN communicating using an IP protocol, a method comprising the steps

of:
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in response to selection of a first input on the first IP telephone, displaying on the first IP
telephone a list of telephone destinations stored in the second IP server, wherein the hist of
tclephone destinations is communicated from the second IP server over the WAN to the first IP
telephone; and

in response to selection of one of the telephone destinations from the displayed list,
automatically dialing the selected one of the telephone destinations for a communications link

between the first IP telephone and the selected one of the telephone destinations.

25. The method as recited in claim 24, wherein the selection of one of the telephone
destinations from the displayed list is performed in response to selection of a second input on the

first IP telephone by a user.

26. The method as recited in claim 25, wherein the first and second inputs are the same

key button on the first IP telephone.

27. The method as recited in claim 24, wherein the telephone destinations include the

second and third telephone extensions coupled to the second IP server.

28. The method as recited in claim 24, wherein the telephone destinations include

telephones external to the system.

29. The method as recited in claim 24, wherein the system includes a third LAN coupled
to the first and second LANs via the WAN, further comprising the steps of: displaying on
the first IP telephone a list of LANs coupled to the WAN, including the second and third LANSs:
and

performing the step of displaying the first list in response to selection of the second LAN

from the displayed list of LANs.

30. A telecommunications system comprising:

a first IP telephone coupled to a first IP server within a first LAN;
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-

second and third telephone extensions coupled to a second IP server within a second
LAN; "

a WAN coupling the first LAN to the second LAN, the first LAN, the second LAN, and
the WAN communicating using an [P protocol;

means for displaying on the first IP telephone a list of telephone destinations stored in the
second IP server in response to selection of a first input on the first IP telephone, wherein the list
of telephone destinations is communicated from the second IP server over the WAN to the first
IP telephone; and

means for automatically dialing the selected one of the telephone destinations for a
communications link between the first 1P telephone and the selected one of the telephone

destinations in response to sclection of one of the telephone destinations from the displayed list.

31. The system as recited in claim 30, wherein the selection of one of the telephone
destinations from the displayed list is performed in response to selection of a second input on the

first IP telephone by a user.

32. The system as recited in claim 31, wherein the first and second inputs are the same

key button on the first IP telephone.

33. The system as recited in claim 32, wherein the telephone destinations include the

second and third telephone extensions coupled to the second 1P server.

34. The system as recited in claim 32, wherein the telephone destinations include

telephones external to the system.

35. The system as recited in claim 31, further comprising:
a third LAN coupled to the first and second LANs via the WAN;
means for displaying on the first IP telephone a list of LANs coupled to the WAN,

including the second and third LANs; and
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means for displaying the first list in response to selection of the second LAN from the

displayed list of LANs.

36. A method comprising the steps of:

‘Teceiving a first touch input from a user on an IP telephone that is networked into a first
LAN operating under an IP protocol;

in response to receipt of the first touch input, displaying on a display on the 1P telephone
a first list including second and third LANSs coupled to the first LAN, wherein the second and
third LANs operate under the [P protocol;

receiving a second touch input from the user on the IP telephone;

in response to receipt of the second touch input, displaying on the display on the [P
telephone a second list of telephone destinations accessible from the second LAN;

receiving a third touch input from the user on the [P telephone; and

in response to receipt of the third touch input, automatically dialing one of the telephone
destinations accessible from the second LAN for a communications connection between the one
of the telephone destinations and the IP telephone, wherein the step of displaying on the display
on the IP telephone the second list further includes the steps of:

sending a message from the first LAN to the second LAN requesting the second list; and

receiving the second list from the second LAN to the first LAN.

37. The method as recited in claim 36, before the step of receiving the second touch
input, further comprising the steps of: receiving a fourth touch input from the user on the IP

telephone; and in response to receipt of the fourth touch input, scrolling through the first list.

38. The method as recited in claim 37, before the step of receiving the third touch input,

further comprising the steps of: receiving a fifth touch input from the user on the IP telephone;

and in response to receipt of the fifth touch input, scrolling through the second list.

“40. The method as recited in claim 36, wherein the ﬁrst, second, and third LANs are

coupled via a WAN.
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EVIDENCE APPENDIX

No evidence was submitted pursuant to §§1.130, 1.131, or 1.132 of 37 C.F.R. or of any

other evidence entered by the Examiner and relied upon by Appellants in the Appeal.
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(1) Real Party in Interest

A statement identifying by name the real party in interest is contained in the brief.

(2) Related Appeals and Interferences

The examiner is not aware of any related appeals, interferences, or judicial
proceedings which will directly affect or be directly affected by or have a bearing on the
Board'’s decision in the pending appeal.

(3) Status of Claims

The statement of the status of claims contained in the brief is correct.

(4) Status of Amendments After Final

The appellant’s statement of the status of amendments after final rejection
contained in the brief is correct.

(5) Summary of Claimed Subject Matter

The summary of claimed subject matter contained in the brief is correct.

(6) Grounds of Rejection to be Reviewed on Appeal

The appellant’s statement of the grounds of rejection to be reviewed on appeal is
correct.

(7) Claims Appendix

The copy of the appealed claims contained in the Appendix to the brief is correct.

(8) Evidence Relied Upon

6,298,057 GUY ET AL 10-2001
6,829,231 WILSON 12-2004
6,065016 STUNTEBECK ET AL 5-2000
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(9) Grounds of Rejection
The following ground(s) of rejection, respectively reproduced below from the

Final Rejection filed 4/1/2008, are applicable to the appealed claims:

Claim Rejections - 35 USC § 103
Claims 1-3, 5, 6, 8-10, 17-20, and 22-35 are rejected under 35 U.S.C. 103(a) as
being unpatentable over Guy et al. (US006298057B1), hereafter Guy, in view of Wilson

(US006829231B1).

- Regarding Claims 1-3, 5, 6, 8-10, 17-20, 22-25, 27, 29-31, 33, and 35,

Guy discloses a system and method for coupling a first LAN 102A having server
112 to a second LAN 102B having server 122 through WAN 104 utilizing IP capabilities
of the LANs and WAN (Fig. 1; Col. 1, lines 51-53; Col. 14, lines 13-17; claim

1,8.17,24,30 — method in a information handling system comprising a first LAN; claim

1,8,17,24,30 - a second LAN; claim 1,8,17,24,30 — WAN coupling the first LAN to the

second LAN; claim 2,17,30 — LANs and WAN operate under IP protocol; claim 24,30 —

first and second IP servers within first and second LANS).
Fig. 1 also shows that a plurality of telecommunications devices are coupled to

the first and second LANs 102A/B (claim 1,8,17,24,30 - first telecommunications device

coupled to the first LAN; claim 1,8,17,24,27,33 - plurality of telecommunications

extensions/destinations coupled to the second LAN).
Guy discloses the ability to connect a phone of the first LAN 102A to a

destination phone of the second LAN 102B (Col. 6, lines 4-11; Col. 10, lines 1-7). Guy
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further discloses each file server 112/122 includes a directory (Fig. 4, 406) that stores a
list of server codes and additional information to identify devices attached to each

server (Col. 10-11, lines 30-14; claim 1,8,17,30 - wherein the list of the plurality of

telecommunications extensions is stored in a server in the second LAN, and is
accessed by the first circuitry across the WAN). Guy also discloses a master directory
in a server of network 100 containing the information stored in each local directory (Col.

9, lines 20-25).

However, Guy does not explicitly disclose the user of the phone in the first LAN
observing a displayed list of extensions to phones in multiple (second and third) local
networks remote of the user’s LAN and automatically initiating a call in response to the
user selecting one of the extensions from the observed list. Guy also does not explicitly
disclose the user’'s phone as an IP phone having display and keys for user to enter first
and second inputs for displaying and selecting/initiating a call, circuitry to scroll through
the displayed list.

Wilson discloses an IP phone user can access a directory engine through the
Internet (WAN) for displaying a list of numbers/addresses (extensions) obtained from
multiple (second and third) local exchange network switches and ISPs that are remote
to the user. Wilson further discloses the user initiates a call by selecting a destination
from a scrolled list of potential destinations (Fig. 5,6; Col. 7-8, lines 45-15; claim
1,8.17.,24.30 - first LAN including first circuitry for enabling a user of the first

telecommunications device to observe/view a list of the plurality of telecommunications
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extensions; claim 1,8,18,24,30 - first LAN including second circuitry for automatically

calling one of the plurality of telecommunications extensions in response to the user
selecting one of file plurality of telecommunications extensions from the observed list;

claim 3,8,24,30 — list is displayed to user of the first device; claim

5,6,8,17,19,20,24,25,30,31 —first device is IP phone having display and keys for user to

enter first and second inputs for displaying and selecting/initiating a call to an extension

in the second LAN over the WAN; claim 9,22 — circuitry to scroll through displayed list;

claim 10,23,29,35 — a third LAN and first LAN circuitry for selecting and viewing a list of

a plurality of extensions coupled to the second and/or third LAN).

It would have been obvious to one of ordinary skill in the art at the time of the
invention to modify Guy by enabling a first device to observe a list of extensions in a
remote LAN and initiating a call to a displayed number in response to selection by a
user, as shown by Wilson, thereby enabling the first phone to connect to a destination
phone if the number associated with the destination phone is unknown and remote of

the user’s LAN.

- Regarding Claims 26 and 32,

Guy discloses all limitations of the parent claims.

Neither Guy nor Wilson discloses first and second inputs using the same button.

However, it is well known in the art to utilize the same button for multiple
common inputs to simplify the functionality (claim 26,32 — first and second inputs use

same button).
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It would have been obvious to one of ordinary skill in the art at the time of the
invention to use the same button for the first and second inputs disclosed by Wilson, in

order to improve the ease of use for the user.

- Regarding Claims 28 and 34,

Guy discloses all limitations of the parent claims.

Neither Guy nor Wilson explicitly discloses destinations include telephones
external to the system.

However, it is well known that local exchange switches such as those shown by
Wilson are able to connect to other exchanges outside of the local system, such as over
a dedicated T1 trunk (claim 28,34 — destinations includes telephones external to the
system).

It would have been obvious to one of ordinary skill in the art at the time of the
invention to modify Guy and Wilson by enabling destinations to be telephones external
to the system, thereby providing the disclosed directory services to as many capable

users as can be supported.
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Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Guy in
view of Wilson above, and further in view of Stuntebeck et al. (US006065016A),

hereafter Stuntebeck.

- Regarding Claim 4,

Guy discloses a system as shown above in the rejection of claim 1 and 2.

Neither Guy nor Wilson discloses a list played to a user as audio.

Stuntebeck discloses a universal directory server (UDS) that provides remote
access to the communication addresses (extensions) associated with numerous
institutions, including LANs (Fig. 1; Abstract). Stuntebeck discloses a user can access
the UDS through a voice recognition system, in which results are conveyed to the user
as voice (audio; Col. 4, lines 17-25; claim 4 — list is played as audio to the user of the
first device).

It would have been obvious to one of ordinary skill in the art at the time of the
invention to modify Guy and Wilson by enabling the list to be played as audio to the
user, as shown by Stuntebeck, thereby allowing users to access directory services

without a visual display.
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Claims 36-38 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable

over Wilson in view of Guy.

- Regarding Claim 36-38 and 40,

Wilson discloses an IP phone connects to Internet (WAN) through multiple (first,
second, third) local switches and network switches, and a user can use the
alphanumeric keypad to make a request of callee search (Fig. 5; Col. 7, lines 45-67;
claim 36 - in response to receipt of first input, displaying on a display on the IP
telephone a first list including second and third LANs coupled to the first LAN, wherein
the second and third LANs operate under the IP protocol; claim 40 — first, second, and
third LANs coupled via WAN).

Wilson further discloses the screen on the caller's side can display multiple result
numbers of callees in a scrolled list after the search engine replies to the search request
(Col. 7,lines 46-67 and Col. 8, Lines 1-17; claim 36 - receiving another input from the
user on the IP telephone; in response to receipt of the input, displaying on the display
on the IP telephone a second list of telephone destinations accessible from the second
LAN; claim 37 — scrolling through the list in response to fourth input).

Wilson then shows that the caller can select the proper callee's name display
from the scrolled list of multiple results to initiate a call (Col. 8, lines 13-15; claim 36 - in
response to receipt of third input, automatically dialing one of the telephone destinations

accessible from the second LAN for a communications connection between the one of
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the telephone destinations and the IP telephone; claim 38 — scrolling through the list in

response to fifth input).

Wilson does not explicitly show that the callee lists are received from a second
LAN in response to sending a request message from the first LAN.

Guy discloses a system and method for coupling a first LAN 102A having server
112 to a second LAN 102B having server 122 through WAN 104 utilizing IP capabilities
of the LANs and WAN. Guy discloses the ability to connect a phone of the first LAN
102A to a destination phone of the second LAN 102B (Col. 6, lines 4-11; Col. 10, lines
1-7). Guy further discloses each file server 112/122 includes a directory (Fig. 4, 406)
that stores a list of server codes and additional information to identify devices attached
to each server (Col. 10-11, lines 30-14), while also disclosing a master directory in a
server of network 100 containing the information stored in each local directory (Col. 9,
lines 20-25; claim 36 - displaying on the display on the IP telephone the second list
further includes the steps of sending a request message for the list from the first LAN to
the second LAN and receiving the second list from the second LAN to the first LAN).

It would have been obvious to one of ordinary skill in the art at the time of the
invention to supply the Internet database in Wilson from local directories stored in each
respective LAN segment of a network, as shown by Guy, thereby ensuring that the

Internet (master) directory is up to date.
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(10) Response to Argument

Appellant’s arguments on pgs. 8-12 of the Brief have been fully considered
but they are not persuasive. On pgs. 7-8, Appellant contends that Guy
provides no teaching or suggestion that a list of a plurality of
telecommunications extensions coupled to the second LAN is provided to the
user of the first telephone for observation. On pgs. 8-11, Appellant contends
the claim rejections expand the teachings of Wilson beyond what is
reasonable, since Wilson's system merely provides for services similar to
POTS and does not discloses LANs. Thus, Appellant contends that the
combination of Guy and Wilson does not provide a user of a first device in the
first LAN with a list of extensions the user can call in the second LAN or
means to automatically initiate the call with a selection from the list, since Guy
provides nothing to the user of the telephone and Wilson discloses users
(callers/callees) connected to local exchange switches over PSTN circuits
instead of LANSs.

The Examiner respectfully disagrees. Appellant's individual arguments
pertaining to the references of Guy and Wilson cannot show nonobviousness
when the rejections are based on combinations of references. See In re
Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). It is admitted in the Final
Rejection filed 4/1/2008 that Guy does not disclose the user of the first phone

in the first LAN observing a displayed list of extensions to phones in remote
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LANs. Guy is relied upon in the rejection to disclose one of a plurality of
telecommunication devices in first and second LANs communicatively
coupled through a WAN, including voice transmission. Guy is further shown
to utilize information from file servers 112/122 of the respective LANs and a
master directory of the local file servers in order to implement the
transmission. Thus, Guy is shown to meet all claim limitations except the
ability of the calling user in a first network to observe a list of extensions in a
second network and automatically calling one of those extensions in response
to the user selecting an extension from the observed list. However, the
rejection shows that these deficiencies in Guy are remedied by Wilson, which
discloses a user in a first local network accessing a directory engine through
the Internet in order to observe a displayed list of numbers/addresses from
multiple other local networks remote to the user of the first local network. The
rejections clearly rely on the disclosure of Guy to meet the claim limitations
concerning LANs. However, regardless of what is shown in Guy, Wilson
repeatedly discloses that the users of the phones 201-203 and 245-247 utilize
the PSTN and standard LAN/WAN technology to access the Internet,
directory engine, etc. Thus, Wilson and Guy are each shown to be applicable
within a LAN/WAN environment. Therefore, the combination of Guy and

Wilson properly meets all limitations of the pending claims.
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Appellant’s arguments on pgs. 11, 13, and 14 of the Brief concerning claims
1, 5, and 6 have been fully considered but they are not persuasive. Appellant
contests that Wilson does not teach or suggest an automatic calling of the
selected extension from the observed list. Appellant argues that the cited
portion of Wilson (Col. 8, lines 13-15) merely teaches that the user can view
the IP address of the callee but must manually enter the displayed
address/number into the dial pad’s keyboard.

The Examiner respectfully disagrees. For convenience, the cited portion of

column 8 in Wilson is shown below:

“When a callee’s address matching the caller’s search request is
found, the name is displayed on the display screen of the dial pad.
The caller then has the option of completing the call to the address.
When more than one hit is made, the names of the qualifying user
callees are displayed. The caller then has the option of selecting
from a scrolled list of potential users using the dial pad's keyboard

63 to select the intended caller.”
Wilson's disclosure that the caller "then has the option of completing the call
to the address" does not say anything about using the keyboard, much less
require manual keyboard entry for connecting to the searched caller. As
acknowledged by Appellant in subsequent arguments on pg. 18 of the Brief,
Wilson explicitly discloses that a user having to remember and enter these
digits is neither appealing nor practical in most situations (Col. 2, lines 8-9).

Furthermore, the above disclosure of "selecting from a scrolled list....using the
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keyboard" refers to a scenario in which more than one hit is made for the
callee's request. Wilson's disclosure pre-dates the conventional use of touch-
screen displays, thus it is disclosed to use the keyboard to make the
appropriate selection. For example, the calling user may enter a digit, or use
the respective arrow and Enter buttons on a keyboard to select the
appropriate one of multiple search hits, as would be evident to one of ordinary
skill in the art at the time of the invention. As such, these disclosures of
Wilson would not be considered to require manual entry of the
number/address to connect to an intended callee when the number/address
has been received and observed from a directory search, as alleged by

Appellant. Therefore, the pending claim rejections are deemed proper.

- Appellant’'s arguments on pg. 13 of the Brief concerning claim 1 have been
fully considered but they are not persuasive. Appellant contends that
permitting a user in one geographic location to locate a user in another
location without the need to use a printed extension guide would not be
possible with the combination of references asserted in the rejection.

- The Examiner respectfully disagrees. Firstly, it is noted that " permitting a
user in one geographic location to locate a user in another location without
the need to use a printed extension guide” is not an explicit claim limitation.
Regardless, as shown above, Wilson specifically discloses the ability of a

user to locate a remote user without the need to use a printed extension
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guide (i.e. by accessing a directory in the Internet). Therefore, this
conceptual distinction presented by Appellant is met by Wilson and the

rejection based upon the combination of Guy and Wilson is proper.

- Appellant’'s arguments on pg. 13 and 14 of the Brief concerning claims 1 and
8 have been fully considered but they are not persuasive. Appellant contends
that neither Guy nor Wilson teaches or suggests a list of extensions coupled
to the second LAN is stored in a server of the second LAN.

- The Examiner respectfully disagrees. As shown above, Guy discloses file
servers 112/122 of first and second LANs and a master directory of the file
servers while Wilson discloses a directory engine of user numbers/addresses
connected to various local networks. Therefore, the contested claim limitation
is met based upon the combination of Guy and Wilson, and the rejection is

proper.

- Appellant’'s arguments on pg. 13 of the Brief concerning claim 2 have been
fully considered but they are not persuasive. Appellant contends that the
combination of references does not teach a LAN or WAN operating under an
IP protocol because Guy does not disclose LANs/WAN operating under an IP
protocol and Wilson does not discloses LANs with extensions.

- The Examiner respectfully disagrees. Guy explicitly discloses the Internet as

an example of a WAN (Col. 4, lines 62-64). Thus, the contested claim
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limitation of “communication....uses an IP protocol” is met by Guy and the

rejection based upon the combination of Guy and Wilson is proper.

- Appellant’'s arguments on pgs. 15-17 of the Brief concerning claims 10, 30,
and 35 have been fully considered but they are not persuasive. Appellant
contends that the rejection has merely implied that Wilson teaches a third
LAN from which extensions coupled to the third LAN can be viewed and
selected.

- The Examiner respectfully disagrees. As shown in the rejection, Fig. 5 of
Wilson shows that a displayed list of numbers/addresses (i.e. extensions) are
collected from multiple local exchange and/or network switches and ISPs
remote to the requesting user. This showing of multiple paths to the directory
from various local exchange/network switches and ISPs meets the contested
claim limitations of a third (or more) LAN(s) with associated extensions within
the larger network, as would be apparent to one of ordinary skill in the art.
Therefore, the contested claim limitation is met by Wilson and the rejection

based upon the combination of Guy and Wilson is proper.

- Appellant’'s arguments on pg. 16 of the Brief concerning claims 17-20, 23, and
24 rely upon the previous arguments presented above. Those arguments
have been refuted above, and the rejections shown to be proper, thus the

rejections of claims 17-20, 23, and 24 are also properly maintained.
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Appellant’s arguments on pg. 17 of the Brief concerning claims 25-27 and 31-
33 have been fully considered but they are not persuasive. Appellant
contends that the rejection is merely supported by the Examiner’s own
opinion, providing no objective evidence as to how the references teach or
suggest a second input or that the first and second inputs are the same key
button.

The Examiner respectfully disagrees. Firstly, contrary to Appellant’s
assertion, the limitations of claims 27 and 33 are addressed in the rejection,
since Fig. 1 of Guy clearly shows that LAN extensions include telephone
destinations. Regarding claims 25 and 31, the rejection of these claims
shows how Wilson utilizes the keyboard of the IP phone for displaying,
selecting, and connecting (multiple inputs) a destination searched from the
directory by a callee user. Regarding claims 26 and 32, the rejection admits
that the references do not explicitly disclose these multiple inputs utilizing the
same button. The rejection of these claims relies upon common sense
knowledge possessed by one of ordinary skill in the art, in which the use of a
single button for successive inputs simplifies the functionality of the system,
such as repeated use of the Enter button on the keyboard of Wilson to
display, select and connect to a searched destination. Appellant has not

previously contested this assertion of common knowledge in the art, and the
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technical line of reasoning is clearly shown in the rejection. Therefore, the

rejections are proper.

- Appellant’'s arguments on pg. 18 of the Brief concerning claims 28 and 34
have been fully considered but they are not persuasive. Appellant contends
that the rejection mischaracterizes the limitations, in which "telephone
destinations include telephones external to the system”.

- The Examiner respectfully disagrees. Again, as above, the rejection of claims
28 and 34 relies upon common sense knowledge possessed by one of
ordinary skill in the art. Namely, that the drawings in the cited references are
not indicative of the scale of actual, deployed networks. In particular, Wilson
illustrates how a network diagram may be simplified (Fig. 4) from a more
comprehensive/expanded view of a network’s interconnections (Fig. 5). One
of ordinary skill in the art would recognize that the routers and switches
shown by Guy and Wilson enable connection to other routers/switches
outside of the local system, extending the disclosed directory services to
telephones connecting from those outside routers/switches. Therefore, the

claim rejections are proper.

- Appellant’'s arguments on pg. 18 of the Brief concerning claim 4 have been
fully considered but they are not persuasive. Appellant reiterates previous

arguments related to Guy and Wilson in contending that the limitation of
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playing the list as audio to the user has not been met. Appellent fails to
address the combination of Guy and Wilson with the cited portions of
Stuntebeck in rejecting these claims.

- The Examiner respectfully disagrees. Previous arguments related to Guy and
Wilson have been refuted as shown above. Further, neither Guy nor Wilson
is relied upon to disclose playing the list as audio to the user. Stuntebeck is
relied upon to disclose a directory server similar to those in Guy and Wilson.
Stuntebeck further discloses the option of accessing the directory through
voice recognition, where directory results are conveyed to the user as
voice/audio. Therefore, the contested claim limitation is explicitly met by
Stuntebeck and the combination of Guy, Wilson, and Stuntebeck properly

rejects the claim.

- Appellant’'s arguments on pg. 19-21 of the Brief concerning claims 36-38 and
40 have been fully considered but they are not persuasive. Appellant
contends the combination of Wilson and Guy does not meet the claimed
limitations.

- The Examiner respectfully disagrees. Appellant’s arguments reiterate the
piecemeal analysis of Wilson and Guy presented in the above arguments. As
shown, neither Wilson nor Guy is relied upon to individually meet all of the
claim limitations. Rather, the rejections are based upon the combination of

Wilson and Guy. All of the claimed limitations are shown to be met by the
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combination of disclosures cited from Wilson and Guy, therefore the claim

rejections are proper.

(11) Related Proceeding(s) Appendix
No decision rendered by a court or the Board is identified by the examiner in the

Related Appeals and Interferences section of this examiner’s answer.

For the above reasons, it is believed that the rejections should be sustained.
Respectfully submitted,
/Gregory B Sefcheck/
Primary Examiner, Art Unit 2419
3-6-2009
Conferees:
Jay Patel [JAYANTI K PATEL/

Supervisory Patent Examiner, Art Unit 2419

Hassan Kizou /H. K./

Supervisory Patent Examiner, Art Unit 2419
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REPLY BRIEF

This 1s in response to the Examiner’s Answer dated March 17, 2009.

On page 5 of the Examiner’s Answer, regarding Claims 26 and 32, the
Examiner asserts that “Guy discloses all limitations of the parent claims.” If that is
true, then why did the Examiner combine Guy with Wilson for his prima facie case of
obviousness for those parent claims? For this reason alone, the Examiner has failed
to prove a prima facie case of obviousness for Claims 26 and 32.

With respect to Claims 28 and 34, the Examiner’s prima facie case of
obviousness relies upon his assertion that the combination of the references provides
“the disclosed directory services to as many capable users as can be supported.”™ This
does not even make common sense. The claims recite that the list of telephone
destinations include telephones external to the system, and therefore, a user of the
first telephone can connect to a telephone external to the system (first and sccond
LANSs coupled by the WAN) by selecting that external telephone from the observed
list. The Examiner’s assertion implies that rhis functionality is being supplied to
these external telephones, which is not the claims recite. Therefore, the E.\'a_miner’s
assertion fails to support his prima facie case of obviousness.

In the Examiner’s Response to Argument, the Examiner starts off by asserting
that Applicants have attacked the references individually. This is incorrect. First, if

the Examiner’s rejection relies upon his individual use of each reference to attach to
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certain claim limitations, then why are Applicants precluded from attacking these
arguments? The Examiner’s prima facie casc of obviousness relies upon his
assertions of how Guy teaches certain limitations and how Wilson teaches other
certain limitations. If Applicants can show how the Examiner’s interpretations of
these references are incorrect, then Applicants have shown how the prima facie case
of obviousness fails. This is what Applicants did precisely. Since the Examiner has
incorrectly interpreted the teachings of Guy and Wilson, the Examiner's prima facie
case of obviousness fails. An applicant may specifically challenge an obviousncss
rejection by showing that the examiner reached an incorrect conclusion of
obviousness or based the obviousness determination on incorrect factual predicates.
In re Rouffet, 47 U.S.P.Q.2d 1453, 1455 (Fed. Cir. 1998). As a result, the Examiner
cannot simply ignore Applicants’ arguments on pages 6, 7, 8, ctc. with respect to each
of the references by merely replying that Applicants’ arguments “cannot show
nonobviousness.”

Moreover, Applicants actually described what each of the references teaches
and does not teach, and then combined those teachings and “non-teachings’™ to show
how the combination of the references does not arrive at the claimed invention.
Applicants’ arguments on those pages in the Appeal Brief must by considered!

MPEP §707.07(8).

The Examiner admits that Guy does not disclose the automatic calling of one
of the extensions in the observed list. The Examiner then asserts that Wilson
remedies this situation. The first problem with this assertion is that Wilson does not
disclose such a first LAN. The caller dia] pads 201-203 are not coupled into a LAN,
as that term is interpreted in the art. The “local telephone network” recited in column
7, line 18 of Wilson is not the same as a LAN. Telephones connected to a central
office never were considered a LAN, which pertains to a data network. For the
Examiner to interpret these claim terms in that manner is unrcasonably broad. MPEP
§2111.01. And, a single computer device does not make a LAN. Therefore, the
combination of Guy and Wilson fails to disclose these claim limitations, and the

Examiner’s prima facie case of obviousness fails.

RingCentral Ex-1002, p. 131
RingCentral v. Estech
IPR2021-00574



Applicant : Suder et al. Attorney Docket No.: 21618-0013001
Serial No. : 10/447,607 : .

Filed : May 29, 2003

Page : 3of9

Furthermore, contrary to the Examiner’s assertions, Wilson does not
“rcpeatedly disclose[] that the users of the phones 201-203 and 245-247 utilize the
PSTN and standard LAN/WAN technology to access the Internet, directory engine,
ete.” There is absolutely nothing in Wilson that discloses that the dial pads 201-203
or 245-247 access the Internet 210, etc. with standard LAN/WAN technology through
the PSTN circuits 204. Moreover, Figure 4 in Wilson shows each of these dial pads
individually connecting to the network 210 through their own PSTN circuit 204.
There is no LAN! Again, an applicant may specifically challenge an obviousness
rejection by showing that the examiner reached an incorrect conclusion of
obviousness or based the obviousness determination on incorrect factual predicates.
In re Rouffet at 1455. Furthermore, the disclosure in Wilson that each of the dial pads
50 can be connected to a computer 90 does not provide a suggestion that a plurality of
such dial pads can then be coupled in a LAN and then that LAN coupled to the
network 210. Since LANs were known by Wilson, if he had been able to couple the
dial pads 201-203 or 245-247 into a LAN that is then itself connected to the network
210, he would have provided a description of such. The “standard LAN/WAN
technology” referred to in Wilson is actually referring to the LANs and WANS in
Figure 5, such as the Ethernet links 222, that permit the directory 232 to be
individually accessed by each of the dial pads. It is not referring to a LAN being
formed by a plurality of the dial pads 201-203 or 245-247. In fact, each of the dial
pads 50 cannot be coupled into a LAN with each other, since their only connection is
through a dual line service (column 5, line 26). As Applicants pointed out in the
Appeal Brief, dual line service is well known in the art as a pair of wires for
providing access from a home phone to the PSTN. Such teachings in Wilson would
not lead one skilled in the art to believe that they could couple such dial pads into a
LAN. Therefore, one skilled in the art would not be lead to combine Wilson with Guy
since the dial pads in Wilson teach away from utilization in a LAN.

The Examincr disagrees that Wilson is limited to teaching that the user of the
dial pad must manually dial the phone number retrieved. The language cited By the

Examiner does not state anything about the dial pad having circuitry for automatically
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calling a phone number selected by the user. The Examiner is interpreting the
teachings of Wilson beyond the four corners of the document.

These teachings in Wilson are insufficient for what is required by one of
ordinary skill in the art to then experiment and invent further circuitry for the dial pad
to automatically call a selected name. A general incentive does not make obvious a
particular result, nor does the existence of techniques by which the efforts can be
carricd out. [n re Kubin, 2009 WL 877 646 (2009). In other words, “obvious to try”
has long been held not to constitute obviousness. /d. Essentially, the Examiner is
asserting that one skilled in the art at the time the invention was made would have
been lead to include circuitry for automatically making the call with merely the
teaching that the user makes a selection. This is not supported by KSR. To the
contrary, the Supreme Court stated in KSR that a skilled artisan can only be shown to
have merely pursued “known options” from a “finite number of identified, predictable
solutions” for obviousness under §103 to arise. 550 US at 421, The Examiner cannot
merely make such assumptions withouit providing objective evidence in support. The
prior art docs not teach the claimed limitations, and the Examiner must prove how
such limitations are disclosed in the cited art. Absent that, the Examiner has failed to
support his prima facie case of obviousness. Moreover, the Examiner has completely
ignored the specific teaching in column 9, lines 1-4 of Wilson that once the user of the
dial pad selects a remote callee, the call is placed “using the found Internet address,”
and that “[i]f a dial attempt is made, the user ... dials ... to the selected callee.” Thus,
Wilson does say something about using the keyboard to manually dial the number of
the callee! The Examiner cannot ignore the specific teaching in Wilson that the
uscr is dialing fhe found Internet address!

Contrary to the Examiner’s position, column 2, lines 6-10 of Wilson does not
refute this teaching. Instead, this language in Wilson merely shows the disadvantage
of the user having to remember the Internet address of the callee. The invention in
Wilson then goes onto specifically address the disadvantage by providing a searchable
Internet directory for obtaining such an Internet address of the callee. Wilson's

specification is solely directed to this aspect. The scarchable database converts the
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name into the Internet routing address to send to the user at the dial pad. Column 8,
lines 1-7. Wilson does not provide any description of how the Internet address might
be entered in an automatic manner in order to supposedly address a disadvantage of
“entering” the digits, as the Examiner is attempting to assert.

The Examiner then makes the assertion that column 8, lines 13-15 of Wilson
“refers 1o a scenario in which more than one hit is made for the callee’s request,” and
then expands upon this “scenario” by making the following unsupported asscrtions:

o “itis disclosed to use the keyboard to make the appropriate selection”
o ‘“the calling user may cnter a digit, or use the respective arrow and
Enter buttons on a keyboard to select the appropriate one of multiple
search hits, as would be evident to one of ordinary skill in the art at the
time of the invention”
e “these disclosures of Wilson would not be considered to require
manual entry of the number/address to connect to an intended callee
when the number/address has been received and observed from a
directory search™
. Absolutely none of these assertions by the Examiner is supported with any
facts or evidence. Instead, they are all unsupported opinions by the Examiner, which
are insufficient to support a prima facie case of obviousness. Morcover, the
Examiner is making leaping assumptions of what one of ordinary skill in the art
would be capable of doing having merely the references before him. The Examiner
cannot now add in other supposed “conventional” art to combine with Guy and '
Wilson without doing so in a proper §103 rejection.

All that Wilson actually states is that the scarch engine converts the scarched
name to its corresponding Internct address (column 7, lines 51-53) and that “[t]he
caller then has the option of selecting from a scrolled list of potential users using the
dial pad’s keyboard.” Such a “selecting” docs not teach “the first LAN including
second circuitry for automatically calling one of the plurality of telecommunications

extensions in response to the user selecting one of the plurality of telecommunications
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extensions form the observed list.” Even considering as possibly true the Examiner’s
assertion that the use of touch-screen displays pre-dates Wilson s disclosure (Wilson
merely discloses that the display screen 71 may be a conventional LCD (column 5,
lincs 22-24)), that would possibly merely teach to one of ordinary skill in the art that
the user could select one of the entries from the scrolled list using a touch-screen on
the dial pad. But, it would not teach or suggest to one of ordinary skill in the art the
circuitry in the second LAN for automatically calling the callee in response to such a
selection. As noted above, “obvious to try” has long been held not to constitute
obviousness.

On page 14 of the Examiner’s Answer, the Examiner states that “Appellant
contends that neither Guy nor Wilson teaches or suggests a list of extensions coupled
to the second L.AN is stored in a server of the second LAN.” That is incorrect;
Applicants actually also asserted that the combination of the references fails to teach
or suggest these limitations. The Examiner further asserts that “Wilson discloses a
directory engine of user numbers/addresses connected to various local networks.”
This is a mischaracterization of Wilson in that the directory is only coupled to a single
network, which does not include any of the dial pads 245-247. This is not the same
as the directory being stored in a server in a LAN that includes devices 245-247. Guy
does not remedy this situation, since it is merely a server code that is stored, which is
not provided to a user. |

With respect to Claim 10, the Examiner has not shown how the references
teach or suggest circuitry for enabling the user to select between observing a list of
cxtensions coupled to the second LAN or observing a list of extensions coupled to the
third LAN. Wilson merely discloses doing a name search. Column 2, lines 49-53;
column §, lines 8-11. With respect to Claim 35, the Examiner continues to fail to
specifically address the limitations of displaying a list of LANSs, etc. Moreover,
Wilson does not teach or suggest that the directory 232 is in a network that is
associated with any extensions; furthermore, the claims do not merely recite that the

extensions are ““associated” with the LANs,
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Regarding Claim 4, the voice recognition and synthesis system 61 is disclosed
in Sruntebeck as only being accessible with a conventional telephone. Column 4,
lines 10-16 of Stuntebeck describe how such a user of a conventional telephone can
call a live attendant who relays search results to the user, while column 4, lines 17-26
providés an alternative to the teachings in lines 10-16 with the voice recognition and
synthesis system 61. A conventional telephone does not work in a LAN, therefore
one skilled in the art would not have been able to combine Stuntebeck with Guy and
Wilson in the manner as asserted by the Examiner. The contested claim limitation is
not explicitly met by Stuntebeck.

Regarding Claim 36-38 and 40, again Applicants assert that they addressed
the Examiner’s “piecemeal” assertions of how each of the references addresses
various claim limitations, and then Applicants asserted how the combination of the
references does not meet the claims limitations. The Examiner cannot ignore
Applicants’ arguments. MPEP §707.07(f). Furthermore, the Examiner has not
shown how: all of the claim limitations have been met by the combination of
references.

In summary, Guy discloses transferring across a WAN some information
about a remote network that cnables a telephone call to be completed in a correct
" manner. The information about the remote network is merely a server code, which
only identifies the server of the remote network. It does not identify one or more
particular extensions coupled to that remote network. Furthermore, this information
is NEVER seen by the user; it is transparent to the user. |

Wilson essentially discloses using a dial-up computer-like device to access a
server over the Internet to obtain a phone number, and then dialing that phone number
on the dial-up computer-like device to connect to a similar device over the PSTN.

As a result, the combination of Wilson and Guy does not disclose all of the
claim limitations. '

First, since Applicants assert that the dial pads 50 in Wilson cannot be utilized
in a LAN, then the combination of the references does not even teach or suggest to

one skilled in the art that therc is a first telecommunications device coupled to a first

RingCentral Ex-1002, p. 136
RingCentral v. Estech

IPR2021-00574



Applicant : Suder ct al. Attorncy Docket No.: 21618-0013001
Serial No. : 10/447,607

Filed : May 29, 2003

Page : 80f9

LAN. In fact, as asserted above, Wilson would lead one skilled in the art away from
such a first telecommunications device coupled to a first LAN, since Wilson teaches
away from the utilization of the dial pads in such a LAN. Furthermore, Wilson
teaches away from a plurality of telecommunications extensions coupled to a second
LAN, again since the dial pads 245-247 cannot be coupled together in a LAN.

Second, since (1) the user in Guy does not see the server code, (2) since an
unknown phone number is obtained by a dial pad 201, 202, 203 by accessing a
searchable database over the Internet, (3) since none of the dial pads 245-247 arcin a
LAN with such a searchable database, and (4) since none of the dial pads 245-247 are
even capable of being coupled together into a LAN, the combination of the references
does not teach or suggest that a user in the first LAN can observe a list of the
extensions coupled to the second LAN.

Third, since all that Guy discloses is that a server code is stored in a server in
the second LAN, and since the phone numbers in Wilson are stored on a third party
server, which is searchable over the Internet, the combination of the references does
not tcach or suggest that the list of the plurality of cxtensions is stored in a server in
the second LAN. In fact, the Examiner has completely failed to address this claim
limitation in an adequate manner.

Fourth, correspondingly, the combination of the references does not teach or
suggest that the list stored in a scrver in the second LAN is accessed by first circuitry
in the first LAN over the WAN.

Fifth, since Guy does not even provide any information to the user, and sihce |
Wilson teaches that the user has to actually dial the telephone number, the
combination of the references does not teach or suggest automatically calling an
extension selected by the user from the list of extensions supplied.

“Thus, there are several gaps in the combination of Guy and Wilson teaching or
suggesting the limitations of the claims. For this reason alone, the Examiner’s prima
facie case of obviousness fails. Furthermore, the Examiner has not proven how one
skilled in the art would fill in thesc gaps, and lcap from the combination of these

teachings to the claimed invention. The PTO must grant a patent if it cannot prove

RingCentral Ex-1002, p. 137
RingCentral v. Estech
IPR2021-00574



Applicant : Suder ct al. Attorney Docket No.: 21618-001300]
Serial No. : 10/447.607

Filed : May 29, 2003
Page 1 90f9

how one of ordinary skill in the art would have found it obvious to fill in these gaps.

* Such person of ordinary skill in the art is not the inventors, so the Examiner is not
permitted to use the Specification as a bluc print for piecing together the prior art and
filling in these gaps. In order to arrive at the Examiner’s prima facia case of |
obviousness rejection, the Examiner has relied solely on the teachings of the present
invention to retrace the path of the inventors with hindsight to come to the conclusion
that the invention was obvious. Ortho-MacNeil Pharmaceutical, Inc., v. Mylan Lab.,
Inc., 520 F3d 1358, 1364 (Fed. Cir. 2008). Such a reasoning is always inappfopriate
for an obviousness test based on the language of Title 35 that requires the analysis to

examine “the subject matter as a whole” to ascertain if it “would have been obvious at

the time the invention was made.” Id. The determination of obviousness is made

with respect to the subject matter as a whole, not separate pieces of the claim. Sanofi-
Synthelado v. Apotex, Inc., 89 USPQ 2d 1370, 1379 (Fed. Cir. 2008), citing KSR Int 'l
Co. v. Teleflex Inc., 127 S. Ct. 1727, 1734 (2007).
It is believed that no fees are due; however, please apply any other charges or
credits to Deposit Account No. 06-1050.
Respectfully submitted,

Date: May 18, 2009

Fish & Richardson P.C.
One Congress Plaza

Suite 810

111 Congress Avenue
Austin, TX 78701
Telephone: (512) 472-5070
Facsimile: (877) 769-7945
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REPLY BRIEF

This is in response to the Examiner’s Answer dated March 17, 2009.

On page 5 of the Examiner’s Answer, regarding Claims 26 and 32, the
Examiner asserts that “Guy discloses all limitations of the parent claims.” If that is
true, then why did the Examiner combine Guy with Wilson for his prima facie case of
obviousness for those parent claims? For this reason alone, the Examiner has failed
to prove a prima facie case of obviousness for Claims 26 and 32.

With respect to Claims 28 and 34, the Examiner’s prima facie case of
obviousness relies upon his assertion that the combination of the references provides
“the disclosed directory serviccs to as many capable users as can be supported.”™ This
does not even make common sense. The claims recite that the list of telephone
destinations include telephones external to the system, and therefore, a user of the
first telephone can connect to a telephone exteral to the system (first and second
LANSs coupled by the WAN) by selecting that external telephone from the observed
list. The Examiner’s assertion implies that rhis functionality is being supplied to
these external telephones, which is not the claims recite. Therefore, the Examincr’s
assertion fails to support his prima facie case of obviousness.

In the Examiner’s Response to Argument, the Examiner starts off by asserting
that Applicants have attacked the references individually. This is incorrect. First, if

the Examiner’s rejection relies upon his individual use of each reference to attach to
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certain claim limitations, then why are Applicants precluded from attacking these
arguments? The Examiner’s prima fucie casc of obviousness relies upon his
assertions of how Guy teaches certain limitations and how Wilson teaches other
certain limitations. If Applicants can show how the Examiner’s interpretations of
these references are incorrect, then Applicants have shown how the prima facie case
of obviousness fails. This is what Applicants did precisely. Since the Examiner has
incorrectly interpreted the teachings of Guy and Wilson, the Examiner's prima facie
case of obviousness fails. An applicant may specifically challenge an obviousncss
rejection by showing that the examiner reached an incorrect conclusion of
obviousness or based the obviousness determination on incorrect factual predicates.
In re Rouffet, 47 U.S.P.Q.2d 1453, 1455 (Fed. Cir. 1998). As a result, the Examiner
cannot simply ignore Applicants’ arguments on pages 6, 7, 8, ctc. with respect to each
of the references by merely replying that Applicants’ arguments “cannot show
nonobviousness.”

Moreover, Applicants actually described what each of the references teaches
and does not teach, and then combined those teachings and “non-teachings’ to show
how the combination of the references does not arrive at the claimed invention.
Applicants’ arguments on those pages in the Appeal Brief must by considered!

MPEP §707.07(0).

The Examiner admits that Guy does not disclose the automatic calling of one
of the extensions in the observed list. The Examiner then asserts that Wilson
remedies this situation. The first problem with this assertion is that Wilson does not
disclose such a first LAN. The caller di_al pads 201-203 are not coupled into a LAN,
as that term is interpreted in the art. The “local telephone network” recited in column
7, line 18 of Wilson is not the same as a LAN. Telephones connected to a central
office never were considered a LAN, which pertains to a data network. For the
Examiner to interpret these claim terms in that manner is unrcasonably broad. MPEP
§2111.01. And, a single computer device does not make a LAN. Therefore, the
combination of Guy and Wilson fails to disclose these claim limitations, and the

Examiner’s prima facie case of obviousness fails.
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Furthermore, contrary to the Examiner’s assertions, Wilson does not
“rcpeatedly disclose[] that the users of the phones 201-203 and 245-247 utilize the
PSTN and standard LAN/WAN technology to access the Internet, directory engine,
etc.” There is absolutely nothing in Wilson that discloses that the dial pads 201-203
or 245-247 access the Internet 210, etc. with standard LAN/WAN technology through
the PSTN circuits 204. Moreover, Figure 4 in Wilson shows each of these dial pads
individually connecting to the network 210 through their own PSTN circuit 204.
There is no LAN! Again, an applicant may specifically challenge an obviousness
rcjection by showing that the examiner reached an incorrect conclusion of
obviousness or based the obviousness determination on incorrect factual predicates.
In re Rouffet at 1455. Furthermore, the disclosure in Wilson that each of the dial pads
50 can be connected to a computer 90 does not provide a suggestion that a plurality of
such dial pads can then be coupled in a LAN and then that LAN coupled to the
network 210. Since LANs were known by Wilson, if he had been able to couple the
dial pads 201-203 or 245-247 into a LAN that is then itself connected to the network
210, he would have provided a description of such. The “standard LAN/WAN
technology” referred to in Wilson is actually referring to the LANs and WANs in
Figure 5, such as the Ethernet links 222, that permit the directory 232 to be
individually accessed by each of the dial pads. It is not referring to a LAN being
formed by a plurality of the dial pads 201-203 or 245-247. In fact, each of the dial
pads 50 cannot be coupled into a LAN with each other, since their only connection is
through a dual line service (column 5, line 26). As Applicants pointed out in the
Appeal Brief, dual line service is well known in the art as a pair of wires for
providing access from a home phone to the PSTN. Such teachings in Wilson would
not lead one skilled in the art to believe that they could couple such dial pads into a
LAN. Thercfore, one skilled in the art would not be lead to combine Wilson with Guy
since the dial pads in Wilson teach away from utilization in a LAN.

The Examincr disagrees that Wilson is limited to teaching that the user of the
dial pad must manually dial the phone number retrieved. The language cited by the

Examiner does not state anything about the dial pad having circuitry for automatically
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calling a phone number selected by the user. The Examiner is interpreting the
teachings of Wilson beyond the four corners of the document.

These teachings in Wilson are insufficient for what is required by one of
ordinary skill in the art to then experiment and invent further circuitry for the dial pad
to automatically call a selected name. A general incentive does not make obvious a
particular result, nor does the existence of techniques by which the efforts can be
carried out. /n re Kubin, 2009 WL 877 646 (2009). In other words, “obvious to try”
has long been held not to constitute obviousness. /d. Essentially, the Examiner is
asserting that one skilled in the art at the time the invention was made would have
been lead to include circuitry for automatically making the call with merely the
teaching that the user makes a selection. This is not supported by KSR. To the
contrary, the Supreme Court stated in KSR that a skilled artisan can only be shown to
have merely pursued “known options” from a “finite number of identified, predictable
solutions” for obviousness under §103 to arise. 550 US at 421, The Examiner cannot
merely make such assumptions withouit providing objective evidence in support. The
prior art does not teach the claimed limitations, and the Examiner must prove how
such limitations are disclosed in the cited art. Absent that, the Examiner has failed to
support his prima facie case of obviousness. Moreover, the Examiner has completely
ignored the specific teaching in column 9, lines 1-4 of Wilson that once the user of the
dial pad selects a remote callee, the call is placed “using the found Internet address,”
and that “[i]f a dial attempt is made, the user ... dials ... to the selected callee.” Thus,
Wilson does say something about using the keyboard to manually dial the number of
the callee! The Examiner cannot ignore the specific teaching in Wilson that the
uscr is dialing fhe found Internet address!

Contrary to the Examiner’s position, column 2, lines 6-10 of Wilson does not
refute this teaching. Instead, this language in Wilson merely shows the disadvantage
of the user having to remember the Internet address of the callee. The invention in
Wilson then goes onto specifically address the disadvantage by providing a searchable
Internet directory for obtaining such an Internet address of the callec. Wilson's

specification is solely directed to this aspect. The searchable database converts the
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name into the Internet routing address to send to the user at the dial pad. Column 8,
lines 1-7. Wilson does not provide any description of how the Internet address might
be entered in an automatic manner in order to supposedly address a disadvantage of
“entering " the digits, as the Examiner is attempting to assert.

The Examiner then makes the assertion that column 8, lines 13-15 of Wilson
“refers to a scenario in which more than one hit is made for the callee’s request,” and
then expands upon this “scenario” by making the following unsupported asscrtions:

e  “itis disclosed to use the keyboard to make the appropriate selection”
o “the calling user may cnter a digit, or use the respective arrow and
Enter buttons on a keyboard to select the appropriate one of multiple
search hits, as would be evident to one of ordinary skill in the art at the
time of the invention”
e “these disclosures of Wilson would not be considered to require
manual entry of the number/address to connect to an intended callee
when the number/address has been received and observed from a
directory search™
. Absolutely none of these assertions by the Examiner is supported with any
facts or evidence. Instead, they are all unsupported opinions by the Examiner, which
are insufficient to support a prima facie case of obviousness. Morcover, the
Examiner is making leaping assumptions of what one of ordinary skill in the art
would be capable of doing having merely the references before him. The Examiner
cannot now add in other supposed “conventional” art to combine with Guy and .
Wilson without doing so in a proper §103 rejection.

All that Wilson actually states is that the scarch engine converts the scarched
name to its corresponding Internct address (column 7, lines 51-53) and that “[t]he
caller then has the option of selecting from a scrolled list of potential users using the
dial pad’s keyboard.” Such a “selecting” does not teach “the first LAN including
second circuitry for automatically calling one of the plurality of telecommunications

extensions in response to the user selecting once of the plurality of telecommunications
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extensions form the observed list.”” Even considering as possibly true the Examiner’s
assertion that the use of touch-screen displays pre-dates Wilson s disclosure (Wilson
merely discloses that the display screen 71 may be a conventional LCD (column 5,
lines 22-24)), that would possibly merely teach to one of ordinary skill in the art that
the user could select one of the entries from the scrolled list using a touch-screen on
the dial pad. But, it would not teach or suggest to one of ordinary skill in the art the
circuitry in the second LAN for automatically calling the callee in response to such a
sclection. As noted above, “obvious to try” has long been held not to constitute
obviousness.

On page 14 of the Examiner’s Answer, the Examiner states that “Appellant
contends that neither Guy nor Wilson teaches or suggests a list of extensions coupled
to the second LAN is stored in a server of the second LAN.” Tha@ is incorrect;
Applicants actually also asserted that the combination of the references fails to teach
or suggest these limitations. The Examiner further asserts that “Wilson discloses a
directory engine of user numbers/addresses connected to various local networks.”
This is a mischaracterization of Wilson in that the directory is only coupled to a single
network, which does not include any of the dial pads 245-247. This is not the same
as the directory being stored in a server in a LAN that includes devices 245-247. Guy
does not remedy this situation, since it is merely a server code that is stored, which is
not provided to a user. ‘

With respect to Claim 10, the Examiner has not shown how the references
teach or suggest circuitry for enabling the user to select between observing a list of
extensions coupled to the second LAN or observing a list of extensions coupled to the
third LAN. Wilson merely discloses doing a name search. Column 2, lines 49-53;
column 8, lines 8-11. With respect to Claim 35, the Examiner continues to fail to
specifically address the limitations of displaying a list of LANS, etc. Moreover,
Wilson does not teach or suggest that the directory 232 is in a network that is
associated with any extensions; furthermore, the claims do not merely recite that the

extensions are “associated” with the LAN.
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Regarding Claim 4, the voice recognition and synthesis system 61 is disclosed
in Stuntebeck as only being accessible with a conventional telephone. Column 4,
lines 10-16 of Stuntebeck describe how such a user of a conventional telephone can
call a live attendant who relays search results to the user, while column 4, lines 17-26
providés an alternative to the teachings in lines 10-16 with the voice recognition and
synthesis system 61. A conventional telephone does not work in a LAN, therefore
one skilled in the art would not have been able to combine Stuntebeck with Guy and
Wilson in the manner as asserted by the Examiner. The contested claim limitation is
not explicitly met by Stuntebeck.

Regarding Claim 36-38 and 40, again Applicants assert that they addressed
the Examiner’s “piecemeal” assertions of how each of the references addresses
various claim limitations, and then Applicants asserted how the combination of the
references does not meet the claims limitations. The Examiner cannot ignore
Applicants’ arguments. MPEP §707.07(f). Furthermore, the Examiner has not
shown how- all of the claim limitations have been met by the combination of
references.

In summary, Guy discloses transferring across a WAN some information
about a remote network that cnables a telephone call to be completed in a correct
" manner. The information about the remote network is merely a server code, which
only identifies the server of the remote network. It does not identify one or more
particular extensions coupled to that remote network. Furthermore, this information
is NEVER seen by the user; it is transparent to the user. |

Wilson essentially discloses using a dial-up computer-like device to access a
server over the Internet to obtain a phone number, and then dialing that phone number
on the dial-up computer-like device to connect to a similar device over the PSTN.

As a result, the combination of Wilson and Guy does not disclose all of the
claim limitations. ‘

First, since Applicants assert that the dial pads 50 in Wilson cannot be utilized
in a LAN, then the combination of the references does not even teach or suggest to

one skilled in the art that there is a first teleccommunications device coupled to a first
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LAN. In fact, as asserted above, Wilson would lead one skilled in the art away from
such a first telecommunications device coupled to a first LAN, since Wilson teaches
away from the utilization of the dial pads in such a LAN. Furthermore, Wilson
teaches away from a plurality of telecommunications extensions coupled to a second
LAN, again since the dial pads 245-247 cannot be coupled together in a LAN.

Second, since (1) the user in Guy does not see the server code, (2) since an
unknown phone number is obtained by a dial pad 201, 202, 203 by accessing a
searchable database over the Internet, (3) since none of the dial pads 245-247 arc in a
LLAN with such a searchable database, and (4) since none of the dial pads 245-247 are
even capable of being coupled together into a LAN, the combination of the references
does not teach or suggest that a user in the first LAN can observe a list of the
extensions coupled to the second LAN.

Third, since all that Guy discloses is that a server code is stored in a server in
the second LAN, and since the phone numbers in Wilson are stored on a third party
server, which is searchable over the Internet, the combination of the references does
not teach or suggest that the list of the plurality of cxtensions is stored in a server in
the second LAN. In fact, the Examiner has completely failed to address this claim
limitation in an adequate manner.

Fourth, correspondingly, the combination of the references does not teach or
suggest that the list stored in a server in the second LAN is accessed by first circuitry
in the first LAN over the WAN,

Fifth, since Guy does not even provide any information to the user, and siﬁce ,
Wilson teaches that the user has to actually dial the telephone number, the
combination of the references does not teach or suggest automatically calling an
extension selected by the user from the list of extensions supplied.

“Thus, there are several gaps in the combination of Guy and Wilson teaching or
suggesting the limitations of the claims. For this reason alone, the Examiner’s prima
facie case of obviousness fails. Furthermore, the Examiner has not proven how one
skilled in the art would fill in thesc gaps, and leap from the combination of these

teachings to the claimed invention. The PTO must grant a patent if it cannot prove
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how one of ordinary skill in the art would have found it obvious to fill in these gaps.

~ Such person of ordinary skill in the art is not the inventors, so the Examiner is not
permitted to use the Specification as a blue print for piecing together the prior art and
filling in thesc gaps. In order to arrive at the Examiner’s prima facia case of |
obviousness rejection, the Examiner has relied solely on the teachings of the present
invention to retrace the path of the inventors with hindsight to come to the conclusion
that the invention was obvious. Ortho-MacNeil Pharmaceutical, Inc., v. Mylan Lab.,
Inc., 520 F3d 1358, 1364 (Fed. Cir. 2008). Such a reasoning is always inappfopriate
for an obviousness test based on the language of Title 35 that requires the analysis to

examine “the subject matter as a whole” to ascertain if it “would have been obvious at

the time the invention was made.” Id. The determination of obviousness is made

with respect to the subject matter as a whole, not separate pieces of the claim. Sanofi-
Synthelado v. Apotex, Inc., 89 USPQ 2d 1370, 1379 (Fed. Cir. 2008), citing KSR Int 'l
Co. v. Teleflex Inc., 127 S. Ct. 1727, 1734 (2007).
It is believed that no fees are due; however, please apply any other charges or
credits to Deposit Account No. 06-1050.
Respectfully submitted,

Date: May 18, 2009

Fish & Richardson P.C.
One Congress Plaza

Suite 810

111 Congress Avenue
Austin, TX 78701
Telephone: (512) 472-5070
Facsimile: (877) 769-7945
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SUPPLEMENTAL BRIEF ON APPEAL

This Supplemental Brief on Appeal is in response to the Office Action dated July 9,
2009. '

I REAL PARTY IN INTEREST

The real party in interest is Estech Systems, Inc., which is the assignec of the entire right

and interest in the present Application.

11 RELATED APPEALS AND INTERFERENCES

There are no appeals or interferences known to Appellants, the Appellants’ legal

representative, or assignee which will directly affect or be directly affected by or have a bearing

on the Board’s decision in the pending appeal.

III.  STATUS OF CLAIMS
Claims 1-6, 8-10, 17-20, 22-38 and 40 are pending in the Application, stand rejected and

are on appeal.
Claims 7, 11-16, 21 and 39 have been cancelled.

IV.  STATUS OF AMENDMENTS

Therc were no amendments to the Claims or specification filed after the Final Rejection.

V. SUMMARY OF CLAIMED SUBJECT MATTER
Claim 1 recites an information handling system comprising a first LAN, a second LAN, a

WAN coupling the first LAN to the seconid LAN, a first telecommunications device coupled to
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the first LAN, a plurality of telecommunications extensions coupled to the second LAN, and the
first LAN including first circuitry for enabling a user of the first telecommunications device to
observe é list of the plurality of telecommunications extensions. These elements are shown in
Fig. 3 with the first and second LANS represented as any one of LANs 301-303 and the WAN
201 that couples any first and second LAN. Each of the LANs shows telecommunications
devices coupled thereto. The LANs 301-303 also show a plurality of telecommunications
extensions, e.g., IP telephones 105, 308, 313. See page 6, line 23 - page 7, line 10. Fig. 11
shows a process for enabling a user of a first telecommunications device in the first LAN to
observe a list of a plurality of telecommunications extensions coupled to the second LAN. See
page 20, line 25- page 22, line 11. Fig. 8 illustrates a block circuit diagram of a
telecommunications device that includes a display 810. See page 16, line 21 - page 17, line 26.
Figs. 11 and 9A-9B illustrate selecting one of the extensions from the observed list and calling
that extension. See page 20, line 25 - page 22, line 11 and page 28, line 7 - page 29, line 4. This
process is also illustrated by the state diagram in Fig. 12. See page 22, lines 12-24.

Claim 4 recites an information handling system comprising a first LAN, a second LAN, a
WAN coupling the first LAN to the second LAN, a first telecommunications device coupled to
the first LAN, a plurality of telecommunications extensions coupled to the second LAN, and the
first LAN including first circuitry for enabling a user of the first telecommunications device to
observe a list of the plurality of telecommunications extensions. These elements are shown in
Fig. 3 with the first and second LANSs represented as any one of LANs 301-303 and the WAN
201 that couples any first and second LAN. Each of the LANs shows telecommunications
devices coupled thereto. The LANs 301-303 also show a plurality of tclecommunications
extensions, ¢.g., IP telephones 105, 308, 313. Sce page 6, linc 23 - page 7, line 10. Fig. 11
shows a process for cnablihg a user of a first telecommunications device in the first LAN to
observe a list of a plurality 6f telecommunications extensions coupled to the second LAN. See
page 20, linc 25- page 22, line 11. Fig. 8 illustrates a block circuit diagram of a
telecommunications device that includes a display 810. See page 16, line 21 - page 17, line 26.
Figs. 11 and 9A-9B illustrate selecting one of the extensions from the observed list and calling

that extension. Sec page 20, line 25 - page 22, line 11 and page 28, line 7 - page 29, line 4. This
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process is also illustrated by the state diagram in Fig. 12. See page 22, lines 12-24. Claim 4
recites an additional limitation that the list of the telecommunications extensions is played as
audio to the user of the first telecommunications device. The telecommunications device

diagram in Fig. 8 shows a specaker 821.

Claims 8, 17 and 24 rccité an information handling system comprising a first LAN, a
second LAN, a WAN coupling the first LAN to the second LAN, a first telecommunications
device coupled to the first LAN, a plurality of teleccommunications extensions coupled to the
second LAN, and the first LAN including first circuitry for enabling a user of the first
teleccommunications device to observe a list of the plurality of telecommunications extensions.
These elements are shown in Fig. 3 with the first and second LANs represented as any one of
LANs 301-303 and the WAN 201 that couples any first and sccond LAN. Each of the LANs
shows telecommunications devices coupled thereto. The LANs 301-303 also show a plurality of
telecommunications extensions, e.g., IP telephones 105, 308, 313. See page 6, line 23 - page 7,
line 10. Fig. 11 shows a process for enabling a user of a first telecofnmunications device in the
first LAN to observe a list of a plurality of telecommunications extensions coupled to the second
LAN. See page 20, line 25- page 22, line 11. Fig,. 8 illustrates a block circuit diagram ofa
telecommunications device that includes a display 810. See page 16, line 21 - page 17, line 26.
Figs. 11 and 9A-9B illustrate selecting one of the extensions from the observed list and calling
that extension. See page 20, line 25 - page 22, line 11 and page 28, line 7 - page 29, line 4. This
process is also illustrated by the state diagram in Fig. 12. See page 22, lines 12-24. Claims 8, 17
and 24 additionally recite that the first telecommunications device is an IP telephone and a user
of that IP telephone tacitly selects one of the observed extensions from the list which results in
an initiation of the call to that telecommunications extension across the WAN. Further, Claims
8, 17 and 24 recite that the list of the plurality telecommunications ‘extensions is stored in a
server in the second LAN and is accessed by the first circuitry across the WAN. The IP
telephones arc shown in various figures, including Figs. 3 and 8. Fig. 11 illustrates a step for
sclecting the telecommunications extension from the list that is displayed for initiating the call,
which procceds to Fig. 9A. Figs. 11, 12, and 14 among others illustrate the storage of the list of

telecommunications extensions in the second LLAN, the list then being accessed across the WAN
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by the first LAN. See page 6, line 23 - page 7, line 10; page 16, line 21 - page 17, line 26; page
20, line 25 - page 22, line 11; and page 22, lines 12-24. Further, the basic concept of accessing a
list across the WAN and then making a call is described on page 18, line 21 - page 19, line 6 and

page 2(); lines 12-24.

Claim 30 recites a telecommunications systems comprising a first IP telephone coupled to
a first IP server within a first LAN, second and third telephone extensions coupled to a second IP
server within a second LAN, and a WAN coupling the first LAN to the second LAN, the first
LAN, the second LAN, and the WAN communicating using an IP protocol. These features are
similar to those discussed above with respect to Claims 1, 4, 8, 17, and 24, and arc well
supported within the aforementioned figures and specification, such as Fig. 3 and its supporting
specification recitations noted above with respect to Claim 1. See page 6, line 23 - page 7, line
_10; page 16, hine 21 - page 17, line 26; page 20, line 25 - page 22, line 11; and page 22, lines 12-
24. Claim 30 further recites a means for displaying on the first IP telephone a list of telephone
destinations stored in the second IP server in response to selection of a first input on the first IP
telephone, wherein the list of telephone destinations is communicated from the second IP server
over the WAN to the first IP telephone. An IP telephone 105 is illustrated in Figs. 1 and 3, and is
shown in more detail in Fig. 8, which shows that the IP telephone 105 has an LCD display 810.
See page 16, line 21 - page 17, line 26. IP servers within the LANs are as shown in Fig. 3,
including IP server 101 and IP server 306. IP server 101 is also shown in Figs. 1 and 2. Fig. 4
shows that [P server 101, which is representative of any of the IP servers, including 1P server
306, has a hard drive 403. As a result, a list of telephone destinations may be stored within such
a hard drive. Selection of a list displayed on LCD display 810 of the IP telephone shown in Fig.
8 can be performed using such input devices as the keyboard 807 or a DSS console 811. Fig. 8
in such features are discussed on page 16, line 21 - page 18, line 20; selection of an extension
from a list is also discussed on page 18, line 21 - page 20, line 24. The process for permitting a
user to view and select extensions on the first IP telephone is illustrated in Fig. 11, which is
discussed on page 20, linc 25 - page 22, line 11. Also there is an establishment of a connection
between the two remote LANs with respect to Fig. 14, which includes a description of the

sending of a message from one LAN to the other in order to request a list of the telephone
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extensions, which are then communicated from that second LAN over the WAN to the first
WAN and specifically the IP telephone. Further, Fig: 12 illustrates a state diagram of this
process, which is described on page 22, lines 12-24. Automatic dialing of the selected telephone
destination and a responsc to selection of one of the telephone destinations from a displayed list

is described on page 22, lines 4-24.

Claim 36 recites a method for receiving several touch inputs from a user on the IP
telephone that is networked into the LAN/WAN/LAN network described above and with respect
to Fig. 3 in order to again permit such a user to view a display telephone extensions at a remote
LAN, and then automatically dialing that telephone destination. Claim 36 includes steps for
sending a message from the first LAN to the second LAN requesting the list of telephone
extensions from the second LAN, which is delivered to the first LAN from the second LAN.,
Claim 36 includes steps whereby a first list of second and third LANS coupled to the first LAN is
provided, and then a second list of telephone destinations at a selected LAN are then provided.
Such steps are shown in Figs. 11, 12, and 14 as noted above. See page 20, line 25 - page 22, line
24,

IV.  GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL -

1. Claims 1-3, 5-6, 8-10, 17-20 and 22-35 stand rejected under 35 U.S.C. §103(a) as
being unpatentable over Guy et al. (U.S. Patent No. 6,298,057) in view of Wilson (U.S. Patent
No. 6,829,231).

2. Claim 4 stands rejected under 35 U.S.C. §103(a) as being unpatentable over Guy
in view of Wilson and further in view of Stuntebeck et al. (U.S. Patent No. 6,065,016).

3. Claims 36-38 and 40 stand rejected under 35 U.S.C. § 103 as being unpatentable !

over Wilson in view of Guy.
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VII.  ARGUMENT
1. Claims 1-3, 5-6, 8-10, 17-20 and 22-35 are not properly rejected under 35 U.S.C.

§ 103 as being unpatentable over Guy in view of Wilson.

The basic test for nonobvious subject matter is whether the differences between' the
subject matter and the prior art are such that claimed subject matter as a whole would not have
been obvious to a person having ordinary skill in the art to which a subject matter pertains. The
United States Supreme court in Graham v. John Deere & Co., 383 U.S. 1 (1966) set forth the
factual inquiries which must be considered in applying the statutory test: (1) a determination of
the scope and contents of the prior art; (2) ascertaining the differences between the prior art and

the claims at issue; and (3) resolving the level of ordinary skill in the pertinent art.

In determining the scope and contents of the prior art, the Examiner must first consider
the nature of the problem on which the inventor was working. Once this has been established,
the Examiner must select, for purposes of comparing and contrasting with the claims at issue,
prior art references which are reasonably pertinent to that problem. In selecting references,
hindsight must be avoided at all costs.

In ascertaining the differences between the cited prior art and the claims at issue, the
Examiner must evaluate the claimed subject matter as a whole; there is no requirement that any
differences between the claimed subject matter and the cited references be “remarkable” nor that
some technological discontinuity between the claimed invention and subject matter exists just
outside the claims. The requisite view of the whole invention mandates consideration of not only
its structure, but also of its properties and the problems solved. Further, the mere fact that the
prior art can be modified does not made the modification obvious unless the prior art suggests
the desirability of the modification; there must be some logical reason apparent from positive,

concrete evidence that justifies the modification.

In resolving the level of ordinary skill in the pertinent art, the Examiner must step

backward in time and into the shoes womn by the person or ordinary skill when the invention was
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unknown and just before it was made. The hypothetical person skilled in the art can summarily
be described as one who thinks along lines of conventional wisdom in the art and neither one

" who undertakes to innovate nor one who has the benefit of hindsight. Thus, neither an
Examiner, nor a Judge, nor a genius in the art at hand, nor even the inventor is such a person

skilled in the art.

Guy teaches a system and method for transparently transmitting aural signals across a
LAN, where a user places a telephone call using the same procedure that is used when placing a
telephone call over a conventional public switch network, and in certain situations if the server
code is not in the local directory, then a request goes to a master directory. Column 3, lines 39-
48; column 9, lines 23-28. Referring to Fig. | in Guy, the first LAN maybe represented by
102A, the WAN by 104, and the second LAN by 102B. (Note that Applicants do not nécessarily
admit that 102A is a local area network, since a local area network is shown in Fig. 1 as 116;
however, for the sake of arguing against the rejection, 102A will be designated as the first LAN.)
Guy describes a set-up operation for when a first telephone 106 wishes to make a call to a user at
a second telephone 126, where the first telephone 106 is coupled to a file server 112, and the
second telephone is coupled to a CSU 130 via a PBX 128. Column 6, lines 45-51; column 10,
lines 7-9. Fig. 2 illustrates a more detailed illustration of file server 112. Column 6, lines 52.
Fig. 5 also further has a description of a flow chart illustrating such a call set-up procedure.
Column 9, line 66. A user activates the telephone by lifting the handset and selecting the
channel line in order to transition to an off-hook state period. Column 10, lines 7-9. The user
then performs the normal process of dialing a telephone number on the first telephone 106 (as
described below, this telephone number is not provided to the user by the system), with the
telephone associated with the second telephone 126, and a procedure is then implemented across
network 104 just as if the user were making a call over a conventional public telephone system.

Column 10, lines 13-17. Thus, such a procedure is completely transparent to the user and they

do not have to re-learn how to use a telephone system other than what has been normally done in
the prior art POTS systems. Column 10, lines 25-29. The telephone number dialed by the user
on telephone 106 identifies the destination telephone 126. Column 10, lines 30-31. It is the first
set of digits that are dialed by the user that identifies the destination CSU 130 to which ihe
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second telephone 126 is connected to the second LAN 134. This first set of digits is referred to
in Guy as the server code. Column 10, lines 32-36. In other words, the server code operates the
same as an area code in the POTS. All within the first LAN 102A, a call set up unit 404 within a
server memory module 214 that is in server 112 makes an attempt to retrieve such a server code
from the memory module 212, which is then transmitted to the directory management unit 408.
Column 10, lines 55-58. Again, this is all performed within the first LAN 102A. The directory
management unit 408 scarches the local directory 406 for a server that is identified with the
server code dialed by the user, and if there are no server matches, then the directory management
unit 408 will generate a request to a master directory, which will make a determination if the
server code dialed by the user on the first telephone 106 is identified with any server in the
network 100. Column 10, lines 58-65. If the server code is identified in such a master directory,
then the network address of the d(;slination CSU 130 associated with the server code is
transmitted to the directory management unit 408. Column 11, lines 2-8. The directory
management unit 408 transmits this network address to the call set up and tear down unit 404,
which transmits the number of additional digits to the call management unit 310, and the call set-
up/tear down unit 404 transmits a call set up packet to the destination CSU 130, which receives
the set up packet and determines if the telephone 126 is available to receive the call. Column 11,
lines 11-28.

Thus, in Guy, nothing more is taught than the caller on first telephone 106 dialing digits

associated with the destination telephone 126. There is absolutely no teaching or suggestion

within Guy that a list of a plurality of telecommunications extensions coupled to the second LAN
is provided to the uscr of the first telephone 106 for observation, or hearing them. The server
code accessed from the master directory is only associated with the CSU 130, and does not
provide any further information that would enable the combination of the disclosures of Guy and
Wilson to display a list of the telecommunications cxtensions coupled to the second LAN. The
user in Guy must still rely upon a phone list that is external from the system described in Guy in
order to make a tclecphone call in the network. The master directory only contains the server
code. The server code only identifies the CSU 130 to which the destination telephone is

connccted. Column 10, lines 33-36. Additional digits are still required in order to telephone or
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contact the destination telephone from the originating telephone. Column 11, line [-column 12,
line 21. There is further no teaching or suggestion within Guy that a list of extensions is

provided from anywhere else in the network.

There is absolutely no teaching or suggestion in Guy to help out a user by providing the

user with a list of extensions in a LAN within the Guy network.,

In order to overcome the deficiencics of the teachings of Guy, the Examiner has added
Wilson to combine with Guy. A problem with the Examiner’s combination of Wilson and Guy is
that the Examiner has expanded the teachings of Wilson beyond what is recasonable. The
invention described in Wilson is. sort of a hodgepodge device S0 created to permit a user to send
audio packets to another user using internet addressing. Wilson attempts to simplify the use of
the Internet for long-distance calling applications. Column 2, lines 31-32. Wilson merely
provides a system that has services similar to those found on the POTS. See the Abstract. A list
of known callees can be stored inside the device described in Wilson, and for unknown callee
addresses, a method for retrieving such an address for a remote location is provided. Column 2,
lines 47-53. The hodgepodge device 50 is shown in Fig. 2, with its circuit diagrams shown in
Fig. 3. Telephone calls over the PSTN can be made with device S0 by making normal voice
DTMF telephone calls using the keypad 65. Column 4, lines 60-64. Note that this mode is
performed only when the user alrcady knows the telephone number of the callee, and does not

play into the description of the invention within Wilson that the Examiner is relying upon.

Internet access can be made by the device 50 by the user pressing the Internet access
button 69 to switch between normal DTMF voice calls and internet dial-up operations, where an
internet connection is made using an internal modem set. Colum §, lines 5-11. The device 50
can be connected using an RS232 jack 86 to a computer 90, but there is no further discussion of

connecting the device 50 to a local area network, or LAN. Column 5, lines 33-38.

Referring to Figs. 4 and 5 in Wilson, each of the dial pads 50 is now referred to as dial
pads 201, 202 and 203, which are each connected to PSTN circuits 204. Column 7, lines 15-17.
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The PSTN circuits 204 and a local exchange switch 205 form a local telephone network within a
geographic area. Column 7, lines 17-19. A similar situation is associated with the callee devices
245, 246, 247. 1t important to note that dial pads 201, 202 and 203 arc not part of a LAN. A
LAN is a data network that permits all of the devices on the network to communicate with cach
other, such as with the use of an Ethernet protocol. Such a LAN is disclosed in the specification
of the present application in paragraph [0028], and shown in FIG. 1. A LAN, as is well known
in the art, is a short distance data communications network used to link computers and peripheral
devices under some form of standard control. Such a definition for a LAN is found in Newfon s
Telecom Dictionary. That definition also further states that “A LAN does not use common
carrier circuits.”” It is clear that the dial pads 201-203 and callees 245-247 taught in Wilson are
not connected in a LAN. More specifically, dial pads 201-203 are not coupled together in a
LAN, and éallees 245-247 are not coupled together in a LAN. Each of these devices 50 is
separately connected to the PSTN via jacks 80 and 82 that provide a dual line access to the
PSTN. Column S, lines 25-26. A dual line service is a telephone service where two pairs of
wires are connected to a prefniscs for connection to the PSTN. See Newton'’s Telecom
Dictionary. This is further supported in Wilson by the more detailed diagram of a dialing pad 50
in Fig. 3 which shows that the dual line access is provided by typical tip and ring connections
102 that enable the transfer of an analog signal over this dual line connection. Column 5, lines
50-56. Such internet access also requires use of a modem data pump 112. Column 6, lines 19-
27. The only LAN disclosed in Wilson is that associated with the internet service providers

(ISPs) shown in Figs. 4 and 5.

As a result, the only way each of the dial pads disclosed in Wilson can access the internet
is by using typical dial-up modem message interchanges. And, this is the only way one of the
dial pads 201-203 can communicate with one of the callees 245-247. In other words, for one of
the dial pads 201-203 to “call” one of the callees 245-247, that particular callee must have an
already established audio internet connection so that it is prepared to receive any audio messages
from onc of the dial pads 201-203. Column 7, lines 28-31. If such a callee is not already

connected to the interet when it receives a message to perform audio communication from one
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of the dial pads 201-203, then that callee will have to dial up into their internet service provider

and obtain the sent audio message at a later time. Column 7, lines 31-33.

If the internet (IP) address of one of the callees 245-247 is not stored within a database of
one of the dial pads 201-203, then the dial pad can make an internet access through internet
service provider 215 to browse a user database directory 232 through a search engine 230, which
stores such IP addresscs, and return that IP address to the dial pad. Column 7, lines 46-64. This
provides a process whereby a user of a dial pad 201-203 does not need to know the actual
internet IP address of onc of the callee devices 245-247, but can usc a search engine 230 to enter
in some other designation (e.g., alphanumeric identifier; column 7, lines 52-53 and column 8,
line 59) for one of the callees 245-247, such as a user’s name, to thereby have that search engine
retrieve the intemet IP address from a website to the dial pad 201-203. Column 8, lines 1-15. If
more than onc hit is made by the search engine 230, a list of names can be returned to the dial
pad, and the caller using one of the dial pads 201-203 can select the one they wish from the list

by looking at the list on the screen 71 of the device 50. Column 8, lines 13-50.

It should be noted that the main distinction between the device 50 shown in Fig. 5 of
Wilson from Fig. 4 is that a single user database 232 can be accessed by a wide range of ISPs at
different locations. Column 8, lines 29-30. Otherwise, the configuration in Fig. 5 is the same as
the one in Fig. 4 for purposes of how Wilson might be relevant to the rejection in accordance

with the Examiner’s assertions.

Fig. 6 in Wilson describes an exemplary call progress flow diagram for connecting one of
the dial pads 201-203 to the directory scarch engine 230. Column 8, lines 50-51. Note that Fig.
6 in Wilson does not describe the part of the flow whereby one of the dial pads makes an internet
connection to one of the callees. The process Wilson starts with has onc of the dial pads 201-203
dialing out to establish an internet connection 360 using the modem 112, Column 8, lines 52-53.

'Oncc this internet dial-up connection is made, then the user of the dial pad can enter a known
internet IP address number to access, over the internet, one of the callees 245-247, or start a

search for the IP address of one of the ca]leeé if itis not known. This is shown by step 370 in
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Fig. 6. The search engine will perform a search 372 and respond 374 by transmitting the results
376 of that search back to the dial pad 201-203. Column 8, lines 59-65. The user of the dial pad
selects a callee from the list delivered by the search engine, and the user can then accept one of
the addresses provided and dial to the selected callee. Column 9, lines 1-4. It should be noted at
this point that Wilson does not teach that one of the dial pads 201-203 is able to automatically
perform the dialing process in response to some sort of selection of a name on a displayed list by
the user of the dial pad 50 pressing some sort of button to select one of the names. Instead,
Wilson merely teaches that the user can apparently view the IP address of the callee and enter in

that address using the dial pad’s keyboard 63. Column 8, lines 13-15.

Therefore, all that Wilson teaches is (1) a specialized device 50 that is a combination of a
dial pad/modem that is able to access the internet with a dial-up connection over the PSTN
circuits (and can also act as a normal PSTN telephone where a user can enter in PSTN-type ,
telephone numbers to call another PSTN telephone), and (2) an ability for one of the specialized
devices 50 to have audio communications with another specialized device 50 over an internet
channel whereby a connection is made between these two specialized devices using typical IP
internet addresses, and (3) if the IP address of a callee is not known, then an internet search
enginebcan be used to browse to access a database on the internet that will retrieve such an IP
address that is then displayed to a user of a specialized device so that the user can then enter in
that [P address to the specialized device to establish the audio connection over the internet. The
teachings of Wilson clearly show that its invention was not crcated to operate in a voice-over IP

system with capabilities such as recited in the present claims. See column 2, lines 1-5.

All that Guy teaches is an ability for a telephone connected to a first LAN to

communicate over a WAN to a telephone in a second LAN, and if the directory management unit

- ofa file server in the first LAN does not know the address of a central sitc unit connected to a

PBX in the second, it can retrieve that server code from a remote location for completing the call

between the two telephones.
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With respect to Claim 1 and all the other rejected claims, a result of the foregoing is that
the combination of Guy and Wilson does not teach or suggest circuitry within the first LAN for
cnabling a user of the first telecommunications device within that first LAN to observe a list of
the plurality of telecommunications extensions coupled to the second LAN, whercin the list of
 the plurality of telecommunications extensions is stored in a server in the second LAN and is

accessed by the first circuitry across the LAN.

The combination of Guy and Wilson does NOT provide to the user of the first device in
the first LAN the list of extensions the user can call in the second LAN and then a means to
automatically initiate that call with a selection from that list. Guy provides nothing to the user of
the telephone, and Wilson has no LANs (and as a consequence, no lists of extensions coupled to

a LAN).

Guy does not provide any type of information identifying any type of telecommunications

device within the second LAN 102B to a user of a telecommunications device within the first

LAN 102A. Instead, merely a server code is provided to the directory management unit 408 so
that it can complete the call when it receives the dialing digits from the telephone so that it
knows what LAN to send the call to. Further, Wilson also does not provide a list of
telecommunications devices coupled to the second LAN. In fact, callees 245-247 are not part of
a LAN. More than one entry might be supplied by the search engine 230 accessing the database
232 back to one of the dial pads 201-203 for display to the user, but the fact that there is a
plurality returned is only a result of the fact that the user entered in search terms that matched
more than one entry in the database 232. There is nothing within Wilson that teaches or suggests
that those plurality of entries returned for display to the user are all coupled to a separate LAN

over nctwork 210, or that such a list of search results would even list more than one of the callees

245-247.

A result is that the combination of the references does not teach or suggest that a list of
the plurality of telecommunications extensions coupled to the second LAN is provided to the

user of the first telecommunications device for observation.
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And further, neither of the references, nor their combination, teaches circuitry for
automatically calling one of those telecommunications from that list in response to the user
selecting one of those extensions from the observed list. Guy does not even approach such a
process, since the retrieval of the server code is done in response to the dialing of a telephone
number alrcady performed by the user. Further, as noted above, Wilson also does not teach or
suggest such an automatic calling of the extension, but instead provides the list on the display 71
on one of the dial pads 201-203 so that the user can then enter in the IP internet address on the
keypad 63.

The Examiner has failed to prove a prima facie case of obviousness because important
limitations arc not found within any of the cited prior art references. MPEP § 2143.03 states that
to establish prime facie obviousness of a claimed invention, all the claim limitations must be
taught or suggested by the prior art. In re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 (C.C.P.A.
1974).

This is further an important distinction for several reasons. One of them is that it permits
a user in one geographic location to locate a station user in another location without the need to
use a printed cxtension guide. See Specification, page 20, lines 21-24. This would not be
possible with the combination of references asserted by the Examiner, but is implemented with

the present invention as claimed.

Furthermore, neither of the references, nor their combination, teaches or suggests that
such a list of telecommunications extensions coupled to the second LLAN is stored in a server in
that second LAN.

Morcovc}, with respect to Claim 2, the Examiner has not shown how the combination of
references teaches a LAN or WAN operating under an IP protocol. Guy does not disclose its
LANs or WAN operating under an [P protocol, and Wilson does not disclose LANs with

telephone/telecommunications extensions coupled thereto.
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Claim 5 recites that the second circuitry that automatically makes the call to the remote
telecommunications extension includes a key for enabling the user to tacitly select one of those
extensions from the displayed list. The Examiner admits that Guy does not teach such a process.
In fact, it is impossible for Guy to teach or suggest this process, since a list is nowhere to be
provided to the calling user. The Examiner asserts that Wilson discloses this process, since
Wilson states that the user may select a destination from this scrolled list of potential
destinations. All that Wilson discloses is that the caller has an option of selecting from a
displayed scrolled list of potential users by using the keyboard 63 to select the intended caller.
Wilson in no way further describes what is done in response to that action. Claim 5 recites that
the second circuitry includes a key for enabling the user to make such a tacit selection from the
displayed list. However, second circuitry also recites automatically calling one of the extensions
in response to such a selection by the user. Wilson teachings do not go that far, and there is no
flow diagram, circuitry or any other discussion or mention within Wilson, or Wilson in
combination with Guy, that would suggest such an automatic calling of the remote party by
selection of one of the extensions in the list by a user pressing a button. Therefore, one skilled in
the art at the time the invention was made would not be able to create the invention recited in

Claim S in view of the combination of the teachings of the prior art refercnces.

With respect to Claim 6, the foregoing arguments made with respect to Claim 5 are
incorporated. Claim 6 further recites that the initiation of the call is made by that tacit selection
of that button when a user presses that button to select one of the names from the list. Thisisin

no way taught or suggested by the prior art references.

Claim 8 is patentable over the cited references for all of the arguments provided herein
with respect to Claims 1-6. Claim 8 also recites that the list of plurality of telecommunications
extensions stored in a server in a second LAN is accessed by the first circuitry in the first LAN
across the WAN. As noted above, there is no teaching or suggestion within the combination of
the references that a list of the telecommunications extensions coupled to the second LAN are

stored in a server in that second LAN. Thus, there is also no teaching or suggestion that this list
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is then accessed from the server in the second LAN across the WAN by circuitry in the first LAN

that enables the user of the first telecommunications device to observe this list of the plurality of

telecommunications extensions.

Claim 10 recites a third LAN coupled to the first and second LANs via the WAN. The
third LAN includes a plurality of telecommunications extensions coupled thereto. The first LAN
has circuitry that enables a user in that first LAN to select between observing between a list of
the plurality of telecommunications extensions coupled to the second LAN or observe a list of
the plurality of the telecommunications extensions coupled to the third LAN. [n addressing this
claim language, all the Examiner has done is to imply that Wilson teaches “a third LAN and first
LAN circuitry for selecting and viewing a list of a plurality of extensions coupled to the second
and/or third LAN.”

. First, this is a wholly inadequate rejection by the Examiner, and does not provide enough
evidence to support a prime facie case of obviousness. The Examiner is requifed to prove such
a suggestion by objective evidence. Ex parte Levengood, 28 U.S.P.Q.2d 1300, 1301 (Bd. Pat.
App. & Int. 1993); Ashland Oil, Inc. v. Delta Resins and Refractories, Inc., 776 F.2d 281, 227
U.S.P.Q. 657 (Fed. Cir. 1985). The legal conclusion of obviousness must be supported by facts.
Graham v. John Deere & Co., 383 U.S. 1 (1966). A rejection based on § 103 clearly must rest
on a factual basis, and these facts must be interpreted without hindsight reconstruction of the
invention from the prior art. The patentability of an invention is not to be viewed with hindsight
or “viewed after the event.” Goodyear Company v. Ray-O-Vac Company, 321 U.S. 275, 279, 64
S.Ct. 593, 88 L.Ed. 721 (1944). Instead of relying upon objective evidence to support the

Examiner’s assertion, the Examiner has merely supported such an obviousness rejection with the

Examiner’s own opinion, which is quite clearly not objective evidence as is required by the case

law.

“Secondly, as noted above, Wilson does not teach or suggest that any of the dial pads 201-
203 or 245-247 are coupled to each other within a LAN. Third, as noted above, a list of such
callees 245-247 is not provided by the database 232 through the search engine 230 to one of dial
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pads 201-203. Fourth, there is no teaching or suggestion within the combination of references
for enabling a user in the first LAN to sclect between observing a list of extensions coupled to
the second LAN or observing a list of extensions coupled to the third LAN. The Examiner has
failed to provide a prima facie case of obviousness because important limitations are not found
within any of the cited prior art references. As noted previously, MPEP § 2143.03 states that to
establish prime facie obviousness of a claimed invention, all the claim limitations must be taught
or suggested by the prior art. In re Rovka, 490 F.2d 981, 180 U.S.P.Q. 580 (C.C.P.A. 1974).

Claim 17 is patentable for reasons similarly given herein with respect to Claims 1-6 and

Claim 18 is patentable for reasons similarly given herein with respect to Claims 1-6 and

Claim 19.is patentable for reasons similarly given herein with respect to Claim 8.
Claim 20 is patentable for reasons similarly given herein with respect to Claims 5 and 8.
Claim 23 is patentable for reasons similarly given hercin with respect to Claim 10.

Claim 24 is patentable for reasons similarly given herein with respect to Claims 1-6, 8
and 17.

Claim 30 incorporates “means for” language that the Examiner must interpret under 35
U.S.C. § 112, sixth paragraph. The Examiner must interpret and examine this claim and others
with means for language under this doctrine. See MPEP § 2182, 2183. Claim 30 recites a means
for displaying on the first IP tclephone a list of telephone destinations stored in the second IP
server in response to selection of a first input on the first IP telephone. The second IP server has
second and third telephone extensions coupled thereto in a second LAN. As noted above, the

combination of the references does not teach or suggest a list of telephone destinations stored in
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a second IP server within a second LAN that is coupled to second and third telephone extensions.
This is also supported is Figs. 11-12 and 14 and also the call processing flow diagram illustrated
in Figs. 9a and 9b, and their accompanied description. Claim 30 is also patentable for reasons

given herein with respect to Claims 1-3.

The Examiner has not specifically addressed the limitations in Claims 27 and 33. For
Claims 25-26 and 31-32, the Examiner provides no objective evidence as to how the references
teach or suggest a second input or that the first and second inputs are the same key button. The
Examiner is required to prove such a suggestion by objective evidence. Ex parte Levengood, 28
U.S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993); Ashland Oil, Inc. v. Delta Resins and
Refractories, Inc., 776 F.2d 281, 227 U.S.P.Q. 657 (Fed. Cir. 1985). The legal conclusion of
obviousness must be supported by facts. Graham v. John Deere & Co., 383 U.S. 1 (1966). A

rejection based on § 103 clearly must rest on a factual basis, and these facts must be interpreted
without hindsight reconstruction of the invention from the prior art. The patentability of an
invention is not to be viewed with hindsight or “viewed after the event.” Goodyear Company v.
Ray-O-Vac Company, 321 U.S. 275, 279, 64 S.Ct. 593, 88 L.Ed. 721 (1944). Instead of relying
upon an objective evidence to support the Examiner’s assertion, the Examiner has merely
supported such an obviousness rejection with the Examiner’s own opinion, which is quite clearly
not objective evidence as is required by the case law. Further, Applicants respectfully traverse
the assertion of what is well known in the art. As a result, the Examiner is required to support

such an assertion with objective evidence.

Claim 35 recites a third LAN coupled to the first and second LANs via the WAN. Claim
35 further recites a means for displaying on the first [P telephone a list of LANs coupled to the
LAN, including the second and third LANs. This limitation has not been addressed by the
Examiner in any way. For this reason alone, this claim is patentable over the cited prior art.
Sccondly, there is no teaching or suggestion within the prior art references of displaying a list of
LANSs on the telephone display in either Guy or Wilson or their combination. Further, there is no
teaching or suggestion in those references for displaying the first list of telephone destinations

stored in the second IP server in response to selection of the second LAN from the displayed list
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of LANs. Again, the Examiner has not in any way addressed this claim limitation, and for this
reason alone, Claim 35 is patentable over the cited prior art. Secondly, this limitation is not
taught or suggested by the combination of the references. Claims 35 is patentable for similar

reasons as provided in Claims 10 and 23.

On page 4 of the Office Action, the Examiner has made assertions as to what Wilson
teaches. Applicants respectfully traverse such assertions and incorporate by reference

Applicants’ arguments made in the previous amendment with respect to the teachings of Wilson.

With respect to Claims 28 and 34, Applicants respectfully traverse the Examiner’s

~ assertions. The Examiner has mischaracterized the limitations within these claims. These claims
recite that the telephone destinations may include telephones external to the system. Such
telephone destinations are included in a list stored in the second IP server which are
communicated from the second IP server over the WAN to the first [P telephone. This is not
taught or suggested within Wilson. Applicants traverse the Examiner’s assertion of what is well

known in the art, requiring the Examiner to support such assertions with objective evidence.

2. Claim 4 is not properly rejected under 35 U.S.C. § 103 as being unpatentable over
Guy in view of Wilson and further in view of Stuntebeck et al. (U.S. Patent No. 6,065,016).

Applicants respectfully traverse this rejection for reasons similarly given herein for Claims 1-2.

Claim 4 further recites that the list of the plurality of telecommunications extensions is
played as audio to the user of the first telecommunications device. First, this is impossible in the
invention in Guy. Secondly, Wilson does not teach or suggest such a capability. In fact, Wilson
is attempting to simplify the process of two internet devices having an audio communication
between each other, because when such an IP address is dialed, up to 20 digits have to be entered
by the caller. Column 2, lines 8-9. Wilson specifically states that a user having to remember and
enter such digits is neither appealing nor practical in most situations. Column 2, lines 9-10.
Thus, Applicants respectfully assert that Wilson actually teaches away from such an audio

communication of the IP addresses. Plus, Wilson does not suggest playing an audio list of even
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one IP address to a user of one of the dial pads 201-203, but instead specifically discloses the
display of such IP addresses.

3. Claims 36-38 and 40 are not properly rejected under 35 U.S.C. § 103 as being
unpatentable over Wilson in view of Guy. Applicants respectfully traverse these rejections for

reasons similarly given above.

These foregoing features of displaying a list of LANs on the IP telephone is also recited
in Claim 36. As a result, Claim 36 is also patentable over the cited prior art, since the Examiner
has failed to prove a prime facie case of obviousness in rejecting these claims. Inthe Examiner’s
rejections, the Examiner merely regurgitates the claim language without pointing to a teaching
within the references of such claim limitations. Fig. S and column 7, lines 45-67 of Wilson do
not teach or suggest such limitations. Claim 36 further recites the display of such a list of LANs
is done in response to the receiving a first touch input from a user on the telephone. There is no
discussion within Wilson, or a combination of Wilson and Guy, of a user making a request for a
list of LANs. Note further, that Claim 36 recites that the IP telephone is networked into a first
LAN. As noted above, Wilson does not teach or suggest that the dial pads arc in LANs. Claim
36 then recites that a second touch input from the user will result in the display of a list of
telephone destinations that are accessible from the second LAN. As noted above, this claim
limitation is not taught or suggested within Wilson, or Wilson combined with Guy. Claim 36
then goes on to recite that a third touch input results in an-automatic dialing of one of the
destinations accessible from the second LAN. As noted previously by Applicants, such an

automatic dialing process is not taught or suggested by the references.

Claim 36 also recites that the displaying steps further recite a step of sending a message
from the first LAN to the second LAN requesting the second list. This is not shown or discussed
anywhere within the references. The Examiner attempts to overcome a deficiency in the
teachings of Wilson with regard to this limitation and the next one by referring to Guy. Guy
retrieves a server code, but does so trom a master directory somewhere in a server in a network

100. There is no disclosure in Guy of where such a master directory is located within the
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network 100. It needs to be remembered that such a server code only identifics a device that is
coupled to a PBX that communicates with the telephones in a network. Additionally, a list has
not been sent across the WAN to the file server 112, but instead a single server code is sent. The
claim specifically recites that a list of tclephone destinations accessible from a second LAN is
requested and retrieves it from the second LAN. The Examiner then goes on to assert, without

objective support, that it would have been obvious to supply the internet database in Wilson from

local directories stored in each respective LAN segment of a network as shown by Guy, thereby

insuring that the internet master directory is up to date.

First of all, without some objective support for such an assertion, the Examiner’s
obviousness conclusion is without merit and cannot support his combination of the references to
arrive at the claimed invention. The Examiner is required to prove such a suggestion by
objective evidence. Ex parte Levengood, 28 U.S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993);
Ashland Oil, Inc. v. Delta Resins and Refractories, Inc., 776 F.2d 281, 227 U.S.P.Q. 657 (Fed.
Cir. 1985). The legal conclusion of obviousness must be supported by facts. Graham v. John
Deere & Co.,383 U.S. 1 (1966). A rejection based on § 103 clearly must rest on a factual basis,
and these facts must be interpreted without hindsight reconstruction of the invention from the
prior art. The patentability of an invention is not to be viewed with hindsight or “viewed after
the event.” Goodyear Company v. Ray-O-Vac Company, 321 U.S. 275, 279, 64 S.Ct. 593, 88
L.Ed. 721 (1944). Instead of relying upon objcctive evidence to support the Examiner’s A
assertion, the Examiner has merely supported such an obviousness rejection with the Examiner’s

own opinion, which is quite clearly not objective evidence as is required by the case law.

Secondly, Wilson does not teach or suggest other LANs because Wilson does not show
other LANs having telephone extensions connected thereto whereby a list is stored within such
LAN:s for sending to update the directory database 232. Nor does Wilson suggest that such a
process can be implemented. Furthermore, Guy merely teaches that a directory management unit
will updaté its unit of server codes when it receives one. Thére is also no teaching or discussion
in Guy of going out and retrieving such lists of extensions connected to other LANS, or such

LANSs sending such lists of attached telecommunication extensions to other LANs within the
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network. Thus, there is no support for the Examiner’s assertion that it would have been
advantageous and obvious for the database 232 in Wilson to be updated by all of the various
LLANSs to ensure that it is directory is up-to-date. Further, Claim 36 is patentable for similar

reasons as given for Claims -3, 5-6 and 8.

Claim 37 recites scrolling through the first list. This first list is a list of LANs. First of
all, such a list of LANs is nowhere to be taught or suggested within either of the references or
their combination. Sccondly, there is no teaching or suggestion for scrolling through such a list
of LANs. As aresult of the foregoing, one skilled in the art at the time the invention was made
would not have been able to recreate the claimed inventior{ in view of the combination of the

references.

Please charge the Appeal Brief fee in the amount of $270.00 to Deposit Account No. 06-
1050. Please apply any other charges or credits to Deposit Account No. 06-1050.

Respectfully submitted,
Date._ July 29, 2009
Kelly K. Kopdzik
Re¢g. No
Fish & Richardson P.C.
One Congress Plaza /
Suite 810

111 Congress Avenue
Austin, TX 78701
Telephone: (512) 472-5070
Facsimile: (877) 769-7945
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Appendix of Claims

1. An information handling system comprising:

a first local area network ("LAN");

asecond LAN;

a widc arca network ("WAN") coupling the first LAN to the second LAN;

a first telecommunications device coupled to the first LAN;

a plurality of telecommunications extensions coupled to the second LAN;

the first LAN including first circuitry for enabling a user of the first telecommunications
device to observe a list of the plurality of telecommunications extensions; and

the first LAN including second circuitry for automatically calling one of the plurality of
telecommunications extensions in response to the user selecting one of the plurality of
telecommunications extensions from the observed list, wherein the list of the plurality of

| telecommunications extensions is stored in a server in the second LAN, and is accessed by the

first circuitry across the WAN.

2. The system as recited in claim 1, wherein communication among the first LAN,

second LAN, and WAN uses an 1P protocol.

3. The system as recited in claim 2, wherein the list of the plurality of

telecommunications extensions is displayed to the user of the first telecommunications device.

4. An information handling system comprising:

a first lpcal arca network ("LAN");

a second LAN;

a wide arca network ("WAN") coupling the first LAN to the second LAN;

a first telecommunications device coupled to the first LAN;

a plurality of telecommunications extensions coupled to the second LAN;

the first LAN including first circuitry for enabling a user of the first telecommunications

device to observe a list of the plurality of telecommunications extensions; and
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the first LAN including second circuitry for automatically calling one of the plurality of
tcleccommunications extensions in response to the user sclecting one of the plurality of
telecommunications extensions from the observed list, wherein communication among the first
LAN, second LAN, and WAN uses an IP protocol, wherein the list of the plurality of
telecommunications extensions is played as audio to the user of the first telecommunications

device.

5. The system as recited in claim 3, wherein the first telecommunications device is an IP
telephone having a display for showing the list of the plurality of telecommunications extensions,
wherein the second circuitry includes a key for enabling the user to tacitly selecting one of the

plurality of telecommunications extensions from the displayed list.

6. The system as recited in claim 5, wherein the tactile selection of one of the plurality of
telecommunications extensions from the displayed list by the user results in an initiation of a call
from the first telecommunications device to the selected one of the plurality of

telecommunications extensions across the WAN.

8. An information handling system comprising:

a first local area network ("LAN");

asecond LAN;

a wide arca network ("WAN") coupling the first LAN to the second LAN;

a first telecommunications device coupled to the first LAN;

a plurality of telccommunications extensions coupled to the second LAN;

the first LAN including first circuitry for cnabling a user of the first telecommunications
device to observe a list of the plurality of telecommunications.extensions; and

the first LAN including second circuitry for automatically calling one of the plurality of
telecommunications extensions in response to the user selecting one of the plurality of
teleccommunications extensions from the observed list, wherein communication among the first
LAN, sccond LAN, and WAN uscs an IP protocol, wherein the list of the plurality of

telecommunications extensions is displayed to the user of the first telecommunications device,
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wherein the first telecommunications device is an IP telephone having a display for showing the
list of the plurality of telecommunications extensions, wherein the second circuitry includes a
key for enabling the user to tacitly selecting one of the plurality of telecommunications

~ extensions from the displayed list, wherein the tactile selection of one of the plurality of
teleccommunications extensions from the displayed list by the user results in an initiation of a call
from the first tclecommunications device to the selected one of the plurality of |
telecommunications cxtensions across the WAN, wherein the list of the plurality of
teleccommunications extensions is stored in a server in the second LAN, and is accessed by the

first circuitry across the WAN.

9. The system as recited in claim 8, wherein the first telecommunications device includes
circuitry for enabling the user to scroll through the displayed list of the plurality of

telecommunications devices.

10. The system as recited in claim 1, further comprising:

a third LAN coupled to the first and sccond LANs via the WAN; and

a plurality of télecommunications extensions coupled to the third LAN, the first LAN
including circuitry for enabling the user to select between observing the list of the plurality of
telecommunications extensions coupled to the second LAN or observing a list of the plurality of

teleccommunications extensions coupled to the third LAN.

17. An information handling system comprising;

a first local area network ("LAN") operating under an [P protocol;

a first [P tclephone coupled to the first LAN, the first IP telephone having a display and a
set of keys for cnabling a user to enter inputs;

a sccond LAN operating under the IP protocol;

second and third telephone extensions coupled to the second LAN;

a wide area network ("WAN") operating under the IP protocol coupling the first LAN to
the second LAN; and
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the first LAN including first circuitry for enabling a user of the first IP telephone to view
a list including the second and third telephone extensions, wherein the list is stored in a server in

the second LAN, and is accessed by the first circuitry across the WAN.

18. The system as recited in claim 17, further comprising:
the first LAN including second circuitry for automatically calling the second telephone

cxtension in response to the user selecting the second telephone extension from the viewed list.

19. The system as recited in claim 18, wherein selection of the second telephone

extension from the viewed list by the user is accomplished by selection of one of the set of keys.

20. The system as recited in claim 19, wherein the selection of one of the set of keys
results in an initiation of a call from the first [P telephone to the second telephone extension
across the WAN.

22. The system as recited in claim 17, wherein the first IP telephone includes circuitry

for enabling the user to scroll through the displayed list.

23. The system as recited in claim 1, further compri'sing:

a third LAN coupled to the first and second LANs via the WAN; and

a plurality of telephone extensions coupled to the third LAN, the first LAN including
circuitry for enabling the user to select between vicWing the list of the tclephone extensions
coupled to the second LAN or viewing a list of the plurality of telephone extensions coupled to
the third LAN. '

24. In a telecommunications system comprising a first IP telephone coupled to a first IP
server within a first LAN, second-and third telephone extensions coupled to a second IP server
within a second LAN, and a WAN coupling the first LAN to the second LAN, the first LAN, the
sccond LAN, and the WAN communicating using an IP protocol, a method comprising the steps
of:
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in response to selection of a first input on the first IP telephone, displaying on the first IP
telephone a list of telephone destinations stored in the second IP server, wherein the list of
telepho_ne destinations is communicated from the second IP server over the WAN to the first [P
telephone; and '

in response to selection of one of the telephone destinations from the displayed list,
automatically dialing the selected one of the telephone destinations for a communications link

between the first IP telephone and the selected one of the telephone destinations.

25. The method as recited in claim 24, wherein the selection of one of the telephone
destinations from the displayed list is performed in response to selection of a second input on the

first [P telephone by a user.

26. The method as recited in claim 25, wherein the first and second inputs are the same

key button on the first IP telephone.

27. The method as recited in claim 24, wherein the telephone destinations include the

second and third telephone extensions coupled to the second IP server.

28. The method as recited in claim 24, wherein the telephone destinations include

telephones external to the system.

29. The method as recited in claim 24, wherein the system includes a third LAN coupled
to the first and second LANS via the WAN, further comprising the steps of: displaying on
the first IP telephone a list of LANs coupled to the WAN, including the second and third LANSs;
and »

performing the step of displaying the first list in response to selection of the second LAN
from the displayed list of LANS.

30. A telecommunications system comprising:

a first IP telephone coupled to a first [P server within a first LAN;
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second and third telephone extensions coupled to-a second IP server within a second
LAN; | |

a WAN coupling the first LAN to the second LAN, the first LAN, the second LAN, and '
the WAN communicating using an IP protocol;

means for displaying on the first IP telephone a list of telephone destinations stored in the
second IP server in response to selection of a first input on the ﬁrst IP telephone, wherein the list
of telephone destinations is communicated from the second IP server over the WAN to the first
IP telephone; and

means for automatically dialing the selected one of the telephone destinations for a
communications link between. the first IP telephone and the selected one of the telephone

destinations in response to selection of one of the telephone destinations from the displayed list.

31. The system as recited in claim 30, wherein the selection of one of the telephone '
destinations from the displayed list is performed in response to selection of a second input on the

first IP telephone by a user.

32. The system as recited in claim 31, wherein the first and second inputs are the same

key button on the first IP telephone.

33. The system as recited in claim 32, wherein the telephone destinations include the

second and third telephone extensions coupled to the second IP server.

34. The system as recited in claim 32, wherein the telephone destinations include

telephones external to the system.

35. The system as recited in claim 31, further comprising:

athird LAN coupled to the first and second LANSs via the WAN;

means for displaying on the first IP telephone a list of LANs coupled to the WAN,
including the second and third LANSs; and
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means for displaying the first list in response to selection of the second LAN from the
displayed list of LANG.

36. A method comprising the steps of’

receiving a first touch input from a user on an IP telephone that is networked into a first
[LAN operating under an IP protocol;

in response to receipt of the first touch input, displaying on a display on the IP telephone
a first list including second and third LANs coupled to the first LAN, wherein the second and
third LANs operate under the IP protocol;

receiving a second touch input from the user on the IP telephone;

in response to receipt of the second touch input, displaying on the display on the [P
telephone a second list of telephone destinations accessible from the second LAN;

receiving a third touch input from the user on the [P telephone; and

in response to receipt of the third touch input, automatically dialing one of the telephone
destinations accessible from the second LAN for a communications connection between the one
of the telephone destinations and the IP telephone, wherein the step of displaying on the display
on the IP telephone the second list further includes the steps of:

sending a message from the first LAN to the second LAN requesting the second list; and

receiving the second list from the second LAN to the first LAN.

37. The method as recited in claim 36, before the step of receiving the second touch
input, further comprising the steps of: receiving a fourth touch input from the user on the IP

telephone; and in response to receipt of the fourth touch input, scrolling through the first list.

38. The method as recited in claim 37, before the step of receiving the third touch input,
further comprising the steps of: receiving a fifth touch input from the user on the IP telephone;

and in response to receipt of the fifth touch input, scrolling through the second list.

40. The method as recited in claim 36, wherein the first, second, and third LANs are

coupled viaa WAN.

RingCentral Ex-1002, p. 177
RingCentral v. Estech

IPR2021-00574



Applicant : Suder et al. Attorney’s Docket No.: 21618-0013001
Serial No. : 10/447,607 )

Filed : May 29, 2003

Page : 30 0f 31

EVIDENCE APPENDIX

No evidence was submitted pursuant to §§1.130, 1.131, or 1.132 of 37 C.F.R. or of any
other evidence entered by the Examiner and relied upon by Appellants in the Appeal.
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recites that the Hat of the phurality telecommumnications extensions &

‘

second LAN and iy avcessed by the first cireuitry across the WAN, The P telephones sre showa

5

bt o

fading Fies, 3 and 8. Figo 11 illostrates a step for selecting the

oy varions fgores, ingl g
folecommuications extension fom the st that is displaved for inttisting the cali, which

P

Figa. 11, 12, and 14 gnong others ilustrate e stora age of the Hstof

proceeds to Fig

televommunications extensiony in the second LAN, the Hsi then being accessed ac the WAN
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by the first LAN. See page 6, Hine 23 - page 7, Hoe 10; page 16, Hine 21 - page 17, line
24, hoe 25 - page 23, Iine 11 and page 22, Hnes 12-24. Further, the hasic concem of

A

hen making a call is described on page 18, Hne 21 - page 19, Hne 6 and

3

Clatm 17 recites an information handling system comprising a fivst LAN, 2 second LAN,

N oeoupling the Srst LAN to the second LAN, a first telecommunications device coapled in

m of telecommunications extensions coupled o the second LAN, and the
tor enabling @ user of the frst telecommunivations device o
observe a Hat of the plurality of telecommunications exfensions, These elements are shown in
Fig. 3 with the Hest and seeond LANSs reprosented as any one of LANs 301-303 and the WAN
201 that couples any first and second LAN, Bach of the LANs shows telecomumudoations
devices coupled thereto, The LANS 301303 also show a plurglity of telecommunications

exiensions, 8.8, P

telephones 105, 308, 313, See page 6, Hne 33 - page 7, Hae 10 Fig 11

shows a process for enabling & user of g first telecommunications device In the fivst LAN o

observe a st of g plarality of telecommunications extensions coupled 1o the seoond LAN, Sex

page 20, Une 25~ page 22, lne 11 Fig. 8 ustrates a block cireult diagram of a

telecommunications devies that includes a display 810, See page 16, line 21 - page 17, Hne 26

Figs: 11 and 9808 lludrate selecting one of the extensions from the observed st and calling
that extension, See page 20, Hne 25 ~ page 22, line 11 and page 28, Hne 7 - page 29, line 4. Thig

PN

process is also thustrated by the state diagram m Fig, 120 See page 22, lines 12-2

e
¢

Claim 17

pra

addittonally recites that the frst telecommunteations device is an IP telephone and 2 user of that

P relephong toculy sefots one of the ohserved extensions from the Bst which resulis i an

> N

usttiation of the call to that telecommunications extension poross the WAN, Further, €

o~

i 17

reeties that the st of the plurality telecomuprunications extensions is stored (n a server in the

seeond LAN and i accessed by the first circuliry across the WAN, The P telephones are shows

in various fgures, inclnding Figs. 3 and 8. Fig. 11 tHustrates a step for selecting the

felecommunicationy extension from the Hst that is displaved for initating the call, which

1

Figs, 11 12, and 14 among others illustrate the storage of the Hstof

soross the WAN

procoeds 10

{oa

felocommunications extensiony i the sevond LAN| the list then being sceessed
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Rk L

v

ary

by the Srst AN, See page &, Hue 23 - page 7, hoe 10; page 16, hne 21 - page 17, line 26 pag

%

11:and page 22, Hnes 12-24. Further, the basic conoept of &

o]

¢ angd then making a call is described on page 18, ine 21 - page 1€

{lainy 24 recifes an information handling system comprising a Hrst LAN, a second LAN,
a WAN coupling the Srst LAN to the second LAN, a first teleconmmumnicationy device coupled to
the fivst LAN, & pluralily of wleconmnunications extensions coupled o the second LAN, and the
first LAN including Brst civonitry for enabling  user of the Hrst telecommunsications device i

These elements are shown In

canid second LANS represented as any one of LANS 381-303 and the WAN

207 that couples suy first and second LAN, Each of the LANs shows telecomumunications

devices coupled thereto, The LANS 331303 also show a plurality of telecommuunications
gxtensions, e.g., 1P telephones 105, 308, 313, See page 6, Hne 23 - page 7, Hne 10, Fig 11
shows a process for enabling & user of » first teleconmmunications device in the first LAN @

phserve g Hat of s plaraiity of telocommunications extensions coupled to the second LAN. See

page 24, line 25 page 22, Hune 11, Fig § ifustrates a block cirawit diagram of a

iplocommmuications device that includes g display 310, Ses page 16, line 21 - page 17, line 26
Figa, 17 mud 94-08 illustrate selecting one of the extensions from the observed list and calling
that extonston. Se¢ page 20, boe 253 - page 22, bine 11 and page 28, hne 7 - page 29, Hine 4. Thig

process 13 alse Glusteated by the state disgram m Fig. 12, See page 22, lnes 12-24, Claim 24

additionally vooites that the et tolecormmaunications device is an IF telephone and a user of thit

~

hone tacitly aclects one of the observed extensions from the Hst which rosults i an

‘<

inftation of the call v that telecommunications extension across the WAN, Purther, Clanm 24

vegites that the hist of the pluralily telecommunications extensions 1s storad i a server m the
seeond LAN and is scosssed by the first eirenttry across the WAN, The IF telephones are shown

&

sding Pigs. 3 and 8. Fig, 1 fhastrates a *«tm for selecting the

tension from the kst that is displayed for imtiating the call, which

e 6 A

proceeds 1 Fig PAL Fags d

, 12, angd 14 among others illostrate the stovage of dhe Hstof

P

felecormmudeations sxtensions in the seeond LAN, the Hst then boing accessed across the WAN
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by the first LAN, Seo page §, line 23 - page 7, lne 10; page 19, ling 21

7, Hue 26; page

1; and page 22, lines 12-24. Further, the basie concept of accessing a

N and then making a call iz deseribed on page 18, ine 21 ~ page 19, Hine 6 and

Claim 30 vecites a telecommumications systems comprizing a first P telephone coupled to
2 fivst 1P server within a first LAN, second and third {elephone extensions coupled fo g second 1P
aerver within a second LAN, and & WAN coupling the first LAN f0 the second LAN, the first

LAN, the seeond LAX, and the WAN communicating using an [P jpmmwi Those foatures are

&

sinifar 1 those disvussed shove with reapect to Clatms 1, 4,8, 17, and 24, and arg well

N \

supporter within the aforementioned figures and specification, such as Fig. 3 and s supponting

P

specification reciiahions noted above with respect to Claim 1, See page &, line 23 - page 7, line

2 -page 17, hne 2:.‘_%'; page 20, line 25 - page 22, hne 1 and page 22, Hnes 13-

destinations steved in the second 1P server in response to seloction of a first inpud on the frst 1P

<

telephone, whereln the Hist of telephone destinations Is communicated from the second 1P server

over the WAN to the first 1P wlephone. An 1P telephone 105 is tllustrated 1o Figs. Tand 3, and i

shown in mere detail I Fig. §, which shows that the 1P telephone 105 has an LCD display 816

oy

Sew page 16, lne 21 P sevvers withan the LANs are a8 shown in Fig. 3,

~

fncloading 1P sorver 101 and 1P server 306, 1P server 101 s also shown o Figs, 1

shows that IP server 131, which s representative of any of the 1P servers, ineluding

308, has a haed ¢ As arosult, a list of telephone destinations may be stored within sueh

@ hard deive. Selootion of g Hat displayed on LCD display 810 of the 1P telephone s

1

§ can be performed nsing sueh input devices as the keyboard 807 or a DS

S eonsote 811 Fg R

o such Toatures g discussed on page 16, line 21 - page 18, Hne 20; selection of an exi

from g Hst is alse discnssed on page 18, line 21 ~ page 24, line 24, The process for pernnitting a

uges to view and sulent extensions on the first IP telephone is Hlustrated in Fig T which s

disonssed on page 20, ine Also there 18 an establishment of 2 connection

between the two romote LANs with respect to Fig, 14, which mclades g description of the

sending of @ message from ong LAN {o the other 1o order to request a Hst of the telephione
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xtensions, which are then communicated from that second LAN over the WAN to the first
WAN and speciiically the IP telophone. Further, Fig 12 illustrates a state diagram of this
process, which iy deseribed on page 22, liney 12-24, Automatic dialing of the selected telephone
dostingtion gnd & response to selection of one of the telephone destinations from a displaved st

18 deaeribed on p

Clatm 36 recites a method for receiving several touch inputs From g user oa the 19
telephone that i3 networked nto the LANWAN/LAN network described above and with respect

1§ &l 8 resne

0 Fig, 3 iy order to apaiy perntit such g user to view a display telephone extens

by oY

]

LAN, and then autonatioally disling that tefephone destination. Claim 36 ncludes steps for
. 3 & £

sending 8 mwessage fom the st LAN to the second LAN roquesting the Hst of telephone

saeond LAN, which s delivered to the firgt LAN from the second LAMN,

tops whereby o first Hast of second and thivd LANs coupled to the first LAN s

provided, and then a second hist of telephone destinations at @ sclected LAN are then provided,

ge. 11, 12, and 14 a8 noted sbove. See page 28, Hne 25 - page 22, Hap

B, GROUNDS OF REJECTION TO BE REVIEWED 0N APREAL

Olatme 123, 546, 8-10, 17-20 and 22-38 stand  rejected under 3

S, Patend No. 5,298,057 in view of }

o1
o
/\/
55
B
o~
i
e
o
C
ox
-~
i
.,
oo,
M
4

being unpaterdable

No, 68282314

2. Claim 4 stands rejected under 35 US.C §103(a) as being unpatentable over Guy

rand further w view of Stumiebeck o o (UK, Patent No. 8,065,016

EY

in view of B

3. Clatms 36-38 and 40 stand rejected under 35 US.CL § 103 as being unpatentaisle

X P

2o

’

over Wiison i view of {ridd,
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1. Cladms 1-3, 3-8, 8-14, 17-20 and 22-35 are mot properly rejected wnder 38 LSO

S i oy ¢ Tl § 3
3 § 3

tatde over Guy I view of Wikson.

The basie test r nonebvious subjeet matter 18 whether the differences between the
sulbyect matier and fiw prior art are such that claimed subject matter as & whole would not have

bean obvious 10 & person having ordinary skill in the art to which a subject maiter pertaing, The

courtin (raham v Jobn Deere & Co., 383 LLS. 1 {1968 set forth the

factual mmquiries which must be considered in applying the statutory test (1) a determination of

the scope and contents of the prioy art; {2) ascertaining the differences between the prior ast and

the clatms af ssuey and (3} resolving the level of ordinary skill in the pertinent an.

nting the scope and contents of the prior arl, the Examiner must first consider

fom on which the mventor was working, Omce tds has been established,

P
%
=
seset
f
3;
por
MJ
“an
z
]
1
\-d
,,/
.(
4

st select, for purposes of comparing and contrasting with the clabms al issee

prioe art references which are rossonably pertinens to that problom. In sclecting references,

%

I asceriaining the differences bebween the ciied prior art and the ohvims at issue, the
Ixamines s evalmge the clained sulyject matter as 2 whole; there is no requirement that anv
ditterences between the clatmed subject matter and the cited refurences be Yremarkable”™ nor that
some fechuologiea discontinuity between the claimed invention and suliject matier exists fast
outside the clatms, The reguisite view of the whole invention mandates consideration of not only
ity stracture, but alao of s properties and the problems solved. Farther, the mere {set that the
prior ant can be madified does got made the modification ohvious unless the prior art suggests
the desirability of the modification; there must be some ogical reason apparent Som positive,
conerete evidenos that justifiss the modification.

in resolving the level of ordinary skill in the pertinent art, the Examiner must step

backward in tnw s mio the shoes worn by the person or ordinary skill when the nvendion was
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usthnown amd just before it was made. The hypothetical persen skifled in the art can sununarily

be desoribed as one who thinks along hnes of conventional wisdom in the art and netther ong

who unidertakes 0 mnevate nor one who has the benefit of hindsight. Thus, acither an

Examiner, nor a Sudge, nor 2 genius in the art at hand, nor even the inventor i such a person

Maces a telephone call using the same pmudm e that 1s veed when placing a
e g conventional public switeh network, and in cortain situations if the server

b
£

\,vauu,uiw then @ roquest goes 1o s master divestory, Coluran 3, Boes 3

B

X

-28. Referning to Fig. U in Guy, the first LAN maybe reprosemted by

104, and the second LAN by [02R. (Note that Apphicants do not necessarily
admit that 1824 is a local area network, sinee & local area network s shown in Fig, T as 16
however, for the sake of arguing against the rejection, 102A will be designated as the first LAND
Chaey duseribes a sot-up eperation for when » fivst telephone 106 wishes to make 3 call to s user &t

a second ielephone 128, where the first telephone 106 is coupled to a file server 112, and the

speond telephone is coupled toa USU 130 vig a PBX 128, Column 6, Haes 45-51; cohumm 1,

Huaes 7-90 Fig 2 astrates a more dotatled Slustration of file server 112, Coluon 6, lines 82,
Fig: 5 also forther hav a deseription of a fow chart iltustrating such a call set-up procedure.
Column 9, Hine 88, A user activates the telephone by Hiling the handset and selecting the
channel Hine in order to wansition 1© an off-hook state pertod. Column 16, lines 7-8, The user

oss of dinling a telephone number on the fvst telephone 106 {uy

esoribed below, this telephone namber is not provided {o the user by the systemy], with the

PIEINIRLEY SARARRLIAS A Y o

3

with the second telephone 126, and a procedure is then tmplemented aw

telephone associat

ety

petwork 104 jost as (F the aser were making a call over a conventional pubdic telephone system.

Coumn 1 & Thus, such a procedure is completely ansparent in the user and they
aed have o re-learn how to use & telephone system other than what has been novmally done in

3ial

the prior art POTR aystems. Column 19, Hoes 25-29. The teisp’h:m nunther diated by the user

on felephone
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N

second telephone 128 s connected 1o the second LA

~

N 134, This first set of digits is veforred

~

i Gy as the sevver eode, Columm 14, Bines 32-36. In other wordy, the server ende operates the

SENE 38 an arva code in the POTS. All within the first LAN 102A, 2 call set up wit 404 withis

server memory module 214 that rs i server 112 makes an attempt to v & server code

from the memory wodule 212, which i then fransmitted to the divectory management wat 408,

Column 19, Hoes 3558, Agam, this is all performed within the first LAN 1024, The directary
management wat 408 searches the Jocal directory 496 for a server that i identitied with the
sepver code digled by the user, and 1 there are no server matches, then the diveciory management

0y 2

it 408 will genorale @ request to a master directory, which will make a determination 1ihe

-

server code dialed by the gser on the first telephone 106 13 identified with any server in the

aotwork 106, Column 10, Hoes 58-65, fthe server code Is identified in such a master divectary
then the nebwork sddress of the destingtion USU 130 associated with the server code i
pransmitied to the diveclory management unit 208, Cohano 11, lines 3-8, The divectory

nanagoment unit 408 ransmits this network address to the sall set up and tear down umit 404,
which transmniis the number of additional digits o the call manageoment pnit 310, and the call get-
updtear dows unit 404 transmits @ call set up packet to the destination TUSU 1530, whach recetves

+

up packet and determines ithe telephone 126 1s available to recsive the eall. Tolumn |

H
N

Thus, in Guy, nothing more 18 taoaght than the caller on frst telephone 106 dinhng digits

associated with the destinalion telephone 126, There 1s absolutely no waching oy supgestinn

within Guy that a list of @ plurality of telecommunivations extensions coupled o the second LAN

is provided to the user of the fivst telephione 106 for observation, or hearing them.  The server

A

cinde aocessed from the mask rdnm.m}} 18 ondy assoctated with the CSU 130, and does ot

£ anG

provide any

Hilsen o display s telecommumications extensions coupled to the second LAN, The
pser i Guy must sHl rely upon a phone list that 13 external from the system desertbad in Gy in

order to maake # folephone call in the network. The master directory galy contains the server

only Wentitioy the CSU 130 to which the destination telephone 1

~~~~~~ e

e
connected, Column 19, Hoes 33-36, Additional digits are still required in order 1o telephone &
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g from the originating telephone. Cohenn 11, Hoe T-column 12,

teaching or suzpestion within Gy that a Hst of extensions is

& pate

provided from anywhere clse in the network,

w

Da

wtely no teaching or suggestion in Gay o help ont a user by providing the

fensions ina LAN within the Guy network.

the deficiencies of the teachings of Guy, the Examinet has added

o

ing with Gige, A problem with the Examiner’s combination of Wikon snd Guy is

~3
et
5

that the Bramduer has expanded the teachings of Wilson beyond what is reasonable
mvention deseribed in Bion 18 sort of @ hodgepodge dovice 50 created 1o poomit & user to send
audio packets to aunthet uset nsing interuet addressing. Hilson attompts to simplify the use of

-~

the Internet for Jong-distance calling applications. Column 2, Hnes 312320 Wilvon merely

s
fo e

provides a systom that has services similar to those found on the POTS. Sce the Abstract, A Ust

of known eallees van be stored inside the device deseribed in Wilson, and for unknown callee

addresses, a method for retvioving such an address for a remote location is provided, Cohommn 2,
fines 47-33. The hodgepodge device 50 18 shown in Fig. 2, with its circudt diagrams shown i

Fig. 3. Telephone valls over the PSTN can be made with device 50 by making normal voles

DTME welephone cally using the keypad 65, Column 4, lines 60-64. Note that ths mode i3

& &

w

performed crly whaa the user already knows the telephone munber of the callee, a

play indo the description of the tyvention within #sor that the Examiner §

Internet acoess cant be made by the device 50 by the user pressin

button 68 o switeh bebwesn normal DEM

Fvoice calls and intornet dial-up operations, where an

en o xas
The device 30

P esnnestion ismade using an internal modam set. Colum §, 1

N232 jack RO o g computer 90, but there is a0 further discussion of

o # loval area notwork, or LAN. Column §, Boes 33.38.

Reterring to Figs. 4 and § in Wilson, cach of the dial pads 30 is now reforred o g8 diad

BTSN

pads 201, 202 and 203, which are cach connected to PRTN circwats 204, Colonn 7, Hines 13
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The PSTN cirouiiz 204 and a local exchange switeh 205 form g local te igpimno moetwork within g
ENg } N N “‘(%‘i: 7 ‘;’ 2y i? (} Y 1 2y t ‘ g ¥ i \r§ e }} 3 NG ‘ii-n') ‘}»a o3 $hou
geographic area, Columu 7, lnes | A stmuilar situation s assoctated with the callee devices
248, 246, 247, Himportant to note that dial pads 201, 202 and 203 are not part of g LANL ¢
LAN 12 a data network that permits all of the devices on the network to commumieate with each

othwr, such as with the use of an Bthernet protocel. Such g LAN 15 disclosed 4n the speeification

of the prosent appHication w pavagraph [D028], and shown in FIG. L0 A LAN, as v well known
i the att, & a short distance data commmmnications network used to hok computers and penipheral

fon 'y

devices under sume foem of standard control. Such a definition for a LAN 8 found in

Telvcom Detionary. That definttion also further states that "A LAK dogs not use commen

g

carvier sivouits.” N is clonr that the dial pads 201-203 and csllees 245-247 taught in Wilson are
¥ oA

not cenmected 1 g LAN, Morve specifically, dial pads 201203 are not soupled together n a

.,

Fave ot coupled together in a LAN, Each of these devices 30 s

§ 4’52‘ "t* g.rﬂ x&}i NS
separately connected 10 the PSTN wia jacks 30 and 82 that provide a dual Hne access to the

)

PETN. Coluran 3, tines 2

28526, A dual Hine service is a telephone service where two pairs of
wires gre connected {o 2 premises for connection 1o the PRTN. Sce Newron s Telecom

Diciionary, This is further supponted in Wilvon by the more detaited diagram of s dialing pad S

hat the dual Hne geeess 18 provided by typical tip and ring connections

I

n analog signal over this d

%

wal e counection. Colomn 3, Hnes
S3-36. Such interned access alvo requires use of a modem data pamp 112, Columm 6, Hines 1H

v A
3
{d

7. The only LAN disclosed iy Wilven s that associated with the internet service providers

yyFe?

he only way each of the dial pads disclosed in Wilson cun acvess the internet

A ares

is by using typical dial-up modem message interchanges, And, this is the only way one of the

dial ;‘d{iw can ponumasicnte with one of the callees 245247, In other words, for ong

N

247, that particular callee must have an

3

“oalt™ cue of the culless 2

io mternet conmection so that it is prepared to rocetve guy andio messages

sads 201203, Cohunn 7, Hines 28-31. H soch 2 calles 18 not alveady

connestad 1o the infernet when it receives a message to perform andio communicstion from ong
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Hihe mbervet 8 address of one of the callees 245247

Wi

one of the dial pads 201
service provider 218

stores such P addy

provides & process where

interned TP addvesy of one of the callee devices 2452

oo other da

Hue 58) for one of the ¢al

v

] han ong i

r*

ST

¥

pad, sud the caller using one of the dial pads 201-203 can select the one they wish from the B

hy looking 8t the

$37 i T ey - eey &
Wilron from Fig. 414

different ovations.

o
or.
:: 4
(49
3
%
5
)
[
X
¥
k%
$m
ors
il
jord
o)
C/
17
72
per)
r_;g

S to browse a user database directory 232 through g

SIELAS LAY 3 i
SERGS, &G

ignation {e.g

Colurnm 8, Hnes

ata single ug

Aftorney’s

. then that callee will have to dial up Into their intormet 3

3 2
b

sage &b 8 latertome, Column 7, Boes 31233,

2

13, then the dial pad can make an internet access

a
£y
A8

vetorn that IP address

by o user of a dial pad 201-203 does not need to know the ¢

247, bt can use

., alphanumeric identifier; column 7, lines 82

1 ofthe device 50 Column 8, lines 13-530,

sted that the main distinetion between the device SO shown in Fig. §

oy ditabase 232 ¢

pos

the one in Fig. 4 for purposes of how Hilvon might be relevant to the rejection

& in Wilson d

oy

connention ie one of the
dinhing ¢

&

(4

b4
14
7
<
<
=3
A
Pis

SUUS Qsderions.

ch engine 23¢. Column B, hnes 3051

»

The process Bilson starts with has one of the d

1 connection s made, thon the user of the disl pad can ender a konown

Q1Y i&,if jy

search engine 2380,

G.30,0 Otherwise, the configuration in Fig. §

5, over the internet, one of the caliees 245-247

s net stored within a databs

through intornet

s the dial pad. Coloman 7, Hnes 48-64,

arch enging 230, a Hst of names can be retugned to the dial

11 socordance

s

L0 sttt @

> ol the callees i 1t 15 not known. This s shown by step 370 in

2

esf

rovider

oos 243247, such as a user’s name, to thereby have that search engin
whdress from a wehsite o the dial pad 201203, Columa §, Haes 141

P

% s the same as

oo ot degeribe the part of the flow whereby one of the diad pady malies an intemet
oea not desoribe the part of the flow whereby one of the ¥

&

1

x~x \ \}3

can be accessed by a wide mange of BSPsat

 exemplary call progress flow diagram for connecting one of

. Note the

-

ont to exfablisl an internet connection 360 using the modem 112, Colwnn 8, Hnes 52.33,
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i 1z

Fig. & The soarch ongine will perform a search 372 and respond 374 by transmitting the resulls
376 of that search back to the dial pad 201-203. Columm &, lines 39-65. The user of the dial pad

3

selects @ callee from the list delivered by the search engine, and the user can then accept one of

the addresses provided and diad o the selected callee. Colwnn 9, Hnes 1-4. 1t should be noted at
this point that $ilsen does pot teach that one of the dial pads 201-203 is able t aut

A

perform the dialing process in response o some sort of selection of a name on a displayed sty

the user of the dial pad 301 t of button to select one of'the names. Instead,

cmerely teaches that the user can apparenily view the IF adidress of the calles and emter in

ress using the dind ped™s keyboard 63, Colunmn §, Hnes 13-15,

Therefore, all Gt Wilson teaches 18 (1) a specialized device 5O that i3 g combination of'a

X

dial padimodeny that i able to access the internet with g dial-up connection over the PSTN

o

circuits {and an also act as a normal PSTN telephone where a oeer can enter in PSTN-type

telephone sumbe call another PRTN telephone), and (2} an ability for one of the specialized
devices 50 to have andio communications with another speciatived device 50 over an internet

ohy a comnection 1 made between these two specialized deviges using typieal 1P

ddresa of a callee s not known, then an interaet search
engine can be ssed fo browse to access a database on the intemet that will refrieve such an [P
address that iv then displayed (0 g user of s speciahized device so that the user can then enter in
that IF address to the spectalized device to establish the audio connection over the mtermnet. The

3

teachings of Wilvor cloarly show that its invention was not ereated to operate in

systen with capabiiitios such as reotted in the present claims, See colunm 2, Hney 1-5,

Adtthat Guy teaches v an ability for a telephone connected to 8 Hrst LAN 1o

FAN to atelephone in a second LAN, and if the divectory management ot
of a file server o the Hrst LAN does not know the address of g central site unit conneeted to a
PRY m the second, i cap rotrieve that server code from a remote focation for completing the oall

Between the two tolephones,
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With respect o Clanm 1 and all the other rejected clams, a result of the forepoing is that
the combinution of Gay and Wilsesr does not teach or snggest cirepitry within the firsi LAN for
onabling a user of the frst telecommunications devies within that first LAN to ohserve o Hst of
the plurality of telecormnmumications extensions conpled to the seoomd LAN, wherzin the fist of

the plurality of wlecommurications extensions is stored in a server in the second LAN and is

T

o3 has ne LANs (and as 2 conseguence, ne Hsts of extensions coupled to

Ry does not provide any type of information identifving any tvpe of televommunication

device within the second LAN 1028 1o » user of a telecommunications device within the first

LAN T2AL Dndead, merely 2 server code s provided fo the directory management unit 408 0
that i van compiete the call when if receives the dialing digits from the telephone o that it

knows what LAN to sond the call to. Purther, Hiison also does not provide a st of

iplecomununications devices coupled to the seeond LAN, In fact, callees 245247 are not part of
a LAN, More thay one entey mught bo supplied by the search engine 230 acoessing the database

232 back to one of the dial pads 201-2G3 for display to the user, but the fact that there iz a
plurality returned is only g result of the fact that the user entered in search terms that matched
move tha one entry in the database 2320 There is nothing within Wilses that teaches or spggests
cturned for display to the nser are all coupled 1o a separate LAN

A fist of segreh results would even Hat more than one of the callees

A rosult s that the combingtion of the references does not teach or suggest that a listof

the plurality offeleconumurdeations extonsions coupled to the second LAN s provigded o the

peered the et ieleconmunications device for observation,
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aniematically w?m sne of those telecommunications from that Hst in response to the user

ssdeett N one

3

rocess, sinee the refrieval of the server code iz done in vesponse to the dinling of & telephone

snanber atready porformed by the user. Further, as noted above, Wilvorn also doss not teach or

stpgest such an mutomatic calling of the extension, but instead provides the list on the display

pol

\

ary one of the dial pads 201-203 so that the user can then enter in the IF intemet address on the

kevpad 83,

Th ov hag failed to prove a prima facie case of obvivosness because important
Hmnitations are not found within any of the cited prior art references, MPEP § 2143.03 stutes that
o ostablish pris ¢ obviousness of & claimied invention, all the claim Hmitations must be

taught or suppesiod by the prior ant. Jnore Rovke, 490 F2d 981, 180 U8 P.Q. SROC.CPA

1974,

This 18 further an important distinetion for several reasons. One of them is that i permaits
2 user in one geographic location to locate a station user in another loeation without the need to

use a prioted extenston goide. See Specification, page 20, fines 31240 This would nothe

X

possible with the combination of references asserted by the Examiner, but is implemented with

the prosent invontion as olaimed.
Furthenmore, neither of the references, nor their combination, teaches ov suggests that

such a lst of telecommunications extensions coupled to the second LAN is stored in g server in

Meoreover, with respect o Claim 2, the Examiner has not shown how the congbination of

v WAN operating ender an P protocol, Grey doss not disclose is

ader an [P protocel, and Wilson doey not disclose LANs with

ielephoneftelecommunications extensions coupled thereto,
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\iiu-.} Na, 2

Clatm 3 rocites that the seeond oirgutivy that automatically makes the call to the romote

telecommunicstions exionsion includes g key for enabling the user to tacitly select one of those

7%
A
e

5
4as
“
vk
%
Vj}
i,
ek
P
it
=
=
,,,,

he displayed hist, The Exammer admits that Guy does net tesch such g prog
I fack, 3t is impossible Ry Guy to teach or soggest this process, since a Hst iy nowhere to he

provided to the calling user. The Exuminer asserts that Bifson discloses this process, since

15 that the caller has an oplion of selecting fi

si.éssjg}izweal serolisd Hat of potential users by using the kevboard 83 to select the intended calier,

ey

seribos what 1s done o response to that action. Claim 5 recites thal

e sepomd wre .sitr}-" ncludes a key for onabling the user to make such a {fact selection from the

eoond cireuitry also recites antomatically calling one of the extensions
{1 response o such & sefection by the user. Wilson teachings do not go that far, and there s no

fow dlagram, cireuliry or any other discussion or mention within Hilvon, or Wifson in

suv, that would suggest such an automatic calling of the remote party by
seloction of one of the extensions in the Hst by a user pressing a button. Therefore, one skilled in
the art b the time the invention was made would not be ahle o create the inveorttion recited in

Claim 3 0 view of the combination of the teschings of the prior art reforences,

With respect to Ulatn &, the foregoing arguments made with vespect to Clam § are

¥ &

tneorporsted. Cladim § Soether rectios that the inttiation of the call s made by that tacit selecting

of that buston whan 2 user prosses that bution to select one of the names from the Ust, This i in
ne way taught or suggested by the prior art references.

i § {s patenigbie over the cited references for all of the arguoients provided herem
with respect to Ulatms 16, Cladoy ¥ also recites that the Hst of plorality of telecommunications
exiensions stored i a server 1na second LAN is gccossed by the first clropitry in the fivst LANX

across the WAN, As noted above, there 13 no teaching or suggestion within the combination of

S

o

of the feleconsnumcations extensions coupled to the stcond LAN are

o

; ’
BRI A SRRty
¢ TEIeiY

stoved in g serves i that second LAN. Thus, there is also no teaching or suggestion that this st

Laeten)
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second LAN across the WAN by clrcuitry in the fivst LAN

»f the first telecommunications device o observe this Hst of the plurality of

o

that enabdes the weer

O

felocommunications oxlensions,

Clatm 10 recttes a thivd LAN coupled to the first and second LANS vig the WAN, The

third LAN includes & pluralily of telecommundcations extenstons coupled theveto, The first LAN
has cironitry that enables ¢ in that first LAN to select between observing bebween g hst of

the plurslity of telecommunications extensions coupled to the second LAN or observe a list of

the plurslity of the telecommunications extensions coupled to the third LAK. in addressing this

45
s
e

slaim Eemmzm-‘;& all the Exaruner bas done is to imply that Bilon waches “a third LAN and Brst
LAN civcuityy for selocting and viewing a list of a plorality of extensions coupled to the second

ancdior third LAN

iraf, this is & wholly inadeguate rejection by the Bxamner, and does not provide enough

s A

pvidence (o support 8 prime fote case ot obviousness. The Examiner 18 required 1o prove such

g suggestion by objective evidence, By parte Levengood, 28 LLS. P2 1300, 1301 (Bd. Pat.
fL fnes v Delia Resins and Refractories, fne, 776 ¥ 24 281, 227

The fegal conclugion of obvicusness must be supoorted by facts.

~

383 ULS. {1966} A rejection based on § 183 clearly must rest

these facts roust be interpreted without hindsight reconstroction of the
invention from the prior art, The patentability of an invention 18 not to be viewed with hindsight

o “vipwed after the svent.” Goodvear Company v, Ray-0O-Vae Company, 321

P
ot

55 275, 378

B ~y

S.C1 503, S8 LB TR (19440 Instead of relving upon objective evidence to suppert the

I

Examiner's assertion, the Examiner has merely supported such an obviousness rejection with the

Examiner's own opinton, which is quite clearly not objective evidence as is requived by the case

Yt

AW,

o

as noted ghove, Wilson does not teach or sugpest that any of the dial pads 201

o8

73]
5
2
[
=
7
{o
<
5
o]

203 gr J45-247 gre noupled o each other within 2 LAN. Third, as noted above, a Hst of swch

callees 245-247 8 sot provided by the dutabase 232 through the scarch engine
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Pagu

$1-203, Fourth, there is no teaching or suggestion within the combination of references

for enabling a user i the first LAN 1o select between observing a Hst of extensions coupled to

the seeond LAN or ohserving & Hst of extensions coupled 1o the thisd LAN. The Examiner has

fasled to provide s acie case of obvicusuess becanse noportant hnstabions gre not found

fehe ciied prior art references. As noted previousty, MPEP 3 214303 states that to

ripusness of a clatmed invention, all the claim Hmitations must be taught

or sugpested by the prior art. I re Rovke, 490 F2d 981, 180 U8 P.0Q. 380 {C.CP.A. 1974}

stentable for reasons similarly given herem with respect fo Claims 146 and

43
¥

Clatm 18 {3 patentgble for reasons stmlarly given heretn with respect o Clauns 1-6 and

Claim 19 iy patentable for reasons similarly given herein with respect 1o O

¢ for reasons sumidarly given herein with respect to Claimy Sand 8.

3 15 patentable for reasons stmilarly given heretn with respect o Claim 1

,.,,
o
o
o
:
pos’
o
1
i)
e

{Clabm 24 iy pateniable for reasons sinlarly given herein with respect to {lal

<
A 47,

N incorporates “means for” langoage that the Examiner muost interpret under 33

hoparagraph, The Examiner must interpret and examine tus clobm and others
with mesns for language under this doctrine. See MPEP § 2182, 2183, Clasa 3 recties @ means
for displaying on the first IP telephone a st oftelephone destinations stored in the second ¥
server i response to selpction of a fivst input on the first IP {elephone. The second 1P server has

second and thirg extenstons coupled thereto in a second LAN. As noted above, the

x

combination of the referepues does not teach or suggest a list of telephone destinations stored in
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t

a seeond 1P server within g sccond LAN that s coupled to second and third telephone extensions,

This s also supported 13 Figs. 11412 and 14 and alse the eall processing How diagran iusirated

0 Figs. Sa and ¥, and their accompanied description. Clanm 30 i3 also patentable for reasons
given heretn with respect © Claims 1-3,

The Examings has nof specifically addressed the limitations in Claims 27 and 33, For

TR

36 and 31-32, the Examiner provides no objective evidence as 1o how the references

Claims .

B3

teach or suggest o second laput or that the first and second inputs are the same koy buttonn. The

Examiner is 16 prove such a suggestion by objective evidence, £x parte Levergoad, 28

LS EQ2A 1300, 1201 (Bd. Pat. App. & Int. 1993, dshland O, Ine. v, Delie Resing and

e, TTO R 2R, 227 USP. {,3 657 {Ped. Cir, 19853 The legal conchusion of

eeonstruction of the invention from the prior avt. The patentability of an
» be viewed with hindsight or “viewed after the event.” Geodvear Compary v,
-Fae Company, 321 ULS, 275, 279, 64 S.C 593, 88 LED 721 (1944}, Instead of relying

upon ay objective ovidencs {0 support the Examiner’s assertion, the Examioer has merely

supported such an obviousness rejection with the Examiner's own opinion, which s quite clearly
not objective evidence as i required by the vase law. Further, Applicants raspecifully waverse

3

i well known in the art. As a result, the Exanuner is required 1o suppornt

the assertion of wi

'JJ
»y

tive evidence.

o 35 recitos a third LAN coupled to the first and scoond LANs via the WAN. Claim
38 further recifes @ weans for displaying ou the frst IP telephone a hist of LANs coupled to the
LAN, including the second and third LANs. This limitation has not been addressed by the
Examninor i any way. For this reason glone, this claim is palentable over the cited prior arl.

Secondly, there is no teaching or suggestion within the prior arf references of displayi

LANy on the telephone display in either Gy or Wilson or their eombination. }?u.s"s?r.en there |

eaching or s for displaving the first bist of telephone destinations

stoved In the secund I server in response fo selection of the second LAN from the displayed bt
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of LANS, Again, the Examiner has not in any way addressed this claim lmttation, and for this
reasun alone, Claim 38 18 patentable over the eited prior an. Secandl;y’_, this Inntation 8 nod

taught or suggested by the combination of the references, Claims 33 is patentable for simila

On page 4 of the Offics Action, the Examiner has made assertions as o what Wilson

¥ traverse snch assertions and incorporgte by reference

he provious amendment with respect to the teachings of Wifsen,

With respeet o Clatims 28 and 34, Applicants respectfully traverse the Examiner’
geserticns, The Examiner has mischaracterized the hintlations within these olaims, These claims
reciie that the telephone destinations may include telephones external to the system. Such
tefophone destinations are included i 2 lst stored in the seeond 1P server \w;m Are

communicated from the seeond [P server over the WAN to the first 1P wlephone. This is not

. Appheants traverse the Examiner’s assertion of what i3 well

o
A
ok
=
%
o]
i+
oy
=1
oo
jare
,..«
L‘u
=
3
5
7
£
o)
oo
poct
o=
e
jeod
vt
1 5’7

s the Bxaminer to support such assertions with objective evidenge.

2. Cladne 4 13 not properdy rejected under 35 US.C. § 13 as being unpatentable over

Sy in vigw of ¥ wther i view of Snovtebeck ef ol (LS. Patent No. 6,063,016},

Apphcants respectfully traverse this rejection for reasons simdlarly given hereln for Claimy £22
Claim 4 fasther recites that the st of the plurality of telecommunications extensions s

plaved as sudic to the user of the fivst feleconmumunications device, First, this s mupossible in the
mvention in G Secondby, Bilson does not teach or suggest such a capability, In fact, ¥
is sttempting fo simplify dhe process of two internet devices having an sadio communicating

between each other, because when such an P address is dialed, np to 20 digits have ®© he enfered

4

i}f/

by the calier, Colunm

%

2, lines 8-9. Hilson specifically states that a user having 10 remember and

enter auch dighs s netther appealing nor practical 1n most sttuations. Column 2, Hnes 9210,

bel

Thas, Applicanis respectfully assert thay Wilson actually teaches away from such an audio

o

conpmnneation of the IP addresses. Plus, Bilson does not suggest playing an audio Hst of even
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one I address o @ user of one of the diad pads 201-203, but instead specifically discloses the

6-38 and 40 are not properly rejected under 35 US.CL § 103 as being
unpatentable over Filson i visw of Guy, Applicants respectfully traverse these rejections for

rogsony stimtlariy given above

ures of displaying a list of LANs on the IP telephone 13 also recited

iy Claim 36, As g vesult, Clatm 36 s also patentable over the cited prior ary, sines the Examiner

fas fatled fo prove a prime facle case of obvivusness in rejecting these elaims, In the Examiner’s

£

Py

wnner merely regurgitaies the claim language without pointing to 8 teaching

&

rgjentions, the B

af

within the refergnees of such olaim Hmitations, Fig. § and columm 7, Hnes 43-67 of Wilson do

N - g 3 ~

not teach or snggest such Emitations, Claim 36 further recites the display of such a list of LANg

fa done in response to the recetving a first touch mput front 8 user on the telephone. There 13 1o

a, of & combingtion of Bilson and Gy, of a user making a reguest for s

N

Hat of LANs, Note frther, thet Cladm 36 recites that the IP welephone iy networked into ¢ fivsg

LAN. Agnoted above, Hilven does not teach or sugpest that the dial pads are in LANs, Clatny

3¢ then recites that a seeond touch input from the user will result in the display ofa Hstof

telophone destinations that are accessible from the second LAN. As noted sbove, this clamn
Hmitation s not twught or suggested within Wilon, or ¥ilson combined with G Claim 36
then goes on to reciie that g thisd touch nput resnlts in an avtomatic dialing of one of the

destinations accessible from the second LAN, As noted previously by Applicants, such an

\

mutomatic disling process s i taught or suggested by the references.

fedeg

Chaim 36 also revites that the displaving steps further recite a step of sending & miwssage

AN o the second LAN reguesting the second st This i3 not shown or discossed

redpe
4
g
~
~
%
o1
ot
e
)
e
7
4
o
sk
e

suywhere within the references. The Examiner attempts o overcome a deficiency in the
teachings of Wifson with rogard to this Hmitation and the next one by referning fo Gupr, Guy

& fao)

relioves & server code, but does so frowm a master directory somewhere ina s

1L There is no disclosnre wy Gy of where such a master directory is located within 8
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Seazal Mo, o

network 100, It necsdivio be remembered that such a server code only identifies g device that s
coupled to a PBX that communicates with the telephones in a network, Additionally, » list has
ot heen sent across the WAN o the file server 112, but instead a single server code i3 sent. The

clatm specifically rovites that & st of telephone destinations geoessible from a sovond LAN &

reguested and retrioves it from the second LAN. The Examiner then goes on o gsse

i

obiective suppord, that it would have been obvicus to supply the mternet data

local divectorios stored in cach respective LAN segment of 3 network as shown by Guy, thereby

insuring that the internet master directory 18 up o date,

Firstof all, withow! some objective support for such an asseriion, the ¥xaminer™s
shviousness conclusion s without merit and caonot support his combination of the referances 1o
arrive at the claimed fnvention. The Examiner is required o prove such a snggestion by
shietive evidence, & parte Levengood, 28 USPQ2d 1300, 1301 (Bd. Pat. App. & Ind. 1993}
s and Refraciories, fne, TT6 F2d 281, 237 LB P 657 (Fed,
of obvicusnoss must bo supported by facts, Grafam v, Jodn

3¢

A rejection based on § 13 cleardy must rest on o factual basis,

and these facts must be interpreted without hindsight reconstraction of the invention from the
prior art. The palergability of an Invention is not o be viewed with hindsight or “viewed after
¥ Compagy v. Rayp-O-Fae Cospany, 321 U8, 275, 279,64 S.CL 393, 88

Ingtead of reiyirig upon ohjective evidence to support the BExaminer’s
3 1

assertion, the Examiner has mevely supported soch an obviousness rejection with the FExamines™s

overt opindon, which fx goite clearly not objective evidence as 18 required by the case law,

senr does not teack or suggest other LANSs because Bilson dous not show

ephone extensions comwoted therete whereby a list is stored within such
o update the divectory database 232, Nor does Fifson suggest that such a

lemented, Furthermore, Guy merely teaches that 2 divectory management ant

of server codes when it receives one. There i alse no teaching or discussy
Sy of going ol and rotrieving such lists of extensions connected o oiher LANS, oy such

sty of attached televommunication extensions o other LANs within the
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aebwirk, Thus, there is no support for the Examiner’s assertion that # would have been

- -y

advardagenos and ohvicus for the database 232 m Hilsen to be updated by all of the various
LANS to ensure that it is directory 18 up-to~date. Further, Claim 36 15 patentable for similur

asons ay given for Claims 123, 56 and R

way

Claim 37 vecites sovoliing through the first ist. This fivst st is a list of LANs, First of

FLANS s nowhere to be taught or suggested within efther of the references or

3

helr combination. Secondly, there 18 no teaclking or suggestion for serolling through such g st

e

of LANS. Asavesnlt of the foregoing, one skilled 1 the art af the time the inveniion was made

would not have beon able to revroate the clamed mvention i view of the combination of the

Respectiully submitted,
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coomunaneations device conpled to the first LAN;

a plurality of ielocommunications extensions couplad o the second LAN;
the first LAN including ctreuitry for cnabling a user of the first wlecommunication

gdevice o ohserve a Hst of the plorality of lecommuonications exiensions; and

the first LAN including second eivowitry for automatically calling one of the plurali

&

xtensions in response to the user selecting one of the plurality of
fetecommgtoations sxiensions from the observed lst, wherein the list of the plurality of

teloconumunicaiions ox is stored in aserver in the second LAN, and 1§ aocessed by the

ity Y AOTOsE

n elaim 1, wherein commuication among the first LAN,

WAN uses an IP protocol.

3. The systen as vectied in claim 2, wherels the Bst of the plurality of

telecommumseations extensions s displayed to the user of the first telecommumications device,

A
-,
i
[
-
bl
s
besg)
ey
b
w4
“
h
m,

shion handling svatem comprising:

a first loeal avea network ("LANTY

a wide ares network (TWANTY coupling the first LAN to the second LAN;

a frst lpcommunicgtions device coupled to the first LANS

& plurality of telecommunications extensions coupled o the second LAN;

the fivst LAN dnvluding first civrenitry for enabling & user of the flrst televommumcations

devige to observe a st of the plurality of telecommunications exiensions; and
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the first LAN ineluding second oirenitry for automatically ealling one of the plurahity of
ielocoromunications extensions in response 1o the user selecting one of the plurality of
teleconmmumications extensions from the observed Hst, whereln conmmunication smong the fest

1

N, second LAN, and WAN uses an IP protocol, wherein the Hst of the plurality of

scommunications extensions & played as sudio to the aser of the first telecommunica

din claim 3, wherein the Hirst felecommunications device s gn 1B

teias:}ﬁmm having & display for showing the list of the plurality of telecommunications extensions,

wherein the second eivouitry inclodes o key for enabling the user to tachtly selecting one of the

phiraiity of teleconumurdeations extensions from the displayed list.

o ~

tas recited in olaim §, wherein the tactile selection of ong of the plurality of

felecomumunications extensions from the displayoed st by the user results in an indtiation of g call
from the Srst elscommunications devicw o the selected one of the plurality of

telrcommunivations sxtensions scross the WAN.

a wide ares

22

retwork {"WAN) coupling the first LAN 1o the secoend LAN;

p]

¥

a fivst telecommunications devics coupled to the first LAN;
a ploraiity of telecommupnications extonsions coupled to the second LAN,
the fArst LAN including Hrst civonstry for enabling g user of the st telpcommunications

devivg to obsarve » Hist of the plurality of telecommunications extensions; and

X

o~

the first LAN inchuding seeond cireuiiry for avtomatically calling one of the pharality of

telecommunicalions oxipnsions in response to the user selecting one of the plurality of
felecommunications extonsions from the observed Hst, whersin communication among the frst
LAN, second LAN, and WAN usey an [P protocol, wherein the list of the plurality of

telecompumications extensions s displaved tothe user of the first telecommunications devies,
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frst telpcommunications device is an [P telephone having a display fr showing the

Hst of the plurality oflelocommurncations extonsions, wherein the second clrouitry inchades

key for enabling the neer to tacitly selecting one of the plurality of telecommunicstions

extohsions Iy

o e displayed Bist, wheramn the factile selechion of one of the plurality of

tedecommunications extensions from the displayed Hat by the aser resulis ¥ an nitiation of 2

v«;

from the first felecomupunications device to the selected one of the phality of
teloconununicalions extensions across the WAN, whersin the lst of the plosality of

teloconumutivations extonsions is stored 1n a server in the second LAN, and is acoessed by the

cirouitry for enabling the user to scroll through the displayed Hst of the plarahty of

telecommuanications deviges,

# plorality of telocommunications extensions coupied to the third AN, the Brat LA

mehuding cirouitry By onabling the vser to select between observing the Hist of the plucality of
telecomminnications exienstons coupled to the second LAN or observing a Bist of the plorality of

telecomnranications exiensions coupled fo the third LAN,

17, An miormation handling systom comprising:
a first focs! area network ("LANTY operating under an [P protocol

a fivst P telephone coupled to the first LAN, the first 1P lc‘upimm wving a display snd a

st of koys for onabling a user 1 antor inputs]

ki

a second LAN opersting under the 1P protocel;

second and third telophone extenstons coupled to the second LAN,

a wide ares network ("WAN"Y operating under the 1P profocol coupling the first LAN o

[
e

¥

the sceond LAN; and
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the first LAN including first cironifey {or enabling a user of the first 1P telephone to view

a jist including the sceond and third telephone extensions, wherein the fist is stored i a server in
he socond LAN, and s sccessed by the first cironitry across the WAN.

I8, The system as recited in claim 17, Ruther comprising:

the frst LAN including second cirenitry for sutomatically calling the second telephone

extonsion in response to the peer selecting the second telephone extension from the viewed list

19, The syatem as recited in claum 18, wherein selection of the second telephone

extension from the viewed list by the user iz accomplished by selection of one of the set of ke,

280, The system as recited in olaim 19, wherein the selection of ong of the sot of keys
resulis i an nttiation of a call from the first 1P telephone to the second telephone extension

arross the WANL

The system as recited i clam 17, wherein the first IP telephone includes clrouttry

fing the aser to seroll through the displayed hst.

23, The systom an recited in clatm 1, further comprising:

-

a thivd LAM conplod o the first and sccond LANS via the WAN; aud

55

a plurality of telephone extensions coupled to the third LAN, the first LAN including

frouitry for enabling the user to select between viewing the Hst of the telephone extensions

X

conpled o the sepond LAN or viewing a list of the pharality of telephone extensions coupled o

the third LAN.

't

Aecomununications systent comprising & frst IP telephone coupded e a first P

4
£
ot
o]
el
211
ria

a first LAN, second and third telephone extensions coupled o a second 1P server

rst LAN, the

i
-,
%
£
21
-
oy
ey
fmpa
o
et
s ]
~
o3
froam

% o~

withis 8 second LAN, and o WAN coupling the first LAN to the second LAN, the

L4

secorsd LAN, and the WAN communicsting using an IP protocol, & method comprising the steps
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i response o selection of a fivat input ou the first 1P welephone, displaving on the first P
telephione a list of telephone destinations stored in the second 1P server, wherein the list of
telephone destinations 1s communicated from the second IP server over the WAN o the frst [P
felephone; snd

) response o selection of one of the telephone destinations from the displayed list,
antemativally dialing the selected one of the telephone destinations for a communications Hnk

betwoen the first IP telephone and the selected one of the telephone destinations,

o

destinations frony the displayed list is pmm‘med i response fo selection of a second input on the

26, The method as reated w olaim 235, wherein the first and second inpuis sve the same

key balton on the Hirst 1P telephone.

f".

%

7. The method as recited 1o claimm 24, wherein the telephone destinations inchude the

sseond and thind telephone exiensions coupled to the second TP server.

28, The mothod as recited i olaim 24, wheren the telephone destinations wnwlude

28, The moetiuad as recited in claim 24, wherein the system includes 2 thisd LAN conpled

to the firgt and seoond LANg via the WAN, further comprising the steps of displaying ow
he st 1P tolephone o list of LANs conpled to the WAN, inclading the second and thivd LANg;
1

performing the step of displaying the first Bist in rospense to seloction of the second LAN
fronn the displaved Bt of LANS

3 A telecommunications system comprising:

a first IF tolephone coupled o a first [P server within a first LAN;
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seeond and third telephone extonsions coupled © a second 1P server within a second

LAN;

8 WAN coupling the Brst LAN 1o the second LAN, the Srst LA, the second LAN, and

3

the WAN compmumueating using an P profocol:

3

disgd

e

ving on the first 1P telephone a list oftele p‘nom, destinations stored inthe

NeEns

second 1P server in response 1o selection of a first input on the first IP telephone, wherein the Hst

of telephone destinations s communicated from the second [P server over the WAN {o the fisgt
iF telephone; and

nreans for sutcamativally dialing the selected one of the telephone destinations fora

conumunications ik bobween the fivst 1P felophone and the selected one of the telephons

destinations in responss o selection of one of the telephone destinations from the displayed st

54

31 The gystem as recifed in olanm 30, wherein the selection of one of the telephone
destinations from the displayved Hst is performed in response o selection of a second input on the
first P telephone by g wser.

~ N

32, The system as recited 1o claim 31, wherein the first and second inputs ave the same

kev button om the first 1P telephone.

33, The syetem as recited in clatm 32, wherein the telephone destinations melade the
secund and thisd elephone extensions coupled to the seecond IF serve
34 The system as reciied tn olaim 32, wherem the telephone destinations include

telephones extornal to the svstom,

35, The system g recited inclaim 31, further comprising:
athird LAN coupled 1o the first and second LANs via the WAN;

means for dispdaying on the first IP telephone a Bl of LANs coupled o the WAN,

wechiiing the sepend and thivd LANS; and
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maoans oy displaving the first Hist in vesponse to selection of the second LAN from the

36, A method comprising the steps off
recetving a Srst touch input from g oser on an [P telephone that 1s networked infoe a Srsd
LAN operating under an IF protocol;
i response to receipd of the first tonch input, displaying on a display on the IP telephons

3 first Bst including seoond and third LANs coupled to the first LAN, wherein the second and
third LANs aperate under the 1P protocol;

reoeiving 8 second tooch mpnat from the user on the 1P telephone;

i responsg i receipt of the seepnd touch input, displaying an the display on the [P
telephone & second Hst of iedophone destinations accessible from the second LAN;

reeeiving a thard touch wmput from the user on the 1P telephone; and

in response © receipt of the third touch tnpal, antomatically dialing one of the telephone

2

Jestinations accessible frows the second LAN fora vommunications conngction between the ong

of the telephone destinations and the IF telephone, wherein the step of displaying on the display

on the 1P telephone the second Hat further includes the steps oft

Semit,

sending 8 message from the Hrst LAN to the second LAN requesting the second hst; and

receiving the sevond Hat from the sccond LAN to the first LAN.

37, The method ss recited in elaim 36, beture the step of recetving the second toueh
input, further comprising the steps off receiving a fourth touch input from the user on the IF

telephone; and in response to receipt of the fhurth touch input, scrolling through the first st

3%, The method as recited in claim 37, before the step of recetving the third touch input,

farther comprising the steps off receiving a Hfth touch mput from the user on the IF elephong
and i rosponze W receipt of the filth touch fuput, scrolling through the second hst
48, The method as recited in-claim 38, wherein the Hest, second, and third LANs are

coupled vig a WAN,
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RVIDENCE APPENDIX

No evidence was subraitted pursoant 1o $§L130, L3, or L1332 of 37 CFR. v of any

ered by the Examiner and rebied apon by Appellants in the Appeal.
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LELATED PROCEEDINGS APPENDIX
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Appellants appeal under 35 U.S.C. § 134(a) (2002) from a final
rejection of claims 1-6, 8-10, 17-20, 22-38, and 40. Claims 7, 11-16, 21, and
39 have been cancelled. We have jurisdiction under 35 U.S.C. § 6(b).

We AFFIRM-IN-PART.

Introduction

According to Appellants, the invention relates to use of Voice over
Internet Protocol (“IP”) technology to transmit voice conversations. In the
invention, a user can observe and dial numbers from lists that are stored in

the Voice over [P system. (Abstract; Spec. 1, Technical Field).

STATEMENT OF THE CASE

Exemplary Claim
Claim 1 is an exemplary claim and is reproduced below:

1. An information handling system comprising:
a first local area network ("LAN");
a second LAN;

a wide area network ("WAN") coupling the first LAN to
the second LAN;

a first telecommunications device coupled to the first
LAN;

a plurality of telecommunications extensions coupled to
the second LAN;
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the first LAN including first circuitry for enabling a user
of the first telecommunications device to observe a list of the
plurality of telecommunications extensions; and

the first LAN including second circuitry for
automatically calling one of the plurality of telecommunications
extensions in response to the user selecting one of the plurality
of telecommunications extensions from the observed list,
wherein the list of the plurality of telecommunications
extensions is stored in a server in the second LAN, and is
accessed by the first circuitry across the WAN.

Prior Art
Stuntebeck US 6,065,016 May 16, 2000
Guy US 6,298,057 Bl Oct. 2, 2001
Wilson US 6,829,231 Bl Dec. 7, 2004
(filed Dec. 31, 1996)
Rejections

(1) Claims 1-3, 5, 6, 8-10, 17-20, and 22- 35 stand rejected under
35 U.S.C. § 103(a) as being unpatentable over Guy and Wilson.

(2)  Claim 4 stands rejected under 35 U.S.C. § 103(a) as being
unpatentable over Guy, Wilson, and Stuntebeck.

(3) Claims 36-38 and 40 stand rejected under 35 U.S.C. § 103(a) as

being unpatentable over Wilson and Guy.

We have only considered those arguments that Appellants actually
raised in the Briefs. Arguments Appellants could have made but chose not
to make in the Briefs have not been considered and are deemed to be

waived. See 37 C.F.R. § 41.37(c)(1)(vii)(2009).
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ISSUE 1
35 US.C. §103(a): claims 1, 3,8, 9, 17, 22, 24, 29, and 30

Appellants assert their invention is not obvious over Guy and Wilson
because Guy teaches a caller on a first telephone dialing digits associated
with a destination telephone (App. Br. 10). According to Appellants, Guy
teaches only that the server code accessed from the master director is only
associated with the specific central site unit (CSU) (id.).

Thus, Appellants assert, Guy does not teach or suggest that a list of a
plurality of telecommunications extensions coupled to the second LAN is
provided to the user of the first telephone for observation (App. Br. 10-11).

Further, Appellants argue Wilson teaches a device that allows access
to the internet; one of the devices to have audio communications with
another device over an internet channel whereby a connection is made
between the devices using typical IP internet addresses; and if the IP address
is not known, using an internet search engine to browse an access database
on the internet and display the address so the user can enter the address to
establish the connection (App. Br. 14). Appellants argue Wilson does not
disclose a LAN (App. Br. 11-15).

Issue 1: Has the Examiner erred in finding the combination of Guy
and Wilson would have taught or suggested “a first LAN...for enabling a
user of the first telecommunications device to observe a list of the plurality
of telecommunications extensions” and “the first LAN...for automatically

calling one of the plurality of telecommunications extensions in response to
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the user selecting one of the plurality of telecommunications extensions
from the observed list, wherein the list of the plurality of
telecommunications extensions is stored in a server in the second LAN” as
recited in claim 1?
ANALYSIS

We agree with the Examiner’s findings and conclusions (Ans. 10-14).
Specifically, Appellants have not persuaded us the Examiner erred in finding
Guy would teach or suggest all the claim limitations except the ability of the
calling user in a first network to observe a list of extensions in a second
network and automatically calling one of those extensions in response to the
user selecting an extension from the observed list (see Ans. 11). For
emphasis we note Guy discloses a first network that can access a directory
stored on a second network (Fig. 1; col. 9, 11. 20-26; col. 10, 1. 58 to col. 11,
1. 8). We also agree with the Examiner that Wilson teaches or at least
suggests that a user observes a list of the plurality of telecommunications
extensions and automatically calls the chosen number (Ans. 12-14). Wilson
teaches that Internet addresses can be stored on a user database that is on a
different network than the caller (Fig. 4; col. 7, 11. 48-53). Wilson also
teaches or at least suggests that a caller is presented with names of
qualifying callees (col. 8, 1. 8-15). The caller may select the intended
caller and complete the call to the address (id.). Thus, Wilson teaches or at
least suggests allowing a user to observe a list of the plurality of
telecommunication extensions and automatically call the selected

telecommunication extension.

RingCentral Ex-1002, p. 218
RingCentral v. Estech
IPR2021-00574



Appeal 2010-000868
Application 10/447,607

We agree with the Examiner that Appellants are arguing the
references individually (Ans. 10-11). Specifically, it is apparent from the
Examiner’s line of reasoning in the Answer that the basis for the
obviousness rejection is the combination of Guy and Wilson. One cannot
show nonobviousness by attacking references individually where the
rejections are based on combinations of references. See In re Merck & Co.,
Inc., 800 F.2d 1091, 1097 (Fed. Cir. 1986).

As to Appellants’ arguments that Wilson does not teach a LAN, the
test for obviousness is not whether the features of a secondary reference may
be bodily incorporated into the structure of the primary reference; nor is it
that the claimed invention must be expressly suggested in any one or all of
the references. Rather, the test is what the combined teachings of the
references would have suggested to those of ordinary skill in the art. In re
Keller, 642 F.2d 413 (CCPA 1981) (citations omitted).

Nor has Appellant shown that combining the teachings of Guy and
Wilson in this manner would have been uniquely challenging or otherwise
beyond the level of ordinarily skilled artisans. As such, we find this
enhancement would have been obvious. See KSR Int’l Co. v. Teleflex Inc.,
550 U.S. 398, 417 (2007) (noting that if a technique has been used to
improve one device, and an ordinarily skilled artisan would recognize that it
would improve similar devices in the same way, using the technique is
obvious unless its actual application is beyond his or her skill); see also
Leapfrog Enters., Inc. v. Fisher-Price, Inc., 485 F.3d 1157, 1162 (Fed. Cir.
2007).
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With respect to claim 30, Appellants argue the Examiner has not
examined the claims in light of the “means-plus-function” limitations. As to
the “means-plus-function” limitations, Appellants have pointed to
corresponding structure in their Appeal Brief (App. Br. 6-7). As to “means
for automatically dialing,” those portions of the Specification to which
Appellants point set forth very general structure. Appellants point to
Specification page 22, 11. 4-24 as means for automatically dialing. (App. Br.
7). The cited portions disclose the steps for choosing a callee including
pressing a key to begin call processing. No specific structure has been
identified and thus, “means for automatically dialing” may be generally
construed as a key. Similarly, Appellants’ citations to Fig. 8, element 810
and pages 16, line 21 —page 17, line 26 generally describe a display as a
display with no specific structure.

To meet a “means plus function” limitation, the prior art must (a)
perform the identical function recited in the means limitation and (b)
perform that function using the structure disclosed in the specification or an
equivalent structure. See Carroll Touch, Inc. v. Electro Mech. Sys., Inc., 15
F.3d 1573, 1578 (Fed. Cir. 1993); Valmont Indus., Inc. v. Reinke Mfg. Co.,
983 F.2d 1039, 1042 (Fed. Cir. 1993); Johnston v. IVAC Corp., 885 F.2d
1574, 1580 (Fed. Cir. 1989).

In light of Appellants’ correspondence of general structure to the
recited “means-plus-function” limitations, we find no error in the
Examiner’s findings that both Guy and Wilson teach or at least suggest the
structure disclosed in the Specification and the identical function for the

invention disclosed in the Specification and as recited in claim 30.
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Specifically, both Guy and Wilson teach or at least suggest means for
displaying on the first IP telephone a list of telephone destinations in
response to selection of a first input on the first IP telephone, wherein the list
telephone destinations is communicated from the second IP server over the
WAN to the first IP telephone. Additionally, the combination of Guy and
Wilson teaches or at least suggests means for automatically dialing the
selected one of the telephone destinations for a communications link
between the first [P telephone and the selected one of the telephone
destinations in response to selection of one of the telephone destinations
from the displayed list.

Appellants presented no persuasive arguments or evidence that the
Examiner erred in finding the combination would have taught or suggested
the invention as recited in independent claim 1; commensurately recited in
independent claims 8, 17, 24, and 30; and dependent claims 3, 9, 22, and 29,
not separately argued.

Accordingly, the Examiner did not err in rejecting claims 1, 3, 8, 9,
17,22, 24,29, and 30 under 35 U.S.C. § 103(a) for obviousness over Guy

and Wilson.

ISSUE 2
35 US.C. § 103(a): claims 2, 5, 6, 18-20, 25-28 and 31-34
With respect to claim 2, Appellants merely recite the Examiner has
not shown the combination of Guy and Wilson teaches the recited limitation
(App. Br. 13). Appellant has failed to present substantive arguments and

supporting evidence persuasive of Examiner error. See In re Lovin, 652 F.3d
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1349, 1357 (Fed. Cir. 2011) (stating that interpreting 37 C.F.R. §
41.37(c)(1)(vii) to require a more substantive argument than a naked
assertion that the prior art fails to teach limitation in order to address a claim
separately, is not an unreasonable interpretation of the rule). Additionally,
any arguments not presented are waived. See Ex parte Borden, 93 USPQ2d
1473, 1474 (BPAI 2010) (informative).

With respect to claim 5, we agree with the Examiner that Wilson
teaches or fairly suggests automatically dialing a selected extension from a
displayed list (Ans. 5 and 12-13).

We also agree with the Examiner’s findings regarding claim 6 in that
pressing a key is a tactile selection (Ans. 12-13).

As to claims 18-20, Appellants do not present any arguments, but
state that each claim is patentable for “reasons similarly given herein with
respect to” other claims (App. Br. 19). For the reasons set forth above and
because Appellants have not presented any persuasive evidence or argument
specific to the recited limitations, the Examiner has not erred in finding the
combination of Guy and Wilson would have taught or suggested the present
invention as recited.

With respect to claims 27 and 33, Appellants present no specifics, but
instead, set forth conclusory statements unsupported by factual evidence
(App. Br. 20). Mere attorney arguments and conclusory statements that are
unsupported by factual evidence are entitled to little probative value. In re
Geisler, 116 F.3d 1465, 1470 (Fed. Cir. 1997); see also In re De Blauwe,
736 F.2d 699, 705 (Fed. Cir. 1984); and Ex parte Belinne, No. 2009-004693,
2009 WL 2477843, at *3-4 (BPAI Aug. 10, 2009) (informative). With
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respect to claims 25 27 and 31-33, Appellants have set forth that the
Examiner provides no objective evidence of obviousness and traverse the
assertion of what is well known in the art (App. Br. 20). We agree with the
Examiner.

As to claims 25, 26, 31, and 32, Appellants’ argument that a first and
second input are the same key button is unpersuasive. As clarified in KSR,
the skilled artisan is “a person of ordinary creativity, not an automaton.” See
KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 421 (2007). Appellants have
presented no evidence that using the same key button for two different
inputs was “uniquely challenging or difficult for one of ordinary skill in the
art” or “represented an unobvious step over the prior art.” Leapfrog Enters.,
Inc. v. Fisher-Price, Inc., 485 F.3d 1157, 1162 (Fed. Cir. 2007) (citing KSR,
550 U.S. at 418).

With respect to claims 28 and 34, we agree with the Examiner that
Wilson teaches or suggests the telephone destinations include telephones
external to the system (Ans. 17; see also Fig. 5). Additionally, we find
Wilson’s storing of callee Internet addresses teaches or suggests that
telephone destinations external to the system may be stored (col. 7, 11. 48-
53). Again we find that storing telephone destinations external to the
network would have been within the skill of an ordinary artisan.

Accordingly, we find Appellants have not shown the Examiner erred
in finding the combination of Guy and Wilson would have taught or
suggested the invention as recited in claims 2, 5, 6, 18-20, 25-28 and 31-34.
Thus, the Examiner did not err in rejecting claims 2, 5, 6, 18-20, 25-28 and
31-34 under 35 U.S.C. § 103(a) for obviousness over Guy and Wilson.

10
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ISSUE 3
35 US.C. § 103(a): claims 10, 23, and 35

With respect to claims 10 and 23 (App. Br. 18-19), the Examiner has
not shown Guy, Wilson or the combination thereof, teaches or suggests
enabling the user to select between observing the list coupled to the second
and to the third LAN. Specifically, the Examiner has not shown with
specificity where Wilson teaches or suggests that a user may select between
observing two different directories (see Ans. 15).

As to the arguments set forth for claim 35 (App. Br. 20-21), we find
Guy discloses a directory that includes servers (col. 9, 11. 23-26) and Wilson
shows a system with multiple networks. Thus, we find listing these as
LANs instead of CSUs or servers would have been within the skills of an
ordinary artisan. However, the Examiner has not shown with specificity
where the references teach or suggest displaying an initial list (list of LANSs)
and then displaying another list (the first list) in response to a selection made
from the initial list.

Thus, the Examiner has not set forth a prima facie case for claims 10,
23, and 35. Accordingly, the Examiner erred in rejecting claims 10, 23, and

35 under 35 U.S.C. § 103(a) for obviousness over Guy and Wilson.

ISSUE 4
35 US.C. §103(a): claim 4

11
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Appellants are again arguing the references individually (App. Br. 21-
22). Specifically, Appellants argue that the limitation is “impossible in
Guy” and not taught by Wilson and further, that Wilson “teaches away”
from the present invention as recited in claim 4 (id.). However, the
Examiner is relying on Stuntebeck as disclosing this limitation. Appellants
have not provided any persuasive arguments or evidence to persuade us of
error in the Examiner’s findings. Further, Appellants have not shown a
person of ordinary skill, upon reading Wilson, would be discouraged from
following the path set out by the Appellants, or would be led in a direction
divergent from the path that was taken by the Appellant. See In re Gurley,
27 F.3d 551, 553 (Fed. Cir. 1994).

Accordingly, we are not persuaded of error in the Examiner’s
conclusion that the invention as recited in claim 4 would have been obvious
under 35 U.S.C. § 103(a) for obviousness over Guy, Wilson, and
Stuntebeck.

ISSUE 5
35 US.C. §103(a): claims 36-38 and 40

Appellants assert their invention is not obvious over Wilson and Guy
because the Examiner has not shown all the limitations are taught or
suggested by the combination of Wilson and Guy (App. Br. 22-23).
Specifically, Appellants argue neither reference teaches or suggests making
a request for a list of LANS, a touch input, or automatic dialing (App. Br.
22). Further, Appellants argue the Examiner has not provided objective

evidence indicating that it would have been obvious to supply the internet

12
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database in Wilson from local directories stored in each respective LAN
segment of a network as shown by Guy and instead assert the Examiner is
using hindsight (App. Br. 23). Appellants further argue Wilson does not
teach or suggest other LANs having telephone extensions connected thereto
whereby a list 1s stored within such LANs for sending to update the directory
database, or Guy teaches retrieving or sending lists of extensions connected
to other LANSs (App. Br. 23-24). Additionally, according to Appellants,
with respect to claim 37, the Examiner has not shown that either a list of
LANSs or scrolling through such a list is taught or suggested (App. Br. 24).

Issue 5: Has the Examiner erred in finding the combination of Wilson
and Guy would have taught or suggested the invention as recited in

independent claims 36 and claim 377

ANALYSIS

We agree with the Examiner’s findings and conclusion and emphasize
the following (Ans. 8-9). Specifically, Wilson discloses providing a
directory of callee Internet addresses and displaying callee information (col.
7, 11. 48-53; col. 8, 1I. 8-13) and Guy discloses providing a master directory
(col. 9, 1. 20-26). Thus, we find the references teach or suggest in response
to an input, displaying a list and as set forth with respect to claim 1,
automatic dialing. We conclude an ordinary artisan would have had the
skills to provide a directory of LANs — a directory of information —in
response to a request. Appellants have not defined “touch input” and thus,
we also find pressing a key is a touch input. We further agree that Wilson

teaches or suggests selecting a callee from a list of potential users using a
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keyboard (col. 8, 11. 8-15). We disagree with Appellants’ argument that the
Examiner used hindsight as the Examiner has articulated a reason with a
rational underpinning to support the legal conclusion. In addition,
Appellants have not shown that the combination was uniquely challenging
or more than the application of a known technique to a piece of prior art.

Additionally, we again note Appellants are arguing the references
individually when the Examiner relied upon the combination of the
teachings of Guy and Wilson.

As to claim 37, Wilson teaches scrolling through a list (col. 8, 11. 13-
15) and thus, teaches or suggests “receiving a fourth touch input from the
user on the [P telephone, and in response to receipt of the fourth touch input,
scrolling through the first list” (see Ans. 8).

Accordingly, the Examiner did not err in finding the combination of
Wilson and Guy would have taught or suggested the invention as recited in
claims 36 and 37 and claims 38 and 40, not separately argued. Therefore,
the Examiner did not err in rejecting claims 36-38 and 40 under

35 U.S.C. § 103(a) for obviousness over Wilson and Guy.

DECISION
The Examiner’s rejection of claims 1-3, 5, 6, 8, 9, 17-20, 22, and 24-
34 under 35 U.S.C. § 103(a) as being obvious over Guy and Wilson is
affirmed.
The Examiner’s rejection of claims 10, 23, and 35 under 35 U.S.C.

§ 103(a) as being obvious over Guy and Wilson is reversed.
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The Examiner’s rejection of claim 4 under 35 U.S.C. § 103(a) as

being unpatentable over Guy, Wilson, and Stuntebeck is affirmed.

The Examiner’s rejection of claims 36-38 and 40 under 35 U.S.C.

§ 103(a) as being obvious over Wilson and Guy is affirmed.

AFFIRMED-IN-PART

{]
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REQUEST FOR RE-HEARING OF APPEAIL NO. 2010-000868

This Request for Rehearing is filed in response to the Decision on Appeal, dated April
23, 201, which affirmed all of the Examiner’s rejections of the claims, except those for Claims
10, 23, and 35.

The PTO has the burden under section 103 to establish a prima facie case of obviousness;
it can satisly this burden only by showing some objective teaching in the prior art or that
knowledge generally available to one of ordinary skill in the art would lead that individual to
combine the relevant teachings of the references. In re Fine, 837 F.2d 1071 (Fed. Cir. 1998).
On appeal to the Board. an applicant can overcome a rejection by showing insufficient evidence
of prima facie obviousness. In re Rouffer, 149 F.3d 1350, 1355 (Fed. Cir. 1998).

In areview of PTO findings of fact, the reviewing entity shall hold unlawful and set aside
agency action, findings, and conclusions found to be (i) arbitrary, capricious, an abuse of
discretion, or otherwise not in accordance with law; or (ii) unsupported by substantial evidence.
Dickinson v. Zurko, 527 U.S. 150 (1999). The substantial evidence standard asks whether a
reasonahle fact finder could have arrived at the agency’s decision. In re Gartside, 203 F.3d 1305
{Fed. Cir. 2000). Appellants assert that a reasonable fact finder would not have arrived at the
decision of the Board.

In several instances within the Decision on Appeal, the Board stated that Appellants
argued references individually. However, apparently the Examiner was allowed to use the prior
art references individually to show how certain limitations were taught by those references.

Appellants” arguments simply were traversing the Examiner’s interpretations of the individual
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references and how such references did not teach or suggest the limitations in the manner that the
Examiner was asserting. I an Examiner uses a single reference to show where a limitation is
taught or suggested within the prior art, then Appellants should be able to traverse such an
assertion by sumply showing how the reference does not teach or suggest that particular
limitation. [t should be noted that an applicant may specifically challenge an obvious rejection
by showing that the Board based its obviousness determination on incorrect factual predicates.
In re Rouffet at 1455, Appellants further address the foregoing in several instances hereinafter.

On page 6 of the Decision on Appeal, the Board asserts that Appellants have not shown
that combining the teachings of Guy and Wilson would have been uniquely challenging or
otherwise beyond the level of ordinary skilled artisans. Appellants disagree. Throughout
Appellants” arguments on pages 8-12 of the Appeal Brief, Appellants provided arguments as to
why it would be difficult to combine the references because of various teachings within each of
the references that would make such a combination difficult. These arguments were not merely
arguing the references individually, but instead were arguments presenting reasons why one of
ordinary skill in the art would not combine the references because the references had particular
features that would not lead one of ordinary skill in the art to the combination of the references.
All of these arguments were ignored by the Examiner and the Board contrary to MPEP
§707.07(f).

More specifically, on page 12 of the Appeal Brief, Appellants provided several
arguments as to how the combination of the references would not arrive at the claimed invention,
but the Board decided to completely ignore such arguments in its decision. Instead, the Board
decided to side with the Examiner’s very loosely reasoned arguments. The Examiner's line of
reasoning is merely his own opinion, and Appellants” arguments against such lines of reasoning
should be given equal weight. Morcover, Appellants respectfully assert that such an action by
the Board is absent of any full and reasoned explanation, and is not a sound decision. fn re Lee,
277 F.3d 1338 (Fed. Cir. 2002). In fact, such an action by the Board is arbitrary.

Claims 1, 4. 8, 18, 24, 30, and 36 all recite that circuitry or a method implemented within
circuitry automatically call oue of the plurality of telecomimunications extensions in response to
the user sclecting one of the extensions {rom the observed list. The Board determined at the

bottom of page 5 of the Decision on Appeal that Wilson teaches or at least suggests such a
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functionality. The Examiner in the Examiner’'s Answer admitted that Guy does not meet this
claim limitation, but that it was met by Wilson. On pages 10-11 of the Appeal Briel, Appellants
provide their arguinents as to how Wilson does not teach an ability to automatically perform the
dialing process in response to selection of a name on a displayed list by the user of the dial pad
50 pressing some sort of button to select one of the names, The Board and the Examiner have
completely ignored this argument, and have not addressed Appellants’ arguments in any form or
fashion, except for the statement on page 9 of the Decision on Appeal with respect to Claim 5,
where the Bouard agrees with the Examiner that Wilson teaches or fairly suggests automatically
dialing a selected extension from a displayed list,

In response, Appellants respectfully assert that they provided very good arguments as to
the interpretation of the teachings of Wilson. The Examiner disagreed and provided his own
interpretation. This Board merely stated that it agreed with the Examiner without providing any
explanation as to why the Examiner’s interpretation was believed or considered correct over
Appellants’. Appellants respectfully assert that this Board cannot merely state that it agrees with
the position of the Examiner without providing a full and reasoned explanation as to why the
Examiner’s interpretation was more correct that Appellants. Otherwise, the Board’s decision is
not a sound decision. In re Lee, 277 F.3d 1338 (Fed. Cir. 2002). In fact, such an action by the
Board is arbitrary. For such an important limitation that distinguishes the claimed invention
from the prior art, Appellants deserve more than a three line affirmation of the Examiner’s
rejection by the Board. The decision on patentability must be made based upon consideration of
all the evidence, including the evidence submitted by the examiner and the evidence submitted
by the applicant. MPEP §2142. A decision to make or maintain a rejection in the face of all the
evidence must show that it was based on the totality of the evidence. #d,

Moreover, the Examiner’s arguments on pages 12-13 of the Answer are full of
assumptions and not facts. For a prima facie case of obviousness to reject a claim, it is the
burden of the Examiner to prove such a prima facie case of obviousness with facts and objective
evidence, not assumptions. If Appellants can show that the Examiner’s facts, evidence, and
arguments are flawed, then the balance of the decision should go to Appellants, not the
Examioer. It is not the burden of Appellants to show that their claim is patentable; instead, it is

the burden of the Examiner to show that the claim is not patentable. Appellants do believe that
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they have shown that the Examiner crred in his obviousness rejection, and did not set forth a
prima facie case of obviousness.

More specifically with respect to the cited portion of column 8 in Wilson cited by the
Examniner, a caller selecting from a scrolled list of potential users does not in any way teach or
even suggest i a specifically sufficient manner that such a selection is performed with key
touches into a device that will then automatically dial the selected callee. Wilson in column 2,
lines 8-9 making the assertion that it is not appealing for a user to have to remember to enter
digits does not in any way prove the Examiner’s position. Note that Wilson stated that it was not
appealing to remember and enter the digits. If the IP address is displayed, then that alleviates the
need to remember the address. This statement in Wilson does not suggest automatic dialing, but
is merely directed at the user not having to remember the looked up address. The Examiner’s
assertion that Wilson's disclosure that the caller then has the option of completing the call to the
address does not say anything about using the keyboard, and requiring manual keyboard entry
for connecting to the searched caller does not in any way support the Examiner’s position that a
manual entry would not be used. Appellants noted on page 11 of the Appeal Brief that Wilson
disclosed the user dialing the selected callee. Column 9, lines 1-4. This language is describing
the process tlow in Figure 6 of Wilson. Step 386 specifically states that the “User Accepts
Address and Dials.” A user dialing is well-known for indicating that the user is performing a
process of entering a callee’s number to call the callee. Wilson nowhere teaches or suggests that
the device performs such dialing, which would be in an automatic manuer, i.e., without the user’s
help, upon acceptance of the address. The preponderance of the evidence supports Appellants
interpretation and not the Examiner’s. The legal standard of “a preponderance of evidence”
requires the evidence to be more convincing than the evidence which is offered in opposition to
it. MPEP §2142. To not fully evaluate Appellants” arguments is arbitrary by the Board.

Furthermore, the Examiner’s interpretation of Wilson is broadening the teachings of
Witson beyond the four corners of that reference, which is essentially using hindsight reasoning
gleaned from Appellants’ application. In fact, the Examiner’s interpretation is essentially
reading limitations into the Wilson disclosure that are not actually there. A reference is good for
teaching or suggesting what it actually discloses. I an Examiner is going to broaden such a

teaching, then this cannot be based solely on the Examiner’s unsupported opinion.
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Regarding Claim 30, the Board only refers to Appellants” citations in the Specification of
page 22, lines 4-24; FIG. &, element 810, and page 16, line 21-page 17. line 26, This is not all
of the language in the Specification that pertains to and supports the limitations in Claim 30. In
the Second Supplemental Brief On Appeal, the Board is vespectfully requested to refer to pages
6-7 where Appellants also cite page 16, line 21-page 18, line 20, and page 18, line 21-page 20,
line 24 of the Specification for support of Clain 30. Furthermore, Appellants also cite to FIG.
11 and page 20, line 25-page 22, line 11. Appellants also cite to FIG. 12, and page 22, line 12~
24 along with a citation to page 22, lines 4-24.

Thercfore, there is significantly more of the Specification that Appellants cited to in
support of Claim 30 just within the Summary in Appellants’ Appeal Brief, which this Board has
ignored. Within all of those citations, there is significantly more disclosure for support of these
“means plus function” limitations. For example, FIG. 8 shows that the [P telephony device 105
includes a DSP 801, which is a well-known processor for performing various tasks and
algorithms. FIGS. 11 and 12 provide flow and state diagrams of such algorithms implemented
within the IP telephony device 105, which would be implemented within such a DSP 801. These
figures show how the remote extension is automatically dialed upon pressing of one of the keys
on the telephony device 105. As a result, very specific structures have been identified within
FIG. 8 for performing the functions within the “means plus function” limitations. It is very clear
that it is incorrect to construe the “means for automatically dialing” limitation as merely a key.
Clearly, Appellants have identified within the Specification the specific structure of the P
telephony device 105 with its various components, including the DSP 801, along with
identifying specific algorithms implemented within the DSP 801 for performing these functions
as recited within Claim 30.

Moreover, the prior art does not perform the identical function recited in the “means plus
function” limitations. A DSP and its algorithms for performing the functions as supported in
FIGS. 11 and 12 of the Specification are pot shown in any way to reside within the prior art
references. Nor does the prior art teach or suggest an identical or an equivalent structure for
performing such functions. Therefore, the cited prior art does not meet these “means plus

function” limitations,
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Regarding Issue 2 beginning on page 8 of the Decision on Appeal, Appellants
respectfully assert that they do not have to prove that the prior art does not show a limitation if
the Examiner has not shown that it does. The Examiner merely asserting that the prior art shows
the Internet does not show that the prior art is operating under an IP protocol. Appellants do not
have to present any substantive argument and supporting evidence when the Examiner has not
even shown that the prior art teaches or suggests operating under IP protocol. It is the
Examiner’s burden to show that the prior art references teach or suggest this limitation. The
Examiner has not done so, because the Examiner has merely rejected this ¢laim limitation with
his own subjective opinion, along with the mere assumption that the existence of the Internet
being disclosed within one or both of the teferences is sufficient to show that an IP protocol is
being utilized. Moreover, the assertion by Appellants that Guy does not disclose its LANs or

WAN operating under an IP protocol is_a substantive argument. Moreover, it is significantly

more substantive than the Examiner’s unsupported statement on page 3 of the Office Action
dated March 17, 2009 that “LLANs and WAN operate under IP protocol” with respect to his
assertions of what Gy discloses. Appellants do not have to disprove the unsupported assertion
by the Examiner; instead, it is the Examiner who must prove that Guy actually discloses this
limitation, using facts and not mere opinion and conclusory statements.

Regarding Claims 5 and 6, as previously asserted herein, the Decision on Appeal merely
agrees with the Examiner without discussing Appellants™ arguments at all. Appellants provided
significant arguments on page 14 of the Appeal Brief with respect to these two claims, It does
not seem that the Board in any way considered Appellants™ arguments. Moreover, such an
assertion by the Board is absent of any full and reasoned explanation, and is not a sound
decision. In re Lee, 277 F.3d 1338 (Fed. Cir. 2002). In fact, such a statement by the Board is
arbitrary.

With respect to Claims 27 and 33, the Board on page 9 of the Decision on Appeal asserts
that Appellants set forth conclusory statements unsupported by factual evidence. Appellants
asserting that the Examiner has not specifically addressed the limitations in Claims 27 and 33 is
not merely conclusory. It is the Examiner’s obligation and burden to show a prima facie case of
obviousness. If the Examiner does not do this, Appellants do not have to do anything in

response. Claims 27 and 33 recite that the telephone destinations include the second and third
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telephone extensions coupled to the sccond 1P server. The Examiner asserting on page 3 of the
Office Action a “plurality of telecommunications extension/destinations coupled to the second
LAN" is not addressing the claim limitations in claims 27 and 33 which recite language different
than what the Examiner has stated. A “second LAN” is not necessarily an “IP Server.,” “All
words in a claim must be considered in judging the patentability of that claim against the prior
art.” In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970).

Regarding Claim 4, the Board asserted that Appellants were arguing the references
individually and did not provide any persuasive arguments or evidence how a person of ordinary
skill upon reading Wilson would be discouraged from following the path set out by Appellants or
would be led in a direction divergent from the path that was taken by Appellant. To the contrary,
on page 18 of the Appeal Brief, Appellants did provide an argument as to why Wilson teaches
away from the recited limitations. Moreover, Appellants argued that the recited claim limitation
is impossible in Guy, and that Wilson does not teach or suggest such a capability and in fact
teaches away from such an audio communication of the IP addresses. This is not arguing the
references individually; instead, this is presenting arguments as to why one of ordinary skill in
the art would not be motivated to combine the teaching of Stuntebeck into the teachings of Guy
and Wilson. In other words, Appellants provided very good arguments against the combination
of the references. Appellants cannot understand in any way how the Board can make the
assertion that Appellants did not show how a person of ordinary skill would be discouraged from

the combination when Appellants specifically provided argaments to this exact issue. Moreover,

decision. In re Lee, 277 F.3d 1338 (Fed. Cir. 2002). In fact, such a statement by the Board is
arhitrary. If this Board is going to make the assertion that Appellants did not provide sufficient
arguments, then Appellants would appreciate this Board providing reasons why Appellants’
specifics arguments in their Appeal Brief were insufficient.

Regarding Claims 36--38 and 40, Appellants in the Appeal Brief on page 19 asserted that
the Examiner merely regurgitated the claim language without pointing to a teaching within the
references of such claim limitations. The Appeal Board has done the same thing on pages 13-14
of the Decision on Appeal. The Board did not provide any reasoning to support their decision

that the Examiner is correct over Appellants. Therefore, the Examiner and the Board have
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rejected these claims by merely making blanket staterments that the references teach or suggest
the claim limitations.  Such an assertion by the Board is absent of any full and reasoned
explanation, and is not a sound decision. In re Lee, 277 F3d 1338 (Fed. Cir. 2002). In fact, such
a statement by the Board is arbitrary. The Board has also made the assertion that Appellants

were arguing the references individually, To the contrary, Appellants asserted that there was no

discussion within Wilson, or_a combination of Wilson and Guy, of a user making a request for a
list of LANs. Appellants also asserted that the Claim 36 recitation of a second touch input from
the user will result in the display of a list of telephone destinations that are accessible from the

second LAN is not taught or suggested within Wilson, or Wilson combined with Guy. An

Applicant may specilically challenge an obvious rejection by showing that the Board based its
obviousness determination on incorrect factual predicates. In re Rouffet at 1455, In the Appeal
Brief, Appellants provided a rebuttal as to how the Examiner was relying upon an incorrect
factual predicate in support of his rejection, but the Board improperly ignored such a rebutial.
Appellants also asserted that the automatic dialing process is not taught or suggested hy the
references.

The Board has disagreed with Appellants” argument that the Examiner used hindsight,
and that the Examiner had articulated a reason with a rational underpinning to support the legal
conclusion.  Rejections on obviousness grounds cannot be sustained by mere conclusory
statements. KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 418 (2007), citing In re Kahn, 441 F.3d
977, 988 (Fed. Cir. 2006). Instead, there must be some articulated reasoning with some rational
underpinning to support the legal conclusion of obviousness. Id. This requirement is as much
rooted in the Administrative Procedure Act, which ensures due process and non-arbitrary
decision making, as itis in §103. Id. The Examiner’s assertion “that it would have been obvious
to supply the internet database in Wilson from local directory stored in each respective LAN
segment of a network as shown by Guy, thereby insuring that the internet master directory is up
to date” is not a sufficiently articulated reason with a rational underpinning. Al that is is an
unsupported personal opinion of this Examiner, which is gleaned using hindsight from
Appellants® application. A sufficiently articulated reason with a rational underpinning must be
based on something other than merely a personal opinion using hindsight; instead, it requires

some sort of rational underpinning that provides logical reasons why such an update would be
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performed, etc. For example, examples of such rational underpinnings provided in MPEP §2141
do not include mere personal opinion, but instead include rationales that show predictable
results, the prior art showing such combinations in similar technologies, ete. 1If the United States
Zatent Office supported such blanket unsupported personal opinions of examiners on every
occasion, there would never be another issued patent in the United States.

Moreover with respect to arguing the references individually, it is the Examiner who has
asserted that Wilson discloses the limitation of “in response to receipt of first input, displaying on
a display on the IP telcphone a first list including second and third LANs coupled to the first
LAN, wherein the second and third LANs operate under the [P protocol,” citing Figure 5 and
column 7, lines 45-67 of Wilson. Appellants on page 19 of the Appeal Brief specifically
traversed this assertion and stated that Wilson does not teach or suggest this limitation.
Therefore, the Board is allowing the Examiner to attack a claim limitation with an individual
reference, but is apparently not permitting Appellants to traverse such an assertion by
specifically attacking that reference in an individual manner also. An applicant may specifically
challenge an obvious rejection by showing that the Board based its obviousness determination on
incorrect factual predicates. In re Rouffet at 1455. In the Appeal Brief, Appellants provided a
rebuttal as to how the Examiner was relying upon an incorrect factual predicate in support of his
rejection, but the Board improperly ignored such a rebuttal.

In summary, Appellants respectfully assert that the Board did not present a tull and
reasoned explanation of its decision in support of the Examiner’s rejections. In re Lee, 277 F.3d
1338 (Fed. Cir. 2002). Not only did the Board not reach a sound decision, but it failed to
articulate the reasons for that decision. Id. Therefore, Appellants respectfully assert that the
Examiner failed 1o present a prima facie case of obviousness, and the Board failed to properly
address the applicable statutes and case law in its review of this appeal.

Applicant believes that no fees are due at this time. However, should any further fees be
required, the Commissioner is authorized to charge such fees to Deposit Account No. 504410,

referencing Attomey Docket No. 21618-013001.
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INTRODUCTION
Appellants request rehearing of our Decision (“Decision”) mailed
April 23, 2012, wherein we affirmed the rejection of claims 1-6, 8, 9, 17-20,
22, 24- 34, 36-38, and 40 as being unpatentable over various combinations

of references.

ANALYSIS
In their Request for Rehearing, Appellants allege that the Board’s
Decision misapprehended or Appellants’ arguments (Req. 8-9).

ISSUE 1
35 US.C.§103(a): claims 1, 3,8, 9,17, 22, 24, 29, and 30
Claim 1
Appellants contend the references of Guy and Wilson cannot be
combined together “because the references had particular features that would
not lead one of ordinary skill in the art to the combination of the references”
(Req. 2). We disagree.

The Examiner relies upon Wilson as teaching or suggesting “first circuitry
for enabling a user of the first telecommunication device [coupled to the first
LAN] to observe/view a list of the plurality of telecommunications
extension” (which are coupled to the second LAN), and “second circuitry for
automatically calling one of the plurality of telecommunications extensions
in response to the user selecting one of the plurality of telecommunications

extensions from the observed list” (Ans. 4-5 and 11).

To justify combining reference teachings in support of a rejection it is
not necessary that a device shown in one reference can be physically
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inserted into the device shown in the other. /n re Griver, 53 CCPA
815,354 F.2d 377, 148 USPQ 197 (1966); In re Billingsley, 47 CCPA
1108, 279 F.2d 689, 126 USPQ 370 (1960). The test for obviousness
is not whether the features of a secondary reference may be bodily
incorporated into the structure of the primary reference; nor is it that
the claimed invention must be expressly suggested in any one or all of
the references. Rather, the test is what the combined teachings of the
references would have suggested to those of ordinary skill in the art.
In re Wood, 599 F.2d 1032, 202 USPQ 171 (CCPA 1979); In re
Passal, 57 CCPA 1151, 426 F.2d 828, 165 USPQ 720 (1970); In re
Richman, 57 CCPA 1060, 424 F.2d 1388, 165 USPQ 509 (1970); In
re Rosselet, 52 CCPA 1533, 347 F.2d 847, 146 USPQ 183 (1965).

In re Keller, 642 F.2d 413, 425 (CCPA 1981).

Here, Wilson teaches or suggests that an observer on one network can
observe a list of extensions in a second network (Ans. 3-4; Decision 5).
Thus, we agree with the Examiner that Appellants are arguing the references
individually. Additionally, although not relied upon, we agree with the
Examiner (Ans. 11) that Wilson teaches or at least suggests LAN/WAN
technology (see also, Fig. 4). (Note Appellants have indicated the WAN
may be several types of networks including a PSTN network (Spec. 6, 11. 4-
6; and Fig. 3).

Appellants argue the specific circuitry of Wilson (Req. 2-4); however,
the specific circuitry is not recited in claim 1. As both Wilson and Guy
teach or at least suggest the use of LANs and WANSs, we find an ordinary
artisan at the time of the invention would have had the skills to connect LAN
and WAN networks.

Appellants further argue Wilson does not teach “automatically”

calling a telecommunication extension in response to the user selecting one
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of the telecommunications extensions from the observed list (Req. 2-4). We
disagree with Appellants that Wilson does not teach or suggest this feature
as set forth in our Decision (Decision 5). Thus, given the teaching or at least
suggestion of Wilson to automatically dial a selected number, we conclude it
would have been obvious to an ordinary artisan at the time of the invention.
Moreover, consistent with the Examiner’s and our conclusion (Ans. 12-14;
Decision 5-6) and, further, going to the obviousness of such a feature at the
time of the invention, we find incorporating the feature — speed dialing —
would have been within the skills of an ordinary artisan at the time of the
invention.

Therefore, Appellants did not persuade us of error in the Examiner’s
findings and conclusions. Accordingly, consistent with the Examiner’s
conclusions, we agree one of ordinary skill in the art at the time of the
invention would have found it obvious to combine the technique of Wilson

into the system of Guy.

Claim 30

Appellants argue we considered only certain citations in the
Specification as showing the “means plus function” limitations (Req. 5).
However, the Examiner set forth the portions of Wilson and Guy that taught
the specific “means plus function” limitations (Ans. 3-5). We agree with the
Examiner that the cited prior art teaches or at least teaches the “means plus
function” structure for the recited limitations.

Appellants have not persuaded us that the Examiner was in error.

Indeed, Appellants did not articulate sufficient evidence or argument in their
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Appeal Brief as to why the Examiner’s mapping is in error. Instead,
Appellants merely argued the Examiner had not interpreted the “means for”
language.

Moreover, as we noted, the only indication by Appellants as to the
corresponding structure for the “means plus function” limitations disclosed
general structure (Decision 7; App. Br. 6-7). For example, Appellants set
forth “[aJutomatic dialing of the selected telephone destination and a
response to selection of one of the telephone destinations from a displayed
list is described on page 22, lines 4-24” (App. Br. 6-7). Thus, based on
Appellants’ citation, we found the “circuitry for automatically calling” to be
a key (Decision 7). We agree that this key only activates the automatic
dialing, however, in light of Appellants’ mapping, the structure disclosed
was limited to a key.

Now Appellants provide citations that encompass pages 16, line 21
through page 22, line 24 as disclosing the structure for the “means plus
function” limitations (Req. 5). However, even if we were to consider the
further citations, these portions disclose well-known elements such as a
Texas Instruments Model 54-2 DSP, an LCD display, and memory. Again,
Appellants have not specified the particular structure for each “means plus
function” limitation.

Therefore, In light of the record before us, Appellants have not

persuaded us of error in the Examiner’s findings and conclusions.
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Claim 2

Appellants argue the prior art, although teaching the Internet, does not
show that the prior art is operating under an IP protocol. Appellants merely
set forth conclusory statements (App. Br. 16). However, the Examiner
pointed to Guy as disclosing the Internet as an example of a WAN (Ans. 13-
15). Since the Internet operates using [P protocol and Guy teaches or at least
suggests LANs coupled to a WAN, we find Guy teaches or at least suggests
to an ordinary artisan at the time of the invention, communication among the
first and second LAN and the WAN uses an [P protocol.

Accordingly, Appellants have not persuaded us of error in our

findings and conclusions.

Claims 5 and 6
Appellants’ arguments were fully considered but were not persuasive
as we set forth in our Decision (Decision 9). Indeed, we conclude the
recited limitations would have been obvious to one of ordinary skill in the
art at the time of the invention. As such, we find Appellants’ assertions that

we overlooked the arguments for claims 5 and 6 unpersuasive

Claims 27 and 33
Appellants’ argument regarding claims 27 and 33 was that “[t]he
Examiner has not specifically addressed the limitations in Claims 27 and 33”
(App. Br. 20). The Examiner set forth specific findings regarding these
claims by providing specific citations to Guy (Ans. 3-4). The Examiner may

have made an abbreviated reference to the limitations; however, the cited
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portions fairly teach or suggest the specific limitations. Appellants provided
no additional arguments or evidence to persuade us otherwise. Thus, based
on our review, we are not persuaded of error in the Examiner’s findings and

conclusions.

Claim 4

Appellants, in their Appeal Brief, argued only that Wilson does not
teach or suggest “the list of plurality of telecommunications extensions is
played as audio to the user of the first telecommunications device” (App. Br.
21). As we set forth in our Decision (Decision 12), the Examiner is relying
on Stuntebeck as disclosing this limitation. Appellants did not present any
arguments or evidence regarding Stuntebeck. Moreover, Appellants’
argument as to why Wilson teaches away is unpersuasive. “A reference may
be said to teach away when a person of ordinary skill, upon reading the
reference, would be discouraged from following the path set out in the
reference, or would be led in a direction divergent from the path that was
taken by the applicant.” In re Gurley, 27 F.3d 551, 553 (Fed. Cir. 1994). “A
known or obvious composition does not become patentable simply because
it has been described as somewhat inferior to some other product for the
same use.” In re Gurley, 27 F.3d 551, 553 (Fed. Cir. 1994). It follows
Wilson does not teach away from an audio communication of the IP address.

Thus, Appellants have not persuaded us of error.
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Claims 36-38 and 40

Appellants have not persuaded us of error in our finding that the
combination of Wilson and Guy teach or at least suggest the invention as
recited in claim 36. Again we find Appellants are arguing the references
individually.

We also emphasize, as set forth by the Examiner, Wilson teaches or at
least suggests displaying a list of data in response to user input and in
response to another input, displaying a subset of that data (col. 7, 1. 45- col.
8, 1. 15). One of ordinary skill in the art would have had the skills at the
time of the invention to display the list of LANs (see, e.g., Wilson, Fig. 6
displaying a directory; see also Reply Br. 7 — Guy discloses transferring
across a WAN a server code of a remote network. (We find since a server
may act as a gateway to a LAN, providing a server code may indicate the
LAN. Displaying the received server codes in a list would have been within
the skills of an ordinary artisan)).

As to Appellants additional arguments (Rehearing 7-9), we are not
persuaded the Examiner was relying upon incorrect factual findings or that
the Examiner provided inadequate or flawed reasoning for the combination

of references.

DECISION
Accordingly, we have granted Appellants’ Request to the extent that
we have reconsidered the original Decision but have DENIED it with respect

to making any changes to the Decision.

REHEARING DENIED
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DETAILED ACTION

e The Board Decision of 4/23/2012 and Decision on Reconsideration of 8/1/2012
are acknowledged.

e The rejections of claims 1-6, 8, 9, 17-20, 22, and 24-34 have been affirmed.

e The rejections of claims 10, 23, and 35 have been reversed.

e C(laims 1,4, 17, 30, 32, and 36-38 have been amended as shown below,
substantially incorporating the limitations of the reversed claims, and are allowed.

e C(Claims 2, 3, 5, 6, 9, 18-20, 22, 33, and 34 as previously presented are also allowed
due to dependence from allowed claims.

e C(Claims 8, 10, 23-29, 31, and 35 are cancelled. Claims 7, 11-16, 21, and 39 have
been previously cancelled.

e Allowed claims 1-6, 9, 17-20, 22, 30, 32-34, and 36-38 have been renumbered

accordingly, as indicated on the Issue Classification Sheet.

The application has been amended as follows, as discussed with Kelly Kordzik on

10/23/2012:

In the Specification:

pg. 3, line 15, “FIGURES 9A-9C” has been changed to - - FIGURES 9A-9B - -

In the claims:

1. (currently amended) An information handling system comprising:

a first local area network ("LAN");
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a second LAN;
a wide area network ("WAN") coupling the first LAN to the second LAN;
a third LAN coupled to the first and second LANs via the WAN:

a first telecommunications device coupled to the first LAN;

a plurality of telecommunications extensions coupled to the second LAN;

the first LAN including first circuitry for enabling a user of the first
telecommunications device to observe a list of the plurality of telecommunications
extensions; [[and]]

the first LAN including second circuitry for automatically calling one of the
plurality of telecommunications extensions in response to the user selecting one of the
plurality of telecommunications extensions from the observed list, wherein the list of the
plurality of telecommunications extensions is stored in a server in the second LAN, and is
accessed by the first circuitry across the WAN; and

a plurality of telecommunications extensions coupled to the third LAN, the first

LAN including circuitry for enabling the user to select between observing the list of the

plurality of telecommunications extensions coupled to the second LAN or observing a list

of the plurality of telecommunications extensions coupled to the third LAN.

2. (original) The system as recited in claim 1, wherein communication among

the first LAN, second LAN, and WAN uses an IP protocol.

3. (original) The system as recited in claim 2, wherein the list of the plurality of
telecommunications extensions is displayed to the user of the first telecommunications

device.
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4. (currently amended) The system as recited in claim 1 Aninfermationhandling
cines

wherein the list of the plurality of telecommunications extensions is played as audio to

the user of the first telecommunications device.

5. (original) The system as recited in claim 3, wherein the first
telecommunications device is an IP telephone having a display for showing the list of the
plurality of telecommunications extensions, wherein the second circuitry includes a key
for enabling the user to tacitly selecting one of the plurality of telecommunications

extensions from the displayed list.

6. (original) The system as recited in claim 5, wherein the tactile selection of one
of the plurality of telecommunications extensions from the displayed list by the user
results in an initiation of a call from the first telecommunications device to the selected

one of the plurality of telecommunications extensions across the WAN.

7. (cancelled)
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8. (cancelled)

9. (currently amended) The system as recited in claim 1 [[8]], wherein the first
telecommunications device includes circuitry for enabling the user to scroll through the

displayed list of the plurality of telecommunications extensions deviees.

10. (cancelled)

11.-16. (cancelled)

17. (currently amended) An information handling system comprising:

a first local area network ("LAN") operating under an IP protocol;

a first IP telephone coupled to the first LAN, the first IP telephone having a
display and a set of keys for enabling a user to enter inputs;

a second LAN operating under the IP protocol;

second and third telephone extensions coupled to the second LAN;

a wide area network ("WAN") operating under the IP protocol coupling the first
LAN to the second LAN; [[and]]

a third LAN coupled to the first and second LANs via the WAN;

the first LAN including first circuitry for enabling a user of the first IP telephone
to view a list including the second and third telephone extensions, wherein the list is
stored in a server in the second LAN, and is accessed by the first circuitry across the
WAN; and

a plurality of telephone extensions coupled to the third LAN, the first LAN

including circuitry for enabling the user to select between viewing the list of the

telephone extensions coupled to the second LAN or viewing a list of the plurality of

telephone extensions coupled to the third LAN.

18. (original) The system as recited in claim 17, further comprising:
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the first LAN including second circuitry for automatically calling the second
telephone extension in response to the user selecting the second telephone extension from
the viewed list.

19. (original) The system as recited in claim 18, wherein selection of the second
telephone extension from the viewed list by the user is accomplished by selection of one
of the set of keys.

20. (original) The system as recited in claim 19, wherein the selection of one of
the set of keys results in an initiation of a call from the first IP telephone to the second
telephone extension across the WAN.

21. (cancelled)

22. (original) The system as recited in claim 17, wherein the first IP telephone

includes circuitry for enabling the user to scroll through the displayed list.

23. (cancelled)

24. (cancelled)

25. (cancelled)

26. (cancelled)

27. (cancelled)

28. (cancelled)

29. (cancelled)
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30. (currently amended) A telecommunications system comprising:

a first IP telephone coupled to a first IP server within a first LAN;

second and third telephone extensions coupled to a second IP server within a
second LAN;

a WAN coupling the first LAN to the second LAN, the first LAN, the second
LAN, and the WAN communicating using an IP protocol;

a third LAN coupled to the first and second LANs via the WAN;

means for displaying on the first IP telephone a list of telephone destinations
stored in the second IP server in response to selection of a first input on the first IP
telephone, wherein the list of telephone destinations is communicated from the second IP
server over the WAN to the first IP telephone; [[and]]

means for automatically dialing the selected one of the telephone destinations for
a communications link between the first IP telephone and the selected one of the
telephone destinations in response to selection of one of the telephone destinations from

the displayed list, wherein the selection of one of the telephone destinations from the

displayed list is performed in response to selection of a second input on the first IP

telephone by a user;

means for displaying on the first IP telephone a list of LANs coupled to the WAN,

including the second and third LLANSs; and

means for displaving the first list in response to selection of the second LAN from

the displayed list of LANSs.

31. (cancelled)

32. (currently amended) The system as recited in claim 30 [[31]], wherein the

first and second inputs are the same key button on the first IP telephone.

33. (original) The system as recited in claim 32, wherein the telephone

destinations include the second and third telephone extensions coupled to the second IP
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SErver.

34. (original) The system as recited in claim 32, wherein the telephone

destinations include telephones external to the system.

35. (cancelled)

36. (currently amended) A method comprising the steps of:

receiving a first touch input from a user on an IP telephone that is networked into
a first LAN operating under an IP protocol;

in response to receipt of the first touch input, displaying on a display on the IP
telephone a first list including second and third LANSs coupled to the first LAN, wherein
the second and third LANs operate under the IP protocol, wherein the first, second, and

third LANSs are coupled via a WAN;;

receiving a second touch input from the user on the IP telephone;
in response to receipt of the second touch input, displaying on the display on the
IP telephone a second list of telephone destinations accessible from the second LAN;
receiving a third touch input from the user on the IP telephone; [[and]]
in response to receipt of the third touch input, automatically dialing one of the
telephone destinations accessible from the second LAN for a communications connection
between the one of the telephone destinations and the IP telephone, wherein the step of
displaying on the display on the IP telephone the second list further includes the steps of:
sending a message from the first LAN to the second LAN requesting the
second list; and
receiving the second list from the second LAN to the first LAN;

receiving a fourth touch input from the user on the IP telephone; and

in response to receipt of the fourth touch input, displaying on the display on the IP

telephone a third list of telephone destinations accessible from the third AN, wherein

the step of displaying on the display on the IP telephone the third list further includes the

steps of:
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sending a message from the first LAN to the third LAN requesting the

third list; and

receiving the third list from the third LAN to the first LAN.

37. (currently amended) The method as recited in claim 36, before the step of
receiving the second touch input, further comprising the steps of: receiving a fifth feurth
touch input from the user on the IP telephone; and in response to receipt of the fifth

fourth touch input, scrolling through the first list.

38. (currently amended) The method as recited in claim 37, before the step of
receiving the third touch input, further comprising the steps of: receiving a sixth fifth
touch input from the user on the IP telephone; and in response to receipt of the sixth fifth

touch input, scrolling through the second list.

39. (cancelled)

40. (cancelled)

Conclusion
Any inquiry concerning this communication or earlier communications from the
examiner should be directed to GREGORY SEFCHECK whose telephone number is
(571)272-3098. The examiner can normally be reached on Monday-Friday, 7:30am-
4:00pm.
If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Chirag Shah can be reached on 571-272-3144. The fax phone number for the

organization where this application or proceeding is assigned is 571-273-8300.
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Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR. Status
information for unpublished applications is available through Private PAIR only. For
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you
have questions on access to the Private PAIR system, contact the Electronic Business
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO
Customer Service Representative or access to the automated information system, call

800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Gregory B Sefcheck/
Primary Examiner, Art Unit 2477
10-23-2012
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