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I. Mandatory Notices under 37 C.F.R. § 42.8 

Pursuant to 37 C.F.R. § 42.8, the patent owner, Omni MedSci, Inc. (“Patent 

Owner”), submits the following Mandatory Notices in response to the Petition for 

Inter Partes Review of U.S. Patent No. 10,517,484 (“the ‘484 Patent”). 

A. Real Party-In-Interest - 37 C.F.R. § 42.8(b)(1) 

Patent Owner certifies that Omni MedSci, Inc. is the real party-in-interest in 

this proceeding. 

B. Related Matters - 37 C.F.R. § 42.8(b)(2) 

1. Related Litigation 

The ’484 patent has been asserted in the following litigation:  

• Omni MedSci, Inc. v. Apple Inc., Action No. 2-20-cv-00563-YGR 

(N.D. Cal.) (pending); and  

Patents in the same patent family as the ‘484 patent have been asserted in the 

following litigations:  

• Omni MedSci, Inc. v. Apple Inc., Action No. 2-18-cv-00429-RWS 

(E.D. Tex.) (terminated).  

• Omni MedSci, Inc. v. Apple Inc., Action No. 2-19-cv-05924 (N.D. 

Cal.) (pending).  

• Omni MedSci, Inc. v. Apple Inc., Action No. 2-18-cv-00134-RWS 

(E.D. Tex.) (terminated). 
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• Omni MedSci, Inc. v. Apple Inc., Action No. 4-19-cv-05673 (N.D. 

Cal.) (pending).  

• Omni MedSci, Inc. v. Apple Inc., Action No. 21-1229 (CAFC) 

(pending). 

2. Patent Office Proceedings 

The ’484 patent is not subject to any other proceedings before the Office. 

Patents in the same patent family as the ‘484 patent have been subject to 

multiple inter partes review (IPR) proceedings: 

• IPR2019-00913 (institution denied) and IPR2019-00916 (Final 

Written Decision, Appeal pending), both filed by Apple;  

• IPR2019-00910 (institution denied) and IPR2019-00917 

(terminated via settlement), both filed by Apple;  

• IPR2019-00911 (institution denied) and IPR2019-00914 

(terminated via settlement), both filed by Apple;  

• IPR2019-00912 (terminated) and IPR2019-00915 (terminated via 

settlement), both filed by Apple;  

• IPR2020-00029 (terminated via settlement);  

• IPR2020-00175 (pending); and  

• IPR2020-00209 (terminated via settlement).  
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C. Lead and Back-Up Counsel - 37 C.F.R. § 42.8(b)(3) 

The Patent Owner identifies the following lead and back-up counsel: 

Lead Counsel 

Thomas A. Lewry (Reg. No. 30,770) 

BROOKS KUSHMAN P.C. 

1000 Town Center, 22nd Floor 

Southfield, MI 48075 

Telephone (248) 358-4400 

Facsimile (248) 358-3351 

First Back-Up Counsel 

John S. LeRoy (Reg. No. 48,158) 

BROOKS KUSHMAN P.C. 

1000 Town Center, 22nd Floor 

Southfield, MI 48075 

Telephone (248) 358-4400 

Facsimile (248) 358-3351 

Back-Up Counsel 

John M. Halan (Reg. No. 35,534) 

Christopher C. Smith (Reg. No. 59,669) 

Andrew B. Turner (Reg. No. 63,121) 

BROOKS KUSHMAN P.C. 

1000 Town Center, 22nd Floor 

Southfield, Michigan 48075 

Telephone (248) 358-4400 

Facsimile (248) 358-3351 

 

Pursuant to 37 C.F.R. § 42.10(b), an appropriate Power of Attorney is filed 

concurrently. 

D. Service Information - 37 C.F.R. § 42.8(b)(4) 

Service information for lead and back-up counsel is provided in the 

designation of lead and back-up counsel above. Patent Owner consents to service by 

email at the following email address:  OMSC0119IPR1@brookskushman.com. 
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      Respectfully submitted, 

Dated:     February 2, 2021   

  /Thomas A. Lewry/   

Thomas A. Lewry (Reg. No. 30,770) 

John S. LeRoy (Reg. No. 48,158) 

John M. Halan (Reg. No. 35,534) 

Christopher C. Smith (Reg. No. 59,669) 

Andrew B. Turner (Reg. No. 63,121) 

BROOKS KUSHMAN P.C. 

1000 Town Center, Twenty-Second Floor 

Southfield, Michigan 48075 

Telephone:  (248) 358-4400 

 

Attorneys for Omni MedSci, Inc. 
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