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I. INTRODUCTION

Petitioner submits this Reply to Patent Owner’s Corrected Response,! Paper
38 (“Response” or “Resp.”) in the inter partes review of U.S. Patent No. 8,265,096
(“the *096 Patent). The Response consists almost entirely of verbatim repetition of
the arguments in Patent Owner’s Preliminary Response (“Preliminary Response” or
“Prelim. Resp.”), which the Board already considered and largely rejected in issuing
its Decision Granting Institution of Inter Partes Review. See Paper 14 (“Institution
Decision” or “I.D.”). The only passages containing substantive new content in the
Response over the Preliminary Response are: 1) additional paragraphs relying on a
supplemental declaration from Dr. Vojcic to argue that Talukdar is not prior art
(Resp. at 28-33); and 2) a paragraph arguing that Dr. Roy’s declaration should be
accorded no weight (Resp. at 34). Patent Owner’s additional argument regarding
the prior art status of Talukdar fails because it does not apply the correct standard
for written description required to support an earlier priority date, and does not even
attempt to show possession within the disclosure of the provisional application. See
Ariad Pharm., Inc. v. Eli Lilly and Co., 598 F.3d 1336, 1352 (Fed. Cir. 2010) (en

banc) (“the specification must describe an invention understandable to that skilled

! Patent Owner filed a Corrected Response on Feb. 17, 2022 to replace the

Response it filed on Dec. 7, 2021 as Paper 28.
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