
CISCO EXHIBIT 1003 
Page 1 of 455

PTO/SB/05 (03-01) 
Approved for use through 10/31/2002. 0MB 0651-0032 

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid 0MB control number. 

On/ 

UTILITY 
PATENT APPLICATION 

TRANSMITTAL 

APPLICATION ELEMENTS 

See MPEP chapter 600 concerning utility patent application contents. 

1 0 
2.0 
3.0 

Fee Transmittal Form (e.g., PTO/SB/17) 
(Submit an original and a duplicate for fee processing) 

Applicant claims small entity status. 
See 37 CFR 1.27. 

Specification [Total Pages ~ ] 
(preferred arrangement set forth below) 

- Descriptive title of the invention 
- Cross Reference to Related Applications 
- Stat~ment Regarding Fed sponsored R & D 
- Ref&rence to sequence listing, a table, 

or a computer program listing appendix 
- _Background of the Invention 
~ Brief Summary of the Invention 
- Brief Description of the Drawings (if filed) 
- Detailed Description 

f 

-Claim(s) 
- Abstract of the Disclosure 

4. 0 Drawing(s) (35 U.S.C. 113) [ Total Sheets ~ 
5. Oath or Declaration [ Total Pages EJ 

a. 

b. 

Newly executed (original or copy) 
Copy from a prior application (37 CFR 1.63 (d)) 
(for continuation/divisional with Box 18 completed) 

i. D DELETION OF INVENTOR(S) 
Signed statement attached deleting inventor(s) 
named in the prior application, see 37 CFR 
1.63(d)(2) and 1.33(b). 

· 6. @ Application Data Sheet. See 37 CFR 1.76 

Attorne Docket No. 16312-P006P 1 

First Inventor Eric G. Suder 

Title 
Phone Directory in a Voice Over IP Telephone Syste 

EV 356830903 US 

Assistant Commissioner for Patents 
ADDRESS TO: Box Patent Application 

Washington, DC 20231 

7. D CD-ROM or CD-R in duplicate, large table·or 
Computer Program (Appendix) ~ 

8. Nucleotide and/or Amino Acid Sequence Submissi~r-
(if applicable, all necessary) -~ 

a. D Computer Readable Form (CRF) fl!~ 
b. Specification Sequence Listing on: ~er 

ca­
~~ i. 0 CD-ROM or CD-R (2 copies); or °'~ 

ii. D paper ~ 
c. D Statements verifying identity of above copies 

ACCOMPANYING APPLICATION PARTS 
9. V Assignment Papers (cover sheet & document(s)) • 37 CFR 3.73(b) Statement r.:;i Power of_ 

1 O. (when there is an assignee) l..!:J Attorney 

11D 

12.D 

13.• 
14.0 

English Translation Document (if applicable) 

Information Disclosure D Copies of IDS 
Statement (IDS)/PTO-1449 Citations 

Preliminary Amendment 

Return Receipt Postcard (MPEP 503) 
(Should be specifically itemized) • Certified Copy of Priority Document(s) 

15. (if foreign priority is claimed) 

16.• 
17.• 

Nonpublication Request under 35 U.S.C. 122 
(b)(2)(B)(i). Applicant must attach form PTO/SB/35 
or its equivalent. 
Other: ···········--·················--·· 

18. If a CONTINUING APPLICATION, check appropriate box, and supply the requisite information below and in a preliminary amendment, 
or in an Application Data Sheet under 37 CFR 1. 76: 

09 I 775,018 D Continuation D Divisi~nal ~ Continuation-in-part(CIP) of prior application No · 

Prior application informaoon. Examiner: not yet assigned Group Art Unit: _2~6~6_1 __ _ 
For CONTINUATION OR DIVISIONAL APPS only: The entire disclosure of the prior application, from which an oath or declaration is supplied under 
Box Sb, is considered a part of the disclosure of the accompanying continuation or divisional application and is hereby incorporated by reference. 
The incorporation can only be relied upon when a portion has been inadvertently omitted from the submitted application parts. 

@ Customer Number or Bar Code Label 

Name 

Address 

City 

Country· 

Name (Print/Type) 

Signature 
Burden Hour Statement: This form is e 
the amount of time you are required 
20231. DO NOT SEND FEES OR 
Washington, DC 20231. 

D Correspondence address below 

State· Zip Code 

Fax 

Registration No. (Attorney/Agent) 36,571 

Date 05/29/2003 
.2 hour complete. Time will vary depending upon the needs of the individual case. Any comments on 

Is form uld be sent to the Chief Information Officer, U.S. Patent and Trademark Office, Washington, DC 
S TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents, Box Patent Application, 



CISCO EXHIBIT 1003 
Page 2 of 455

\ 

PTO/SB/17 (01-03) 
Approved for use through 04/30/2003. 0MB 0651-0032 

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 

Under the Paoerwork Reduction Act of 1995 no oersons are reauired ta resoond to a collection of information unless ii disolavs a valid 0MB control number. 

r Complete if Known " FEE TRANSMITTAL Application Number 

for FY 2003 Filing Date 

First Named Inventor Eric G. Suder 
Effective 01/01/2003. Patent fees are subject to annual revision. 

0 Applicant claims small entity status. 
Examiner Name 

See 37 CFR 1 .27 

I($) 763.oo 
Art Unit 

\.. TOTAL AMOUNT OF PAYMENT Attorney Docket No. 16312-P006P1 _,J 

METH OD OF PAYMENT (check all that apply) FEE CALCULATION (continued) 

l.!'.:.ICheck D Credit card • Money o Other • None 3. ADDITIONAL FEES 
Order 

D Deposit Account: 
Larae Entitv Small Entitv 

Fee Fee Fee Fee Fee Description 
Deposit I I Code ($) Code ($) ,=,,.,,, Pain 

Account 1051 130 2051 65 Surcharge - late filing fee or oath 
Number 
Deposit I I 1052 50 2052 25 Surcharge - late provisional filing fee or 
Account cover sheet 
Name 1053 130 1053 130 Non-English specification 

The Commissioner is authorized to: (check all that apply) 

Ocharge fee(s) indicated below O Credit any overpayments 
1812 2,520 1812 2,520 For filing a request for ex parte reexamination 

Ocharge any additional fee(s) during the pendency of this application 
1804 920* 1804 920* Requesting publication of SIR prior lo 

Examiner aclion 

Ocharge fee(s) indicated below, except for the filing fee 1805 1,840* 1805 1,840* Requesting publication of SIR after 

to the above-identified deposit account. Examiner action 

FEE CALCULATION 1251 110 2251 55 Extension for reply within first month 

1. BASIC FILING FEE 
1252 410 2252 205 Extension f~_r reply wtthin second month 

Large Entity Small Entity 1253 930 2253 465 Extension for reply within third month 

Fee Fee Fee Fee Fee Descri[!tion Fee Paid 1254 1,450 2254 725 Extension for reply within fourth month 
~oae (~) ... ode(~) 

1001 750 2001 375 Utility filing fee 

§ 
1255 1,970 2255 985 Extension for reply within ~fth month 

1_002 330 2002 165 Design filing fee 1401 320 2401 160 Notice of Appeal 

1003 520 2003 260 Plant filing fee 1402 320 2402 160 Filing a briefin.support of an appeal 

1004 750 2004 375 Reissue filing fee 1403 280 2403 140 Request for oral hearing 

1005 160 2005 80 Provisional filing fee 1451 1,510 1451 1,510 Petition lo instttute a public use proceeding 

SUBTOTAL (1) I($) 375.00 I 1452 110 2452 55 Petition to revive - unavoidable 

1453 1,300 2453 650 Petttion to revive - unintentional 

2. EXTRA CLAIM FEES FOR UTILITY AND REISSUE 1501 1,300 2501 650 Utility issue fee (or reissue) 
Fee from 

Extra Claims a Fee Paid 1502 470 2502 235 Design issue fee 

Total Claims @[:J -20** = !EC] X ~ 1503 630 2503 315 Planl issue fee 
Independent IL:] _3••=E:Jx~~ 130 Petitions lo the Commissioner Claims 1460 130 1460 
Multiple Dependent [IT[:]~ 1807 50 1807 50 Processing fee under 37 CFR 1.17(q) 

Larae Entitv Small Entitv 1806 180 1806 180 Submission of Information Disclosure Slmt 
Fee Fee Fee Fee Fee Descri(!tion 

40 
Recording each patent assignment per 

Code ($) Code($) 8021 40 8021 40.00 

1202 18 2202 9 Claims in excess of 20 
property (times number of properties) 

1809 750 2809 375 Filing a submission after final rejection 

1201 84 2201 42 Independent claims in excess of 3 (37 CFR 1.129(a)) 

1203 280 2203 140 Multiple dependent claim, if not paid 1810 750 2810 375 For each additional invention lo be 

1204 84 2204 42 •• Reissue independent claims 
examined (37 CFR 1.129(b)) 

over original patent 1801 750 2801 375 Request for Continued Examination (RCE) 

1205 18 2205 9 •• Reissue claims in excess of 20 1802 900 1802 900 Request for expedited examination 

and over original patent of a design application 

SUBTOTAL(2) ~/:_.,;.~ /I Other fee (specify) 

•Reduced by Basic Filing Fee Paid !($) 40.00 
**Or number oreviouslv paid, if greater; F~issl.lf1t'f, see aboik SUBTOTAL (3) 

SUBMITTED BY ./ //' / (Complete (if applicable) 

Name (Prinftrype) I Kelly ryi<.9r# ___{ J 
I Registration No. 136,571 I Telephone 

Signature I I .n--- / / I Date I s:2912003 

WARN
1
:t!torm~~m may become public. Credit card information should not 

be incl de on this o ovide credit card information and authorization on PTO-2038. 

Th• w,ee,o, of ofmma,;o, ;, "'"''"' I U7 ,od f .27. The ITTfmmafo, ,, "'"''"' '" """" m ""'" a beaem by Iha poS,0-wMrn • ,o file (aml by 'ho 
USPTO to process) an application. Confide 1ality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes lo complete, 

including gathering, preparing, and submitli the completed application form lo the USPTO. nme will vary depending upon the individual case. Any comments on 

the amount of time you require to complel this form and/or suggestions for reducing this burden, should be sent to the Chief Information Office_r, U.S. Patent and 

Trademark Office, U.S. Department of C mmerce, Washinglon, DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: 

Commissioner for Patents, Washingto , DC 20231. 

/!you need assistance in completing the fo,m, call 1-800-PTO-9199 (1-800-786-9199) and select option 2. 



CISCO EXHIBIT 1003 
Page 3 of 455

16312-P006Pl 

PHONE DIRECTORY IN A 
VOICE OVER IP TELEPHONE SYSTEM 

CROSS REFERENCE TO RELATED APPLICATIONS 

This application for patent is a continuation-in-part application of U.S. Patent 

5 Application Serial No. 09/775,018, entitled "QUALITY OF SERVICE IN A VOICE 

OVER IP TELEPHONE SYSTEM." 

This application for patent is related to the following patent applications: 

Serial No. 10/072,343; entitled "QUALITY OF SERVICE IN A REMOTE 

TELEPHONE"; 

10 Serial No. 10/041,332; entitled "SERVICE OBSERVING IN A VOICE 

OVER IP TELEPHONE SYSTEM"; and 

Serial No. 10/210,902; entitled "VOICE MAIL IN A VOICE OVER IP 

TELEPHONE SYSTEM"; which are all hereby incorporated by reference herein. 

15 TECHNICAL FIELD 

The present invention relates in general to information processing systems, 

and in particular, to the use of Voice over IP technology to transmit voice 

conversations. 

20 BACKGROUND INFORMATION 

Voice over IP ("VoIP") is a relatively recent development that is utilized to 

transmit voice conversations over a data network using the Internet Protocol ("IP"). 

Such a data network may be the Internet or a corporate intranet, or any IP network. 

There are several potential benefits for moving voice over a data network using IP. 

25 First, there is a savings in money compared to the need to use traditional tolled 

telecommunications networks. Additionally, Voice over IP enables the management 
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of voice and data over a single network. And, with the use of IP phones, moves, adds 

and changes are easier and less expensive to implement. Moreover, additional and 

integrated new services, including integrated messaging, bandwidth on demand, voice 

e-mails, the development of "voice portals" on the Web, simplified setting up and 

5 tearing down, and transferring of phone calls are capable. 

Using Voice over IP technology, phone systems can communicate with each 

other over existing IP data networks typically present between remote offices. This 

feature alone can eliminate the need for expensive, dedicated circuits between 

facilities. The shared bandwidth can also be used for voice calls and data 

10 communication simultaneously; no bandwidth is dedicated to one or the other. 

Another advantage of a Voice over IP system is the ability to implement a 

phone system over an existing data network that is already connecting workstations 

within a local area network, such as over an Ethernet. An Ethernet operates over 

twisted wire and over coaxial cable for connecting computers, printers, workstations, 

15 terminals, servers, etc., within the same building or a campus. The Ethernet utilizes 

frame packets for transmitting information. Voice over IP can utilize such packet 

switching capabilities to connect IP phones onto the Ethernet. 

- 2 -
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BRIEF DESCRIPTION OF THE DRAWINGS 

For a more complete understanding of the present invention, and the 

advantages thereof, reference is now made to the following descriptions taken in 

conjunction with the accompanying drawings, in which: 

FIGURE 1 illustrates an information processing system; 

FIGURE 2 illustrates a wide area network ("WAN"); 

FIGURE 3 illustrates another embodiment of a wide area network 

configuration; 

FIGURE 4 illustrates a block diagram of a configuration of an embodiment of 

10 the present invention; 

15 

FIGURE 5 illustrates a block diagram of a network card; 

FIGURE 6 illustrates a block diagram of main processing board; 

FIGURE 7 illustrates a block diagram of a peripheral card; 

FIGURE 8 illustrates a block diagram of a telephony device; 

FIGURES 9A - 9C illustrate a flow diagram of call processing over a 

configuration in accordance with the present invention; 

FIGURE 10 illustrates a message flow diagram corresponding to an 

embodiment of the present invention; 

FIGURE 11 illustrates a flow diagram m accordance with the present 

20 invention; 

25 

FIGURE 12 illustrates a message flow diagram in accordance with the present 

invention; 

FIGURE 13 illustrates functions implemented in the processing means of the. 

main board; 

FIGURE 14 illustrates a message flow over a WAN; and 

- 3 -
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FIGURES 15-18 illustrate flow diagrams for programming a special purpose 

key on a telephone in accordance with an embodiment of the present invention. 

-4-
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DETAILED DESCRIPTION 

In the following description, numerous specific details are set forth such as 

specific network configurations, network devices, types of multimedia traffic, etc. to 

provide a thorough understanding of the present invention. However, it will be 

5 obvious to those skilled in the art that the present invention may be practiced without 

such specific details. In other instances, well-known circuits have been shown in 

block diagram form in order not to obscure the present invention in unnecessary 

detail. For the most part, details concerning timing considerations and the like have 

been omitted in as much as such details are not necessary to obtain a complete 

IO understanding of the present invention and are within the skills of persons of ordinary 

skill in the relevant art. 

15 

Refer now to the drawings wherein depicted elements are not necessarily 

shown to scale and wherein like or similar elements are designated by the same 

reference numeral through the several views. 

FIGURE I illustrates an information processing system configured in 

accordance with the present invention. FIGURE 1 essentially illustrates a local area 

network ("LAN"), which in one configuration could be implemented with an Ethernet 

protocol. However, the present invention is not limited to use with any particular data 

transfer protocol. Workstation PC 106, network hub 103 and server 104 coupled to 

20 each other illustrate a typical LAN configuration where data is communicated 

between the workstation 106 and the server 104. Naturally, other workstations and 

servers could also be coupled to the LAN through hub 103, including the use of 

additional hubs. Hub 103 may be a 10 Base T or 10/100 Base T Ethernet hub. In an 

alternative embodiment, the hub 103 and server 104 may be implemented in the same 

25 data processing system. Herein, the term "workstation" can refer to any network 

device that can either receive data from a network, transmit data to a network, or 

both. 

- 5 -
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To add in the voice communication capabilities, an IP multimedia server 101 

is coupled to hub 103 and an IP telephony device 105 is connected between the 

workstation 106 and the hub 103. Workstation 106 may be optional. The IP 

multimedia server 101 is coupled to a central office ("CO") 102 so that telephony 

5 device 105 can communicate to other telecommunications networks, such as the 

public switched telephone network ("PSTN"). Naturally, additional IP telephony 

devices 105 can be coupled to hub 103, including having workstations coupled to hub 

103 through such IP telephony devices. Further details on multimedia server 101 and 

IP telephony device 105 are described below. An IP telephone, or telephony device, 

10 is any apparatus, device, system, etc., that can communicate multimedia traffic using 

IP telephony technology. IP telephony is defined within Newton's Telecom 

Dictionary, Harry Newton, Sixteenth Edition, page 454, which is hereby incorporated 

by reference herein. Information, or data, on the network includes both the voice and 

data information, and any other multimedia traffic. However, an IP telephone is not 

15 limited to the configurations described herein. For example, all of the functionality of 

the present invention can be implemented in a workstation. 

FIGURE 2 illustrates how the information processing system of the present 

invention as noted above with respect to FIGURE 1 can be implemented across a 

wide area network ("WAN") 201 where the multimedia server 101 of FIGURE 1 is 

20 coupled to another multimedia server 202 across LAN 201. Note that the other items 

described above in FIGURE 1 have been omitted in FIGURE 2 for the sake of 

simplicity. 

FIGURE 3 illustrates further detail of a configuration of the present invention 

over a WAN 201. Note that such a WAN may implement the IP protocol, and could 

25 be a public WAN, such as the Internet, a private data network, an intranet, a Virtual 

Private Network ("VPN"), or any external network. 

FIGURE 3 illustrates an exemplary system where WAN 201 couples an 

information processing system 301 in Dallas, Texas to another information 

- 6 -
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processing system 302 in Detroit, Michigan, while also permitting a remote system 

303 to couple to both systems 301 and 302 through WAN 201, such as from a 

telecommuter's home. 

System 301 is similar to the system described above with respect to 

5 FIGURE 1. System 301 is coupled to WAN 201 through router 304. 

System 302 is similar to system 301 with the exception that a data server is 

not implemented within system 302. Router 305 is similar to router 304, multimedia 

server 306 is similar to multimedia server 101, hub 307 is similar to hub 103, IP 

telephony device 308 is similar to IP telephony device 105, and workstation 309 is 

10 similar to workstation 106. 

Remote system 303 is coupled to WAN 201 using a modem 310, such as a 

cable modem or an ADSL (asymmetric digital subscriber line) modem. A NAT 

(Network Address Translation) route.r/hub 311 then couples a workstation PC 312 

and an IP telephony device 313 to the modem 310. Not only can data be transferred 

15 across WAN 201 between systems 301-303, but also any one of telephony devices 

105, 308 and 313 can communicate with each other and with the PSTN (not shown) 

over CO lines coupled to either of systems 301 and 302. 

FIGURE 4 illustrates further details of system 301. As noted above, system 

301 is coupled to WAN 201 through IP router 304, which is coupled by line 413 to 

20 Ethernet hub 103. Ethernet hub 103 is connected by line 414 to fast Ethernet 

telephony device 105, which is coupled by line 415 to workstation 106. Ethernet 

hub 103 is coupled to IP network card 402 by connection 416, which may be a 10/100 

Base T connector. 

Multimedia server 101 is comprised of main board 401, network card 402, 

25 hard drive 403, backplane 404 and peripheral cards 405. Network card 402 is further 

discussed below in more detail with respect to FIGURE 5. Network card 402 is 

coupled by ribbon cable 409 to main board 401, which is further described below in 

- 7 -
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more detail with respect to FIGURE 6. Multimedia server 101 is powered through 

power pack 407. IDE (Integrated Drive Electronics) HDD (hard disk drive) 403 is 

coupled by ribbon cable 410 to network card 402 and main board 401, while network 

card 402 is coupled to backplane 404 through ribbon cable 411. Backplane 404 

5 provides capacity for several peripheral cards (P-cards) 405, which are of a typical 

configuration for enabling a telephone system to connect to a central office (CO), Tl 

lines, analog central office trunks and analog telephones 406. Alternatively, ribbon 

cable 411 could be coupled to one of the peripheral cards 405 directly. 

Referring next to FIGURE 5, there is illustrated a block diagram of network 

10 card 402. Network card 402 is responsible for communicating with all IP telephones, 

remote telephones and remote sites via a 10/100 Base T connection. The higher-level 

communication protocol used may be a standard UDP/IP (User Datagram 

Protocol/Internet Protocol) protocol, or any other packet switching protocol. In 

addition, network card 402 communicates with the main board 401 for overall system 

15 control. Network card 402 has effectively replaced individual electronic key 

telephone circuits with a single Ethernet interface, and network card 402 now acts as 

the central distribution point for all peripheral cards 405, which can plug into 

backplane 404. 

Ribbon cable 410 from hard drive 403 is received at I/0 501 coupled to bus 

20 502. Bus 502 is coupled to ECP (Enhanced Call Processing) microcontroller 503, 

DRAM 504, DSPs 505 and 506, DSP farm expansion connector 507, digital 

cross-point switch 509, and I/0 and buffers 512. ECP 503 is a microcontroller 

responsible for overall communications between network card 402 and main board 

401. ECP 503 directly interfaces the DSPs 505, 506 via the host port interface. The 

25 host port interface is a parallel (8 bit) interface between the DSPs and the host 

processor. This interface can be used to directly manipulate the DSP memory by a 

host processor. I/0 501 is a mail box type parallel communication channel, which is 

multiplexed between communication with the IDE disk drive 403 and I/0 

- 8 -



CISCO EXHIBIT 1003 
Page 11 of 455

16312-P006Pl 

501 allowing direct control for functions such as firmware download and message 

passing. ECP 503 is based on a 16-bit Hitachi H8 family processor with built-in flash 

memory. 

DSPs 505 and 506 can be implemented using Texas Instrument 5410 DSPs 

5 that perform packet encoding/decoding, jitter buffer management and UDP/IP 

protocol stacked functions. DSPs 505, 506 are connected to an external SRAM 511 

and ASIC (FPGA) 513 that performs a PCI bridge function between bus 508 and 

bus 514, which is coupled to connectors 517 and 416 via 10/100 MAC/PHY 

devices 515 and 516. DSPs 505, 506 communicate with peripherals 405 via bus 502. 

10 DSP firmware is downloaded via the host port interface 501. I/0 501 allows 

communication with the main board 401 and the hard drive 403. Additionally, EPC 

503 can directly control a daughter card containing additional DSPs through 

expansion connector 507 for functions such as speech compression. 

Digital cross-point switch 509 is used to connect system voice conversations 

15 as needed between peripherals. Main board 401 houses the master cross-points with 

616 discussed below with respect to FIGURE 6. The peripheral cards 405 share a 

pool of 160 time slots. Cross-point switch 509 is primarily responsible for connecting 

the packet-switched voice connections of the IP telephones or remote systems to the 

circuit switchboard. The FPGA/PCI bridge 513 performs the functions required to 

20 connect the 10/100 Base T Ethernet MAC/PHY devices 515, 516. Since devices 

515, 516 are designed to communicate via a standard PCI bus 514, the FPGA 513 

implements a minimal PCI bus implementation. In addition, the FPGA 513 

implements I/0 latches and buffers as required. 

The 10/100 Base T devices 515, 516 are stand-alone Ethernet devices, which 

25 perform the media access control ("MAC") and the PHY sical layer functions in a 

single, low-cost chip. Devices 515, 516 communicate to the host processor via a 

standard PCI bus 514, and communicate to the network via a pulse transformer 

coupled RJ-45 connection 517,416. These devices contain FIFOs to minimize lost 

- 9 -
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packets during traffic peaks. Per the PCI bus mastering specification, devices 515, 

516 take control of the DSP bus and DMA data directly to SRAM 511. Conversely, 

the DSP 505, 506 writes data to be sent into the SRAM 511 and the devices 515, 516 

DMA data via the PCI bus 514 to the network (LAN). 

Referring next to FIGURE 6, there is illustrated, in block diagram form, main 

board 401 for integrating call processing and voice processing using a single 

processing means, which in this example is one microprocessor 601. Micro­

processor 601, which may be a Motorola 68000 class microprocessor, communicates 

with hard disk 607 using driver circuitry 602. Bard disk 607 stores program data 

10 (such as programs run under the present invention), voice prompts, voice mail 

messages, and all other types of speech used within main board 401. 

Microprocessor 601 also includes watchdog timer 603 and real-time clock 

source 604. 

Microprocessor 601 is coupled via bus 608 to flash memory 605 and dynamic 

15 random access memory ("DRAM") 606. Flash memory 605 is used to store bootstrap 

data for use during power up of main board 401. DRAM 606 stores the program 

accessed by microprocessor 601 during operation of main board 401. 

Bus 608 also couples microprocessor 601 to signal processing circuitry, which 

in this example is digital signal processor ("DSP") 615. Digital signal processor 615 

20 implements a number of functions traditionally implemented by discrete analog 

components. 

Referring next to FIGURE 13, there are illustrated some of the primary 

functions implemented in DSP 615. DTMF receivers 1301 are implemented using 

frequency domain filtering techniques. DTMF receivers 1301 detect all 16 standard · 

25 DTMF (touch-tone) digits. Automatic gain control ("AGC") 1302 is a closed-loop 

gain control system, which normalizes received audio levels during recording. 

Recording buffers 1303, which are coupled to AGC 1302, receive and store speech 

samples after they have passed through AGC block 1302. These speech samples are 

- 10 -
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converted to µ-law PCM (Pulse Code Modulation) and double buffered (several 

samples per buffer). Microprocessor 601 copies the record data out of DSP 

buffers 1303 into RAM buffers (not shown), which are located in the 

microprocessor 601 data RAM area. Fax tone detector 1304 is implemented using 

5 frequency domain filtering techniques. Fax tone detector 1304 detects the 

standard ll00 Hz FAX CNG tone (also referred to as the Calling Tone). Caller ID 

modems 1305 are 1200 baud FSK modems similar to Bell 202-type modems. Caller 

ID modems 1305 are implemented as a frequency discriminator where a time delayed 

(quadrature) signal is multiplied by the original signal, low pass filtered, then sliced, 

10 which produce the square wave caller ID data stream. Call processing tone 

generators 1307 are free running oscillators, which generate the appropriate tones 

( and tone pairs) which make up the industry standard call processing tones. These 

tones include: 

15 

dial tone 

busy/reorder tone 

ring back tone 

single frequency (440 Hz) tone 

DTMF dialer tones 

Play buffers 1308 replay data from hard disk 607 through microprocessor 601 and 

20 place this play data in buffers 1308. This data is converted from an 8-bit µ-law PCM 

signal to 14-bit linear data. Conference bridges 1306 allow multiple conference 

bridges to mix together conferees into a multi-party conference. These conferees may 

be a mixture of inside and outside parties. A combination of "loudest speaker" and 

"summing" is utilized. 

25 Returning to FIGURE 6, DSP 615 communicates with microprocessor 601 via 

a host interface port ("HIP") via bus 608. The HIP link supports a command-based 

protocol, which is used to directly read or write DSP memory locations. DSP 615 is a 

- 11 -
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RAM-based part and has its program downloaded from microprocessor 601. Once 

downloaded and running, microprocessor 601 (the host) polls for events or receives 

interrupts indicating that data is available. DSP 615 speech connections are made 

over an industry standard 32-time slot, 2.048 megabits per second (Mb/s) digital 

5 serial link 618. Link 618 occupies one of the digital highways implemented by 

digital cross-point matrix 616. Each service of DSP 615 occupies a single time slot. 

For example, DTMF receiver 1 occupies time slot O while conference bridge 

circuit 12 occupies time slot 31. 

Digital cross-point matrix 616 is also coupled to bus 608 and operates to 

10 connect any voice path to any other voice path. Digital cross-point matrix 616 is a 

VLSI (Very Large Scale Integration) integrated circuit. An example of digital 

cross-point matrix 616 is manufactured by MITEL Semiconductor Corporation as 

part No. 8980. Digital cross-point matrix 616 communicates with 

microprocessor 601 via a memory mapped input/output (1/0) scheme. A 

15 command/control protocol is used for communication between microprocessor 601 

and digital cross-point matrix 616 via bus 608. Cross-point matrix 616 is coupled by 

highway 618 to DSP 615. Cross-point matrix 616 is coupled to highway 617. 

Digital cross-point matrix 616 is capable of making 256 simultaneous fully 

non-blocking connections. However, it may be upgraded by adding additional DSPs 

20 and/or cross-point matrices. 

Gate array 612 is an SRAM (Static Random Access Memory) based device. 

An example of gate array 612 is manufactured by XILINX. Gate array 612 is 

responsible for generating all system timing. A master clock signal is provided by 

microprocessor 601 at 16.384 MHz. This clock signal is divided down to provide a 

25 number of phase coherent system clocks such as 4.096 MHz, 2.048 MHz and 8 KHz 

(frame sync). In addition, a 5-bit time slot counter is implemented which allows all. 

the system CODECs to detect the appropriate time slot to use (0-31 ). An additional 
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divider chain is included to divide the system clock down to 20 Hz, which is used by 

the ringing generator power supply (not shown). 

Gate array 612 is downloaded at boot-up by system software. Gate array 612 

is based on an SRAM architecture. That is, the internal fusible links commonly found 

5 in programmable logic are actually stored in volatile SRAM. Because of this 

architecture, gate array 612 is downloaded after power-up. Also, note the added 

flexibility of being able to modify the logic by simply loading new system software. 

Because the device is SRAM-based, it loses its programming when power is 

removed. 

10 Bus 608 is also coupled to modem 610, which provides a capability of calling 

into system 401 on a remote basis to load additional programs, voice prompts, etc., or 

updates thereto, into hard disk 607. Modem 610 is coupled to coder/decoder 

("CODEC") 611, which is coupled to highway 617. This connection allows coupling 

of modem 610 through cross-point matrix 616 to CO lines through bus 409 to the 

15 p-cards described with respect to FIGURE 5. 

20 

Also coupled to highway 617 is dual subscriber line access chip (DSLAC) 

619, which is well-known in the art, and which is coupled to analog ports 620 and 

621, which provide an ability for system 401 to communicate to analog-type 

connections such as cordless telephones and fax machines. 

Highway 617 is also coupled to CODEC 622, which is coupled to 

transformer 623 to a music source, which provides an ability to couple an external 

music source to a caller through cross-point matrix 616 for such things as providing 

the caller with music on hold. 

Power to system 401 is provided through switching power supply 407, which 

25 converts AC to the various DC supply voltages needed by circuitry within 

system 401. 
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Referring next to FIGURE 7, there 1s illustrated peripheral-card 

("p-card") 405, which is coupled to main board 401. Main board 401 communicates 

with p-card 405 via system speech/control highways 411. This connection 411 is 

made to microcontroller 701 via digital crosspoint switch 705. P-card 405 provides 

5 interconnections between CO lines and analog phone lines to network card 402. 

Microcontroller 701 controls all the real-time functions associated with 

p-card 405. When p-card 405 is plugged into backplane 404, a card address is 

assigned top-card 405. This card address is read by microcontroller 701 and is used 

to filter commands over communication link 411. When network card software 

10 wants to communicate with the specific p-card 405, the address is sent in the message 

packet which all p-cards 405 receive. P-cards 405 match the address in the message 

to the hard-wired address on the ribbon cable 411. If a match is made, only that 

p-card 405 responds to the command set. 

Microcontroller 701 contains an internal program memory (not shown) and is 

15 connected to an external DRAM 703. The internal program memory contains a 

bootstrap program, which upon reset or power-up, requests a fresh firmware load 

from network card 402. This firmware load is transferred to DRAM 703. Upon 

download completion, the program is run from within DRAM 703. This scheme 

allows for microcontroller 701 firmware to be updated and loaded at any time. 

20 Network card 402 sources all system timing through buffers 704. Timing 

signals to p-card 405 consists of a 2.048 MHz clock signal, an 8 KHz frame sync, 

which signifies the first time slot of a 32 time slot highway, and 5 time slot counter 

bits, which represent a binary count from O to 31. 

As mentioned above, p-card 405 is assigned a card slot address when it is 

25 connected to network card 402. This card slot address is used to calculate which time 

slots p-card 405 should be using. The time slots used for the CO codecs 706 and 

analog phone codecs 707 are generated by buffers 704. 
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The loop start central office (CO) lines are supplied by the local telephone 

company and consist of a wet balanced differential audio pair. The term "wet" refers 

to the fact that a voltage of -48 volts is present on the pair. The system requests dial 

tone from the CO by providing a nominal 200 ohm loop across the TIP and RING 

5 conductors and releases the connection by opening the loop. The CO rings the 

system by placing a 90 vrms AC, 20 Hz sine wave on the TIP and RING conductors. 

The system seizes the line by going off hook. 

Interfaces 708 incorporate a circuit that monitors the voltage present across 

TIP and RING of each CO. This line voltage monitor circuit serves to detect the ring 

10 voltage present during ringing (ring detection) and the unique feature of monitoring 

the CO line status for conditions such as whether the CO is plugged in or if someone 

is off hook in front of the system. The latter can be used to detect theft of service or 

allow a credit card verification terminal to be used without interfering with normal 

system operation. 

15 The voltage monitor circuit consists of a balanced differential op-amp 

20 

connected across TIP and RING of the CO lines through a very high impedance 

(>lOM ohms). The output of the four voltage monitor op-amps are fed to an 

analog-to-digital converter with a built-in analog multiplexer (not shown). 

Microcontroller 701 firmware monitors the line voltages. 

There is also a balanced differential AC coupled op amp across the CO TIP 

and RING to monitor the low level audio tones present during caller ID. The output 

of these op-amps are selected via an analog switch during the idle period and are 

connected to the CO line codec 706. 

To correctly terminate the CO line (seizure) care must be taken to satisfy the 

25 DC loop requirements (-200 ohms) and the AC impedance requirements (-600 

ohms). The classic approach has been to terminate TIP and RING with an inductor 

( called a holding coil) which has a large inductance (> 1 Hy) and a DC resistance of 

-200 ohms. The inductor separates the AC and DC components to give the desired 
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effect. The problem is that the inductor must be large enough not to saturate with 

currents as high as 100 milliamps. An inductor which satisfies these requirements is 

physically cumbersome. 

P-card 405 incorporates a solid state inductor circuit called a gyrator (not 

5 shown) to implement the holding coil function. This single transistor emulates an 

inductor with the above requirements while taking up very little PCB space. 

A small solid state relay (not shown) is used as the hook switch. When 

energized, the gyrator holding coil is placed across TIP and RING closing the loop. 

The audio present on TIP and RING is AC coupled to a small dry transformer. The 

10 secondary of this transformer is connected to the AC termination impedance and to 

the codec 708, which may be implemented on a dual subscriber line access chip 

("DSLAC"). 

High voltage protection is provided for all paths on the TIP and RING 

connections. These paths include TIP to RING, TIP to GROUND, RING to 

15 GROUND, and TIP and RING to GROUND. This high voltage protection is 

accomplished by first passing the TIP and RING conductors through positive 

temperature coefficient varistors (not shown). These varistors act as resettable fuses. 

When excessive current flows through these varistors, they become resistive thus 

limiting the current flow. When the excessive current is stopped, the original 

20 resistance is restored. 

Referring to FIGURE 8, there is illustrated a bldck diagram of further detail of 

IP telephony device 105. IP telephony device 105 may be a DSP based telephone 

instrument. Telephony device 105 communicates with the multimedia server 101 via 

the UDP/IP Protocol. PHY sical connection to the LAN is via an Ethernet 10/100 

25 Base T interface. IP telephony device 105 contains the ability to perform layer-2 

switching between two Ethernet ports in the telephony device for total control over 

voice versus data quality of service in accordance with the present invention. Speech 

samples are digitized, stored in 16 millisecond long packets and transmitted to the 
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multimedia server 101 via the UDP/IP Protocol. As packets are received, they are 

triple-buffered to compensate for jitter before playback. 

Connection 415 from workstation 106 is received by Ethernet RJ-45 

connector 815, which is coupled to MAC/PHY device 813. Connection 414 between 

5 hub 103 and telephony device 105 is connected to RJ-45 connector 816, which is 

coupled to MAC/PHY device 814. Devices 813 and 814 are coupled by PCI bus 812 

to FPGA/PCI bridge 802. 

DSP 801 may be a Texas Instruments Model 5402 DSP; DSP 801 can be the 

only processor implemented within telephony device 105. DSP 801 performs typical 

10 DSP audio algorithms such as tone generation, gain, speaker phone algorithms, and 

energy detection. In addition, DSP 801 acts as a standard control processor 

performing such tasks as scanning the keyboard 807, lighting LED lamps 808, 

displaying LCD messages on LCD 810, performing UDP/IP stack functions, and 

communicating with devices 813, 814 via the PCI bus 812. Note that DSP 801 

15 communicates with keyboard 807, LEDs 808, LCD display 810, and peripheral 

connection 811 by I/0 device 809 in a typical manner. Peripheral connection 811 

permits a coupling of DSP 801 to a DSS console. A DSS console may be a 

stand-alone device, which connects to the IP telephony device 105 to provide 64 

individual LED lamps and keys. The lamps can be programmed by the user to 

20 monitor the status of individual stations, trunks or features. Pressing the key will 

access the associated function. Each telephony device in the system can connect to a 

DSS console. The DSS console communicates with the IP telephony device 105 via a 

9600 baud serial communication link. The IP telephony device 105 does not contain 

a serial UART device, so the serial data protocol is controlled by software running in 

25 DSP 801. Physical connection between the telephony device and DSS console may 

be via a standard two pair modular line cord. 

DSP 801 is coupled to an external FLASH memory 803 and a fast SRAM 

804, and FPGA 802 via buses 805 and 806. 
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CODEC 817 and CODEC 819 perform analog to digital and digital to analog 

conversion of speech signals. CODEC 817 is connected to the handsets, speaker and 

microphone elements (not shown) via connector 818, while CODEC 819 is connected 

to the hands-free speaker 821 through amplifier 820, and to the hands-free 

5 microphone 822. Separating the functionality in this way permits the IP telephony 

device 105 to send tones or voice to one speaker while allowing a normal 

conversation over the other. 

FPGNPCI bridge 802 performs the functions required to connect telephone 

105 to the 10/100 Base T Ethernet devices 813, 814. Since devices 813, 814 are 

10 designed to communicate via a standard PCI bus 812, the FPGA 802 implements a 

minimal PCI bus implementation. In addition, the FPGA 802 implements I/0 latches 

and buffers as required. 

Devices 813, 814 perform the Media Access Control and the PHYsical layer 

functions. Devices 813, 814 communicate to DSP 801 via a standard PCI bus 812, 

15 and communicate to the LAN via post-transformer coupled RJ-45 connections 815, 

816. Devices 813, 814 can contain FIFOs to minimize lost packets during traffic 

peaks. Per the PCI bus mastering specification, devices 813, 814 take control of the 

buses 805, 806 and direct memory access (DMA) data directly to SRAM 804. 

Conversely, DSP 801 writes data to be sent into the SRAM 804 and the devices 813, 

20 814 DMA the data via the PCI bus 812 to the LAN. 

An embodiment of the present invention permits a user at a remote site to 

easily scroll through a phone listing of users throughout the WAN 201. For example, 

referring to FIGURE 3, using either a workstation 106 or an IP telephone 105, a user 

can scroll through displayed names and phone numbers of other users within their 

25 own LAN ( e.g., 301 ), or a LAN at another remote location across the WAN 201 ( e.g., 

LAN 302). Once a particular name and phone number is found via the display ( e.g., 

display 810), then that user can easily press a button key (e.g., on keyboard 807) to 

commence a telephone conversation with the user having the selected name and 
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phone number. Naturally, using a workstation 106, such a listing of names and phone 

numbers can be viewed on the display screen. Additionally, using display 810 on the 

IP telephone 105, the same process can be accomplished. Alternatively, the names 

and phone numbers could be vocally listed over the speaker 821 on the IP telephone 

5 105 as opposed to displaying the names and phone numbers on the IP telephone 

display 810. 

One aspect of the present invention allows a user to manage names and phone 

numbers that are specific to that user. Entries into such a personal rolodex can be 

made either by pressing a key 807 ~n the IP telephone 105 while caller ID is being 

10 displayed, or by accessing a name adding function and inputting the information 

manually. Searching for a name in such a personal rolodex is accomplished by either 

pressing a dial pad key 807 associated with the first letter of the name or by pressing 

scroll keys 807 on the IP telephone 105. Once the name and number are displayed, a 

simple press of another key 807 will commence a telephone call to the displayed 

15 party. 

A second feature permits a user to locate other telephone users within a LAN 

301 by their name. Entries into such a station rolodex are made automatically when 

the LAN 301 is configured, and access can be restricted so that modifications cannot 

be made by a station user. Searching for a name in such a station rolodex is 

20 accomplished by either pressing a dial pad key 807 associated with the first letter of 

the name or by pressing the scroll keys 807. Once the name and number are 

displayed, the simple pressing of a key 807 again will call the displayed party's 

extension. 

A system focused rolodex feature permits a user to locate and call a number 

25 contained in the system speed dial directory. Entries into such a system rolodex can 

be made automatically when the system is configured, and access by a particular 

station user can be restricted. Searching for a name in such a system rolodex is 

accomplished by either pressing a dial pad key 807 associated with the first letter of 
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the name or by pressing the scroll keys 807 on the IP telephone 105. Again as before, 

once the name and phone number of the party are displayed, the press of a single key 

807 can commence a telephone call to the displayed party's number. 

A name adding function lets a station user manually add a name to their 

5 personal on-line rolodex as described above. Once such a name adding function is 

selected, the user is prompted to enter the name associated with this entry. The name 

is input by pressing the dial pad key 807 with the associated letter until the name is 

completely entered. The user can confirm the name entry by pressing a pound (#) 

key. The user can be next prompted to enter the telephone number to be associated 

10 with the name. The number is then confirmed again by pressing another key 807, 

such as a pound(#) key. 

A site rolodex feature permits a user at an IP telephone extension to locate 

other phone systems on the WAN 201 by the site name. For example, referring to 

FIGURE 3, the user at IP telephone 105 in LAN 301, can locate and access the site 

15 rolodex for LAN 302. Entries into each site rolodex can be made automatically when 

each system is configured. Searching for the name of a site using an IP telephone 105 

can be accomplished by either pressing a dial pad key 807 associated with the first 

letter of the site name or by pressing the scroll keys 807. Once the site name/access 

code is displayed, pressing a dial pad key 807 again on the IP telephone 105 will 

20 allow the user to select either a station rolodex or a system rolodex associated with 

that site. This feature permits a user in one geographic location (e.g., Dallas) to 

locate a station user in another location (e.g., Detroit), without the need to reference a 

printed extension guide. In addition, the system rolodex can be used to locate and 

dial outside ( speed dial) numbers specific to that system. 

25 Referring to FIGURE 11, a process performed on an IP telephone ( e.g., 

telephone 105) starts at step 1101 and proceeds to step 1102 where it is determined 

whether or not a user has initiated selection of a rolodex for one of the sites within the 

WAN 201. For example, a user could press a dial pad key 807 on telephone 105 that 

-20-



CISCO EXHIBIT 1003 
Page 23 of 455

16312-P006Pl 

is dedicated to accessing the rolodex functions. When the key 807 is pressed, the 

process proceeds to step 1103 to display the first one in a list of N remote sites within 

the telephone system network. For example, the first remote site to be listed could be 

Dallas 301. In step 1104, the process determines whether the dedicated rolodex key 

5 807 has been pressed again. If not, then in step 1105, it is determined whether the 

user has pressed an alphanumeric key 807 or one of the scrolling arrow keys 807 on 

IP telephone 105. If the user presses one of the scroll keys 807, then the list will 

scroll through the various remote site names. For example, the next name to be 

displayed could be Detroit 302. Alternatively, the user could press an alphanumeric 

10 key 807 on IP telephone 105 to immediately proceed to a remote site within the list 

that begins with that alphanumeric symbol. When the user sees the selected remote 

site displayed, then the user can press the dedicated rolodex key 807 in step 1104, 

causing the process to proceed to step 1107 where the user is given the opportunity to 

select either the station rolodex or the system rolodex for that selected remote site. 

15 Selection of either the station rolodex or the system rolodex is performed in step 

1108, by either the pressing of a scroll key 807 or an alphanumeric key 807. In 

response to such a selection, a message will be sent to the selected remote site in step 

1109. This is illustrated by the Establish Connection message 1401 in FIGURE 14 

and the establishment of a connection between the two sites in step 1402. Step 1403 

20 results in a display response message being received in step 1110 and this message 

being displayed in step 1112 on display 810 ofIP telephone 105. A timeout function 

1111 is provided should such a display response message not be received within a 

specified amount of time. The display response message 1112 will show the first 

entry in the station or system rolodex list selected by the user for that remote site 

25 ( e.g., Detroit 302). For example, if the station rolodex list is shown for the remote 

site ( e.g., Detroit 302), then the first name in that list and the associated telephone 

number will be displayed on the display 810 of IP telephone 105. If this is the 

extension that the user wishes to speak with, then the user will press the dedicated 

rolodex key 807 on IP telephone 105 in step 1113 (step 1404). If this is not the 
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extension desired, then the user can use the arrow (scroll) or alphanumeric keys 807 

on their IP telephone 105 in step 1114 to find the name and telephone number of the 

extension they wish to call. This is illustrated by steps 1404 and 1405 in FIGURE 14. 

Once the user finds the name and telephone number of the extension they 

5 wish to call, then a pressing of the rolodex key 807 in step 1113 will cause the 

initiation of call processing in step 1115. Note, it is not necessary for the present 

invention that the user actually begin the call processing. Instead, a user can use the 

present invention merely to look up the telephone number associated with a user in 

another location. After call processing, which is further described below beginning 

10 with FIGURE 9A, has been completed, then in FIGURE 14, the telephone call can be 

tom down and completed in steps 1406 and 1407. 

FIGURE 12 illustrates a state diagram associated with the IP telephone 105 

for the process described above with respect to FIGURE 11. In state 1201, the IP 

telephone 105 is in an idle state. When a user presses the dedicated rolodex key 807, 

15 state 1202 is entered where a remote site is displayed. The user can release (RLS) out 

of state 1202 back into state 1201. Alternatively, the arrow or alphanumeric keys can 

be pressed to scroll through the display of remote sites. Once the desired remote site 

is displayed, a pressing of the dedicated rolodex key 807 will move IP telephone 105 

to state 1203 to display the system rolodex for that remote site. If the user wishes to 

20 view the station rolodex for that particular remote site, the user can press the 

dedicated rolodex key 807 to move to state 1204. In either the system or station 

rolodex list, the user can arrow through the list to display the various entries as shown 

in state 1205. Once a desired entry is displayed, the user can then again press the 

dedicated rolodex key 807 to begin call processing shown by state 1206. 

25 Referring to FIGURE 15, there is illustrated a process for programming a 

dedicated rolodex key, such as rolodex key 807. The process begins in step 1501 

where a software program running within the system, e.g., system 301, monitors for 

incoming messages. IP telephones 105 send messages down their link to the call 
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processing software. Therefore, when a button is pressed on the IP telephone 105, 

that is how call processing will know what button was being pressed. In this instance, 

in step 1502, when the program/help key is pressed, program mode will be entered in 

step 1504. If no program/help key is pressed, the process will exit in step 1503, or 

5 could optionally perform a return cycle to step 1502. 

A telephone may have multiple modes. One mode is the normal mode where 

an IP telephone is unable to ring when an incoming call is present or to make 

outgoing calls. Another mode is the aforementioned programming mode, permitting 

certain features to be programmed for potential use on the IP telephone. Entering 

IO program mode 1504 takes the system out of normal call processing for that particular 

IP telephone, puts it into a do not disturb mode as far as the system's call processing 

is concerned with respect to that IP telephone, and associates that IP telephone with a 

separate application for programming features. Signals sent from the IP 

telephone 105 that is now in the program mode will be sent to the system, and will be 

15 recognized as signals pertaining to the programming mode. 

For example, in step 1505, a particular digit, e.g., "2," might be pressed by the 

user ofIP telephone 105. If so, a subprogram of the program mode will be entered in 

step 1507 whereby feature keys may be programmed. Pressing of a different digit in 

step 1505 may result in other program options being entered into in step 1506, which 

20 options are not discussed herein. 

The system has the option of password protecting the telephone to ensure that 

another user finds it difficult to program the particular IP telephone 105. In 

step 1508, a determination is made whether the IP telephone 105 is password enabled. 

If not, then the process merely forwards to step 1511. However, if a password is 

25 required, then once the password is entered by the user in step 1509, it is checked to 

determine whether it is correct in step 1510 before the process proceeds to step 1511. 

Step 1511 cycles waiting for a program feature key to be pressed. A program 

feature key is any key on IP telephone 105, which the user wishes to associate with a 
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programmed function. Once a program feature key is pressed by the user, the process 

proceeds to step 1512 to set up data pointers for this particular feature key. What this 

means is that the process enters into a database to determine if there is a particular 

feature already associated with that feature key. If there is a feature associated with 

5 that feature key it will be displayed on the display 810 on IP telephone 105. In 

step 1513, if the rolodex key is pressed thereafter, then the process will proceed to 

step 1516 to enter into the rolodex program feature of the present invention, which is 

further described below with respect to FIGURE 17. If instead of a particular rolodex 

key being pressed by the user, a digit is pressed in step 1514, then the manual 

10 program feature subprogram will be entered at step 1515, which subprogram is 

further described below with respect to FIGURE 16. 

Proceeding to FIGURE 16, the manual program feature entry 

subprogram 1515 is described wherein in step 1601, the first digit pressed by the user 

is saved to a buffer. In step 1602, a determination is made whether another digit is 

15 pressed. If yes, this additional digit is saved to the buffer in step 1603. Thereafter in 

step 1604, a determination is made whether a program feature key is pressed. If not, 

the process returns to step 1602. If a program feature key is pressed by the user in 

step 1604, the database will be updated with the program feature entry pressed by the 

user in step 1605. In step 151 7, the process returns to the pro gram feature loop of 

20 step 1517 in FIGURE 15. 

Returning to step 1516 m FIGURE 15, the rolodex program feature 

subprogram provides an ability to automatically program a rolodex key. For 

example, if another person's extension number was desired to be programmed as a 

speed dialing key to one of the rolodex keys on the IP telephone 105, and the user of 

25 IP telephone 105 could not remember that person's extension number, the user could 

scroll through the company directory on the IP telephone until that particular person's 

name was displayed, and then a single key could be pressed to program that person's 

extension number to that particular rolodex key. 
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Moving to FIGURE 17, the rolodex program feature 1516 is further described. 

Once this subprogram is entered, in step 1701, the personal rolodex mode may be 

automatically entered into. Such a personal rolodex mode may list the personal 

phone numbers associated with this particular IP telephone 105, whereby such a list 

5 of personal telephone numbers is not accessible to any other user within the telephone 

system. That is, only the user ofIP telephone 105 may view and utilize their personal 

rolodex. If the rolodex key is pressed again in step 1702, then the system will enter 

the station rolodex mode in step 1703. If the rolodex key is pressed again m 

step 1704, then the system will enter into the location rolodex mode in step 1705. If 

10 the rolodex key is pressed again in step 1706, the system will enter the feature 

rolodex mode in step 1707. If the rolodex key is pressed again in step 1708, then the 

system will return to the personal rolodex mode in step 1701. As can be seen, these 

different rolodex modes can be cycled through by repeatedly pressing the rolodex 

key. If it is desired to be in the station rolodex mode 1703, then the user may scroll 

15 through all of the entries associated with the station rolodex. For example, this may 

be a list of all extension numbers that are stored within the entire phone system for 

that particular site, for example, Dallas 301 or Detroit 302. Scrolling through is 

performed using a scroll key commonly found on telephones whereby in step 1 709 as 

each scroll key is pressed, the next entry within the station rolodex is displayed on 

20 display 810 in step 1710. Alternatively, a user may select a particular digit key in 

step 1711 whereby the first entry beginning with that particular digit key will be 

displayed in alphabetical format in step 1712. For example, if the numeral 3 is 

pressed, then the first entry beginning with the letter "D" will be illustrated. For 

example, the name and phone number of "John Davis" may be displayed. 

25 As a result, if in step 1713, the program feature key is again pressed after a 

particular desired entry is displayed in either step 1710 or 1712, then this particular 

rolodex entry will be transferred to the program feature key in step 1714. For 

example, if the name and phone number of "John Davis" is displayed and the 

program feature key is then pressed in step 1713, then the name and telephone 

- 25 -



CISCO EXHIBIT 1003 
Page 28 of 455

16312-P006Pl 

extension of John Davis will then be associated with this particular program feature 

key so that in the future, the user of IP telephone 105 can merely press this program 

feature key and automatically dial "John Davis." The same can be true for a personal 

rolodex entry so that a user may associate the name and telephone number of an entry 

5 within the personal rolodex associated with the IP telephone 105 to a particular 

program feature key. 

If the feature rolodex mode is entered in step 1707, then the scroll keys or the 

pressing of a particular digit key can be used to display a desired feature in either 

step 1710 or 1712 to thereby program that particular feature to the desired program 

10 feature key using step 1713 and 1714. For example, the user may scroll through 

various programmable features being displayed on the IP telephone 105, such as the 

"DO NOT DISTURB" feature, which can then be programmed to be associated with 

a particular program feature key on the IP telephone 105. In this manner, the user of 

IP 105 can customize the operations of various programmable feature keys on the IP 

15 telephone 105. 

The location rolodex mode 1705 permits a program feature key on IP 

telephone 105 to be automatically programmed to dial an extension in a remote site 

across the WAN 201. For example, a user ofIP telephone 105 in Dallas 301 can go 

through the process now to be described to automatically associate a telephone 

20 extension associated with the LAN 302 in Detroit so that when the user presses that 

program feature key on their IP telephone 105 in Dallas 301, it will automatically dial 

the desired extension in the Detroit LAN 302, such as IP telephone 308. This can be 

done without the user of IP telephone 105 actually remembering that particular 

extension number, and instead the user of IP telephone 105 will merely scroll through 

25 the site or station specific entries associated with the Detroit LAN 302 until the 

desired entry is displayed on IP telephone 105 and then the program feature key is 

pressed in step 1713 to associate that particular extension for IP telephone 308 with 

that program feature key on IP telephone 105. 
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Once the location rolodex mode is entered into in step 1705, the process can 

proceed to the location rolodex loop 1718, which is further described with respect to 

FIGURE 18. If the user presses one of the scroll keys on IP telephone 105 in 

step 1801, the user of IP telephone 105 can scroll through the various remote LANs 

5 coupled to LAN 301 over the WAN 201. For example, in step 1802, as the user 

repeatedly presses the scroll keys in step 1801, various LAN sites, e.g., Detroit 

,' LAN 302, are displayed on the display of IP telephone 105. Alternatively, steps 1803 

and 1804 can be utilized by the user of IP telephone 105 to directly select a particular 

remote LAN. For example, in step 1803, the user of IP telephone 105 may press the 

10 "3" key on their IP telephone 105, which will display all remote LAN sites beginning 

with either the letters "D", "E", or "F." In this manner, the user of IP telephone 105 

may eventually use steps 1801-1804 to eventually have the Detroit LAN 302 

displayed on IP telephone 105. Once the desired remote LAN is displayed on IP 

telephone 105, then the user will press the rolodex key again in step 1805 to enter into 

15 the remote station rolodex mode of that particular selected LAN in step 1806. Upon 

entry of step 1806, the process permits the user of IP telephone 105 to remotely 

control the station rolodex mode at the selected remote site, which in this case may be 

Detroit LAN site 302. This is performed in a manner as similarly described above 

with respect to FIGURE 14. When the user of IP telephone 105 selects the particular 

20 remote LAN site, a connection is established in step 1401, and some handshaking is 

performed as described above with respect to steps 1402 and 1403. As each key is 

pressed by the user of IP telephone 105, such as with respect to steps 1807 

and/or 1809, these key presses are transferred to the remote site in step 1404, with an 

update of the display 810 of IP telephone 105 performed by step 1405. As a result, 

25 the user of IP telephone 105 may use a combination of scroll key presses and/or 

number digit key presses in steps 1807 and 1809 to eventually display a station 

rolodex entry from LAN 302 on the display 810 of IP telephone 105. For example, 

such key presses may be utilized to display the name and telephone extension of IP 

telephone 308. Once the desired name and/or extension is displayed, then the user 
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can press the program feature key on IP telephone 105 in step 1811 to transfer that 

entry to be associated with that particular feature key in step 1812. With this process, 

the user of IP telephone 105 can automatically associate the name and extension 

number of telephone 308 with a desired program feature key on IP telephone 105. 

5 Thereafter, the user can then merely press such program feature key on IP 

telephone 105 to thereby call telephone 308 over the WAN 201. 

FIGURES 9A-9C and FIGURE 10 illustrate how call processing is performed 

between the remote sites when a user selects a remote extension to call in step 1113 

of FIGURE 11. In step 901, the originating station ( e.g., IP telephone 105) goes off-

10 hook with the pressing of the dedicated rolodex key (step 1113). In step 902, IP 

telephone 105 will dial the remote access code (e.g., 702) and extension number (e.g., 

106) associated with the listed name and extension number on the display. In step 

903, the IP server 101 will verify the remote access code for the remote site, assign an 

available voice compression channel in step 904, and in step 905, the IP server 101 

15 will send a UDP/IP (User Datagram Protocol/Internet Protocol) message to the 

remote IP server 306 over the WAN 201. In step 906, upon receipt of the UDP/IP 

message, the remote IP server 306 determines if the extension number is valid. In 

step 907, if the extension number is valid, a return voice compression channel is 

assigned between IP server 101 and IP server 306. In step 908, normal call 

20 processing code is executed to ring the extension phone 308 from IP server 306. In 

step 909, the remote IP server 306 will send a connection established message to the 

originating IP server 101. In step 910, when the connection established message is 

received by the IP server 101, it will connect an audio path to the originating IP 

telephone 105 and send the updated information to the display of IP telephone 105. 

25 In step 911, when the called extension IP telephone 308 answers, an answering 

message is sent to the originating IP server 101. In step 912, the originating server 

101 will then update the lamp/display of the originating station 105. Once the call 

has been completed and there is a hang-up in step 913, an on-hook message is sent to 

the IP server from the station in step 914. This will depend on which one of the 
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telephones hung up first. In step 915, call processing then tears down the call and a 

remove is sent to the other IP server. In step 916, upon receipt of the remove 

message, the IP server also tears down the call and an acknowledge is returned in step 

917. In step 918, the tear down of the call has been finalized. 

Although the present invention and its advantages have been described in 

detail, it should be understood that various changes, substitutions and alterations can 

be made herein without departing from the spirit and scope of the invention as 

defined by the appended claims. 
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WHAT IS CLAIMED IS: 

1. An information handling system comprising: 

2 a first local area network ("LAN"); 

3 a second LAN; 

4 a wide area network ("WAN") coupling the first LAN to the second LAN; 

5 a first telecommunications device coupled to the first LAN; 

6 a plurality of telecommunications extensions coupled to the second LAN; 

7 the first LAN including first circuitry for enabling a user of the first 

8 telecommunications device to observe a list of the plurality of 

9 telecommunications extensions; and 

10 the first LAN including second circuitry for automatically calling one of the 

11 plurality of telecommunications extensions in response to the user selecting one of the 

12 plurality of telecommunications extensions from the observed list. 

2. The system as recited in claim 1, wherein communication among the first 

2 LAN, second LAN, and WAN uses an IP protocol. 

3. The system as recited in claim 2, wherein the list of the plurality of 

2 telecommunications extensions is displayed to the user of the first 

3 telecommunications device. 
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4. The system as recited in claim 2, wherein the list of the plurality of 

telecommunications extensions is played as audio to the user of the first 

telecommunications device. 

5. The system as recited in claim 3, wherein the first telecommunications device 

1s an IP telephone having a display for showing the list of the plurality of 

telecommunications extensions, wherein the second circuitry includes a key for 

enabling the user to tacitly selecting one of the plurality of telecommunications 

extensions from the displayed list. 

6. The system as recited in claim 5, wherein the tactile selection of one of the 

plurality of telecommunications extensions from the displayed list by the user results 

in an initiation of a call from the first telecommunications device to the selected one 

of the plurality of telecommunications extensions across the WAN. 

7. The system as recited m claim 1, wherein the list of the plurality of 

2 telecommunications extensions is stored m a server in the second LAN, and is 

3 accessed by the first circuitry across the WAN. 

8. The system as recited in claim 6, wherein the list of the plurality of 

2 telecommunications extensions is stored in a server in the second LAN, and is 

3 accessed by the first circuitry across the WAN. 
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9. The system as recited in claim 8, wherein the first telecommunications device 

2 includes circuitry for enabling the user to scroll through the displayed list of the 

3 plurality of telecommunications devices. 

2 

3 

10. The system as recited in claim 1, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; and 

a plurality of telecommunications extensions coupled to the third LAN, the 

4 first LAN including circuitry for enabling the user to select between observing the list 

5 of the plurality of telecommunications extensions coupled to the second LAN or 

6 observing a list of the plurality of telecommunications extensions coupled to the third 

7 LAN. 
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11. An IP telephone adaptable for coupling to a first LAN, the IP telephone 

2 comprising: 

3 a first state of operation entered in response to a selection of an input by a 

4 user, wherein the first state of operation of the IP telephone results in a display of a 

5 list of telecommunications extensions coupled to a second LAN coupled to the first 

6 LAN via a WAN; and 

7 a second state of operation entered in response to a selection of the input by 

8 the user, wherein the second state of operation of the IP telephone results in an 

9 automatic calling of one of the telecommunications extensions selected by the user. 

12. The IP telephone as recited in claim 11, wherein the one of the 

2 telecommunications extensions automatically called has an identifier displayed to the 

3 user on the IP telephone when the input 1s selected by the user. 
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13. An IP telephone adaptable for coupling to a first LAN, the IP telephone 

2 comprising: 

3 a first state of operation of the IP telephone entered in response to a first 

4 selection of an input by a user, wherein the first state of operation of the IP telephone 

5 results in a display of a list of second and third LANs coupled to the first LAN via a 

6 WAN; and 

7 a second state of operation of the IP telephone entered in response to a second 

8 selection of the input by the user, wherein the second state of operation of the IP 

9 telephone results in display of telephone destinations the user can potentially call 

10 through the second LAN. 

14. The IP telephone as recited in claim 13, further comprising: 

2 a third state of operation of the IP telephone entered in response to a third 

3 selection of the input by the user, wherein the third state of operation of the IP 

4 telephone results in a calling of one of the telephone destinations displayed to the 

5 user, wherein the calling of the one of the telephone destinations is accomplished 

6 from the first LAN via the WAN, through the second LAN. 

15. The IP telephone as recited in claim 14, wherein the user can scroll through 

2 the list of second and third LANs to select the third LAN, wherein the second state of 

3 operation of the IP telephone will then display telephone destinations the user can 

4 potentially call through the third LAN. 
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16. The IP telephone as recited in claim 15, wherein the user can scroll through 

2 the telephone destinations the user can potentially call, wherein when the third state 

3 of operation is entered, the user has selected one of the telephone destinations with 

4 the third selection of the input. 
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17. An information handling system comprising: 

a first local area network ("LAN") operating under an IP protocol; 

a first IP telephone coupled to the first LAN, the first IP telephone having a 

display and a set of keys for enabling a user to enter inputs; 

a second LAN operating under the IP protocol; 

second and third telephone extensions coupled to the second LAN; 

a wide area network ("WAN") operating under the IP protocol coupling the 

first LAN to the second LAN; and 

the first LAN including first circuitry for enabling a user of the first IP 

telephone to view a list including the second and third telephone extensions. 

18. The system as recited in claim 17, further comprising: 

the first LAN including second circuitry for automatically calling the second 

telephone extension in response to the user selecting the second telephone extension 

from the viewed list. 

19. The system as recited in claim 18, wherein selection of the second telephone 

extension from the viewed list by the user is accomplished by selection of one of the 

set of keys. 

20. The system as recited in claim 19, wherein the selection of one of the set of 

keys results in an initiation of a call from the first IP telephone to the second 

telephone extension across the WAN. 
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21. The system as recited in claim 17, wherein the list is stored in a server in the 

2 second LAN, and is accessed by the first circuitry across the WAN. 

22. The system as recited in claim 17, wherein the first IP telephone includes 

2 circuitry for enabling the user to scroll through the displayed list. 

23. The system as recited in claim 1, further comprising: 

2 a third LAN coupled to the first and second LAN s via the WAN; and 

3 a plurality of telephone extensions coupled to the third LAN, the first LAN 

4 including circuitry for enabling the user to select between viewing the list of the 

5 telephone extensions coupled to the second LAN or viewing a list of the plurality of 

6 telephone extensions coupled to the third LAN. 
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1 24. In a telecommunications system comprising a first IP telephone coupled to a 

2 first IP server within a first LAN, second and third telephone extensions coupled to a 

3 second IP server within a second LAN, and a WAN coupling the first LAN to the 

4 second LAN, the first LAN, the second LAN, and the WAN communicating using an 

5 IP protocol, a method comprising the steps of: 

6 in response to selection of a first input on the first IP telephone, displaying on 

7 the first IP telephone a list of telephone destinations stored in the second IP server, 

8 wherein the list of telephone destinations is communicated from the second IP server 

9 over the WAN to the first IP telephone; and 

10 in response to selection of one of the telephone destinations from the 

11 displayed list, automatically dialing the selected one of the telephone destinations for 

12 a communications link between the first IP telephone and the selected one of the 

13 telephone destinations. 

25. The method as recited in claim 24, wherein the selection of one of the 

2 telephone destinations from the displayed list is performed in response to selection of 

3 a second input on the first IP telephone by a user. 

26. The method as recited in claim 25, wherein the first and second inputs are the 

2 same key button on the first IP telephone. 

27. The method as recited in claim 24, wherein the telephone destinations include 

2 the second and third telephone extensions coupled to the second IP server. 
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28. The method as recited in claim 24, wherein the telephone destinations include 

2 telephones external to the system. 

29. The method as recited in claim 24, wherein the system includes a third LAN 

2 coupled to the first and second LANs via the WAN, further comprising the steps of: 

3 displaying on the first IP telephone a list of LANs coupled to the WAN, 

4 including the second and third LANs; and 

5 performing the step of displaying the first list in response to selection of the 

6 second LAN from the displayed list ofLANs. 
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30. A telecommunications system comprising: 

2 a first IP telephone coupled to a first IP server within a first LAN; 

3 second and third telephone extensions coupled to a second IP server within a 

4 second LAN; 

5 a WAN coupling the first LAN to the second LAN, the first LAN, the second 

6 LAN, and the WAN communicating using an IP protocol; 

7 means for displaying on the first IP telephone a list of telephone destinations 

8 stored in the second IP server in response to selection of a first input on the first IP 

9 telephone, wherein the list of telephone destinations is communicated from the 

10 second IP server over the WAN to the first IP telephone; and 

11 means for automatically dialing the selected one of the telephone destinations 

12 for a communications link between the first IP telephone and the selected one of the 

13 telephone destinations in response to selection of one of the telephone destinations 

14 from the displayed list. 

1 31. The system as recited in claim 30, wherein the selection of one of the 

2 telephone destinations from the displayed list is performed in response to selection of 

3 a second input on the first IP telephone by a user. 

32. The system as recited in claim 31, wherein the first and second inputs are the 

2 same key button on the first IP telephone. 

33. The system as recited in claim 32, wherein the telephone destinations include 

2 the second and third telephone extensions coupled to the second IP server. 
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34. The system as recited in claim 32, wherein the telephone destinations include 

2 telephones external to the system. 

1 

2 

35. The system as recited in claim 31, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; 

3 means for displaying on the first IP telephone a list of LANs coupled to the 

4 WAN, including the second and third LANs; and 

5 means for displaying the first list in response to selection of the second LAN 

6 from the displayed list of LANs. 
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36. A method comprising the steps of: 

2 receiving a first touch input from a user on an IP telephone that is networked 

3 into a first LAN operating under an IP pro to col; 

4 in response to receipt of the first touch input, displaying on a display on the IP 

S telephone a first list including second and third LANs coupled to the first LAN, 

6 wherein the second and third LANs operate under the IP protocol; 

7 receiving a second touch input from the user on the IP telephone; 

8 in response to receipt of the second touch input, displaying on the display on 

9 the IP telephone a second list of telephone destinations accessible from the second 

10 LAN; 

11 receiving a third touch input from the user on the IP telephone; and 

12 in response to receipt of the third touch input, automatically dialing one of the 

13 telephone destinations accessible from the second LAN for a communications 

14 connection between the one of the telephone destinations and the IP telephone. 

37. The method as recited in claim 36, before the step of receiving the second 

2 touch input, further comprising the steps of: 

3 receiving a fourth touch input from the user on the IP telephone; and 

4 in response to receipt of the fourth touch input, scrolling through the first list. 

38. The method as recited in claim 37, before the step of receiving the third touch 

2 input, further comprising the steps of: 

3 receiving a fifth touch input from the user on the IP telephone; and 

4 in response to receipt of the fifth touch input, scrolling through the second list. 
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39. The method as recited in claim 36, wherein the step of displaying on the 

2 display on the IP telephone the second list further includes the steps of: 

3 sending a message from the first LAN to the second LAN requesting the 

4 second list; and 

5 receiving the second list from the second LAN to the first LAN. 

40. The method as recited in claim 39, wherein the first, second, and third LANs 

2 are coupled via a WAN. 
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PHONE DIRECTORY IN A 
VOICE OVER IP TELEPHONE SYSTEM 

ABSTRACT OF THE DISCLOSURE 

In a Voice over IP system, a user can dial numbers stored in a series of lists, 

which are stored in the system and displayed to the user of an IP telephone. One 

implementation will allow a user to scroll through a list of remote sites. When the 

user finds the desired site, the user is then presented with the same options as a user 

local to that site. All of this can be performed without the need for an operator or a 

printed directory. This system provides an ability for a user to scroll through a list of 

names and phone numbers and then call a person once their name and phone number 

is displayed. 

AUSTIN 1\190425\1 
l 63 I 2-P006US 04/23/2003 
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DECLARATION AND POWER OF ATTORNEY FOR 

PATENT APPLICATION 

As a below named inventor, I hereby declare that: 

PATENT 

My residence, post office address and citizenship are as stated below next to my 
name; 

I believe I am the original, first and sole inventor (if only one name is listed below) 
or an original, first and joint inventor (if plural names are listed below) of the subject matter 
which is claimed and for which a patent is sought on the invention entitled 

PHONE DIRECTORY IN A VOICE OVER IP TELEPHONE SYSTEM 

the specification of which (check one) 

~ is attached hereto. 

D was filed on _____ _ 
as Application Serial No. __ _ 
and was amended on --------

I hereby state that I have reviewed and understand the contents of the above identified 
specification, including the claims, as amended by any amendment referred to above. 

I acknowledge the duty to disclose information which is material to the patentability of this 
application in accordance with Title 37, Code of Federal Regulations, §1.56. 

I hereby claim foreign priority benefits under Title 35, United States Code, § 119 of any 
foreign application(s) for patent or inventor's certificate listed below and have also identified 
below any foreign application for patent or inventor's certificate having a filing date before 
that of the application on which priority is claimed: 

Prior Foreign Application(s): Priority Claimed 
D Yes ~ No 

(Number) (Country) (Day/Month/Year) 

Page I of3 
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16312-P006Pl PATENT 

I hereby claim priority benefits under Title 35, United States Code, § 119( e) of any United 
States Provisional application(s) listed below: 

(Application Serial #) (Filing Date) 

I hereby claim the benefit under Title 35, United States Code, §120 of any United States 
application( s) listed below and, insofar as the subject matter of each of the claims of this 
application is not disclosed in the prior United States application in the manner provided by 
the first paragraph of Title 35, United States Code, §112, I acknowledge the duty to disclose 
information material to the patentability of this application as defined in Title 3 7, Code of 
Federal Regulations, §1.56 which occurred between the filing date of the prior application 
and the national or PCT international filing date of this application: 

09/775 018 02/01/2001 PENDING 
(Application Serial #) (Filing Date) (Status) 

I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made 
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United 
States Code and that such willful false statements may jeopardize the validity of the 
application or any patent issued thereon. 

POWER OF ATTORNEY: As a named inventor, I hereby appoint the following attorneys 
and/or agents to prosecute this application and transact all business in the Patent and 
Trademark Office connected therewith: 

Kelly K. Kordzik, Reg. No. 36,571; Barry S. Newberger, Reg. No. 41,527; Richard F. 
Frankeny, Reg. No. 47,573; Robert A. Voigt, Jr. 47,159. 

Send correspondence to: Kelly K. Kordzik, Winstead Sechrest & Minick, 5400 Renaissance 
Tower, 1201 Elm Street, Dallas, Texas 75270 and direct all telephone calls to Kelly K. 
Kordzik at (512) 370-2851. 
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16312-P006Pl PATENT 

FULL NAME OF SOLE ORF~ G SUDER 

INVENTOR'S SIGNATURE:----.F-¥'-""'--,'-~----,"-----== . DATE: 7 / .x~/ eJ '3-

RESIDENCE: 4637 Gladys Court 
Plano, Collin County, Texas 75093 

CITIZENSHIP: U.S.A. 

POST OFFICE ADDRESS: (Same as Residence) 

FULL NAME OF SECOND INVENTOR: HAROLD E. A. HANSEN II 

INVENTOR'S SIGNAT~;;;il? DATE: 5"- 20 ~ oj 
RESIDENCE: 3300 Hidden Cove Drive 

Plano, Collin County, Texas 75075 

CITIZENSHIP: U.S.A. 

POST OFFICE ADDRESS: (Same as Residence) 

AUSTIN 1\213337\1 
16312-P006US 
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I 

V 
. -~ 

' • Application or Docket Number 

PATENT APPLICATION FEE DETERMINATION RECORD 
I b'J l £; - f C/G(Sp\ 

Effective January 1 , 2003 

CLAIMS AS FILED - PART I SMALL ENTITY OTHER THAN 
{Column 1) {Column 2) TYPE c::::J OR SMALL ENTITY 

TOTAL CLAIMS _vro RATE FEE RATE FEE 

FOR NUMBER FILED NUMBER EXTRA BASIC FEE 375.00 OR BASIC FEE 750.00 

TOTAL CHARGEABLE CLAIMS I\., minus 20= * 'l-0 X$9= \SJ o X$18= 
.,, 

OR 
* )'( INDEPENDENT CLAIMS ')- minus 3 = X42= (&2> X84= OR l 

MULTIPLE DEPENDENT CLAIM PRESENT • +140= OR +280= 

* If the difference in column 1 is less than zero, enter "O" in column 2 
TOTAL -~ ,;21 OR TOTAL 

CLAIMS AS AMENDED - PART II OTHER THAN 
{Column 1) (Column 2) 'Column 3) SMALL ENTITY OR SMALL ENTITY 

CLAIMS HIGHEST 
ADDI- ADDI-<t REMAINING NUMBER PRESENT 

I- AFTER PREVIOUSLY EXTRA RATE TIONAL RATE TIONAL z 
AMENDMENT PAID FOR FEE FEE w 

:::.i: 
C Total * Minus ** = X$9= OR X$18= z 
w Independent * Minus *** = :::.i: X42= X84= <t 

FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM • OR 

+140= OR +280= 

TOTAL TOTAL 
ADDIT. FEE OR ADDIT. FEE 

{Column 1) {Column 2\ ,Column 3) 
CLAIMS HIGHEST 

ADDI- ADDI-co REMAINING NUMBER PRESENT 
I- AFTER PREVIOUSLY EXTRA RATE TIONAL RATE TIONAL z 

AMENDMENT PAID FOR FEE FEE w 
:::.i: 
C Total * Minus ** = X$9= OR X$18= z 
w Independent * Minus *** = :::.i: X42= X84= <t 

FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM • OR 

+140= OR +280= 

TOTAL TOTAL 
ADDIT. FEE OR ADDIT. FEE 

{Column 1) {Column 2) (Column 3) 
CLAIMS HIGHEST 

0 REMAINING NUMBER PRESENT ADDI- ADDI-
I- AFTER PREVIOUSLY EXTRA RATE TIONAL RATE TIONAL z 
w AMENDMENT PAID FOR FEE FEE 
== Total C * Minus ** = X$9= X$18= z OR w Independent * Minus *** = :::.i: 

X42= X84= <t FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM • OR 

+140= OR +280= 
* If the entry in column 1 is less than the entry in column 2, write "O" in column 3. TOTAL TOTAL ""If the "Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter "20." ADDIT. FEE OR ADDIT. FEE 
*""If the "Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter "3." 

The "Highest Number Previously Paid For" (Total or Independent) is the highest number found in the appropriate box in column 1. 

FORM PT0-875 (Rev. 12/02) · ·u.s. Government Printing Office: 2003- 498-278/69151 Patent and Trademark Office, U.S. DEPARTMENT OF COMMERCE 
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PATENT APPLICATION SERIAL NO. 

06/02/2003 WABDELR10000000510447607 

01 FC:2001 
02 FC:2201 
03 FC:2202 

PTO-1556 
(5/87) 

375.00 OP 
168.00 OP 
180.00 OP 

---------

U.S. DEPARTMENT OF COMMERCE 
PATENT AND TRADEMARK OFFICE 

FEE RECORD SHEET 

·u.s. Government Printing Off,ce: 2002 - 489-267/69033 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMJ\IERCE 
UnitGd Stutc~ Putcni und TrndfJn1urk Office 
Addren: COMMISSIONER OF PATENTS AND TRADEMARKS 

P.o Hox 1,15,0 
All'"xandri1', VLqllllia ~2313•1450 
\V\\"\V,U,:ptl),SOV 

APPLICATION NUMBER FILING/RECEIPT DATE FIRST NAMED APPLICANT ATTORNEY DOCKET NUMBER 

10/447,607 05/29/2003 Eric G. Suder 16312-P006PI 

Kelly K. Kordzik 
CONFIRMATION NO. 6094 

FORMALITIES LETTER Winstead Sechrest & Minick 
5400 Renaissance Tower 
1201 Elm Street 

111111111111111111m 1111111111 ll~ 111111111111111m11111111111111111111111111111111111111 
·ocooooooo10448046* 

Dallas, TX 75270 

Date Mailed: 07/08/2003 

NOTICE TO FILE CORRECTED APPLICATION PAPERS 

Filing Date Granted 

An application number and filing date have been accorded to this application. The application is informal since it 
does not comply with the regulations for the reason(s) indicated below. Applicant is given TWO MONTHS from the date of this Notice within which to correct the informalities indicated below. Extensions of time may be 
obtained by filing a petition accompanied by the extension fee under the provisions of 37 CFR 1. 136(a). 

The required item(s) identified below must be timely submitted to avoid abandonment: 

• Replacement drawings in compliance with 37 CFR 1.84 and 37 CFR 1.121 are required. The drawings 
submitted are not acceptable because: 

• The drawing sheets do not have the appropriate margin(s) (see 37 CFR 1.84(g)). Each 
sheet must include a top margin of at least 2.5 cm. (1 inch), a left side margin of at 
least 2.5 cm. (1 inch), a right side margin of at least 1.5 cm. ( 5/8 inch), and a bottom 
margin of at least 1.0 cm. (3/8 inch).See Figures(s) 3-7. 

• The drawings must be reasonably free from erasures and must be free from 
alterations, overwriting, interlineations, folds, and copy marks. See Figure(s) 
6,7,10,12,16-18. 

• The drawings have a line quality that is too light to be reproduced (weight of all lines 
and letters must be heavy enough to permit adequate reproduction) or text that is 
illegible (reference characters, sheet numbers, and view numbers must be plain and 
legible) see 37 CFR 1.84(1) and (p)(1 )); See Figure(s) 9A-B, 13. 

• The drawings must be made on paper that has a white background (see 37 CFR 1.84 
(e)). For example, drawings on graph paper, lined paper, or paper that has a non-white 
background are not acceptable. See Figure(s) 7, 11-13, 15-18. 

A copy of this notice MUST be returned with the reply. 

~~~ 
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Customer Service Center 
Initial Patent Examination Division (703) 308- I 202 

PART 3 - OFFICE COPY 
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8/19 
ORIGINATOR 901 
STATION GOES 

OFF HOOK 
FIG. 9A 

-t 
~ NORMAL CALL t-908 

ORIGINATING PROCESSING CODE 
STATION DIALS f..-902 

IS EXECUTED TO 
REMOTE ACCESS RING EXTENSION 

CODEAND PHONE 
EXTENSION NUMBER 

+ i 
REMOTE IP SERVER '-909 

FIG. 9B 

IP SERVER VERIFIES -903 SENDS A CONNECTION 
ESTABLISHED MESSAGE 

REMOTE ACCESS TO ORIGINATING IP 
CODE SERVER 

+ ~ 
WHEN CONNECTION 

IP SERVER ASSIGNS -904 ESTABLISHED MESSAGE i-

AN AVAILABLE VOICE RECEIVED, IP SERVER CONNECTS 
910 

COMPRESSION AUDIO PATHS TO ORIGINATING 
CHANNEL STATION AND SENDS UPDATED 

INFORMATION TO DISPLAY OF 

• ORIGINATING STATION 
IP SERVER SENDS f..-905 ~ 
UDP/IP MESSAGE 

TO REMOTE IP WHEN CALLED i-91 1 

SERVER EXTENSION PHONE 
ANSWERS, AN ANSWER 

~ (906 MESSAGE IS SENT TO 

UPON RECEIPT OF UDP/IP ORIGINATING IP SERVER 

MESSAGE, REMOTE IP 1 
SERVER DETERMINES IF 

ORIGINATING IP EXTENSION NUMBER IS '-912 

VALID SERVER UPDATES 
LAMP/DISPLAY OF 

! ORIGINATING 
STATION 

IF EXTENSION NUMBER t 
IS VALID, A RETURN 0A~U1913 VOICE COMPRESSION 

CHANNEL IS ASSIGNED 

l 

I 907 ----------------·----

Fig. 9A 

+ 
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E. SUDER ET AL. 
16312-P006P1 

9/19 

ON HOOK MESSAGE 
SENT TO IP SERVER 

FROM STATION 

CALL PROCESSING 

914 

TEARS DOWN THE 915 
CALL AND A REMOTE 

MESSAGE SENT TO 
OTHER IP SERVER 

UPON RECEIPT OF 
REMOVE MESSAGE, IP 

916 

SERVER ALSO TEARS 
DOWN CALL 

ACKNOWLEDGE 
RETURNED 

FINALIZE TEAR 
DOWN 

END 

917 

918 

Fig. 98 
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+ 

DISPLAY FIRST OF 
N REMOTE SITE 

NAMES 

DISPLAY STATION-DEX 
OR SYSTEM DEX 
OPTIONS FOR 

SELECTED REMOTE SITE 

SEND MESSAGE TO 
SELECTED REMOTE SITE 

PERTAINING TO 
PRESSED KEY 

11/19 

DISPLAY 
SELECTED 

REMOTE SITE 

NO 

DISPLAY 
RESPONSE 
MESSAGE 

1115 BEGIN CALL 
PROCESSING 
(SEE FIG. 9A) 

+ 
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1302 

1301 

DTMF 
RECEIVER 

AUTOMATIC 
GAIN 

CONTROL 

1304 

FAX TONE 
DET. 

CALLER ID 
MODEMS 

1305 

13/19 

1303 

RECORDING 
BUFFERS 

+ 

-OT 
-ST/ROT 
-RBT 

r----H.l..p_7 _-SINGLE TONES 
-DTMF SENDING 

CALL 
PROCESSING 
TONE GEN. 

1308 

PLAY BUFFERS 

Fig. 13 

V 

0-------'• CONFERENCE _ l ____ _Jf-13-0_6 ________ _ 
_ BRIDGES •O 
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+ 

Fig. 15 

1516 

ROLODEX 
PROGRAM 
FEATURE 

1515 

MANUAL 
PROGRAM 

FEATURE ENTRY 

1501 

1517, 

15/19 

1504 

ENTER PROGRAM 
MODE 

OTHER 
PROGRAM 
OPTIONS 

PROGRAM 
FEATURE LOOP 

,-------7 1512 
SET-UP DATA 

POINTERS FOR 
THIS KEY 

1507 

ENTER 
"PROGRAMMABLE 

,,.--_' FEATURE KEYn 
PROGRAM MODE 

1509 

GET 
PASSWORD 

+ 

NO 
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1603 

+ 

MANUAL 
PROGRAM 

FEATURE ENTRY 

SAVE FIRST 
DIGITTO 
BUFFER 

SAVE DIGIT TO 
BUFFER 

Fig. 16 

16/19 

1515 

1601 

NO 

UPDATE 
DATABASE 

WITH ENTRY 

PROGRAM 
FEATURE LOOP 

+ 

1517 
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19/19 

1718 

LOCATION DEX 
LOOP 

1802 

DISPLAY NEXT 
SITE 

1804 

DISPLAY SITES 
ALPHABETICALLY 

LOCATION DEX 
RETURN 

Fig. 18 

ENTER REMOTE 
"STATION DEX" 

MODE 

NO 

TRANSFER 
ROLODEX ENTRY 
TO FEATURE KEY 

1806 

1808 

DISPLAY NEXT 
REMOTE 
STATION 

1810 

DISPLAY REMOTE 
NAMES 

ALPHABETICALLY 

NO 

1812 

PROGRAM 1516 
FEATURE LOOP 

+ 



CISCO EXHIBIT 1003 
Page 92 of 455

·--·-- Page 1 of 2 

U/\ITED STATES DEPARTME."1T 01" Cm.L,IBRCE 
Unitr.d 8tutt1:'4 Putt-mt und 'rrud~m.urk Offim, 
Addrm:COMMISSIO:'<ER FOR PATENTS 

P.O. Oox 1•50 
Ak~.amhiu. VIJ8Utw 2:313-1450 
vm\\,~tu.g1Jv 

APPLICATION NUMBER FILING OR 371 (c) DATE FIRST NAMED APPLICANT I ATTORNEY DOCKET NUMBER 

10/447,607 

Kelly K. Kordzik 
Winstead Sechrest & Minick 
5400 Renaissance Tower 
1201 Elm Street 
Dallas, TX 75270 

05/29/2003 Eric G. Suder 16312-P006Pl 

CONFIRMATION NO. 6094 

FORMALITIES LETTER 

11111111111111111 m1 ml 11111 m1 ml lllll lllll 111111111111111 in 1111111111 IHI 11111111 
*OC000000011032787* 

Date Mailed: 10/14/2003 

NOTICE OF INCOMPLETE REPLY (NONPROVISIONAL) 

Filing Date Granted 

The U.S. Patent and Trademark Office has received your reply on 09/16/2003 to the Notice to File Missing Parts 
(Notice) mailed 07/08/2003 and it has been entered into the nonprovisional application.The reply, however, does 
not include the following items required in the Notice. 

The period of reply remains as set forth in the Notice. You may, however, obtain EXTENSIONS OF TIME under 
the provisions of 37 CFR 1.136 (a) accompanied by the appropriate fee (37 CFR 1.17(a)). 

A complete reply must be timely filed to prevent ABANDONMENT of the above-identified application. Replies 
should be mailed to: Mail Stop Missing Parts, Commissioner for Patents, P.O. Box 1450, Alexandria VA 22313-
1450. 

The application is informal since it does not comply with the regulations for the reason(s) indicated below. 

The required item(s) identified below must be timely submitted to avoid abandonment: 

• Replacement drawings in compliance with 37 CFR 1.84 and 37 CFR 1.121 are required. The drawings 
submitted are not acceptable because: 

• More than one figure is present and each figure is not labeled "Fig." with a consecutive 
Arabic numeral (1, 2, etc.) or an Arabic numeral and capital letter in the English 
alphabet (A, B, etc.)(see 37 CFR 1.84(u)(1)). See Figure(s) 11. 

Replies should be mailed to: Mail Stop Missing Parts 

Commissioner for Patents· 

P.O. Box 1450 

Alexandria VA 22313-1450 

A copy of tltis notice MUST be returned witlt tlte reply. 
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Initial Patent Examination Division (703) 308-1202 
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, '\. '\ ~- S~DER ET AL. Jr,-- ? 
, i'6. 1~§12-P006P1 --_.n 
1~✓ 

+ 

DISPLAY FIRST OF 
N REMOTE SITE 

NAMES 

DISPLAY STATION- DEX 
OR SYSTEM DEX 
OPTIONS FOR 

SELECTED REMOTE SITE 

SEND MESSAGE TO 
SELECTED REMOTE SITE 

PERTAINING TO 
PRESSED KEY 

11/19 

Fig. 11 

DISPLAY 
SELECTED 

REMOTE SITE 

NO 

1115 

DISPLAY 
RESPONSE 
MESSAGE 

BEGIN CALL 
PROCESSING 
(SEE FIG. 9A) 

+ 
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~! UNITED STlcrES PATENT AND ThAf>EMARK OFFICE 

~ ~ 
~""'"',i!3 

APPLICATION NUMBER PATENT NUMBER 

10/447,607 

UNITED STATES DEPART:vIENT OF COMMERCE 
United States Patent and Trademark Office 
Adiliess, ~(JJVIM[SSICJ]\ER FOIZ PA'l'l':N'l'S 

~;"~~;~~'a\'.'?"' 22313-1450 

GROUP ART UNIT FILE WRAPPER LOCATION 

2616 0120 

Correspondence Address/ Fee Address Change 

The following fields have been set to Customer Number 29444 on 12/29/2005 

• Correspondence Address 
• Maintenance Fee Address 

The address of record for Customer Number 29444 is: 
WINSTEAD SECHREST & MINICK P.C. 
PO BOX50784 
DALLAS,TX 75201 
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,-, CHANGEOF I CORRESPONDENCEADDRESS 
Applica.tlon 

f\ddn:JSS to: 

Cmnm!ssionf:r k,r Patl'mts 
F ,0. Box 1450 
t(\!e.:<andriai \/.A 2231.3.,,1450 

The ;:.,ddress associat,xi with 

Fmng Date 

First Named Inventor 

,Art Unit 

\\•1ay 29, 2003 

Suder, et al. 

2661 
""'"'"''-'-'-',-~,,,n,,,,,n, -•• ..,,,..,..,..,..,..,..,..,..,.., __ ,,,nnn,,H.. ••••••_,..,..,.., .............. ,_._._-,.,.,..,._..~,nn 

E;«~miner Name j Not yet assigned 
---•••-•_,..,..,..,.., .................... ,_ __ ,,,,n,,,,,..,..,h• •-------: ..-..,..,..,..,..,..,.._..,,._._._-,_...,.~,n,,,,,,,, .. •••••••-•-••••••,-.,..,,..,..,..,..,..,..,.., 

Attorney Docket Number ! 21618-0'!3001 

OR 

.. """" .. 26201· ....... -............... . ......... _, 

I. .. ·····-··········· ........... ~.--............ -'••···-··················--·· -- - J 
D Firm <)r 

!ndivklua! Nmn2' 

Address 

City State Zip 

1 Telephone Emal! 

Thi~ form cannot b(, us,;,tj to change the data associalE:d with a Customer Num!)er. T<:::· diarK,c the ctata 
associated ~vith an existing Custorrn;}r Nurnber l!Se "Request for Customer Numbi::ir D,~t;_1 Ch;nge" (PTOlSB!'l2.4). 

[] 
~ - - - -~ 

• 

Typed or Print,~l 
Name 

~AppHcantnnventor, 

Assignee o-f record of the entire interest. 
Certificate under 37 CFR 3. 73(b) is enclosed. 

Attorney or agent of record. Registration Number ~-1!3.5f]. 

Registered pn:icti:\ioner nanwdJn the application transmitta! !ettHr In an appHr:.ation 'Nithoul <m 
t:sx~'Cut~,~ ?ath or de9~u,11ifotJ/See 37 CF-R i .3~1(a}( 1}, Registration Number J§3.:U 
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51 1452 PBX same (ATM WAN) US-PGPUB; OR ON 2007/03/12 15:13 
USPAT; 
U5OCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

52 · 575 IP near PBX U5-PGPUB; OR ON 2007/03/12 14:45 
U5PAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

53 67 51 and 52 U5-PGPUB; OR ON 2007/03/12 14:45 
U5PAT; 
U5OCR; 
FPR5; 
EPO; JPO; 

; DERWENT; 
IBM_TDB 

54 2446 phone near (directory list) U5-PGPUB; OR ON . 2007/03/12 14:46 
U5PAT; 
U5OCR; 
FPR5; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

55 0 53 and 54 US-PGPUB; OR ON 2007/03/12 14:46 
U5PAT; 
U5OCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

56 39 54 and 51 U5-PGPUB; OR ON 2007/03/12 14:46 
USPAT; 
U5OCR; 
FPR5; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

57 764 PBX same WAN U5-PGPUB; OR ON 2007/03/12 15:14 
U5PAT; 
U5OCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 
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EAST Search History 

S8 68929 (PBX LAN) same WAN US-PGPUB; OR ON 2007/03/12 15:14 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S9 1367 voice near IP US-PGPUB; OR ON 2007/03/12 15:14 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S10 365 S9 and S8 US-PG PUB; OR ON 2007/03/12 15: 15 
USPAT; 
USOCR; 
FPRS; 

I EPO; JPO; 
DERWENT; 
IBM_TDB 

S11 25 S2 and S10 US-PGPUB; OR ON 2007/03/13 08:03 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S12 6677 IP near (phone telephone) US-PGPUB; OR ON 2007/03/13 08:03 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S13 6273 IP adj (phone telephone) US-PGPUB; OR ON 2007/03/13 08:03 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

514 667 display same S12 US-PGPUB; OR ON 2007/03/13 08:04 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

3/27/07 9:57:49 AM Page 2 
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515 601553 directory list U5-PGPUB; OR ON 2007/03/13 08:04 
U5PAT; 
U5OCR; 
FPR5; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S16 · 89 514 same 515 US-PGPUB; OR ON 2007/03/13 15:27 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S17 2 "7068684" .pn. U5-PGPUB; OR ON 2007/03/13 15:41 
U5PAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

518 5 "447607" .ap. U5-PGPUB; OR ON 2007/03/1315:53 
USPAT; 
U5OCR; 
FPR5; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S19 285 (first near LAN) and (second near U5-PGPUB; OR ON 2007/03/14 08:30 
LAN) and WAN U5PAT; 

U5OCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S20 21715 519 PBX US-PGPUB; OR ON 2007/03/13 15:54 
U5PAT; 
USOCR; 
FPR5; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

521 23 519 and PBX U5-PGPUB; OR ON 2007/03/13 15:55 
U5PAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

3/27/07 9:57:49 AM Page 3 
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522 19 521 and IP US·PGPUB; OR ON 2007/03/13 15:55 
USPAT; 
U5OCR; 
FPR5; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

523 4734 (phone near list near server) U5·PGPUB; OR ON 2007/03/14 08:32 
(directory near server) U5PAT; 

U5OCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S24 ~8913 LAN same WAN US·PGPUB; OR ON 2007/03/14 08:32 
U5PAT; 
U5OCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S25 1294 S23 and S24 U5·PGPUB; OR ON 2007/03/14 08:32 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S26 6677 IP near (phone telephone) US·PGPUB; OR ON 2007/03/14 08:32 
USPAT; 
U5OCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S27 43 S25 and S26 U5·PGPUB; OR ON 2007/03/14 14:04 
U5PAT; 
U5OCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S28 4730 directory near server US·PGPUB; OR ON 2007/03/14 14:05 
USPAT; 
U5OCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

3/27/07 9:57:49 AM Page 4 
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S29 30 display$3 near dial$3 near (phone US-PGPUB; OR ON 2007/03/15 11:05 
adj number) USPAT; 

USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S30 2 S28 and S29 US-PG PUB; OR ON 2007/03/14 14:06 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S39 · 3415 IP near phone US-PGPUB; OR ON 2007/03/15 15:41 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S40 72128 LAN and WAN US-PG PUB; OR ON 2007/03/15 14:35 
USPAT; 

' USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S41 69164 LAN same WAN US-PGPUB; OR ON 2007/03/15 14:35 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S42 619 541 and S39 US-PGPUB; OR ON 2007/03/15 14:35 
USPAT; 
USOCR; 
FPRS;. 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S43 211 directory and S42 US-PGPUB; OR ON 2007/03/15 14:36 
USPAT; 
USOCR;. 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

3/27/07 9:57:49 AM Page 5 
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544 10918 automatic$5 near dial$3 U5-PGPUB; OR ON 2007/03/15 14:39 
U5PAT; 
USOCR; 
F.PR5; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

545 21 544 and 543 U5-PGPUB; OR ON 2007/03/15 14:38 
U5PAT; 
U5OCR; 
FPR5; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

546 94 544 and 539 U5-PGPUB; OR ON 2007/03/15 14:40 
U5PAT; 
U5OCR; 
FPR5; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

547 2 "5657378" .pn. U5-PGPUB; OR ON 2007/03/15 14:42 
U5PAT; 
U5OCR; 
FPR5; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

548 3181 "IP phone" U5-PGPUB; OR ON 2007/03/15 14:48 
USPAT; 
U5OCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

549 83 S48 and S44 U5-PGPUB; OR . ON 2007/03/15 14:45 
U5PAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S50 106444 "379" .clas. US-PGPUB; OR ON 2007/03/15 14:46 
USPAT; 
U5OCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

3/27/07 9:57:49 AM 
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S51 467 S50 and S48 US-PGPUB; OR ON 2007/03/15 14:46 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO;. 
DERWENT; 
IBM_TDB 

S52 33 S51 and 544 U5-PGPUB; OR ON 2007/03/15 14:46 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

553 268 "IP phone" same display U5-PGPUB; OR ON 2007/03/15 15:43 
U5PAT; 
U5OCR; 
FPR5; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

554 33 550 and 552 U5-PGPUB; OR ON 2007/03/15 14:49 
U5PAT; 
U5OCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

555 36 550 and 553 U5-PGPUB; OR ON 2007/03/15 14:53 
U5PAT; 
U5OCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

556 4199 IP near telephone US-PGPUB; OR ON 2007/03/15 15:13 
USPAT; 
.USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S57 413 556 same display US-PGPUB; OR ON 2007/03/15 15:09 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

3/27/07 9:57:49 AM Page 7 
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S58 141 S57 and directory US-PGPUB; OR ON 2007/03/15 14:53 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S60 2 "5903632". pn. US-PG PUB; OR ON · 2007/03/15 15:09 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S61 28 "IP phone" near display US-PG PUB; OR ON 2007/03/15 15:11 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S62 34 (IP near telephone) near display US-PGPUB; OR ON 2007/03/1515:16 
USPAT; 
USOCR; 
FPRS; 
EPO;·JPO; 
DERWENT; 
IBM_TDB 

S63 37 (IP near telephon$3) near display US-PGPUB; OR ON 2007/03/15 15:26 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S64 2 "6154465".pn. US-PGPUB; OR ON 2007/03/15 15:26 
USPAT; 
USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

S65 1206 "379/93.23,354,355.02,355.04". US-PGPUB; OR ON 2007/03/15 15:41 
eels. USPAT; 

USOCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

3/27/07 9:57:49 AM Page 8 
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566 7 539 and 565 l:J5-PGPUB; OR ON 2007/03/15 15:41 
U5PAT; 
U5OCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

567 134 553 and LAN U5-PGPUB; OR ON 2007/03/15 16:14 
U5PAT; 
U5OCR; 
FPRS; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

568 6694 IP near (phone telephone) U5-PGPUB; OR ON 2007/03/15 16:14 
U5PAT; 
U5OCR; 
FPR5; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

569 20067 (IP internet) near (phone U5-PGPUB; OR ON 2007/03/15 16:15 
telephone) U5PAT; 

U5OCR; 
FPR5; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

570 1449 379/90.01 .eels. U5-PGPUB; OR ON 2007/03/15 16:15 
U5PAT; 
U5OCR; 
FPR5; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

571 78 569 and 570 U5-PGPUB; OR ON 2007/03/15 16:15 
U5PAT; 
U5OCR; 
FPR5; 
EPO; JPO; 
DERWENT; 
IBM_TDB 

3/27/07 9:57:49 AM Page 9 
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OfficeAction Summary 

Application No. 

10/447,607 

Examiner 

Richard Chang 

Applicant( s) 

SUDER ET AL. 

Art Unit 

2616 I 
-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ;J. MONTH(S) OR THIRTY (30) DAYS, 
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• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1. 704(b). 
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Priority under 35 U.S.C. § 119 
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application from the International Bureau (PCT Rule 17.2(a)). 
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Application/Control Number: 10/447,607 

Art Unit: 2616 

DETAILED ACTION 

Claim Rejections - 35 USC§ 102 

Page2 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

2. Claims 11-12, 17-22, 24 and 30 are rejected under 35 U.S.C. 102(e) as being 

unpatentable by Wilson et al. (U.S. Patent No. 6,829,231 B1 ), hereinafter "Wilson". 

As to claim 11, Wilson discloses an IP telephone adaptable for coupling to a first 

· LAN, the IP telephone comprising [Fig. 5, Abstract, Col. 8, Lines 17-28, the Local 

Exchange switch 205 and local ISP 215 and network switch 302 form a LAN 

system that allowed the internet phones to connect]: 

a first state of operation entered in response to a selection of an input by a 

user, wherein the first state of operation of the IP telephone results in a 

display of a list of telecommunications extensions coupled to a second 

LAN coupled to the first LAN via a WAN [Fig. 5, Fig.6, Col.7, Lines 4-67 

and Col. 8, Lines 1-39, A caller can access the directory database 

and directory search engine through the internet (WAN) for the 

callee's address and address conversion unit will convert the 
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address to a callee's name and display it on the display of the 

caller's internet phone]; 

a second state of operation entered in response to a selection of the input 

by the user, wherein the second state of operation of the IP telephone 

results in an automatic calling of one of the telecommunications 

extensions selected by the user [Fig. 3, Col.8, Lines 7-15, The caller can 

select the proper callee's name display and make a call. Note, the 

dialer pad of the internet phone has DTMF tone transceiver 140 and it 

is inherent that a phone has the DTMF tone capability to have AUTO­

DIALING function, such as "Re-dial"]. 

As to claim 12, Wilson discloses the IP telephone as recited in claim 11, wherein 

the orie of the telecommunications extensions automatically called has an identifier 

displayed to the user on the IP telephone when the input is selected by the user [Col. 8, 

Lines 7-15, Caller name displayed on the display, the user can select name from 

the scrolling list.]. 

As to claim 17, Wilson discloses information handling system comprising: 

a first local area network ("LAN") operating under an IP protocol [Fig. 5, 

Abstract, Col. 8, Lines 17-28, the Local Exchange switch 205 and local ISP 

215 and network switch 302 form a LAN system]; 

a first IP telephone coupled to the first LAN, the first IP telephone having a 
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display and a set of keys for enabling a user to enter inputs [Fig. 2, Col. 4, Lines 

39-67, Col. 5, Lines 1-38]; 

a second LAN operating under the IP protocol [Fig. 5, Col. 8, Lines 17-28, the 

Local Exchange switch 240 and local ISP 215 and network switch 304 form 

a LAN system]; 

second and third telephone extensions coupled to the second LAN [Fig.5, IP 

phones 245-247]; 

a wide area network ('WAN") operating under the IP protocol coupling the first 

LAN to the second LAN [Network 210 coupled to local ISP, implied the 

network 210 is a internet (WAN)]; 

the first LAN including first circuitry for enabling a user of t~e first IP telephone to 

view a list including the second and third telephone extensions [Col. 8, Lines 7 -

15, The display screen displays the list of the caller's request and the caller 

can select the intended caller for phone call]; 

As to claim 18, Wilson disclose the system as recited in claim 17, further 

comprising: 

the first LAN including second circuitry for automatically calling the second 

telephone extension in response to the user selecting the second telephone 

extension from the viewed list [Fig. 3, Col.8, Lines 7-15, The caller can select 

the proper callee's name display and make a call. Note, the dialer pad of the 
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Internet phone has DTMF tone transceiver 140 and it is inherent that a 

phone has the DTMF tone capability to have AUTO-DIALING function]._ 

As to claims 19 and 20, Wilson discloses the system as recited in claim 18, 

wherein selection of the second telephone extension from the viewed list by the user is 

accomplished by selection of one of the set of keys and the selection of one of the set of 

keys results in an initiation of a call from the first IP telephone to the second telephone 

extension across the WAN [Fig. 5, Fig. 6, Col. 8, Lines 50-67, Col. 9, Lines 1-5, Once 

the user select th,e key and dial the calling number, the call setup will establish a 

connection across network 210 from calling to called side. ]. 

As to claim 21, Wilson discloses the system as recited in claim 17, wherein the 

list is stored in a server in the second LAN, and is accessed by the first circuitry across 

the WAN [Fig. 5, the Internet user database directory, can be access by the first 

and the 2nd LANs]. 

As to claim 22, Wilson discloses the system as recited in claim 17, wherein the 

first IP telephone includes circuitry for enabling the user to scroll through the displayed 

list [Col. 8, Lines 7-15]. 

As to claims 24 and 30, Wilson discloses a telecommunications system 

comprising: 



CISCO EXHIBIT 1003 
Page 114 of 455

Application/Control Number: 10/447,607 

Art Unit: 2616 

Page 6 

a first IP telephone coupled to a first IP server within a first LAN [Fig. 5, 

Col. 8, Lines 17-45, The IP phones 201-203 coupled to Local 

exchange switch and network switch and the internet domain server 

308 forms a LAN]; 

second and third telephone extensions coupled to a second IP server 

within a second LAN [IP phones 245-247 coupled to Local exchange 

switch 240 and network switch 304 and the internet domain server 

308 forms a second LAN, It is well known in the art the local 

exchange switch can connect to many extensions, such as PBX]; 

a WAN coupling the first LAN to the second LAN, the first LAN, the second 

LAN, and the WAN communicating using an IP protocol [Fig. 5, Col. 8, 

Lines 7-28, The network 210, it is IP network since it needs to 

establish connection via Internet ISP]; 

means for displaying on the first IP telephone a list of telephone 

destinations stored in the second IP server in response to selection of a 

first input on the first IP telephone, wherein the list of telephone 

destinations is communicated from the second IP server over the WAN to 

the first IP telephone [Col. 8, Lines 7-15, The display screen displays 

the list of the caller's request and the caller can select the intended 

caller for phone call]; 

means for automatically dialing the selected one of the telephone 

destinations for a communications link between the first IP telephone and 
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the selected one of the telephone destinations in response to selection of· 

one of the telephone destinations from the displayed list [Fig. 3, Col.8, 

Lines 7-15, The caller can select the proper callee's name display 

and make a call. Note, the dialer pad of the Internet phone has DTMF 

tone transceiver 140. and it is inherent that a phone has the DTMF 

tone capability to have AUTO-DIALING function]. 

As to claims 31-33 and 25-27, Wilson discloses the system as recited in claim 

30, wherein the selection of one of the telephone destinations from the displayed list is 

performed in response to selection of a second input on the first IP telephone by a user. 

[Fig.5 and Fig.6, Col. 8, Lines 7-17, Caller can use key pad to make request of 

directory, then from the screen to select the proper callee for phone call.] And the 

first and second inputs are the same key button on the first IP telephone [It is well 

known in the art that using one key pad to change menu and make a selection 

afterward]. And the telephone destinations include the second and third telephone 

extensions coupled to the second IP server [Fig. 5, Both LANs can connection many 

IP phone (extensions) since both sides has Local exchange Switch. It is inherent 

that a local switch can connect many extensions, such as PBX. ]. 

As to .claims 28 and 34, Wilson discloses the system as recited in claim 32, 

wherein the telephone destinations include telephones external to the system (Fig. 5, 

The local exchange switch inherently is able to connect local telephones and the 
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outside line phone, such as a dedicate a T1 trunk from the local exchange switch 

for PSTN line so that the external line can call to the local telephone]. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

4. Claims 1-4,7 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Guy et al. (U.S. Patent No. 6,298,057 81 ), hereinafter "Guy, in view of Stuntebeck 

et al. (U.S. Patent 6,065,016}, hereinafter "Stuntebeck". 

As to claim 1, Guy discloses information handling system comprising: 

A first local area network ("LAN")[Fig. 1, LAN 116]; 

a second LAN [Fig.1, LAN 134]; 

a wide area network ('WAN") coupling the first LAN to the second LAN 

[Fig.1, WAN 104 connected to LANs 116 and 134 through routers 114 

and 132]; 
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a first telecommunications device coupled to the first LAN[Fig. Phone 

106/108 connects to LAN 116 through server 112]; 

a plurality of telecommunications extensions coupled to the second 

LAN[Fig. 1,Phones 124,126 through the PBX and server to the LAN 

134, PBX is well known to be able to have many phone extensions]; 

But Guy fails to teach the system has a circuitry in the first LAN for enabling user 

device to observe a list of the plurality of telecommunication extensions. And another 

circuit for automatically calling one of the plurality of telecommunications extensions in 

. response to the user selecting one of the plurality of telecommunications extensions 

from the observed list 

Stuntebeck teaches a universal directory server can be connected a user LAN for 

end user to access and select the phone number stored in the server for automatically 

dialing the phone number to make a phone call [Fig. 1, Abstract, Col. 6, Lines 39-45, 

user can select phone numbers (extension) from the user computer through the 

LAN to access the directory server and the computer can display numbers as 

icon then based on the number that user selected to make phone call.]. 

It would have been obvious to a person of the ordinary skill in the art at the time 

the invention was made to implement the directory server that Stuntebeck taught into 

the file server 112 that Guy taught so the user in the LAN can access the directory 
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server and select the proper number to make a phone call automatically as specified in 

claim 1. 

The motivation for doing so would have been to have a directory server that 

provide a convenient way to be accessed through a communication channel so the end 

user can easily to search, observe and auto•dialing the destination number. without 

looking up another phone book. 

As to claim 2, Guy modified by Stuntebeck, discloses the system as recited in 

claim 1, wherein communication among the first LAN, second LAN, and WAN uses IP 

protocol [Guy, Col. 14, Lines 13-22]. 

As to claim 3, Guy modified by Stuntebeck, discloses the system as recited in 

claim 2, wherein the list of the plurality of telecommunications extensions is displayed to 

the user of the first telecommunications device [Stuntebeck, Col. 6, Lines 39-45]. 

As to claim 4, Guy modified by Stuntebeck, discloses the system as ·recited in 

claim 2, wherein the list of the plurality of telecommunications extensions is played as 

audio to the user of the first telecommunications device [Stuntebeck, Col. 4, Lines 28-

26, since the user can use voice to access the directory server, it is inherent that 

the server will play back the pre-recorded selection menu to let user to select 

proper extension]. 
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As to claim 7, Guy modified by Stuntebeck, discloses the system as recited in 

claim 1, wherein the list of the plurality of telecommunications extensions is stored in a 

server in the second LAN, and is accessed by the first circuitry· across the WAN 

[Stuntebeck, Fig. 1, the universal server coupled to user LAN and be access from 

internet (WAN) or any other access channel]. 

As to claim 10, Guy modified by Stuntebeck, discloses the system as recited in 

claim 1, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; and 

a plurality of telecommunications extensions coupled to the third LAN, the 

first LAN including circuitry for enabling the user to select between observing the list of 

the plurality of telecommunications extensions coupled to the second LAN or observing 

a list of the plurality of telecommunications extensions coupled to the third LAN [Guy, 

Fig. 1, The WAN network is inherently for connecting a plurality of LANs in order 

to allow the users in those LANs can communicate to each other through WAN. ]. 

5. Claims 5-6, 8-9 and 23 are rejected under 35 U.S.C. 103(a) as being 

u~patentable over Guy et al. (U.S. Patent No. 6,298,057 B1 ), hereinafter "Guy, in view 

of Stuntebeck et al. (U.S. Patent 6,065,016), hereinafter "Stuntebeck", further in view of 

Wilson (U.S. Patent No. 6,829,231 81 ), h.ereinafter "Wilson". 
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As to claim 5, Guy modified by Stuntebeck, discloses all the limitations of claim 3 

(see above), which claim 5 depends. 

But Guy modified by Stuntebeck fails to disclose the telecommunication device is 

an IP phone. 

Wilson teaches a IP telephone which has display, input key pad for user to select 

the phone number from a scrolling list to make call through internet [Fig. 2, Col. 5, 

Lines 11-30 and Col 8, Lines 7-15]. 

It would have been obvious to a person of the ordinary skill in the art at the time 

the invention was made to have the IP phone taught by Wilson as a communication 

device to connect to the Internet system that taught by Guy and Stuntebeck so that can 

make a internet voice call. 

The motivation for doing so is to provide a stand alone internet phone that user 

can access internet voice service without hooking up the computer and it is more 

convenient for the end user. 

As to claim 6, Guy modified by Stuntebeck and Wilson, discloses the system as 

recited in claim 5, wherein the tactile selection of one of the plurality of 

telecommunications extensions from the displayed list by the user results in an initiation 
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of a call from the first telecommunications device to the selected one of the plurality of 

telecommunications extensions across the WAN [Wilson, Fig. 5, Fig. 6, Col. 7, Lines 

45-67 and Col. 8, Lines 1-38, Lines 50-67]. 

As to claim 8, Guy modified by Stuntebeck and Wilson, discloses the system as 

recited in claim 6, wherein the list of the plurality of telecommunications extensions is 

stored in a server in the second LAN, and is accessed by the first circuitry across the 

WAN [Wilson, Fig. 5, the Internet user database directory, can be access by the 

first and the 2nd LANs]. 

As to claim 9, Guy modified by Stuntebeck and Wilson, discloses The system as 

·recited in claim 8, wherein the first telecommunications device includes circuitry for 

enabling the user to scroll through the displayed list of the plurality of 

telecommunications devices [Wilson, Col. 8, Lines 7-15]. 

As to claim 23, Guy modified by Stuntebeck and Wilson, teaches all the 

limitations of claim 1 (see above), which claim 23 depends. 

But Guy modified by Stuntebeck and Wilson, dose not disclose that there is 3rd 

LAN connected to the WAN and the caller's phone in the 1st LAN can display the 

callee's list (extensions) of the 2nd LAN and 3rd LAN. 
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It would have been obvious to a person of the ordinary skill in the art at the time 

the invention was made to have more than 2 LANs connect to WAN (internet) and every 

LAN has same structure as taught by Wilson [Wilson, Fig. 5, LAN comprises Local 

exchange switch and network switch] so that a caller in one of the LANs can access 

the directory database of the other two LANs through WAN as specified in· claim 35. 

Notice that, the WAN is inherently to be able to connect to a plurality of LANs together 

for sharing the ·information. 

The motivation for doing so is to provide more capacity and convince for the e·nd 

user of every LANs. For example, a big organization has multiple work locations and the 

employee in this organization can access the whole phone directory of this organization 

no matter where the user located 

6. Claims 13-16, 29, 35-40 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Wilson (U.S. Patent No. 6,829,231 B1 ), hereinafter "Wilson". 

As to claim 13, Wilson teaches the Internet phone system performs the 

functionalities as described in claim 11 [See rejection above]. 

But Wilson dose not disclose that there is 3rd LAN connected to the WAN and the 

caller's phone in the 1st LAN can display the callee's list on.the 2nd LAN and 3rd LAN. 



CISCO EXHIBIT 1003 
Page 123 of 455

Application/Control Number: 10/447,607 

Art Unit: 2616 

Page 15 

It would have been obvious to a person of the ordinary skill in the art at the time 

the invention was made to have more than 2 LANs connect to WAN (internet) and every 

LAN has same structure as .taught by Wilson [Wilson, Fig. 5, LAN comprises Local 

exchange switch and network switch] so that a caller in one of the LANs can access 

the directory database of the other two LANs through WAN as specified in claim 13. 

Notice that, the WAN is inherently to be able to connect to a ·plurality of LANs together 

for sharing the information. 

The motivation for doing so is to provide more capacity and convince for the end 

user of every LANs. For example, a big organization has multiple work locations and the 

employee in this organization can access the whole phone directory of this organization 

no matter where the user located. 

As to claim 14, Wilson discloses the IP telephone as recited in claim 13, further 

comprising: 

a third state of operation of the IP telephone entered in response to a third 

selection of the input by the user, wherein the third state of operation of the IP 

telephone results in a calling of one of the telephone destinations displayed to 

the user, wherein the calling of the one of the telephone destinations is 

accomplished from the first LAN via the WAN, through the second LAN [Col. 8, 

Lines 7-15, Caller name displayed on the display, the user can select name 
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from the scrolling list and, Fig. 3, Col.8, Lines 7-15, the caller can select the 

proper callee's name display and make a call. Note, the dialer pad of the 

Internet phone has DTMF tone transceiver 140 and it is inherent that a 

phone has the DTMF tone capability to have AUTO-DIALING function, such 

as "Re-dial". It is well known that in the directory selection menu, the user 

can choose locations, departments or units within the company (different 

LANs) and further choose the proper destination phone number]. 

As to claims 15 and 16, Wilson discloses the IP telephone as recited in claim 14, 

wherein the user can scroll through the list of second and third LANs to select the third 

LAN, wherein the second state of operation of the IP telephone will then display 

telephone destinations the user can potentially call through the third LAN. 

And the user can scroll through the telephone destinations the user can potentially call, 

wherein when the third state of operation is entered, the user has selected one of the 

telephone destinations with the third selection of the input [Fig. 5, Fig.6 ,Col.7, Lines 4-

67 .and Col. 8, Lines 1-39, A caller can access the directory database and directory 

search engine through the internet (WAN) for the callee's address and address 

conversion unit will convert the address to a callee's name and display it on the 

display of the caller's internet phone. Col. 8, Lines 7-15, Caller name displayed on 

the display, the user can select name from the scrolling list.]. 
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As to claims. 29 and 35, Wilson teaches all the limitations of claims 24 and 30 

(see above), which claims 29 and 35 depends. 

But Wilson dose not disclose that there is 3rd LAN connected to the WAN 

and the caller's phone in the 1st LAN can display the callee's list on the 2nd LAN and 3rd 

LAN. 

It would have been obvious to a person of the ordinary skill in the art at the time 

the invention was made to have more than 2 LANs connect to WAN (internet) and every 

LAN has same structure as taught by Wilson [Wilson, Fig. 5, LAN comprises Local 

exchange switch and network switch] so that a caller in one of the LANs can access 

the directory database of the other two LANs through WAN as specified in claim 35. 

Notice that, the WAN is inherently to be able to connect to a plurality of LANs together 

for sharing the information. 

The motivation for doing so is to provide more capacity and convince for the end 

user of every LANs. For example, a big organization has multiple work locations and the 

employee in this organization can access the whole phone directory of this organization 

no matter where the user located. 

As to claim 36, Wilson discloses a method comprising the steps of: 
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receiving a input from a user on an IP telephone that is networked into a 

first LAN operating under an IP protocol [Fig. 5, Internet phone connect to 

internet through the local switc~ and network switch, Col. 7, Lines 45-67, 

user can use the alphanumeric keypad to make a request of callee search]; 

in response to receipt of the input, displaying on a display on the IP telephone a 

first list including second and third LANs coupled to the first LAN, wherein the 

second and third LANs operate under the IP protocol [Col. 7,Lines 46-67 and 

Col. 8, Lines 1-17, the sreen on the caller's side can display the numbers of 

callee after the search engine reply the search request]; 

receiving another input from the user on the IP telephone; in response to receipt 

of the input, displaying on the display on the IP telephone a second list of 

telephone destinations accessible from the second LAN [Basically, this is same 

operation of the above]; 

receiving another input from the user on the IP telephone; and in response to 

receipt of the input, automatically dialing one of the telephone destinations 

accessible from the second LAN for a communications connection between the 

· one of the telephone destinations and the IP telephone (Col. 8, Lines 7-15, 

Caller name displayed on the display, the user can select name from the 

scrolling list and . Fig. 3, Col.8, Lines 7-15, the caller can select the proper 

callee's name display and make a call. Note, the dialer pad of the Internet 

phone has DTMF tone transceiver 140 and it is inherent that a phone has 

the DTMF tone capability to have AUTO-DIALING function, such as "Re-
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dial". It is well known that in the directory selection menu, the user can 

choose locations, departments or units within the company (different 

LANs) and further choose the proper destination phone number]. 

. But Wilson does not explicitly disclose those touch inputs are in order, 151, 2nd 

However, at the time the invention was made, it would have been obvious to a 

person of the ordinary skill in the art to modify the order of the touch input such that can 

perform the phone number selection as specified as claim 36. Since application has not 

disclosed that the input order solves ant problem or is for any particular purpose and it 

appears that the invention would perform equally well with the order of those touch 

input. 

As to claims 37 and 38, Wilson discloses the method as recited in claim 36, 

before the step of receiving the second touch input, further comprising the steps of: 

receiving a fourth touch input from the user on the IP telephone; and 

in response to receipt of the fourth touch input, scrolling through the first list. 

and the method as recited in claim 37, before the step of receiving the third touch input, 

further comprising the steps of receiving a fifth touch input from the user on the IP 

telephone; and in response to receipt of the fifth touch input, scrolling through the 

second list [ Col. 8, Lines 7-15, the user can scroll the list and select the phone 

number from the list. It is well known that a person in the art to design the keypad 
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to make a scrolling list and make a selection from a phone list or to choose 

different list by pressing the keypad]. 

As to claim 39, Wilson discloses the method as recited in claim 36, wherein the 

step of displaying on the display on the 1 P telephone the second list further includes the 

steps of: 

sending a message from the first LAN to the second LAN requesting the second 

list [Fig. 6, Col. 7, Line 47-67]; 

receiving the second list from the second LAN to the first LAN [Col. 8, Lines 50-

67, The search engine response the callee name to the caller]. 

As to claim 40, Wilson disclo,ses the method as recited in claim 39, wherein the 

first, second, and third LANs are coupled via a WAN [It is inherent that the WAN can 

connect to many LANs]. 

Conclusion 

Anyjnquiry concerning this communication or earlier communications from the 

examiner should be directed to Richard Chang whose telephone number is (571) 272-

3129. The examiner can normally be reached on Monday - Friday from 8 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Wing Chan can be reached on (571) 272-7493. The fax phone number for 

the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 
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Amendments to the Claims: 

Attorney's Docket No.: 21618-013001 

This listing of claims replaces all prior versions and listings of claims in the application: 

l. (Currently Amended) An infonnation handling system comprising: 

a first local area network ("LAN"); 

a second LAN; 

a wide area network ("WAN") coupling the first LAN to the second LAN; 

a first telecommunications device coupled to the first LAN; 

a plurality of telecommunications extensions coupled to the second LAN; 

the first LAN including first circuitry for enabling a user of the first telecommunications 

device to observe a list of the plurality of telecommunications extensions; and 

the first LAN including second circuitry for automatically calling one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 

telecommunications extensions from the observed list. wherein the list ofthe pluralitv of 

telecommunications extensions is stored in a server in the second LAN. and is accessed bv the 

first circuitry across the WAN. 

2. (Original) The system as recited in claim 1, wherein communication among the first 

LAN, second LAN, and WAN uses an IP protocol. 

3. (Original) The system as recited in claim 2, wherein the list of the plurality of 

telecommunications extensions is displayed to the user of the first telecommunications device. 

4. (Currently Amended) The-system-as-rec~+, An information handling 

system comprising: 

a first local area network (''LAN"): 
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a wide area network ("WAN") coupling the first LAN to the second LAN: 

a first telecommunications device coupled to the first LAN: 

a pluralitv of telecommunications extensions coupled to the second LAN: 

the first LAN including first circuitry for enabling a user of the first telecommunications 

device to observe a list of the pluralitv of telecommunications extensions: and 

the first LAN including second circuitty for automaticallv calling one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 

telecommunications extensions from the observed list. wherein communication amontt the first 

LAN, second LAN. and WAN uses an IP protocol, wherein the list of the plurality of 

telecommunications extensions is played as audio to the user of the first telecommunications 

device. 

5. (Original) The system as recited in claim 3, wherein the first telecommunications 

device is an JP telephone having a display for showing the list of the plurality of 

telecommunications extensions, wherein the second circuitry includes a key for enabling the user 

to tacitly selecting one of the plurality oftelecommunications extensions from the displayed list. 

6. (Original) The system as recited in claim 5, wherein the tactile selection of one of the 

plurality of telecommunications extensions from the displayed list by the user results in an 

initiation of a call from the first telecommunications device to the selected one of the plurality of 

telecommunications extensions across the WAN. 

7. (Cancelled) 

8. (Currently Amended) +he-system as reeiteel ifl eloim--6; An information handling 

svstem comprising: 

a first local area network ("LAN"): 
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a wide area network ("\VAN") coupling the first LAN to the second LAN: 

a first telecommunications device coupled lo the first LAN: 

a pluralitv of telecommunications extensions coupled to the second LAN: 

the first LAN including first circuitrv for enabliniz a user of the first telecommunications 

device to observe a list of the plurality of telecommunications extensions; and 

the first LAN including second circuitry for automaticallv calling one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 

telecommunications extensions from the observed list. wherein communication among the first 

LAN, second LAN, and WAN uses an IP protocol. wherein the list of the plurality of 

telecommunications extensions is <lisplaved to the user of the first telecommunications device, 

wherein the first telecommunications device is an IP telephone having a display for showing the 

list of the pluralitv of telecommunications extensions. wherein the second circuitry includes a 

kev for enabling the user to tacitly selectirnz one of the plurality of telecommunications 

extensions from the displayed list. wherein the tactile selection of one of the pluralitv of 

telecommunications extensions from the displayed list by the user results in an initiation of a call 

from the first telecommunications device to the selected one ofthe pluralitv of 

telecommunications extensions across the WAN, wherein the list of the plurality of 

telecommunications extensions is stored in a server in the second LAN, and is accessed by the 

first circuitry across the WAN. 

9. (Original) The system as recited in claim 8, wherein the first telecommunicaiions 

device includes circuitry for enabling the user to scroll through the displayed list of the plurality 

of telecommunications devices. 

I 0. (Original) The system as recited in claim l, further comprising: 

a third LAN coupJed to the first and second LANs via the WAN; and 
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a plurality of telecommunications extensions coup.led to the third LAN, the first LAN 

includii1g circuitry for enabling the user to select between observing the list of the plurality of 

telecommunications extensions coupled to the second LAN or observing a list of the plurality of 

telecommunications extensions coupled to the third LAN. 

1 1 - 16. (Cancelled) 

17. (Currently Amended) An information handling system comprising: 

a first local area network ("LAN") operating under an IP protocol; 

a first IP telephone coupled to the first LAN, the first IP telephone having a display and a 

set of keys for enabling a user to enter inputs; 

a second LAN operating under the IP protocol; 

second and third telephone extensions coupled to the second LAN; 

a wide area network ("WAN") operating under the IP protocol coupling the first LAN to 

the second LAN; and 

the first LAN including first circuitry for enabling a user of the first IP telephone to view 

a list including the second and third telephone extensions. wherein the list is stored in a server in 

the second LAN. and is accessed by the first circuilrv across the WAN. 

18. (Original) The system as recited in claim 17, further comprising: 

the first LAN including second circuitry for automatically calling the second telephone 

extension in response to the user selecting the second telephone extension from the viewed list. 

19. (Original) The system as recited in claim J 8, wherein selection of the second 

telephone extension from the viewed list by the user is accomplished by selection ofone of the 

set of keys. 

20. (Original) The system as recited in claim 19, wherein the selection of one of the set 
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of keys results in an initiation of a call from the first IP telephone to the second telephone 

extension across the WAN. 

21. (Cancelled) 

22. (Original) The system as recited in claim 17, wherein the first IP telephone includes 

circuitry for enabling the user to scroll through the displayed list. 

23. {Original) The system as recited in claim 1, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; and 

a plurality of telephone extensions coupled to lhc third LAN, the first LAN including 

circuitry for enabling the user to select between viewing the list of the telephone extensions 

coupled to the second LAN or viewing a list of U1e plurality of telephone extensions coupled to 

the third LAN. 

24. {Original) Jn a telecommunications system comprising a first IP telephone coupled to 

a first JP server within a first LAN, second and third telephone extensions coupled to a second IP 

server within a second LAN, and a WAN coupling the first LAN to the second LAN, the first 

LAN, the second LAN, and the WAN communicating using an IP protocol, a method comprising 

the steps of: 

in response to selection of a first input on the first IP telephone, displaying on the first IP 

telephone a list of telephoi1e destinations stored in the second IP server, wherein the list of 

telephone destinations is communicated from ihe second IP server over the WAN to the first r P 

telephone; and 

in response to selection of one of the telephone destinations from U1e displayed list, 

automatically dialing the selected one of the telephone destinations for a communications link 

betwee!'1 the first IP telephone and the selected one of the telephone destinations. 

25. (Original) The method as recited in claim 24, wherein the selection of one of the 
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telephone destinations from the displayed list is performed in response to selection of a second 

input on the first JP telephqne by a user. 

26. (Original) The method as recited in claim 25, wherein the first and second inputs are 

the same key button on the first JP telephone. 

27. (Original) The method ac; recited in claim 24, wherein the telephone destinations 

include the second and third telephone extensions coupled to the second IP server. 

28. (Original) The method as recited in claim 24, wherein the telephone destinations 

include telephones external to the system. 

29. (Original) The method as recited in claim 24, wherein the system includes a third 

LAN coupled to the first and second LANs via the WAN, furlher comprising the steps of: 

dispJaying on the first I.P telephone a list of LANs coupled to the WAN, including the 

second and third LANs; and 

performing the step of displaying the first list in response to selection of the second LAN 

from the displayed list of LANs. 

30. (Original) A telecommunications system comprising: 

a first IP telephone coupled to a first IP server within a first .LAN; 

second and third telephone extensions coupled to a second IP server within a second 

LAN; 

a WAN coupling the first LAN to the second LAN, the first LAN, the second LAN, and 

the WAN communicating using an IP protocol; 

means for displaying on the first lP telephone a list of telephone destinations stored in the 

second IP server in response to selection of a first-input on the first IP telephone, wherein the list 

of telephone destinations is communicated from the second .IP server over the WAN to the first 

IP telephone; and 
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means for automatically dialing the selected one of the telephone destinations for a 

communications link behvccn the first IP telephone and the selected one of the telephone 

destinations in response to selection of one of the telephone destinations from the displayed list. 

3 I. (Original) The system as recited in claim 30, wherein the selection of one of the 

telephone destinations from the displayed list is perfonned in response to selection of a second 

input on the first IP telephone by a user. 

32. (Original) The system as recited in claim 31, wherein the first and second inputs are 

the same key button on the first IP telephone. 

33. (Original) The system as recited in claim 32, wherein the telephone destinations 

include the second and third telephone extensions coupled to the second IP server. 

34. (Original) The system as recited in claim 32, wherein the telephone destinations 

inc1udc telephones external to the system. 

35. (Original) The system as recited in cJajm 31, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; 

means for displaying on the first IP telephone a list of LANs coupled to the WAN, 

including the second and third LANs; and 

means for displaying the first list in response to selection of the second LAN from the 

displayed list of LANs. 

36. (Currently Amended) A method comprising the steps of: 

receiving a first touch input from a user on an IP telephone that is networked into a first 

LAN operating under an IP protocol; 
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in response to receipt of the first touch input, ~isplaying on a display on the IP telephone 

a first list including second and third LANs coupled to the first LAN, wherein the second and 

third LANs operate under the IP protocol; 

receiving a second touch input from the user on the IP telephone; 

in response to receipt of the second touch input, displaying on the display on the IP 

telephone a second list of telephone destinations accessible from lhe second LAN; 

receiving a third touch input from the user on the IP telephone; and 

in response to receipt of the third touch input, automatically dialing one of the telephone 

destinations accessible from the second LAN for a communications connection between the one 

of the telephone destinations and the lP telephone, wherein the step of displaving on the displav 

on the IP telephone the second list further includes the steps of: 

sending a message from the first LAN to the second LAN requesting the second list: and 

receiving the second list from the second LAN to the first LAN. 

37. (Original) The method as recited in claim 36, before the step of receiving the second 

touch input, further comprising the steps of: receiving a fourth touch input from the user on the 

IP telephone; and in response to receipt of the fourth touch input, scrolling through the first list. 

38. (Original) The method as recited in claim 37, before the step of receiving the third 

touch input, further comprising the steps of receiving a fifth touc.h input from the llser on the IP 

telephone; and in response to receipt of the fifth touch input, scrolling through the second list. 

39. (Cancelled) 

40. (Currently Amended) The method as recited in claim 3--9 36, wherein the first, 

second, and third LANs are coupled via a WAN. 
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REMARKS 

Claims 1-40 are pending in the application. 

Claims 1-40 stand rejected. 

I. REJECTJONS UNDER 35 U.S.C. § 102 

Attorney's Docket No.: 21618-013001 

Claims 11-12, 17-22, 24 and 30 stand rejected ui1der 35 U.S.C. § 102(e) as being 

unpatentable by Wilson el al. (U.S. Patent No. 6,829,231). In response, Applicants respectfully 

traverse this rejection. As the Examiner is well aware, for a claim to be anticipated under§ I 02, 

each and every element of the claim must be found within the cited prior art reference. 

With respect to claims 11 and 12, these claims have been canceled. ·n1erefore, the 

rejection of these claims is moot. 

With respect to claims 17-22, Applicants have amended claim 17 to incorporate the 

limitations of claim 21. Claim 17, as amended, now recites that the list is stored in a server in 

the second LAN, and is accessed by the first circuitry across the WAN. This limitation is not 

taught within Wilson. 

The Examiner has assct1ed that the LAN associated with the IP telephones 201-203 

comprises local exchange switch 205, local ISP 215 and network switch 302. First of all, 

Applicants traverse such an asse11ion of what a LAN comprises. Applicants assert that the.LAN 

associated with IP telephones 201-203 can only comprise those telephones along with local 

exchange switch 205. In fact, the IP telephones 201-203 are connected to the local exchange 

switch 205 using public s¼itchcd telephone network circuits·204. 111e public switched telephone 

network 204 cannot reasonably be inferre.d to be part of a local area network. Instead, the PSTN 

circuits 204 are actually part of the wide area network, of which the network 210 is a part of. 

Neve.rthelcss, even assuming that the Examiner is correct that a LAN comprises the telephones 

201-203, local exchange switch 205, network switch 302 and local ISP 215, it is clearthat the 

database 232 is not included within this "LAN." Moreover, and correspondingly, IP telephones 

245-247 would be in a LAN that also does not include database 232. Since databac;e 232 is 

accessed both over the Internet, or WAN, 210, and is not included within either of the LANs 
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noted previously, then Wilson does not meet the limitations whereby the list is stored in a server 

in the second LAN, and is accessed by the first circuitry across· the WAN, where the second 

LAN includes the second and third telephone extensions which are included in the list viewed by 

the user of the first IP telephone in the first LAN. As a result of the foregoing, Wil$on does not 

teach all of the limitations of amended claim 17. 

With respect to claim 24, this claim is also not anticipated for Wilson for the reasons 

noted above with respect to amended claim 17. Moreover, claim 24 recites 1hat the list of 

telephone destinations is communicated from the second IP server over the WAN to the first IP 

telephone. This list of telephone destinations is stored in the second IP server which is coupled 

to the second and third telephone extensions. The first IP telephone then selects one of those 

telephone destinations to make a telephone call from that list. Since database 232 is not 

associated with a second LAN that includes one of the IP telephones 245-247, or even telephones 

201-203, Wilson does not meet the limitations of claim 24. 

With respect to claim 30, it is not anticipated by the cited prior art refr:rcnce for reasons 

similarly given above. The list of telephone destinations communicated from the second IP 

server over the WAN to the first IP telephone is not taught or suggested by Wilson. The list of 

telephone destinations in database 232 is not communicated from the LAN comprising IP 

telephones 245-247 over the network 210 to the LAN comprising JP telephones 201.:203. 

With respect to claims 28 and 34, Applicants respectfully traverse the Examiner's 

assertions. First of all, the Examiner has mischaracterizcd the limitations within these claims. 

These claims recite that the telephone destinations may include telephones external to the 

system. Such telephone destinations are included in a list stored in the second IP server and 

which are communicated from the second IP server over the WAN to the first JP telephone. This 

is not taught or suggested within Wilson. Further, the Examiner has asserted that such 

limitations arc inherent. Applicants respectfully traverse this inherent assertion by the Examiner. 

The fact that a certain result of characteristic may occur or be present in the prior art is not 

sufficient to establish the inhcrency of that.result or characteristic. MPEP § 2112. In relying 

upon the theory of inherency, the Examiner must provide a basis in fact and/or technical 
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reasoning to reasonably support the determination that the allegedly inherent characteristic 

ncccssarilv nows from the teachings of the applied prior art. Id. The Examiner's support for the 

inherency rejection is without any facts or technical reasoning, but is merely the Examiner's 

subjective opinion. This is insufficient to support a rejection based on inherency. 

IL REJECTIONS UNDER.35 U.S.C. § 103 

Claims 1-4, 7 and 10 stand rejected under 35 U.S.C. § 103 as being unpatentable over 

Guy et al. (U.S. Patent No. 6,298,057) in view of Slunlebeck et al. (U.S. Patent No. 6,065,016). 

Claim 1 has been amended to include the limitations of claim 7. Furthermore, claim 4 

has been placed in independent form. In rejecting claim 7, the Examiner has asse1tcd that this 

limitation is taught within Stuntebeck by the universal server coupled to the user LAN and 

accessed from the Internet or any other access channel. This does not meet the claim limitations. 

The claim limitations specifically recite that the list of the plurality of telecommunications 

extensions is stored in a server in the LAN. The UDS 10 is not part of the user LAN. Instead, 

the LAN is coupled to the UDS by a dedicated communication channel 58. Column 4, lines 5-9. 

One skilled in the art would not have been able to recreate amended claim 1 in view of the cited 

prior art, since not all oft he claim limitations are taught or suggested by the combination of the 

references. Though Applicants have specifically pointed out how Stunteheck does not meet the 

claim limitations, this is the reason used by the Examiner to reject the original claim 7. Since 

Applicants have traversed and shown that Stuntebeck does not meet the claim limitations as 

relied upon by the Examiner, the Examiner's prima.facia case of obviousness cannot stand. 

With respect to claim 4, the Examiner has asserted that it is inherent that the server will 

play back the pre-recorded selection menu to let the user to select the proper extension. 

Applicants respectfully traverse this inherency argument. Such an inherency argument is not 

supported by facts or technical reasoning, but is merely supported by the Examiner's 

unsupported subjective opinion. 

Claims 5-6, 8-9 and 23 stand rejected under 35 UOS.C. § 103 as being unpatentable over 

Guy in view of SJUnlebeck and further in view of Wilson. Applicants respectfully traverse. With 
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respect to claim 8, the Examiner has asserted that in fVilson the Internet user database directory 

can be accessed by the first and second LANs. The problem with the Examiner's rejection, as 

pointed out above, is that this does not meet the claim recitations. The claims specifically recite 

that the list of telecommunications extensions is found within the second LAN, not outside of the 

second LAN. Wilson clearly shows that database 232 does not resjdc within either of the LANs 

taught therein. As a result, one skilled in the art at the time the invention was made would not 

have been able to recreate claim 8 in view of the cited prior art. The Examiner has specifically 

relied upon the teachings in Wilson to support the rejection of claim 8, and Applicants have 

successfully traversed these assertions. As a result, the Examiner's prima Jada case of 

obviousness must fail. 

Claims 13-16, 29 and 35-40 stand rejected under 35 U.S.C. § 103 as being unpatentablc 

over Wilson. In response, Applicants respectfollytraversc this rejection. Claims 13-16 have 

been canceled. 

With respect to claims 29 and 35, Applicants traverse the Examiner's motivation to 

modify Wilson. The Examiner's motivation is so that members of the big organization in 

multiple work locations can access the whole phone directory of this organization no matter 

where the user is located. The. problem is that this motivation comes specifically out of the 

present application. See page 20, lines 12-24. As prohibited by case law, an examiner may not 

use the Applicant's application as a blue print for modifying prior art references. This is referred 

to as. hindsight reasoning. The Examiner's motivation is not shown to be supported by any 

external factual evidence. Therefore, it can only be concluded that the Examiner came up with 

this motivation through Applicant's own specification. 

With respect to claims 36-40, claim 36 has been amended to incorporate the limitations 

of claim 39. As argued above, the prior art references do not provide that the list of telephone 

destinations is stored within the second LAN. Amended claim 36 recites the sending of a 

message from the first LAN to the second LAN requesting ihe second list and then receiving the 

second list from the second LAN to the first LAN. These are not taught within Wilson, contrary 

to the Examiner's position. Column 7, lines 47-67 instead discloses that the callee's Internet 
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addresses are provided by the database search engine 230 to one of the Internet callers 201-203. 

This is not sending a message to the second LAN and then receiving the list from the second 

LAN. 
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CONCLUSION 

Please charge Deposit Account No. 06-1050 in the amount of $60.00 for the Petition for 

Extension of Time fee (one month). Please apply any other charges or credits to deposit 

account 06-1050. 

Date °r} . I ?; doo 7 

.Fish & Richardson P.C. 
One Congress Plaza 
Suite 810 
111 Congress A venue 
Austin, TX 7870 I 
Telephone: (512) 472-5070 
Facsimile: (5 I 2) 320-8935 

I I02560Ldoc 

Respectfully submitted, 
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Suder et al. Art Unit 2616 
l 0/447,607 Examiner Richard Chang 
May 29, 2003 Conf. No. 6094 
PHONE DIRECTORY TN A VOICE OVER IP TELEPHONE SYSTEM 

Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

PETITION FOR ONE-MONTH EXTENSION OF TIME 

Pursuant to 37 CFR § 1.136, applicant hereby petitions that the period for response to the 

action dated April 20, 2007, be extended for one month to and including August 20, 2007. 

Please charge Deposit Account No. 06-1050 for $60 for the required foe. Please apply 

any other charges or credits to Deposit Account No. 06-1050. 

Date: 

Fish & Richardson P.C. 
One Congress Plaza 
Suite 810 
111 Congress Avenue 
Austin, TX 78701 
Telephone: (512) 472-5070 
Facsimile: (512) 320-8935 

1102562,l.doc 

Respectfully submitted, 
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Ref Hits I Search Query DBs Default Plurals j Time Stamp I 
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USPAT 

S4 

S5 

S6 

S7 

S8 

S9 

Sl0 

S11 

S12 

S13 

S14 

S15 

S16 

S17 

22237 I ((370/352,401,) or (709/217-219,) US-PGPUB; OR 
or (379/93.17,93.23,93.25)).CCLS. USPAT 

35679 ((370/254,352-356,401,) or US-PGPUB; OR 
(709/201-203,217-2191245,) or USPAT 
(379/90.01193.01193.17,93.23, 93. 
25,) ).CCLS. 

265 (IP or Internet or voip) same US-PGPUB; OR 
(remote$2 with LAN with (directory USPAT 
or database)) 

36 S5 and S6 US-PGPUB; OR 
USPAT 

24 S4 and S6 US-PGPUB; OR 
USPAT 

3 S8 and @rlad<"20010201" US-PGPUB; OR 
USPAT 

38 (IP or Internet or voip) same 
(remote$2 near3 (Ian or pbx) with 
(directory or database)) 

14 S10 and @rlad<"20010201" 

US-PGPUB; OR 
USPAT 

US-PGPUB; OR 
USPAT 

14 (IP or Internet or voip) same US-PGPUB; OR 
(remote$2 near3 (Ian or pbx)) same USPAT 
((request$3 or retriev$3) with 
(directory or database)) 

38 (IP or Internet or voip) same US-PGPUB; OR 
(remote$2 near3 (Ian or pbx)) with USPAT 
(directory or database) 

4535 (Ian or pbx) and (ip or internet or US-PGPUB; OR 
voip) and (access$3 or request$3) USPAT 
with (remote$2 with (directory or 
database)) 

1666 J· (Ian or pbx) and (ip or internet or US-PGPUB; OR 
voip) and (access$3 or request$3) USPAT 
with (remote$2 near2 (directory or 
database)) 

1210 (Ian or pbx) and (ip or internet or US-PGPUB; OR 
voip) same (access$3 or request$3) USPAT 
with (remote$2 with ( directory or 
database)) 

275 (Ian or pbx) same (ip or internet or US-PGPUB; OR 

with (remote$2 with (directory or 

OFF 

OFF 

OFF 

OFF 

OFF 

OFF 

2007/10/15 15:58 

2007/10/15 15:57 

2007/10/15 16:00 

2007/10/15 15:59 

2007/10/15 15:59 

2007/10/15 16:01 

ON 2007/10/15 16:02 

OFF i 2007/10/15 16:13 
I 

ON 2007/10/15 16:03 

ON 2007/10/15 16:11 

ON I 2007/10/15 16:13 

ON 2007/10/15 16:13 

ON 2007/10/15 16:13 

ON 2007/10/15 16:19 
voip) same (access$3 or request$3) USPAT ! 

~-~---~i_d_a_ta_b_as_e_)) ________ ~---~--~1 ___ ~ 1 _____ ~i 
10/17/07 9:54:34 AM Page 1 
C:\Documents and Settings\GSefcheck\My Documents\EAST\Workspaces\10447607-101507.wsp 
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voip or wan) same (access$3 or USPAT 
request$3) near6 (directory or 
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S26 
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USPAT 
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(pbx or vlan or Ian or voip or 
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529 1 (access$3 or request$3) with US-PGPUB; OR OFF 2007/10/15 16:37 , 
(remote$2 near3 directory) with USPAT I I 
((pbx or vlan or Ian) and (ip or voip i 

or internet)) 

S30 3 (access$3 or request$3) with US-PGPUB; OR Off 2007/10/15 16:37 
(remote$2 near3 directory) same USPAT 
((pbx or vlan or Ian) and (ip or voip 
or internet)) 

S31 172 1 ( access$3 or request$3) with US-PGPUB; OR OFF 2007/10/15 16:45 
1 

(remote$2 near3 directory) and USPAT 
((pbx or vlan or Ian) and (ip or voip 
or internet)) 

S32 350 (access$3 or request$3) with US-PG PUB; OR OFF 2007/10/15 16:37 
(remote$2 near3 directory) and U5PAT 
((pbx or vlan or Ian) or (ip or voip or 
internet)) 

S33 45 S31 and @rlad<"20010201" US-PG PUB; OR OFF 2007/10/15 16:52 
i USPAT ____ J_ ---- -----· 

10/17/07 9:54:34 AM Page 2 
C: \Documents and Settings\GSefcheck\My Documents\EAST\ Workspaces\ 10447607-10150 7. wsp 
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10/17/07 9:54:34 AM 
C:\Documents and Settings\GSefcheck\My Documents\EAST\Workspaces\10447607-101507 .wsp 

: 20 

20 

20 

20 

20 

20 

20 

i 20 
I 

07/10/15 16:38 

07/10/15 16:46 

07/10/15 16:47 

07/10/15 16:47 

07/10/15 16:51 

07/10/15 16:52 

07/10/15 16:52 

07/10/16 13:52 

2 

2 

007/10/16 13:591 

007/10/16 13:591 

Page 3 



CISCO EXHIBIT 1003 
Page 158 of 455

UNITED STATES p A TENT AND TRADEMARK. OFFICE 

APPLICATION NO. FILING DATE 

10/447,607 05/29/2003 

26201 7590 10/22/2007 

FISH & RICHARDSON P.C. 
P.OBOX 1022 
Minneapolis, MN 55440-1022 

FIRST NAMED fNVENTOR 

Eric G. Suder 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PA TENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

21618-013001 6094 

EXAMfNER 

SEFCHECK, GREGORY B 

ART UNIT PAPER NUMBER 

2619 

MAIL DATE DELIVERY MODE 

10/22/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

PTOL-90A (Rev. 04/07) 



CISCO EXHIBIT 1003 
Page 159 of 455

Application No. Applicant(s) 

10/447,607 SUDER ET AL. 

Office Action Summary Examiner Art Unit 

I Gregory B. Sefcheck 2619 

•· The MAILING DATE of this communication appears on the cover sheet with the correspondence address •• 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE J MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE -OF THIS COMMUNICATION. 

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however. may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
Failure to reply within the set or extended period for reply will. by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed. may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b) 

Status 

1 )~ Responsive to communication(s) filed on 17 August 2007. 

2a)O This action is FINAL. 2b)~ This action is non-final. 

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims 

4)~ Claim(s) 1-6,8-10.17-20.22-38 and 40 is/are pending in the application. 

4a) Of the above claim(s) __ is/are withdrawn from consideration. 

5)0 Claim(s) __ is/are allowed. 

6)~ Claim(s) 1-6,8-10.17-20,22-38 and 40 is/are rejected. 

7)0 Claim(s) __ is/are objected to. 

8)0 Claim(s) __ are subject to restriction and/or election requirement. 

Application Papers 

9)~ The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on __ is/are: a)O accepted or b)O objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

11 )0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)O All b)O Some* c)O None of: 

1.0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. __ 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

Attachment(s) 

1) L8J Notice of References Cited (PT0-892) 

2) D Notice of Draftsperson's Patent Drawing Review (PT0-948) 

4) D Interview Summary (PT0-413) 
Paper No(s)/Mail Date. __ . 

5) D Notice of Informal Patent Application 3) 0 Information Disclosure Statement(s) (PTO/SB/08) 
Paper No(s)/Mail Date __ . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 

6) D Other __ . 

Office Action Summary Part of Paper No/Mail Date 20071015 
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DETAILED ACTION 

• Applicant's Amendment filed 8/17/2007 is acknowledged. 

• Claims 1, 4, 8, 17, 36, 40 have been amended. 

• Claims 7, 11-16, 21, 39 have been cancelled. 

• Claims 1-6,·8-10, 17-20, 22-38 and 40 remain pending. 

Specification 

1. The disclosure is objected to because of the following informalities: 

Page 2 

Pl~ase update the related applications identified on pg. 1 of the Specification: 

Serial No. 10/041332 is now patented, US Patent No. 6,925,167. 

Serial No. 10/210902 is now patented, US Patent No. 7,123,699 .. 

Claim Rejections - 35 USC§ 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and · 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-3, 5, 6, 8-10, 17-20, and 22-35 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Guy et al. (US006298057B1 }, hereafter Guy, in view of Wilson 

(US006829231 B1 ). 
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- Regarding Claims 1-3, 5, 6, 8-10, 17-20, 22-25, 27, 29-31, 33, and 35, 

Page 3 

Guy discloses a system and method for coupling a first LAN 102A having server 

112 to a second LAN 102B having server 122 through WAN 104 utilizing lP capabilities 

of the LANs and WAN (Fig. 1; Col. 1, lines 51-53; Col. 14, lines 13-'i?; claim 

1.8. 17.24.30 - method in a information handling system comprising a first LAN; claim 

1,8, 17,24,30 - a second LAN; claim 1,8, 17.24.30 - WAN coupling the first LAN to the · 

second LAN; claim 2.17.30 - LANs and WAN operate under IP protocol; claim 24.30 -

first and second JP servers within first and second LANs). 

Fig. 1 also shows that a plurality of telecommunications devices are coupled to 

the first and second LANs 102A/B (claim 1,8, 17,24,30 - first telecommunications device 

coupled to the first.LAN; claim 1,8, 17,24,27,33 - plurality of telecommunications 

extensions/destinations coupled to the second LAN). 

Guy discloses the ability to connect a phone of the first LAN 102A to a 

destination phone of the second LAN 102B (Col. 6, lines 4-11; CoL 10, lines 1-7). Guy 

further discloses each file server 112/122 includes a directory (Fig. 4, 406) that stores a 

list of server codes and additional information to identify devices attached to each 

server (Col. 10-11, lines 30-14; claim 1,8, 17.30 - wherein the list of the plurality of 

telecommunications extensions is stored in a server in the second LAN, and is 

accessed by the first circuitry across the WAN). Guy also discloses a master dimctory 

in a server of network 100 containing the information stored in each local directory (Col. 

9, lines 20-25). 
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However, Guy does not ex'plicitly disclose the user of the phone in the first LAN 

observing a displayed list of extensions to phones in multiple (second and third) local 

networks remote of the user's LAN and automatically initiating a call in response to the 

user selecting one of the extensions from the observed list. Guy also does not explicitly 

disclose the user's phone as an IP phone having·display and keys for user to enter first 

and second inputs for displaying and selecting/initiating a call, circuitry to scroll through 

the displayed list. 

Wilson discloses an IP phone user can access a directory engine through the 

Internet (WAN) for displaying a list of numbers/addresses (extensions) obtained from 

multiple (second and third) local exchange network switches and ISPs that are remote 

to the user. Wilson further discloses the user initiates a call by selecting a destination 

from a scrolled list of potential destinations (Fig. 5,6; Col. 7-8, lines 45-15; claim 

1,8. 17,24,30 - first LAN including first circuitry for enabling a user of the first 

telecommunications device to observe/view a list of the plurality of telecommunications 

extensions; claim 1,8 1 18,24,30 - first LAN including second circuitry for automatically 

calling one of the plurality of telecommunications extensions in response to the user 

selecting one of file plurality of telecommunications extensions from the observed list; 

claim 3,8,24,30 - list is displayed to user of the first device; claim 

516 18117.19.20,24,25,30,31 - first device is IP phone having display and keys for user to 

enter first and second inputs for displaying and selecting/initiating a call to an extension 

in the second LAN over the WAN; claim 9,22 - circuitry to scroll through displayed list; 
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claim 10.23,29,35 - a third LAN and first LAN circuitry for selecting and viewing a list of 

a plurality of extensions coupled to the second and/or third LAN). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to modify Guy by enabling a first device to observe a list of extensions in a 

remote LAN and initiating a call to a displayed number in response to selection by a 

user, as shown by Wilson, thereby enabling the first phone to connect to a destination 

phone if the number associated with the destination phone is unknown and remote of 

the user's LAN. 

- Regarding Claims 26 and 32, 

Guy discloses a system and method meeting all limitations of the parent claims. 

Neither Guy nor Wilson discloses first and second inputs use the same button. 

However, it is well known in the art to utilize the same button for multiple 

common inputs to simplify the functionality (claim 26,32 - first and second inputs use 

same button). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to use the same button for the first and second inputs disclosed by Wilson, in 

order to improve the ease of use for the user. 
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- Regarding Claims 28 and 34. 

Page 6 

Guy discloses a system and method meeting all limitations of the parent claims. 

Neither Guy nor Wilson explicitly discloses destinations includes telephones 

external to the system. 

However, it is well known that local exchange switches such as those shown by 

Wilson are able to connect to other exchanges outside of the local system, such as over 

a-dedicated T1 trunk (claim 28.34 - destinations includes telephones external to the 

system). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to modify Guy and Wilson by enabling destinations to be telephones external 

to the system, thereby providing the disclosed directory services to as many capable 

users as can be supported. · 
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3. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Guy in 

view of Wilson above, and further in view of Stuntebeck et al. (US006065016A), 

hereafter Stuntebeck. 

- · Regarding Claim 4, 

Guy discloses a system as shown above in the rejection of claim 1 and 2. 

Neither Guy nor Wilson discloses a list played to a user as audio. 

Stuntebeck discloses a ·universal directory server (UOS) that provides remote 

access to the communication addresses (extensions) associated with numerous 

institutions, including LANs (Fig. 1; Abstract). Stuntebeck discloses a user can access 

the UDS through a voice recognition system, in which results are conveyed to the user 

as voice (audio; Col. 4, lines 17-25; claim 4 - list is played as audio to the user of the 

first device). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to modify Guy and Wilson by enabling the list to be played as audio to the 

user, as shown by Stur,tebeck, thereby allowing users to access directory services 

without a visual display. 
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4. Claims 36-38 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Wilson in view of Guy. 

- Regarding Claim 36-38 and 40, 

Wilson discloses an IP phone connects to Internet (WAN) through multiple (firsf, 

second, third) local switches and network switches, and a user can use the 

alphanumeric keypad to make a request of callee search (Fig. 5; Col. 7, lines 45-67; 

claim 36 - in response to receipt of first input, displaying on a display on the IP 

telephone a first list including second and third LANs coupled to the first LAN, wherein 

the second and third LANs operate under the IP protocol; claim 40 - first, second, and 

third LANs coupled via WAN). 

Wilson further discloses the screen on the caller's side can display multiple result 

numbers of callees in a scrolled list after the search engine replies to the search request 

(Col. 7,lines 46-67 and Col. 8, Lines 1-17; claim 36 - receiving another input from the 

user on the IP telephone; in response to receipt of the input, displaying on the display 

on the IP telephone a second list of telephone destinations accessible from the second 

LAN; claim 37 - scrolling through the list in response to fourth-input). 

Wilson then shows that the caller can select the proper callee's name display 

from the scrolled list of multiple results to initiate a call (Col. 8, lines 13-15; claim 36 - in 

response to receipt of third input, automatically dialing one of the telephone destinations 

accessible from the second LAN for a communications connection between the one of 
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the telephone destinations and the IP telephone; claim 38 - scrolling through the list in 

response to fifth input). 

Wilson does not explicitly show that the callee lists are received from a second 

LAN in response to sending a request message from the first LAN. 

Guy discloses a system and method for coupling a first LAN 102A having server 

· 112 to a second LAN 1028 having server 122 through WAN 104 utilizing IP capabilities 

of the LANs and WAN. Guy discloses the ability to connect a phone of the first LAN 

102A to a destination phone of the second LAN 102B (Col. 6, lines 4-11; Col. 10, lines 

1-7). Guy further discloses each file server 112/122 includes a directory (Fig. 4, 406) 

.. that stores a list of server codes and additional information to identify devices attached 

to each server (Col. 10-11, lines 30-14 ), while also disclosing a master directory in a 

server of network 100 containing the information stored in each local directory (Col. 9, 

lines 20-25; claim 36 - displaying on the display on the IP telephone the second list 

further includes the steps of sending a request message for the list from the first LAN to 

the second LAN and receiving the second list from the second LAN to the first LAN). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to supply the Internet database in Wilson from local directories stored in each 

respective LAN segment of a network, as shown by Guy, thereby ensuring that the 

Internet (master) directory is up to date. 
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5. Applicant's arguments with respect to the pending claims have been considered 

but are moot in view of the new ground(s) of rejection. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

• Hattori et al. (US00609467 4A) 

• Lloyd (US20010037331A1) 

Any inquiry concerning this communication or earlier communications from the 

e·xaminer should be directed to Gregory B. Sefcheck whose telephone number is 571-

272-3098. The examiner can normally be reached on Monday-Friday, 8:00am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Wing Chan can be reached on 571-272-7493. The fax phone number for 

the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR syste.,m, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

~~ ... 

Patent Examiner 
10-16-2007 
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IN THE UNJTED STATES PA.TENT AND TRADEt\·1/\RK OFFICE 

A.pplicant Sutler ct al. An Unit 261~) 
10/447 ,607 Exmniner Gregory B, Sefcheck 

FiJe(l ~,fay 29, 2003 Conf. No. 6094 
Titk PHONE DIRECTORY fN A VOICE OVER IPTELEPHONES'Y"STEM 

Mail Stop Amendim~nt: 
Co.mmissioner for Patents 
P.O. Box 1450 
A.Jcxandria, \/A 22313 ·· 1450 

1V'l!ENDl'viENT JN REPLY TO ACTION OF OCTOBER 22- 2007 

Please .. nnern:l the above-identified application as follows: 
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_Amendrm.11ts _ to_ the _Specification: 

AlvlEND1v1ENTS 

Please rep!aC{} the paragraphs on page 1; lines 3-14, with the fr.lllowing amended 

paragraphs; 

CROSS REFERENCE TO RELATED APPLICATIONS 

This application fi)r patent is a continuation-in-part application of U.S, Patent Application 
S · 1· N'" ,-\fl'·"'-~ "'1 X · 1 '.,Q,·l·' '-!. rr·•v ()L' -Sl~R\'l·c·,r, ~N- A \"Ql(T' ()-\"'I'JJc 'H er1a .l 1{)~ \.,.J/ / lJ;t~.~ L~ e11t1t ea .. ) )/·\. _ _._f .l _( -~ r- .. _ ':: l . .. r:. It: --~ ,. 1 ,,_L:- ..- r~- :\. .Li 

TELEPHONE SYSTE!vt''' 

This application for patent is related to the follo\\:ing patent applications: 

Serial No, 10!072,343; entitled "QUALITY OF SERVICE IN/\ REI\-HJTE 
TELEPHONE"; 

Serial No. 10./{)41,332, nov<-' US Patent No. 6,925,1§2; entitled "SERVICE 
OBSERVING IN A VOICE OVER IP TELEPHONE S''t"STEI'vf'; and 

Serial No. 10i2H\902;_JJQJxJL_~~--Patent No, 7J23,W!2; entitled ''VOfCE tvfAIL IN A 
VOICE OVE!Z IP TELEPHONE S\'STEfvr·:. which are all hereby incorporated by refenmce 
herein. 
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This listing of cbrns replaces al! prior versions and listings of claims in the application: 

Listing of Claims: 

1. (Previously pres1.:~nied) A_n infonnation handling system comprising: 

a first local area nel\vork ("LAN''); 

a second LA.N: 

a vvide area nehvork ("\\/AN") coupling the first LA.N to the second LAN:, 

a first tekcommunicmwns device coupled to tfa.i first LAN; 

a plurality of te!ecommnnicatiorrn extensions coupled to the second LAN: 

the first L/\N including first circuitry for enabling a user of the first telcconununications 

device to observe a list of the plurality of tekcornrnrmications extensions; and 

the first LAN including se,xmd circuitxy for automatically calling one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurnWy of 

teleconununicati.ons extensions from the observed list, wherein the list of the pluntlrt}' of 

telccormrnmications extensions is stored in a server in the second LAN, and 1s acct'.Ssed by the 

first circuitry across the \-VAN. 

2. (Original} The :,;;ystern as recited in claim L \Vhercin communication mnong the firM 

LAN, second LAN, and WAN uses an IP protocoL 

~t (Original) The system ns recited in claim 2, ,,.\·herein the list of tbc plurality of 

telecornmunicanons extensions is displayed to the user of the first telccon11Iiunic.ations device, 
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4. (Previously presented) A._n informution handling system comprising: 

a fast local area netviork ("LA.N''); 

a wide area nct\:vork ("\VAN") conpling the first LAN to the second LAN; 

a first tekconi.rmmk;ations device coupkd to the first LAN; 

a plurality of te.1ecornmunications extensions coupled to the second LAN: 

the first LAN including first circuitry for enabling a user of the first telecomnmnkations 

device to observe a list of the plurality of telecommunications extensions; and 

the first LAN induding second circuitry for automatically calling one of the plurality of 

telccommunkation5 extensions in response lo the user selecting one of the p!urnHty of 

tekrnrnmLmk:ations extensions from the observed list. \Vhcrcin conm:mnkatkm among the first 

L<\..N, ~;econd L/,N, and \"/AN uses an IP protocol, wherein the list of the plurnlity of 

tdecornrnunications ex1ensions is played as w.idio to the user of the first telecornnmnications 

device. 

5. (Original) The system as recited in claim 3, wherein the first tckcommu.nications 

device 1s Hn IP telephone having a disph~y for SfH)'>ving tht: list of the plurality of 

tekcornrnunicatinrrn extensions, wherein the second circuitry includes a key for enabling the user 

to tacitly sdccting one of the plurality of tdccommunicat.ions extensions frorn the displayed IhL 

6. (Original) The system as recited in claim 5, vvherdn the tactile sel.ection of one of the 

plurality of telecommunications cxtcnsk)ns from tlle displayed list by the user results in an 

initiation of a call from the first telecommunications device to the selected one of the plurality of 

tdccomrnunkmions extensions across the '\.V/\N. 

7. (Cnncdkd) 
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8. (Previously presented) An information handling syste1n conrprising: 

a first local area netvvork ('LAN"); 

a \Vide area net\vork (''\:VAN") coupling the first LAN 1.0 the second LA.N; 

a first te:leconnrn.mkations device coupled to the first LAN; 

a plurality of te:kcornmunications extensions coupled to the second LAN: 

the first LAN including first circuitry for enabling a user of the first telecornmunications 

device to observe n list of the plurality of telecommunications extensions; and 

the first LAN lndud1ng second circuitry for autrnnat1ea!ly calling one of the plurality of 

tekcomnrunications s..\:<Jerrnions in response to the user selecting one of the plurality of 

telccornrnunicatiom ex.tensions from the observed list, ,vhercin cormmmicatkm among the first 

LAN, t,ccontl LAN, and W/\N uses an IP protocol, wherein the list of the plurality of 

telecommunications extensions is displayed to the user of 1.he first tek:commm1.ications device, 

\vherein the first teleeornrnun.ications device is an IP tele.pbone having n display for shr:n.ving the 

list of the plurality of tdei:..x1mmu.nications extensions, wherein the second circuitry inclu(k's a 

key for enabling the user to tacitly selecting one of the plurality of tekx:ommunication.-:; 

extensions from the displayed list, wherein the tactile selection of one of the plurality of 

telecornnmnications ex.tensions frorn the displayed list by the user re~ults in a.n initiation of a can 

from the first tdecommunicabons device to the selected one of the plurality of 

tele:;;.:orn.rnunication;,; extensions across the \\lAN, \-vherein the list of the plurality of 

i.decornrnunications extensions is stored in a server in the second LA.N, and is accessed by the 

first cirn,itry ucros!:,, the \VAN. 

9. (Original) Tht) systern as recited in clairn 8, wherein the first te!cco.mrn1..mications 

device i.ndudes circuitry for enabling the user to scroll throngh the displayed list of tbe plurnlity 

of tdecomrnunications devices. 
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10. (Original} The system as recited _in claim 1, further comprising: 

l.\ tJ1ird LAN coupled to the first and ;s,econd LANs via the V{AN; and 

u plurality of telccornmunictitions extensions coupled to the third LAN, the first LJ\N 

i.nduding circ.uilry for enabhng the user to select between observing the H;s,t of the plurality· of 

telecotn.munications extensions coupled to the second L'\N or observing a list of the p!u.raHty of 

le!ecommunications extensions coupled to the third LAN. 

11 .. , l. 6. {Cancelled) 

17, (Previously presented) An information handling 1:,ystem comprising: 

a first local area net\vork ("LAN") operating under an IP protocol: 

a first IP wkphone coupled to the first LAN, the first IP telephone having a display and a 

set of keys for enabling a user to enter inputs; 

a St'.cond L,!\N orx.:rating under the 1P protocol; 

second nnd third telephone extensions coupled to the second LAN~ 

a ,vide area netv<'ork ("\VAN") operating under the IP protocol coupling the firs! LAN to 

the second LA .. N; and 

the fir::-;t LAN induding first circuitry for enabling a user of the frrst IP telephone to vie'w 

a list including the second a:.nd third telephone extensions, \Vherein the list is stored in a server in 

the second LAN, and is accessed hy the first circuitry across the \VAn 

HL (Original) The system as recited in claim 17, further comprising: 

the first LAN including second circuitry for amomatically calling the second tdephone 

ex.tension in response to the user selecting the second telephone extension frorn the viesved list. 

! 9, (Ohginal.l The sys tern as recitt<d in claim 18, \vherein selection of the second 

telephone exi.enskm from the vie'.ved list by the user is accomplished by· selection of one of the 

set of keys, 
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2(L {Original) The syste1n as recited in daim 19, ,vherein the selection of one of the set 

of keys resdts in un initiation of a call frorn the first IP telephone to the second telephone 

extension across the \V/\N. 

22. (Original) The system as recited in claiin l 7, wherein the first IP telephmK~ includeo..; 

circuitry for enabling the user to scroll through the displayed list 

23. (Original) The systen1 as recited in claim 1, further comprising: 

a third LAN coupled to the firsl and second LANs via the \VAN: and 

a plurality of tdephorw extensions coupled to the third LAN, the first L\N including 

circuitry for enabling the user to select betv,,,een vie\ving the list of the telephone extensions 

coupled to the second LAN or vic'<-ving a list of the plurality of telephone extensions coupled to 

the 1hird LAN, 

24. (Odginal; Jn a tdecommunications system cornprising a first IP telephone coupled to 

a first IP server within a first LAN, second and third telephone exterv,ions coupled to a second !:P 

server \.vithln a second LAN, and a WAN coupling the first LAN to lht'. second L/\.N, the first 

LAN, the second LAN. and the \\t/<,N comnn.1nicating using an IP protocol, a method comprising 

the steps of: 

in response to selection of n first input on the first IP telephone, displaying on the first IP 

telephone a list of telephone destinations stored in the second IP server, wherein the !ist of 

telephone destinations is cornmunicated from the second IP server over the WAN to the first fP 

in response w selection of one of the tek•plmne destinations frorn the dit;played lisL 

automatically dialing the o;eiecte.d one of the telephone destinations. for a communications link. 

between the fir-;t. IP l.eiephonc and the sekeie<l one of the telephone destinations, 
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25. (Original) The method m, recited in claim 24, \-Vherein the selection of one of dw 

telephone ,kstinations from the displayed list is perfonncd in rcspon:c;c to selection of n second 

inpm on trH .. ~ first IP telephone by a user. 

26, (Odginal} The rnethod as recih.~d in daim 25, wherein the first and second inputs are 

the same key button on the first IP telephone, 

27. (Original) The :rnethod as recited in claim 24, 'Nherein the telephone destinations 

include the serond and third tdephonc extensions coupled to the second IP server 

28. (Origim\1) The method as rei:itti<l in daim 24, \i,,·herein the telephone destinations 

mclude tekphones external to the system. 

29, (Original} The rnethod. as recited in dahn 24, \.Vherdn the system indudes a third 

LAN coupled to the first and second LANs via the V,/AN, further comprising the steps of: 

displaying on the first IP telephone a list of LANs coupled to the \VAK including the 

perforrning the step of displaying the first list in response to selection of the second LAN 

frorn the displayed list of LANs .. 

30. (Original} A lekcornr.nunicatiom, system comprising: 

a first lP telephone coupled to a first l:P server within a first LAN; 

second and third telephone extensions coupled w a second IP server 'Within a second 

LAN; 

a \:\'AN coupling th;;; first LAN to the i-iccond LAN, the first LAN, the second LAN, and 

the w· AN con1munkating using an IP protocol; 

me::ms for di:~phrying on the first IP tdcphone a list of telephone destinntkms stored in frie 

second IP server in response to selection of a first inpm on the first IP telephone, w-hercin the list 
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of tckphon;;:. dcstirmtions is ci.)tmm.mk'ated from the second IP server over the \V/\N to the first 

rP tdcphonc: and 

means for autornatkaHy dialing the selected one of the telephone destinations for a 

cornmunkations link bwNccn the first IP h.dephone and tl1e sdec:tetl one of the tckphonc 

destinations in response to selection of one of the telephone destinations from tht~ displayed list 

31. (Origirnd} The system as recited in claim 30, '>vherein the selection of one of the 

telephone destinations from the displayed list is performed in response to selection of a second 

input on the first ff' tdcphone by a user, 

32, (Original) The t~ystern as recited in claim 3 .l, ·wherein the first and second inputs are 

the same key button o-n the fir::.t lP telephone, 

33, (Original.) The system as recited in claim 32, wherein the telephone destinations 

include thl'..: second and third 1ekphonc t~xtcnsions coupled to the second ff' server. 

34, (Original) The systern ,rn re.cited in claim 32, V<'herei11 the 1elepbone destinations 

indude telephones external lo the systern. 

35, (Original) The system as recited in ,:Jaim 31, further comprising: 

a third LAN toupled to the firs!. and c'.econd LANs via the \l./AN; 

means for displaying on the first W telephone a list of LANs coupled to the Vv' AN, 

including the second and third l...1\Ns~ and 

means for displaying the first Hst in response to selection of the second LAN from the 

disp1ayed list of LANs. 
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36. {Previously presented) i\ method comprising the steps of: 

receiving a first touch input frmn a user on an lP telephone that is net1.vorked into a first 

LAN operating under an LP protocol; 

in response to receipt of the first touch input, displuying on a d1spl<.1y on the IP telephone 

a first Hst including second and third LANs coupled to the first LAN, wherein the ;,;ccond and 

third LANs opera!.,~ under tbe IP protocol; 

receiving a second much input frmn I.he user on t11e IP telephone; 

in response to receipt of the second touch input, displaying on the display on the IP 

telephone a second list of telephone destin.1tions accessible fron1 the second LAN; 

receiving a third touch input from the user on the IP telephone.; and 

in response to rcccip1 of the third touch input, m..1tommicaUy dialing one of tht: td(:phone 

destinations acccssibk frmn the second LAN for a communications ;;.:onncction b,'.t,.;-vcen the one 

of the telephone destinations mid the IP telephone, \vhcrein the step of displaying on the display· 

on tbe IP tdephone the second bst further includes t.he steps of: 

sending a message frorn the first LAN to the se.cond LAN requesting tl1c second List; and 

receiving fat second list frorn the second LAN to the first LAN. 

37. (Original) The rnethod as recited in claim 36, before the step of receiving the SCC()nd 

touch input, further comprising the steps of: receiving a fourth touch inpm from the nser on the 

IP telephone; and in response w receipt of the fourth touch input, scrolling through the first list 

38, (OdgirwJ) The method as recited in dairn 37, before the stq; of:recciving the third 

touch input further cornprising the steps of: receiving a fifth touch input from the user on the IP 

telephone; and in response to receipt of the fifth touch input, scrolling thrrn.igh the second list. 

39, (Cancdkd) 

40, (Prc\·lous1y presented.) The method as recited in claim 36, \•Vhz~rdn the first, si:.cond, 
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REi'v1ARKS 

Claims 1--6. 8-10, 17--20. 22-38 and 40 are pending in the applicatio11. 

Claims 1 ~6, 8¥ 10, 17 ~20. 22-38 and 40 st;:1.nd rejected. 

l. REJECTlONS TO SPECIFICA.TION 

The Examiner l:rns requested that the rdated applications identified on page 1 of the 

Specifkatkm be updated. In response., Applicants have hereln updated th.is portion of the 

Specification us requested. 

II. REJECTIONS UNDER 35 U.S.C. § 103 

Claims 1<,, 5-6, 8-10, 17-20 and 22-35 stand r~jected under 35 l.LS.C § l03 as bdng 

unpaterrtabk over Guy er al. (U.S. Patent No. 6298,057) in vinv of lVUson (U.S. Pment No. 

6,829,231). In response, Applicants respectfully traverse these rejections, 

The Examiner's rejections rdy specifically upon an interpretation that Guy discloses a list. 

of the plurnlity of h,.deconnrn.mications extensions being stored in a se,ver in the second LAN, 

'\.vhich fa accessed by the first circuitry across the WAN, The Ex:rminer cites column 10, Enc 30-­

column 11, line 14 in ~upport of this interpn.tation, Applicants traverse. This language within 

Guy does not :-,upport foe Exarnincr's assertions. Instead, Guy teaches that if the server code is 

not in the locai directory, then a request goes to a master directory \Vhkh t; locwcd somevd1ere 

in net\'vork 100, Colurnn 9, lines 23-28- The master directory only co11tains the server code. 

The server code only identifies the CSlJ 130 to which the destination telephone is com1ected. 

Column l 0, lines 33 -J{i Additional digits are still required in order to tekphone or contact the 

destination tdephom~ frorn the originating telephone. Such additional digits are de.scribed in 

co1mnn U, line l-column 12, line 21. Such additional digits are taught \Vithi.n Guy to be 

generated in the first LAN \.Vllhout any trm1srnissio11 of this infonnation from the second Li\N to 

the fin,t L/\N. 
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The res-ult <.1f the foregoing is that the combination of Guy and rn:fson do,~s not teach or 

suggest circuitry ;vithin fhe first LAN 11:)r enabling a user of the first tekcornmunkafams device 

s,vhhin that first LAN io observe a list of the plurality oftelecomrnunications extensions coupled 

to the second LAN, wherein the list of the plurality of telecommunications extensions is stored in 

a server in the secnnd LAN and is accessed by the first cin;.:uitry a<.,ross the LAN .. Instead, the 

most tlrnt tb} combination ofreforences teaches is that when a ti..)lecommunications device in the 

first LAN desires to caU a telecommunications device in the second LAN, it mav access a master . ... ~ 

directory to find out the ser1;,,·er code associated 1-vith the server in the second LAN to which the 

second tek:commi.mications device rnay be coupled. This is only pt.Tfor.rncd if th,~ server co,ks 

are not already kmwrn by the st:rvcr in the first LAN to \Vhich the first tclcwmmunications 

device is coupled. The lim.itation of the teachlngs of the combination of G!~}' and lYilson is that a 

list of tdecom.lTiu.nications device coupled to the second LAN is not accessible by first circuitry 

in the first LAN. As a result, a telecommunicatfrms device coupled to the first LAN is not able 

to observi:.~ such a list of tekcommunkatfrms extensions in the second LAN and thereby make a 

call to such a telcphom., extension. This is an important distinction for several reasons. One of 

them is that h permits a user in one geographic location to local('. a station user in another 

location s,vithout the need to use .a printed extension guide. Page 20, hncs 21-24. This \.Vould not 

be possible vvith the cornbination of references asserted by the Examiner, but is v,rith the present 

invention. 

As a result of thti k)rcgoing, one skilled in the art at the time the invention \Vas made 

Vioukt not have been ahle to recreate the cl.aimed im.,-enbon in vi,~\V ofthe C()rnbination of tlw 

On page 4 of the Offi-ce Action, the Examiner has made assertions as to what T-Vi.lson 

teaches. Applkants respectfully tra.ve·rsc such assertkms and incorporate by· refi.m::nt'.C 

Applicants' argu.ments made in the previous amendment with respect to the teachings of H-'i!son. 

\Vith respect to Claims 26 and 32, the Examiner asserts that it is -.;vel1 knmvn in the art to 

utilize the sarn.e button for multiple common inputs to simplify functionality, Applicants 
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rcspectfoEy traverse the assertion of \vlrnt is wdl knovl"n in the a.rt. As a result, the Exarniner i;-; 

required to support ,;uch an assertion \.Vith objective evidence. 

\:Vith respect lo Claims 28 and 34, Applicants respectfully traverse the Exarn.iner's 

assertions. The Examiner has mischaractcr1zed the lirnitations vvithin these daims, These chdms 

recite that the telephone destimnions may include telephones external to the system. Such 

telephone destina1ions are included in a list stored in the second [P server in \vhich are 

corri.municated from the second IP server over the \VAN to the first lP telephone. This is not 

taught or suggested \Vithin ll/ilson, Applicants traverse the Examiner's assert.ion of v,-'lrnt is \vcH 

known in the art, requiring the Exarniner to support such assertions with objecfr-,..-e evidence. 

Clairn 4 stands :rejected tmdcr 35 U.S.C, § 103 as being unpatentahle over Guy in view· of 

1-Vifson and further in vie\v of S.'tunteheck et al. (U. S, Patem No. 6,()65,016), App!icm1t;,; 

respectfully trnverse this rejcc1ion for reasons sirnilady given above. 

C!alrn.s 36--38 and 40 stand rejected under 35 US,C. § 103 as being tmpawntabk over 

ll-'ilson i.n vie'<-v of Ga)\ Applicants respcctfolly traverse these rejections for reasons s.im1larly 

given above, 
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CONCUJSION 

As a result of the f()rcgoing, it is asserted by Applicant"' that the rernaining Claims in the 

Appncatmn arc in condition for allowance, and respectfully request an a!lo\vance of :-;uch 

Cbims. 

A.pplicants rcspectfuHy request that the Exarniner call Applicants· attorney at t!R'. bdmv 

listed number if the Exa1niner believes that such a discussion \.VOUid be he!pfu! in resolving any 
. , '! remmmng prot)it:rn~, 

We bdic've there to be no fce(s) due at this time, h{)WC'-ler, if \Ve have calculated 

incom:ctly, please apply ~my charges or credits lo Deposit /\ccount No. 06~1050, referencing 

Attorney Docke.t No. 21618-013001, 

·--: .. \ ~ ... .... 

Date:_,...,· :,....A_:::.._·r __ .. _. _. __ ~-..;,.._._~·=-......,._'"" .. ,· .... "::-.._· ...... ; _· _.,,.__ __ _ 

Fi1-,h & Richardson P.C. 
One Congress Pkzn 
Suite 810 
111 Congress /\ venue 
Austin, TX 78701 
Telephone; (512) 472-5070 
F..K::-;imik: (512) 320-8935 

Respectfully submitted, 
~-·~··"" .. ,~~-

.·•·'=.··-·····•--.-..., 

.·' / 
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REi'v1ARKS 

Claims 1--6. 8-10, 17--20. 22-38 and 40 are pending in the applicatio11. 

Claims 1 ~6, 8¥ 10, 17 ~20. 22-38 and 40 st;:1.nd rejected. 

l. REJECTlONS TO SPECIFICA.TION 

The Examiner l:rns requested that the rdated applications identified on page 1 of the 

Specifkatkm be updated. In response., Applicants have hereln updated th.is portion of the 

Specification us requested. 

II. REJECTIONS UNDER 35 U.S.C. § 103 

Claims 1<,, 5-6, 8-10, 17-20 and 22-35 stand r~jected under 35 l.LS.C § l03 as bdng 

unpaterrtabk over Guy er al. (U.S. Patent No. 6298,057) in vinv of lVUson (U.S. Pment No. 

6,829,231). In response, Applicants respectfully traverse these rejections, 

The Examiner's rejections rdy specifically upon an interpretation that Guy discloses a list. 

of the plurnlity of h,.deconnrn.mications extensions being stored in a se,ver in the second LAN, 

'\.vhich fa accessed by the first circuitry across the WAN, The Ex:rminer cites column 10, Enc 30-­

column 11, line 14 in ~upport of this interpn.tation, Applicants traverse. This language within 

Guy does not :-,upport foe Exarnincr's assertions. Instead, Guy teaches that if the server code is 

not in the locai directory, then a request goes to a master directory \Vhkh t; locwcd somevd1ere 

in net\'vork 100, Colurnn 9, lines 23-28- The master directory only co11tains the server code. 

The server code only identifies the CSlJ 130 to which the destination telephone is com1ected. 

Column l 0, lines 33 -J{i Additional digits are still required in order to tekphone or contact the 

destination tdephom~ frorn the originating telephone. Such additional digits are de.scribed in 

co1mnn U, line l-column 12, line 21. Such additional digits are taught \Vithi.n Guy to be 

generated in the first LAN \.Vllhout any trm1srnissio11 of this infonnation from the second Li\N to 

the fin,t L/\N. 
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The res-ult <.1f the foregoing is that the combination of Guy and rn:fson do,~s not teach or 

suggest circuitry ;vithin fhe first LAN 11:)r enabling a user of the first tekcornmunkafams device 

s,vhhin that first LAN io observe a list of the plurality oftelecomrnunications extensions coupled 

to the second LAN, wherein the list of the plurality of telecommunications extensions is stored in 

a server in the secnnd LAN and is accessed by the first cin;.:uitry a<.,ross the LAN .. Instead, the 

most tlrnt tb} combination ofreforences teaches is that when a ti..)lecommunications device in the 

first LAN desires to caU a telecommunications device in the second LAN, it mav access a master . ... ~ 

directory to find out the ser1;,,·er code associated 1-vith the server in the second LAN to which the 

second tek:commi.mications device rnay be coupled. This is only pt.Tfor.rncd if th,~ server co,ks 

are not already kmwrn by the st:rvcr in the first LAN to \Vhich the first tclcwmmunications 

device is coupled. The lim.itation of the teachlngs of the combination of G!~}' and lYilson is that a 

list of tdecom.lTiu.nications device coupled to the second LAN is not accessible by first circuitry 

in the first LAN. As a result, a telecommunicatfrms device coupled to the first LAN is not able 

to observi:.~ such a list of tekcommunkatfrms extensions in the second LAN and thereby make a 

call to such a telcphom., extension. This is an important distinction for several reasons. One of 

them is that h permits a user in one geographic location to local('. a station user in another 

location s,vithout the need to use .a printed extension guide. Page 20, hncs 21-24. This \.Vould not 

be possible vvith the cornbination of references asserted by the Examiner, but is v,rith the present 

invention. 

As a result of thti k)rcgoing, one skilled in the art at the time the invention \Vas made 

Vioukt not have been ahle to recreate the cl.aimed im.,-enbon in vi,~\V ofthe C()rnbination of tlw 

On page 4 of the Offi-ce Action, the Examiner has made assertions as to what T-Vi.lson 

teaches. Applkants respectfully tra.ve·rsc such assertkms and incorporate by· refi.m::nt'.C 

Applicants' argu.ments made in the previous amendment with respect to the teachings of H-'i!son. 

\Vith respect to Claims 26 and 32, the Examiner asserts that it is -.;vel1 knmvn in the art to 

utilize the sarn.e button for multiple common inputs to simplify functionality, Applicants 
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rcspectfoEy traverse the assertion of \vlrnt is wdl knovl"n in the a.rt. As a result, the Exarniner i;-; 

required to support ,;uch an assertion \.Vith objective evidence. 

\:Vith respect lo Claims 28 and 34, Applicants respectfully traverse the Exarn.iner's 

assertions. The Examiner has mischaractcr1zed the lirnitations vvithin these daims, These chdms 

recite that the telephone destimnions may include telephones external to the system. Such 

telephone destina1ions are included in a list stored in the second [P server in \vhich are 

corri.municated from the second IP server over the \VAN to the first lP telephone. This is not 

taught or suggested \Vithin ll/ilson, Applicants traverse the Examiner's assert.ion of v,-'lrnt is \vcH 

known in the art, requiring the Exarniner to support such assertions with objecfr-,..-e evidence. 

Clairn 4 stands :rejected tmdcr 35 U.S.C, § 103 as being unpatentahle over Guy in view· of 

1-Vifson and further in vie\v of S.'tunteheck et al. (U. S, Patem No. 6,()65,016), App!icm1t;,; 

respectfully trnverse this rejcc1ion for reasons sirnilady given above. 

C!alrn.s 36--38 and 40 stand rejected under 35 US,C. § 103 as being tmpawntabk over 

ll-'ilson i.n vie'<-v of Ga)\ Applicants respcctfolly traverse these rejections for reasons s.im1larly 

given above, 
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CONCUJSION 

As a result of the f()rcgoing, it is asserted by Applicant"' that the rernaining Claims in the 

Appncatmn arc in condition for allowance, and respectfully request an a!lo\vance of :-;uch 

Cbims. 

A.pplicants rcspectfuHy request that the Exarniner call Applicants· attorney at t!R'. bdmv 

listed number if the Exa1niner believes that such a discussion \.VOUid be he!pfu! in resolving any 
. , '! remmmng prot)it:rn~, 

We bdic've there to be no fce(s) due at this time, h{)WC'-ler, if \Ve have calculated 

incom:ctly, please apply ~my charges or credits lo Deposit /\ccount No. 06~1050, referencing 

Attorney Docke.t No. 21618-013001, 

·--: .. \ ~ ... .... 

Date:_,...,· :,....A_:::.._·r __ .. _. _. __ ~-..;,.._._~·=-......,._'"" .. ,· .... "::-.._· ...... ; _· _.,,.__ __ _ 

Fi1-,h & Richardson P.C. 
One Congress Pkzn 
Suite 810 
111 Congress /\ venue 
Austin, TX 78701 
Telephone; (512) 472-5070 
F..K::-;imik: (512) 320-8935 

Respectfully submitted, 
~-·~··"" .. ,~~-

.·•·'=.··-·····•--.-..., 

.·' / 
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10/447,607 

Examiner 

GREGORY B. SEFCHECK 

Applicant(s) 

SUDER ET AL. 

Art Unit 

2619 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address -­
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ;l_ MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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after SIX (6) MONTHS from the mailing date of this communication. 
If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )IZI Responsive to communication(s) filed on 22 January 2008. 

2a)IZ! This action is FINAL. 2b)0 This action is non-final. 

3)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims 

4)[8J Claim(s) 1-6.8-10.17-20.22-38 and 40 is/are pending in the application. 

4a) Of the above claim(s) __ is/are withdrawn from consideration. 

5)0 Claim(s) __ is/are allowed. 

6)[8J Claim(s) 1-6. 8-10. 17-20. 22-38. and 40 is/are rejected. 

7)0 Claim(s) __ is/are objected to. 

8)0 Claim(s) __ are subject to restriction and/or election requirement. 

Application Papers 

9)0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on __ is/are: a)O accepted or b)O objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

11 )0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PT0-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)O All b)O Some* c)O None of: 

1.0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. __ . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17 .2(a)). 

*Seethe attached detailed Office action for a list of the certified copies not received. 
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2) 0 Notice of Draftsperson's Patent Drawing Review (PTO-948) 

4) 0 Interview Summary (PTO-413) 
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5) 0 Notice of Informal Patent Application 3) 0 Information Disclosure Statement(s) (PTO/SB/08) 
Paper No(s)/Mail Date __ . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 

6) 0 Other: __ . 
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DETAILED ACTION 

• Applicant's Amendment filed 1/22/2008 is acknowledged. 

• The previous objection to the specification is withdrawn in light of the 

present amendments to the specification. 

• No amendments have been made to claims 1-6, 8-10, 17-20, 22-38 and 

40, which remain pending. 

Claim Rejections - 35 USC§ 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

2. Claims 1-3, 5, 6, 8-10, 17-20, and 22-35 are rejected under 35 U.S.C. 

103(a) as being unpatentable over Guy et al. (US006298057B1 ), hereafter Guy, 

in view of Wilson (US006829231 B1 ). 

- Regarding Claims 1-3, 5, 6, 8-10, 17-20, 22-25, 27, 29-31, 33, and 35, 

Guy discloses a system and method for coupling a first LAN 102A having 

server 112 to a second LAN 102B having server 122 through WAN 104 utilizing 

IP capabilities of the LANs and WAN (Fig. 1; Col. 1, lines 51-53; Col. 14, lines 

13-17; claim 118 117.24.30 - method in a information handling system comprising 

a first LAN; claim 118117.24.30 - a second LAN; claim 118117.24.30 - WAN 
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coupling the first LAN to the second LAN; claim 2, 17,30 - LANs and WAN 

operate under IP protocol; claim 24,30 - first and second IP servers within first 

and second LANs ). 

Fig. 1 also shows that a plurality of telecommunications devices are 

coupled to the first and second LANs 102NB (claim 1,8, 17.24.30 - first 

telecommunications device coupled to the first LAN; claim 1,8, 17,24,27,33 -

plurality of telecommunications extensions/destinations coupled to the second 

LAN). 

Guy discloses the ability to connect a phone of the first LAN 102A to a 

destination phone of the second LAN 102B (Col. 6, lines 4-11; Col. 10, lines 1-7). 

Guy further discloses each file server 112/122 includes a directory (Fig. 4, 406) 

that stores a list of server codes and additional information to identify devices 

attached to each server (Col. 10-11, lines 30-14; claim 1,8, 17,30 - wherein the 

list of the plurality of telecommunications extensions is stored in a server in the 

second LAN, and is accessed by the first circuitry across the WAN). Guy also 

discloses a master directory in a server of network 100 containing the information 

stored in each local directory (Col. 9, lines 20-25). 

However, Guy does not explicitly disclose the user of the phone in the first 

LAN observing a displayed list of extensions to phones in multiple (second and 

third) local networks remote of the user's LAN and automatically initiating a call in 

response to the user selecting one of the extensions from the observed list. Guy 

also does not explicitly disclose the user's phone as an IP phone having display 
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and keys for user to enter first and second inputs for displaying and 

selecting/initiating a call, circuitry to scroll through the displayed list. 

Wilson discloses an IP phone user can access a directory engine through 

the Internet (WAN) for displaying a list of numbers/addresses (extensions) 

obtained from multiple (second and third) local exchange network switches and 

ISPs that are remote to the user. Wilson further discloses the user initiates a call 

by selecting a destination from a scrolled list of potential destinations (Fig. 5,6; 

Col. 7-8, lines 45-15; claim 1,8, 17,24,30 - first LAN including first circuitry for 

enabling a user of the first telecommunications device to observe/view a list of 

the plurality of telecommunications extensions; claim 1,8, 18.24.30 - first LAN 

including second circuitry for automatically calling one of the plurality of 

telecommunications extensions in response to the user selecting one of file 

plurality of telecommunications extensions from the observed list; claim 3,8,24,30 

- list is displayed to user of the first device; claim 5 16 18 117, 19,20,24,25,30,31 -

first device is IP phone having display and keys for user to enter first and second 

inputs for displaying and selecting/initiating a call to an extension in the second 

LAN over the WAN; claim 9,22 - circuitry to scroll through displayed list; claim 

10,23,29,35 - a third LAN and first LAN circuitry for selecting and viewing a list of 

a plurality of extensions coupled to the second and/or third LAN). 

It would have been obvious to one of ordinary skill in the art at the time of 

the invention to modify Guy by enabling a first device to observe a list of 

extensions in a remote LAN and initiating a call to a displayed number in 

response to selection by a user, as shown by Wilson, thereby enabling the first 
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phone to connect to a destination phone if the number associated with the 

destination phone is unknown and remote of the user's LAN. 

- Regarding Claims 26 and 32, 

Guy discloses all limitations of the parent claims. 

Neither Guy nor Wilson discloses first and second inputs using the same 

button. 

However, it is well known in the art to utilize the same button for multiple 

common inputs to simplify the functionality (claim 26.32 - first and second inputs 

use same button). 

It would have been obvious to one of ordinary skill in the art at the time of 

the invention to use the same button for the first and second inputs disclosed by 

Wilson, in order to improve the ease of use for the user. 

- Regarding Claims 28 and 34, 

Guy discloses all limitations of the parent claims. 

Neither Guy nor Wilson explicitly discloses destinations include 

telephones external to the system. 

However, it is well known that local exchange switches such as those 

shown by Wilson are able to connect to other exchanges outside of the local 

system, such as over a dedicated T1 trunk (claim 28.34 - destinations includes 

telephones external to the system). 
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It would have been obvious to one of ordinary skill in the art at the time of 

the invention to modify Guy and Wilson by enabling destinations to be 

telephones external to the system, thereby providing the disclosed directory 

services to as many capable users as can be supported. 

3. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Guy in view of Wilson above, and further in view of Stuntebeck et al. 

(US006065016A), hereafter Stuntebeck. 

- Regarding Claim 4, 

Guy discloses a system as shown above in the rejection of claim 1 and 2. 

Neither Guy nor Wilson discloses a list played to a user as audio. 

Stuntebeck discloses a universal directory server (UDS) that provides 

remote access to the communication addresses (extensions) associated with 

numerous institutions, including LANs (Fig. 1; Abstract). Stuntebeck discloses a 

user can access the UDS through a voice recognition system, in which results 

are conveyed to the user as voice (audio; Col. 4, lines 17-25; claim 4 - list is 

played as audio to the user of the first device). 

It would have been obvious to one of ordinary skill in the art at the time of 

the invention to modify Guy and Wilson by enabling the list to be played as audio 

to the user, as shown by Stuntebeck, thereby allowing users to access directory 

services without a visual display. 
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4. Claims 36-38 and 40 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Wilson in view of Guy. 

- Regarding Claim 36-38 and 40, 

Wilson discloses an IP phone connects to Internet (WAN) through multiple 

(first, second, third) local switches and network switches, and a user can use the 

alphanumeric keypad to make a request of callee search (Fig. 5; Col. 7, lines 45-

67; claim 36 - in response to receipt of first input, displaying on a display on the 

IP telephone a first list including second and third LANs coupled to the first LAN, 

wherein the second and third LANs operate under the IP protocol; claim 40 -

first, second, and third LANs coupled via WAN). 

Wilson further discloses the screen on the caller's side can display 

multiple result numbers of callees in a scrolled list after the search engine replies 

to the search request (Col. ?,lines 46-67 and Col. 8, Lines 1-17; claim 36 -

receiving another input from the user on the IP telephone; in response to receipt 

of the input, displaying on the display on the IP telephone a second list of 

telephone destinations accessible from the second LAN; claim 37 - scrolling 

through the list in response to fourth input). 

Wilson then shows that the caller can select the proper callee's name 

display from the scrolled list of multiple results to initiate a call (Col. 8, lines 13-

15; claim 36 - in response to receipt of third input, automatically dialing one of the 

telephone destinations accessible from the second LAN for a communications 
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connection between the one of the telephone destinations and the IP telephone; 

claim 38 - scrolling through the list in response to fifth input). 

Wilson does not explicitly show that the callee lists are received from a 

second LAN in response to sending a request message from the first LAN. 

Guy discloses a system and method for coupling a first LAN 102A having 

server 112 to a second LAN 102B having server 122 through WAN 104 utilizing 

IP capabilities of the LANs and WAN. Guy discloses the ability to connect a 

phone of the first LAN 102A to a destination phone of the second LAN 102B (Col. 

6, lines 4-11; Col. 10, lines 1-7). Guy further discloses each file server 112/122 

includes a directory (Fig. 4, 406) that stores a list of server codes and additional 

information to identify devices attached to each server (Col. 10-11, lines 30-14), 

while also disclosing a master directory in a server of network 100 containing the 

information stored in each local directory (Col. 9, lines 20-25; claim 36 -

displaying on the display on the IP telephone the second list further includes the 

steps of sending a request message for the list from the first LAN to the second 

LAN and receiving the second list from the second LAN to the first LAN). It 

would have been obvious to one of ordinary skill in the art at the time of the 

invention to supply the Internet database in Wilson from local directories stored in 

each respective LAN segment of a network, as shown by Guy, thereby ensuring 

that the Internet (master) directory is up to date. 
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Response to Arguments 

5. Applicant's arguments filed 1/22/2008 have been fully considered but they 

are not persuasive. 

- In the Remarks on pg. 11-13 of the Amendment, Applicant contends 

that the combination of Guy and Wilson does not support the rejection 

of the pending claims. Applicant alleges the disclosure of Guy cited in 

the rejection only teaches of server codes in local and master 

directories, and not the claimed "list of the plurality of 

telecommunications extensions coupled to the second LAN". Further 

and quite separately, Applicant counters the cited disclosure of Wilson 

by referring to arguments presented in the amendment filed 8/17/2007, 

which pertain to the rejections of claims as anticipated by Wilson. 

- The Examiner respectfully disagrees. In response to applicant's 

arguments against the references individually, one cannot show 

nonobviousness by attacking references individually where the 

rejections are based on combinations of references. See In re Keller, 

642 F.2d 413,208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 

F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

- Applicant's previous arguments filed 8/17/2007 with respect to Wilson's 

lack of disclosure of a list stored in a server in the second LAN are 

irrelevant to rejections based on the combination of Guy and Wilson, 
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since the cited disclosure of Guy clearly meets this limitation. The 

deficiency in Guy highlighted by Applicant, i.e. that the cited disclosure 

does not recite a "list of the plurality of telecommunications extensions 

coupled to the second LAN", is met by the cited disclosure of Wilson, 

where the combination of Guy and Wilson properly rejects the pending 

claims. 

Conclusion 

6. THIS ACTION 15 MADE FINAL. Applicant is reminded of the extension of 

time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 

THREE MONTHS from the mailing date of this action. In the event a first reply is 

filed within TWO MONTHS of the mailing date of this final action and the advisory 

action is not mailed until after the end of the THREE-MONTH shortened statutory 

period, then the shortened statutory period will expire on the date the advisory 

action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 

calculated from the mailing date of the advisory action. In no event, however, will 

the statutory period for reply expire later than SIX MONTHS from the mailing 

date of this final action. 

Any inquiry concerning this communication or earlier communications from 

the examiner should be directed to Gregory B. Sefcheck whose telephone 

number is 571-272-3098. The examiner can normally be reached on Monday­

Friday, 8:00am-4:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the 

examiner's supervisor, Wing Chan can be reached on 571-272-7493. The fax 

phone number for the organization where this application or proceeding is 

assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 

the Patent Application Information Retrieval (PAIR) system. Status information 

for published applications may be obtained from either Private PAIR or Public 

PAIR. Status information for unpublished applications is available through 

Private PAIR only. For more information about the PAIR system, see http://pair­

direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll­

free). If you would like assistance from a USPTO Customer Service 

Representative or access to the automated information system, call 800-786-

9199 (IN USA OR CANADA) or 571-272-1000. 

/Wing F Chan/ 

Page 11 

/Gregory B Sefcheck/ 
Examiner, Art Unit 2619 
3-27-2008 

Supervisory Patent Examiner, Art 
Unit 2619 
3/27/08 
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BRIEF ON APPEAL 

I. REAL PARTY IN INTEREST 

The: real party in interest is Estcch Systems, Inc., which is the assignee of the entire right 

and interest in the present Application. 

II. RELATED APPEALS AND INTERFERENCES 

There arc no appeals or interferences known to Appellants, the Appellants' legal 

representative, or assignee which will directly affect or be directly affected by or have a bearing 

on the Board's decision in the pending appeal. 

Ill. STATUS OF CLAIMS 

Claims 1-6, 8-10, 17-20, 22-38 and 40 arc pending in the Application, stand rejected and 

are on appeal. 

Claims 7, I 1-16, 2 I and 3 9 have been cancelled. 

IV. STATUS Of AMENDMENTS 

There were no amendments to the Claims or specification filed after the Final Rejection. 

V. SUMMARY OF CLA1MED SUBJECT MATTER 

Claim I recites an information handling system comprising a first LAN, a second LAN, u 

WAN coupling the first LAN to the second LAN, a first tcleconununications device coupled to 

the first LAN, a plurality of telecommunications extensions coupled to the second LAN, and the 

first LAN including first circuitry for enabling a user of the first telecommunications device to 
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observe a list of the plurality of telecommunications extensions. These clements are shown in 

Fig. 3 with the first and second LANs represented as any one of LANs 301-303 and the WAN 

201 that couples any first and second LAN. Each ofthe LANs shows telecommunications 

devices coupled thereto. The LANs 301-303 also show a plurality of telecommunications 

extensions, e.g., IP telephones I 05, 308, 313. See paragraphs [0031] - [0034]. Fig. I I shows a 

process for enabling a use! of a first telecommunications device in the first LAN to observe a list 

of a plurality of telecommunications extensions coupled to the second LAN. See paraf,rraphs 

[0088] [0089]. Fig. 8 illustrates a block circuit diagram of a telecommunications device that 

includes a display 8 I 0. See paragraphs [0075] - [0077]. Figs. 1 I and 9A-9B illustrate selecting 

one of the extensions fi·om the observed list and ca11ing that extension. See paragraphs (0088] -· 

[0089] and [0103]. This process is also illustrated by the state dia,gram in Fig. 12. Sec paragraph 

(0090]. 

Claim 4 recites limitations similar to Claim I (therefore, see citations to figures and 

specifications above with respect to Claim 1 ), with an additional limitation that the list of the 

telecommunications extensions is played as audio to the user of the first telecommunications 

device. The telecommunications device diagram in Fig. 8 shows a speaker 821. 

Claims 8, 17 and 24 recite an information handling system similar to the one recited in 

Claim 1 (therefore, see citations to figures and specifications above with respect to Claim I), 

with additional limitations the first telecommunications device is an IP telephone and a user of 

that IP telephone tacitly selects one of the observed extensions from the list which results in an 

initiation of the call to that telecommunications extension across the WAN. Further, Claims 8, 

17 and 24 recite that the list of the plurality telecommunications extensions is stored in a server 

in the second LAN and is accessed by the first circuitry across the WAN. The IP telephones arc 

shown in various figures, including Figs. 3 and 8. Fig. I I illustrates a step for selecting the 

telecommunications extension from the list that is displayed for initiating the call, which 

proceeds to Fig. 9A. Figs. 11, 12, and 14 among others illustrate the storage of the list of 

telecommunications extensions in the second LAN, the list then being accessed across the WAN 

by the first LAN. See paragraphs [0031] - [0034], [0075] - [0077), (0088] - [0089), and [0090]. 
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Further, the basic concept of accessing a list across the WAN and then making a call is described 

in paragraphs [0082] and [0087). 

Claim 30 recites a telecommunications systems comprising a first IP telephone coupled to 

a first IP server within a first LAN, second and third telephone extensions coupled to a second JP 

server within a second LAN, and a WAN coupling the first LAN to the second LAN, the first 

LAN, the second LAN, and the WAN communicating using an IP protocol. These features arc 

similar to those discussed above with respect to Claims I, 4, 8, 17, and 24, and arc well 

supported within the aforementioned figures and specification, such as Fig. 3 and its supporting 

specification recitations noted above with respect to Claim 1. See paragraphs [003 l] - (0034], 

[0075) - [0077], [0088] - [0089], and [0090]. Claim 30 further recites a means for displaying on 

the first IP telephone a list of telephone destinations stored in the second IP server in response to 

selection of a first input on the first IP telephone, wherein the list of telephone destinations is 

communicated from the second JP server over the WAN to the first 1P telephone. An IP 

telephone I 05 is illustrated in Figs. l and 3, and is shown in more detail in Fig. 8, which shows 

that the IP telephone 105 has an LCD display 810. See paragraphs [0075] - [0077]. IP servers 

within the LANs ureas shown in pig. 3, including IP server 101 and IP server 306. IP server 101 

is also shown in Figs. l and 2. Fig. 4 shows that lP server 101, which is representative of any of 

the IP servers, including IP server 306, has a hard drive 403. As a result, a list of telephone 

destinations may be stored within such a hard drive. Selection of a list displayed on LCD display 

810 of the IP telephone shown in Fig. 8 can be performed using such input devices as the 

keyboard 807 or a DSS console 811. Fig. 8 in such features are discussed in paragraphs [0075] -

[008 l ]; selection of an extension from a list is also discussed in paragraphs (0082] -- [0087]. The 

process for permitting a user to view and select extensions on the first IP telephone is illustrated 

in Fig. 11, which is discussed in paragraphs [0088) - [0089). Also there is an establishment of a 

connection between the two remote LANs with respect t0 Fig. 14, which includes a description 

of the sending of a message from one LAN to the other in order to request a list of the telephone 

extensions, which arc then communicated from that second LAN over the WAN to the first 

WAN and spcci fically the IP telephone. Further, Fig. 12 illustrates a state diagram of this 

process, which is described in paragraph [0090]. Automatic dialing of the selected telephone 
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destination and a response to selection of one of the telephone destinations from a displayed list 

is described in paragraphs [0089) - (0090]. 

Claim 36 recites a method for receiving several touch inputs from a user on the IP 

telephone that is networked into the LAN/WAN/LAN network described above and with respect 

to Fig. 3 in order to again pcnnit such a user to view a display telephone extensions at a remote 

LAN, and then automatically dialing that telephone destination. Cl.aim 36 includes steps for 

sending a message from the first LAN to the second LAN requesting the list of telephone 

extensions from the second LAN, which is delivered to the first LAN from the second LAN. 

Claim 36 includes steps whereby a first list of second and third LANs coupled to the first LAN is 

provided, and then a second list of telephone destinations at a selected LAN arc then provided. 

Such steps are shown in Figs. 11, 12, and 14 as noted above. See paragraphs [0088] - [00891 

and [0090). 

JV. 

I. 

GROUNDS OF REJECTION 'l~O BE REVIEWED ON APPEAL 

Claims 1-3, 5-6, 8-10, 17-20 and 22-35 stand rejected under 35 U.S.C. §J03(a) as 

being unpatentable over Guy et al. (U.S. Patent No. 6,298,057) in view of Wilson (U.S. Patent 

No. 6,829,231). 

2. Claim 4 stands rejected under 35 U.S.C. § I 03(a) as being unpatcntablc over Guy · 

in view of 1¥ilson and further in view of Stuntebeck et al. (U.S. Patent No. 6,065,016). 

3. Claims 36-38 and 40 stand rejected under 35 U.S.C. § 103 as being unpatentable 

over Wilson in view of Guy. 
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l. Claims 1-3, 5-6, 8-10, 17-20 and 22-35 arc not properly rejected under 35 U.S.C. 

· § 103 as being unpatcntable over Guy in view of Wilson. 

The basic test for nonobvious subject matter is whether the differences between the 

. subject m1.1ttcr and the prior art arc such that claimed subject matter as a whole would not have 

been ·obvious to a person having ordinary skil1 in the art to which a subject matter pertains. The 

United States Supreme court in Graham v. John Deere & Co., 383 U.S. l (1966) set forth the 

factual inquiries which must be considered in applying the statutory test: (I) a determination of 

the scope and contents of the prior art; (2) ascertaining the differences between the prior art and 

the claims at issue; and (3) resolving the level of ordinary skill in the pertinent art. 

In determining the scope and contents of the prior art, the Examiner must first consider 

the nature of the problem on which the inventor was working. Once this has been established, 

the Examiner must select, for purposes of comparing and contrasting with the claims at issue, 

prior art references which arc reasonably pertinent to that problem. In selecting references, 

hindsigh.! must be avoided at all costs. 

In ascertaining the differences between the cited prior art and the claims at issue, the 

Examiner must evaluate the claimed subject matter as a whole; there is no requirement that any 

differences between the claimed subject matter and the cited references be "remarkable" nor that 

some technological discontinuity between the claimed invention and subject matter exists just 

outside the claims. The requisite view of the whole invention mandates consideration ofnot only 

its structure, but also of its properties and the problems solved. Further, the mere fact that the 

prior art can be modified docs not made the modification obvious unless the prior art suggests 

the desirability of the modification; there must be some logical reason apparent from positive, 

concrete evidence that justifies the modification. 

In resolving the level of ordinary skill in the pertinent art, the Examiner must step 

backward in time and into the shoes wom by the person or ordinary skill when the invention was 
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unknown and just before it was made. The hypothetical person skilled in the art can summarily 

be described as one who thinks along lines of conventional wisdom in the art and neither one 

who undertakes to innovate nor one who has the benefit of hindsight. Thus, neither an 

Examiner, nor a Judge, nor a genius in the art at hand, nor even the inventor is such a person 

skilled in the art. 

Guy teaches a system and method for transparently transmitting aural si&'llals across a 

LAN, where a user places a telephone call using the same procedure that is used when placing a 

telephone call over a conventional public switch network, and in certain situations if the server 

code is not in the local directory, then a request goes to a master directory. Column 3, lines 39-

48; column 9, lines 23-28. Referring to Fig. I in Guy, the first LAN maybe represented by 

102A, the WAN by 104, and the second LAN by 102B. (Note that Applicants do not necessarily 

admit that l 02A is a local area network, since a local area network is shown in Fig. I as I I 6; 
,, 

however, for the sake of arguing against the rejection, 102A will be designated as the first LAN.) 

Guy describes a set-up operation for when a first telephone I 06 wishes to make a call to a user at 

a second telephone 126, where the first telephone 106 is coupled to a file server 112, and the 

second telephone is coupled to a CSU 130 via a PBX 128. Column 6, lines 45-51; column I 0, 

lines 7-9. Fig. 2 illustrates a more detailed illustration of file server 112. Column 6, lines 52. 

Fig. 5 also further has a description of a flow chart illustrating such a call set-up procedure. 

Column 9, line 66. A user activates the telephone by lifting the handset and selecting the 

channel line in order to transition to an off-hook state period. Column 10, lines 7-9. The user 

then performs the normal process of dialing a telephone number on the first telephone 106 (as 

described below, this telephone number is not provided to the user by the system), with the 

telephone associated with the second telephone 126, and a procedure is then implemented across 

network 104 just as if the user were making a call over a conventional public telephone system. 
' 

Column 10, lines l 3-17. Thus, such a procedure is completely transparent to the user and they 

do not have to re-learn how to use a telephone system other than what has bc,,-en normally done in 

the prior art POTS systems. Column I 0, lines 25-29. The telephone number dialed by the user 

on telephone I 06 identifies the destination telephone 126. Column 10, lines 30-31. It is the first 
. ' 

set of digits that are dialed by the user that identifies the destination CSU 130 to which the 
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second telephone 126 is connected to the second LAN 134. This first set of digits is referred to 

in Guy as the server code. Column 10, lines 32-36. In other words, the server code operates the 

same as an area code in the POTS. All within the first LAN 102A, a call set up unit 404 within a 

server memory module 214 that is in server 112 makes an attempt to retrieve such a server code 

from the memory module 212, which is then transmitted to the directory management unit 408. 

Column 10, lines 55-58. Again, this is all pcrfonned within the first LAN 102A. The directory 

management unit 408 searches the local directory 406 for a server that is identified with the 

server code dialed by the user, and if there arc no server matches, then the directory management 

unit 408 will generate a request to a master directory, which will make a dctennination if the 

server code dialed by the user on the first telephone l 06 is identified with any servt"f in the 

network l 00. Column I 0, lines 58-65. If the server code is identified in such a master directory, 

then the network address of the destination CSU 130 associated with the server code is 

transmitted to the directory management unit 408. Column 11, lines 2-8. The directory 

management unit 408 transmits this network address to the call set up and tear down unit 404, 

which transmits the number of additional digits to the call management unit 310, and the call set­

up/tear down unit 404 transmits a call set up packet to the destination CSU 130, which receives 

the set up packet and detcnnines if the telephone 126 is available to receive the call. Column 11, 

lines 11-28. 

Thus, in Guy, nothing more is taught than the caller on first telephone I 06 dialing digits 

associated with the dt."Stination telephone 126. There is absolutely no teaching or suggestion 

within Guy that a list of a plurality of tek'<!ommunications extensions coupled to the second LAN 

is provided to the user of the first telephone I 06 for observation, or hearing them. The server 

code accessed from the master directory is only associated with the CSU 130, and docs not 

provide any further information that would enable the combination of the disclosures of Guy and 

Wilson to display a list of the telecommunications extensions coupled to the second LAN. The 

user in Guy must still rely upon a phone list that is external from the system described in Guy in 

order lo make a telephone call in lhe network. The master directory only contains the server 

code. The server code only identifies the CSU 130 to which the destination telephone is 

connected. Column I 0, lines 33-36. Additional digits are still required in order to tclc.1>hone or 
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contact the destination telephone from the originating telephone. Column 11, line I-column 12, 

line 21. There is further no teaching or suggestion within Guy that a list of extensions is 

provided from anywhere else in the network. 

There is absolutely no teaching or suggestion in Guy to help out a user by providing the 

user with a 1.ist of extensions in a LAN within the Guy network. 

In order to overcome the deficiencies of the teachings of Guy, the Examiner has added 

Wilson to combine with Guy. A problem with the Examiner's combination of Wilson and Guy is 

that the Examiner has expanded the teachings of Wilson beyond what is reasonable. The 

invention described in Wilson is sort of a hodgepodge device 50 created to permit a user to send 

audio packets to another user using internet addressing. Wilson attempts to simplify the use of 

the Internet for long-distance calling applications. Column 2, lines 31-32. Wilson merely 

provides a system that has services similar to those found on the POTS. See the Abstract. A list 

of known cal lees can be stored inside the device described in Wilson, and f<.)r unknown callee 

addresses, a method for retrieving such an address for a remote location is provided. Column 2, 

lines 47-53. The hodgepodge device 50 is shown in Fig. 2, with its circuit diagrams shown in 

Fig. 3. Telephone calls over the PSTN can be made with device 50 by making nonnal voice 

DTMF telephone cal1s using the keypad 65. Column 4, lines 60-64. Note that this mode is 

perfom1<.,-d only when the user already knows the telephone number of the callee, and does not 

play into the description of the invention within Wilson that the Examiner is relying upon. 

Intcmct access can be made by the device 50 by the user pressing the Internet access 

button 69 to switch between normal DTMF voice calls and internet dial-up operations, where an 

internet connection is made using an internal modem set. Colum 5, lines 5-11. The device 50 

can be connected using an RS232 jack 86 to a computer 90, but there is no further discussion of 

connecting the device 50 to a local area network, or LAN. Column 5, lines 33-38. 

Rcforring to Figs. 4 and 5 in Wilson, each of the dial pads 50 is now referred to as dial 

pads 201, 202 and 203, which arc each connected to PSTN circuits 204. Column 7, lines 15-17. 
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The PSTl\' circuits 204 and a local exchange switch 205 fonn a local telephone network within a 
geographi1:.: area. Column 7, lines I 7-19. A similar situation is associated with the callee devices 
245, 246, 247. It important to note that dial pads 20 I, 202 and 203 are not part of a LAN. A 
LAN is a data network that pennits all of the devices on the network to communicate with each 
other, such as with the use of an Ethernet protocol. Such a LAN is disclosed in the specification 
of the present application in paragraph [0028], and shown in FIG. 1. A LAN, as is well known 
in the art, is a short distance data communications network used to link computers and peripheral 
devices under some fonn of standard control. Such a definition for a LAN is found in N,iwton 's 

Telecom Dictionmy. That definition also further states that "A LAN docs not use common 
carrier cirruits." It is clear that the dial pads 201-203 and callces 245-247 taught in Wilson arc 
not connected in a LAN. More specifically, dial pads 201-203 are not coupled together in a 
LAN, and callccs 245-247 are not coupled together in a LAN. Each of these devices 50 is 
separately connected to the PSTN via jacks 80 and 82 that provide a dual line access to the 
PSTN. Column 5, lines 25-26. A dual line service is a telephone service where two pairs of 
wires are connected to a premises for connection to the PSTN. See Newton's Telecom 

Dictionary. This is further supported in Wilson by the more detailed diagram of a dialing pad 50 
in Fig. 3 which shows that the dual line access is provided by typical tip and ring connections 
l 02 that enable the transfer of an analog signal over this dua] line connection. Column 5, lines 
50-56. Such internet access also requires use of a modem data pump I 12. Column 6, lines I 9-
27. The only LAN disclosed in Wilson is that associated with the internet service providers 
(ISPs) shown in Figs. 4 and 5. 

As a result, the only way each of the dial pads disclosed in Wilson can access the internet 
is by using typical dial-up modem message interchanges. And, this is the only way one of the 
dial pads 201-203 can communicate with one of the callees 245-247. In other words, for one of 
the dial pads 201-203 to ''call" one of the callces 245-247, that particular callee must have an 
already established audio internet connection so that it is prepared to receive any audio messages 
from one of the dial pads 201-203. Column 7, lines 28-31. If such a callee is not already 
connected to the internet when it receives a message to pcrfonn audio communication from one 
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of the dial pads 201-203, then that callee will have to dial up into their internet service provider 

and obtain the sent audio message at a later time. Column 7, lines 31-33. 

If the internet (IP) address of one of the callees 245-24 7 is not stored within a database of 

one of the dial pads 201-203, then the dial pad can make an internet access through internet 

service provider 215 to browse a user database directory 232 through a search engine 230, which 

stores such IP addresses, and return that IP address to the dial pad. Column 7, lines 46-64. This 

provides a process whereby a user of a dial pad 20 l-203 docs not need to know the actual 

internet IP address of one of the calle<; devices 245-247, but can use a search engine 230 to enter 

in some other designation (e.g., alphanumeric identifier; column 7, lines 52-53 and column 8, 

line 59) for one of the callecs 245-247, such as a user's name, to thereby have that search engine 

retrieve the internet IP address from a website to the dial pad 201-203. Column 8, lines 1-15. If 

more than one hit is made by the search engine 230, a list of names can be returned to the dial 

pad, and the caller using one of the dial pads 201-203 can select the one they wish from the list 

by looking at the list on the screen 71 of the device 50. Column 8, lines 13-50. 

It should be noted that the main distinction between the device 50 shown in Fig. 5 of 

Wilson from Fig. 4 is that a single user database 232 can be accessed by a wide range of ISPs at 

different loi;;ations. Column 8, lines 29-30. Otherwise, the configuration in Fig. 5 is the same as 

the one in Fig. 4 for purposes of how Wilson might be relevant to the rejection in acc-0rdancc 

with the Examin<..,'f's assertions. 

Fig. 6 in Wilson describes an exemplary call progress flow diagram for connecting one of 

the dial pads 201-203 to the directory search en1:,>ine 230. Column 8, lines 50-51. Note that Fig. 

6 in Wilson docs not describe the part of the flow whereby one of the dial pads makes an internet 

connection to one of the callees. The process Wilson starts with has one of the dial pads 201-203 

dialing out to establish an intt."-rnct connection 360 using the modem 112. Column 8, lines 52-53. 

Once this internet dial-up connection is made, then the user of the dial pad can enter a known 

internet IP address number to access, over the internet, one of the callees 245-247, or start a 

search for the IP address of one of the callces if it is not known. This is shown by step 3 70 in 
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Fig. 6. The search engine will perform a search 372 and respond 374 by transmitting the results 

376 of that search back to the dial pad 201-203. Column 8, lines 59-65. The user of the dial pad 

selects a callee from the list delivered by the search engine, and the user can then accept one of 

the addr<.,-sses provided and dial to the selected callee. Column 9, lines 1-4. It should be noted at 

this point that Wilson does not teach that one of the dial pads 201-203 is able to automaticallv 

perform the dialing process in response to some sort of selection of a name on a displayed list by 

the user of the dial pad 50 pressing some sort of button to select one of the names. lnstead. 

Wilson merely tem:hes that the user can apparently view the IP address of the callee and enter in 

that address using the dial pad's keyboard 63. Column 8, lines 13-15. 

111crcfore, all that Wilson teaches is (I) a specialized devic~ 50 that is a combination of a 

dial pad/modem that is able to access the internet with a dial-up connection over the PSTN 

circuits (and can also act as a normal PSTN telephone where a user can enter in PSTN-type 

telephone numbers to call another PSTN telephone), and (2) an ability for one of the specialized 

devices 50 to have audio communications with another specialized device 50 over an internet 

channel whereby a connection is made between these two specialized devices using typical lP 

internet addresses, and (3) if the IP address of a callee is not known, then an internet search 

engine can be used to browse to access a database on the internet that will retrieve such an IP 

address that is then displayed to a user of a specialized device so that the user can then enter in 

that lP address to the specialized device to establish the audio connection over the internet. The 

teachings of Wilson clearly show that its invention was not created to operate in a voice-over IP 

system with capabilities such as recited in the present claims. See column 2, lines 1-5. 

All that Guy teaches is an ability for a telephone connected to a first LAN to 

communic.:ite over a WAN to a telephone in a second LAN, and if the directory management unit 

of a file server in the first LAN docs not know the address of a central site unit connected to a 

PBX in the second, it can retrieve that server code from a remote location for completing the call 

between the two telephones. 
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With respect to Claim 1 and all the other rejected claims, a result of the foregoing is that 

the combination of Guy and Wilson does not teach or suggest circuitry within the first LAN for 

enabling a user of the first telecommunications device within that first LAN to observe a list of 

the plurality of telecommunications extensions coupled to the second LAN, wherein the list of 

the plurality of telecommunications extensions is stored in a server in the second LAN and is 

accessed by the first circuitry across the LAN. 

The combination of Guy and Wilson does NOT provide to the user of the first device in 

the first LAN the list of extensions the user can call in the second LAN and then a means to 

automatically initiate that call with a selection from that list. Guy provides nothing to the user of 

the telephone, and Wilson has no LANs (and as a consequence, no lists of extensions coupled to 

a LAN). 

Guy does not provide any type of information identifying any type of telecommunications 

device within the second LAN l 028 to a user of a te]ecommunications device within the first 

LAN 102A. Instead, merely a server code is provided to the directory management unit 408 so 

that .i! can complete the call when i! receives the dialing digits from the telephone so that it 

knows what LAN to send the call to. Further, Wilson also docs not provide a list of 

telecommunications devices coupled to the second LAN. In fact, callees 245-247 arc not part of 

a LAN. More than one entry might be supplied by the search engine 230 accessing the database 

232 back to one of the dial pads 201-203 for display to the user, but the fact that there is a 

plurality returned is only a result of the fac,1 that the user entered in search tenns that matched 

more than one entry in the database 232. There is nothing within Wilson that teaches or suggests 

that those plurality of entries returned for display to the user are all coupled to a separate LAN 

over network 210, or that such a list of search results would even list more than ·one of the callees 

245•247. 

A result is that the combination of the references does not teach or suggest that a list of 

the plurality of telecommunications extensions coupled to the second LAN is provided to the 

user of the first telecommunications device for observation. 
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And further, neither of the references, nor their combination, teaches circuitry for 

automatically calling one of those telecommunications from that list in response to the user 

selecting one of those extensions from the observed list. Guy does not even approach such a 

process, since the retrieval of the server code is done in response to the dialing of a telephone 

number already performed by the user. Further, as noted above! Wilson also does not teach or 

suggest such an automatic calling of the extension, but instead provides the list on the display 71' 

on one of the dial pads 201-203 so that the user can then enter in the IP intcmct address on the 

keypad 63. 

11le Examiner has foiled to prove a prima facie case of obviousness because important 

limitations are not found within any of the cited prior art references. MPEP § 2143.03 states that 

to establish prime facie obviousness of a claimed invention, all the claim limitations must be 

taught or suggested by the prior art. In re Royka, 490 F.2d 981, 180 U .S,P .Q. 580 (C.C.P .A. 

1974 ). 

This is further an important distinction for several reasons. One of them is that it pennits 

a user in one geographic location to locate a station user in another location without the need to 

use a printed extension guide. Sec Specification, page 20, lines 21-24. This would not be 

_possible with the combination of references asserted by the Examiner, but is implemented with 

the present invention as claimed. 

Furthermore, neither of the references, nor their combination, teaches or suggests that 

such a list of telecommunications extensions coupled to the second LAN is stored in u server in 

that second LAN. 

Moreover, with respect to Claim 2, the Examiner has not shown how the combination of 

references teaches a LAN or WAN operating under an IP protocol. Guy docs not disclose its 

LANs or WAN operating under an IP protocol, and Wilson docs not disclose LANs with 

tclcphonc/tclccommunications extensions coupled thereto. 
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Claim 5 recites that the second circuitry that automatically makes the call to the remote 

telecommunications extension includes a key for enabling the user to tacitly select one of those 

extensions from the displayed list. The Examiner admits that Guy docs not teach such a process. 

In fact, it is impossible for Guy to teach or suggest this process, since a list is nowht,'TC to be 

provided to the calling user. The Examiner asserts that Wilson discloses this process, since 

Wilson states that the user may select a destination from this scrolled list of potential 

destinations. All that Wilson discloses is that the caller has an option of selecting from a 
displayed scrolled list of potential users by using the keyboard 63 to select the intended caller. 

Wilson in no way further describes what is done in response to that action. Claim 5 recites that 

the second circuitry includes a key for enabling the user to make such a tacit selection from the 

displayed list. However, second circuitry also recites automatically ca11ing one of the extensions 

in response to such a selection by the user. Wilson teachings do not go that far, and there is no 

flow diagram, circuitry or any other discussion or mention within Wilson, or Wilson in 

combination with Guy, that would suggest such an automatic calling of the remote pa1ty by 

selection of one of the extensions in the list by a user pressing a button. Therefore, one skilled in 

the a1t at the time the invention was made would not be able to create the invention recited in 

Claim 5 in view of the combination of the teachings of the prior art references. 

With respect to Claim 6, the foregoing aQ,:rumcnts made with respect to Claim 5 are 

incorporated. Claim 6 further recites that the initiation of the call is made by that tacit selection 

of that button when a user presses that button to select one of the names from the list. This is in 

no way taught or suggested by the prior art references. 

Claim S is patentable over the cited references for all of the arguments provided herein 

with respect to Claims 1-6. Claim 8 also recites that the list of plurality of telecommunications 

extensions stored in a server in a second LAN is accessed by the first circuitry in the first LAN 

across the WAN. As noted above, there is no teaching or suggestion within the combination of 

the references that a list of the telecommunications extensions coupled to the second LAN are 

stored in a server in that second LAN. Thus, there is also no teaching or suggestion that this list 
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is then accessed from the server in the second LAN across the WAN by circuitry in the first LAN 

that enables the user of the first telecommunications device to observe this list of the plurality of 

telecommunications extensions. 

Claim 10 recites a third LAN coupled to the first and second LANs via the WAN. The 

third LAN includes a plurality of telecommunications extensions coupled thereto. The first LAN 

has circuitry that enables a user in that first LAN to select between observing between a list of 

the plurality of telecommunications extensions coupled to the second LAN or observe a list of, 

the plurality of the telecommunications extensions coupled to the third LAN. In addressing this 

claim language, all the Examiner has done is to imply that Wilson teaches "a third LAN and first 

LAN circuitry for selecting and viewing a list of a plurality of extensions coupled to the second 

and/or third LAN." 

First, this is a wholly inadequate rejection by the Examiner, and docs not provide enough 

evidence to support a prime.facie case of obviousness. The Examiner is required to prove such 

a suggestion by objective evidence. Ex parte Levengood. 28 U.S.P.Q.2d 1300, 1301 (Bd. Pat. 

. App. & Int. 1993); Ashland Oil. Inc. v. Delta Resins and Refractories, Inc., 776 F.2d 281, 227 

U.S.P.Q. 657 (Fed. Cir. 1985). The legal conclusion of obviousness must be supported by facts. 

Graham v. John Deere & Co., 383 U.S. I ( 1966). A rejection based on § l 03 clearly must rest 

on a factual basis, and these facts must be interpreted without hindsight reconstn1ction of the 

invention from the prior art. The patcntability of an invention is not to be viewed with hindsight 

or "viewed after the event." Goodyear Company v. Ray-0-Vac Company, 321 U.S. 275,279, 64 

S.Ct. 593, 88 L.Ed. 721 ( 1944). Instead of relying upon objective evidence to support the 

Examiner's assertion, the Examiner has merely supported such an obviousness rejection with the 

Examiner's own opinion, which is quite clearly not objective evidence as is required by the case 

law. 

Sccnndly, as noted above, Wilson docs not teach or suggest that any of the dial pads 201-

203 or 245-247 ~re coupled to each other within a LAN. Third, as noted above., a list of such 

callces 245-247 is not provided by the database 232 through the search engine 230 to one of dial 
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pads 201-203. Fourth, there is no teaching or suggestion within the combination of references 

for enabling a user in the first LAN to select between observing a list of extensions coupled to 

the second LAN or observing a list of extensions coupled to the third LAN. TI1e Examiner has 

failed to provide a prima facie case of obviousness because important limitations are not found 

within any of the dted prior art references. As noted previously, MPEP § 2143.03 states that to 

establish primefacie obviousness of a claimed invention, all the claim limitations must be taught 

or suggested by the prior art. In re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 (C.C.P.A. 1974). 

Claim 17 is patentable for reasons simihtrly given herein with respect to Claims 1-6 and 

8. 

Claim 18 is pat~ntable for reasons similar! y given herein with respect to Claims 1-6 and 

8. 

Claim I 9 is patentable for reasons similarly given herein with respect to Claim 8. 

Claim 20 is patentable for reasons similarly given herein with respect to Claims 5 and 8. 

Claim 23 is patentable for reasons similarly given herein with respect to Claim l 0. 

Claim 24 is patentable for reasons similarly given herein with respect to Claims 1-6, 8 

and 17. 

Claim 30 incorporates "means for" language that the Examiner must interpret under 35 

U.S.C. § 112, sixth paragraph. The Examiner must interpret and· examine this claim and others 

with means for language under this doctrine. Sec MPEP § 2182, 2183. Claim 30 recites a means 

for displaying on the first IP telephone a list of telephone destinations stored in the second IP 

server in response to selection of a first input on the first IP telephone. The second IP server has 

second and third telephone extensions coupled thereto in a second LAN. As noted above, the 

combination of the references does not tench or suggest a list of telephone destinations stored in 
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a second IP server within a second LAN that is coupled to second and third telephone extensions. 

This is also supported is Figs. 11-12 and 14 and also the call processing flow diagram illustrated 

in Figs. 9a and 9b, and their accompanied description. Claim 30 is also patentable for reasons 

given herein with respect to Claims 1-:-3. 

The Examiner has not specifically addressed the limitations in Claims 27 and 33. For 

Claims 25-26 and 31-32, the Examiner provides no objective evidence as to how the references 

teach or suggest a second input or that the first and second inputs arc the same key button. The 

Examiner is required to prove such a suggestion by objective evidence. Ex parle Levengood, 28 

U.S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993); Asl,land Oil, Inc. v. Delta Resins and 

Refractories, Inc., 776 F.2d 281,227 U.S.P.Q. 657 (Fed. Cir. 1985). The legal conclusion of 

obviousness must be supported by facts. Graham v. John Deere & Co., 383 U.S. I (1966). A 

rejection based on § 103 clearly must rest on a factual basis, and these facts must be interpreted 

without hindsight reconstruction of the invention from the prior art. The patentability of an 

invention is not to be viewed with hindsight or "viewed after the event." Goodyear Company v. 

Ray-0-Vac Company, 321 U.S. 275,279, 64 S.Ct. 593, 88 L.Ed. 721 (1944). Instead of relying 

upon an objective evidence to support the Examiner's assertion, the Examiner has merely 

supported such an obviousness rejection with the Examiner's own opinion, which is quite clearly 

not objective evidence as is required by the case law. Further, Applicants respectfully traverse 

the assertion of what is well known in the art. As a result, the Examiner is required to support 

such an assertion with objective evidence. 

Claim 35 recites a third LAN coupled to the first and second LANs via the WAN. Claim 

35 further recites a means for disp1aying on the first IP telephone a list of LANs coupled to the 

LAN, including the second and third LANs. This• limitation has not been addressed by the 

Examiner in any way. For this reason alone, this claim is patentable over the cited prior art. 

Secondly, there is no teaching or suggestion within the prior art references of displaying a list of 

LANs on the telephone display in either Guy or Wilson or their combination. Further, there is no 

teaching or suggestion in those references for displaying the first list of telephone destinations 

stored in the second IP server in response to selection of the second LAN from the displayed list 
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of LANs. Again, the Examiner has not in any way addressed this claim limitation, and for this 

reason ulonc, Claim 35 is patentable over the citc,-d prior art. Secondly, this limitation is.not 

taught or suggested by the combination of the references. Claims 35 is patentable for similar 

reasons a8 provided in Claims IO and 23. 

On page4 of the Office Action, the Examiner has made assertions as to what Wilson 

teaches. Applicants respectfully traverse such assertions and incorporate by reference 

Applicants· arguments made in the previous amendment with respect to the teachings of Wilson. 

With respect to Claims 28 and 34, Applicants respectfully traverse the Examiner's 

assc11ions. The Examiner has mischaractcri7,ed the limitations within these claims. These claims 

recite that the telephone destinations may include telephones external to the system. Such 

telephone destinations are included in a list stored in the second IP server which are 

communicated from the second IP server over the WAN to the first IP telephone. This is not 

taught or suggested within Wilson. Applicants traverse the Examiner's assertion of what is well 

known in the art, requiring the Examiner to support such assertions with objective evidence. 

2. Claim 4 is not properly rejected under 35 U.S.C. § 103 as being unpatentable over 

Guy in view of lfi/son and fi.uthcr in view of Stuntebcck et al. (U.S. Patent No. 6,065,016). 

Applicants respectfully traverse this rejection for reasons similarly given herein ·for Claims I -2. 

Claim 4 further recites that the list of the plurality of telecommunications extensions is 

played as audio to the user of the first telecommunications device. First, this is impossible in the 

invention in G1~)'. Secondly, Wilson does not teach or suggest such a capability. In fact, Wilson 

is attempting to simplify the process of two internet devices having an audio communication 

between each other, because when such an IP address is dialed, up to 20 digits hµve to be entered 

by the caller. Column 2, lines 8-9. Wilson specifically states that a user having to remember and 

enter such digits is neither appealing nor practical in most situations. Column 2, lines 9-10. 

Tims. Applicants respectfully assert that Wilson actually teaches away from such an audio 

communi,:ation of the IP addresses. Plus, Wilson docs not suggest playing an audio list of even. 
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one IP address to a user ofone of the dial pads 201-203, but instead spt--cificalty discloses the 

display of such IP addresses. 

3. Claims 36-38 and 40 are not properly rejected under 35 U.S.C. § 103 as being 

unpatentable over Wilson i11 view of Guy. Applicants respectfully traverse these rejections for 

reasons similarly given above. 

111esc foregoing features of displaying a list of LANs on the IP telephone is also recited 

in Claim 36. As a result, Claim 36 is also patentable over the cited prior art, since the Examiner 

has foiled to prove a prime.fade case of obviousness in rejecting these claims. In the Examiner's 

rejections, the Examiner merely regurgitates the claim language without pointing to a teaching 

within the references of such claim limitations. Fig. 5 and column 7i lines 45-67 of Wilson do 

not teach or suggest such limitations. Claim 36 further recites the display of such a list of LANs 

is done in response to the receiving a first touch input from a user on the telephone. There is no 

discussion within fVi/son, or a combination of Wilson and Guy, of a user making a request for a 

list of LANs. Note further, that Claim 36 recites that the IP telephone is networked into a first 

LAN. As noted above, Wilson docs not teach or suggest that the dial pads arc in LANs. Claim 

36 then recites that a second touch input from the user will result in the display of a list of 

telephone destinations that arc accessible from the second LAN. As noted above, this claim 

limitation b not taught or suggested within Wilson, or Wilson combined with Guy. Claim 36 

then goes on to recite that a third touch input results in an automatic dialing of one of the 

destinations accessible from the second LAN. As noted previously by Applicants, such an 

automatic dialing process is not taught or suggested by the references. 

Claim 36 also recites that the displaying steps further recite a step of sending a message 

from the first LAN to the second LAN requesting the second list. This is not shown or discussed 

anywhere within the references. The Examiner attempts to overcome a deficiency in the 

teachings of Wilson with regard to this limitation and the next one by referring to Guy. Guy 

retrieves a server code, but does so from a master directory somewhere in a server in a network 

I 00. There is no disclosure in Guy of where such a master directory is located within the 
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network I 00. It needs to be remembered that such a server code only identifies a device that is 

coupled to a PBX that communicates with the telephones in a network. Additionally, a list has 

not been sent across the WAN to the file server 112, but instead a single server code is sent The 

claim specifically recites that a list of telephone destinations accessible from a second LAN is 

requested and retrieves it from the second LAN. The Examiner then goes on to assert, without 

objective support, that it would have been obvious to supply the internet database in Wilson from 

local directories stored in each respective LAN segment of a network as shown by Guy, thereby 

insuring that the internet master directory is up to date. 

First of all, without some objective support for such an assertion, the Examiner's 

obviousness conclusion is without merit and cannot support his conibination of the rcfcrcn1,;cs to 

an-ivc at the claimed invention. The Examiner is required to prove such a suggestion by 

objective evidence. Ex parte Levengood, 28 U.S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993); 

Ashland Oil, Inc. v. Delta Resins and Refractories, Inc., 776 F.2d 281,227 U.S.P.Q. 657 (Fed. 

Cir. 1985). The legal conclusion of obviousness must be supported by facts. Graham v. John 

Deere & Co., 383 lJ .S. I (1966). A rejection based on § l 03 clearly must rest on a factual basis, 

and these facts must be interpreted witho1,1t hindsight reconstruction of the invention from the 

prior art. The patentability of an invention is not to be viewed with hindsight or "viewed after 

the event." Goodyear Company v. Ray-0-Vac Company, 32 I U.S. 275, 279, 64 S.Ct. 593, 88 

L.Ed. 721 (1944). Instead of relying upon objective evidence to support the Examiner's 

assertion, the Examiner has merely supported such an obviousness rejection with the Examiner's 

own opinion) which is quite clearly not objective evidence as is required by the case law. 

Secondly, Wilson docs not teach or suggest other LANs because Wilson docs not show 

other LANs having telephone extensions connected thereto whereby a list is stored within such· 

LANs for sending to update the directory database 232. Nor does Wilson suggest that such a 

process can be implemented. Furthermore, Guy merely teaches that a directory management unit 

will update its unit of server codes when it receives one. There is also no teaching or discussion 

in Guy of going out and retrieving such lists of extensions connected to other LANsi or such 

LANs sending such lists of attached telecommunication extensions to other LANs within the 



CISCO EXHIBIT 1003 
Page 239 of 455

Applicant : Suder ct al. 
Serini No. : 10/447,607 
Filed May 29, 2003 
Page 21 of30 

Attorney's Docl:(ct No.: 21618-0013001 

network. Thus, there is no support for the Examiner's assertion that it would have been 

advantageous and obvious for the database 232 in Wilson to be updated by all of the various 

LANs to ensure that it is directory is up-to-date. Further, Claim 36 is patentable for similar 

reasons as given for Claims 1-3, 5-6 and 8. 

Claim 3 7 recites scrolling through the first list. This first list is a list of LANs. First of 

all, such a list of LANs is nowhere to he taught or suggested within either of the references or 

their combination. Secondly, there is no teaching or suggestion for scrolling through such a list 

of LANs. As a result of the foregoing, one skilled in the art at the time the invention was made 

would not have been able to recreate the claimed invention in view of the combination of the 

references. 

Please charge the Appeal Brieffee in the amount of$270.00 to Deposit Account No. 06-

1050. Please apply any other charges or credits to Deposit Account No. 06-1050. 

Fish & Richardson P .C. 
One Congress Plaza 
Suite 810 
111 Congress A venue 
Austin, TX 7870 I 
Telephone: (512) 472-5070 
Facsimile: (877) 769-7945 

11057320.<loc 
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1. An information handling system comprising: 

a first local area network ("LAN"); 

a second LAN; 

Attor~ey·s Docket No.: 21618-0013001 

a wide area network ("WAN") coupling the first LAN to the second LAN; 

a first telecommunications device coupled to the first LAN; 

a plurality of telecommunications extensions coupled to the second LAN; 

the first LAN including first circuitry for enabling a user of the first telecommunications 

device to observe a list of the plurality of telecommunications extensions; and 

the first LAN including second circuitry for automatically calling one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 

telecommunications extensions from the observed list, wherein the list of the plurality of 

telecommunications extensions is stored in a server in the second LAN, and is accessed by the 

first circuitry across the WAN. 

2. The system as recited_ in claim I, wherein communication among the first LAN, 

second LAN, and WAN uses an IP protocol. 

3. The system as recited in claim 2, wherein the list of the plurality of 

telecommunications extensions is displayed to the user of the first telecommunications device. 

4. An information handling system comprising: 

a first local area network ("LAN"); 

a second LAN; 

a wide area network (0 WAN") coupling the first LAN to the second LAN; 

a first telecommunications device coupled to the first LAN; 

a plurnlity of telecommunications extensions coupled to the second LAN; 

the first LAN incl~ding first circuitry for enabling a user of the first telecommunications 

device to observe a list of the plurality of telecommunications extensions; and 
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the first LAN including second circuitry for automatically calling one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 

telecommunications extensions from the observed list, wherein communication among the first 

LAN; second LAN, and WAN uses an IP protocol, wherein the list of the plurality of 

telecommunications extensions is played as audio to the user of the first telecommunications 

device. 

5. The system as recited in claim 3, wherein the first telecommunications device is an IP 

telephone having a display for showing the list of the plurality of telecommunications extensions, 

wherein the second circuitry includes a key for enabling the user to tacitly selecting one of the 

plurality of telecommunications extensions from the displayed list. 

6. 111c system as recited in claim 5, wherein the tactile selection of one of the plurality of 

telecommunications extensions from the displayed list by the user results in an initiation of a call 

from the first telecommunications device to the selected one of the plurality of 

telecommunications extensions across the WAN. 

8. An infonnotion handling system comprising: 

a first local area network ("LAN"); 

u second LAN; 

a wide area network ("WAN") coupling the first LAN to the second LAN; 

a first telecommunications device coupled to the first LAN; 

a plurality of telecommunications extensions coupled to the second LAN; 

the first LAN .including first circuitry for enabling a user of the first telecommunications 

device to observe a list of the plurality of telecommunications extensions; and 

the first LAN including second circuitry for automatically calling one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 

telecommunications extensions from the observed list, wherein communication among the firsl 

LAN, second LAN, and WAN uses an IP protocol, wherein the list of the plurality of 

telecommunications extensions is displayed to the user of the first telecommunications device, 
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wherein the first telecommunications device is an IP telephone having a display for showing the 

list of the plurality of telecommunications extensions, wherein the second circuitry includes a 

key for enabling the user to tacitly selecting one of the plurality of telecommunications 

extensions from the displayed list, wherein the tactile selection of one of the plurality of 

telecommunications extensions from the displayed list by the user results in an initiation of a call 

from the first tck-communications device to the selected one of the plurality of 

telecommunications extensions across the WAN, wherein the list of the plurality of 

. telecommunications extensions is stored in a server in the second LAN, and is accessed by the 

first circuitry across the WAN. 

9. The system as recited in claim 8, wherein the first telecommunications device includes 

circuitry for enabling the user to scroll through the displayed list of the plurality of 

telecommunications devices. 

I 0. The system as recited in claim I, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; and 

a plurality of telecommunications extensions coupled to the third LAN, the first LAN 

including circuitry for enabling the user to select between observing the list of the plurality of 

telecommunications extensions coupled to the second LAN or observing a list of the plurality of 

telecommunications extensions coupled to the third LAN. 

17. An infonnation handling system comprising: 

a first local area network ("LAN") operating under an IP protocol; 

a first IP telephone coupled to the first LAN. the first IP telephone having a· display and a 

set of keys for enabling a user to enter inputs; 

a second LAN operating under the IP protocol; 

second and third telephone extensions coupk'<.l to the second LAN; 

a wide area network ("WAN") operating under the IP protocol coupling the first LAN to 

the second LAN; and 



CISCO EXHIBIT 1003 
Page 243 of 455

Applicant : Suder et al. 
Serial No. : 10/447,607 
Filed May 29, 2003 
Page 25 of 30 

Attorney's Docket No.: 21618-0013001 

the first LAN including first circuitry for enabling a user of the first IP telephone to view 

a list including the second and third telephone extensions, wherein the list is stored in a server in 

the second LAN, and is accessed by the first circuitry across the WAN. 

18. The system as recited in claim 17, further comprising: 

the first LAN including second circuitry for automatically calling the second telephone 

extension in response to the user selecting the second telephone extension from the viewed list. 

I 9. The system as recited in claim 18, wherein selection of the second telephone 

extension from the viewed list by the user is accomplished by selection of one of the set of keys. 

20. The system as recited in claim 19, wherein the selection of one of the set of keys 

results in an initiation of a cull from the first IP telephone to the second telephone extension 

across the WAN. 

22. The system as recited in claim 17, wherein the first IP telephone includes circuitry 

for enabling the user to scro11 through the displayed list. 

23. The system as recited in claim I, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; and 

a plurality of telephone extensions coupled to the third LAN, the first LAN including 

circuitry for enabling the user to select between viewing the list of the telephone extensions 

coupled to the second LAN or viewing a list of the plurality of telephone-extensions coupled to 

the third LAN. 

24. In a telecommunications system comprising a first IP telephone coupled to a first IP 

server within a first LAN, second and third telephone extensions coupled to a second IP server 

within a second LAN, and a WAN coupling the first LAN to the second LAN, the first LAN, the 

second LA!\, and the \VAN communicating using an IP protocol, a method comprising the steps 

of: 
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in response to selection of a first input on the first IP telephone, displaying on the first IP 

telephone u list of telephone destinations stored in the second IP server, wherein the list of 

telephone destinations is communicated from the second IP server over the WAN to the first IP 

telephone; and 

in response to selection of one of the telephone destinations from the displayed list, 

automatically dialing the selected one of the telephone destinations for a communications link 

between the first IP telephone and the selected one of the telephone destinations. 

25. The method as recited in claim 24, wherein the selection of one of the telephone 

destinations from the displayed list is performed in response to selection of a second input on the 

first IP telephone by a user. 

26. The method as recited in claim 25, when,"ln the first and second inputs are the same 

key button on the first IP telephone. 

27. The method as recited in claim 24, wherein the telephone destinations include the 

second and third telephone extensions coupled to the second IP server. 

28. The method as recited in claim 24, wherein the telt:,"-phonc destinations include 

telephones external to the system. 

29. The method as recited in claim 24~ wherein the system includes a third LAN coupled 

to the first and second LANs via the WAN, further co1nprising the steps of: displaying on 

the first IP telephone u list of LANs coupled to the WAN, including the second and third LANs; 

and 

perfom1ing the step of displaying the first list in response to selection of the second LAN 

from the displayed list of LANs. 

30. A telecommunications system comprising: 

a first IP telephone coupled to a first IP server within a first LAN; 
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second and third telephone extensions coupled to a second IP server within. a second 

LAN; 

a WAN coupling the first LAN to the second LAN, the first LAN, the second LAN, and 

the WAN communicating using an IP protocol; 

means frw displaying on the first IP telephone a list of telephone destinations stored in the 

second IP server in response to selection of a first input on the first IP telephone, wherein the list 

of telephone destinations is communicated from the second IP server over the WAN to the first 

IP telephone; and 

means for automatically dialing the selected one of the telephone destinations for a 

communications link between the first IP telephone and the selected one of the telephone 

destinations in response to selection of one of the telephone destinations from the displayed list. 

31. The system as recited in claim 30, wherein the selection of one of the telephone 

destinations from the displayed list is perfonned in response to selection of a second input on the 

first IP telephone by a user. 

32. The system as recited in claim 31, wherein the first and second inputs are the same 

key button on the first IP telephone. 

33. The system as recited in claim 32, wherein the telephone destinations include the 

second and third telephone extensions coupled to the second IP server. 

34. The system as recited in claim 32, wherein the telephone destinations include 

telephones external to the system. 

35. The system as recited in claim 31, further comprising: 

a thi.rd LAN coupled to the first and second LANs via the WAN; 

means for displaying on the first IP telephone a list of LANs coupled lo the WAN, 

including the second and third LANs; and 
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means for displaying the first list in response to selection of the second LAN from the 

displayed list of LANs. 

36. A method comprising the steps of: 

receiving a first touch input from a user on an IP telephone that is networked into a first 

LAN operating under an IP protocol; 

in response to receipt of the first touch input, displaying on a display on the IP telephone 

a first list including second and third LANs coupled to the first LAN, wherein the second and 

third LANs operate under the IP protocol; 

receiving a second touch input from the user on the IP telephone; 

in response to receipt of the second touch input, displaying on the display on the IP 

telephone a second list of telephone destination1, accessible from the second LAN; 

receiving a third touch input from the user on the IP telephone; and 

in rc:sponse to receipt of the third touch input, automatically dialing one of the telephone 

destinations. accessible from the second LAN for a communications connection between the one 

of the telephone destinations and the IP telephone, wherein the step of displaying on the display 

on the IP telephone the second list further includes the steps of: 

sending a message from the first LAN to the second LAN requesting the second list; and 

receiving the second 11st from the second LAN to the first LAN. 

37. The method as recited in claim 36, before the step ofreceiving the second touch 

input, further comprising the steps of: receiving a fourth touch input from the user cm the IP 

telephone; and in response to receipt of the fourth touch input, scrolling through the first list. 

38. The method as recited in claim 37, before the step ofreceiving the third touch input, 

further comprising the steps of: receiving a fifth touch input from the user on the IP telephone; 

and in response to receipt of the fifth touch input, scrolling through the second list. 

40. The method as recited in claim 36, wherein the first, second, and third LANs arc 

coupled via a WAN. 
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EVIDENCE APPENDIX 

No evidence was submitted pursuant to§§ 1.130, 1.131, or 1.132 of 37 C.F.R. or of any 

other evidence entered by the Examiner and relied upon by Appellants in the Appeal. 
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RELATED PROCEEDINGS APPENDIX 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant : Suder et al. Art Unit 2619 
Serial No. : I 0/44 7,607 Examiner Gregory B. Sefcheck 
Filed May 29, 2003 Conf. No. 6094 
Title PHONE DIRECTORY JN A VOICE OYER IP TELEPHONE SYSTEM 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

PETlTION FOR FOUR-MONTH EXTENSION OF TIME UNDER 37 C.F.R. § 1.136 

Please extend the period for response to the action dated April I, 2008, for four months to 

and including November I, 2008. 

Please charge Deposit Account No. 06-1050 in the amount of $865 for the required fee. 

Apply any other ..:barges or credits to deposit account 06-1050. 

Date: November 3 2008 

Fish & Richardson P.C. 
One Congress Pluza 
Suite 810 
11 I Congress A venue 
Austin, TX 78701 
Telephone: (512) 472-5070 
Facsimile: (877) 769-7945 

110595"/'l.do,; 

Respectfully submitted, 
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Notification of Non-Compliant Appeal Brief 10/447,607 SUDER ET AL. 

(37 CFR 41.37) r.E=-x_a_m.,....in-er-------+--,-A----:rt--:-U::-n.,....it---r-------1 

SEFCHECK, GREGORY 2419 

--The MAILING DA TE of this communication appears on the cover sheet with the correspondence address-­

The Appeal Brief filed on 03 November 2008 is defective for failure to comply with one or more provisions of 37 CFR 

41.37. 

To avoid dismissal of the appeal, applicant must file anamended brief or other appropriate correction (see MPEP 

1205.03) within ONE MONTH or THIRTY DAYS from the mailing date of this Notification, whichever is longer. 

EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR 1.136. 

1. D The brief does not contain the items required under 37 CFR 41.37(c), or the items are not under the proper 

heading or in the proper order. 

2. D The brief does not contain a statement of the status of all claims, (e.g., rejected, allowed, withdrawn, objected to, 

canceled), or does not identify the appealed claims (37 CFR 41.37(c)(1 )(iii)). 

3. D At least one amendment has been filed subsequent to the final rejection, and the brief does not contain a 

statement of the status of each such amendment (37 CFR 41.37(c)(1 )(iv)). 

4. ~ (a) The brief does not contain a concise explanation of the subject matter defined in each of the independent 

claims involved in the appeal, referring to the specification by page and line number and to the drawings, if any, 

by reference characters; and/or (b) the brief fails to: (1) identify, for each independent claim involved in the 

appeal and for each dependent claim argued separately, every means plus function and step plus function under 

35 U.S.C. 112, sixth paragraph, and/or (2) set forth the structure, material, or acts described in the specification 

as corresponding to each claimed function with reference to the specification by page and line number, and to 

the drawings, if any, by reference characters (37 CFR 41.37(c)(1 )(v)). 

5. D The brief does not contain a concise statement of each ground of rejection presented for review (37 CFR 

41.37(c)(1 )(vi)) 

6. D The brief does not present an argument under a separate heading for each ground of rejection on appeal (37 CFR 

41.37(c)(1 )(vii)). 

7. D The brief does not contain a correct copy of the appealed claims as an appendix thereto (37 CFR 
41.37(c)(1 )(viii)). 

8. D The brief does not contain copies of the evidence submitted under 37 CFR 1.130, 1.131, or 1.132 or of any 

other evidence entered by the examiner and relied upon by appellant in the appeal, along with a 

statement setting forth where in the record that evidence was entered by the examiner, as an appendix 

thereto (37 CFR 41.37(c)(1 )(ix)). 

9. D The brief does not contain copies of the decisions rendered by a court or the Board in the proceeding 

identified in the Related Appeals and Interferences section of the brief as an appendix thereto (37 CFR 

41.37(c)(1 )(x)). 

10.0 Other (including any explanation in support of the above items): 

Item 4. The claimed invention fails to argue each independent claim separatelv, which shall refer to the specification by 

page and line number and to the drawings, if any. 

Please note, the entire Appeal Brief does not need to be resubmitted. 

~~ 
PATENT APPEAL CENTER SPECIALIST 

U.S. Patent and Trademark Office 

PTOL-462 (Rev. 7-05) Notification of Non-Compliant Appeal Brief (37 CFR 41.37) Part of Paper No. 20081118 
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Serial No. 
Filed 
Title 

Suder et al. Art Unit 2619 
10/447,607 Examiner Gregory B. Sefcheck 
May 29, 2003 Cont: No. 6094 
PHONE DIRECTORY IN A VOICE OVER IP TELEPHONE 
SYSTEM 

Mail Stop Appeal Brief - Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

RESPONSE TO NOTICE OF NON-COMPLIANT APPEAL BRIEF 

This is response to the Notice of Non-Compliant Appeal Brief dated 

November 26, 2008, in which it was asserted that "[t]he claimed invention fails to 

argue each independent claim separately, which shall rcfor to the specification by 

page and line number and to the drawings, if any.,. In response Applicants 

respectfully traverse. The Appeal Brief is in compliance with 37 CFR 41.37(c)(l)(v). 

37 CFR 41.37(c}( I )(v) recites: 
Summary of claimed subject mat/er. A concise explanation of the subject matter delined in 
each of the independent claims involved in the appeal, which shall refer to the specification 
by page ;u1d line number, and to the drawing, if any, by reference characters. For each 
independent claim involved in the appeal and for each dependent claim argued separately 
under the provisions of paragraph (c)(l)(vii) of this section. every means plus function and 
step plus function as pcm1ittcd by 35 U.S.C. 112, sixth paragraph. must he identified and the 
stnictut'c, material, or ucL-; described in the specification us corresponding to each claimed 
function must be set forth with reference to the specification by page and line number, and tu 
the drawing. if any. by reference characters. 

Section V of the Appeal Brief complies with this rule, which provides a 

concise explanation of the subject matter for each of the independent claims in the 

appeal. There is no rcql.lircmenl that each of the independent claims be "argued 

separately." Applicants believe that the individual who reviewed the appeal brief is 

not correctly interpreting the rule stated above. The only place where the tenn 

·'separately" is located is with respect to the requirement that means plus function and 

step plus function be identified, etc. for each '·dependent claim argued separately.'· 

The term ··scparutcly'' has nothing to <lo with independent claims. 
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Ir something else was meant, then Applicants request that the individual 

please describe in much more detail what is missing. 

It is believed that no fees arc due; however., please apply any other charges or 

credits to Deposit Account No. 06-1050. 

Date: December 23, 2008 

Fish & Richardson P.C. 
One Congress Plaza 
Suitc8l0 
I 11 Congress A venue 
Austin, TX 7870 I 
Telephone: (512) '472-5070 
Facsimile: (877) 769-7945 

I I 063244.uoc 

Respectfully submitted, 
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EXAMINER'S ANSWER 

This is in response to the appeal brief filed 11/3/2008 appealing from the Office action 

mailed 4/1/2008. 
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(1) Real Party in Interest 
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A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 

proceedings which will directly affect or be directly affected by or have a bearing on the 

Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 

contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 

correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

6,298,057 

6,829,231 

6,065016 

GUY ET AL 

WILSON 

STUNTEBECK ET AL 

10-2001 

12-2004 

5-2000 
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The following ground(s) of rejection, respectively reproduced below from the 

Final Rejection filed 4/1/2008, are applicable to the appealed claims: 

Claim Rejections - 35 USC§ 103 

Claims 1-3, 5, 6, 8-10, 17-20, and 22-35 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Guy et al. (US006298057B1 ), hereafter Guy, in view of Wilson 

(US006829231 B1 ). 

- Regarding Claims 1-3, 5, 6, 8-10, 17-20, 22-25, 27, 29-31, 33, and 35, 

Guy discloses a system and method for coupling a first LAN 102A having server 

112 to a second LAN 102B having server 122 through WAN 104 utilizing IP capabilities 

of the LANs and WAN (Fig. 1; Col. 1, lines 51-53; Col.14, lines 13-17; claim 

1,8, 17.24.30 - method in a information handling system comprising a first LAN; claim 

1,8, 17.24.30 - a second LAN; claim 1,8, 17.24.30 - WAN coupling the first LAN to the 

second LAN; claim 2, 17,30 - LANs and WAN operate under IP protocol; claim 24,30 -

first and second IP servers within first and second LANs). 

Fig. 1 also shows that a plurality of telecommunications devices are coupled to 

the first and second LANs 102NB (claim 1,8, 17,24,30 - first telecommunications device 

coupled to the first LAN; claim 1,8, 17,24,27,33 - plurality of telecommunications 

extensions/destinations coupled to the second LAN). 

Guy discloses the ability to connect a phone of the first LAN 102A to a 

destination phone of the second LAN 102B (Col. 6, lines 4-11; Col. 10, lines 1-7). Guy 
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further discloses each file server 112/122 includes a directory (Fig. 4, 406) that stores a 

list of server codes and additional information to identify devices attached to each 

server (Col. 10-11, lines 30-14; claim 1,8, 17,30 - wherein the list of the plurality of 

telecommunications extensions is stored in a server in the second LAN, and is 

accessed by the first circuitry across the WAN). Guy also discloses a master directory 

in a server of network 100 containing the information stored in each local directory (Col. 

9, lines 20-25). 

However, Guy does not explicitly disclose the user of the phone in the first LAN 

observing a displayed list of extensions to phones in multiple (second and third) local 

networks remote of the user's LAN and automatically initiating a call in response to the 

user selecting one of the extensions from the observed list. Guy also does not explicitly 

disclose the user's phone as an IP phone having display and keys for user to enter first 

and second inputs for displaying and selecting/initiating a call, circuitry to scroll through 

the displayed list. 

Wilson discloses an IP phone user can access a directory engine through the 

Internet (WAN) for displaying a list of numbers/addresses (extensions) obtained from 

multiple (second and third) local exchange network switches and ISPs that are remote 

to the user. Wilson further discloses the user initiates a call by selecting a destination 

from a scrolled list of potential destinations (Fig. 5,6; Col. 7-8, lines 45-15; claim 

1,8, 17.24.30 - first LAN including first circuitry for enabling a user of the first 

telecommunications device to observe/view a list of the plurality of telecommunications 
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extensions; claim 1,8, 18,24,30 - first LAN including second circuitry for automatically 

calling one of the plurality of telecommunications extensions in response to the user 

selecting one of file plurality of telecommunications extensions from the observed list; 

claim 3,8,24,30 - list is displayed to user of the first device; claim 

5 16 18 117, 19,20,24,25,30,31 - first device is IP phone having display and keys for user to 

enter first and second inputs for displaying and selecting/initiating a call to an extension 

in the second LAN over the WAN; claim 9,22 - circuitry to scroll through displayed list; 

claim 10,23,29,35 - a third LAN and first LAN circuitry for selecting and viewing a list of 

a plurality of extensions coupled to the second and/or third LAN). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to modify Guy by enabling a first device to observe a list of extensions in a 

remote LAN and initiating a call to a displayed number in response to selection by a 

user, as shown by Wilson, thereby enabling the first phone to connect to a destination 

phone if the number associated with the destination phone is unknown and remote of 

the user's LAN. 

- Regarding Claims 26 and 32, 

Guy discloses all limitations of the parent claims. 

Neither Guy nor Wilson discloses first and second inputs using the same button. 

However, it is well known in the art to utilize the same button for multiple 

common inputs to simplify the functionality (claim 26,32 - first and second inputs use 

same button). 
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It would have been obvious to one of ordinary skill in the art at the time of the 

invention to use the same button for the first and second inputs disclosed by Wilson, in 

order to improve the ease of use for the user. 

- Regarding Claims 28 and 34, 

Guy discloses all limitations of the parent claims. 

Neither Guy nor Wilson explicitly discloses destinations include telephones 

external to the system. 

However, it is well known that local exchange switches such as those shown by 

Wilson are able to connect to other exchanges outside of the local system, such as over 

a dedicated T1 trunk (claim 28,34 - destinations includes telephones external to the 

system). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to modify Guy and Wilson by enabling destinations to be telephones external 

to the system, thereby providing the disclosed directory services to as many capable 

users as can be supported. 
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Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Guy in 

view of Wilson above, and further in view of Stuntebeck et al. (US006065016A), 

hereafter Stuntebeck. 

- Regarding Claim 4, 

Guy discloses a system as shown above in the rejection of claim 1 and 2. 

Neither Guy nor Wilson discloses a list played to a user as audio. 

Stuntebeck discloses a universal directory server (UDS) that provides remote 

access to the communication addresses (extensions) associated with numerous 

institutions, including LANs (Fig. 1; Abstract). Stuntebeck discloses a user can access 

the UDS through a voice recognition system, in which results are conveyed to the user 

as voice (audio; Col. 4, lines 17-25; claim 4 - list is played as audio to the user of the 

first device). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to modify Guy and Wilson by enabling the list to be played as audio to the 

user, as shown by Stuntebeck, thereby allowing users to access directory services 

without a visual display. 
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Claims 36-38 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Wilson in view of Guy. 

- Regarding Claim 36-38 and 40, 

Wilson discloses an IP phone connects to Internet (WAN) through multiple (first, 

second, third) local switches and network switches, and a user can use the 

alphanumeric keypad to make a request of callee search (Fig. 5; Col. 7, lines 45-67; 

claim 36 - in response to receipt of first input, displaying on a display on the IP 

telephone a first list including second and third LANs coupled to the first LAN, wherein 

the second and third LANs operate under the IP protocol; claim 40 - first, second, and 

third LANs coupled via WAN). 

Wilson further discloses the screen on the caller's side can display multiple result 

numbers of callees in a scrolled list after the search engine replies to the search request 

(Col. ?,lines 46-67 and Col. 8, Lines 1-17; claim 36 - receiving another input from the 

user on the IP telephone; in response to receipt of the input, displaying on the display 

on the IP telephone a second list of telephone destinations accessible from the second 

LAN; claim 37 - scrolling through the list in response to fourth input). 

Wilson then shows that the caller can select the proper callee's name display 

from the scrolled list of multiple results to initiate a call (Col. 8, lines 13-15; claim 36 - in 

response to receipt of third input, automatically dialing one of the telephone destinations 

accessible from the second LAN for a communications connection between the one of 
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the telephone destinations and the IP telephone; claim 38 - scrolling through the list in 

response to fifth input). 

Wilson does not explicitly show that the callee lists are received from a second 

LAN in response to sending a request message from the first LAN. 

Guy discloses a system and method for coupling a first LAN 102A having server 

112 to a second LAN 102B having server 122 through WAN 104 utilizing IP capabilities 

of the LANs and WAN. Guy discloses the ability to connect a phone of the first LAN 

102A to a destination phone of the second LAN 102B (Col. 6, lines 4-11; Col. 10, lines 

1-7). Guy further discloses each file server 112/122 includes a directory (Fig. 4, 406) 

that stores a list of server codes and additional information to identify devices attached 

to each server (Col. 10-11, lines 30-14), while also disclosing a master directory in a 

server of network 100 containing the information stored in each local directory (Col. 9, 

lines 20-25; claim 36 - displaying on the display on the IP telephone the second list 

further includes the steps of sending a request message for the list from the first LAN to 

the second LAN and receiving the second list from the second LAN to the first LAN). 

It would have been obvious to one of ordinary skill in the art at the time of the 

invention to supply the Internet database in Wilson from local directories stored in each 

respective LAN segment of a network, as shown by Guy, thereby ensuring that the 

Internet (master) directory is up to date. 
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- Appellant's arguments on pgs. 8-12 of the Brief have been fully considered 

but they are not persuasive. On pgs. 7-8, Appellant contends that Guy 

provides no teaching or suggestion that a list of a plurality of 

telecommunications extensions coupled to the second LAN is provided to the 

user of the first telephone for observation. On pgs. 8-11, Appellant contends 

the claim rejections expand the teachings of Wilson beyond what is 

reasonable, since Wilson's system merely provides for services similar to 

POTS and does not discloses LANs. Thus, Appellant contends that the 

combination of Guy and Wilson does not provide a user of a first device in the 

first LAN with a list of extensions the user can call in the second LAN or 

means to automatically initiate the call with a selection from the list, since Guy 

provides nothing to the user of the telephone and Wilson discloses users 

(callers/callees) connected to local exchange switches over PSTN circuits 

instead of LANs. 

- The Examiner respectfully disagrees. Appellant's individual arguments 

pertaining to the references of Guy and Wilson cannot show nonobviousness 

when the rejections are based on combinations of references. See In re 

Keller, 642 F.2d 413,208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 

F .2d 1091, 231 USPQ 375 (Fed. Cir. 1986). It is admitted in the Final 

Rejection filed 4/1/2008 that Guy does not disclose the user of the first phone 

in the first LAN observing a displayed list of extensions to phones in remote 
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LANs. Guy is relied upon in the rejection to disclose one of a plurality of 

telecommunication devices in first and second LANs communicatively 

coupled through a WAN, including voice transmission. Guy is further shown 

to utilize information from file servers 112/122 of the respective LANs and a 

master directory of the local file servers in order to implement the 

transmission. Thus, Guy is shown to meet all claim limitations except the 

ability of the calling user in a first network to observe a list of extensions in a 

second network and automatically calling one of those extensions in response 

to the user selecting an extension from the observed list. However, the 

rejection shows that these deficiencies in Guy are remedied by Wilson, which 

discloses a user in a first local network accessing a directory engine through 

the Internet in order to observe a displayed list of numbers/addresses from 

multiple other local networks remote to the user of the first local network. The 

rejections clearly rely on the disclosure of Guy to meet the claim limitations 

concerning LANs. However, regardless of what is shown in Guy, Wilson 

repeatedly discloses that the users of the phones 201-203 and 245-24 7 utilize 

the PSTN and standard LAN/WAN technology to access the Internet, 

directory engine, etc. Thus, Wilson and Guy are each shown to be applicable 

within a LAN/WAN environment. Therefore, the combination of Guy and 

Wilson properly meets all limitations of the pending claims. 
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- Appellant's arguments on pgs. 11, 13, and 14 of the Brief concerning claims 

1, 5, and 6 have been fully considered but they are not persuasive. Appellant 

contests that Wilson does not teach or suggest an automatic calling of the 

selected extension from the observed list. Appellant argues that the cited 

portion of Wilson (Col. 8, lines 13-15) merely teaches that the user can view 

the IP address of the callee but must manually enter the displayed 

address/number into the dial pad's keyboard. 

- The Examiner respectfully disagrees. For convenience, the cited portion of 

column 8 in Wilson is shown below: 

"When a callee's address matching the caller's search request is 

found, the name is displayed on the display screen of the dial pad. 

The caller then has the option of completing the call to the address. 

When more than one hit is made, the names of the qualifying user 

callees are displayed. The caller then has the option of selecting 

from a scrolled list of potential users using the dial pad's keyboard 

63 to select the intended caller." 

Wilson's disclosure that the caller "then has the option of completing the call 

to the address" does not say anything about using the keyboard, much less 

require manual keyboard entry for connecting to the searched caller. As 

acknowledged by Appellant in subsequent arguments on pg. 18 of the Brief, 

Wilson explicitly discloses that a user having to remember and enter these 

digits is neither appealing nor practical in most situations (Col. 2, lines 8-9). 

Furthermore, the above disclosure of "selecting from a scrolled list. ... using the 
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keyboard" refers to a scenario in which more than one hit is made for the 

callee's request. Wilson's disclosure pre-dates the conventional use of touch­

screen displays, thus it is disclosed to use the keyboard to make the 

appropriate selection. For example, the calling user may enter a digit, or use 

the respective arrow and Enter buttons on a keyboard to select the 

appropriate one of multiple search hits, as would be evident to one of ordinary 

skill in the art at the time of the invention. As such, these disclosures of 

Wilson would not be considered to require manual entry of the 

number/address to connect to an intended callee when the number/address 

has been received and observed from a directory search, as alleged by 

Appellant. Therefore, the pending claim rejections are deemed proper. 

- Appellant's arguments on pg. 13 of the Brief concerning claim 1 have been 

fully considered but they are not persuasive. Appellant contends that 

permitting a user in one geographic location to locate a user in another 

location without the need to use a printed extension guide would not be 

possible with the combination of references asserted in the rejection. 

- The Examiner respectfully disagrees. Firstly, it is noted that" permitting a 

user in one geographic location to locate a user in another location without 

the need to use a printed extension guide" is not an explicit claim limitation. 

Regardless, as shown above, Wilson specifically discloses the ability of a 

user to locate a remote user without the need to use a printed extension 
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conceptual distinction presented by Appellant is met by Wilson and the 

rejection based upon the combination of Guy and Wilson is proper. 

- Appellant's arguments on pg. 13 and 14 of the Brief concerning claims 1 and 

8 have been fully considered but they are not persuasive. Appellant contends 

that neither Guy nor Wilson teaches or suggests a list of extensions coupled 

to the second LAN is stored in a server of the second LAN. 

- The Examiner respectfully disagrees. As shown above, Guy discloses file 

servers 112/122 of first and second LANs and a master directory of the file 

servers while Wilson discloses a directory engine of user numbers/addresses 

connected to various local networks. Therefore, the contested claim limitation 

is met based upon the combination of Guy and Wilson, and the rejection is 

proper. 

- Appellant's arguments on pg. 13 of the Brief concerning claim 2 have been 

fully considered but they are not persuasive. Appellant contends that the 

combination of references does not teach a LAN or WAN operating under an 

IP protocol because Guy does not disclose LANs/WAN operating under an IP 

protocol and Wilson does not discloses LANs with extensions. 

- The Examiner respectfully disagrees. Guy explicitly discloses the Internet as 

an example of a WAN (Col. 4, lines 62-64 ). Thus, the contested claim 
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limitation of "communication .... uses an IP protocol" is met by Guy and the 

rejection based upon the combination of Guy and Wilson is proper. 

- Appellant's arguments on pgs. 15-17 of the Brief concerning claims 10, 30, 

and 35 have been fully considered but they are not persuasive. Appellant 

contends that the rejection has merely implied that Wilson teaches a third 

LAN from which extensions coupled to the third LAN can be viewed and 

selected. 

- The Examiner respectfully disagrees. As shown in the rejection, Fig. 5 of 

Wilson shows that a displayed list of numbers/addresses (i.e. extensions) are 

collected from multiple local exchange and/or network switches and ISPs 

remote to the requesting user. This showing of multiple paths to the directory 

from various local exchange/network switches and ISPs meets the contested 

claim limitations of a third (or more) LAN(s) with associated extensions within 

the larger network, as would be apparent to one of ordinary skill in the art. 

Therefore, the contested claim limitation is met by Wilson and the rejection 

based upon the combination of Guy and Wilson is proper. 

- Appellant's arguments on pg. 16 of the Brief concerning claims 17-20, 23, and 

24 rely upon the previous arguments presented above. Those arguments 

have been refuted above, and the rejections shown to be proper, thus the 

rejections of claims 17-20, 23, and 24 are also properly maintained. 
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- Appellant's arguments on pg. 17 of the Brief concerning claims 25-27 and 31-

33 have been fully considered but they are not persuasive. Appellant 

contends that the rejection is merely supported by the Examiner's own 

opinion, providing no objective evidence as to how the references teach or 

suggest a second input or that the first and second inputs are the same key 

button. 

- The Examiner respectfully disagrees. Firstly, contrary to Appellant's 

assertion, the limitations of claims 27 and 33 are addressed in the rejection, 

since Fig. 1 of Guy clearly shows that LAN extensions include telephone 

destinations. Regarding claims 25 and 31, the rejection of these claims 

shows how Wilson utilizes the keyboard of the IP phone for displaying, 

selecting, and connecting (multiple inputs) a destination searched from the 

directory by a callee user. Regarding claims 26 and 32, the rejection admits 

that the references do not explicitly disclose these multiple inputs utilizing the 

same button. The rejection of these claims relies upon common sense 

knowledge possessed by one of ordinary skill in the art, in which the use of a 

single button for successive inputs simplifies the functionality of the system, 

such as repeated use of the Enter button on the keyboard of Wilson to 

display, select and connect to a searched destination. Appellant has not 

previously contested this assertion of common knowledge in the art, and the 
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technical line of reasoning is clearly shown in the rejection. Therefore, the 

rejections are proper. 

- Appellant's arguments on pg. 18 of the Brief concerning claims 28 and 34 

have been fully considered but they are not persuasive. Appellant contends 

that the rejection mischaracterizes the limitations, in which "telephone 

destinations include telephones external to the system". 

- The Examiner respectfully disagrees. Again, as above, the rejection of claims 

28 and 34 relies upon common sense knowledge possessed by one of 

ordinary skill in the art. Namely, that the drawings in the cited references are 

not indicative of the scale of actual, deployed networks. In particular, Wilson 

illustrates how a network diagram may be simplified (Fig. 4) from a more 

comprehensive/expanded view of a network's interconnections (Fig. 5). One 

of ordinary skill in the art would recognize that the routers and switches 

shown by Guy and Wilson enable connection to other routers/switches 

outside of the local system, extending the disclosed directory services to 

telephones connecting from those outside routers/switches. Therefore, the 

claim rejections are proper. 

- Appellant's arguments on pg. 18 of the Brief concerning claim 4 have been 

fully considered but they are not persuasive. Appellant reiterates previous 

arguments related to Guy and Wilson in contending that the limitation of 
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playing the list as audio to the user has not been met. Appellent fails to 

address the combination of Guy and Wilson with the cited portions of 

Stuntebeck in rejecting these claims. 

- The Examiner respectfully disagrees. Previous arguments related to Guy and 

Wilson have been refuted as shown above. Further, neither Guy nor Wilson 

is relied upon to disclose playing the list as audio to the user. Stuntebeck is 

relied upon to disclose a directory server similar to those in Guy and Wilson. 

Stuntebeck further discloses the option of accessing the directory through 

voice recognition, where directory results are conveyed to the user as 

voice/audio. Therefore, the contested claim limitation is explicitly met by 

Stuntebeck and the combination of Guy, Wilson, and Stuntebeck properly 

rejects the claim. 

- Appellant's arguments on pg. 19-21 of the Brief concerning claims 36-38 and 

40 have been fully considered but they are not persuasive. Appellant 

contends the combination of Wilson and Guy does not meet the claimed 

limitations. 

- The Examiner respectfully disagrees. Appellant's arguments reiterate the 

piecemeal analysis of Wilson and Guy presented in the above arguments. As 

shown, neither Wilson nor Guy is relied upon to individually meet all of the 

claim limitations. Rather, the rejections are based upon the combination of 

Wilson and Guy. All of the claimed limitations are shown to be met by the 
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combination of disclosures cited from Wilson and Guy, therefore the claim 

rejections are proper. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 

Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 

Respectfully submitted, 

/Gregory B Sefcheck/ 

Primary Examiner, Art Unit 2419 

3-6-2009 

Conferees: 

Jay Patel /JAYANTI K PATEL/ 

Supervisory Patent Examiner, Art Unit 2419 

Hassan Kizou /H. K./ 

Supervisory Patent Examiner, Art Unit 2419 
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Applicant 
Serial No. 
Filed 
Title 

Suder et al. Art Unit 2419 
10/447,607 Examiner Gregory B. Sefcheck 
May 29, 2003 Conf. No. 6094 
PHONE DIRECTORY IN A VOICE OVER IP TELEPHONE 
SYSTEM 

Mail Stop Appeal Brief - Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

REPLY BRIEF 

This is in response to the Examiner's Answer dated March 17, 2009. 

On page 5 of the Examiner's Answer, regarding Claims 26 and 32, the 

Examiner asserts that "Guy discloses all limitations of the parent claims." l f that is 

true, then why did the Examiner combine Guy with Wilson for his primafacie case of 

obviousness for those parent claims? For this reason alone, the Examiner has failed 

to prove aprimafacie case ofobviousness for Claims 26 and 32. 

With respect to Claims 28 and 34, the Examiner's primafacie case of 

obviousness relies upon his assertion that the combination of the references provides 

"the disclos~d directory services to as many capable users as can be supported." This 

docs not even make common sense. The claims recite that the list of telephone· 

destinations include telephones external to the system, and therefore, a user of the 

first telephone can connect to a telephone external to the system (first and second 

LANs coupled by the WAN) by selecting that external telephone from the observed 

list. The Examiner's assertion implies that this functionality is being supplied to 

these external telephones, which is not the claims recite. Therefore, the Examiner's 

assertion fails to support his prima facie case of obviousness. 

In the Examiner's Response to Argument, the Examiner starts off by asserting 

that Applicants have attacked the references individually. This is incorrect. First, if 

the Examiner's rejection relies upon his individual use of each reference to attach to 
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certain claim limitations, then why are Applicants precluded from attacking these 

arguments? The Examiner's primajacie case of obviousness relies upon his 

assertions of how Guy teaches certain limitations and how Wilson teaches other 

certain limitations. If Applicants can show how the Examiner's interpretations of 

these references are incorrect, then Applicants have shown how the prima facie case 

of obviousness fails. This is what Applicants did precisely. Since the Examiner has 

incorrectly interpreted the teachings of Guy and Wilson, the Examiner's prima facie 

case of obviousness fails. An applicant may specifically challenge an obviousness 

rejection by showing that the examiner reached an incorrect conclusion of 

obviousness or based the obviousness dctennination on incorrect factual predicates. 

In re Roi~lfet, 47 U.S.P.Q.2d 1453, 1455 (Fed. Cir. 1998). As a result, the Examiner 

cannot simply ignore Applicants' arguments on pages 6, 7, 8, etc. with respect to each 

of the references by merely replying that Applicants' arguments "cannot show 

nonobviousness." 

Moreover, Applicants actually described what each of the references teaches 

and does not teach, and then combined those teachings and "non-teachings'' to show 

how the combination of the references docs not arrive at the claimed invention. 

Applicants' arguments on those pages in the Appeal Brief must by considered! 

MPEP §707.07(f). 

The Examiner admits that Guy does not disclose the automatic calling of one 

of the extensions in the observed list. The Examiner then asserts that Wilson 

remedies this situation. The first problem with this assertion is that Wilson does not 

disclose such a first LAN. The caller dial pads 201-203 are not coupled into a LAN, 

as that term is interpreted in the art. The "local telephone network" recited in column 

7, line I 8 of Wilson is not the same as a LAN. Telephones connected to a central 

office never were considered a LAN, which pertains to a data network. For the 

Examiner to interpret these claim tcnns in that manner is unreasonably broad. MPEP 

§2111.01. And, a single computer device does not make a LAN. Therefore, the 

combination of Guy and Wilson fails to disclose these claim limitations, and the 

Examiner's primafacie case of obviousness fails. 
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Furthermore, contrary to the Examiner's assertions, Wilson does not 

"repeatedly disclose[] that the users of the phones 201-203 and· 245-24 7 utilize the 

PSTN and standard LAN/WAN technology to access the Internet, directory engine, 

e.tc:' There is absolutely nothing in Wilson that discloses that the dial pads 201-203 

or 245-247 access the Internet 210, etc. with standard LAN/WAN technology through 

the PSTN circuits 204. Moreover, Figure 4 in Wilson shows each of these dial pads 

individually connecting to the network 210 through their own PSTN circuit 204. 

There is !lQ LAN! Again, an applicant may specifically challenge an obviousness 

rejection by showing that the examiner reached an incorrect conclusion of 

obviousness or based the obviousness determination on incorrect factual predicates. 

in re Rouffet at 1455. Furthermore, the disclosure in Wilson that each of the dial pads 

50 can be connected to a computer 90 docs not provide a suggestion that a plurality of 

such dial pads can then be coupled in a LAN and then that LAN coupled to the 

network 210. Since LANs were known by Wilson, if he had been able to couple the 

dial pads 201-203 or 245-24 7 into a LAN that is then itself connected to the network 

210, he would have provided a description of such. The "standard LAN/WAN 

technology" referred to in Wilson is actually referring to the LANs and WANs in 

Figure 5, such as the Ethernet links 222, that permit the directory 232 to be 

individually accessed by each of the dial pads. It is not referring to a LAN being 

fonned by a plurality of the dial pads 201-203 or 245-247. [n fact, each of the dial 

pads 50 cannot be coupled into a LAN with each other, since their only connection is 

through a dual line service (column 5, line 26). As Applicants pointed out in the 

Appeal Brief, dual line service is well known in the art as a pair of wires for 

providing access from a home phone to the PSTN. Such teachings in Wilson would 

not lead one skilled in the art to believe that they could couple such dial pads into a 

LAN. Therefore, one skilled in the art would not be lead to combine Wilson with Guy 

since the dial pads in Wilson teach away from utilization in a LAN. 

The Examiner disagrees that Wilson is limited to teaching that the user of the 

dial pad must manually dial the phone number retrieved. The language cited by the 

Examiner does not state anything about the dial pad having circuitry for automatically 
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calling a phone number selected by the user. The Examiner is interpreting the 

teachings of Wilson beyond the four comers of the document. 

These teachings in Wilson are insufficient for what is required by one of 

ordinary skill in the art to then experiment and invent further circuitry for the dial pad 

to automatically call a selected name. A general incentive docs not make obvious a 

particular result, nor does the existence of techniques by which the efforts can be 

carried out. In re Kubin, 2009 WL 877 646 (2009). In other words, "obvious to try" 

has long been held not to constitute obviousness. Id. Essentially, the Examiner is 

asserting that one skilled in the art at the time the invention was made would have 

been lead to include circuitry for automatically making the call with merely the 

teaching that the user makes a selection. This is not supported by KSR. To the 

contrary, the Supreme Court stated in KSR that a skilled artisan can only be shown to 

have merely pursued ;'known options" from a "finite number of identified, predictable 

solutions" for obviousness under§ 103 to arise. 550 US at 421.The Examiner cannot 

merely make such assumptions without providing objective evidence in support. The 

prior art docs not teach the claimed limitations, and the Examiner must prove how 

such limitations are disclosed in the cited art. Absent that, the Examiner has tailed to 

support his prima.facie case of obviousness. Moreover, the Examiner has completely 

ignored the specific teaching in column 9, lines 1-4 of Wilson that once the user of the 

dial pad selects a remote callee, the call is placed "using the found Internet address," 

and that "[i]f a dial attempt is made, the user ... dials ... to the selected callee." Thus, 

Wilson does say something about using the keyboard to manually dial the number of 

the callee! The Examiner cannot ignore the specific teaching in Wilson that the 

user is dialing the found Internet address! 

Contrary to the Examiner's position, column 2, lines 6-10 of Wilson does not 

refute this teaching. Instead, this language in Wilson merely shows the disadvantage 

of the user having to remember the Internet address of the callee. The invention in 

Wilson then goes onto specifically address the disadvantage by providing a searchable 

Internet directory for obtaining such an Internet address of the callee. Wilson's 

specification is solely directed to this aspect. The searchable database converts the 
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name into the Internet routing address to send to the user at the dial pad. Column 8, 

lines 1-7. Wilson docs not provide any description of how the Internet address might 

be entered in an automatic manner in order to supposedly address a disadvantage of 

''entering'" the digits, as the Examiner is attempting to assert. 

The Examiner then makes the assertion that column 8, lines 13-15 of Wilson 

"refers to a scenario in which more than one hit is made for the callee's request," and 

then expands upon this "scenario" by making the following unsupported assertions: 

• "it is disclosed to use the keyboard to make the appropriate selection" 

• "the calling user may enter a digit, or use the respective arrow and 

Enter buttons on a keyboard to select the appropriate one of multiple 

search hits, as would be evident to one of ordinary skill in the art at the 

time of the invention" 

• "these disclosures of Wilson would not be considered to require 

manual entry of the number/address to connect to an intended callee 

when the number/address has been received and observed from a 

directory search" 

Absolutely none of these assertions by the Examiner is supported with any 

facts or evidence. Instead, they are all unsupported opinions by the Examiner, which 

are insufficient to support a prima facie case of obviousness. Moreover, the 

Examiner is making leaping assumptions of what one of ordinary skill in the art 

would be capable of doing having merely the references before him. The Examiner 

cannot now add in other supposed "conventional" art to combine with Guy and 

Wilson without doing so in a proper § 103 rejection. 

All that Wilson actually states is that the search engine converts the searched 

name to its corresponding Internet address (column 7, lines 51-53) and that "[t]he 

caller then has the option of selecting from a scrolled list of potential users using the 

dial pad·s keyboard.'' Such a "selecting" does not teach "the first LAN including 

second circuitry for automatically calling one of the plurality of telecommunications 

extensions in response to the user selecting one of the plurality of telecommunications 
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extensions fonn the observed list." Even considering as possibly true the Examiner's 

assertion that the use of touch-scre~n displays pre-dates Wilson's disclosure ( Wilson 

merely discloses that the display screen 71 may be a conventional LCD ( colwnn 5, 

lines 22-24)), that would possibly merely teach to one of ordinary skill in the art that 

the user could select one of the entries from the scrolled list using a touch-screen on 

the dial pad. But, it would not teach or suggest to one of ordinary skill in the art the 

circuitry in the second LAN for automatically calling the callee in response to such a 

selection. As noted above, "obvious to try" has long been held not to constitute 

obviousness. 

On page 14 of the Examiner's Answer, the Examiner states that "Appellant 

contends that neither Guy nor Wilson teaches or suggests a list of extensions coupled 

to the second LAN is stored in a server of the second LAN." That is incorrect; 

Applicants actually also asserted that the combination of the references fails to teach 

or suggest these limitations. The Examiner farther asserts that'' Wilson discloses a 

directory engine of user numbers/addresses connected to various local networks." 

This is a mischaracterization of Wilson in that the directory is only coupled to a single 

network, which does not include any of the dial pads 245-247. This is not the same 

as the directory being stored in a server in a LAN that includes devices 245-247. Guy 

does not remedy this situation, since it is merely a server code that is stored, which is 

not provided to a user. 

With respect to Claim 10, the Examiner has not shown how the references 

teach or suggest circuitry for enabling the user to select between observing a list of 

extensions coupled to the second LAN or observing a list of extensions coupled to the 

third LAN. Wilson merely discloses doing a name search. Column 2, lines 49-53; 

column 8, lines 8-11. With respect to Claim 35, the Examiner continues to fail to 

specifically address the limitations of displaying a list of LANs, etc. Moreover, 

Wilson does not teach or suggest that the directory 232 is in a network that is 

associated with any extensions; furthennore, the claims do not merely recite that the 

extensions arc "associated'' with th<; LANs. 



CISCO EXHIBIT 1003 
Page 288 of 455

Applicant : Suder ct al. 
Serial No. : 10/447,607 
Filed May 29, 2003 
Page 7 of9 

Attorney Docket No.: 216I8-001300 I 

Regarding Claim 4, the voice recognition and synthesis system 61 is disclosed 

in Stuntebeck as only being accessible with a conventional telephone. Column 4, 

lines 10-16 of Stuntebeck describe how such a user of a conventional telephone can 

call a live attendant who relays search results to the user, while column 4, lines 17-26 

provides an alternative to the teachings in lines 10-16 with the voice recognition and 

synthesis system 61. A conventional telephone does not work in a LAN, therefore 

one skilled in the art would not have been able to combine Stuntebeck with Guy and 

Wilson in the manner as asserted by the Examiner. The contested claim limitation is 

not explicitly met by Stuntebeck. 

Regarding Claim 36-38 and 40, again Applicants assert that they addressed 

the Examiner's "piecemeal" assertions of how each of the references addresses 

various claim limitations, and then Applicants asserted how the combination of the 

references does not meet the claims limitations. The Examiner cannot ignore 

Applicants' arguments. MPEP §707.07(f). Furthem1ore, the Examiner has not 

shown how all of the claim limitations have been met by the combination of 

references. 

In summary, Guy discloses transferring across a WAN some information 

about a remote network that enables a telephone call to be completed in a correct 

· manner. The information about the remote network is merely a server code, which 

only identifies the server of the remote network. It does not identify one or more 

particular extensions coupled to that remote network. Furthermore, this information 

is NEVER seen by the user; it is transparent to the user. 

Wilson essentially discloses using a dial-up computer-like device to access a 

server over the Internet to obtain a phone number, and then dialing that phone number 

on the dial-up computer-like device to connect to a similar device over the PSTN. 

As a result, the combination of Wilson and Guy does not disclose all of the 

claim limitations. 

First, since Applicants assert that the dial pads 50 in Wilson cannot be utilized 

in a LAN, then the combination of the references does not even teach or suggest to 

one skilled in the art that there is a first telecommunications device coupled to a first 
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LAN. In fact, as asserted above, Wilson would lead one skilled in the art away from 

such a first telecommunications device coupled to a first LAN, since Wilson teaches 

away from the utilization of the dial pads in such a LAN. Furthermore, Wilson 

teaches away from a plurality of telecommunications extensions coupled to a second 

LAN, again since the dial pads 245-247 cannot be coupled together in a LAN. 

Second, since (I) the user in Guy does not see the server code, (2) since an 

unknown phone number is obtained by a dial pad 201,202,203 by accessing a 

searchable database over the Internet, (3) since none of the dial pads 245-24 7 arc in a 

LAN with such a searchable database, and (4) since none of the dial pads 245-247 arc 

even capable of being coupled together into a LAN, the combination of the references 

does not teach or suggest that a user in the first LAN can observe a list of the 

extensions coupled to the second LAN. 

Third. since all that Guy discloses is that a server code is stored in a server in 

the second LAN, and since the phone numbers in Wilson are stored on a third party 

server, which is searchable over the Internet, the combination of the references does 

not teach or suggest that the list of the plurality of extensions is stored in a server in 

the second LAN. In fact, the Examiner has completely failed to address this claim 

limitation in an adequate manner. 

Fourth, correspondingly, the combination of the references does not teach or 

suggest that the list stored in a server in the second LAN is accessed by first circuitry 

in the first LAN over the WAN. 

Fitlh, since Guy does not even provide any information to the user, and since 

Wilson teaches that the user has to actually dial the telephone number, the 

combination of the references does not teach or suggest automatically calling an 

extension selected by the user from the list of extensions supplied. 

· Thus, there are several gaps in the combination of Guy and Wilson teaching or 

suggesting the limitations of the claims. For this reason alone, the Examiner's prima 

.facie case of obviousness fails. Furthermore, the Examiner has not proven how one 

skilled in the art would fill in these gaps, and leap from the combination of these 

teachings to the claimed invention. The PTO must grant a patent if it cannot prove ' 
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how one of ordinary skill in the art would have found it obvious to fill in these gaps. 

Such person of ordinary skill in the art is not the inventors, so the Examiner is not 

permitted to use the Specification as a blue print for piecing together the prior art and 

filling in these gaps. In order to arrive at the Examiner's prima faciCl case of 

obviousness rejection, the Examiner has relied solely on the teachings of the present 

invention to retrace the path of the inventors with hindsight to come to the conclusion 

that the invention was obvious. Ortho-MacNeil Pharmaceutical, Inc., v. Mylan Lab., 

Inc., 520 F3d 1358, 1364 (Fed. Cir. 2008). Such a reasoning is always inappropriate 

for an obviousness test based on the language of Title 35 that requires the analysis to 

examine "the subject matter as a whole" to ascertain if it "would have been obvious at 

the time the invention was made." Id. The determination of obviousness is made 

with respect to the subject matter as a whole, not separate pieces of the claim. Sano,fi­

Synthe/ado v. Apotex, Inc., 89 USPQ 2d 13 70, 13 79 (Fed. Cir. 2008), citing KSR Int'/ 

Co. v. Teleflex Inc., 127 S. Ct. 1727, 1734 (2007). 

It is believed that no fees are due; however, please apply any other charges or 

credits to Deposit Account No. 06-1050. 

Date: May 18, 2009 

Fish & Richardson P .C. 
One Congress Plaza 
Suite 810 
111 Congress A venue 
Austin, TX 78701 
Telephone: (512) 472-5070 
Facsimile: (877) 769-7945 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 

Ex parte: ERIC SUDER AND HAROLD HANSEN 

Application 10/447,607 
Technology Center 2400 

Mailed: June 30t\ 2009 

Before ERIC W. HAWTHORNE, Supervisory Paralegal Specialist 

HAWTHORNE, Supervisory Paralegal Specialist. 

ORDER RETURNING UNDOCKETED APPEAL TO EXAMINER 

This application was electronically received by the Board of Patent 

Appeals and Interferences on April 30, 2009. A review of the application 

revealed that it is not ready for docketing as an appeal. Accordingly, the 

application is herewith being returned to the Examiner to address the 

following matter(s) requiring attention prior to docketing. 
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APPEAL BRIEF, SUMMARY OF CLAIMED SUBJECT MATTER 

Appellant filed an Appeal Brief dated November 3rd
, 2008. The 

Appeal Brief is not in compliance with 37 CPR§ 41.37(c) effective 

September 13, 2004. 

According to 37 CPR§ 41.37(c) (v), an Appeal Brief must include the 

following: 

(v) Summary Of Claimed Subject Matter. A concise explanation of 
the subject matter defined in each of the independent claims involved 
in the appeal, which must refer to the specification by page and line 
number, and to the drawing, if any, by reference characters. For each 
independent claim involved in the appeal and for each dependent 
claim argued separately under the provisions of 37 CPR 
41.37(c)(l)(vii), every means plus function and step plus function as 
permitted by 35 U.S.C. 112, sixth paragraph, must be identified and 
the structure, material, or acts described in the specification as 
corresponding to each claimed function must be set forth with 
reference to the specification by page and line number, and to the 
drawing, if any, by reference characters. 

The "Summary of claimed subject matter" appearing on pages 1 through 

4 of the Appeal Brief filed November 3rd
, 2008 is deficient because it 

does not separately map the independent claims to the proper document, 

the application's specification. The applicant has improperly mapped 

claims to U.S. Pub No. 2004/0062235. Correction is required. 

MPEP § 1205.03 states in part: 

2 
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(B) When the Office holds the brief to be defective solely due to appellant's 
failure to provide a summary of the claimed subject matter as required by 37 
CPR 41.37(c)(l)(v), an entire new brief need not, and should not, be filed. 
Rather, a paper providing a summary of the claimed subject matter as 
required by 37 CPR 41.37(c)(l)(v) will suffice. Failure to timely respond to 
the Office's requirement will result in dismissal of the appeal. See MPEP § 
1215.04 and§ 711.02(b ). 

EXAMINER'S CONSIDERATION OF REPLY BRIEF 

A Reply Brief was filed in this application on May 18, 2009. There 

is no evidence on the record indicating that the Examiner has considered the 

Reply Brief in accordance with 37 CPR CPR§ 41.43(a)(l) and MPEP § 

1208, part II. 

CONCLUSION 

Accordingly, it is ORDERED that the application is returned to 

the Examiner: 

1) hold the Appeal Brief filed November 3rd
, 2008 defective, as 

required by 37 CPR§ 41.37(d); 

2) notify the Appellant to submit a "paper" which maps the 

independent claims to the proper document, correcting the Appeal Brief' s 

Summary of Claimed Subject Matter under 37 CPR §41.37(c)(l)(v); 

3) acknowledge and consider any "paper" submitted by Appellant to 

correct the Appeal Brief; 

4) consider the Reply Brief filed May 18, 2009 as indicated above; 

and, 

5) for such further action as may be appropriate. 

3 
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If there are any questions pertaining to this Order, please contact the 

Board of Patent Appeals and Interferences at 571-272-9797. 

EWH/tkl 

FISH & RICHARDSON P.C. 
P.O BOX 1022 
Minneapolis MN 55440-1022 

4 
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CONSIDERED: /G.S./ 

06/30/2009 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant 
Serial No. 
Filed 
Title 

Suder ct al. Art Unit 2419 
10/447,607 Examiner Gregory B. Sefcheck 
May 29, 2003 Conf. No. 6094 
PHONE DIRECTORY IN A VOICE OVER IP TELEPHONE 
SYSTEM 

Mail Stop Appeal Brief - Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

REPLY BRIEF 

This is in response to the Examiner's Answer dated March 17, 2009. 

On page 5 of the Examiner's Answer, regarding Claims 26 and 32, the 

Examiner asserts that "Guy discloses all limitations of the parent claims." lfthat is 

true, then why did the Examiner combine Guy with Wilson for his prima.facie case of 

obviousness for those parent claims? For this reason alone, the Examiner has failed 

to prove a primafacie case of obviousness for Claims 26 and 32. 

With respect to Claims 28 and 34, the Examiner's primafacie case of 

obviousness relies upon his assertion that the combination of the references provides 

''the disclost!d directory services to as many capable users as can be supported." This 

docs not even make common sense. The claims recite that the list of telephone· 

destinations include telephones external to the system, and therefore, a user of the 

first telephone can connect to a telephone external to the system (first and second 

LANs coupled by the WAN) by selecting that external telephone from the observed 

list. The Examiner's assertion implies that this functionality is being supplied to 

these external telephones, which is not the claims recite. Therefore, the Examiner's 

assertion fails to support his prima facie case of obviousness. 

In the Examiner's Re~ponse to Argument, the Examiner starts off by asserting 

that Applicants have attacked the references individually. This is incorrect. First, if 

the Examiner's rejection relics upon his individual use of each reference to attach to 
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certain claim limitations, then why are Applicants precluded from attacking these 

arguments? The Examiner's primajacie case ofobviousncss relies upon his 

assertions of how Guy teaches certain limitations and how Wilson teaches other 

certain limitations. If Applicants can show how the Examiner's interpretations of 

these references are incorrect, then Applicants have shown how the prima facie case 

of obviousness fails. This is what Applicants did precisely. Since the Examiner has 

incorrectly interpreted the teachings of Guy and Wilson, the Examiner's prima facie 

case ofobviousness fails. An applicant may specifically challenge an obviousness 

rejection by showing that the examiner reached an incorrect conclusion of 

obviousness or based the obviousness determination on incorrect factual predicates. 

In re Roi~ffet, 47 U.S.P.Q.2d 1453, 1455 (Fed. Cir. 1998). As a result, the Examiner 

cannot simply ignore Applicants' arguments on pages 6, 7, 8, etc. with respect to each 

of the references by merely replying that Applicants' arguments "cannot show 

nonobviousness." 

Moreover, Applicants actually described what each of the references teaches 

and does not teach, and then combined those teachings and "non-teachings" to show 

how the combination of the references docs not arrive at the claimed invention. 

Applicants' arguments on those pages in the Appeal Brief must by considered! 

MPEP §707.07(1). 

The Examiner admits that Guy does not disclose the automatic calling of one 

of the extensions in the observed list. The Examiner then asserts that Wilson 

remedies this situation. The first problem with this assertion is that Wilson does not 

disclose such a first LAN. TI1e caller dial pads 201-203 arc not coupled into a LAN, 

as that term is interpreted in the art. The "local telephone network" recited in column 

7, line 18 of Wilson is not the same as a LAN. Telephones connected to a central 

office never were considered a LAN, which pertains to a data network. For the 

Examiner to interpret these claim terms in that manner is unreasonably broad. MPEP 

§2111.01. And, a single computer device does not make a LAN. Therefore, the 

combination of Guy and Wilson fails to disclose these claim limitations, and the 

Examiner's prima facie case of obviousness fails. 
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Furthermore, contrary to the Examiner's assertions, Wilson does not 

"repeatedly disclose[] that the users of the phones 201-203 and· 245-247 utilize the 

PSTN and standard LAN/WAN technology to access the Internet, directory engine, 

e.tc.'' There is absolutely nothing in Wilson that discloses that the dial pads 201-203 

or 245-247 access the Internet 210, etc. with standard LAN/WAN technology through 

the PSTN circuits 204. Moreover, Figure 4 in Wilson shows each of these dial pads 

individually connecting to the network 210 through their own PSTN circuit 204. 

There is no LAN! Again, an applicant may specifically challenge an obviousness 

rejection by showing that the examiner reached an incorrect conclusion of 

obviousness or based the obviousness determination on incorrect factual predicates. 

In re Rouffet at 1455. Furthermore, the disclosure in Wilson that each of the dial pads 

50 can be connected to a computer 90 docs not provide a suggestion that a plurality of 

such dial pads can then be coupled in a LAN and then that LAN coupled to the 

network 210. Since LANs were known by Wilson, if he had been able to couple the 

dial pads 201-203 or 245-24 7 into a LAN that is then itself connected to the network 

210, he would have provided a description of such. The "standard LAN/WAN 

technology" referred to in Wilson is actually referring to the LANs and W ANs in 

Figure 5, such as the Ethernet links 222, that permit the directory 232 to be 

individually accessed by each of the dial pads. It is not referring to a LAN being 

formed by a plurality of the dial pads 201-203 or 245-247. [n fact, each of the dial 

pads 50 cannot be coupled into a LAN with each other, since their only connection is 

through a dual line service (column 5, line 26). As Applicants pointed out in the 

Appeal Brief, dual line service is well known in the art as a pair of wires for 

providing access from a home phone to the PSTN. Such teachings in Wilson would 

not lead one skilled in the art to believe that they could couple such dial pads into a 

LAN. Therefore, one skilled in the art would not be lead to combine Wilson with Guy 

since the dial pads in Wilson teach away from utilization in a LAN. 

The Examiner disagrees that Wilson is limited to teaching that the user of the 

dial pad must manually dial the phone number retrieved. The language cited by the 

Examiner does not state anything about the dial pad having circuitry for automatically 
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calling a phone number selected by the user. The Examiner is interpreting the 

teachings of Wilson beyond the four comers of the document. 

These teachings in Wilson are insufficient for what is required by one of 

ordinary skill in the art to then experiment and invent further circuitry for the dial pad 

to automatically call a selected name. A general incentive docs not make obvious a 

particular result, nor does the existence of techniques by which the efforts can be 

carried out. In re Kubin, 2009 WL 877 646 (2009). In other words, "obvious to try" 

has long been held not to constitute obviousness. Id. Essentially, the Examiner is 

asserting that one skilled in the art at the time the invention was made would have 

been lead to include circuitry for automatically making the call with merely the 

teaching that the user makes a selection. This is not supported by KSR. To the 

contrary, the Supreme Court stated in KSR that a skilled artisan can only be shown to 

have merely pursued ;,knoMl options'' from a Hfinite number of identified, predictable 

solutions" for obviousness under§ 103 to arise. 550 US at 421.The Examiner cannot 

merely make such assumptions without providing objective evidence in support. The 

prior art docs not teach the claimed limitations, and the Examiner must prove how 

such limitations are disclosed in the cited art. Absent that, the Examiner has failed to 

support his prima .facie case of obviousness. Moreover, the Examiner has completely 

ignored the specific teaching in column 9, lines 1-4 of Wilson that once the user of the 

dial pad selects a remote callee, the call is placed "using the found Internet address," 

and that "[i] fa dial attempt is made, the user ... dials ... to the selected callee." Thus, 

Wilson does say something about using the keyboard to manually dial the number of 

the callee! The Examiner cannot ignore the specific teaching in Wilson that the 

user is dialing the found Internet address! 

Contrary to the Examiner's position, column 2, lines 6-10 of Wilson does not 

refute this teaching. Instead, this language in Wilson merely shows the disadvantage 

of the user having to remember the Internet address of the callee. The invention in 

Wilson then goes onto specifically address the disadvantage by providing a searchable 

Internet directory for obtaining such an Internet address of the callee. Wilson's 

spcdficution is solely directed to this aspect. The searchable database converts the 
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name into the Internet routing address to send to the user at the dial pad. Column 8, 

lines 1-7. Wilson docs not provide any description of how the Internet address might 

be entered in an automatic manner in order to supposedly address a disadvantage of 

''entering'" the digits, as the Examiner is attempting to assert. 

The Examiner then makes the assertion that column 8, lines 13-15 of Wilson 

"refers to a scenario in which more than one hit is made for the callee's request," and 

then expands upon this "scenario" by making the following unsupported assertions: 

• "it is disclosed to use the keyboard to make the appropriate selection" 

• "the calling user may enter a digit, or use the respective arrow and 

Enter buttons on a keyboard to select the appropriate one of multiple 

search hits, as would be evident to one of ordinary skill in the art at the 

time of the invention" 

• "these disclosures of Wilson would not be considered to require 

manual entry of the number/address to connect to an intended callee 

when the number/address has been received and observed from a 

directory search" 

Absolutely none of these assertions by the Examiner is supported with any 

facts or evidence. Instead, they are all unsupported opinions by the Examiner, which 

are insufficient to support a prima facie case of obviousness. Moreover, the 

Examiner is making leaping assumptions of what one of ordinary skill in the art 

would be capable of doing having merely the references before him. The Examiner 

cannot now add in other supposed "conventional" art to combine with Guy and 

Wilson without doing so in a proper § I 03 rejection. 

All that Wilson actually states is that the search engine converts the searched 

name to its corresponding Internet address (column 7, lines 51-53) and that "[t]he 

caller then has the option of selecting from a scrolled list of potential users using the 

dial pad·s keyboard.'' Such a "selecting" does not teach "the first LAN including 

second circuitry for automatically calling one of the plurality of telecommunications 

extensions in response to the user selecting one of the plurality of telecommunications 
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extensions fonn the observed list." Even considering as possibly true the Examiner's 

assertion that the use of touch-screen displays pre-dates Wilson's disclosure ( Wilson 

merely discloses that the display screen 71 may be a conventional LCD (colwnn 5, 

lines 22-24)), that would possibly merely teach to one of ordinary skill in the art that 

the user could select one of the entries from the scrolled list using a touch-screen on 

the dial pad. But, it would not teach or suggest to one of ordinary skill in the art the 

circuitry in the second LAN for automatically calling the callee in response to such a 

selection. As noted above, "obvious to try" has long been held not to constitute 

obviousness. 

On page 14 of the Examiner's Answer, the Examiner states that "Appellant 

contends that neither Guy nor Wilson teaches or suggests a list of extensions coupled 

to the second LAN is stored in a server of the second LAN." That is incorrect; 

Applicants actually also asserted that the combination of the references fails to teach 

or suggest these limitations. The Examiner further asserts that'' Wilson discloses a 

directory engine of user numbers/addresses connected to various local networks." 

This is a mischaracterization of Wilson in that the directory is only coupled to a single 

network, which does not include any of the dial pads 245-247. This is not the same 

as the directory being stored in a server in a LAN that includes devices 245-247. Guy 

does not remedy this situation, since it is merely a server code that is stored, which is 

not provided to a user. 

With respect to Claim 10, the Examiner has not shown how the references 

teach or suggest circuitry for enabling the user to select between observing a list of 

extensions coupled to the second LAN or observing a list of extensions coupled to the 

third LAN. Wilson merely discloses doing a name search. Column 2, lines 49-53; 

column 8, lines 8-11. With respect to Claim 35, the Examiner continues to fail to 

specifically address the limitations of displaying a list of LANs, etc. Moreover, 

Wilson docs not teach or suggest that the directory 232 is in a network that is 

associated with any extensions; furthermore, the claims do not merely recite that the 

extensions arc "associated'' with th<; LANs. 
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Regarding Claim 4, the voice recognition and synthesis system 61 is disclosed 

in Stuntebeck as only being accessible with a conventional telephone. Column 4, 

lines I 0-16 of Stuntebeck describe how such a user of a conventional telephone can 

call a live attendant who relays search results to the user, while column 4, lines 17-26 

provides an alternative to the teachings in lines l 0-16 with the voice recognition and 

synthesis system 61. A conventional telephone does not work in a LAN, therefore 

one skilled in the art would not have been able to combine Stuntebeck with Guy and 

Wilson in the manner as asserted by the Examiner. The contested claim limitation is 

not explicitly met by Stuntebeck. 

Regarding Claim 36-38 and 40, again Applicants assert that they addressed 

the Examiner's "piecemeal" assertions of how each of the references addresses 

various claim limitations, and then Applicants asserted how the combination of the 

references does not meet the claims limitations. The Examiner cannot ignore 

Applicants' arguments. MPEP §707.0?(f). Furthem10re, the Examiner has not 

shown how all of the claim limitations have been met by the combination of 

references. 

In summary, Guy discloses transferring across a WAN some information 

about a remote network that enables a telephone call to be completed in a correct 

manner. The information about the remote network is merely a server code, which 

only identifies the server of the remote network. It does not identify one or more 

particular extensions coupled to that remote network. Furthermore, this information 

is NEVER seen by the user; it is transparent to the user. 

Wilson essentially discloses using a dial-up computcr~like device to access a 

server over the Internet to obtain a phone number, and then dialing that phone number 

on the dial-up computer-like device to connect to a similar device over the PSTN. 

As a result, the combination of Wilson and Guy does not disclose all of the 

claim limitations. 

First, since Applicants assert that the dial pads 50 in Wilson cannot be utilized 

in a LAN, then the combination of the references does not even teach or suggest to 

one skilled in the art that there is a first telecommunications device coupled to a first 
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LAN. In fact, as asserted above, Wilson ·would lead one skilled in the art away from 

such a first telecommunications device coupled to a first LAN, since Wilson teaches 

away from the utilization of the dial pads in such a LAN. Furthermore, Wilson 

teaches away from a plurality of telecommunications extensions coupled to a second 

LAN, again since the dial pads 245-247 cannot be coupled together in a LAN. 

Second, since (I) the user in Guy does not sec the server code, (2) since an 

unknown phone number is obtained by a dial pad 20 I, 202, 203 by accessing a 

searchable database over the Internet, (3) since none of the dial pads 245-24 7 arc in a 

LAN with such a searchable database, and (4) since none of the dial pads 245-247 arc 

even capable of being coupled together into a LAN, the combination of the references 

docs not teach or suggest that a user in the first LAN can observe a list of the 

extensions coupled to the second LAN. 

Third. since all that Guy discloses is that a server code is stored in a server in 

the second LAN, and since the phone numbers in Wilson are stored on a third party 

server, which is searchable over the Internet, the combination of the references does 

not teach or suggest that the list of the plurality of extensions is stored in a server in 

the second LAN. In fact, the Examiner has completely failed to address this claim 

limitation in an adequate manner. 

Fourth, correspondingly, the combination of the references does not teach or 

suggest that the list stored in a server in the second LAN is accessed by first circuitry 

in the first LAN over the WAN. 

Fifth, since Guy does not even provide any information to the user, and since 

Wilson teaches that the user has to actually dial the telephone number, the 

combination of the references does not teach or suggest automatically calling an 

extension selected by the user from the list of extensions supplied. 

· Thus, there are several gaps in the combination of Guy and Wilson teaching or 

suggesting the limitations of the claims. For this reason alone, the Examiner's prima 

.facic case of obviousness fails. Furthermore, the Examiner has not proven how one 

skilled in the art would fill in these gaps, and leap from the combination of these 

teachings to the claimed invention. The PTO must grant a patent if it cannot prove · 
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how one of ordinary skill in the art would have found it obvious to fill in these gaps. 

Such person of ordinary skill in the art is not the inventors, so the Examiner is not 

permitted to use the Specification as a blue print for piecing together the prior art and 

filling in these gaps. In order to arrive at the Examiner's primafacia case of 

obviousness rejection, the Examiner has relied solely on the teachings of the present 

invention to retrace the path of the inventors with hindsight to come to the conclusion 

that the invention was obvious. Ortho-MacNeil Pharmaceutical, Inc., v. Mylan Lab., 

Inc., 520 F3d 1358, 1364 (Fed. Cir. 2008). Such a reasoning is always inappropriate 

for an obviousness test based on the language of Title 35 that requires the analysis to 

examine "the subject matter as a whole" to ascertain if it "would have been obvious at 

the time the invention was made." Id. The determination of obviousness is made 

with respect to the subject matter as a whole, not separate pieces of the claim. Sano.fi­

Synthe/ado v. Apotex, Inc., 89 USPQ 2d 13 70, 13 79 (Fed. Cir. 2008), citing KSR Int'/ 

Co. v. Tele.flex Inc., 127 S. Ct. 1727, 1734 (2007). 

It is believed that no fees are due; however, please apply any other charges or 

credits to Deposit Account No. 06-1050. 

Date: May 18, 2009 

Fish & Richardson P .C. 
One Congress Pfaza 
Suite 810 
11 I Congress A venue 
Austin, TX 78701 
Telephone: (512) 472-5070 
Facsimile: (877) 769-7945 
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May 29, 2003 Conf. No. 6094 
PHONE DIRECTORY IN A VOICE OVER IP TELEPHONE SYSTEM 
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Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

SUPPLEMENTAL BRIEF ON APPEAL 

This Supplemental Brief on Appeal is in response to the Office Action dated July 9, 
2009. 

I. REAL PARTY IN INTEREST 

The real party in interest is Estech Systems, Inc., which is the assignee of the entire right 

and interest in the present Application. 

II. RELATED APPEALS AND INTERFERENCES 

There are no appeals or interferences known to Appellants, the Appellants' legal 

representative, or assignee which will directly affect or be directly affected by or have a bearing 

on the Board's decision in the pending appeal. 

Ill. STATUS OF CLAIMS 

Claims 1-6, 8-10, 17-20, 22-38 and 40 are pending in the Application, stand rejected and 

are on. appeal. 

Claims 7, 11- I 6, 21 and 39 have been cancelled. 

IV. STATUS OF AMENDMENTS 

There were no amendments to the Claims or specification filed after the Final Rejection. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 

Claim I recites an infonnation handling system comprising a first LAN, a second LAN, a 

WAN coupling the first LAN to the second LAN, a first telecommunications device coupled to 
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the first LAN, a plurality of telecommunications extensions coupled to the second LAN, and the 

first LAN including first circuitry for enabling a user of the first telecommunications device to 

observe a list of the plurality of telecommunications extensions. These elements arc shown in 

Fig. 3 with the first and second LANs represented as any one of LANs 301-303 and the WAN 

201 that couples any first and second LAN. Each of the LANs shows telecommunications 

devices coupled thereto. The LANs 301-303 also show a plurality of telecommunications 

extensions, e.g., IP telephones I 05, 308, 313. See page 6, line 23 - page 7, line l 0. Fig. 11 

shows a process for enabling a user of a first telecommunications device in the first LAN to 

observe a list of a plurality of telecommunications extensions coupled to the second LAN. Sec 

page 20, line 25- page 22, line 11. Fig. 8 illustrates a block circuit diagram of a 

telecommunications device that includes a display 810. See page 16, line 21 - page 17, line 26. 

Figs. 11 and 9A-9B illustrate selecting one of the extensions from the observed list and calling 

that extension. See page 20, line 25 - page 22, line 11 and page 28, line 7 - page 29, line 4. This 

process is also illustrated by the state diagram in Fig. 12. See page 22, lines 12-24. 

Claim 4 recites an information handling system comprising a first LAN, a second LAN, a 

WAN coupling the first LAN to the second LAN, a first telecommunications device coupled to 

the· first LAN, a plurality of telecommunications extensions coupled to the second LAN, and the 

first LAN including first circuitry for enabling a user of the first telecommunications device to 

observe a list of the plurality of telecommunications extensions. These elements are shown in 

Fig. 3 with the first and second LANs represented as any one of LANs 301-303 and the WAN 

201 that couples any first and second LAN. Each of the LANs shows telecommunications 

devices coupled thereto. The LANs 301-303 also show a plurality of telecommunications 

extensions, e.g., IP telephones 1 05, 308, 313. Sec page 6, line 23 - page 7, line l 0. Fig. 11 

shows a process for enabling a user of a first telecommunications device in the first LAN to 

observe a list of a plurality of telecommunications extensions coupled to the second LAN. See 

page 20, line 25- page 22, line 11. Fig. 8 illustrates a block circuit diagram of a 

telecommunications device that includes a display 810. See page 16, line 21 - page 17, line 26. 

Figs. 11 and 9A-9B illustrate selecting one of the extensions from the observed list and calling 

that extension. See page 20, line 25 • page 22, line 11 and page 28, line 7 • page 29, line 4. This 
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process is also illustrated by the state diagram in Fig. 12. Sec page 22, lines 12-24. Claim 4 

recites an additional limitation that the list of the telecommunications extensions is played as 

audio to the user of the first telecommunications device. The telecommunications device 

diagram in Fig. 8 shows a speaker 821. 

Claims 8, 17 and 24 recite an infonnation handling system comprising a first LAN, a 

second LAN, a WAN coupling the first LAN to the second LAN, a first telecommunications 

device coupled to the first LAN, a plurality of telecommunications extensions coupled to the 

second LAN, and the first LAN including first circuitry for enabling a user of the first 

telecommunications device to observe a list of the plurality of telecommunications extensions. 

These clements are shown in Fig. 3 with the first and second LANs represented as any one of 

LANs 301-303 and the WAN 201 that couples any first and second LAN. Each of the LANs 

shows telecommunications devices coupled thereto. The LANs 301-303 also show a plurality of 

telecommunications extensions, e.g., IP telephones 105, 308, 313. See page 6, line 23 - page 7, 

line 10. Fig. 11 shows a process for enabling a user of a first telecommunications device in the 

first LAN to observe a list of a plura.lity of telecommunications extensions coupled to the second 

LAN. See page 20, line 25- page 22, line I I. Fig. 8 ilJustrates a block circuit diagram of a 

telecommunications device that includes a display 810. See page 16, line 21 - page 17, line 26. 

Figs. 11 and 9A-9B illustrate selecting one of the extensions from the observed list and calling 

that extension. See page 20, line 25 - page 22, line 11 and page 28, line 7 - page 29, line 4. This 

process is also illustrated by the state diagram in Fig. 12. See page 22, lines 12-24. Claims 8, 17 

and 24 additionally recite that the first telecommunications device is an IP telephone and a user 

of that IP telephone tacitly selects one of the observed extensions from the list which results in 

an initiation of the call to that telecommunications extension across the WAN. Further, Claims 

8, 17 and 24 recite that the list of the plurality telecommunications extensions is stored in a 

server in the second LAN and is accessed by the first circuitry across the WAN. The IP 

telephones arc shown in various figures, including Figs. 3 and 8. Fig. 11 illustrates a step for 

selecting the telecommunications extension from the list that is displayed for initiating the call, 

which procc~ds to Fig. 9A. Figs. 11, 12, and 14 among others illustrate the storage of the list of 

telecommunications extensions in the second LAN, the list then being accessed across the WAN 
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by the first LAN. See page 6, line 23 - page 7, line 1 O; page 16, line 21 - page 17, line 26; page 

20, line 25 - page 22, line 11; and page 22, lines 12-24. Further, the basic concept of accessing a 

list across the WAN and then making a call is described on page 18, line 21 - page 19, line 6 and 

page 20, lines 12-24. 

Claim 30 recites a telecommunications systems comprising a first IP telephone coupled to 

a first IP server within a first LAN, second and third telephone extensions coupled to a second IP 

server within a second LAN, and a WAN coupling the first LAN to the second LAN, the first 

LAN, the second LAN, and the WAN communicating using an IP protocol. These features are 

similar to those discussed above with respect to Claims 1, 4, 8, 17, and 24, and arc well 

supported within the aforementioned fi~rures and specification, such as Fig. 3 and its supporting 

specification recitations noted above with respect fo Claim I. See page 6, line 23 - page 7, line 

. IO; page 16, line 21 - page 17, line 26; page 20, line 25 - page 22, line 11; and page 22, lines 12-

24. Claim 30 further recites a means for displaying on the first IP telephone a list of telephone 

destinations stored in the second IP server in response to selection of a first input on the first IP 

telephone, wherein the list of telephone destinations is communicated from the second IP server 

over the WAN to the first IP telephone. An IP telephone 105 is illustrated in Figs. 1 and 3, and is 

shown in more detail in Fig. 8, which shows that the IP telephone 105 has an LCD display 810. 

See page 16, line 21 - page I 7, line 26. IP servers within the LANs are as shown in Fig. 3, 

including IP server 101 and IP server 306. IP server 101 is also shown in Figs. 1 and 2. Fig. 4 

shows that IP server IO I, which is representative of any of the IP servers, including IP server 

306, has a hard drive 403. As a result, a list of telephone destinations may be stored within such 

a hard drive. Selection of a list displayed on LCD display 810 of the IP telephone shown in Fig. 

8 can be perfonncd using such input devices as the keyboard 807 or a DSS console 811. Fig. 8 

in such features are discussed on page 16, line 21 - page 18, line 20; selection of an extension 
I 

from a list is also discussed on page 18, line 21 - page 20, line 24. The process for permitting a 

user to view and select extensions on the first IP telephone is illustrated in Fig. 11, which is 

discussed on page 20, line 25 - page 22, line 11. Also there is an establishment of a connection 

between the two remote LANs with respect to Fig. 14, which includes a description of the 

sending of a message from one LAN to the other in order to request a list of the telephone 
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extensions, which are then communicated from that second LAN over the WAN to the first 

WAN and specifically the IP telephone. Further, Fig. 12 illustrates a state diagram of this 

process, which is described on page 22, lines 12-24. Automatic dialing of the selected telephone 

destination and a response to selection of one of the telephone destinations from a displayed list 

is described on page 22, lines 4-24. 

Claim 36 recites a method for receiving several touch inputs from a user on the IP 

telephone that is networked into the LAN/WAN/LAN network described above and with respect 

to Fig. 3 in order to again pennit such a user to view a display telephone extensions at a remote 

LAN, and then automatical1y dialing that telephone destination. Claim 36 includes steps for 

sending a message from the first LAN to the second LAN requesting the list of telephone 

extensions from the second LAN, which is delivered to the first LAN from the second LAN. 

Claim 36 includes steps whereby a first list of second and third LANs coupled to the first LAN is 

provided, and then a second list of telephone destinations at a selected LAN are then provided. 

Such steps arc shown in Figs. 11, 12, and 14 as noted above. See page 20, line 25 - page 22, line 

24. 

IV. 

I. 

GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Claims 1-3, 5-6, 8-10, 17-20 and 22-35 stand rejected under 35 U.S.C. §103(a) as 

being unpatentable over Guy et al. (U.S. Patent No. 6,298,057) in view of Wt/son (U.S. Patent 

No. 6,829,231). 

2. Claim 4 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over Guy 

in view of Wilson and further in view of Stuntebeck et al. (U.S. Patent No. 6,065,016). 

3. Claims 36-38 and 40 stand rejected under 35 U.S.C. § I 03 as being unpatentable 

over Wilson in view of Guy. 
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I. Claims 1-3, 5-6, 8-10, 17-20 and 22-35 are not properly rejected under 35 U.S.C. 

§ I 03 as being unpatentable over Guy in view of Wilson. 

The basic test for nonobvious subject matter is whether the differences between' the 

subject matter and the prior art arc such that claimed subject matter as a whole would not have 

been obvious to a person having ordinary skill in the art to which a subject matter pertains. The 

United States Supreme court in Graham v. John Deere & Co., 383 U.S. 1 (1966) set forth the 

factual inquiries which must be considered in applying the statutory test: (I) a determination of 

the scope and contents of the prior art; (2) ascertaining the differences between the prior art and 

the claims at issue; and (3) resolving the level of ordinary skill in the pertinent art. 

In determining the scope and contents of the prior art, the Examiner must first consider 

the nature of the problem on which the inventor was working. Once this has been established, 

the Examiner must select, for purposes of comparing and contrasting with the claims at issue, 

prior art references which are reasonably pertinent to that problem. In selecting references, 

hindsight must be avoided at all costs. 

In ascertaining the differences between the cited prior art and the claims at issue, the 

Examiner must evaluate the claimed subject matter as a whole; there is no requirement that any 

differences between the claimed subject matter and the cited references be "remarkable" nor that 

some technological discontinuity between the claimed invention and subject matter exists just 

outside the claims. The requisite view of the whole invention mandates consideration ofnot only 

its structure, but also of its properties and the problems solved. Further, the mere fact that the 

prior art can be modified does not made the modification obvious unless the prior art suggests 

the desirability of the modification; there must be some logical reason apparent from positive, 

concrete evidence that justifies the modification. 

In resolving the level of ordinary skill in the pertinent art, the Examiper must step 

backward in time and into the shoes worn by the person or ordinary skill when the invention was 
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unknown and just before it was made. The hypothetical person skilled in the art can summarily 

be described as one who thinks along lines of conventional wisdom in the art and neither one 

· who undertakes to innovate nor one who has the benefit of hindsight. Thus, neither an 

Examiner, nor a Judge, nor a genius in the art at hand, nor even the inventor is such a person 

skilled in the art. 

Guy teaches a system and method for transparently transmitting aural signals across a 

LAN, where a user places a telephone call using the same procedure that is used when placing a 

telephone call over a conventional public switch network, and in certain situations if the server 

code is not in the locaJ directory, then a request goes to a master directory. Column 3, lines 39-

48; column 9, lines 23-28. Referring to Fig. I in Guy, the first LAN maybe represented by 

102A, the WAN by I 04, and the second LAN by l 02B. (Note that Applicants do not necessarily 

admit that 102A is a local area network, since a local area network is shown in Fig. I as 116; 

however, for the sake of arguing against the rejection, 102A will be designated as the first LAN.) 

Guy describes a set-up operation for when a first telephone 106 wishes to make a call to a user at 

a second telephone I 26, where the first telephone 106 is coupled to a file server 112, and the 

second telephone is coupled to a CSU 130 via a PBX 128. Column 6, lines 45-51; column 10, 

lines 7-9. Fig. 2 illustrates a more detailed illustration of file server I I 2. Column 6, lines 52. 

Fig. 5 also further has a description of a flow chart illustrating such a call set-up procedure. 

Column 9, line 66. A user activates the telephone by lifting the handset and selecting the 

channel line in order to transition to an off-hook state period. Column 10, lines 7-9. The user 

then perfonns the normal process of dialing a telephone number on the first telephone 106 (as 

described below, this telephone number is not provided to the user by the system), with the 

telephone associated with the second telephone 126, and a procedure is then implemented across 

network 104 just as if the user were making a call over a conventional public telephone system. 

Column 10, lines 13-17. Thus, such a procedure is completely transparent to the user and they 

do not have to rc-leam how to use a telephone system other than what has been normally done in 

the prior art POTS systems. Column 10, lines 25-29. The telephone number diak.'Ci by the user 

on telephone I 06 identifies the destination telephone 126. Column 10, lines 30-31. It is the first 

set of digits that are dialed by the user that identifies the destination CSU 130 to which the 
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second telephone 126 is connected to the second LAN l 34. This first set of digits is referred to 

in Guy as the server code. Column I 0, lines 32-36. In other words, the server code operates the 

same as an area code in the POTS. All within the first LAN 102A, a call set up unit 404 within a 

server memory module 214 that is in server 112 makes an attempt to retrieve such a server code 

from the memory module 212, which is then transmitted to the directory management unit 408. 

Column 10, lines 55-58. Again, this is all perfonncd within the first LAN l02A. The directory 

management unit 408 searches the local directory 406 for a server that is identified with the 

server code dialed by the user, and if there are no server matches, then the directory managem~'I1t 

unit 408 will generate a request to a master directory, which will make a determination if the 

server code dialed by the user on the first telephone 106 is identified with any server in the 

network I 00. Column I 0, lines 58-65. If the server code is identified in such a master directory, 

then the network address of the destination CSU 130 associated with the server code is 

transmitted to the directory management unit 408. Column 11, lines 2-8. The directory 

management unit 408 transmits this network address to the call set up and tear down unit 404, 

which transmits the number of additional digits to the call management unit 310, and the call set­

up/tear down unit 404 transmits a call set up packet to the destination CSU 130, which receives 

the set up packet and determines if the telephone 126 is available to receive the call. Column 11, 

lines 11-28. 

Thus, in Guy, nothing more is taught than the caller on first telephone I 06 dialing digits 

associated with the destination telephone 126. There is absolutely no teaching or suggestion 

within Guy that a list of a plurality of telecommunications extensions coupled to the second LAN 

is provided to the user of the first telephone l 06 for observation, or hearing them. The server 

code accessed from the master directory is only associated with the CSU 130, and does not 

provide any further information that would enable the combination of the disclosures of Guy and 

Wilson to display a list of the telecommunications extensions coupled to the second LAN. The 

user in Guy must still rely upon a phone list that is external from the system described in Guy in 

order to make a telephone call in the network. The master directory only contains the server 

code. The server code only identifies the CSU 13_0 to which the destination telephone is 

connected. Column l 0, lines 33-36. Additional digits are still required in order to telephone or 
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contact the destination telephone from the originating telephone. Column 11, line I-column 12, 

line 21. There is further no teaching or suggestion within Guy that a list of extensions is 

provided from anywhere else in the network. 

There is absolutely no teaching or suggestion in Guy to help out a user by providing the 

user with a list of extensions in a LAN within the Guy network. 

In order to overcome the deficiencies of the teachings of Guy, the Examiner has added 

Wilson to combine with Guy. A problem with the Examiner's combination of Wilson and Guy is 

that the Examiner has expanded the teachings of Wilson beyond what is reasonable. The 

invention described in Wilson is sort of a hodgepodge device 50 created to permit a user to send 

audio packets to another user using internet addressing. Wilson attempts to simplify the use of 

the Internet for long-distance calling applications. Column 2, lines 31-32. Wilson merely 

provides a system that has services similar to those found on the POTS. See the Abstract. A list 

of known callees can be stored inside the device described in Wilson, and for unknown callee 

addresses, a method for retrieving such an address for a remote location is provided. Column 2, 

lines 47-53. The hodgepodge device 50 is shown in Fig. 2, with its circuit diagrams shown in 

Fig. 3. Telephone calls over the PSTN can be made with device 50 by making normal voice 

DTMF telephone calls using the keypad 65. Column 4, lines 60-64. Note that this mode is 

performed only when the user already knows the telephone number of the callee, and does not 

play into the description of the invention within Wilson that the Examiner is relying upon. 

Internet access can be made by the device 50 by the user pressing the Internet access 

button 69 to switch between normal DTMF voice calls and internet dial•up operations, where an 

internet connection is made using an internal modem set. Col um 5, lines 5-11. The device 50 

can be connected using an RS232 jack 86 to a computer 90, but there is no further discussion of 

connecting the device 50 to a local area network, or LAN. Column 5, lines 33-38. 

Referring to Figs. 4 and 5 in Wilson, each of the dial pads 50 is now referred to as dial 

pads 201, 202 and 203, which are each connected to PSTN circuits 204. Column 7; lines 15· 17. 
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The PSTN circuits 204 and a local exchange switch 205 form a local telephone network within a 

geographic area. Column 7, lines 17·19. A similar situation is associated with the calJee devices 

245, 246, 247. It important to note that dial pads 20 I, 202 and 203 arc not part of a LAN. A 

LAN is a data net-work that permits all of the devices on the network to communicate with each 

other, such as with the use of an Ethernet protocol. Such a LAN is disclosed in the specification 

of the present application in paragraph [0028), and shown in FIG. 1. A LAN, as is well known 

in the art, is a short distance data communications network used to link computers and peripheral 

devices under some form of standard control. Such a definition for a LAN is found in Newton 's 

Telecom Dictiona,:v. That definition also further states that "A LAN does not use common 

carrier circuits." It is clear that the dial pads 201-203 and callees 245-:247 taught in Wilson are 

not connected jn a LAN. More specifically, dial pads 201·203 are not coupled together in a 

LAN, and callees 245-247 are not coupled together in a LAN. Each of these devices 50 is 

separately connected to the PSTN via jacks 80 and 82 that provide a dual line access to the 

PSTN. Column 5, lines 25·26. A dual line service is a telephone service where two pairs of 

wires are connected to a premises for connection to the PSTN. See Newton's Telecom 

Dictionary. This is further supported in Wilson by the more detailed diagram of a dialing pad 50 

in Fig. 3 which sh()WS that the dual line access is provided by typical tip and ring connections 

I 02 that cnab]e the transfer of an analog signal over this dual line connection. Column 5, Hnes 

50-56. Such internet access also requires use of a modem data pump 112. Column 6, lines 19-

27. The only LAN disclosed in Wilson is that associated with the internet service providers 

(ISPs) shown in Figs. 4 and 5. 

As a result, the on! y way each of the dial pads disclosed in Wilson can access the internet 

is by using typical dial•up modem message interchanges. And, this is the only way one of the 

dial pads 201·203 can communicate with one of the callees 245-247. In other words, for one of 

the dial pads 201-203 to "call" one of the callees 245-247, that particular callee must have an 

already established audio internet connection so that it is prepared to receive any audio messages 

from one of the dial pads 201-203. Column 7, lines 28-31. If such a callee is not already 

connected to the internet when it receives a message to perfonn audio communication from one 
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of the dial pads 201-203, then that callee will have to dial up into their internet sei:vice provider 

and obtain the sent audio message at a later time. Column 7, lines 31-33. 

If the internet (IP) address of one of the callees 245-24 7 is not stored within a database of 

one of the dial pads 201-203, then the dial pad can make an internet access through internet 

service provider 215 to browse a user database directory 232 through a search engine 230, which 

stores such IP addresses, and return that IP address to the dial pad. Column 7, lines 46-64. This 

provides a process whereby a user of a dial pad 201-203 does not need to know the actual 

internet IP address of one of the callee devices 245-24 7, but can use a search engine 230 to enter 

in some other designation (e.g., alphanumeric identifier; column 7, lines 52-53 and column 8, 

line 59) for one of the callees 245-247, such as a user's name, to thereby have that search engine 

retrieve the internet IP address from a website to the dial pad 201-203. Column 8, lines 1-15. If 

more than one hit is made by the search engine 230, a list of names can be returned to the dial 

pad, and the caller using one of the dial pads 201-203 can select the one they wish from the list 

by looking at the list on the screen 71 of the device 50. Column 8, lines 13-50. 

It should be noted that the main distinction between the device 50 shown in Fig. 5 of 

Wilson from Fig. 4 is that a single user database 232 can be accessed by a wide range of ISPs at 

different locations. Column 8, lines 29-30. Otherwise, the configuration in Fig. 5 is the same as 

the one in Fig. 4 for purposes of how Wilson might be relevant to the rejection in accordance 

with the Examiner's assertions. 

Fig. 6 in Wilson describes an exemplary call progress flow diagram for connecting one of 

the dial pads 201-203 to the directory search engine 230. Column 8, lines 50-51. Note that Fig. 

6 in Wilson does not describe the part of the flow whereby one of the dial pads makes an internet 

connection to one of the callees. The process Wilson starts with has one of the dial pads 201-203 

dialing out to establish an internet connection 360 using the modem 112. Column 8, lines 52-53. 

Once this internet dial-up connection is made, then the user of the dial pad can enter a known 

internet JP address number to access, over the internet, one of the callces 245-247, or start a 

search for the IP address of one of the callees if it is not known. This is shown by step 3 70 in 
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Fig. 6. The search engine will perform a search 372 and respond 374 by transmitting the results 

376 of that search back to the dial pad 201-203. Column 8, lines 59-65. The user of the dial pad 

selects a callee from the list delivered by the search engine, and the user can then accept one of 
the addresses provided and dial to the selected callee. Column 9, lines 1-4. It should be noted at 

this point that Wilson does not teach that one of the dial pads 201-203 is able to automatically 

perform the diaJing process in response to some sort of selection of a name on a displayed list by 
the user of the dial pad 50 pressing some sort of button to select one of the names. Instead, 

Wilson merely teaches that the user can apparently view the IP address of the callee and enter in 

that address using the dial pad's keyboard 63. Column 8, Jines 13-15. 

Therefore, all that Wilson teaches is ( l) a specialized device 50 that is a combination of a 
dial pad/modem that is able to access the internet with a dial-up connection over the PSTN 

circuits (and can also act as a normal PSTN telephone where a user can enter in PSTN-type 

telephone numbers to call another PSTN telephone), and (2) an ability for one of the specialized 
devices 50 to have audio communications with another specialized device 50 over an internet 
channel whereby a connection is made between these two specialized devices using typical IP 

internet addresses, and (3) if the IP address of a callee is not known, then an internet search 

engine can be used to browse to access a database on the internet that will retrieve such an IP 

address that is then displayed to a user of a specialized device so that the user can then enter in 
that IP address to the specialized device to establish the audio connection over the internet. The 
teachings of Wilson clearly show that its invention was not created to operate in a voice-over IP 

system with capabilities such as recited in the present claims .. See column 2, lines 1-5. 

All that Guy teaches is an ability for a telephone connected to a first LAN to 

communicate over a WAN to a telephone in a second LAN, and if the directory management unit 
ofa file server in the first LAN does not know the address of a central site unit connected to a 

PBX in the second, it can retrieve that server code from a remote location for completing the call 

between the two telephones. 
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With respect to Claim 1 and all the other rejected claims, a result of the foregoing is that 

the combination of Guy and Wilson does not teach or suggest circuitry within the first LAN for 

cnabJing a user of the first telecommunications device within that first LAN to observe a list of 

the plurality of telecommunications extensions coupled to the second LAN, wherein the list of 

the plurality of telecommunications extensions is stored in a server in the second LAN and is 

accessed by the first circuitry across the LAN. 

The combination of Gi~y and Wilson docs NOT provide to the user of the first device in 

the first LAN the list of extensions the user can call in the second LAN and then a means to 

automatically initiate that call with a selection from that list. Guy provides nothing to the user of 

the telephone, and Wilson has no LANs (and as a consequence, no lists of extensions coupled to 

a LAN). 

Guy does not provide any type of information identifying any type of telecommunications 

device within the second LAN 102B to a user of a telecommunications device within the first 

LAN I 02A. Instead, merely a server code is provided to the directory management unit 408 so 

that i! can complete the call when i! receives the dialing digits from the telephone so that it 

knows what LAN to send the call to. Further, Wilson also docs not provide a list of 

telecommunications devices coupled to the second LAN. In fact, callees 245-247 are not part of 

a LAN. More than one entry might be supplied by the search engine 230 accessing the database 

232 back to one of the dial pads 201-203 for display to the user, but the fact that there is a 

plurality returned is only a result of the fact that the user entered in search terms that matched 

more than one entry in the database 232. There is nothing within Wilson that teaches or suggests 

that those plurality of entries returned for display to the user are all coupled to a separate LAN 

over network 210, or that such a list of search results would even list more than one of the callccs 

245-247. 

A result is that the combination of the references does not teach or suggest that a list of 

the plurality of telecommunications extensions coupled to the second LAN is provided to the 

user of the first telecommunications device for observation. 
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And further, neither of the references, nor their combination, teaches circuitry for 

automatically calling one of those telecommunications from that.list in response to the user 

selecting one of those extensions from the observed list. Guy docs not even approach such a 

process, since the retrieval of the server code is done in response to the dialing of a telephone 

number already performed by the user. Further, as noted above, Wilson also does not teach or 

suggest such an automatic calling of the extension, but instead provides the list on the display 71 

on one of the dial pads 201-203 so that the user can then enter in the IP internet address on the 

keypad 63. 

The Examiner has failed to prove a prima facie case of obviousness because important 

limitations arc not found within any of the cited prior art references. MPEP § 2143.03' states that 

to establish prime facie obviousness of a claimed invention, all the claim limitations must be 

taught or suggested by the prior art. In re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 (C.C.P.A. 

1974). 

This is further an important distinction for several reasons. One of them is that it pennits 

a user in one geographic location to locate a station user in another location without the need to 

use a printed extension guide. See Specification, page 20, lines 21-24. This would not be 

possible with the combination of references asserted by the Examiner, but is implemented with 

the present invention as claimed. 

Furthermore, neither of the references, nor their combination, teaches or suggests that 

such a list of telecommunications extensions coupled to the second LAN is stored in a server in 

that second LAN. 

Moreover, with respect to Claim 2, the Examiner has not shown how the combination of 

references teaches a LAN or WAN operating under an IP protocol. Guy does not disclose its 

LANs or WAN operating under an IP protocol, and Wilson does not disclose LANs with 

telcphonc/tclccornmunications extensions coupled thereto. 
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Claim 5 recites that the second circuitry that automatically makes the call to the remote 

telecommunications extension includes a key for enabling the user to tacitly select one of those 

extensions from the displayed list. The Examiner admits that Guy does not teach such a process. 

In fact, it is impossible for Guy to teach or suggest this process, since a list is nowhere to be 

provided to the calling user. The Examiner asserts that Wilson discloses this process, since 

Wilson states that the user may select a destination from this scrolled list of potential 

destinations. All that Wilson discloses is that the caller has an option of selecting from a 

displayed scrolled list of potential users by using the keyboard 63 to select the intended caller. 

Wilson in no way further describes what is done in response to that action. Claim 5 recites that 

the second circuitry incl udcs a key for enabling the user to make such a tacit selection from the 

displayed list. However, second circuitry also recites automatically calling one of the extensions 

in response to such a selection by the user. Wilson teachings do not go that far, and there is no 

flow diagram, circuitry or any other discussion or mention within Wilson, or Wilson in 

combination with Guy, that would suggest such an automatic calling of the remote party by 

selection of one of the extensions in the list by a user pressing a button. Therefore, one skilled in 

the art at the time the invention was made would not be able to create the invention recited in 

Claim 5 in view of the combination of the teachings of the prior art references. 

With respect to Claim 6, the foregoing arguments made with respect to Claim 5 are 

incorporated. Claim 6 further recites that the initiation of the call is made by that tacit selection 

of that button when a user presses that button to select one of the names from the list. This is in 

no way taught or suggested by the prior art references. 

Claim 8 is patentable over the cited references for all of the arguments provided herein 

with respect to Claims 1-6. Claim 8 also recites that the list of plurality of telecommunications 

extensions stored in a server in a second LAN is accessed by the first circuitry in the first LAN 

across the WAN. As noted above, there is no teaching or suggestion within the combination of 

the references that a list of the telecommunications extensions coupled to the second LAN are 

stored in a server in that second LAN. Thus, there is also no teaching or suggestion that this list 
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is then accessed from the server in the second LAN across the WAN by circuitry in the first LAN 

that enables the user of the first telecommunications device to observe this list of the plurality of 

telecomrn unications extensions. 

Claim 10 recites a third LAN coupled to the first and second LANs via the WAN. The 

third LAN includes a plurality of telecommunications extensions coupled thereto. The first LAN 

has circuitry that enables a user in that first LAN to select between observing between a list of 

the plurality of telecommunications extensions coupled to the second LAN or observe a list of 

the plurality of the telecommunications extensions coupled to the third LAN. In addressing this 

claim language, all the Examiner has done is to imply that Wilson teaches "a third LAN and first 

LAN circuitry for selecting and viewing a list of a plurality of extensions coupled to the second 

and/or third LAN." 

First, this is a wholly inadequate rejection by the Examiner, and does not provide enough 

evidence to support a prime facie case of obviousness. The Examiner is required to prove such 

a suggestion by objective evidence. Ex parte Levengood, 28 U.S.P.Q.2d 1300, 1301 (Bd. Pat. 

App. & Int. 1993); Ashland Oil, Inc. v. Delta Resins and Refractories, Inc., 776 F.2d 281,227 

U.S.P.Q. 657 (Fed. Cir. 1985). The legal conclusion of obviousness must be supported by facts. 

Graham v. John Deere & Co., 383 U.S. I (1966). A rejection based on § 103 clearly must rest 

on a factual basis, and these facts must be interpreted without hindsight reconstruction of the 

invention from the prior art. The patentability of an invention is not to be viewed with hindsight 

or "viewed after the event." Goodyear Company v. Ray-0-Vac Company, 321 U.S. 275,279, 64 

S.Ct. 593, 88 L.Ed. 721 (1944). Instead ofrelying upon objective evidence to support the 

Examiner's assertion, the Examiner has merely supported such an obviousness rejection with the 

Examiner's own opinion, which is quite clearly not objective evidence as is required by the case 

law. 

· Secondly, as noted above, Wilson does not teach or suggest that any of the dial pads 201-

203 or 245-247 are coupled to each other within a LAN. Third, as noted above, a list of such 

callees 245-247 is not provided by the database 232 through the search engine 230 to one of dial 
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pads 201-203. Fourth, there is no teaching or suggestion within the combination of references 

for enabling a user in the first LAN to select between observing a list of extensions coupled to 

the second LAN or observing a list of extensions coupled to the third LAN. The Examiner has 

failed to provide a prima facie case of obviousness because important limitations are not found 

within any of the cited prior art references. As noted previously, MPEP § 2143.03 states that to 

establish prime facie obviousness of a claimed invention, all the claim limitations must be taught 

or suggested by the prior art. In re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 (C.C.P.A. 1974). 

Claim 17 is patentable for reasons similarly given herein with respect to Claims 1-6 and 

8. 

Claim 18 is patentable for reasons similarly given herein with respect to Claims 1-6 and 

8. 

Claim 19.is patentable for reasons similarly given herein with respect to Claim 8. 

Claim 20 is patentable for reasons similarly given herein with respect to Claims 5 and 8. 

Claim 23 is patentable for reasons similarly given herein with respect to Claim 10. 

Claim 24 is patentable for reasons similarly given herein with respect to Claims l •6, 8 

and 17. 

Claim 30 incorporates "means for" language that the Examiner must interpret under 35 

U.S.C. § 112, sixth paragraph. The Examiner must interpret and examine this claim and others 

with means for language under this doctrine. See MPEP § 2182, 2183. Claim 30 recites a means 

for displaying on the first IP telephone a list of telephone destinations stored in the second IP 

server in response to selection of a first input on the first IP telephone. The second IP server has 

second and third telep~one extensions coupled thereto in a second LAN. As noted above, the 

combination of the references does not teach or suggest a list of telephone destinations stored in 
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a second IP server within a second LAN that is coupled to second and third telephone extensions. 

This is also supported is Figs. 11-12 and 14 and also the call processing flow diagram illustrated 

in Figs. 9a and 9b, and their accompanied description. Claim 30 is also patentable for reasons 

given herein with respect to Claims 1-3. 

The Examiner has not specifically addressed the limitations in Claims 27 and 33. For 

Claims 25-26 and 31-32, the Examiner provides no objective evidence as to how the references 

teach or suggest a second input or that the first and second inputs are the same key button. The 

Examiner is required to prove such a suggestion by objective evidence. Ex parte Levengood, 28 

U.S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993); Ashland Oil, Inc. v. Delta Resins and 

Refractories, Inc., 776 F.2d281, 227 U.S.P.Q. 657 (Fed. Cir. 1985). The legal conclusion of 

obviousness must be supported by facts. Graham v. John Deere & Co., 383 U.S. 1 (1966). A 

rejection based on § l 03 clearly must rest on a factual basis, and these facts must be interpreted 

without hindsight reconstruction of the invention from the prior art. The patentability of an · 

invention is not to be viewed with hindsight or "viewed after the event." Goodyear Company v. 

Ray-0-Vac Company, 321 U.S. 275,279, 64 S.Ct. 593, 88 L.Ed. 721 (1944). Instead of relying 

upon an objective evidence to support the Examiner's assertion, the Examiner has merely 

supported such an obviousness rejection with the Examiner's own opinion, which is quite clearly 

not objective evidence as is required by the case law. Further, Applicants respectfully traverse 

the assertion of what is wel1 known in the art. As a result, the Examiner is required to support 

such an assertion with objective evidence. 

Claim 35 recites a third LAN coupled to the first and second LANs via the WAN. Claim 

35 further recites a means for displaying on the first fP telephone a list of LANs coupled to the 

LAN, including the second and third LANs. This limitation has not been addressed by the 

Examiner in any way. For this reason alone, this claim is patentable over the cited prior art. 

Secondly, there is no teaching or suggestion within the prior art references of displaying a list of 

LANs on the telephone display in either Guy or Wilson or their combination. Further, there is no 

teaching or suggestion in those references for displaying the first list of telephone destinations 

stored in the second IP server in response to selection of the second LAN from the displayed list 
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of LANs. Again, the Examiner has not in any way addressed this claim limitation, and for this 

reason alone, Claim 35 is patentable over the cited prior art. Secondly, this limitation is not 

taught or suggested by the combination of the references. Claims 35 is patentable for similar 

reasons as provided in Claims 10 and 23. 

On page 4 of the Office Action, the Examiner has made assertions as to what Wilson 

teaches. Applicants respectfully traverse such assertions and incorporate by reference 

Applicants' arguments made in the previous amendment with respect to the teachings of Wilson. 

With respect to Claims 28 and 34, Applicants respectfully traverse the Examiner's 

assertions. l11e Examiner has mischaracterized the limitations within these claims. These claims 

recite that the telephone destinations may include telephones external to the system. Such 

telephone destinations are included in a list stored in the second IP server which are 

communicated from the second IP server over the WAN to the first IP telephone. This is not 

taught or suggested within Wilson. Applicants traverse the Examiner's assertion of what is well 

known in the art, requiring the Examiner to support such assertions with objective evidence. 

2. Claim 4 is not properly rejected under 35 U.S.C. § l 03 as being unpatentable over 

Guy in view of Wilson and further in view of Stuntebeck et al. (U.S. Patent No. 6,065,016). 

Applicants respectfully traverse this rejection for reasons similarly given herein for Claims 1-2. 

Claim 4 further recites that the list of the plurality of telecommunications extensions is 

played as audio to the user of the first telecommunications device. First, this is impossible in the 

invention in Guy. Secondly, Wilson docs not teach or suggest such a capability. In fact, Wilson 

is attempting to simplify the process of two internet devices having an audio communication 

between each other, because when such an IP address is dialed, up to 20 digits have to be entered 

by the caller. Column 2, lines 8-9. Wilson specifically states that a user having to remember and 

enter such di!,rits is neither appealing nor practical in most situations. Column 2, lines 9-10. 

Thus, Applicants respectfully assert that Wilson actually teaches away from such an audio 

communication of the fP addresses. Plus, Wilson does not suggest playing an audio list of even 
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one IP address to a user of one of the dial pads 201-203, but instead specifically discloses the 

display of such 1P addresses. 

3. Claims 36-38 and 40 are not properly rejected under 35 U.S.C. § 103 as being 

unpatentablc over Wilson in view of Guy. Applicants respectfu1ly traverse these rejections for 

reasons similarly given above. 

These foregoing features of displaying a list of LANs on the IP telephone is also recited 

in Claim 36. As a result, Claim 36 is also patentable over the cited prior art, since the Examiner 

has failed to prove a prime facie case of obviousness in rejecting these claims. In the Examiner's 

rejections, the Examiner merely regurgitates the claim language without pointing to a teaching 

within the references of such claim limitations. Fig. 5 and column 7, lines 45-67 of Wilson do 

not teach or suggest such limitations. Claim 36 further recites the display of such a list of LANs 

is done in response to the receiving a first touch input from a user on the telephone. There is no 

discussion within Wilson, or a combination of Wilson and Guy, of a user making a request for a 

list of LANs. Note further, that Claim 36 recites that the 1P telephone is networked into a first 

LAN. As noted above, Wilson does not teach or suggest that the dial pads arc in LANs. Claim 

36 then recites that a second touch input from the llSer will result in the display of a list of 

telephone destinations that are accessible from the second LAN. As noted above, this claim_ 

limitation is not taught or suggested within Wilson, or Wilson combined with Guy. Claim 36 

then goes on to recite that a third touch input results in an automatic dialing of one of the 

destinations accessible from the second LAN. As noted previously by Applicants, such an 

automatic dialing process is not taught or suggested by the references. 

Claim 36 also recites that the displaying steps further recite a step of sending a message 

from the first LAN to the second LAN requesting the second list. This is not shown or discussed 

anywhere within the references. The Examiner attempts to overcome a deficiency in the 

teachings of Wilson with regard to this limitation and the next one by referring to Guy. Guy 

retrieves a server code, but does so from a master directory somewhere in a server in a network 

I 00. There is no disclosure in Guy of where such a master directory is located within the 
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network 100. It net--ds to be remembered that such a server code only identifies a device that is 

coupled to a PBX that communicates with the telephones in a network. Additionally, a list has 

not been sent across the WAN to the file server 112, but instead a single server code is sent The 

claim specifically recites that a list of telephone destinations accessible from a second LAN is 

requested and retrieves it from the second LAN. The Examiner then goes on to assert, without 

objective support, that it would have been obvious to supply the internet database in Wilson from 

local directories stored in each respective LAN segment of a network as shown by Guy, tht.Teby 

insuring that the internet master directory is up to date. 

First of all, without some objective support for such an assertion, the Examiner's 

obviousness conclusion is without merit and cannot support his combination of the references to 

arrive at the claimed invention. The Examiner is required to prove such a suggestion. by 

objective evidence. E.xparte Levengood, 28 U.S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993); 

Ashland Oil, Inc. v. Delta Resins and Refractories, inc., 776 F.2d 281, 227 U .S.P .Q. 657 (Fed. 

Cir. 1985). The legal conclusion of obviousness must be supported by facts. Graham v. John 

Deere & Co., 383 U.S. 1 (1966). A rejection based on§ 103 clearly must rest on a factual basis, 

and these facts must be interpreted without hindsight reconstruction of the invention from the 

prior art. The patcntability of an invention is not to be viewed with hindsight or "viewed after 

the event." Goodyear Company v. Ray-0-Vac Company, 321 U.S. 275,279, 64 S.Ct. 593, 88 

L.Ed. 721 (1944). Instead of relying upon objective evidence to support the Examiner's 

assertion, the Examiner has merely supported such an obviousness rejection with the Examiner's . 

own opinion, which is quite clearly not objective evidence as is required by the case law. 

Secondly, Wilson does not teach or suggest other LANs because Wilson docs not show 

other LANs having telephone extensions connected thereto whereby a list is stored within such 

LANs for sending to update the directory database 232. Nor does Wilson suggest that such a 

process can be implemented. Furthennore, Guy merely teaches that a directory management unit 

will update its unit of server codes when it receives one. There is also no teaching or discussion 

in Guy of going out and retrieving such lists of extensions connected to other LANs, or such 

LANs sending such lists of attached telecommunication extensions to other LANs within the 
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network. Thus, there is no support for the Examiner's assertion that it would have been 

advantageous and obvious for the database 232 in Wilson to be updated by all of the various 

LANs to ensure that it is directory is up-to-date. Further, Claim 36 is patentable for similar 

reasons as given for Claims 1-3, 5-6 and 8. 

Claim 37 recites scrolling through the first list. This first list is a list of LANs. First of 

all, such a list of LA Ns is nowhere to be taugh,t or suggested within either of the references or 

their combination. Secondly, there is no teaching or suggestion for scrolling through such a list 

of LANs. As a result of the foregoing, one skilled in the art at the time the invention was made 

would not have been able to recreate the claimed invention in view of the combination of the 

references. 

Please charge the Appeal Brief fee in the amount of $270.00 to Deposit Account No. 06-

1050. Please apply any other charges or credits to Deposit Account No. 06-1050. 

Date: July 29,. 200_9 __ 

Fish & Richardson P.C. 
One Congress Plaza 
Suite 810 
111 Congress A venue 
Austin, TX 78701 
Telephone: (512) 472-5070 
Facsimile: (877) 769-7945 

1107983 I.due 

Respectfully submitted, 

I 
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1. An information handling system comprising: 

a first local area network (" LAN"); 

a second LAN; 

Attorney's Docket No.: 21618-001300I 

a wide area network ("WAN") coupling the first LAN to the second LAN; 

a first telecommunications device coupled to the first LAN; 

a plurality of telecommunications extensions coupled to the second LAN; 

the first LAN including first circuitry for enabling a user of the first telecommunications 

device to observe a list of the plurality of telecommunications extensions; and 

the first LAN including second circuitry for automatically calling one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 
telecommunications extensions from the observed list, wherein the list of the plurality of 

telecommunications extensions is stored in a server in the second LAN, and is accessed by the 

first circuitry across the WAN. 

2. The system as recited in claim 1, wherein communication among the first LAN, 

second LAN, and WAN uses an IP protocol. 

3. The system as recited in claim 2, wherein the list of the plurality of 

telecommunications extensions is displayed to the user of the first telecommunications device. 

4. An information handling system comprising: 

a first local area network ("LAN"); 

a second LAN; 

a wide area network ("WAN") coupling the first LAN to the second LAN; 

a first telecommunications device coupled to the first LAN~ 

a plurality of telecommunications extensions coupled to the second LAN; 

the first LAN including first circuitry for enabling a user of the first telecommunications 

device to observe a list of the plurality of telecommunications extensions; and 
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the first LAN including second circuitry for automatically calling one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 

telecommunications extensions from the observed list, wherein. communication among the first 

LAN, second LAN, and WAN uses an IP protocol, wherein the list of the plurality of 

telecommunications extensions is played as audio to the user of the first telecommunications 

device. 

5. The system as recited in claim 3, wherein the first telecommunications device is an IP 

telephone having a display for showing the list of the plurality of telecommunications extensions, 

wherein the.second circuitry includes a key for enabling the user to tacitly selecting one of the 

plurality of telecommunications extensions from the displayed list. 

6. The system as recited in claim 5, wherein the tactile selection ofone of the plurality of 

telecommunications extensions from the displayed list by the user results in an initiation of a call 

from the first telecommunications device to the selected one of the plurality of 

telecommunications extensions across the WAN. 

8. An information handling system comprising: 

a first local area network ("LAN"); 

a second LAN; 

a wide area network ("WAN") coupling the first LAN to the second LAN; 

a first telecommunications device coupled to the first LAN; 

a plurality of telecommunications extensions coupled to the second LAN; 

the first LAN including first circuitry for enabling a user of the first telecommunications 

device to observe a list of the plurality of telecommunications.extensions; and 

the first LAN including second circuitry for automatically ca11ing one of the plurality of 

telecommunications extensions in response to the user selecting one of the plurality of 

telecommunications extensions from the observed list, wherein communication among the first 

LAN, second LAN, and WAN uses an IP protocol~ wherein the list of the plurality of 

telecommunications extensions is displayed to the user of the first telecommunications device, 
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wherein the first telecommunications device is an IP telephone having a display for showing the 

list of the plurality of telecommunications extensions, wherein the second circuitry includes a 

key for enabling the user to tacitly selecting one of the plurality of telecommunications 

extensions from the displayed list, yvherein the tactile selection of one of the plurality of 

telecommunications extensions from the displayed list by the user results in an initiation of a call 

from the first telecommunications device to the selected one of the plurality of 

telecommunications extensions across the WAN, wherein the list of the plurality of 

telecommunications extensions is stored in a server in the second LAN, and is accessed by the 

first circuitry across the WAN. 

9. The systt"ln as recited in claim 8, wherein the first telecommunications device includes 

circuitry for enabling the user to scroll through the displayed list of the plurality of 

telecommunications devices. 

10. The system as recited in claim I, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; and 

a plurality of telecommunications extensions coupled to the third LAN, the first LAN 

including circuitry for enabling the user to select between observing the list of the plurality of 

telecommunications extensions coupled to the second LAN or observing a list of the plurality of 

telecommunications extensions coupled to· the third LAN. 

17. An information handling system comprising: 

a first local area network ("LAN") operating under an IP protocol; 

a first lP telephone coupled to the first LAN, the first IP telephone having a display and a 

set of keys for enabling a user to enter inputs; 

a second LAN operating under the IP protocol; 

second and third telephone extensions coupled to the second LAN; 

a wide area network ("WAN") operating under the IP protocol coupling the first LAN to 

the second LAN: and 
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the first LAN including first circuitry for enabling a user of the first IP telephone to view 

a list including the second and third telephone extensions, wherein the list is stored in a server in 

the second LAN, and is accessed by the first circuitry across the WAN. 

18. The system as recited in claim 17, further comprising: 

the first LAN including second circuitry for automatically calling the second telephone 

extension in response to the user selecting the second telephone extension from the viewed list. 

19. The system as recited in claim 18, wherein selection of the second telephone 

extension from the viewed list by the user is accomplished by selection of one of the set of keys. 

20. The system as recited in claim 19, wherein the selection of one of the set of keys 

results in an initiation of a call from the first IP telephone to the second telephone extension 

across the WAN. 

22. The system as recited in claim 17, wherein the first IP telephone includes circuitry 

for enabling the user to scroll through the displayed list. 

23. The system as recited in claim I, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; and 

a plurality of telephone extensions coupled to the third LAN, the first LAN including 

circuitry for enabling the user to select between viewing the list of the telephone extensions 

coupled to the second LAN or viewing a list of the plurality of telephone extensions coupled to 

the third LAN. 

24. In a telecommunications system comprising a first IP telephone coupled to a first IP 

server within a first LAN, second·and third telephone extensio_ns coupled to a second IP server 

within a second LAN, and a WAN coupling the first LAN to the second LAN, the first LAN, the 

second LAN, and the WAN communicating using an IP protocol, a method comprising the steps 

of: 
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in response to selection of a first input on the first IP telephone, displaying on the first IP 

telephone a list of telephone destinations stored in the second IP server, wherein the list of 

telephone destinations is communicated from the second IP server over the WAN to the first JP 

telephone; and 

in response to selection of one of the telephone destinations from the displayed list, 

automatically dialing the selected one of the telephone destinations for a communications link 

between the first IP telephone and the selected one of the telephone destinations. 

25. The method as recited in claim 24, wherein the selection of one of the telephone 

destinations from the displayed list is performed in response to selection of a second input on the 

first IP telephone by a user. 

26. The mctl10d as recited in claim 25, wherein the first and second inputs arc the same 

key button on the first IP telephone. 

27. The method as recited in claim 24, wherein the telephone destinations include the 

second and third telephone extensions coupled to the second IP server. 

28. The method as recited in claim 24, wherein the telephone destinations include 

telephones external to the system. 

29. The method as recited in claim 24, wherein the system includes a third LAN coupled 

to the first and second LANs via the WAN, further comprising the steps of: displaying on 

the first IP telephone a list of LANs coupled to the WAN, including the second and third LANs; 

and 

performing the step of displaying the first list in response to selection of the second LAN 

from the displayed list of LANs. 

30. A telecommunications system comprising: 

a first IP telephone coupled to a first IP server within a first LAN; 
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second and third telephone extensions coupled to·a second IP server within a second 

LAN; 

a WAN coupling the first LAN to the second LAN, the first LAN, the second LAN, and 1 

the WAN communicating using an IP protocol; 

means for displaying on the first IP telephone a list of telephol}C destinations stored in the 

second IP server in response to selection of a first input on the first IP telephone, wherein the list 

of telephone destinations is communicated from the second IP server over the WAN to the first 

IP telephone; and 

means for automatically dialing the selected one of the telephone destinations for a 

communications link betwccnthe·first IP telephone and the selected one of the telephone 

destinations in response to selection of one of the telephone destinations from the displayed list. 

31. The system as recited in claim 30, wherein the selection of one of the telephone 

destinations from the displayed list is performed in response to selection of a second input on the 

first IP telephone by a user. 

32. The system as recited in claim 31, wherein the first and second inputs are the same 

key button on the first IP telephone. 

33. The system as recited in claim 32, wherein the telephone destinations include the 

second and third telephone extensions coupled to the second IP server. 

34. The system as recited in claim 32, wherein the telephone destinations include 

telephones external to the system. 

35. The system as recited in claim 3-l, further comprising: 

a third LAN coupled to the first and second LANs via the WAN; 

means for displaying on the first IP telephone a list of LANs coupled to the WAN, 

including the second and third LANs; and 
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means for displaying the first list in response to selection of the second LAN from the 

displayed list of LANs. 

36. A method comprising the steps of: 

receiving a first touch input from a user on an IP telephone that is networked into a first 

LAN operating under an IP protocol; 

in response to receipt of the first touch input, displaying on a display on the IP telephone 

a first list including second and third LANs coupled to the first LAN, wherein the second and 

third LANs operate under the IP protocol; 

receiving a second touch input from the user on the IP telephone; 

in response to receipt of the second touch input, displaying on.the display on the IP 

telephone a second list of telephone destinations accessible from the second LAN; 

receiving a third touch input from the user on the IP telephone; and 

in response to receipt of the third touch input, ·automatically dialing one of the telephone 

destinations acccssihlc from the second LAN for a communications connection between the one 

of the telephone destinations and the IP telephone, wherein the step of displaying on the display 

on the lP telephone the second list further includes the steps of: 

sending a message from the first LAN to the second LAN requesting the second list; and 

receiving the second list from the second LAN to the first LAN. 

37. The method as recited in claim 36, before the step of receiving the second touch 

input, further comprising the steps of: receiving a fourth touch input from the user on the IP 

telephone; and in response to receipt of the fourth touch input, scrolling through the first list. 

38. The method as recited in claim 37, before the step of receiving the third touch input, 

further comprising the steps of: receiving a fifth touch input from the user on the IP telephone; 

and in response to receipt of the fifth touch input, scrolling through the second list. 

40. The method as recited in claim 36, wherein the first, second, and third LANs are 

coupled via a WAN. 
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EVIDENCE APPENDIX 

No evidence was submitted pursuant to §§1.130, 1.131, or 1.132 of37 C.F.R. or of any 

other evidence entered by the Examiner and relied upon by Appellants in the Appeal. 
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IN THE UNITED STA.TES PATENT AND TRA.DE!viARK OFFICE 

S11der et al. Art Unit 2419 Applicant 
S(~rial No. 
Filed 

10/447,607 Exarmner Gregory B, Selihcck 
Ivfay 29, 2003 Conf No. 6094 
PHONE DJRECTORY IN A V{)ICE OVER IP TELEPHONE SYSTE~d 

:t\-foH Stop Appeal Bdd- Pattmts 
(\:)111t11issi<)l1cr f{Jr :Pate11ts 
P/), Box 1450 
Alcxandrin, V,<\ 22313-1.450 

This Socond Supplcrnental Briof on Appeal is in response to a phone conference -;vith the 
E}<.arn.iner ori SeptcJ11ber 2~ 2009, 

L REAL PARTY JN fNTEREST 

T"he real party in interest is Estcch Systems, lnc,, \.Vhich is the assignee of the entire right 

There axe no appeals or interferences kno,:vn to l\ppdlants, (ht'. Appellants' legal 

rcpn~scntafrvc, or assignee i;vhkh <,.viH directly affe.ct or be dfrectl;/ aifocted by or have a hearing 

HL STi\TliS_ OF_CLAJrv1S 

Claims l-6, 8-10, 17-20, 22>38 and 40 arc pending in the Application, stand rejected and 

are {)rt apJ)eaI _ 

Cbims 7. 1 l--16, 21 and 39 have been cancelled, 

rv, STATUS_OF _ _AJvlENDIVfENTS 

Tht.'.re \Vere .no mncndments to the Claims or specification filed after the Final Rejection. 

V. SU:vilVLi\R:Y_OFCLi\Uv1ED SUBJECT IV1ATTER 

Claim 1 recites an information handling syskm ,,omprising a firsl LAN, It second LAN, a 

WA,N coupling the first L/\N to the second LAN., a first telec.on]rrmnications device coupled w 



CISCO EXHIBIT 1003 
Page 341 of 455

l\ppl]t~~nt Sud,~r t~t al. Al1umi:y's Docket No.: 2 l 6 l 8~DG l 300 l 
Seria! N(). l 0/447-607 
F:il~!d .!\-la:~-" 19.) 2003 
Page 2 of33 

the first LA.N, a phlrnli(y of tdecommunkations. extensions coupled tc> the second LAN, and the 

first LAN including. first circuitry for enabling a user of the first telecommunications device to 

observe a Est of the piu.rnJity of tckx:ornmn:nications extensions, These elements are shov/n fo 

Fig, 3 \v.i.th the first and second LA,Ns reprcscnttxi as any one of LA.Ns 301-303 and tht \VAN 

201 that coupks any first and second LAN. Each of the LANs shcn.vs tc!ecommmiications 

dcvhx::s coupled thereto, The LA.Ns 301-303 also sh,xw a plurality of tckconunnnications 

extensions, c.g,, IP telephones 105, 308, 3 L3. See page 6, line 23 ~ page 7, line 10. Fig. 1 l 

shows a process for en::.ibling a user of a first telecomrmmicatiom; dcvicf in the first LAN to 

obst'.rvc a list of a piurnlity of tdecomn1tmications extens1ons coupled to the second LAN. See 

page 20, line 25- PW\) 22, line 11, Fig, 8 iHustratcs a block circuit diagrnm of a 

telecornmu.nications device that includes a display 810. Sec page 16, hnc 21 - p,.:;gc 17, line 26. 

FiQ:s. 11 and 9A·-9B iHustratc selecting one of d1c extensions from the observed Est and caHiirn, .. _ _. ....... "-·' 

that t.~xtension, Sec page 20, line 25 -page 22, line 1 l and pag,: 28, line 7 - page 29, line 4. 1 his 

proccs:!> is al.so mustrntcd by the state diagran1 in Fig. 12. See page 22, tines 12-24, 

Claim 4 reciH:.:s an inforrnation ha.nd!ing sy·stern comprising a first LAN, H second L/\.N, a 

\VA.N coupling the fi.n;t LAN to the second LAN, a first tdcconnnunkations device coupled to 

the first L;\N, ll phtrdity oftdeconununications extensions coupled to the second LA.N, and the 

first LAN i.ndrn.Hng first circuitry frrr enabling a user of the first tekcommunicabons ,:kvicc to 

observe a list of the plurality nftdcconnnunications extensions. These elements an.~ shc,wn in 

Fig, 3 \.vith the first and second LANs represented as n:ny one of LANs 301 ·-303 nnd the \V/\N 

2{H that cotrples any first and sewnd LAN. Each oft.he LA.Ns shows tiJecornmunications 

devices cour1kd tht~reto. The LANs 301 ~303 also shovl a plurality of telecomrmmicai.ions 

extension::;, e.g., IP tekphones 1 OS, 308, 3 l 3, Sec page 6, line 23 ~ page 7, line l 0. Fig, 11 

sh(nvs a process fr,r enabling a user {Jf a first tckcornnnmications device: in the first LAN to 

observe n List of a plllra!.ity of telecommunications extensions coupled to the second LAN. See 

pagt~ 2l\ line 25-- page 22, hnc 11. Fig. 8 illustrates a block circuit diagram of a 

tdccornmunicmions device that includes a display 810. Sec page 16, line 2 l -- page 17, line 26. 

Figs. I l and 9A-9H ifrustrntc selecting one of the extensions frmn tk~ obscrvi.xl Est and calling 

that c;<.tension, See page 20, line 25 y page 22, line i l and pa.gt: 281 line 7 •· page 29, line 4. Tb.is 
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process is altio iU1..istratcd by the state diagram in Fig. 12. See page 22, lines 12-24. Claim 4 

n.!cites an aciditkwml limitati,m tJ1at the !ist of the tdecornnmnications extensions is played as 

audio to the user of the first tdecomnnmications device, The tdecomm1111icahons device 

C!ain1 8 ree:ites an infin1nation hand.ling system comprising a first LAN, a second LAN, a 

\VA.N coupling the first LAN to the second LAN, a first tdceomrnunicahons device 1,.:oupled to 

the first LAN, a plurdity of telecommunications extensions coupled to the second LAN, and the 

first L.AN including first circuitry fix enabling a user of the first telecommunications device to 

observ;;.'. ~\ list of the piurnJjt.y of teleco.mmun.icat.ions extensions. These dmn.en.ts are shown in 

Fig. 3 \vith the first and s,;:icond LANs n,.:prt.~scnted as any one of LANs 301--303 rmd the \VAN 

201 that coupks a.ny first and second. L\N. Each of the LANs shovis te1ecomm1..mkations 

dcv·ices coupled ther,:.ito. The L\Ns 301-303 also show a plurality of tdccomnmnkations 

extensions, c,tL lP 1dephoncs 105, 308, 313, See page 6, line 23 - page 7, li.nc 10. Fig. l l 

shows a process fr,r cnabLi·ng a user of a first tdecomnmnications device in the first LliN to 

observe a Est of a plurality of tekcomnmnications extensions coupled to the second Li\N, Sc(: 

page 20, hne 25- page 22, line l l. Fig. 8 illustrates a block circuit dfognnn of a 

tdecom.nnmic1.1tio.ns dt:'.vice that includes a display 810. See page 16, line 21 - page 17, hne 26. 

Figs. 11 and 9.i\ ... 9B iHustrnte sekcting one of the extensions from the observed Lst and calling 

that extension, See page 20, line 25 .¥ page 22, 1ine 11 and page 28, line 7 - page 29, line 4. This 

process .is also iHustrated by the state diagram in Fig. 12. See page 22, lines 12¥24. Claim 8 

ndditionaHy recites that the first teke-ommunications device 1s an IP telephone and a user of that 

!P tdcphon{.~ tacitly sdccts one of the observed extensions from the Est which .remits in an 

initiation ofthe call to frrnt telecomm.1..mk,ations extension across the \:\/AN. Further, Cbirn 8 

rec.it.es that. the Esi of the p!nrnlity tdeco:rrnm.1.nica-brms extensions is stonxi in a s,~rver in the 

second LAN and is accessed by the first circuitry across the \VAN. The f P telephones are slKfWn 

in various figures, including Figs. 3 and 8. flg. 11 illustrates a step for selecting the 

telecommunications extension from the list that is displayed. f<.)r initiating the call, which 

proco .. \.15 to Fig. 9A, Figs. 1 L 12,. and 14 among others illustra.t(;) the storugt.'. of tht'. list of 

tdec.oi1nnunicahons extensions in the second LAN; the list then being accessed across the \VAN 
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by the first LA.N. Sec page 6, line 2J - page 7, hnc l O; page 16, line 21 .. page l 7, Line 26; pag;;.! 

20, line 25 ~ pap: 22, line 11; and page 22, lines 12¥24. Further, the h,1sic concept of accessing a 

Est across the \VAN and th,·n making a call is described on page 18, line 2 i - page 19, line 6 nnd 

pag.e 20~ Iin.es 11-24. 

Claim 17 f<.::citz~s an inforrrrntion handling system comprising H first L.AN, ~l second LAN, 

a \VAN coupling the first LAN to the second LAN, a first telecorn.mm1ications device coupled io 

the first LAN, a plurality oftdeconummic;.ltions extensions t:oupkd to thcsecond LAN, and the 

first L/U\ including first circuitt)' h)r enabling a ust~r of the first tdccomm1.mications device to 

observe a list of the plurality· of teleconnnunications ex.tcnsi ons, Thest:) ekmcn ts ~u-c sb(nvn in 

Fig. 3 "With the first tmd second LANs represented as any one ofI .. ANs 301-303 m1d the \VAN 

201 that couples any first and second LA.N, Each of the LANs shows tclecomnmnkafrms 

device$ coupled thereto. The LANs 301-303 also sho\v a plurality of t,~lccon1mtmkafams 

extensions, e.g., lP telephones 105,308, 313, See page 6, line 23 - page 7, line 10. Fig. l l 

sho\'\-'S a process frrr enabling a user of a first tekx'.ommunications device in the firnt 1-J\N tn 

observe <1 list of a plurality oftehxommunkations extensions i:.:oupkd to the second LAN. S{X~ 

page 20, Hne 25¥ page 22, line 11. Fig. 8 illustrates a block circuit diagram of a 

tekx:orrimunications device that includes a display 810. Sec page 16, line 21 - page l 7, hnc 26, 

Figs. 11 and 9A--98 iUustrntc sckcting om:: of the extensions froni the observed Est and ca!Eng 

fl1at extension. Sec page 20, 1ine 25 - page 22, line 11 and page 28, line 7 - page 29, Line 4. This 

process is ah,o iHustrated by· the state diagram in Fig. 12. Sec page 22, hn(~S L>24, Clain1 n 

additionally recites that the first telecommunications device is an JP tdcplmne and a user of that 

!P tdt~phone tacitly sdects one of the observed extensions from the fort which resuHs in an 

initiation of the call to that tdccmrmmnk,atJons extension across the WAN. Further, Claim ! 7 

reciks that the Est of the plurality telecommunications extensions is stored in a server in the 

second LAN and is accessed by the first circuitry across the WAN. The IP telephones are sho;,vn 

in various figures., i.ncJuding Figs. 3 and 8. Vig. l 1 iHustrntcs a step tbr sdecting the 

te!ccomrrn .. mications extension from the list that 1s displayed fi)r initiating the call, which 

proceeds to Fig. 9A, Figs. I 1, 12, and 14 amQng others illustrate the storage: of the List of 

tCk!COn:nnunk.ations cxti::n.sions in the second LAN, the list then being accessed across the \V'A.N 
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by !fa.:.~ first LAN. See page 6, bm.~ 23 - page 7, line W; page 16, line 2l -- page 17, line 26; page 

20, line 25 - pagr 22, hnc 11; and page 22, lines 12-24. Further, the basic eonccpt of ai:.:ccssing a 

list n.cross tb;.'. WA.N and tht,n making a ,:all is described on page 18, Enc 21 .. page 19, line 6 and 

Chim 24 recites an infornrntion handling system cmnprising a first LA.N, a second LAN, 

a \V/\N coupling the first LA.N to the second LAN, a first telecommunications t.kwic.e coupled to 

ihc first LA .. N, a pl.ura1ity of tdccommunkations cxtt.~nsions coupkd to the Slx:ond U\N, and the 

first LAl\' induding fast circu1tiy for enabling a tuier of the first teleconmnmications device lo 

observe a list of the plu.rafay of tdccom.rm.mications l'.Xtcns.ions. These de1ncnts are shovvn .in 

Fig. 3 'With the first and second LANs represented as any one of LANs 301-303 and the \VAN 

201 that counles t.mv first and second LAN, Each of the LANs shows tdecornrnu.nieations ' ,. 

dtiv1ces coupled thereto. ·nu: LANs 301-303 a!so show a plurality of tdecnrmm.mic:ations 

extensions, e.g .. , 1P telephones 105, 308, 313. See page 6, line 23 - page 7, line 10. Fig, 11 

shows a process fr)r enabling a user of a first telecommunications i:.kvice in the first LAN to 

obst:rve a list of a plurality of tclc(:omrrmnications extensions coupled to the second L\N. Sec 

;nigc 20, line 25~ page 22, line 11. Fig, 8 illustrates a block circuit dia.g.rnrn of a 

tdecomrnunkabnns devkc that irn::ludes a display 810, Sec page 16, line 21 - page 17, iine 26, 

Figs, 11 an<l 9A.-9B mustratc selecting one of the extensions from the obsi..TVt)d Est and calling 

that extension .. See page 20, line 25 - page 22, line 11 and page 28, line 7 ¥ page 29, line 4. ·nus 

process L, also Wustrated by the state diagram in Fig. 12. Sec page 22, lines 12-24, Claim 24 

additionally recites that tht.'. firnt tdeconn:nunications devict: is an IP tdcphom~ and a user of thm 

IP 1:dcphone tacitly sckcts one of the obser,led extensions from the list which results in Iln 

initiation of the can to that tdecommm1ications extension across the \VAN. Further, C1afrn 24 

reciks that the list of th.,, plurality tdecornmunications extensions is stored in a server in the 

second LAN and is accessed by the first circuitry across the WAN, The IP telephones arc sfo.nvn 

in various figures, inchtding figs. 3 and 8. Fig. 11 illustrates a step frn- selecting the 

tekcornrnunkatioi1s extension from the Est that is displayed for initiating tht: call, '<-"i'hich 

pnKecd.s to Fig, 9./\, Figs. 11, 12, m1d 14 among others illustrate the storage of the list of 

tdcccnnrm1nicatiorrn extensions in the second LAN, the list then being accessed a<:ross the \VAN 
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h:y the first LA,N. See page 6, line 23 - page 7, hnc 10; page .l 6,. line 2l - page l 7, hne 26; page 

20, line 25 - page 22, line 11; and page 22i lines 12--24, Fllrther, the basic concept of accessing a 

list across the V/AN nn<l then making a call is described on page 18, Line 21 - page l 9, line 6 Hnd 

Claim 30 recites a tdecom:n11.mications systerns cmnprising a first lP telephone coupled to 

a first 1P server v-/ifhin a firs!. LAN, second and third telephone extensions coupled to a second lP 

~ervcr \.vithin a stx:ond L.A.N, and a \\!A_N coupling the first LAN to tho stx:ond LAN, the first 

L.A.N, the second LAN, and the \VAN comrmmicating using an IP protocol.. These features arc 

sirnil.ar to those discussed ahovc with respect w Claims 1, 4, 8; l 7, and 24, and are well 

supported \Vithin the afr)rementioned figures a11d specification, such as Fig. 3 and its supporting 

specification recitatio11s noted above with respect to Claim 1. See page 6, line 23 - page 7, line 

1 O; page 16, line 21 - page 17, line 26; page 20, 1 ine 25 - page 22, line 11; and page 22,, lines l 2-

24, Clain1 30 fortber recites a means for displaying on the first IP te!epbont'. a list oftekphone 

destinations ston~d in the second 1P server in response to selection of a first input on the first lF 

telephone, wherei.n the list of telephone destinations is corri.municated .frorn the s,;x:ond rP server 

over the \\'.AN to the flrst lP telephone. An IP tdephone 105 is illustrated in Fig~:, 1 and 3, and is 

shovvn in rnore detail in Fig, 8, ,vhk:h shmvs that the IP telephone l 05 tuis an LCD display 810, 

S(x: pitg(:) 16, line 2 t .~ page 17, hne 26, IP servers ,vithin the LA.Ns are as shrnvn in Fig. 3, 

in.duding !P ser<-ler 101 and JP server 306, f.P server 101 is also show11 in Figs. 1 and 2, Fig, 4 

shznvs that !I' server .l 01, \vhich is represcntativt~ of any of tlw IP servers, inC!uding IP server 

306, bas a bard drive 403, As a result, a list of telephone destirn1tions rnay hf stored \Vi thin such 

a ha.rd drive, Sekxtion of a list displayed on LCD display 810 of the lP telephone sho,sn in Fig, 

8 i..:a.n }H} pedhrrned usi11g such input dev·iccs as the ke_yboard 807 or a DSS console 811. Fig. 8 

i11 such foaturcs arc discussed on page 16, line 21 - page 18, line 20; sdection of a.n extension 

from a list is also dh,eussed on page l. 8, line 21 - page 20, line 24. The process fr1r pennitting a 

user to vie\1/ and stkx:t extensions on the first IP telephone is illustrated in Fig. ! l, ·which is 

discussed on page 20, Enc 25 ~ page 22, line 1 I. Also there is an estabhsluncnt of a connection 

between the tl.vo re1nott: LA.N s ·with respect to fig, 14, which includes a description of the 

sending of a n1<..:ssage from one LAN to the otller in order to request a list of the telephone 
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extensions, \.vhich arc then communicated from that second LAN over the \1/ AN to the first 

\VAN and specificaHy· the IP telephone. Further, Fig, 12 illustrates a state diagnun of this 

process, ,;vhich is de:,cri.bed on page 22, lines 12-24, Automatic dialing of the sde;;_:tcd telephone 

destination and a response to selection of om:~ oftJ1e tdepbom,: destinations from a displayed List 

is described on page 22, lines 4--24. 

Clairn 36 recites a method for receiving several touch inputs frorn a user on the IP 

telephone that is net\fy'orkc-xl into the LAN/\\!A,N/LAN net\-vork dt.:scribed ahO'-/C and \Vith rcsprct 

to Hg. 3 in order to again permit such a user to view a display· telephone extensions at a rcmot{:. 

LAN, and then autornatkally dfaling Hrnt tdcphzmc destination. Claim 36 i.ndw.:ks steps tbr 

sending u r.nessage from the first LAN to the second LAN requesting the list of telephone 

extensions from the second LAN, \Vhich is delivered to the first LAN fro11i the SCC.(Jlld LAN, 

Claim 36 ilKiudes stc'.ps \Vhcreby a first list of second and third LANs coupled to the first LAN. is 

provided, and then a second bst oftclephone destinations at a selected LAN ate then provided, 

Such steps are show11 in Figs. 11, 12, and 14 as noted above. Sec page 20, 1inc 25 - page 22, Hm: 

24, 

rv. GROUNDS 0.EJslilJ~J;~I!ON TO BEJtEVlE\\'J]) ON APPEAL 

L Claims l-3, 5-6., 8-10, !7-20 and 22-35 stand rejected undc-.r 35 U.S.C §103(a) a:, 

being :;.mpakntabl.0 over Ch~y et aL (U.S. Patent No. 6,298,057) in '-/IC'N of /Vihon (U.S. Patent 

No. 6,829,231), 

2, (')aim 4 stands rcj(!Ckd under 35 USC §103{a) as being unpatcntable over Guy 

in ,·i,~w of fVi!:wn and further in view of Stuntebeck <?t al. (U.S. Patent No. 6,065,016). 
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V H. ARGUlv1ENT 

§ HD as being unpah.n.1tabk over Gi-~v in vie,v of fVilson. 

The basic test for nonobvious subject rnatter is whether the diHi~renccs behveen the 

subject rn:attl..T and the prior art arc such that claimed subject rnatter as a \vhoki \Vouki not have 

hxm obv.ious to a person having ordinary skiU in the art to which a subject .matter pertains, Tb.~ 

United States Suprenu; court in Graham v. John Deere & Co., 383 U.S. 1 (1966) set fixth the 

factual inquiries which nrnst be considered in applying the statutory test: ( l) a dcten11inafom of 

the scope and contents of the prior tlrt: (2) ascertaining the differences between the pri.or art and 

the dairns at issue; and {3) resolving the leveI of ordinar}' skill in the pertinent art. 

ln dctcnni.ning the scope and contents of the prior art, the Examiner must first consider 

the nature of the proh!crn on ,vhich the inventor ,vas \.vorking. Once this has been established, 

the Examiner must sdect, for purposes of comparing and contrasting -.vith tht'. c!airm, at issue, 

prior art rdbnmccs which are reasonably pertinent to that prohk:n:1. In selecting refon:.mccs, 

ln ascertaining the difforences between the cited prior art and the claims Ht issue, the 

Examiner must \':'.Valuate the c!aitned subject rnatter as a i;.vhok; there is no rcqufrcrnent that any 

diffon:nccs bct\veen the ('.!afrned subject matter and the cited references be "'rem,lrkabk" nor that 

sorn,, technologicill disco:nthrnity between the clairncd invention and suhject matter exists just 

outside the cbims .. T!:w requisit,~ vie\v of the whok invention mandates considenttion of not only 

its structure, but ahw ofits properbes and the problems solved. Furtht~r, the mere fact that the 

prior art can be modified docs not Jnade the rnodification obv101..ls unless the prior art suggests 

the desirability of the n1odifrcation; there must he sonw logical. reason apparent from positive\ 

(oncrctc evidence that ju.stifles the modification, 

rn resolving the level of ordinary skm in the pertinent art, the Exmni:ner must stqJ 

bachvard in time 1:md into /fa} shoes wom by the person or ordinary skill \vhen the invention was 
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unkno'vvn and just before it \Vas rnad.c, The hypothetical person skilled in tht.~ art can srnTi.rnarily 

be described as one ;vho thinks along lines of conventional 'Nisdom in the art and neither ons~ 

who un1.krtakcs m inm:,vate nor onewhohas the benefit ofJilml~igh!- Thus, neither an 

E;,.;rnniner, nor a Judge., nor a genius in the art ut hand, nor even tbe inventor is such a person 

skilled in the art 

OtJ' tead1cs a system and rni;.!thod h.)r transparently transmitting aural sigTJa1s across a 

LAN, wliere a user places a telephone call using the same procedure that is used \vhen placing a 

tdcphone caH ovt:r a conventional pubhc svtitch net\vork, and in certain situations if the server 

48; eo1urnn 9, Erws 23-28, Refa!n-ing to Fig. l in ChtJ\ the first L./\N rnaybc n.ipn.isi;.:ntcd by 

102A, the V./.AN by HA, and the second LAN by 10213. (Note that Applicants do not mx:essarHy 

,~dmit that i 02A is a local area net\\iork, since a local area network is sho,vn in Fig. 1 as 116; 

ho,,vever, i{>r the sake uf arguing against the rqjection, 102A \ViU he designated as the first LAN.) 

Ouy describes a s,,t-up opt:ration for ;;vhen a first telephone 106 V•'ish,!s h) rnak,! a call to a user ut 

a St!to.nd tdephonc 126, where the first tdephone l 06 is coupled to a fik server 112, and the 

second tt!ephonc is coupled to a CSU 130 via a PBX 128, Column 6, lines 45-51; c.oltmm W, 

lines 7--9. Fig. 2 illustrmt:s a more detailed illustration of fiJe server i 12. Column 6, lines 52. 

Fig: 5 also further has a description of a How chart illustrating sud1 a call set-up procedure, 

Colunrn. 9, line 66. A. user activates the telephone b_y lifting the handset and selecting the 

channel line in order to tram~ition to an off-hook state period. Coiumn 10, Enes 7-9, The user 

then performs thi.'. normal process of dialing a telephone number on the first tdcphc,nc l 06 (as 

descr:ibcd bdo'<N, this h..i1cphone number is r!~}J provided to the user hy the s:ystern), \Nith tfw 

tdephont:'. assodated \Vith the second telephone 126, and a procedure is then implemented across 

nehvork i 04 just as if tl:11;.! us,~r 'A'ere rnaking a cail over a ctmventional puhiic telephone system. 

Column 10, tines 1 J- l 7. Thus, such a procedure is completJ.1YJE!JJfil2i:lrmt to the user and they 

do not have to re-kam hmv to use a telephone system other than \vbat has been nnrr:naHy done in 

trKi prior aTt POTS systems. Colunm 10, bnes 25--29. The telephone nurnber diakd by the user 

on tekiphnrn:: l 06 identifies the destination telephone 126, Coh.mm 10, lines 30-31, His the first 

set of digits that arc dialed hy the user that identifies the destination CSU 130 to \vhich the 
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second tdephone 126 is connected to the second LAN 134. This first set {)f digits is referred to 

.in Guy as the server code, Column 10, Lines 32-36. In other \Vor<ls, the ser\'er l~ode operates the 

same as an area code in the POTS_ AH ,·vi thin the first LAN 102A, n call set up unit 404 v.rithin a 

server mernory module 214 that is 1n server 112 makes an attempt to retrieve s1.1ch :;l server code 

fn.nn the meu1ory rnodul.c 2 l 2, which is facn transmitted to the directory managcrnent unit 408. 

Cohnnn 10, lines 55--58, Again, this is an pcrforfficd within the first LA,N 102/\ .. The directory 

manage1nent unit 408 searches the 1oca1 directory 406 for a server that is identified with the 

st'.rvcr code dialed hy tht'. user, and if there an.: no server matches, then the directory management 

unit 408 '-Nill gencn.ri.e a request to a master directory-, which will rnake a dctennination if the 

server code dialed by the user on th,'. first telephone 106 is identified ,vith any server in the 

nehvoik 100, Colunrn 10, hnes 58-65, 1f the server code is identified in such a nrnster directory, 

then the net\vork address of th,, destination CSU 130 associated \Vith the server code is 

tnmsmiHt'.d to the directory rmmagement unit 408. Coh:mm i 1, Hnes 2-8, The directory 

rnanagen.ient unit 408 tnmsrnits this net\vork address to the caH set up and tear do\vn unit 404, 

which transmits th;;.~ number of addibona! digits to the call mamigement -unit 310, and the cuH set­

up/tear dmvn unit 404 transmits a call set up packet ft) the destination CSU 1301 whkh nx:eives 

th;:;, set up packet and dctennines if the tdcphonc 126 is avaitable to receive the c1H. Co[ urnn l 1, 

lines 11-28. 

Thus, in Guy, nothing more is taught than the caHer on first telephone i 06 dialing digits 

associated with the destination telephone 126, There is absolutely ,no ,t.;.'.aching,or swigestion 

v,,Hhin Gi~r that a Est nf a plurality of telccomn1uni<.:ations extensions coupled to the st:cond LA,N 

is provided to the user of the firsl tek1-,hom .. i 106 for observation, or hearing them, The server 

code i.Kccssed from the master dfrcctory is 9.nt-t associated ,.,.,ith fac CSU 130, and doe$ nnt 

provide m1y further information that would enable the combination of the discfosurcs of G't(F and 

rVilson to display 11 list of the telecommunications extensions coupled to tht'. second LAN. The 

user in Cho• must stiU rely upon a phone list that is external frorn the system described in Gt{}' in 

order to rnake a tekpho.nc can in the nct\.Vork. The master directory m1b:: contains the server 

code. The server code m1b: identifies th,} CSU 130 to which the destination tdephone is 

connected. Column IO, Hncs 33--36. i\dditiona1 digits are stiU required in ordcrto telephone or 
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contact the destination telephone from the o-rig1nating telephone. Column 11, Iinl'. l-coh.nnn 12, 

line 21. There is further no tetKhing or suggestion 1,-vithin Guy that a list of extensions is 

pn.ividcd .frorn a.ny,vhere dse in the net,vork, 

There is absohrtdy no teaching or suggestion in Guy to h1dp out a user by providing tht 

user with a list of extensions in u LAN \Vithin the Gif\' nehvork. 

1n order to overcome foe dcfidcncies of the teachings of Guy, the Exarniner has added 

H-'Ihwn to combine \Vith Guy. A problern vhth the Exmnincr's combination off·Vdson and Guy is 

thal i.be Exmniner hus exprmded the teachings of fVilson bc'.yo.nd vvhat is rcasorn1bk, The 

im.,enbon described in fYi!son is sort of a hodg'--11odge device 50 ,~reatc'.d to pcrrnh a user to send 

audio packets to nnother user usi.ng internet addressing. f-Vilson atternpts to sfrnpEfy the use of 

the Internet fr,.r long-distance caJling applications. Column 2, lines 3 I ~32. f-Vilson merely 

provides a systern that has services .~hnilar to foose frmnd on the POTS, See the .Abstract. /\_ list 

of known cdkcs can be ston.:'ci inside the device described in fVilson, and for unknown cnlkx~ 

addrcsse:'\ a r.ncthod Jbr retrieving such an address Ji)r a remote lo.:.,ation is provided, Colun-m 2, 

Lines 47~53. The bodgtpr.HJ.ge device 50 is sho,.vn in Fig. 2, with its circuit diagrams shown in 

Fig. 3. T!..'.kphonc t,alls over the PSTN can be made with device 50 by making normal voice 

DT1vlF telephone c.alls nsing the keypad 65, Column 4, lines 60-64. Note that this mode is 

play into the dcscriptio11 of the invention within l·Vilson that the Examiner is relying upon. 

Irrt,'.rnct access can be made by· the device 50 by the user pressing the Internet access 

hntton 69 to sv.-1tch het\vecn nQnnal DT1'vl:F voice calls ,md intern,~t dial~up operations, \Vhcre an 

internet connection is n'iadc 1..rning a:n internal rnodern set Colurn 5, lines 5-11. The device 50 

can be con.neck'.d usi.ng an RS232 jack 86 to a computer 90, but then..i is no further discussion of 

connecting the devic~) 50 too, local area nct\vork, m LAN. Colurnn 5, lines 33<18. 

Referring to Figs, 4 and 5 in TVilso11, each of the dial pads 50 is now rcforred to us dial 

pads 201, 202 a:nd 203, whkh are each connected to PSTN circuits 204 .. Column 7, lines 15-17. 
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The PSTN circuits 204 and a !ocal exchange S\Vikh 205 frmn a local tdephone net\vork wit1un a 

geographic area. Column 71 lines 17~ 19, A similar situation is associated ,vith the ca11ee devices 

245,246,247. H import::m.t to note that dial pads 201,202 and 203 are not pmt of a L\X /\ 

L_AN is a data nd·1;,v0Tk that permits ail of the devices on the nehvork to cornrnunicate \vith euch 

other, such as ,vith d-ie 1,se of an Ethernet protocol, Such a LAN is d.isdosed in the specification 

,.. ' · '. · . . 1 ' ') ')• ., J l t . FJ ,, 1 " ' ' N. . 11 ' or tne pn .. :si:.~nt ::ippncanon rn pmagrnp 1 t t t ,),; , an<- s,10\vn m , . ti .. , _;_-.,_ L.h.1 t, as is 1.ve . Kno\.v11 

in the art, is a short distance data comr:nunkations network used to link cornputers and peripheral 

dev·ices u.nrkr sorne frmn of standard controL Such a definition for a LAN is found in 2Vn1.'lo11 ~\ 

Telecorn lXclionmy .. That definition a1so fonhcr states that ''A LA.N does not ust common 

carrier drc:uits." h is dear thm the dial pads 20 l-203 and callces 245-24 7 taught in lVilscm are 

not connt\:td in a LA,N, l\.fore specifically, diaJ pads 201-203 are not coupled together in a 

LAN~ and \.:allees 245-247 a.re not coupled together in a LAN. Each oftbese devices 50 is 

sq:urately connected to the PSTN via jacks 80 and 82 that provide a dua! line uccess to the 

PSTN. Column 5, Enes 2S·26. A dual line st~rvicc is a telephone service \Vhern hvo pairs of 

\"Vires are connected to a prnrnises fl.-.ir connection it) the PSTN. See Ni._,1vton 's Telecorn 

Diction.aty, Tbs .is further supported in rVilson by tht'. rnore detailed diagra:n-1 of,~ dialing pad 50 

:in Hg. 3 'Nhich sho\,.'t; that the dual lint~ acc(:~Ss is provided h::/ typical tip and ring connections 

102. that enahte the trans for of an analog sig11al over this dual line connection. Column 5, iines 

50-56. Such intem(:~t access also requires use of a modem data pmnp 112, Column 6, lines l 9· 

27 .. The only L/\N dis<.:losed in f.Vi!.wm is that associated \Vith the internet servicr. providers 

{ lSPs) sl:10'-Nn in Figs. 4 and 5.. 

i\S a result, foe only \vay each of the dia! pads disclosed in H"i!son can access th(; internet 

is by using typical dial-up rnodem message interchanges. And, this is fhe onl'.)-' \VHY one of the 

dial pads ::w1 .. 203 can cormm.micah.'.1.vith one oft.he ca!lees 245-247. In other \VC:nis, for one of 

the dial pads 201 .. 203 to ''call'' one of the caHees 245-247, that particu:iar callee rnust ha.ve an 

already established audio internet connection so that it is prepared to receive any audio rncssagt:s 

from one of the dia! pads 201-203. Column 7, lines 28-31. lf such a caHee -ls not already 

connected to the internet vvht~n it n.x:dves a rnessagc to perfi.)rrn audin comrnunication from om~ 
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ofth:e dial pads 201-203, then that ca1ke \Vil! ha-veto dial up into their internet serv-lci;.1 provider 

and obtain foe srnt audio message at a later time, Column 7, lines 31¥33. 

ff the inkrnd HP) address of one oft!w calkx~s 245-247 is not stored \Vifhin a database of 

one of the di;ci.l pads 20 l -203, then the dwJ pad can make an internet access through internet 

service provider 215 to hrznvse a user database directory 232 thn:mgh u stiarch engine 230, \vhich 

stores such IP addresses, and return that IP address: to the dial pad. Column 7, lines 46-64. This 

provides a process w!u.:Teb:y a user of a dial pad 201 ~203 docs not need to kno\v the actual 

h1ternet lP addre::is of om..i of the c-aHee devices 245-247, hut cim use a search engine 230 to enter 

rn soine other dcsign.at.H)n (e.g.) a!phanu.meric identifier; column 7, Lines 52-53 (,m.d column 8, 

hrK, 59} fi.,r one of the call(.x,s 245--2471 such as a user's name, to th.::reby hrrve that search engine 

more.: than one hit is rnade hy the search engine 230, a list ofrmrnes can be rctm~ncd to the dial 

pad, and the caller using one of the dhd -pads 201-203 can select the one tlu:;y wish from the fan 

by k)(>king at the Est on the screen 71 of the device 50. Column 8, Jines 13--50, 

It should be nnted that the mafo distinction bet-,veen the devic(~ 50 sho\vn in Fig. 5 of 

IViLwn frmn Fig, 4 is that a single user database 232 can he accessed by a ,;vide range ofJSPs nt 

different locations. Cdurnn 8, lines 29<,0. Othenvise, the config1rration in Fig. 5 is the same as 

the one in F1g. 4 fbr purposes of hcnv f.Vi!son might be relevant to the n~jccHon 111 accordance 

F1g. 6 in iViLwm describes an cxcmp1ar:y call progress flov,,.- diai"'Tm::n for connecting one of 

the dfri! pmls 201--203 to the directory search engine 230. Colunm 8, fo1cs 50¥51. Noh.~ that Fig. 

6 in !Vifron does not describe the pa.rt nf the flo,v \Vherehy Ori.t.! of the dial pads rm~kes an internd 

connection to one of the callecs. The process !Vi/son .starts ;,vith has one of the diu1 pads 20!--203 

dialing out to establish an internet connection 360 using the rnodem 112. Column 8, lines 52-53. 

Once this internet dial-up connection i:s made, then the user of the dial pad can enter a knm.vn 

internet 1P address number to ~iccess, over tht.~ internet, one of the calk'.es 245¥2.47, or start a 

:search r<>r the IP address of one of the calkcs if it is not ki10;,vn. This is sh<)\V!1 by step 3 70 in 
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Fig, 6, The search engine \vill perform a search 372 a11d respond 3 74 by transmitting the results 

376 of th,:rt search hack to the dia! pad 201-203, Column 8, Lines 59-65, The user of the dial pad 

selects a callee fntm the list delivered hy the search engine, and foe user can then accept one of 

the addresses provided and dial to the selected callee, Column 9, lines 1 -4, It should he noted at 

this point that {Filson does I}Ql teach that one of the dial pads 201-203 is abk to .m!Jpmatica!h,. 

perfonn the dialing prnr.:ess in response to some sort of selection of a name on i:l displayed list hy 

the user of the dial pad 50 pressing sorne sort of button to select one oft.he narnes, fnst1..'.ad, 

H'i/son merely teaches that the user can apparent!}· vie\V the IP address of the callee and enter in 

that address using the dial pad's keyboard 63. Column 8, lines 13-l 5, 

Therefon.\ aH that 1-ViJson teaches is ( 1) a spedalizcd device 50 that is a unnbination of u 

dial pad/1nodem thal is able to access the internet \VJ th a dial-up connection over the PSTN 

cin::u1ts (and ca.n aiso ad m; a normal PSTN telephone \Vhcrc a user can enter in FSTN--type 

telq1hon<.~ mimbcrs to call another PSTN telephone), and (2} an abihty for one of the specinlizcd 

devices 50 to have mxho communications vvith another specialized device 50 over an internet 

chmmd ,vherehy a connection is made between these p.vo specialized devices using typkal LP 

interrn::t addresses, and (3} if the IP address of a c.alk'.C is not kno\vn, then an interni..:t search 

engine can be used to bn),vse to access a database on the internet that \vill retrfr.'.VC such an IP 

addres;,; that is then displa_yed to a user of a specialized device so that the user can then enter in 

that JP addres:3 to frw specialized device to establish the audio connection over the internet. The 

system with capabilities such as recited in the present daims. See colurn.n 2, lines 1-5, 

All that Guy teaches is an abihty fiJr a telephone connt~cted to a first LAN to 

cornnrnnicnte ovo::~r n \VA .. N to a telephone in a second LAN, m1d if the directory· management unit 

of [1 fih.~ server in Hie first LAN does not ki1ov1 the address of a central site unit connected to a 

PBX in the second, it can retrieve that server code from a remote location for completing the taU 
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\Viih n:.'.Spcd to Cbin.1 l and an the other n-:jccted claims, a. result of the fbrcgoing is that 

the combination of Guy and l·Yilwn does nnt teach or su£...._gest circuitry within the first LA .. N for 

enabling a user of the first tekeommu:nications device \vithin that first LAN to observe a List of 

the pbrnlity of tdecomrmmicutions cxtlmsions coupled to the second LA.N, \Vherr.i11 the list of 

the plnrahty of tdecor:nmnnications i::'.Xtensions is stored in a server in the second Li\N and is 

accessed by the first circuitry w.:ross the LAK 

The combination of G-1~v and ff'Uson does ~-QI prcn.ddc to the user of the first device in 

the first LAN the list of extensions the user can caH in the second LAN and then a means to 

mnornatically initiate that call with a selection from that list Guy provides. Ilf,1hing to the t.iscr of 

the tekphont\ tmd ff'Yison has no LANs (and as a consequence, no lists of.extensions coupled tc, 

a LAN). 

Gu.1/ does not provide any type of information identit:ying any type of tdecornrnunications 

LAN 102.A. lnstead, rnerdy a server code is prov1ded to the di.rectory rmmugern.;;nt unit 408 so 

that Lt can complete the call when it receives the dialing digits frorn tht'. tdephone so that it 

knows \.Vhat LAN to send the call to. Further, ff'iison also does not pnJ,.•ide a list of 

tekcommunicmions devices coupled to the second LAN. In fr1ct, caHecs 245~247 arc not part of 

i\ LAN, lv:Iorc th;:m one entry rnight be supplied b:;i the search engine 230 accessing tht! database 

232 back to one oft.he dial pa<ls 201-203 for display to the user, hut the fact that there is a 

plurality returned is rn!y a resnlt of the fact that the user entered in sc:a:rch tc-nns that nntched 

more than one entry in the database 232. There is nothing v,..-ithin ff'ilson that teaches or suggests 

that tbo::;e plurality of entries: returned t\.K display to the us:er are all coupkd to a s.eparate LitN 

o-vcr nctvvork 210, or that stKh a list of search results would even Hst rnorc than one ()f the calkes 

/\ result is that the combination of the references does not teach or suggest that a List of 

the plurnJity oftdix:ormnu.nications extensions coupk-'i.i to the sc<.xmd LAN is przwh:.kx! to th-.: 

user of the first tdecommuni.cations device for observation. 
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And forther, neither of the references, nor their combination, teaches circuitry frrr 

automaticaHy cidling one of those telecommunications from that list in response to the user 

st,kcting one of those extensions from the observed list G1i:v does not even approach such a 

process, sinct.} the retrkva1 of the server code is done in responsl~ to tbe dialing of a telcphont, 

number ii!ready pi;;.rfrxmcd by the uscL Further, as noted above, tVilson also does not tench or 

suggest such an automatic calhng of the extension, bllt instead provides the Est on the display 7l 

on one of the dial pads 20 l-203 so that the user can then enter in the IP internet address on the 

The Exaininer has h1iled to prove a primafhcie case of obviousness bec:ausc important 

Hi:nitatinns an::'. not found within any of the cited prior art references. \1PEP § 2143 .03 states frmt 

to cstahl ish prhne_hcie •Jbviom;ness of a daimt.:.'.d invention, aH the dairn limitations must he 

taught or suggested by the prior art. In re Royka. 490 F.2d 981, 180 USP.Q. 580 (C,CY.A. 

1974). 

This 1s fi.nfocr an important distinction for several reasons. One of them is that it pcrrnits 

a user in one geographic location to locate a station user in another !ocation w·ithout the netxi to 

use a printed ,~xtensio.n guide. See Specifieatinn, page 20, Jines 21 ~24. This ,,,,·odd not be 

possible with the com.bination of reforences asserted by the Examiner, but is irnplemenled \-vith 

the fHTsent invention us cbimed. 

Furthermore, neither of the refr~r,:nces, nor thdr combination, teaches or suggests that 

such a list of tt:'.kx;ornrnunications extensions coupled to the second LAN is stored in a s,~rver in 

fvlorcovt:r, -,,vith respect to Claim 2, the Exu.rniner has not shmvn hrn:v the rnrnhination of 

n.:fcrcnces tcache; a LA,N or WAN operating under an IP protocoL Guy does not disclose its 

LANs or V//\N opt.~rating urn:ler an 1P protocol, and IYi!son docs not disclose LA.Ns \.vifa 

td ephone/'t.d ecorn:m uni cuti ons ex tensions coupled thereto, 
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Claim 5 n::'.cit('.S that the si::cond circuitry that automatically makes tbc caH to the remote 

tdecorrnnunications extension includes a key for enabling the user to tacitly select one of those 

{ixtcnsions frorn the displayed list. The Examiner admits that G!(V does noi. teach sucb a pn.>c,ess. 

In fact, it is irnpossibk fbr Guy to teach or suggest th1s process, since a list is no\,·here to he 

provided to the calling user, The Examiner asserts that fVi'lson discloses this process, since 

1ViL;on states that the user 1nay select a dcsti11aUon from this scrolled list of potential 

destinations, i\H foal rVilson discloses is that the caller has mi option of selecting fiom a 

displayed scrolled list of potential users by using the keyboard 63 to select the intended caller. 

fVilson in no \Vay fo .. rtbc:r describes whm is done in response to that action. Clnirn 5 n:.t:.:ites that 

the second t~irwitry inc.ludes a ke:y· for enabling the user to rnakc such a tacit sehx:tion from the 

disphiycd list. HwNc\·cr, ~econd drcuitry a1so recites autorn.atkaHy cal.ling one of the extensions 

in response to such a sdectio:n hy the user, J.Vtlson teachings do nnt go that far, and there ls no 

Hov•/ diagra.rn, circuitry or any other discussion or mention '\.Vithin Hiifson, or .!VU.rnn in 

conibination .._:vifh Gu.v, that \Vould suggest such an automatic. calling of the n.)Jnofo party by 

selection of one oft.ht! extensions in the List by a user pressing a button. Therefore, one skilled in 

flx: a.rt at the tirnc the invention was made \vould not be able to creak! frw invention recjted in 

Claim 5 in vie\'V oftfo.: z:ombinatfon of the teuch1ngs of tho prior art references, 

\Vith rcspt~d to Clain:1 6, the fbrcgoing arguments made with respect to Claim 5 am 

incorporatixL Cb.i:m 6 furfaex Iecites that the initiation of the call is made by that tacit selet:.'.tiiJn 

of that button <,vhcn a user presses that button to sdcct one of the names from. the list. This is in 

no ~vay taught or suggcstt,d b,y the prior art references. 

Claim 8 i.s patentabk over the cited reforences _fix aH of the a.rguments provided herein 

with respect to Clainis 1~6, Claim 8 a!so recites that the hst ofplmality oftekcommunications 

extensions stored in a server in a second LAN is accessed by the first circuitry in the first L.I\N 

across the \VAN. As noted ubove, there is no teaching or suggestion 'Nithin the combination of 

th<:) nJ~xi:m1..:es t1rnt a list of the tckcommu.nications extensions coupled to the second LA,N are 

stored in a server in that se(xmd LA.N, Thus, there is also no teaching or suggestion that this l.ist 
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1$ then ;:H.:.:cesst1l frorn the serve:r in the second LAN across the WAN by circuitry in the first LAN 

that enah!cs the user of the first tekc01nmll11icati<ms device to observe this list of the plurality of 

Chim 10 recites a third LJ\N coupled to the first and second LANs via the V/AN, The 

third LAN indudt:s n plurality of telecommunications extensions coupled then.ito, ·n:e first LAN 

has circuitry Hrnt enub!es a user in that first LA.N to select bet,;veen observing bei.\veen a list of 

the plurality of tdccommunkations extensions cnupled to the second LAN or observe a List of 

ttH.'. plurality of th.:~ telecomrnunicatinns extensions coupled to the third LAN. ln addressing this 

chum language, all the Examiner has done is to imply that IVi'!son teaches "a third L/\N aml first 

LAN circuitry i'<.K sckcting and. vie,ving a list ()fa plurnlity of extensions coupled to the second 

and/or third LA.N.'" 

First, this is ;:l viholly imKkquatc rejection by the Examiner~ and docs not provide enough 

evidenc1.~ to support a prime fi.tcie case of ihviousness. The Exmniner is requirc'ti. to prove such 

a suggt:stion by objective cvidern..:e. Ex parte Levengood. 28 l.J.S.P.Q.2d 1300, 1301 (Bd. Pat. 

App. & Int. 1993); Ashland Oil, lnc. v. Delia Resins amfRl:.kactories, Inc., 776 F.2d 28L 227 

Graham v. John Lkerc & Co,, 383 lJ. S. 1 ( 1966,}s A rejection based on § HJ3 dearly rm.mt re:-;t 

on n factual basis, and these facts rnust he j11te1pre:ted \vifaout hinsJ§j_gh_t reconstrnction {Jf the 

invention frorn the prior art. The patcntahihty of an invention is not to be vi1;.!,ve(l \vitb hindsight 

S.Ct. 593, 88 LEd. 721 {1944). Instead of relying upon objective evidence to support the 

Exarniiwr's as~crtion,. the Exnniiner has merdy supported such an o1:rvi(nisn,~ss n:ject.ion \.vith the 

Examim:~r's own opinion, ,vluch is quite clearly not objective evidence as is required. by the ca::H.i 

Secondly. as noted above, ff'rlson (kKis not ttm.ch or suggest that any of tbJ dial pads 201 .. 

203 or 245-247 are couphxl to each otJicr within a LAN. Third, as notl'<l abovt:, a fo.;t of sm;h 

caHecs .245--247 is not provided by the database 232 through the search engine 230 to one of dial 
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pad::, 201~203. Fourth, there is no teaching or suggestion within the cor.nhination of reJbrnnces 

for enabling a user in the first LAN to select between observing a list of t'.Xtcmions coupled to 

the: second LAN or observing a list of extensions ,:oupkd to the third LA.N. The Examiner has 

Ji:.iik':d to providi..~ u prfrnajhcie case of obviousness hticause irnportant limitations arc not found 

'\viHrin any of the citt:d prior mt nJercnccs. As noted previously, }APEP § 2143.03 states tbat t(> 

estabLish primefxcie obviousness of a claimed invention, a11 the daim hmitations must be tm.;gbt 

or suggested hy the prior arL in re lh:vka, 490 F.2d 981, 180 U.S.P.Q. 580 (CCP.A. 1974}. 

Clairn 17 is p;itentable for reasons si1nilarly given herein s;v1th respect to Clairn.s 1-6 and 

Claim 18 is patcntc.1blc fi:.lr reasons similarly giv·en herein \Vith respect to Cfairns l-6 and 

8, 

Ciailn l. 9 is patentable fi)r reasons similarly given herein \vith respect to Cfoim 8. 

Chin, 20 is patentable 1hr reasons si1niltJTly given herein ,;vith respect to Caims 5 and 8. 

Chi.im, 23 is patentable for reasons similarly gi '-/en herein \vith respect to Claim 10. 

Claim 24 is patentable fi)r reasons similarly given herein ·with respect to Claims 1-6, 8 

Clain, 30 incorporates "1neans fix" language that the Examiner must interpret under 35 

U.S.C. § 111, sixth paragraph. The Examiner nmst intei1)ret and exarnine tlm ddn-i. and others 

'..Vith meims for hmguage under this doctr111e. See rv'IPEP § 2182, 2183. Cbim 30 recites a i.ne,'ms 

fr)r displaying on t1-w first lP telephone a list of telephone destinations stored in the second IP 

server in response to sde(;tion of a first input on the first IP telephone. The st~co.nd IP server hi1s 

S{)Co.nd imd third tdcphorn:. extensions coupled thereto in a second L\N. As noted abm>cj the 

cornbination of the references docs not teach or suggest a list of telephone destinations stored in 
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a second IP server 1-v.ithin a second LAN that is coupled to second and third tdcphone extensions, 

This is al::m supported j~ Figs, 11-12 and 14 and also the call. processing fo.nv diagrmn illustrat,x! 

in Figs. 9a and 9l\ und their accompanied description. Claim. 30 is also patcntabJ.e li.)r rc;.lsons 

The Examiner has not specifically addressed the 1im1tnt1ons in Cfoirns 27 and 33. For 

Claims 25.,26 and 3 l •-32, the Examiner provides no objective evidence as to how· the rcfcrencet~ 

teach or suggest u second input or that the first and second inputs 1.m.: the sarne key button. The 

U5.P.Q.2d 1300, DOl (Bd. Pat. .App. & Int 1993).; Ashland Oil, Inc. v. Delta Resins and 

R,{/ractories, ]nc,, 776 F .2d 281, 227 U XP .Q. 657 (Fed. Cir, 1985). The legal conclusion of 

obviousness mJ.rnLh:£.:5mmorted hyJ}t£1~· Cirahan1 v . .John l)eere & Co., 383 U.S. 1 {1966). ,A 

rfjcction based on § l 03 ck!,u·ly must rest on a factual basis, and these facts must be interpreted 

\V1foout !)J.\:t\A~,tghLreconstruction of the .invcntfon from the prior art. The patcntahilit:y of an 

.invention is not to tk vies,vcd \Vi th hindsight or "viewed after the event.·, Go(ufyear Conipany v. 

R.ay-(LVac Compony, 321 U.S. 275, 279, 64 S.Ct. 593, 88 L. Ed. 72 l (1944). Instead of rdy1ng 

upon m1 objective evidence to support the Fxa1niner's assertion, the Exmniner bas merdy 

supported such an obdousness rejection \vitb the Examiner's o\-vn opinion, \Vhicb. is quite clearly 

not objcctiv·e C\•-idcnce as is required by the case law, Further, /\.pplicants n:.~spcctfhlly traverse 

the ass,~rtion of ;vhat is \.Vdl kno'>vn in tht! art. As a resnlt, the Examiner is required to support 

such an uss(:rtion -.viU1 objtx:tivc C'iJ1clcncc. 

Claim 35 recites a third LAN coupled to the first and second LANs via the \VA.N. Claim 

35 further ritdles a rneuns frw disphrying on the first IP telephone a fo,t of LANs coupled to the 

LAN, including the second and third LANs. This limitation has not been addressed by the 

Examiner in mry· wuy. For this rcuson alone, this daim is pafontabk: over the cited prior art. 

SecmH.Hy, there is no teaching or suggestion \.vi thin the prior art references of displaying a list of 

LANs on the telephone display in either G1(Y or H-'ilson or their combination, Further, there is no 

kaching or suggestion in those references for displaying the first list of telephone destinations 

~-itored in the second TP server in H.$ponse to selection of the second LAN _fron1 the displayed jj;,,t 
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of LJ\Ns. /-\gain, the Examiner has not in any \vri::y· addressed this cJajm l.irnitation, and fi_ir this 

reason alone, Cbim 35 is patentable over the cjted prior art. Secondly, this limitation is not 

taught or suggested hy the combination oftht~ references. Claims 35 is patentabk for sirnilar 

reasom; as providt'{J in Claiffis lO and 23. 

On page 4 of the Office Action, the Exam111cr has made assertions as to 'What f.Vilson 

teaches. Applicants .respectfully traverse such assertions and in,;,.:oq:iorntc by reference 

.Applicants' arguments madt in the pn.~\·ious amendment \.·vith respect to the teachings of H-'llson. 

\:Vith respect io Claims 28 and 34, Applicants rcspectfuUy tra,iersc the Exan1iner's 

assertions, The Exam.iner has rnischarncterized the limitations within these cfafrns, These claims 

recite Urnt the telephone destinations ma:.\.r indurk~ tdcphones external to the systt.,rn. Such 

i.di.~phone destinations an.! indudcd in a list stored in the second IP server \vhk:h are 

ccnnmunicatcd .from the second lP server over the \V/\N to the first lP tekphone. This is not 

taught <)t suggested \V.ithin JVil:mn. Applicants trnverse the Exarnim~r's asst,rtion of \\'hat is ,vdl 

knO'WU in the art, requiring the Examiner to support such assertions with objective evidem.:e, 

2. Chiro 4 is not properly rejected under 35 U.S.C. § 103 as being unpatentabk- over 

Gt{Y in ,.:ie\-v of H'd.w.m and further in view of Stuntebeck et al- (CLS. Patent No. 6,065,016). 

Applicants respcctfuDy traverse this rejection for reasons similarly given herein frrr Claims l-2. 

C!ahn 4 forfocr recites that the Est of the plurality of tclecornmunications r_~xtensions 1s 

played as ,±udio to the user of the first tdcconununications device. First, this is impossible int.he 

invention in C-'t,y. Se,;:,ondly, H'i'lson dot.is nN teach or suggest such a capability, In fact lf'ibwn 

is attempting to sirnpHi\' the pn.icess of two inkmet devices ha\ring a11 audio con,munication 

between each other, because \Vhen such an lP address is dialed, up to 20 digits 1-rnve to he entered 

by the caller. Colunm 2, lines 8-9. ff'i!son specificaHy states that a user having to rcmeinber and 

e11tt~r such dig.its is m::.ithcr appealing nor practical in most situations. Cohm:m 2; lines 9-10. 

Thi.is, Applicants n.'.spcctfuHy assert that f'Vi!son a(.:tually teaches tnvay from such an audio 

communication rif the IP i.Kldresses. Plus, rVilson does not suggest playing an audio list of even 
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one rP address to a 1..1ser of one of the dial pads 201-203., hut instead spccificaHy discloses the 

3, Claims 36y38 and 40 are not propcdj,... rejected under 35 1J.S.C. § 103 tis being 

m1patentabic o·,A~r JVilson in vi,~w of Guy, /\.pplicants respe,,tfuHy traverse these rejections for 

These foregoing ieatmes of displaying a List of L\Ns on the IP tekcphon,~ is also recik'.d 

in Claim :36. As a result, Chin'! 36 is also patentable over the Cited prior art, sine~; tht~ Examiner 

has faih .. ,d to pnn\,: ii prime.kch' ease of obvionsn(,~Ss in rcjt'.Cting these claims, ln the Exarniner's 

rejections, the Examiner merely regurgitates the claim langllage vAthout pointing to a teaching 

within the references of such daim lirnitations. Fig. 5 and column 7, lines 45-67 of H'Uson do 

not teach or suggest :.:;uch lirnitaiions, Clairn 36 fortlwr recites the display of such a list of LANs 

is done in n:sponse to the receiving a first touch input from a user on the telephone, There 1s no 

discussion vvithin l+7lson, -or !:I combination of rfilson and Guy, of tl us(:r rnaking a request for a 

list of LANs. Note further, that C1aim 36 recites that tlie IP telephone is net\.vorked into a first 

LAN. As noted abovt:.\ ff'iison does not teach or suggest that the dial pads arc h1 LANs, Claim 

36 then recites that a second touch input from the user ,,vill result in the display of a list of 

tekphone destinations thai are accessible from the second LAN. As noted abovI\ this daim 

!imitation is not taught or suggested i:-vithin fVU:·wn, or H7fom comhfod ,vith Guy. Ciaim 36 

then goes on to m:.:ite that a third touch input results in an automatic dialing of one of the 

destinations accessible from the second LAN, As noted previously by Applicants, such an 

auto.rnatic diaHng pnx::css is not taught or suggested by the refererK~es. 

Clain1 36 also recites that the displaying steps further recite a step of sending a message 

from lhe first LAN to the second LAN requesting the second list This is not shmvn or discussed 

m1y\vhcrc within the reforcnccs. The Examiner attempts to ov,~rcome a deficiency in the 

1.t:achings of i-Vilson with regard to this limitation i.md the next one by refo1Ting to Guy. Guy 

l 00, There is no disdosure in Gi~r of \Vhere such a .rnaster directory is located \V.Jhin the 
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netv-,,ork l 00. It needs to be remembered that such a server code c,nly identifies a device that is 

conpkd to a PBX that comrnnnicates \Vitb th,~ telephones in a netJ;.vork, Additionally, a List has 

.not been sc:nt ac.rnss the \VAN to the fik server 112, hut instead a single server code is se11L The 

c:bim spedficdly redk~s that a list of t,dcphonc destinations accessible from a se,:::ond LAN is 

requested and rctrievt:s it from the second LAN. The Exa:n1iner then goes tm to assert, w.i.tbm!J 

objecti,,e SUl?.JNfl,, that 1!: would. ha\'e been ohvim.m to supply the internet databast in tVilson froin 

l.ocal directories stored in each respective LAN segment of a network as shown hy Guy, thereby 

insuring that the internet master directory is up to date, 

First of a.H, ,vithotit sorn,! objective support fr.ir such an a:,;serfo-m, the Exmni.ncr's 

obvioustH.~ss conclusion is w·ithout merit and cannot support his cornbination of the references to 

arrive at tbe dairned invention. The Examiner is required to pHJve such a suggestion by 

objective evidence. }~x;om·t{? Le1>engood, 28 U .. S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993): 

Ashland CJil, lnc. v. Delta Resins and R4'nictories, Inc., 776 F.2d. 281,227 l.J.S.P.Q .. 657 (Fed. 

Cir, i 985). The kga! conclusion of obviousness must b(;~ supported by· facts. Graham v. John 

Deere & Co., 383 U.S. 1 ( !%6). A rejection based on§ 103 dcady rnust rest on a factual basis, 

and these facts must be interpreted \)i,'ithout hindsight reconstrnction of the invention from fhe 

prior art. ·The patentability of rm invention is not to be vie,,ved \Vith hindsight or "vievvcd alkir 

the evenL'·' Goodyear Company v. Ray-O-Vm:: Company, 321 U.S. 275, 279, 64 S.Ct. 593, 88 

L.Ed. 721 (1944). Instead nf relying upon objective evidence to support the Examiner's 

assertion, th~ Examiner has merely supported such an obviousness rejection \Vith the E·.'<.mni.ncr's 

lnvn opinion, ,;vhich is quire clearly not objective evidence as is required by the case law. 

Secondly, ff'Jbon does not teach or suggest other LANs because 1Vilson does not shO\v 

other LANs having t,,lepbone extensions connc'.cted thereto whereby a 1ist is stored \vithin such 

L.ANs tbr sending 10 update the directory database 232. Nor does /.Filson suggest that such a 

process can be i1npkmcnted. Furthennore, Guy merely teaches that a directory rnanage1nent unit 

\'ViH update its unit of ser,/er codes \.vhen it receives one. There is also no teaching or discussion 

in Guy of going out and retrieving such lists ()f t~xtensions <;;onnected to other LANs; or such 

LJ\Ns sending such bsfa ofattached telecornnmn.ication extensions to other LANs \Vithin foe 
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network. Thus, then.'. is no support for tbe Exan1iner's assert1on that it 1,vould have been 

advantageous and obvious for the database 232 in H7lson to be updated by aH of the various 

LANs to tmsnre faat it is directory is up-to-date. Further, Clain1 36 is patentable for sirnHar 

reaso-r1s as g-i\-'e.n. for (~lai.rns 1-3~ 5-6 and 8. 

Oain1 37 recites scroHing through the first !isL Tb.is first list is a list of Li\Ns. First of 

aH, such a list of LA.Ns is no,vherc to be taught or sug___gested \Vithin either oftbe references or 

their co1nhinatio11, Second1y, thert: is no tea1..:hing or suggestion for scrolling through such a Est 

of Li\Ns. As a result of the foregoing, one skilled in the art at the time the inv·tm:.ion ,vas made 

\Vould not bwc been abk to recreate the claimed invention in vic,v of the cornbination of tfo:'. 

Fish & Richardson P,C 
One Congress Plaza. 
Suite 810 
l 11 C~c}n.gJess !\ ve·nue 
.Ausdn, TX 78701 
Tdephone; (512) 472--5070 
.Facsi111i1e: (877) 76~) ... 79<15 

Respectfally submitted, 

J{.e!lv K, Kordzikl' 
( ·R.eg:·No. 3t\,.s4f' 

····-,_,. - ... .,. ... --.•••···"'·· .. ••··· .......... -.•"'"'"'",/ 
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Appendix of Claims 

1. An inthrmutk,n handling system comprising: 

a first !ocal area nehvork (" L,1-\N ''); 

a wide anm nt>twork ("\VAN") coupling the first LAN to the second LAN; 

n first telecommunications device coupled to the first LAN; 

a plurality oftdccommunications extensions coupled to the second LAN; 

the firnt LA.N including first circuitry for enabling a user of the first telecommunications 

device to observe a fo,i ofthe plurality of tdecommunications extensions; ,md 

the first L . .i\.N incl.uding second circuitry for autmnatica!Jy calhng one of the plurality of 

tdec.ornrnu.nic,.n.ions extensions .in response to the user sdccting <.me of the plurality of 

telecornn1i.:mications t:xtensions from fhe observed Ust, wherein the Hst of tbc plurality of 

tekcon-Hm .. mications t'.Xtem;ions is stored in a server in the second LAN, ru1d is accessed by tht'. 

first circuitry across foe \VA..N, 

2, The system as recited in claim 1, \Vh-t.irdn <.:mnmunication arnong the first L/,N, 

second LAN, m1d \Vi\N nses a.n IP protocol. 

3, The syste1n as recited in dain12, \-vherein the hst of the plurality of 

teb:.:ornrnu.nicutiomi c:xtcnsions 1s displayed to the: user ofthe first te!cci:)1nm1.mic-ations devkc, 

4. An infr.mrw.tion handling system comprising: 

a first bcal area netvvork CLAN''); 

a second L/\N: 

a wide area nct\vork ('\VAN") coupling thcfirnt LA .. N to tht: second LA .. N; 

a first tchxommunications device coupled to the first LAN; 

a plurality oftclecornnn.rnications extensions coupled to the second LAN: 

the first LAN including first circuitry for enabling a user of the first telecommunications 

device to observe a list of the plurahty of tclecmnmunications extem,1ons: and 
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the first L/\.N in;::.!uding second circuitry for automatically calling one of the plurality c,f 

tdecornrnunications extensions in r,~sponsc to the user selecting one of the phirnlit,y of 

tdecommunications extensions from the observed 11st, \Vherein cornrnunication i.mwng the first 

LAN, second LAN, and \VAN uses an JP protocol, \vhcrein the list of the plurality of 

telecoimm.rnk:ations extensk,ns is played as audio to the user of the first tdccomim.mkations 

d.t\:-ice~ 

5, The sys1:crn as recited in claim 3, wherein the first tdccomrnun1eat1ons device is an LP 

telephone having a display for showing the list of the p!ura!hy of tekconmn.micaUons extensions, 

"\vhere1n the second z:ircuitry indudes ti key for enabling the user to tacitly scll'.,>cting one of the 

plurality of tdeco1n.rnunfr.:atirms extensions frorn the displayed list. 

6, The system. ns rccittxt in claim 5, wh<:~rein the tactile selection of one of the plurality of 

tebxn:nrn.uniealions extensions from the displayed list by the user results in an initiation of a caH 

frorn th,~ fitst tdreo:nununications device tn the selected one of the plural1ty of 

tclccmnmunicatinns extensions acri.)SS the WAN. 

8. A.n information handling syskrn comprising.: 

a \:,.,.·idc area nct;,vork f!Wi\Nn) coupling the first LAN to the second LAN; 

a first tek!communications de,.,..-kc coupled to the first LAN; 

a plurality oftckcornmunications extensions coupled to the secnnd L\N; 

the first LAN including first circuitry for cnahhng a user ofthe first tekc:omrnunications 

device to observe n list of tfa.\ plurality of telecommunications extensions; and 

the first LAN indudi.ng second circuitry for automatically calling one of the p!urafay of 

telccominunications extensions in response to the user selecting one of the plurality of 

tek':i,:ommtmicutio1rn extensions from the observed list, ,vherein communication arnong the first 

LAN, second LA.i',J, and \V,\N uses an JP protocol~ vvht:.'.rein the List of the plurality of 

telecornm,micahons extensions 1s displayed to the user of the first tdecommunic;:1tiom; device, 
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\Vhercin the first tdccornmunications device is an IP telephone having a displ.ay for showing the 

list nfthe plurality of tck~cornrnunications exttmsions, ·wherein the second circuitry includes a 

key for enabling the user to tacitly selecting one of the plurality of tckco1mnunications 

extensions frmn frK~ displayed List, wherein the tadilc selection of one of the p1uxality of 

tdeco.mrntmicaticm::: cxtetisions .frorn tJ1c (hsplaycd 11st by the user rcsu1ts 1n an initiation of a cal! 

fron1 the first tdccomrm.mications device to the selected one of the plurality of 

telecommunications extensions across the \1./,..\N, wherein the list of the plurality of 

tclcconununicabons t.!xtcnsions is stored in u server in the stx:ond LAN, and is accessed by the 

first circuitry across the \VAN. 

9, The systern as recited in daim 8, wherein the first teJccomrmmications device includes 

circuitry h.1r cnahLing the user to scroll through the displayed bst oft.he plurnhty of 

l 0. The system as redted in Claim l, farther comprising: 

a thfrd L/\ N eouplcd to the first and second L/\ Ns via the\\-'/\ N; und 

a phrrality of telccorrnnunications extensions coupled to the third LA..N, the first LAN 

including circuitry for enabling the user to select het,veen observing the list of the plurality of 

tekconmrunk:ations exi.ern.-,ions coupled to the second LAN or observing a list of the plurality of 

tekco.mrnunications extensions cuupkd to the tford LAN. 

17. An information handling system comprising: 

a first local art!a nct,vork ("LA .. N") operating under an lP protocol; 

a first lP tek~phone coupled to the first LAN, the first IP telephone having a display and a 

set of keys fr>r cnah!ing a user to enter inputs; 

a i:leco.nd L.AN operating under HH.~ IP protocol; 

se(.:ond and third tdephone extensions coupled to the second LAN; 

a 'Nide area .network ("WAN") operating under the IP prntocol coupling the first LAN to 

the st:Tond LAN: and 
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HK~ first LAN including first '.'.ircuitry for enabling a user of the first U> telephone to ·view 

a list induding tb:.'. second and third telephone extensions, wherein the list is stored in ~t server in 

the'. second L\N, and is accessed by the first circuitry across the \VAN. 

18. Tbe systen1 as recited in cla.iin 17, further comprising; 

the first LAN induding second circuitry for automatkal!y calling the second tele11hone 

extension in response to the user selecting the second telephone extension fron1 the vievled list. 

19. The systc.rn as recited in dairn 18, wherein sekction of the second tdephone 

extension from the vie\vcd llst by foe user 1s ac.complished by selection of.one of the set of keys, 

20. Th.::~ system as recited in ;;.:faim 19., \vherein the selection of om.~ of the set of keys 

n..isults in an inHiation of a c.all from the first IP telephone to the second telephone extension 

22. Tfa.~ syste:m as recited fo claim 17, w·hcrein the first IP telephone inchi.dcs circuitry 

fi.1r enabling the user to scroll through the lhsplaycd list. 

23. The sy·stern as recited in dairn 1, further comprising: 

a third LAN coupk~d to the first and second LANs via the \VAN; and 

a phirality oftckphone extensions coupled to the third LAN, the first LA. N including 

circuitry for ernibling the user to select bet,vcen vievving the list of the telephone cxtt'.nsions 

coupk:d to the second LAN or '<iieviing ii list of the plurality of tdephonc ,~xtensions coupkxi to 

the third L.A.N. 

24. In a tdecornmunicaticms system comprising a first IP telephone coupkd to a fin;t IP 

StTver \Vi thin a first LAN, second and third telephone extensions coupled to a second IP server 

'<Vithin a second Li\N, and a WAN c1:>up1ing the first LAN to the second LAN, the first LAN, the 

second LAN 1 and for. \V.AN comnrnnkating using an IP prot,)coL a n1ethod cm:nprising the steps 

of 
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in response to sdc.:.:tion of a first input on the first IP H.:kphonc, dispfa}ing on the first lP 

tckphone n Est of tekvhonc destinations stored in the second lP server, vihere1n the list of 

tdephone destinations is communk:ated from t11t.'. second IP server over the \VA.N to the first !P 

telephone; and 

in response to sded.ion of one of the tdcphonc destinations from the displayed list, 

autornabcalJy dialing the selected one of the telephone destinations fbr a comn:1unicationt~ Enk 

between the first lP telephone ,md the selected one of the telephone desfanations. 

25. The method us n.~cited in clairn 24, '>vhcrein the selection of one of the tdcphoni::: 

dc:st.inations from the d1splayed !ist is perfonned in response to selection of a second inpm on the 

first IP tckphonc by a user. 

26, The rnethod as nx:ited in claim 25, v.rhcrein the first and second inputs arc the same 

key button on the first IP telephone, 

27. The JYicthod as recited in claim 24, ,vherdn the telephone destim.i.tiom,; include the 

second and third tdephomi extensions coupled to the second 1P scrv·cr. 

28, Th::.'. Inethod as recited in claim 24, \vhercin the telephone destinations include 

telephones extcnrn1 to the system. 

29. The method as recited in claim 24, wherein the system includes a third LAN coupkd 

to the first and second LA.Ns via the WAN, further comprising the steps of: displaying on 

the firsl LP tdephon{} a list of LANs coupled to the WAN, including the second and third LANs; 

and 

pcrfiirrn1ng the step of displaying tht! first 1ist in response to selection of the second LAN 

from foe di.splayed Est ofLi\Ns, 

XL it tdtx:omrnunkutions sysk;rn ctwnprising: 

a first 1P tdcpboni;:'. coupled to a first IP server within a first LAN; 
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second and third tekiphone extensions coupled to a second IP server v:,,jthm a second 

u \\i,A.N coupling tht: first LAN to the second LAN, the first LAN, the second [J\N I and 

the WAN ctnnrnunic:.ating using an lP protocol: 

displaying on tbe first JP tclephnne a hst of telephone destinations stored in the 

second lP server in rcsponsti to sdection of a first input on the first IP tdephone, \Vhercin the list 

of tekphone desth1ations is conmmnicated from the second IP server crver the \:VAN to the first 

IP tc:ICJ)h(>ne; and 

means f<.x autrnnaticaUy dial.ing the sdectcd one of fhc. tckphonc desbnati.ons for a 

destinations in responst'. to selection of one of the telephone destinations from the displayed Hst 

3 i. The system as recited in claim 30, wherein the selection of one of the telephone 

destinations from the displayed list is perfonned in response to selection of a scc,md input on the 

3L Tbc systc1n as recited in claim 31, ,vhercin the first and second inputs are the same 

key button on the first IP telephone, 

33, The syste.m as recited in daim 32, wherein the tckphonc destinations include the 

:-.ccond and third tderihone extensions counled to the second IP server, 
' ' 

34. The S)'Siem. as recited in dairn 32, ,vherein the telephone destinatiom: irH.Juck, 

35. Tht~ system as redted in claim 31, fi.lrther comprising: 

a third LAN coupkd to the first and secnnd LANs via the \VAN: 

means for dis:p1ayi.ng nn the first JP telephone a Bst of LANs coupled to the WAN, 

inchxling the St.;X\md and third LANs; and 
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rneans .for displayi.ng the first list in response to selection of the se,,ond L/\N from the 

displayed list of LJ\Ns. 

36. /\ method comprising the steps of: 

receiving a first touch 1nput from a user on an IP telephone that 1s m.'.t\vorked into a first 

LAN operating undet an IP protocol; 

in response to receipt of the first touch input, displaying on a display on the IP telephone 

a tirnt list including second and third 1.J\Ns cuuplcd to the first LAN, \Vherein the second and 

third LANs operate under the IP protocol; 

rccdving a S"i..\.:ond torn.:h input frorn the user on the IP telephone; 

in response to receipt of tJw second touch input, displaying (Jn the display on the IP 

telephone ;:i second list of tdcphone destinations accessible frorn the second LAN; 

receiving a third touch input from the user on the !P telephone; and 

in response to receipt ofthe third touch input, automatically dialing one of the telephone 

destirn.rfo"m.s acce~sibfo frorn the second LAN for a c:ommunications connection bct\VCen the mH.: 

of foe tekphone destinations and the IP telephone, wherein the step of displaying on the display 

on the fP telephnrw the second list farther indudcs the steps of: 

st:nding H message fn>111 the first LAN to the second LAN requesting the second fort; and 

receiving the second list from the second LAN to the first LAN. 

37, T11;;.: nwthod as recited in dafrn 36, before the step ofnx:e1'<-'ing the second touch 

input, further cornprising tbc steps of receiving a fourth touch input from the user on the IP 

tdephone; and in response to receipt of the frmrth touch input scroHing through the first lisL 

38. The method as recited in claim 37, bdf)re the step of receis,,ing the third touch input, 

further comprising thi:., steps of receiving a fifth touch input from the user on the 1P tekvhone; 

and in response ti) n:cdpt of the fifth touch input, scrolling through the second list 

40. The 1ncthod as recited in claim 36, \Vhcrcin the first, second, and third L/\Ns arc 

coupled via a V/AN. 
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J~VIDENCE APPENDIX 

No ev.klencc was suhrni!ted pursuanlto §§1. 130, 1.131, or 1.132 of37 CF.R. or of ~my 

other evidence entered by the Examiner and relied upon by AppeHants in the Appc.HL 
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RELATED PROCEEDINGS APPENI.?1& 
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Appellants appeal under 35 U.S.C. § 134(a) (2002) from a final 

rejection of claims 1-6, 8-10, 17-20, 22-38, and 40. Claims 7, 11-16, 21, and 

39 have been cancelled. We have jurisdiction under 35 U.S.C. § 6(b). 

We AFFIRM-IN-PART. 

Introduction 

According to Appellants, the invention relates to use of Voice over 

Internet Protocol ("IP") technology to transmit voice conversations. In the 

invention, a user can observe and dial numbers from lists that are stored in 

the Voice over IP system. (Abstract; Spec. 1, i-fTechnical Field). 

STATEMENT OF THE CASE 

Exemplary Claim 

Claim 1 is an exemplary claim and is reproduced below: 

1. An information handling system comprising: 

a first local area network ("LAN"); 

a second LAN; 

a wide area network ("WAN") coupling the first LAN to 
the second LAN; 

a first telecommunications device coupled to the first 
LAN; 

a plurality of telecommunications extensions coupled to 
the second LAN; 

2 
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the first LAN including first circuitry for enabling a user 
of the first telecommunications device to observe a list of the 
plurality of telecommunications extensions; and 

the first LAN including second circuitry for 
automatically calling one of the plurality of telecommunications 
extensions in response to the user selecting one of the plurality 
of telecommunications extensions from the observed list, 
wherein the list of the plurality of telecommunications 
extensions is stored in a server in the second LAN, and is 
accessed by the first circuitry across the WAN. 

Prior Art 

Stuntebeck us 6,065,016 May 16, 2000 

Guy US 6,298,057 B 1 Oct. 2, 2001 

Wilson US 6,829,231 Bl Dec. 7, 2004 

(filed Dec. 31, 1996) 

Rejections 

(1) Claims 1-3, 5, 6, 8-10, 17-20, and 22- 35 stand rejected under 

35 U.S.C. § 103(a) as being unpatentable over Guy and Wilson. 

(2) Claim 4 stands rejected under 35 U.S.C. § 103(a) as being 

unpatentable over Guy, Wilson, and Stuntebeck. 

(3) Claims 36-38 and 40 stand rejected under 35 U.S.C. § 103(a) as 

being unpatentable over Wilson and Guy. 

We have only considered those arguments that Appellants actually 

raised in the Briefs. Arguments Appellants could have made but chose not 

to make in the Briefs have not been considered and are deemed to be 

waived. See 37 C.F.R. § 41.37(c)(l)(vii)(2009). 

3 
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ISSUE 1 

35 U.S.C. § 103(a): claims 1, 3, 8, 9, 17, 22, 24, 29, and 30 

Appellants assert their invention is not obvious over Guy and Wilson 

because Guy teaches a caller on a first telephone dialing digits associated 

with a destination telephone (App. Br. 10). According to Appellants, Guy 

teaches only that the server code accessed from the master director is only 

associated with the specific central site unit (CSU) (id.). 

Thus, Appellants assert, Guy does not teach or suggest that a list of a 

plurality of telecommunications extensions coupled to the second LAN is 

provided to the user of the first telephone for observation (App. Br. 10-11 ). 

Further, Appellants argue Wilson teaches a device that allows access 

to the internet; one of the devices to have audio communications with 

another device over an internet channel whereby a connection is made 

between the devices using typical IP internet addresses; and if the IP address 

is not known, using an internet search engine to browse an access database 

on the internet and display the address so the user can enter the address to 

establish the connection (App. Br. 14). Appellants argue Wilson does not 

disclose a LAN (App. Br. 11-15). 

Issue 1: Has the Examiner erred in finding the combination of Guy 

and Wilson would have taught or suggested "a first LAN ... for enabling a 

user of the first telecommunications device to observe a list of the plurality 

of telecommunications extensions" and "the first LAN ... for automatically 

calling one of the plurality of telecommunications extensions in response to 

4 
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the user selecting one of the plurality of telecommunications extensions 

from the observed list, wherein the list of the plurality of 

telecommunications extensions is stored in a server in the second LAN" as 

recited in claim 1? 

ANALYSIS 

We agree with the Examiner's findings and conclusions (Ans. 10-14). 

Specifically, Appellants have not persuaded us the Examiner erred in finding 

Guy would teach or suggest all the claim limitations except the ability of the 

calling user in a first network to observe a list of extensions in a second 

network and automatically calling one of those extensions in response to the 

user selecting an extension from the observed list (see Ans. 11 ). For 

emphasis we note Guy discloses a first network that can access a directory 

stored on a second network (Fig. 1; col. 9, 11. 20-26; col. 10, 1. 58 to col. 11, 

1. 8). We also agree with the Examiner that Wilson teaches or at least 

suggests that a user observes a list of the plurality of telecommunications 

extensions and automatically calls the chosen number (Ans. 12-14). Wilson 

teaches that Internet addresses can be stored on a user database that is on a 

different network than the caller (Fig. 4; col. 7, 11. 48-53). Wilson also 

teaches or at least suggests that a caller is presented with names of 

qualifying callees ( col. 8, 11. 8-15). The caller may select the intended 

caller and complete the call to the address (id.). Thus, Wilson teaches or at 

least suggests allowing a user to observe a list of the plurality of 

telecommunication extensions and automatically call the selected 

telecommunication extension. 

5 
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We agree with the Examiner that Appellants are arguing the 

references individually (Ans. 10-11 ). Specifically, it is apparent from the 

Examiner's line of reasoning in the Answer that the basis for the 

obviousness rejection is the combination of Guy and Wilson. One cannot 

show nonobviousness by attacking references individually where the 

rejections are based on combinations of references. See In re Merck & Co., 

Inc., 800 F.2d 1091, 1097 (Fed. Cir. 1986). 

As to Appellants' arguments that Wilson does not teach a LAN, the 

test for obviousness is not whether the features of a secondary reference may 

be bodily incorporated into the structure of the primary reference; nor is it 

that the claimed invention must be expressly suggested in any one or all of 

the references. Rather, the test is what the combined teachings of the 

references would have suggested to those of ordinary skill in the art. In re 

Keller, 642 F.2d 413 (CCPA 1981) (citations omitted). 

Nor has Appellant shown that combining the teachings of Guy and 

Wilson in this manner would have been uniquely challenging or otherwise 

beyond the level of ordinarily skilled artisans. As such, we find this 

enhancement would have been obvious. See KSR Int 'l Co. v. Teleflex Inc., 

550 U.S. 398, 417 (2007) (noting that if a technique has been used to 

improve one device, and an ordinarily skilled artisan would recognize that it 

would improve similar devices in the same way, using the technique is 

obvious unless its actual application is beyond his or her skill); see also 

Leapfrog Enters., Inc. v. Fisher-Price, Inc., 485 F.3d 1157, 1162 (Fed. Cir. 

2007). 

6 
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With respect to claim 30, Appellants argue the Examiner has not 

examined the claims in light of the "means-plus-function" limitations. As to 

the "means-plus-function" limitations, Appellants have pointed to 

corresponding structure in their Appeal Brief (App. Br. 6-7). As to "means 

for automatically dialing," those portions of the Specification to which 

Appellants point set forth very general structure. Appellants point to 

Specification page 22, 11. 4-24 as means for automatically dialing. (App. Br. 

7). The cited portions disclose the steps for choosing a callee including 

pressing a key to begin call processing. No specific structure has been 

identified and thus, "means for automatically dialing" may be generally 

construed as a key. Similarly, Appellants' citations to Fig. 8, element 810 

and pages 16, line 21 - page 17, line 26 generally describe a display as a 

display with no specific structure. 

To meet a "means plus function" limitation, the prior art must (a) 

perform the identical function recited in the means limitation and (b) 

perform that function using the structure disclosed in the specification or an 

equivalent structure. See Carroll Touch, Inc. v. Electro Mech. Sys., Inc., 15 

F.3d 1573, 1578 (Fed. Cir. 1993); Valmont Indus., Inc. v. Reinke Mfg. Co., 

983 F.2d 1039, 1042 (Fed. Cir. 1993); Johnston v. IVAC Corp., 885 F.2d 

1574, 1580 (Fed. Cir. 1989). 

In light of Appellants' correspondence of general structure to the 

recited "means-plus-function" limitations, we find no error in the 

Examiner's findings that both Guy and Wilson teach or at least suggest the 

structure disclosed in the Specification and the identical function for the 

invention disclosed in the Specification and as recited in claim 30. 

7 
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Specifically, both Guy and Wilson teach or at least suggest means for 

displaying on the first IP telephone a list of telephone destinations in 

response to selection of a first input on the first IP telephone, wherein the list 

telephone destinations is communicated from the second IP server over the 

WAN to the first IP telephone. Additionally, the combination of Guy and 

Wilson teaches or at least suggests means for automatically dialing the 

selected one of the telephone destinations for a communications link 

between the first IP telephone and the selected one of the telephone 

destinations in response to selection of one of the telephone destinations 

from the displayed list. 

Appellants presented no persuasive arguments or evidence that the 

Examiner erred in finding the combination would have taught or suggested 

the invention as recited in independent claim 1; commensurately recited in 

independent claims 8, 17, 24, and 30; and dependent claims 3, 9, 22, and 29, 

not separately argued. 

Accordingly, the Examiner did not err in rejecting claims 1, 3, 8, 9, 

17, 22, 24, 29, and 30 under 35 U.S.C. § 103(a) for obviousness over Guy 

and Wilson. 

ISSUE 2 

35 U.S.C. § 103(a): claims 2, 5, 6, 18-20, 25-28 and 31-34 

With respect to claim 2, Appellants merely recite the Examiner has 

not shown the combination of Guy and Wilson teaches the recited limitation 

(App. Br. 13). Appellant has failed to present substantive arguments and 

supporting evidence persuasive of Examiner error. See In re Lovin, 652 F .3d 

8 
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1349, 1357 (Fed. Cir. 2011) (stating that interpreting 37 C.F.R. § 

41.37(c)(l)(vii) to require a more substantive argument than a naked 

assertion that the prior art fails to teach limitation in order to address a claim 

separately, is not an unreasonable interpretation of the rule). Additionally, 

any arguments not presented are waived. See Ex parte Borden, 93 USPQ2d 

14 73, 14 7 4 (BP AI 2010) (informative). 

With respect to claim 5, we agree with the Examiner that Wilson 

teaches or fairly suggests automatically dialing a selected extension from a 

displayed list (Ans. 5 and 12-13). 

We also agree with the Examiner's findings regarding claim 6 in that 

pressing a key is a tactile selection (Ans. 12-13). 

As to claims 18-20, Appellants do not present any arguments, but 

state that each claim is patentable for "reasons similarly given herein with 

respect to" other claims (App. Br. 19). For the reasons set forth above and 

because Appellants have not presented any persuasive evidence or argument 

specific to the recited limitations, the Examiner has not erred in finding the 

combination of Guy and Wilson would have taught or suggested the present 

invention as recited. 

With respect to claims 27 and 33, Appellants present no specifics, but 

instead, set forth conclusory statements unsupported by factual evidence 

(App. Br. 20). Mere attorney arguments and conclusory statements that are 

unsupported by factual evidence are entitled to little probative value. In re 

Geisler, 116 F.3d 1465, 1470 (Fed. Cir. 1997); see also In re De Blauwe, 

736 F.2d 699, 705 (Fed. Cir. 1984); and Ex parte Belinne, No. 2009-004693, 

2009 WL 2477843, at *3-4 (BPAI Aug. 10, 2009) (informative). With 

9 
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respect to claims 25 27 and 31-33, Appellants have set forth that the 

Examiner provides no objective evidence of obviousness and traverse the 

assertion of what is well known in the art (App. Br. 20). We agree with the 

Examiner. 

As to claims 25, 26, 31, and 32, Appellants' argument that a first and 

second input are the same key button is unpersuasive. As clarified in KSR, 

the skilled artisan is "a person of ordinary creativity, not an automaton." See 

KSR Int'! Co. v. Teleflex Inc., 550 U.S. 398, 421 (2007). Appellants have 

presented no evidence that using the same key button for two different 

inputs was "uniquely challenging or difficult for one of ordinary skill in the 

art" or "represented an unobvious step over the prior art." Leapfrog Enters., 

Inc. v. Fisher-Price, Inc., 485 F.3d 1157, 1162 (Fed. Cir. 2007) (citing KSR, 

550 U.S. at 418). 

With respect to claims 28 and 34, we agree with the Examiner that 

Wilson teaches or suggests the telephone destinations include telephones 

external to the system (Ans. 17; see also Fig. 5). Additionally, we find 

Wilson's storing of callee Internet addresses teaches or suggests that 

telephone destinations external to the system may be stored ( col. 7, 11. 48-

53). Again we find that storing telephone destinations external to the 

network would have been within the skill of an ordinary artisan. 

Accordingly, we find Appellants have not shown the Examiner erred 

in finding the combination of Guy and Wilson would have taught or 

suggested the invention as recited in claims 2, 5, 6, 18-20, 25-28 and 31-34. 

Thus, the Examiner did not err in rejecting claims 2, 5, 6, 18-20, 25-28 and 

31-34 under 35 U.S.C. § 103(a) for obviousness over Guy and Wilson. 

10 
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ISSUE 3 

35 U.S.C. § 103(a): claims 10, 23, and 35 

With respect to claims 10 and 23 (App. Br. 18-19), the Examiner has 

not shown Guy, Wilson or the combination thereof, teaches or suggests 

enabling the user to select between observing the list coupled to the second 

and to the third LAN. Specifically, the Examiner has not shown with 

specificity where Wilson teaches or suggests that a user may select between 

observing two different directories (see Ans. 15). 

As to the arguments set forth for claim 35 (App. Br. 20-21 ), we find 

Guy discloses a directory that includes servers (col. 9, 11. 23-26) and Wilson 

shows a system with multiple networks. Thus, we find listing these as 

LAN s instead of CSU s or servers would have been within the skills of an 

ordinary artisan. However, the Examiner has not shown with specificity 

where the references teach or suggest displaying an initial list (list of LAN s) 

and then displaying another list (the first list) in response to a selection made 

from the initial list. 

Thus, the Examiner has not set forth a prima facie case for claims 10, 

23, and 35. Accordingly, the Examiner erred in rejecting claims 10, 23, and 

35 under 35 U.S.C. § 103(a) for obviousness over Guy and Wilson. 

ISSUE 4 

35 U.S.C. § 103(a): claim 4 

11 
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Appellants are again arguing the references individually (App. Br. 21-

22). Specifically, Appellants argue that the limitation is "impossible in 

Guy" and not taught by Wilson and further, that Wilson "teaches away" 

from the present invention as recited in claim 4 (id.). However, the 

Examiner is relying on Stuntebeck as disclosing this limitation. Appellants 

have not provided any persuasive arguments or evidence to persuade us of 

error in the Examiner's findings. Further, Appellants have not shown a 

person of ordinary skill, upon reading Wilson, would be discouraged from 

following the path set out by the Appellants, or would be led in a direction 

divergent from the path that was taken by the Appellant. See In re Gurley, 

27 F.3d 551, 553 (Fed. Cir. 1994). 

Accordingly, we are not persuaded of error in the Examiner's 

conclusion that the invention as recited in claim 4 would have been obvious 

under 35 U.S.C. § 103(a) for obviousness over Guy, Wilson, and 

Stuntebeck. 

ISSUE 5 

35 U.S.C. § 103(a): claims 36-38 and 40 

Appellants assert their invention is not obvious over Wilson and Guy 

because the Examiner has not shown all the limitations are taught or 

suggested by the combination of Wilson and Guy (App. Br. 22-23). 

Specifically, Appellants argue neither reference teaches or suggests making 

a request for a list ofLANs, a touch input, or automatic dialing (App. Br. 

22). Further, Appellants argue the Examiner has not provided objective 

evidence indicating that it would have been obvious to supply the internet 

12 
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database in Wilson from local directories stored in each respective LAN 

segment of a network as shown by Guy and instead assert the Examiner is 

using hindsight (App. Br. 23). Appellants further argue Wilson does not 

teach or suggest other LAN s having telephone extensions connected thereto 

whereby a list is stored within such LAN s for sending to update the directory 

database, or Guy teaches retrieving or sending lists of extensions connected 

to other LANs (App. Br. 23-24). Additionally, according to Appellants, 

with respect to claim 3 7, the Examiner has not shown that either a list of 

LANs or scrolling through such a list is taught or suggested (App. Br. 24). 

Issue 5: Has the Examiner erred in finding the combination of Wilson 

and Guy would have taught or suggested the invention as recited in 

independent claims 3 6 and claim 3 7? 

ANALYSIS 

We agree with the Examiner's findings and conclusion and emphasize 

the following (Ans. 8-9). Specifically, Wilson discloses providing a 

directory of callee Internet addresses and displaying callee information ( col. 

7, 11. 48-53; col. 8, 11. 8-13) and Guy discloses providing a master directory 

(col. 9, 11. 20-26). Thus, we find the references teach or suggest in response 

to an input, displaying a list and as set forth with respect to claim 1, 

automatic dialing. We conclude an ordinary artisan would have had the 

skills to provide a directory of LAN s - a directory of information - in 

response to a request. Appellants have not defined "touch input" and thus, 

we also find pressing a key is a touch input. We further agree that Wilson 

teaches or suggests selecting a callee from a list of potential users using a 

13 
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keyboard ( col. 8, 11. 8-15). We disagree with Appellants' argument that the 

Examiner used hindsight as the Examiner has articulated a reason with a 

rational underpinning to support the legal conclusion. In addition, 

Appellants have not shown that the combination was uniquely challenging 

or more than the application of a known technique to a piece of prior art. 

Additionally, we again note Appellants are arguing the references 

individually when the Examiner relied upon the combination of the 

teachings of Guy and Wilson. 

As to claim 37, Wilson teaches scrolling through a list (col. 8, 11. 13-

15) and thus, teaches or suggests "receiving a fourth touch input from the 

user on the IP telephone, and in response to receipt of the fourth touch input, 

scrolling through the first list" (see Ans. 8). 

Accordingly, the Examiner did not err in finding the combination of 

Wilson and Guy would have taught or suggested the invention as recited in 

claims 36 and 37 and claims 38 and 40, not separately argued. Therefore, 

the Examiner did not err in rejecting claims 36-38 and 40 under 

35 U.S.C. § 103(a) for obviousness over Wilson and Guy. 

DECISION 

TheExaminer'srejectionofclaims 1-3, 5, 6, 8, 9, 17-20, 22, and24-

34 under 35 U.S.C. § 103(a) as being obvious over Guy and Wilson is 

affirmed. 

The Examiner's rejection of claims 10, 23, and 35 under 35 U.S.C. 

§ 103(a) as being obvious over Guy and Wilson is reversed. 

14 
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The Examiner's rejection of claim 4 under 35 U.S.C. § 103(a) as 

being unpatentable over Guy, Wilson, and Stuntebeck is affirmed. 

The Examiner's rejection of claims 36-38 and 40 under 35 U.S.C. 

§ 103(a) as being obvious over Wilson and Guy is affirmed. 

AFFIRMED-IN-PART 

tj 
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Alexandria. VA 22313-1450 

REQUEST FOR RE-HEARING OF APPEAL NO. 20!0-000868 

This Request for Rehearing is filed in response to the Decision on Appeal, dated April 

23, 201, whkh affirmed all of the Examiner's rejections of the claims, except those for Claims 

10, 23. and 35. 

The PTO has the burden under section 103 to eslablish a primafacie case of obviousness; 

it can satisfy this burden only by showing some objective teaching in the prior art or that 

knowledge generally available to one of ordinary skill in the art would lead that individual to 

combine the relevant teachings of the references. In re Fine, 837 F.2d 1071 (Fed. Cir. 1998). 

On appeal to the Board. an applicant can overcome a rejection by showing insufficient evidence 

ofpri1naJt.1cie obviousness. In re Roujfet, 149 F.3d 1350, 1355 (Fed. Cir. 1998). 

In a review of PTO findings of fact, the reviewing entity shall hold unlawful and set aside 

agency action, findings, and conclusions found to be (i) arbitrary, capricious, an abuse of 

discretion, or otherwise not in accordance with law; or (ii) unsupported by substantial evidence. 

Dickinson v. Zurko, 527 U.S. 150 (1999). The substantial evidence standard asks whether a 

reasonable fact finder could have arrived at the agency's decision. In re Gartside, 203 F.3d 1305 

(Fed. Cir. 2000). Appellants assert that a reasonable fact finder would not. have an-ivcd at the 

decision of the Board. 

In several instances within the Decision on Appeal, the Board stated that Appellants 

argued references individually. However, apparently the Examiner was allowed to use the prior 

mt references individually to show how ccrlain Hrnitations \v·cre taught by those references. 

Appellants' arguments simply ~Ncre traversing the Examiner's interpretations of the individual 
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referew.:es and how such references did nol teach or suggest the Iirnitations in the 1rnmner that tbe 

Examiner was asserting. lf an Examiner uses a single reference to show where a limitation is 

taught or snggested ,Ni.thin the prior art, then Appellants should he able to traverse such an 

assertion by simply showing how the reference does not teach or suggest that particular 

limitation. lt should he noted that an applicant m.ay specifically challenge an obvious rejection 

by showi.ng that the Board based its obviousness determination on incorrect factual predicates. 

In re Routfet at l 455. Appellants further t1ddress the foregoing in several instances hereinafter. 

On page 6 of the Decision on Appeal, the Board asserts that Appellants have not shown 

that combining the teachings of Guy and Wilson would have heen uniquely challenging or 

otherwise beyond the level of ordinary skiJled artisans. Appellants disagree. Throughout 

Appellants' arguments on pages 8-12 of the Appeal Brief, Appellants provided arguments as to 

why it would be difficult to combine the references because of various teachings within each of 

the references that woul.d make such a combination difficult. These arguments were not merely 

arguing the references individually, but instead were arguments presenting reasons why one of 

ordinary skill in the art would not combine the references because the references had particular 

features that would not lead one of ordinary skill in the mt to the combination of the references. 

All of these arguments were ignored by the Examiner and the Board contrary to MPEP 

§707.07(t). 

More specificalJy, on page 12 of the Appeal Brief, Appellants provided several 

arguments as to how the combination of the references would not arrive at the claimed invention. 

but the Board decided to completely ignore such arguments in its decision. Instead, the Board 

decided to side with the Examiner's very loosely reasoned arguments. The Examiner's line of 

reasoning is merely his own opinion, and Appellants' arguments against such lines of reasoning 

should he given equal weight Moreover, Appellants respectfully assert that such an action by 

the Board is absent of any full and reasoned explanation, and is not a sound decision. In re Lee, 

277 F.3d 1338 (Fed. Cir. 2002). In fact, such an action by the Board is arb.itrary. 

Claims l, 4. 8, 18, 24, 30, and 36 all recite that circuitry or a method implemented within 

circuitry automatically call one of the plurality of telecommunicat.ions extensions in response to 

the user sclcct.ing one of the extensions from the observed list. The Board detem1ined at the 

bottom of page 5 of the Decision on Appeal that Wilson teaches or at least suggests such a 
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functi.onality. The Exam.iner in rhe Examiner's Answer admitted t.hat Guy docs nol meet this 

clairn limitation, but that it was met by Wilson. On pages l 0--11 of the A.ppcal Brid\ Appel.lants 

provide rheir arguments as to how Wilson does not t.eaeh an ability t.o automatically perform the 

dialing process in response to selection of a name on a displayed list hy the user of the dial pad 

50 pressing some sort of button to st~kct one of the mtmes. The Board irnd the Examiner have 

completely ignored this argument, and have not addressed Appellants' arguments in any form or 

fashion, except for the starement on page 9 of the Decis.ion on Appeal with respect to Claim 5, 

where the Board agrees with the Examiner that Wilson teaches or fairly suggests automatically 

dialing a selected extension from a displayed list. 

In response, Appellants respectfully assert that they provided very good arguments as to 

the interpretation of the teachings of Wilson. The Examiner disagreed ,md provided his own 

interpretation. This Board merely stated that it agreed with the Examiner without providing any 

explanation as to why the Examiner's interpretation was believed or considered correct over 

Appellants'. Appellants respectfully assert that this Board cannot merely state that it agrees with 

the position of the Examiner without providing a full and reasoned explanation as to why the 

Examiner's interpretation was more correct that Appellants. Otherwise, the Board's decision is 

not a sound decision. In re Lee, 277 F.3d 1338 (Fed. Cir. 2002). In fact, such fill action by the 

Board is arbitrary. For such an important limitation that distinguishes the claimed invention 

from the prior art, Appellants deserve more than a three line affirmation of the Examiner's 

rejection by the Board. The decision on patentability must be made based upon consideration of 

all the evidence, including the evidence submitted hy the examiner and the evidence submitted 

by the applicrmt. MPEP §2142. A decision to make or maintain a rejection in the face of all the 

evidence must show that it was based on the tota1ily of the evidence. ld. 

Moreover, the Examiner's argurnents on pages 12-13 of the Answer are full of 

assumptions and not facts. For a prima facie case of obviousness to reject a claim, it is the 

burden of the Examiner to prove such a prima facie case of obviousness with facts and objective 

evidence, not assumptious. If Appellants can show that the Examiner's facts. evidence, and 

arguments are flawed, then t11e balance of the decision should go to Appellants, not the 

Examiner. rt is not the burden of Appellants to show that their claim is patentable; instead, it is 

the burden of the Examiner to show that the claim is not patentable. Appellants do beJieve that 
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they have shown that the Examiner erred in his obviousness rejection, and did not set forth a 

prim.afacie case of obviousness. 

More specifically with respect to the cited portion of colurnn 8 in Wilson cited hy the 

Elamincr, a caller selecting from a scrolled list of potential users does not in any way teach or 

even suggest. in a spcdfically sufficient manner that such a selection is pe1tormed '.Vith key 

toucbes into a devi.cc that will then automatically dial the selected callee. Wilson .in column 2, 

lirk'.S g. .. 9 making the assertion that it is not appealing for a user to have to remernhcr to enter 

digits does not in any way prove the Examiner's position. Note that Wilson stated that it was not 

appealing to remember and enter the digits. If the IP address is displayed, then that alleviates the 

need to remember the address. This statement in Wilson does not suggest automatic dialing, but 

is merely directed at the user not having to remcrnhcr the looked up address. The Examiner's 

assertion that Wilson's disclosure that the caller then has the option of completing the call to the 

address does not say anything about using the keyboard, and requiring manual keyboard entry 

for connecting to the searched caller does not in any way support the Examiner's position that a 

manual entry would not be used. Appellants noted on page 11 of the Appeal Brief that WUson 

disclosed the user dialing the selected callee. Column 9, lines l-4. This language is describing 

the process flow in Figure 6 of Wilson. Step 386 specifically states that the "User Accepts 

A.ddrcss and Dials." A user dialing is well-known for indicating that the user is performing a 

process of entering a callee's number to call the callee. Wilson nowhere teaches or suggests that 

the device perfonns such dialing. which would he in an automatic manner, i.e., without the user's 

help, upon acceptance of the address. The preponderance of tJ1e evidence supports Appellants 

interpretation and not the Examiner's. The legal standard of ''a preponderance of evidence'' 

requires the evidence to be more convincing than the evidence ,.vhich is offered in opposition 10 

iL MPEP s2142. To not fully evaluate Appellants' m·gurnents is arbitrary by the Board. 

Furthermore, the Examiner's interpretation of Wilson is broadening the teachings of 

l·Vilson beyond the four corners of that reference, which is essentially using hindsight reasoning 

gleaned from Appellants' application. fn fact, the Examiner's interpretation is essentially 

reading !imitations into the Wilson disclosure that are not actually there. A reference is good for 

teaching or suggesting what it actuatly discloses. If an Examiner is going to broaden such a 

teaching, then this cannot be based solely on the Examiner's unsupported opinion. 
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Regarding Claim JO, the Board only refers to Appellants' citations in the Specification of 

page lines 4--·24: FIG. 8, element 810. and page 16, line 2J-.. -page 17. line 26. This is not all 

of the language in the Specification that pertains to and supports the limi.t.ations in Claim 30. lB 

the Second Supplemental Brief On Appeal, the Board is respectfully requesled to refer to pages 

6---•7 where Appd.lants also cite page 16, line 21---page I 8, line 20. and page I 8, line 2 J.--vage 20, 

line 24 of the Specification for support of Claim 30. Furthermore, Appellants also cite to FIG. 

11 and page 20, line 25-page 22, line 11. Appellants a.lso cite to FIG. 12, and page 22, line 12---

24 along with a citation to page 22, lines 4-24. 

Therefore, there is significantly more of the Specification that Appellants cited to in 

suppott of Claim 30 just within the Smnmary in Appellants' Appeal Brief, which this Board has 

ignored. Within all of those citations, there is significantly more disclosure for support of these 

"means plus fum.:t.ion" limitations. For example, FIG. 8 shows that the IP telephony device 105 

includes a DSP 801, which is a well-known processor for performing various tasks and 

algorithms. FIGS. l I and 12 provide flow and state diagrams of such algorithms implemented 

within the IP telephony device 105, which would be implemented within such a DSP 801. These 

figures show how the remote extension is automatically dialed upon pressing of one of the keys 

on the telephony device 105. As a result, very specific structures have been identified within 

FIG. 8 for performing the functions within the "means plus function" limitations. It is very clear 

that it is incorrect t.o construe the "means for automatically dialing" limit.at.ion as merely a key. 

Clearly, Appellants have identified within the Specification the specific structure of lhe IP 

telephony device 105 with its various components, including the DSP 80.1, along with 

identifying specific algorithms jmplemented within the DSP 801 for performing these functions 

as recited within Claim 30. 

Moreover, the prior art does not pcrfonn lhe identical function recited in the "means plus 

ftmction'' limitations. A DSP and its algorithms for perfonning the functions as supported in 

FIGS. l1 and 12 of the Specification are not shown in any way to reside within the prior art 

references. Nor does the prior art teach or suggest an identical or an equivalent structure for 

performing such functions. Therefore. the cited prior art does not rneet these "means plus 

function" limitations. 
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Regarding 1ssue 2 beginning on page 8 of the Decision on AppeaL Appcllams 

respectfully asseii that they tlo not have to prove that the prior a.ri does not show a limitation if 

the Examiner has not shown that it does. The Examiner rnerely asserting that. the prior art shmvs 

the Internet does not show that the prior art is operating under an IP protocol. 1\ppcl lants do not 

have to present any substantive argument and supporting evidence when the Examiner hus not 

even shown that the prior art reaches or suggests operating under fP protocol. ll is the 

Examiner's hurden to show that the prior art references teach or suggest this limitation. The 

Examiner has not done so, because t:he Examiner has merely rejected this claim limitation with 

his own subjective opinion, along with the mere assumption that the cxi.stence of the Internet 

being disclosed within one or both of the references is sufficient to show that an IP protocol is 

being ut.il.izcd. Moreover, the assertion by Appellants that Guy does not disclose its LANs or 

WAN operating under an IP protocol is a substantive argument. Moreover, it is significantly 

more substantive than the Examiner's unsupp01te<l statement on page 3 of the Office Action 

elated March 1.7, 2009 that "LANs and WAN operate under IP protocol" with respect to bis 

assertions of what Guy discloses. Appellants do not have to disprove the unsupported assertion 

by the Examiner; instead, it is the Examiner who must prove that Guy actually discloses this 

limitation, using facts and not mere opinion and conclusory statements. 

Regarding Claims 5 and 6, as previously asserted herein. the Decision on Appeal merely 

agrees with the Examiner without discussing Appellants' arguments at all. Appellants provided 

significant arguments on page 14 of the Appeal Brief with respect to these two claims. It docs 

not seem that the Board in ,my way considered Appellants' arguments. Moreover, such an 

assertion by the Board is absent of any full and reasoned explanation, and is not a sound 

decision. ln re Lee, 277 F.3d 1338 (Fed. Cir. 2002). ln fact, such a statement hy the Board is 

arbitrary. 

With respect to Claims 27 and 33, the Board on page 9 of the Decision on Appeal asserts 

that Appellants set forth condusory statements unsupported by factual evidence. Appellants 

asserting that the Examiner has not specifically addressed the limitations in Claims 27 and 33 is 

not merely conclusory. It is the Examiner's obligation and burden to show a prima facie case of 

obviousness. If the Examiner does not do this, Appellants do not have to do anything in 

response. Claims 27 and 33 recite that the telephone destinations include the second and third 
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te.!ephone extensions coupled to the second lP server. The Examiner asserting on page 3 of the 

Office 1~ctiou a "plurality of tdecomrmmications extension/destinations coupled t:o the second 

LAN" is not addressing the claim limitations in claims 27 and 33 which recite language different 

than what the Examiner has stated. A "second LAN'' is not necessarily an ·'JP Server.'' '·All 

words in a claim must be considered in judging the patentabilit.y of 1.hat claim against the prior 

mt." In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494,496 (CCPA 1970). 

Regarding Claim. 4, the Board asse1.1ed that Appellants wen: argui.ng the references 

individually and did not provide any persuasive arguments or evidence how a person of ordinary 

skill upon reading Wilson would he discouraged frorn fol.lowing the path set out by Appellants or 

would he led in a direction divergent from the path that was taken by Appellant. To the contrary, 

on page 18 of the Appeal Brief, Appellants did provide an argument as to why Wilson Leaches 

away from the recited limitations. Moreover, Appellants argued that the recited claim limitation 

is impossible in Guy, and that Wilson does not teach or suggest such a capability and in fact 

teaches away from such an audio communication of the IP addresses. This is not arguing the 

references individually; instead, this is presenting arguments as to why one of ordinary skill in 

the art would not be motivated to combine the teaching of Stuntebeck into the teachings of Guy 

and Wilson. In other words, Appellants provided very good arguments against the combination 

of the references. Appelhmts cmmot understand in any way how the Board can make the 

assertion that Appellants did not show how a person of ordinary skill would be discouraged from 

t.he combination when Appellants specifically provided arguments to this exact issue. Moreover, 

such an assertion by the Bmu·d is absent of any full and reasoned explanation, and is not a sound 

decision. In re Lee, 277 F.Jd LB8 (Fed. Cir. 2002). In fact, such a statement by the Board is 

arbitrary. If this Board is going to make the assertion that Appellants did not provide sufficient 

m·gumcnts, then Appellants would apprcdale this Board providing reasons why Appellants' 

specifics arguments in their Appeal Brief ,vere insufficient. 

Regarding Claims 36-38 and 40. Appellants in the Appeal Brief on page 19 asserted that 

the Examiner merely regurgitated the claim language without pointing to a teaching within the 

references of such claim limitations. The Appeal Board has <lone the same thing on pages 13-14 

of the Decision on Appeal. The Board did not provide ;my reasoning to support their decision 

that the Examiner is concct over .Appellants. Therefore, the Examiner and the Board have 
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rejected these clai.ms by merely making blanket statements Lhat the references teach or suggest 

the claim limitations. Such an assert.ion hy the Board is absent of any full and reasoned 

explanation, and is not a sound decision. in re Lee, 277 F.3d 1338 (Fed. Cir. 2002). ln fact, such 

a siatement by the Board is arbitrary. Tht.· Board has also made the asser!ion that Appellants 

,:-.
1ere arguing the refen·.~nces individually. To the contrary, Appellants asserted thar there was no 

discussion within Wilson, or a combination of Wilson and Guv, of a user making a rt'quest for n 

Ii.st of LANs. Appellants also asserted thal the Clai.m 36 recitation of a second touch input from 

the user \.Vil! result in the display of a list of telephone destinations that arc accessible from the 

second LAN is not taught or suggested within Wilson, or Wilson combined with Guv. An 

Applicant may specifically challenge an obvious rejection by showing that the Board based its 

obviousness dctennination on incorrect factual predicates. In re Roi4Jet at 1455. [n tl1c Appeal 

Brief, Appellants provided a rebuttal as to how the Examiner was relying upon an incorrect 

factual predicate in suppmt of his rejection, hut. the Board improperly ignored such a rebuttal. 

Appellants also asserted that. the automatic dialing process is not taught or suggested hy the 

references. 

The Board has disagreed with Appellants' argument that the Examiner used hindsight, 

and that the Examiner bad articulated a reason with a rational underpinning to support the legal 

conclusion. Rejections on obviousness grounds cannot be sustained by mere conclusory 

statements. KSR Int'! Co. v. Tele:flex Inc., 550 U.S. 398,418 (2007), citing ln re Kahn, 441 F.3d 

977, 988 (Fed. Cir. 2006). Instead, there must be some aiticulatcd reasoning with some rational 

underpinning to supp01t the legal conclusion of obviousness. ld. This requirement is as much 

rooted in the Administrative Procedure Act, which ensures due process and non-arbitrary 

decision making, as it is in§ 103. ld. The Examiner's assertion "that it would have been obvious 

to supply the internet database in Wilson frorn local directory stored in each respective LAN 

segmenl of a netvv·ork as shown hy Guy, thereby insuring that the internet master directory is up 

to date" i.s not a sufficiently articulated reason with a rational underpinning. All that is is ,m 
unsupported personal opinion of this Examiner, which is gleaned using hinds1ght from 

A .. ppcllants· application. A sufficientJy articulated reason \.Vith a rational underpinning must be 

based on something other than merely a personal opinion using hindsight; instead, it requires 

some sort of rational underpinning that provides logical reasons why such an update would be 
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performed, etc. For example, examples of such rational underpinnings provided in MPEP §2141 

do not include rncrc personal opinion, but instead include rationales that show predictable 

results, the prior art showing such combinations in similar technologies, etc. ff the United States 

Patent Office supported such blanket unsupported persona.I opinions of examiuers on every 

o(:casion, rhere would never be another issued patent in rfo:- United States. 

Moreover with respect to arguing Hie references indivi<lua11y, it is the Examiner who has 

asserted that Wilson discloses the limitation of ''in respon~e to receipt of first. input, displaying on 

a display on the IP telephone a first list including second and third LANs coupled to the first 

LAN, wherein the second and third LANs operate under the [P protocol," citing Figure 5 and 

column 7, lines 45-67 of Wilson. Appellants on page 19 of the Appeal Brief specifically 

traversed this asse1i.ion and stated that Wilson docs not teach or suggest this limitation. 

Therefore. the Board is all.owing the Examiner to attack a claim limitation with an individual 

reference, but is apparently not permitting Appellants to traverse such an asscttion by 

specifically attacking that reference in an individual manner also. An applicant may specifically 

chaHenge an obvious rejection by showing that the Board based its ohviousness determination on 

incorrect factual predicates. In re Rm~ffet at l455. (n the Appeal Brief, Appellants provided a 

rebuttal as to how the Examiner was relying upon an incon-cct factual predicate in support of his 

rejection, but the Board improperly ignored such a rebuttal. 

fn summary, Appelhmts respectfully assert that the Board did not present a full and 

reasoned explanation of its decision in support of the Examiner's rejections. In re Lee, 277 F.3d 

1338 (Fe.cl. Cir. 2002). Not only did the Board not reach a sound decision, but it failed to 

articulate the reasons for that decision. Id. Therefore. Appellants respectfully assert that the 

Examiner failed to present a prima fade case of obviousness, and the Board failed to properly 

address the applicable statutes and case lavv in its review of this appeal. 

Applicant believes that no fees are due at this time. However, -;hould any further fees be 

required, the Cornmissioncr is authorized to charge such fees to Deposit Account No. 504410, 

referencing Attorney Docket No. 21618-013001. 
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INTRODUCTION 

Appellants request rehearing of our Decision ("Decision") mailed 

April 23, 2012, wherein we affirmed the rejection of claims 1-6, 8, 9, 17-20, 

22, 24- 34, 36-38, and 40 as being unpatentable over various combinations 

of references. 

ANALYSIS 

In their Request for Rehearing, Appellants allege that the Board's 

Decision misapprehended or Appellants' arguments (Req. 8-9). 

ISSUE 1 

35 U.S.C. § 103(a): claims 1, 3, 8, 9, 17, 22, 24, 29, and 30 

Claim 1 

Appellants contend the references of Guy and Wilson cannot be 

combined together "because the references had particular features that would 

not lead one of ordinary skill in the art to the combination of the references" 

(Req. 2). We disagree. 

The Examiner relies upon Wilson as teaching or suggesting "first circuitry 

for enabling a user of the first telecommunication device [coupled to the first 

LAN] to observe/view a list of the plurality of telecommunications 

extension" (which are coupled to the second LAN), and "second circuitry for 

automatically calling one of the plurality of telecommunications extensions 

in response to the user selecting one of the plurality of telecommunications 

extensions from the observed list" (Ans. 4-5 and 11 ). 

To justify combining reference teachings in support of a rejection it is 
not necessary that a device shown in one reference can be physically 

2 
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inserted into the device shown in the other. In re Griver, 53 CCPA 
815,354 F.2d 377, 148 USPQ 197 (1966); In re Billingsley, 47 CCPA 
1108, 279 F.2d 689, 126 USPQ 370 (1960). The test for obviousness 
is not whether the features of a secondary reference may be bodily 
incorporated into the structure of the primary reference; nor is it that 
the claimed invention must be expressly suggested in any one or all of 
the references. Rather, the test is what the combined teachings of the 
references would have suggested to those of ordinary skill in the art. 
In re Wood, 599 F.2d 1032, 202 USPQ 171 (CCPA 1979); In re 
Passal, 57 CCPA 1151, 426 F.2d 828, 165 USPQ 720 (1970); In re 
Richman, 57 CCPA 1060, 424 F.2d 1388, 165 USPQ 509 (1970); In 
re Rosselet, 52 CCPA 1533, 347 F.2d 847, 146 USPQ 183 (1965). 

In re Keller, 642 F.2d 413,425 (CCPA 1981). 

Here, Wilson teaches or suggests that an observer on one network can 

observe a list of extensions in a second network (Ans. 3-4; Decision 5). 

Thus, we agree with the Examiner that Appellants are arguing the references 

individually. Additionally, although not relied upon, we agree with the 

Examiner (Ans. 11) that Wilson teaches or at least suggests LAN/WAN 

technology (see also, Fig. 4). (Note Appellants have indicated the WAN 

may be several types of networks including a PSTN network (Spec. 6, 11. 4-

6; and Fig. 3). 

Appellants argue the specific circuitry of Wilson (Req. 2-4); however, 

the specific circuitry is not recited in claim 1. As both Wilson and Guy 

teach or at least suggest the use of LAN s and WAN s, we find an ordinary 

artisan at the time of the invention would have had the skills to connect LAN 

and WAN networks. 

Appellants further argue Wilson does not teach "automatically" 

calling a telecommunication extension in response to the user selecting one 

3 
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of the telecommunications extensions from the observed list (Req. 2-4). We 

disagree with Appellants that Wilson does not teach or suggest this feature 

as set forth in our Decision (Decision 5). Thus, given the teaching or at least 

suggestion of Wilson to automatically dial a selected number, we conclude it 

would have been obvious to an ordinary artisan at the time of the invention. 

Moreover, consistent with the Examiner's and our conclusion (Ans. 12-14; 

Decision 5-6) and, further, going to the obviousness of such a feature at the 

time of the invention, we find incorporating the feature - speed dialing -

would have been within the skills of an ordinary artisan at the time of the 

invention. 

Therefore, Appellants did not persuade us of error in the Examiner's 

findings and conclusions. Accordingly, consistent with the Examiner's 

conclusions, we agree one of ordinary skill in the art at the time of the 

invention would have found it obvious to combine the technique of Wilson 

into the system of Guy. 

Claim 30 

Appellants argue we considered only certain citations in the 

Specification as showing the "means plus function" limitations (Req. 5). 

However, the Examiner set forth the portions of Wilson and Guy that taught 

the specific "means plus function" limitations (Ans. 3-5). We agree with the 

Examiner that the cited prior art teaches or at least teaches the "means plus 

function" structure for the recited limitations. 

Appellants have not persuaded us that the Examiner was in error. 

Indeed, Appellants did not articulate sufficient evidence or argument in their 

4 



CISCO EXHIBIT 1003 
Page 418 of 455

Appeal2010-000868 
Application 10/44 7,607 

Appeal Brief as to why the Examiner's mapping is in error. Instead, 

Appellants merely argued the Examiner had not interpreted the "means for" 

language. 

Moreover, as we noted, the only indication by Appellants as to the 

corresponding structure for the "means plus function" limitations disclosed 

general structure (Decision 7; App. Br. 6-7). For example, Appellants set 

forth "[a]utomatic dialing of the selected telephone destination and a 

response to selection of one of the telephone destinations from a displayed 

list is described on page 22, lines 4-24" (App. Br. 6-7). Thus, based on 

Appellants' citation, we found the "circuitry for automatically calling" to be 

a key (Decision 7). We agree that this key only activates the automatic 

dialing, however, in light of Appellants' mapping, the structure disclosed 

was limited to a key. 

Now Appellants provide citations that encompass pages 16, line 21 

through page 22, line 24 as disclosing the structure for the "means plus 

function" limitations (Req. 5). However, even if we were to consider the 

further citations, these portions disclose well-known elements such as a 

Texas Instruments Model 54-2 DSP, an LCD display, and memory. Again, 

Appellants have not specified the particular structure for each "means plus 

function" limitation. 

Therefore, In light of the record before us, Appellants have not 

persuaded us of error in the Examiner's findings and conclusions. 

5 
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Claim 2 

Appellants argue the prior art, although teaching the Internet, does not 

show that the prior art is operating under an IP protocol. Appellants merely 

set forth conclusory statements (App. Br. 16). However, the Examiner 

pointed to Guy as disclosing the Internet as an example ofa WAN (Ans. 13-

15). Since the Internet operates using IP protocol and Guy teaches or at least 

suggests LANs coupled to a WAN, we find Guy teaches or at least suggests 

to an ordinary artisan at the time of the invention, communication among the 

first and second LAN and the WAN uses an IP protocol. 

Accordingly, Appellants have not persuaded us of error in our 

findings and conclusions. 

Claims 5 and 6 

Appellants' arguments were fully considered but were not persuasive 

as we set forth in our Decision (Decision 9). Indeed, we conclude the 

recited limitations would have been obvious to one of ordinary skill in the 

art at the time of the invention. As such, we find Appellants' assertions that 

we overlooked the arguments for claims 5 and 6 unpersuasive 

Claims 27 and 33 

Appellants' argument regarding claims 27 and 33 was that "[t]he 

Examiner has not specifically addressed the limitations in Claims 27 and 33" 

(App. Br. 20). The Examiner set forth specific findings regarding these 

claims by providing specific citations to Guy (Ans. 3-4). The Examiner may 

have made an abbreviated reference to the limitations; however, the cited 

6 
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portions fairly teach or suggest the specific limitations. Appellants provided 

no additional arguments or evidence to persuade us otherwise. Thus, based 

on our review, we are not persuaded of error in the Examiner's findings and 

conclusions. 

Claim 4 

Appellants, in their Appeal Brief, argued only that Wilson does not 

teach or suggest "the list of plurality of telecommunications extensions is 

played as audio to the user of the first telecommunications device" (App. Br. 

21 ). As we set forth in our Decision (Decision 12), the Examiner is relying 

on Stuntebeck as disclosing this limitation. Appellants did not present any 

arguments or evidence regarding Stuntebeck. Moreover, Appellants' 

argument as to why Wilson teaches away is unpersuasive. "A reference may 

be said to teach away when a person of ordinary skill, upon reading the 

reference, would be discouraged from following the path set out in the 

reference, or would be led in a direction divergent from the path that was 

taken by the applicant." In re Gurley, 27 F.3d 551, 553 (Fed. Cir. 1994). "A 

known or obvious composition does not become patentable simply because 

it has been described as somewhat inferior to some other product for the 

same use." In re Gurley, 27 F.3d 551, 553 (Fed. Cir. 1994). It follows 

Wilson does not teach away from an audio communication of the IP address. 

Thus, Appellants have not persuaded us of error. 

7 
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Claims 36-38 and 40 

Appellants have not persuaded us of error in our finding that the 

combination of Wilson and Guy teach or at least suggest the invention as 

recited in claim 36. Again we find Appellants are arguing the references 

individually. 

We also emphasize, as set forth by the Examiner, Wilson teaches or at 

least suggests displaying a list of data in response to user input and in 

response to another input, displaying a subset of that data ( col. 7, 1. 45- col. 

8, 1. 15). One of ordinary skill in the art would have had the skills at the 

time of the invention to display the list of LANs (see, e.g., Wilson, Fig. 6 

displaying a directory; see also Reply Br. 7 - Guy discloses transferring 

across a WAN a server code of a remote network. (We find since a server 

may act as a gateway to a LAN, providing a server code may indicate the 

LAN. Displaying the received server codes in a list would have been within 

the skills of an ordinary artisan)). 

As to Appellants additional arguments (Rehearing 7-9), we are not 

persuaded the Examiner was relying upon incorrect factual findings or that 

the Examiner provided inadequate or flawed reasoning for the combination 

of references. 

DECISION 

Accordingly, we have granted Appellants' Request to the extent that 

we have reconsidered the original Decision but have DENIED it with respect 

to making any changes to the Decision. 

REHEARING DENIED 

8 
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routine use, to the public if the record was filed in an application which became abandoned or in 
which the proceedings were terminated and which application is referenced by either a published 
application, an application open to public inspection or an issued patent. 
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Notice of Allowability 

Application No. 

10/447,607 
Examiner 

GREGORY SEFCHECK 

Applicant(s) 

SUDER ET AL. 
Art Unit 

2477 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address-­
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. 

1. 1:8] This communication is responsive to board decision of 4/23/2012 and Decision on Reconsideration of 8/1/2012. 

2. D An election was made by the applicant in response to a restriction requirement set forth during the interview on __ ; 
the restriction requirement and election have been incorporated into this action. 

3. 1:8] The allowed claim(s) is/are 1-6. 9. 17-20. 22. 30. 32-34. and 36-38. renumbered 1-19. 

4. D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a) D All b) D Some* c) D None of the: 

1. D Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. __ . 

3. D Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 

* Certified copies not received: __ . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Failure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

5. • A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 
INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient. 

6. D CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 

(a) D including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 

1) D hereto or 2) D to Paper No./Mail Date __ . 

(b) D including changes required by the attached Examiner's Amendment/ Comment or in the Office action of 
Paper No./Mail Date __ . 

Identifying indicia such as the application number {see 37 CFR 1.84{c)) should be written on the drawings in the front {not the back) of 
each sheet. Replacement sheet{s) should be labeled as such in the header according to 37 CFR 1.121{d). 

7. • DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 

Attachment(s) 
1. 1:8] Notice of References Cited (PTO-892) 

2. D Notice of Draftperson's Patent Drawing Review (PTO-948) 

3. D Information Disclosure Statements (PTO/SB/08), 
Paper No./Mail Date __ 

4. D Examiner's Comment Regarding Requirement for Deposit 
of Biological Material 

U.S. Patent and Trademark Office 

5. D Notice of Informal Patent Application 

6. D Interview Summary (PTO-413), 
Paper No./Mail Date __ . 

7. 1:8] Examiner's Amendment/Comment 

8. D Examiner's Statement of Reasons for Allowance 

9. D Other __ . 

/Gregory B Sefcheck/ 
Primary Examiner, Art Unit 2477 
10-19-2012 

PTOL-37 (Rev. 03-11) 
220121019 

Notice of Allowability Part of Paper No./Mail Date 10-19· 
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DETAILED ACTION 

• The Board Decision of 4/23/2012 and Decision on Reconsideration of 8/1/2012 

are acknowledged. 

• The rejections of claims 1-6, 8, 9, 17-20, 22, and 24-34 have been affirmed. 

• The rejections of claims 10, 23, and 35 have been reversed. 

• Claims 1, 4, 17, 30, 32, and 36-38 have been amended as shown below, 

substantially incorporating the limitations of the reversed claims, and are allowed. 

• Claims 2, 3, 5, 6, 9, 18-20, 22, 33, and 34 as previously presented are also allowed 

due to dependence from allowed claims. 

• Claims 8, 10, 23-29, 31, and 35 are cancelled. Claims 7, 11-16, 21, and 39 have 

been previously cancelled. 

• Allowed claims 1-6, 9, 17-20, 22, 30, 32-34, and 36-38 have been renumbered 

accordingly, as indicated on the Issue Classification Sheet. 

The application has been amended as follows, as discussed with Kelly Kordzik on 

10/23/2012: 

In the Specification: 

pg. 3, line 15, "FIGURES 9A-9C" has been changed to - - FIGURES 9A-9B - -

In the claims: 

1. (currently amended) An information handling system comprising: 

a first local area network ("LAN"); 
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a second LAN; 

a wide area network ("WAN") coupling the first LAN to the second LAN; 

a third LAN coupled to the first and second LAN s via the WAN; 

a first telecommunications device coupled to the first LAN; 

a plurality of telecommunications extensions coupled to the second LAN; 

the first LAN including first circuitry for enabling a user of the first 

telecommunications device to observe a list of the plurality of telecommunications 

extensions; [[and]] 

the first LAN including second circuitry for automatically calling one of the 

plurality of telecommunications extensions in response to the user selecting one of the 

plurality of telecommunications extensions from the observed list, wherein the list of the 

plurality of telecommunications extensions is stored in a server in the second LAN, and is 

accessed by the first circuitry across the WAN; and 

a plurality of telecommunications extensions coupled to the third LAN, the first 

LAN including circuitry for enabling the user to select between observing the list of the 

plurality of telecommunications extensions coupled to the second LAN or observing a list 

of the plurality of telecommunications extensions coupled to the third LAN. 

2. (original) The system as recited in claim 1, wherein communication among 

the first LAN, second LAN, and WAN uses an IP protocol. 

3. ( original) The system as recited in claim 2, wherein the list of the plurality of 

telecommunications extensions is displayed to the user of the first telecommunications 

device. 
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4. (currently amended) The system as recited in claim 1 AH iHformatioH haHdliHg 

system eoffif)risiHg: 

a first loeal area Heti.vork ("Ll\,N"); 

a seeoHd Lr\:N; 

a vlide area Heti.vork ("'NAN") eo:ttpliHg the first LAN to the seeoHd LAN; 

a first teleeommuHieatioHs deviee eoupled to the first LAN; 

a plurality of teleeommuHieatioHs eJcteHsioHs eoupled to the seeoHd Ll\,N; 

the first Ll\,N iHeludiHg first eireuitry for eHasliHg a user of the first 

teleeommuHieatioHs de•.riee to ol3serve a list of the plurality of teleeommuHieatioHs 

the first Ll\,N iHeludiHg seeoHd eireuitry for automatieally ealliHg OHO of the 

plurality of teleeommuHieatioHs mcteHsioHs iH respoHse to the user seleetiHg OHO of the 

plurality of teleeommuHieatioHs mcteHsioHs from the ol3sep,red list, v,rhereiH 

eommuHieatioH amoHg the first LAN, seeoHd LA~t, aHd '.VAN uses aH IP protoeol, 

wherein the list of the plurality of telecommunications extensions is played as audio to 

the user of the first telecommunications device. 

5. (original) The system as recited in claim 3, wherein the first 

telecommunications device is an IP telephone having a display for showing the list of the 

plurality of telecommunications extensions, wherein the second circuitry includes a key 

for enabling the user to tacitly selecting one of the plurality of telecommunications 

extensions from the displayed list. 

6. ( original) The system as recited in claim 5, wherein the tactile selection of one 

of the plurality of telecommunications extensions from the displayed list by the user 

results in an initiation of a call from the first telecommunications device to the selected 

one of the plurality of telecommunications extensions across the WAN. 

7. (cancelled) 
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8. (cancelled) 

9. (currently amended) The system as recited in claim 1 [[8]], wherein the first 

telecommunications device includes circuitry for enabling the user to scroll through the 

displayed list of the plurality of telecommunications extensions El.e•.riees. 

10. (cancelled) 

11.-16. ( cancelled) 

17. ( currently amended) An information handling system comprising: 

a first local area network ("LAN") operating under an IP protocol; 

a first IP telephone coupled to the first LAN, the first IP telephone having a 

display and a set of keys for enabling a user to enter inputs; 

a second LAN operating under the IP protocol; 

second and third telephone extensions coupled to the second LAN; 

a wide area network ("WAN") operating under the IP protocol coupling the first 

LAN to the second LAN; [[and]] 

a third LAN coupled to the first and second LAN s via the WAN; 

the first LAN including first circuitry for enabling a user of the first IP telephone 

to view a list including the second and third telephone extensions, wherein the list is 

stored in a server in the second LAN, and is accessed by the first circuitry across the 

WAN; and 

a plurality of telephone extensions coupled to the third LAN, the first LAN 

including circuitry for enabling the user to select between viewing the list of the 

telephone extensions coupled to the second LAN or viewing a list of the plurality of 

telephone extensions coupled to the third LAN. 

18. (original) The system as recited in claim 17, further comprising: 
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the first LAN including second circuitry for automatically calling the second 

telephone extension in response to the user selecting the second telephone extension from 

the viewed list. 

19. ( original) The system as recited in claim 18, wherein selection of the second 

telephone extension from the viewed list by the user is accomplished by selection of one 

of the set of keys. 

20. (original) The system as recited in claim 19, wherein the selection of one of 

the set of keys results in an initiation of a call from the first IP telephone to the second 

telephone extension across the WAN. 

21. (cancelled) 

22. ( original) The system as recited in claim 17, wherein the first IP telephone 

includes circuitry for enabling the user to scroll through the displayed list. 

23. (cancelled) 

24. (cancelled) 

25. (cancelled) 

26. (cancelled) 

27. (cancelled) 

28. (cancelled) 

29. (cancelled) 
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30. (currently amended) A telecommunications system comprising: 

a first IP telephone coupled to a first IP server within a first LAN; 

second and third telephone extensions coupled to a second IP server within a 

second LAN; 

a WAN coupling the first LAN to the second LAN, the first LAN, the second 

LAN, and the WAN communicating using an IP protocol; 

a third LAN coupled to the first and second LAN s via the WAN; 

means for displaying on the first IP telephone a list of telephone destinations 

stored in the second IP server in response to selection of a first input on the first IP 

telephone, wherein the list of telephone destinations is communicated from the second IP 

server over the WAN to the first IP telephone; [[and]] 

means for automatically dialing the selected one of the telephone destinations for 

a communications link between the first IP telephone and the selected one of the 

telephone destinations in response to selection of one of the telephone destinations from 

the displayed list, wherein the selection of one of the telephone destinations from the 

displayed list is performed in response to selection of a second input on the first IP 

telephone by a user; 

means for displaying on the first IP telephone a list of LANs coupled to the WAN, 

including the second and third LAN s; and 

means for displaying the first list in response to selection of the second LAN from 

the displayed list of LAN s. 

31. (cancelled) 

32. (currently amended) The system as recited in claim 30 [[31]], wherein the 

first and second inputs are the same key button on the first IP telephone. 

33. (original) The system as recited in claim 32, wherein the telephone 

destinations include the second and third telephone extensions coupled to the second IP 
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server. 

34. ( original) The system as recited in claim 32, wherein the telephone 

destinations include telephones external to the system. 

35. (cancelled) 

36. (currently amended) A method comprising the steps of: 

receiving a first touch input from a user on an IP telephone that is networked into 

a first LAN operating under an IP protocol; 

in response to receipt of the first touch input, displaying on a display on the IP 

telephone a first list including second and third LANs coupled to the first LAN, wherein 

the second and third LAN s operate under the IP protocol, wherein the first, second, and 

third LAN s are coupled via a WAN; 

receiving a second touch input from the user on the IP telephone; 

in response to receipt of the second touch input, displaying on the display on the 

IP telephone a second list of telephone destinations accessible from the second LAN; 

receiving a third touch input from the user on the IP telephone; [[and]] 

in response to receipt of the third touch input, automatically dialing one of the 

telephone destinations accessible from the second LAN for a communications connection 

between the one of the telephone destinations and the IP telephone, wherein the step of 

displaying on the display on the IP telephone the second list further includes the steps of: 

sending a message from the first LAN to the second LAN requesting the 

second list; and 

receiving the second list from the second LAN to the first LAN; 

receiving a fourth touch input from the user on the IP telephone; and 

in response to receipt of the fourth touch input, displaying on the display on the IP 

telephone a third list of telephone destinations accessible from the third LAN, wherein 

the step of displaying on the display on the IP telephone the third list further includes the 

steps of: 
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sending a message from the first LAN to the third LAN requesting the 

third list; and 

receiving the third list from the third LAN to the first LAN. 

37. (currently amended) The method as recited in claim 36, before the step of 

receiving the second touch input, further comprising the steps of: receiving a fifth futffih 

touch input from the user on the IP telephone; and in response to receipt of the fifth 

futffih touch input, scrolling through the first list. 

38. (currently amended) The method as recited in claim 37, before the step of 

receiving the third touch input, further comprising the steps of: receiving a sixth fifth 

touch input from the user on the IP telephone; and in response to receipt of the sixth fifth 

touch input, scrolling through the second list. 

39. (cancelled) 

40. (cancelled) 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to GREGORY SEFCHECK whose telephone number is 

(571)272-3098. The examiner can normally be reached on Monday-Friday, 7:30am-

4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Chirag Shah can be reached on 571-272-3144. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. Status 

information for unpublished applications is available through Private PAIR only. For 

more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 

have questions on access to the Private PAIR system, contact the Electronic Business 

Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 

Customer Service Representative or access to the automated information system, call 

800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Gregory B Sefcheck/ 
Primary Examiner, Art Unit 2477 
10-23-2012 
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I (BY) DEPUTY CLERK 

Copy I-Upon initiation of action, mail this copy to Director Copy 3-Upon termination of action, mail this copy to Director 
Copy 2-Upon filing document adding patent(s), mail this copy to Director Copy 4---Case file copy 



CISCO EXHIBIT 1003 
Page 453 of 455

Case 2:20-cv-00126-JRG-RSP Document 2 Filed 04/27/20 Page 1 of 1 Page!D #: 98 

AO 120 (Rev. 08/10) 

TO: 
Mail Stop 8 

Director of the U.S. Patent and Trademark Office 
P.O. Box 1450 

REPORT ON THE 
FILING OR DETERMINATION OF AN 
ACTION REGARDING A PATENT OR 

TRADEMARK Alexandria, VA 22313-1450 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been 

filed in the U.S. District Court EASTERN DISTRICT OF TEXAS on the following 

D Trademarks or ~Patents. ( D the patent action involves 35 U.S.C. § 292.): 

DOCKET NO. DATE FILED U.S. DISTRICT COURT 
4/27/2020 EASTERN DISTRICT OF TEXAS 

PLAINTIFF DEFENDANT 
ESTECH SYSTEMS, INC. BOKF, NATIONAL ASSOCIATION 

PATENTOR DATE OF PATENT 
HOLDER OF PATENT OR TRADEMARK 

TRADEMARK NO. OR TRADEMARK 

1 8,391,298 3/5/2013 ESTECH SYSTEMS, INC. 

2 7,068,684 6/27/2006 ESTECH SYSTEMS, INC. 

3 7,123,699 10/17/2006 ESTECH SYSTEMS, INC. 

4 

5 

In the above-entitled case, the following patent(s)/ trademark(s) have been included: 

DATE INCLUDED INCLUDED BY 

D Amendment D Answer D Cross Bill D Other Pleading 

PATENTOR DATE OF PATENT 
HOLDER OF PATENT OR TRADEMARK 

TRADEMARK NO. OR TRADEMARK 

1 

2 

3 

4 

5 

In the above-entitled case, the following decision has been rendered or judgement issued: 

IDECISION/JUDGEMENT 

I (BY) DEPUTY CLERK 

Copy I-Upon initiation of action, mail this copy to Director Copy 3-Upon termination of action, mail this copy to Director 
Copy 2-Upon filing document adding patent(s), mail this copy to Director Copy 4---Case file copy 



CISCO EXHIBIT 1003 
Page 454 of 455

Case 2:20-cv-00127-JRG-RSP Document 2 Filed 04/27/20 Page 1 of 1 Page!D #: 98 

AO 120 (Rev. 08/10) 

TO: 
Mail Stop 8 

Director of the U.S. Patent and Trademark Office 
P.O. Box 1450 

REPORT ON THE 
FILING OR DETERMINATION OF AN 
ACTION REGARDING A PATENT OR 

TRADEMARK Alexandria, VA 22313-1450 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been 

filed in the U.S. District Court EASTERN DISTRICT OF TEXAS on the following 

D Trademarks or ~Patents. ( D the patent action involves 35 U.S.C. § 292.): 

DOCKET NO. DATE FILED U.S. DISTRICT COURT 
4/27/2020 EASTERN DISTRICT OF TEXAS 

PLAINTIFF DEFENDANT 
ESTECH SYSTEMS, INC. BBVA USA BANCSHARES, INC. 

PATENTOR DATE OF PATENT 
HOLDER OF PATENT OR TRADEMARK 

TRADEMARK NO. OR TRADEMARK 

1 8,391,298 3/5/2013 ESTECH SYSTEMS, INC. 

2 7,068,684 6/27/2006 ESTECH SYSTEMS, INC. 

3 7,123,699 10/17/2006 ESTECH SYSTEMS, INC. 

4 

5 

In the above-entitled case, the following patent(s)/ trademark(s) have been included: 

DATE INCLUDED INCLUDED BY 

D Amendment D Answer D Cross Bill D Other Pleading 

PATENTOR DATE OF PATENT 
HOLDER OF PATENT OR TRADEMARK 

TRADEMARK NO. OR TRADEMARK 

1 

2 

3 

4 

5 

In the above-entitled case, the following decision has been rendered or judgement issued: 

IDECISION/JUDGEMENT 

I (BY) DEPUTY CLERK 

Copy I-Upon initiation of action, mail this copy to Director Copy 3-Upon termination of action, mail this copy to Director 
Copy 2-Upon filing document adding patent(s), mail this copy to Director Copy 4---Case file copy 



CISCO EXHIBIT 1003 
Page 455 of 455

Case 6:20-cv-00321-ADA Document 7 Filed 04/27/20 Page 1 of 1 

AO 120 (Rev. 08/10) 

TO: 
Mail Stop 8 

Director of the U.S. Patent and Trademark Office 
P.O. Box 1450 

REPORT ON THE 
FILING OR DETERMINATION OF AN 
ACTION REGARDING A PATENT OR 

TRADEMARK Alexandria, VA 22313-1450 

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been 

filed in the U.S. District Court Western District of Texas on the following 

D Trademarks or ~Patents. ( D the patent action involves 35 U.S.C. § 292.): 

DOCKET NO. DATE FILED U.S. DISTRICT COURT 
4/24/2020 Western District of Texas 

PLAINTIFF DEFENDANT 
ESTECH SYSTEMS, INC. OPEN MORTGAGE, LLC 

PATENTOR DATE OF PATENT 
HOLDER OF PATENT OR TRADEMARK 

TRADEMARK NO. OR TRADEMARK 

1 8,391,298 3/5/2013 ESTECH SYSTEMS, INC. 

2 7,068,684 6/27/2006 ESTECH SYSTEMS, INC. 

3 6,067,349 5/23/2000 ETECH SYSTEMS, INC. 

4 7,123,699 10/17/2006 ESTECH SYSTEMS, INC. 

5 

In the above-entitled case, the following patent(s)/ trademark(s) have been included: 

DATE INCLUDED INCLUDED BY 

D Amendment D Answer D Cross Bill D Other Pleading 

PATENTOR DATE OF PATENT 
HOLDER OF PATENT OR TRADEMARK 

TRADEMARK NO. OR TRADEMARK 

1 

2 

3 

4 

5 

In the above-entitled case, the following decision has been rendered or judgement issued: 

IDECISION/JUDGEMENT 

I (BY) DEPUTY CLERK 

Copy I-Upon initiation of action, mail this copy to Director Copy 3-Upon termination of action, mail this copy to Director 
Copy 2-Upon filing document adding patent(s), mail this copy to Director Copy 4---Case file copy 


