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PHONE DIRECTORY IN A
VOICE OVER IP TELEPHONE SYSTEM

CROSS REFERENCE TO RELATED APPLICATIONS

This application for patent is a continuation-in-part application of U.S. Patent
Application Serial No. 09/775,018, entitled "QUALITY OF SERVICE IN A VOICE
OVER IP TELEPHONE SYSTEM."

This application for patent is related to the following patent applications:

Serial No. 10/072,343; entitled "QUALITY OF SERVICE IN A REMOTE
TELEPHONE";

Serial No. 10/041,332; entitled "SERVICE OBSERVING IN A VOICE
OVER IP TELEPHONE SYSTEM"; and

Serial No. 10/210,902; entitled "VOICE MAIL IN A VOICE OVER IP
TELEPHONE SYSTEM"; which are all hereby incorporated by reference herein.

TECHNICAL FIELD

The present invention relates in general to information processing systems,
and in particular, to the use of Voice over IP technology to transmit voice

conversations.

BACKGROUND INFORMATION

Voice over IP ("VoIP") is a relatively recent development that is utilized to
transmit voice conversations over a data network using the Internet Protocol ("IP").
Such a data network may be the Internet or a corporate intranet, or any IP network.
There are several potential benefits for moving voice over a data network using IP.
First, there is a savings in money compared to the need to use traditional tolled

telecommunications networks. Additionally, Voice over IP enables the management

-1-
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of voice and data over a single network. And, with the use of IP phones, moves, adds
and changes are easier and less expensive to implement. Moreover, additional and
integrated new services, including integrated messaging, bandwidth on demand, voice
e-mails, the development of "voice portals” on the Web, simplified setting up and

tearing down, and transferring of phone calls are capable.

Using Voice over IP technology, phone systems can communicate with each
other over existing IP data networks typically present between remote offices. This
feature alone can eliminate the need for expensive, dedicated circuits between
facilities. The shared bandwidth can also be used for voice calls and data

communication simultancously; no bandwidth is dedicated to one or the other.

Another advantage of a Voice over IP system is the ability to implement a
phone system over an existing data network that is already connecting workstations
within a local area network, such as over an Ethernet. An Ethernet operates over
twisted wire and over coaxial cable for connecting computers, printers, workstations,
terminals, servers, etc., within the same building or a campus. The Ethernet utilizes
frame packets for transmitting information. Voice over IP can utilize such packet

switching capabilities to connect IP phones onto the Ethernet.
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BRIEF DESCRIPTION OF THE DRAWINGS

For a more complete understanding of the present invention, and the
advantages thereof, reference is now made to the following descriptions taken in

conjunction with the accompanying drawings, in which:
FIGURE 1 illustrates an information processing system;
FIGURE 2 illustrates a wide arca network (“WAN”);

FIGURE 3 illustrates another embodiment of a wide area network

configuration;

FIGURE 4 illustrates a block diagram of a configuration of an embodiment of

the present invention;
FIGURE 5 illustrates a block diagram of a network card;
FIGURE 6 illustrates a block diagram of main processing board,;
FIGURE 7 illustrates a block diagram of a peripheral card;
FIGURE 8 illustrates a block diagram of a telephony device;

FIGURES 9A — 9C illustrate a flow diagram of call processing over a

configuration in accordance with the present invention;

FIGURE 10 illustrates a message flow diagram corresponding to an

embodiment of the present invention;

FIGURE 11 illustrates a flow diagram in accordance with the present

invention;

FIGURE 12 illustrates a message flow diagram in accordance with the present

invention,;

FIGURE 13 illustrates functions implemented in the processing means of the.

main board;

FIGURE 14 illustrates a message flow over a WAN; and

-3
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FIGURES 15-18 illustrate flow diagrams for programming a special purpose

key on a telephone in accordance with an embodiment of the present invention.
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DETAILED DESCRIPTION

In the following description, numerous specific details are set forth such as
specific network configurations, network devices, types of multimedia traffic, etc. to
provide a thorough understanding of the present invention. However, it will be
obvious to those skilled in the art that the present invention may be practiced without
such specific details. In other instances, well-known circuits have been shown in
block diagram form in order not to obscure the present invention in unnecessary
detail. For the most part, details concerning timing considerations and the like have
been omitted in as much as such details are not necessary to obtain a complete
understanding of the present invention and are within the skills of persons of ordinary

skill in the relevant art.

Refer now to the drawings wherein depicted elements are not necessarily
shown to scale and wherein like or similar elements are designated by the same

reference numeral through the several views.

FIGURE 1 illustrates an information processing system configured in
accordance with the present invention. FIGURE 1 essentially illustrates a local area
network ("LAN"), which in one configuration could be implemented with an Ethemnet
protocol. However, the present invention is not limited to use with any particular data
transfer protocol. Workstation PC 106, network hub 103 and server 104 coupled to
each other illustrate a typical LAN configuration where data is communicated
between the workstation 106 and the server 104. Naturally, other workstations and
servers could also be coupled to the LAN through hub 103, including the use of
additional hubs. Hub 103 may be a 10 Base T or 10/100 Base T Ethernet hub. In an
alternative embodiment, the hub 103 and server 104 may be implemented in the same
data processing system. Herein, the term "workstation" can refer to any network
device that can either receive data from a network, transmit data to a network, or

both.
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To add in the voice communication capabilities, an [P multimedia server 101
is coupled to hub 103 and an IP telephony device 105 is connected between the
workstation 106 and the hub 103. Workstation 106 may be optional. The IP
multimedia server 101 is coupled to a central office ("CO") 102 so that telephony
device 105 can communicate to other telecommunications networks, such as the
public switched telephone network ("PSTN"). Naturally, additional TP telephony
devices 105 can be coupled to hub 103, including having workstations coupled to hub
103 through such IP telephony devices. Further details on multimedia server 101 and
IP telephony device 105 are described below. An IP telephone, or telephony device,
is any apparatus, device, system, etc., that can communicate multimedia traffic using
IP telephony technology. IP telephony is defined within Newton's Telecom
Dictionary, Harry Newton, Sixteenth Edition, page 454, which is hereby incorporated
by reference herein. Information, or data, on the network includes both the voice and
data information, and any other multimedia traffic. However, an IP telephone is not
limited to the configurations described herein. For example, all of the functionality of

the present invention can be implemented in a workstation.

FIGURE 2 illustrates how the information processing system of the present
invention as noted above with respect to FIGURE 1 can be implemented across a
wide area network ("WAN") 201 where the multimedia server 101 of FIGURE 1 is
coupled to another multimedia server 202 across LAN 201. Note that the other items
described above in FIGURE 1 have been omitted in FIGURE 2 for the sake of
simplicity.

FIGURE 3 illustrates further detail of a configuration of the present invention
over a WAN 201. Note that such a WAN may implement the IP protocol, and could
be a public WAN, such as the Internet, a private data network, an intranet, a Virtual

Private Network ("VPN"), or any external network.

FIGURE 3 illustrates an exemplary system where WAN 201 couples an

information processing system 301 in Dallas, Texas to another information
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processing system 302 in Detroit, Michigan, while also permitting a remote system
303 to couple to both systems 301 and 302 through WAN 201, such as from a

telecommuter's home.

System 301 is similar to the system described above with respect to

FIGURE 1. System 301 is coupled to WAN 201 through router 304.

System 302 is similar to system 301 with the exception that a data server is
not implemented within system 302. Router 305 is similar to router 304, multimedia
server 306 is similar to multimedia server 101, hub 307 is similar to hub 103, IP
telephony device 308 is similar to IP telephony device 105, and workstation 309 is

similar to workstation 106.

Remote system 303 is coupled to WAN 201 using a modem 310, such as a
cable modem or an ADSL (asymmetric digital subscriber line) modem. A NAT
(Network Address Translation) router/hub 311 then couples a workstation PC 312
and an IP telephony device 313 to the modem 310. Not only can data be transferred
across WAN 201 between systems 301-303, but also any one of telephony devices
105, 308 and 313 can communicate with each other and with the PSTN (not shown)

over CO lines coupled to either of systems 301 and 302.

FIGURE 4 illustrates further details of system 301. As noted above, system
301 is coupled to WAN 201 through IP router 304, which is coupled by line 413 to
Ethernet hub 103. FEthenet hub 103 is connected by line 414 to fast Ethernet
telephony device 105, which is coupled by line 415 to workstation 106. Ethernet
hub 103 is coupled to IP network card 402 by connection 416, which may be a 10/100

Base T connector.

Multimedia server 101 is comprised of main board 401, network card 402,
hard drive 403, backplane 404 and peripheral cards 405. Network card 402 is further
discussed below in more detail with respect to FIGURE 5. Network card 402 is
coupled by ribbon cable 409 to main board 401, which is further described below in

CISCO EXHIBIT 1003
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more detail with respect to FIGURE 6. Multimedia server 101 is powered through
power pack 407. IDE (Integrated Drive Electronics) HDD (hard disk drive) 403 is
coupled by ribbon cable 410 to network card 402 and main board 401, while network
card 402 is coupled to backplane 404 through ribbon cable 411. Backplane 404
provides capacity for several peripheral cards (P-cards) 405, which are of a typical
configuration for enabling a telephone system to connect to a central office (CO), T1
lines, analog central office trunks and analog telephones 406. Alternatively, ribbon

cable 411 could be coupled to one of the peripheral cards 405 directly.

Referring next to FIGURE 5, there is illustrated a block diagram of network
card 402. Network card 402 is responsible for communicating with all IP telephones,
remote telephones and remote sites via a 10/100 Base T connection. The higher-level
communication protocol used may be a standard UDP/IP (User Datagram
Protocol/Internet Protocol) protocol, or any other packet switching protocol. In
addition, network card 402 communicates with the main board 401 for overall system
control. Network card 402 has effectively replaced individual electronic key
telephone circuits with a single Ethernet interface, and network card 402 now acts as
the central distribution point for all peripheral cards 405, which can plug into

backplane 404.

RiBbon cable 410 from hard drive 403 is received at I/O 501 coupled to bus
502. Bus 502 is coupled to ECP (Enhanced Call Processing) microcontroller 503,
DRAM 504, DSPs 505 and 506, DSP farm expansion connector 507, digital
cross-point switch 509, and I/O and buffers 512. ECP 503 is a microcontroller
responsible for overall communications between network card 402 and main board
401. ECP 503 directly interfaces the DSPs 505, 506 via the host port interface. The
host port interface is a parallel (8 bit) interface between the DSPs and the host
processor. This interface can be used to directly manipulate the DSP memory by a
host processor. 1/0 501 is a mail box type parallel communication channel, which is

multiplexed between communication with the IDE disk drive 403 and 1O
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501 allowing direct control for functions such as firmware download and message
passing. ECP 503 is based on a 16-bit Hitachi H8 family processor with built-in flash

memory.

DSPs 505 and 506 can be implemented using Texas Instrument 5410 DSPs
that perform packet encoding/decoding, jitter buffer management and UDP/IP
protocol stacked functions. DSPs 505, 506 are connected to an external SRAM 511
and ASIC (FPGA) 513 that performs a PCI bridge function between bus 508 and
bus 514, which is coupled to connectors 517 and 416 via 10/100 MAC/PHY
devices 515 and 516. DSPs 505, 506 communicate with peripherals 405 via bus 502.
DSP firmware is downloaded via the host port interface 501. VO 501 allows
communication with the main board 401 and the hard drive 403. Additionally, EPC
503 can directly control a daughter card containing additional DSPs through

expansion connector 507 for functions such as speech compression.

Digital cross-point switch 509 is used to connect system voice conversations
as needed between peripherals. Main board 401 houses the master cross-points with
616 discussed below with respect to FIGURE 6. The peripheral cards 405 share a
pool of 160 time slots. Cross-point switch 509 is primarily responsible for connecting
the packet-switched voice connections of the TP telephones or remote systems to the
circuit switchboard. The FPGA/PCI bridge 513 performs the functions required to
connect the 10/100 Base T Ethernet MAC/PHY devices 515, 516. Since devices
515, 516 are designed to communicate via a standard PCI bus 514, the FPGA 513
implements a minimal PCI bus implementation. In addition, the FPGA 513

implements I/O latches and buffers as required.

The 10/100 Base T devices 515, 516 are stand-alone Ethernet devices, which
perform the media access control ("MAC") and the PHYsical layer functions ina
single, low-cost chip. Devices 515, 516 communicate to the host processor via a
standard PCI bus 514, and communicate to the network via a pulse transformer

coupled RJ-45 connection 517, 416. These devices contain FIFOs to minimize lost

-9.
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packets during traffic peaks. Per the PCI bus mastering specification, devices 515,
516 take control of the DSP bus and DMA data directly to SRAM 511. Conversely,
the DSP 505, 506 writes data to be sent into the SRAM 511 and the devices 515, 516
DMA data via the PCI bus 514 to the network (LAN).

Referring next to FIGURE 6, there is illustrated, in block diagram form, main
board 401 for integrating call processing and voice processing using a single
processing means, which in this example is one microprocessor 601. Micro-
processor 601, which may be a Motorola 68000 class microprocessor, communicates
with hard disk 607 using driver circuitry 602. Hard disk 607 stores program data
(such as programs run under the present invention), voice prompts, voice mail
messages, and all other types of speech used within main board 401.
Microprocessor 601 also includes watchdog timer 603 and real-time clock

source 604.

Microprocessor 601 is coupled via bus 608 to flash memory 605 and dynamic
random access memory ("DRAM") 606. Flash memory 605 is used to store bootstrap
data for use during power up of main board 401. DRAM 606 stores the program

accessed by microprocessor 601 during operation of main board 401.

Bus 608 also couples microprocessor 601 to signal processing circuitry, which
in this example is digital signal processor ("DSP") 615. Digital signal processor 615
implements a number of functions traditionally implemented by discrete analog

components.

Referring next to FIGURE 13, there are illustrated some of the primary

functions implemented in DSP 615. DTMF receivers 1301 are implemented using

frequency domain filtering techniques. DTMF receivers 1301 detect all 16 standard

DTMF (touch-tone) digits. Automatic gain control ("AGC") 1302 is a closed-loop
gain control system, which normalizes received audio levels during recording.
Recording buffers 1303, which are coupled to AGC 1302, reccive and store speech
samples after they have passed through AGC block 1302. These speech samples are

-10-
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converted to p-law PCM (Pulse Code Modulation) and double buffered (several
samples per buffer). Microprocessor 601 copies the record data out of DSP
buffers 1303 into RAM buffers (not shown), which are located in the
microprocessor 601 data RAM area. Fax tone detector 1304 is implemented using
frequency domain filtering techniques.  Fax tone detector 1304 detects the
standard 1100 Hz FAX CNG tone (also referred to as the Calling Tone). Caller ID
modems 1305 are 1200 baud FSK modems similar to Bell 202-type modems. Caller
ID modems 1305 are implemented as a frequency discriminator where a time delayed
(quadrature) signal is multiplied by the original signal, low pass filtered, then sliced,
which produce the square wave caller ID data stream. Call processing tone
generators 1307 are free running oscillators, which generate the appropriate tones
(and tone pairs) which make up the industry standard call processing tones. These

tones include:
- dial tone
- busy/reorder tone
- ring back tone
- single frequency (440 Hz) tone
- DTMF dialer tones

Play buffers 1308 replay data from hard disk 607 through microprocessor 601 and
place this play data in buffers 1308. This data is converted from an 8-bit p-law PCM
signal to 14-bit linear data. Conference bridges 1306 allow multiple conference
bridges to mix together conferees into a multi-party conference. These conferees may
be a mixture of inside and outside partics. A combination of "loudest speaker” and

"summing" is utilized.

Returning to FIGURE 6, DSP 615 communicates with microprocessor 601 via
a host interface port ("HIP") via bus 608. The HIP link supports a command-based

protocol, which is used to directly read or write DSP memory locations. DSP 6151s a

-11-
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RAM-based part and has its program downloaded from microprocessor 601. Once
downloaded and running, microprocessor 601 (the host) polls for events or receives
interrupts indicating that data is available. DSP 615 speech connections are made
over an industry standard 32-time slot, 2.048 megabits per second (Mb/s) digital
serial link 618. Link 618 occupies one of the digital highways implemented by
digital cross-point matrix 616. Each service of DSP 615 occupies a single time slot.
For example, DTMF receiver 1 occupies time slotO while conference bridge

circuit 12 occupies time slot 31.

Digital cross-point matrix 616 is also coupled to bus 608 and operates to
connect any voice path to any other voice path. Digital cross-point matrix 616 is a
VLSI (Very Large Scale Integration) integrated circuit. An example of digital
cross-point matrix 616 is manufactured by MITEL Semiconductor Corporation as
part  No. 8980. Digital ~ cross-point matrix 616 ~communicates ~ with
microprocessor 601 via a memory mapped input/output (I/O) scheme. A
command/control protocol is used for communication between microprocessor 601
and digital cross-point matrix 616 via bus 608. Cross-point matrix 616 is coupled by

highway 618 to DSP 615. Cross-point matrix 616 is coupled to highway 617.

Digital cross-point matrix 616 is capable of making 256 simultaneous fully
non—block“ing connections. However, it may be upgraded by adding additional DSPs

and/or cross-point matrices.

Gate array 612 is an SRAM (Static Random Access Memory) based device.
An example of gate array 612 is manufactured by XILINX. Gate array 612 is
responsible for generating all system timing. A master clock signal is provided by
microprocessor 601 at 16.384 MHz. This clock signal is divided down to provide a
number of phase coherent system clocks such as 4.096 MHz, 2.048 MHz and 8 KHz

(frame sync). In addition, a 5-bit time slot counter is implemented which allows all .

the system CODECs to detect the appropriaté time slot to use (0-31). An additional

-12 -

CISCO EXHIBIT 1003

Page 14 of 455



10

15

20

25

aaell a4

il B

16312-P006P1

divider chain is included to divide the system clock down to 20 Hz, which is used by

the ringing generator power supply (not shown).

Gate array 612 is downloaded at boot-up by system software. Gate array 612
is based on an SRAM architecture. That is, the internal fusible links commonly found
in programmable logic are actually stored in volatile SRAM. Because of this
architecture, gate array 612 is downloaded after power-up. Also, note the added
flexibility of being able to modify the logic by simply loading new system software.
Because the device is SRAM-based, it loses its programming when power is

removed.

Bus 608 is also coupled to modem 610, which provides a capability of calling
into system 401 on a remote basis to load additional programs, voice prompts, etc., or
updates thereto, into hard disk 607. Modem 610 is coupled to coder/decoder
("CODEC") 611, which is coupled to highway 617. This connection allows coupling
of modem 610 through cross-point matrix 616 to CO lines through bus 409 to the
p-cards described with respect to FIGURE 5.

Also coupled to highway 617 is dual subscriber line access chip (DSLAC)
619, which is well-known in the art, and which is coupled to analog ports 620 and
621, which provide an ability for system 401 to communicate to analog-type

connections such as cordless telephones and fax machines.

Highway 617 is also coupled to CODEC 622, which is coupled to
transformer 623 to a music source, which provides an ability to couple an external
music source to a caller through cross-point matrix 616 for such things as providing

the caller with music on hold.

Power to system 401 is provided through switching power supply 407, which
converts AC to the various DC supply voltages needed by circuitry within

system 401.
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Referring next to FIGURE7, there is illustrated peripheral-card
("p-card") 405, which is coupled to main board 401. Main board 401 communicates
with p-card 405 via system speech/control highways 411. This connection 411 is
made to microcontroller 701 via digital crosspoint switch 705. P-card 405 provides

interconnections between CO lines and analog phone lines to network card 402.

Microcontroller 701 controls all the real-time functions associated with
p-card 405. When p-card 405 is plugged into backplane 404, a card address is
assigned to p-card 405. This card address is read by microcontroller 701 and is used
to filter commands over communication link 411. When network card software
wants to communicate with the specific p-card 405, the address is sent in the message
packet which all p-cards 405 receive. P-cards 405 match the address in the message
to the hard-wired address on the ribbon cable 411. If a match is made, only that

p-card 405 responds to the command set.

Microcontroller 701 contains an internal program memory (not shown) and is
connected to an external DRAM 703. The internal program memory contains a
bootstrap program, which upon reset or power-up, requests a fresh firmware load
from network card 402. This firmware load is transferred to DRAM 703. Upon
download completion, the program is run from within DRAM 703. This scheme

allows for microcontroller 701 firmware to be updated and loaded at any time.

Network card 402 sources all system timing through buffers 704. Timing
signals to p-card 405 consists of a 2.048 MHz clock signal, an 8 KHz frame sync,
which signifies the first time slot of a 32 time slot highway, and 5 time slot counter

bits, which represent a binary count from 0 to 31.

As mentioned above, p-card 405 is assigned a card slot address when it is
connected to network card 402. This card slot address is used to calculate which time
slots p-card 405 should be using. The time slots used for the CO codecs 706 and
analog phone codecs 707 are generated by buffers 704.

-14-
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The loop start central office (CO) lines are supplied by the local telephone

-company and consist of a wet balanced differential audio pair. The term "wet" refers

to the fact that a voltage of -48 volts is present on the pair. The system requests dial
tone from the CO by providing a nominal 200 ohm loop across the TIP and RING
conductors and releases the connection by opening the loop. The CO rings the
system by placing a 90 vims AC, 20 Hz sine wave on the TIP and RING conductors.
The system seizes the line by going off hook.

Interfaces 708 incorporate a circuit that monitors the voltage present across
TIP and RING of each CO. This line voltage monitor circuit serves to detect the ring
voltage present during ringing (ring detection) and the unique feature of monitoring
the CO line status for conditions such as whether the CO is plugged in or if someone
is off hook in front of the system. The latter can be used to detect theft of service or
allow a credit card verification terminal to be used without interfering with normal

system operation.

The voltage monitor circuit consists of a balanced differential op-amp
connected across TIP and RING of the CO lines through a very high impedance
(>10M ohms). The output of the four voltage monitor op-amps are fed to an
analog-to-digital converter with a built-in analog multiplexer (not shown).

Microcontroller 701 firmware monitors the line voltages.

There is also a balanced differential AC coupled op amp across the CO TIP
and RING to monitor the low level audio tones present during caller ID. The output
of these op-amps are selected via an analog switch during the idle period and are

connected to the CO line codec 706.

To correctly terminate the CO line (seizure) care must be taken to satisfy the
DC loop requirements (~200 ohms) and the AC impedance requirements (~600
ohms). The classic approach has been to terminate TIP and RING with an inductor
(called a holding coil) which has a large inductance (>1 Hy) and a DC resistance of

~200 ohms. The inductor separates the AC and DC components to give the desired

-15-

CISCO EXHIBIT 1003

Page 17 of 455



10

15

20

25

adi AL T T o
AR g

16312-P006P1

effect. The problem is that the inductor must be large enough not to saturate with
currents as high as 100 milliamps. An inductor which satisfies these requirements is

physically cumbersome.

P-card 405 incorporates a solid state inductor circuit called a gyrator (not
shown) to implement the holding coil function. This single transistor emulates an

inductor with the above requirements while taking up very little PCB space.

A small solid state relay (not shown) is used as the hook switch. When
energized, the gyrator holding coil is placed across TIP and RING closing the loop.
The audio present on TIP and RING is AC coupled to a small dry transformer. The
secondary of this transformer is connected to the AC termination impedance and to
the codec 708, which may be implemented on a dual subscriber line access chip

("DSLAC").

High voltage protection is provided for all paths on the TIP and RING
connections. These paths include TIP to RING, TIP to GROUND, RING to
GROUND, and TIP and RING to GROUND. This high voltage protection is
accomplished by first passing the TIP and RING conductors through positive
temperature coefficient varistors (not shown). These varistors act as resettable fuses.
When excessive current flows through these varistors, they become resistive thus
limiting the current flow. When the excessive current is stopped, the original

resistance is restored.

Referring to FIGURE 8, there is illustrated a block diagram of further detail of
IP telephony device 105. IP telephony device 105 may be a DSP based telephone
instrument. Telephony device 105 communicates with the multimedia server 101 via
the UDP/IP Protocol. PHYsical connection to the LAN is via an Ethernet 10/100
Base T interface. IP telephony device 105 contains the ability to perform layer-2
switching between two Ethernet ports in the telephony device for total control over
voice versus data quality of service in accordance with the present invention. Speech

samples are digitized, stored in 16 millisecond long packets and transmitted to the
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multimedia server 101 via the UDP/IP Protocol. As packets are received, they are

triple-buffered to compensate for jitter before playback.

Connection 415 from workstation 106 is received by Ethernet RJ-45
connector 815, which is coupled to MAC/PHY device 813. Connection 414 between
hub 103 and telephony device 105 is connected to RJ-45 commector 816, which is
coupled to MAC/PHY device 814. Devices 813 and 814 are coupled by PCI bus 812
to FPGA/PCI bridge 802.

DSP 801 may be a Texas Instruments Model 5402 DSP; DSP 801 can be the
only processor implemented within telephony device 105. DSP 801 performs typical
DSP audio algorithms such as tone generation, gain, speaker phone algorithms, and
energy detection. In addition, DSP 801 acts as a standard control processor
performing such tasks as scanning the keyboard 807, lighting LED lamps 808,
displaying LCD messages on LCD 810, performing UDP/IP stack functions, and
communicating with devices 813, 814 via the PCI bus 812. Note that DSP 801
communicates with keyboard 807, LEDs 808, LCD display 810, and peripheral
connection 811 by I/O device 809 in a typical manner. Peripheral connection 811
permits a coupling of DSP 801 to a DSS console. A DSS console may be a
stand-alone device, which connects to the IP telephony device 105 to provide 64
individual LED lamps and keys. The lamps can be programmed by the user to
monitor the status of individual stations, trunks or features. Pressing the key will
access the associated function. Each telephony device in the system can connect to a
DSS console. The DSS console communicates with the IP telephony device 105 via a
9600 baud serial communication link. The IP telephony device 105 does not contain
a serial UART device, so the serial data protocol is controlled by software running in
DSP 801. Physical connection between the telephony device and DSS console may

be via a standard two pair modular line cord.

DSP 801 is coupled to an external FLASH memory 803 and a fast SRAM
804, and FPGA 802 via buses 805 and 806.

17 -
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CODEC 817 and CODEC 819 perform analog to digital and digital to analog
conversion of speech signals. CODEC 817 is connected to the handsets, speaker and
microphone elements (not shown) via connector 818, while CODEC 819 is connected
to the hands-free speaker 821 through amplifier 820, and to the hands-free
microphone 822. Separating the functionality in this way permits the IP telephony
device 105 to send tones or voice to one speaker while allowing a normal

conversation over the other.

FPGA/PCI bridge 802 performs the functions required to connect telephone
105 to the 10/100 Base T Ethernet devices 813, 814. Since devices 813, 814 are
designed to communicate via a standard PCI bus 812, the FPGA 802 implements a
minimal PCI bus implementation. In addition, the FPGA 802 implements I/O latches

and buffers as required.

Devices 813, 814 perform the Media Access Control and the PHYsical layer
functions. Devices 813, 814 communicate to DSP 801 via a standard PCI bus 812,
and communicate to the LAN via post-transformer coupled RJ-45 connections 815,
816. Devices 813, 814 can contain FIFOs to minimize lost packets during traffic
peaks. Per the PCI bus mastering specification, devices 813, 814 take control of the
buses 805, 806 and direct memory access (DMA) data directly to SRAM 804.
Conversely, DSP 801 writes data to be sent into the SRAM 804 and the devices 813,
814 DMA the data via the PCI bus 812 to the LAN.

An embodiment of the present invention permits a user at a remote site to
easily scroll through a phone listing of users throughout the WAN 201. For example,
referring to FIGURE 3, using either a workstation 106 or an IP telephone 105, a user
can scroll through displayed names and phone numbers of other users within their
own LAN (e.g., 301), or a LAN at another remote location across the WAN 201 (e.g.,
LAN 302). Once a particular name and phone number is found via the display (e.g.,
display 810), then that user can easily press a button key (e.g., on keyboard 807) to

commence a telephone conversation with the user having the selected name and
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phone number. Naturally, using a workstation 106, such a listing of names and phone
numbers can be viewed on the display screen. Additionally, using display 810 on the
IP telephone 105, the same process can be accomplished. Alternatively, the names
and phone numbers could be vocally listed over the speaker 821 on the IP telephone
105 as opposed to displaying the names and phone numbers on the IP telephone
display 810.

‘One aspect of the present invention allows a user to manage names and phone
numbers that are specific to that user. Entries into such a personal rolodex can be
made either by pressing a key 807 on the IP telephone 105 while caller ID is being
displayed, or by accessing a name adding function and inputting the information
manually. Searching for a name in such a personal rolodex is accomplished by either
pressing a dial pad key 807 associated with the first letter of the name or by pressing
scroll keys 807 on the IP telephone 105. Once the name and number are displayed, a
simple press of another key 807 will commence a telephone call to the displayed
party.

A second feature permits a user to locate other telephone users within a LAN
301 by their name. Entries into such a station rolodex are made automatically when
the LAN 301 is configured, and access can be restricted so that modifications cannot
be made by a station user. Searching for a name in such a station rolodex is
accomplished by either pressing a dial pad key 807 associated with the first letter of
the name or by pressing the scroll keys 807. Once the name and number are
displayed, the simple pressing of a key 807 again will call the displayed party’s

extension.

A system focused rolodex feature permits a user to locate and call a number
contained in the system speed dial directory. Entries into such a system rolodex can
be made automatically when the system is configured, and access by a particular
station user can be restricted. Searching for a name in such a system rolodex is

accomplished by either pressing a dial pad key 807 associated with the first letter of
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the name or by pressing the scroll keys 807 on the IP telephone 105. Again as before,
once the name and phone number of the party are displayed, the press of a single key

807 can commence a telephone call to the displayed party’s number.

A name adding function lets a station user manually add a name to their
personal on-line rolodex as described above. Once such a name adding function is
selected, the user is prompted to enter the name associated with this entry. The name
is input by pressing the dial pad key 807 with the associated letter until the name is
completely entered. The user can confirm the name entry by pressing a pound (#)
key. The user can be next prompted to enter the telephone number to be associated
with the name. The number is then confirmed again by pressing another key 807,

such as a pound (#) key.

A site rolodex feature permits a user at an IP telephone extension to locate
other phone systems on the WAN 201 by the site name. For example, referring to
FIGURE 3, the user at IP telephone 105 in LAN 301, can locate and access the site
rolodex for LAN 302. Entries into each site rolodex can be made automatically when
each system is configured. Searching for the name of a site using an IP telephone 105
can be accomplished by either pressing a dial pad key 807 associated with the first
letter of the site name or by pressing the scroll keys 807. Once the site name/access
code is displayed, pressing a dial pad key 807 again on the IP telephone 105 will
allow the user to select either a station rolodex or a system rolodex associated with
that site. This feature permits a user in one geographic location (e.g., Dallas) to
locate a station user in another location (e.g., Detroit), without the need to reference a
printed extension guide. In addition, the system rolodex can be used to locate and

dial outside (speed dial) numbers specific to that system.

Referring to FIGURE 11, a process performed on an IP telephone (e.g.,
telephone 105) starts at step 1101 and proceeds to step 1102 where it is determined
whether or not a user has initiated selection of a rolodex for one of the sites within the

WAN 201. For example, a user could press a dial pad key 807 on telephone 105 that
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is dedicated to accessing the rolodex functions. When the key 807 is pressed, the
process proceeds to step 1103 to display the first one in a list of N remote sites within
the telephone system network. For example, the first remote site to be listed could be
Dallas 301. In step 1104, the process determines whether the dedicated rolodex key
807 has been pressed again. If not, then in step 1105, it is determined whether the
user has pressed an alphanumeric key 807 or one of the scrolling arrow keys 807 on
IP telephone 105. If the user presses one of the scroll keys 807, then the list will
scroll through the various remote site names. For example, the next name to be
displayed could be Detroit 302. Alternatively, the user could press an alphanumeric
key 807 on IP telephone 105 to immediately proceed to a remote site within the list
that begins with that alphanumeric symbol. When the user sees the selected remote
site displayed, then the user can press the dedicated rolodex key 807 in step 1104,
causing the process to proceed to step 1107 where the user is given the opportunity to
select either the station rolodex or the system rolodex for that selected remote site.
Selection of either the station rolodex or the system rolodex is performed in step
1108, by either the pressing of a scroll key 807 or an alphémumeric key 807. In
response to such a selection, a message will be sent to the selected remote site in step
1109. This is illustrated by the Establish Connection message 1401 in FIGURE 14
and the establishment of a connection between the two sites in step 1402. Step 1403
results in a display response message being received in step 1110 and this message
being displayed in step 1112 on display 810 of IP telephone 105. A timeout function
1111 is provided should such a display response message not be received within a
specified amount of time. The display response message 1112 will show the first
entry in the station or system rolodex list selected by the user for that remote site
(e.g., Detroit 302). For example, if the station rolodex list is shown for the remote
site (e.g., Detroit 302), then the first name in that list and the associated telephone
number will be displayed on the display 810 of IP telephone 105. If this is the
extension that the user wishes to speak with, then the user will press the dedicated

rolodex key 807 on IP telephone 105 in step 1113 (step 1404). If this is not the
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extension desired, then the user can use the arrow (scroll) or alphanumeric keys 807
on their IP telephone 105 in step 1114 to find the name and telephone number of the
extension they wish to call. This is illustrated by steps 1404 and 1405 in FIGURE 14.

Once the user finds the name and telephone number of the extension they
wish to call, then a pressing of the rolodex key 807 in step 1113 will cause the
initiation of call processing in step 1115. Note, it is not necessary for the present
invention that the user actually begin the call processing. Instead, a user can use the
present invention merely to look up the telephone number associated with a user in
another location. After call processing, which is further described below beginning
with FIGURE 9A, has been completed, then in FIGURE 14, the telephone call can be
torn down and completed in steps 1406 and 1407.

FIGURE 12 illustrates a state diagram associated with the IP telephone 105
for the process described above with respect to FIGURE 11. In state 1201, the IP
telephone 105 is in an idle state. When a user presses the dedicated rolodex key 807,
state 1202 is entered where a remote site is displayed. The user can release (RLS) out
of state 1202 back into state 1201. Alternatively, the arrow or alphanumeric keys can
be pressed to scroll through the display of remote sites. Once the desired remote site
is displayed, a pressing of the dedicated rolodex key 807 will move IP telephone 105
to state 1203 to display the system rolodex for that remote site. If the user wishes to
view the station rolodex for that particular remote site, the user can press the
dedicated rolodex key 807 to move to state 1204. In either the system or station
rolodex list, the user can arrow through the list to display the various entries as shown
in state 1205. Once a desired entry is displayed, the user can then again press the

dedicated rolodex key 807 to begin call processing shown by state 1206.

Referring to FIGURE 15, there is illustrated a process for programming a
dedicated rolodex key, such as rolodex key 807. The process begins in step 1501
where a software program running within the system, e.g., system 301, monitors for

incoming messages. IP telephones 105 send messages down their link to the call
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processing software. Therefore, when a button is pressed on the IP telephone 105,
that is how call processing will know what button was being pressed. In this instance,
in step 1502, when the program/help key is pressed, program mode will be entered in
step 1504. If no program/help key is pressed, the process will exit in step 1503, or

could optionally perform a return cycle to step 1502.

A telephone may have multiple modes. One mode is the normal mode where
an IP telephone is unable to ring when an incoming call is present or to make
outgoing calls. Another mode is the aforementioned programming mode, permitting
certain features to be programmed for potential use on the IP telephone. Entering
program mode 1504 takes the system out of normal call processing for that particular
IP telephone, puts it into a do not disturb mode as far as the system's call processing
is concerned with respect to that IP telephone, and associates that IP telephone with a
separate application for programming features.  Signals sent from the IP
telephone 105 that is now in the program mode will be sent to the system, and will be

recognized as signals pertaining to the programming mode.

For example, in step 1505, a particular digit, e.g., "2," might be pressed by the
user of IP telephone 105. If so, a subprogram of the program mode will be entered in
step 1507 whereby feature keys may be programmed. Pressing of a different digit in
step 1505 may result in other program options being entered into in step 1506, which

options are not discussed herein.

The system has the option of password protecting the telephone to ensure that
another user finds it difficult to program the particular IP telephone 105. In
step 1508, a determination is made whether the IP telephone 105 is password enabled.
If not, then the process merely forwards to step 1511. However, if a password is
required, then once the password is entered by the user in step 1509, it is checked to

determine whether it is correct in step 1510 before the process proceeds to step 1511.

Step 1511 cycles waiting for a program feature key to be pressed. A program

feature key is any key on IP telephone 105, which the user wishes to associate with a
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programmed function. Once a program feature key is pressed by the user, the process
proceeds to step 1512 to set up data pointers for this particular feature key. What this
means is that the process enters into a database to determine if there is a particular
feature already associated with that feature key. If there is a feature associated with
that feature key it will be displayed on the display 810 on IP telephone 105. In
step 1513, if the rolodex key is pressed thereafter, then the process will proceed to
step 1516 to enter into the rolodex program feature of the present invention, which is
further described below with respect to FIGURE 17. If instead of a particular rolodex
key being pressed by the user, a digit is pressed in step 1514, then the manual
program feature subprogram will be entered at step 1515, which subprogram is

further described below with respect to FIGURE 16.

Proceeding to FIGURE 16, the manual program feature entry
subprogram 1515 is described wherein in step 1601, the first digit pressed by the user
is saved to a buffer. In step 1602, a determination is made whether another digit is
pressed. If yes, this additional digit is saved to the buffer in step 1603. Thereafter in
step 1604, a determination is made whether a program feature key is pressed. If not,
the process returns to step 1602. If a program feature key is pressed by the user in
step 1604, the database will be updated with the program feature entry pressed by the
user in step 1605. In step 1517, the process returns to the program feature loop of

step 1517 in FIGURE 15.

Returning to step 1516 in FIGURE 15, the rolodex program feature
subprogram provides an ability to automatically program a rolodex key. For
example, if another person's extension number was desired to be programmed as a
speed dialing key to one of the rolodex keys on the IP telephone 105, and the user of
IP telephone 105 could not remember that person's extension number, the user could
scroll through the company directory on the IP telephone until that particular person's
name was displayed, and then a single key could be pressed to program that person's

extension number to that particular rolodex key.
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Moving to FIGURE 17, the rolodex program feature 1516 is further described.
Once this subprogram is entered, in step 1701, the personal rolodex mode may be
automatically entered into. Such a personal rolodex mode may list the personal
phone numbers associated with this particular IP telephone 105, whereby such a list
of personal telephone numbers is not accessible to any other user within the telephone
system. That is, only the user of IP telephone 105 may view and utilize their personal
rolodex. If the rolodex key is pressed again in step 1702, then the system will enter
the station rolodex moﬂe in step 1703. If the rolodex key is pressed again in
step 1704, then the system will enter into the location rolodex mode in step 1705. If
the rolodex key is pressed again in step 1706, the system will enter the feature
rolodex mode in step 1707. If the rolodex key is pressed again in step 1708, then the
system will return to the personal rolodex mode in step 1701. As can be scen, these
different rolodex modes can be cycled through by repeatedly pressing the rolodex
key. If it is desired to be in the station rolodex mode 1703, then the user may scroll
through all of the entries associated with the station rolodex. For example, this may
be a list of all extension numbers that are stored within the entire phone system for
that particular site, for example, Dallas 301 or Detroit 302. Scrolling through is
performed using a scroll key commonly found on telephones whereby in step 1709 as
each scroll key is pressed, the next entry within the station rolodex is displayed on
display 810 in step 1710. Alternatively, a user may select a particular digit key in
step 1711 whereby the first entry beginning with that particular digit key will be

displayed in alphabetical format in step 1712. For example, if the numeral 3 is

" pressed, then the first entry beginning with the letter "D" will be illustrated. For

example, the name and phone number of "John Davis" may be displayed.

As a result, if in step 1713, the program feature key is again pressed after a
particular desired entry is displayed in either step 1710 or 1712, then this particular
rolodex entry will be transferred to the program feature key in step 1714. For
example, if the name and phone number of "John Davis" is displayed and the

program feature key is then pressed in step 1713, then the name and telephone
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extension of John Davis will then be associated with this particular program feature
key so that in the future, the user of IP telephone 105 can merely press this program
feature key and automatically dial "John Davis." The same can be true for a personal
rolodex entry so that a user may associate the name and telephone number of an entry
within the personal rolodex associated with the IP telephone 105 to a particular

program feature key.

If the feature rolodex mode is entered in step 1707, then the scroll keys or the
pressing of a particular digit key can be used to display a desired feature in either
step 1710 or 1712 to thereby program that particular feature to the desired program
feature key using step 1713 and 1714. For example, the user may scroll through
various programmable features being displayed on the IP telephone 105, such as the
"DO NOT DISTURB" feature, which can then be programmed to be associated with
a particular program feature key onthe IP telephone 105. In this manner, the user of
IP 105 can customize the operations of various programmable feature keys on the IP

telephone 105.

The location rolodex mode 1705 permits a program feature key on IP
telephone 105 to be automatically programmed to dial an extension in a remote site
across the WAN 201. For example, a user of IP telephone 105 in Dallas 301 can go
through the process now to be described to automatically associate a telephone
extension associated with the LAN 302 in Detroit so that when the user presses that
program feature key on their IP telephone 105 in Dallas 301, it will automatically dial
the desired extension in the Detroit LAN 302, such as IP telephone 308. This can be
done without the user of IP telephone 105 actually remembering that particular
extension number, and instead the user of IP telephone 105 will merely scroll through
the site or station specific entries associated with the Detroit LAN 302 until the
desired entry is displayed on IP telephone 105 and then the program feature key is
pressed in step 1713 to associate that particular extension for IP telephone 308 with

that program feature key on IP telephone 105.
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Once the location rolodex mode is entered into in step 1705, the process can
proceed to the location rolodex loop 1718, which is further described with respect to
FIGURE 18. If the user presses one of the scroll keys on IP telephone 105 in
step 1801, the user of IP telephone 105 can scroll through the various remote LANs
coupled to LAN 301 over the WAN 201. For example, in‘ step 1802, as the user
repeatedly presses the scroll keys in step 1801, various LAN sites, e.g., Detroit

. LAN 302, are displayed on the display of IP telephone 105. Alternatively, steps 1803

and 1804 can be utilized by the user of IP telephone 105 to directly select a particular
remote LAN. For example, in step 1803, the user of IP telephone 105 may press the
"3" key on their IP telephone 105, which will display all remote LAN sites beginning
with either the letters "D", "E", or "F." In this manner, the user of IP telephone 105
may eventually use steps 1801-1804 to eventually have the Detroit LAN 302
displayed on IP telephone 105. Once the desired remote LAN is displayed on IP
telephone 105, then the user will press the rolodex key again in step 1805 to enter into

the remote station rolodex mode of that particular selected LAN in step 1806. Upon

' entry of step 1806, the process permits the user of IP telephone 105 to remotely

control the station rolodex mode at the selected remote site, which in this case may be
Detroit LAN site 302. This is performed in a manner as similarly described above
with respect to FIGURE 14. When the user of IP telephone 105 selects the particular
remote LAN site, a connection is established in step 1401, and some handshaking is
performed as described above with respect to steps 1402 and 1403. As each key is
pressed by the user of IP telephone 105, such as with respect to steps 1807
and/or 1809, these key presses are transferred to the remote site in step 1404, with an
update of the display 810 of IP telephone 105 performed by step 1405. As a result,
the user of IP telephone 105 may use a combination of scroll key presses and/or
number digit key presses in steps 1807 and 1809 to eventually display a station
rolodex entry from LAN 302 on the display 810 of IP telephone 105. For example,
such key presses may be utilized to display the name and telephone extension of IP

telephone 308. Once the desired name and/or extension is displayed, then the user
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can press the program feature key on IP-telephone 105 in step 1811 to transfer that
entry to be associated with that particular feature key in step 1812. With this process,
the user of IP telephone 105 can automatically associate the name and extension
number of telephone 308 with a desired program feature key on IP telephone 105.
Thereafter, the user can then merely press such program feature key on IP

telephone 105 to thereby call telephone 308 over the WAN 201.

FIGURES 9A-9C and FIGURE 10 illustrate how call processing is performed
between the remote sites when a user selects a remote extension to call in step 1113
of FIGURE 11. In step 901, the originating station (e.g., IP telephone 105) goes off-
hook with the pressing of the dedicated rolodex key (step 1113). In step 902, IP
telephone 105 will dial the remote access code (e.g., 702) and extension number (e.g.,
106) associated with the listed name and extension number on the display. In step
903, the IP server 101 will verify the remote access code for the remote site, assign an
available voice compression channel in stef) 904, and in step 905, the IP server 101
will send a UDP/IP (User Datagram Protocol/Internet Protocol) message to the
remote IP server 306 over the WAN 201. In step 906, upon receipt of the UDP/IP
message, the remote TP server 306 determines if the extension number is valid. In
step 907, if the extension number is valid, a return voice compression channel is
assigned between IP server 101 and IP server 306. In step 908, normal call
processing code is executed to ring the extension phone 308 from IP server 306. In
step 909, the remote IP server 306 will send a connection established message to the
originating IP server 101. In step 910, when the connection established message is
received by the IP server 101, it will connect an audio path to the originating IP
telephone 105 and send the updated information to the display of IP telephone 105.
In step 911, when the called extension IP telephone 308 answers, an answering
message is sent to the originating IP server 101. In step 912, the originating server
101 will then update the lamp/display of the originating station 105. Once the call
has been completed and there is a hang-up in step 913, an on-hook message is sent to

the IP server from the station in step 914. This will depend on which one of the
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telephones hung up first. In step 915, call processing then tears down the call and a
remove is sent to the other IP server. In step 916, upon receipt of the remove
message, the [P server also tears down the call and an acknowledge is returned in step

917. In step 918, the tear down of the call has been finalized.

Although the present invention and its advantages have been described in
detail, it should be understood that various changes, substitutions and alterations can
be made herein without departing from the spirit and scope of the invention as

defined by the appended claims.
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WHAT IS CLAIMED IS:

1. An information handling system comprising:
a first local area network ("LAN");
a second LAN;
a wide area network ("WAN") coupling the first LAN to the second LAN;
a first telecommunications device coupled to the first LAN;
a plurality of telecommunications extensions coupled to the second LAN;
the first LAN including first circuitry for enabling a user of the first
telecommunications device to observe a list of the plurality of
telecommunications extensions; and
the first LAN including second circuitry for automatically calling one of the
plurality of telecommunications extensions in response to the user selecting one of the

plurality of telecommunications extensions from the observed list.

2. The system as recited in claim 1, wherein communication among the first

LAN, second LAN, and WAN uses an IP protocol.

3. The system as recited in claim 2, wherein the list of the plurality of
telecommunications extensions is displayed to the wuser of the first

telecommunications device.
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4. The system as recited in claim 2, wherein the list of the plurality of
telecommunications extensions is played as audio to the user of the first

telecommunications device.

5. The system as recited in claim 3, wherein the first telecommunications device
is an IP telephone having a display for showing the list of the plurality of
telecommunications extensions, wherein the second circuitry includes a key for
enabling the user to tacitly selecting one of the plurality of telecommunications

extensions from the displayed list.

6. The system as recited in claim 5, wherein the tactile selection of one of the
plurality of telecommunications extensions. from the displayed list by the user results
in an initiation of a call from the first telecommunications device to the selected one

of the plurality of telecommunications extensions across the WAN.

7. The system as recited in claim 1, wherein the list of the plurality of
telecommunications extensions is stored in a server in the second LAN, and is

accessed by the first circuitry across the WAN.

8. The system as recited in claim 6, wherein the list of the plurality of
telecommunications extensions is stored in a server in the second LAN, and is

accessed by the first circuitry across the WAN.
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9. The system as recited in claim 8, wherein the first telecommunications device
includes circuitry for enabling the user to scroll through the displayed list of the

plurality of telecommunications devices.

10.  The system as recited in claim 1, further comprising:

a third LAN coupled to the first and second LANs via the WAN; and

a plurality of telecommunications extensions coupled to the third LAN, the
first LAN including circuitry for enabling the user to select between observing the list
of the plurality of telecommunications extensions coupled to the second LAN or
observing a list of the plurality of telecommunications extensions coupled to the third

LAN.
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11. An TP telephone adaptable for coupling to a first LAN, the IP telephone
comprising:

a first state of operation entered in response to a selection of an input by a
user, wherein the first state of operation of the IP telephone results in a display of a
list of telecommunications extensions coupled to a second LAN coupled to the first
LAN via a WAN; and

a second state of operation entered in response to a selection of the input by
the user, wherein the second state of operation of the IP telephone results in an

automatic calling of one of the telecommunications extensions selected by the user.

12. The IP telephone as recited in claim 11, wherein the one of the
telecommunications extensions automatically called has an identifier displayed to the

user on the IP telephone when the input is selected by the user
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13.  An IP telephone adaptable for coupling to a first LAN, the IP telephone
comprising:

a first state of operation of the IP telephone entered in response to a first
selection of an input by a user, wherein the first state of operation of the IP telephone
results in a display of a list of second and third LANSs coupled to the first LAN via a
WAN; and

a second state of operation of the IP telephone entered in response to a second
selection of the input by the user, wherein the second state of operation of the IP
telephone results in display of telephone destinations the user can potentially call

through the second LAN.

14.  The IP telephone as recited in claim 13, further comprising:

a third state of operation of the IP telephone entered in response to a third
selection of the input by the user, wherein the third state of operation of the IP
telephone results in a calling of one of the telephone destinations displayed to the
user, wherein the calling of the one of the telephone destinations is accomplished

from the first LAN via the WAN, through the second LAN.

15.  The IP telephone as recited in claim 14, wherein the user can scroll through
the list of second and third LANS to select the third LAN, wherein the second state of
operation of the IP telephone will then display telephone destinations the user can

potentially call through the third LAN.
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16. The IP telephone as recited in claim 15, wherein the user can scroll through
the telephone destinations the user can potentially call, wherein when the third state
of operation is entered, the user has selected one of the telephone destinations with

the third selection of the input.
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17.  An information handling system comprising:

a first local area network ("LAN") operating under an IP protocol;

a first IP telephone coupled to the first LAN, the first IP telephone having a
display and a set of keys for enabling a user to enter inputs;

a second LAN operating under the IP protocol;

second and third telephone extensions coupled to the second LAN;

a wide area network ("WAN") operating under the IP protocol coupling the
first LAN to the second LAN; and

the first LAN including first circuitry for enabling a user of the first IP

telephone to view a list including the second and third telephone extensions.

18. The system as recited in claim 17, farther comprising:
the first LAN including second circuitry for automatically calling the second
telephone extension in response to the user selecting the second telephone extension

from the viewed list.

19.  The system as recited in claim 18, wherein selection of the second telephone
extension from the viewed list by the user is accomplished by selection of one of the

set of keys.

20. The system as recited in claim 19, wherein the sclection of one of the set of
keys results in an initiation of a call from the first IP telephone to the second

telephone extension across the WAN.
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21. The system as recited in claim 17, wherein the list is stored in a server in the

second LAN, and is accessed by the first circuitry across the WAN.

22. The system as recited in claim 17, wherein the first IP telephone includes

circuitry for enabling the user to scroll through the displayed list.

23. The system as recited in claim 1, further comprising:

a third LAN coupled to the first and second LANs via the WAN; and

a plurality of telephone extensions coupled to the third LAN, the first LAN
including circuitry for enabling the user to select between viewing the list of the
telephone extensions coupled to the second LAN or viewing a list of the plurality of

telephone extensions coupled to the third LAN.
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24.  In a telecommunications system comprising a first IP telephone coupled to a
first IP server within a first LAN, second and third telephone extensions coupled to a
second IP server within a second LAN, and a WAN coupling the first LAN to the
second LAN, the first LAN, the second LAN, and the WAN communicating using an
IP protocol, a method comprising the steps of:

in response to selection of a first input on the first IP telephone, displaying on
the first IP telephone a list of telephone destinations stored in the second IP server,
wherein the list of telephone destinations is communicated from the second IP server
over the WAN to the first IP telephone; and

in response to selection of one of the telephone destinations from the
displayed list, automatically dialing the selected one of the telephone destinations for
a communications link between the first IP telephone and the selected one of the

telephone destinations.

25. The method as recited in claim 24, wherein the selection of one of the
telephone destinations from the displayed list is performed in response to selection of

a second input on the first IP telephone by a user.

26.  The method as recited in claim 25, wherein the first and second inputs are the

same key button on the first IP telephone.

27.  The method as recited in claim 24, wherein the telephone destinations include

the second and third telephone extensions coupled to the second IP server.
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28. The method as recited in claim 24, wherein the telephone destinations include

telephones external to the system.

29. The method as recited in claim 24, wherein the system includes a third LAN
coupled to the first and second LANs via the WAN, further comprising the steps of:
displaying on the first IP telephone a list of LANs coupled to the WAN,
including the second and third LANs; and
performing the step of displaying the first list in response to selection of the

second LAN from the displayed list of LANS.
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30. A telecommunications system comprising:

a first IP telephone coupled to a first IP server within a first LAN;

second and third telephone extensions coupled to a second IP server within a
second LAN;

a WAN coupling the first LAN to the second LAN, the first LAN, the second
LAN, and the WAN communicating using an IP protocol;

means for displaying on the first IP telephone a list of telephone destinations
stored in the second IP server in response to selection of a first input on the first IP
telephone, wherein the list of telephone destinations is communicated from the
second IP server over the WAN to the first IP telephone; and

means for automatically dialing the selected one of the telephone destinations
for a communications link between the first IP telephone and the selected one of the
telephone destinations in response to selection of one of the telephone destinations

from the displayed list.

31. The system as recited in claim 30, wherein the selection of one of the
telephone destinations from the displayed list is performed in response to selection of

a second input on the first IP telephone by a user.

32.  The system as recited in claim 31, wherein the first and second inputs are the

same key button on the first IP telephone.

33.  The system as recited in claim 32, wherein the telephone destinations include

the second and third telephone extensions coupled to the second IP server.
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34.  The system as recited in claim 32, wherein the telephone destinations include

telephones external to the system.

35. The system as recited in claim 31, further comprising:

a third LAN coupled to the first and second LANs via the WAN;

means for displaying on the first IP telephone a list of LANs coupled to the
WAN, including the second and third LANs; and

means for displaying the first list in response to selection of the second LAN

from the displayed list of LANs.
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36. A method comprising the steps of:

receiving a first touch input from a user on an IP telephone that is networked
into a first LAN operating under an IP protocol;

in response to receipt of the first touch input, displaying on a display on the IP
telephone a first list including second and third LANs coupled to the first LAN,
wherein the second and third LANs operate under the IP protocol;

receiving a second touch input from the user on the IP telephone;

in response to receipt of the second touch input, displaying on the display on
the IP telephone a second list of telephone destinations accessible from the second
LAN;

receiving a third touch input from the user on the IP telephone; and

in response to receipt of the third touch input, automatically dialing one of the
telephone destinations accessible from the second LAN for a communications

connection between the one of the telephone destinations and the IP telephone.

37.  The method as recited in claim 36, before the step of receiving the second
touch input, further comprising the steps of:
receiving a fourth touch input from the user on the IP telephone; and

in response to receipt of the fourth touch input, scrolling through the first list.

38. The method as recited in claim 37, before the step of receiving the third touch
input, further comprising the steps of:
receiving a fifth touch input from the user on the IP telephone; and

in response to receipt of the fifth touch input, scrolling through the second list.
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39.  The method as recited in claim 36, wherein the step of displaying on the
display on the IP telephone the second list further includes the steps of:
sending a message from the first LAN to the second LAN requesting the

second list; and

receiving the second list from the second LAN to the first LAN.

40. The method as recited in claim 39, wherein the first, second, and third LANs

are coupled via a WAN.
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PHONE DIRECTORY IN A
VOICE OVER IP TELEPHONE SYSTEM

ABSTRACT OF THE DISCLOSURE

In a Voice over IP system, a user can dial numbers stored in a series of lists,
which are stored in the system and displayed to the user of an IP telephone. One
implementation will allow a user to scroll through a list of remote sites. When the
user finds the desired site, the user is then presented with the same options as a user
local to that site. All of this can be performed without the need for an operator or a
printed directory. This system provides an ability for a user to scroll through a list of
names and phone numbers and then call a person once their name and phone number

is displayed.

AUSTIN_1\190425\1
16312-PO06US 04/23/2003
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16312-P006P1 PATENT

DECLARATION AND POWER OF ATTORNEY FOR
PATENT APPLICATION
As a below named inventor, I hereby declare that:

My residence, post office address and citizenship are as stated below next to my
name;

I believe I am the original, first and sole inventor (if only one name is listed below)
or an original, first and joint inventor (if plural names are listed below) of the subject matter
which is claimed and for which a patent is sought on the invention entitled

PHONE DIRECTORY IN A VOICE OVER IP TELEPHONE SYSTEM
the specification of which (check one)
[x] is attached hereto.
O was filed on

as Application Serial No.
and was amended on

I hereby state that I have reviewed and understand the contents of the above identified
specification, including the claims, as amended by any amendment referred to above.

I acknowledge the duty to disclose information which is material to the patentability of this
application in accordance with Title 37, Code of Federal Regulations, §1.56.

I hereby claim foreign priority benefits under Title 35, United States Code, §119 of any
foreign application(s) for patent or inventor's certificate listed below and have also identified
below any foreign application for patent or inventor's certificate having a filing date before
that of the application on which priority is claimed:

Prior Foreign Application(s): Priority Claimed
O Yes No

(Number) (Country) iBVlay/Month/Year)

Page 1 of 3
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I hereby claim priority benefits under Title 35, United States Code, §119(e) of any United
States Provisional application(s) listed below:

(Application Serial #) (Filing Date)

I hereby claim the benefit under Title 35, United States Code, §120 of any United States
application(s) listed below and, insofar as the subject matter of each of the claims of this
application is not disclosed in the prior United States application in the manner provided by
the first paragraph of Title 35, United States Code, §112, I acknowledge the duty to disclose
information material to the patentability of this application as defined in Title 37, Code of
Federal Regulations, §1.56 which occurred between the filing date of the prior application
and the national or PCT international filing date of this application:

09/775,018 02/01/2001 PENDING
(Application Serial #) (Filing Date) (Status)

I hereby declare that all statements made herein of my own knowledge are true and that all
statements made on information and belief are believed to be true; and further that these
statements were made with the knowledge that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United
States Code and that such willful false statements may jeopardize the validity of the
application or any patent issued thereon.

POWER OF ATTORNEY: As a named inventor, [ hereby appoint the following attorneys
and/or agents to prosecute this application and transact all business in the Patent and
Trademark Office connected therewith:

Kelly K. Kordzik, Reg. No. 36,571; Barry S. Newberger, Reg. No. 41,527; Richard F.
Frankeny, Reg. No. 47,573; Robert A. Voigt, Jr. 47,159.

Send correspondence to: Kelly K. Kordzik, Winstead Sechrest & Minick, 5400 Renaissance

Tower, 1201 Elm Street, Dallas, Texas 75270 and direct all telephone calls to Kelly K.
Kordzik at (512) 370-2851.
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FULL NAME OF SOLE OR FWC G. SUDER
INVENTOR'S SIGNATURE: DATE: 5/ 20/ 0 %

RESIDENCE: 4637 Gladys Court
Plano, Collin County, Texas 75093

CITIZENSHIP: U.S.A.

POST OFFICE ADDRESS: (Same as Residence)

FULL NAME OF SECOND INVENTOR: HAROLD E. A. HANSEN I1

INVENTOR'S SIGNATUREM DATE:__ 5~ 20~ 073

RESIDENCE: 3300 Hidden Cove Drive
Plano, Collin County, Texas 75075

CITIZENSHIP: U.S.A.

POST OFFICE ADDRESS: (Same as Residence)

AUSTIN_1\213337\1
16312-P006US
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‘

Application or Docket Number
T E
PATENT APPLICA IO‘N FEE DETERMINATION RECORD /677 o _ ‘pwéf'o\
Effective January 1, 2003
CLAIMS AS FILED - PART | SMALL ENTITY OTHER THAN
{Column 1) (Column 2) TYPE [ OR SMALL ENTITY
TOTAL CLAIMS Whe RATE FEE RATE FEE
FOR NUMBERFILED | NUMBER EXTRA BASIC FEE| 375.00 |oR[BASIC FEE| 750.00
. * \
INDEPENDENT CLAIMS minus 3 = _ _
Y A xa2= | (£3 lor| X84= .
MULTIPLE DEPENDENT CLAIM PRESENT D .
+140= OR} +280=
* |f the difference in column 1 is less than zero, enter “0” in column 2 TOTAL I~ 72]0R TOTAL
CLAIMS AS AMENDED - PART Il . OTHER THAN
(Column 1) (Column 2)  (Column 3) SMALL ENTITY OR SMALL ENTITY
CLAIMS HIGHEST
ADDI- ADDI-
g REMAINING NUMBER
IE AFTER PREVIOUSLY PE)E(?E:T RATE |TIONAL RATE | TIONAL
w AMENDMENT PAID FOR FEE FEE
= .
% Total * . Minus ok = X$ 9= OR X$18=
5 Independent |« Minus ook = X42= OR X84=
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM D
+140= OR{ +280=
TOTAL OR .. TOTALl"
ADDIT. FEE ADDIT. FEE
(Column 1) (Column 2)  (Column 3) '
CLAIMS HIGHEST
@ REMAINING NUMBER PRESENT ADDI- ADDI-
'E AFTER PREVIOUSLY EXTRA RATE }TIONAL RATE | TIONAL
‘é’ AMENDMENT PAID FOR FEE FEE
g Total * Minus *k = X$ 9= or| xs18=
g Independent | Minus ok = .
< X42= OR X84=
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM D
+140= OR| +280=
TOTAL OR TOTAL
ADDIT. FEE ADDIT. FEE
(Column 1) (Column 2)  (Column 3)
CLAIMS HIGHEST
$) REMAINING NUMBER PRESENT ADDI- ADDI-
'E AFTER PREVIOUSLY EXTRA RATE ]TIONAL RATE ] TIONAL
"é" AMENDMENT PAID FOR FEE FEE
g Total * Minus *k = X$ 9= OR X$18=
g Independent |« Minus doick =
FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM |___|
+140= OoR | +280=
* If the entry in column 1 is less than the entry in column 2, write “0” in column 3. —
** If the “Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter “20.” ADD;OJQE OR ADD,?FTQ;
**f the “Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter “3." ) ’
The "Highest Number Previously Paid For” (Total or Independent) is the highest number found in the appropriate box in column 1.

FORM PTO-875 (Rev. 12/02) ° *U.S. Government Printing Office: 2003 — 498-278/69151

Patent and Trademark Office, U.S. DEPARTMENT OF COMMERCE
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PATENT APPLICATION SERIAL NO.

U.S. DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE
FEE RECORD SHEET

06/02/2003 WABDELR1 00000005 10447607

01 FC:2001 375.00 0P
02 FC:2201 168.00 0P
03 FC:2202 180.00 0P
PTO-1556
(5/87)

*U.S. Government Printing Office: 2002 — 489-267/69033
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UNITED STATES PaTENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United Stotes Patent and Trademark Office
Address; COMMISSIONER OF PATENTS AND TRADEMARKS

PO Box 1450

Alexandria, Virginia 22313-1450

WWW,USpLo.gov

| AppLICATION NUMBER ] FILING/RECEIPT DATE | __FIRSTNAMED APPLICANT |  ATTORNEY DOCKET NUMBER ]
10/447,607 05/29/2003 Eric G. Suder 16312-PO06P1

CONFIRMATION NO. 6094
Kelly K. Kordzik FORMALITIES LETTER
Winstead Sechrest & Minick

5400 Renarssance Tower AL 00O

1201 Elm Street *0C000000010448046*
Dallas, TX 75270

Date Mailed: 07/08/2003

NOTICE TO FILE CORRECTED APPLICATION PAPERS

Filing Date Granted

An application number and filing date have been accorded to this application. The application is informal since it
does not comply with the regulations for the reason(s) indicated below. Applicant is given TWO MONTHS from
the date of this Notice within which to correct the informalities indicated below. Extensions of time may be
obtained by filing a petition accompanied by the extension fee under the provisions of 37 CFR 1.136(a)

The required item(s) identified below must be timely submitted to avoid abandonment:

e Replacement drawings in compliance with 37 CFR 1.84 and 37 CFR 1.121 are required. The drawings
submitted are not acceptable because:

= The drawing sheets do not have the appropriate margin(s) (see 37 CFR 1.84(g)). Each
sheet must include a top margin of at least 2.5 cm. (1 inch), a left side margin of at
least 2.5 cm. (1 inch), a right side margin of at least 1.5 cm. ( 5/8 inch), and a bottom
margin of at least 1.0 cm. (3/8 inch).See Figures(s) 3-7.

= The drawings must be reasonably free from erasures and must be free from
alterations, overwriting, interlineations, folds, and copy marks. See Figure(s)
6,7,10,12,16-18.

= The drawings have a line quality that is too light to be reproduced (weight of all lines
and letters must be heavy enough to permit adequate reproduction) or text that is
illegible (reference characters, sheet numbers, and view numbers must be plain and
legible) see 37 CFR 1.84(1) and (p)(1)); See Figure(s) 9A-B,13.

® The drawings must be made on paper that has a white background (see 37 CFR 1.84

(e)). For example, drawings on graph paper, lined paper, or paper that has a non-white
background are not acceptable. See Figure(s) 7,11-13,15-18.

A copy of this notice MUST be returned with the reply.

10\/\/\;\ @\ WA A A
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address; COMMISSIONER FOR PATENTS

PQ. Box 1450

Aleaandiia, Vinginis 22313-1450

Wy usplo gov

| APPLICATION NUMBER | FILING OR 371 (c) DATE |  FRsTNAMEDAPPLICANT |  ATTORNEY DOCKET NUMBER |
10/447,607 05/29/2003 Eric G. Suder 16312-PO0GP]

CONFIRMATION NO. 6094
Kelly K. Kordzik FORMALITIES LETTER

B B e X 000000000

5400 Renaissance Tower ! !
1201 Elm Street 0C000000011032787

Dallas, TX 75270

Date Mailed: 10/14/2003

NOTICE OF INCOMPLETE REPLY (NONPROVISIONAL)
Filing Date Granted

The U.S. Patent and Trademark Office has received your reply on 09/16/2003 to the Notice to File Missing Parts
(Notice) mailed 07/08/2003 and it has been entered into the nonprovisional application.The reply, however, does
not include the following items required in the Notice.

The period of reply remains as set forth in the Notice. You may, however, obtain EXTENSIONS OF TIME under
the provisions of 37 CFR 1.136 (a) accompanied by the appropriate fee (37 CFR 1.17(a)).

A complete reply must be timely filed to prevent ABANDONMENT of the above-identified application. Replies
should be mailed to: Mail Stop Missing Parts, Commissioner for Patents, P.O. Box 1450, Alexandria VA 22313-
1450.

The application is informal since it does not comply with the regulations for the reason(s) indicated below.

The required item(s) identified below must be timely submitted to avoid abandonment:

¢ Replacement drawings in compliance with 37 CFR 1.84 and 37 CFR 1.121 are required. The drawings
submitted are not acceptable because:

= More than one figure is present and each figure is not labeled "Fig." with a consecutive
Arabic numeral (1, 2, etc.) or an Arabic numeral and capital letter in the English
alphabet (A, B, etc.)(see 37 CFR 1.84(u)(1)). See Figure(s) 11.

Replies should be mailed to:  Mail Stop Missing Parts
Commissioner for Patents:
P.O. Box 1450
Alexandria VA 22313-1450

A copy of this notice MUST be returned with the reply.

CISCO EXHIBIT 1003
Page 92 of 455



. Page 2 of 2

Customer Service Center

Initial Patent Examination Division (703) 308-1202
PART 3 - OFFICE COPY

CISCO EXHIBIT 1003
Page 93 of 455



,m

) w.

A0

@

Py 1

b
E. SWDER ET AL
16g12-PO06P1

'Yy

DISPLAY FIRST OF
N REMOTE SITE
NAMES

BUTTON KEY
PRESSED

ALPHANUMERIC

KEY PRESSED

DISPLAY STATION - DEX
OR SYSTEM DEX
OPTIONS FOR
SELECTED REMOTE SITE

DISPLAY
SELECTED
REMOTE SITE

DISPLAY
RESPONSE MESSAGE

RECEIVED
?

17\72

DISPLAY
RESPONSE
MESSAGE

ROLODEX
KEY
PRESSED

ARROW KEY
OR ALPHANUMERIC
KEY

PRESSED
?

NO

1109
Z

SEND MESSAGE TO
SELECTED REMOTE SITE
PERTAINING TO
PRESSED KEY

|

ARROW KEY
OR ALPHANUMERIC
KEY

PRESSED
?

YES

!

177154

BEGIN CALL
PROCESSING
(SEE FIG. 9A)

CISCO EXHIBIT 1003
Page 94 of 455



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

wiww.uspto gov

| APPLICATION NUMBER PATENT NUMBER GROUP ART UNIT FILE WRAPPER LOCATION

10/447,607 2616 0120

Correspondence Address / Fee Address Change

The following fields have been set to Customer Number 29444 on 12/29/2005

+Correspondence Address
*Maintenance Fee Address

The address of record for Customer Number 29444 is:
WINSTEAD SECHREST & MINICK P.C.

PO BOX 50784

DALLAS,TX 75201
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Electronic Acknowledgement Receipt

EFS ID: 1277172
Application Number: 10447607
International Application Number:
Confirmation Number: 6094

Title of Invention:

Phone directory in a voice over IP telephone system

First Named Inventor/Applicant Name:

Eric G. Suder

Customer Number:

29444

Filer:

Kelly K. Kordzik/Danielle Chandler

Filer Authorized By:

Kelly K. Kordzik

Attorney Docket Number:

16312-P0O06P1

Receipt Date: 26-OCT-2006

Filing Date: 29-MAY-2003

Time Stamp: 20:07:51

Application Type: Utility
Payment information:
Submitted with Payment no
File Listing:
Document Document Description File Name File Size(Bytes) P;‘ft“/'_tziip (i':zgif_)
1 Change of Address 8.pdf 191434 no 1

Warnings:
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Information:

Total Files Size (in bytes):| 191434

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt
similar to a Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see
37 CFR 1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date
shown on this Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions
of 35 U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the
application as a national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt,
in due course.
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DETAILED ACTION
Claim Rejections - 35 USC § 102
1. The following is a quotation of the appropriate baragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(e) the invention was described in (1) an application for patent, published under section 122(b), by
another filed in the United States before the invention by the applicant for patent or (2) a patent
granted on an application for patent by another filed in the United States before the invention by the
applicant for patent, except that an international application filed under the treaty defined in section
351(a) shall have the effects for purposes of this subsection of an application filed in the United States
only if the international application designated the United States and was published under Article 21(2)
of such treaty in the English language.

2. Claims 11-12, 17-22, 24 and 30 are rejected under 35 U.S.C. 102(e) as being
unpatentable by Wilson et al. (U.S. Patent No. 6,829,231 B1), hereinafter “Wilson”.

~ As to claim 11, Wilson discloses an IP telephone adaptable for coupling to a first

" LAN, the IP telephone comprising [Fig. 5, Abstract, Col. 8, Lines 17-28, the Local

Exchange switch 205 and local ISP 215 and network switch 302 form a LAN

system that allowed the internet phones to connect]:
a first state of operation entered in response to a selection of an input by a
user, wherein the first state. of operation of the IP telephone results in a
display of a list of telecommunications extensions coupled to a second
LAN coupled to the first LAN via a WAN [Fig. 5, Fig.6, Col.7, Lines 4-67
and Col. 8, Lines 1-39, A caller can access the directory database
and directory search engine through the internet (WAN) for the

callee’s address and address conversion unit will convert the

CISCO EXHIBIT 1003
Page 110 of 455



Application/Control Number: 10/447 607 Page 3
Art Unit: 2616

address to a callee’s name and display it on’ the display of the
caller’s internet phone];

a second state of operation entered in response to a selection of the input
by the usér, wherein the second state of operation of the IP telephone
results in an automatic callihg of one of the telecommunications
extensions selected by the user [Fig. 3, Col.8, Lines 7-15, The caller can
select the proper callee’s name display and make a call. Note, the
dialer pad of the internet phone has DTMF tone transceiver 140 and it
is inherent that a phone has the DTMF tone capability to have AUTO-

DIALING function, such as “Re-dial”].

As to claim 12, Wilson discloses the IP telephone as recited in claim 11, wherein
the one of the telecommunications extensions automatically called has an identifier
displayed to the user on the IP telephone when the input is selected by the user [Col. 8,
Lines 7-15, Caller name dispiayed on the display, the user can select name from

the scrolling list.].

As to claim 17, Wilson discloses information handling system comprising:
a first local area network ("LAN") operating under an IP protocol [Fig. 5,
Abstract, Col. 8, Lines 17-28, the Local Exchange switch 205 and local ISP
215 and network switch 302 form a LAN system];

a first IP telephone coupled to the first LAN, the first IP telephone having a
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display and a set of keys for enabling a user to enter inputs [Fig. 2, Col. 4, Lines

39-67, Col. 5, Lines 1-38];

a second LAN operating uﬁder the IP protocol [Fig. 5, Col. 8, Lines 17-28, the

Local Exchange switch 240 a.ndllocal ISP 215 and network switch 304 form

a LAN system];

second and third telephone extensions coupled to the second LAN [Fig.5, IP

phones 245-247],

a wide area network ("WAN") operating under the IP protocol coupling the first

LAN to the second LAN [Network 210 coupled to local ISP, implied the

network 210 is a internet (WAN)];

the first LAN including first circuitry for enabling a user of the first IP telephone to

view a list including the second and third telephone extensions [Col. 8, Lines 7-
' 15, The display screen displays the list of the 'caller’s request and the caller

can select the intended caller for phone call];

As to claim 18, Wilson disclose the system as recited in claim 17, further
comprising:
| the first LAN including second circuitry for automatically calling the second
telephone extension in response to the user selecting the second telephone
extension from the viewed list [Fig. 3, Col.8, Lines 7-15, The caller can select

the proper callee’s name display and make a call. Note, the dialer pad of the
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Internet phone has DTMF tone transceiver 140 and it is inherent that a

phone has the DTMF tone capability to have AUTO-DIALING function].

As to claims 19 and 20, Wilson discloses the system as recited in claim 18,
wherein selection of the second telephone extension from the viewed list by the user is
accomp!ished by selection of one of the set of keys and the selection of one of the set of
keys results in an initiation of a call from the first IP telephone to the second telephone
extension across the WAN [Fig. 5, Fig. 6, Col. 8, Lines §0-67, Col. 9, Lines 1-5, Once
the user select the key and dial the calling number, the call setup will establish a

connection across network 210 from calling to called side. ].

As to claim 21, Wilson discloses the system as recited in claim 17, wherein the
list is stored in a server in the second LAN, and is accessed by the first circuitry across
the WAN [Fig. 5, the Internet user database directory, can be access by the first
and the 2" LANSs].

As to claim 22, Wilson discloses the system as recited in claim 17, wherein the
first IP telephone includes circuitry for enabling the user to scroll through the displayed

list [Col. 8, Lines 7-15].

As to claims 24 and 30, Wilson discloses a telecommunications system

comprising:
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a first IP telephone coupled to a first IP server within a first LAN [Fig. 5,
Col. 8, Lines 17-45, The IP phones 201-203 coupled to Local
exchange switch and network switch and the internet domain server
308 forms a LAN];

second and third telephoné extensions coupled to a second IP server
within a second LAN [IP phones 245-247 coupled to Local exchange
switch 240 and network switch 304 and the internet domain server
308 forms a second LAN, It is well known in the art the local
exchange switch can connect t6 many extensions, such as PBX];

a WAN coupling the first LAN to the second LAN, the first LAN, the second
LAN, and the WAN communicating using an IP protocol [Fig. 5, Col. 8,
Lines 7-28, The network 210, it is IP network siﬁce it needs to
establish connection via Internet ISP];

means for displaying on the first IP t‘elephone a list of telephone
destinations stored in the second IP server in response to selection of a
first input on the first IP telephone, wherein the list of telebhone
destinations is communicated from the second IP server over the WAN to
the first IP telephone [Col. 8, Lines 7-15, The display screen displays
the list of the caller’s request and the caller can select the intended
caller for phone call];

means for automatically dialing the selected one of the telephone

destinations for a communications link between the first IP telephone and
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the selected one of the telephone destinations in response to selection of -
one of the telephone destinations from the displayed list [Fig. 3, Col.8,
Lines 7-15, The caller can select the proper callee’s name display
and make a call. Note, the dialer pad of the Internet phone has DTMF
tone transceiver 140 and it is inherent that a phone has the DTMF

tone capability to have AUTO-DIALING function].

As to claims 31-33 and 25-27, Wilson discloses the system as rec_:ited in claim
30, whefein the selection of one of the telephone destinations from the displayed list is
performed in response to selection of a second input on the first IP telephone by a user.
[Fig.5 and Fig.6, Col. 8, Lines 7-17, Caller can use key pad to make request of
directory, then from the screen to select the proper callee for phone caI"l.] And the
first and second inputs are the same key button on fhe first IP telephone [it is well
known in the art that using one key pad to change menu and make a selection
afterward]. And the telephone destinations include the second and third telephone
extensions coupled to the second IP server [Fig. 5, Both LANs can connection many
IP phone (extensions) since both sides has Local exchange Switch. It is inherent

that a local switch can connect many extensions, such as PBX. ].

As to claims 28 and 34, Wilson discloses the system as recited in claim 32,
wherein the telephone destinations include telephones external to the system [Fig. 5,

The local exchange switch inherently is able to connect local telephones and the
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outside line phone, such as a dedicate a T1 trunk from the local exchange switch

for PSTN line so that the external line can call to the local telephone].

Claim Rejections - 35 USC § 103

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived
by the manner in which the invention was made.

4 Claims 1-4,7 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable
over Guy et al. (U.S. Patent No. 6,298,057 B1), hereinafter “Guy, in view of Stuntebeck

et al. (U.S. Patent 6,065,016), hereinafter “Stuntebeck”.

As to claim 1, Guy discloses information handling system comprising:
A first local area netWork ("LAN")[Fig. 1, LAN 116];
a second LAN [Fig.1, LAN 134];
a wide area network ("WAN") coupling the first LAN to the second LAN
[Fig.1, WAN 104 connected to LANs 116 and 134 through routers 114

and 132];
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a first telecommunications device coupled to the first LAN[Fig. Phone
106/108 connects to LAN 116 through server 112];

a plurality of telecommunications extensions coupled to th_e second
LAN[Fig. 1,Phones 124,126 through the PBX and server to the LAN

134, PBX is well known to be able to have many phone extensions];

But Guy fails to teach the system has a circuitry in the first LAN for enabling user
device to observe a list of the plurality of telecommunication extensions. And another
circuit for automatically calling one of the plurality of telecommunications extensions in

_response to the user selecting one of the plurality of telecommunications extensions

from the observed list

Stuntebeck teaches a uni’versal directory server can be connected a user LAN for
end user to access and select the phone number stored in the server for automatically
dialing the phone number to make a phone call [Fig. 1, Abstract, Col. 6, Lines 39-45,‘
user can select phone numbers (extension) from the user computer through the
LAN to access the directory server and the computer can display numbers as

icon then based on the number that user selected to make phone call.].

It would have been obvious to a person of the ordinary skill in the art at the time
the invention was made to implement the directory server that Stuntebeck taught into

the file server 112 that Guy taught so the user in the LAN can access the directory
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server and select the proper number to make a phone call automatically as specified in

claim 1.

The motivation for doing so would have been to have a directory server that
provide a convenient way to be accessed through a communication channel so the end
user can easily to search, observe and auto-dialing the destination number without

looking up another phone book.

As to claim 2, Guy modified by Stuntebeck, discloses the system as recited in
claim 1, wherein communication among the first LAN, second LAN, and WAN uses IP

protocol [Guy, Col. 14, Lines 13-22].

As to claim 3, Guy modified by Stuntebeck, discloses the system as recited in
claim 2, wherein the list of the plurality of telecommunications extensions is displayed to

the user of the first telecommunications device [Stuntebeck, Col. 6, Lines 39-45].

As to claim 4, Guy modified by Stuntebeck, discloses the system as recited in
claim 2, wherein the list of the plurality of telecommunications extensions is played as
audio to the user of the first telecommunications device [Stuntebeck, Col. 4, Lines 28-
26,‘ since the user can use voice to access the directory servér, it is inherent that
the server will play back the pre-recorded selection menu to let user to select

proper extension].
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As to claim 7, Guy modified by Stuntebeck, discloses the system as recited in
claim 1, wherein the list of the plurality of telecommunications extensions is stored in a
server in the second LAN, and is accessed by the first circuitry "across the WAN
[Stuntebeck, Fig. 1, the universal server coupled to user LAN and be access from

internet (WAN) or any other access channel].

As to claim 10, Guy modified by Stuntebeck, discloses the system as recited in
claim 1, further comprising:
a third LAN coupled to the first and second LANs via the WAN: and
a plurality of telecommunications extensions coupled to the third LAN, the
first LAN including circuitry for enabling the user to select between observing the list of
the plurality of telecommunications extensions coupled to the second LAN or observing
a list of the plurality of telecommunications extensions coupled to the third LAN [Guy,
Fig. 1, The WAN network is inherently for connecting a plurality of LANs in order

to allow the users in those LANs can communicate to each other through WAN. ].

5. Claims 5-6, 89 and 23 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Guy et al. (U.S. Patent No. 6,298,057 B1), hereinafter “Guy, in view
of Stuntebeck et al. (U.S. Patent 6,065,016), hereinafter “Stuntebeck’, further in view of

Wilson (U.S. Patent No. 6,829,231 B1), hereinafter “Wilson”.
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As to claim 5, Guy modified by Stuntebeck, discloses all the limitations of claim 3
(see above), which claim 5 depends.

But Guy modified by Stuntebeck fails to disclose the telecommunication device is
an [P phone.

Wilson teaches a IP telephone which has display, input key pad for user to select
the phone number from a scrolling list to make call through internet [Fig. 2, Col. 5,

Lines 11-30 and Col 8, Lines 7-15].

It would have been obvious to a person of the ordinary skill in the art at the time
the invention was made to have the IP phone taught by Wilson as a communication
device to connect to the Internet system that taught by Guy and Stuntebeck so that can

make a internet voice call.

The motivation for doing so is to provide a stand alone internet phone that user
can access internet voice service without hooking up the computer and it is more

convenient for the end user.

As to claim 6, Guy modified by Stuntebeck and Wilson, discloses the system as
recited in claim 5, wherein the tactile selection of one of the plurality of

telecommunications extensions from the displayed list by the user results in an initiation
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of a call from the first telecommunications device to the selected one of the plurality of
telecommunications extensions across the WAN [Wilson, Fig. 5, Fig. 6, Col. 7, Lines

45-67 and Col. 8, Lines 1-38, Lines 50-67].

As to claim 8, Guy modified by Stuntebeck and Wilson, discloses the system as
recited in claim 6, wherein the list of the plurality of telecommunications extensions is
stored in a server in the second LAN, and is accessed by the first circuitry'across the
WAN [Wilson, Fig. 5, the Internet user database directory, can be access by the

first and the 2" LANSs].

As to claim 9, Guy modified by Stuntebeck and Wilson, discloses The system as
recited in claim 8, wherein the first telecommunications device includes circuitry for
enabling the user to scroll through the displayed list of the plurality of

* telecommunications devices [Wilson, Col. 8, Lines 7-15].

As to claim 23, Guy modified by Stuntebeck and Wilson, teaches all the
limitations of claim 1 (see above), which claim 23 depends.

But Guy modified by Stuntebeck and Wilson, dose not disclose that there is 3™
LAN connected to the WAN and the caller's phone in the 1% LAN can display the

callee’s list (extensions) of the 2" LAN and 3™ LAN.
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It would have been obvious to a person of the ordinary skill in the art at the time
the invention was made to have more than 2 LANs connect to WAN (internet) and every
LAN has same structure as taught by Wilson [Wilson, Fig. 5, LAN comprises Local
exchange switch and network switch] so that a caller in one of the LANs can access
the directory database of the other two LANs through WAN as specified in-claim 35.
Notice that, the WAN is inherently to be able to connect to a plurality of LANs together

for sharing the information.

The motivation for doing so is to provide more capacity and convince for the end
user of every LANs. For example, a big organization has multiple work locations and the
employee in this organization can access the whole phone directory of this organization

- no matter where the user located
6. Claims 13-16, 29, 35-40 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Wilson (U.S. Patent No. 6,829,231 B1), hereinafter “Wilson”.

As to claim 13, Wilson teaches the Internet phone system performs the

functionalities as described in claim 11 [See rejection above].

But Wilson dose not disclose that there is 3™ LAN connected to the WAN and the

caller's phone in the 1% LAN can display the callee’s list on-the 2" LAN and 3™ LAN.
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It would have been obvious to a person of the ordinary éki|l in the art at the time
the invention was made to have more than 2 LANs connect to WAN (internet) and every
LAN has same structure as taught by Wilson [Wilson, Fig. 5, LAN comprises Local
exchahge switch and network switch] so that a caller in one of the LANs can access
the directory database of the other two LANs through WAN as specified in claim 13.
Notice that, the WAN is inherently to be able to connect to a plurality of LANs together

for sharing the information‘.

The motivation for doing so is to provide more capacity and convince for the end
user of every LANs. For examplé, a big organization has multiple work locations and the
employee in this organization can access the whole phone directory of this organization

no matter where the user located.

As to claim 14, Wilson discloses the IP telephone as recited in claim 13, further
comprising: |

a third state of operation of the IP telephone entered in response to a third

selection of the input by the user, wherein the third state of operation of the IP

telephone results in a calling of one of the telephone Qestinations displayed to

the user, wherein the calling of the one of the telephone destinations is

accomplished from the first LAN via the WAN, through the second LAN [Col. 8,

Lines 7-15, Caller name displayed on the display, the user can select name
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from the scrolling list and, Fig. 3, Col.8, Lines 7-15, the caller can select the
proper callee’s name display and make a call. Note, the dialer pad of the
Internet phone has DTMF tone transceiver 140 and it is inherent that a
phone has the DTMF tone capability to havg AUTO-DIALING function, such
as “Re-dial”. It is well known that in the directory selection menu, the user
can choose locations, departments or units within the company (different

LANSs) and further choose the proper destination phone number].

As to claims 15 and 16, Wilson discloses the IP telephone as recited in claim 14,
wherein the user can scroll through the list of second and third LANs to select the third
LAN, wherein the second state of operation of the IP telephone will then display
telephone destinations the user can potentially call through the third LAN.

And the user can scroll through the telephone destinations the user can potentially call,
wherein when the third state of operation is entered, the user has selected one of the
telephone destinations with the third selection of the input [Fig. 5, Fig.6 ,Col.7, Lines 4-
67 and Col. 8, Lines 1-39, A caller can access the directory database and directory
search engine through the internet (WAN) for the callee’s address and address
conversion unit will convert the address to a callee’s name and display it on the
display of the caller’s internet phone. Col. 8, Lines 7-15, Caller name displayed on

the display, the user can select name from the scrolling list.].
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As to claims 29 and 35, Wilson teaches all the limitations of claims 24 and 30

(see above), which claims 29 and 35 depends.
But Wilson dose not disclose that there is 3 LAN connected to the WAN
and the caller's phone in the 1% LAN can display the callee’s list on the 2" LAN and 3"

LAN.

It would have been obvious to a person of the ordinary skill in the art at the time
the invention was made to have more than 2 LANs connect to WAN (internet) and every
LAN has same structure as taught by Wilson [Wilson, Fig. 5, LAN comprises Local
exchange switch and network switch] so that a caller in one of the LANs can access
the directory database of the other two LANs through WAN as specified in claim 35.
Notice that, the WAN is inherently to be able to connect to a plurality of LANs together

for sharing the information.

The motivation for doing so is to provide more capacity and convince for the end
user of every LANs. For example, a big organization has multiple work locations and the
employee in this organization can access the whole phone directory of this organization

no matter where the user located.

As to claim 36, Wilson discloses a method comprising the steps of:
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receiving a input from a user on an IP teiephone that is networked into a
first LAN operating under an IP protocol [Fig. 5, Internet phone connect to
internet through the local switch and network switch, Col. 7, Lines 45-67,
user can use the alphanumeric keypad to make a request of callee search];
in response to receipt of the input, displaying on a display on the IP telephone a
first list including second and third LANs coupled to the first LAN, wherein the
second and third LANs operate under the IP protocol [Col. 7,Lines 46-67 and
Col. 8, Lines 1-17, the sreen on the caller’s side can display the numbers of
callee after the search engine reply the search request];
receivil;mg another input from the user on the IP telephone; in response to receipt
of the input, displaying on the display on the IP telephone a second list of
telephone destinations accessible from the second LAN [Basically, this is same
operation of the above];
receiving another input from the user on the IP telephone; and in response to
receipt of the input, automaticaily dialing one of the telephone destinations
accessible from the second LAN for a communications connection between the
‘one of the telephone deétinétions and the IP telephone [Col. 8, Lines 7-15,
Caller name displayed on the display, the user can select name from the
scrolling list and_ . Fig. 3, Col.8, Lines 7-15, the caller can select the proper
callee’s name display and make a call. Note, the dialer pad of tHe Internet
phone has DTMF tone transceiver 140 and it is inherent that a phone has

the DTMF tone capability to have AUTO-DIALING function, such as “Re-
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dial”. It is well known that in the directory selection menu, the user can
choose locations, departments or units within the company (different

LANs) and further choose the proper destination phone number].

-But Wilson does not explicitly disclose those touch inputs are in order, 1%, 2™
and 3°.

However, at the time the invention was made, it would have been obvious to a
person of the ordinary skill in the art to modify the order of the touch input such that can
perform the phone number selection as specified as claim 36. Since application has not
disclosed that the input order solves ant problem or is for any particular purpose and it
appears that the invention would perform equally well with the order of those touch

input.

As to claims 37 and 38, Wilson discloses the method as recited in claim 36,
before the step of receiving the second touch input, further comprising the steps of:
receiving a fourth touch input from the user on the IP telephone; and
in response to receipt of the fourth touch input, scrolling through the first list.
and the method aé recited in claim 37, before the step of receiving the third touch input,
further comprising the steps qf receiving a fifth touch input from the user on the IP
telephone; and in response to receipt of the fifth touch input, scrolling through the
second list [ Col. 8, Lines 7-15, the user can scroll the list and select the phone

number from the list. It is well known that a person in the art to design the keypad
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to make a scrolling list and make a selection from a phone list or to choose

different list by pressing the keypad].

As to claim 39, Wilson discloses the method as recited in claim 36, wherein the
step of displaying on the display on the 1P telephone the second list further includes the
steps of:

sending a message from the first LAN to the second LAN requesting the second

list [Fig. 6, Col. 7, Line 47-67];

receiving the second list from the second LAN to the first LAN [Col. 8, Lines 50-

67, The search engine response the callee name to the caller].

As to claim 40, Wilson disclo§es the method as recited in claim 39, wherein the
first, second, and third LANs are coupled via a WAN [it is inherent that the WAN can

connect to many LANs].

Conclusion
Any inquiry concerning this communication or earlier communications from the
examiner should be directed to Richard Chang whose telephone number is (571) 272-
3129. The examiner can normally be reached on Monday - Friday from 8 AM to 5 PM.
If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Wing Chan can be reached on (5?1) 272-7493. The fax phoné number for

the organization where this application or proceeding is assigned is 571-273-8300.
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Information regarding the st'atus of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either lPrivate PAIR or Public PAIR.
Status infdrmation for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR System, contact the. Electronic

Business Center (EBC) at 866-217-9197 (toll-free).

s

rkc

Richard Chang SEEMAS.RAO  3(29(0F .
Patent Examiner SUPERVISORY PATENT EXAMINER

Art Unit 2616 TECHNOLOGY CENTER 2600
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Amendments to the Claims:

This listing of claims replaces all prior versions and listings of claims in the application:

L. (Currently Amended) An information handling system comprising:

a first local area network ("LAN");

a second LAN;

a wide area network ("WAN") coupling the first LAN to the second LAN;

a first telecommunications device coupled to the first LAN;

a plurality of telecommunications extensions coupled to the seccond LAN;

the first LAN including first circuitry for enabling a user of the first telecommunications
device 1o observe a list of the plurality of telecommunications extensions; and

the first LAN including second circuitry for automatically calling one of the plurality of
telccommunications extensions in response to the user selecting one of the plurality of

telecommunications extensions from the observed list, wherein the list of the plurality of

telecommunications extensions is stored in a server in the second LAN. and is accessed by the

first circuitry across the WAN.

2. (Original) The system as recited in claim 1, wherein communication among the first

LAN, second LAN, and WAN uses an [P protocol.

3. (Original) The system as recited in claim 2, wherein the list of the plurality of

telecommunications extensions is displayed to the uscr of the first telecommunications device.

4. (Currently Amended) The system-as-recited-in-elatm-2 An information handling

éystem comprising:
a first local area network ("LAN"):
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asecond LAN:
a wide area network (" WAN") coupling the {irst LAN to the second LAN:

a first telecommunications device coupled to the first LAN:

a plurality of telecommunications extensions coupled to the second LAN;

the first LAN including first circuitry for enabling a user of the first telecommunications

device to observe a list of the plurality of telecommunications extensions; and

the first LAN including second circuitry for automatically calling one of the plurality of

tclecommunications extensions in response (o the user selecting one of the plurality of

telecommunications extensions from the observed list. wherein communication among the first

LAN. second LAN. and WAN uses an IP protocol, wherein the list of the plurality of

telecommunications extensions is played as audio 1o the user of the first telecommunications

device.

5. (Original) The system as recited in claim 3, whercin the first telecommunications
device is an IP telephone having a display for showing the list of the plurality of
telecommunications extensions, wherein the sccond circuiiry includes a key for enabling the user

to tacitly selecting one of the plurality of telecommunications extensions from the displayed list.

6. (Original) The system as recited in claim 5, wherein the tactile selection of one of the
plurality of telecommunications extensions from the displayed list by the user results in an
initiation of a call from the first telecommunications device to the selected one of the plurality of

telecommunications extensions across the WAN.

7. {Cancelled)

8. (Currently Amended) The system-as-reeited-in-elaimr-6; An information handling

system comprising:
a first local area network ("LAN"):
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a second LAN;

a wide area network ("WAN") coupling the first LAN 10 the second LAN:

a first telecommunications device coupled to the first LAN:

a plurality of telecommunications extensions coupled to the second LAN:

the first LAN including first circuitry for enabling a user of the first telecommunications

device to observe a list of the plurality of teleccommunications extensions; and

the first LAN iicluding second circuitry for automatically calling one of the plurality of

ielecommunications extensions in response to the user selecting one of the plurality of

telecommunications extensions from the observed list. wherein communication among the first

LAN. second LAN, and WAN uses an IP protocol, wherein the list of the plurality of

telecommunications extensions is displaved to the user of the first telecommunications device,

wherein the first telecommunications device is an IP telephone having a display for showing the

list of the plurality of telecommunications extensions. wherein the second circuitry includes a

key for enabline the user 1o tacitly selecting one of the plurality of telecommunications

extensions from the displayed list. wherein the tactile selection of one of the plurality of

telecommunications extensions from the displayed list by the user results in an initiation of a call

from the first telecommunications device to the selected one of the plurality of

telecommunications extensions across the WAN, wherein the list of the plurality of

telecommunications extensions is stored in a server in the second LAN, and is accessed by the

first circuitry across the WAN.

9. (Original) The system as recited in claim 8, wherein the first telecommunications
device includes circuitry for enabling the user to scroll through the displayed list of the plurality

of telecommunications devices.

10. (Original) The system as recited in claim 1, further comprising:

a third LAN coupled to the first and second LANs via the WAN; and
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aplurality of telecommunications cxtensions coupled to the third LAN, the first LAN
including circuitry for enabling the user to select between observing the list of the plurality of
telecommunications extensions coupled to the.second L.AN or observing a list of the plurality of

telecommunications extensions coupled to the third LAN.

11 - 16. (Cancelled)

17. (Currently Amended) An information handling system comprising:

a first local area network ("LAN") operating under an IP protocol;

a first 1P telephone coupled to the first LAN, the first IP telephone having a display and a
set of keys for enabling a user to enter inputs;

a sccond LAN operating under the IP protocol;

second and third telephone extensions coupled to the second LAN;

a wide area nctwork ("WAN") operating under the IP protocol coupling the first LAN to
the second LAN; and

the first LAN including first circuitry for cnabling a user of the first IP telephone to view

a list including the second and third telephone extensions, wherein the list is stored in a server in

the second LAN. and is accessed by the first circuitry across the WAN.

18. (Original) The system as recited in claim 17, further comprising:
the first LAN including second circuitry for automatically calling the second telephone

extension in response to the user selecting the second telephone extension from the viewed list.

19. (Original) The system as recited in claim 18, wherein selection of the second
telephone extension from the viewed list by the user is accomplished by selection of one of the

set of keys.

20. (Original) The system as recited in claim 19, wherein the selection of one of the set
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of keys results in an initiation of a call from the first IP telephone to the sccond telephone
extension across the WAN.
21. (Cancelled)

22. (Original) The system as recited in claim 17, wherein the first IP telephone includes

circuitry for enabling the user to scroll through the displayed list.

23. (Original) The system as recited in claim 1, further comprising:

a third LAN coupled to the first and second LANs via the WAN; and

a plurality of telephone extensions coupled to the third LAN, the first LAN including
circuitry for enabling the user to select between viewing the list of the telephone cxtensions
coupled to the sccond LAN or viewing a list of the plurality of telephone extensions coupled to

the third LAN.

24. (Original) In a telecommunications system comprising a first IP telephone coupled to
a first IP server within a first LAN, second and third telephone extensions coupled to a second IP
server within a second LAN, and a WAN coupling the first LAN to the second LAN, the first
LAN, the second LAN, and the WAN communicating using an [P protocol, a method comprising
the steps of:

in response to selection of a first input on the first IP telephone, displaying on the first [P
telephone a list of telephone destinations stored in the second IP server, wherein the list of
telephone destinations is communicated from the second IP server over the WAN to the first IP
telephone; and

in response to selection of one of the telephone destinations from the displayed list,
automatically dialing the selected one of the:telephone destinations for a communications link

between the first 1P telephone and the selected one of the telephone destinations.

25. (Original) The method as recited in claim 24, wherein the selection of one of the
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telephone destinations from the displayed list is performed in response to selection of a second
input on the first P telephone by a user.
26. (Original) The method as recited in claim 25, wherein the first and second inputs are

the same key button on the first IP telephone.

27. (Original) The method as recited in claim 24, wherein the telephone destinations

include the second and third telephone extensions coupled to the second 1P server.

28. (Original) The method as recited in claim 24, whercin the telephone destinations

include telephones external to the system.

29. (Original) The method as recited in claim 24, wherein the system includes a third
LAN coupled to the first and second LANs via the WAN, further comprising the steps of:

displaying on the first IP telephone a list of LANs coupled to the WAN, including the
second and third LANs; and

performing the step of displaying the first list in response to selcction of the second LAN

from the displayed list of LANS.

30. (Original) A telecommunications system comprising:

a first IP telephone coupled to a first IP server within a first LAN;

sccond and third telephone extensions coupled 10 a second IP server within a second
LAN;

a WAN coupling the first LAN to the second LAN, the first LAN, the second LAN, and
the WAN communicating using an IP protocol;

means for displaying on the first P telephone a list of telephone destinations stored in the
second IP server in response to selection of a first-input on the first IP telephone, wherein the list

of telephone destinations is communicated from the second IP server over the WAN to the tirst

IP telephone; and
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means for automatically dialing the selected one of the telephone destinations for a
communications link between the first IP telephone and the selected one of the telephone

destinations in response to sclection of one of the telephone destinations from the displayed list.

31. (Original) The system as recited in claim 30, wherein the selection of one of the
tclephone destinations from the displayed list is performed in response to selection of a second

input on the first IP telephone by a user.

32. (Original) The system as recited in claim 31, wherein the first and second inputs are

the same key button on the first IP telephone.

33. (Original) The system as recited in claim 32, wherein the telephone destinations

include the second and third telephone extensions coupled to the second [P server.

34. (Original) The system as recited in claim 32, wherein the tclephone destinations

include telephones external to the system.

35. (Original) The system as recited in claim 31, further comprising:
a third LAN coupled to the first and second LANs via the WAN;
means for displaying on the first IP telephone a list of LANs coupled to the WAN,

including the second and third LANs; and
means for displaying the first list in response to selection of the second LAN from the

displayed list of LANS.

36. (Currently Amended) A method comprising the steps of:

receiving a first touch input from a user on an IP telephone that is networked into a first

LAN operating under an [P protocol;
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in response to receipt of the first touch input, displaying on a display on the IP telephone
a first list including second and third LANs coupled to the first LAN, wherein the second and
third LANs operate under the IP protocol;

receiving a second touch input from the user on the IP telephone;

in responsc to receipt of the second touch input, displaying on the display on the IP
telephone a second list of telephone destinations accessible from the sccond LAN;

receiving a third touch input from the user on the IP tclephone; and

in response to receipt of the third touch input, automatically dialing one of the telephone
destinations accessible from the second LAN for a communications connection between the one

of the telephone destinations and the IP telephone, wherein the step of displaying on the display

on the IP telephone the second list further includes the steps of:

sending a message from the first LAN to the second LAN requesting the second list;-and

receiving the second list from the second LAN to the first LAN.

37. (Original) The method as recited in claim 36, before the step of receiving the second
touch input, further comprising the steps of: receiving a fourth touch input from the user on the

IP telephone; and in responsc to receipt of the fourth touch input, scrolling through the first list.
38. (Original) The method as recited in claim 37, before the step of receiving the third

touch input, further comprising the steps of: receiving a fifth touch input from the user on the IP

telephone; and in response 1o receipt of the fifth touch input, scrolling through the second list.

39. (Cancelled)

40. (Currently Amended) The method as recited in claim 39 36, wherein the first,
second, and third LANs are coupled viaa WAN.
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REMARKS
Claims 1-40 are pending in the application.

Claims 1-40 stand rejected.

1. REJIECTIONS UNDER 35 US.C. § 102

Claims 11-12, 17-22, 24 and 30 stand réjected under 35 U.S.C. § 102(e) as being
unpatentable by Wilson er al. (U.S. Patent No. 6,829,231). In response, Applicants respectfully
traverse this rejection. As the Examiner is well aware, for a claim to be anticipated under § 102,
each and every element of the claim must be found within the cited prior art reference.

With respect to claims 11 and 12, these claims have been canceled. Therefore, the
rejection of these claims is moot.

With respect to claims 17-22, Applicants have amended claim 17 to incorporate the
limitations of claim 21. Claim 17, as amended, now recites that the list is stored in a server in
the second LAN, and is accessed by the first circuitry across the WAN. This limitation is not
taught within Wilson.

The Examiner has asserted that the LAN associated with the IP telephones 201-203
compriscs local exchange switch 205, local ISP 215 and network switch 302. First of all,
Applicants traversc such an assertion of what a LAN comprises. Applicants assert that the LAN
associated with 1P telephones 201-203 can only comprisc those telephones along with local
exchange switch 205. In fact, the IP telephones 201-203 are connected to the local exchange
switch 205 using public switched telephone network circuits 204. The public switched telephone
network 204 cannot reasonably be inferred to be part of a local area network. Instead, the PSTN
circuits 204 are actually part of the wide area network, of which the network 210 is a part of.
Nevertheless, even assuming that the Examiner is correct that a LAN comprises the telephones
201-203, local exchange switch 205, network switch 302 and local ISP 213, it is clear that the
database 232 is not included within this “LAN.” Moreover, and correspondingly, IP telephones
245-247 would be in a LAN that also does not include database 232. Since database 232 is

accessed both over the Internet, or WAN, 210, and is not included within either of the LANs
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noted previously, then Wilson does not meet the limitations whereby the list is stored in a server
in the second L.LAN, and is accessed by the first circuitry across the WAN, where the second
LAN includes the second and third telephone exicnsions which are included in the list viewed by
the user of the first IP telephone in the first LAN. As a result of the foregoing, Wilson does not
teach all of the limitations of amended claim 17.

With respéct to claim 24, this claim is also not anticipated for Wilson for the reasons
noted above with respect to amended claim 17. Moreover, claim 24 recites that the list of
telephone destinations is communicated from the second IP server over the WAN to the first IP
telephone. This list of telephone destinations is stored in the sccond 1P server which is coupled
to the second and third telephonc extensions. The first IP telephone then selects one of those
telephone destinations to make a telephone call from that list. Since database 232 is not
associated with a second LAN that includes one of the IP telephones 245-247, or even telephones
201-203, Wilson does not meet the limitations of claim 24.

With respect to claim 30, it is not anticipated by the cited prior art reterence for reasons
similarly given above. The list of tclephone destinations communicated from the second IP
server over the WAN to the first IP telephone is not taught or suggested by Wilson. The list of
telephone destinations in databasc 232 is not communicated from the LAN comprising IP
telephones 245-247 over the network 210 to the LAN comprising IP telephones 201-203.

With respect to claims 28 and 34, Applicants respectfully traverse the Examiner’s
assertions. First of all, the Examiner has mischaracterized the limitations within these claims.
These claims recite that the telephone destinations may include telephones exicrnal to the
system. Such telephone destinations are included in a list stored in the second IP server and
which are cbmmnnicaled from the second IP server over the WAN to the first IP telephone. This
is not taught or suggested within Wilson. Further, the Examiner has asserted that such
limitations are inherent. Applicants respectfully traverse this inherent assertion by the Examiner.
The fact that a certain result of characteristic may occur or be present in the prior art is not
sufficient to establish the inhereney of that result or characteristic. MPEP § 2112. Inrelying

upon the theory of inherency, the Examiner must provide a basis in fact and/or technical
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reasoning to reasonably support the determination that the allegedly inherent characteristic
necessarily flows from the teachings of the applied prior art. Id. The Examiner’s support for the
inherency rejection is without any facts or technical reasoning, but is merely the Examiner’s

subjective opinion. This is insufficient to support a rejection based on inherency.

II. REJECTIONS UNDER 35 U.S.C. § 103

Claims 1-4, 7 and 10 stand rejected under 35 U.S.C. § 103 as being unpatentable over
Guy et al. (U.S. Patent No. 6,298,057) in view of Stuntebeck et al. (U.S. Patent No. 6,065,016).

Claim 1 has been amended to include the limitations of claim 7. Furthermore, claim 4
has been placed in independent form. In rejecting claim 7, the Examiner has asserted that this
limitation is taught within Stuntebeck by the universal server coupled to the user LAN and
accessed from the Internet or any other access channel. This does not meet the claim limitations.
The claim limitations specifically recite that the list of the plurality of telecommunications
extensions is stored in a server in the LAN. The UDS 10 is not part of the user LAN. Instead,
the LAN is coupled to the UDS by a dedicated communication channel 58. Column 4, lines 3-9.
One skilled in the art would not have been able to recreate amended claim 1 in view of the cited
prior art, since not all of the claim limitations are taught or suggested by the combination of the
references. Though Applicants have specifically pointed out how Stuntebeck does not meet the
claim limitations, this is the reason used by the Examiner to reject the original claim 7. Since
Applicants have traversed and shown that Sfuntebeck does not meet the claim limitations as
relicd upon by the Examiner, the Examiner’s prima facia case of obviousness cannot stand.

With respect to claim 4, the Examiner has asscrted that it is inherent that the server will
play back the pre-recorded selection menu to let the user to sclect the proper extension.
Applicants respectfully traverse this inherency argument. Such an inherency argument is not
supported by facts or technical reasoning, but is merely supported by. the Examiner’s

unsupported subjective opinion.
Claims 5-6, 8-9 and 23 stand rejected under 35 U.S.C. § 103 as being unpatentable over

Guy in view of Stuntebeck and further in view of Wilson. Applicants respectfully traverse. With
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respect to claim 8, the Examiner has asserted that in Wilson the Internet user databasc directory
can be accessed by the first and sccond LANs. The problem with the Examiner’s rejection, as
pointed out above, is that this does not meet the claim recitations. The claims specifically recite
that the list of telecommunications extensions is found within the second LAN, not outside of the
second LAN. Wilson clearly shows that database 232 does not reside within either of the LANs
taught therein. As a result, one skilled in the art at the time the invention was made would not
have been able to recreate claim 8 in view of the cited prior art. The Examiner has specifically
relied upon the teachings in Wilson'to support the rejection of claim 8, and Applicants have
successfully traversed these assertions. As a result, the Examiner’s prima facia case of
obviousness must fail.

Claims 13-16, 29 and 35-40 stand rejected under 35 U.S.C. § 103 as being unpatentable
over Wilson. In response, Applicants respectfully traverse this rejection. Claims 13-16 have
been canceled.

With respect to claims 29 and 33, Applicants traverse the Examiner’s motivation to
modify Wilson. The Examiner’s motivation is so that members of the big organization in
multiple work locations can access the whole phone directory of this organization no matter
where the user is located. The problem is that this motivation comes specifically out of the
present application. See page 20, lines 12-24. As prohibited by case law, an examincr may not
use the Applicant’s application as a blue print for modifying prior art references. This is referred
to as. hindsight reasoning. The Examiner’s motivation is not shown to be supported by any
external factual evidence. Therefore, it can only be concluded that the Examiner came up with
this motivation through Applicant’s own specification.

With respect to claims 36-40, claim 36 has been amended to incorporate the limitations
of claim 39. As argued above, the prior art references do not provide that the list of telephone
destinations is stored within the second LAN. Amended claim 36 recites the sending of a
message from the first LAN to the sccond LAN requesting the second list and then receiving the
second list from the second LAN to the first LAN. These are not taught within Wilson, contrary

to the Examiner's position. Column 7, lincs 47-67 instead discloses that the callee’s Internet
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addresses are provided by the database search-engine 230 to one of the Internet callers 201-203.
This is not sending a message to the sccond LAN and then receiving the list from the second
LAN.
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Application No. Applicant(s)
10/447,607 . SUDER ET AL.

Office Action Summary Examiner TAM Unit
Gregory B. Sefcheck 2619

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed
. after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, evern if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b). .

Status

1) Responsive to communication(s) filed on 17 August 2007. '
2a)[] This action is FINAL. 2b)X] This action is non-final.
3)] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

4)[3 Claim(s) 1-6,8-10,17-20,22-38 and 40 is/are pending in the application. '
4a) Of the above claim(s) is/are withdrawn from consideration.
5[] Claim(s) ____is/are allowed.
6)[X] Claim(s) 1-6,8-10,17-20,22-38 and 40 is/are rejected.
7)] Claim(s) _____is/are objected to.
8)(] Claim(s) _____are subject to restriction and/or election requirement.

Application Papers

9)[X] The specification is objected to by the Examiner.
0)] The drawing(s) filed on is/are: a)[_] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
1)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)(] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)JAll  b)[] Some * ¢c)[] None of:
1.[0] Certified copies of the priority documents have been received.
2.[C] Certified copies of the priority documents have been received in Application No. ___
3.[]] Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) & Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413)

2) [[] Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. _

3) [ information Disclosure Statement(s) (PTO/SB/OS) 5) [ Notice of Informal Patent Application
Paper No(s)/Mail Date _____. 6) D Other:

* U.S. Patent and Trademark Office

PTOL-326 (Rev. 08-06) Office Action Summary . Part of Paper No./Mail Date 20071015
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Application/Control Number: 10/447,607 Page 2
- Art Unit: 2619 -

DETAILED ACTION
o Applicant's Amendment filed 8/17/2007 is acknowledged.
o Claims 1, 4, 8, ‘17, 36, 40 have been amended.
e Claims 7, 11-16, 21, 39 have been Cahcelled.

e Claims 1-6,-8-10, 17-20, 22-38 and 40 remain pendingl

Specification
1. The diéclosure is objected to because of the following informalities:
Please update the related applications identified on pg. 1 of the Specification:
Serial No.-10/041332 is now patented, US Patent No. 6,925,167.

Serial No. 10/210902 is now patented, US Patent No. 7,123,699. .

Claim Rejections - 35 USC § 103
2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and '
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

3. Claims 1-3, 5, 6, 8-10, 17-20, and 22-35 are rejected under 35 U.S.C. 103(a) as
being unpatentable over Guy et al. (US006298057B1), hereafter Guy, in view of Wilson

(US006829231B1).
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- Regarding Claims 1-3, 5, 6, 8-10, 17-20, 22-25, 27, 29-31, 33, and 35,

Guy discloses a system and method for coupling a first LAN 102A having server
112 to a second LAN 102B having server 122 through WAN 104 utilizing IP capabilities
of the LANs and WAN (Fig. 1; Col. 1, lines 51-53; Col. 14, lines 13-17; claim |

1.8.17,24,30 — method in a information handling system compﬁsing a first LAN; claim -

1.8,17.24,30 - a second LAN; claim 1,8.1 7,24,30 — WAN coupling the first LAN to the -

second LAN; claim 2,17,30 - LANs and WAN operate under IP protocél; claim 24.30 -
first and second IP servers within first and second LANSs).
Fig. 1 also shows that a plurality of telecommunications devices are coupled to

the first and second LANs 102A/B (claim 1.8,17,24,30 - first telecommunications device

coupled to the first LAN; claim 1,8,17,24,27,33 - plurality of telecommunications
extensions/destinations coupled to the second LAN). |

Guy discloses the ability to connect a phone of the first LAN 102A to a
destination phone of the second LAN 102B (Col. 6, lines 4-11; Col. 10, lines ‘1;7). Guy
further discloses each file server 112/122 includes a directory (Fig. 4, 406) that stores a
'Iist of server codes and additional information to identify devices attached to each

server (Col. 10-11, lines 30-14; claim 1,8,17.30 - wherein the list of the plurality of

telecommunications extensions is stored in a server in the second LAN, and is
accessed by the first circuitry across the WAN). Guy also discloses a master directory
in a server of network 100 containing the information stored in each local directory (Col.

9, lines 20-25).
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However, Guy does not explicitly disclose the user of the phone in- the first LAN
observing a displayed list of extensions to phones ih multiplé (second and third) local
networks remote of the user's LAN and automatically initiating a call in response fo the
user selecting one of the extensions from the observed list. Guy also does not explic_itly -
disclose the user’s phonev as én IP phone having display and keys for user to enter first

and second inputs for displaying and selecting/initiating a ca'II, circuitry to scroll through

the displayed list.

Wilson discloses an IP phone user can access a directory engine through the
Internet (WAN) for displaying a list of numbers/addresses (extensions) obtained from
muitiple (second and third) local exchange network switches and ISPs that are remote
to the user. Wilson further dis'close;s the user initiates a call by selecting a destination
from a scrolled list of potential destinations (Fig. 5,6; Col. 7-8, lines 45-15; claim
1,8 17,24 30 - first LAN includingvfirst circuitry for enabling a user of the first |
telecommunications device to obserye/view a list of the plurality of telecommunications

extensions; claim 1,8,18,24 30 - first LAN including second circuitry for automatically

calling one of the plurality of telecommunications extensions in response to the user
selecting one of file plurality of telecommunications extensions from the observed list;

claim 3,8.24,30 - list is displayed to user of the first device; claim

5,6\8,17,19120,24,25,30,3_1 — first device is IP phone having display and keys for user to

enter first and second inputs for displaying and selecting/initiating a call to an extension

in the second LAN over the WAN; claim 9 22 — circuitry to scroll through displayed list;
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claim 10,23,29.35 — a third LAN and first LAN circuitry for selecting and viewing a list of

a plurality of extensions coupled to the second and/or third LAN).

It would have been obvious.to one of ordinary skill in the art at the time of the
invention to modify Guy by enabling a first device to observe a list of extensionsina -
remote LAN and initiating a call to a displayed number in response to selection by a
user, as shown by Wilson, thereby enabling the first phone to connect to a destination
phone if the number associated with the destination phone is unknown and remote of

the user's LAN.

- Regarding Claimé 26 and 32,
Guy discloses a system and method meeting all limitations of the parent claims.
Neither Guy nor Wilson discloses first and second inputs use the same button.
However, it is well known in the art to utilize the same button for multiple
- . common inputs to simplify the functionality (claim 26v,32 — first and second inputs use
same button).

It would have been obvious to one of ordinary skill in the art at the time of the
invention to use the same button for the first and second inputs disclosed b‘y Wilson, in

order to improve the ease of use for the user.
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- Regarding Claims 28 and 34,

Guy discloses a system and method meeting all limitations of the parent claims.

Neither Guy nor Wilson explicitly discloses destinations includes telephones
external to the system.

However, it is well known that local exchange switches such as those shown by
Wilson are éble to connect fo other exchanges ou.tside of the local system, such as over
a-dedicated T1 trunk (claim 28,34 — destinations includes telephones external to the
system).

It would have been obvious to one of ordinary skill in the art at the time of the
inventioh to modify Guy and Wilson by enabling destinations to be telephoﬁes external
to the system, thereby providing the disclosed directory services to as many capable

users as can be supported.
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3. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Guy in
view of Wilson above, and further in view of Stuntebeck et al.‘(U8006065016A),

hereafter Stuntebeckt

- - Regarding Claim 4,

Guy disctoses a system as shown above in the rejection of claim 1 and 2.7

Neither Guy nor Wilson discloses a list played to a user as audio.

Stuntebeck discloses a universal directory server (UDS) that provides remote
access to the communication addresses (extensions) associated with numerous
institutions, including LANs (Fig. 1; Abstract). Stuntebeck discloses a user can access
the UDS through a voice recognition system, in which results are conveyed to the user
as voice (audio; Col. 4, lines 17-25; claim 4 - list is played as audio to the user of the
first device).

It would have been obvious to one of ordinary skill in the art at the time of the
invention to modify Guy and Wilson by enabling the list to be played as audio to the
user, as shown by Stuntebeck, thereby allowing users to access directory services

without a visual display.
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4, Claims 36-38 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable

over Wilson in view of Guy.

- Regarding Claim 36-38 and 40,

-Wilson disicloses an IP phone connects to Internet (WAN) through multiple (first,
second, third) local switches and network switches, and a uéer can use the
avlphanumeric keypad to make a request of callee search (Fig. 5; Col. 7, lines 45-67;
claim 36 - in response to receipt of first input, displaying on a display on the IP
~ telephone a first list including second and third LANs coupled to the first LAN,v wherein
the second and third LANs operate under the IP protocol; claim 40 — first_, second, and
third LANs coupled via WAN).

Wilson further discloses the screen on the caller's side can display multiple result
numbers of callees in a scrolled list after the search engine replies to the search request
(Col. 7,lines 46-67 and Col. 8, Lines 1-17; claim 36 - receiving another inptjt from the
user on _the IP telephone; in response to receipt of the input, display_ing on the display
on the IP telephone a second list of telephone destinations accessible from the second
LAN; claim 37 - scrolling through the list in response to fourth.input).

Wilson then shows that the caller can select the proper callee's name display
from the scrolled list of mul.tiple results to initiate a call (Col. 8, lines 13-15; claim 36 - in
response to receipt of third input, automatically dialing one of the telephone destinations

accessible from the second LAN for a communications connection between the one of
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the telephone destinations and the P telephone; claim 38 - scrolling through the list in

response to fifth input).

Wilson does not explicitly show that the callee lists are received from a second
LAN in response to sending a request message from the first LAN.
Guy discloses a system and Amethod for coupling a first LAN 102A having server
112 to a second LAN 102B having server 122 through WAN 104 utilizing IP capabilities
of the LANs and WAN. .Guy discloses the ability to connect a phone of the first LAN
102A to a destination phone of the second LAN 102B (Col. 6, lines 4-11; Col. 10, lines
1-7). Guy further discloses each file server 112/122 includes a directory (Fig. 4, 406)
-that stores a list of server codes and additional information to identify devices attached
to each server (Col. 10-11, lines 30-14), while also disclosing a master directory ina
server of netWorijO containing the information stored in each local directory (Col. 9,
lines 20-25; claim 36 - displaying on the display on the IP telephone the second list
further includes the steps of sending a request message for the list from the first LAN to
the second LAN and receiving the second list from the second LAN to the first LAN).
It would have been obvious to one of ordinary skill in the art at the time of the
invention to supply the Internet database in Wilson from local directories stored in each
respective LAN segment of a network, as shown by Guy, thereby ensuring that the

Internet (master) directory is up to date.
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Response to Arguments
5. Applicant's arguments with respect to the pending claims have been considered

but are moot in view of the new ground(s) of rejection.

Conclusion
6. The prior art made of record and not relied upon is considered pertinent to

applicant's disclosure.

o Hattori et al. (US006094674A)

o Lloyd (US20010037331A1)

Any inquiry concérning this communication or earlier communications from the
examiner should be directéd to Gregory B Sefcheék whose teléphone number is 571-
272-3098. The examiner can normally be reached on Monday-Friday, 8:00am-4:30pm.

If attempts to reach the examiner by telephone a‘re unsuccessful, the examiner’s
supervisor, Wing Chan can be reached on 571-272-7493. The fax phone number for

the organization where this application or proceeding is assigned is 571-273-8300.
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Information regarding the status of an applicatidn may be obtained from the
Patent:AppHcation Information Retri.eval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http‘://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR syétem, contact the Electronic
Bgsineés Center (EBC) at 866-217-9197 (tdll-free). If yoLl would like assistance from a
USPTO Customer Service Representative or access to the automated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

Patent Examiner
10-16-2007
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Attorney’s Docket Moo 281501

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant © Suderetal ArtUnit @ 2619

Serial No, @ 10/447 607 Examiner : Gregory B, Sefehack
Hiled  May Eik Conf. No. 1 6094

Tite . P DIRECTORY IN A VOICE OVER IP TELEPHONE SYSTEM

Mail Stop Amendment
Commissionss for Paterns
RO, Box 1450

Alexandrie, YA 22313-1450

AMENDMENT IN REPLY TO ACTION OF QCTOBER 22, 2007

Please amend the above-adentified application as follows:
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AMENDMENTS

Amendments 1 the Specitication:

1,

Please replace the paragraphs on page 1, Hanes 3-14, with the following amended

pavagrapha;

‘;"\.’ gpphcation for patent 18 a continnation-in-part apphication of UK, Patent Application
AR, entitled “QUALITY OF SERVICE IN AVOICE OV E:-R HY
ihi Pi{" ‘E&; SYRTEMS

This apphication for patent is related to the following patent applications:

Serial No. 16/072,343; entitled “QUALITY OF SERVICE IN A REMOTE
TELEPHONE™;

Serial Moo /041 332 now US, Palent No, §,825,167; entitled “SERVICE
OGBESERVING IN A VOICE OVER IP TELEPHONE SYSTEM™ and

%mu\.i\ﬁ ‘(\ “1{3 02 now LS, Patent Nu. 7,123,699, entttled "VOICKE \'i LINA
JOICE OVER 1P TELEPHONE SYSTEM™; which are all hereby incorporated by i(i'\m,g
humni
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Amendmeats o the Claimy:

laces all prior versions and Dstings of claims i the application:

£

Listing of Claims

{. (Previousiy presented) An information handling system comprising:
a fiest local avea network ("LAN™Y,

a second LAMN;

a wide area network ("WAN"} coupling the first LAN to the second LAN;

Gt teleneanmunications device coupled to the first AN

o,

plurality of wlecommunications exiensions coupled to the second LAN!
he first LAN inchuding first oireuitry for enabling a user of the first telecommumications
devize to observe a st of the plarality of telecommumications extensions: and
the first LAN ineluding second circuitry for antomatically ealling one of the plurality of
elecommunications extensions o response to the user selecting one of the plurality of
telecommunications extensions from the observed fist, wherein the Hst of the plasality of

telecommumications extensions is stored in @ server in the second LAN, and is accessed by the

first oireuitry acrosa the WAN,

2. {Original} The system as recited in claim 1, whereln communication among the firs
LAN, second LAN, and WAN uses an IP protocol.

3. ¢Original) The system as recited in claim 2, wherein the Gst of the phursiity of

K

telecommunications extensions is displayed to the user of the first telecommunications deviee,
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4, (Proviowsly presemted) An information handling svsiemn comprising:

a first local avca network ("LAN'Y

8 second LANS

8 wide grea network CWAN") coupling the first LAN to the second LAN;

a first telecompmnications device coupled to the first LAN:

a plurality of smlecommunications extensions conpled Lo the second LAN;

the first LAN including first oircutiry for enabling a user of the frst telecommunications
device to observe g ist of the plarality of telecommunications extensions; and

the first LAN ingluding second cireuitry for antomatically calling one of the plurality of

telecommuanicaicns oxiensions i response to the user selecting one of the plurality of

~

elecommunications extensions from the observed list, whereln coimmanication among the st
LAN, second LAN, and WAN uses an 1P protocol, wherein the st of the plorality of

telecommunications extensions s playved as andio 1o the user of the fivst telecommunications

{Oniginaly The system as recited in claim 3, wherein the frst teleconununications
device 1s an 1P ielephone having g display for showing the list of the plurality of

teleconpmunivations extensions, wherein the second circuitry nelades a key for enabling the user

to tacitly selecting one of the plurality of televonymunications extensions from the displaved lis

6. (Origimaly The system as rectied in claim 5, whereln the tactile selection of one of the
plurality of teleconumunications extensions from the displayed Iist by the user resulis i an

initiation of a call from the first telecommunications device o the selected one of the plurality of

tleconumuadontions extensions aorass the WAN,
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Page 3ol g
& {Previcualy prosented) An information bandling system comprising:

a first local area network ("LAN™),

a second LAN,

A wide ares network CWANY coupling the frst LAN to the second LAN;

a fivst telecommunications device coupled to the first LAN,

g pluvality of elecommunivations extensicns coupled 1o the second LANS

the first LAN tneluding first cireuitry for enabling g wser of the fimst telecommunications
device 1o observe g list of the plurality of telecommunications extensions; and

the first LAN including second civenitry for antomatically calling one of the pluraiity of
telecommunications sxiensions in response o the user selecting one of the plarality of
telecommunications exiensions from the observed list, wheretn communication among the first
LAN, sccond LAN, and WAN uses an IP protocol, wherein the list of the plurality of
selecommunications extensions is displayed to the user of the first telecommunications device,
wherein the first telscommunications device is an IP telephone having a display for showing the
fist of the plurality of telecommunications extensions, wherein the second cirenitry includes a
key for enabling the user 1o tacitly selecting one of the plurality of teleconumumications

s from the displayed Hsy, wherein the 1actile sclection of one of the plurality of

telecommantcations extensions from the displayed Hst by the user results in an imitiation of & cail

from the first felecomummivations device to the selected one of the plasality of

¥
SEY

telecommunications extensions across the WAN, wherein the list of the pluralin

efecommunications extensions is stored in 8 server in the second LAN, and 1s accessed by the

est grrentivy acrosy the WAN,
9 {Origing) The system as recited i claim 8, wherein the first telecommunications
device medades circuitry for enabling the user to soroll through the displayed list of the plurality

of televoommunicstions devices.,
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10 {riginaly The systentas rectted in claiin 1, forther comprising

a third LAN coupled 10 the first and second LANS via the WAN, and

& pluratity of teleconununications extensions coupled 1o the third LAN, the Tt LAN
mctading civenityy for enabling the aser 1o scleot between observing the st of the plurality of

telecommunications extensions coupled io the second LAN or observing a Bist of the phuality of

telecommunications extenstons coupled to the third LAN.

36, (Canceliad)

17, (Provioualy mesented) An information handling system comprising

a fipst focal aren network ("LAN"} operating under an I protocol;

a {irst IF iwlephone coupled o the fisst LAN, the first P telephone having a display and 1
set of keys for enabling a user to enter inputs;

a seeond LAN aperating under the IP protocol;

sevomd and thied telephone extensions coapled to the seeond LAN;

& wide area network ("WAN"} operating under the IP protovel coupling the frst LAN o
the second LAN; and

the st LAN inclading fiest cirowdtey for enabling a user of the first IP telephone 1o view
a list including the second and third telephone extensions, wherein the st is stored in a server in

the seeond LAN, and is accossed by the first circuitry across the WAN.

18 {Original) The system as recited in claim 17, further comprising:

the first LAN inchading second circultry for sotomatically calling the second telephone
s, e bl

1

extension in response 1o the usor selecting the second telephone extension from the viewsd s

19, {Ornginaly The system as recited in claim 18, wherein xelection of the sscond

telephione extension from the viewed list by the user 18 accomplished by selection of one of the
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20 (Original} The system as recited in claim 19, wherein the selection of one of the set
of kevs resulls inan fnitiation of a call from the fost 1P elephone to the second eiephone

SYiension aormss the WADN,

23 {Originaly The system as reciied in claim 1, further comprising:

a third LAN coupled to the first and second LANs via the WAN{ and

s pluality of telephon

bl

¢ extensions conpled to the third LAN, the fisst LAN including

e

ciruitry for cnabling the user 1o select between viewing the list of the wiephone exiensions
couplas! to the second LAN or viewing # Hst of the plurality of telephone extensions coupled o

the third LAN,

24, {Original)y In a telecommunications system comprising 2 first 1P telephone coupled to
a fiest IP server within a first LAN, second snd third telephoge extensions coupled 0 a second 1P

server oithin o second LAN, snd 2 WAN coupling the first LAN to the second LAN, the {irst

LAN, the serond LAN, and the WAN communicating using an [P protocol, a method comprising

he stops of;

i response to selection of a first inpot on the first IP telephone, displaying on the frst 1P
tefephone a Hat of ielephone destinations stored in the second 1P server, wherein the list of
telephone destinations s commmivated from the second IP server over the WAN to the st 1P
telephone; and

n response 1o selection of one of the telephone destinations from the displayed Bisi,

3

sutomatically dialing the selected one of the telephone destinations for a communications link

pg

3t 1P telephone and the selecied one of the telephone destinutions,
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S {Origimal) The method as reciied in claim 24, wherein the selection of one of the

ielephone destinations from the displayed iist is performed in response to selection of 2 second

mpat on the fisst IP ielophone by a user.

26, {Original) The method as reeited in olaim 23, wherein the first and second tnputs

the same key button on the furst IP telephone,

27 {Originaly The method as recited o olaim 24, wherein the telephone destinations

5

mehnde the second and third telephone extensions coupled to the second 1P server

28 {Oniginaly The methoed as recned in claim 24, wherein the telephone destinations

inchude 1elephones external to the system.

28, {Griginaly The method agrecited in claim 24, wherein the systen includes 8 thard
LAN coupled to the first and second LANS via the WAN, further comprising the steps oft

displaying o the Srst IF telephone a Hst of LANs coupled 1o the WAN, mehuding the
seeond and third LANg; and

pesforming the step of displaying the first Hst in response 1o selection of the second LAN

rom the displaved st of LANs.

30 (Qriginaly A telecorraunications systent comprising:

a fivst 1P telephone coupled to a frst 1P server within a fst LA

second and thind telephone extensions coupled 1o a secomd IP server within g second
LAN

8 WAN couphing the first LAN to the second LAN, the furst LAN, the second LAN, and
the WAN commuanicating using an IF proteod

means for displaving on the fist B ele phon a Iist of telephone destinations stoved in the

seeond IF server in response to selection of a first inpui on the first IP telephone, wherein the fist
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of telephons destinations s communicated from the second IP server nver the WAN o the first

iP selephone: and
means for automatically dialing the selected one of the telephone destinations fov a

communications Hok between the first IF telephoue and the selected one of the telephone

destinations in response © selection of ove of the telephone destinations from the displayed st

The system as recited in claim 30, whersin the selection of one of the

31 {Origingl)
telephone destinasions from the displaved list is performed in respanse (o selection of a second

fnpot on the first IF wiephone by 2 user,

il The system as recited o claim 31, wherein the first and scoond npats are

/-J
""1
i ‘2’.
ok
P2l
P

ame §§£§: button on the {irst [P telephone.

the s

33, {Original) The syster as recited in olaim 32, wherein the telephone destinations

include the second and third welephone extensions coupled 1o the second IP server,

34, (Origingd) The system as recited in claim 32, wheveln the telephone destinations

inchide telophones external 1o the system,

Wi

385 {Quiginal} The system as recited in claim 31, further comprising
a thivd LAN voupled o the fivst and second LANs via the WAN;

neans for displaying on the first 1P telephone a hist of LANs coupled to the WAN,

including the second and third LAMs: and

Hist in response to selection of the second LAN from the

means for displaying the first

displayed list of LANs
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36, {Previously presented) A method comprising the steps of:
receiving a Hst tonch input from a user on an P telephone that is networked inte a first
LAN operating under an P protocol;

o

i response © reeetpt of the first touch inpot, displaving on a display on the 1P telephone

¢ second and third LANs coupled to the first LAN, wherein the second and
third LANs operate onder the 1P protocol;

receiving a second touch input from the user on the IP telephone;

n response 1o recpipt of the seecond touch input, displaying on the display on the 1P
telephone a second Hist of elephone destinations accessible from the second LAN;

receiving a third touch nput from the user on the IP telephone; and

in rosponse to moeipt of the third touch inpud, sutomatically disling one of the telephoue
destinations accessibie from the second LAN for o communications connection between the one
of the telephone destinations and the IP telephone, wherein the step of displaying ou the display
on the P welephone the second hist further includes the stepsoft

sending somessage from the first LAN to the second LAN requesting the second list; and

recetving the second st from the seeond LAN to thefirst LAN,

37, {Originaly The method as recited inclaim 38, before the step of receiving the second
touch inma, further comprising the steps oft recetving a fousth touch inpnt from the user on the

P wlephone; snd v response 1o receipt of the fourth touch input, scrolling throogh the frst fist,

38 (Originad} The method as recited in claim 37, before the step of reveiving the third
touch input, fusther comprising the steps of: recgiving a fifth touch input from the wser on the IP

telephone; and i response to receipt of the fifth touch input, scrolling through the second Hst.

3%, {Cancsliady

2§

A0, {Previnusiy presented) The method as recited in claim 36, wherein the Hiest, second,

¥

and third LANs are cmipiw& via g WAN,
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REMARKS

Claims 1-6, 810, 1720, 22-38 and 40 arc pending in the application.

Clatms 1-6, 8410, 17-20, 22-38 and 40 stand rejected.

§. REJECTIONS TO SPECIFHCATION
The Examiner has reguested that the related applications dentified on page 1 ofthe
Specification be updated. In response, Applicants have herein updated this portion of the

Specification as requested.

L REIECTIONS UNDER 33 US.CL§ 103

Claims 193, 36, 810, 17-20 and 22-33 stand rejected under 33 LS. § 103 agbeing
unpatentable over Gy ef o (U.S. Patent No. 6,298,057) in view of Wilsen (U.S. Patent No.
§,828,231). Inresponse, Applicants respecifully traverse these rejections.

The Examiner's rejections rely specifically upon an intorpretation that Grey discloses a list

of the plurslity of telecommunications extensions being stored in a server in the second LAN,

Y

wiich 15 accessed by the first clreuitry across the WAN, The Exandner oites colwma 18, line 30+
cotumn 11, Hine 14 in support of this interpretation. Applicants traverse. This langnage within
Guy does not support the Examiner’s assertions. Instead, Gy teaches that if the server code i3

not jn the local divectory, then a request goes to a master directory which is located somewhere

in network 100, Columm %, Hnes 23-28. The master directory only contains the server code.
The server code only identifios the CSU 130 1w which the destination telephone Iy connedted.

i lines 33438, Addivional digis ave still requived in order to telephone or contact the
destination ielephone from the originating telephone. Sach additional digits are described in

colomm 11, Hue Goolunn 12, line 21, Such additional digits are taught within Guy to be

generated i the first LAN withont any transmission of this information from the second LAN w0

the first LAKL
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The result of the foregoing is that the combination of Guy and Wilson does not teach or
suggest ofreuttry within the first LAN for enabling a user of the first telecommumications device

within that first LAN o observe a list of the plurality of telecommunications extensions coupled

g

o the second LAN, wherein the hist of the plurality of telecommunications extensions is stored in

o

3 o
3

a server 1n the secend LAN and is accessed by the first circuitry across the LAN. Instead, the
mhost that the combination of reforgnces teaches is that when s telecommunications dovice in the
fiest LAN desires 1o call g telecommunications device in the second LAN, it may aceess g master

irectory 1o find out the server code associated with the server in the second LAN o which the

fimey
Lo

second telecommunivations dovice may be coupled. This is only performed if the server codes

are not already known by thoserver in the first LAN to which the first telecommunications

N

d. The Hmitation of the teachings of the combination of Guy and Wilsor is that a
list of iecommunications device coupled to the second LAN s not accessible by frst circuitry
inn the first LAN. As g resull, a telecommunications device coupled to the first LAN is nod able
o abserve such a list of telecomnunications extensions in the second LAN and therehy make a
calf o such a telephone exiension. This is an impaortant distinetion for several reasons. Une of
them is that 1t permils 2 user in one geographic location to locate a station user in another
focation without the need o use a printed extension guide. Page 20, Hues 21-24. This would not
be possible with the combination of references asserted by the Examiner, but is with the present

nvention.

o

As aresudt of the foregoing, one skilled m the art al the time the invention was made
would not have been able to recreate the claimed invention in view of the combingiion of the

o

references,

(i page 4 of the Office Action, the Examiner has made gssertions as to what Wilon
teaches. Applivants respectiully traverse such assertions and incorporate by reference
Applicarts’ arguments made i the previons amendment with regpect to the teachings of Bifcon.

With regpect fo Clatms 26 and 32, the Bxaminer gsseris that itis well koown in the ait o

utilize the same botton for multiple common inputs to simplify functionality, Applicants
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respeetfully traverse the sssertion of what 35 well known in the art, As a resol, the Examiner s

reguired 1o support such an gssertion with objective evidence.

oy

With respect to Claims 28 amd 34, Applicants rospectindly traverse the bxaminer's

assertions. The Examiner has mise

haracterized the bmitations within these claims, These clatm

& &
ephone destinations may include telephones external to the system. Such
telephone destinations are inclnded i a Hist stored in the second IF server in which are

communicated from the seoond 1P server over the WAN to the fivst 1P telephone, This s nat

taught or suggested within Wilsen, Applicants traverse the Examiner’s assertion of what is well

known inthe s, requiring the Examiner to support such assertions with objective evidence.
Claim 4 stands rejected under 35 US.CL § 103 as being anpatentable over Guy in view of
Wifson and further in view of Stuntebeck ¢f o (118, Patent No, 6,063,016}, Applicants

respectfnlly traverse this refection for reasons similarly given above

Clabms 36-38 and 40 stand rejected ander 33 US.CL § 103 a5 being unpatentable over

Wilron in view of Guy. Applivants respectfudly fraverse these refections for reasons similarly

given above,
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CONCLUSION
As a rosuls of the foregoing, 1t is asserted by Applicamts that the remaining Uladms in the
Appiication are in condition for sllowance, and respectfully request an allowance of such
Clatms,

Applicants respectiully reguest that the Examiner call Applicants’ attorney at the below

Hsted number i the Examiner belivves that such a discussion would be helpful in resolving any

o

We heliove there 1o be no feels) dog @t this tine, however, i we have valordater

P
24
]
&
2
e
b
2
ey

o

g

L please spply any charges or crediis to Deposit Account Noo 06-1350, referencing

Attorney Dockel o, 21818013001,

Respectfully submitted,

Fish & Richardson PC
One Congress Plaza
Sulte 818

111 Congress Avenug
Austing, TX 7873
Telephone {3123 4
Faoximile:
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REMARKS

Claims 1-6, 810, 1720, 22-38 and 40 arc pending in the application.

Clatms 1-6, 8410, 17-20, 22-38 and 40 stand rejected.

§. REJECTIONS TO SPECIFHCATION
The Examiner has reguested that the related applications dentified on page 1 ofthe
Specification be updated. In response, Applicants have herein updated this portion of the

Specification as requested.

L REIECTIONS UNDER 33 US.CL§ 103

Claims 193, 36, 810, 17-20 and 22-33 stand rejected under 33 LS. § 103 agbeing
unpatentable over Gy ef o (U.S. Patent No. 6,298,057) in view of Wilsen (U.S. Patent No.
§,828,231). Inresponse, Applicants respecifully traverse these rejections.

The Examiner's rejections rely specifically upon an intorpretation that Grey discloses a list

of the plurslity of telecommunications extensions being stored in a server in the second LAN,

Y

wiich 15 accessed by the first clreuitry across the WAN, The Exandner oites colwma 18, line 30+
cotumn 11, Hine 14 in support of this interpretation. Applicants traverse. This langnage within
Guy does not support the Examiner’s assertions. Instead, Gy teaches that if the server code i3

not jn the local divectory, then a request goes to a master directory which is located somewhere

in network 100, Columm %, Hnes 23-28. The master directory only contains the server code.
The server code only identifios the CSU 130 1w which the destination telephone Iy connedted.

i lines 33438, Addivional digis ave still requived in order to telephone or contact the
destination ielephone from the originating telephone. Sach additional digits are described in

colomm 11, Hue Goolunn 12, line 21, Such additional digits are taught within Guy to be

generated i the first LAN withont any transmission of this information from the second LAN w0

the first LAKL
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The result of the foregoing is that the combination of Guy and Wilson does not teach or
suggest ofreuttry within the first LAN for enabling a user of the first telecommumications device

within that first LAN o observe a list of the plurality of telecommunications extensions coupled

g

o the second LAN, wherein the hist of the plurality of telecommunications extensions is stored in

o

3 o
3

a server 1n the secend LAN and is accessed by the first circuitry across the LAN. Instead, the
mhost that the combination of reforgnces teaches is that when s telecommunications dovice in the
fiest LAN desires 1o call g telecommunications device in the second LAN, it may aceess g master

irectory 1o find out the server code associated with the server in the second LAN o which the

fimey
Lo

second telecommunivations dovice may be coupled. This is only performed if the server codes

are not already known by thoserver in the first LAN to which the first telecommunications

N

d. The Hmitation of the teachings of the combination of Guy and Wilsor is that a
list of iecommunications device coupled to the second LAN s not accessible by frst circuitry
inn the first LAN. As g resull, a telecommunications device coupled to the first LAN is nod able
o abserve such a list of telecomnunications extensions in the second LAN and therehy make a
calf o such a telephone exiension. This is an impaortant distinetion for several reasons. Une of
them is that 1t permils 2 user in one geographic location to locate a station user in another
focation without the need o use a printed extension guide. Page 20, Hues 21-24. This would not
be possible with the combination of references asserted by the Examiner, but is with the present

nvention.

o

As aresudt of the foregoing, one skilled m the art al the time the invention was made
would not have been able to recreate the claimed invention in view of the combingiion of the

o

references,

(i page 4 of the Office Action, the Examiner has made gssertions as to what Wilon
teaches. Applivants respectiully traverse such assertions and incorporate by reference
Applicarts’ arguments made i the previons amendment with regpect to the teachings of Bifcon.

With regpect fo Clatms 26 and 32, the Bxaminer gsseris that itis well koown in the ait o

utilize the same botton for multiple common inputs to simplify functionality, Applicants
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respeetfully traverse the sssertion of what 35 well known in the art, As a resol, the Examiner s

reguired 1o support such an gssertion with objective evidence.

oy

With respect to Claims 28 amd 34, Applicants rospectindly traverse the bxaminer's

assertions. The Examiner has mise

haracterized the bmitations within these claims, These clatm

& &
ephone destinations may include telephones external to the system. Such
telephone destinations are inclnded i a Hist stored in the second IF server in which are

communicated from the seoond 1P server over the WAN to the fivst 1P telephone, This s nat

taught or suggested within Wilsen, Applicants traverse the Examiner’s assertion of what is well

known inthe s, requiring the Examiner to support such assertions with objective evidence.
Claim 4 stands rejected under 35 US.CL § 103 as being anpatentable over Guy in view of
Wifson and further in view of Stuntebeck ¢f o (118, Patent No, 6,063,016}, Applicants

respectfnlly traverse this refection for reasons similarly given above

Clabms 36-38 and 40 stand rejected ander 33 US.CL § 103 a5 being unpatentable over

Wilron in view of Guy. Applivants respectfudly fraverse these refections for reasons similarly

given above,
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CONCLUSION
As a rosuls of the foregoing, 1t is asserted by Applicamts that the remaining Uladms in the
Appiication are in condition for sllowance, and respectfully request an allowance of such
Clatms,

Applicants respectiully reguest that the Examiner call Applicants’ attorney at the below

Hsted number i the Examiner belivves that such a discussion would be helpful in resolving any

o

We heliove there 1o be no feels) dog @t this tine, however, i we have valordater

P
24
]
&
2
e
b
2
ey

o

g

L please spply any charges or crediis to Deposit Account Noo 06-1350, referencing

Attorney Dockel o, 21818013001,

Respectfully submitted,

Fish & Richardson PC
One Congress Plaza
Sulte 818

111 Congress Avenug
Austing, TX 7873
Telephone {3123 4
Faoximile:
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Application No. Applicant(s)

10/447,607 SUDER ET AL.
Office Action Summary Examiner Art Unit

GREGORY B. SEFCHECK 2619

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status
1)X] Responsive to communication(s) filed on 22 January 2008.
2a)X] This action is FINAL. 2b)[] This action is non-final.

3)] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

4K Claim(s) 1-6,8-10,17-20.22-38 and 40 is/are pending in the application.

4a) Of the above claim(s) ____ is/are withdrawn from consideration.
5[] Claim(s)____is/are allowed.
6)X] Claim(s) 1-6, 8-10, 17-20, 22-38, and 40 is/are rejected.
7)[] Claim(s) _____is/are objected to.
8)] Claim(s) _____are subject to restriction and/or election requirement.

Application Papers

9)[] The specification is objected to by the Examiner.
10)[_] The drawing(s) filed on isfare: a)[_] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
11)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)[_] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)~(d) or (f).
a)JAll b)[] Some * ¢)[] None of:
1.0 Certified copies of the priority documents have been received.
2[] Certified copies of the priority documents have been received in Application No. ______
3.[] Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) D Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413)

2) D Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. _____

3) [] Information Disclosure Statement(s) (PTO/SB/08) 5) ] Notice of Informal Patent Application
Paper No(s)/Mail Date . 6) ] other:

U.S. Patent and Trademark Office
PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 20080327
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DETAILED ACTION
¢ Applicant’'s Amendment filed 1/22/2008 is acknowledged.
e The previous objection to the specification is withdrawn in light of the
present amendments to the specification.
¢ No amendments have been made to claims 1-6, 8-10, 17-20, 22-38 and

40, which remain pending.

Claim Rejections - 35 USC § 103
1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for

all obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described
as set forth in section 102 of this title, if the differences between the subject matter sought to
be patented and the prior art are such that the subject matter as a whole would have been
obvious at the time the invention was made to a person having ordinary skill in the art to which
said subject matter pertains. Patentability shall not be negatived by the manner in which the
invention was made.

2. Claims 1-3, 5, 6, 8-10, 17-20, and 22-35 are rejected under 35 U.S.C.
103(a) as being unpatentable over Guy et al. (US006298057B1), hereafter Guy,

in view of Wilson (US006829231B1).

- Regarding Claims 1-3, 5, 6, 8-10, 17-20, 22-25, 27, 29-31, 33, and 35,

Guy discloses a system and method for coupling a first LAN 102A having
server 112 to a second LAN 102B having server 122 through WAN 104 utilizing
IP capabilities of the LANs and WAN (Fig. 1; Col. 1, lines 51-53; Col. 14, lines

13-17; claim 1,8,17,24,30 — method in a information handling system comprising

a first LAN; claim 1,8,17,24,30 - a second LAN; claim 1,8,17,24,30 — WAN
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coupling the first LAN to the second LAN; claim 2,17,30 — LANs and WAN

operate under IP protocol; claim 24,30 — first and second IP servers within first

and second LANS).
Fig. 1 also shows that a plurality of telecommunications devices are

coupled to the first and second LANs 102A/B (claim 1,8,17,24,30 - first

telecommunications device coupled to the first LAN; claim 1,8,17,24,27,33 -

plurality of telecommunications extensions/destinations coupled to the second
LAN).

Guy discloses the ability to connect a phone of the first LAN 102A to a
destination phone of the second LAN 102B (Col. 6, lines 4-11; Col. 10, lines 1-7).
Guy further discloses each file server 112/122 includes a directory (Fig. 4, 406)
that stores a list of server codes and additional information to identify devices

attached to each server (Col. 10-11, lines 30-14; claim 1,8,17,30 - wherein the

list of the plurality of telecommunications extensions is stored in a server in the
second LAN, and is accessed by the first circuitry across the WAN). Guy also
discloses a master directory in a server of network 100 containing the information

stored in each local directory (Col. 9, lines 20-25).

However, Guy does not explicitly disclose the user of the phone in the first
LAN observing a displayed list of extensions to phones in multiple (second and
third) local networks remote of the user’s LAN and automatically initiating a call in
response to the user selecting one of the extensions from the observed list. Guy

also does not explicitly disclose the user’'s phone as an IP phone having display
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and keys for user to enter first and second inputs for displaying and
selecting/initiating a call, circuitry to scroll through the displayed list.

Wilson discloses an IP phone user can access a directory engine through
the Internet (WAN) for displaying a list of numbers/addresses (extensions)
obtained from multiple (second and third) local exchange network switches and
ISPs that are remote to the user. Wilson further discloses the user initiates a call
by selecting a destination from a scrolled list of potential destinations (Fig. 5,6;

Col. 7-8, lines 45-15; claim 1,8,17,24,30 - first LAN including first circuitry for

enabling a user of the first telecommunications device to observe/view a list of

the plurality of telecommunications extensions; claim 1,8,18,24,30 - first LAN

including second circuitry for automatically calling one of the plurality of
telecommunications extensions in response to the user selecting one of file

plurality of telecommunications extensions from the observed list; claim 3,8,24,30

— list is displayed to user of the first device; claim 5,6,8,17,19,20,24,25,30,31 —

first device is IP phone having display and keys for user to enter first and second
inputs for displaying and selecting/initiating a call to an extension in the second

LAN over the WAN; claim 9,22 — circuitry to scroll through displayed list; claim

10,23,29,35 — a third LAN and first LAN circuitry for selecting and viewing a list of

a plurality of extensions coupled to the second and/or third LAN).

It would have been obvious to one of ordinary skill in the art at the time of
the invention to modify Guy by enabling a first device to observe a list of
extensions in a remote LAN and initiating a call to a displayed number in

response to selection by a user, as shown by Wilson, thereby enabling the first
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phone to connect to a destination phone if the number associated with the

destination phone is unknown and remote of the user’'s LAN.

- Regarding Claims 26 and 32,

Guy discloses all limitations of the parent claims.

Neither Guy nor Wilson discloses first and second inputs using the same
button.

However, it is well known in the art to utilize the same button for multiple
common inputs to simplify the functionality (claim 26,32 — first and second inputs
use same button).

It would have been obvious to one of ordinary skill in the art at the time of
the invention to use the same button for the first and second inputs disclosed by

Wilson, in order to improve the ease of use for the user.

- Regarding Claims 28 and 34,

Guy discloses all limitations of the parent claims.

Neither Guy nor Wilson explicitly discloses destinations include
telephones external to the system.

However, it is well known that local exchange switches such as those
shown by Wilson are able to connect to other exchanges outside of the local
system, such as over a dedicated T1 trunk (claim 28,34 — destinations includes

telephones external to the system).
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It would have been obvious to one of ordinary skill in the art at the time of
the invention to modify Guy and Wilson by enabling destinations to be
telephones external to the system, thereby providing the disclosed directory

services to as many capable users as can be supported.

3. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over
Guy in view of Wilson above, and further in view of Stuntebeck et al.

(US006065016A), hereafter Stuntebeck.

- Regarding Claim 4,

Guy discloses a system as shown above in the rejection of claim 1 and 2.

Neither Guy nor Wilson discloses a list played to a user as audio.

Stuntebeck discloses a universal directory server (UDS) that provides
remote access to the communication addresses (extensions) associated with
numerous institutions, including LANs (Fig. 1; Abstract). Stuntebeck discloses a
user can access the UDS through a voice recognition system, in which results
are conveyed to the user as voice (audio; Col. 4, lines 17-25; claim 4 — list is
played as audio to the user of the first device).

It would have been obvious to one of ordinary skill in the art at the time of
the invention to modify Guy and Wilson by enabling the list to be played as audio
to the user, as shown by Stuntebeck, thereby allowing users to access directory

services without a visual display.
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4. Claims 36-38 and 40 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Wilson in view of Guy.

- Regarding Claim 36-38 and 40,

Wilson discloses an IP phone connects to Internet (WAN) through multiple
(first, second, third) local switches and network switches, and a user can use the
alphanumeric keypad to make a request of callee search (Fig. 5; Col. 7, lines 45-
67; claim 36 - in response to receipt of first input, displaying on a display on the
IP telephone a first list including second and third LANs coupled to the first LAN,
wherein the second and third LANs operate under the IP protocol; claim 40 —
first, second, and third LANs coupled via WAN).

Wilson further discloses the screen on the caller's side can display
multiple result numbers of callees in a scrolled list after the search engine replies
to the search request (Col. 7,lines 46-67 and Col. 8, Lines 1-17; claim 36 -
receiving another input from the user on the IP telephone; in response to receipt
of the input, displaying on the display on the IP telephone a second list of
telephone destinations accessible from the second LAN; claim 37 — scrolling
through the list in response to fourth input).

Wilson then shows that the caller can select the proper callee's name
display from the scrolled list of multiple results to initiate a call (Col. 8, lines 13-
15; claim 36 - in response to receipt of third input, automatically dialing one of the

telephone destinations accessible from the second LAN for a communications
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connection between the one of the telephone destinations and the IP telephone;

claim 38 — scrolling through the list in response to fifth input).

Wilson does not explicitly show that the callee lists are received from a
second LAN in response to sending a request message from the first LAN.

Guy discloses a system and method for coupling a first LAN 102A having
server 112 to a second LAN 102B having server 122 through WAN 104 utilizing
IP capabilities of the LANs and WAN. Guy discloses the ability to connect a
phone of the first LAN 102A to a destination phone of the second LAN 102B (Col.
6, lines 4-11; Col. 10, lines 1-7). Guy further discloses each file server 112/122
includes a directory (Fig. 4, 406) that stores a list of server codes and additional
information to identify devices attached to each server (Col. 10-11, lines 30-14),
while also disclosing a master directory in a server of network 100 containing the
information stored in each local directory (Col. 9, lines 20-25; claim 36 -
displaying on the display on the IP telephone the second list further includes the
steps of sending a request message for the list from the first LAN to the second
LAN and receiving the second list from the second LAN to the first LAN). It
would have been obvious to one of ordinary skill in the art at the time of the
invention to supply the Internet database in Wilson from local directories stored in
each respective LAN segment of a network, as shown by Guy, thereby ensuring

that the Internet (master) directory is up to date.
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Response to Arguments

5. Applicant's arguments filed 1/22/2008 have been fully considered but they

are not persuasive.

In the Remarks on pg. 11-13 of the Amendment, Applicant contends
that the combination of Guy and Wilson does not support the rejection
of the pending claims. Applicant alleges the disclosure of Guy cited in
the rejection only teaches of server codes in local and master
directories, and not the claimed "list of the plurality of
telecommunications extensions coupled to the second LAN”. Further
and quite separately, Applicant counters the cited disclosure of Wilson
by referring to arguments presented in the amendment filed 8/17/2007,

which pertain to the rejections of claims as anticipated by Wilson.

The Examiner respectfully disagrees. In response to applicant's
arguments against the references individually, one cannot show
nonobviousness by attacking references individually where the
rejections are based on combinations of references. See In re Keller,
642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986).

Applicant’s previous arguments filed 8/17/2007 with respect to Wilson’s
lack of disclosure of a list stored in a server in the second LAN are

irrelevant to rejections based on the combination of Guy and Wilson,
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since the cited disclosure of Guy clearly meets this limitation. The
deficiency in Guy highlighted by Applicant, i.e. that the cited disclosure
does not recite a “list of the plurality of telecommunications extensions
coupled to the second LAN”, is met by the cited disclosure of Wilson,
where the combination of Guy and Wilson properly rejects the pending

claims.

Conclusion
6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of
time policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire
THREE MONTHS from the mailing date of this action. In the event a first reply is
filed within TWO MONTHS of the mailing date of this final action and the advisory
action is not mailed until after the end of the THREE-MONTH shortened statutory
period, then the shortened statutory period will expire on the date the advisory
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be
calculated from the mailing date of the advisory action. In no event, however, will
the statutory period for reply expire later than SIX MONTHS from the mailing
date of this final action.

Any inquiry concerning this communication or earlier communications from
the examiner should be directed to Gregory B. Sefcheck whose telephone
number is 571-272-3098. The examiner can normally be reached on Monday-

Friday, 8:00am-4:30pm.
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If attempts to reach the examiner by telephone are unsuccessful, the
examiner’s supervisor, Wing Chan can be reached on 571-272-7493. The fax
phone number for the organization where this application or proceeding is
assigned is 571-273-8300.

Information regarding the status of an application may be obtained from
the Patent Application Information Retrieval (PAIR) system. Status information
for published applications may be obtained from either Private PAIR or Public
PAIR. Status information for unpublished applications is available through
Private PAIR only. For more information about the PAIR system, see http://pair-
direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-
free). If you would like assistance from a USPTO Customer Service
Representative or access to the automated information system, call 800-786-
9199 (IN USA OR CANADA) or 571-272-1000.

/Gregory B Sefcheck/ /Wing F Chan/

Page 11

Examiner, Art Unit 2619 Supervisory Patent Examiner, Art

3-27-2008 Unit 2619
3/27/08
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Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

BRIEF ON APPEAL

1. REAL PARTY IN INTEREST

The real party in interest is Estcch Systems, Inc., which is the assignee of the entire right

and interest in the present Application.

1L RELATED APPEALS AND INTERFERENCES

There are no appeals or interferences known to Appellants, the Appellants’ legal
representative, or assignee which will directly affect or be directly affected by or have a bearing

on the Board’s decision in the pending appeal.

Il STATUS OF CLAIMS
Claims 1-6, 8-10, 17-20, 22-38 and 40 are pending in the Application, stand rejected and

are on appeal.

Claims 7, 11-16, 21 and 39 have been cancelled.

IVv.  STATUS OF AMENDMENTS

There were no amendments to the Claims or specification filed afler the Final Rejection.,

V. SUMMARY OF CLAIMED SUBJECT MATTER

Claim | recites an information handling system comprising a first LAN, a second LAN, a

WAN coupling the first LAN to the second LAN, a first telecommunications device cduplcd to
the first LAN, a plurality of telecommunications extensions coupled to the second LAN, and the

first LAN including first circuitry for enabling a user of the first telecommunications device to
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observe a list of the plurality of telecommunications extensions. These elements are shown in
Fig. 3 with the first and second LANSs represented as any one of LANs 301-303 and the WAN
201 that couples any first and second LAN. Each of the LANs shows telecommunications
devices coupled thereto. The LANs 301-303 also show a plurality of telecommunications
extensions, ¢.¢., IP telephones 105, 308, 313. See paragraphs [0031] - [0034]. Fig. 11 shows a
process for enabling a user of a first telecommunications device in the first LAN to observe a list
of a plurality of telecommunications extensions coupled to the second .LAN. Sec paragraphs
[0088] - [0089]. Fig. 8 illustrates a block circuit diagram of a telecommunications device that
includes a display 810. See paragraphs [0075] - [0077]. Figs. 11 and 9A-9B illustrate selecting
one of the extensions from the observed list and calling that extension. Sce paragraphs [0088] -
[0089] and [0103]. This process is also illustrated by the state diagram in Fig. 12. See paragraph
[0090].

Claim 4 recites limitations similar to Claim 1 (therefore, see citations to figures and
specifications above with respect to Claim 1), with an additional limitation that the list of the
telecommunications extensions is played as audio to the user of the first telecommunications

device. The telecommunications device diagram in Fig. 8 shows a speaker 821,

Claims 8, 17 and 24 recite an information hahdling system similar to the one recited in
Claim 1 (therefore, sce citations to figures and specifications above with respect to Claim 1),
with additional limitations the first teleccommunications device is an IP telephone and a user of
that [P telephone tacitly selects one of the observed extensions from the list which results in an
initiation of the call to that telecommunications extension across the WAN, Further, Claims 8,
17 and 24 recite that the list of the plurality telecommunications extensions is stored in a server
in the second LAN and is accessed by the first circuitry across the WAN. The IP telephones are
shown in various figures, including Figs. 3 and 8. Fig. 11 illustrates a step for selecting the
telecommunications extension from the list that is displayed for initiating the call, which
proceeds to Fig. 9A. Figs. 11, 12, and 14 among others illustrate the storage of the list of
telecommunications extensions in the second LAN, the list then being accessed across the WAN

by the first LAN. Sce paragraphs [0031] — [0034], [0075] - [0077], [0088] — [0089], and [0090].
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Further, the basic concept of accessing a list across the WAN and then making a call is described

in paragraphs [0082] and [0087).

Claim 30 recites a telecommunications systems comprising a first IP telephone coupled to
a first IP server within a first LAN, second and third telephone extensions coupled to a second IP
server within a second LAN, and a WAN coupling the first LAN to the second LAN, the first
LAN, the second LAN, and the WAN communicating using an IP protocol. These features are
similar to those discussed above with respect to Claims 1, 4, 8, 17, and 24, and arc well
supported within the aforementioned figures and specification, such asl Fig. 3 and its supporting
specification recitations noted above with respect to Claim 1. See paragraphs [0031] - [0034],
[0075] - [0077], [0088] — [0089], and [0090]. Claim 30 further recites a means for displaying on
the first IP telephone a list of telephone destinations stored in the second IP server in response to
selection of a first input on-the first IP telephone, wherein the list of telephone destinations is
communicated from the second IP server over the WAN to the first 1P tclephone. An IP
telephone 105 is illustrated in Figs. 1 and 3, and is shown in more detail in Fig. 8, which shows
that the IP telephone 105 has an LCD display 810. Sce paragraphs [0075] - [0077]. IP scrvers
within the LANs are as shown in Fig. 3, including IP server 101 and IP server 306. IP server 101
is also shown in Figs. | and 2. Fig. 4 shows that IP server 101, which is representative of any of
the IP servers, including IP server 306, has a hard drive 403. As a result, a list of telephone
destinations may be stored within such a hard drive. Selection of a list displayed on LCD display
810 of the IP telephone shown in Fig. 8 can be performed using such input devices as the
keyboard 807 or a DSS console 811. Fig. 8 in such features are discussed in paragraphs [0075] -
[0081]; selection of an extension from a list is also discussed in paragraphs [0082] - [0087]. The
process for permitting a user to view and select extensions on the first IP tclephone is illustrated
in Fig. 11, which is discussed in paragraphs [0088] — [0089]. Also there is an establishment of a
connection between the two remote LANs with respect te Fig. 14, which includes a description
of the sending of a message from one LAN to the other in order to request a list of the iclephone
extensions, which are then comfnuni.czatcd from that second LAN over the WAN to the first
WAN and specifically the IP telephone. Further, Fig. 12 illustrates a state diagram of this

process, which is described in paragraph [0090). Automatic dialing of the selected telephone
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destination and a response to selection of one of the telephone destinations from a displayed list

is descnibed in paragraphs [0089] - [0090].

Claim 36 recites a method for receiving several touch inputs from a user on the [P
telephone that is networked into the LAN/WAN/LAN network described above and with respect
to Fig. 3 in order to again permit such a user to view a display telephone extensions at a remote
LAN, and then automatically dialing that telephone destination. Claim 36 includes steps for
sending a message from the first LAN to the second LAN requesting the list of telephonc
ext.ensions from the second LAN, which is delivered to the first LAN from the second LAN.
Claim 36 includes steps whereby a first list of second and third LANs coupled to the first LAN is
provided, and then a second list of telephone destinations at a selected LAN arc then provided.
Such steps are shown in Figs. 11, 12, and 14 as noted above. See paragraphs [0088] - [0089]
and [0090].

IV.  GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL

1. Claims 1-3, 5-6, 8-10, 17-20 and 22-35 stand rejected under 35 U.S.C. §103(a) as
being unpatentable over Guy et al. (U.S. Patent No. 6,298,057) in view of Wilson (U.S. Patent
No. 6,829,231).

2. Claim 4 stands rejected under 35 U.S.C. §103(a) as being unpatentable over Guy -
in view of Wilson and further in view of Stuntebeck et al. (U.S. Patent No. 6,065,016).

3. Claims 36-38 and 40 stand rejected under 35 U.S.C. § 103 as being unpatentable

over Wilson in view of Guy.
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VII. ARGUMENT _
1. Claims 1-3, 5-6, 8-10, 17-20 and 22-35 are not propcrly rejected under 35 U.S.C.

-§ 103 as being unpatentable over Guy in view of Wilson.

The basic test for nonobvious subject matter is whether the differences between the
- subject matter and the prior art are such that claimed subject matter as a whole would not have
been obvious to a person having ordinary skill in the art to which a subject matter pertains. T he
United States Supreme court in Graham v. John Deere & Co., 383 U.S. 1 (1966) set forth the
factual inquiries which must be considered in applying the statutory test: '(I) a determination of
the scope and contents of the prior art; (2) ascertaining the differences Bctwccn the prior art and

the claims at issue; and (3) resolving the level of ordinary skill in the pertinent art.

In determining the scope and contents of the prior art, the Examiner must first consider
the nature of the problem on which the inventor was working., Once this has been established,
 the Examiner must select, for purposes of comparing and contrasting with the claims at issue,
prior art references which are reasonably pertinent to that problem. In selecting references,

hindsight must be avoided at all costs.

In ascertaining the differences between the cited prior art and the claims at issuc, the
Examiner must cvaluate the claimed subject matter as a whole; there is no requirement that any
differences between the claimed subject matter and the cited references be “remarkable” nor that
some technological discontinuity between the claimed invention and subject matter exists just
outside the claims. The requisite view of the whole invention mandates consideration of not only
its structure, but also of its properties and the problems solved. Further, the mere fact that the
prior art can be modified does not made the modification obvious unless the prior art suggests
the desirability of the modification; there must be some logical reason apparent from positive,

concrete cvidence that justifies the modification.

In resolving the level of ordinary skill in the pertinent art, the Examiner must step

backward in time and into the shoes wom by the person or ordinary skill when the invention was
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unknown and just before it was made. The hypothetical person skilled in the art can summarily
be described as one who thinks along lines of conventional wisdom in the art and neither one -
who undertakes to innovate nor one who has the benefit of hindsight. Thus, neither an
Examiner, nor a Judge, nor a genius in the art at hand, nor even the inventor is such a person

skilled in the art.

Guy teaches a system and method for transparently transmitting aural signals across a
LAN, where a user places a telephone call ilsing the same procedure that is used when placing a
telephone call over a conventional public switch network, and in certain situations if the server
code is not in the local directory, then a request goes to a master directory. Column 3, lines 39-
48; column 9, lines 23-28. Referring to Fig. 1 in Guy, the first LAN maybe represented by
102A, the WAN by 104, and the second LAN by 102B. (Note that Applicants do not necessarily
admit that 102A is a local area network, since a local area network is showﬁ inFig. 1 as 116;
however, for the sake of arguing against the rejection, 102A will be designated as the first LAN.)
Guy describes a set-up operation for when a first telephone 106 wishes to make a call to a user at
a second telephone 126, where the first telephone 106 is coupled to a file server 112, and the
second telephone is coupled to a CSU 130 via a PBX 128. Column 6, lines 45-51; column 10,
lines 7-9. Fig. 2 illustrates a more detailed illustration of file server 112. Column 6, lines 52.
Fig. 5 also further has a description of a flow chart illustrating such a call set-up procedure.
Column 9, line 66. A user activates the telephone by lifting the handset and sclecting the
channel line in order to transition to an off-hook state period. Column 10, lines 7-9. The user
then performs the normal brocess of dialing a telephone number on the first telephone 106 (as
described below, this telephone number is not provided to the user by the system), with the
telephone associated with the second telephone 126, and a procedure is then implemented across
network 104 just as if the user were making a call over a conventional public telephone system.

Column 10, lines 13-17. Thus, such a procedure is completely transparent to the user and they ‘

do not have to re-learn how to use a telephone system other than what has been normally done in
the prior art POTS systems. Column 10, lines 25-29. The telephone number dialed by the user
on telephonc 106 identifics the destination telephone 126. Column 10, lines 30-31. It is the first

set of digits that are dialed by the user that identifies the destination CSU 130 to which the
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second telephone 126 is connected to the second LAN 134. This first set of digits is referred to
in Guy as the server code. Column 10, lines 32-36. In other words, the server code operates the
same as an area code in the POTS. All within the first LAN 102A, a call set up unit 404 Within a
server memory module 214 that is in server 112 makes an attempt to retricve such a server code
from the memory module 212, which is then transmitted to the directory management unit 408.
Column 10, lines 55-58. Again, this is all performed within the first LAN 102A. The directory
management unit 408 scarches the local directory 406 for a server that is identified with the
server code dialed by the user, and if there are no server matches, then the directory management
unit 408 will gencerate a request to a master directory, which will make a determination if the
server code dialed by the user on the first telephone 106 is identified with any server in the
network 100. Column 10, lincs 58-65. If the server code is identified in such a master directory,
then the network address of the destination CSU 130 associated with the server code is
transmitted to the directory management unit 408. Column 11, lines 2-8. The directory
management unit 408 transmits this network address to the call sct up and tear down unit 404,
which transmits the number of additional digits to the call management unit 310, and the call set-
up/tear down unit 404 transmits a call set up packet to the destination CSU 130, which receives
the set up packet and determines if the telephone 126 is available to receive the call. Column 11,

lines 11-28.

Thus, in Guy, nothing more is taught than the caller on first telephone 106 dialing digits

associated with the destination telephone 126. There is absolutely no teaching or suggestion

within Guy that a list of a plurality of telecommunications extensions coupled to the second LAN
is provided to the user of the first telephone 106 for observation, or hearing them. The server
code accessed from the master directory is only associated with the CSU 130, and does not
provide any further information that would enable the combination of the disclosures of Guy and
Wilson to display a list of the telecommunications extensions coupled to the second LAN. The
user in Guy must still rely upon a phone list that is external from the system described in Guy in
order to make a telephone call in the network. The master directory only contains the server
code. The server code only identifies the CSU 130 to which the destination telephone is

connected. Column 10, lines 33-36. Additional digits are still required in order to telephone or
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contact the destination telephone from the originating telephone. Column 11, line 1-column 12,
line 21. There is further no teaching or suggestion within Guy that a list of extensions is

provided from anywhere else in the network.

There is absolutely no teaching or suggestion in Guy to help out a user by providing the

user with a list of extensions in a LAN within the Guy network.

In order to overcome the deficiencies of the teachings of Guy, the Examiner has added
Wilson to combine with Guy. A problem with the Examiner’s combination of Wilson and Guy is
~ that the Examiner has expanded the teachings of Wilson beyond what is reasonable. The
invention described in Wilson is sort of a hodgepodge device 50 created to permit a user to send
audio packets to another user using internet addressing. Wilson attempts to simplify the use of
the Internet for long-distance calling applications. Column 2, lines 31-32. Wilson merely
provides a system that has services similar to those found on the POTS. See the Abstract. A list
of known callees can be stored inside the device described in Wilson, and for unknown callee
addresses, a method for retricving such an address for a remote location is provided. Column 2,
lines 47-53. The hodgepodge device 50 is shown in Fig. 2, with its circuit diagrams shown in
Fig. 3. Telephone calls over the PSTN can be made with device 50 by making normal voice
DTMF telephone calls using the keypad 65. Column 4, lines 60-64. Note that this mode is
performed cnly when the user already knows the telephone number of the callee, and does not

play into the description of the invention within Wilson that the Examiner is relying upon.

Internet access can be made by the device 50 by the user pressing the Internet access
button 69 to switch betwee:n normal DTMF voice calls and internet dial-up operations, where an
internet connection is made using an internal modem set. Colum 5, lines 5-11. The device 50
can be connected using an RS232 jack 86 to a computer 90, but there is no further discussion of

connecting the device 50 to a local area network, or LAN. Column §, lines 33-38.

Referring to Figs. 4 and 5 in Wilson, each of the dial pads 50 is now referred to as dial

pads 201, 202 and 203, which arc each connected to PSTN circuits 204. Column 7, lines 15-17.
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The PSTN circuits 204 and a local exchange switch 205 form a local telephonc network within a
geographic arca. Column 7, lines 17-19. A similar situation is associated with the callee devices
245, 246, 247. It important to note that dial pads 201, 202 and 203 are not part of a LAN. A
LAN is a data network that permits all of the devices on the network to communicate with cach
other, such as with the usc of an Ethernet protocol. Such a LAN is disclosed in the specification
of the present application in paragraph [0028], and shown in FIG. 1. A LAN, as is well known
in the art, is a short distance data communications network used to link computers and peripheral
devices under some form of standard control. Such a definition for a LAN is found in Newron s
Telecom Dictionary. That definition also further states that “A LAN does not use common
carrier circuits.” It is clear that the dial pads 201-203 and callces 245-247 taught in Wilson are
not connected in a LAN. More specifically, dial pads 201-203 are not coupled together in a
LAN, and callees 245-247 are not coupled together in a LAN. Each of these devices 50 is
separately connected to the PSTN via jacks 80 and 82 that provide a dual line access to the
PSTN. Column 3, lines 25-26. A dual line service is a telephone service where two pairs of
wires are connected to a premises for connection to the PSTN. See Newton'’s Telecom
Dictionary. This is further supported in Wilson by the more detailed diagram of a dialing pad 50
in Fig. 3 which shows that the dual line access is provided by typical tip and ring conncctions
102 that enable the transfer of an analog signal over this dual line connection. Column 5, lines
50-56. Such internet access also requires use of a modern data pump 112. Column 6, lines 19-
27. The only LAN disclosed in Wilson is that associated with the internet service providers
(ISPs) shown in Figs. 4 and §. |

Asa resu]f, the only way each of the dial pads disclosed in Wilson can access the intemet
is by using typical dial-up modem message interchanges. And, this is the only way one of the
dial pads 201-203 can communicate with one of the callees 245-247. In other words, for one of
the dial pads 201-203 to “call” one of the callees 245-247, that particular callee must have an
alrcady established audio internet connection so that it is prepared to fcccivc any audio messages
from onc of the dial pads 201-203. Column 7, lines 28-31. If such a callee is not already

connected to the internet when it receives a message to perform audio communication from one

CISCO EXHIBIT 1003
Page 227 of 455



Applicant : Suder etal. ' : Attorney’s Docket No.: 21618-0013001
Serial No. @ 10/447,607

Filed © May 29, 2003

Page : 100130

of the dial pads 201-203, then that callee will have to dial up into their internet service provider

and obtain the sent audio message at a later time. Column 7, lines 31-33.

If the internet (IP) address of one of the callees 245-247 is not stored within a database of
one of the dial pads 201-203, then the dial pad can make an internet access through internet
service provider 215 to browse a user database directory 232 through a search engine 230, which
stores such IP addresses, and return that IP address to the dial pad. Column 7, lines 46-64. This
provides a process whereby a user of a dial pad 201-203 docs not need to know the actual
internct 1P address of one of the callee devices 245-247, but can use a search engine 230 to enter
in some other designation (e.g., alphanumeric identifier; column 7, lines 52-53 and column 8,
line 59) for one of the callees 245-247, such as a user’s name, to thereby have that search engine
retrieve the internet 1P address from a website to the dial pad 201-203. Column 8, lines 1-15. If
more than one hit is made by the search’ engine 230, a list of names can be returned to the dial
pad, and the caller using one of the dial pads 201-203 can select the one they wish from the list

by looking at the list on the screen 71 of the device 50. Column 8, lines 13-50.

1t should be noted that the main distinction between the device 50 shown in Fig. 5 of
Wilson from Fig. 4 is that a single user database 232 can be accessed by a wide range of ISPs at
different locations. Column 8, lines 29-30. Otherwise, the configuration in Fig. 5 is the same as
the one in Fig. 4 for purposes of how Wilson might be relevant to the rejection in accordance

with the Examiner’s assertions.

Fig. 6 in Wilson describes an cxempléry call progress flow diagram for connecting one of
the dial pads 201-203 to the directory search engine 230. Column 8, lines 50-51. Note that Fig.
6 in Wilson does not describe the part of the flow whereby one of the dial pads makes an internet
connection to one of the callees. The process Wilson starts with has one of the dial pads 201-203
dialing out to ¢stablish an internet connection 360 using the modem 112. Column 8, lines 52-53.
Once this internet dial-up connection is made, then the user of the dial pad can enter a known
internet IP address number to access, over the internet, one of the callees 245-247, or start-av

search for the P address of one of the callees if it is not known. This is shown by step 370 in
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Fig. 6. The search engine will perform a search 372 and respond 374 by transmitting the results
376 of that search back to the dial pad 201-203. Column 8, lines 59-65. The user of the dial pad
selects a callee from the list delivered by the search engine, and the user can then accept one of
the addresses provided and dial to the selected callee. Column 9, lines 1-4. It should be noted at
this point that Wilson does not teach that one of the dial pads 201-203 is able to automatically
perform the dialing process in response to some sort of selection of a name on a displayed list by
the user of the dial pad 50 pressing some sort of button to select one of the names. lnstcad;
Wilson merely teaches that the user can apparently view the [P address of the callee and enter in

that address using the dial pad’s keyboard 63. Column 8, lines 13-15.

Therefore, all that Wilson teaches is (1) a specialized device 50 that is a combination of a
dial pad/modem that is able to access the internet with a dial-up connection over the PSTN
circuits (and can also act as a normal PSTN telephone where a user can enter in PSTN-type
telephone numbers to call another PSTN telephone), and (2) an ability for one of the specialized
devices 50 to have audio communications with another specialized device 50 over an internet
channel whereby a conncction is made between these two specialized devices using typical 1P
internet addresses, and (3) if the IP address of a callee is not known, then an internet search
engine can be used to browse to access a database on the internet that will retrieve such an 1P
address that is then displayed to a user of a specialized device so that the user can then enter in
that IP address to the specialized device to establish the audio connection over the internet. The
teachings of Wilson clearly show that its invention was not created to operate in a voice-over [P

system with capabilities such as recited in the present claims. See column 2, lines 1-5.

All that Guy teaches is an ability for a telephone connected to a first LAN to
communicate over a WAN to a telephone in a second LAN, and if the directory management unit
of a file server in the first LAN does not know the address of a central site unit connected to a
PBX in the sccond, it can retrieve that server code from a remote location for completing the call

between the two telephones.
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With respect to Claim 1 and all the other rejected claims, a result of the foregoing is that
the combination of Guy and Wilson does not teach or suggest circuitry within the first LAN for
enabling a user of the first telecommunications device within that first LAN to observe a list of
the plurality of telecommunications extensions coupled to the second LAN, wherein the list of
the plurality of telecommunications extensions is stored in a server in the second LAN and is

accessed by the first circuitry across the LAN.

The combination of Guy and Wilson does NOT pfovide to the user of the first device in

the first LAN the list of extensions the user can call in the second LAN and then a means to
automatically initiate that call with a sclection from that list. Guy provides nothing to the user of
the telephone, and Wilson has no LANs (and as a consequence, no lists of extensions coupled to
a LAN).

Guy does not provide any type of information identifying any type of telecommunications

device within the second LAN 102B to a user of a telecommunications device within the first

LAN 102A. Instead, merely a server code is provided to the directory management unit 408 so
that it can complete the call when it receives the dialing digits from the telephone so that it
knows what LAN to send the call to. Further, Wilson also does not provide a list of
telecommunications devices coupled to the second LAN. In fact, callees 245-247 are not part of
a LAN. More than one entry might be supplied by the search engine 230 accessing the database
232 back to one of the dial pads 201-203 for display to the user, but the fact that there is a
plurality returned is only a result of ghc fact that the user entered in search terms that matched
more than one entry in the database 232. There is nothing witﬁin Wilson that teaches or suggests
that those plurality of entrics returned for display to the user are all coupled to a separate LAN
over network 210, or that such a list of search results would even list more than one of the callees

245-247.

A result is that the combination of the references does not teach or suggest that a list of
the plurality of telecommunications extensions coupled to the second LAN is provided to the

user of the first telecommunications device for observation.
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And further, neither of the references, nor their combination, teaches circuitry for
automatically calling one of those telecommunications from that list in response to the user
selecting one of those extensions from the observed list. Guy does not even approach such a
process, since the retrieval of the server code is done in response to the dialing of a telephone
number alrcady performed by the user. Further, as noted above, Wilson also does not teach or
suggest such an automatic calling of the extension, but instead provides the list on the display 71
on one of the dial pads 201-203 so that the user can then enter in the IP internet address on the
keypad 63.

The Examiner has failed to prove a prima facie casc of obviousness because important
limitations are not found within any of the cited prior art references. MPEP § 2143.03 states that
to establish prime fuacie obviousness of a claimed invention, all the claim limitations must be
taught or suggested by the prior art. In re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 (C.C.P.A.
1974).

This is further an important distinction for several reasons. One of them is that it permits
a user in one geographic location to locate a station user in another location without the need to
use a printed extension guide. See Specification, page 20, lines 21-24. This would not be
_possible with the combination of references asserted by the Examiner, but is implemented with

the present invention as claimed.

Furthermore, neither of the references, nor their combination, teaches or suggests that
such a list of telecommunications extensions coupled to the second LAN is stored in a server in

that second LAN.

Moreover, with respect to Claim 2, the Examiner has not shown how the combination of
references teaches a LAN or WAN operating under an IP protocol. Guy does not disclose its
LANs or WAN operating under an IP protocol, and Wilson does not disclose LANs with

telephone/telecommunications extensions coupled thereto.
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Claim 5 recites that the second circuitry that automatically makes the call to the remote
telecommunications extension includes a key for enabling the user to tacitly select one of those
extensions from the displayed list. The Examiner admits that Guy does not teach such a process.
In fact, it is impossible for Guy to teach or suggest this process, since a list is nowhere to be '
provided to the calling user. The Examiner asserts that Wilson discloses this process, since
Wilson states that the user may select a destination from this scrolled list of potential
destinations. All that Wilson discloses is that the caller has an option of selecting from a
displayed scrolled list of potential users by using the keyboard 63 to select the intended caller.
Wilson in no way further describes what is done in response to that action. Claim 5 recites that
the second circuitry includes a key for enabling the user to make such a tacit selection from the
displayed list. However, second circuitry also recites automatically calling one of the extensions
in response to such a selection by the user. Wilson teachings do not go that far, and there is no
flow diagram, circuitry or any other discussion or mention within Wiison, or Wilson in
combination with Guy, that would suggest such an automatic calling of the remote party by
selection of one of the extensions in the list by a user pressing a button. Therefore, one skilled in
the art at the time the invention was made would not be able to create the invention recited in

Claim 5 in view of the combination of the teachings of the prior art references.

With respect to Claim 6, the foregoing arguments made with respect to Claim 5 are
incorporated. Claim 6 further recites that the initiation of the call is made by that tacit selection
of that button when a user presses that button to select one of the names from the list. This is in

no way taught or-suggested by the prior art references.

Claim 8 is patentable over the cited references for all of the arguments provided herein
with respect to Claims 1-6. Claim 8 also recites that the list of plurality of telccommunications
extensions stored in a server in a seccond LAN is accessed by the first circuitry in the first LAN
across the WAN. As noted above, there is no teaching or suggestion within the combination of
the references that a list of the telecommunications extensions coupled to the second LAN are

stored in a server in that second LAN. Thus, there is also no teaching or suggestion that this list
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is then accessed from the server in the second LAN across the WAN by circuitry in the first LAN
that enables the uscr of the first telecommunications device to observe this list of the plurality of

telecommunications extensions.

Claim 10 recites a third LAN coupled to the first and second LANSs via the WAN. The
third LAN includes a plurality of telecommunications extensions coupled thereto. The first LAN
has circuitry that enables a user in that first LAN to select between observing between a list of
the plurality of telecommunications extensions coupled to the second LAN or observe a list of
the plurality of the telecommunications extensions coupled to the third LAN. In addressing this
claim language, all the Examiner has done is to imply that Wilson teaches “a third LAN and first
L.AN circuitry for selecting and viewing a list of a plurality of extensions coupled to the second
and/or third LAN.”

First, this is a wholly iﬁadequate rejection by the Examiner, and docs not provide enough
evidence to support a prime facie case of obviousness. The Examiner is required to prove such
a suggestion by (abjcctive evidence. £x parte Levengood, 28 U.S.P.Q.2d 1300, 1301 (Bd. Pat.
App. & Int. 1993); Ashland Oil, Inc. v. Delta Resins and quractories, Inc., 776 F.2d 281, 227
U.S.P.Q. 657 (Fed. Cir. 1985). The legal conclusion of obviousness must be supported by facts.
Graham v. John Deere & Co., 383 U.S. 1 (1966). A rejection based on § 103 clearly must rest

on a factual basis, and these facts must be interpreted without hindsight reconstruction of the
invention from the prior art. The patentability of an invention is not to be viewed with hindsight
or “viewed afler the event.” Goodyear Company v. Ray-O-Vac Company, 321 U.S. 275, 279, 64
S.Ct. 593, 88 L.Ed. 721 (1944). Instead of relying upon objective evidence to support the
Examiner’s assertion, the Examiner has merely supported such an obviousness rejection with the
Examiner’s own opinion, which is quite clearly not objective evidence as is required by the casc

law.
Secendly, as noted above, Wilson does not teach or suggest that any of the dial pads 201-

203 or 245-247 are coupled to cach other within a LAN. Third, as noted above, a list of such

callees 245-247 is not provided by the database 232 through the search engine 230 to one of dial
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pads 201-203. Fourth, there is no teaching or suggestion within the combination of references
for enabling a user in the first LAN to select between observing a list of extensions coupled to
the second LAN or observing a list of extensions coupled to the third LAN. The Examiner has
failed to provide a prima facie case of obviousness because impdrtant limitations are not found
within any of the cited prior art references. As noted previously, MPEP § 2143.03 states that to
establish prime facie obviousness of a claimed invention, all the claim limitations must be taught
or suggested by the prior art. /n re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 (C.C.P.A. 1974).

Claim 17 is patentable for reasons similarly given herein with respect to Claims 1-6 and

Claim 18 is patentable for reasons similarly given herein with respect to Claims 1-6 and

Claim 19 is patentable for reasons similarly given herein with respect to Claim 8.
Claim 20 is patentable for reasons similarly given herein with respect to Claims 5 and 8.
Claim 23 is patentable for reasons similarly given hercin with respect to Claim 10.

Claim 24 is patentable for reasons similarly given herein with respect to Claims 1-6, 8
and 17.

Claim 30 incorporates “means for” language that the Examiner must interpret under 35
U.S.C. § 112, sixth paragraph. The Examiner must interpret and examine this claim and others
with means for language under this doctrine. Sec MPEP § 2182, 2183. Claim 30 recites a means
for displaying on the first IP telephone a list of telephone destinations stored in the second 1P
server in response to sclection of a first input on the first IP telephone. The second IP server has
second and third telephone extensions coupled thereto in a second LAN. As noted above, the

combination of the references does not teach or suggest a list of telephone destinations stored in
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a second IP server within a sccond LAN that is coupled to second and third telephone extensions.
This is also supported is Figs. 11-12 and 14 and also the call processing flow diagram illustrated
in Figs. 9a and 9b, and their accompanied description. Claim 30 is also patentable for reasons

given herein with respect to Claims 1-3.

The Examiner has not specifically addressed the limitations in Claims 27 and 33. For
Claims 25-26 and 31-32, the Examiner provides no objective evidence as to how the references
teach or suggest a second input or that the first and second inputs arc the same key button. The
Examiner is required to prove such a suggestion by objective evidence. Ex parte Levengood, 28
U.S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993); Ashland Qil, Inc. v. Delta Resins and
Refraciories, Inc., 776 F.2d 281,227 U.S.P.Q. 657 (Fed. Cir. 1985). The legal conclusion of
obviousness must be supported by facts. Graham v. John Deere & Co., 383 U.S. 1 (1966). A

rejection based on § 103 clearly must rest on a factual basis, and these facts must be interpreted
without hindsight reconstruction of the invention from the prior art. The patentability of an
invention is not to be viewed with hindsight or “viewed after the event.” Goodyear Company v.
Ray-0O-Vac Company, 321 U.S. 275,279, 64 S.Ct. 593, 88 L.Ed. 721 (1944). Instead of relying
upon an objective evidence to support the Examiner’s assertion, the Examiner has merely
supported such an obviousness rejection with the Examiner’s own opinion, which is quite clearly
not objective evidence as is required by the case law. Further, Applicant's respectfully traverse
the assertion of what is well known in the art. As a result, the Examiner is required to support

such an assertion with objective evidence.

Claim 35 recites a third LAN coupled to the first and second LANs via the WAN. Claim
35 further recites a means for displaying on the first [P telephone a list of LANs coupled to the
LAN, including the seconé and third LANs. This limitation has not been addressed by the
Examiner in any way. For this reason alone, this claim is patentable over the cited prior art.
Second‘ly‘ there is no teaching or suggestion within the prior art references of displaying a list of
LANSs on the telephone display in either Guy or Wilson or their combination. Further, there is no
teaching or suggestion in those references for displaying the first list of telephone destinations

stored in the second IP server in response to selection of the second LAN from the displayed list
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of LANs. Again, the Examiner has not in any way addressed this claim limitation, and for this
reason alone, Claim 35 is patentable over the cited prior art. Secondly, this limitation is_not
taught or suggested by the combination of the references. Claims 35 is patentable for similar

reasons as provided in Claims 10 and 23,

On page-4-of the Office Action, the Examiner has made assertions as to what Wilson
teaches. Applicants respectfully traverse such assertions and incorporate by reference

Applicants’ arguments made in the previous amendment with respect to the teachings of Wilson.

With respect to Claims 28 and 34, Applicants respectfully traverse the Examiner’s
assertions. The Examiner has mischaracterized the limitations within these claims. These claims
recite that the telephone destinations may include telephones external to the system. Such
telephone destinations are included in a list stored in the second IP server which are
communicated from the second IP server over the WAN to the first IP telephone. This is not
taught or suggested within Wilson. Applicants traverse the Examiner’s assertion of what is well

known in the art, requiring the Examiner to support such assertions with objective evidence.

2. Claim 4 is not properly rejected under 35 U.S.C. § 103 as being unpatentable over
Guy in view of Wiison and further in view of Stuntebeck et al. (U.S. Patent No. 6,065,016).

Applicants respectfully traverse this rejection for reasons similarly given herein for Claims 1-2.

" Claim 4 further recites that the list of the plurality of telecommunications cxtensions is
played as audio to the user of the first telecommunications device. First, this is impossible in the
invention in Guy. Secondly, Wilson does not teach or suggest such a capability. In fact, Wilson
is attempting to simplify the process of two internet devices having an audio communication
between each other, because when such an IP address is dialed, up to 20 digits have to be entered
by the caller. Column 2, lines 8-9. Wilson specifically states that a user having to remember and
enter such digits is neither appealing nor practical in most situations. Column 2, lines 9-10.
Thus, Applicants respectfully assert that Wilson actually teaches away from such an audio

communication of the IP addresses. Plus, Wilson does not suggest playing an audio list of even

CISCO EXHIBIT 1003
Page 236 of 455



Applicant : Suder et al. Attorney’s Docket No.: 21618-0013001
Serial No. @ 10/447 607

Filed : May 29, 2003

Page : 19 0of 30

one IP address to a user of one of the dial pads 201-203, but instead specifically discloses the

display of such [P addresses.

3. Claims 36-38 and 40 are not properly rejected under 35 U.S.C. § 103 as being
unpatentable over Wilson in view of Guy. Applicants respectfully traverse these rejections for

reasons similarly given above,

Thesc toregoing features of displaying a list of LANs on the IP telephone is also recited

in Claim 36. As a result, Claim 36 is also patentable over the cited prior art, since the Examiner
has failed to prove a prime facie case of obviousness in rejecting these claims. In the Examiner's

rejections, the Examiner merely regurgitates the claim language without pointing to a teaching
within the references of such claim limitations. Fig. 5 and column 7, lines 45-67 of Wilson do
not teach or suggest such limitations. Claim 36 further recites the display of such a list of LANs
is done in response to the receiving a first touch input from a user on the telephone. There is no
discussion within Wilson, or a combination of Wilson and Guy, of a user making a request for a
list of LANs. Note further, that Claim 36 recites that the IP telephone is networked into a first
LAN. As noted above, Wilson does not teach or suggest that the dial pads are in LANs. Claim
36 then recites that a second touch input from the user will result in the display of a list of
telephone destinations that are accessible from the second LAN. As noted above, this claim
limitation is not taught or suggested within Wilson, or Wilson combined with Guy. Claim 36
then goes on to recite that a third touch input rc§ults in an automatic dialing of one of the
destinations accessible from the second LAN. As noted previously by Applicants, such an

automatic dialing process is not taught or suggested by the references.

Claim 36 also recites that the displaying steps further recite a step of sending a message
from the first LAN to the secbnd LAN requesting the second list. This is not shown or discussed
anywhere within the references. The Examiner attempts to overcome a deficiency in the
teachings of Wilson with regard to this limitation and the next one by referring to Guy. Guy
retricves a server code, but does so from a master directory somewhere in a server in a network

100. There is no disclosure in Guy of where such a master directory is located within the
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nctwork 100. It needs to be remembered that such a server code only identifies a device that is
coupled to a PBX that communicates with the telephones in a network. Additionally, a list has
not been sent across the WAN to the file server 112, but instead a single server code is sent. The

claim specifically recites that a list of telephone destinations accessible from a second LAN is

requested and retrieves it from the second LAN. The Examiner then goes on to assert, without
objective support, that it would have been obvious to supply the internet database in Wilson trom
local directories stored in cach respective LAN segment of a network as shown by Guy, thercby

insuring that the internet master directory is up to date.

First of all, without some objective support for such an assertion, the Examiner’s '
obviousness conclusion is without merit and cannot support his combination of the references to
arrive at the claimed invention. The Examiner is required to prove such a suggestion by
objective evidence. Ex parte Levengood, 28 U.S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993);
Ashiland Oil, Inc. v. Delta Resins and Refractories, Inc., 776 F.2d 281, 227 U.S.P.Q. 657 (Fed.
Cir. 1985). The legal conclusion of obviousness must be supported by facts. Graham v. John
Deere & Co., 383 U.S. 1 (1966). A rejection based on § 103 clearly must rest on a factual basis,
and these facts must be interpreted without hindsight reconstruction of the invention from the
prior art. The patentability of an invention is not to be viewed with hindsight or “viewed after
the event.” Goodyear Company v. Rav-O-Vac Company, 321 U.S. 275, 279, 64 S.Ct. 593, 88
L.Ed. 721 (1944). Instead of relying upon objective evidence to support the Examiner's
assertion!the Examiner has merely supported such an obviousness rejection with the Examiner's

own opinion, which is quite clearly not objective evidence as is required by the case law.

Secondly, Wilson does not teach or suggest other LANs because Wilson does not show
other LANs having telephone extensions connected thereto whereby a list is stored within such
LANs for sending to update the directory database 232. Nor does Wilson suggest that such a
process can be implemented. Furthermore, Guy merely tcaches that a directory management unit
will update its unit of server codes when it receives one. There is also no teaching or discussion
in Guy of going out and retrieving such lists of extensions connected to other LANS, or such

LANSs sending such lists of attached telecommunication extensions to other LANs within the

v
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network. Thus, there is no support for the Examiner’s assertion that it would have been
advantageous and obvious for the database 232 in Wilson to be updated by all of the various
LANSs to ensure that it is directory is up-to-date. Further, Claim 36 is patentable for similar

reasons as given for Claims 1-3, 5-6 and 8.

Claim 37 recites scrolling through the first list. This first list is a list of LANs. First of
all, such a list of LANSs is nowhere to be taught or suggested within cither of the references or
their combination. Secondly, there is no teaching or suggestion for scrolling through such a list
of LANs. As a result of the foregoing, one skilled in the art at the time the invention was made
would not have been able to recreate the claimed invention in view of the combination of the

references.

Please charge the Appeal Brief fee in the amount of $270.00 to Deposit Account No. 06-
1050. Please apply any other charges or credits to Deposit Account No. 06-1050.
Respectfully submitted,

?7
Date: /I/X‘L?ﬁ*mff@/( 3 ‘ G:\)OO(? / 4
/ Ke?{/ K. Kordzik
Ref. No. 36,57
Fish & Richardson P.C. / ‘

One Congress Plaza

Suite 810

- 111 Congress Avenue
Austin, TX 78701
Telephone: (512) 472-5070
Facsimile: (877) 769-7945

11057320.doc
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Appendix of Claims

1. Aninformation handling system comprising:

a first local area nctwork ("LAN");

a second LAN;

a wide area network ("WAN") coupling the first LAN to the second LAN;

a first telecommunications device coupled to the first LAN;

a plurality of telecommunications extensions coupled to the second LAN;

the first LAN including first circuitry for enabling a user of the first telecommunications
device to observe a list of the plurality of telecommunications extensions; and

the first LAN including second circuitry for automatically calling one of the plurality of
telecommunications extensions in response to the user selecting one of the plurality of
telecommunications extensions from the observed list, wherein the list of the plurality of
telecommunications extensions is stored in a server in the second LAN, and is accessed by the

first circuitry across the WAN,

2. The system as recited in claim 1, wherein communication among the first LAN,

second LAN, and WAN uscs an 1P protocol.

3. The system as recited in claim 2, wherein the list of the plurality of

telecommunications cxtensions is displayed to the user of the first telccommunications device.

4. An infbrmation'handling system comprising:

a first local area network ("LAN");

asecond LAN;

a wide arca network ("WAN") coupling the first LAN to the second LAN;

a first telecommunications device coupled to the first LAN;

a plurality of telecommunications extensions coupled to the second LAN;

the first LAN including first circuitry for enabling a user of the first telecommunications

device to observe a list of the plurality of tclecommunications extensions; and
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the first LAN including second circuitry for automatically calling one of the plurality of
telecommunications extensions in response to the user selecting one of the plurality of
tclecommunications extensions from the observed list, wherein communication among the first
~ LAN; second LAN, and WAN uses an [P protocol, wherein the list of the plurality of
telecommunications cxtensions is played as audio to the user of the first telecommunications

device.

5. The system as recited in claim 3, whercin the first telecommunications device is an IP
telephone having a display for showing the list of the plurality of telecommunications extensions,
wherein the second circuitry includes a key for enabling the user to tacitly selecting one of the

plurality of telccommunications extensions from the displayed list.

6. The system as recited in claim 5, wherein the tactile selection of one of the plurality of
telecommunications extensions from the displayed list by the user results in an initiation of a call
from the first teleccommunications device to the selected one of the plurality of

telecommunications extensions across the WAN.

8. Aninformation handling system comprising:

a first local area network ("LAN");

a sccond LAN;

a wide area network ("WAN™) coupling the first LAN to the second LAN;

a first telecommunications device coupled to the first LAN;

a plurality of telecommunications extensions coupled to the second LAN;

the first LAN .including first circuitry for enabling a user of the first telecommunications
device to observe a list of the plurality of telecommunications extensions; and

the first LAN including second circuitry for automatically calling one of the plurality of
telecommunications extensions in response to the user selecting one of the plurality of
telecommunications extensions from the observed list, wherein communication among the first
LAN, second LAN, and WAN uses an [P protocol, wherein the list of the plurality of

telecommunications extensions is displayed to the user of the first telecommunications device,
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wherein the first teleccommunications device is an IP telephone having a display for showing the
list of the plurality of telecommunications extensions, wherein the second circuitry includes a
key for cnabling the user to tacitly sclecting one of the plurality of telecommunications
extensions from the displayed list, wherein the tactile selection of one of the plurality of
teleccommunications extensions from the displayed list by the user results in an initiation of a call
from the first telecommunications device to the selected one of the plurality of
telecommunications extensions across the WAN, wherein the list of the plurality of
_telecommunications extensions is stored in a server in the second LAN, and is accessed by the

first circuitry across the WAN,

9. The system as recited in claim 8, wherein the first telecommunications device includes
circuitry for enabling the user to scroll through the displayed list of the plurality of

telecommunications devices.

10. The system as recited in claim 1, further comprising:

a third LAN coupled to the first and second [LANs via the WAN; and

a plurality of telecommunications extensions coupled to the third LAN, the first LAN
including circuitry for cnabling the user to select between observing the list of the plurality of
telecommunications extensions coupled to the second LAN or observing a list of the plurality of

tclecommunications extensions coupled to the third LAN.

17. An information handling system comprising:

a first local area network ("LAN") operating under an IP protocol;

a first IP telephone coupled to the first LAN, the first IP telephone having a display and a
set of keys for enabling a user to enter inputs;

a sccond LAN operating under the IP protocol,

sccond and third telephone extensions coupled to the second LAN;

a wide arca network ("WAN") operating under the P protocol coupling the first LAN to

the second LAN; and
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the first LAN including first circuitry for enabling a user of the first IP telephone to view
a list including the second and third telephone extensions, wherein the list is stored in a server in

the second LAN, and is accessed by the first circuitry across the WAN.

18. The system as recited in claim 17, further comprising:
the first LAN including second circuitry for automatically calling the second telephone

cxtension in response to the user selecting the second telephone extension from the viewed list.

19. The system as recited in claim 18, wherein sclection of the second telephone

extension from the viewed list by the user is accomplished by selection of one of the set of keys.

20. The system as recited in claim 19, wherein the selection of one of the set of keys
results in an initiation of a call from the first [P telephone to the second telephone extension

across the WAN.

22. The system as recited in claim 17, wherein the first IP telephone includes circuitry

for enabling the user to scroll through the displayed list.

23. The system as recited in claim 1, further comprising:

a third LAN coupled to the first and second LANs via the WAN; and

a plurality of telephone extensions coupled to the third LAN, the first LAN including
circuitry for enabling the user to select between viewing the list of the telephone extensions
coupled to the seccond LAN or viewing a list of the plurality of telephone-extensions coupled to

the third LAN.

24. In a telccommunications system comprising a first [P telephone coupled to a first IP
server within a first LAN, second and third telephone extensions coupled to a second P server
within a second LAN, and a WAN coupling the first LAN to the second LAN, the first LAN, the
second LAN, and the WAN communicating using an IP protocol, a method comprising the steps
of:
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in response to sclection of a first input on the first IP telephone, displaying on the first IP
telephone a list of telephone destinations stored in the second IP server, wherein the list of
tclephone destinations is communicated from the second IP server over the WAN to the first IP
telephone; and

in response to selection of one of the telephone destinations from the displayed list,
automatically dialing the selected one of the telephone destinations for a communications link

between the first IP telephone and the selected one of the telephone destinations.

25. The method as recited in claim 24, wherein the selection of one of the telephone
destinations from the displayed list is performed in response to selection of a sccond input on the

first IP telephone by a user.

26. The method as recited in claim 25, wherein the first and second inputs are the same

key button on the first IP telephone.

27. The method as recited in claim 24, wherein the telephone destinations include the

second and third telephone extensions coupled to the second IP server.

28. The method as recited in claim 24, wherein the telephone destinations include

telephones external to the system.

29. The method as recited in claim 24; wherein the system includes a third LAN coupled
to the first and second LANSs via the WAN, further comprising the steps of: displaying on
the first IP telephone a list of LANs coupled to the WAN, including the second and third LANs;
and

performing the step of displaying the first list in response to selection of the second LAN

from the displayed list of LANs.

30. A telecommunications system comprising;

a first IP telephone coupled to a first IP server within a first LAN;
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-

second and third telephone extensions coupled to a second IP server within a second
LAN; ‘

a WAN coupling the first LAN to the second LAN, the first LAN, the second LAN, and
the WAN communicating using an IP protocol;

means for displaying on the first IP telephone a list of telephone destinations stored in the
second IP server in response to selection of a first input on the first IP telephone, wherein the list
of telephone destinations is communicated from the second 1P server over the WAN to the first
IP telephone; and

means for automatically dialing the selected one of the telephone destinations for a
communications link between the first IP telephone and the selected one of the telephone

destinations in response to sclection of one of the telephone destinations from the displayed list.

31. The system as recited in claim 30, wherein the selection of one of the telephone
destinations from the displayed list is performed in response to selection of a second input on the

first 1P telephone by a user.

32. The system as recited in claim 31, wherein the first and second inputs are the same

key button on the first IP telephone.

33. The system as recited in claim 32, wherein the telephone destinations include the

second and third telephone extensions coupled to the second IP server.

34. The system as recited in claim 32, wherein the telephone destinations include

telephones external to the system.

35. The system as recited in claim 31, further comprising:
a third LAN coupled to the first and second LANs via the WAN;
means for displaying on the first IP telephone a list of LANs coupled to the WAN,

including the sccond and third LANSs; and
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means for displaying the first list in response to selection of the second LAN from the
displayed list of LANs.

36. A method .comprising the steps of:

‘receiving a first touch input from a user on an IP telephone that is networked into a first
LAN operating under an IP protocol;

in response to receipt of the first touch input, displaying on a display on the 1P telephone
a first list including second and third LANs coupled to the first LAN, wherein the second and
third LANSs operate under the IP protocol;

receiving a second touch input from the user on the IP telephone;

1n response to receipt of the second touch input, displaying on the display on the IP
telephone a second list of telephone destinations accessible from the second LAN,;

receiving a third touch input from the user on the [P telephone; and

in response to receipt of the third touch input, automatically dialing one of the telephone
destinations. accessible from the second LAN for a communications connection between the one
of the telephone destinations and the IP telephone, wherein the step of displaying on the display
on the IP telephone the second list further includes the steps of:

sending a message from the first LAN to the second LAN requesting the second list; and

receiving the second list from the second LAN to the first LAN.

37. The method as recited in claim 36, before the step of receiving the second touch
input, further comprising the steps of: receiving a fourth touch input from the user on the IP

telephone; and in response to receipt of the fourth touch input, scrolling through the first list.

38. The method as recited in claim 37, before the step of receiving the third touch input,

further comprising the steps of: receiving a fifth touch input from the user on the IP telephone;

and in response to receipt of the fifth touch input, scrolling through the second list.

40. The method as recited in claim 36, wherein the ﬁrst, second, and third LANSs are

coupled via a WAN.
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EVIDENCE APPENDIX

No evidence was submitted pursuant to §§1.130, 1.131, or 1.132 0of 37 C.F.R. or of any

other evidence entered by the Examiner and relied upon by Appellants in the Appeal.
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The Appeal Brief filed on 03 November 2008 is defective for failure to comply with one or more provisions of 37 CFR
41.37.

To avoid dismissal of the appeal, applicant must file anamended brief or other appropriate correction (see MPEP
1205.03) within ONE MONTH or THIRTY DAYS from the mailing date of this Notification, whichever is longer.
EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR 1.136.

1. [0 The brief does not contain the items required under 37 CFR 41.37(c), or the items are not under the proper
heading or in the proper order.

[0 The brief does not contain a statement of the status of all claims, (e.g., rejected, allowed, withdrawn, objected to,
canceled), or does not identify the appealed claims (37 CFR 41.37(c)(1)(iii)).

3. [ Atleast one amendment has been filed subsequent to the final rejection, and the brief does not contain a
statement of the status of each such amendment (37 CFR 41.37(c)(1)(iv)).

X (a) The brief does not contain a concise explanation of the subject matter defined in each of the independent
claims involved in the appeal, referring to the specification by page and line number and to the drawings, if any,
by reference characters; and/or (b) the brief fails to: (1) identify, for each independent claim involved in the
appeal and for each dependent claim argued separately, every means plus function and step plus function under
35 U.S.C. 112, sixth paragraph, and/or (2) set forth the structure, material, or acts described in the specification

as corresponding to each claimed function with reference to the specification by page and line number, and to
the drawings, if any, by reference characters (37 CFR 41.37(c)(1)(v)).

5. [J The brief does not contain a concise statement of each ground of rejection presented for review (37 CFR
41.37(c)(1)(vi))

6. [] The brief does not present an argument under a separate heading for each ground of rejection on appeal (37 CFR
41.37(c)(1)(vii)).

7. [0 The brief does not contain a correct copy of the appealed claims as an appendix thereto (37 CFR
41.37(c)(1)(viii)).

8. [J The brief does not contain copies of the evidence submitted under 37 CFR 1.130, 1.131, or 1.132 or of any

other evidence entered by the examiner and relied upon by appellant in the appeal, along with a
statement setting forth where in the record that evidence was entered by the examiner, as an appendix
thereto (37 CFR 41.37(c)(1)(ix)).

9. [0 The brief does not contain copies of the decisions rendered by a court or the Board in the proceeding
identified in the Related Appeals and Interferences section of the brief as an appendix thereto (37 CFR

41.37(c)(1)(x)).
10.[] Other (including any explanation in support of the above items):

Item 4. The claimed invention fails to arque each independent claim separately, which shall refer to the specification by
page and line number and to the drawings, if any.

Please note, the entire Appeal Brief does not need to be resubmitted.

LORENDA HOOD
PATENT APPEAL CENTER SPECIALIST

U.S. Patent and Trademark Office
PTOL-462 (Rev. 7-05) Notification of Non-Compliant Appeal Brief (37 CFR 41.37) Part of Paper No. 20081118
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INTHE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant : Suder et al. Art Unit @ 2619

Serial No. : 10/447,607 Examiner : Gregory B. Sefcheck

Filed : May 29, 2003 Conf. No. : 6094

Title : PHONE DIRECTORY IN A VOICE OVER IP TELEPHONE
SYSTEM

Mail Stop Appcal Brief - Patents
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

RESPONSE TO NOTICE OF NON-COMPLIANT APPEAL BRIEF

This is response to the Notice of Non-Compliant Appeal Bricf dated

November 26, 2008, in which it was asserted that “[t]he claimed invention fails to

argue each independent claim separately, which shall refer to the specification by

page and line number and to the drawings, if any.™ In response Applicants

respectfully traverse. The Appeal Bricf'is in compliance with 37 CFR 41.37(c)(1)(v).

37 CFR 41.37(c)(1)(v) recites:

Summary of claimed subject maiter. A concise explanation of the subject matter defined in
cach of the independent claims involved in the appeal, which shall refer to the specification
by page and line number, and to the drawing, if any, by reference characters. For each
independent claim involved in the appeal and for cach dependent claim argued separately
under the provisions of paragraph {(c)(1){vii) of this section, every mcans plus function and
step plus function as permitied by 35 U.S.C. 112, sixth paragraph. must be identificd and the
structure, material, or acts described in the specification as corresponding to each claimed
function must be set forth with reference 1o the specification by page and line number, and 10
the drawing, if any, by reference characters.

Section V of the Appeal Brief complies with this rule, which provides a

concise explanation of the subject matter for each of the independent claims in the

appeal. There is no requirement that cach of the independent claims be “argucd

separately.” Applicants believe that the individual who reviewed the appeal briefl is

not correctly interpreting the rule stated above. The only place where the term

“separately” is located is with respect 1o the requirement that means plus function and

step plus function be identified, ete. for cach “dependent claim argued separately.”

The term “separately” has nothing 1o do with independent claims.
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Applicant : Suder et al. Attorney’s Docket No.: 21618-0013001
Secrial No. : 10/447,607

Filed : May 29,2003

Page 1 20f2

I something clse was meant, then Applicants request that the individual
plcase describe in much more detail what is missing.

It is believed that no fees are duc; however, please apply any other charges or
credits to Deposit Account No. 06-1050.

Respectfully submitted,

Date: December 23, 2008

Kéily K. Kogd7ik
Reg, Ne-34,571
Fish & Richardson P.C. .

One Congress Plaza

Suite 810

111 Congress Avenue
Austin, TX 78701
Telephone: (512)472-5070
Facsimile: (877) 769-7945

11063243.dwe
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Alexandria, Virginia 22313-1450

WWW.USpto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. |  CONFIRMATION NO. |
10/447,607 05/29/2003 FEric G. Suder 21618-0013001 6094
26201 7590 03/17/2009 | |
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Minneapolis, MN 55440-1022
| ART UNIT | PAPER NUMBER |
2419
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
PATDOCTC @fr.com

PTOL-90A (Rev. 04/07)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

BEFORE THE BOARD OF PATENT APPEALS
AND INTERFERENCES

Application Number: 10/447,607
Filing Date: May 29, 2003
Appellant(s): SUDER ET AL.

Kelly K. Kordzik, Reg. No. 36, 571
For Appellant

EXAMINER'S ANSWER

This is in response to the appeal brief filed 11/3/2008 appealing from the Office action

mailed 4/1/2008.
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Application/Control Number: 10/447,607 Page 2
Art Unit: 2419

(1) Real Party in Interest

A statement identifying by name the real party in interest is contained in the brief.

(2) Related Appeals and Interferences

The examiner is not aware of any related appeals, interferences, or judicial
proceedings which will directly affect or be directly affected by or have a bearing on the
Board'’s decision in the pending appeal.

(3) Status of Claims

The statement of the status of claims contained in the brief is correct.

(4) Status of Amendments After Final

The appellant’s statement of the status of amendments after final rejection
contained in the brief is correct.

(5) Summary of Claimed Subject Matter

The summary of claimed subject matter contained in the brief is correct.

(6) Grounds of Rejection to be Reviewed on Appeal

The appellant’s statement of the grounds of rejection to be reviewed on appeal is
correct.

(7) Claims Appendix

The copy of the appealed claims contained in the Appendix to the brief is correct.

(8) Evidence Relied Upon

6,298,057 GUY ET AL 10-2001
6,829,231 WILSON 12-2004
6,065016 STUNTEBECK ET AL 5-2000
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Application/Control Number: 10/447,607 Page 3
Art Unit: 2419

(9) Grounds of Rejection
The following ground(s) of rejection, respectively reproduced below from the

Final Rejection filed 4/1/2008, are applicable to the appealed claims:

Claim Rejections - 35 USC § 103
Claims 1-3, 5, 6, 8-10, 17-20, and 22-35 are rejected under 35 U.S.C. 103(a) as
being unpatentable over Guy et al. (US006298057B1), hereafter Guy, in view of Wilson

(US006829231B1).

- Regarding Claims 1-3, 5, 6, 8-10, 17-20, 22-25, 27, 29-31, 33, and 35,

Guy discloses a system and method for coupling a first LAN 102A having server
112 to a second LAN 102B having server 122 through WAN 104 utilizing IP capabilities
of the LANs and WAN (Fig. 1; Col. 1, lines 51-53; Col. 14, lines 13-17; claim

1,8.17.24,30 — method in a information handling system comprising a first LAN; claim

1,8,17,24,30 - a second LAN; claim 1,8,17,24,30 — WAN coupling the first LAN to the

second LAN; claim 2,17,30 — LANs and WAN operate under IP protocol; claim 24,30 —

first and second IP servers within first and second LANSs).
Fig. 1 also shows that a plurality of telecommunications devices are coupled to

the first and second LANs 102A/B (claim 1,8,17,24.,30 - first telecommunications device

coupled to the first LAN; claim 1,8,17,24,27,33 - plurality of telecommunications

extensions/destinations coupled to the second LAN).
Guy discloses the ability to connect a phone of the first LAN 102A to a

destination phone of the second LAN 102B (Col. 6, lines 4-11; Col. 10, lines 1-7). Guy
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Application/Control Number: 10/447,607 Page 4
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further discloses each file server 112/122 includes a directory (Fig. 4, 406) that stores a
list of server codes and additional information to identify devices attached to each

server (Col. 10-11, lines 30-14; claim 1,8,17,30 - wherein the list of the plurality of

telecommunications extensions is stored in a server in the second LAN, and is
accessed by the first circuitry across the WAN). Guy also discloses a master directory
in a server of network 100 containing the information stored in each local directory (Col.

9, lines 20-25).

However, Guy does not explicitly disclose the user of the phone in the first LAN
observing a displayed list of extensions to phones in multiple (second and third) local
networks remote of the user’'s LAN and automatically initiating a call in response to the
user selecting one of the extensions from the observed list. Guy also does not explicitly
disclose the user’s phone as an IP phone having display and keys for user to enter first
and second inputs for displaying and selecting/initiating a call, circuitry to scroll through
the displayed list.

Wilson discloses an IP phone user can access a directory engine through the
Internet (WAN) for displaying a list of numbers/addresses (extensions) obtained from
multiple (second and third) local exchange network switches and ISPs that are remote
to the user. Wilson further discloses the user initiates a call by selecting a destination
from a scrolled list of potential destinations (Fig. 5,6; Col. 7-8, lines 45-15; claim
1.8.17.24 30 - first LAN including first circuitry for enabling a user of the first

telecommunications device to observe/view a list of the plurality of telecommunications
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Application/Control Number: 10/447,607 Page 5
Art Unit: 2419

extensions; claim 1,8,18,24,30 - first LAN including second circuitry for automatically
calling one of the plurality of telecommunications extensions in response to the user
selecting one of file plurality of telecommunications extensions from the observed list;

claim 3,8,24 .30 — list is displayed to user of the first device; claim

5,6,8,17,19,20,24,25,30,31 — first device is IP phone having display and keys for user to

enter first and second inputs for displaying and selecting/initiating a call to an extension

in the second LAN over the WAN; claim 9,22 — circuitry to scroll through displayed list;

claim 10,23,29,35 — a third LAN and first LAN circuitry for selecting and viewing a list of

a plurality of extensions coupled to the second and/or third LAN).

It would have been obvious to one of ordinary skill in the art at the time of the
invention to modify Guy by enabling a first device to observe a list of extensions in a
remote LAN and initiating a call to a displayed number in response to selection by a
user, as shown by Wilson, thereby enabling the first phone to connect to a destination
phone if the number associated with the destination phone is unknown and remote of

the user’s LAN.

- Regarding Claims 26 and 32,

Guy discloses all limitations of the parent claims.

Neither Guy nor Wilson discloses first and second inputs using the same button.

However, it is well known in the art to utilize the same button for multiple
common inputs to simplify the functionality (claim 26,32 — first and second inputs use

same button).
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It would have been obvious to one of ordinary skill in the art at the time of the
invention to use the same button for the first and second inputs disclosed by Wilson, in

order to improve the ease of use for the user.

- Regarding Claims 28 and 34,

Guy discloses all limitations of the parent claims.

Neither Guy nor Wilson explicitly discloses destinations include telephones
external to the system.

However, it is well known that local exchange switches such as those shown by
Wilson are able to connect to other exchanges outside of the local system, such as over
a dedicated T1 trunk (claim 28,34 — destinations includes telephones external to the
system).

It would have been obvious to one of ordinary skill in the art at the time of the
invention to modify Guy and Wilson by enabling destinations to be telephones external
to the system, thereby providing the disclosed directory services to as many capable

users as can be supported.
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Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Guy in
view of Wilson above, and further in view of Stuntebeck et al. (US006065016A),

hereafter Stuntebeck.

- Regarding Claim 4,

Guy discloses a system as shown above in the rejection of claim 1 and 2.

Neither Guy nor Wilson discloses a list played to a user as audio.

Stuntebeck discloses a universal directory server (UDS) that provides remote
access to the communication addresses (extensions) associated with numerous
institutions, including LANs (Fig. 1; Abstract). Stuntebeck discloses a user can access
the UDS through a voice recognition system, in which results are conveyed to the user
as voice (audio; Col. 4, lines 17-25; claim 4 — list is played as audio to the user of the
first device).

It would have been obvious to one of ordinary skill in the art at the time of the
invention to modify Guy and Wilson by enabling the list to be played as audio to the
user, as shown by Stuntebeck, thereby allowing users to access directory services

without a visual display.
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Claims 36-38 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable

over Wilson in view of Guy.

- Regarding Claim 36-38 and 40,

Wilson discloses an IP phone connects to Internet (WAN) through multiple (first,
second, third) local switches and network switches, and a user can use the
alphanumeric keypad to make a request of callee search (Fig. 5; Col. 7, lines 45-67;
claim 36 - in response to receipt of first input, displaying on a display on the IP
telephone a first list including second and third LANs coupled to the first LAN, wherein
the second and third LANs operate under the IP protocol; claim 40 — first, second, and
third LANs coupled via WAN).

Wilson further discloses the screen on the caller's side can display multiple result
numbers of callees in a scrolled list after the search engine replies to the search request
(Col. 7,lines 46-67 and Col. 8, Lines 1-17; claim 36 - receiving another input from the
user on the IP telephone; in response to receipt of the input, displaying on the display
on the IP telephone a second list of telephone destinations accessible from the second
LAN; claim 37 — scrolling through the list in response to fourth input).

Wilson then shows that the caller can select the proper callee's name display
from the scrolled list of multiple results to initiate a call (Col. 8, lines 13-15; claim 36 - in
response to receipt of third input, automatically dialing one of the telephone destinations

accessible from the second LAN for a communications connection between the one of
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the telephone destinations and the IP telephone; claim 38 — scrolling through the list in

response to fifth input).

Wilson does not explicitly show that the callee lists are received from a second
LAN in response to sending a request message from the first LAN.

Guy discloses a system and method for coupling a first LAN 102A having server
112 to a second LAN 102B having server 122 through WAN 104 utilizing IP capabilities
of the LANs and WAN. Guy discloses the ability to connect a phone of the first LAN
102A to a destination phone of the second LAN 102B (Col. 6, lines 4-11; Col. 10, lines
1-7). Guy further discloses each file server 112/122 includes a directory (Fig. 4, 406)
that stores a list of server codes and additional information to identify devices attached
to each server (Col. 10-11, lines 30-14), while also disclosing a master directory in a
server of network 100 containing the information stored in each local directory (Col. 9,
lines 20-25; claim 36 - displaying on the display on the IP telephone the second list
further includes the steps of sending a request message for the list from the first LAN to
the second LAN and receiving the second list from the second LAN to the first LAN).

It would have been obvious to one of ordinary skill in the art at the time of the
invention to supply the Internet database in Wilson from local directories stored in each
respective LAN segment of a network, as shown by Guy, thereby ensuring that the

Internet (master) directory is up to date.
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(10) Response to Argument

Appellant’s arguments on pgs. 8-12 of the Brief have been fully considered
but they are not persuasive. On pgs. 7-8, Appellant contends that Guy
provides no teaching or suggestion that a list of a plurality of
telecommunications extensions coupled to the second LAN is provided to the
user of the first telephone for observation. On pgs. 8-11, Appellant contends
the claim rejections expand the teachings of Wilson beyond what is
reasonable, since Wilson's system merely provides for services similar to
POTS and does not discloses LANs. Thus, Appellant contends that the
combination of Guy and Wilson does not provide a user of a first device in the
first LAN with a list of extensions the user can call in the second LAN or
means to automatically initiate the call with a selection from the list, since Guy
provides nothing to the user of the telephone and Wilson discloses users
(callers/callees) connected to local exchange switches over PSTN circuits
instead of LANSs.

The Examiner respectfully disagrees. Appellant's individual arguments
pertaining to the references of Guy and Wilson cannot show nonobviousness
when the rejections are based on combinations of references. See In re
Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). It is admitted in the Final
Rejection filed 4/1/2008 that Guy does not disclose the user of the first phone

in the first LAN observing a displayed list of extensions to phones in remote
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LANs. Guy is relied upon in the rejection to disclose one of a plurality of
telecommunication devices in first and second LANs communicatively
coupled through a WAN, including voice transmission. Guy is further shown
to utilize information from file servers 112/122 of the respective LANs and a
master directory of the local file servers in order to implement the
transmission. Thus, Guy is shown to meet all claim limitations except the
ability of the calling user in a first network to observe a list of extensions in a
second network and automatically calling one of those extensions in response
to the user selecting an extension from the observed list. However, the
rejection shows that these deficiencies in Guy are remedied by Wilson, which
discloses a user in a first local network accessing a directory engine through
the Internet in order to observe a displayed list of numbers/addresses from
multiple other local networks remote to the user of the first local network. The
rejections clearly rely on the disclosure of Guy to meet the claim limitations
concerning LANs. However, regardless of what is shown in Guy, Wilson
repeatedly discloses that the users of the phones 201-203 and 245-247 utilize
the PSTN and standard LAN/WAN technology to access the Internet,
directory engine, etc. Thus, Wilson and Guy are each shown to be applicable
within a LAN/WAN environment. Therefore, the combination of Guy and

Wilson properly meets all limitations of the pending claims.
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- Appellant’s arguments on pgs. 11, 13, and 14 of the Brief concerning claims
1, 5, and 6 have been fully considered but they are not persuasive. Appellant
contests that Wilson does not teach or suggest an automatic calling of the
selected extension from the observed list. Appellant argues that the cited
portion of Wilson (Col. 8, lines 13-15) merely teaches that the user can view
the IP address of the callee but must manually enter the displayed
address/number into the dial pad’s keyboard.

- The Examiner respectfully disagrees. For convenience, the cited portion of

column 8 in Wilson is shown below:

“When a callee’s address matching the caller’s search request is
found, the name is displayed on the display screen of the dial pad.
The caller then has the option of completing the call to the address.
When more than one hit is made, the names of the qualifying user
callees are displayed. The caller then has the option of selecting
from a scrolled list of potential users using the dial pad's keyboard

63 to select the intended caller."
Wilson's disclosure that the caller "then has the option of completing the call
to the address" does not say anything about using the keyboard, much less
require manual keyboard entry for connecting to the searched caller. As
acknowledged by Appellant in subsequent arguments on pg. 18 of the Brief,
Wilson explicitly discloses that a user having to remember and enter these
digits is neither appealing nor practical in most situations (Col. 2, lines 8-9).

Furthermore, the above disclosure of "selecting from a scrolled list....using the
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keyboard" refers to a scenario in which more than one hit is made for the
callee's request. Wilson's disclosure pre-dates the conventional use of touch-
screen displays, thus it is disclosed to use the keyboard to make the
appropriate selection. For example, the calling user may enter a digit, or use
the respective arrow and Enter buttons on a keyboard to select the
appropriate one of multiple search hits, as would be evident to one of ordinary
skill in the art at the time of the invention. As such, these disclosures of
Wilson would not be considered to require manual entry of the
number/address to connect to an intended callee when the number/address
has been received and observed from a directory search, as alleged by

Appellant. Therefore, the pending claim rejections are deemed proper.

- Appellant’s arguments on pg. 13 of the Brief concerning claim 1 have been
fully considered but they are not persuasive. Appellant contends that
permitting a user in one geographic location to locate a user in another
location without the need to use a printed extension guide would not be
possible with the combination of references asserted in the rejection.

- The Examiner respectfully disagrees. Firstly, it is noted that " permitting a
user in one geographic location to locate a user in another location without
the need to use a printed extension guide" is not an explicit claim limitation.
Regardless, as shown above, Wilson specifically discloses the ability of a

user to locate a remote user without the need to use a printed extension
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guide (i.e. by accessing a directory in the Internet). Therefore, this
conceptual distinction presented by Appellant is met by Wilson and the

rejection based upon the combination of Guy and Wilson is proper.

- Appellant’s arguments on pg. 13 and 14 of the Brief concerning claims 1 and
8 have been fully considered but they are not persuasive. Appellant contends
that neither Guy nor Wilson teaches or suggests a list of extensions coupled
to the second LAN is stored in a server of the second LAN.

- The Examiner respectfully disagrees. As shown above, Guy discloses file
servers 112/122 of first and second LANs and a master directory of the file
servers while Wilson discloses a directory engine of user numbers/addresses
connected to various local networks. Therefore, the contested claim limitation
is met based upon the combination of Guy and Wilson, and the rejection is

proper.

- Appellant’s arguments on pg. 13 of the Brief concerning claim 2 have been
fully considered but they are not persuasive. Appellant contends that the
combination of references does not teach a LAN or WAN operating under an
IP protocol because Guy does not disclose LANs/WAN operating under an IP
protocol and Wilson does not discloses LANs with extensions.

- The Examiner respectfully disagrees. Guy explicitly discloses the Internet as

an example of a WAN (Col. 4, lines 62-64). Thus, the contested claim
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limitation of “communication....uses an IP protocol” is met by Guy and the

rejection based upon the combination of Guy and Wilson is proper.

- Appellant’s arguments on pgs. 15-17 of the Brief concerning claims 10, 30,
and 35 have been fully considered but they are not persuasive. Appellant
contends that the rejection has merely implied that Wilson teaches a third
LAN from which extensions coupled to the third LAN can be viewed and
selected.

- The Examiner respectfully disagrees. As shown in the rejection, Fig. 5 of
Wilson shows that a displayed list of numbers/addresses (i.e. extensions) are
collected from multiple local exchange and/or network switches and ISPs
remote to the requesting user. This showing of multiple paths to the directory
from various local exchange/network switches and ISPs meets the contested
claim limitations of a third (or more) LAN(s) with associated extensions within
the larger network, as would be apparent to one of ordinary skill in the art.
Therefore, the contested claim limitation is met by Wilson and the rejection

based upon the combination of Guy and Wilson is proper.

- Appellant’s arguments on pg. 16 of the Brief concerning claims 17-20, 23, and
24 rely upon the previous arguments presented above. Those arguments
have been refuted above, and the rejections shown to be proper, thus the

rejections of claims 17-20, 23, and 24 are also properly maintained.
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Appellant’s arguments on pg. 17 of the Brief concerning claims 25-27 and 31-
33 have been fully considered but they are not persuasive. Appellant
contends that the rejection is merely supported by the Examiner’'s own
opinion, providing no objective evidence as to how the references teach or
suggest a second input or that the first and second inputs are the same key
button.

The Examiner respectfully disagrees. Firstly, contrary to Appellant’s
assertion, the limitations of claims 27 and 33 are addressed in the rejection,
since Fig. 1 of Guy clearly shows that LAN extensions include telephone
destinations. Regarding claims 25 and 31, the rejection of these claims
shows how Wilson utilizes the keyboard of the IP phone for displaying,
selecting, and connecting (multiple inputs) a destination searched from the
directory by a callee user. Regarding claims 26 and 32, the rejection admits
that the references do not explicitly disclose these multiple inputs utilizing the
same button. The rejection of these claims relies upon common sense
knowledge possessed by one of ordinary skill in the art, in which the use of a
single button for successive inputs simplifies the functionality of the system,
such as repeated use of the Enter button on the keyboard of Wilson to
display, select and connect to a searched destination. Appellant has not

previously contested this assertion of common knowledge in the art, and the
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technical line of reasoning is clearly shown in the rejection. Therefore, the

rejections are proper.

- Appellant’s arguments on pg. 18 of the Brief concerning claims 28 and 34
have been fully considered but they are not persuasive. Appellant contends
that the rejection mischaracterizes the limitations, in which "telephone
destinations include telephones external to the system”.

- The Examiner respectfully disagrees. Again, as above, the rejection of claims
28 and 34 relies upon common sense knowledge possessed by one of
ordinary skill in the art. Namely, that the drawings in the cited references are
not indicative of the scale of actual, deployed networks. In particular, Wilson
illustrates how a network diagram may be simplified (Fig. 4) from a more
comprehensive/expanded view of a network’s interconnections (Fig. 5). One
of ordinary skill in the art would recognize that the routers and switches
shown by Guy and Wilson enable connection to other routers/switches
outside of the local system, extending the disclosed directory services to
telephones connecting from those outside routers/switches. Therefore, the

claim rejections are proper.

- Appellant’s arguments on pg. 18 of the Brief concerning claim 4 have been
fully considered but they are not persuasive. Appellant reiterates previous

arguments related to Guy and Wilson in contending that the limitation of
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playing the list as audio to the user has not been met. Appellent fails to
address the combination of Guy and Wilson with the cited portions of
Stuntebeck in rejecting these claims.

The Examiner respectfully disagrees. Previous arguments related to Guy and
Wilson have been refuted as shown above. Further, neither Guy nor Wilson
is relied upon to disclose playing the list as audio to the user. Stuntebeck is
relied upon to disclose a directory server similar to those in Guy and Wilson.
Stuntebeck further discloses the option of accessing the directory through
voice recognition, where directory results are conveyed to the user as
voice/audio. Therefore, the contested claim limitation is explicitly met by
Stuntebeck and the combination of Guy, Wilson, and Stuntebeck properly

rejects the claim.

Appellant’s arguments on pg. 19-21 of the Brief concerning claims 36-38 and
40 have been fully considered but they are not persuasive. Appellant
contends the combination of Wilson and Guy does not meet the claimed
limitations.

The Examiner respectfully disagrees. Appellant’s arguments reiterate the
piecemeal analysis of Wilson and Guy presented in the above arguments. As
shown, neither Wilson nor Guy is relied upon to individually meet all of the
claim limitations. Rather, the rejections are based upon the combination of

Wilson and Guy. All of the claimed limitations are shown to be met by the
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combination of disclosures cited from Wilson and Guy, therefore the claim

rejections are proper.

(11) Related Proceeding(s) Appendix
No decision rendered by a court or the Board is identified by the examiner in the

Related Appeals and Interferences section of this examiner’'s answer.

For the above reasons, it is believed that the rejections should be sustained.
Respectfully submitted,
[Gregory B Sefcheck/
Primary Examiner, Art Unit 2419
3-6-2009
Conferees:
Jay Patel IJAYANTI K PATEL/

Supervisory Patent Examiner, Art Unit 2419

Hassan Kizou /H. K./

Supervisory Patent Examiner, Art Unit 2419
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant : Suder et al. . ArtUnit : 2419

Serial No. : 10/447,607 Examiner : Gregory B. Sefcheck

Filed : May 29, 2003 Conf. No. : 6094

Title : PHONE DIRECTORY IN A VOICE OVER IP TELEPHONE
SYSTEM

Mail Stop Appeal Bricf - Patents
Commissioner for Patents

P.0O. Box 1450

Alexandria, VA 22313-1450

REPLY BRIEF

This is in response to the Examiner’s Answer dated March 17, 2009.

On page 5 of the Examiner’s Answer, regarding Claims 26 and 32, the
E);amincr asserts that “Guy discloses all limitations of the parent claims.” If that is
true, then why did the Examiner combine Guy with Wilson for his prima facie case of
obviousness for those parent claims? For this reason alone, the Examiner has failed
to prove a prima facie case of obviousness for Claims 26 and 32.

With respect to Claims 28 and 34, the Examiner’s prima facie case of
obviousness relies upon his assertion that the combination of the references provides
“the disclosed directory services to as many capable users as can be supported.” This
does not even make common sense. The claims recite that the list of telephone
destinations include telephones external to the system, and therefore, a user of the
first tclephone can connect to a telephone external to the system (first and second
LANSs coupled by the WAN) by selecting that external telephone from the observed
list. The Examiner’s assertion implies that this functionality is being supplied to
these external telephones, which is not the claims recite. Therefore, the E.\'a_mincr’s
assertion fails to support his prima facie case of obviousness.

In the Examiner’s Response to Argument, the Examiner starts off by asserting
that Applicants have attacked the references individually. This is incorrect. First, if

the Examiner’s rejection relies upon his individual use of each reference to attach to
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certain claim limitations, then why are Applicants precluded from attacking these
arguments? The Examiner’s prima facie casc of obviousness relies upon his
assertions of how Guy teaches certain limitations and how Wilson teaches other
certain limitations. If Applicants can show how the Examiner’s interpretations of
these references are incorrect, then Applicants have shown how the prima facie case
of obviousness fails. This is what Applicants did precisely. Since the Examiner has
incorrectly interpreted the teachings of Guy and Wilson, the Examiner's prima facie
case of obviousness fails, An applicant may specifically challenge an obviousness
rejection by showing that the examiner reached an incorrect conclusion of
obviousness or based the obviousness determination on incorrect factual predicates.
In re Rouffet, 47 U.S.P.Q.2d 1453, 1455 (Fed. Cir. 1998). As a result, the Examiner
cannot simply ignore Applicants’ arguments on pages 6, 7, 8, etc. with respect to each
of the references by merely replying that Applicants’ arguments “cannot show
nonobviousness.”

Moreover, Applicants actually described what each of the references teaches
and does not teach, and then combined those teachings and “non-teachings” to show
how the combination of the references does not arrive at the claimed invention.
Applicants’ arguments on those pages in the Appeal Brief must by considered!

MPEP §707.07(0).

The Examiner admits that Guy does not disclose the automatic calling of one
of the extensions in the observed list. The Examiner then asserts that Wilson
remedies this situation. The first problem with this assertion is that Wilson does not
disclose such a first LAN. The caller di_al pads 201-203 are not coupled into a LAN,
as that term is interpreted in the art. The “local telephone network” recited in column
7, line 18 of Wilson is not the same as a LAN. Telephones connected to a central
office never were considered a LAN, which pertains to a data network. For the
Examiner to interpret these claim terms in that manner is unrcasonably broad. MPEP
§2111.01. And, a single computer device does not make a LAN. Therefore, the
combination of Guy and Wilson fails to disclose these claim limitations, and the

Examiner’s prima facie case of obviousness fails.
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Furthermore, contrary to the Examiner’s assertions, Wilson does not
“repeatedly disclose[] that the users of the phones 201-203 and 245-247 utilize the
PSTN and standard LAN/WAN technology to access the Internet, directory engine,
ete.” There is absolutely nothing in Wilson that discloses that the dial pads 201-203
or 245-247 access the Internet 210, etc. with standard LAN/WAN technology through
the PSTN circuits 204. Moreover, Figure 4 in Wilson shows each of these dial pads
individually connecting to the network 210 through their own PSTN circuit 204.
There is no LAN! Again, an applicant may specifically challenge an obviousness
rcjection by showing that the examiner reached an incorrect conclusion of
obviousness or based the obviousness determination on incorrect factual predicates.
In re Rouffet at 1455. Furthermore, the disclosure in Wilson that each of the dial pads
50 can be connected to a computer 90 does not provide a suggestion that a plurality of
such dial pads can then be coupled in a LAN and then that LAN coupled to the
network 210. Since LANs were known by Wilson, if he had been able to couple the
dial pads 201-203 or 245-247 into a LAN that is then itself connected to the network
210, he would have provided a description of such. The “standard LAN/WAN
technology” referred to in Wilson is actually referring to the LANs and WANS in
Figure 5, such as the Ethernet links 222, that permit the dircctory 232 to be
individually accessed by each of the dial pads. It is not referring to a LAN being
formed by a plurality of the dial pads 201-203 or 245-247. In fact, each of the dial
pads 50 cannot be coupled into a LAN with each other, since their only connection is
through a dual line service (column 5, line 26). As Applicants pointed out in the
Appeal Brief, dual line service is well known in the art as a pair of wires for
providing access from a home phone to the PSTN. Such teachings in Wilson would
not lead one skilled in the art to believe that they could couple such dial pads into a
LAN. Therefore, one skilled in the art would not be lead to combine Wilson with Guy
since the dial pads in Wilson teach away from utilization in a LAN.

The Examincr disagrees that Wilson is limited to teaching that the user of the
dial pad must manually dial the phone number retrieved. The language cited by the

Examiner does not state anything about the dial pad having circuitry for automatically
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calling a phone number selected by the user. The Examiner is interpreting the
teachings of Wilson beyond the four corners of the document.

These teachings in Wilson are insufficient for what is required by one of
ordinary skill in the art to then experiment and invent further circuitry for the dial pad
to automatically call a selected name. A general incentive does not make obvious a
particular result, nor does the existence of techniques by which the efforts can be
carricd out. [n re Kubin, 2009 WL 877 646 (2009). In other words, “obvious to try”
has long been held not to constitute obviousness. /d. Essentially, the Examiner is
asserting that one skilled in the art at the time the invention was made would have
been lead to include circuitry for automatically making the call with merely the
teaching that the user makes a selection. This is not supported by KSR. To the
contrary, the Supreme Court stated in KSR that a skilled artisan can only be shown to
have merely pursued “known options™ from a “finite number of identified, predictable
solutions” for obviousness under §103 to arise. 550 US at 421, The Examiner cannot
merely make such assumptions without providing objective evidence in support. The
prior art does not teach the claimed limitations, and the Examiner must prove how
such limitations are disclosed in the cited art. Absent that, the Examiner has failed to
support his prima facie case of obviousness. Moreover, the Examiner has completely
ignored the specific teaching in column 9, lines 1-4 of Wilson that once the user of the
dial pad selects a remote callee, the call is placed “using the found Internet address,”
and that “[i]f a dial attempt is made, the user ... dials ... to the selected callee.” Thus,
Wilson does say something about using the keyboard to manually dial the number of
the callee! The Examiner cannot ignore the specific teaching in Wilson that the
uscr is dialing the found Internet address!

Contrary to the Examiner’s position, column 2, lines 6-10 of Wilson does not
refute this teaching. Instead, this language in Wilson merely shows the disadvantage
of the user having to remember the Internet address of the callee. The invention in
Wilson then goes onto specifically address the disadvantage by providing a searchable
Internet directory for obtaining such an Internet address of the callee. Wilson's

specification is solely directed to this aspect. The searchable database converts the
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name into the Internet routing address to send to the user at the dial pad. Column 8,
lines 1-7. Wilson does not provide any description of how the Internet address might
be entered in an automatic manner in order to supposedly address a disadvantage of
“entering” the digits, as the Examiner is attempting to assert.

The Examiner then makes the assertion that column 8, lines 13-15 of Wilson
“refers 1o a scenario in which more than one hit is made for the callee’s request,” and
then expands upon this “scenario” by making the following unsupported asscrtions:

o ‘it is disclosed to use the keyboard to make the appropriate selection”

o “the calling user may enter a digit, or use the respective arrow and
Enter buttons on a keyboard to select the appropriate one of multiple
search hits, as would be evident to one of ordinary skill in the art at the
time of the invention”

e “these disclosures of Wilson would not be considered to require
manual entry of the number/address to connect to an intended callee
when the number/address has been received and observed from a
directory search”

. Absolutely none of these assertions by the Examiner is supported with any
facts or evidence. Instead, they are all unsupported opinions by the Examiner, which
are insufficient to support a prima facie case of obviousness. Morcover, the
Examiner is making leaping assumptions of what one of ordinary skill in the art
would be capable of doing having merely the references before him. The Examiner
cannot now add in other supposed “conventional” art to combine with Guy and '
Wilson without doing so in a proper §103 rejection.

All that Wilson actually states is that the scarch engine converts the scarched
name to its corresponding Internct address (column 7, lines 51-53) and that “[t]he
caller then has the option of selecting from a scrolled list of potential users using the
dial pad’s keyboard.” Such a “selecting™ docs not teach “the first LAN including
second circuitry for automatically calling one of the plurality of tclecommunications

extensions in response to the user sclecting one of the plurality of telecommunications
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extensions form the observed list.” Even considering as possibly true the Examiner’s
assertion that the use of touch-screen displays pre-dates Wilson's disclosure (Wilson
merely discloses that the display screen 71 may be a conventional LCD (column 5,
lines 22-24)), that would possibly merely teach to one of ordinary skill in the art that
the user could select one of the entries from the scrolled list using a touch-screen on
the dial pad. But, it would not teach or suggest to one of ordinary skill in the art the
circuitry in the second LAN for automatically calling the callee in response to such a
selection. As noted above, “obvious to try” has long been held not to constitute
obviousness.

On page 14 of the Examiner’s Answer, the Examiner states that “Appellant
contends that neither Guy nor Wilson teaches or suggests a list of extensions coupled
to the second LAN is stored in a server of the second LAN.”" That is incorrect;
Applicants actually also asserted that the combination of the references fails to teach
or suggest these limitations. The Examiner further asserts that “Wilson discloses a
directory engine of user numbers/addresses connected to various local networks.”
This is a mischaracterization of Wilson in that the directory is only coupled to a single
network, which does not include any of the dial pads 245-247. This is not the same
as the directory being stored in a server in a LAN that includes devices 245-247. Guy
does not remedy this situation, since it is merely a server code that is stored, which is
not provided to a user. ‘

With respect to Claim 10, the Examiner has not shown how the references
teach or suggest circuitry for enabling the user to select between observing a list of
extensions coupled to the second LAN or observing a list of extensions coupled to the
third LAN. Wilson merely discloses doing a name search. Column 2, lines 49-53;
column 8, lines 8-11. With respect to Claim 35, the Examiner continues to fail to
specifically address the limitations of displaying a list of LANSs, etc. Moreover,
Wilson does not teach or suggest that the directory 232 is in a network that is
associated with any extensions; furthermore, the claims do not merely recite that the

extensions are “associated” with the LANs.
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Regarding Claim 4, the voice recognition and synthesis system 61 is disclosed
in Stuntebeck as only being accessible with a conventional telephone. Column 4,
lines 10-16 of Stuntebeck describe how such a user of a conventional telephone can
call a live attendant who relays search results to the user, while column 4, lines 17-26
providés an alternative to the teachings in lines 10-16 with the voice recognition and
synthesis system 61. A conventional telephone does not work in a LAN, therefore
one skilled in the art would not have been able to combine Stuntebeck with Guy and
Wilson in the manner as asserted by the Examiner. The contested claim limitation is
not explicitly met by Stunzebeck.

Regarding Claim 36-38 and 40, again Applicants assert that they addressed
the Examiner’s “‘piecemeal” assertions of how each of the references addresses
various claim limitations, and then Applicants asserted how the combination of the
references does not meet the claims limitations. The Examiner cannot ignore
Applicants’ arguments, MPEP §707.07(f). Furthermore, the Examiner has not
shown how- all of the claim limitations have been met by the combination of
references.

In summary, Guy discloses transferring across a WAN some information
about a remote network that enables a telephone call to be completed in a correct
" manner. The information about the remote network is merely a server code, which
only identifics the server of the remote network. It does not identify one or more
particular extensions coupled to that remote network. Furthermore, this information
is NEVER seen by the user; it is transparent to the user. |

Wilson essentially discloses using a dial-up computer-like device to access a
server over the Internet to obtain a phone number, and then dialing that phone number
on the dial-up computer-like device to connect to a similar device over the PSTN.

As a result, the combination of Wilson and Guy does not disclose all of the
claim limitations. A

First, since Applicants assert that the dial pads 50 in Wilson cannot be utilized
in a LAN, then the combination of the references does not even teach or suggest to

one skilled in the art that therce is a first telecommunications device coupled to a first
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LAN. In fact, as asserted above, Wilson would lead one skilled in the art away from
such a first telecommunications device coupled to a first LAN, since Wilson teaches
away from the utilization of the dial pads in such a LAN. Furthermore, Wilson
teaches away from a plurality of telecommunications extensions coupled to a second
LAN, again since the dial pads 245-247 cannot be coupled together in a LAN.

Second, since (1) the user in Guy does not see the server code, (2) since an
unknown phone number is obtained by a dial pad 201, 202, 203 by accessing a
searchable database over the Internet, (3) since none of the dial pads 245-247 arc in a
LAN with such a searchable database, and (4) since none of the dial pads 245-247 are
even capable of being coupled together into a LAN, the combination of the references
does not teach or suggest that a user in the first LAN can observe a list of the
extensions coupled to the second LAN.

Third, since all that Guy discloses is that a server code is stored in a server in
the second LAN, and since the phone numbers in Wilson are stored on a third party
server, which is searchable over the Internet, the combination of the references does
not teach or suggest that the list of the plurality of extensions is stored in a server in
the second LAN. In fact, the Examiner has completely failed to address this claim
limitation in an adequate manner,

Fourth, correspondingly, the combination of the references does not teach or
suggest that the list stored in a server in the second LAN is accessed by first circuitry
in the first LAN over the WAN.

Fifth, since Guy does not even provide any information to the user, and siﬁce |
Wilson teaches that the user has to actually dial the telephone number, the
combination of the references does not teach or suggest automatically calling an
extension selected by the user from the list of extensions supplied.

“Thus, there are several gaps in the combination of Guy and Wilson teaching or
suggesting the limitations of the claims. For this reason alone, the Examiner’s prima
facie case of obviousness fails. Furthermore, the Examiner has not proven how one
skilled in the art would fill in these gaps, and leap from the combination of these

teachings to the claimed invention. The PTO must grant a patent if it cannot prove °
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how one of ordinary skill in the art would have found it obvious to fill in these gaps.

* Such person of ordinary skill in the art is not the inventors, so the Examiner is not
permitted to use the Specification as a blue print for piecing together the prior art and
filling in these gaps. In order to arrive at the Examiner’s prima facia case of |
obviousness rejection, the Examiner has relied solely on the teachings of the present
invention to retrace the path of the inventors with hindsight to come to the conclusion
that the invention was obvious. Ortho-MacNeil Pharmaceutical, Inc., v. Mylan Lab.,
Inc., 520 F3d 1358, 1364 (Fed. Cir. 2008). Such a reasoning is always inappropriate
for an obviousness test based on the language of Title 35 that requires the analysis to

examine “the subject matter as a whole” 10 ascertain if it “would have been obvious at

the time the invention was made.” Id. The determination of obviousness is made

with respect to the subject matter as a whole, not separate pieces of the claim. Sanofi-
Synthelado v. Apotex, Inc., 89 USPQ 2d 1370, 1379 (Fed. Cir. 2008), citing KSR Int 'l
Co. v. Teleflex Inc., 127 S. Ct. 1727, 1734 (2007).
It is believed that no fees are due; however, please apply any other charges or
credits to Deposit Account No. 06-1050.
Respectfully submitted,

Date: May 18. 2009

Fish & Richardson P.C.
One Congress Plaza

Suite 810

111 Congress Avenue
Austin, TX 78701
Telephone: (512) 472-5070
Facsimile: (877) 769-7945
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE BOARD OF PATENT APPEALS
AND INTERFERENCES

Ex parte: ERIC SUDER AND HAROLD HANSEN

Application 10/447,607
Technology Center 2400

Mailed: June 30™, 2009

Before ERIC W. HAWTHORNE, Supervisory Paralegal Specialist
HAWTHORNE, Supervisory Paralegal Specialist.

ORDER RETURNING UNDOCKETED APPEAL TO EXAMINER

This application was electronically received by the Board of Patent
Appeals and Interferences on April 30, 2009. A review of the application
revealed that it is not ready for docketing as an appeal. Accordingly, the
application is herewith being returned to the Examiner to address the

following matter(s) requiring attention prior to docketing.
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APPEAL BRIEF. SUMMARY OF CLAIMED SUBJECT MATTER
Appellant filed an Appeal Brief dated November 3, 2008. The

Appeal Brief is not in compliance with 37 CFR § 41.37(c) effective
September 13, 2004.

According to 37 CFR § 41.37(c) (v), an Appeal Brief must include the
following:

(v) Summary Of Claimed Subject Matter. A concise explanation of
the subject matter defined in each of the independent claims involved
in the appeal, which must refer to the specification by page and line
number, and to the drawing, if any, by reference characters. For each
independent claim involved in the appeal and for each dependent
claim argued separately under the provisions of 37 CFR
41.37(c)(1)(vii), every means plus function and step plus function as
permitted by 35 U.S.C. 112, sixth paragraph, must be identified and
the structure, material, or acts described in the specification as
corresponding to each claimed function must be set forth with
reference to the specification by page and line number, and to the
drawing, if any, by reference characters.

The “Summary of claimed subject matter” appearing on pages 1 through
4 of the Appeal Brief filed November 3™, 2008 is deficient because it
does not separately map the independent claims to the proper document,
the application’s specification. The applicant has improperly mapped

claims to U.S. Pub No. 2004/0062235. Correction is required.

MPEP § 1205.03 states in part:
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(B) When the Office holds the brief to be defective solely due to appellant’s
failure to provide a summary of the claimed subject matter as required by 37
CFR 41.37(c)(1)(v), an entire new brief need not, and should not, be filed.
Rather, a paper providing a summary of the claimed subject matter as
required by 37 CFR 41.37(c)(1)(v) will suffice. Failure to timely respond to
the Office’s requirement will result in dismissal of the appeal. See MPEP §
1215.04 and § 711.02(b).

EXAMINER’S CONSIDERATION OF REPLY BRIEF

A Reply Brief was filed in this application on May 18, 2009. There
is no evidence on the record indicating that the Examiner has considered the
Reply Brief in accordance with 37 CFR CFR § 41.43(a)(1) and MPEP §
1208, part II.

CONCLUSION
Accordingly, it is ORDERED that the application is returned to

the Examiner:

1) hold the Appeal Brief filed November 3", 2008 defective, as
required by 37 CFR § 41.37(d);

2) notify the Appellant to submit a “paper” which maps the
independent claims to the proper document, correcting the Appeal Brief’s
Summary of Claimed Subject Matter under 37 CFR §41.37(c)(1)(v);

3) acknowledge and consider any “paper” submitted by Appellant to
correct the Appeal Brief;

4)  consider the Reply Brief filed May 18, 2009 as indicated above;

and,

5) for such further action as may be appropriate.
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If there are any questions pertaining to this Order, please contact the

Board of Patent Appeals and Interferences at 571-272-9797.

EWH/tkl

FISH & RICHARDSON P.C.
P.O BOX 1022
Minneapolis MN 55440-1022
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CONSIDERED: /G.8/

06/30/2009

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
Applicant : Suder et al. . ArtUnit : 2419
Serial No. : 10/447,607 Examiner : Gregory B. Sefcheck
Filed : May 29,2003 Conf. No. : 6094
Title : PHONE DIRECTORY IN A VOICE OVER IP TELEPHONE

SYSTEM

Mail Stop Appeal Bricf - Patents
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

REPLY BRIEF

This is in response to the Examiner’s Answer dated March 17, 2009.

On page 5 of the Examiner’s Answer, regarding Claims 26 and 32, the
Examiner asserts that “Guy discloses all limitations of the parent claims.” If that is
true, then why did the Examiner combine Guy with Wilson for his prima facie case of
obviousness for those parent claims? For this reason alone, the Examiner has failed
to prove a prima facie case of obviousness for Claims 26 and 32.

With respect to Claims 28 and 34, the Examiner’s prima facie case of
obviousness relies upon his assertion that the combination of the references provides
“the disclosed directory services to as many capable users as can be supported.” This
does not even make common sense. The claims recite that the list of telephone
destinations include telephones external to the system, and therefore, a user of the
first telephone can connect to a telephone external to the system (first and second
LANSs coupled by the WAN) by selecting that external telephone from the observed
list. The Examiner’s assertion implies that this functionality is being supplied to
these external tclephones, which is not the claims recite. Therefore, the Examiner’s
assertion fails to support his prima facie case of obviousness.

In the Examiner’s Response to Argument, the Examiner starts off by asserting
that Applicants have attacked the references individually. This is incorrect. First, if

the Examiner's rejection relies upon his individual use of each reference to attach to
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certain claim limitations, then why are Applicants precluded from attacking these
arguments? The Examiner’s prima facie case of obviousness relies upon his
assertions of how Guy teaches certain limitations and how Wilson teaches other
certain limitations. If Applicants can show how the Examiner’s interpretations of
these references are incorrect, then Applicants have shown how the prima facie case
of obviousness fails. This is what Applicants did precisely. Since the Examiner has
incorrectly interpreted the teachings of Guy and Wilson, the Examiner's prima facie
case of obviousness fails. An applicant may specifically challenge an obviousncss
rcjection by showing that the examiner reached an incorrect conclusion of
obviousness or based the obviousness determination on incorrect factual predicates.
In re Rouffet, 47 U.S.P.Q.2d 1453, 1455 (Fed. Cir. 1998). As a result, the Examiner
cannot simply ignore Applicants’ arguments on pages 6, 7, 8, ctc. with respect to each
of the references by merely replying that Applicants’ arguments “cannot show
nonobviousness.”

Moreover, Applicants actually described what each of the references teaches
and does not teach, and then combined those teachings and “non-teachings™ to show
how the combination of the references does not arrive at the claimed invention.
Applicants’ arguments on those pages in the Appeal Brief must by considered!

MPEP §707.07(0).

The Examiner admits that Guy does not disclose the automatic calling of one
of the extensions in the observed list. The Examiner then asserts that Wilson
remedies this situation. The first problem with this assertion is that Wilson does not
disclose such a first LAN. The caller dial pads 201-203 are not coupled into a LAN,
as that term is interpreted in the art. The “local telephone network” recited in column
7, line 18 of Wilson is not the same as a LAN. Telephones connected to a central
office never were considered a LAN, which pertains to a data network. For the
Examiner to interpret these claim terms in that manner is unrcasonably broad. MPEP
§2111.01. And, a single computer device does not make a LAN. Therefore, the
combination of Guy and Wilson fails to disclose these claim limitations, and the

Examiner’s prima facie case of obviousness fails.
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Furthermore, contrary to the Examiner’s assertions, Wilson does not
“repeatedly disclose(] that the users of the phones 201-203 and 245-247 utilize the
PSTN and standard LAN/WAN technology to access the Internet, directory engine,
etc.” There is absolutely nothing in Wilson that discloses that the dial pads 201-203
or 245-247 access the Internet 210, etc. with standard LAN/WAN technology through
the PSTN circuits 204. Moreover, Figure 4 in Wilson shows each of these dial pads
individually connecting to the network 210 through their own PSTN circuit 204.
There is no LAN! Again, an applicant may specifically challenge an obviousness
rcjection by showing that the examiner reached an incorrect conclusion of
obviousness or based the obviousness determination on incorrect factual predicates.
In re Rouffet at 1455. Furthermore, the disclosure in Wilson that each of the dial pads
50 can be connected to a computer 90 does not provide a suggestion that a plurality of
such dial pads can then be coupled in a LAN and then that LAN coupled to the
network 210. Since LANs were known by Wilson, if he had been able to couple the
dial pads 201-203 or 245-247 into a LAN that is then itself connected to the network
210, he would have provided a description of such. The “standard LAN/WAN
technology” referred to in Wilson is actually referring to the LANs and WANSs in
Figure 5, such as the Ethernet links 222, that permit the dircctory 232 to be
individually accessed by each of the dial pads. It is not referring to a LAN being
formed by a plurality of the dial pads 201-203 or 245-247. In fact, each of the dial
pads 50 cannot be coupled into a LAN with each other, since their only connection is
through a dual line service (column 5, line 26). As Applicants pointed out in the
Appeal Brief, dual line service is well known in the art as a pair of wires for
providing access from a home phone to the PSTN. Such teachings in Wilson would
not lead one skilled in the art to believe that they could couple such dial pads into a
LAN. Therefore, one skilled in the art would not be lead to combine Wilson with Guy
since the dial pads in Wilson teach away from utilization in a LAN.

The Examincr disagrees that Wilson is limited to teaching that the user of the
dial pad must manually dial the phone number retrieved. The language cited by the

Examiner does not state anything about the dial pad having circuitry for automatically
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calling a phone number selected by the user. The Examiner is interpreting the
teachings of Wilson beyond the four corners of the document.

These teachings in Wilson are insufficient for what is required by one of
ordinary skill in the art to then experiment and invent further circuitry for the dial pad
to automatically call a selected name. A general incentive does not make obvious a
particular result, nor does the existence of techniques by which the efforts can be
carried out. /n re Kubin, 2009 WL 877 646 (2009). In other words, “obvious to try”
has long been held not to constitute obviousness. /d. Essentially, the Examiner is
asserting that one skilled in the art at the time the invention was made would have
been lead to include circuitry for automatically making the call with merely the
teaching that the user makes a selection. This is not supported by KSR. To the
contrary, the Supreme Court stated in KSR that a skilled artisan can only be shown to
have merely pursued “known options” from a “finite number of identified, predictable
solutions” for obviousness under §103 to arise. 550 US at 421.The Examiner cannot
merely make such assumptions without providing objective evidence in support. The
prior art does not teach the claimed limitations, and the Examiner must prove how
such limitations are disclosed in the cited art. Absent that, the Examiner has failed to
support his prima facie case of obviousness. Moreover, the Examiner has completely
ignored the specific teaching in column 9, lines 1-4 of Wilson that once the user of the
dial pad selects a remote callee, the call is placed “using the found Internet address,”
and that “[i]f a dial attempt is made, the user ... dials ... to the selected callee.” Thus,
Wilson does say something about using the keyboard to manually dial the number of
the callee! The Examiner cannot ignore the specific teaching in Wilson that the
uscr is dialing fhe found Internet address!

Contrary to the Examiner’s position, column 2, lines 6-10 of Wilson does not
refute this teaching. Instead, this language in Wilson merely shows the disadvantage
of the user having to remember the Internet address of the callee. The invention in
Wilson then goes onto specifically address the disadvantage by providing a searchable
Internet directory for obtaining such an Internet address of the callee. Wilson's

specification is solely directed to this aspect. The searchable database converts the
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name into the Internet routing address to send to the user at the dial pad. Column 8,
lines 1-7. Wilson does not provide any description of how the Internet address might
be entered in an automatic manner in order to supposedly address a disadvantage of
“entering” the digits, as the Examiner is attempting to assert.

The Examiner then makes the assertion that column 8, lines 13-15 of Wilson
“refers 10 a scenario in which more than one hit is made for the callee’s request,” and
then expands upon this “scenario” by making the following unsupported asscrtions:

o “itis disclosed to use the keyboard to make the appropriate selection”

o “the calling user may cnter a digit, or use the respective arrow and
Enter buttons on a keyboard to select the appropriate one of multiple
search hits, as would be evident to one of ordinary skill in the art at the
time of the invention”

e “these disclosures of Wilson would not be considered to require
manual entry of the number/address to connect to an intended callee
when the number/address has been received and observed from a
directory search”

. Absolutely none of these assertions by the Examiner is supported with any
facts or evidence. Instead, they are all unsupported opinions by the Examiner, which
are insufficient to support a prima facie case of obviousness. Morcover, the
Examiner is making leaping assumptions of what one of ordinary skill in the art
would be capable of doing having merely the references before him. The Examiner
cannot now add in other supposed “conventional” art to combine with Guy and '
Wilson without doing so in a proper §103 rejection.

All that Wilson actually states is that the scarch engine converts the scarched
name to its corresponding Internct address (column 7, iincs 51-53) and that “[t]he
caller then has the option of selecting from a scrolled list of potential users using the
dial pad’s keyboard.” Such a “selecting™ does not teach “the first LAN including
second circuitry for automatically calling one of the plurality of telecommunications

extensions in response to the user sclecting once of the plurality of telecommunications
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extensions form the observed list.”” Even considering as possibly true the Examiner’s
assertion that the use of touch-screen displays pre-dates Wilson's disclosure (Wilson
merely discloses that the display screen 71 may be a conventional LCD (column 5,
lines 22-24)), that would possibly merely teach to one of ordinary skill in the art that
the user could select one of the entries from the scrolled list using a touch-screen on
the dial pad. But, it would not teach or suggest to one of ordinary skill in the art the
circuitry in the second LAN for automatically calling the callee in response to such a
sclection. As noted above, “obvious to try” has long been held not to constitute
obviousness.

On page 14 of the Examiner’s Answer, the Examiner states that “Appellant
contends that neither Guy nor Wilson teaches or suggests a list of extensions coupled
to the second LAN is stored in a server of the second LAN.” That is incorrect;
Applicants actually also asserted that the combination of the references fails to teach
or suggest these limitations. The Examiner further asserts that “Wilson discloses a
directory engine of user numbers/addresses connected to various local networks.”
This is a mischaracterization of Wilson in that the directory is only coupled to a single
network, which does not include any of the dial pads 245-247. This is not the same
as the directory being stored in a server in a LAN that includes devices 245-247. Guy
does not remedy this situation, since it is merely a server code that is stored, which is
not provided to a user. ‘

With respect to Claim 10, the Examiner has not shown how the references
teach or suggest circuitry for enabling the user to select between observing a list of
extensions coupled to the second LAN or observing a list of extensions coupled to the
third LAN. Wilson merely discloses doing a name search. Column 2, lines 49-53;
column 8, lines 8-11. With respect to Claim 35, the Examiner continues to fail to
specifically address the limitations of displaying a list of LANs, etc. Moreover,
Wilson does not teach or suggest that the directory 232 is in a network that is
associated with any extensions; furthermore, the claims do not merely recite that the

extensions are “associated” with the LANs.
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Regarding Claim 4, the voice recognition and synthesis system 61 is disclosed
in Sruntebeck as only being accessible with a conventional telephone. Column 4,
lines 10-16 of Stuntebeck describe how such a user of a conventional telephone can
call a live attendant who relays search results to the user, while column 4, lines 17-26
providés an alternative to the teachings in lines 10-16 with the voice recognition and
synthesis system 61. A conventional telephone does not work in a LAN, therefore
one skilled in the art would not have been able to combine Stuntebeck with Guy and
Wilson in the manner as asserted by the Examiner. The contested claim limitation is
not explicitly met by Stuntebeck.

Regarding Claim 36-38 and 40, again Applicants assert that they addressed
the Examiner’s “piecemeal” assertions of how each of the references addresses
various claim limitations, and then Applicants asserted how the combination of the
references does not meet the claims limitations. The Examiner cannot ignore
Applicants’ arguments, MPEP §707.07(f). Furthermore, the Examiner has not
shown how- all of the claim limitations have been met by the combination of
references.

In summary, Guy discloses transferring across a WAN some information
about a remote network that cnables a telephone call to be completed in a correct
" manner. The information about the remote network is merely a server code, which
only identifies the server of the remote network. It does not identify one or more
particular extensions coupled to that remote network. Furthermore, this information
is NEVER seen by the user; it is transparent to the user. |

Wilson essentially discloses using a dial-up computer-like device to access a
server over the Internet to obtain a phone number, and then dialing that phone number
on the dial-up computer-like device to connect to a similar device over the PSTN.

As a result, the combination of Wilson and Guy does not disclose all of the
claim limitations. '

First, since Applicants assert that the dial pads 50 in Wilson cannot be utilized
in a LAN, then the combination of the references does not even teach or suggest to

one skilled in the art that there is a first telecommunications device coupled to a first
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LAN. In fact, as asserted above, Wilson would lead one skilled in the art away from
such a first telecommunications device coupled to a first LAN, since Wilson teaches
away from the utilization of the dial pads in such a LAN. Furthermore, Wilson
tecaches away from a plurality of telecommunications extensions coupled to a second
LAN, again since the dial pads 245-247 cannot be coupled together in a LAN.

Second, since (1) the user in Guy does not see the server code, (2) since an
unknown phone number is obtained by a dial pad 201, 202, 203 by accessing a
scarchable database over the Internet, (3) since none of the dial pads 245-247 arcin a
LAN with such a searchable database, and (4) since none of the dial pads 245-247 are
even capable of being coupled together into a LAN, the combination of the references
does not teach or suggest that a user in the first LAN can observe a list of the
extensions coupled to the second LAN.

Third, since all that Guy discloses is that a server code is stored in a server in
the second LAN, and since the phone numbers in Wilson are stored on a third party
server, which is searchable over the Internet, the combination of the references does
not teach or suggest that the list of the plurality of cxtensions is storcd in a server in
the second LAN. In fact, the Examiner has completely failed to address this claim
limitation in an adequate manner.

Fourth, correspondingly, the combination of the references does not teach or
suggest that the list stored in a server in the second LAN is accessed by first circuitry
in the first LAN over the WAN.

Fifth, since Guy does not even provide any information to the user, and sihce _
Wilson teaches that the user has to actually dial the telephone number, the
combination of the references does not teach or suggest automatically calling an
extension selected by the user from the list of extensions supplied.

“Thus, there are several gaps in the combination of Guy and Wilson teaching or
suggesting the limitations of the claims. For this reason alone, the Examiner’s prima
facie case of obviousness fails. Furthermore, the Examiner has not proven how one
skilled in the art would fill in these gaps, and leap from the combination of these

teachings to the claimed invention. The PTO must grant a patent if it cannot prove *

CISCO EXHIBIT 1003
Page 303 of 455



Applicant : Suder ctal. Attorney Docket No.: 21618-0013001
Serial No. : 10/447.607

Filed : May 29, 2003

Page : 90f9

how one of ordinary skill in the art would have found it obvious to fill in these gaps.

~ Such person of ordinary skill in the art is not the inventors, so the Examiner is not
permitted to use the Specification as a blue print for piecing together the prior art and
filling in these gaps. In order to arrive at the Examiner’s ,brima facia case of |
obviousness rejection, the Examiner has relied solely on the teachings of the present
invention to retrace the path of the inventors with hindsight to come to the conclusion
that the invention was obvious. Ortho-MacNeil Pharmaceutical, Inc., v. Mylan Lab.,
Inc., 520 F3d 1358, 1364 (Fed. Cir. 2008). Such a reasoning is always inappfopn’ate
for an obviousness test based on the language of Title 35 that requires the analysis to

examine “the subject matter as a whole” {0 ascertain if it “would have been obvious at

the time the invention was made.” Id. The determination of obviousness is made

with respect to the subject matter as a whole, not separate pieces of the claim. Sanofi-
Synthelado v. Apotex, Inc., 89 USPQ 2d 1370, 1379 (Fed. Cir. 2008), citing KSR Int 'l
Co. v. Teleflex Inc., 127 S. Ct. 1727, 1734 (2007).
It is believed that no fees are due; however, please apply any other charges or
credits to Deposit Account No. 06-1050.
Respectfully submitted,

Date: May 18, 2009

Fish & Richardson P.C.
One Congress Plaza

Suite 810

111 Congress Avenue
Austin, TX 78701
Telephone: (512) 472-5070
Facsimile: (877) 769-7945
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Application No. Applicant(s)
Notification of Non-Compliant Appeal Brief | 10/447,607 SUDER ET AL.
(37 CFR 41.37) Examiner Art Unit
GREGORY B. SEFCHECK 2419

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
The Appeal Brief filed on 11/3/08 is defective for failure to comply with one or more provisions of 37 CFR 41.37.

To avoid dismissal of the appeal, applicant must file anamended brief or other appropriate correction (see MPEP
1205.03) within ONE MONTH or THIRTY DAYS from the mailing date of this Notification, whichever is longer.
EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR 1.136.

1. [0 The brief does not contain the items required under 37 CFR 41.37(c), or the items are not under the proper
heading or in the proper order.

2. [ The brief does not contain a statement of the status of all claims, (e.g., rejected, allowed, withdrawn, objected to,
canceled), or does not identify the appealed claims (37 CFR 41.37(c)(1)(iii)).

3. O Atleast one amendment has been filed subsequent to the final rejection, and the brief does not contain a
statement of the status of each such amendment (37 CFR 41.37(c)(1)(iv)).

4. X (a) The brief does not contain a concise explanation of the subject matter defined in each of the independent
claims involved in the appeal, referring to the specification by page and line number and to the drawings, if any,
by reference characters; and/or (b) the brief fails to: (1) identify, for each independent claim involved in the
appeal and for each dependent claim argued separately, every means plus function and step plus function under
35 U.S.C. 112, sixth paragraph, and/or (2) set forth the structure, material, or acts described in the specification
as corresponding to each claimed function with reference to the specification by page and line number, and to
the drawings, if any, by reference characters (37 CFR 41.37(c)(1)(v)).

5. [] The brief does not contain a concise statement of each ground of rejection presented for review (37 CFR
41.37(c)(1)(vi))

6. [] The brief does not present an argument under a separate heading for each ground of rejection on appeal (37 CFR
41.37(c)(1)(vii)).

7. [ The brief does not contain a correct copy of the appealed claims as an appendix thereto (37 CFR
41.37(c)(1)(viii)).

8. [] The brief does not contain copies of the evidence submitted under 37 CFR 1.130, 1.131, or 1.132 or of any

other evidence entered by the examiner and relied upon by appellant in the appeal, along with a
statement setting forth where in the record that evidence was entered by the examiner, as an appendix
thereto (37 CFR 41.37(c)(1)(ix)).

9. [ The brief does not contain copies of the decisions rendered by a court or the Board in the proceeding
identified in the Related Appeals and Interferences section of the brief as an appendix thereto (37 CFR
41.37(c)(1)(x)).

10.[X] Other (including any explanation in support of the above items):

The Appeal Brief filed 11/3/08 is defective with respect to 37 CFR 41.37(c )(1)(v) and (d). Appellant is required to
submit a paper which separately maps each of the independent claims to the Specification.

Furthermore, The reply brief filed 5/18/2009 has been entered and considered. .

/Gregory B Sefcheck/
Primary Examiner, Art Unit 2419
7-1-2009

U.S. Patent and Trademark Office
PTOL-462 (Rev. 7-05) Notification of Non-Compliant Appeal Brief (37 CFR 41.37) Part of Paper No. 20090630
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Applicant : Suder et al. ArtUnit : 2419

Serial No. : 10/447,607 Examiner : Gregory B. Sefcheck
Filed . May 29, 2003 Conf. No. : 6094

Title . PHONE DIRECTORY IN A VOICE OVER IP TELEPHONE SYSTEM

Mail Stop Appeal Brief - Patents
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

SUPPLEMENTAL BRIEF ON APPEAL

This Supplemental Brief on Appeal is in response to the Office Action dated July 9,
2009. ‘

1. REAL PARTY [N INTEREST

The real party in interest is Estech Systems, Inc., which is the assignee of the entire right

and interest in the present Application.

I1. RELATED APPEALS AND INTERFERENCES

There are no appeals or interferences known to Appellants, the Appellants’ legal

representative, or assignee which will directly affect or be directly affected by or have a bearing

on the Board’s decision in the pending appeal.

115 STATUS OF CLAIMS
Claims 1-6, 8-10, 17-20, 22-38 and 40 are pending in the Application, stand rejected and

are on appeal.

Claims 7, 11-16, 21 and 39 have been cancelled.

IV.  STATUS OF AMENDMENTS

There were no amendments to the Claims or specification filed after the Final Rejection.

V. SUMMARY OF CLAIMED SUBJECT MATTER

Claim [ recites an information handling system comprising a first LAN, a second LAN, a

WAN coupling the first LAN to the seconid LAN, a first telecommunications device coupled to
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the first LAN, a plurality of telecommunications extensions coupled to the second LAN, and the
first LAN including first circuitry for enabling a user of the first telecommunications device to
observe é list of the plurality of telecommunications extensions. These elements are shown in
Fig. 3 with the first and second LANS represented as any one of LANs 301-303 and the WAN
201 that couples any first and second LAN. Each of the LANs shows telccommunications
devices coupled thereto. The LANs 301-303 also show a plurality of telecommunications
extensions, e.g., IP telephones 105, 308, 313. See page 6, line 23 - page 7, line 10. Fig. 11
shows a process for enabling a user of a first telecommunications device in the first LAN to
observe a list of a plurality of telecommunications extensions coupled to the second LAN. See
page 20, line 25- page 22, line 11. Fig. 8 illustrates a block circuit diagram of a
telecommunications device that includes a display 810. See page 16, line 21 - page 17, line 26.
Figs. 11 and 9A-9B illustrate selecting one of the extensions from the observed list and calling
that extension. See page 20, line 25 - page 22, line 11 and page 28, line 7 - page 29, line 4. This
process is also illustrated by the state diagram in Fig. 12. See page 22, lines 12-24.

Claim 4 recites an information handling system comprising a first LAN, a second LAN, a
WAN coupling the first LAN to the second LAN, a first telecommunications device coupled to
the first LAN, a plurality of telecommunications extensions coupled to the second LAN, and the
first LAN including first circuitry for enabling a user of the first telecommunications device to
observe a list of the plurality of telecommunications extensions. These elements are shown in
Fig. 3 with the first and second LANSs represented as any one of LANs 301-303 and the WAN
201 that couples any first and sccond LAN. Each of the LANs shows telecommunications
devices coupled thereto. The LANs 301-303 also show a plurality of tclecommunications
extensions, ¢.g., IP telephones 105, 308, 313. See page 6, line 23 - page 7, line 10. Fig. 11
shows a pfocess for cnabh'hg a user of a first telecommunications device in the first LAN to
observe a list of a plurality 6f telecommunications extensions coupled to the second LAN. See
page 20, linc 25- page 22, line 11. Fig. 8 illustrates a block circuit diagram of a
telecommunications device that includes a display 810. See page 16, line 21 - page 17, line 26.
Figs. 11 and 9A-9B illustrate selecting one of the extensions from the observed list and calling

that extension. See page 20, line 25 - page 22, line 11 and page 28, line 7 - page 29, line 4. This
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process is also illustrated by the state diagram in Fig. 12. See page 22, lines 12-24. Claim 4
recites an additional limitation that the list of the telecommunications extensions is played as
audio to the user of the first telecommunications device. The telecommunications device

diagram in Fig. 8 shows a speaker 821.

Claims 8, 17 and 24 recité an information handling system comprising a first LAN, a
second LAN, a WAN coupling the first LAN to the second LAN, a first telecommunications
device coupled to the first LAN, a plurality of telecommunications extensions coupled to the
second LAN, and the first LAN including first circuitry for enabling a user of the first
telecommunications device to observe a list of the plurality of telecommunications extensions.
These elements are shown in Fig. 3 with the first and second LANs represented as any one of
LANs 301-303 and the WAN 201 that couples any first and second LAN. Each of the LANs
shows telecommunications devices coupled thereto. The LANs 301-303 also show a plurality of
telecommunications extensions, e.g., IP telephones 105, 308, 313. See page 6, line 23 - page 7,
line 10. Fig. 11 shows a process for enabling a user of a first telecofnmunications device in the
first LAN to observe a list of a plurality of telecommunications extensions coupled to the second
LAN. See page 20, line 25- page 22, line 11. Fig. 8 illustrates a block circuit diagram of a
telecommunications device that includes a display 810. See page 16, line 21 - page 17, line 26.
Figs. 11 and 9A-9B illustrate selecting one of the extensions from the observed list and calling
that extension. See page 20, line 25 - page 22, line 11 and page 28, line 7 - page 29, line 4. This
process is also illustrated by the state diagram in Fig. 12. See page 22, lines 12-24. Claims 8, 17
and 24 additionally recite that the first telecommunications device is an IP telephone and a user
of that IP telephone tacitly selects one of the observed extensions from the list which results in
an initiation of the call to that telecommunications extension across the WAN. Further, Claims
8, 17 and 24 recite that the list of the plurality telecommunications extensions is stored in a
server in the second LAN and is accessed by the first circuitry across the WAN. The IP
telephones are shown in various figures, including Figs. 3 and 8. Fig. 11 illustrates a step for
sclecting the telecommunications extension from the list that is displayed for initiating the call,
which proceeds to Fig. 9A. Figs. 11, 12, and 14 among others illustrate the storage of the list of

telecommunications extensions in the second LLAN, the list then being accessed across the WAN
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by the first LAN. See page 6, line 23 - page 7, line 10; page 16, line 21 - page 17, line 26; page
20, line 25 - page 22, line 11; and page 22, lines 12-24. Further, the basic concept of accessing a
list across the WAN and then making a call is described on page 18, line 21 - page 19, line 6 and

page 20, lines 12-24.

Claim 30 recites a telecommunications systems comprising a first IP telephone coupled to
a first IP server within a first LAN, second and third telephone extensions coupled to a second IP
server within a second LAN, and a WAN coupling the first LAN to the second LAN, the first
LAN, the second LAN, and the WAN communicating using an IP protocol. These features are
similar to those discussed above with respect to Claims 1, 4, 8, 17, and 24, and arc well
supported within the aforementioned figures and specification, such as Fig. 3 and its supporting
specification recitations noted above with respect to Claim 1. See page 6, line 23 - page 7, line
. 10; page 16, line 21 - page 17, line 26; page 20, line 25 - page 22, line 1}; and page 22, lines 12-
24. Claim 30 further recites a means for displaying on the first IP telephone a list of telephone
destinations stored in the second IP server in response to selection of a first input on the first IP
telephone, wherein the list of telephone destinations is communicated from the second IP server
over the WAN to the first IP telephone. An IP telephone 105 is illustrated in Figs. 1 and 3, and is
shown in more detail in Fig. 8, which shows that the IP telephone 105 has an LCD display 810.
See page 16, line 21 - page 17, line 26. IP servers within the LANs are as shown in Fig, 3,
including IP server 101 and IP server 306. IP server 101 is also shown in Figs. 1 and 2. Fig. 4
shows that IP server 101, which is representative of any of the IP servers, including IP server
306, has a hard drive 403. As a result, a list of telephone destinations may be stored within such
a hard drive. Selection of a list displayed on LCD display 810 of the IP telephone shown in Fig.
8 can be performed using such input devices as the keyboard 807 or a DSS console 811. Fig. 8
in such features are discussed on page 16, line 21 - page 18, line 20; selection of an extension
from a list is also discussed on page 18, line 21 - page 20, line 24. The process for permitting a
user to view and select extensions on the first IP telephone is illustrated in Fig. 11, which is
discussed on page 20, line 25 - page 22, line 11. Also there is an establishment of a connection
between the two remote LANs with respect to Fig. 14, which includes a description of the

sending of a message from one LAN to the other in order to request a list of the telephone
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extensions, which are then communicated from that second LAN over the WAN to the first
WAN and specifically the IP telephone. Further, Fig: 12 illustrates a state diagram of this
process, which is described on page 22, lines 12-24. Automatic dialing of the selected telephone
destination and a response to selection of one of the telephone destinations from a displayed list

is described on page 22, lines 4-24,

Claim 36 recites a method for receiving several touch inputs from a user on the IP
telephone that is networked into the LAN/WAN/LAN network described above and with respect
to Fig. 3 in order to again permit such a user to view a display telephone extensions at a remote
LAN, and then automatically dialing that telephone destination. Claim 36 includes steps for
sending a message from the first LAN to the second LAN requesting the list of telephone
extensions from the second LAN, which is delivered to the first LAN from the second LAN.
Claim 36 includes steps whereby a first list of second and third LANs coupled to the first LAN is
provided, and then a second list of telephone destinations at a selected LAN are then provided.
Such steps are shown in Figs. 11, 12, and 14 as noted above. See page 20, line 25 - page 22, line
24,

1IV.  GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL -

1. Claims 1-3, 5-6, 8-10, 17-20 and 22-35 stand rejected under 35 U.S.C. §103(a) as
being unpatentable over Guy et al. (U.S. Patent No. 6,298,057) in view of Wilson (U.S. Patent
No. 6,829,231).

2. Claim 4 stands rejected under 35 U.S.C. §103(a) as being unpatentable over Guy
in view of Wilson and further in view of Stuntebeck et al. (U.S. Patent No. 6,065,016).

3. Claims 36-38 and 40 stand rejected under 35 U.S.C. § 103 as being unpatentable

over Wilson in view of Guy.
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VII.  ARGUMENT
1. Claims 1-3, 5-6, 8-10, 17-20 and 22-35 are not properly rejected under 35 U.S.C.

§ 103 as being unpatentable over Guy in view of Wilson.

The basic test for nonobvious subject matter is whether the differences between' the
subject matter and the prior art are such that claimed subject matter as a whole would not have
been obvious to a person having ordinary skill in the art to which a subject matter pertains. The
United States Supreme court in Graham v. John Deere & Co., 383 U.S. 1 (1966) set forth the
factual inquiries which must be considered in applying the statutory test: (1) a determination of
the scope and contents of the prior art; (2) ascertaining the differences between the prior art and

the claims at issue; and (3) resolving the level of ordinary skill in the pertinent art.

In determining the scope and contents of the prior art, the Examiner must first consider
the nature of the problem on which the inventor was working. Once this has been established,
the Examiner must select, for purposes of comparing and contrasting with the claims at issue,
prior art references which are reasonably pertinent to that problem. In selecting references,
hindsight must be avoided at all costs.

In ascertaining the differences between the cited prior art and the claims at issue, the
Examiner must evaluate the claimed subject matter as a whole; there is no requirement that any
differences between the claimed subject matter and the cited references be “remarkable” nor that
some technological discontinuity between the claimed invention and subject matter exists just
outside the claims. The requisite view of the whole invention mandates consideration of not only
its structure, but also of its properties and the problems solved. Further, the mere fact that the
prior art can be modified does not made the modification obvious unless the prior art suggests
the desirability of the modification; there must be some logical recason apparent from positive,

concrete evidence that justifies the modification.

In resolving the level of ordinary skill in the pertinent art, the Examiner must step

backward in time and into the shoes wom by the person or ordinary skill when the invention was
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unknown and just before it was made. The hypothetical person skilled in the art can summarily
be described as one who thinks along lines of conventional wisdom in the art and neither one

" who undertakes to innovate nor one who has the benefit of hindsight. Thus, neither an

Examiner, nor a Judge, nor a genius in the art at hand, nor even the iriventor is such a person
skilled in the art. '

Guy teaches a system and method for transparently transmitting aural signals across a
LAN, where a user places a telephone call using the same procedure that is used when placing a
telephone call over a conventional public switch network, and in certain situations if the server
code is not in the local directory, then a request goes to a master directory. Column 3, lines 39-
48; column 9, lines 23-28. Referring to Fig. 1 in Guy, the first LAN maybe represented by
102A, the WAN by 104, and the second LAN by 102B. (Note that Applicants do not nécessarily
admit that 102A is a local area network, since a local area network is shown in Fig. |1 as 116;
however, for the sake of arguing against the rejection, 102A will be designated as the first LAN.)
Guy describes a set-up operation for when a first telephone 106 wishes to make a call to a user at
a second telephone 126, where the first telephone 106 is coupled to a file server 112, and the
sccond telephone is coupled to a CSU 130 via a PBX 128. Column 6, lines 45-51; column 10,
lines 7-9. Fig. 2 illustrates a more detailed illustration of file server 112. Column 6, lines 52.
Fig. S also further has a description of a flow chart illustrating such a call set-up procedure.
Column 9, line 66. A user activates the telephone by lifting the handset and selecting the
channel line in order to transition to an off-hook state period. Column 10, lines 7-9. The user
then performs the normal process of dialing a telephone number on the first telephone 106 (as
described below, this telephone number is not provided to the user by the systern), with the
telephone associated with the second telephone 126, and a procedure is then implemented across
network 104 just as if the user were making a call over a conventional public telephone system.

Column 10, lines 13-17. Thus, such a procedure is completely transparent to the user and they

do not have to re-learn how to use a telephone system other than what has been normally done in
the prior art POTS systems. Column 10, lines 25-29. The telephone number dialed by the user
on telephone 106 identifies the destination telephone 126. Column 10, lines 30-31. It is the first
set of digits that are dialed by the user that identifies the destination CSU 130 to which ihe
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second telephone 126 is connected to the second LAN 134. This first set of digits is referred to
in Guy as the server code. Column 10, lines 32-36. In other words, the server code operates the
same as an area code in the POTS. All within the first LAN 102A, a call set up unit 404 within a
server memory module 214 that is in server 112 makes an attempt to retrieve such a server code
from the memory module 212, which is then transmitted to the directory management unit 408.
Column 10, lines 55-58. Again, this is all performed within the first LAN 102A. The directory
management unit 408 scarches the local directory 406 for a server that is identified with the
server code dialed by the user, and if there are no server matches, then the directory management
unit 408 will generate a request to a master directory, which will make a determination if the
server code dialed by the user on the first telephone 106 is identified with any server in the
network 100. Column 10, lines 58-65. If the server code is identified in such a master directory,
then the network address of the de:stinat'ion CSU 130 associated with the server code is
transmitted to the directory management unit 408. Column 11, lines 2-8. The directory
management unit 408 transmits this network address to the call set up and tear down unit 404,
which transmits the number of additional digits to the call management unit 310, and the call set-
up/tear down unit 404 transmits a call set up packet to the destination CSU 130, which receives
the set up packet and determines if the telephone 126 is available to receive the call. Column 11,
lines 11-28.

Thus, in Guy, nothing more is taught than the caller on first telephone 106 dialing digits

associated with the destination telephone 126. There is absolutely no teaching or suggestion
within Guy that a list of a plurality of telecommunications extensions coupled to the second LAN
is provided to the user of the first telephone 106 for observation, or hearing them. The server
code accessed from the master directory is only associated with the CSU 130, and does not
provide any further information that would enable the combination of the disclosures of Guy and
Wilson to display a list of the telecommunications cxtensions coupled to the second LAN. The
user in Guy must still rely upon a phone list that is external from the system described in Guy in
order to make a tclephone call in the network. The master directory only contains the server
code. The server code only identifies the CSU 130 to which the destination telephone is

connccted. Column 10, lines 33-36. Additional digits are still required in order to telephone or

CISCO EXHIBIT 1003
Page 316 of 455



Applicant : Suderectal. ) Attorney's Docket No.: 21618-0013001
Serial No. : 10/447,607 '

Filed ;. May 29,2003

Page : 90f31

contact the destination telephone from the originating telephone. Column 11, line 1-column 12,
line 21. There is further no teaching or suggestion within Guy that a list of extensions is

provided from anywhere else in the network.

There is absolutely no teaching or suggestion in Guy to help out a user by providing the

user with a list of extensions in a LAN within the Guy network.,

In order to overcome the deficiencies of the teachings of Guy, the Examiner has added
Wilson to combine with Guy. A problem with the Examiner’s combination of Wilson and Guy is
that the Examiner has expanded the teachings of Wilson beyond what is reasonable. The
invention described in Wilson is. sort of a hodgepodge device 50 created to permit a user to send
audio packets to another user using internet addressing. Wilson attempts to simplify the use of
the Internet for long-distance calling applications. Column 2, lines 31-32. Wilson merely

provides a system that has services similar to those found on the POTS. See the Abstract. A list

of known callees can be stored inside the device described in Wilson, and for unknown callee
addresses, a method for retrieving such an address for a remote location is provided. Column 2,
lines 47-53. The hodgepodge device 50 is shown in Fig. 2, with its circuit diagrams shown in
Fig. 3. Telephone calls over the PSTN can be made with device 50 by making normal voice
DTMEF telephone calls using the keypad 65. Column 4, lines 60-64. Note that this mode is
performed only when the user already knows the telephone number of the calleg, and does not

play into the description of the invention within Wilson that the Examiner is relying upon.

Internet access can be made by the device 50 by the user pressing the Internet access
button 69 to switch between normal DTMF voice calls and internet dial-up operations, where an
internet connection is made using an internal modem set. Colum 5, lines 5-11. The device 50
can be connected using an RS232 jack 86 to a computer 90, but there is no further discussion of

connecting the device 50 to a local arca network, or LAN. Column 5, lines 33-38.

Referring to Figs. 4 and 5 in Wilson, each of the dial pads 50 is now referred to as dial
pads 201, 202 and 203, which are each connected to PSTN circuits 204. Column 7, lines 15-17.
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The PSTN circuits 204 and a local exchange switch 205 form a local telephone network w;thin a
geographic area. Column 7, lines 17-19. A similar situation is associated with the callee devices
245, 246, 247. 1t important to note that dial pads 201, 202 and 203 are not part of a LAN. A
LAN is a data network that permits all of the devices on the network to communicate with each
other, such as with the use of an Ethernet protocol. Such a LAN is disclosed in the specification
of the present application in paragraph [0028], and shown in FIG. 1. A LAN, as is well known
in the art, is a short distance data communications network used to link computers and peripheral
devices under some form of standard control. Such a definition for a LAN is found in Mewton 's
Telecom Dictionary. That definition also further states that “A LAN does not use common
carrier circuits.” It is clear that the dial pads 201-203 and callees 245-247 taught in Wilson are -
not connected ina LAN. More speéiﬁcally, dial pads 201-203 are not coupled together in a
LAN, and éa]!ces 245-247 are not coupled together in a LAN. Fach of these devices 50 is
separately connected to the PSTN via jacks 80 and 82 that provide a dual line access to the
PSTN. Column 5, lines 25-26. A dual line service is a telephone service where two pairs of
wires are connected to a preﬁlises for connection to the PSTN. Seec Newton's Telecom
Dictionary. This is further supported in Wilson by the more detailed diagram of a dialing pad 50
in Fig. 3 which shows that the dual line access is provided by typical tip and ring connections
102 that cnable the transfer of an analog signal over this dual line connection. Column 5, lines
50-56. Suchinternet access also requires usc of a modem data pump 112. Column 6, lines 19-
27. The only LAN disclosed in Wilson is that associated with the internet service providers
(ISPs) shown in Figs. 4 and 5.

As a result, the only way each of the dial pads disclosed in Wilson can access the internet
is by using typical dial-up modem message interchanges. And, this is the only way one of the
dial pads 201-203 can communicate with one of the callees 245-247. In other words, for one of
the dial pads 201-203 to “call” one of the callees 245-247, that particular callee must have an
already established audio internet connection so that it is prepared to receive any audio messages
from onc of the dial pads 201-203. Column 7, linés 28-31. If such a callee is not already

connected to the intemet when it receives a message to perform audio communication from one
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of the dial pads 201-203, then that callee will have to dial up into their internet service provider

and obtain the sent audio message at a later time. Column 7, lines 31-33.

If the internet (IP) address of one of the callees 245-247 is not stored within a database of
onc of the dial pads 201-203, then the dial pad can make an internet access through internet
service provider 215 to browse a user database directory 232 through a search engine 230, which
stores such IP addresses, and return that IP address to the dial pad. Column 7, lines 46-64. This
provides a process whereby a user of a dial pad 201-203 does not need to know the actual
internet [P address of onc of the callee devices 245-247, but can usc a search engine 230 to enter
in some other designation (e.g., alphanumeric identifier; column 7, lines 52-53 and column 8,
line 59) for one of the callees 245-247, such as a user’s name, to thereby have that search engine
retrieve the internet IP address from a website to the dial pad 201-203. Column 8, lines 1-15. If
more than one hit is made by the search engine 230, a list of names can be returned to the dial
pad, and the caller using one of the dial pads 201-203 can select the one they wish from the list
by looking at the list on the screen 71 of the device 50. Column 8, lines 13-50.

It should be noted that the main distinction between the device 50 shown in Fig. 5 of
Wilson from Fig. 4 is that a single user database 232 can be accessed by a wide range of ISPs at
different locations. Column 8, lines 29-30. Otherwise, the configuration in Fig. 5 is the same as
the one in Fig. 4 for purposes of how Wilson might be relevant to the rejection in a¢cordance

with the Examiner’s assertions.

Fig. 6 in Wilson describes an exemplary call progress flow diagram for connecting one of
the dial pads 201-203 to the directory search engine 230. Column 8, lines 50-51. Note that Fig.
6 in Wilson does not describe the part of the flow whereby one of the dial pads makes an internet
connection to one of the callees. The process Wilson starts with has onc of the dial pads 201-203
dialing out to establish an internet connection 360 using the modem 112, Column 8, lines 52-53.

vOncc this internet dial-up connection is made, then the user of the dial pad can enter a known
internet IP address number to access, over the intemet, one of the callees 245-247, or start a

scarch for the IP address of one of the callees if it is not known. This is shown by step 370 in

CISCO EXHIBIT 1003
Page 319 of 455



Applicamt : Suder et al. : Attorney’s Docket No.: 21618-0013001
Scrial No. : 10/447,607

Filed : May 29, 2003

Page ¢ 12 0f31

Fig. 6. The search engine will perform a search 372 and respond 374 by transmitting the results
376 of that search back to the dial pad 201-203. Column 8, lines 59-65. The user of the dial pad
selects a callee from the list delivered by the search engine, and the user can then accept one of
the addresses provided and dial to the selected callee. Column 9, lines 1-4. It should be noted at
this point that Wilson does not teach that one of the dial pads 201-203 is able to automatically
perform the dialing process in response to some sort of selection of a name on a displayed list by
the user of the dial pad 50 pressing some sort of button to select one of the names. Instead,
Wilson merely teaches that the user can apparently view the IP address of the callee and enter in

that address using the dial pad’s keyboard 63. Column 8, lines 13-15.

Therefore, all that Wilson teaches is (1) a specialized device 50 that is a combination of a
dial pad/modem that is able to access the internet with a dial-up connection over the PSTN
circuits (and can also act as a normal PSTN telephone where a user can enter in PSTN-type
telephone numbers to call another PSTN telephone), and (2) an ability for one of the specialized
devices 50 to have audio communications with another specialized device 50 over an internet
channel whereby a connection is made between these two specialized devices using typical [P
internet addresses, and (3) if the [P address of a callee is not known, then an internet search
enginebcan be used to browse to access a database on the internet that will retrieve such an IP
address that is then displayed to a user of a specialized device so that the user can then enter in
that IP address to the specialized device to establish the audio connection over the internet. The
teachings of Wilson clearly show that its invention was not created to operate in a voice-over IP

system with capabilities such as recited in the present claims. ‘See column 2, lines 1-5.

All that Guy teaches is an ability for a telephone connected to a first LAN to

communicate over a WAN to a telephone in a second LAN, and if the directory management unit

- of a file server in the first LAN does not know the address of a central sitc unit connected to a
PBX in the second, it can retrieve that server code from a remote location for completing the call

between the two telephones.
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With respect to Claim 1 and all the other rejected claims, a result of the foregoing is that
the combination of Guy and Wilson does not teach or suggest circuitry within the first LAN for
cnabling a user of the first telecommunications device within that first LAN to observe a list of
the plurality of telecommunications extensions coupled to the second LAN, wherein the list of
_ the plurality of telecommunications extensions is stored in aserver in the second LAN and is

accessed by the first circuitry across the LAN.

The combination of Guy and Wilson does NOT provide to the user of the first device in
the ﬁrst LAN the list of extensions the user can call in the second LAN and then a means to
automatically initiate that call with a selection from that list. Guy provides nothing to the user of
the telephone, and Wilson has no LANSs (and as a consequence, no lists of extensions coupled to
a LAN).

Guy does not provide any type of information identifying any type of telecommunications

device within the second LAN 102B to a user of a telecommunications device within the first
LAN 102A. Instead, merely a server code is provided to the directory managemént unit 408 so
that it can complete the call when it receives the dialing digits from the telephone so that it
knows what LAN to send the call to. Further, Wilson also does not provide a list of
telecommunications devices coupled to the second LAN. In fact, callees 245-247 are not part of
a LAN. More than one entry might be supplied by the search engine 230 accessing the database
232 back to one of the dial pads 201-203 for display to the user, but the fact that there is a
plurality returned is only a result of the fact that the user entered in search terms that matched
more than one entry in the database 232. There is nothing within Wilson that teaches or suggests
that those plurality of entries returned for display to the user are all coupled to a separate LAN
over nctwork 210, or that such a list of search results would even list more than one of the callees

245-247.

A result is that the combination of the references does not teach or suggest that a list of
the plurality of telecommunications extensions coupled to the second LAN is provided to the

user of the first telecommunications device for observation.
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And further, neither of the references, nor their combination, teaches circuitry for
automatically calling one of those telecommunications from that list in response to the user
selecting one of those extensions from the observed list. Guy does not even approach such a
process, since the retrieval of the server code is done in response to the dialing of a telephone
number already performed by the user. Further, as noted above, Wilson also does not teach or
suggest such an automatic calling of the extension, but instead provides the list on the display 71
on one of the dial pads 201-203 so that the user can then enter in the IP internet address on the
keypad 63.

The Examiner has failed to prove a prima facie case of obviousness because important
limitations are not found within any of the cited prior art references. MPEP § 2143.03 states that
to establish prime facie obviousness of a claimed invention, all the claim limitations must be
taught or suggested by the prior art. /n re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 (C.C.P.A.
1974).

This is further an important distinction for several reasons. One of them is that it permits
a user in one geographic location to locate a station user in another location without the need to
use a printed extension guide. See Specification, page 20, lines 21-24. This would not be
possible with the combination of references asserted by the Examiner, but is implemented with

the present invention as claimed.

Furthcrmore, neither of the references, nor their combination, teaches or suggests that
such a list of telecommunications extensions coupled to the second LAN is stored in a server in
that second LAN.

Morcovcf, with respect to Claim 2, the Examiner has not shown how the combination of
references teaches a LAN or WAN operating under an [P protocol. Guy does not disclosc its
LANs or WAN operating under an IP protocol, and Wilson does not disclose LANs with

telephone/tclecommunications extensions coupled thereto.
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Claim § recites that the second circuitry that automatically makes the call to the remote
telecommunications extension includes a key for enabling the user to tacitly select one of those
extensions from the displayed list. The Examiner admits that Guy does not teach such a process.
In fact, it is impossible for Guy to teach or suggest this process, since a list is nowhere to be
provided to the calling user. The Examiner asserts that Wilson discloses this process, since
Wilson states that the user may select a destination from this scrolled list of potential
destinations. All that Wilson discloses is that the caller has an option of selecting from a
displayed scrolled list of potential users by using the keyboard 63 to select the intended caller.
Wilson in no way further describes what is done in response to that action. Claim § recites that
the second circuitry includes a key for enabling the user to make such a tacit selection from the
displayed list. However, second circuitry also recites automatically calling one of the extensions
in response to such a selection by the user. Wilson teachings do not go that far, and there is no
flow diagram, circuitry or any other discussion or mention within Wilson, or Wilson in
combination with Guy, that would suggest such an automatic calling of the remote party by
selection of one of the extensions in the list by a user pressing a button. Therefore, one skilled in
the art at the time the invention was made would not be able to create the invention recited in

Claim 5 in view of the combination of the teachings of the prior art references.

With respect to Claim 6, the foregoing arguments made with respect to Claim 5 are
incorporated. Claim 6 further recites that the initiation of the call is made by that tacit selection
of that button when a user presses that button to select one of the names from the list. This is in

no way taught or suggested by the prior art references.

Claim 8 is patentable over the cited references for all of the arguments provided herein
with respect to Claims 1-6. Claim 8 also recites that the list of plurality of telecommunications
extensions stored in a server in a second LAN is accessed by the first circuitry in the first LAN
across the WAN. As noted above, there is no teaching or suggestion within the combination of
the references that a list of the telecommunications extensions coupled to the second LAN are

stored in a server in that second LAN. Thus, there is also no teaching or suggestion that this list
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i1s then accessed from the server in the second LAN across the WAN by circuitry in the first LAN
that enables the user of the first telecommunications device to observe this list of the plurality of

telecommunications extensions.

Claim 10 recites a third LAN coupled to the first and second LANs via the WAN. The
third LAN includes a plurality of telecommunications extensions coupled thereto. The first LAN
has circuitry that enables a user in that first LAN to select between observing between a list of
the plurality of telecommunications extensions coupled to the second LAN or observe a list of
the plurality of the telecommunications extensions coupled to the third LAN. In addressing this
claim language, all the Examiner has done is to imply that Wilson teaches “a third LAN and first
LAN circuitry .for selecting and viewing a list of a plurality of extensions coupled to the second
and/or third LAN.”

. First, this is a wholly inadequate rejection by the Examiner, and does not provide enough
evidence to support a prime facie case of obviousness. The Examiner is requifed to prove such
a suggestion by objective evidence. Ex parte Levengood, 28 U.S.P.Q.2d 1300, 1301 (Bd. Pat.
App. & Int. 1993); Ashland Oil, Inc. v. Delta Resins and Refractories, Inc., 776 F.2d 281, 227
U.S.P.Q. 657 (Fed. Cir. 1985). The legal conclusion of obviousness must be supported by facts.
Graham v. John Deere & Co., 383 U.S. 1 (1966). A rejection based on § 103 clearly must rest
on a factual basis, and these facts must be interpreted without hindsight reconstruction of the
invention from the prior art. The patentability of an invention is not to be viewed with hindsight
or “viewed after the event.” Goodyear Company v. Ray-O-Vac Company, 321 U S. 275, 279, 64
S.Ct. 593, 88 L.Ed. 721 (1944). Instead of relying upon objective evidence to support the

Examiner’s assertion, the Examiner has merely supported such an obviousness rejection with the’

Examiner’s own opinion, which is quite clearly not objective evidence as is required by the case

law.

“Secondly, as noted above, Wilson does not teach or suggest that any of the dial pads 201-
203 or 245-247 are coupled to each other within a LAN. Third, as noted above, a list of such
callees 245-247 is not provided by the database 232 through the search engine 230 to one of dial
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pads 201-203. Fourth, there is no teaching or suggestion within the combination of references
for enabling a user in the first LAN to sclect between observing a list of extensions coupled to
the second LAN or observing a list of extensions coupled to the third LAN. The Examiner has
failed to provide a prima facie case of obviousness because important limitations are not found
within any of the cited prior art references. As noted previously, MPEP § 2143.03 states that to
establish prime facie obviousncss of a claimed invention, all the claim limitations must be taught
or suggested by the prior art. In re Rovka, 490 F.2d 981, 180 U.S.P.Q. 580 (C.C.P.A. 1974),

Claim 17 is patentable for reasons similarly given herein with respect to Claims 1-6 and

8.
Claim 18 is patentable for reasons similarly given hercin with respect to Claims 1-6 and
8.
Claim 19.is patentable for reasons similarly given herein with respect to Claim 8.
Claim 20 is patentable for reasons similarly given herein with respect to Claims 5 and 8.
Claim 23 is patentable for reasons similarly given herein with respect to Claim 10.
Claim 24 is patentable for reasons similarly given hercin with respect to Claims 1-6, 8
and 17.

Claim 30 incorporates “means for” language that the Examiner must interpret under 35
U.S.C. § 112, sixth paragraph. The Examiner must interpret and examine this claim and others
with means for language under this doctrine. Sce MPEP § 2182, 2183. Claim 30 recites a means
for displaying on the first IP telephone a list of telephone destinations stored in the second IP
server in response to selection of a first input on the first IP telephone. The second IP server has
second and third telephone extensions coupled thereto in a second LAN. As noted above, the

combination of the references does not teach or suggest a list of telephone destinations stored in
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a second IP server within a second LAN that is coupled to second and third telephone extensions.

This is also supported is Figs. 11-12 and 14 and also the call processing flow diagram illustrated
in Figs. 9a and 9b, and their accompanied description. Claim 30 is also patentable for reasons

given herein with respect to Claims 1-3.

The Examiner has not specifically addressed the limitations in Claims 27 and 33. For
Claims 25-26 and 31-32, the Examiner provides no objective evidence as to how the references
teach or suggest a second input or that the first and second inputs are the same key button. The
Examiner is required to prove such a suggestion by objective evidence. Ex parte Levengood, 28
U.S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993); Ashland Oil, Inc. v. Delta Resins and
Refractories, Inc., 776 F.2d 281, 227 U.S.P.Q. 657 (Fed. Cir. 1985). The legal conclusion of
obviousness must be supported by facts. Graham v. John Deere & Co.,383 U.S. 1 (1966). A
rejection based on § 103 clearly must rest on a factual basis, and these facts must be interpreted
without hindsight reconstruction of the invention from the prior art. The patentability of an
invention is not to be viewed with hindsight or “viewed after the event.” Goodyear Company v.
Ray-O-Vac Company, 321 U.S. 275, 279, 64 S.Ct. 593, 88 L.Ed. 721 (1944). Instead of relying
upon an objective evidence to support the Examiner’s assertion, the Examiner has merely
supported such an obviousness rejection with the Examiner’s own opinion, which is quite clearly
not objective evidence as is required by the case law. Further, Applicants respectfully traverse
the assertion of what is well known in the art. As a result, the Examiner is required to support

such an assertion with objective evidence.

Claim 35 recites a third LAN coupled to the first and second LANs via the WAN. Claim
35 further recites a means for displaying on the first [P telephone a list of LANs coupled to the
LAN, including the second and third LANs. This limitation has not been addressed by the
Examiner in any way. For this reason alone, this claim is patentable over the cited prior art.
Sccondly, there is no teaching or suggestion within the prior art references of displaying a list of
LANSs on the telephone display in either Guy or Wilson or their combination. Further, there is no
teaching or suggestion in those references for-displaying the first list of telephone destinations

stored in the second IP server in response to selection of the second LAN from the displayed list
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of LANs. Again, the Examiner has not in any way addressed this claim limitation, and for this
reason alone, Claim 35 is patentable over the cited prior art. Secondly, this limitation is not
taught or suggested by the combination of the references. Claims 35 is patentable for similar

reasons as provided in Claims 10 and 23.

On page 4 of the Office Action, the Examiner has made assertions as to what Wilson
teaches. Applicants respectfully traverse such assertions and incorporate by reference

Applicants” arguments made in the previous amendment with respect to the teachings of Wilson.

With respect to Claims 28 and 34, Applicants respectfully traverse the Examiner’s

~ assertions. The Examiner has mischaracterized the limitations within these claims. These claims
recite that the telephone destinations may include telephones external to the system. Such
telephone destinations are included in a list stored in the second IP server which are
communicated from the second IP server over the WAN to the first [P telephone. This is not
taught or suggested within Wilson. Applicants traverse the Examiner’s assertion of what is well

known in the art, requiring the Examiner to support such assertions with objective evidence.

2. Claim 4 is not properly rejected under 35 U.S.C. § 103 as being unpatentable over
Guy in view of Wilson and further in view of Stuntebeck et al. (U.S. Patent No. 6,065,016).

Applicants respectfully traverse this rejection for reasons similarly given herein for Claims 1-2.

Claim 4 further recites that the list of the plurality of telecommunications extensions is
played as audio to the user of the first telecommunications device. First, this is impossible in the
invention in Guy. Secondly, Wilson does not teach or suggest such a capability. In fact, Wilson
is attempting to simplify the process of two internet devices having an audio communication
between each other, because when such an IP address is dialed, up to 20 digits have to be entered
by the caller. Column 2, lines 8-9. Wilson specifically states that a user having to remember and
enter such digits is neither appealing nor practical in most situations. Column 2, lines 9-10.
Thus, Applicants respectfully assert that Wilson actually teaches away from such an audio

communication of the IP addresses. Plus, Wilson does not suggest playing an audio list of even
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one IP address to a user of one of the dial pads 201-203, but instead specifically discloses the

display of such IP addresses.

3. Claims 36-38 and 40 are not properly rejected under 35 U.S.C. § 103 as being
unpatentable over Wilson in view of Guy. Applicants respectfully traverse these rejections for

reasons similarly given above.

These foregoing features of displaying a list of LANs on the IP telephone is also recited
in Claim 36. As aresult, Claim 36 is also patentable over the cited prior art, since the Examiner
has failed to prove a prime facie case of obviousness in rejecting these claims. Inthe Examiner’s
rejections, the Examiner merely regurgitates the claim language without pointing to a teaching
within the references of such claim limitations. Fig. 5 and column 7, lines 45-67 of Wilson do
not teach or suggest such limitations. Claim 36 further recites the display of such a list of LANs
is done in response to the receiving a first touch input from a user on the telephone. There is no
discussion within Wilson, or a combination of Wilson and Guy, of a user making a request for a
list of LANs. Note further, that Claim 36 recites that the IP telephone is networked into a first
LAN. As noted above, Wilson does not teach or suggest that the dial pads are in LANs. Claim
36 then recites that a second touch input from the user will result in the display of a list of
telephone destinations that are accessible from the second LAN. As noted above, this claim
limitation is not taught or suggested within Wilson, or Wilson combined with Guy. Claim 36
then goes on to recite that a third touch input results in an-automatic dialing of one of the
destinations accessible from the second LAN. As noted previously by Applicants, such an

automatic dialing process is not taught or suggested by the references.

Claim 36 also recites that the displaying steps further recite a step of sending a message
from the first LAN to the second LAN requesting the second list. This is not shown or discussed
anywhere within the references. The Examiner attempts to overcome a deficiency in the
teachings of Wilson with regard to this limitation and the next one by referring to Guy. Guy
retrieves a server code, but does so from a master directory somewhere in a server in a network

100. There is no disclosure in Guy of where such a master directory is located within the
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network 100. [t needs to be remembered that such a server code only identifics a device that is
coupled to a PBX that communicates with the telephones in a network. Additionally, a list has
not been sent across the WAN to the file server 112, but instead a single server code is sent. The
claim specifically recites that a list of tclephone destinations accessible from a second LAN is
requested and retrieves it from the second LAN. The Examiner then goes on to assert, without

objective support, that it would have been obvious to supply the internet database in Wilson from

local directories stored in each respective LAN segment of a network as shown by Guy, thereby

insuring that the internet master directory is up to date.

First of all, without some objective support for such an assertion, the Examiner’s
obviousness conclusion is without merit and cannot support his combination of the references to
arrive at the claimed invention. The Examiner is required to prove such a suggestion by
objective evidence. Ex parte Levengood, 28 U.S.P.Q.2d 1300, 1301 (Bd. Pat. App. & Int. 1993);
Ashland Oil, Inc. v. Delta Resins and Refractories, Inc., 776 F.2d 281, 227 U.S.P.Q. 657 (Fed.
Cir. 1985). The legal conclusion of obviousness must be supported by facts. Graham v. John
Deere & Co., 383 U.S. 1 (1966). A rejection based on § 103 clearly must rest on a factual basis,
and these facts must be interpreted without hindsight reconstruction of the invention from the
prior art. The patentability of an invention is not to be viewed with hindsight or “viewed after
the event.” Goodyear Company v. Ray-O-Vac Company, 321 U.S. 275, 279, 64 S.Ct. 593, 88
L.Ed. 721 (1944). Instead of relying upon objective evidence to support the Examiner’s _
assertion, the Examiner has merely supported such an obviousness rejection with the Examiner’s

own opinion, which is quite clearly not objective evidence as is required by the case law.

Secondly, Wilson does not teach or suggest other LANSs because Wilson does not show
other LANs having telephone extensions connected thereto whereby a list is stored within such
LANs for sending to update the directory database 232. Nor does Wilson suggest that such a
process can be implemented. Furthermore, Guy merely teaches that a directory management unit
will updat;a its unit of server codes when it receives one. Thére is also no teaching or discussion
in Guy of going out and retrieving such lists of extensions connected to other LANS, or such

LANs sending such lists of attached telecommunication extensions to other LANs within the
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network. Thus, there is no support for the Examiner’s assertion that it would have been
advantageous -and obvious for the database 232 in Wilson to be updated by all of the various
LLANS to ensure that it is directory is up-to-date. Further, Claim 36 is patentable for similar

reasons as given for Claims [-3, 5-6 and 8.

Claim 37 recites scrolling through the first list. This first list is a list of LANs. First of
all, such a list of LANSs is nowhere to be taught or suggested within either of the references or
their combination. Sccondly, there is no teaching or suggestion for scrolling through such a list
of LANs. As aresult of the foregoing, one skilled in the art at the time the invention was made
would not have been able to recreate the claimed invention' in view of the combination of the

references.
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Appendix of Claims

1. An information handling system comprising:

a first local area network ("LAN");

asecond LAN;

a wide arca network ("WAN") coupling the first LAN to the second LAN;

a first telecommunications device coupled to the first LAN;

a plurality of telecommunications extensions coupled to the second LAN;

the first LAN including first circuitry for enabling a user of the first telecommunications
device to observe a list of the plurality of telecommunications extensions; and

the first LAN including second circuitry for automatically calling one of the plurality of
telecommunications extensions in response to the user selecting one of the plurality of
telecommunications extensions from the observed list, wherein the list of the plurality of

| telecommunications extensions is stored in a server in the second LAN, and is accessed by the

first circuitry across the WAN.

2. The system as recited in claim 1, wherein communication among the first LAN,

second LAN, and WAN uses an IP protocol.

3. The system as recited in claim 2, wherein the list of the plurality of

telecommunications extensions is displayed to the user of the first telecommunications device.

4. An information handling system comprising:

a first lpcal arca network ("LAN");

asecond LAN;

a wide arca nctwork ("WAN") coupling the first LAN to the second LAN;

a first telecommunications device coupled to the first LAN;

a plurality of telecommunications extensions coupled to the second LAN;

the first LAN including first circuitry for enabling a user of the first telecommunications

device to observe a list of the plurality of telecommunications extensions; and
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the first LAN including second circuitry for automatically calling one of the plurality of
tclccommunications extensions in response to the user sclecting one of the plurality of
telecommunications extensions from the observed list, wherein communication among the first
LAN, second LAN, and WAN uses an IP protocol, wherein the list of the plurality of
telecommunications extensions is played as audio to the user of the first telecommunications

device.

5. The system as recited in claim 3, wherein the first telecommunications device is an 1P
telephone having a display for showing the list of the plurality of telecommunications extensions,
wherein the second circuitry includes a key for enabling the user to tacitly selecting one of the

plurality of telecommunications cxtensions from the displayed list.

6. The system as recited in claim 5, wherein the tactile selection of one of the plurality of
telecommunications extensions from the displayed list by the user results in an initiation of a call
from the first telecommunications device to the selected one of the plurality of

telecommunications extensions across the WAN.

8. An information handling system comprising:

a first local area network ("LAN");

asecond LAN;

a wide arca network ("WAN") coupling the first LAN to the second LAN;

a first telecommunications device coupled to the first LAN;

a plurality of telecommunications extensions coupled to the second LAN;

the first LAN including first circuitry for enabling a user of the first telecommunications
device to observe a list of the plurality of telecommunications. extensions; and

the first LAN including second circuitry for automatically calling one of the plurality of
teleccommunications extensions in response to the user selecting one of the plurality of
telccommunications extensions from the observed list, wherein communication among the first
LAN, second LAN, and WAN uscs an IP protocol, wherein the list of the plurality of

telecommunications extensions is displayed to the user of the first telecommunications device,
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wherein the first telecommunications device is an IP telephone having a display for showing the
list of the plurality of telecommunications extensions, wherein the second circuitry includes a
key for enabling the user to tacitly selecting one of the plurality of telecommunications

~ extensions from the displayed list, wherein the tactile selection of one of the plurality of
teleccommunications extensions from the displayed list by the user results in an initiation of a call
from the first tclecommunications device to the selected one of the plurality of 4
telecommunications cxtensions across the WAN, wherein the list of the plurality of
telecommunications extensions is stored in a server in the second LAN, and is accessed by the

first circuitry across the WAN,

9. The system as recited in claim 8, wherein the first telecommunications device includes
circuitry for enabling the user to scroll through the displayed list of the plurality of

telecommunications devices.

10. The system as recited in claim 1, further comprising:

a third LAN coupled to the first and second LANs via the WAN; and

a plurality of télecommunications extensions coupled to the third LAN, the first LAN
including circuitry for enabling the user to select between observing the list of the plurality of
telecommunications extensions coupled to the second LAN or observing a list of the plurality of

~ telecommunications extensions coupled to the third LAN.

17. An information handling system comprising;

a first local area network ("LAN") operating under an IP protocol;

a first IP telephone coupled to the first LAN, the first IP telephone having a display and a
set of keys for cnabling a user to enter inputs;

a sccond LAN operating under the IP protocol;

second and third telephone extensions coupled to the second LAN;

a wide area network ("WAN") operating under the IP protocol coupling the first LAN to
the second LAN; and
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the first LAN including first circuitry for enabling a user of the first IP telephone to view
a list including the second and third telephone extensions, wherein the list is stored in a server in

the second LAN, and is accessed by the first circuitry across the WAN.

18. The system as recited in claim 17, further comprising;
the first LAN including second circuitry for automatically calling the second telephone

extension in response to the user selecting the second telephone extension from the viewed list.

19. The system as recited in claim 18, wherein selection of the second telephone

extension from the viewed list by the user is accomplished by selection of one of the set of keys.

20. The system as recited in claim 19, wherein the selection of one of the set of keys
results in an initiation of a call from the first [P telephone to the second telephone extension
across the WAN.

22. The system as recited in claim 17, wherein the first IP telephone includes circuitry

for enabling the user to scroll through the displayed list.

23. The system as recited in claim 1, further compri‘sing:

a third LAN coupled to the first and second LANs via the WAN; and

a plurality of telephone extensions coupled to the third LAN, the first LAN including
circuitry for enabling the user to select between vicWing the list of the telephone extensions
coupled to the second LAN or viewing a list of the plurality of telephone extensions coupled to
the third LAN. '

24. In a telecommunications system comprising a first IP telephone coupled to a first IP
server within a first LAN, second-and third telephone extensions coupled to a second IP server
within a second LAN, and a WAN coupling the first LAN to the second LAN, the first LAN, the
sccond LAN, and the WAN communicating using an IP protocol, a method comprising the steps

of’
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in response to selection of a first input on the first IP telephone, displaying on the first IP
telephone a list of telephone destinations stored in the second IP server, wherein the list of
telephone destinations is communicated from the second IP server over the WAN to the first [P
telephone; and '

in response to selection of one of the telephone destinations from the displayed list,
automatically dialing the selected one of the telephone destinations for a communications link

between the first IP telephone and the selected one of the telephone destinations.

25. The method as recited in claim 24, wherein the selection of one of the telephone
destinations from the displayed list is performed in response to selection of a second input on the

first IP telephone by a user.

26. The method as recited in claim 25, wherein the first and second inputs are the same

key button on the first IP telephone.

27. The method as recited in claim 24, wherein the telephone destinations include the

second and third telephone extensions coupled to the second IP server.

28. The method as recited in claim 24, wherein the telephone destinations include

telephones external to the system.

29. The method as recited in claim 24, wherein the system includes a third LAN coupled

to the first and second LANS via the WAN, further comprising the steps of: displaying on
the first IP telephone a list of LANs coupled to the WAN, including the second and third LANS;
and '

performing the step of displaying the first list in response to selection of the second LAN
from the displayed list of LANSs,

30. A telecommunications system comprising:

a first [P telephone coupled to a first [P server within a first LAN;
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second and third telephone extensions coupled to-a second IP server within a second
LAN; | |

a WAN coupling the first LAN to the second LAN, the first LAN, the second LAN, and '
the WAN communicating using an IP protocol;

means for displaying on the first IP telephone a list of telephone destinations stored in the
second IP server in response to selection of a first input on the ﬁrst IP telephone, wherein the list
of telephone destinations is communicated from the second IP server over the WAN to the first
IP telephone; and

means for automatically dialing the selected one of the telephone destinations for a
communications link between the first IP telephone and the selected one of the telephone

destinations in response to selection of one of the telephone destinations from the displayed list.

31. The system as recited in claim 30, wherein the selection of one of the telephone '
destinations from the displayed list is performed in response to selection of a second input on the

first IP telephone by a user.

32. The system as recited in claim 31, wherein the first and second inputs are the same

key button on the first IP telephone.

33. The system as recited in claim 32, wherein the telephone destinations include the

second and third telephone extensions coupled to the second IP server.

34. The system as recited in claim 32, wherein the telephone destinations include

telephones external to the system.

35. The system as recited in claim 31, further comprising:

athird LAN coupled to the first and second LANs via the WAN;

means for displaying on the first IP telephone a list of LANs coupled to the WAN,
including the second and third LANSs; and
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means for displaying the first list in response to selection of the second LAN from the
displayed list of LANSs.

36. A method comprising the steps of:

receiving a first touch input from a user on an IP telephone that is networked into a first
LLAN operating under an IP protocol;

in response to receipt of the first touch input, displaying on a display on the IP telephone
a first list including second and third LANs coupled to the first LAN, wherein the second and
third LANs operate under the IP protocol,

rccciv*ing a sccond touch input from the user on the IP telephone;

in response to receipt of the second touch input, displaying on the display on the IP
telephone a second list of telephone destinations accessible from the second LAN;

receiving a third touch input from the user on the [P telephone; and

in response to receipt of the third touch input, automatically dialing one of the telephone
destinations accessible from the second LAN for a communications connection between the one
of the telephone destinations and the IP telephone, wherein the step of displaying on the display
on the IP telephone the second list further includes the steps of:

sending a message from the first LAN to the second LAN requesting the second list; and

receiving the second list from the second LAN to the first LAN.

37. The method as recited in claim 36, before the step of receiving the second touch
input, further comprising the steps of* receiving a fourth touch input from the user on the IP

telephone; and in response to receipt of the fourth touch input, scrolling through the first list.

38. The method as recited in claim 37, before the step of receiving the third touch input,
further comprising the steps of: receiving a fifth touch input from the user on the [P telephone;

and in response to receipt of the fifth touch input, scrolling through the second list.

40. The method as recited in claim 36, wherein the first, second, and third LANs are

coupled via a WAN.
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EVIDENCE APPENDIX

No evidence was submitted pursuant to §§1.130, 1.131, or 1.132 of 37 C.F.R. or of any
other evidence entered by the Examiner and relied upon by Appellants in the Appeal.
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the tirst LAN, « plurality of telecommunications extensions coupled to the second LAN, and the

-

first LAN inchuding Hrst circuitry for enabling @ user of the first telecommunications deviee to

oy

> phurality of telectrnmusications extensions. These elenwents are shown in

devices conpled therets, The LANs 301-303 also show a plusality of telecommanications

%, 313, Sce page 8, line 23 - page 7, tne 100 Fig. 1

extensions, e.g., I g
shows g process for onabling a user of a first weleconumunications device in the first LAN (o

R

observe @ st of ¢ plarality of telecommunications extensions coupled to the second LAN, See

page 20, Hne 35 page 22, line 11, Fig. 8 iHustrates a block circuit diagram of s
telecommunivations device that includes a display 810, See page 16, Hoe 21 - page 17, Hoe 26
iu« 1 and A8 illostrate selecting one of the extensions from the observed list and calling

. See page 30, ine 25 - pape 22, line 11 and page 28, Hne 7 - page 239, line 4. This

poa
oo
v
3
.
%
/n
f:
;,,)
i

Hustrated by the state dagram in Fig. 12, Sce page 22, lines 12-24.

P

PYOCASS s alxo 1l

Claim 4 recites an inllwmation handling wvstem comprising g first LAN, g sevond LaN, &
WAN conpling the fivst LAN o the second LAN, a first telecommunications device coupled o

‘

<, i phueality of felecommunications extensions coupled to the second LAN, and the

first LAN incleding fest oivowtivy for enabling a user of the firgt telecommunications device ©©

&

1w plorality of telecommunications éxtensions. These olements are shown i

S

siand seoomt LANs represented as any one of LANs 301-303 and the W/

2 that eouples any Hrst and second LAN. Each of the LANs shows telecommunications

o~ T
i
i

devices coupled therete. The LANs 301-303 alse show a phurality of teleconumunications

extenstons, ¢.g., P telephones 105, 308, 313, See page 6, line 23 - page 7, line 1L Fig. 11

shows a process for enabling & vser of & first telecommunicstions device 1o the fisst LAN o

X

’.'i.r

observe a lst of & plurality of telecommunications extensions coupled 1o the second LAN. See

e 20, Hne 25 page 23, Ine 11, Fg 8 dlustrates a dock cirenit diagram of &

pec R

w device that includes a display §10. See page 16, Hne 21 « page 17, Hoe 26,

N iustrate selecting one of the extensions from the observed Hst and calling
> page 20, line 25 - page 22, Hine 1 and page 28, line 7 - page 29, Hine 4. This
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Husirated by the state diagram o Fig 120 See page 22, lneg 12-24, Claim 4

1 lemitation that the list of the telecomimunications exiensions i3 plaved s
fthe frst telecommunications device, The telecompmnications device

s a speaker 821,

WAN coupling the first LAN to the second LAN, a first telecommuanications device coupled io
the frst LAN, a plurality of telecommunications extensions coupled to the second LAN, and the

first LAN inchuding fivst circuitey for enabling a user of the first telecommunivations devige to

observe a Hist of the plurality of telecommunications extensions. These clements are shown in

N ~
FIg

g. 3 with fhe Hest and second LANs represerted as any one of LANS 301-303 and the WAR

201 that ¢ s»mpi 5 aany dvst and second LAN. Each of the LANs shows telecommumications

3

devicss coupled thereto. The LANs 301303 also show a plurality of tolecommunications

o o~

axtensions, &g, IF ielephones 105, 308, 313, Sce page 6, hne 33 - page 7, hne 1) Fig 11

A

shows a process for enabling 5 vser of a fivst telecommunications device i the fisst LAN o

chserve a list of & plorality of telecommmnications extensions coupled (o the second LAN, See

page 20, Hne 25- page 22, Hine 11, Fig 8 illustrates a block vircult diagram of a
telecomumunications device that includes a display 810, See page 16, Hne 21 -~ page 17, Hue 26,
Figs, 11 and $A-98 llustrate & 3::{:2;;15 one of the extensions from the ohserved List and caifiimg

-~ page 29, Hne 4, This

that extension. Des page 24}
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1P telephone taenly selonts one of the observed extensions from the Hst which resulis in an

mitfation of the call o that telecommunications extension across the WAN, Fusther, Claim 8

s that the lat of the plurality telecommunications extensions s stored in a sorvey in the

S

second LAN and is accessed by the frst oircuitry across the WAN. The IP telsphones sre showa

i varions fgores, including Pres. 3 and 8. Fig. 11 idlostrates a step for scleoting the

olecommunivations exiension Som the Hst that is displaved for inftiating the call, which

proceeds 1o Fig

o

Fige, 11, 12, and 14 among othors illustrate tie staragﬁ of the lst of

N

tefecommunications extensions in the second LAN, the ii3i then boing accessed across the WAN
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by the first LAN. SBee page 6, Hne 23 - page 7, Hne 10; page 16, Hne 21 - page 17, Hne 260
pag : bag ¥

28 hoe 25 - page 23, Bine 110 and page 22, Hnes 12-24. Further, the hasic concept of sccessing a

AN and then making a call is deseribed on page 18, ine 21 - page 19, line 6 and

117 revttes an information handling system comprising a fivst LAN, 2 second LAN,

ing the frst LAN {o the second LAN, a first telecommunications device coupled i

ii};‘ of telecommunications extensions coupled o the second LAN, and the

3t cirenitey for enabling a user of the first telecommuninations device o

g,
’:3*
Fot
y..ﬂ
o
i
‘,..
P
o
P
P

by
L]
m
,«

R

wrality of telecommanications extensions, These clements are shown in

;....n

observe g Hat ofthe p

Fig. 3 with the frsf and second LANs represented as any one of LANs 301-3073 and the WAN
201 thst couples any first and second LAN. Hack of the LANSs shows telecommmatications

devices coupled thereto, The LANS 381303 also show a plurglity of telecommunications
extensions, e.g., IF wiephooes 103, 308, 313, See page 6, ine 23 - page 7, Hine 18, Fig 1
shows a process for enabling 8 user of g fivst selecommunications device in the fivst LAN to
obsorve a list of a plarality of telecommunications extensions coupled to the senond LAK, See
page 20, line 25- page 22, ne 11, Fig. 8 iHusirates a block circuit diagram of g

T8
H

wwlopoanmunmications device that includes a display 810, See page 16, lne 21 - page 17, Hue 26,

\

Figs. 11 and 94-98 Hludrate selecting one of the extensions from the observed st and calling

shut extension. 3o page 20, line 25 ~ page 22, Hne 11 and page 28, Hoe 7 - page 29, line 4. This

provess 15 also Hhusirated by the state diagram m Fig. 12, See page 22, lines 12-24, Claim 17

additionally recites that the first telecommunications device is an IP telephone and a user of that

& ohgerved extensions from the bst which resulis in an

-

seoongt DAN anedis apcessed b;;:* the first circutiry gcross the WAN, The IP telephones are shows
in vanous fgures, inclnding Figs. 3 and 8. Fig. 11 illustrates a step for selecting the
eleconmrunications extension from the st that is displaved for ini i:‘iafing the call, which

- <

proveeds to Fig. 94, Figs. 11, 12, and 14 among others illustrate the s of the listof

telecopumunications extonsions in the second LAYN, the Hat then being secossed aovoss the WAN
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sthe st LAN. See page ©, Hae 23 - page 7, hoe 10; page 16, Hoe 21 - page 17, line
24, Hpe 25 -~ page EE,, ime 115 and page 22, Hnes 12-24. Forther, the basic concept of accesaing 2

fist soross the WAN and then making o call i described on page 18, line 21 - page 18, line & and

{Claing 24 recites an mformation handling systems comprismg & frst LAN, @ second LAN,

a WAN coupling the frst LAN o the second LAN, a first teleconmmunications device coupled o
the fist LAN, & ﬁm‘sﬁiiy{ telecommunications extensions coupled o the scoond LAN, and the

first LAN § v enabling a user of the frst telecommunications device lo

plurality of televommuications extensions. These elements are shown in

anid second LANS represented as any one of LANS 301-303 aud the WANM

rlr.
piosy
g,
s

v fivst and second LAN. Each of the LANs shovs telecommunications

devices coupled & The LANs 301-303 also show a plurality of telecommunications
gxtensiony, o.p., P telophones 103, 308, 313, See page 6, lne 23 - page 7, e 10, Fig 11
v enabling a user of & first telecommupmnivations device in the first LAN 0

sy

dorality of telecommunications extensions coupled to the second LAN. See

1. Pig § ittustrates a block cirowit diagram of

&L

ieleconarardeations device that inclndes a display 310, Seepage 16, ine 21 - page 17, line 26
Figa, 11 mud 94-98 illustrate selocting one of the extensions from the observed list and calling

that extongion, Sec page 20, Bue 25 « page 22, hne 11 and page 28, Roe 7 - page 29, Hne 4. Thig

state diagram in Fig. 12, Sce page 22, lines 12-24, Claim 24

additionally roottes that the first telecommanivations device is an IF telephone and a user of that

P telephone taoitly selects ome of the observed extensions from the Hst which resulis nan

inttiation of the oall o that telecommumications extension aoross the WAN, Further, Claun |

recites that the list of the plorality telecommunications extensions s stored 1 8 server in the
second LAN and is scoessed by the Brst eirentiry across the WAN, The IF telephones are shown
wm vartous fgures, meluding Pigs. 3 and 8. Fig, 11 fustrates a stop for selecting the

s axtension from the Hst that s displaved for intiating the call, which

Figs HL 12, and 14 among others lnstraie the storage of the lstof
tetecommrnurdeations stensions in the sseond LAN, the Hist then being secessed across the WAN
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by the first LAN, See page §, line 23 - page 7, line 10; page 16, Hne 21 - page 17, Hue 26; page

3
1

pand page 22, Hines 12-24. Further, the basio concept of aceusaing a

and then making a call is described on page 18, line 21 - page 19, Hne 6 and

o

a fivst 1P server-within a Srst LAN, second snd third ti.k;wh{\m extensions coupled o 8 second 1P

servey within a second LAN, and & WAN coupling the firgt LAN {0 the second LANX, the firg

AN, the seeend LA, and the WAN communicating using an IP p-i'nmccﬂ. Those features are
sinvilar o those disvussed above with reapect to Clatms 1,4, 8, 17, and 24, and are well

.’

supportod within the aforomentioned {igures and specification, such as Fig. 3 and I8 supperting

08 noted above with respect to Claim 1, See page &, line 23 - page 7, line
2

o8
2, Une T ond page 22, Hnes 13-

-page 17, tine 26; page 20, line 25 ~ page

0

cetion of & frst inpad on the first 18

over the WAN 1o the first 1P wlephone. An 1P telephone 105 is tllustrated o Figs. and 3, and s

shown in more dotail I Fig, 8, which shows that the IP telephone 105 has an LOD display 814

B

Bow page 16, Hne 31 - page 17, Hne 26, 1P servers withan the LANs are as showa i Fig. 3,

incloding I server 101 and 1P server 306, 1P server 1 s also shown in Figs. Tand 2. Fig ¢

=

pery

showes that IP server 101, witich s reprosentative of any of the 1P servers, tnchuding 1P server

3

306, has & baed drive 403, As a result, a list of (olephone destinations may be stored within such

&

a hard drive. Selection of g Hat displayed on LCD display 810 of the 1P telephone shown in Fig

& can be performed using sueh input devices as the keyboard 807 or a DSS console 811, Fig. 8

o 2 3

m such features wre discussed on page 16, line 21 - page 18, line 20; selection of an extension
from a Hst e alse disonssed onpage 18, Hve 21 ~ page 20, Hne 24, The process for pernsitting a

uses to view and sslent extonsiony on the first 1P telephone is tHostrated in Fig U], which is

dizonssed on page 20, ne 25 < page 22, line 11 Also there is an establishment of 2 connection
between the two romoete LANS with respeet to Fig, 14, which inclades g deseription ot the

¢ from one LAN {o the other in order to reguest a 1t of the telephone

sending of a mes
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v, Fig, 12 iHustrates & state dagram of this

process, which is deseribed on page 22, liney 12-24 Automatic dialing of the selected telephone

destingtion gnd & response to selection of one of the telephone destinations from a displaved st

18 desertbed on p

Clatim 36 recites & method for receiving several touch inputs from @ user on the 1P

wolephone that ia notwerked into the LAN/WAN/LAN network described above and with respeet
0 Figo 3 i order to again permit such a user to view a display telephone sxtensions 81 8 remoie

LAN, and then mutematically disling that telephone destination. Claim 36 includes steps for

~

sending & message fom the st LAN to the second LAN roquesting the Hst of telephone

extensions from the sseond LAN, which is delivered to the first LAN From the seoond LAMN.
Claim 3 inchudes steps whereby a first st of second and third LANs coupled to the first LAN 15
provided, aud then a second hist of telephone destinations at a sclected LAN wre then provided,

Y

Suh steps mre shown i Figs, 11 12, and 14 a8 noted above. See page 20, Hne 23 - page 22, Hue

24,

I, GROUNDS OF REJECTION TO BE REVIEWED 0N APPEAL

i Clatms 1-3, 56, B0, 1720 and 22-35 stand rejected under 35 US.C 81030 as
being unpatertable over Gy er ol (U1S, Patend No. 6,298,857) 1n view of Wilon Patent

No. 68282311

5

Clatm 4 standy rejected ander 3

<

m view of Hilron and further W view of Stumiebeck er of (U8, Patent No, 6,063 0316},

3. S ant 40 stand rejected under 35 ULS.CL § 10X as being unpatentatide

over Wiison in
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i, Claims 123, 36, 8-10, 17-20 and 22-35 are not properly rejected nader 33 U S.C

§ HER ag being snpatentable over Guy in view of Wilson.

The basie test or nonobvious subject matter 18 whether the differences betwoen the

or art are such that claimed subjeet matter as & whole would not have

beey obvious fo a person having ordinary skill in the wt o which a mbj eot maiter pertains, The

o courtin Graham v Jobn Deere & Co., 383 118, 1 {1868 set forth the

the seope and contents of the prior art; {2) sscertaining the differences between the prior art and

X X

the sladms at ssusy and (3} resobving the level of ordinary skill in the pertinent ant,

In deterpuining the scope and contents of the prior ard, the Examiner must first consid
the nature of the robiom oo which the inventor was working, Onee this has been established,
must select, for purposes mparing end contrasting with the claims al tssue,

enices widch are roasonably pertinent o that problem.  In sclecting referenses,

1 be avoided at all gosts,

ning the differences betwoeen the ciled prior art and the olatms at issue, the

Exanvner maosd evabuate the clajoed subject matter as a whole; there i3 no requivement that any

difforenves botween the claimed suldoct matter and the oited reforonces be Yremurkable” nor that
REN

some techaologieal discontinaity between the cluimed mvention and subtject matter exists jast

Che requisite view of the whole invention mandates consideration of not only

%

e}

fact that the

its sirpcture, but alze of s propertics and the problems solved. Further, the mere

prios ant can be medified does not made the meodification obvious unless the prior art suggests

the desirability of the modification; there must be some logical reason apparent from positive,

In resolving the level of ordinary skill in the pertinent art, the Examiner must step

N

backward in i sl mto the shoes womn by the person or ordinas

3

il whern the invention was
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urhnown amd just before it was made, The hypothetical person skilled in the art can sunmnarily
be described as one whi thinks along Hoes of conventional wisdom in the art and netther ong

who undertakes i mnoevate nor one who has the benefit of hindsight. Thus, netther an

aaniner, nor a Judge, vor & gentus i the art ot hand, nor even the mventor 1 such a person

Ry teaches 1 systeny and method for transparently transmitting swral signals avross a

o

LAN, where a nser places a telephone call usi.ag the same procedure that is weed when pl«mz‘ g

£

£

fory. Onlumn 3, lines 38

HIZA, the WAN by 1

4, andd the second LAN by 102B. (Note that App}is:anis do not necessaril

o

N

admit that T02A s 2 tocal aren network, sinee i local drea network is shown in Fig. T as 116
however, for the sake of arguing against the rejection, HI2ZA will be designated as the first LANG
¥ &3 bt £

ey duseribis a sot-up operation for