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The examination is being carried out on the following application documents

Description, Pages

1-21 as published

Claims, Numbers

1-23 filed with entry into the regional phase before the EPO 

Drawings, Sheets

1/16-16/16 as published

1 Reference is madeto the following documents; the numbering will be adhered to

in the rest of the procedure.

US 2007/165875 Al (REZVANI BEHROOZ [US] ET AL) 19 July 2007 (2007-07-19)

WO 2007/139578 A1 (SONY ERICSSON MOBILE COMM AB [SE]; BLOEBAUM L

SCOTT [US]; LIU CHARLES) 6 December2007 (2007-12-06)

US 2007/049198 A1 (WALSH SCOTT[GB] ET AL) 1 March 2007 (2007-03-01)

Unallowable amendments,Article 123(2) EPC:

2 Claims 1-23 filed with the entry into the regional phase before the EPO introduces
subject-matter which extends beyond the contentof the application as originallyfiled,

contrary to Article 123(2) EPC.

2.1. Inclaim 1, the data transmitted to the data source regarding the one or more
detected infrastructure wireless network comprises identification data and signal

strength. The correspondingoriginally filled description, see Pag. 12 Line 24 - Pag.

13 Line 6, appears indeed to teach that is transmitted identification data (ID) of the

infrastructure wireless network, Pag. 12 Line 34. However no information regarding

the signal strength is transmitted but only locally evaluated at the earphoneside orat
the data sourceside.

2.2 The dependenciesof the claimsfiled with the entry into the regional phase
before the EPO were dramatically changed with respectto the originally filed claims

and the examinerdid notfind that the newly combination so achieved was disclosed

into the originally filed application. Therefore the Applicant is requested to revert to the

original dependencies,or if considers to maintain some of them in believing that the
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newly achieved combination can be unambiguously derived from the originally filed

application documents, if any, thanis invited to file explanation in supporting anyof
the modified dependencies.

Someof the modified dependencies:

- claims 4, 5, 6, 11 were originally dependent only n claim 1,

- claims 7, 8 were originally dependent only on claim 6,

- claims 13, 14, 15 were originally dependentonly on claim 12,

- claim 16 wasoriginally dependent only on claim 13,

- claims 18, 19 were originally dependentonly on claim 11.

2.3 As with respect to claims 14 and 15, beyond thefact that their dependencies

were dramatically changed, now any of them is a "doubled"claim referring either to a

system or to an earphone, thus giving rise to a clarity objection, Article 84 EPC.

Lack of Clarity,Article 84 EPC:

3. The application does not meet the requirements of Article 84 EPC, because claims
1-23 are not clear.

3.1. The earphone of claim 1 appears to receive digital audio data from the data
source via an ad hod wireless network without to establish in advance such a network,

e.g. to "establish an ad hoc wireless network". Forclarity such an extra feature should
be addedin claim 1.

Similarly, data regarding the infrastructure wireless networkis transmitted to the data

source without explicitly defining that such an existing infrastructure networkis

detected in advance,e.g. "detect existing infrastructure wireless networks".

3.2 The "pre-set infrastructure wireless network" of claim 5 was not defied in any of
the preceding claims prior to be used.

This said "pre-set infrastructure wireless network" appears rather to refer to the said
"infrastructure wireless network"of claim 1.

3.3. Independent method claim 20 should clearly correspond to the independent

apparatus claim 1. Following the requirementof Article 84 EPC, taken in combination
with Rule 43(1) and (3) EPC, any independentclaim must contain all the technical
features essential to the definition of the invention.

In the present case, since independent method claim 20 is not fully corresponding to

the independent apparatusclaim 1, is not clear which are those features which are
considered to be essential for the definition of the invention, Article 84 EPC.
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Lack of Novelty of the Independent Claims, Article 54 (1) and (2) EPC:

4 Document D1 discloses (Fig. 1,2,8,10; Par. 19, 33, 41) a headset which may be

connected to a mobile phoneordirectly to the wi-fi access point or equivalent. The
mobile phone (Fig. 8 Ref. 840) is the equivalent of a data sourcein the sense of claim

1. The data source maytransmit audio data to the headset(see e.g. Par 33). Such
audio data may be locally stored into the mobile phone, as widely known, or

retransmitted from some any otherentity.

Essentially, the headset of document D1 is designed to perform a handoff between

the mobile phone connection and a wi-fi connection or the equivalent. Such a handoff
is advantageously performed when the connectivity to one of the peers is becoming

weak (e.g. the ad hoc connection with the mobile phone) but not only, the person
skilled in the art is well aware of the need or the benefits of the handoffs. When such a

handoff is performed, information (e.g. including the ID) regarding a possible used

network is exchanged with the communication peer for performing the handoff.

Therefore, the subject-matter of independent apparatus claim 1 and of the
corresponding independent methodclaim 20 is essentially covered by the system of

D1 and therefore is considered not new,Article 54 (1) and (2) EPC.

Dependent Claims:

5 Dependent claims 2,3,6-19, 21-23 do not contain any features which, in

combination with the features of any claim to which they refer, meet the requirements

of the EPC in respectof novelty (claims 2, 3, 6-8, 10-15, 17, 18) or inventive step

(claims 9, 16, 19, 21-23). The additional features of the dependent claims are either
disclosed in the cited documents D1-D3 or representstraightforward design options

when designing corresponding wireless devices.

PositiveOpinion:

6 The system of D1 comprises the feature of performing a handoff between an ad

hoc wireless connection with a mobile phone and aninfrastructure wireless network.
Data may be transferred to the earphoneeither from the mobile phone or from the

infrastructure wireless network, e.g. when a handoff is performed during a data
transfer via the mobile phone from another data source placed somewherein the
WEB. However, D1 does not teach that the audio data from the data source, i.e. the

mobile phone,is redirected to the headphonevia the infrastructure wireless network
when the ad hoc network connectionis lost, i.e. when the connection with the mobile

phoneis lost.
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Therefore the subject-matter of claim 4 appears to be new whenthe above objections
are remedied.

Also the subject-matter of claim 5 appears might be new,provided that the earphone
is connected automatically (see also Pag. 12 Lines 18-21) to a host server viaa
second infrastructure wireless network when the data sourceis notin wireless

communication range with the earphonevia the ad hoc wireless network and the data

source and the earphoneare not in wireless communication via said the pre-set
infrastructure wireless network.

Is to be mentioned that the apparatus of D1 is designed such that, underthe (inter)
action of a user, the earphone may be connected to a host server via another
available infrastructure wireless network when the other two connections are broken.

However, the fact that the earphone automatically connect to such a host serverin
such a case, appears not to be disclosed or suggested in the priorart.

Further aspects:

7.1. Whenfiling amendments, the applicant should clearly identify the amendments

made, irrespective of whether they concern amendmentsby addition, replacement or
deletion, and indicate the passagesof the application as filed on which these

amendments are based (see Guidelines E-Il, 1). Care should be taken, not to add
subject-matter which extends beyond the contentof the application as originally filed

(Article 123 (2) EPC).

The applicant should at the sametime bring the description into conformity with the
amendedclaims.

7.2 Independentclaims are not in the two-part form in accordance with Rule 43(1)
EPC, which in the present case would be appropriate, with those features knownin

combination from the prior art being placed in the preamble (Rule 43(1)(a) EPC) and
the remaining features being included in the characterising part (Rule 43(1)(b6) EPC).

7.3 To meet the requirements of Rule 42(1)(b) EPC, D1-D4 should be identified in

the description and the relevant backgroundart disclosed therein should bebriefly
discussed.

EPO Form 1703 01.91TRI

Exhibit 1011 - p. 5f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


