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Authorization for this motion was given by the Board via email sent to the 

parties on September 17, 2021.  Pursuant to 35 U.S.C. § 317(a) and 37 C.F.R. § 

42.72, Microsoft Corporation (“Petitioner”) and Worlds Inc. (“Patent Owner”) 

(collectively, “the Parties”) hereby provide notice that they have reached a 

settlement agreement and jointly request termination of the above-captioned inter 

partes review. 

I. Statement of Facts 

The basis for this Joint Motion is the settlement of disputes between the 

Parties relating to U.S. Patent No. 8,082,501 (the “’501 Patent”). 

Patent Owner dismissed with prejudice its claims relating to the ’501 Patent 

in the co-pending district court litigation.  No other litigation or proceeding 

between the Patent Owner and Petitioner involving the subject ’501 Patent is 

pending.  The Patent Owner and Petitioner have settled their dispute as to the ’501 

Patent, and have agreed to jointly move to terminate this inter partes review. 

II. Standard for Termination 

A joint motion to terminate generally “must (1) include a brief explanation as 

to why termination is appropriate; (2) identify all parties in any related litigation 

involving the patents at issue; (3) identify any related proceedings currently before 

the Office, and (4) discuss specifically the current status of each such related 

litigation or proceeding with respect to each party to the litigation or proceeding.” 
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Heartland Tanning, Inc. v. Sunless, Inc., IPR2014-00018, Paper No. 26, at *2 

(P.T.A.B. July 28, 2014). 

III. Termination Is Appropriate 

Under 35 U.S.C. § 317(a), “[a]n inter partes review . . . shall be terminated 

with respect to any petitioner upon the joint request of the petitioner and the patent 

owner, unless the Office has decided the merits of the proceeding before the 

request for termination is filed.”  Institution was granted on June 16, 2021.  Paper 

No. 11.  The deadline for the Patent Owner’s Response is currently September 29, 

2021.  Paper No. 16 at 1.  This proceeding is thus in the preliminary stage, the 

record lacks full briefing on the trial issues, and the Board has accordingly not 

decided the merits of the proceeding.   

As the Office Patent Trial Practice Guide acknowledges, “[t]here are strong 

public policy reasons to favor settlement between parties to a[n] [inter partes 

review] proceeding. . . . The Board expects that a proceeding will terminate after 

the filing of a settlement agreement, unless the Board has already decided the 

merits of the proceeding . . . .”  77 Fed. Reg., 48,756, 48,768 (Aug. 14, 2012).  

Indeed, maintaining this proceeding would serve as a disincentive for parties in 

similar situations to settle if it is perceived that an inter partes review would 

continue in spite of a settlement.   

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case IPR2021-00277 
Patent 8,082,501 

3 
 

By granting the present Motion, the Board and the Parties can conserve 

resources, and no public interest factors weigh against termination of this 

proceeding.  Thus, termination is proper here. 

IV. Related Proceedings 

As for requirements (2) and (4), the table below identifies all parties in a 

district court litigation that involves the ’501 Patent, and discusses the current 

status of the litigation with respect to each party to the litigation.  See Heartland 

Tanning, Inc., Paper No. 26, at *2. 

Case Caption and Parties Current Status 

Worlds, Inc. v. Activision Blizzard, 
Inc., et al, Case No. 1:12-cv-10576 
(D. Mass.) 

The ’501 Patent was found invalid as 
directed to ineligible subject matter 
under 35 U.S.C. § 101 on April 30, 
2021.  See Paper 9; Ex. 2100.  An 
appeal is currently pending before the 
U.S. Court of Appeals for the Federal 
Circuit, Case No. 2021-1990. 

 
As for requirements (3) and (4), this proceeding is the sole proceeding 

directed to the ’501 Patent currently before the Office. 

V. Agreement in Writing Submitted to the Board 

As required by statute, the Parties are filing concurrently herewith, as a 

separate submission, a Joint Request to File Settlement Agreement as Business 

Confidential Information Pursuant to 35 U.S.C. § 317(b), along with a true and 

correct copy of the written settlement agreement in connection with this matter.  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case IPR2021-00277 
Patent 8,082,501 

4 
 

The Parties request that the settlement agreement be treated as business 

confidential information and be kept separate from the files of the ’501 Patent, 

pursuant to 37 C.F.R. 42.74(c).  The Parties certify that there are no other 

agreements or understandings between Petitioners and Patent Owner made in 

connection with or in contemplation of the termination of the inter partes review 

proceedings. 

VI. Conclusion 

For the reasons stated above, the Parties respectfully request that the Board 

terminate the inter partes review proceedings in IPR2021-00277. 
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