
005079-19/1724493 V5 

 

UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 

SAMSUNG ELECTRONICS CO. LTD., SAMSUNG ELECTRONICS 

AMERICA, INC. AND APPLE, INC., 

Petitioners 

v. 

NEONODE SMARTPHONE LLC, 

Patent Owner 

____________ 

Case IPR2021-00145 

U.S. Patent No. 8,812,993 

 

 

 

 
PATENT OWNER’S SUR-REPLY 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IPR2021-00145 
Patent Owner’s Sur-Reply 

 

- i - 
005079-19/1724493 V5 

TABLE OF CONTENTS 
Page 

 
I. THE CHALLENGED CLAIMS ARE NOT UNPATENTABLE .................. 1 

A. Claim 1 – Ground 1A ........................................................................... 1 

1. Hisatomi/Ren Does Not Disclose a Tap-Present 
State ............................................................................................ 1 

i. “Tap-Activatable” ............................................................ 1 

ii. Hisatomi Does Not Disclose a Tap-Present 
State .................................................................................. 4 

iii. A POSA Would Have Had No Motivation to 
Import Ren’s Direct Off Strategy into 
Hisatomi ........................................................................... 5 

2. Hisatomi Does Not Disclose Tap-Activatable 
Icons for System Functions ........................................................ 9 

i. “System Functions” .......................................................... 9 

ii. Hisatomi Does Not Disclose Tap-
Activatable Icons for System Functions ........................ 11 

B. Claim 1 – Ground 2A ......................................................................... 17 

1. Hansen Does Not Disclose the Recited Electronic 
Device ....................................................................................... 17 

2. Hansen Does Not Disclose Icons for System 
Functions .................................................................................. 18 

3. No Motivation to Combine Hansen and Gillespie ................... 19 

C. Claim 3 ................................................................................................ 21 

D. Claims 5-6 ........................................................................................... 22 

II. SECONDARY CONSIDERATIONS .......................................................... 23 

A. Neonode is Entitled to a Presumption of Nexus ................................. 23 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IPR2021-00145 
Patent Owner’s Sur-Reply 

 

- ii - 
005079-19/1724493 V5 

B. Commercial Success ........................................................................... 24 

C. Industry Praise .................................................................................... 25 

D. Initial Skepticism ................................................................................ 26 

E. The Samsung License ......................................................................... 26 

III. CONCLUSION ............................................................................................. 27 

 
 
 
  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IPR2021-00145 
Patent Owner’s Sur-Reply 

 

- iii - 
005079-19/1724493 V5 

TABLE OF AUTHORITIES 
Page(s) 

 
CASES 

Al-Site Corp. v. VSI Int'l, Inc., 
174 F.3d 1308 (Fed. Cir. 1999) .......................................................................... 25 

Fox Factory, Inc. v. SRAM, LLC, 
944 F.3d 1366 (Fed. Cir. 2019) .......................................................................... 24 

Henny Penny Corp. v. Frymaster LLC, 
938 F.3d 1324 (Fed. Cir. 2019) .......................................................................... 25 

Intelligent Bio-Sys., Inc. v. Illumina Cambridge Ltd., 
821 F.3d 1359 (Fed. Cir. 2016) .................................................................. 4, 6, 18 

M&K Holdings, Inc. v. Samsung Elecs. Co., Ltd., 
985 F.3d 1376 (Fed. Cir. 2021) .......................................................................... 17 

MasterMine Software, Inc. v. Microsoft Corp., 
874 F.3d 1307 (Fed. Cir. 2017) ............................................................................ 9 

Pro-Mold & Tool Co. v. Great Lakes Plastics, Inc., 
75 F.3d 1568 (Fed. Cir. 1996) ............................................................................ 25 

Wasica Fin. GmbH v. Cont’l Auto. Sys., Inc., 
853 F.3d 1272 (Fed. Cir. 2017) ...................................................................... 9, 17 

 
 
  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IPR2021-00145 
Patent Owner’s Sur-Reply 

 

- iv - 
005079-19/1724493 V5 

TABLE OF EXHIBITS 

NEO 
Exhibit 
Number 

Description 

2001 Declaration of Craig Rosenberg, Ph.D. in Support of Patent Owner’s 
Preliminary Response 

2002 Craig Rosenberg, Ph.D., Curriculum Vitae 

2003 MicroTouch Mac-‘n-Touch Technical Data Sheet 

2004 US Patent No. 5,406,307 (Hirayama, et al.) 

2005 Transcript of 30(b)(6) Videotaped Deposition of Neonode, Inc. by 
Joseph Shain and Thomas Eriksson (March 19, 2012) in the matter of 
Motorola Mobility, Inc. v. Apple Inc., CA No. 1:10cv023580, United 
States District Court for the Southern District of Florida. 

2006 Transcript of Telephonic conference Before the Honorable Alan D. 
Albright (October 23, 2020), in the matter of Neonode Smartphone, 
LLC v. Apple, Inc., Docket No. WA 20-CA-505, Neonode 
Smartphone, LLC v. Apple, Inc., Docket No. WA 20-CA-507, United 
States District Court for the Western District of Texas, Waco Division 

2007 Plaintiff Neonode Smartphone LLC’s Motion for Issuance of Letter of 
Request to Examine Persons, Inspect Documents, Inspect Property 
Pursuant to the Hague Convention on the Taking of Evidence Abroad 
in Civil or Commercial Matters, and Exhibit A thereto. 

2008 Apple Inc.’s Unopposed Motion for Issuance of Letter of Request to 
Examine Persons and Inspect Documents Pursuant to Hague 
Convention, and Exhibit A thereto. 

2009 Order Granting Plaintiff Neonode Smartphone LLC’s Motion for 
Issuance of Letter of Request to Examine Persons, Inspect 
Documents, Inspect Property Pursuant to the Hague Convention on 
the Taking of Evidence Abroad in Civil or Commercial Matters 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


