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I. INTRODUCTION

Patent Owner (“PO”) attempts (Paper 29, “POR”) to antedate Hirose through
a shotgun of present-day testimony and interpretation of evidence that collectively
fail to demonstrate both prior conception and reduction-to-practice (“RTP”’). And
PO’s witnesses’ cross-examination testimony exposed that the named inventors may
not have even conceived the claimed invention, and certainly did not RTP before
Hirose. PO’s narrative relies on the uncorroborated leap that a faxed circuit drawing
of a band-reject filter confirms its use in prior “runs”—and thus, RTP—but fails to
evidence that any of those runs actually RTP’d the claimed invention. Likewise,
PO’s obviousness arguments are based on faulty expert analysis and
misunderstandings of the record and evidence.

The challenged claims are unpatentable.

II. CLAIM CONSTRUCTION

Petitioner disputes PO’s suggestion of “agree[ment]” (EX2022, 10), but
nevertheless, PO’s positions are not dispositive because they do not distinguish the

prior art.
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III. PO FAILS TO ANTEDATE HIROSE

To antedate, PO “must show either an earlier reduction to practice [RTP], or an
earlier conception followed by a diligent RTP.” Purdue Pharma L.P. v. Boehringer
Ingelheim GmbH, 237 F.3d 1359, 1365 (Fed. Cir. 2001). PO alleges the former,

contending conception/RTP “no later than July 18, 2001!, but likely as of June 13,

2001.” (POR, 29.)

To establish RTP, PO must show: (1) construction of an embodiment meeting
all limitations of the claimed invention; (2) a determination that the invention would
work for its intended purpose; and (3) the existence of sufficient evidence to
corroborate inventor testimony regarding these events. Medichem, S.A. v. Rolabo,
S.L.,437 F.3d 1157, 1169 (Fed. Cir. 2006). PO shows none.

To establish conception, PO must “prove possession of the complete mental

picture of the invention.” Burroughs Wellcome Co. v. Barr Laboratories, Inc., 40

F.3d 1223, 1228 (Fed. Cir. 1994). PO cannot do so.

' PO’s assertions that RTP “on” Hirose’s date antedates (POR, 12-13) misreads
Tomecek, which found the prevailing party “show([ed] an actual [RTP] on or before”
the RTP date alleged by that party—not the reference date. (Tomecek v. Stimpson,
513 F.2d 614, 614-16 (C.C.P.A. 1975).)

2 PO waived any argument of diligent RTP after July 18, 2001. (POR, 12-15.)
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