Filed December 17, 2021

On behalf of:
Patent Owner Masimo Corporation
By: Joseph R. Re (Reg. No. 31,291)
Stephen W. Larson (Reg. No. 69,133)
Jarom D. Kesler (Reg. No. 57,046)
Jacob L. Peterson (Reg. No. 65,096)
KNOBBE, MARTENS, OLSON & BEAR, LLP
2040 Main Street, 14th Floor
Irvine, CA 92614
Tel.: (949) 760-0404 Fax: (949) 760-9502
E-mail: AppleIPR2020-1715-765@knobbe.com

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

APPLE INC.

Petitioner,
V.

MASIMO CORPORATION,

Patent Owner.

IPR2020-01715
U.S. Patent 10,631,765

PATENT OWNER'’S SUR-REPLY TO REPLY

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

L. INTRODUCTION

II.  ARGUMENT

A.

DOCKET

_ ARM

Ground 1

l.

TABLE OF CONTENTS

A POSITA Would Have Understood That Ohsaki’s
Board Is Longitudinal And Even Small Changes

Result In SHPpage .......eeevevveveeiiieeeeeeee e,

a) Ohsaki’s Board Is Longitudinal..........................

b)  Petitioner’s Additional Arguments Are

UNPEISUASIVE. ..eeeeviiieiiiieeiiieeesiieeesneeeeiveeeeenneens

Petitioner Incorrectly Asserts That Ohsaki’s Board
Prevents Slipping “On Either Side Of The User’s

WISt OF FOTCarmM™ ....eeeeeeeeeee e eeee e e

A Convex Cover Does Not Enhance Aizawa’s Light-

Gathering Ability ....c.cooeeviieeiiieceeee e

a)  Petitioner Contradicts Its Admissions................

b)  The Principle Of Reversibility Is Irrelevant To

Petitioner’s Proposed Combination....................

c)  Petitioner’s Other New Theories Are Similarly

Misplaced.......cc.eeveenieniinieiee e

A Convex Cover Would Be More Prone To Scratches

Petitioner Establishes No Motivation To Modify
Aizawa’s Sensor To Include Both Multiple Detectors

And Multiple EMitters .........ccccoevvvevieeciieieeieeeeene,

.............................................................................

..................................................................................

Page No.

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF CONTENTS

(Cont’d)
Page No.

6. Mendelson 2006 Underscores Petitioner’s Hindsight
ReconStruCtion ..........cceeveeeriiiniieniieiieeceieeeeeeee e 25
7. Expectation Of SUCCESS......ccccvvieeeiiiiiiiiiieeiee e, 27
8. Claims 12, 18,29 ..o 27
B, Grounds 2-3 ... e e 29
III.  CONCLUSION......ciitiittetiectestese ettt ettt s 29

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF AUTHORITIES

Page No(s).

ActiveVideo Networks, Inc. v. Verizon Commc ’'ns, Inc.,

694 F.3d 1312 (Fed. Cir. 2012) cvoviieiieieeeeeeeeeeeeeeee e 27
DePuy Spine, Inc. v. Medtronic Sofamor Danek, Inc.,

567 F.3d 1314 (Fed. Cir. 2009) .....cccvieiiieeiieeieeeeeeeeeeeeee e 10, 14, 15
Panduit Corp. v. Dennison Mfg. Co.,

810 F.2d 1561 (Fed. Cir. 1987) ..oouvieiieieeeeeetee e 10
TQ Delta, LLC v. CISCO Sys., Inc.,

942 F.3d 1352 (Fed. Cir. 2019) cvviiiieeeeeeeeeeeeeeeeeeeeeee e 9

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2020-01715 — Patent 10,631,765
Apple v. Masimo

I. INTRODUCTION

Petitioner attempts to rewrite a flawed petition that misunderstood the cited
references and basic optical principles.  Petitioner’s new arguments are
inconsistent with its prior positions, conflict with the cited references, and
constitute a hindsight-driven reconstruction of Masimo’s claims.

Petitioner asserts that Masimo did not respond to Petitioner’s three purported
motivations to modify Aizawa’s “flat cover...to include a lens/protrusion...similar
to Ohsaki’s translucent board.” Reply 8; Pet. 33. That is incorrect.

Petitioner’s first motivation is to “improve adhesion.” Id. Masimo directly
responded, pointing out that Aizawa discloses a palm-side sensor and that
Petitioner’s proposed combination has a shape that would increase slipping at
Aizawa’s measurement location. Patent Owner Response (“POR”) 19-28. Indeed,
Aizawa teaches a flat surface improves adhesion on the wrist’s palm-side and
Ohsaki teaches a convex surface tends to slip on the wrist’s palm-side. POR 28-
41. Both references thus undermine Petitioner’s proposed motivation of improved
adhesion. Rather than address these contrary teachings, Petitioner asserts that
Ohsaki’s sensor has no particular shape and reduces slipping at any body location.
Reply 13-21. That contradicts Ohsaki, which illustrates its sensor’s longitudinal

shape and explains how even slightly changing the sensor’s orientation or
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