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| Introduction

This is Petitioner’s second IPR Petition on the *123 patent. The Board
denied Petitioner’s first IPR Petition in view of the parallel ITC investigation. See
Philip Morris Prods., S.A. v. RAI Strategic Holdings, Inc., IPR2020-00919, Paper
No. 9 (PTAB Nov. 16, 2020). The considerations that led the Board to deny
institution on the first IPR Petition apply equally to this Petition. The Board
should reach the same conclusion here and deny institution.

Petitioner’s Reply glosses over Fintiv factors 1-3 and 5, suggesting that the
Board should ignore the ITC proceeding altogether. But then for Fintiv factor 4,
Petitioner—no longer ignoring the ITC proceeding—emphasizes that it dropped its
overlapping invalidity defense. What Petitioner failed to mention is that it forced
Patent Owner, the ITC administrative law judge (“ALJ”), and the Commission
Office of Unfair Import Investigations (“OUII”) to spend nearly a year heavily
litigating the validity of the exact same patent claims with respect to the exact
same alleged grounds of invalidity at issue in this Petition. Petitioner’s mid-trial
dropping of its ITC invalidity defense is too late. The Board should not reward
Petitioner’s gamesmanship.

II.  The Board Should Deny Institution In View Of The Parallel ITC
Proceeding

Petitioner suggests that Fintiv is not applicable here because the ITC is not a
court. Reply at 1-3. But the Board’s Trial Practice Guide makes clear that denial
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