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Patent Owner’s recent narrowing of the claims it will present at the parties’ 

imminent trial, as required by the District Court’s procedures, does not materially 

alter the weighing of Fintiv Factor 4. Patent Owner has not engaged in any 

“gamesmanship.” Rather, Patent Owner has followed common practice of selecting 

the claims it will present to the jury given the District Court’s directives in view of 

its time limits on trials. See Exs. 2014, 2015. Thus, the fact that the Petition 

challenges additional claims does not preclude a finding of overlap. See Samsung 

Elecs. Co. Ltd. v. Clear Imaging Research, LLC, IPR2020-01552, Paper 12, at 21–

23 (P.T.A.B. Mar. 3, 2021) (“[T]he mere existence of non-overlapping claims does 

not support Petitioner’s position that this factor favors institution. …”). Moreover, 

the fact that the parallel proceeding has progressed this far—through two pre-trial 

conferences and to the cusp of trial—strongly favors discretionary denial.   

Under Fintiv, there need only be some “overlap” between issues in the petition 

and the parallel proceeding. Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11, at 

6 (P.T.A.B. Mar. 20, 2020).1 The Board has consistently found that this factor 

weighs in favor of discretionary denial even when there is not complete identity of 

1 Relatedly, Petitioner’s contention that “there is no overlap whatsoever in the art 

asserted in the Petition and in the parallel proceeding” (Paper 10, at 1) is belied by 

record facts, as previously discussed. See, e.g., Paper 9, at 3–5. 
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