
 

Filed: September 21, 2020 
Filed on behalf of: 

Patent Owner Masimo Corporation  
By: Joseph R. Re (Reg. No. 31,291) 

Stephen W. Larson (Reg. No. 69,133) 
Jarom D. Kesler (Reg. No. 57,046) 
Jacob L. Peterson (Reg. No. 65,096) 

 
KNOBBE, MARTENS, OLSON & BEAR, LLP 
2040 Main Street, Fourteenth Floor 
Irvine, CA 92614 
Tel.: (949) 760-0404 
Fax: (949) 760-9502 
E-mail:  AppleIPR2020-1520-265@knobbe.com  

 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
    

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
    

APPLE, INC. 

Petitioner, 
 

v. 
 

MASIMO CORPORATION, 

Patent Owner. 
    

Case IPR2020-01520 
U.S. Patent 10,258,265 

    

 
PATENT OWNER SUBMISSION OF MANDATORY NOTICE 

INFORMATION PURSUANT TO 37 C.F.R. § 42.8(a) 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IPR2020-01520 
Apple Inc. v. Masimo Corporation 

-1- 

Pursuant to 37 C.F.R. § 42.8, Patent Owner Masimo Corporation hereby 

submits the following mandatory notice information. 

I. Real Party in Interest Pursuant to 37 C.F.R. § 42.8(b)(1) 

The real party in interest is Masimo Corporation. 

II. Related Matters Pursuant to 37 C.F.R. § 42.8(b)(2) 

The matters listed below might affect, or be affected by, a decision in this 

proceeding pursuant to 37 C.F.R. § 42.8(b)(2). 

A. Litigation Involving the Patent-at-Issue 

U.S. Patent No. 10,258,265 (“the ’265 Patent”) has been asserted in the 

following lawsuit: Masimo Corp. et al. v. Apple Inc., Civil Action No. 8:20-cv-

00048-JVS-JDE, pending in the Central District of California. 

B. Patents and Patent Applications Claiming Priority to the Patent-
at-Issue 

At least the following patents and applications claim priority to, or share a 

priority claim with, the ’265 Patent: 

Country Code (or Jurisdiction) Patent No. Application No. 

US Abandoned 12/534827 

US 9,277,880 12/829352 

US 10,624,563 16/534956 

US 10,588,553 16/534949 

US 10,617,338 16/541987 

US 10,588,554 16/544713 

US 10,610,138 16/544755 

US 10,582,886 16/594980 

US 10,631,765 16/725478 
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Country Code (or Jurisdiction) Patent No. Application No. 

US 10,624,564 16/725292 

US 10,709,366 16/829510 

US 10,758,166 16/829578 

US 10,335,068 14/981290 

US 10,702,194 16/829536 

US 10,702,195 16/834467 

US Pending 16/834538 

US 10,743,803 16/834533 

US 10,258,266 16/212537 

US 10,299,708 16/261366 

US 10,292,628 16/261326 

US 10,376,190 16/409304 

US 10,376,191 16/409515 

US Pending 16/449143 

US 8,630,691 12/534812 

US 8,909,310 14/153895 

US 8,203,704 12/534823 

US 8,570,503 13/525166 

US Abandoned 14/064055 

US 8,515,509 12/534825 

US 8,577,431 12/497528 

US 9,717,425 14/069974 

US Abandoned 15/660743 

US Pending 16/805605 

US 8,437,825 12/497523 

US 9,591,975 13/888266 

US D621516 29/323409 

US D606659 29/323408 

US Abandoned 12/497506 
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C. Related Proceedings Before the Board  

Patent Owner also identifies the following additional Inter Partes Review 

proceedings related to patents asserted by Patent Owner in the above-referenced 

District Court litigation: 

Petitioner Case Number Patent Number 

Apple, Inc. IPR2020-01521 10,292,628 

Apple, Inc. IPR2020-01523 8,457,703 

Apple, Inc. IPR2020-01524 10,433,776 

Apple, Inc. IPR2020-01526 6,771,994 

Apple, Inc. IPR2020-01536 10,588,553 

Apple, Inc. IPR2020-01537 10,588,553 

Apple, Inc. IPR2020-01538 10,588,554 

Apple, Inc. IPR2020-01539 10,588,554 
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III. Lead and Back-Up Counsel Pursuant to 37 C.F.R. § 42.8(b)(3) 

Patent Owner hereby designates its lead and backup counsel as follows: 

Lead Counsel Back-up Counsel 

Joseph R. Re (Reg. No. 31,291) 
Knobbe, Martens, Olson, & Bear, LLP 
2jrr@knobbe.com 
Postal and Hand-Delivery Address: 
2040 Main St., 14th Floor 
Irvine, CA 92614 
Telephone: (949) 760-0404  
Facsimile: (949) 760-9502 

Stephen W. Larson (Reg. No. 69,133) 
Knobbe, Martens, Olson, & Bear, LLP 
2swl@knobbe.com 
Postal and Hand-Delivery Address: 
2040 Main St., 14th Floor 
Irvine, CA 92614 
Telephone: (949) 760-0404 
Facsimile: (949) 760-9502 

Back-up Counsel Back-up Counsel 

Jarom D. Kesler (Reg. No. 57,046) 
Knobbe, Martens, Olson, & Bear, LLP 
2jzk@knobbe.com 
Postal and Hand-Delivery Address: 
2040 Main St., 14th Floor 
Irvine, CA 92614 
Telephone: (949) 760-0404 
Facsimile: (949) 760-9502 

Jacob L. Peterson (Reg. No. 65,096) 
Knobbe, Martens, Olson, & Bear, LLP 
2jup@knobbe.com 
Postal and Hand-Delivery Address: 
2040 Main St., 14th Floor 
Irvine, CA 92614 
Telephone: (949) 760-0404 
Facsimile: (949) 760-9502 

 
IV. Service Information Pursuant to 37 C.F.R. § 42.8(b)(4) 

Please address all correspondence to lead counsel at the address shown 

above.  Patent Owner also consents to electronic service by email to: 

AppleIPR2020-1520-265@knobbe.com. 

Respectfully submitted, 
KNOBBE, MARTENS, OLSON & BEAR, LLP 

Dated:  September 21, 2020 /Jacob L. Peterson/  
Jacob L. Peterson (Reg. No. 65,096) 
Customer No. 64,735 
 
Attorneys for Patent Owner 
Masimo Corporation 
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