UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD
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Petitioner,

V.
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Patent Owner.
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Patent 10,258,265

PETITIONER’S MOTION TO FILE SUPPLEMENTAL INFORMATION
PURSUANT TO 37 C.F.R. § 42.123
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L. INTRODUCTION

Pursuant to 37 C.F.R § 42.123(a), and under the authorization granted by the
Board on April 6, 2021, Petitioner hereby moves to submit Exhibit 1038
(“Declaration of Jacob Munford”) as supplemental information.

Petitioner requested authorization to file this motion on April 2, 2021, within
one month of the March 2, 2021 date of institution for IPR2020-01520. As
explained in more detail below, Exhibit 1038 provides further testimony
supporting the public accessibility and authenticity of prior art references relied
upon in the challenges set forth in the IPR2020-01520 Petition. For at least that
reason, Exhibit 1038 is relevant to a claim for which trial has been instituted.
Accordingly, both requirements of 37 C.F.R § 42.123(a) have been met.

Further, counsel for Petitioner and Patent Owner conferred prior to
Petitioner’s request for authorization to submit this motion, and Patent Owner does
not oppose this motion. Petitioner now so moves.

II. BACKGROUND

On August 31, 2020, Petitioner filed a Petition for inter partes review of
claims 1-4, 6-14, and 16-30 of U.S. Pat. No. 10,258,265 (“the 265 patent”), which
was assigned case number IPR2020-01520. On March 2, 2021, the Board

instituted a trial on all challenged claims of the *265 patent, determining that
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Petitioner had demonstrated a reasonable likelihood that Petitioner would prevail
in showing the unpatentability of at least one of the challenged claims.

On March 16, 2021, pursuant to 37 C.F.R. § 42.64(b)(1), Patent Owner
served Petitioner with objections to evidence, which included assertions that
various prior art references that had been relied upon in the Petition had not been
established as prior art, in addition to objections to the previously-submitted
declaration of librarian Jacob Robert Munford (Exhibit 1026). On March 30, 2021,
pursuant to 37 C.F.R. § 42.64(b)(2), and in response to Patent Owner’s objections,
Petitioner served Patent Owner with supplemental evidence including an additional
“Declaration of Jacob Munford” (Exhibit 1038).

Exhibit 1038 provides further testimony supporting the public accessibility
and authenticity of the prior art references relied upon in the challenges set forth in
the IPR2020-01520 Petition, with supporting appendices.

On April 2, 2021, Petitioner requested authorization from the Board to file a
motion to submit a declaration of Jacob Robert Munford as supplemental
information in each of IPR2020-01520, -01536, -01537, -01538, and -01539. On
April 6, 2021, the Board authorized Petitioner to file a motion to submit
supplemental information in each of the indicated proceedings. In accordance with
the Board’s authorization, Petitioner hereby moves to submit Exhibit 1038 as

supplemental information in IPR2020-01520.
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III. ARGUMENTS

Under 37 C.F.R. § 42.123(a), a party may file a motion to submit
supplemental information in accordance with the following two requirements: (1)
“A request for the authorization to file a motion to submit supplemental
information is made within one month of the date the trial is instituted”; and (2)
“The supplemental information must be relevant to a claim for which the trial has
been instituted.”

The instant Motion meets both of these requirements. First, Petitioner
requested authorization to file this motion on April 2, 2021, within one month of
the March 2, 2021 date of institution for IPR2020-01520. Second, Exhibit 1038
provides further testimony supporting the public accessibility and authenticity of
prior art references relied upon in the challenges set forth in the IPR2020-01520
Petition and, for at least that reason, Exhibit 1038 is relevant to a claim for which
trial has been instituted. See, e.g., Valeo v. Magna Elecs., IPR2014-01204 Pap. 26
at 5 (PTAB Apr. 10, 2015); Palo Alto Networks, Inc. v. Juniper Networks, Inc.,
IPR2013-00369 Pap. 37 at 3 (PTAB Feb. 5, 2014)(“[e]vidence that allegedly
confirms the public accessibility of references that serve as the basis of the grounds
of unpatentability authorized...is relevant to the claims of the...patent for which
this trial was instituted”); Motorola Solutions, Inc. v. Mobile Scanning Tech., IPR

2013-00093 Pap. 37 at 2-3 (PTAB Jun. 28, 2013).
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Moreover, Like the supplemental information admitted in Valeo, Palo Alto
Networks, and Motorola Solutions, Inc., Exhibit 1038 does not change the grounds
of unpatentability authorized in the proceeding, and instead merely confirms the
public accessibility and authenticity of prior art references originally provided with
the Petition. Further, because Patent Owner has been in possession of the
supplemental information in the form of supplemental evidence since March 30,
2021, which is approximately two months prior to the May 28, 2021 due date of
the Patent Owner’s response, the Patent Owner has reasonable time to review
Exhibit 1038 and is not prejudiced or otherwise burdened by entry of this
supplemental evidence into the record as supplemental information. Similarly, the
entry of Exhibit 1038 now, as supplemental information, would not limit the
Board’s ability to complete this proceeding in a timely fashion.

Accordingly, Petitioner respectfully submits that Exhibit 1038 should be
submitted into evidence as supplemental information, and requests the same.

IV. CONCLUSION

Petitioner respectfully requests that the Board grant this motion to submit

Exhibit 1038 as supplemental information in IPR2020-01520.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




