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Pursuant to the Board’s April 14, 2021 Order (Paper 18), Patent Owner hereby 

submits its opposition to Petitioner’s Motion to Submit Supplemental Information 

Pursuant to 37 C.F.R. § 42.123(a) (Paper 21). 

I. PETITIONER MISCHARACTERIZES THE CONTROLLING 
LAW 

Petitioner suggests that the only consideration for a request under 37 C.F.R. 

§ 42.123(a) is whether the submission is timely and relevant. Paper 21 at 12-13. The 

Federal Circuit, however, has flatly rejected that position in a precedential opinion: 

“Requiring admission of supplemental information so long as it was timely 

submitted and relevant to the IPR would cut against this mandate [to assure efficient 

and timely administration of IPRs] and alter the intended purpose of IPR 

proceedings.” See Redline Detection, LLC, v. Star Environtech, Inc., 811 F.3d 435, 

443-445 (Fed. Cir. 2015). Indeed, concerns such as a petitioner intentionally holding 

back evidence, and promoting the goal of having petitioners “set forth their best 

grounds of unpatentability and supporting evidence in their petitions” must be taken 

into account. Id. It is a question of fundamental fairness. Here, Petitioner does not 

even try to prove the evidence was unavailable, and even a cursory review 

demonstrates it is comprised of opinions and evidence that was indisputably 

available to a diligent Petitioner. 

The supplemental information must, of course, be relevant. 37 CFR 

§ 42.123(a). Petitioner ignores, however, that information that does nothing more 
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than demonstrate circumstances after the applicable date is not relevant. Clearone, 

Inc. v. Shure Acquisition Holdings, Inc., IPR2019-00683, Paper 32 at 5 (PTAB Nov. 

6, 2019). 

Moreover, the information must not merely substitute new evidence to bolster 

deficiencies in the timely presented evidence. “Permitting a petitioner to supplement 

the record in a manner that effectively changes the evidence originally presented in 

a petition is not in accord with the statutory requirement that the petition identify 

‘with particularity … the evidence that supports the grounds for the challenge to 

each claim.’” Yamaha Golf Car Co. v. Club Car, LLC, IPR2017-02141, 2018 WL 

6428205 at *3 (PTAB Dec. 4, 2018). Thus, even where the request is timely and the 

information is relevant, voluminous additional submissions and declarations that 

alter positions are properly rejected. Id.  

All of these factors must be considered, and here their consideration requires 

denial. 

II. PETITIONER MISCHARACTERIZES THE SUPPLEMENTAL 
EVIDENCE 

To properly adjudicate Petitioner’s motion, its mischaracterizations of its 

proposed supplemental evidence must first be corrected.  

A. Exhibit 1027: MacPherson Declaration 

Petitioner proffers Mr. MacPherson’s testimony to support its allegations that 

the Zhang, Gupta, and Chien references on which it bases its petition were 
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