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I. Introduction 

BMW’s reply confirms that all challenged claims of the ’634 patent are 

patentable.  Despite BMW’s repeated attempts to backfill its deficient Petition, 

significant gaps remain in the prior art.  BMW’s reply continues to beat the same 

drum about “bodily incorporation.”  But obviousness is BMW’s burden, and 

BMW’s incorrect, oversimplified, and unexplained reasons to combine fail to 

explain how and why a POSA would combine its proposed references. 

II. BMW’s Grounds Fail To Demonstrate Obviousness 

A. Ground 1 – Severinsky in View of Nii Does Not Render Claim 33 
Obvious 

Claim 33 specifically requires “varying said setpoint”—a parameter the 

hybrid controller uses for selecting operating modes—based on “monitoring 

patterns of vehicle operation over time.”  BMW cannot show that either Severinky 

or Nii vary anything resembling a “setpoint” or even contemplate how the 

controller could vary such a control parameter based on monitored vehicle patterns 

over time.  Severinsky does not vary any alleged “setpoint,” and Nii is concerned 

with setting the engine at a constant output for battery charging.   

In lieu of evidence, BMW offers sweeping statements about how pattern 

information is good for enhancing vehicle efficiency.  But the claims are not so 

broad, and BMW cannot satisfy its burden by disregarding key claim elements.   
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