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I. Introduction 

Pursuant to the Board’s Authorization of August 10, 2021, Patent Owners 

identify the following arguments and/or evidence filed with the Petitioner Reply 

that is beyond the proper scope of the Reply.1 

A. New Arguments and Evidence Regarding Graf (Grounds 3, 4-9)   
 

Ex. 1090 is new evidence not presented in BMW’s Petition.  BMW’s reply 

relies on Ex. 1090 (a translation of foreign patent EP 0,576,703) to argue that Graf 

discloses “monitoring patterns of vehicle operation over time.”  Reply, 22-24.  

Graf explicitly references Ex. 1090 in its specification, but BMW did not submit 

Ex. 1090 or make any arguments concerning its disclosure or relevance to Graf in 

its Petition.   

BMW’s arguments at Section IV of its reply focus primarily on the 

disclosure of Ex. 1090, which was not included in BMW’s Petition.  BMW’s 

reliance on Ex. 1090 to supplement the disclosure of Graf included in the Petition 

is new argument.  Likewise, paragraphs 99-103 of Dr. Davis’s reply declaration 

(Ex. 1088) consist of new opinions relying on Ex. 1090 to supplement his opinions 

about Graf’s disclosure. 

                                           
1 Patent Owners reserve the right to address in their Sur-reply other new/improper 

arguments and evidence contained in BMW’s Reply. 
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B. New Arguments and Evidence Regarding Severinsky (Grounds 
1-9)   
 

BMW’s assertions that “Severinsky’s speed-based thresholds correlate to 

torque-based thresholds” and “‘speed thresholds’ are also torque thresholds by 

their very nature” (Reply, 11) are new arguments.  BMW’s Petition relied on speed 

thresholds (Petition, 22), but did not explain any relationship between “speed 

thresholds” and “torque thresholds.”  Likewise, paragraphs 7-26 of Dr. Davis’s 

reply declaration (Ex. 1088) consist of new opinions making the same argument 

about the purported relationship between “speed thresholds” and “torque 

thresholds.”  In addition, Dr. Davis relies on Bumby II (Ex. 1015), an SAE paper 

(Ex. 1091), and the Ehsani textbook (Ex. 1092) in attempt to support this 

argument.  Ex. 1088, ¶¶ 14-22.  Neither BMW nor Dr. Davis reference or discuss 

Ex. 1015, Ex. 1091, or Ex. 1092 in support of these grounds in BMW’s Petition.   

 

  Respectfully submitted, 
 
 
 
Date: August 17, 2021  /Brian J. Livedalen/  
  Ruffin B. Cordell, Reg. No. 33,487 
  Timothy W. Riffe, Reg. No. 43,881 
  Brian J. Livedalen, Reg. No. 67,450 
 
  Counsel for Patent Owners 
Fish & Richardson P.C. 
Telephone:  (202) 783-5070 
Facsimile:   (877) 769-7945
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