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Petitioners’
Oral Argument Demonstratives

Bayerische Motoren Werke Aktiengesellschaft & 
BMW of North America, LLC,

Petitioners
v.

Paice LLC & The Abell Foundation, Inc.,
Patent Owners

IPR2020-01299
U.S. Patent No. 8,630,761

BMW1111
BMW v. Paice, IPR2020-01299

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Only Purported Inventive Aspect of Challenged Claims 
Concerns “Pattern”-Related Limitations

Source:  Petition, 5-6, 77; BMW1001 (’761 Patent), claim 1

Well known 
hybrid control 

strategy
[a]-[d]

Incorporating 
pattern into 

control strategy
[e]-[f]

PO does not contend that there are any patentable distinctions between claims 1 and 7 
with respect to Petitioners’ grounds

Independent Claim 1:
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Only Purported Inventive Aspect of Challenged Claims 
Concerns “Pattern”-Related Limitations

Source:  Petition, 17, 20-24, 77-78; Reply, 1; BMW1001, claim 1; BMW1013 (Severinsky), Fig. 3

No dispute that limitations [a]-[d] are disclosed by 
Severinsky’s controller:

[a] storing and supplying electrical 
power from a battery bank;
[b] applying torque to road wheels 
from an engine or a motor;
[c] controlling flow of torque 
between the engine, motor, and 
wheels;
[d] controlling flow of electrical 
power between the battery bank 
and motor employing a controller; 

Wheels
Battery
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[e] wherein said controller derives a predicted near-term pattern of 
operation of said hybrid vehicle by monitoring operation of said 
hybrid vehicle; and

[f] controls operation of said at least one traction motor and said 
internal combustion engine for propulsion of said hybrid vehicle 
responsive to said derived near-term predicted pattern of operation
of said hybrid vehicle.

Only Purported Inventive Aspect of Challenged Claims 
Concerns “Pattern”-Related Limitations

Source: Petition, 77-78; Reply 1-3; BMW1001, claim 1; Institution Decision, 12

Board’s Construction:

“predicted near-term pattern 
of operation” 

“an expected pattern of 
operation”

Control merely “responsive to” expected pattern
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Only Purported Inventive Aspect of Challenged Claims 
Concerns the “Pattern”-Related Limitations

Petition, 7-8; Reply, 3; BMW1052 (FH), 58; BMW1103 (Shahbakhti dep. tr.), 26:11-28:12

Applicant amended claims and argued around 
Severinsky (‘970 Patent) during prosecution:

Dr. Shahbakhti 
Admits Didn’t 

Consider “Details” of
File History

* * *
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