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1 Dr. M Shahbakhti 1 Dr. M Shahbakhti

2 2 APPEARANCES

3 3 (Al Attendees Appearing Via Videoconference and/ or
4 4 Tel ephonically):

5 Thur sday, June 17, 2021 5
6 9:00 a. m 6 ON BEHALF OF PETI TI ONER:

7 7 BY: SCOIT BI TTMAN, ESQ
8 8 CROVELL & MORI NG
9 REMOTE VI DECTAPED DEPCSI TI ON of DR MAHDI 9 1001 Pennsyl vani a Avenue NW
10 SHAHBAKHTI, hel d before Thomas A. Fernicola, a 10 Washi ngt on, DC 20004
11 Regi st ered Prof essional Reporter and Notary Public of 11
12 the State of New York. 12
13 13 ON BEHALF OF PATENT OMNER and THE W TNESS:

14 14 BY: BRIAN LI VEDALEN, ESQ
15 15 FI SH & RI CHARDSON
16 16 1000 Mai ne Avenue, SW
17 17 Washi ngt on, DC 20004
18 18
19 19
20 20
21 21
22 22 ALSO PRESENT:

23 23 RODOLFO DURAN, Vi deogr apher.
24 24
25 25
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1 Dr. M Shahbakhti 1 Dr. M Shahbakhti

2 THE VI DEOCGRAPHER  (ood mror ni ng, 2 THE VIDEORAPHER  This is the

3 Counselors. M nane is Rodol fo Duran. 3 start of Media Labeled No. 1 of the

4 | amthe | egal videographer in 4 renote Video Recorded Deposition of Dr.

5 association with TSG Reporting, Inc. 5 Mhdi Shahbakhti, in the matter of

6 Due to the severity of the 6 Bayerische Mtoren Wrke

7 OO D19 pandenic and foll owi ng the 7  Aktiengesel | schaft and BMVof North

8 practice of social distancing, | wll 8 Anerica, LLC versus Paice, et al.

9 not be in the same roomas the witness. 9 Today is June 17, 2021. The time
10 Instead, | will be recording this 10 is 9:06 a.m Muntain Daylight Tine, and
11  videotaped deposition renotely. 11  we're on the record.

12 The reporter, Tom Fernicola, also 12 WI 1 counsel please introduce
13 will not be in the sane roomand will 13 yoursel ves.
14 swear the witness renotely. 14 MR BITTMAN This is Scott
15 Do all parties stipulate to the 15 Bittman for Gowell & Mring for
16 wvalidity of this video recording and 16  Petitioner BW
17 renote swearing, and that it wll be 17 MR LIVEDALEN Brian Livedal en
18 admssible in the courtroomfollow ng 18 fromFish & R chardson representing
19 Rule 30 of the Federal Rules of Gvil 19 Patent Oaners.
20 Procedures and the state's rules where 20 THE VIDECGRAPHER  WI | the court
21 this case is pending? 21 reporter please swear in or affirmthe
22 MR BI TTMAN  Yes, agreed for 22 witness.
23 Petitioner. 23
24 MR LIVEDALEN Agreed for Patent 24
Qaner s 25
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1 Dr. M Shahbakhti 1 Dr. M Shahbakhti
2 DR MAHD SHAHBAKHTI, 2 want to go over sone ground rules, just to
3 called as a witness, having been duly sworn by a | 3 make sure we're on the sane page, if that's
4 Notary Public, was exanmined and testified as 4  okay with you?
5 follows: 5 A Yes, go ahead, pl ease.
6 BY THE REPCRTER 6 Q Even though we are on a vi deo
7 Q Pl ease state your full nanme and 7 conference, you' re giving testinony today as
8 address for the record. 8 if we werein court.
9 A Mahdi  Shahbakhti . 9 Do you understand that ?
10 BY MR BI TTMVAN 10 A Yes, | do.
11 Q Good norning, Dr. Shahbakhti . 11 Q Since we are renote, can you | et
12 A Good nor ni ng. 12 us know where you are?
13 MR BITTMAN  Just because | think 13 A ["min ny office located in
14 this was nissed in the opening renarks 14 Edrmonton, A berta, Canada.
15 for the record, this is for Case No. 15 Q I's anyone in the roomw th you?
16 | PR2020- 1299, which is directed towards 16 A No.
17 Patent No. 8, 630-761. 17 Q O d you bring anything with you to
18 Q I's that consistent with your 18 the deposition today?
19 under st andi ng, Dr. Shahbakhti ? 19 A No, | did not bring anything.
20 A Yes. | don't nenorize all the 20 Q Aside froma | aptop or conputer
21 nunbers so that's why | don't exactly if it 21 that you're currently using, do you have any
22 was. But | assume yes. 22 other laptops, tablets, or phones with you?
23 Q | know you' ve given your 23 A No. This is the only laptop in
24 deposi tion before, including renote ones in 24 this room
25 arelated matter to this case, but | just 25 Q kay.
Page 8 Page 9

1 Dr. M Shahbakhti 1 Dr. M Shahbakhti
2 And you understand that you cannot 2 Q Do you have a copy of your
3 be in commnication with anyone el se while 3 declaration for this PRwth you?
4 you are testifying; is that right? 4 A | do have.
5 A Yes, | do. 5 Q Just for the record, can you
6 Q If | ask you a question that you 6 confirmjust on the cover page which IPRIit
7 do not understand, please |let me know, and 7 is and what patent number it refers to, just
8 I'Il do ny best to clarify. 8 to make sure we're all looking at the same
9 kay? 9 docurent ?
10 A Sure, | wll do. 10 A Case | PR 2020- 01299, Patent
11 Q If you do not ask ne to clarify, | 11 8,630, 761.
12  will assune that you understood the question 12 Q If we referred to ' 761 Patent
13 as asked. Ckay? 13 today, you'll understand that we'll be
14 A I will ask a question if | don't 14 referring to Patent No. 8,630, 761; is that
15 understand the question. 15 okay?
16 Q If you need to take a break, 16 A Sure.
17 please let me know |'Il just ask that if 17 Q Turning to page 93, can you
18 there's a question pending, please answer 18 confirmthat that's your signature?
19 the question, and then we will take a break. 19 A It is.
20 kay? 20 Q O dyou wite this declaration?
21 A Sure, will do. 21 A Counsel prepared it for ne, and |
22 Q I's there any reason why you cannot 22 goand | nodifiedit, and then at the end it
23 give your full, truthful, and accurate 23 is representing ny own ideas.
24 testi rmny today? 24 Q Do you recal |l how nuch time you

25 snent _wnr ki no_on_vour _decl arati on?
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1 Dr. M Shahbakhti 1 Dr. M Shahbakhti
2 A Because this I PR and the previous 2 the witness not to reveal the substance
3 IPR they were kind of related. Then when | 3 of any privileged conmuni cati ons.
4 | ooked at the nunbers for these two | PRs 4 A So | looked at ny declaration that
5 together, | have to spend nore than 100 5 goes through the parts to review ny
6 hours to prepare these two decl arations. 6 opinions, and then | ook at the supporting
7 Q | believe you' ve actual ly prepared 7 docurrents, to the extent that ny tinme
8 three declarations; is that correct? 8 allows, and | also net with the counsel in
9 A The tine | told you doesn't 9 preparation for this meeting.
10 include the third one. 10 Q You net with Counsel Brian
11 Q | see, okay. Thank you. 11 Livedalen, is that right, or was there
12 You said nore than -- 1'msorry, 12 anyone el se?
13 go ahead. \Weére you finished answering? 13 A No, it was only Brian Livedal en.
14 A No, | just said "you' re wel cone." 14 Q O d Counsel tell you or show you
15 Q Ckay. 15 anything that refreshed your recollection
16 So you said nore than 100, is that 16 about sone of the subject matter in your
17 the best estimate? Was it |ess than 150, 17  declaration?
18 for exanpl e? 18 A No, it was mainly related to the
19 A It should be | ess than 150 hours 19 declarations, the itens that we have in the
20 for the time | put together for preparing 20 declaration.
21 the first declaration and this declaration 21 Q Have you spoken to anyone ot her
22 together, so between 100 and 150 hours. 22 than counsel about either your declaration
23 Q What did you do to prepare for 23 preparation or preparing for today's
24  today's deposition? 24 deposition?
25 MR LIVEDALEN | have to counsel 25 A No.

Page 12 Page 13
1 Dr. M Shahbakhti 1 Dr. M Shahbakhti
2 Q Are all the opinions in response 2 order to inprove the efficiency of the
3 to BMWs petitions set forthin this 3 systens, and all systens coul d be vehicles
4  declaration? 4 that are used in transportation systens, and
5 A These are ny opinions in regard to 5 also can be a systemthat is being used in
6 the specific clains on the basis of the two 6 the buil dings.
7 grounds and also in response to Dr. Davis' 7 Q Wiy is increasing the efficiency
8 declaration. 8 of energy systens inportant?
9 Q Have any of your opini ons changed 9 A Because we are talking in the
10 since you submtted your declaration? 10 context of the energy, so inproving the
11 A No. 11 efficiency will save energy; and then that's
12 Q | just want to ask you a question 12  inportant because resources for energy is
13 about sone of your background. 13 limted, so then we are trying to save the
14 I notice that you describe 14  energy resources.
15 qualifications and experience starting on 15 Q Has the increasing of efficiency
16 page 6. 16 of systens been an industry need for a |ong
17 Have you ever done any research on 17 time?
18 increasing the efficiency of energy systens 18 A What specific industry are you
19 through utilization of advanced control 19  speaki ng about ?
20 techniques focusing on the transportation 20 Q Let's go with autonotive.
21 and building sectors? 21 A The efficiency of inproving the
22 A So ny research is related to the 22 efficiency of the vehicles has been the goal
23 topic that you just mentioned trying to 23 in automotive industry, | would say, very
24 utilize the controls and understanding of 24 much fromthe begi nning.

t he svstens _and the desion of the svstemin 25 (@] How about  fuel econonv?
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1 Dr. M Shahbakhti 1 Dr. M Shahbakhti
2 First of all, has that ever been 2 Q Wien did you first becone aware of
3 part of your research? 3 the Paice patents?
4 A So when we talk in the context of 4 A Basi cal | y when the conpany door
5 vehicle to inprove energy efficiency for the 5 [ph] who hired ne for this case sent ne
6 vehicles that they run with I C engines, so 6 these patents.
7 we are tal king about saving fuel, and saving 7 Q In paragraph 10 of your
8 fuel is directly Iinked to fuel econony. 8 declaration, you refer to perforning
9 Q And then has that been an industry 9 control s-related research sponsored by
10 goal for along time? 10 various autonotive conpani es such as Ford
11 A Wien it cones to the industry, 11  Mtor Conpany, Toyota Mtor Corporation,
12 there are different objectives that they 12 General Mtors Corporation, Htachi, and
13 wll pursue. For exanple, sonetines the 13  Denso.
14  enmission regul ati ons becone an i nportant 14 Do you see that?
15 factor, sothenit wll become nany tines 15 A Yes, | see that.
16 the conpronise. 16 Q Have any of those conpani es ever
17 So for sone cases, that industry 17 asked you to |l ook at Paice's patents?
18 mght try to suffice fuel econony in order 18 A No.
19 to nmake sure that it is nmeeting the em ssion 19 Q Are you aware of any of those
20 regul ations. 20 conpani es ever challenging Paice's patents?
21 But on a very high level and the 21 A Wien | was reading basically the
22 general picture, the industry wll always 22 docunents for this, | noticed the name of
23 try to inprove fuel econony while neeting 23 Ford was there, too. But before this IPR |
24 the constraints, the legislative constraints 24 didn't know about this patent. And | also
25 that is inposed on the vehicles. 25 didn't know the invol venent of any ot her
Page 16 Page 17

1 Dr. M Shahbakhti 1 Dr. M Shahbakhti
2 conpanies in that patent. 2 Q Can you tell me what your
3 Q Do you recal | whether you' ve 3 understanding is of what the obvi ousness
4 reviewed any of the IPRs filed on Paice's 4 inquiry requires for conbining prior art
5 patents by any of those conpani es? 5 references?
6 A | even didn't know the conpany 6 MR LIVEDALEN (bjection to the
7 Paice before the IPR | did not know even 7 extent it calls for a |legal conclusion.
8 the conpany, there is a conpany call ed Paice 8 Q Dr. Shahbakhti, I'Il just try
9 exists. 9 again, because it's taking, | guess, a few
10 Q | guess since you started work on 10 mnutes while you' ve considered the
11 these various |PRs, have you reviewed any 11 question. Maybe | should just start with
12 IPRs filed by any of those conpani es? 12 the question of -- okay, I'Il let you
13 A No. Qurrently, the only |IPRs that 13 answer. (o ahead.
14 |I'mworking on are the ones with Paice. And 14 A If you look at ny declaration
15 then | had -- one IPR got finished in 2020. 15 paragraphs 24 to 28, those explain what |
16 That was not for these conpanies, but then 16 have considered for the obvi ousness.
17 when that one finished, | started with this 17 Looki ng at the paragraph 27, it
18 IPR And thisis the only IPRs I'mworking 18 includes a good summary for the factors that
19  on now. 19 | have considered to decide if the topic is
20 Q | under st and. 20 obvious or not. (ne of themis the scope
21 ["mjust wondering if you've, 21 and the content of the prior art; No. 2, the
22 during your review, considered the naterials 22 differences between the clains and the prior
23 that were subnitted by any of those other 23 art; 3, the level of orders built in the
24 conpani es for other | PRs? 24 pertaining art; and then 4, any objective

none 25 i ndi ci a_of the nonohvi nlisness  siich _as
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