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the computeris in a configuration mode, hence OSis not running.” Ex. 3 at ANCORA437.

In short, the patentee explained that, in the prior art, “BIOS and OS-level programs are

normally mutually exclusive” such that “writing to the BIOS area is performed by the BIOS

routines” and “there is no OS support whatsoever to write data to the system BIOS.” Jd. at

ANCORA437-38. The patentee thus explained that the invention “proceeds against conventional

wisdom in the art” by enabling OS-level programs/applications to use “BIOSto store application

data.” Id. at ANCORA_438; see id. at ANCORA437-38 (explaining that a key innovation ofthe

°941 invention wasthat it allowed OS-level programs to interact with BIOS and use “BIOSas a

storage medium”’); id. at 207 (stating that “[t]he cited references do not renderthe present invention

obviousas they do not teach or suggest, amongotherthings, storing a verification structure, such as

a software license information, in the BIOS.. . as is recited in the present claims”). 

Consistent with these statements,the patentee thus amendedthe Claim 1 “setting up”step to

require the use of“an agent to set up a verification structure in the erasable, non-volatile memory of

the BIOS.” Ex. 5 at ANCORA412. Notably, however, the patentee added no such requirementto

any ofthe other Claim 1 steps, including the “verifying”step at issue. This was a deliberate choice.

Claim 18 further illustrates the deliberate choice made by the patentee to require that only

certain steps must be performed by an OS-level “agent.” In contrast to Claim 1, the agent in Claim

18 expressly performs multiple claim steps, including the “verifying” step. However, the Examiner

madeclear in an Examiner’s amendmentthat the OS-level agent in Claim 18 (then Claim 20)is not

required to perform the “acting” step because “an agent” was not required to perform that step. Ex. 2

at ANCORA449(stating “the steps of ‘encrypting...’, ‘storing...’, and “subsequently verifying...’

are performed by the agent,” but “[t]his does not apply, however, to the ‘acting...’ limitation”).

24
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