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CERTIFICATE OF INTEREST

Counsel for The Trustees of Columbia University in the City of New York
certifies the following:

1. The full name of every party or amicus represented by me is:

e The Trustees of Columbia University in the City of New York.

2. The real party in interest is:

e The Trustees of Columbia University in the City of New York.

3. All parent corporations and any publicly held companies that own 10% or
more of the stock of the parties I represent are:

e None.

4. The names of all law firms and the partners or associates that appeared for
the parties now represented by me in the trial court or are expected to appear in this
court (and who have not or will not enter an appearance in this case) are:

e Cooper & Dunham: Gary J. Gershik;

e Morris, Nichols, Arsht & Tunnell: Jack B. Blumenfeld; Maryellen
Noreika (now Judge Maryellen Noreika).

5. The title and number of any case known to counsel to be pending in this or
any other court or agency that will directly affect or be directly affected by this
Court’s decision in the pending appeal:

o The Trustees of Columbia University in the City of New York et al. v.
Illumina, Inc., 17-cv-00973 (D. Del.)
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I. INTRODUCTION

Pursuant to Federal Circuit Rule 27 and Federal Rule of Evidence 201,
Appellant The Trustees of Columbia University in the City of New York
(“Columbia”) moves the Court to take judicial notice of two documents filed by
Appellee Illumina, Inc. (“Illumina”) in an Inter Partes Review proceeding.
Specifically, the documents are Illumina’s Petition and Expert Declaration filed in
IPR2020-00988, which are attached hereto as Exhibits A and B to the Declaration
of John D. Murnane (the “IPR2020-00988 documents™). IPR2020-00988 involves
Columbia’s U.S. Patent No. 10,407,458, which is in the same patent family and
shares the same specification and priority date as the patents at issue in the present
appeal.

Judicial notice of the [IPR2020-00988 documents is needed so that Columbia
can demonstrate that I[llumina’s statements therein are incompatible with, and
therefore undercut, Illumina’s arguments in the present appeals. Columbia was
unable to raise this issue in the course of the briefs submitted to the Court in this
appeal because Illumina filed the IPR2020-00988 documents after the filing of

Columbia’s Reply Brief in the present appeals.! While briefing is complete,

' Subsequently, [llumina made similar statements in related Petitions and Expert
Declarations in IPR2020-01065 (filed June 9, 2020), IPR2020-01125 (filed June
19, 2020), IPR2020-01177 (filed June 26, 2020), and [PR2020-01323 (filed July
20, 2020).
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Columbia plans to address Illumina’s inconsistencies during the upcoming Oral
Argument.

II. BACKGROUND AND RELEVANCE OF
ILLUMINA’S STATEMENTS

In the present appeal, [llumina contends that it was obvious that a 3°-O-allyl
nucleotide would work for Sequencing by Synthesis (“SBS”). The parties agree that
for a nucleotide to work for SBS, the nucleotide must be efficiently incorporated by
a polymerase. Thus, a central issue in these appeals is whether a POSA would have
believed that a 3’-O-allyl nucleotide would be efficiently incorporated, and therefore
work for SBS. On appeal, [llumina concedes that the prior art evidenced that such
nucleotides were not efficiently incorporated, but alleges that a POSA could
nonetheless achieve efficient incorporation with the 3’-O-allyl nucleotide by
increasing the concentration of that nucleotide. See Illumina’s Response Brief, D.I.
30 in 19-2302 (April 13, 2020) (“Response Br.”) at 25-26, 29-30, 36, 48-50.

To support its theory, Illumina relies on data reported in Metzker 1994
regarding a different nucleotide, namely a 3’-O-methyl nucleotide (also referred to
as a “methoxy” nucleotide). Whereas Metzker examined the 3’-O-allyl nucleotide
at a maximum concentration of 250 uM, he examined the 3’-O-methyl nucleotide at
concentrations up to 500 uM. Illumina alleges that the 3’-O-methyl nucleotide

achieved high incorporation rates at these higher concentrations, and concludes that

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case: 19-2302 Document: 51 Page: 5 Filed: 09/16/2020

a POSA would extrapolate this data to conclude that the 3°-O-allyl nucleotide would
work for SBS at high concentrations. See Response Br. at 26, 29-30, 49-50.

Columbia wishes the Court to take judicial notice of Illumina’s statements in
its [IPR2020-00988 that report that the 3°-O-methyl nucleotide data referenced above
pertain to Sanger sequencing, not SBS. Specifically, Columbia wishes the Court to
take judicial notice of the following statements from Illumina’s petition and expert
declaration:

Metzker evaluated a methoxy capping group, recommended it for

Sanger sequencing, and provided a contrasting discussion of this group

against “labile” terminators for SBS. . . . This suggests that Metzker
considered a methoxy group to be unsuitable for SBS.

Petition in [PR2020-00988 (attached hereto as Exhibit A to the Declaration of
John D. Murnane) at ExhibitA 00068 — ExhibitA 00069 (emphasis added).

Upon evaluating a methyl ether blocked nucleotide [i.e., a 3’-O-methyl
nucleotide], Metzker commented that “[i]Jn Sanger sequencing, the 3'-
O-methyl analogs generated clean terminating ladders, thus
demonstrating their possible role as alternative terminators to ddNTPs.”
Id. at 4265; see also id. at 4266 (referring to “[t]he eventual utility of
the 3’-O-methyl terminators in Sanger sequencing”). Metzker did not
recommend that this analog would be useful in sequencing-by-
synthesis, which Metzker referred to as “BASS DNA sequencing.”

Declaration of Floyd Romesberg, Ph.D. in IPR2020-00988 (attached hereto
as Exhibit B to the Declaration of John D. Murnane) at Exhibit B_ 00112 —

Exhibit B 00113 (emphasis added).
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