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ligant : The Trustess of Columbilia Universit
ial No.: 1§8/150,.318%

e : CQotober 2, 2018

age 2 af 10 Supplemental Communication Supplementing Cumm nication
in Rsgsponse Lo February 1%, 2019 First Action Interview
Piio Rrogram Pra-Interview Communication Filed

Februayy 25, Z01%
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T. STATUS OF CLAIMS

Ls application ave previmusly pending claims 1-
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SUMMARY

O May 1, 2019 the undersigned participated in a bslsphonic Intsrview

Jesia Riley in connection with related . 5.

with PFrimary Examin

Application Mo. 1&€/150,191. Ms.

che mndarsigoed, alse participated.

courtssy that Exami:

P

During the May 1, 201% interview, the Bxaminer rveguested that applicant
file a Supplemental Communicabion in Responme to the Filrst Action
Communicabions mailed in commection with  esach o©f re
Applications Nosz. 16/14%,008; 16/149,114; and 16/15¢,185 o address 1
the same way &ll of the issues addressed in the Zpril 1§, 29019
Communication  in Response  bo the Maxch  LZ, 2018  PFirst Action
Commanicati

3
certain of thsse ilssusg ware inadvertently not raised in thosze Fivst
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ction Communications. The iss

Compumications dncliude ilazues raelating to 235 U.8.¢ : 3 .E.C.

§112 (b} which were raised in U.8. Applics
addregsing in =ach of theass threese applicaticns, each of these izsuss in
the same way as they wsre addresssad in connestion with U8, Application

No. 16/150,31531 Examiney Riley indizated the claims pending in thoss
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Applicant ! The Trustees of Colunbia Univeraity in the ity of New York
Berial No.: 18/150,18%5

Fiied : Gotobexr 2, 2018

Page 3 of 10 of Supplsmental Communication Supplementing Co mmuﬁication

n Interview

O3
in Responss Lo February 15, Z018 First Act
& A ion Filed

¥
Pilot Frogram Pre~Intervisew Coramur
February 28, QLe

ﬁ‘O

1. OBVIQUSHNESS~-TYPE TOURLE PATHENTING

In responsge o Lhe obvicusness-type double patenting rejsction of pending
claims 1-2 over claim I of 7.3, Fatent No. 9,713,139 =zet forth in the

Pabruary 15, 2019 Pirst Actisn Intsrvisw Pilot Prix

Communication, appligact, without conceding the corvecinsss of the

Bxaminer’s matiocmale f£for this reidection, filed a
the refsrence patent cited in

was approved on Februsry 26,

wibthdrawn.
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IV, RESECTION POR INDEFINITENESE

irdefinite applicant

as were raiged in U.35. Applicatiocn N

regponse follows

The Examiver indicated that the term amall” in the claims is a relakive
rerm which renders the claii indefipite; that ths term “small® ig not

defined by the wlaim; thst the specification doss not provide a standard
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or ascertalndng the reguisite degree ar = of ordinary skill in the

vt would not be reasopally apprised of the scops of the invention. The

¥

)

Examiner furthsr stated that the specification does not defing “small®

and provides only two exanples, MOM ether and allyl, and a skilled
3

g UG Cama.

artisan would not kaow which othsy groups wmest the 1i

applicant notes that a yelative term is aob aubowmatically indsfindte
{MEREP 3375.06%(k)]. More diwmportantly, applicant maintsins that the
specificabion of the subject spplicabion at page 4, lines 10-32; page I,

2; page 6, lines 1-27; and pags 13, lines 2-11, taken together

i
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Applicant : The Trusises of Colusbia University i1 the ity of New York

Zerial No.: LI87150,185

Filad ¢ Qctobsy 2, 2018

Page 4 of 19 of Supplemental Commumicabion Supplementinyg Communicgation
113 ReSp'ﬂﬁﬁ to February 15, 201% Fiyvst Action Interview
Rilok Frogoan Fre-Interview Communiication +
Februacy 2n5 24812

with FIG. 1 referred to at page 4, lins 31 of the application, set forth

a mtandard for asgssessing whether a 37-C capping group iz "small” based

% abzlity ko £1it into the active te of a pelywmerase. As oaf Gotcber

$, 2000, the person of erdinsry skill in ths art 1PPOSA*) reading the

specification would have understood thai “small” referved to the ability

to fit into the active sits of the polymerase defined by ¥

the threa-di sional structure ahown in FIG. 1. Thse POSA

furthey understoad thal FIG. 1 corresponds to FIG, & of

publizhed PFellietisr et al. (Boience, Vol. 264, Juns 24, 199%4,

cited ab page 4, line 30 of the applicatzon. The POSA would

o

coordinates of the structure of

iaclosed, on page 12803, the previse
Iymeragse In “References and Moteg”

b

104 and, in Table 3 om page 1897, the distancss behiween ths sugar of the
nuslecstide analogus and the key aming scids dn the active sits of the
polivmerase. See also paragraphs 11-13 2f the accompanying Declaration of
Jingyue Ju, Ph.D. signed May 2, 2817 and submitted in connegction with
LB, Appliﬂ&t¢w Mo. 15/380,3i1l, now U.S. Patsnt Mo. 3,719,132. & copy
of this Declaration is attachad hersto as Bxhibit 1, ingluding copieg of

Exbhibits A-B referred

caopy of Pelletisy =t al.
With the berefit of applicant’'s =

oiald deternined

3¢

have readily

-3 capping

e

nd aval Lwa

@

coordinates

™
X

O8A

Fing this approach

BPRed
whathaer amny

group) was small by

and attached haereto. BExhibkit B is a
ioation, a POSA in 000

given E when present

thiz stardard using the published
such as Chem3D Pro. More gpecifically,

would have

krwn that the space

3

around the 3 position of a deoxyribose in the active sits of ths
rerase was approximately 2.78 in diamet . By tiis standard, ¥ when
a8 OR would nmeed to be Isss than 3.74 in diasmeter. Consistently,
would have known that ths twe examples in the application, MOM
L owith of 2.1d4 and .04, respsctively, would Fit in
ackive site of the polymsrase and would be Psmall”. [Sse alsce
aphs 14-~186 of the Declavaticon of Jingyue Ju, Ph.D. and the 8nslvais
cusssd therein and attached to the Declaration az Rxhdbit .1

DOCKET

_ ARM

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Applicant : The Trustess of inivarsity in the Civy of Sew
el We, s L6/150, 1BE
3 ;o Dotober 2, 20618
Page 5 of 10 of Supplemsntal Communication Supplementing Uosmunication
i Response bo Februavy 15, 201% Pirst Act
3 . Pra~Interview Communication Filed

Deging thiss gtandard the POSA also would have kunown which othesr 2°-0
capping groups ma@st the definition “small” and have ths sther featur
resited in the <lzsima and would, for exampls, hHave readily determined

vi and Azidemethyl were *small’ and

P

would fit in the active site while a group such azs a Z-Witrysbenzyvi group
which has a diamebter of 54 wwis pot “swall” and would not fit into the

17 of the Daclaration

of Jingyvue Ju, Ph.D. and the Analysis atitac thereto as RBxhibhit €.}

Az Dy, Ju opines,

163
b
o
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i
o

T
ormation publicly known as of October 2000 would have kuown that

the standaxd for assesgsing whether any specifds 3°-0 capping grsup in a

nucleatide analogus was *amall” was whebher it has a diameter less than
A

...!

3.7A se that it would f£it imto the active gite of the palymarase. [(See
also paragraph 18 of the Declisvation of Jingyue Ju, Ph.D,

Therefare, the meaning of “small” would not have besn indefinite to the
BOSE. To the contrary; lts meaning would have been reasonably certain te

Lhe POSA to the sxtent reguired by 35 W.8.L. §131d.

is unclear.

functional

Sharacteristics of B bub azserted that theszes funotiounal limitations do

boundaries of the invention because bhey only

state a problem solved or a result achisved.

dcant poinbs out that in the claime:r (1) R i

i)

Ag an imitial

s
i/
o

=

chemically clzavable,

uad ag a3 small, groun capping

(94

the 3 owyoen of ths swisr of a nuslectids analogue, (2} R doss not
contain 2 ketoane group, or a -CH(H=CH: group, and (3} OR iz sobt a methoxy

or an a31llyl ether group. Further, in the structures
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in tlhe claims, B is shown as covalentlsy boumsd to the 37 oxyvgen. With the
ad in the preceding sedtion and the
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