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I. STATEMENT OF RELIEF REQUESTED 

Pursuant to 35 U.S.C. § 317(a), 37 C.F.R. § 42.5(a), and the Board's 

authorization via email on August 13, 2021, Petitioner constituents ZTE Corporation 

and ZTE (USA) Inc. ("the ZTE entities"), and Patent Owner, 3G Licensing S.A. 

(collectively "the Joint Movants"), jointly move that the Board terminate the above-

captioned proceeding with respect to the ZTE entities, and dismiss the ZTE entities 

therefrom, as a result of a settlement between the ZTE entities and Patent Owner. 

The other party to this proceeding, Petitioner constituent Dell Inc. ("Dell") does not 

object to dismissing the ZTE entities from this proceeding. Patent Owner and the 

ZTE entities further move to reconstitute the Petitioner as Dell only.  

The ZTE entities and Patent Owner are filing concurrently herewith a request 

that the settlement agreement between the ZTE entities and Patent Owner, submitted 

as Ex. 2012, be treated as business confidential information and be kept separate 

from the file of the involved patent, pursuant to 35 U.S.C. 317(b) and 37 C.F.R. § 

42.74(c). 

The settlement agreement is being filed as "Available only to board” to 

preserve the confidentiality of the agreement so that, inter alia, Dell continues to not 

have access to that agreement. 
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II. STATEMENT OF FACTS 

In July of 2019, Patent Owner filed an infringement action against the ZTE 

entities ("the Litigation") asserting infringement of certain claims of U.S. Patent 

Nos. 6,529,561 (“the ’561 patent”), 7,433,698 (“the ’698 patent”), 8,364,196 (“the 

’196 patent”), 7,751,803 (“the ’803 patent”), 7,894,443 (“the ’443 patent”), 

7,274,933 (“the ’933 patent”), 7,460,868 (“the ’868 patent”), 7,596,375 (“the ’375 

patent”), 8,275,374 (“the ’374 patent”), 8,472,955 (“the ’955 patent”), 8,948,756 

(“the ’756 patent”), and 8,897,503 (“the ’503 patent”) (collectively, "the Asserted 

Patents"). Dell had a separate infringement action involving the Asserted Patents 

filed against them. Petition at 69-70. 

Dell, the ZTE entities, and other parties jointly sought inter partes review of 

the ’803 patent, the ’698 patent, the ’196 patent, the ’561 patent, the ’443 patent, and 

the ’503 patent as petitioner in inter partes reviews IPR2020-01069, IPR2020-

01070, IPR2020-01071, IPR2020-01099, IPR2020-01102, IPR2020-01103, 

respectively. 1  Dell and the ZTE entities jointly sought inter partes review of the 

’933 patent, the ’868 patent, the ’375 patent, the ’374 patent, the ’955 patent, and the 

 
1 A joint motion to terminate the ZTE entities is also being filed in each of these 

IPRs. 
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’756 patent in inter partes reviews IPR2020-01157, IPR2020-01158, IPR2020-

01159, IPR2020-01160, IPR2020-01161, and IPR2020-01162, respectively. 

The Litigation is currently stayed. Dell’s litigation is also stayed.  On August 

4, 2021, the ZTE entities and Patent Owner entered into a settlement agreement 

resolving their disputes in connection with the involved patent. See Ex. 2012 

(Confidential). Pursuant to the terms of the settlement agreement, the ZTE entities 

and Patent Owner agreed, among other things, to jointly move for termination of the 

above-captioned IPR proceeding with respect to the ZTE entities. Ex. 2012 at 14. 

III. ARGUMENT 

A. Legal Standard 

35 U.S.C. § 317(a) provides that "[a]n inter partes review instituted under this 

chapter shall be terminated with respect to any petitioner upon the joint request of 

the petitioner and the patent owner, unless the Office has decided the merits of the 

proceeding before the request for termination is filed." In addition, "[t]he Board may 

determine a proper course of conduct in a proceeding for any situation not 

specifically covered by this part and may enter non-final orders to administer the 

proceeding." 37 C.F.R. § 42.5(a). 

B. The Board Should Dismiss the ZTE entities from the Above-

Captioned Proceeding 

As noted above, "[a]n inter partes review instituted under this chapter shall 

be terminated with respect to any petitioner upon the joint request of the petitioner 
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