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UPL NA INC. v. TIDE INTERNATIONAL (USA), INC. 2 

 
Before MOORE, Chief Judge, LOURIE and STOLL, Circuit 

Judges. 
LOURIE, Circuit Judge. 

UPL NA Inc. (“UPL”) appeals from a final written de-
cision of the U.S. Patent and Trademark Office Patent 
Trial and Appeal Board (“the Board”) holding that claims 
1−4 of U.S. Patent 7,473,685 are unpatentable as obvious 
in view of the asserted prior art.  Tide Int’l (USA), Inc. v. 
UPL NA Inc., No. IPR2020-01113, 2022 WL 97652 
(P.T.A.B. Jan. 4, 2022) (“Decision”).  For the following rea-
sons, we affirm. 

BACKGROUND 
 This appeal pertains to an inter partes review (“IPR”) 
in which Tide International (USA), Inc. (“Tide”) challenged 
claims 1–4 and 7–12 of the ’685 patent directed to granules 
of an insecticidally active compound known as acephate.  
Representative claim 1 is presented below: 

1. A chemically stable dry flow, low compact, 
dust free soluble phosphoramidothioate gran-
ule consisting of 
(i) 85-98% w/w an insecticidally active com-
pound of the following formula: 

 
wherein R and R1 individually are alkyl, 
alkynyl or alkenyl group containing up to 6 
carbon atoms, R2 is hydrogen, an alkyl group 
containing 1 to 18 carbon atoms, a cycloalkyl 
group containing 3 to 8 carbon atoms, an 
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alkenyl group containing 2 to 18 carbon atoms 
or an alkynyl group containing 3 to 18 carbon 
atoms, R3 is hydrogen or an alkyl group 
containing 1 to 6 carbon atoms, and Y is 
oxygen or sulfur, wherein said insecticidal 
active compound is Acephate; 
(ii) 0.1-5.0% w/w a dispersing agent; 
(iii) 0.1-3% w/w a wetting agent; 
(iv) 0.01-0.08% w/w an antifoaming agent; 
(v) 0.01-1% w/w a stabilizer and 
(vi) fillers to make 100%, 
wherein said granule has a length of 1.5-3.0 
mm and a diameter of 0.5-1.5 mm. 

’685 patent, col. 7 l. 44–col. 8 l. 4 (emphasis added).  Inde-
pendent claim 7 recites the same limitations as claim 1 and 
adds that the granules further consist of “0.1-3% w/w a 
binding agent,” as well as “0.01-10% w/w a disintegrating 
agent.”  Id. col. 8 ll. 19–47. 
 Tide petitioned for IPR of claims 1–4 and 7–12, assert-
ing three obviousness grounds, each based primarily on 
U.S. Patent 6,387,388 to Misselbrook.  J.A. 64.  Mis-
selbrook teaches water-soluble pesticide granules, includ-
ing a “more preferred” granule made up of a pesticide, 
which may be acephate, a dispersing agent, a wetting 
agent, an antifoaming agent, and a filler.  J.A. 816–17.  
Compared to claim 1 of the ’685 patent, that granule lacks 
only a stabilizing agent, though Misselbrook does teach 
more generally that stabilizers may be included.  J.A. 817; 
Decision at *5.  In its petition, Tide proposed combining 
Misselbrook with references that provided more express 
motivations to include stabilizers in Misselbrook’s granules 
and to support a motivation for, and reasonable expecta-
tion of success in, producing granules with ingredient con-
centrations that fell within the claimed ranges.  
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The Board concluded that Tide had met its burden to 
establish that claims 1−4 were unpatentable as obvious 
over the asserted prior art.  Decision at *8−15.  In so doing, 
the Board found unpersuasive UPL’s arguments that the 
prior art’s recitation of a binder, which is not a limitation 
recited in claim 1, led away from a conclusion of obvious-
ness.  Id., *12−13.  The Board also concluded that Tide had 
not met its burden to establish that claims 7−12 would 
have been obvious.  Id., *16−19. 

UPL appealed the Board’s decision as to claims 1−4.  
We have jurisdiction under 28 U.S.C. § 1295(a)(4)(A) and 
35 U.S.C. § 141(c). 

DISCUSSION 
We review the Board’s legal determinations de novo, In 

re Elsner, 381 F.3d 1125, 1127 (Fed. Cir. 2004), and the 
Board’s factual findings for substantial evidence, In re 
Gartside, 203 F.3d 1305, 1316 (Fed. Cir. 2000).  A finding 
is supported by substantial evidence if a reasonable mind 
might accept the evidence as adequate to support the find-
ing.  Consol. Edison Co. v. NLRB, 305 U.S. 197, 229 (1938). 

UPL raises two issues on appeal.  First, UPL contends 
that the Board erred in construing “fillers” to include fillers 
that were also known to act as binding agents and there-
fore it erred in concluding that Misselbrook disclosed a 
composition with a filler.  UPL also asserts that the Board 
erred in finding a motivation to combine the asserted prior 
art to arrive at the granules of claims 1–4, which lack an 
express “binding agent” limitation.  We address each argu-
ment in turn. 

I. 
UPL first contends that the Board’s construction of 

“fillers” to include fillers that were also known to be useful 
binding agents conflicts with black-letter patent law.  
Claim construction is a question of law that we review de 
novo.  Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1454 
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(Fed. Cir. 1998) (en banc).  “It is a ‘bedrock principle’ of pa-
tent law that ‘the claims of a patent define the invention[,] 
which the patentee is entitled . . . to exclude’” others from 
practicing.  Phillips v. AWH Corp., 415 F.3d 1303, 1312 
(Fed. Cir. 2005) (quoting Innova/Pure Water, Inc. v. Safari 
Water Filtration Sys., Inc., 381 F.3d 1111, 1115 (Fed. Cir. 
2004)).   

Although the parties disputed what “fillers” meant, 
neither argued for a formal construction.  Decision at *13, 
n.9.  UPL asserts, however, that the plain and ordinary 
meaning of “fillers,” as it appears in claim 1, excludes those 
that were known to also act as binding agents.  In particu-
lar, UPL points to the closed “consisting of” transitional 
phrase, the fact that claim 1 does not expressly recite “a 
binding agent,” and the fact that independent claim 7, also 
a consisting-of claim, recites both “a binding agent” and 
“fillers.”  The Board, however, held that the plain meaning 
of “fillers” does not exclude those that were known to also 
act as binding agents.  We agree.  The transitional phrase 
“consisting of” excludes elements not specified in the claim.  
In re Gray, 53 F.2d 520, 521 (CCPA 1931).  It does not mean 
that a single, listed ingredient may only serve one function.  
That “a binding agent” is an additional limitation of claim 
7 does not alter this conclusion.  

Moreover, in analyzing whether the prior art taught 
“fillers,” a question of fact that we review for substantial 
evidence, the Board correctly identified that Misselbrook 
teaches “water-soluble fillers” including inorganic water-
soluble salts that UPL acknowledges were not known to act 
as binding agents.  Decision at *13; J.A. 817; Oral Arg. at 
2:47−3:10, https://oralarguments.cafc.uscourts.gov/de-
fault.aspx?fl=22-1514_04042023.mp3.  The Board’s deci-
sion that the prior art taught fillers, as recited in claim 1, 
was thus supported by substantial evidence. 

II. 
UPL next contends that the Board erred in finding a 

Case: 22-1514      Document: 34     Page: 5     Filed: 04/14/2023

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


