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RELAYING KEY CODE SIGNALS THROUGH A REMOTE

CONTROL DEVICE

Daniel SauFu Mui

TECHNICAL FIELD

[0001] The present invention relates generally to remote

control devices and, more specifically, to relaying key

code signals through a remote control device to operate an

electronic consumer device.

BAC KGROUND

[0002] Most households today possess multiple types of

electronic consumer devices, such as televisions, stereo

radios, digital video disk players, video cassette

recorders, set—top cable television boxes and set—top

satellite boxes. Manufacturers of such electronic devices

typically supply a remote control device along with each

electronic device. It is, therefore, common for a consumer

who has multiple electronic devices to have multiple remote

control devices.

[0003] A remote control device typically controls a

selected electronic consumer device by transmitting

infrared key code signals to the selected electronic

consumer device. The infrared signals contain key codes of

a codeset associated with the selected electronic consumer

device. Each key code corresponds to a function of the

selected electronic device, such as power on, power off,

volume up, volume down, play, stop, select, channel up,

channel down, etc. In order to avoid the situation where a
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remote control device unintentionally operates an

electronic consumer device that is associated with a

different remote control device, manufacturers sometimes

use distinct codesets for the communication between various

electronic consumer devices and their associated remote

control devices. The codesets can differ from each other

not only by the bit patterns assigned to various functions

of the associated electronic consumer device, but also by

the timing information that describes how the key codes

should be modulated onto carrier signals to generate key

code signals.

[0004] Consumers may find it inconvenient to operate their

electronic devices using multiple remote control devices.

Thus, a consumer may wish to operate multiple electronic

consumer devices using a single remote control device. A

single remote control device can store many codesets so

that the remote control device can control a corresponding

large number of different electronic consumer devices.

There are, however, thousands of codesets in use in

electronic consumer devices today. Manufacturers of remote

control devices, however, may wish to limit the memory on

their remote control devices to a size that is insufficient

to store the thousands of existing codesets.

[0005] A system is sought for enabling a remote control

device to control a selected one of multiple different

electronic consumer devices without requiring the codeset

associated with the selected electronic consumer device to

be stored on the remote control device.

SUMMARY

[0006] A system for relaying a key code through a remote

control device to an electronic consumer device allows the
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electronic consumer device to be controlled without storing

the associated codeset on the remote control device. Upon

receiving a keystroke indicator signal from a remote

control device, a key code generator device, such as a set-

top box, identifies the particular codeset usable to

communicate with the selected electronic consumer device.

The keystroke indicator signal contains an indication of a

key on the remote control device that was pressed, which

corresponds to a function of the selected electronic

consumer device. Using the identified codeset and the

indication of the pressed key, the key code generator

device generates a key code and modulates that key code

onto a radio frequency carrier signal, thereby generating a

first key code signal. The remote control device receives

the first key code signal from the key code generator

device and modulates the key code onto an infrared

frequency carrier signal, thereby generating a second key

code signal. The remote control device relays the key code

to the selected electronic consumer device in the second

key code signal. The key code causes the selected

electronic consumer device to perform the desired function.

The key code is not stored on the remote control device in

a permanent manner, but rather then key code is relayed

through the remote control device.

[0007] In another embodiment, a third key code signal

(which may, for example, be a radio frequency signal) is

communicated directly from the key code generator device to

an electronic consumer device. A key code contained in the

third key code signal causes the electronic consumer device

to perform a desired function.

[0008] In yet another embodiment, the system automatically

determines which codeset is usable to communicate with a
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selected electronic consumer device. The key code

generator device sends key codes for one particular

function from among a series of codesets one-by—one to the

selected electronic consumer device. When the key code

from one of the codesets causes the electronic consumer

device to perform the desired function, electromagnetic

noise is introduced into electrical power wiring through

which both the electronic consumer device and the key code

generator device receive power. When the key code

generator device detects this noise on the electrical power

wiring, the key code generator device identifies the

codeset corresponding to the last transmitted key code to

be the codeset usable to communicate with the selected

electronic consumer device.

[0009] Other embodiments and advantages are described in

the detailed description below. This summary does not

purport to define the invention. The invention is defined

by the claims.

BRIEF DESCRIPTION OF THE DRAWINGS

[0010] The accompanying drawings, where like numerals

indicate like components, illustrate embodiments of the

invention.

[0011] Figure 1 is a schematic diagram of a system for

relaying key code signals through a remote control device.

[0012] Figure 2 is a flowchart of a method for relaying key

code signals through a remote control device.

[0013] Figure 3 is an illustration of a key code

transmitted within a key code signal.

[0014] Figure 4 is a waveform diagram of a first example of

a key code signal transmitted by a remote control device in

the system of figure 1.
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[0015] Figure 5 is a waveform diagram of a second example

of a key code signal transmitted by a remote control device

in the system of figure 1.

[0016] Figure 6A is an illustration of a modulated digital

zero and digital one within the key code signal of figure

5.

[0017] Figure 6B is a more detailed illustration of a mark

of a modulated digital zero within the key code signal of

figure 5.

DETAILED DESCRIPTION

[0018] Reference will now be made in detail to some

embodiments of the invention, examples of which are

illustrated in the accompanying drawings.

[0019] Figure 1 is a diagram of a system 10 for relaying a

key code through a remote control device 11 to an

electronic consumer device in accordance with the present

invention. Figure 2 is a flowchart that illustrates a

method of operation of system 10. System 10 includes a key

code generator device 12, remote control device 11, a first

electronic consumer device 13 and a second electronic

consumer device 14. In this example, second electronic

consumer device 14 is a television set.

[0020] In a first step (step 100), key code generator

device 12 determines the appropriate codeset that controls

the type, brand and model of the particular electronic

consumer device that is to be controlled. A user uses

remote control device 11 to respond to an on-screen display

15 on the screen of television set 14 to step through a

sequence of menu screens to identify the codeset

corresponding to the device that is to be controlled. The

user does this by identifying, on on-screen display 15, the
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type, brand and model of the particular electronic consumer

device. In this example, the user is identifying first

electronic consumer device 13, which is a Video cassette

recorder (VCR) manufactured by Sony with model number 8000.

In figure 1, the user is identifying the device type by

highlighting the choice “VCR" on the on—screen display.

In another example, subsequent to controlling VCR 13, the

user may wish to control television set 14, which is a

“Gold” model manufactured by RCA. In that case, the user

begins identifying television set 14 by highlighting the

choice “TV”.

[0021] In the present example, key code generator device 12

is a set—top box. Key code generator device 12 generates

the on—screen displays and communicates with television set

14 such that key code generator device 12 identifies one of

a plurality of codesets that corresponds to one of the

electronic consumer devices identified by the user, such as

VCR 13 or television set 14. System 10 uses the

appropriate codeset to enable remote control device 11 to

communicate with VCR 13 and television set 14.

[0022] Next (step 101), the user presses a key on remote

control device 11. This key is associated with a function

that the user wants performed by an electronic consumer

device. For example, the function may be to turn on the

power of VCR 13. When the user presses the “VCR power-on"

key on remote control device 11, remote control device 11

transmits a keystroke indicator signal 16 from a radio

frequency (RF) transmitter 17 on remote control device 11.

Alternatively, two or more keys on remote control device 11

may be associated with a single function, such as turning

on the power of VCR 13. In that case, the user presses a

“VCR” key and then a “power—on” key to cause remote control
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device 11 to transmit keystroke indicator signal 16.

Keystroke indicator signal 16 is transmitted as a signal in

a radio frequency band to an RF receiver 18 on key code

generator device 12.

[0023] There are multiple forms in which an indication of

the pressed key, as well as the identity of the electronic

consumer device that is to perform the associated function,

can be communicated in keystroke indicator signal 16 from

remote control device 11 to key code generator device 12.

In one embodiment, the indication of the pressed key is a

key code comprised of a standardized system code and

standardized key data. In the present example, the

standardized system code identifies the type of electronic

consumer device that is to be controlled, such as a TV, a

VCR, a DVD player, a stereo amplifier, a satellite receiver

or a cable receiver. The standardized system code and key

data are part of a commonly used codeset that is stored on

remote control device 11. Remote control device 11 uses

any one of a number of commonly used modulation techniques

to modulate the system code and key data to form keystroke

indicator signal 16. For example, a microcontroller on

remote control device 11 uses timing information associated

with the commonly used codeset to generate a pulse width

modulated keystroke indicator signal 16.

[0024] In another embodiment, the indication of the pressed

key includes a proprietary identification code identifying

the pressed key, as well as a proprietary identification

code corresponding to the type of the electronic consumer

device that is to be controlled. The proprietary

identification codes are understood by key code generator

device 12, but are not standardized codes that are

understood by electronic consumer devices. Remote control
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device 11 uses any one of a number of commonly used

modulation techniques to modulate the proprietary

identification codes onto keystroke indicator signal 16.

[0025] Whether remote control device 11 communicates with

key code generator device 12 through a standardized codeset

or through proprietary identification codes, codes may be

included that do not correspond to pressed keys or

functions that are to be performed on electronic consumer

devices. For example, in response to receiving any signal

from remote control device 11, key code generator device 12

may return a code to remote control device 11 causing a

light emitting diode (LED) display on remote control device

11 to turn on.

[0026] Next (step 102), key code generator device 12

determines which key code of the codeset previously

identified in step 100 corresponds to the pressed key.

[0027] Figure 3 illustrates one example of a key code from

a commonly used codeset. The key code is comprised of a

standardized system code and standardized key data. Both

the system code and the key data are digital values. The

12—bit key code includes a 4-bit system code [0101] and 8—

bit key data [00011100]. In the present example, the key

code is the key code in the identified codeset that

corresponds to the “VCR power-on" key of remote control

device 11.

[0028] Next (step 103), key code generator device 12

modulates the key code for the power—on function of VCR 13

onto a first carrier signal, thereby generating a first key

code signal 19. In this example, the first carrier signal

is an RF signal. An RF signal for purposes of this patent

document is an electromagnetic signal having a frequency

between thirty hertz and three hundred gigahertz.

8
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[0029] Figure 4 and figure 5 illustrate key code signal 19

in two specific embodiments. In both embodiments, the key

code is transmitted as a stream of digital values

010100011100, where the system code is transmitted first

immediately followed by the key data without any place

holders between them. The standardized system code

determined in step 102 need not identify the brand or model

of VCR 13, but only the fact that first electronic consumer

device 13 is a VCR. The key code is modulated in step 103

using timing information associated with the codeset for

VCR 13. Thus, the particular brand and model of VCR 13 is

able to understand the key code modulated using the

appropriate timing information.

[0030] In the embodiment of figure 4, key code signal 19 is

a 15-bit binary transmission whose bit pattern appears as a

universal asynchronous receiver and-transmitter (UART) type

communication. The binary transmission begins with a start

bit and ends with a parity bit and a stop bit. The parity

bit is calculated based on the 12—bit key code within the

binary transmission. In this example, the value of the

parity bit is a digital zero. An intermediary signal is

transmitted over the first carrier signal at an

intermediary frequency (for example, 100 kHz) to

communicate a digital one. The absence of the intermediary

signal indicates a digital zero. The intermediary signal

has a lower frequency than the first carrier signal.

[0031] In the embodiment of figure 5, the 12-bit key code

is modulated onto key code signal 19 using pulse width

modulation. Digital ones and zeros are characterized by

pairs of marks and spaces. The period between successive

leading edges of the bursts in a mark is the period of an
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intermediary signal. The intermediary signal has an

’intermediary frequency. In a space, there are no bursts.

[0032] Figure 6A shows a digital zero and a digital one in

key code signal 19 of figure 5 in more detail. A

“mark/space” pair represents a digital zero and another

“mark/space” pair represents a digital one. The marks and

spaces of each pair have predetermined lengths. In the

embodiment of figure 5, the mark length of a digital zero

is 490 microseconds, and the mark length of a digital one

is 3940 microseconds. The space length of a digital zero

is 950 microseconds, and the space length of a digital one

is 2000 microseconds.

[0033] Figure 6B shows the bursts of the first carrier

signal that comprise the intermediary signal in more

detail. In the embodiment of figure 5, the bursts that

comprise the intermediary signal occur every ten

microseconds, resulting in an intermediary frequency of 100

kilohertz. The duty cycle of the intermediary signal is

characterized by an “on time” of four microseconds and an

“off time” of six microseconds. There are forty-nine

bursts of the carrier signal within each mark length of 490

microseconds.

[0034] Timing information other than that shown in the

embodiment of figure 5 can also be used. For example, one

common form of pulse width modulation uses an intermediary

signal having a frequency of about 38.5 kilohertz. Each

period of the intermediary signal has an “on time" of ten

microseconds and an “off time" of sixteen microseconds. If

such an intermediary signal were used to generate a 490

microsecond mark length of a digital zero shown in figure

6A, there would be 19 bursts of the intermediary signal in

the mark. Similarly, if such an intermediary signal were

10
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used to generate a 3940 microsecond mark length of a

digital one shown in figure 6A, there would be 151 bursts

of the intermediary signal in the mark.

[0035] Next (step 104), an RF transmitter 20 of key code

generator device 12 transmits first key code signal 19 in

the form of an RF transmission to an RF receiver 21 on

remote control device 11.

[0036] Next (step 105), remote control device 11 receives

first key code signal 19 and relays the key code

communicated by first key code signal 19 to VCR 13 in the

form of a second key code signal 22. Remote control device

11 is a slave to key code generator device 12. Remote

control device 11 relays the key code by receiving first

key code signal 19 in RF form and translating the

communicated key code so that the key code is modulated

onto a second carrier signal resulting in second key code

signal 22. In this example, the second carrier signal is

an infrared signal with a frequency in the range between

three hundred gigahertz and three hundred terahertz.

Second key code signal 22 is transmitted by an IR

transmitter 23 on remote control device 11 to VCR 13. In

the embodiment of figure 5, key code signal 19 is converted

into key code signal 22 by forming the bursts of the

intermediary signal using the second carrier signal with an

infrared frequency in the place of the first carrier signal

with a radio frequency. For both key code signal 19 and

key code signal 22, digital ones and digital zeros are

modulated using the same timing for “mark/space” pairs.

The waveform diagram of key code signal 22 appears the same

as the waveform diagram shown in figure 5 for key code

signal 19; only the frequency of the carrier signal that

forms the bursts is different.

11
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[0037] Next (step 106), second key code signal 22 is

received onto electronic consumer device (VCR) 13 by an IR

receiver 24.

[0038] Next (step 107), IR receiver 24 on VCR 13 recovers

the key code from second key code signal 22. VCR 13 is

thereby instructed to perform the function desired by the

user. In this example, the function is to power on VCR 13.

Other key codes, however, correspond to other functions,

such as power off, channel advance, channel back, volume

up, volume down, cursor up, cursor down, cursor right,

cursor left, select, play, record, stop, forward, rewind

and pause.

[0039] In a second example, an electronic consumer device

is controlled by an RF key code signal transmitted from key

code generator device 12. Subsequent to controlling VCR

13, the user wishes to control second electronic consumer

device 14, which is a “Gold” model RCA television set. In

the second example, the user uses the on—screen display 15

to identify the type (TV), brand (RCA) and model (Gold) of

second electronic consumer device 14. Key code generator

device 12 determines the appropriate codeset that controls

television set 14. The user then presses a key on remote

control device 11 associated with a function that the user

wants performed by television set 14. For example, the

function is to advance the channel of television set 14.

When the user presses the channel advance key on remote

control device 11, an indication of the pressed key is

transmitted in an RF keystroke indicator signal from remote

control device 11 to key code generator device 12.

[0040] Key code generator device 12 then determines which

key code of the identified codeset corresponds to the

pressed key. Key code generator device 12 modulates the

12
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key code for the channel advance function onto an RF

carrier signal, thereby generating a third key code signal

25. Key code generator device 12 uses the same modulation

technique to generate both third key code signal 25 and

first key code signal 19. Third key code signal 25 is

modulated using timing information associated with the

codeset that controls RCA Gold television set 14.

[0041] In this second example, television set 14 has an RF

receiver 26 and is capable of receiving RF key code

signals. RF transmitter 20 of key code generator device 12

transmits third key code signal 25 directly to television

set 14. Third key code signal 25 is received onto

television set 14 by RF receiver 26, and RF receiver 26

recovers the key code from third key code signal 25.

Television set 14 is thereby instructed to advance the

channel.

[0042] Although remote control device 11 in the first

example stores either a proprietary codeset or a

standardized codeset and uses that codeset to generate

keystroke indicator signal 16, remote control device 11

stores only that single codeset. This codeset is the

codeset used by key code generator device 12 to receive

communications from remote control device 11. Remote

control device 11 can therefore be made inexpensively and

may contain a relatively small amount of memory. The

memory may, for example, be read only memory (ROM) on a

microcontroller integrated circuit (for example, a Z8

microcontroller available from Zilog, Inc. of San Jose,

C14.)

[0043] Even though remote control device 11 stores only a

single codeset, system 10 of figure 1 nevertheless allows

remote control device 11 to control the desired electronic

13
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consumer device 13, which may use any one of thousands of

different codesets. Key code generator device 12 may, for

example, include a hard disk or other mass storage device

that stores thousands of possible codesets. The user may

use remote control device 11 to select any one of those

codesets for communication with the particular electronic

consumer device 13. In comparison to some conventional

systems where codesets are downloaded into a universal

remote control device from a personal computer or other

device that is not normally part of an entertainment

system, system 10 uses preexisting hardware of the

entertainment system (such as the on—screen display

functionality, data storage capability, and wireless

communication ability of the set—top box) to source and

identify codesets.

[0044] Although the specific embodiments of figures 1 and

2 are explained above in connection with the codesets being

identified to the key code generator device 12 using an on—

screen display, the codeset usable to communicate with an

electronic consumer device may be identified to key code

generator device 12 in other ways in other embodiments. In

one embodiment, for example, the key code generator device

includes autoscan functionality. Key code generator device

12 includes an EMI detector 27 that detects electromagnetic

interference (EMI) or noise on power cord 28. Power cord

28 is a power cord through which key code generator device

12 receives electrical power from a wall socket 29.

Similarly, television set 14 receives power from another

wall socket 30 via a power cord 31. VCR 13 receives power

from a wall socket 32 via another power cord 33. In

accordance with the autoscan functionality, key code

generator device 12 identifies the codeset used to

14
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communicate with a particular electronic consumer device by

generating and transmitting a sequence of key code signals

relayed through remote control device 11 to the electronic

consumer device to be controlled (in this case VCR 13).

Each of these key code signals contains a different key

code corresponding to the same desired function on

different device types, brands and models.

[0045] In one example, the desired function is the function

of powering on VCR 13. The key code generator device 12

sends the power—on key codes for each of a series of

codesets one-by-one to VCR 13. When the key code for one

of the codesets causes VCR 13 to perform the desired

function (in this case, to power on), VCR 13 introduces

noise or other electromagnetic interference via cord 33

into wall socket 32. The power terminal within wall socket

32 is connected through wiring 34 to the power terminal in

wall socket 29. The noise generated by VCR 13 is therefore

communicated through wiring 34, the power terminal of wall

socket 29 and power cord 28 to EMI detector 27 on key code

generator device 12. When key code generator device 12

detects the electromagnetic interference on power cord 28,

key code generator device 12 automatically identifies the

codeset used by VCR 13 as the codeset used to communicate

the last key code signal for the power—on function.

[0046] Multiple electronic consumer devices may have the

same key data for a particular function, for example, the

power—on function. A key code, however, also contains a

system code (see figure 3) that corresponds to a particular

type of electronic consumer device. For example, the

system code used for a television set will typically be

different than the system code used for a video cassette

recorder. Thus, different device types that use the same

15
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key data for the power—on function will not respond to a

key code containing an incorrect system code. Each of the

power—on key codes transmitted in this example by key code

generator device 12 contains the system code for a video

cassette recorder, so television set 14 does not recognize

the key codes. Because key code generator device 12 is

aware of the system code communicated, key code generator

device 12 determines that it was VCR 13 that was powered on

and not television 14.

[0047] In another example, the codeset usable to

communicate with VCR 13 is identified to key code generator

device 12 using autoscan functionality that does not

involve key code generator device 12 having a specialized

EMI detection circuit. In that case, the user may be

prompted by successive screens of on screen display 15 to

push the power-on key on remote control device 11 multiple

times. Each time the power-on key is pressed, keystroke

indicator signal 16 communicates this to key code generator

device 12. Key code generator device 12 in turn generates

and transmits a key code signal containing a power-on key

code using a different codeset. Each key code signal is

relayed through remote control device 11 to the particular

electronic consumer device to be controlled. One by one

the user is prompted to push the power—on key, and key code

generator device 12 in turn generates key codes using

different codesets until the electronic consumer device

performs a desired function. In this case, first

electronic consumer device 13 turns on. The user is

prompted not to press the power-on key once the user sees

the desired function being performed by first electronic

consumer device 13. In the present example, light emitting

diodes (LEDs) on the face of VCR 13 may be illuminated to

16
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indicate to the user that VCR 13 has powered on. When the

user stops pressing the power—on key, then the key code

generator device 12 identifies the codeset of the last

transmitted key code to be the codeset used by the

electronic consumer device.

[0048] In another example, the user presses keys on remote

control device 11 to communicate to key code generator

device 12 a 3—digit codeset identification number

identifying the codeset. The user may determine this

codeset identification number by looking up the codeset

identification number in a booklet supplied along with the

electronic consumer device to be controlled.

Alternatively, a table of manufacturers, model numbers and

their associated codesets may be used to lookup the codeset

identification number.

[0049] In an embodiment where key code generator device 12

is a set—top box, the set—top box receives a video input

signal 35 from a cable television coaxial cable 36. Video

input signal 35 is ultimately delivered to television set

14 through cables 37. Coaxial cable 36 is also used to

provide networking connectivity between the set-top box and

a network 38. Network 38 may, for example, be or include

the Internet. A database of codesets 39 is maintained at a

remote location. As new electronic consumer devices are

introduced onto the market, new codesets may be necessary

to communicate with these new devices. So that one such

new codeset can be distributed from database of codesets 39

when a new electronic consumer device is introduced into

the market, this new codeset is communicated via network 38

and coaxial cable 36 to key code generator device 12. The

new codeset is then stored on a mass storage hard disk

within the set—top box. In this way, the pre-existing and
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inexpensive remote control device 11 can be used to control

a new electronic consumer device whose required codeset did

not exist at the time remote control device 11 and key code

generator device 12 were delivered to the user.

[0050] In yet another embodiment, remote control device 11

is a learning remote control device that includes an IR

detector 40. In accordance with one method, the learning

remote control device 11 is placed so that IR detector 40

can receive an IR transmission from an IR transmitter of

another remote control device. Keys corresponding to key

codes to be learned are pressed on the other remote control

device such that successive key code signals are

transmitted from the IR transmitter of the other remote

control device to IR detector 40 of the learning remote

control device 11. Learning remote control device 11

detects when the envelope of the bursts of the received IR

signal changes from low to high and high to low. The time

duration between each successive transition is stored such

that a key code signal is recorded as timing information

for a series of mark lengths and space lengths. As the

various keys of the remote control device to be learned are

pressed, learning remote control device 11 records

successive strings of timing information. The resulting

strings of timing information, once collected on learning

remote control device 11, are automatically transmitted

from learning remote control device 11 in the form of RF

signals to key code generator device 12. Key code

generator device 12 in turn communicates the captured

strings of timing information through coaxial cable 36 and

network 38 to database of codesets 39. Personnel

maintaining database of codesets 39 then analyze the timing

information and generate a codeset that describes the key
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codes captured by learning remote control device 11. In

this way, a new codeset containing key data, systems codes

and timing information is added to database of codesets 39.

Rather than storing the information as a new codeset that

includes separate key codes and timing information, the

information for each keystroke can be stored in database of

codesets 39 in the form of interval times.

[0051] A single system 10 is therefore described that can

support numerous different types of electronic consumer

devices that can use multiple different codesets. The

remote control device 11 of the system need not include a

large memory and stored many codesets. Rather, the remote

control device 11 need only relay individual key codes.

Remote control device 11 can therefore be a relatively

inexpensive device that includes only a small amount of

memory. In addition to requiring only a small amount of

memory, the very same remote control device 11 can control

an electronic consumer device that uses a codeset or

protocol that was not in existence at the time the remote

control device 11 was delivered to the user. The amount of

writable memory (for example, random access memory (RAM) or

flash memory) on the remote control device 11 may be so

little that it may not be adequate to store a conventional

codeset. The bulk of the memory of the remote control

device 11 may be relatively inexpensive mask-programmable

read only memory (ROM). By reducing the amount of writable

memory on remote control device 11, the cost of remote

control device 11 is reduced.

[0052] Although the present invention has been described in

connection with certain specific embodiments for

instructional purposes, the present invention is not

limited thereto. Although the method is described above in
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connection with an inexpensive remote control device whose

primary purpose is to control an electronic consumer

device, the method can be employed in connection with other

types of devices. Due to the limited amount of memory and

intelligence required of the remote control device in the

present method, the functionality of remote control device

11 can be incorporated into an RF—enabled device (such as a

cell phone or RF—enabled personal digital assistant (PDA)

or RF—enabled wrist watch or RF—enabled keyboard) without

significantly increasing the cost of the device. The first

carrier signal used to communicate between the remote

control device and the key code generator device need not

be an RF signal, and the second carrier signal used to

communicate between the remote control device and the

electronic consumer device need not be an IR signal. Both

the first and second carrier signals can be the same type

of signals, for example IR signals. The key code generator

device can transmit key codes to the electronic consumer

device to be controlled via a hardwired connection rather

than a wireless link. The type of key code signal relayed

through the remote control device is not limited to any

particular protocol.

[0053] Although key code generator device 12 is a set—top

box in the embodiment of figure 1 above, in other

embodiments the key code generator device 12 is another

type of electronic consumer device such as, for example, a

television, a stereo radio, a digital Video disk player, a

video cassette recorder, a personal computer, a set-top

cable television box or a set—top satellite box. Although

the keystroke indicator signal can be an indication of a

pressed key where there is a one—to—one relationship

between the key and a function to be performed, in other
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embodiments a keystroke indicator signal indicates a

selected function that is not associated with a specific

key on the remote control device. For example, a function

can be selected choosing a function from a menu that is

displayed on the remote control device. Accordingly,

various modifications, adaptations, and combinations of

various features of the described embodiments can be

practiced without departing from the scope of the invention

as set forth in the claims.
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CLAIMS

What is claimed is:

1. A method comprising:

(a) receiving a keystroke indicator signal from a

remote control device;

(b) generating a key code within a key code generator

device;

(c) modulating said key code onto a carrier signal,

thereby generating a key code signal; and

(d) transmitting said key code signal from said key

code generator device.

2. The method of Claim 1, wherein said key code signal is

transmitted in (d) from said key code generator device to

said remote control device.

3. The method of Claim 1, wherein said key code signal is

transmitted in (d) from said key code generator device to

an electronic consumer device.

4. The method of Claim 1, wherein said key code consists

of a binary number.

5. The method of Claim 1, wherein said key code comprises

a binary number and timing information, and wherein said

timing information defines how said binary number is

modulated in (C) onto said carrier signal.
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6. The method of Claim 1, further comprising:

(e) pressing a power—on key of said remote control

device causing said remote control device to transmit said

keystroke indicator signal that is received in (a), wherein

said key code signal transmitted in (d) is received onto an

electronic consumer device, and wherein said pressing in

(e) causes said electronic consumer device to turn on.

7. The method of Claim 1, wherein said carrier signal is

in a radio frequency band, wherein said key code signal is

received by said remote control device, and wherein said

method further comprises:

(e) modulating said key code onto a second carrier

signal, thereby generating a second key code signal, said

modulating being performed on said remote control device

wherein said second carrier signal is in an infrared

frequency band; and

(f) transmitting said second key code signal from said

remote control device to an electronic consumer device.

8. The method of Claim 7, further comprising:

(9) pressing a power—on key of said remote control

device causing said remote control device to transmit said

keystroke indicator signal that is received in (a), wherein

the pressing in (g) causes-said electronic consumer device

to turn on.

9. The method of Claim 1, wherein said key code generated

in (b) is part of a codeset, and wherein said remote

control device does not store said codeset.
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10. The method of Claim 9, wherein said codeset comprises

timing information and a plurality of key codes, and

wherein said timing information describes a digital one and

a digital zero.

11. The method of Claim 1, wherein a codeset comprises a

plurality of key codes, each one of said plurality of key

codes corresponding to a function of an electronic consumer

device, and wherein no more than a single one of said

plurality of key codes is present on said remote control

device at any given time.

12. The method of Claim 11, wherein said function of said

electronic consumer device is taken from the group

consisting of: power on, power off, channel advance,

channel back, volume up, volume down, cursor up, cursor

down, cursor right, cursor left, select, play, record,

stop, forward, back and pause.

13. A device comprising:

a receiver that receives a first key code signal,

wherein said first key code signal is generated by

modulating a key code onto a first carrier signal, said

first carrier signal falling within a radio frequency band;

a transmitter that transmits a second key code signal,

wherein said second key code signal is generated by

modulating said key code onto a second carrier signal, said

second carrier signal falling within an infrared frequency

band; and

a keypad that includes a key that corresponds to said

key code, wherein said key code corresponds to a function

of an electronic consumer device.
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14. The device of Claim 13, wherein said key code

corresponds to a second function of a second electronic

consumer device, as well as to said function of said

electronic consumer device.

15. The device of Claim 14, wherein said transmitter

transmits a third key code signal, and wherein said third

key code signal is generated by modulating said key code

onto a third carrier signal.

16. The device of Claim 14, wherein said key code

comprises a first binary number and a second binary number,

said first binary number corresponding to said function,

and said second binary number corresponding to said second

function.

17. The device of Claim 13, wherein said keypad includes a

second key that corresponds to a second key code, wherein a

third key code signal is generated by modulating said

second key code onto a third carrier signal, wherein said

third key code signal is received by said receiver, and

wherein both said first key code and said second key code

are not both stored in said device at the same time.

18. The device of Claim 13, wherein a codeset comprises

timing information and a plurality of key codes, wherein

each of said plurality of key codes corresponds to a

different function of said electronic consumer device,

wherein said key code is a binary number, and wherein said

timing information defines how said binary number is

modulated onto said first carrier signal.
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19. A system comprising:

a key code generator device that generates a first key

code and a second key code, wherein a codeset is stored on

said key code generator device, said codeset including said

first key code and said second key code, wherein said first

key code corresponds to a selected function of a first

electronic consumer device, and wherein said second key

code corresponds to said selected function of a second

‘electronic consumer device; and

means for relaying said first key code and said second

key code from said key code generator device to said first

electronic consumer device and to said second electronic

consumer device without simultaneously storing both said

first key code and said second key code on said means.

20. The system of Claim 19, wherein said selected function

is taken from the group consisting of: power on, power off,

channel advance, channel back, volume up, volume down,

cursor up, cursor down, cursor right, cursor left, select,

play, record, stop, forward, back and pause.

21. The system of Claim 19, wherein said selected function

is power on, and wherein said system automatically

determines when said first electronic consumer device

powers on.

22. A remote control device, comprising:

an RF receiver;

an IR transmitter; and

means for receiving a key code from said RF receiver

and for sending said key code to said IR transmitter such
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that said key code is modulated onto an IR carrier signal,

said IR carrier signal with said key code modulated thereon

being transmitted from said remote control device by said

IR transmitter.

23. The remote control device of Claim 22, wherein said

key code is not stored on said remote control device

immediately prior to said means receiving the key code.

24. The remote control device of Claim 22, wherein said

means is a microcontroller.
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RELAYING KEY CODE SIGNALS THROUGH A REMOTE

CONTROL DEVICE

Daniel SauFu Mui

ABSTRACT OF THE DISCLOSURE

Upon receiving a keystroke indicator signal from a

remote control device, a key code generator device

identifies a codeset usable to communicate with a selected

consumer device. The keystroke indicator signal contains

an indication of a pressed key, which corresponds to a

function of the selected consumer device. Using the

identified codeset and the key indication, the key code

generator device generates a key code and modulates that

key code onto a radio frequency carrier signal, thereby

generating a first key code signal. The remote control

device receives the first key code signal from the key code

generator device and modulates the key code onto an

infrared frequency carrier signal, thereby generating a

second key code signal. The remote control device relays

the key code to the selected consumer device in the second

key code signal. The key code causes the selected consumer

device to perform the desired function.
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any
earned patent terrn adjustment. See 37 CFR 1.704(b).

Status

   

 

 
 

 
  

 Offic Action Summary

1)[:I Responsive to communication(s) filed on 16 December 2003.

2a)]: This action is FINAL. 2b)EI This action is non-final.

3)l:l Since this application is in condition for allowance except for formal matters. prosecution as to the merits is

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11,453 O.G. 213.

Disposition of Claims

4)|Z] Claim(s) fl is/are pending in the application.

4a) Of the above Claim(s) __ is/are withdrawn from consideration.

5)I:I Claim(s) __ is/are allowed.

6)® Claim(s) 1-10,13-16,18-24 is/are rejected.

DE Claim(s) 11,12 and 17 is/are objected to.

8):! Claim(s)_are subject to restriction and/or election requirement.

Application Papers

ml] The specification is objected to by the Examiner.

10)lj The drawing(s) filed on is/are: a)El accepted or ml] objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d).

11)|:I The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)E] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

a)|:] AII MEI Some " c)l:I None of:

' 1.|:I Certified copies of the priority documents have been received.

21:] Certified copies of the priority documents have been received In Application No._

31:] Copies of the certified copies of the priority documents have been received in this National Stage

application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) E Notice of References Cited (PTO-892) 4) [3 Interview Summary (PTO-413)
2) E] Notice of Drafisperson's Patent Drawing Review (PTO-948) Paper Noel/Mail Date-_.
3) C] Information Disclosure Statement(s) (PTO-1449 or PTO/SB/OB) 5) I:I Notice of Informal Patent Application (PTO-152)

Paper No(s)/Mail Date . 6) C] Other.
U.S. Patent and Trademnt Office

PTOL-326 (Rev. 705) Office Action Summary Part of Paper No./MaiI Date 50806
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Application/Control Number: 10/737,029 Page 2

Art Unit: 2612

DETAILED ACTION

The application of Daniel SauFu Mui filed 12/16/2003 for Relaying key Code Signals

Through a remote Control Device has been examined. Claims 1-24 are pending.

Claim Rejections - 35 USC § 102

The following is a quotation of the appropriate paragraphs of 35 USC. 102 that form the

basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on
sale in this country, more than one year prior to the date of application for patent in the United States.
(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for
patent by another filed in the United States before the invention by the applicant for patent, except that an
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this
subsection of an application filed in the United States only if the international application designated the United
States and was published under Article 21(2) of such treaty in the English language.

Claims 19-20 are rejected under 35 USC. 102(b) as being anticipated by Pope US Patent

5963624.

Regarding claim 19, Pope teaches generator 12 for generating key code for controlling

different consumer devices (col. 3 lines 35-40, figure 1) and teaches storing key codes (code set)

on the key code generator (col. 5 lines 7—11). Pope teaches the base unit (code generator)

transmit control codes to a plurality of consumer devices (figure 1) inherently including a first

and second code. Pope teaches an IR transmitter 87 for relaying the key codes to the consumer

devices (col. 3 lines 41-45). The codes are stored in the memory of the base unit (code generator)
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and is therefore not store in the means (IR transmitter) for transmitting the key code signal to the

consumer devices.

Regarding claim 20, Pope teaches channel selection included in the fimction of the

remote control (col. 1 lines 59-63).

Claim 13-16, 22, and 24 are rejected under 35 U.S.C. 102(e) as being anticipated by

Wouters et al. US Patent 6915109.

Regarding claims 13 and 22, Wouters et a1. teaches a device comprising a receiver

receiving a RF modulated remote control signal (col. 4 lines 25-28) and a transmitter

transmitting an infrared modulated signal generated from the received RF signal (col. 4 lines 28-

33). Wouters et al. also teaches the key code corresponding to the key of keypad is transmitted

when the key is selected (col. 4 lines 4 lines 48-57).

Regarding claims 14-16, Wouters et al. teaches the key code corresponding to the key of

keypad is transmitted when the key is selected (col. 4 lines 4 lines 48-57). A key code

corresponding to a second and third key code is therefore transmitted based on the selected key.

Wouters et a1. teaches fetching the data from memory corresponding to the key code (col. 4 lines

55-5 8). The data from the memory is inherently store as binary data. The key code therefore

comprises binary data.

Regarding claim 24, Wouters et a1. teaches a microcontroller in the form of a

microprocessor for receiving the key code (col. 4 lines 52-55).
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Claim Rejections - 35 USC § 103

The following is a quotation of 35 USC. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

Claims 1, 3-4, 9 are rejected under 35 USC. 103(a) as being unpatentable over Pope US

Patent 5963624 in view ofMcNair et al. US Patent 5595342.

Regarding claim 1, Pope teaches receiving a keystroke indicator signal which contains an

indication of a key on the remote control device 10 that was pressed (col. 2 lines 61—col. 3 line

19), generating a key code (codes for communicating the control function to the appliances)

within the code generator 12 and transmitting the key codes to the appliances (col. 3 lines 35-

40). Pope is however silent on teaching modulating the key code onto a carrier signal. McNair et

al. in an art related control system teaches the control signal is modulated and transmitted to the

controlled apparatus as a conventional practice (col. 2 lines 61-65).

It would have been obvious to one of ordinary skill in the art to modulate the key code

onto a carrier signal in Pope because modulation of the key code enables the key code signal to

be transmitted wirelessly to the appliances and this also represents a conventional practice.
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Regarding claim 3, Pope teaches the key code generator 12 transmitting key code signal

(control codes) to the consumer devices (col. 3 lines 35-40).

Regarding claim 4, Pope teaches the key code is indicated by low and high (col. 3 lines

45-47) implying the key code signal include ones and zeroes.

Regarding claim 9, Pope teaches the code generated by the code generator 12 is

transmitted to the appliances (col. 3 lines 36-40). The code generated by the code generator is not

store in the remote control because it is transmitted to the appliances.

Claim 2 is rejected under 35 U.S.C. 103(3) as being unpatentable over Pope US Patent

5963624 in view of McNair et al. US Patent 5595342 and fiirther in View of Goldstein US Patent

5410326.

Regarding claim 2, Pope teaches the remote control receiving key code signals (infrared

control signal) fiom a controller (col. 4 lines 52-56) but is silent on teaching the key code

generator transmit key codes to the remote control device. Goldstein in an art related

programmable remote control invention teaches a key code generator in the form of a cable box

(cable box is considered a key code generator, see page 3 lines 4-5 of the applicant’s

specification) transmitting key codes to the remote control (col. 13 lines 50-5 7) in order to

update the remote control with new control codes.

It would have been obvious to one of ordinary skill in the art for the key code generator

to transmit the key code to the remote control in Pope in View of McNair et a1. because this

provides the means for updating the remote control with new codes.
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Claims 5 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US

Patent 5963624 in view ofMcNair et al. US Patent 5595342 and further in View of Teskey US

Patent 6747568.

Regarding claim 5, Pope teaches generating a key code for controlling the consumer

appliances (col. 3 lines 35-40) but is silent on teaching the key code comprises timing

information defining the binary number is modulated. Teskey in an art related remote control

system teaches the format of the remote control signal having the necessary timing and

modulation information (col. 3 line 60-col. 4 line 8).

It would have been obvious to one of ordinary skill in the art for the key code to include

comprises timing information defining the binary number is modulated in Pope in View of

McNair because the timing information defining the binary number is modulated represent

information regarding the format of the remote control signal that enables the decoding and

demodulating of the receive key code signals.

Regarding claim 10, Pope teaches generating a key code for controlling the consumer

appliances (col. 3 lines 35-40) but is silent on teaching the key code comprises timing

information defining the binary number (ones and zeroes) is modulated. Teskey in an art related

remote control system teaches the format of the remote control signal having the necessary

timing and modulation information (col. 3 line 60—col. 4 line 8).

It would have been obvious to one of ordinary skill in the art for the key code to include

comprises timing information defining the binary number is modulated in Pope in view of

McNair because the timing information defining the binary number is modulated represent
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information regarding the format of the remote control signal that enables the decoding and

demodulating of the receive key code signals.

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US Patent

5963624 in View ofMcNair et al. US Patent 5595342 and further in view of August et al. US

Patent 5671267.

Regarding claim 6, Pope teaches the use of the remote control to control the functions of

the appliances (col. 2 line 61-col. 3 line 22) but is not explicit in teaching transmitting a

keystroke indicator signal that cause the appliance to turn on. One skill in the art recognizes that

a remote control is generally use in turning an appliance on/off and is fm‘ther evidenced by

August et a1, (col. 8 lines 3-5).

It would have been obvious to one of ordinary skill in the art for the remote control to

transmit a keystroke signal for turning the appliance on in Pope in view of McNair because Pope

suggests the use of the remote control to control the functions of the appliances and one skill in

the art recognizes that a remote control is generally use in turning an appliance on/off and is

further evidenced by August et a1.

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US Patent

5963624 in view of McNair et al. US Patent 5595342 and further in view ofWouster et al. US

Patent 6915109

Regarding claim 7, Pope teaches the remote control receiving key code signals (infrared

control signal) from a controller (col. 4 lines 52-56) and the remote control transmits control

signal to the appliances (figure 1) but is silent on teaching modulating the key code onto carrier
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signal that is in the infrared frequency band. Wouters et al. in an art related remote control

invention teaches a remote control receiving a RF modulated remote control signal (col. 4 lines

25-28) and a transmitter transmitting an infrared modulated signal generated from the received

RF signal (col. 4 lines 28-33).

It would have been obvious to one ofordinary skill in the art to modulate the key code

onto carrier signal that is in the infrared frequency band in Pope in View of McNair because

infrared signal represents an alternative to radio signal used in the transmission of remote control

signal.

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US Patent

5963624 in view of McNair et al. US Patent 5595342 in view of Wouster et al. US Patent

6915109 and further in View of August et al. US Patent 5671267.

Regarding claim 8, Pope teaches the use of the remote control to control the functions of

the appliances (col. 2 line 61-00]. 3 line 22) but is not explicit in teaching transmitting a

keystroke indicator signal that cause the appliance to turn on. One skill in the art recognizes that

a remote control is generally use in turning an appliance on/off and is further evidenced by

August et a1. (col. 8 lines 3-5).

It would have been obvious to one of ordinary skill in the art for the remote control to

transmit a keystroke signal for turning the appliance on in Pope in view of McNair in view of

Yamaguchi because Pope suggests the use of the remote control to control the functions of the

appliances and one skilled in the art recognizes that a remote control is generally use in turning

an appliance on/off and is fiirther evidenced by August et a1.
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Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wouters et al. US

Patent 6915109 in view of Teskey US Patent 6747568.

Regarding claim 18, Wouters et a1. teaches the remote control transmit command codes

to perform various functions (col. 4 lines 4 lines 48-5 7). Wouters is silent on teaching the key

code comprises timing information defining the binary number is modulated. Teskey in an art

related remote control system teaches the format of the remote control signal having the

necessary timing and modulation information (col. 3 line 60-col. 4 line 8).

It would have been obvious to one of ordinary skill in the art for the key code to include

timing information defining the binary number is modulated in Wouters et a1. because the timing

information defining the binary number represents information regarding the format of the

remote control signal that enables the decoding and demodulating of the receive key code

signals.

Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US Patent

5963624 in View ofAugust et al. US Patent 5671267.

Regarding claim 6, Pope teaches the use of the remote control to control the functions of

the appliances (col. 2 line 61-col. 3 line 22) but is not explicit in teaching transmitting a

keystroke indicator signal that cause the appliance to turn on. One skill in the art recognizes that

a remote control is generally use in turning an appliance on/off and is further evidenced by

August et a1. (col. 8 lines 3-5).
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It would have been obvious to one of ordinary skill in the art for the remote control to

transmit a keystroke signal for turning the appliance on in Pope because Pope suggests the use of

the remote control to control the functions of the appliances and one skilled in the art recognizes

that a remote control is generally use in turning an appliance on/off and is further evidenced by

August et a1.

Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wouters et al. US

Patent 6915109 in view of Pope US Patent 5963624.

Regarding claim 23, Wouters teaches transmitting key codes to remote control (see

response to claim 13) but is not explicit in teaching the key code is not store on the remote

control prior to the remote control receiving the key code. Pope in an art related remote control

teaches the remote control receiving control codes updates (col. 4 lines 52-60). The receipt of the

code update by the remote control implies that the code was not previously stored in the remote

control prior transmitting the updates to the remote controller.

It would have been obvious to one of ordinary skill in the art for the key code is not store

on the remote control prior to the remote control receiving the key code because the key codes

transmitted to the remote control is used as a means of programming the remote control with new

codes.

Allowable Subject Matter

Claims 11-12 and 17 are objected to as being dependent upon a rejected base claim, but

would be allowable if rewritten in independent form including all of the limitations of the base

claim and any intervening claims.
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Regarding claims 11-12, the prior art of record fail to teach or suggests no more than a

single one of the key codes is present on the remote control at any given time.

Regarding claim 17, the prior art of record fail to teach or suggests the first and second

key code are not stored in the device at the same time.

Conclusion

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Vernal U. Brown whose telephone number is 571-272-3060. The

examiner can normally be reached on 8:30—7:00 Monday-Thursday.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Wendy Garber can be reached on 571-272-7308. The fax phone number for the

organization where this application or proceeding is assigned is 571-273-8300.
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Information regarding the status of an application may be obtained from the Patent

Application Information Retrieval (PAIR) system. Status information for published applications

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished

applications is available through Private PAIR only. For more information about the PAIR

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll—flee).

l’ H

V mal Brown

Ma 10, 2006

y 5mm lit/Imam;
pRIMARY XAM
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 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE,

licant: Daniel SauFu Mui

Assignee: ZiLOG, Inc.

Title: “Relaying Key Code Signals Through a Remote Control Device”

Appl. No.: 10/737,029 Filing Date: December 16, 2003

Examiner: > Vernal U. Brown Art Unit: 2612

Docket No.: ZlL-568

July 28, 2006

Mail Stop Amendment
COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, VA 22313-1450

AMENDMENT

Dear Sir:

In response to the outstanding, non-final office action dated June 6, 2006

(“Office Action"), Applicant responds as follows and requests the Examiner to

amend the above-identified application as follows. _

Amendments to the Specification begin on page 2 of this Amendment.

Amendments to the Claims are reflected in the listing of claims that

begins on page 3 of this Amendment.

There are no amendments to the drawings in this Amendment.

The Remarks begin on page 9 of this Amendment.

08/07/2006 HBERHE 00000018 10737029

01 FC:1202
02 FC:1201

100.00 0?
600.00 UP
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Applicant: Daniel SauFu Mui
Serial No.: 10/737,029

Filing Date: December 16, 2003
Docket No.: ZlL-568

Amendments to the Specification:

Please replace paragraph [0006] with the following replacement paragraph.

[0006] A system for relaying a key code through a remote

control device to an electronic consumer device allows the

electronic consumer device to be controlled without storing

the associated codeset on the remote control device. Upon

receiving a keystroke indicator signal from a remote

control device, a key code generator device, such as a set-

top box, identifies the particular codeset usable to

communicate with the selected electronic consumer device.

The keystroke indicator signal contains an indication of a

key on the remote control device that was pressed, which

corresponds to a function of the selected electronic

‘consumer device. Using the identified codeset and the

indication of the pressed key, the key code generator

device generates a key code and modulates that key code

onto a radio frequency carrier signal, thereby generating a

first key code signal. The remote control device receives

_ the first key code signal from the key code generator

device and modulates the key code onto an infrared

frequency carrier signal, thereby generating a second key

code signal. The remote control device relays the key code

to the selected electronic consumer device in the second

key code signal. The key code causes the selected

electronic consumer device to perform the desired function.

The key code is not stored on the remote control device in

a permanent manner, but rather thenthg key code is relayed

through the remote control device.
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Applicant: Daniel SauFu Mui
Serial No.: 10/737,029

Filing Date: December 16, 2003
Docket No.: ZIL-568

Amendments to the Claims:

This listing of claims replaces all prior versions and listings of claims in the

application.

Listing of Claims

1. (original): A method comprising:

I (a) receiving a keystroke indicator signal from a remote control device;

(b) generating a key code within a key code generator device;

(0) modulating said key code onto a carrier signal, thereby generating a

key code signal; and

(d) transmitting said key code signal from said key code generator device.

2. (original): The method of Claim 1, wherein said key code signal is transmitted

in (d) from said key code generator device to said remote control device.

3. (original): The method of Claim 1, wherein said key code signal is transmitted

in (d) from said key code generator device to an electronic consumer device.

4. (original): The methOd of Claim 1, wherein said key code consists of a binary

number.

5. (original): The method of Claim 1, wherein said key code comprises a binary

number and timing information, and wherein said timing information defines how

said binary number is modulated in (c) onto said carrier signal.
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Applicant: Daniel SauFu Mui
Serial No.: 10/737,029

Filing Date: December 16, 2003
Docket No.: ZlL-568

6. (original): The method of Claim 1, further comprising:

(e) pressing a power-on key of said remote control device causing said

remote control device to transmit said keystroke indicator signal that is received

in (a), wherein said key code signal transmitted in (d) is received onto an

electronic consumer device, and wherein said pressing in (e) causes said

electronic consumer device to turn on.

_ 7. (original): The method of Claim 1,'wherein said carrier signal is in a radio

frequency band, wherein said key code signal is received by said remote control

device, and wherein said method further comprises:

(e) modulating said key code onto a second carrier signal, thereby

generating a second key code signal, said modulating being performed on said

remote control device wherein said second carrier signal is in an infrared

frequency band; and

(f) transmitting said second key code signal from said remote control

device to an electronic consumer device.

8. (original): The method of Claim 7, further comprising:

(9) pressing a power-on key of said remote control device causing said

remote control device to transmit said keystroke indicator signal that is received

in (a), wherein the pressing in (9) causes said electronic consumer device to turn

OFL

9. (original): The method of Claim 1, wherein said key code generated in (b) is

part of a codeset, and wherein said remote control device does not store said

codeset.

10. (original): The method of Claim 9, wherein said codeset comprises timing

information and a plurality of key codes, and wherein said timing information

describes a digital one and a digital zero.
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11. (currently amended): IFhefiethed—ef—Glaim—1A method comprising:

(a) receiving a keystroke indicator signal from a remote control device;

(b) generating a key code within a key code generator device;

(0) modulating said key code onto a carrier signal, thereby generating a

key code signal; and

(dltransmitting said key code signal from said key code generator device,

wherein a codeset comprises a plurality of key codes, each one of said plurality

 

of key codes'corresponding to a function of an electronic consumer device, and

wherein no more than a single one of said plurality of key codes is present on

said remote control device at any given time.

12. (original): The method of Claim 11, wherein said function of said electronic

consumer device is taken from the group consisting of: power on, power off,

channel advance, channel back, volume up, volume down, cursor up, cursor

down, cursor right, cursor left, select, play, record, stop, forward, back and

pause.

13. (currently amended): A remote control device comprising:

a receiver that receives a first key code signal, wherein said first key code

signal is generated by modulating a key code onto a first carrier signal, said first

carrier‘signal falling within a radio frequency band;

a transmitter that transmits a second key code signal, wherein said

second key code signal is generated by modulating said key code onto a second

carrier signal, said second carrier signal falling within'an infrared frequency band;

and

a keypad that includes a key that corresponds to said key code, wherein

said key code corresponds to a function of an electronic consumer device.
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14. (original): The device of Claim 13, wherein said key code corresponds to a

second function of a second electronic consumer device, as well as to said

function of said electronic consumer device.

15. (original): The device of Claim 14, wherein said transmitter transmits a third

key code signal, and wherein said third key code signal is generated by

modulating said key code onto a third carrier signal.

16. (original): The device of Claim 14, wherein said key code comprises a first

binary number and a second binary number, said first binary number

corresponding to said function, and said second binary number corresponding to

said second function.

17. (currently amended): Thedevieeef—Glaim—1—3A device comprising:

a receiver that receives a first key code signal, wherein said first key code

signal is generated by modulating a key code onto a first carrier signal, said first

carrier signal falling within a radio freguency band;

a transmitter that transmits a second key code signal, wherein said

second key code signal is generated by modulating said key code onto a second

carrier signal, said second carrier signal falling within an infrared frequency band;

gig

a keypad that includes a key that corresponds to said key code, wherein

said key code corresponds to a function of an electronic consumer device,

wherein said keypad includes a second key that corresponds to a second key

 

 

code, wherein a third key code signal is generated by modulating said second

key code onto a third carrier signal, wherein said third key code signal is received

by said receiver, and wherein both said first key code and said second key code

are not both stored in said device at the same time.
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18. (original): The device of Claim 13, wherein a codeset comprises timing

information and a plurality of key codes, wherein each of said plurality of key

codes corresponds to a different function of said electronic consumer device,

wherein said key code is a binary number, and wherein said timing information

defines how said binary number is mOdulated onto said first carrier signal.

19. (currently amended): A system comprising:

a key code generator device that generates a first key code and a second

key code, wherein a codeset is stored on said key code generator device, said

codeset including said first key code and said second key code, wherein said first

key code corresponds to a selected function of a first electronic consumer

device, and wherein said second key code corresponds to said selected function

of a second electronic consumer device; and

means for relaying said first key code and said second key code from said

key code generator device through a remote control device to said first electronic

consumer device and to said second electronic consumer device without

simultaneously storing both said first key code and said second key code on said

meansremote control device.

20. (original): The system of Claim 19, wherein said selected function is taken

from the group consisting of: power on, power off, channel advance, channel

back, volume u‘p, volume down. cursor up, cursor down, cursor right, cursor left,

select, play, record, stop, fonNard, back and pause.

21. (original): The system of Claim 19, wherein said selected function is power

on, and wherein said system automatically determines when said first electronic

consumer device powers on.

22. (original): A remote control device, comprising:

an RF receiver;
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an IR transmitter; and

means for receiving a key code from said RF receiver and for sending said

key code to said IR transmitter such that said key code is modulated onto an IR

carrier signal, said IR carrier signal with said key code modulated thereon being

transmitted from said remote control device by said IR transmitter.

23. (original): The remote control device of Claim 22, wherein said key code is

not stored on said remote control device immediately prior to said means

receiving the key code.

24. (original): The remote control device of Claim 22, Wherein said means is a

microcontroller.

25. (new): A method comprising:

(a) receiving a keystroke indicator signal from a remote control device;

(b) using said keystroke indicator signal to generate a key code, wherein a

key code generator device generates said key code;

(c) modulating said key code onto a carrier signal and thereby generating

a key code signal; V

(d) transmitting said key code signal from said key code generator device

to said remote control device, wherein said remote control device transmits said

key code signal to an electronic consumer device.

26. (new): The method of Claim 25, wherein said key code generated in (b) is

part of a codeset, and wherein said codeset is not stored on said remote control

.device.
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REMARKS

Reconsideration and allowance is respectfully requested.

Before entry of this amendment, claims 1-24 were pending.~ In the Office

Action, claims 1-10, 13-16 and 18-24 were rejected, and claims 11-12 and 17

were objected to. In the present amendment, claims 11, 13, 17, and 19 are

amended, and claims 25-26 are added. After entry of the amendment, claims 1-

26 are pending.

l. Claims 11-12 and 17

Claims 11-12 and 17 are objected to as being dependent upon a rejected

base claim, but would be allowable if rewritten in independent form. (See Office

Action, p. 10, lines 19-21.) Applicant amends claim 11 such that claims 11-12

include all of thelimitations of the base claim 1. Applicant amends claim 17 to
include all of the limitations of the base claim 13.

Withdrawal of the objection to claims 11-12 and 17 is respectfully

requested.

ll. Claims 19—20 '

Claims 19-20 are rejected under 35 U.S.C. § 102(b) as being anticipated

by Pope (USP 5,963,624) (Office Action, p. 2, lines 16-17).

A. Independent claim 19

Claim 19 as amended recites, “means for relaying said first key code and

said second key code from said key code generator device through a remote
 

control device to said first electronic consumer device and to said second

electronic consumer device without simultaneously storing both said first key.

code and said second key code on said remote control device" (emphasis

added). Pope does not form the basis for a valid rejection under § 102(b)

because Pope does not disclose all of the limitations of claim 19. Specifically,

9
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Pope does not disclose relaying a key code from a key code generator device

through a remote control device to an electronic consumer device.

The Examiner states that the IR transmitter 87 of base Unit 12/80 of Pope

discloses the recited means for relaying key codes. (Office Action, p. 2, lines 22-

23). The appliance control codes of Pope, however, are not relayed from base

unit 12, through handset 10/50, to an appliance 14/16/18.

Because Pope does not disclose all of the elements of claim 19,

reconsideration of the § 102(b) rejection and allowance of claim 19 are

requested.

B. Dependent claim 20

Claim 20 depends from claim 19 and is allowable for at least the same

reasons for which claim 19 is allowable. Reconsideration of the § 102(b)

rejection and allowance of claim 20 are requested.

|||. Claims 13-16 22 and 24

Claims 13-16, 22 and 24 are rejected under 35 U.S.C. § 102(e) as being

anticipated by Wouters et al. (USP 6,915,109) (Office Action, p. 3, lines 5-6).

 

A. Independent claim 13 and 22

Claim 13 as amended recites, “A remote control device comprising: a

receiver that receives a first key code signal . . . ithin a radio frequency band; a

transmitter that transmits a second key code signal . . . within an infrared

frequency band; and a keypad . . (emphasis added). Claim 22 recites, “A-

remote control device, comprisingz'an RF receiver; an IR transmitter; . . . said IR

carrier signal . . . being transmitted from said remote control device by said lR

transmitter” (emphasis added). Wouters does not form the basis for a valid

rejection under § 102(e) because Wouters does not disclose all of the limitations

of either claim 13 or claim 22. Specifically, Wouters does not disclose a remote

control device with a keypad that both receives a signal within a radio frequency

10
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band and transmits a signal within an infrared frequency band. In addition,

Wouters does not disclose a remote control device with an RF receiver and an IR

transmitter.

Wouters does not disclose a device with a keypad that transmits an IR

signal and receives an RF signal. The Examiner cites passages in Wouters from

column 4, lines 25-33 and 48-57 (Office Action, p. 3, lines 7-11). The first

passage from lines 25-33 describes radio receiver 13 that receives RF signal 10

and transmits a signal to IR transmitter 14. Radio receiver 13 does not include a

keypad. Moreover, radio receiver 13 is not a remote control device. The second

passage of Wouters from lines 48-57 describes the remote control unit shown in

figure 6 of Wouters (mistakenly referred to as figure 7). The remote control unit

described in lines 48-57 includes an IR transmitter and an RF transmitter, but

does not include an RF receiver. Wouters does not disclose a remote control

device that both receives an RF signal and transmits an IR signal.

Because Wouters does not disclose all of the elements of either claim 13

or claim 22, reconsideration of the § 102(e) rejection and allowance of claims 13

and 22 are requested.

B. Dependent claims 14-16

Claim 14 recites “said key code corresponds to a second function of a

second electronic consumer device, as well as to said function of said electronic

consumer device”. The Examiner has not presented a prima facie argument of

anticipation of claim 14 because the Examiner has not stated that Wouters

discloses a key code that corresponds both to a function of an electronic

consumer device as well as to a second function of a second electronic

consumer device. Wouters does not disclose one key code that corresponds to

two separate functions of two different electronic consumer devices.

Claim 16 recites "said key code comprises a first binary number and a

second binary number, said first binary number corresponding to said function,

and saidsecond binary number corresponding to said second function". The

‘11
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Examiner has not presented a prima facie argument of anticipation of claim 16

because the Examiner has not stated that Wouters discloses a key code

comprising both (i) a first binary number that corresponds to a function of an

electronic consumer device as well as (ii) a second binary number that

corresponds to a second function of a second electronic consumer device.

Wouters does not disclose a single key code that comprises two binary numbers,

one corresponding to the function of one electronic consumer device, and the

other corresponding to a second function of a second electronic consumer

device. I

Claims 14-16 depend directly or indirectly from claim 13. in addition to the .

reasons explained above, dependent claims 14-16 are allowable for at least the

same reasons for which claim 13 is allowable. Reconsideration of the § 102(e)

rejection and allowance of claims 14—16 are requested.

C. Dependent claim 24

Claim 24 recites that the means of claim 22 is a microcontroller. The

means of claim 22 is a “means for receiving a key code from said RF receiver”.

The Examiner states that Wouters discloses "a microcontroller in the form of a

microprocessor for receiving the key code (col. 4 lines 52-55)” (Office Action, p.

3, lines 18-19). Applicant respectfully disagrees. The cited passage of Wouters

does not disclose a microprocessor for receiving a key code from an RF receiver.

I The remote control unit disclosed in the cited passage does not include an

RF receiver. Thus, the central processing unit (CPU) inside the remote control

does not receive a key code from any RF receiver. Instead, Wouters discloses

that the CPU determines which code needs transmitting based on which key is

tapped by the user. Wouters explains:

“in this case the user taps a key, the CPU (Central processing unit)

inside the remote control determines which code (corresponding to the

tapped key) needs transmitting (by lR or RF) and fetches the required

data from its memory which comprises a data base or other means in

12
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which tapped codes are linked to data to be transmitted" (Wouters, Col.
4, lines 57-62) (emphasis added).

Therefore, Wouters does not disclose a microcontroller that receives a key code

from an RF receiver.

Claim 24 depends from claim 22. In addition to the reasons explained

above, dependent claim 24 is allowable for at least the same reasons for which

claim 22 is allowable.' Reconsideration of the § 102(e) rejection and allowance of

claim 24 are requested.

IV. Claims 1 3-4 and 9

Claims 1, 3-4 and 9 are rejected under 35 U.S.C. § 103(a) as being

unpatentable over Pope in view of McNair et al. (USP 5,595,342) (Office Action, 1

p. 4, lines 9-10). To establish a prima facie case of obviousness, the Examiner

must demonstrate three criteria. The MPEP § 2142 states:

 

“To establish a prima facie case of obviousness, three basic

criteria must be met. @, there must be some suggestion or

motivation, either in the references themselves or in the knowledge

generally available to one of ordinary skill in the art, to modify the

reference or to combine reference teachings. Second, there must

be a reasonable expectation of success. Finally, the reference (or

references when combined) must teach or suggest all the claimed

limitations." MPEP § 2142 (emphasis added).

 

A. independent claim 1

The combination of Pope and McNair does not form the basis for a valid

' rejection of claim 1 under § 103(a) becaUse, among other things, the references

when combined do not teach or suggest all of the claim elements. Claim 1

recites, “(a) receiving a keystroke indicator signal from a remote control device;

(b) generating a key code within a key Code generator device . . Neither Pope

nor McNair teaches generating a key code within a key code generator device.

_13
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Moreover, neither Pope nor McNair teaches both a keystroke indicator signal and

a key code signal.

The Examiner states that "Pope teaches receiving a keystroke indicator

signal which contains an indication of a key on the remote control device 10 that

was pressed (col. 2 lines 61-col. 3 line 19), generating a key code (codes for

communicating the control function to the appliances) within the code generator

Q . . (Office Action, p. 4, lines 11-14) (emphasis added). Applicant respectfully

disagrees. Pope does not teach generating a key code within a key code

generator device.

The appliance control code that is transmitted by base unit 12 of Pope is

not generated within base unit 12. Instead, base unit 12 receives the appliance

control codes from handset 10/50. Pope explains:

“The present invention uses a digital cordless telephone handset to

store a variety of appliance control codes. These apgliance control
codes can be transmitted to a base unit. The base unit can

translate the appliance control codes to control signals such as

infrared control signals, to control an electrical appliance” (Pope,

col. 1, lines 31-36) (emphasis added) See also Pope, col. 2, lines
48-52 and 63-65.

The appliance control codes are not generated within the base unit 12 of Pope.

Instead, the appliance control codes are transmitted from the handset 10/50 to

the base unit 12, where they are translated to control signals. Base unit 12 of

Pope does not receive a keystroke indicator and then generate a key code.

Pope states, “Once an appliance control code is received by the base unit, the

base unit will know to transfer the control code to an appliance” (Pope, col. 4,

lines 49-51) (emphasis added).

According to the tenets of claim differentiation, a “keystroke indicator

signal” cannot be interpreted to be the same as a “key code signal”. Such a

claim interpretation is presumptively unreasonable. E, 19;, Kar/in Tech. Inc. v.

Surgical Dynamics Inc., 177 F.3d 968, 50 USPQZd 1465, 1468 (Fed. Cir. 1999).

In addition, such a claim interpretation would render claim 1 internally

14
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inconsistent because "keystroke indicator/key code" information that was already

received by the key code generator device would later be generated by the key _

code generator device. Thus, Pope does not teach both a keystroke indicator

and a key code. The handset 10/50 of Pope transmits an appliance control code

and. not a keystroke indicator. .

McNair does not teach modulating a key code. McNair does not teach a

key code. McNair is directed to a control system for a gas-fired, central heating

system and does not concern key code signals for electronic consumer devices.

Thus, there would be no motivation to combine McNair with Pope even if McNair

did disclose a limitation of claim 1 (which it does not).

Neither Pope nor McNair teaches both (i) a keystroke indicator signal and

(ii) a key code signal. Nor does either Pope or McNair teach generating a key

code within a key code generator device. Because the combination of Pope and

McNair does not disclose all of the elements of claim 1, Pope and McNair do not

form the basis for a valid rejection under § 103(a). Reconsideration of the

§ 103(a) rejection and allowance of claim 1 are requested.

B. Dependent claims 3—4 and 9

Claim 9 recites, “said key code generated in (b) is part of a codeset, and

wherein said remote control device does not store said codeset” (emphasis

added). With respect to base claim 1, the Examiner states that "Pope teaches

receiving a keystroke indicator signal which contains an indication ofa key on the

remote control device 10” (Office Action, p. _4, lines 11-12) (emphasis added).

Thus, the Examiner considers that handset 10 of Pope teaches the remote

control device recited in claim 9. The Examiner then states, “The code

generated by the code generator is not store in the remote control because it is

transmitted to the appliances" (Office Action, p. 5, lines 6-7). Applicant

respectfully disagrees.

The appliance control codes of Pope are stored on handset 10 and are

transmitted from handset 10 to base unit 12. Base unit 12 does not generate the

15'
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appliance control codes. Instead base unit 12 receives the appliance control

codes and then translates them into infrared control signals. Pope explains:

“The present invention uses a digital cordless telephone handset to
store a variety of appliance control codes. These appliance control
codes can be transmitted to a base unit. The base unit can

translate the appliance control codes to control signals such as

infrared control signals, to control an electrical appliance" (Pope,

col. 1, lines 31-36) (emphasis added)

“The cordless digital telephone handset includes a memory 66 . . .

used’to store the appliance control codes. Preferably, the appliance

control codes can be transmitted to the base unit 12 . . (Pope,

col. 2, lines 48-52) (emphasis added).

“Fig. 2 is a diagram of a handset 50 of the present invention..

The appliance control codes are stored in a memom 66’(Pope, co.|
4, lines 17-28) (emphasis added).

Claims 3-4 and 9 depend from claim 1. In addition to the reasons

explained above, dependent claims 3-4 and 9 are allowable for at least the same

reasons for which claim 1 is allowable. Reconsideration of the § 103(a) rejection

and allowance of claims 3-4 and 9 are requested.

V. Dependent claim 2

Claim 2 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view, of McNair and further in view of Goldstein (USP 5,410,326) (Office

Action, p. 5, lines 8-10).

Claim 2 includes the following limitations of base claim 1, ”(a) receiving a

keystroke indicator signal from a remote control device; (b) generating a key

' code within a key code generator device . . None of Pope, McNair or

' Goldstein teaches generating a key code within a key code generator device.

Moreover, none of Pope, McNair or Goldstein teaches both a keystroke indicator

signal and a key code signal.

in addition, claim 2 recites “wherein said key code signal is transmitted in
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(d) from said key code generator device to said remote control device". The

Examiner seems to admit that Pope and McNair are silent on teaching that the

key code generator transmits the key code signal to the remote control device.

(Office Action, p. 5, lines 12-13) (emphasis added).

None of Pope, McNair or Goldstein teaches (i) receiving a keystroke

indicator signal from a remote control device, (ii) generating a key code within a

key code generator, and (iii) transmitting a key code signal from the key code

generator device back to the remote control device.

The fact that Goldstein may teach sending an IR code or an entire codeset

from a cable television converter box to a remote control device to update the

remote control device does not teach transmitting a key code signal from a key

code generator device back to the remote control device. Goldstein does not

teach transmitting a key code signal as opposed to a key code or a codeset.

In addition, the cable television converter box of Goldstein does not teach

a key code generator because the cable television converter box of Goldstein

receives complete codesets from a remote database or is loaded with complete

codesets. (Goldstein, col. 15, lines 20-68; col. 17, lines 62-67). To the contrary,

Goldstein teaches that the GLUE logic 95 in the universal remote control 5, as

opposed to the converter box, generates the IR sequences from the codes.

Goldstein states, “The glue logic 95 will supply the IR sequences from codes,

stored in the RAM 90, upon command of the user. . . . These codes describe

carrier frequencies, pulse widths and pulse duration to be generated to the glue

logic 95 for producing infrared pulses from the infrared diode 97” (Goldstein, col.

13, lines 23-33). Thus, Goldstein does not teach transmitting a key code signal

from a keycode generator.

Finally, the motivation posited by the Examiner to combine Goldstein and

Pope is non-existent. . (See Office Action, p. 5, lines 18-20). There would be no

motivation to update the remote control device .of claim 2 with new codesets, as

allegedly taught by Goldstein, because claim 2 does not recite that any key code

or codeset is ever stored on the remote control device. Claim 2 recites

17
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transmitting a key code signal to the remote control device and does not recite

transmitting a codeset to the remote control device. The motivation proposed by

the Examiner would. only result in a combination wherein codesets, or at least

key codes, are stored on a remote control device. V

The combination of Pope, McNair and Goldstein does not form the basis

for a valid rejection of claim 2 under § 103(a) because the combination does not

teach transmitting a key code signal from the key code generator device back to

the remote control device. Moreover, none of Pope, McNair or Goldstein teaches

both (i) a keystroke indicator signal and (ii) a key code signal. Nor does any of

Pope, McNair or Goldstein teach generating a key code within a key code

generator device. Finally, there is no motivation to combine the teachings of

Goldstein with the teachings of Pope and McNair in such a way as to obtain all of

the limitations of claim 2. Therefore, reconsideration of the § 103(a) rejection

and allowance of claim 2 are requested.

VI. Dependent claims 5 and 10

Claims 5 and 10 are rejected under 35 U.S.C. § 103(a) as being

unpatentable over Pope in view of McNair and further in view of Teskey (USP

6,747,568) (Office Action, p. 6, lines 1-3).

Claims 5 and 10 depend directly or indirectly from claim 1 and include the

following limitations of claim 1: “(a) receiving a keystroke indicator signal from a

remote control device; (b) generating a key code within a key code generator

device . . None of Pope, McNair or Teskey teaches generating a key code

within a key code generator device. Moreover, none of Pope, McNair or Teskey

teaches both a keystroke indicator signal and a key code signal.

In addition, claim 10 recites that “said timing information describes a digital

one and a digital zero”. The Examiner admits that Pope “is silent on teaching the

key code comprises timing information defining the binary number (ones and

zeros) in modulated.” But the Examiner states that Teskey “teaches the format

of the remote control signal having the necessary timing and modulation

18
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information (col. line 60—col. 4 line 8)" (Office Action,_p. 6, lines 15-18). Applicant

disagrees that Teskey teaches “the necessary timing and modulation

information." The passage of Teskey cited by the Examiner does not teach

timing information that defines a digital one or a digital zero. In fact, Teskey does

not mention a digital one, a digital zero or any type of mark/space representation.

The combination of Pope, McNair and Teskey does not form the basis for

a valid rejection of either claim 5 or claim 10 under § 103(a) because the .

combination does not teach both (i) a keystroke indicator signal and (ii) a key

code signal. Nor does any of Pope, McNair or Teskey teach generating a key

code within a key code generator device. And with regard to claim 10, Teskey

does not teach timing information that defines a digital one or a digital zero.

Therefore, reconsideration of the § 103(a) rejection and allowance of claims 5

and 10 are requested.

Vll. Dependent claim 6

Claim 6 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and further in view of August (USP 5,671,267) (Office

Action, p. 7, lines 3-5).

Claim 6 includes the following limitations of base claim 1, "(a) receiving a

keystroke indicator signal from a remote control device; (b) generating a key

code within a key code generator device . ‘. None of Pope, McNair or August

teaches generating a key code within a key code generator device. Moreover,

none of Pope, McNair or August teaches both a keystroke indicator signal and a

key code signal. V

in addition, claim 6 recites, ”(e) pressing a power-on key of said remote

control device causing said remote control device to transmit said keystroke

indicator signal that is received in (a), wherein said key code signal transmitted in

(g) is received onto an electronic consumer device, and wherein said pressing in

(e) causes said electronic consumer device to turn on” (emphasis added). The

Examiner states that P0pe “is not explicit in teaching transmitting a keystroke
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indicator signal that cause the appliance to turn on. One skill in the art recognizes

that a remote control is generally use in turning an appliance on/off and is further

evidence by August et al. (col. 8 lines 3-5)" (Office Action, p. 7, lines 7-8). The

Examiner does not explicitly state that-August teaches a remote control device

transmitting a keystroke indicator signal, and indeed August does not teach a

keystroke indicator signal. The passage of August cited by the Examiner

teaches handset unit 10 of August using a key code signal, as opposed to a

keystroke indicator signal, to turn a television set on and off. According to the

tenets of claim differentiation, a “keystroke indicator signal" cannot be interpreted

to be the same as a “key code signal".

None of Pope, McNair or August teaches (i) receiving a keystroke

indicator signal from a remote control device, (ii) generating a key code within a

key code generator, and (iii) transmitting a key code signal from the key code

generator to an electronic consumer device to turn on the electronic consumer

device.

The combination of Pope, McNair and August does not form the basis for

a valid rejection of claim 6 under § 103(a) because the combination does not

teach both (i) a keystroke indicator signal and (ii) a key code signal. Nor does

any of Pope, McNair or August teach generating a key code within a key code

generator device. Reconsideration of the § 103(a) rejection and allowance of

claim 6 are requested.

VIII. Dependent claim 7

Claim 7 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and further in view of Wouters (Office Action, p. 7, lines

16-18).

Claim 7 includes the following limitations of base claim 1, “(a) receiving a

keystroke indicator signal from a remote control device; (b)generating a key

code within a key code generator device . . None of Pope, McNair or Wouters

teaches generating a key code within a key code generator device. Moreover,
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none of Pope, McNair or Wouters'teaches both a keystroke indicator signal and a

key code signal.

In addition, claim 7 recites “wherein said key code signal is received by

said remote control device”. The Examiner states that “Pope teaches the remote

control receiving key code signals (infrared control signal) from a controller (col. 4

lines 52—56)" (Office Action, p. 7, lines 19-20). The Examiner does not state,

however, that Pope teaches the remote control device receiving a key code

signal from the key code generator device that generated the key code. The

passage of Pope cited by the Examinerteaches receiving an infrared signal from

a controller, such as a television remote control. The cited passage does not

teach receiving a key code signal from a key code generator device.

The combination of Pope, McNair a‘nd Wouters does not form the basis for

a valid rejection of claim 7 under § 103(a) because the combination does not

teach receiving a key code signal from the key code generator device back on

the remote control device. Moreover, none of Pope, McNair or Wouters teaches

both (i) a keystroke indicator signal and (ii) a key code signal. Nor does any of

Pope, McNair or Wouters teach generating a key code within a key code

generator device. Therefore, reconsideration of the § 103(a) rejection and

allowance of claim 7 are requested.

lX. Dependent claim 8

Claim 8 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and in view of Wouters and further in view of August

(Office Action, p. 8, lines 9-11).

The 4-way combination of Pope, McNair, Wouters and August does not

form the basis for a valid rejection of claim 8 under § 103(a) for the same

reasons explained above with relation to claims 1 and 7. The 4-way combination

does not teach receiving a key code signal from the key code generator device

back on the remote control device. Nor does the 4-way combination teach both

(i) a keystroke indicator signal and (ii) a key code signal. Nor does the 4-way
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combination teach generating a key code within a key code generator device.

Therefore, reconsideration of the § 103(a) rejection and allowance of claim 8 are

requested.

X. Dependent claim 18

Claim 18 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Wouters in view of Teskey (Office Action, p. 9, lines 1-2).

The combination of Wouters and Teskey does not form the basis for a

valid rejection of claim 18 under § 103(a) for the same reasons explained above

with relation to claim 13. Neither Wouters nor Teskey'discloses a device with a

keypad that both transmits an IR signal and receives an RF signal.

Because combination of Wouters and Teskey does not disclose all of the

elements of claim 18, reconsideration of the § 102(e) rejection and allowance of

claim 18 are requested

Xl. Dependent claim 21

Claim 21 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of August (Office Action, p. 9, lines 13-14).

The combination of Pope and August does not form the basis for a valid

rejection of claim 21 under § 103(a) for the same reasons explained above with

relation to claim 19. Neither Pope nor August discloses relaying first and second

key codes from a key code generator device through a remote control device to

both a first electronic consumer device and a second electronic consumer device

without simultaneously storing both the first and second key codes on the remote

control device.

Because combination of Pope and August does not disclose all of the

elements of claim 21, reconsideration of the § 102(e) rejection and allowance of

claim 21 are requested. 2
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XII. Dependent claim 23

Claim 23 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Wouters in view of Pope (Office Action, p. 10, lines 6-7).

The combination of Wouters and Pope does not form the basis for a valid

rejection of claim 23 under § 103(a) for the same reasons explained above with

relation to claim 22. In addition, neither Wouters nor Pope discloses a remote

control device with both an RF receiver and an IR transmitter. The remote

control unit 3 of Wouters does not include an RF receiver. The handset'10/50 of

Pope does not include an IR transmitter. In fact, Pope teaches against including

an IR transmitter on the handset. Pope explains:

"One advantage of having the infrared transmitter attached to the

base unit 12 is that the base unit 12 can be typically powered by .

house current. Since no battery is used, the infrared transmitter can

draw more power than is used in battery-type systems. For

example, if a button is continuously pressed in a battery—type

system, in order to conserve power the infrared signal is not

continuously sent, but is sent intermittently. The base unit 12

connected to AC power need not be limited in this fashion.

Additionally, it is also possible to have the base unit 12 supply a

greater amount of power to the infrared transmitter to transmit a

greater amount of infrared energy. In this manner, it may be

possible forthe infrared bulb to not be focused directly towards the

appliance" (Pope, col. 3, lines 46-60) (emphasis added).

Because combination of Wouters and Pope does not disclose the

limitations as recited by claim 23, reconsideration of the § 102(e) rejection and

allowance of claim 23 are requested.

XIII. New claims 25-26 _

Applicant is adding new claims 25-26, each of which is supported by the

specification and allowable over the cited references. No new matter is added.

XlV. Conclusion

In view of the foregoing amendments and remarks, Applicant respectfully
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submits that the entire application (claims 1-26 are pending) is in condition for

allowance. Applicant respectfully requests that a timely Notice of Allowance be

issued in this case. If the Examiner would like to discuss any aspect of this

application, the Examiner is requested to contact the undersigned at (925) 621-

2121.

 
 
  
  

  
 

 I hereby certify that this correspondence is being
deposited with the United States Postal Service as First
Class Mail in an envelope addressed to: Mail Stop
Amendment. Commissioner for Patents. P.O. Box
1450. Alexandria, VA 22313-1450.

ByMrien K. Wallace

Date of Deposit July 28. 2006
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‘ IL STOP AMENDMENT

COMMISSIONER FOR PATENTS

PO. Box 1450

ALEXANDRIA, VA 22313-1450

Re: Applicant: Daniel SauFu Mui

Assignee: ZiLOG, Inc.

Title: “Relaying Key Code Signals Through a Remote Control
Device”

Serial No.: 10/737,029 Filed: December 16, 2003
Examiner: Vernal U. Brown Art Unit: 2612
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Dear Sir:

Transmitted herewith are the following documents:

(1) Amendment with drawings (24 pages);

(2) A check for additional claim fees ($700.00)
(3) Return Postcard; and

(4) This transmittal sheet (in duplicate).

[I No additional Fee is required.
E The fee has been calculated as shown below:

CLAIMS AS AMENDED
HIGHEST NO. EXTRA RATE ADDITIONAL FEE

AFTER PREVIOUSLY PAID CLAIMS
AMENDMENT FOR PRESENT

TOTAL CLAIMS 26 24 2 $100 00

INDEP. CLAIMS 7 4 3 $200 $600 00

Total Additional Claim Fee $700.00

  

  
 
 
 

 
REMAINING

 

 

 

 

 
 
 

IDS fee under 37 C.F.R. §1.17(p) $0 00

$700 00

$700.00

TOTAL

E A check is attached for the amount of:

I hereby certify that this correspondence is being Respectfufly submitted,deposited with the United States Postal Service as First
Class Mail in an envelope addressed to: Mail Stop
Amendment. Commissioner for Patents. PO. Box

1450. Alexandria, VA 22313-1450. - E: g . ZM E
By Darien K. Wallace Darien K. Wallace

. Attorney for Applicants

Date of Deposit: July 28. 2006 Reg. NO- 53.735
Customer No. 47,713
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Application No. Applicant(s)

10/737,029 MUI. DANIEL SAUFU

Office Action Summary Examine, Art Unit

Vernal U Brown 2612 -
-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS.
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event. however may a reply be timely f led
after SIX (6) MONTHS from the mailing date of this communication.

- lf NO period for reply is specified above. the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will. by statute cause the application to become ABANDONED (35 USC § 133).

Any reply received by the Office later than three months after the mailing date of this communication even if timerIfiled. may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

DIX] Responsive to communication(s) filed on 06 August 2006.

2mm This action is FINAL. 2b)|:] This action is non-final.

3):} Since this application is in condition for allowance except for formal matters. prosecution as to the merits is

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213.

Disposition of Claims

ME Claim(s) _1;2§ is/are pending in the application.

4a) Of the above Claim(s)_ is/are withdrawn from consideration.

5). Claim(s) 11,12 and 17 is/are allowed.

(BE Claim(s) 1-10 13-16 19-21 18 22-26 is/are rejected.

7)L__I Claim(s) is/are objected to.
8)E] Claim(s) are subject to restriction and/or election requirement.

 
Application Papers

9)I:] The specification is objected to by the Examiner.

10)E] The drawing(s) filed on_ is/are: a)I:I accepted or b)|:] objected to by the Examiner.

- Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

11)I:] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)[:l Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

a)|:l All b)I:I Some * c)El None of:

1.|:] Certified copies of the priority documents have been received.

2:] Certified copies of the priority documents have been received in Application No._

3C] Copies of the certified copies of the priority documents have been received in this National Stage

application from the International Bureau (PCT Rule 17.2(a)).

*‘See the attached detailed Office action for a list of the certified copies not received.

 
 
 
 

 
 

Attachment(s)

1) 1:] Notice of References Cited (PTO-892) 4) [I Interview Summary (PTO-413)
2) 1:] Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper N0(S)/Mai| Date._
3) E] Information Disclosure Statement(s) (PTO/SB/OB) 5) [I Notice of Informal Patent Application

Paper No(s)/Mai| Date . 6) C] Other:

 
U.S. Patent and Trademrk Office

PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mai| Date 100406
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Application/Control Number: 10/737,029 ' Page 2

A11 Unit: 2612

DETAILED ACTION

This action is responsive to communication filed on August 06, 2006.

Response to Ainendment

The examiner has acknowledged the amendment of claims 11, 13, 17, 19, and the

addition of claims 25-26.

Response to Arguments

Applicant's arguments filed August 6, 2006 have been fully considered but they are not -

persuasive.

Applicant argues on page 10 that the reference of Wouters does not disclose a remote

control device with a keypad that receive a signal in a radio frequency range and transmit a

signal in a infrared frequency band, it is the examiner’s position that Wouters teaches a remote

control represented by the system of devices 1 and 2 that includes a receiver (13), keypad (3) and

a transmitter (14) that transmit infrared code that received radio frequency signal (col. 3 lines 21-

35). I

Applicant’s argues 11 (claims 14-16) that the reference of Wouters does not teach-a key

code that corresponds both to a function of an electronic consumer device as well as to a second

function of a second electronic consumer device, it is the position Wouters teaches a key code

generator (3) for generating key codes for controlling different function on various electrical

appliances (col. 1 lines 24-26, 001. 3 lines 21-35). The key codes for controlling the different

devices inherently includes a first and second key code.
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Regarding applicant’s argument regarding claim 24 on page 12, Wouters teaches the

microcontroller controlling the operation of the remote by converting the key code indications,

which is the function to be performed by the device, into [R control signal and the IR control

signal is transmitted by the remote control to the electronic device (col. 4 lines 50-60).

Regarding applicant’s argument regarding claims 1, 3—4, and 9, Pope teaches receiving a

keystroke indicator signal which contains an indication of a key on the remote control device 10

that was pressed (col. 2 lines 61—col. 3 line 19), generating a key code (codes for conununicating

the control function to the appliances) within the code generator 12. Applicant’s describe the key

stroke indicator signal as the signal that indicate which key on the remote control was pressed

(page 3 lines 6-9) and also disclosed that the key code corresponds to a function of the electronic

device (page 1 paragraph 003).

Claim Rejections - 35 USC § 102

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the

basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on
sale in this country, more than one year prior to the date of application for patent in the United States.
(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for
patent by another filed in the United States before the invention by the applicant for patent, except that an
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this
subsection of an application filed in the United States only if the international application designated the United
States and was published under Article 21(2) of such treaty in the English language.
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Claim 13-16, 19, 22, and 24-26 are rejected under 35 U.S.C. 102(e) as being anticipated

by Wouters et al. US Patent 6915109.

Regarding claims 13 and 22, Wouters et a1. teaches a remote control which includes the

system of devices 1 and 2 (figure 1) comprising a receiver receiving a RF modulated remote

control signal (col. 4 lines 25—28) and a transmitter transmitting an infrared modulated signal

generated fiom the received RF signal (col. 4 lines 28-33). Wouters et al. also teaches the key

code corresponding to the key of keypad is transmitted when the key is selected (col. 4 lines 4

‘ lines 48-57).

Regarding claims 14-16, Wouters et a1. teaches the key code corresponding to the key of

keypad is transmitted when the key is selected (col. 4 lines 4 lines 48—57). A key code

corresponding to a second and third key code is therefore transmitted based on the selected key.

Wouters et a1. teaches fetching the data from memory corresponding to the key code (col. 4 lines

55-58). The data from the memory is inherently store as binary data. The key code therefore

comprises binary data. I

Regarding claims 19, Wouters et al. teaches a key code generator (3) for generating key

codes for controlling different function on various electrical appliances (col. 1 lines 24-26, col. 3

lines 21—3 5). The key codes for controlling the different devices inherently includes a first and

second key code. Wouters et a1. teaches an antenna (9) for transmitting the key code from the

key code generator to a remote control (12) and the remote control 12 transmit the key code to

the selected appliances (col. 3 lines 31—34). Wouters et a1. teaches the key code receive by the

remote control is demodulated, decoded and transmitted to the appliance (col. 4 lines 25-37). The

key code is therefore not stored in the memory of the remote control .
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Regarding claim 24, Wouters et al. teaches a microcontroller in the form of a

microprocessor for receiving the key code (col. 4 lines 52-55).

Regarding claims 25-26, Wouters et a1. teaches receiving a key stroke indicator signal (5)

from a remote control (3) and the key code indicator signal is use by key code generator 8 to

generate a key code (col. 3 lines 21-30);

modulating the key code signal unto a carrier and transmitting the key code to the remote

control (12) (col. 4 lines 28-33) and the remote control transmit the key code to the electronic

device (col. 3 lines 31-34). Wouters et al. teaches the key code receive by the remote control is

demodulated, decoded and transmitted to the appliance (col. 4 lines 25-3 7). The key code is

therefore not stored in the memory of the remote control .

Claim Rejections - 35 USC § 103

The following is a quotation of 35 USC. 103(a) which forms the basis for all.

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in

section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are ,
such that the subject matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.
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Claims 1, 3-4, 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US

Patent 5963624 in view of McNair et al. US Patent 5595342.

Regarding claim 1, Pope teaches receiving a keystroke indicator signal which contains an

indication of a key on the remote control device 10 that was pressed (col. 2 lines 61-001. 3 line

19), generating a key code (codes for communicating the control function to the appliances)

within the code generator 12 and transmitting the key codes to the appliances (col. 3 lines 35-

40). Pope is however silent on teaching modulating the key code onto a carrier signal. McNair et

al. in an art related control system teaches the control signal is modulated and transmitted to the

controlled apparatus as a conventional practice (col. 2 lines 61-65).

It would have been obvious to one of ordinary skill in the art to modulate the key code

onto a carrier signal in Pope because modulation of the key code enables the key code signal to

be transmitted wirelessly to the appliances and this also represents a conventional practice.

Regarding claim 3, Pope teaches the key code generator 12 transmitting key code signal

(control codes) to the consumer devices (col. 3 lines 35-40).

Regarding claim 4, Pope teaches the key code is indicated by low and high (col. 3 lines

45-47) implying the key code signal include ones and zeroes.

Regarding claim 9, Pope teaches the code generated by the code generator 12 is

transmitted to the appliances (col. 3 lines 36-40). The code generated by the code generator is not

Store in the remote control because it is transmitted to the appliances.
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Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US Patent

5963624 in view ofMcNair et al. US Patent 5595 342 and further in view of Goldstein US Patent

5410326.

Regarding claim 2, Pope teaches the remote control receiving key code signals (infrared

control signal) from a controller (col. 4 lines 52-56) but is silent on teaching the key code

generator transmit key codes to the remote control device. Goldstein in an art related

programmable remote control invention teaches a key code generator in the form of a cable box

(cable box is considered a key code generator, see page 3 lines 4-5 of the applicant’s

specification) transmitting key codes to the remote control (col. 13 lines 50-57) in order to

update the remote control with new control codes.

It would have been obvious to one of ordinary skill in the art for the key code generator

to transmit the key code to the remote control in Pope in view ofMcNair et a1. because this

provides the means for updating the remote control with new codes.

Claims 5 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US

Patent 5963624) in view of McNair et al. US Patent 5595342 and further in View of Teskey US

Patent 6747568.

Regarding claim 5, Pope teaches generating a key code for controlling the consumer

appliances (col. 3 lines 35-40) but is silent on teaching the key code comprises timing

information defining the binary number is modulated. Teskey in an art related remote control

system teaches the format of the remote control signal having the necessary timing and

modulation information (col. 3 line 60-00]. 4 line 8).

0092



0093

Application/Control Number: 10/737,029 Page 8

Art Unit: 2612

It would have been obvious to one of ordinary skill in the art for the key code to include

comprises timing information defining the binary number is modulated in Pope in view of

McNair because the timing information defining the binary number is modulated represent

information regarding the format of the remote control signal that enables the decoding and

demodulating of the receive key code signals.

Regarding claim 10, Pope teaches generating a key code for controlling the consumer

appliances (col. 3 lines 35-40) but is silent on teaching the key code comprises timing

information defining the binary number (ones and zeroes) is modulated. Teskey in an art related

remote control system teaches the format of the remote control signal having the necessary

timing and modulation information (col. 3 line 60-col. 4 line 8).

It would have been obvious to one of ordinary skill in the art for the key code to include

comprises timing information defining the binary number is modulated in Pope in view of

McNair because the timing information defining the binary number is modulated represent

information regarding the format of the remote control signal that enables the decoding and

demodulating of the receive key code signals.

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US Patent

5963624 in View ofMcNair et al. US Patent 5595342 and further in view of August et al. US

Patent 5671267.

Regarding claim 6, Pope teaches the use of the remote control to control the functions of a

the appliances (col. 2 line 61-col. 3 line 22) but is not explicit in teaching transmitting a

keystroke indicator signal that cause the appliance to turn on. One skill in the art recognizes that
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a remote control is generally use in turning an appliance on/off and is further evidenced by

August et a1. (col. 8 lines 3—5).

It would havebeen obvious to one of ordinary skill in the art for the remote control to

transmit a keystroke signal for turning the appliance on in Pope in view of McNair because Pope

suggests the use of the remote control to control the functions of the appliances and one skill in

the art recognizes that a remote control is generally use in turning an appliance on/off and is

further evidenced by August et a1.

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US Patent

5963624 in view of McNair et all. US Patent 5595342 and further in view of Wouster et a]. US

Patent 6915109

Regarding claim 7, Pope teaches the remote control receiving key code signals (infrared

control signal) from a controller (col. 4 lines 52-5 6) and the remote control transmits control

signal to the appliances (figure 1) but is silent on teaching modulating the key code onto carrier

signal that is in the infrared frequency band. Wouters et al. in an art related remote control

invention teaches a remote control receiving a RF modulated remote control signal (col. 4 lines

25-28) and a transmitter transmitting an infrared modulated signal generated from the received

RF signal (col. 4 lines 28-33).

It would have been obvious to one of ordinary skill in the art to modulate the key code

onto canier signal that is in the infrared frequency band in Pope in view of McNair because

infrared signal represents an alternative to radio signal used in the transmission of remote control

signal.
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Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US Patent

5963624 in view of McNair et al. US Patent 5595342 in View of Wouster et al. US Patent

6915109 and further in View of August et al. US Patent 5671267.

Regarding claim 8, Pope teaches the use of the remote control to control the functions of

the appliances (col. 2 line 61-col. 3 line 22) but is not explicit in teaching transmitting a

keystroke indicator signal that cause the appliance to turn on. One skill in the art recognizes that

a remote control is generally use in turning an appliance on/off and is further evidenced by

August et al. (col. 8 lines 3-5).

It would have been obvious to one of ordinary skill in the art for the remote control to

transmit a keystroke signal for turning the appliance on in Pope in View of McNair in view of

Yamaguchi because Pope suggests the use of the remote control to control the functions of the

appliances and one skilled in the art recognizes that a remote control is generally use in turning

an appliance on/off and is further evidenced by August et al.

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wouters et al. US

Patent 6915109 in view ofTeskey US Patent 6747568.

Regarding claim 18, Wouters et al. teaches the remote control transmit command codes

to perform various functions (col. 4 lines 4 lines 48-57). Wouters is silent on teaching the key

code comprises timing information defining the binary number is modulated. Teskey in an art

related remote control system teaches the format of the remote control signal having the

necessary timing and modulation information (col. 3 line 60-001. 4 line 8).
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It would have been obvious to one of ordinary skill in the art for the key code to include

timing information defining the binary number is modulated in Wouters et al. because the timing

information defining the binary number represents information regarding the format of the

remote control signal that enables the decoding and demodulating of the receive key code

signals.

Claims 20—21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wouters et

al. US Patent 6915109 in view of August et al. US Patent 5671267.

Regarding claims 20—21, Wouters teaches the use of the remote control to control the

functions of the appliances (col. 3 lines 3 1-3 5) but is not explicit in teaching transmitting a

keystroke indicator signal that cause the appliance to turn on. One skill in the art recognizes that

a remote control is generally use in turning an appliance on/off and is further evidenced by

August et a1. (col. 8 lines 3-5).

It would have been obvious to one of ordinary skill in the art for the remote control to

transmit a keystroke signal for turning the appliance on in Wouters because Wouters suggests the

use of the remote control to control the functions of the appliances and one skill in the art

recognizes that a remote control is generally use in turning an appliance on/off and is further

evidenced by August et al.

Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wouters et al. US

Patent 6915109 in view ofPope US Patent 5963624.

Regarding claim 23, Wouters teaches transmitting key codes to remote control (see

response to claim 13) but is not explicit in teaching the key code is not store on the remote
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‘ control prior to the remote control receiving the key code. Pope in an art related remote control

teaches the remote control receiving control codes updates (col. 4 lines 52—60). The receipt of the

code update by the remote control implies that the code was not previously stored in the remote

control prior transmitting the updates to the remote controller.

It would have been obvious to one of ordinary skill in the art for the key code is not store

on the remote control prior to the remote control receiving the key code because the key codes

transmitted to the remote control is used as a means ofprogramming the remote control with new

codes.

Allowable Subject Matter

Claims 11-12, and 17 are allowed.

Regarding claims 11—12, the prior art of record fail to teach or suggests no more than a

single one of the key codes is present on the remote control at any given time.

Regarding claim 17, the prior art of record fail to teach or suggests the first and second '

key code are not stored in the device at the same time.

Conclusion

Applicant's amendment necessitated the new ground(s) of rejection presented in this

Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a).

Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE

MONTHS from the mailing date of this action. In the event a first reply is filed within TWO
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after

the end of the THREE—MONTH shortened statutory period, then the shortened statutory period

will expire on the date the advisory action is mailed, and any extension fee pursuant to 37

CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event,

however, will the statutory period for reply expire later than SIX MONTHS from the date of this

final action.

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Vernal U. Brown whose telephone number is 571-272-3060. The

examiner can normally be reached on 8:30-7:00. Monday-Thursday.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Wendy Garber can be reached on 571-272-7308. The fax phone number for the

organization where this application or proceeding is assigned is 571-273-83 00.

Information regarding the status of an application may be obtained from the Patent

Application Information Retrieval (PAIR) system. Status information for published applications

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished

applications is available through Private PAIR only. For more information about therPAIR

system, see http://pair—direct.uspto.gov. Should you have questions on access to the Private PAIR

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll—free). If you would

like assistance from a USPTO Customer Service Representative or access to the automated

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.
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Vernal Brown

October 4, 2006

mMERMAN

PRIMARY EXAMINER
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Attorney for Applicants
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Daniel SauFu Mui

Assignee: ZiLOG, Inc.

Title: “Relaying Key Code Signals Through a Remote Control Device"

Appl. No.: 10/737,029 Filing Date: December 16, 2003

Examiner: Vernal U. Brown Art Unit: 2612

Docket No.: ZIL-568

December 19, 2006

Mail Stop AF
COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, VA 22313-1450

AMENDMENT

Dear Sir:

In response to the outstanding, final office action dated October 19, 2006

("Office Action”), Applicant responds as follows and requests the Examiner to

amend the above-identified application as follows.

There are no amendments to the specification in this Amendment.

Amendments to the Claims are reflected in the listing of claims that

begins on page 2 of this Amendment.

There are no amendments to the drawings in this Amendment.

The Remarks begin on page 8 of this Amendment.
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Serial No.: 10/737,029
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Docket No.: ZlL-568

Amendments to the Claims:

This listing of claims replaces all prior versions and listings of claims in the

application.

Listing of Claims

1. (original): A method comprising:

(a) receiving a keystroke indicator signal from a remote control device;

(b) generating a key code within a key code generator device;

(0) modulating said key code onto a carrier signal, thereby generating a

key code signal; and

(d) transmitting said key code signal from said key code generator device.

2. (original): The method of Claim 1, wherein said key code signal is transmitted

in (d) from said key code generator device to said remote control device.

3. (original): The method of Claim 1, wherein said key code signal is transmitted

in (d) from said key code generator device to an electronic consumer device.

4. (original): The method of Claim 1, wherein said key code consists of a binary

number.

5. (original): The method of Claim 1, wherein said key code comprises a binary

number and timing information, and wherein said timing information defines how

said binary number is modulated in (c) onto said carrier signal.

6. (original): The method of Claim 1, further comprising:

(e) pressing a power-on key of said remote control device causing said

remote control device to transmit said keystroke indicator signal that is received
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in (a), wherein said key code signal transmitted in (d) is received onto an

electronic consumer device, and wherein said pressing in (e) causes said

electronic consumer device to turn on.

7. (original): The method of Claim 1, wherein said carrier signal is in a radio

frequency band, wherein said key code signal is received by said remote control

device, and wherein said method further comprises:

(e) modulating said key code onto a second carrier signal, thereby

generating a second key code signal, said modulating being performed on said

remote control device wherein said second carrier signal is in an infrared

frequency band; and

(f) transmitting said second key code signal from said remote control

device to an electronic consumer device.

8. (original): The method of Claim 7, further comprising:

(9) pressing a power-on key of said remote control device causing said

remote control device to transmit said keystroke indicator signal that is received

in (a), wherein the pressing in (9) causes said electronic consumer device to turn

on.

9. (original): The method of Claim 1, wherein said key code generated in (b) is

part of a codeset, and wherein said remote control device does not store said

codeset.

10. (original): The method of Claim 9, wherein said codeset comprises timing

information and a plurality of key codes, and wherein said timing information

describes a digital one and a digital zero.

11. (previously presented): A method comprising:

(a) receiving a keystroke indicator signal from a remote control device;
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(b) generating a key code within a key code generator device;

(c) modulating said key code onto a carrier signal, thereby generating a

key code signal; and

(d) transmitting said key code signal from said key code generator device,

wherein a codeset comprises a plurality of key codes, each one of said plurality

of key codes corresponding to a function of an electronic consumer device, and

wherein no more than a single one of said plurality of key codes is present on

said remote control device at any given time.

12. (original): The method of Claim 11, wherein said function of said electronic

consumer device is taken from the group consisting of: power on, power off,

channel advance, channel back, volume up, volume down, cursor up, cursor

down, cursor right, cursor left, select, play, record, stop, fon/vard, back and

pause.

13. (previously presented): A remote control device comprising:

a receiver that receives a first key code signal, wherein said first key code

' signal is generated by modulating a key code onto a first carrier signal, said first

carrier signal falling within a radio frequency band;

a transmitter that transmits a second key code signal, wherein said

second key code signal is generated by modulating said key code onto a second

carrier signal, said second carrier signal falling within an infrared frequency band;

and '

a keypad that includes a key that corresponds to said key code, wherein

said key code corresponds to a function of an electronic consumer device.

14. (original): The device of Claim 13, wherein said key code corresponds to a

second function of a second electronic consumer device, as well as to said

function of said electronic consumer device.

0105



0106

Applicant: Daniel SauFu Mui

Serial No.: 10/737,029

Filing Date: December 16, 2003
Docket No.: ZlL-568

15. (original): The device of Claim 14, wherein said transmitter transmits a third

key code signal, and wherein said third key code signal is generated by

modulating said key code onto a third carrier signal.

16. (original): The device of Claim 14, wherein said key code comprises a first

binary number and a second binary number, said first binary number

corresponding to said function, and said second binary number corresponding to

said second function.

17. (previously presented): A device comprising:

a receiver that receives a first key code signal, wherein said first key code

signal is generated by modulating a key code onto a first carrier signal, said first

carrier signal falling within a radio frequency band;

a transmitter that transmits a second key code signal, wherein said

second key code signal is generated by modulating said key code onto a second

carrier signal, said second carrier signal falling within an infrared frequency band;

and

a keypad that includes a key that corresponds to said key code, wherein

said key code corresponds to a function of an electronic consumer device,

wherein said keypad includes a second key that corresponds to a second key

code, wherein a third key code signal is generated by modulating said second

key code onto a third carrier signal, wherein said third key code signal is received

by said receiver, and wherein both said first key code and said second key code

are not both stored in said device at the same time.

18. (original): The device of Claim 13, wherein a codeset comprises timing

information and a plurality of key codes, wherein each of said plurality of key

codes corresponds to a different function of said electronic consumer device,

wherein said key code is a binary number, and wherein said timing information

defines how said binary number is modulated onto said first carrier signal.

5
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19. (previously presented): A system comprising:

a key code generator device that generates a first key code and a second

key code, wherein a codeset is stored on said key code generator device, said

codeset including said first key code and said second key code, wherein said first

key code corresponds to a selected function of a first electronic consumer

device, and wherein said second key code corresponds to said selected function

of a second electronic consumer device; and

means for relaying said first key code~and said second key code from said

key code generator device through a remote control device to said first electronic

consumer device and to said second electronic consumer device without

simultaneously storing both said first key code and said second key code on said

remote control device.

20. (original): The system of Claim 19, wherein said selected function is taken

from the group consisting of: power on, power off, channel advance, channel

back, volume up, volume down, cursor up, cursor down, cursor right, cursor left,

select, play, record, stop, forward, back and pause.

21. (original): The system of Claim 19, wherein said selected function is power

on, and wherein said system automatically determines when said first electronic

consumer device powers on.

22. (currently amended): A remote control device, comprising:

a keypad;

an RF receiver;

an IR transmitter; and

means for receiving a key code from said RF receiver and for sending said

key code to said lR transmitter such that said key code is modulated onto an IR
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carrier signal, said lR carrier signal with said key code modulated thereon being

transmitted from said remote control device by said IR transmitter.

23. (original): The remote control device of Claim 22, wherein said key code is

not stored on said remote control device immediately prior to said means

receiving the key code.

24. (original): The remote control device of Claim 22, wherein said means is a

microcontroller.

25. (currently amended): A method comprising:

(a) receiving a keystroke indicator signal from a remote control device;

(b) using said keystroke indicator signal to generate a key code, wherein a

key code generator device generates said key code;

(c) modulating said key code onto a carrier signal and thereby generating

a key code signal; and

(d) transmitting said key code signal from said key code generator device

to said remote control device, wherein said remote control device transmits said

key code signal to an electronic consumer device.

26. (previously presented): The method of Claim 25, wherein said key code

generated in (b) is part of a codeset, and wherein said codeset is not stored on

said remote control device.
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REMARKS

Reconsideration and allowance is respectfully requested.

Before entry of this amendment, claims 1-26 were pending. In the Office

Action, claims 1-10, 13-16 and 18-26 were rejected, and claims 11-12 and 17

were allowed. In the present amendment, claims 22 and 25 are amended. After

entry of the amendment, claims 1-26 are pending.

I. Claims 13—16 19 22 and 24—26

Claims 13-16, 19, 22 and 24-26 are rejected under 35 U.S.C. § 102(e) as

being anticipated by Wouters et al. (USP 6,915,109) (Office Action, p. 4, lines 1-

2).

 

A. Independent claims 13 and 22

Claim 13 recites, “A remote control device comprising: a receiver that

receives a first key code signal . . . within a radio frequency band; a transmitter
 

that transmits a second key code signal . . . within an infrared frequency band;

and a W . . (emphasis added). Claim 22 as amended recites, “A remote

control device, comprising: a keypad; an RF receiver; an IR transmitter"

(emphasis added). Wouters does not form the basis for a valid rejection under §

102(e) because Wouters does not disclose all of the limitations of either claim 13

or claim 22. Specifically, Wouters does not disclose a device with a keypad that

_both receives a signal within a radio frequency band and transmits a signal within

an infrared frequency band.

Wouters does not disclose a device with a keypad that transmits an IR

signal and receives an RF signal. The Examiner has not stated a prima facie

case of anticipation because that Examiner has not alleged that Wouters

discloses a single device with a keypad that both transmits an IR signal and

receives an RF signal. Instead, the Examiner states, “Wouters et al. teaches a

remote control which includes the system of devices 1 and 2 (figure 1)
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comprising a receiver receiving a RF modulated remote control signal (col. 4

lines 25-28) and a transmitter transmitting an infrared modulated signal

generated from the received RF signal (col. 4 lines 28-33).” (Office Action, p. 4,

lines 3-6). The Examiner’s statement that Wouters discloses a system of flags

1 and 2 that comprise an RF receiver and an IR transmitter is insufficient to

allege a prima facie case of anticipation of claims that recite a device comprising

a keypad, a receiver and a transmitter. For example, claim 13 does not recite a

system of devices, but rather "a remote control device”. The RF receiver, IR

transmitter and keypad of Wouters are not on the same device. In fact, in

Wouters the keypad on remote control unit 3 is in a separate room (1) from

receiver 13 and transmitter 14 (room 2). And the unit 3, receiver 13 and

transmitter 14 are the basis for the Examiner’s argument. (See Office Action, p.

2, lines 10-13).

The Examiner cites column 4, lines 25-28, of Wouters as disclosing an RF

receiver and column 4, lines 28-33, as disclosing an IR transmitter (Office Action,

p. 4, lines 5-6). The first passage from lines 25-28 describes radio receiver 13 on

a device in room 2. The second passage from lines 28-33 refers to an IR

transmitter also in room 2. Wouters does not disclose a keypad in room 2. The

only keypad disclosed in Wouters is on IR remote control unit 3 in room 1. The

remote control unit 3 described in lines 48—57 includes IR transmitter 4 and RF

transmitter 8, but does not include an RF receiver. Thus, the Examiner does not

state that Wouters discloses a single device with a keypad, an RF receiver and

an IR transmitter. Nor does Wouters disclose a device with all three of these

elements.

Because Wouters does not disclose all of the elements of either claim 13

or claim 22, reconsideration of the § 102(e) rejection and allowance of claims 13

and 22 are requested.

B. Dependent claims 14-16

Claim 14 recites “said key code corresponds to a second function of a
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second electronic consumer device, as well as to said function of said electronic

consumer device”. The Examiner has not presented a prima facie argument of

anticipation of claim 14 because the Examiner has not stated that Wouters

discloses a single key code that corresponds to two separate functions. Instead,

the Examiner states, “A key code corresponding to a second and third key code

is therefore transmitted based on the selected key." (Office Action, p. 4, lines 10-

11) (emphasis added). But claim 14 does not recite second and third key codes;

claim 14 recites only one key code. In addition, the Examiner states that

“Wouters teaches a key code generator (3) for generating key codes for

controlling different function on various electrical appliances (col. 1 lines 24—26,

col. 3 lines 21-35). The key codes for controlling the different devices inherently

includes a first and second key code." (Office Action, p. 2, lines 17-20) (emphasis

added). Claim 14 does not recite first and second key codes. Instead, claim 14

recites “said key code", “said function" and “a second function”. The Examiner

has not stated that Wouters discloses one key code that corresponds both to a

function of an electronic consumer device as well as to a second function of a

second electronic consumer device. And in fact Wouters does not disclose one

key code that corresponds to two separate functions of two different electronic

consumer devices.

Claim 16 recites “said key code comprises a first binary number and a

second binary number, said first binary number corresponding to said function,

and said second binary number corresponding to said second function”. The

Examiner has not presented a prima facie argument of anticipation of claim 16

because the Examiner has not stated that Wouters discloses a key code

comprising both (i) a first binary number that corresponds to a function of an

electronic consumer device as well as (ii) a second binary number that

corresponds to a second function of a second electronic consumer device.

instead, the Examiner simply states, "The data from the memory is inherently

store as binary data. The key code therefore comprises binary data." (Office

Action, p. 4, lines 13-14). The Examiner does not mention a first binary number

10
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of a key code corresponding to a first function, as well as a second binary

number of the same key code corresponding to a second function. In fact,

Wouters does not disclose a single key code that comprises two binary numbers,

one corresponding to the function of one electronic consumer device, and the

other corresponding to a second function of a second electronic consumer

device.

Claims 14-16 depend directly or indirectly from claim 13. In addition to the

reasons explained above, dependent claims 14-16 are allowable for at least the

same reasons for which claim 13 is allowable. Reconsideration of the § 102(e)

rejection and allowance of claims 14-16 are requested.

C. Dependent claim 24

Claim 24 recites that the means of claim 22 is a microcontroller. The

means of claim 22 is a “means for receiving a key code from said RF receiver”.

The Examiner states that Wouters discloses “a microcontroller in the form of a

microprocessor for receiving the key code (col. 4 lines 52-55)” (Office Action, p.

5, lines 1-2). The passage of Wouters cited by the Examiner, however, does not

disclose a microprocessor for receiving a key code from an RF receiver.

The remote control unit disclosed in the passage cited by the Examiner

does not include an RF receiver. Therefore, the central processing unit (CPU)

that is inside remote control unit 3 of Wouters does not receive a key code from

any RF receiver. Instead, Wouters discloses that the CPU determines which

code needs transmitting based on which key is tapped by the user. (No keypad

is included in the devices in room 2 of Wouters.) Wouters explains:

“In this case the user taps a key, the CPU (Central processing unit)

inside the remote control determines which code (corresponding to the

tapped key) needs transmitting (by IR or RF) and fetches the required

data from its memory which comprises a data base or other means in

which tapped codes are linked to data to be transmitted” (Wouters, col.

4, lines 57-62) (emphasis added).
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Thus, Wouters does not disclose a microcontroller that receives a key code from

an RF receiver.

Claim 24 depends from claim 22. In addition to the reasons explained

above, dependent claim 24 is allowable for at least the same reasons for which

claim 22 is allowable. Reconsideration of the § 102(e) rejection and allowance of

claim 24 are requested.

D. Independent claim 19

In the Office action dated June 6, 2006, claim 19 was rejected as being

anticipated by Pope (USP 5,963,624). Now in the present final Office Action,

claim 19 is rejected under a new argument as being anticipated by Wouters.

Claim 19 recites, “said codeset including said first key code and said

second key code, wherein said first key code corresponds to a selected function

E first electronic consumer device, and wherein said second key code

corresponds to said selected function of a second electronic consumer device”

(emphasis added). Wouters does not form the basis for a valid rejection under

§ 102(e) because Wouters does not disclose a codeset that includes two key

codes: one key code corresponding to a function of one electronic consumer

device, and the other key code corresponding to the same function (“said

selected function") of another electronic consumer device.

The Examiner has not presented a prima facie argument of anticipation of

claim 19 because the Examiner has not stated that Wouters discloses the two

recited key codes that correspond to the same function on different electronic

consumer devices. Nor has the Examiner stated that Wouters discloses that

those two key codes are included in a codeset stored on a key code generator

device. In fact, Wouters does not mention key codes that correspond to the

same function on separate electronic consumer devices.

Because Wouters does not disclose all of the elements of claim 19,

reconsideration of the § 102(b) rejection and allowance of claim 19 are

requested.
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E. Independent claim 25

Claim 25 recites, "receiving a keystroke indicator signal from a remote

control device; . . . transmitting said key code signal from said key code

generator device to said remote control device, wherein said remote control

device transmits said key code signal to an electronic consumer device."

(emphasis added). Wouters does not form the basis for a valid rejection of claim

25 under § 102(e) because Wouters does not disclose (i) receiving a keystroke

indicator Signal from a remote control device, (ii) transmitting a key code signal to

the remote control device, and then (iii) transmitting the key code signal from the

remote control device to an electronic consumer device.

The Examiner has not stated a prima facie case of anticipation because

that Examiner has not alleged that Wouters discloses (i) receiving a signal from a
 

remote control device, (ii) transmitting a second signal to the remote control

device, and (iii) transmitting a third signal from the remote control device.
 

Instead, the Examiner states that Wouters discloses:

“receiving a key stroke indicator signal (5) from a remote control (3)

and the key code indicator signal is used by key code generator 8

to generate a key code (col. 3 lines 21-30); modulating the key

code signal unto a carrier and transmitting the key code to th_e

remote control (12) (col. 4 lines 28-33) and the remote control

transmit the key code to the electronic device (col. 3 lines 31-34).

Wouters et al. teaches the key code receive by the remote control

is demodulated, decoded and transmitted to the appliance (col. 4

lines 25-37)." (Office Action, p. 5, lines 3-9) (emphasis added)

The Examiner argues that the recited “keystroke indicator signal” is disclosed by

infrared signal 5 of Wouters. Moreover, the Examiner argues that the recited

”remote control device” is infrared remote control unit 3 of Wouters. But then the

Examiner improperly argues that the item labeled 12 in room 2 of Wouters is also

the recited remote control device. This is improper. The Examiner has engaged

in improper claim construction by arguing (i) that the recited remote control

device from which a keystroke indicator signal is received is disclosed by item 3

in room 1 of Wouters for purposes of one claim limitation, and (ii) that the same
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recited remote control device is disclosed by item 12 in room 2 of Wouters for

purposes of another limitation of the same claim. Alternatively, the Examiner is

arguing that the recited remote control device is in two rooms of Wouters at the

same time. Therefore, Wouters does not disclose the recited remote control

device from which a first signal is received and to which a second signal is

transmitted.

An additional reason why the Examiner’s argument fails is that Wouters

does not disclose that item 12 in figure 1 is a remote control device. The

reference numeral 12 does not appear at all in the specification of Wouters.

Because Wouters does not disclose all of the elements of claim 25,

reconsideration of the § 102(b) rejection and allowance of claim 25 are

requested.

F. Dependent claim 26

Claim 26 recites, “wherein said codeset is not stored on said remote

control device". The Examiner states that infrared remote control unit 3 of

Wouters discloses the recited “remote control device”. (Office Action, p. 5, line 4)

The Examiner also states, “The key code is therefore not stored in the memory of

the remote control” (Office Action, p. 5, lines 9-10). First, the Examiner has not

stated a prima facie case of anticipation of claim 26 because claim 26 does not

recite “wherein the key code is not stored on said remote control device”.

Second, Wouters does not disclose that a codeset is not stored on infrared

remote control unit 3. In fact, Wouters suggests the contrary:

“In this system a remote control unit is used which comprises both an

IR transmitter and an antenna for transmission of RF'signals. In this

case the user taps a key, the CPU (Central processing unit) inside the

remote control determines which code (corresponding to the tapped

key) needs transmitting (by IR or RF) and fetches the reguired data

from its memory which comprises a data base or other means in which

tapped codes are linked to data to be transmitted.” (Wouters, col. 4,

lines 54-62) (emphasis added).
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Third, dependent claim 26 is allowable for at least the same reasons for which

claim 25 is allowable because claim 26 depends from claim 25. Reconsideration

of the § 102(e) rejection and allowance of claim 26 are requested.

ll. Claims 1 3-4 and 9

Claims 1, 3-4 and 9 are rejected under 35 U.S.C. § 103(a) as being

unpatentable over Pope (USP 5,963,624) in view of McNair et al. (USP

5,595,342) (Office Action, p. 6, lines 1-2).

 

A. Independent claim1

Claim 1 recites, “(a) receiving a keystroke indicator signal from a remote

control device; (b) generating a key code within a key code generator device . . .

generating a key code signal”. The combination of Pope and McNair does not

form the basis for a valid rejection of claim 1 under § 103(a) because the

references when combined do not teach (i) generating a key code within a key

code generator device, (ii) a keystroke indicator signal as well as a key code

signal, or (iii) modulating a key code.

(i) Neither Pope nor McNair teaches generating a key code within a key

code generator device.

The Examiner states that “Pope teaches receiving a keystroke indicator

signal which contains an indication of a key on the remote control device 10 that

was pressed (col. 2 lines 61-col. 3 line 19), generating a key code (codes for

communicating the control function to the appliances) within the code generator

g . . (Office Action, p. 6, lines 3-6) (emphasis added). Pope does not,

however, teach generating a key code within base unit 12. The appliance control

code that is transmitted by base unit 12 of Pope is not generated within base unit

12. Instead, base unit 12 receives the appliance control codes from handset

10/50. Pope explains:

”The present invention uses a digital cordless telephone handset to

store a variety of appliance control codes. These appliance control
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codes can be transmitted to a base unit. The base unit can

translate the appliance control codes to control signals such as

infrared control signals, to control an electrical appliance" (Pope,

col. 1, lines 31—36) (emphasis added) See also Pope, col. 2, lines
48-52 and 63-65.

 

The appliance control codes are not generated within the base unit 12 of Pope.

Instead, the appliance control codes are transmitted from the handset 10/50 to

the base unit 12, where they are translated to control signals. Base unit 12 of

Pope does not receive a keystroke indicator and then generate a key code.

Thus, Pope does not teach the recited “receiving a keystroke indicator signal

from a remote control device" (emphasis added). Pope states, “Once an

appliance control code is received by the base unit, the base unit will know to

transfer the control code to an appliance" (Pope, col. 4, lines 49-51) (emphasis

added). Thus, in Pope, an appliance control code is received by base unit 12

and is then transferred to an appliance; the appliance control code is not

generated within base unit 12.

(ii) Pope and McNair do not teach both a keystroke indicator signal and a

key code signal.

The Examiner states that “Pope teaches receiving a keystroke indicator

signal which contains an indication of a key on the remote control device 10 that

was pressed (col. 2 lines 61-col. 3 line 19), . . (Office Action, p. 6, lines 3-6).

Nowhere, however, does Pope teach a keystroke indicator signal in the passage

cited by the Examiner, which is reproduced below in its entirety:

“Keypad 30 includes the numbers 1-9, the "star" and the "pound"

key. Additionally, "up arrow" key 30a and "down arrow" key 30b can

be used to scroll through a menu. A "transmit" key 300 can be used

to transmit the appliance control code once the appliance control

has been selected. In one embodiment, the user gets into the menu

by pressing an "up arrow" or a "down arrow" key. Alternately a

"menu" button (not shown) is used. The keys for numbers 1—9 can

have different meanings once the user is in the menu. Menu

functions can be printed above the normal telephone control keys.

FIG. 1 shows compact disc, television, cable and AC signal control

menu-function buttons. The setup menu can be entered, one of
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these buttons pressed, and then using the up and down arrows, the

specific controls for a given electrical appliance can be scrolled

through. The different appliance controls can be listed in the order

of frequency of use. For example, the "mute" function could be the
first function listed in each menu selection.

Alternately, individual functions can be mapped with the

associated buttons of the keypad, and a display 32 need not be
used. Buttons similar to a “shift," "alt," and "control" on a normal

computer keypad can be used to change the meanings of buttons

"0" to "9' "star," and "pound." The different meanings associated

with different buttons can be printed in different colors, which are

the same colors of the associated buttons "shift," "alt," or "control."”

(Pope, col. 2, line 61 — col. 3, line 19) (emphasis added)

Thus, the passage of Pope above teaches appliance controls and appliance

control codes but does not teach a keystroke indicator signal as the Examiner

maintains.

Moreover, it is improper to construe the appliance control codes of Pope

to teach both a keystroke indicator signal and a key code signal. According to

the tenets of claim differentiation, a "keystroke indicator signal” cannot be

interpreted to be the same as a “key code signal". Such a claim interpretation is

presumptively unreasonable. E, g9” Karlin Tech. Inc. v. Surgical Dynamics

Inc., 177 F.3d 968, 50 USPQZd 1465, 1468 (Fed. Cir. 1999). In addition, such a

claim interpretation would render claim 1 internally inconsistent because

"keystroke indicator/key code” information that was already received by the key

code generator device would later be generated by the key code generator

device. Thus, Pope does not teach both a keystroke indicator and a key code.

The handset 10/50 of Pope transmits an appliance control code and not a

keystroke indicator.

(iii) Neither Pope nor McNair teaches modulating a key code.

The Examiner admits that Pope is silent on teaching modulating a key

code onto a carrier signal. (Office Action, p. 6, line 7) Moreover, McNair does

not teach modulating a key code. McNair does not teach a key code. And the
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Examiner does not state that McNair teaches modulating a key code onto a

carrier signal. Instead, the Examiner states that McNair teaches “the control

signal is modulated” (Office Action, p. 6, line 8). This is insufficient to establish a

prima facie case of obviousness.

Moreover, there would be no motivation to combine McNair with Pope

even if McNair did disclose a limitation of claim 1 (which it does not). McNair is

directed to a control system for a gas-fired, central heating system and does not

concern key code signals for electronic consumer devices.

Therefore, Pope and McNair do not form the basis for a valid rejection

under § 103(8) because neither Pope nor McNair teaches (i) generating a key

code within a key code generator device, (ii) a keystroke indicator signal as well

as a key code signal, or (iii) modulating a key code. In addition, there is no

motivation to combine McNair with Pope to arrive at all of the limitations of

claim 1. Forthese reasons, reconsideration of the § 103(a) rejection and

allowance of claim 1 are requested.

B. Dependent claims 3-4 and 9

Claim 9 recites, “said key code generated in (b) is part of a codeset, and

wherein said remote control device does not store said codeset" (emphasis

added). With respect to base claim 1, the Examiner states that “Pope teaches

receiving a keystroke indicator signal which contains an indication of a key on the

remote control device 10" (Office Action, p. 6, lines 3-4) (emphasis added).

Thus, the Examiner considers that handset 10 of Pope teaches the remote

control device recited in claim 9. The Examiner then states, ”The code

generated by the code generator is not store in the remote control because it is

transmitted to the appliances" (Office Action, p. 6, lines 18-19). This incorrectly

characterizes the teachings of Pope. The appliance control codes of Pope are

indeed stored on handset 10 and are transmitted from handset 10 to base unit

12. Pope explains:
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“The present invention uses a digital cordless telephone handset to

store a variey of appliance control codes. These appliance control
codes can be transmitted to a base unit. The base unit can

translate the appliance control codes to control signals such as

infrared control signals, to control an electrical appliance" (Pope,

col. 1, lines 31-36) (emphasis added)

"The cordless digital telephone handset includes a memory 66 . . .

used to store the appliance control codes. Preferably, the appliance

control codes can be transmitted to the base unit 12 . . (Pope,

col. 2, lines 48-52) (emphasis added).

 

“Fig. 2 is a diagram of a handset 50 of the present invention. . . .

The appliance control codes are stored in a memom 66" (Pope, col.

4, lines 17—28) (emphasis added).

Base unit 12 does not generate the appliance control codes. Instead, base unit

12 receives the appliance control codes, which were stored in memory 66 of

handset 10, and then translates the appliance control codes into infrared control

signals. Thus, Pope does not teach that handset 10 does not store a codeset.

Claims 3-4 and 9 depend from claim 1. In addition to the reasons

explained above, dependent claims 34 and 9 are allowable for at least the same

reasons for which claim 1 is allowable. Reconsideration of the § 103(a) rejection

and allowance of claims 3-4 and 9 are requested.

|||. Dependent claim 2

Claim 2 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and further in view of Goldstein (USP 5,410,326) (Office

Action, p. 7, lines 1—2). ,

Claim 2 includes the following limitations of base claim 1, “(a) receiving a

keystroke indicator signal from a remote control device; (b) generating a key

code within a key code generator device . . Claim 2 also recites “wherein said

key code signal is transmitted in (d) from said key code generator device to said

remote control device".
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None of Pope, McNair or Goldstein teaches either (i) generating a key

code within a key code generator device or (ii) both a keystroke indicator signal

and a key code signal. Moreover, the Examiner seems to admit that Pope and

McNair are silent on teaching that the key code generator transmits the key code

signal to the remote control device. (Office Action, p. 7, lines 4-10). And

Goldstein does not teach this limitation.

None of Pope, McNair or Goldstein teaches transmitting a key code signal

from the key code generator device back to the remote control device. The fact

that Goldstein may teach sending an IR code or an entire codeset from a cable

television converter box to a remote control device to update the remote control

device does not teach transmitting a key code signal from a key code generator

device back to the remote control device. indeed, Goldstein does not teach

transmitting a key code signal as opposed to a key code or a codeset. The cable

television converter box of Goldstein does not teach a key code generator

because the cable television converter box of Goldstein receives complete

codesets from a remote database or is loaded with complete codesets.

(Goldstein, col. 15, lines 20-68; col. 17, lines 62-67). The television converter

box of Goldstein is not a key code generator because the GLUE logic 95 in the

universal remote control 5, as opposed to the television converter box, generates

the IR sequences from the codes. Goldstein states, “The glue logic 95 will

supply the IR sequences from codes, stored in the RAM 90, upon command of

the user. . . . These codes describe carrier frequencies, pulse widths and pulse

duration to be generated to the glue logic 95 for producing infrared pulses from

the infrared diode 97” (Goldstein, col. 13, lines 23—33) (emphasis added). Thus,

Goldstein does not teach transmitting a key code signal from a key code

generator.

In addition, the motivation posited by the Examiner to combine Goldstein

and Pope is non-existent. (See Office Action, p. 7, lines 11-13). There would be

no motivation to update the remote control device of claim 2 with new codesets,

as allegedly taught by Goldstein, because claim 2 does not recite that any key
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code or codeset is ever stored on the remote control device. Claim 2 recites

transmitting a key code signal to the remote control device and does not recite

transmitting a codeset to the remote control device. The motivation proposed by

the Examiner would only result in a combination wherein codesets, or at least

key codes, are stored on a remote control device.

The combination of Pope, McNair and Goldstein does not form the basis

for a valid rejection of claim 2 under § 103(a) because the combination does not

teach (i) generating a key code within a key code generator device, (ii) both a

keystroke indicator signal and a key code signal, or (iii) transmitting a key code

signal from the key code generator device back to the remote control device.

Finally, there is no motivation to combine the teachings of Goldstein with the

teachings of Pope and McNair in such a way as to obtain all of the limitations of

claim 2. Therefore, reconsideration of the § 103(a) rejection and allowance of

claim 2 are requested.

IV. Dependent claims 5 and 10

Claims 5 and 10 are rejected under 35 U.S.C. § 103(a) as being

unpatentable over Pope in view of McNair and further in view of Teskey (USP

6,747,568) (Office Action, p. 7, lines 14-16).

Claims 5 and 10 depend directly or indirectly from claim 1 and include the

following limitations of claim 1: “(a) receiving a keystroke indicator signal from a

remote control device; (b) generating a key code within a key code generator

device . . None of Pope, McNair or Teskey teaches (i) generating a key code

within a key code generator device or (ii) both a keystroke indicator signal and a

key code signal.

In addition, claim 10 recites that “said timing information describes a digital

one and a digital zero". The Examiner admits that Pope “is silent on teaching the

key code comprises timing information defining the binary number (ones and

zeros) in modulated.” But the Examiner states that Teskey “teaches the format

of the remote control signal having the necessary timing and modulation
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information (col. line 60-col. 4 line 8)” (Office Action, p. 8, lines 7-10). Teskey

does not, however, teach “the necessary timing and modulation information.”

The passage of Teskey cited by the Examiner does not teach timing information

that defines a digital one or a digital zero. In fact, Teskey does not mention a

digital one, a digital zero or any type of mark/space representation.

The combination of Pope, McNair and Teskey does not form the basis for

a valid rejection of either claim 5 or claim 10 under § 103(a) because the

combination does not teach (i) generating a key code within a key code

generator device or (ii) both a keystroke indicator signal and a key code signal.

And with regard to claim 10, Teskey does not teach timing information that

defines a digital one or a digital zero. Therefore, reconsideration of the § 103(a)

rejection and allowance of claims 5 and 10 are requested.

V. Degendent claim 6

Claim 6 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and further in view of August (USP 5,671,267) (Office

Action, p. 8, lines 16-18).

Claim 6 includes the following limitations of base claim 1, “(a) receiving a

keystroke indicator signal from a remote control device; (b) generating a key

code within a key code generator device . . None of Pope, McNair or August

teaches (i) generating a key code within a key code generator device or (ii) both

a keystroke indicator signal and a key code signal.

In addition, claim 6 recites, “(e) pressing a power-on key of said remote

control device causing said remote control device to transmit said keystroke

indicator signal that is received in (a), wherein said key code signal transmitted in

(g) is received onto an electronic consumer device, and wherein said pressing in

(e) causes said electronic consumer device to turn on" (emphasis added). The

Examiner states that Pope “is not explicit in teaching transmitting a keystroke

indicator signal that cause the appliance to turn on. One skill in the art recognizes

that a remote control is generally use in turning an appliance on/off and is further
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evidence by August et al. (col. 8 lines 3-5)” (Office Action, p. 8, line 20 — p. 9, line

2). The Examiner has not presented a prima facie case of obviousness because

the Examiner has not stated that August teaches a remote control device

transmitting a keystroke indicator signal. Indeed, August does not teach a

keystroke indicator signal. The passage of August cited by the Examiner

teaches handset unit 10 of August using a key code signal, as opposed to a

keystroke indicator signal, to turn a television set on and off. Interpreting a

“keystroke indicator signal" to be the same as a “key code signal" would be

contrary to the tenets of claim differentiation.

The combination of Pope, McNair and August does not teach (i) receiving

a keystroke indicator signal from a remote control device, (ii) generating a key

code within a key code generator, and (iii) transmitting a key code signal from the

key code generator to an electronic consumer device to turn on the electronic

consumer device. Nor does the combination teach both a keystroke indicator

signal and a key code signal. Reconsideration of the § 103(a) rejection and

allowance of claim 6 are requested.

VI. Dependent claim 7

Claim 7 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and further in view of Wouters (Office Action, p. 9, lines

8-10).

Claim 7 includes the following limitations of base claim 1, “(a) receiving a

keystroke indicator signal from a remote control device; (b) generating a key

code within a key code generator device . . The combination of Pope, McNair

and Wouters teaches neither (i) generating a key code within a key code

generator device nor (ii) both a keystroke indicator signal and a key code signal.

In addition, claim 7 recites “wherein said key code signal is received by

said remote control device”. The Examiner states that ”Pope teaches the remote

control receiving key code signals (infrared control signal) from a controller (col. 4

lines 52-56)” (Office Action, p. 9, lines 11-12). The Examiner has not presented
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a prima facie case of obviousness because the Examiner has not stated that

Pope teaches a remote control device that receives a key code signal from a key

code generator device that generated the key code. The passage of Pope cited

by the Examiner teaches receiving an infrared signal from a controller, such as a

television remote control. The cited passage does not teach receiving a key

code signal from a key code generator device. Interpreting a “remote control

device” to be the same as a “key code generator device” recited in the same

claim would be contrary to the tenets of claim differentiation.

The combination of Pope, McNair and Wouters does not form the basis for

a valid rejection of claim 7 under § 103(a) because the combination does not

teach any of (i) receiving a key code signal from the key code generator device

back on the remote control device, (ii) both a keystroke indicator signal and a key

code signal, or (iii) generating a key code within a key code generator device.

Therefore, reconsideration of the § 103(a) rejection and allowance of claim 7 are

requested.

Vll. Dependent claim 8

Claim 8 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and in view of Wouters and further in view of August

(Office Action, p. 10, lines 1-3).

The 4-way combination of Pope, McNair, Wouters and August does not

form the basis for a valid rejection of claim 8 under § 103(a) for the same

reasons explained above with relation to claims 1 and 7. The 4-way combination

does not teach any of (i) receiving a key code signal from the key code generator

device back on the remote control device, (ii) both a keystroke indicator signal

and a key code signal, or (iii) generating a key code within a key code generator

device. Therefore, reconsideration of the § 103(a) rejection and allowance of

claim 8 are requested.
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VIII. Dependent claim 18

Claim 18 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Wouters in view of Teskey (Office Action, p. 10, lines 14-15).

The combination of Wouters and Teskey does not form the basis for a

valid rejection of claim 18 under § 103(a) for the same reasons explained above

with relation to claim 13. Neither Wouters nor Teskey discloses a device with a

keypad that both transmits an IR signal and receives an RF signal.

Because combination of Wouters and Teskey does not disclose all of the

elements of claim 18, reconsideration of the § 102(e) rejection and allowance of

claim 18 are requested

IX. Dependent claims 20—21

Claims 20-21 are rejected under 35 U.S.C. § 103(a) as being

unpatentable over Wouters in view of August (Office Action, p. 11, lines 6-7).

Both claim 20 and claim 21 depend from claim 19 and incorporate the

limitations of claim 19. The combination of Wouters and August does not form

the basis for a valid rejection of either claim 20 or claim 21 under § 103(a) for the

same reasons explained above with relation to claim 19. Neither Wouters nor

August discloses a codeset that includes two key codes: one key code

corresponding to a function of one electronic consumer device, and the other key

code corresponding to the same function of another electronic consumer device.

The Examiner has not presented a prima facie argument of obviousness

because the Examiner has not stated that the combination of Wouters and

August discloses a codeset with two recited key codes that correspond to the

same function on different electronic consumer devices. Neither Wouters nor

August teaches the recited codeset with key codes that correspond to the same

function on separate electronic consumer devices. August does not mention a

codeset.

Because combination of Wouters and August does not disclose a codeset

with two key codes that correspond to the same function on two electronic
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Applicant: Daniel SauFu Mui

Serial No.: 10/737,029

Filing Date: December 16, 2003
Docket No.: ZlL-568

consumer devices, reconsideration of the § 103(a) rejection and allowance of

claims 20—21 are requested.

X. Dependent claim 23

Claim 23 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Wouters in view of Pope (Office Action, p. 11, lines 18-19).

Claim 23 depends from claim 22 and incorporates the limitations of claim

22. The combination of Wouters and Pope does not form the basis for a valid

rejection of claim 23 under § 103(a) for the same reasons explained above with

relation to claim 22. Neither Wouters nor Pope teaches a device with a keypad,

a radio frequency receiver and an infrared transmitter.

The RF receiver, IR transmitter and keypad of Wouters are not on the

same device. The remote control unit 3 of Wouters does not include an RF

receiver. Pope does not teach an RF receiver. And Pope even teaches against

including an IR transmitter on the handset. Pope explains:

"One advantage of having the infrared transmitter attached to the

base unit 12 is that the base unit 12 can be typically powered by

house current. Since no battepj is used, the infrared transmitter can

draw more power than is used in battery-type systems. For

example, if a button is continuously pressed in a battery—type

system, in order to conserve power the infrared signal is not

continuously sent, but is sent intermittently. The base unit 12

connected to AC power need not be limited in this fashion.

Additionally, it is also possible to have the base unit 12 supply a

greater amount of power to the infrared transmitter to transmit a

greater amount of infrared energy. In this manner, it may be

possible for the infrared bulb to not be focused directly towards the

appliance” (Pope, col. 3, lines 46-60) (emphasis added).

Because combination of Wouters and Pope does not disclose all of the

limitations of claim 23, reconsideration of the § 103(a) rejection and allowance of

claim 23 are requested.
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XI. Conclusion

In view of the foregoing amendments and remarks, Applicant respectfully

submits that the entire application (claims 1-26 are pending) is in condition for

allowance. Applicant respectfully requests that a timely Notice of Allowance be

issued in this case. If the Examiner would like to discuss any aspect of this

application, the Examiner is requested to contact the undersigned at (925) 550-

5067.

 

I hereby certify that this correspondence is being Respectfully submitted,deposited with the United States Postal Service as First
Class Mail in an envelope addressed to: Mail Stop AF,
Commissionerfor Patents, R0. Box 1450, Alexandria, .

VA 22313-1450. W-ZWC
By &é. A 14%

Darien K. Wallace Darien K. Wallace

Attorney for Applicants

Date of Deposit: December 19, 2006 Reg. N0. 53,736
Customer No. 47,713
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE.

licant: Daniel SauFu Mui

Assignee: ZiLOG. Inc.

‘Title: ‘ "Relaying Key Oode Signals Through a Remote Control Device"

Appl. No.: 10/737,029 ‘ Filing Date: December 16, 2003

Examiner: > Vernal U. Brown Art Unit: 2612

Docket No.: ZlL-568 _ " /

July 28, 2006

Mail Stop Amendment
COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, VA 22313-1450

AMENDMENT

Dear Sir: .

In response to the outstanding, non-final office action dated June 6. 2006

(“Office Action"), Applicant responds as follows and requests the Examiner to

amend the above—identified application as follows. _

Amendments to the Specification begin on page 2 of this Amendment.

Amendments to the Claims are reflected in the listing of claims that

begins on page 3 of this Amendment.

There are no amendments to the drawings in this Amendment.-

The Remarks begin on page 9 of this Amendment.

08/07/2006 HBERHE 00000010 10737029

01 rcneoe 100.00 or ' ‘02 FC:1201 ' $00.00 up / T WW - ',
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UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450
Alexandria, Virginia 22313-1450www.uspto.gov

 

10/737,029 12/16/2003 Daniel SauFu Mui Z1L-568 4506

“7” 7”” 02/07/2007 EXAMINER
IMPERIUMPATENTWORKS _
PO. BOX 587 BROWN, VERNAL U

SUNOL, CA 94586 ART UNIT PAPER NUMBER

2612

MAIL DATE DELIVERY MODE

02/07/2007 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.
I

PTOL-90A (Rev. 10/06)
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Application No. Applicant(s)

Advisory Action 10/737,029 MUI, DANIEL SAUFU
Before the Filing of an Appeal Brief Examine, An Unit

‘ Vernal U. Brown 2612 -
--The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

THE REPLY FILED 3 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE.
1. XI The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of

this application. applicant must timely file one of the following replies: (1) an amendment; affidavit, or other evidence, which
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 4131; or (3)
a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following
time periods:

a) E The period for reply expires__3 months from the mailing date of the final rejection.
b) [I The period for reply expires on: (1) the mailing date of this Advisory Action or (2) the date set forthIn the final rejection whichever'Is later In

no event, however will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection.
Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN
TWO MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f).

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee
under 37 CFR 1.17(a) is calculated, from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action: or (2) as
set forth in (b) above, it checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed,
may reduce any earned patent term adjustment. See 37 CFR 1.704(b).
NOTICE OF APPEAL

2. D The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date of
filing the Notice of Appeal (37 CFR 41 .37(a)), or any extension thereof (37 CFR 41 .37(e)), to avoid dismissal of the appeal. Since
a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41 .37(a).

AMENDMENTS

,3. [j The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will n_ot be entered because
(a) [:I They raise new issues that would require further consideration and/or search (see NOTE below);
(b) [:I They raise theIssue of new matter (see NOTE below),
(c) I] They are not deemed to place the applicationIn better form for appeal by materially reducing or simplifying theIssues for

appeal; and/or

(d) D They present additional claims without canceling a corresponding number of finally rejected claims.
NOTE: . (See 37 CFR 1.116 and 41 .33(a)).

4. CI The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324).
5. [:l Applicant’s reply has overcome the following re'jection(s):

6. CI Newly proposed or amended claim(s) would be allowable if'submitted in a separate, timely filed amendment canceling the
non—allowable claim(s).

7. For purposes of appeal, the proposed amendment(s): a) [I will not be entered, or b) IE will be entered and an explanation of
how the new or amended claims would be rejected is provided below or appended.
The status of the claim(s) is (or will be) as follows:
Claim(s) allowed: 11,12 and 17.
Claim(s) objected to:
Claim(s) rejected 1- 10 13-16 and 18-26
Claim(s) withdrawn from consideration.

AFFIDAVIT OR OTHER EVIDENCE

8. [:1 The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will n_ot be entered
because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and
was not earlier presented. See 37 CFR 1.116(e).

9. I] The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will flit be
entered because the affidavit or other evidence failed to overcome a_|1 rejections under appeal and/or appellant fails to provide a
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41 .33(d)(1).

10. I] The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.
REQUEST FOR RECONSIDERATION/OTHER

11. E The request for reconsideration has been considered but does NOT place the application in condition for allowance because:
See Continuation Sheet.

12. [:1 Note the attached Information Disclosure Statement(s). (PTO/SB/OS) Paper No(s).
13. C] Other:

IAN MMERMAN

_ PRIMARY EXAMINER

 
US. Patent and Trademark Office

PTOL-303 (Rev. 08-06) Advisory Action Before the Filing of an Appeal Brief Part of Paper No. 20207
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Continuation Sheet (PTO-303) Application No. 10/737,029

Continuation of 11. does NOT place the application in condition for allowance because: Regarding applicant's argument regarding the
. system of devices as disclosed by Wouters, it is the examiner‘s position that the remote control device as claimed, is not limited to a single

housing. The remote control device of Wouters which includes subcomponents 1 and 12 (figure 1)for receiving a RF modulated remote
control signal (col. 4 lines 25-28) and a transmitter transmitting an infrared modulated signal generated from the received RF signal (col. 4
lines 28-33) and furthe includes a keypad (col. 4 lines 44-58) anticipates the invention as claimed.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Daniel SauFu Mui

Assignee: ZiLOG, Inc.

Title: “Relaying Key Code Signals Through a Remote Control Device”

Appl. No.: 10/737,029 I Filing Date: December 16, 2003

Examiner: Vernal U. Brown Art Unit: 2612

Docket No.: ZlL-568

February 19, 2007

Mail Stop AF
COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, VA 22313-1450

NOTICE OF APPEAL ‘FROM THE PRIMARY
EXAMINER TO THE BOARD OF PATENT

APPEALS AND INTERFERENCES

Applicant hereby appeals to the Board of Patent Appeals and Interfer-

ences from the decision of the Primary Examiner dated October 19, 2006, finally

rejecting claims 1—10, 13-16 and 18-26 of the above-referenced application“

A Petition ForA One-Month Extension Of Time is submitted along with

this Notice of Appeal. A check is enclosed that includes the $500 Notice of

Appeal fee required under 37 CFR §41.20(b)(1) and the $120 1-month extension

fee.

  

  
I hereby certify that this correspondence is being
deposited with the United States Postal Service as First
Class Mail in an envelope addressed to: Mail Stop AF,
Commissioner for Patents, PO. Box 1450, Alexandria,
VA 22313-1450. '

WW
Darien K. Wallace

Respectfully submitted,

flea/57%
Darien K. Wallace

Attorney for Applicants

Reg. No. 53,736
Customer No. 47,713

(925) 550-5067

 

  

  
  Date of Deposit: February 19, 2007

02/23/2007 DEHHANUI 00000049 10737029

01 FC:1401 500.00 DP

0134



0135

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
Appellant: Daniel SauFu Mui

Assignee: ZiLOG, Inc.

Title: “Relaying Key Code Signals Through a Remote Control Device”

Appl. No.: 10/737,029 Filing Date: December 16, 2003

Examiner: Vernal U. Brown Art Unit: 2612

Docket No.: ZIL-568
 

February 19, 2007

Mail Stop AF
COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, VA 22313-1450

PETITION FOR EXTENSION OF TIME

Dear Sir:

Appellant respectfully petitions under 37 C.F.R. §1.136 for a one-month

extension of time within which to file a Notice of Appeal following the 3-month

period after the final Office Action dated October 19, 2006, such extension

allowing the undersigned until February 20, 2007, to file the Notice of Appeal.

As set forth in the enclosed transmittal letter, a check in the amount of

$620.00 is enclosed that includes the one-month extension fee as provided by 37

C.F.R. §1.17(a)(1).

 

 

 
 
  
  

  
 

  
 
  

I hereby certify that this correspondence is being
deposited with the United States Postal Service as First
Class Mail In an envelope addressed to: Mail Stop AF,
Commissioner for Patents, PO. Box 1450, Alexandria.
VA 2231 3-1450.

Respectfully submitted,

Jag/6.202%
Darien K. Wallace

Attorney for Applicant

Reg. No. 53,736

Customer No. 47,713

  By
Darien K. Wallace

Date of Deposit: February 19, 2007

02/23/2007 DEI'INIIIIUl 00000049 10737029

02 FC:1251 120.00 HP
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MAIL STOP APPEAL BRIEF - PATENTS

COMMISSIONER FOR PATENTS

PO. Box 1450

.ALEXANDRIA, VA 22313-1450

Re: _Applicant: Daniel SauFu Mui
Assignee: ZiLOG, Inc.
Title:

. Device”

Serial No.: 10/737,029

Examiner: Vernal U. Brown

Atty. Docket No.: ZlL—568

Dear Sir:

AI;

NOTICE OF APPEAL TRANSMITTAL LETTER

February 19, 2007

“Relaying Key Code Signals Through a Remote Control

Filed: December 16, 2003

Art Unit: 2612

Transmitted herewith are the following documents:

(1) Notice of Appeal (1 page);

(2) Petition for a 1-Month Extension of Time (1 page);
(3) a check for Notice of Appeal fee and 1—month extension fee ($620);
(4) Return Postcard; and

(5) This transmittal sheet.

[:1 No additional Fee is required.
The fee has been calculated as shown below:

 

INDEP. CLAIMS 7 minus
TOTAL CLAIMS _—-_IEI

7

CLAIMS AS AMENDED
REMAINING HIGHEST NO. EXTRA
AFTER PREVIOUSLY PAID CLAIMS RATE - ADDITIONAL FEE
AMENDMENT FOR PRESENT

$0.00

0 $200 $0.00
 

Total Additional Claim Fee ,

Fee for Notice of Appeal [§41.20(b)(1)] 
E] A check is attached for the amount of:

  

 I hereby certify that this correspondence is being
deposited with the United States Postal Service as First
Class Mail in an envelope addressed to: Mail Stop AF,
Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313-1450.

”MMarien K, Wallace

Date of Deposit: February 19, 2007

 

 
 

Fee for Request for Oral Hearing [§41.20(b)(3)]

Fee for Extension of Time ( 1 month) [§1.17(a)(1)]

0136

$0.00

$500.00

‘ $0.00

$120.00

$620.00

$620.00

TOTAL

Respectfully submitted,

Darien K. Wallace

Attorney for Applicants

Reg. No. 53,736
Customer No. 47,713
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f APPEAL BRIEF TRANSMITTAL LETTER
March 24, 2007

MAIL STOP APPEAL BRIEF - PATENTS

COMMISSIONER FOR PATENTS

P.O. Box 1450

ALEXANDRIA, VA 22313-1450

 

Re: , Applicant: Daniel SauFu Mui

Assignee: ZiLOG, lnc. .

Title: “Relaying Key Code Signals Through a Remote Control
Device” ,

Serial N0.: 10/737,029 . Filed: DeCember 16, 2003
Examiner: Vernal U. Brown Art Unit: 2612

Atty. Docket N0.: ZIL-568

Dear Sir: .

Transmitted herewith are the following documents:

(1) appeal brief (37 pages);

(2) a check for the appeal brief fee ($500);
(6) return postcard; and

(7) this transmittal sheet.

E] No additional Fee is required.
X] The fee has been calculated as shown below:

CLAIMS AS AMENDED .
REMAINING HIGHEST No. EXTRA
AFTER PREVIOUSLY PAID CLAIMS RATE ADDITIONAL FEE
AMENDMENT FOR PRESENT .

--—""- $°'°°INDEP. CLAIMS 7 minus —-_ $200 $0.00
Total Additional Claim Fee ‘ $0.00

Fee for Appeal Brief [§41.20(b)(2)] $500.00

Fee for Request for Oral Hearing [§41.20(b)(3)] $0.00

Fee for Extension of Time (_ month) [§1.17(a)(1)] $0.00
$500.00

 

  
 

 
  

 

 
 

 

 

  
 

 

   
 
 

  
 

 
 

 
E A check is attached for the amount of:
 

 
 
 

 

  

  
  
 
  

I hereby certify that this correspondence is being
deposited with the United States Postal Service as First
Class Mail in an envelope addressed to: Mail Stop
Appeal Brief ~ Patents, Commissionerfor Patents, P.O.
Box 1450, Alexandria, VA 22313-1450.

By 4%Darien K. allace

Respectfully submitted,

' jag/Z. Am
Darien K. Wallace ’
Attorney for Applicants

Reg. No. 53,736
Customer No. 47,713

 

Date of Deposit: March 24, 2007
 OWHWWW
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Daniel SauFu Mui

Assignee: ZiLOG, Inc.

Title: “Relaying Key Code Signals Through a Remote Control Device”

Appl. No.: 10/737,029 Filing Date: December 16, 2003

Examiner: Vernal U. Brown Art Unit: 2612

Docket No.: ZlL-568

March 24, 2007

Mail Stop Appeal Brief - Patents
COMMISSIONER FOR PATENTS

P.O. Box 1450 -

Alexandria, VA 22313-1450

APPEAL BRIEF

This Appeal Brief is filed pursuant to 37 CFR § 41.37 in support of the

'Notice of Appeal dated on February 19, 2007.

I. REAL PARTY IN INTEREST

The real party in interest is the assignee, 2iLOG, Inc., as named in the
caption above.

II. RELATED APPEALS AND INTERFERENCES

Based on information and belief, there are no appeals or interferences that

could directly affect or_ be directly affected by or have a bearing On the decision by

the Board of Patent Appeals and Interferences (the “Board”) in the pending appeal.

III. STATUS OF CLAIMS

The application at issue, filed on December 16, 2003, included 24 claims.

In an amendment dated July 28, 2006, claims 25-26 were added. Claims 1—26

_ are subject to this Appeal.

83/27/2857 HBUTEI’IRI BBBIBMB 18737829

01 FCH‘IBQ 588.69 DP
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Appellant: ’ Daniel SauFu Mui
Serial No.: 10/737,029.

Filing Date: December 16, 2003
Docket No.: ZlL-568

IV. STATUS OF AMENDMENTS

An amendment dated December 19, 2006, was filed subsequent to a final

Office action dated October 19, 2006 (“Office Action”). An Advisory Action dated

February 7, 2007 (“Advisory Action”), stated that the amendment was entered.
The advisory action included an explanation of how the amended claimswould

be rejected.

V. SUMMARY OF CLAIMED SUBJECT MATTER

The following summary pursuant to 37 CFR §41.37(c)(1)(v) is a concise

explanation of the claims and is to be read in light of the disclosure. This

summary does not limit the claims. (& MPEP §1206).

An embodiment oprpellant’s novel system 10 is illustrated in figure 1

V (replicated below). System 10 relays a key code through a remote control device

‘10  
   
 

 

 

KEYVCODE.
m: RF GENERATOR., TRANS- .

RECEgVER 'Mm’ER‘ . DEyleE 

KEYSTROKE
INDICATOR

SIGNAL  
 

  

RF.

TRANEMIITTER

. \.y _-

%“‘“~—5"’L<\
{HIGHLIGHT DEVICE _'I 

21 "Reggae‘. .f .. KEY
0: “—23 SIGNAL  

  
 

  

  
 

 

' IE? . g
I AMP AT- CABLE _'’THEN PRESSSELECT.,

 
 

11 1 22'RE MOTE - ‘ I

$3935DEVICE SIGNAL   

 
IR. ' 'I - eteCmomc

RECE'VER CONSUMER.DEVICE

FIG. 1

Appeal Brief 2
Application Serial No. 10/737,029
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Appellant: Daniel SauFu Mui
Serial No.: 10/737,029

Filing Date: December 16, 2003
Docket No.2 ZlL-568 '

to an electronic consumer device. The key code is not stored in the remote

control device in a permanent manner, but rather is relayed through the remote

control device. System 10 includes a remote control device 11, a key code

generator device 12, a first electronic consumer device 13 (a VCR) and a second

electronic consumer device 14 (a TV).

Upon receiving a keystroke indicator signal from remote contro|_11, key

code generator 12 identifies the particular codeset usable to communicate with

the selected electronic consumer device. The keystroke indicator signal contains

an indication of a key on the remote control that. was pressed, which corresponds

to a function of the selected electronic consumer device. Using the identified

codeset and the indication of the pressed key, key code generator 12 generates

a key code and modulates that key code onto a radio frequency carrier signal,

thereby generating a first key code signal 19. Remote control 11 receives first

key code signal 19 from key code generator 12 and modulates the key code onto

an infrared frequency carrier signal, thereby generating a second key code signal

22. Remote control 11 relays the key code to the selected electronic consumer

device in second key code signal 22. The key code causes the selected

electronic consumer device to perform the desired function.

A. Independent claim 1 '

Independent claim 1 is directed to a method of generating a key code

within a key code generator device, as described in steps 101 through 104 in

figure 2 (replicated below). As shown in figures 1 and 2, claim 1 recites a

method of (a) receiving keystroke indicator signal 16 from remote control device

11 (Specification, p. 6, lines 26-28); (b) generating'a key code within key code

generator device 12 (Specification, p. 8, lines 14-16); (c) modulating the key code

onto a carrier signal thereby generating first key code signal 19 (Specification, p.

8, lines 26-29); and (d) transmitting key code signal 19 from key code generator

device 12 (Specification, p. 11, lines 445).

Appeal Brief 3
Application Serial No. 10/737,029 .
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Appellant: Daniel SauFu Mui

Serial No.: 10/737,029

Filing Date: December 16, 2003
Docket No.: ZlL-568

A CODESET USABLE TO COMMUNICATE WITH AN ELECTRONIC
CONSUMER DEVICE IS IDENTIFIED TO A KEY CODE GENERATOR
DEVICE (FOR EXAMPLE, BY A USER USING A REMOTE CONTROL

DEVICE AND AN ON-SCREEN DISPLAY)

  
  

100

  

  THE USER PRESSES A KEY ON THE REMOTE CONTROL DEVICE, AND A
CORRESPONDING KEYSTROKE INDICATOR SIGNAL IS SENT TO THE

KEY CODE GENERATOR DEVICE, THE KEY CORRESPONDS TO A
DESIRED FUNCTION OF THE ELECTRONIC CONSUMER DEVICE

101
 

 

THE KEY CODE GENERATOR DEVICE USES THE IDENTIFIED CODESET 102
TO GENERATE A KEY CODE CORRESPONDING TO THE PRESSED KEY

' THE KEY CODE GENERATOR DEVICE MODULATES THE KEY, CODE
ONTO A FIRST CARRIER SIGNAL FOR EXAMPLE, AN RF SIGNAL), 103

THEREBY GENERATING A FIRST KEY CODE SIGNAL

THE FIRST KEY CODE SIGNAL IS TRANSMITTED FROM THE KEY CODE .104
GENERATOR DEVICE AND TO THE REMOTE CONTROL DEVICE

   
THE REMOTE CONTROL DEVICE RECEIVES THE FIRST KEY CODE
SIGNAL AND RELAYS THE KEY CODE BY TRANSMITTING THE KEY
CODE IN A SECOND KEY CODE SIGNAL, THE SECOND KEY CODE
SIGNAL USES A SECOND CARRIER SIGNAL (FOR EXAMPLE, AN IR

SIGNAL) TO CARRY THE KEY CODE

  
105

  
  
 

'THE SECOND KEY CODE SIGNAL IS RECEIVED ONTO THE ELECTRONIC 06CONSUMER DEVICE 1

THE KEY CODE CAUSES THE ELECTRONIC CONSUMER DEVICE TO 107' PERFORM THE DESIRED FUNCTION

FIG. 2

Dependent claim 2 is directed to the method of Claim 1, but includes the

 

limitation that first key code signal 19 is transmitted from key code generator

device 12 to remote control device 11 (Specification, p. 11, lines 6-7).

Dependent claim 3 includes a limitation that first key code Signal 19 is transmitted

from key code generator 12 to the selected electronic conSUmer device

(Specification, p. 12, lines 13-15). Dependent Claim 4 includes the limitation that

the key code consists of a binary number (Specification, p. 8, lines 18-20) as

depicted in figure 3 (replicated below).
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Dependent claim 5 includes the limitation that the key code comprises a

binary number and timinginformation. The timing information defines how said

binary number is modulated onto the carrier signal to generate first key code

signal 19 (Specification, p. 9, lines 9-11) as depicted in figures 4 and 5

(replicated below).
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1
123456789
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FIG. 5

Dependent claim 6 includes the limitation that keystroke indicator signal .

16 corresponds to a power-on function, and first key code signal 19 is received
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. onto an electronic consumer device and causes the electronic consumer device

to be powered on. Dependent claim 7 recites that first key code signal 19 is

received by remote control device 11 and includes the further steps of (e)

modulating the key code onto a second carrier signal, thereby generating second

key code signal 22 (Specification, p. 11, lines 8-11) and (f) transmitting second

key code signal-22 to the selected electronic consumer device (Specification,

. p. 12, lines1-3). Claim 7 also includes the limitation that the first carrier signal is

in a radio frequency band and the second carrier signal is in an infrared

frequency band.

Dependent claim 8 is directed to the method of claim 7, but includes a

further limitation that keystroke indicator signal 16 corresponds to a power-on

function, and second key code signal22 causes the selected electronic

consumer device to be powered on (Specification, p. 12, lines 4-7).

Dependent claim 9 includes the limitation that the key code is part of a

codeset and that the codeset is not stored in remote control device11

(Specification, p. 19, lines 11-13). Dependent claim 10 is directed to the method

of claim 9, but includes a limitation that the codeset comprises timing information

and a plurality of key Codes. Furthermore, the timing information describes a

digital one and a digital zero, as described at page 11, lines 26-28, of the

Specification.

B. lndegendent claim 13

Independent claim 13 relates to remote control device 11 shown in

figure 1. Remote control device 11 comprises: an RF receiver 21 that receives a

first key code signal 19 (Specification, p. 11, lines 5—6); an IR transmitter 23 that

transmits a second key code signal 22 (Specification, p. 11, lines 17-21); and a

keypad that inCludes a key that corresponds to a key code. The key code

corresponds to a function of an electronic consumer device. First key code

signal 19 is generated by modulating the key code onto a first carrier signal

having a radio frequency band. Second key code signal 22 is generated by
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modulating the key code onto a second carrier signal having an infrared

frequency band. g

Dependent claim 14 is directed to the remote control device of claim 13,

but includes the limitation that the key code corresponds to the function and to a

second function. The second function corresponds to a second electronic '

censumer device. Dependent claim 16 is directed to the remote control device of

claim 14, but includes the limitation that the key code comprises a first binary

number and a second binary number. The first binary number corresponds to

the function, and the second binary number corresponds to the second function.
Dependent claim 18 is directed to the remote control device of claim 13,

but includes the limitation that a codeset comprises timing information and a

plurality of key codes. Each key code is a binary number and corresponds to a

different function of the electronic consumer device. Furthermore, the timing

information defines how the binary number is modulated onto the first carrier

signal (Specification, p. 11, lines 26-28).

.6. Independent Claim 19

Claim 19 is directed to a key code generator device and a means for

relaying key codes from the key-code generator device through a remote control

device. The key code generator device generates a first key code and a second

key code. Claim 19 recites a “means for relaying said first key code and said

second key code fromisaid key code generator device throUgh a remote control

device." More specifically, the first key code corresponds to a function of a first

electronic consumer device, and the second key code corresponds to the same

function of a second electronic consumer device (Specification, p. 15, lines 25-

26). As illustrated in Figure 1, the corresponding structure includes remote
control device 11.

D. Independent Claim 22

Claim 22 is directed to remote control device 11 comprising a key pad, RF
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receiver 21, IR transmitter 23, and ‘a means for receiving a key code from RF

receiver 21 and for sending the key code to IR transmitter 23. Claim 24 recites

that the corresponding structure includes a microcontroller integrated circuit

(Specification, p. 13, line 27).

E. Independent claim 25 _

Independent claim 25 is directed to a method for relaying a key code from

key code generator 12 to an electronic consumer device through remote control

device 11, and includes thesteps 101 through 105 depicted in figure 2. Claim 25

recites a method of‘(a) receiving keystroke indicator signal 16 from remote

control device 11 (Specification, p. 6, lines 26-28); (b) using keystroke indicator

signal 16 to generate a key code within key code generator device 12

(Specification, p. 8, lines 14-16); (c) modulating the key code onto a carrier signal

thereby generating first key code signal 19 (Specification, p. 8, lines 26-29); and

(d) transmitting a key code signal frOm key code generator device 12 to remote

control device 11 (Specification, p. 11, lines 4-7) and transmitting the key code

signal to an electronic consumer device from remote control device 11.

Dependent claim 26 is directed to the method of claim 25 but includes the

limitation that the key code is part of a codeset, and the codeset is not stored in

remote control device 11 (Specification, p. 19, lines 11-13).

Vl. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL

The following are grounds of rejection to be reviewed on appeal:

1) Claims 13-16, 19, 22, and 24-26 stand rejected under 35 USC §102(e)

as being anticipated by Wouters et al. (US Patent 6,915,109).

2) Claims 1, 3-4, 9 stand rejected under 35 USC §103(a) as being

unpatentable over Pope (US Patent 5,963,624) in view of *McNair et al. (US

Patent 5,595,342).
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3) Claim 2 stands rejected under 35 USC §103(a) as being unpatentable

over Pope in view of McNair and further in view of Goldstein (US Patent

5,410,326).

4) Claim 5 and 10 stand rejected under 35 USC §103(a) as being

unpatentable over Pope in view of McNair and further in view of Teskey (US

Patent 6,747,568).

5) Claim 6 stands rejected under'35 USC §103(a) as be‘ingunpatentable

over Pope in view of McNair and further in view of August et al. (US Patent

5,671,267).

6) Claim 7 stands rejected under 35 USC §103(a) as being unpatentable

over Pope in view of McNair and further in view of Wouters.

7) Claim 8 stands rejected under 35 USC §103(a) as being unpatentable

over Pope in view of McNair in view of Wouters and further in view of August.

8) Claim 18 stands rejected under 35 USC §103(a) as being unpatentable

over Wouters in view of Teskey.

9) Claim 20-21 stand rejected under 35 USC §103(a) as being

unpatentable over Wouters in view of August;

10) Claim 23 stands rejected under 35 USC §103(a) as being

unpatentable over Wouters in view of Pope.

VII. ARGUMENT

A. Claims 13-16I 19I 22I and 24-26 (1st ground of rejection)

Claims 13-16, 19, 22 and 24—26 are rejected under35 USC. § 102(e) as

being anticipated by Wouters et al. US Patent 6,915,109. (Office Action, p. 4,

lines 1-2). “A rejection for anticipation under section 102 requires that each and
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every limitation of the claimed invention be disclosed in a single prior art

reference." In re Paulsen, 30 F.3d 1475, 1478-79, 31 USPQZd 1671, 1673 (Fed.

Cir. 1994) citing In re Spada, 911 F.2d 705, 708,15 USPQZd 1555, 1657 (Fed.

Cir. 1990). '

1. Independent claims 13 and 22

Claim 13 recites, “A remote control device comprising: a receiver that

receives a first key code signal . . . within a radio frequency band; a transmitter

that transmits a second key code signal . . . within an infrared frequency band;

and a Lem . . (emphasis added). Claim 22 recites, “A remote control device,

comprising: a M; an RF receiver; an IR transmitter (emphasis added).

Wouters does not form the basis for a valid rejection under § 102(e)

because Wouters does not disclose all of the limitations of either claim 13 or

claim 22. Although Wouters discloses a system of devices including an IR

, remote control unit 3 in room 1 and an RF receiver 13 and an IR transmitter 14 in

room 2, Wouters does not disclose a device with a keypad that both receives a

signal within a radio frequency band and transmits a signal within an infrared

frequency band. K

The Examiner has not alleged that Wouters discloses a single device with

a keypad that both receives an RF signal and transmits an IR signal. Instead,

the Examiner states, “Wouters et al. teaches a remote control 'which includes the

system of devices 1 and 2 (figure 1)_ comprising a receiver receiving a RF '

modulated remote control signal (col. 4 lines 25-28) and a transmitter transmitting

an infrared modulated signal generated from the received RF signal (col. 4 lines

28-33)." (Office Action, p. 4, lines 3-6). The Examiner’s statement that Wouters

discloses a system of devices 1 and 2 that comprise an RF receiver and an IR

transmitter is insufficient to allege a prima facie case of anticipation of claims that '

recite a device comprising a keypad, a receiver and a transmitter. In fact, the

only keypad disclosed in Wouters is on remote control unit 3, which is located in

a separate room (room 1)from RF receiver 13 and IR transmitter 14 (room 2).

Appeal Brief 10
Application Serial No. 10/737,029

0147



0148

Appellant: Daniel SauFu Mui
Serial No.: 10/737,029

Filing Date: December 16, 2003
Docket No.: ZIL-568

The' remote control unit 3 described at column 4, lines 48-57, includes IR

ltransmitter4 and RF transmitter'8, but'does not include an RF receiver. Thus,

the Examiner does not state that Wouters discloses a single device with a

keypad, an RF receiver and an IR transmitter. Nor does Wouters disclose a-

device with all three of these elements.

In the Advisory Action, the Examinerstates, “Regarding applicant’s
argument regarding the system of devices as disclosed by Wouters, it is the

examiner’s position that the remote control device as claimed, is not limited to a

single housing" (Advisory Action, p. 2, lines 2-3) (emphasis added). The

Examiner then again cites- column 4, lines 25-28, column 4, lines 28-33 and

column 4, lines 44-58, of Wouters as disclosing all of the elements of claims 13

and 22. The Examiner is improperly interpreting the claim term “remote control

device” contrary to how that term is used in the claims and in the specification.

Both claims 13 and 22 recite a “device” and not a “system". As the term “remote

control device" is depicted in the drawings and used in the specification, such a

“remote control device" does not describe a “system" with an RF receiver in one ,

room of a house and an RF transmitter in another room of the house.

Finally, this statement that disavows any claim scope to a “remote control

device” with an RF receiver in one room and an RF transmitter in another room is

dispositive to claim interpretation. By virtue of this disclaimer of claim scope, the

term a “remote control device" is to be interpreted as excluding a “system” with

multiple components in separate rooms. fl Invitrogen Corporation v. Biocrest

Manufacturing, 327 F.3d 1364, 1368, 66 USPQ2d 1631, 1633 (Fed. Cir. 2003);

“Inverness Med. Switz. GmbH v. Princeton Biomeditech Corp., 309 F.3d, 1365,

1372, 64 USPQ2d 1926, 1932 (Fed. Cir. 2002); Rheox, 276 F.3d at 1327, 61

USPQZd at 1374; CVI/Beta Ventures, Inc. v. Tura LP, 112 F.3d 1146, 1159, 42

USPQ2d 1577, 1583 (Fed. Cir. 1997); Southwa/I Techs. Corp. v. Cardinal IG Co.,

54 F.3d 1570, 1576, 34 USPQ2d 1673, 1676 (Fed. Cir), cert. denied, 116 S.Ct.

515 (1995).
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Because Wouters does not disclose all of the elements of either claim 13

or claim 22, reversal of the improper §102(e) rejection of claims 13 and 22 by the

Board is requested.

2. Dependent claims 14-16

Claim 14 recites “said key code corresponds to a second function of a

second electronic consumer device, as well as to said function of said electronic

consumer device" (emphasis added). Wouters does not disclose one key code

that corresponds to two separate functions of two different electronic consumer '

devices.

The Examiner has not stated that Wouters discloses a single key code

that corresponds to two separate functions. Instead, the Examiner states, “A key

code corresponding to a second and third key code is therefore transmitted

based on the selected key.” (Office Action, p. 4, lines 10-11) (emphasis added).

In addition, the Examiner states that ‘Wouters teaches a key code generator (3)

for generating key codes for controlling different function on various electrical

appliances (col. 1 lines 24—26, col. 3 lines 21—35). The key codes for controlling

‘ the different devices inherently include a first and second key code.” (Office

Action, p. 2, lines 17-20) (emphasis added). However, claim 14 does not recite a

(first and second key code. Instead, claim 14 recites “said key code”, "said

function" and “a second function". The Examiner has not stated that Wouters

discloses one key code that corresponds bOth to a function of an electronic

consumer device as well as to a second function of a second electronic
consumer device. '

Claim 16 recites “said key code comprises a first binary number and a

second binary number, said first binary number corresponding to said function,

and said second binary number corresponding to said second function”

(emphasis added). Wouters does not disclose a single key code that comprises

two binary numbers, one corresponding to the function of one electronic
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consumer device, and the other corresponding to a second function of a second

electronic consumer device.

I The Examiner has not presented a prima‘facie argument of anticipation of
claim 16 because the Examiner has not stated that Wouters discloses a key code

comprising both (i) a first binary number that corresponds to a function of an

electronic consumer device as well as (ii) a second binary number that

corresponds to a second function of a second electronic consumer device.

Instead, the Examiner simply states, “The data from the memory is inherently

store as binary data. The key code therefore comprises binary data.” (Office

Action, p. 4, lines 13-14). The Examiner does not mention a first binary number

of a key code corresponding to a first function, as well as a second binary

number of the same key code corresponding to a second function.

Claims 14-16 depend directly or indirectly from claim 13. In addition to the

reasonsexplained above, dependent claims 14-16 are allowable for at least the

same reasons for which claim 13 is allowable. Reversal of the improper §102(e)

rejection of claims 14-16 by the Board is requested.

3. Dependent claim 24

Claim 24 recites that the means of claim 22, is a microcontroller. The

means of claim 22 is a “means for receiving a key code from said RF receiver”.

The Examiner states that Wouters discloses “a microcontroller in the form of a

microprocessor for receiving the key code (col. 4 lines 52-55)" (Office Action, p.
5, lines 1-2). The passage of Wouters cited by the Examiner, however, does not

disclose a microprocessor for receiving a key code from an RF receiver.

The remote control unit disclosed in the passage cited by the Examiner

does not include an RF receiver. Therefore, the central processing unit (CPU)

_ that is inside remote control unit 3 of Wouters does .not receive a key code from

any RF receiver. Instead, Wouters discloses that the CPU determines which

code needs transmitting based on which key is tapped by the user. (No keypad

is included in the devices in room 2 of Wouters.) Wouters explains:
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“In this case the user taps a key, the CPU (Central processing unit)

inside the remote control determines which code (corresponding to the

tapped key) needs transmitting (by IR or RF) and fetches the required
data from its memory which comprises a data base or other means in '

which tapped codes are linked to data to be transmitte’’(Wouters, col.

4, lines 57-62) (emphasis added).

Thus, Wouters does not disclose a microcontroller that receives a key code from

an RF receiver.

Claim 24 depends from claim 22. In addition to the reasons explained

above, dependent claim 24 is allowable for atleast the same reasons for which

claim 22 is allowable. Reversal of the § 102(e) rejection and allowance of claim

24 are requested.

4. Independent claim 19 g

Claim 19 recites, “said codeset including said first key code and said

second key code, wherein said first key code corresponds to a selected function

of a first electronic consumer device, and wherein said second key code

corresponds to said selected function of a second electronic consumer device”

(emphasis added). Wouters does not form the basis for a valid rejection under ‘

§102(e) because Wouters does not disclose a codeset that includes two key

codes: one key code corresponding to a function of one electronic consumer

device, and the other key code corresponding to the same function (“said

selected function") of another electronic consumer device. I

The Examiner has not presented a prima facie argument of anticipation of

claim 19 because the Examiner has not stated that Wouters discloses the two

recited key codes that correspond to the same function on different electronic

consumer devices. Nor has the Examiner stated that Wouters discloses that

those two key codes ~are'included in a codeset stored on a key code generator

device. In faCt, Wouters does not mentiOn key codes that correspond to the

same fUnction on separate electronic consumer devices.
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Because Wouters does not disclose all of the elements of claim 19,

reversal of the improper §102(e) rejection of claim 19 by the Board is requested.

5. Independent claim 25

Claim 25 recites, “receiving a keystroke indicator signal from a remote

control device; . . . transmitting said key code signal from said key code

generator device to said remote control device, wherein said remote control

device transmits said key code signal to an electronic consumer device."

(emphasis added). Wouters does not form the basis for a valid rejection of claim

25 under § 102(e) because Wouters does not disclose (i) receiving a keystroke

indicator signal from a remote control device, (ii) transmitting a key code signal to

the remote control device, and then (iii) transmitting the key code signal from the

remote control device to an electronic consumer device.

_ The Examiner has not stated a prima facie case of anticipation because

that Examiner has not alleged that Wouters discloses (i) receiving a signal [m

remote control device, (ii) transmitting a second signal to the remote control

m, and (iii) transmitting a third signal from the remote control device.

instead, the Examiner states that Wouters discloses:

“receiving a key stroke indicator signal (5) from a remote control (3)
and the key code indicator signal is used by key code generator 8

to generate a key code (col. 3 lines 21-30); modulating the key
code signal unto a carrier and transmitting the key code to me
remote control (12) (col. 4 lines 28-33) and the remote control

transmit the key code to the electronic device (col. 3 lines 31-34).
Wouters et al. teaches the key code receive by the remote control

is demodulated, decoded and transmitted to the appliance (col. 4

lines 25-37).” (Office Action. p. 5, lines 3-9) (emphasis added)

The Examiner argues that the recited “keystroke indicator signal” is disclosed by

infrared signal 5 of Wouters. Moreover, the Examiner argues that the recited

“remote control device” is infrared remote control unit 3 of Wouters. But then the

Examiner improperly argues that the item labeled 12 in room 2 of Wouters is also

the recited remote control device. This is improper. The Examiner has engaged
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in improper claim construction by arguing (i) that the recited remote control

device from which a keystroke indicator signal is received is disclosed by item 3

in room 1 of Wouters for purposes of one claim limitation, and (ii) that the same

recited remote control device is disclosed by item 12 in room 2 of Wouters for

purposes of another limitation of the same claim. Alternatively, the Examiner is

arguing that the recited remote control device is in two rooms of Wouters at the

same time. Therefore, Wouters does not disclose the recited remote control

device from which a first signal isreceived and to which a second signal is

transmitted.

' An additional reason why the Examiner’s argument fails is that Wouters

does not disclose that item 12 in figure 1 is a remote control device. The

reference numeral 12 does not appear at all in the specification of Wouters.

Because Wouters does not disclose all of the elements of claim 25,.

reversal of the improper §102(e) rejection of claim 25 by the Board is requested.

6. Dependent claim 26

Claim 26 recites, “wherein said codeset is not stored on said remote

control device". The Examiner states that infrared remote control unit 3 of

Wouters discloses the recited “remote control device”. (Office Action, p. 5, line 4)

The Examiner also states, “The key code is therefore not stored in the memory of

the remote control” (Office Action, p. 5, lines 9-10). First, the Examiner has not

stated a prima facie case of anticipation of claim 26 because claim 26 does not

recite “wherein the key code is not stored on said remote control device”.

Second, Wouters does not disclose that a codeset is not stOred on infrared

remote control unit 3. In fact, Wouters suggests the contrary:

“In this system a remote control unit is used which comprises both an
IR transmitter and an antenna for transmission of RF signals. In this

case the user taps a key,-the CPU (Central processing unit) inside the
remote control determines which code (corresponding to the tapped

key) needs transmitting (by IR or RF) and fetches the reguired data

from its memory which comprises'a data base or other means in which
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tagged codes are linked to data to be transmitted.” (Wouters, col. 4,

lines 54-62) (emphasis added).

Third, dependent claim 26 is allowable for at least the same reasons for

which claim 25 is allowable because claim 26 depends from claim 25. Reversal

of the improper §102(e) rejection of claim 26 by the Board is requested.

B. Claims 1, 3-4 and 9 (2nd ground of rejection)

Claims 1, 3—4 and 9 are rejected under 35 U.S.C. § 103(a) as being

unpatentable over Pope (USP 5,963,624) in view of McNair et al. (USP

5,595,342) (Office Action, p. 6, lines 1-2). To establish a prima facie case of

obviousness, the Examiner must demonstrate that “the reference (or references

when combined) must teach or suggest all the claimed limitations.“ MPEP §

2142.

1. Independent claim 1

Claim 1 recites, “(a) receiving a keystroke indicator signal from a remote

control device; (b) generating a key code within a key code generator device . . .

generating a key code signal". The combination of Pope and McNair does not

form the basis for a valid rejection of claim 1 under § 103(a) because the

references when combined do not teach (i) generating a key code within a key

code generator device, (ii) a keystroke indicator signal as well as a key code

‘ signal, or (iii) modulating a key code.

(i) Neither Poge nor McNair teaches generating a key code within a

key code generator device.

The Examiner states that “Pope teaches receiving a keystroke indicator

Isignal which contains an indication of a key on the remote control device 10 that

was pressed (col. 2 lines 61-col. 3 line 19), generating a key code (codes for

‘ communicating the control function to the appliances) within the code generator

12 (Office Action, p. 6, lines 3-6) (emphasis added). Pope does not,
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however, teach generating a key code within base unit 12. The appliance control

code that is transmitted by base unit 12 of Pope is not generated within base unit

12. Instead, base unit 12 receives the appliance control codes from handset

10/50. In Pope, a digital cordless telephone handset 10/50 is used as a universal

remote control device to control electrical appliances. Pope explains:

“The present invention uses a digital cordless telephone handset to

store a variety of appliance control codes. These appliance control»
codes can be transmitted to a base unit. The base unit can

translate the appliance control codes to control signals such as

infrared control signals, to control an electrical appliance” (Pope,
col. 1, lines 31-36) (emphasis added). See also Pope, col. 2, lines
48-52 and 63-65.

The appliance control codes are not generated within the base unit 12 of Pope.

Instead, the appliance control codes are transmitted from the handset 10/50 to

the base unit 12, where they are translated to control signals. Base unit 12 of

Pope does not receive a keystroke indicator and then generate a key code.

Thus, Pope does not teach the recited ”receiving a keystroke indicator signal

from a remote control device" (emphasis added). Pope states, “Once an

appliance control code is received by the base unit, the base unit will know to

transfer the control code to an appliance” (Pope, col. 4, lines 49-51) (emphasis

added). Thus, in Pope, an appliance control code is received by base unit 12

and is then transferred to an appliance; the appliance control code is not

generated within base unit 12. .

(ii) Pope and McNair do not teach both a keystroke indicator signal

and a key code signal.

The Examiner states that “Pope teaches receiving a keystroke indicator

signal which contains an indication of a key on the remote control device 10 that

was pressed (col. 2 lines 61-col. 3 line 19), . . (Office Action, p. 6, lines 3-6).

Nowhere, however, does Pope teach a keystroke indicator signal in the passage

cited by the Examiner, which is reproduced below in its entirety:
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“Keypad 30 includes the numbers 1-9, the "star" and the "pound"
key. Additionally, "up arrow" key 30a and "down arrow" key 30b can
be used to scroll through a menu. A "transmit" key 30c can be used

to transmit the appliance control code once the appliance control
has been selected. In one embodiment, the user gets into the menu .

by pressing an "up arrow" or a "down arrow" key. Alternately a
"menu" button (not shown) is‘used. The keys for numbers 1-9 can
have different meanings once the user is in the menu. Menu

functions can be printed above the normal telephone control keys.

FIG. 1 shows compact disc, television, cable and AC signal control

menu-function buttons. The setup menu can be entered, one of

these buttons pressed, and then using the up and down arrows, the
specific controls for a given electrical appliance can be scrolled
through. The different appliance controls can be listed in the order

of frequency of use. For example, the "mute" function could be the
first function listed in each menu selection.

Alternately, individual functions can be mapped with the

associated buttons of the keypad, and a display 32 need not be
used. Buttons similar to a "shift," "alt," and "control" on a normal

computer keypad can be used to change the meanings of buttons

"0" to "9," "star," and "pound." The different meanings associated

with different buttons can be printed in different colors, which are
the same colors of the associated buttons "shift," "alt," or "control.“

(Pope, col. 2, line 61 — col. 3, line 19) (emphasis added)

Thus, the passage of Pope above teaches appliance controls and appliance

control codes but does not teach a keystroke indicator signal as the Examiner

maintains. I g

Moreover, it is improper to construe the appliance control codes of Pope

to teach both a keystroke indicator signal and a key code signal. According to

the tenets of claim differentiation, a “keystroke indicator signal” cannot be

interpreted to be the same as a “key code signal". Such a claim interpretation is

presumptively unreasonable. S_eg, fl, Karlin Tech. Inc. v. Surgical Dynamics

Inc., 177 F.3d 968, 50 USPQ2d 1465, 1468 (Fed. Cir. 1999). In addition, such a

claim interpretation would render claim 1_interna|ly inconsistent because

“keystroke indicator/key code" information that was already received by the key

code generator device would later be generated by the key code generator

device. Thus, Pope does not teach both a keystroke indicator and a key code.
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The handset 10/50 of Pope transmits an appliance control code and not a

keystroke indicator.

(iii) Neither Poge nor McNair teaches modulating a key code.

The Examiner admits that Pope is silent on teaching modulating a key

code onto a carrier signal. (Office Action, p. 6, line 7) Moreover, McNair does

not teach modulating a key code. McNair does not teach a key code. And the

Examiner does not state that McNair teaches modulating a key code onto a

carrier signal. Instead, the Examiner states that McNair teaches “the control

signal is modulated” (Office Action, p. 6, line 8). This is insufficient to establish a

prima facie case of obviousness.

Moreover, there would be no motivation to combine McNair with Pope

even if McNair did disclose a limitation of claim 1 (which it does not). McNair is

directed to a control system for a gas-fired, central heating system and does not

concern key code signals for electrOnic consumer devices.

Therefore, Pope and McNair do not form the basis for a valid rejection

under § 103(a) because neither Pope nor McNair teaches (i) generating a key

code within a key code generator device, (ii) a keystroke indicator signal as well

as a key code signal, or (iii) modulating a key code. In addition, there is no

motivation to combine McNair with Pope to arrive at all of the limitations of

claim 1. For these reasons, reconsideration of the § 103(a) rejection and

allowance of claim 1 are requested.

2. Dependent claims 3-4 and 9

Claim 9 recites, “said key code generated in (b) is part of a codeset, and

wherein said remote control device does not store said codeset” (emphasis

added). With respect to base claim 1, the Examiner states that “Pope teaches

receiving a keystroke indicator signal which contains an indication of a key on the

remote control device 10" (Office Action, p. 6, lines 3-4) (emphasis added).

Thus, the Examiner considers that handset 10 of Pope teaches the remote .

control device recited in claim 9. The Examiner then states, “The code
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generated by the code generator is not store in the remote control because it is

transmittedto the appliances” (Office Action, p. 6, lines 18-19). This incorrectly

characterizes the teachings of Pope. The appliance control codes of Pope are

indeed stored on handset 10 and are transmitted from handset 10 to base unit

12. Pope explains:

“The present invention uses a’digital cordless telephone handset to
store a variety of appliance control codes. These appliance control
codes can be transmitted to a base unit. The base unit can

translate the appliance control codes to control signals such as

infrared control signals, to control an electrical appliance" (Pope,

col. 1, lines 31-36) (emphasis added)

“The cordless digital telephone__handset includes a memory 66.
used to store the appliance control codes. Preferably, the appliance
control codes can be transmitted to the base unit 12. .’(Pope,

col. 2, lines 48-52) (emphasis added).

“Fig. 2 is a diagram of a handset 50 of the present invention.

Theaappliance control codes are stored'In a memopy 66’(Pope, col.
4, lines 17-28) (emphasis added).

Base unit 12 does not generate the appliance control codes. Instead, base unit

12 receives the appliance control codes, which were stored in memory 66 of .

handset 10, and then translates theappliance control codes into infrared control

signals. Thus, Pope does not teach that handset 10 does not store a codeset.

Claims 3-4 and 9 depend 'from claim 1. In addition to the reasons

explained above, dependent claims 3-4 and 9 are allowable for at least the same

reason for which claim 1 is allowable. Reversal of the § 103(a) rejection and

allowance of claims 3-4 and 9 by the Board is requested.

C. Dependentclaim 2 (3rd ground of reiection)

Claim 2 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and further in view of Goldstein (USP 5,410,326) (Office

Action, p. 7, lines 1-2). ' I
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Claim 2 includes the following limitations of base claim 1, “(a) receiving a '

keystroke indicator signal from a remote control device; (b) generating a key

code within a key code generator device . . Claim 2 also recites ‘Wherein said

key code signal is transmitted in (d) from said key code generator device to said

remote control device”. A '

None of Pope, McNair or Goldstein teaches either (i) generating a key

code within a key code generator device or (ii) both a keystroke indicator signal

and a key code signal. Moreover, the Examiner seems to admit that Pope and

McNair are silent on teaching that the key code generator transmits the key code

signal to the remote control device. (Office Action, p. 7, lines 4-10). And

Goldstein does not teach this limitation.

ane of Pope, McNair or Goldstein teaches transmitting a key code signal

from the key code generator device back to the remote control device. The fact

that Goldstein may teach sending an IR code or an entire codeset from a cable

television converter box to a remote control device to update the remote control

device does not teach transmitting a key code signal from a key code generator

device back to the remote control device. Indeed, Goldstein does not teach

transmitting a key code signal as opposed to a key code or a codeset. The cable

television converter box of Goldstein does not teach a key code generator

because the cable television converter box of Goldstein receives complete

codesets from a remote database or is loaded with complete codesets.

(Goldstein, col. 15, lines 20-68; col. 17, lines 62-67). The television converter

box of Goldstein is not a key code'generator because the GLUE logic 95 in the

universal remote control 5, as opposed to the television converter box, generates?

the IR sequences from the codes. Goldstein states:

“The glue logic 95 will supply the lR sequences from codes, stored
in the RAM 90, upon command of the user. . . . These codes

describe carrier frequencies, pulse widths and pulse duration to be

generated to the glue logic 95 for producing infrared pulses from
the infrared diode 97” (Goldstein, col. 13, lines 23-33) (emphasis

ladded)
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Thus, Goldstein does not teach transmitting a key code signal from'a key code

generator.

In addition, to establish obviousness, there must be “something in the prior

art as a whole to suggest the desirability, and thus the obviousness of making the

combination." Interconnect Planning Corp. v. Feil, 774 F.2d 1132, 1143, 227

USPQ 543, 551 (Fed. Cir. 1985) quoting Lindemann Maschinenfabrik GMBH v.

American Hoist Derrick Co., 730 F. 2d 1452, 1462, 221 USPQ 481, 488 (Fed.

Cir. 1984). The motivation posited by the Examiner to combine Goldstein and
Pope is non-existent. The Examiner states that Goldsteinteaches “a cable box
transmitting key codes to the remote control in order to update the remote control

with new control codes." (Office Action, p. 7. lines 11-13) (emphasis added). But

there would be no motivation to update the remote control device of claim 2 With

new codesets, as allegedly taught by Goldstein, because claim 2 does not recite

that any key code or codeset is ever stored on the remote control device. Claim

2 recites transmitting a key code signal to the remote control device and does not

recite transmitting a codeset to the remote control device. The motivation '

proposed by the Examiner would only result in a combination wherein codesetsp
or at least key codes, are stored on a remote control device.

’ The combination of Pope, McNair and Goldstein does not form the basis

for a valid rejection‘of claim 2 under § 103(a) because the combination does not /
teach (i) generating a key codevwithin a key code generator device, (ii) both a

keystroke indicator signal and a key code signal, or (iii) transmitting a key code

signal from the key code generator device back to the remote control device.

Furthermore, there is no motivation to combine the teachings of Goldstein with

the teachings of Pope and McNair in such a way as to obtain all of the limitations

of claim 2. Therefore, reversal of the improper § 103(a) rejection of claim 2 by

the Board. is requested.

Appeal Brief 23
Application Serial No. 10/737,029

0160



0161

' Appellant: Daniel SauFu Mui
Serial No.: 10/737,029

Filing Date: December 16, 2003

Docket No.: ZIL-568

D. Degendent claims 5 and 10 (4th ground of rejection)

Claims 5 and 10 are rejected under 35 U.S.C. § 103(a) as being

unpatentable over Pope in view of McNair and further in view of Teskey (USP

6,747,568) (Office Action, p. 7, lines 14-16). .

Claims 5 and 10 depend directly or indirectly from claim 1 and include the

following limitations of claim 1: “(a) receiving a keystroke indicator signal from a

remote control device; (b) generating a key code within a key code generator

device . . None of Pope, McNair or Teskey teaches (i) generating a key code

within a key code generator device or (ii) both a keystroke indicator signal and a

key code signal.

In addition, claim 10 recites that “said timing information describes a digital

one and a digital zero". The Examiner admits that Pope “is silent on teaching the

key code comprises timing information defining the binary number (ones and

zeros) in modulated.” But the Examiner states that Teskey “teaches the format

of the remote control signal having the necessary timing and modulatiOn

information (col. line GO-col. 4 line 8)” (Office Action, p. 8, lines 7-10). Teskey

does not, however, teach “the necessary timing and modulation information."

The passage of Teskey cited by the Examiner does not teach timing information

that defines a digital one or a digital zero. In fact, Teskey does not mention a

digital one, a digital zero or any type of mark/space representation.

The combination of Pope, McNair and Teskey does not form the basis for

' a valid rejection of either claim 5 or claim 10 under § 103(a) because the

combination does not teach (i) generating a key code within a key code

generator device or (ii) both a keystroke indicator signal and a key code signal.

And with regard to claim 10, Teskey does not teach timing information that

defines a digital one or a digital zero. Therefore, reversal of the improper

§ 103(a) rejection of claims 5 and 10 by the Board is requested. '

E. Dependent claim 6 (5th ground of rejection) .

Claim 6 is rejected under 35 U.S.C. § 103(a) as being unpatentable over
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Pope in view of McNair and further in view of August (USP 5,671,267) (Office

Action, p. 8. lines 16-18).

‘ Claim 6 includes the following limitations of base claim 1, "(a) receiving a

keystroke indicator signal from a remote control device; (b) generating a key

code within a key code generator device . . None of Pope, McNair or August

teaches (i) generating a key code within a key code generator device or (ii) both

a keystroke indicator signal and a key code signal.

In addition, claim 6 recites, “(e) pressing a'power-on key of said remote

control device causing said remote control device to transmit said keystroke

indicator signal that is received in (a), wherein said key code signal transmitted in

(g) is received onto an electronic consumer device, and wherein said pressing in

(e) causes said electronic consumer device to turn on" (emphasis added). The

Examiner states that Pope “is not explicit in teaching transmitting a keystroke

indicator signal that cause the appliance to turn on. One skill in the art

recognizes that a remote control is generally use in turning an appliance on/off

and is further evidence by August et al. (col. 8 lines 3-5)” (Office Action, p. 8, line

20 - p. 9, line 2). The Examiner has not presented a prima facie case of

obviousness because the Examiner has not stated that August teaches a remote

control device transmitting a keystroke indicator signal. Indeed, August does not

teach a keystroke indicator signal. The passage of August cited by the Examiner

teaches handset unit 10 of August using a key code signal, as opposed to a

keystroke indicator signal, to turn a television set on and off. Interpreting a

“keystroke indicator signal" to be the same as a “key code signal” would be

contrary to the tenets of claim differentiation. .

The combination of Pope, McNair and August does not teach (i) receiving

a keystroke indicator signal from a remote control device, (ii) generating a key

code within a key code generator, and (iii) transmitting a key code signal from the

key code generator to an electronic consumer device to turn on the electronic

consumer device. Nor does the combination teach both a keystroke indicator
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signal and a key code signal. Reversal of the improper§ 103(a) rejection of

claim 6 by the Board is requested.

F. Dependent claim 7 (6th ground of reiection)

Claim 7 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and further in view of Wouters (Office Action, p. 9, lines

8-10).

Claim 7 includes the following limitations of base claim 1, “(a) receiving a

keystroke indicator signal from a remote control device; (b) generating a key

code within a key code generator device . . The combination of Pope, McNair

and Wouters teaches neither (i) generating a key code within a key code

generator device nor (ii) both a keystroke indicator signal and a key code signal.

In addition, claim 7 recites “wherein said key code signal is received by
said remote control device”. The Examiner states that “Pope teaches the remote

control receiving key code signals (infrared control signal) from a controller (col. 4

lines 52-56)” (Office Action, p. 9, lines 11-12). The Examiner has not presented

a prima facie case of obviousness because the Examiner has not stated that

Pope teaches a remote control device that receives a key code signal from a key

code generator device that generated the key code. The passage of Pope cited

by the Examiner teaches receiving an infrared signal from a controller, such as a

television remote control. The cited passage does not teach receiving a key

code signal from a key code generator device. Interpreting a "remote control .

device” to be the same as a “key code generator device” recited in the same

claim would be contrary to the tenets of claim differentiation.

The combination of Pope, McNair and Wouters does not form the basis for

a valid rejection of claim 7 under § 103(a) because the combination does not

teach any of (i) generating a key code within a key code generator device, (ii)_

both a keystroke indicator signal and a key code signal, or (iii) receiving a key

code” signal from the key code generator device back on the remote control
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device. Therefore, reversal of the improper § 103(a) rejection of claim 7 by the

Board is requested. /

G. Dependent claim 8 (7th ground of rejection)

Claim 8 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and in view of Wouters and further in view of August

(Office Action. p. 10, lines 1-3).

The four-way combination of Pope, McNair, Wouters and August does not

form the basis for a valid rejection of claim 8 under § 103(a) for the same

reasons explained above with relation to claims 1 and 7. The 4-way combination

does not teach any of (i) receiving a key code signal from the key code generator.

device back on the remote control device, (ii) both a keystroke indicator signal

and a key code signal, or (iii) generating a key code within a key code generator _

device. A 1

Furthermore, it is impermissible to “pick and choose” individual elements

among the references to recreate the claimed invention because “[o]ne cannot

use hindsight reconstruction to pick and choose among isolated disclosures in‘

the prior art to deprecate the clamed invention.” In re Fritch, 972 F.2d 1260,

1266, 23 USPQZd 1780, 1784 (Fed.'Cir. 1992) citing In re Fine, 837 F.2d
1071,1075, 5 USPQZd 1596,1600 (Fed. Cir. 1988). There is no motivation to

combine the teachings of the four-way combination in such a way as to obtain all

of the limitations of claim 8. For these reasons, reversal of the improper§ 103(a)
rejection of claim 8 by the Board is requested.

H. Degendent Claim 18 (8th ground of rejection)

Claim 18 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Wouters in view of Teskey (Office Action, p. 10, lines 14-15).

The combination of Wouters'and Teskey does not form the basis for a

valid rejection of claim 18 under § 103(a) for the same reasons explained above
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with relation to claim 13. Neither Wouters nor Teskey discloses a device with a

keypad that both transmits an IR signal and receives an RF signal.

. Because combination of Wouters and Teskey does not disclose all of the

elements of claim 18, reversal of the improper § 103(a) rejection of claim 18 by

the Board is requested.

I. Dependent claims 20-21 j9th ground Of rejection)

Claims 20-21 are rejected under35 U.S.C. § 103(a) as being

unpatentable over Wouters in view of August (Office Action, p. 11, lines 6-7).

Both claim 20 and claim 21 depend from claim 19 and incorporate the

limitations of claim 19. The combination of Wouters and August does not form

the basis for a valid rejection of either claim'20 or claim 21 under § 103(a) for the

same reasons explained above with relation to claim 19. Neither Wouters nor

August discloses a codeset that includes two key codes: one key code

corresponding to a function of one electronic consumer device, and the other key

code corresponding to the same function of another electronic consumer device.

The Examiner has not presented a prima facie argument of obviousness

because the Examiner has not stated that the combination of Wouters and

August discloses a codeset with two recited key codes that correspond to the

same function on different electronic consumer devices. Neither Wouters nor

August teaches the recited codeset with key codes that correspond to the same

function on separate electronic consumer devices. August does not mention a

codeset.

Because combination of Wouters and August does not disclose a codeset

with two key codes that correspond to the same function on two electronic

consumer devices, reversal of the improper § 103(a) rejection of claims 20-21 by

the Board is requested.

J. Degendent claim 23 (10th ground of rejection)

Claim 23 is rejected under 35 U.S.C. § 103(a) as being unpatentable over
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Wouters in view of Pope (Office Action, p. 11, lines 18—19).

Claim 23 depends from Claim 22 and incorporates the limitations of claim

22. The combination of Wouters and Pope does not form the basis for a valid

rejection of claim 23 under § 103(a) for the same reasons explained above with
relation to claim 22. Neither Wouters nor Pope teaches a device with a keypad,

a radio frequency receiver and an infrared transmitter.

The RF receiver, IR transmitter and keypad of Wouters are not on the

same device. The remote control unit 3 of Wouters does not include an RF

receiver. Pope does not teach an RF receiver. And Pope even teaches against

including an IR transmitter on the handset. Pope explains:

”One advantage of having the infrared transmitter attached to the
base unit 12 is that the base unit 12 can be typically powered by

house current. Since no battem is used, the infrared transmitter can

draw more power than is used in battery-type systems. For

example, if a button is continuously pressed in a battery-type

system, in order to conserve power the infrared signal is not
continuously sent, but is sent intermittently. The base unit 12

connected to AC power need not be limited in this fashion.

Additionally, it is also possible to have the base unit 12 supply a

greater amount of power to the infrared transmitter to transmit a

greater amount of infrared energy. In this manner, it may be

possible for the infrared bulb to not be focused directly towards the

appliance” (Pope, col. 3, lines 46-60) (emphasis added).

Thus, Pope teaches away from the limitation of claim 23 because "it suggests

that the line of development flow from the reference’s disclosure is unlikely to be

productive of the result sought by the applicant." In re Gurley, 27 F.3d 551, 553,

31 USPQ2d 1130, 1131 (Fed. Cir. 1994). f ‘

Because the combination of Wouters and Pope‘ does not disclose all of the

limitations of claim 23 as explained above with relation to claim 22. reversal of

the improper §103(a) rejection of claim 23 by the Board is reqUested.
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VIII. CONCLUSION

The EXaminer has not established a prima facie case of anticipation or

obviousness. With regard to independent claims 13 and 22, Wouters does not

disclose a device with a keypad that both receives'a signal within a radio

frequency band and transmits a signal within an infrared frequency band. With

regard to independent claim 19, Wouters does not disclose a codeset that

includes two key codes: one key code corresponding to a function of one

electronic consumer device and the other key code corresponding to the same

function of another electronic consumer device. With regard to independent -

claim 25, Wouters does not disclose (i) receiving a keystroke indicator signal

form a remote control device, (ii) transmitting a key code signal to the remote

control device, and then (iii) transmitting the key code signal from the remote

control device to an electronic consumer device. With regard to independent

claim 1, the combination of Pope and McNair does not teach (i) generating a key

code within a key code generator deviCe, (ii) a key stroke indicator signal as well

as a key code signal, or (iii) modulating a key code. The Board is requested to

reverse the §102 and §103 rejections of claims 1-10, 13-16, 18-26.

  

 

I hereby certify that this correspondence is being
deposited with the United States Postal Service as First
Class Mail in an envelope addressed to: Mail Stop
Appeal Brief - Patents, Commissioner for Patents, P.O.
Box 1450. Alexandria, VA 22313-1450.

Darien K. Wallace

 Respectfully submitted,

flag/6.114%
Darien K. Wallace

Attorney for Appellant

Reg. No. 53,736

Customer No. 47,713

  

 
  Date of Deposit: March 24, 2007

Appeal Brief 30

Application Serial No. 10/737,029

0167



0168

IX. CLAIMS APPENDIX

1. (original): A method comprising:

(a) receiving a keystroke indicator signal from a remote control device;

(b) generating a key code within a key code generator device;

(0) modulating said key code onto a carrier signal, thereby generating a

key code signal; and

(d) transmitting said key code signal from said key code generatordevice.

2. (original): The method of Claim 1, wherein said key code signal is transmitted

in (d) from said key code generator device to said remote control device.

3. (original): The method of Claim 1, wherein said key code signal is transmitted.

in (d) from said key code generator device to an electronic consumer device.

4. (original): The method of Claim 1, wherein said key code consists of a binary

number.

5. (original): , The method of Claim 1, wherein said key code comprises a binary

number and timing information, and wherein said'timing information defines how

said binary number is modulated in (c) onto said carrier signal.

6. (original): The method of Claim 1, further comprising:

(e) pressing a power-on key of said remote control device causing said

remote control device to transmit said keystroke indicator signal that is received

in (a), wherein said key code signal transmitted in (d) is received onto an

electronic consumer device, and wherein said pressing in (9) causes said

electronic consumer device to turn on.
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7. (original): The method of Claim 1, wherein said carrier signal is in a radio

frequency band, wherein said key code signal is received by said remote control

device, and wherein said method further comprises: .

(e) modulating said key code onto a second carrier signal, thereby

generating a second key code signal, said modulating being performed on said,

remote control device wherein said second carrier signal is in an infrared 1

frequency band; and _

(f) transmitting said second key code signal from said remote control

device to an electronic consumer device.

8. (original): The method of Claim 7, further comprising:

(9) pressing a power-on key of said remote control device causing said

remote control device to transmit said keystroke indicator signal that is received

in (a), wherein the pressing in (9) causes said electronic consumer device to turn

on.

9. (original): The method of Claim 1, wherein said key code generated in (b) is

part of a codeset, and wherein said remote control device does not store said

codeset.

10. (original): The method of Claim 9, wherein said codeset Comprises timing

information and a plurality of key codes, and wherein said timing information

describes a digital one and a digital zero.

11. (previously presented): A method comprising:

(a) receiving a keystroke indicator signal from a remote control device;

(b) generating a key code within a key code generator device;

(0) modulating said key code onto a carrier signal, thereby generating a

key code signal; and '

(d) transmitting said key code signal from said key code generator device,

wherein a codeset comprises a plurality of key codes, each one of said plurality
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of key codes corresponding to a function of an electronic consumer device, and

wherein no more than a single one of said plurality of key codes-is present on

said remote control device at any given time.

12. (original): The method of Claim 11, wherein said function of said electronic

consumer device is taken from the group consisting of: power on, power off,

channel advance, channel back, volume up, volume down, cursor up, cursor

down, cursor right, cursor left, select, play, record, stop, fonNard, back and

pause.

13. (previously presented): A remote control device comprising:

a receiver that receives a first key code signal, wherein said first key code

signal is generated by modulating a key code onto a first carrier signal, said first

carrier signal falling within a radio frequency band;

_ a transmitter that transmits a second key code signal, wherein said

second key code signal is generated by modulating said key code onto a second

carrier signal, said second carrier signal falling within an infrared frequency band;

and

a keypad that includes a key that corresponds to said key code, wherein

said key code corresponds to a function of an electronic consumer device.

14. (original): The device of Claim 13, wherein said key code corresponds to a

second function of a second electronic conSumer device, as well as to said

function of said electronic consumer device.

15. (original): The device bf Claim 14, wherein said transmitter transmits a third

key code signal, and wherein said third key cOde signal is generated by

modulating said key code onto a third carrier signal.

16. (original): The device of Claim 14, wherein said key code comprises a first

binary number and a second binary number, said first binary number
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corresponding to said function, and said second binary number corresponding to

said second function.

17. (previously presented): A device comprising:

a receiver that receives a first key code signal, wherein said first key code

signal is generated by modulating a key code onto a first carrier signal, said first

carrier signal falling. within a radio frequency band;

a transmitter that transmits a second key code signal, wherein said

second key code signal is generated by modulating said key code onto a second

carrier,signal, said second carrier signal falling within an infrared frequency band;

and ,

‘ a keypad that includes a key that corresponds to said key code, wherein

said key code corresponds to a function of an electronic consumer device,

wherein said keypad includes a second key that corresponds to a second key

code, wherein a third key code signal is generated by modulating said second

key code onto a'third carrier signal, wherein said third key code signal is received

by said receiver, and wherein bothvsaid first key code and said second key code

are not both stored in said device at the same time.

18. (original): The device of Claim 13, wherein a codeset comprises timing

information and a plurality of key codes, wherein each of said plurality of key

codes corresponds to a different function of said electronic consumer device,

wherein said key code is a binary number, and wherein said timing information

defines how said binary number is modulated onto said first carrier signal. ‘

19. (previously presented): A system comprising:

a key code generator device that generates a first key code and a second

key code, wherein a codeset is stored on said key code generator deviCe, said

codeset including said first key code and said second key code, wherein said first

key code corresponds to a selected function of a first electronic Consumer
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device, and wherein said second key code corresponds to said selected function

of a second electronic consumer device; and

means for relaying said first key code and said second key code from said

key code generator device through a remote control device to said first electronic

consumer device and to said second electronic consumer device without

simultaneously storing both said first key code and said second key code on said

remote control device.

20. (original): The system of Claim 19*, whereinsaid selected function is taken

from the group consisting of: power on, power off, channel advance, channel

back, volume 'up, volume down, cursor up, cursor down, cursor right, cursor left,

select, play, record, stop, fonNard, back and pause.

21. (original): The system of Claim 19, wherein said selected function is power

on, and wherein said system automatically determines when said first electronic

consumer device powers on.

22. (previously presented): A remote control device, comprising:
a keypad; ‘

an RF receiver;

an IR transmitter; and

means for receiving a key code from said RF receiver and for sending said

key code to said IR transmitter such that said key code is modulated onto an IR

carrier signal, said IR carrier signal with said key code modulated thereon being

transmitted from said remote control device by said IR transmitter.

23. (original): The remote control device of Claim 22, wherein said key code is

not stored on said remote control device immediately prior to said means

receiving the key code.
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24. (original): The remote control device of Claim 22, wherein said means is a

microcontroller.

25. (previously presented): A method comprising:

(a) receiving a‘keystroke indicator signal from a remote control device;

(b) using said keystroke indicator signal to generate a key code, wherein a

key code generator device generates said key code;

V (c) modulating said key code onto a carrier signal and thereby generating

a key code signal; and

(d) transmitting said key code\signal from said key code generator device

to said remote control device, wherein said remote control device transmits said

key code signal to an electronic consumer device.

26. (previously presented): The method of Claim 25, wherein said key code

generated in (b) is part of a codeset, and wherein said codeset is not stored on

said remote control device.
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. X. EVIDENCE APPENDIX

No evidence has been submitted pursuant to 37 C.F.R. §§ 1.130, 1.131 or

1.132. No affidavit or declaration has been submitted under § 1.130 to disqualify

a commonly own-ed patent or a published application as prior art. No affidavit or

declaration of a prior invention has been submitted under § 1.131. No affidavit or

declaration traversing rejections or objections has been submitted under§ 1.132.

No such evidence was entered by the Examiner and relied upon by Appellants in

this appeal.

In the rejections that are to be reviewed in this appeal, the Examiner has

not relied upon any non-patent documents.

XI. RELATED PROCEEDINGS APPENDIX

No decision has yet been rendered by a court or the Board in this or any

related proceeding.
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EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR 1.136.

1. II] The brief does not contain the items required under 37 CFR 41 .37,(c) or the items are not under the proper
heading or in the proper order.

The brief does not contain a statement of the status of all claims, (e.g., rejected, allowed, withdrawn, objected to,
canceled), or does not identify the appealed claims (37 CFR 41 .37(c)(1 )(iii)).

El

. C] At least one amendment has been filed subsequent to the final rejection, and the brief does not contain a
statement of the status of each such amendment (37 CFR 41 .37(c)(1)(iv)).

IX] (a) The brief does not contain a concise explanation of the subject matter defined in each of the independent

claims involved in the appeal, referring to the specification by page and line number and to the drawings. if any,
by reference characters; and/or (b) the brief fails to: (1) identify, for each independent claim involved in the

appeal and for each dependent claim argued separately, every means plus function and step plus function under

35 U.S.C. 112, sixth paragraph. and/or (2) set forth the structure, material, or acts described in the specification
as corresponding to each claimed function with reference to the specification by page and line number, and to

the drawings, if any, by reference characters (37 CFR 41 .37(c)(1 )(v)).

The brief does not contain a concise statement of each ground of rejection presented for review (37 CFR
41 .37(c)(1)(vi))

The brief does not present an argument under a separate heading for each ground of rejection on appeal (37 CFR
41.37(c)(1)(vii)).

The brief does not contain a correct copy of the appealed claims as an appendix thereto (37 CFR
41 .3c7()(1 )(viii)).

The brief does not contain copies of the evidence submitted under 37 CFR 1.130, 1.131, or 1.132 or of any
other evidence entered by the examiner and relied upon by appellant in the appeal, along with a
statement setting forth wherein the record that evidence was entered by the examiner, as an appendix
thereto (37 CFR 41.37(c)(1)(ix))

The brief does not contain copies of the decisions rendered by a court or the Board in the proceeding
identified in the Related Appeals and Interferences section of the brief as an appendix thereto (37 CFR
41 .37(c)(1)(x)).

Other (including any explanation in support of the above items):

Item 4. The claimed invention is not ma ed to inde endent claim 11 which shall refer to the s eclfication b a e and

line number and to the drawings, if any. ,
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Title: “Relaying Key Code Signals Through a Remote Control
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Serial No.: 10/737,029 Filed: December 16, 2003
Examiner: Vernal U. Brown Art Unit: 2612

Atty. Docket No.: ZIL-568

Dear Sir:

‘Transmitted herewith are the following documents:

(1) amended appeal brief (38 pages);

(2) return postcard; and

(3) this transmittal sheet.

E No additional Fee is required. -
[I The fee has been calculated as shown below:

CLAIMS AS AMENDED

AFTER

AMENDZMéENT

HIGHEST NO. EXTRA '
PREVIOUSLY PAID CLAIMS RATE ADDITIONAL FEE
FOR PRESENT

 TOTAL CLAIMS 26

INDEP. CLAIMS 7 n $200
Total Additional Claim7Fee
Fee for Appeal Brief [§41.20(b)(2)] (PREVIOUSLY PAID)

Fee for Request for Oral Hearing [§41.20(b)(3)]

Fee for Extension of Time (_ month) [§1.17(a)(1)]  
[I A check is attached for the amount of:

 
  

  

  

 I hereby certify that this correspondence is being
deposited with the United States Postal Service as First
Class Mail in an envelope addressed to: Mail Stop
Appeal Brief — Patents, Commissioner for Patents, PO.
Box 1450, Alexandria, VA 22313-1450.

WWDarIen K. Wallace

Respectfully submitted,

Darien K. Wallace

Attorney for Applicants

Reg. No. 53,736
Customer No. 47,713

Date of Deposit: June 11, 2007
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 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Appellant: Daniel SauFu Mui

Assignee: ZiLOG, Inc.

Title: “Relaying Key Code Signals Through a Remote Control Device"

Appl. No.: 10/737,029 ‘ Filing Date: December 16, 2003

Examiner: Vernal U. Brown , Art Unit: 2612

Docket No.: ZIL-568

June 11, 2007

Mail Stop Appeal Brief - Patents

COMMISSIONER FOR PATENTS
PO. Box 1450

Alexandria, VA 22313-1450

APPEAL BRIEF

This amended Appeal Brief is filed pursuant to 37 CFR § 41.37 in support

. of the appeal noticed on February 19, 2007.

l. REAL PARTY IN INTEREST

The real party in interest is the asSignee, ZiLOG, Inc., as named in the

caption above.

ll. RELATED APPEALS AND INTERFERENCES

Based on information and belief, there are no appeals or interferences that

could directly affect or be directly affected by or have a bearing on the decision by

the Board of Patent Appeals and lnterferences (the “Board") in the pending appeal.

III. STATUS OF CLAIMS

The application at issue, filed on December 16, 2003, included 24 claims.

I In an amendment dated July 28, 2006, claims 25-26 were added. Claims 1—26

' are subject to this Appeal.
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Appellant: Daniel SauFu’Mui
Serial No.: 10/737,029

Filing Date: December 16, 2003
Docket No.: ZlL-568

IV. STATUS OF AMENDMENTS

An amendment dated December 19. 2006, was filed subsequent to a final

Office action datedOctober 19, 2006 (“Office Action”). An Advisory Action dated

February 7, 2007 (“Advisory Action"), stated that the amendment was entered.

’The advisory action included an explanation of how the amended claims would

be rejected.

V. SUMMARY OF CLAIMED SUBJECT MATTER

The following summary pursuant to 37 CFR §41.37(c)(1)(v) is a concise

explanation of the claims and is to be read in light of the disclosure. This

summary does not limit the claims. (E MPEP §1206).

An embodiment of Appellant’s novel system 10 is illustrated in figure 1

(replicated below). System 10 relays a key code through a remote control device

10
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Appellant: Daniel SauFu Mui

Serial No.: 10/737,029 ‘

Filing Date: December 16, 2003
Docket No.: ZIL-568

to an electronic consumerdevice. The key code is not stored in the remote

control device in a permanent manner, but rather is relayed through the remote

control device. System 10 includes a remote control device 11, a key code

generator device 12, a first electronic consumer device 13 (a VCR) and a second

electronic consumer device 14 (a TV).

Upon receiving a keystroke indicator signal from remote control 11, key

code generator 12 identifies the particular codeset usable to communicate with

the selected electronic consumer device. The keystroke indicator signal contains

an indication of a key on the remote control that was pressed, which corresponds

to a function of the selected electronic consumer device. Using the identified

codeset and the indication of the pressed key, key code generator 12 generates

a key code and modulates that key code onto a radio frequency carrier signal,

thereby generating a first key code signal 19. Remote control 11 receives first

key code signal 19 from key’code generator‘12 and modulates the key code onto

an infrared frequency carrier signal, thereby generating a second key code signal

22. Remote control 11 relays the key code to the selected electronic cthumer

device in second key code signal 22. The key code causes the selected

electronic consumer device to perform the desired function.

A. Independent claim 1

Independent claim 1 is directed to a method of generating a key code

within a key code generator devicenas described in steps 101 through 104 in

figure 2 (replicated below). As shown in figures 1 and 2, claim 1 recites a

method of (a) receiving keystroke indicator signal 16 from remote control device

11 (Specification, p. 6, lines 26-28); (b) generating a key code within key code

generator device 12 (Specification, p. 8, lines 14-16); (c) modulating the key code

onto a carrier signal thereby generating first key code signal 19 (Specification, p.

8, lines 26-29); and (d) transmitting key code signal 19 from key code generator

device 12 (Specification, p. 11, lines 4-5).

Amended Appeal Brief . S 3
Application Serial No. 10/737,029
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A CODESET USABLE’TO COMMUNICATE WITH AN ELECTRONIC
CONSUMER DEVICE IS IDENTIFIED TO A KEY CODE GENERATOR
DEVICE (FOR EXAMPLE, BY A USER USING A REMOTE CONTROL

DEVICE AND AN ON—SCREEN DISPLAY)

THE USER PRESSES A KEY ON THE REMOTE CONTROL DEVICE, AND A
CORRESPONDING KEYSTROKE INDICATOR SIGNAL IS SENT TO THE

KEY CODE GENERATOR DEVICE, THE KEY CORRESPONDS TO A
DESIRED FUNCTION OF THE ELECTRONIC CONSUMER DEVICE

THE KEY CODE GENERATOR DEVICE USES THE IDENTIFIED CODESET
T0 GENERATE A KEY CODE CORRESPONDING TO THE PRESSED KEY

THE KEY CODE GENERATOR DEVICE MODULATES THE KEY CODE
ONTO A FIRST CARRIER SIGNAL (FOR EXAMPLE, AN RF SIGNAL),

THEREBY GENERATING A FIRST KEY CODE SIGNAL 

THE FIRST KEY CODE SIGNAL IS TRANSMITTED FROM THE KEY CODE
GENERATOR DEVICE AND TO THE REMOTE CONTROL DEVICE 

THE REMOTE CONTROL DEVICE RECEIVES THE FIRST KEY CODE
SIGNAL AND RELAYS THE KEY CODE BY TRANSMITTING THE KEY
CODE IN A SECOND KEY CODE SIGNAL, THE SECOND KEY CODE
SIGNAL USES A SECOND CARRIER SIGNAL (FOR EXAMPLE. AN IR

SIGNAL) TO CARRY THE KEY CODE

THE SECOND KEY CODE SIGNAL IS RECEIVED ONTO THE ELECTRONIC
CONSUMER DEVICE 

THE KEY CODE CAUSES THE ELECTRONIC CONSUMER DEVICE TO
PERFORM THE DESIRED FUNCTION

 
 

Dependent claim 2 is directed to the method of claim 1, but includes the

limitation that first key code signal 19 is transmitted from key code generator

device 12 to remote control device 11 (Specification, p. 11. lines 6-7).

Dependent claim 3 includes a limitation that first key code signal 19 is transmitted

END

FIG. 2

100

101

102

103

104

105

106

107

from key code generator 12 to the selected electronic consumer device

(Specification, p. 12,'lines 13-15). Dependent claim 4 includes the limitation that

the key code consists of a binary number (Specification, p. 8, lines 18-20) as

depicted in figure 3 (replicated below).
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Dependent claim 5 includes the limitation that the key code comprises a

binary number and timing information. The timing information defines how said

binary number is modulated onto the carrier signal to generate first key code

signal 19 (Specification, p. 9, lines 9—1 1) as depicted in figures 4 and 5

(replicated below). ' 5
KEY CODE
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FIG. 5

Dependent claim 6 includes the limitation that keystroke indicator signal

16 corresponds to a power-on function, and first key code signal 19 is received
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onto an electronic consumer device and causes the electronic consumer device

to be powered on. Dependent claim 7 recites that first key code signal 19 is

received by remote control device 11 and includes the further steps of (e)

modulating the key code onto a second carrier signal, thereby generating second

key code signal 22 (Specification, p. 11, lines 8-11) and (f) transmitting second

key code signal 22 to the selected electronic consumer device (Specification,

p. 12, lines1-3). Claim 7 also includes the limitation that the first carrier signal is

in a radio frequency band and the second carrier signal is in an infrared

frequency band.

Dependent claim 8 is directed to the method of claim 7, but includes a

further limitation that keystroke indicator signal 16 corresponds to a power-on

function, and second key code signal 22 causes the selected electronic

consumer device to be powered on (Specification, p. 12, lines 4-7).

Dependent claim 9 includes the limitation that the key code is part of a

codeset and that the codeset is not stored in remote control device 11

(Specification, p. 19, lines 11-13). Dependent claim 10 is directed to the method

of claim 9, but includes a limitation that the codeset comprises timing information

and a plurality of key codes. Furthermore, the timing information describes a

digital one and a digital zero, as described at page 11, lines 26-28, of the

Specification.

B. Independent claim 11

Independent claim 11 is directed to a method of relaying key codes

through a remote control device to an electronic consumer device, wherein no

more than a single key code is present on the remote control device at any given

time. Figure 1 shows that a keystroke indicator signal 16 is received from a

remote control device 11. (Specification, p. 6, lines 26-28). A key code generator

device 12 then generates a key code. (Specification, p. 8, lines 14-16). Each key

code corresponds to a function of an electronic consumer device 13. The key

code is then modulated onto a carrier signal to generate a key code signal 19.

Amended Appeal Brief 6
Application Serial No. 10/737,029 .
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Docket No.: ZlL-568

(Specification, p. 8, lines 26-29). Examples of key code signal 19 are also shown

in figures 4 and 5. Key code signal 19 is then transmitted from key code

generator device 12 to remote control device 11. (Specification, p. 11, lines 4-5).

No more than a single key code is present on remote control device 11 at any

given time.

C. Independent claim 13 _

Independent claim 13 relates to remote control device 11 shown in

figure 1. Remote control device 11 comprises: an RF receiver 21 that receives a

first key code signal 19 (Specification, p. 11, lines 5-6); an IR transmitter 23 that

transmits a second key code signal 22 (Specification, p. 11, lines 17-21); and a

keypad that includes a key that corresponds to a key code. The key code

corresponds to a function of an electronic consumer device. First key code

signal 19 is generated by modulating the key 'code onto a first carrier signal

having a radio frequency band. Second key code ‘signal 22 is generated by

modulating the key code onto a second carrier signal having an infrared

frequency band. ‘

Dependent claim 14 is directed to the remote control device of claim 13,

but includes the limitation that the key cOde corresponds to the function and to a

second function. The second function corresponds to a second electronic

consumer device. Dependent claim 16 is directed to the remote control device of

claim 14, but includes the limitation that the key code comprises a first binary

number and a secOnd binary number. The first binary number corresponds to

the function, and the second binary number corresponds to the second function.
Dependent claim 18 is directed to the remote control device of claim 13,

but includes the limitation that a codeset comprises timing information and a

plurality of key codes. Each key code is a binary number and corresponds to a

different function of the electronic consumer device. Furthermore, the timing

information defines how the binary number is modulated onto the first carrier

signal (Specification, p. 11, lines 26-28). .

Amended Appeal Brief 7
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D. lndegendent Claim 19

Claim 19 is directed to a key code generator device and a means for

relaying key codes from the key code generator device through a remote control

device. The key code generator device generates a first key code and a second

key code. Claim 19 recites a “means for relaying said first key code and said

second key code from said key code generator device thrOugh a remote control

device.” More specifically, the first key code corresponds to a function of a first

electronic consumer device, and the second key code corresponds to the same

'function of a second electronic consumer device (Specification, p. 15, lines 25-

26). As illustrated in Figure 1, the corresponding structure includes remote

control device 1 1. ‘

E. lndegendent Claim 22 V

Claim 22 is directed to remote control device 11 comprising a key pad, RF

receiver 21, IR transmitter 23, and a means for receiving a key code from RF

receiver 21 and for sending the key code to IR transmitter 23. Claim 24 recites

that the corresponding structure includes a microcontroller integrated circuit

(Specification, p. 13, line 27).

F. Independent claim 25 .

Independent claim 25 is directed to a method for relaying a key code from

key code generator 12 to an electronic consumer device through remote control

device 11, and includes the steps 101 through 105 depicted in figure 2. Claim 25

recites a method of (a) receiving keystroke indicator signal 16 from remote

control device 11 (Specification, p. 6, lines 26—28); (b) using keystroke indicator

signal 16 to generate a key code within key code generator device 12

(Specification, p. 8, lines 14-16); (c) modulating the key code onto a carrier signal

thereby generating first key code signal 19 (Specification,p. 8, lines 26—29); and
(d) transmitting a key code signal from key code generator device 12 to remote

control device 11 (Specification, p. 11, lines 4-7) and transmitting the key code

. Amended Appeal Brief 8
Application Serial No. 10l737,029

0185



0186

Appellant: Daniel SauFu Mui
Serial No.: 10/737,029

Filing Date: December 16, 2003
Docket No.: ZlL-568

signal to an electronic consumer device from remote control device 11. .

Dependent claim 26 is directed to the method of claim 25 but includes the

limitation that the key code is part of a codeset, and the codeset is not stored in

remote control device 11 (Specification, p. 19, lines 11-13);

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL

The following are grounds of rejection to be reviewed on appeal:

1) Claims'13-16, 19, 22, and 24-26 stand rejected under 35 USC §102(e),

as being anticipated by Wouters et al. (US Patent 6,915,109).

2) Claims 1.3-4, 9 stand rejected under 35 USC §103(a) as being

unpatentable over Pope (US Patent 5,963,624) in view of McNair et al. (US

Patent 5,595,342).

3) Claim 2 stands rejected under 35 USC §103(a) as being unpatentable

over Pope in view of McNair and further in view of Goldstein (US Patent

5,410,326).

4) Claim 5 and 10 stand rejected under 35 USC §103(a) as being

unpatentable over Pope in view of McNair and further in view of Teskey (US

Patent 6,747,568).

5) Claim 6 stands rejected under 35 USC §103(a) as being unpatentable

over Pope in view of McNair and further in view of August et al. (US Patent

5,671,267).

6) Claim 7 stands rejected under 35 USC §103(a) as being unpatentable

over Pope in view of McNair and further in view of Wouters.

7) Claim 8 stands rejected under 35 USC §103(a) as being unpatentable

over Pope in view of McNair in view of Wouters and further in view of August.

Amended Appeal Brief
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8) Claim 18 stands rejected under 35 USC §103(a) as being unpatentable

over Wouters in view of Teskey.

9) Claim 20-21 stand rejected under 35 USC §103(a) as being

unpatentable over Wouters in view of August.

10) Claim 23 stands rejected under 35 USC §103(a) as being

unpatentable over Wouters in view of Pope. ‘

- VII. ARGUMENT _
A. Claims 13-16, 19, 22, and 24-26 (1st ground of reiectionj

Claims 13-16, 19, 22 and 24-26 are rejected under 35 U.S.C. § 102(e) as

being anticipated by'Wouters et al. US Patent 6,915,109. (Office Action, p. 4,

lines 1-2). “A rejection for anticipation under section 102 requires that each and

every limitation of the claimed invention be disclosed in a single prior art

reference.” In re Paulsen, 30 F.3d 1475. 1478-79, 31 USPQZd 1671, 1673 (Fed.

Cir. 1994) citing In re Spada, 911 F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed.

Cir. 1990).

1. Independent claims 13 and 22

Claim 13 recites, “A remote control device comprising: a receiver that

receives a first key code signal . . . within a radio frequency band; a transmitter -

that transmits a second key code signal . . . within an infrared frequency band;

and a M. . (emphasis added). Claim 22 recites, “A remote control device,

comprising: a k_eypa_d; an RF receiver; an lRtransmitter (emphasis added).

Wouters does not form the basis for a valid rejection under § 102(e)

because Wouters does not disclose all of the limitations of either claim 13 or

claim 22. Although Wouters discloses a system of devices including an IR

remote control unit 3 in room 1 and an RF receiver 13 and an IR transmitter 14 in

room 2, Wouters does not disclose a device with a keypad that both receives a
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signal within a radio frequency band and transmits a signal within an infrared

frequency band.

The Examiner has not alleged that Wouters discloses a single device with

a keypad that both receives an RF signal and transmits an IR signal. Instead,

the Examiner state's, “Wouters et al. teaches a remote control which includes the

system of devices 1 and 2 (figure 1) comprising a receiver receiving a RF

modulated remote control signal (col. 4 lines 25--28) and a transmitter transmitting

an infrared modulated signal generated from the received RF signal (col. 4 lines

28-33).” (Office Action, p. 4, lines 3-6). The Examiner’s statement that Wouters

discloses a system of devices 1 and 2 that comprise an RF receiver and an IR

transmitter is insufficient to allege a prima facie case of anticipation of claims that

recite a device comprising a keypad, a receiver and a transmitter. In fact, the

only keypad disclosed in Wouters is on remote control unit 3, which is located. in

a separate room (room 1) from RF receiver 13 and IR transmitter 14 (room 2).

The remote control unit 3 described at column 4, lines 48-57, includes IR

transmitter 4 and RF transmitter 8, but does not include an RF receiver. Thus,

the Examiner does not'state that Wouters discloses a single device with a

keypad, an RF receiver and an IR transmitter. Nor does Wouters disclose a

device with all three of these elements.

In the Advisory Action, the Examiner states, “Regarding applicant’s

argument regarding the system of devices as disclosed by Wouters, it is the

examiner’s position that the remote control device as claimed, is not limited to a

single ho_"using (Advisory Action p. 2, lines 2--3) (emphasis added). The
Examiner then again cites column 4 lines 25-28, column 4, lines 28-33 and

column 4, lines 44-58, of Wouters as disclosing all of the elements of claims 13 _

and 22. The Examiner is improperly interpreting the claim term "remote control

device" contrary to how that term is used in the claims and in the specification.

Both claims 13 and 22 recite a "device" and not a “system". As the term "remote

control device" is depicted in the drawings and used in the specification, such a
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“remote control device" does not describe a “system" with an RF receiver in one

‘ room of a house and an RF transmitter in another room of the house.

Finally, this statement that disavows any claim Scope to a "remote control

device" with an RF receiver in one room and an RF transmitter in another room is

dispositive to claim interpretation. By virtue of this disclaimer of claim scope, the

term a “remote control device” is to be interpreted as excluding a “system” with

multiple Components in separaterooms. E Invitrogen Corporation v. Biocrest

Manufacturing, 327 F.3d 1364, 1368, 66 USPQZd 1631, 1633 (Fed. Cir. 2003);

lnverness Med. Switz. GmbH v. Princeton Biomeditech Corp., 309 F.3d, 1365,

1372, 64 USPQZd 1926, 1932 (Fed. Cir. 2002); Rheox, 276 F.3d at 1327, 61

USPQ2d at 1374; CVl/Beta Ventures, Inc. v. Tura LP, 112 F.3d 1146, 1159, 42

. USPQZd 1577, 1583 (Fed. Cir. 1997); Southwall Techs. Corp. v. Cardinal [6 C0,,

54 F.3d 1570, 1576, 34 USPQZd 1673, 1676 (Fed. Cir.), cert. denied, 116 S.Ct.

515 (1995).

Because Wouters does not disclose all of the elements of either claim 13

or claim'22, reversal of the improper §102(e) rejection of claims 13 and 22 by the

Board is requested.

2. Dependent claims 14-16

Claim 14 recites “said key code corresponds to a second function of a

second electronic consumer device, as well as to said function of said electronic

consumer device” (emphasis added). Wouters does not disclose one key code

that corresponds to two separate functions of two different electronic consumer

devices.

The Examiner has not stated that Wouters discloses a single key code

that corresponds to two separate functions. Instead, the Examiner states, "A key

code corresponding to a second and third key code is therefore transmitted

based on the selected key." (Office Action, p. 4, lines 10-11) (emphasis added).

In addition, the Examiner states that “Wouters teaches a key code generator (3)

for generating key codes for controlling different function on various electrical
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appliances (col. 1 lines 24-26, col. 3 lines 21-35). The key codes for controlling

the different devices inherently include a first and second key code." (Office

Action, p. 2, lines 17-20) (emphasis added). However, claim 14 does not recite a

first and second key code. Instead, claim 14 recites “said key code", “said
function” and “a second function". The Examiner has not stated that Wouters

discloses one key code that corresponds both to a function of an electronic

consumer device as well as to a second function of a second electronic

consumer device. .

Claim 16 recites “said key code comprises a first binary number and a

second binary number, said first binary number corresponding to said function,

and said second binary number corresponding to said second function" I I

(emphasis added). Wouters does not disclose a single key code that comprises

two binary numbers, one corresponding to the function of one electronic

consumer device, and the other corresponding to a second function'of a second

electronic consumer device.

The Examiner has not presented a prima facie argument of anticipation of

claim 16 because the Examiner has not stated that Wouters discloses a key code

compriSing both (i) a first binary number that corresponds to a function of an

electronic consumer device as well as (ii) a second binary number that

corresponds to a second function of a second electronic consumer device.

Instead, the Examiner simply states, “The data from the memory is inherently

store as binary data. The key code therefore comprises binary data." (Office

Action, p. 4, lines 13-14). The Examiner does not mention a first binary number

of a key code corresponding to a first function, as well as a second binary

number of the same key code corresponding to a second function.

Claims 14-16 depend directly or indirectly from claim 13. In addition to the

reasons explained above, dependent claims 14-16.are allowable for at least the

same reasons for which claim 13 is allowable. Reversal of the improper §102(e)

rejection of claims 14-16 by the Board is requested.
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3. Dependent claim 24

Claim 24 recites that the means of claim 22 is a microcontroller. The

means of claim 22 is a “means for receiving a key code from said RF receiver”.
The EXaminer states that Wouters discloses “a microcontroller in the form of a

microprocessor for receiving the key code (col.‘4 lines 52-55)” (Office Action, p.

5, lines 1-2). The passage of Wouters cited by the Examiner, however, does not

disclose a microprocessor for receiving a key code from an RF receiver.

The remote control unit disclosed in the passage cited by the Examiner

does-not include an RF receiver. Therefore, the central processing unit (CPU)

that is inside remote control unit 3 ofVWouters does not receive a key code from .

any RF receiver. Instead, Wouters discloses that the CPU determines which

code needs transmitting based on which key is tapped by the user. (No keypad

is included in the devices in room 2 of Wouters.) Wouters explains:

“In this case the user taps a key, the CPU (Central processing unit)
inside the remote control determines which code (corresponding to the

tapped key) needs transmitting (by IR or RF) and fetches the required

data from its memory which comprises a data base or other means in

which tapped codes are linked to data to be transmitted" (Wouters, col.

4, lines 57-62) (emphasis added).

Thus, Wouters does not disclose a microcontroller that receives a key code from

an RF receiver.

Claim 24 depends from claim 22. In addition to the reasons explained

above, dependent claim 24 is allowable for at least the same reasons for which

claim 22 is allowable. Reversal of the § 102(e) rejection and allowance of claim

24 are requested.

4. Independent claim 19

Claim 19 recites, “said codeset including said first key code and said

second key code, wherein said first key code corresponds to a selected function

of a first electronic consumer device, and wherein said second key code
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corresponds to said selected function of a second electronic consumer device"

(emphasis added). Wouters does not form-the basis for a valid rejection under

§102(e) because Wouters does not disclose a codeset that includes two key

codes: one- key code corresponding to a function of one electronic consumer

device, and the other key code corresponding to the‘same function (“said

selected function") of another electronic consumer device.

The Examiner has not presented a prima facie argument of anticipation of

claim 19 because the Examiner has not stated that Wouters discloses the two

recited key codes that correspond to the same function on different electronic

consumer devices. Nor has the Examiner stated that Wouters discloses that

those two key codes are included in a codeset stored on a key code generator

device. In fact, Wouters does not mention key codes that correspond to the -

, same function on separate electronic consumer devices. \

Because Wouters does not disclose all of the elements of claim 19,

reversal of the improper §102(e) rejection of claim 19 by the Board is requested.

5. Independent claim 25

Claim 25 recites, “receiving a keystroke indicator signal from a remote

control device; . . . transmitting said key code signal from said key code

generator device to said remote control device, wherein said remote control

‘ device tranSmits said key code signal to an electronic consumer device." .

(emphasis added). Wouters does not form the basis for a valid rejection of claim

25 under § 102(e) because Wouters does not disclose (i) receiving a keystroke

indicator signal from a remote control device, (ii) transmitting a key code signal to

the remote control device, and then (iii) transmitting the key code signal from the

remote control device to an electronic consumer device.

The Examiner has not stated a prima facie case of anticipation because

that Examiner has not alleged that Wouters discloses (i) receiving a signal m

remote control device, (ii) transmitting a second signal to the remote control
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device, and (iii) transmitting a third signal from the remote control device.

Instead, the Examiner states that Wouters discloses:

“receiving a key stroke indicator signal (5) from a remote control (3)

and the key code indicator signal is used by key code generator 8 _
to generate a key code (col. 3 lines 21-30); modulating the key

code signal unto a carrier and transmitting the key code to th_e

remote control (12) (col. 4 lines 28-33) and the remote control

transmit the key code to the electronic device (col. 3 lines 31-34).
Wouters et al. teaches the key code receive by the remOte control

is demodulated, decoded and transmitted to the appliance (col. 4

lines 25-37).” (Office Action, p. 5, lines 3-9) (emphasis added)

The Examiner argues that the recited “keystroke indicator signal” is disclosed by

infrared signal 5 of Wouters. Moreover, the Examiner argues that the recited

“remote control device” is infrared remote control unit 3 of Wouters. But then the

Examiner improperly argues that the item labeled 12 in room 2 of Wouters is also

the recited remote control device. This is improper. The Examiner has engaged

in improper claim construction by arguing (i) that the recited remote control

device from which a keystroke indicator signal is received is disclosed by item 3‘

in room 1 of Wouters for purposes of one claim limitation, and (ii) that the same

recited remote control device is disclosed by item 12 in room 2 of Wouters for

purposes of another limitation of the same claim. Alternatively, the Examiner is

arguing that the recited remote control device is in two rooms of Wouters at the

same time. Therefore, Wouters does not disclose the recited remote control

device from which a first signal is received and to which a second signal is

transmitted.

An additional reason why the Examiner’s argument fails is that Wouters

does not disclose that item 12 in figure 1 is a remote control device. The

reference numeral 12 does not appear at all in the specification of Wouters.

Because Wouters does not disclose all of the elements of claim 25.

reversal of the imprOper §102(e) rejection of claim 25 by the Board is requested.
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6. Dependent claim 26

Claim 26 recites, “wherein said codeset is not stored on said remote

control device". The Examiner states that infrared remote control unit 3 of

Wouters discloses the recited “remote control device". (Office Action, p. 5, line 4)

The Examiner also states, “The key code is therefore not stored in the memory of

the remote control" (Office Action, p. 5, lines 9-10). First, the Examiner has not

stated a prima facie case of anticipation of claim 26 because claim 26 does not

recite “wherein the key code is not stored on said remote control device".

Second, Wouters does net disclose that a codeset is not stored on infrared

remote control unit 3. [In fact, Wouters suggests the Contrary:

“In this system a remote control unit is used which comprises both an

IR transmitter and an antenna for transmission of RF signals. In this

case the user taps a key, the CPU (Central processing unit) inside the

remote control determines which code (corresponding to the tapped

key) needs transmitting (by IR or RF) and fetches the reguired data

from its memom which comprises a data base or other means in which

tagged codes are linked to data to be transmitted.” (Wouters, col. 4,

lines 54-62) (emphasis added).

Third, dependent claim 26 is allowable for at least the same reasons for

which claim 25 is allowable because claim 26 depends from claim 25. Reversal

of the improper §102(e) rejection of claim 26 by the Board is requested.

B. Claims 1I 3-4 and 9 (2nd ground of reiection)

Claims 1, 3-4 and 9 are rejected under 35 U.S.C. § 103(a) as being

unpatentable over Pope (USP 5,963,624) in view of McNair et al. (USP

- 5,595,342) (Office Action, p. 6, lines 1-2). To establish a prima facie case of

obviousneSs, the Examiner must demonstrate that “the reference (or references

when combined) must teach or suggest all the claimed limitations.“ MPEP §

2142.
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1. Independent claim 1

Claim 1 recites, “(a) receiving a keystroke indicator signal from a remote I

control device; (b) generating a key code within a key code generator device . . .

generating a key code signal”. The combination of Pope and McNair does not

form the basis for a valid rejection of claim 1 under § 103(a) because the

references when combined do not teach (i) generating a key code within a key

code generator device, (ii) a keystroke indicator signal as well as a key code

signal, or (iii) modulating a key code.

(i) Neither Pope nor McNair teaches generating a key code within a

key code generator device.

The Examiner states that “Pope teaches receiving a keystroke indicator

signal which contains an indication of a key on the remote control device 10 that

was pressed (col. 2 lines 61-col. 3 line 19), generating a key code (codes for

communicating the control function to the appliances) within the code generator

1_2_ (Office Action, p. 6, lines 3-6) (emphasis added). Pope does not,

however, teach generating a key code within base unit 12. The appliance control

code that is transmitted by base unit 12 of Pope is not generated within base unit

12. Instead, base unit 12 receives the appliance control codes from handset

10/50. In Pope, a digital cordless telephone~handset 10/50 is used as a universal

remote control device to control electrical appliances. Pope explains:

“The present invention uses a digital cordless telephone handset to

store a variety of appliance control codes. These appliance control
codes can be transmitted to a base unit. The base unit can

translate the appliance control codes to control signals such as

infrared Control signals, to control an electrical appliance" (Pope,

col. 1, lines 31-36) (emphasis added). See also Pope, col. 2, lines
48-52 and 63-65.

The appliance control codes are not generated within thebase unit 12 of Pope.

Instead, the appliance control codes are transmitted from the handset 10/50 to

the base unit 12, where they (are translated to control signals. Base unit 12 of

Pope does not receive a keystroke indicator and then generate a key code.
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Thus, Pope does not teach the recited “receiving a keystroke indicator signal

from a remote control device” (emphasis added). Pope states, “Once an

appliance control code is received by the base unit, the base unit will know to

, transfer the control code to an appliance” (Pope, col. 4, lines 49-51) (emphasis

added). Thus, in Pope, an appliance control code is received by base unit 12

and is then transferred to an appliance; the appliance control code is not

generated within base unit 12.

(ii) Pope and McNair do not teach both a keystroke indicator signal

and a key code signal.

The Examiner states that “Pope teaches receiving a keystroke indicator

signal which contains an indication of a key on the remote control device 10 that

was pressed (col. 2 lines 61-col. 3 line 19), . . (Office Action, p. 6, lines 3-6).

Nowhere, however, does Pope teach a keystroke indicator signal in the passage

cited by the Examiner; which is reproduced below in its entirety:

.“Keypad 30 includes the numbers 1-9, the "star" and the "pound"

key. Additionally, "up arrow" key 30a and t'down arrow" key 30b can

be used to scroll through a menu. A "transmit" key 300 can be used

to transmit the appliance control code once the appliance control

has been selected. In one embodiment, the user gets into the menu

by pressing an "up arrow" or a "down arrow" key. Alternately a ,

"menu" button (not shown) is used. The keys for numbers 1-9 can

have different meanings once the user is-in the menu. Menu

functions can be printed above the normal telephone control keys.

FIG. 1 shows compact disc, television, cable and AC signal control

menu-function buttons. The setup menu can be entered. one of

these buttons pressed, and then using the up and down arrows, the
Specific controls for a given electrical appliance can be scrolled ~

through. The different appliance controls can be listed in the order
of frequency of use. Fbr example, the "mute" function could be the
first function listed in each menu selection.

Alternately, individual functions can be mapped with the

associated buttons of the keypad, and a display 32 need not be
used. Buttons similar to-a "shift," "alt," and "control" on a normal

computer keypad can be used to change the meanings of buttons

"0" to "9" "star," and "pound." The different meanings associated

with different buttons can be printed in different colors, which are
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the same colors of the associated buttons "shift," "alt," or "control.""

(Pope, col. 2, line 61 — col. 3, line 19) (emphasis added)

Thus, the passage of Pope above teaches appliance controls and appliance

control codes but does not teach a keystroke indicator signal as the Examiner

maintains.

‘ Moreover, it is improper to construe the appliance control codes of Pope

to teach both a keystroke indicator signal and a key code signal. According to

the tenets of claim differentiation, a “keystroke indicator signal” cannot be

interpreted to be the same as a “key code signal". Such a claim interpretation is

presumptively unreasonable. @, $94, Karlin Tech. Inc. v. Surgical Dynamics

Inc., 177 F.3d 968, 50 USPQZd 1465, 1468 (Fed. Cir. 1999). In addition, such a

claim interpretation would render claim 1 internally inconsistent because

“keystroke indicator/key code" information that was already received by the key

code generator device would later be generated by the key code generator

device. Thus, Pope does not teach both a keystroke indicator and a key code.

The handset 10/50 of Pope transmits an appliance control code and not a

keystroke indicator.

(iii) Neither Pope nor McNair teaches modulating a key code.

The Examiner admits that Pope is silent on teaching modulating a key

code onto a carrier signal. (Office Action, p. 6, line 7) Moreover, McNair does

not teach modulating a key code. McNair does not teach a key code. And the

Examiner does not state that McNair teaches modulating a key code onto a

carrier signal. Instead, the Examiner states that McNair teaches “the control

signal is modulated” (Office Action, p. 6, line 8). This is insufficient to establish a

prima facie case of obvidusness. ~

Moreover, there would be no motivation to combine McNair with Pope

even if McNair did disclosea limitation of claim 1 (which it does not). McNair is

directed to a control system for a gas-fired, central heating system and does not

concern key code signals for electronic consumer devices.
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Therefore, Pope and McNair do not form the basis for a valid rejection

under§ 103(a) because neither Pope nor McNair teaches (i) generating a key

code within a key code generator device, (ii) a keystroke indicator signal as well

as a key code signal, or (iii) modulating a [key code. In addition, there is no

motivation to combine McNair with Pope to arrive at all of the limitations of

claim 1. For these reasons, reconsideration of the § 103(a) rejection and

allowance of claim 1 are requested.

2. Dependent claims 3-4 and 9

Claim 9 recites, “said key code generated in (b) is part of a codeset, and

wherein said remote control device does not store said codeset" (emphasis

added). With respect to base claim 1, the Examiner states that “Pope teaches

receiving a keystroke indicator signal, which contains an indication of a key on the

remote control device 10” (Office Action, p. 6, lines 344) (emphasis added).

Thus, the Examiner considers that handset 10 of Pope teaches the remote

control device recited-in claim 9. The Examiner then states, “The code

generated by the code generator is not store in the remote control because it is

' transmitted to the appliances" (Office Action, p. 6, lines 18-19). This incorrectly

, characterizes the teachings of Pope. The appliance control codes of Pope are

indeed stored on handset 10 and are transmitted from handset 10 to base unit

12. Pope explains:

“The present invention uses a digital cordless telephone handset to

store a variety of appliance control codes. These appliance control
codes can be transmitted to a base unit. The base unit can

translate the appliance control codes to control signals such as'

infrared control signals, to control an electrical appliance" (Pope,

col. 1, lines 31-36) (emphasis added)

“The cordless digital telephone handset includes a memory 66 . . .

used to store the appliance control codes. Preferably, the appliance

control codes can be transmitted to the base unit 12 . . (Pope,

col. 2, lines 48-52) (emphasis added);
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“Fig. 2 is a diagram of a handset 50 of the present invention. . . .

The appliance control codes are stored in a memom 6 " (Pope, col.
4, lines 17-28) (emphasis added).

Base unit 12 does not generate the appliance control codes. instead, base unit

12 receives the appliance control codes, which were stored in memory 66 of

handset 10, and then translates the appliance control codes into infrared control

‘ signals. Thus, Pope does not teach that handset 10 does not store a codeset.

Claims 3-4 and 9 depend from claim 1. In addition to the reasons

explained above, dependent claims 3-4 and 9 are allowable for at least the same

reason for which claim 1 is allowable. Reversal of the § 103(a) rejection and

allowance of claims 3—4 and 9 by. the Board is requested.

C. Dependent claim 2 (3rd ground of reiectionl

Claim 2 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and further in view of Goldstein (USP 5,410,326) (Office

Action, p. 7, lines 1-2). I

Claim 2 includes the following limitations of base claim 1, “(a) receiving a

keystroke indicator signal from a remote control device; (b) generating a key

code within a key code generator device . . Claim 2 also recites ‘Wherein said

key code signal is transmitted in (d) from said key code generator device to said

remote control device".

None of Pope, McNair or Goldstein teaches either (i) generating a key

code within a key code generator device or (ii) both a keystroke indicator signal

and a key code signal. Moreover, the Examiner seems to admit that Pope and

McNair are silent on teaching that the key code generator transmits the key code

signal to the remote control device. (Office Action, p. 7, lines 4-10). And

Goldstein does not teach this limitation. _ .

None of Pope, McNair or Goldstein teaches transmitting a key code signal

from the key code generator device back to the remote control device. The fact

that Goldstein may teach sending an IR code or an entire codeset from a cable
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television converter box to a remote control device to update the remotecontrol

device does not teach transmitting a key code signal from a key code generator

. device back to the remote control device. Indeed, Goldstein does not teach

transmitting a key code signal as opposed to a key code or a codeset. The cable

television converter box of Goldstein does not teach a key code generator.

because the cable television converter box 'of Goldstein receives complete

codesets from a remote database or is loaded with complete codesets.

(Goldstein, col. 15, lines 20-68; col. 17, lines 62-67). The television converter

box of Goldstein is not a key code generator because the GLUE logic 95 in the

universal remote control 5, as opposed to the television converter box,.generates

the IR sequences from the codes. Goldstein states:

“The glue logic 95 will supply the IR sequences from codes, stored

in the RAM 90, upon command of the user. . . . These codes

describe carrier frequencies, pulse widths and pulse duration to be

generated to the glue logic 95 for producing infrared pulses from

the infrared diode 97" (Goldstein, col. 13, lines 23-33) (emphasis

added).

Thus, Goldstein does not teach transmitting a key code signal from a key code

generator.

In addition, to establish obviousness, there must be “something in the prior

art as a whole to suggest the desirability, and thus the obviousness of making the

combination.” Interconnect Planning Corp. v. Feil, 774 F.2d 1132, 1143, 227

USPQ 543, 551 (Fed. Cir. 1985) quoting Lindemann Maschinenfabrik GMBH v.

American Hoist Derrick Co., 730 F. 2d 1452, 1462, 221 USPQ 481, 488 (Fed.

Cir. 1984). The motivation posited by the Examiner to combine Goldstein and

Pope is non-existent. The Examiner states that Goldstein teaches “a cable box

transmitting key codes to the remote control in order to update the remote control

with new Control codes." (Office Action, p. 7, lines 11-13) (emphasis added). But

there would be no motivation to update the remote control device of claim 2 with

new codesets, as allegedly taught by Goldstein, because claim 2 does not recite

that any key code or codeset is ever stored on the remote control device. Claim
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2 recites transmitting a key code signal to the remote control device and does not

recite transmitting a codeset to the remote control device. The motivation

proposed by the Examiner would only result in a combination wherein codesets,

or at least key codes, are stored on a remote control device.

The combination of Pope, McNair and Goldstein does not form the basis

for a valid rejection of claim 2 under § 103(a) because the combination does not

teach (i) generating a key code within a key code generator device; (ii) both a

keystroke indicator signal and a key code signal, or (iii) transmitting a key code

signal from the key code generator device back to the remote control device.

Furthermore. there is no motivation to combine the teachings of Goldstein with

the teachings of Pope and McNair in such a way as to obtain all of the limitations

of claim 2. Therefore, reversal of the improper § 103(a) rejection of claim 2'by

the Board is requested.

D. Dependent claims 5 and 10 (4th ground of rejection)

Claims 5 and 10 are rejected under 35 U.S.C. § 103(a) as being

unpatentable over Pope in view of McNair and further in view of Teskey (USP

6,747,568) (Office Action, p. 7, lines 14-16).

Claims 5 and 10 dependdirectly or indirectly from claim 1 and include the

following limitations of claim 1: “(a) receiving a keystroke indicator signal from a

remote control device; (b) generating a key code within a key code generator

device . . None of Pope, McNair or Teskey teaches (i) generating a key code

within a key code generator device or (ii) both a keystroke indicator signal and a

key code signal.

In addition, claim 10 recites that “said timing information describes a digital

one and a digital zero”. The Examiner admits that Pope ”is silent on teaching the

key code comprises timing information defining the binary number (ones and

zeros) in modulated.” But the Examiner states that Teskey “teaches the format

of the remote control signal having the necessary timing and modulation

information (col. line 60-col. 4 line 8)” (Office Action, p. 8, lines 7-10). Teskey
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does not, however, teach “the necessary timing and modulation information.”

The passage of Teskey cited by the Examiner does not teach timing information

that defines a digital one or a digital zero. In fact, Teskey does not mention a

digital one, a digital zero or any type of mark/space representation.

The combination of Pope, McNair and Teskey does not form the basis for

a valid rejection of either claim 5 or claim 10 under§ 103(a) because the

combination does not teach (i) generating a key code within a key code

generator device or (ii) both a keystroke indicator signal and a key code signal.

And'with regard to claim 10, Teskey does" not teach timing information that

defines a digital one or a digital zero. Therefore, reversal of the improper ‘

§ 103(a) rejection of claims 5 and 10 by the Board is requested.

E. Dependent claim 6 (5th ground of rejection)

Claim 6 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and further in view of August (USP 5,671,267) (Office

Action, p. 8, lines 16-18). I

Claim 6 inclUdes the following limitations of base claim 1, "(a) receiving a

keystroke indicator signal from a remote control device; (b) generating a key

code within a key code generator device . . None of Pope, McNair or August

teaches (i) generating a key code within a key code generator device or (ii) both

a keystroke indicator signal and a key code signal.

In addition, claim 6 recites, "(e) pressing a power-on key of said remote

control device causing said remote Control device to transmit said keystroke

indicator signal that is received in (a), wherein said key code signal transmitted in

(g) is received onto an electronic consumer device, and wherein said pressing in

(e) causes said electronic consumer device to turn on" (emphasis added). The

Examiner states that Pope "is not explicit in teaching transmitting a keystroke

indicator signal that cause the appliance to turn on. One skill in the art

recognizes that a remote control is generally use in turning an appliance on/off

and is further evidence by August at al. (col. 8 lines 3-5)" (Office Action, p. 8, line
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20 — p. 9, line 2). The Examiner has not presented a prima facie case of

obviousness because the Examiner has not stated that August teaches a remote

control device transmitting a keystroke indicator signal. Indeed, August does not

teach a keystroke indicator signal. The passage of August cited by the Examiner

teaches handset unit 10 of August using a key code signal, as opposed to a

keystroke indicator signal, to turn a television set on and off. Interpreting a

“keystroke indicator signal" to be the same as a “key code signal” would be

Contrary to the tenets of claim differentiation.

The combination of Pope, McNair and August does not teach (i) receiving

a keystroke indicator signal from a remote control device, (ii) generating a key

code within a key code generator, and (iii) transmitting a key code signal from the

key code generator to an electronic consumer device to turn on the electronic

consumer device. Nor does the combination teach both a keystroke indicator

signal and a key code signal.” Reversal of the improper § 103(a) rejection of

claim 6 by the Board is requested.

F. Dependent claim 7 (6th ground of rejection)

Claim 7 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and further in view of Wouters (Office Action, p. 9, lines

8-10).

Claim 7 includes the following limitations of base claim‘1, “(a) receiving a

keystroke indicator signal from a remote control device; (b) generating a key

code within a key code generator device . . The combination of Pope, McNair

and Wouters teaches neither (i) generating a key code within a key code

generator device nor (ii) both a keystroke indicator signal and a key code signal.

In addition, claim 7 recites “wherein said key code signal is received by

said remote control device”. The Examiner states that “Pope teaches the remote

control receiving key code signals (infrared control signal) from a controller (col. 4

lines 52-56)" (Office Action, p. 9, lines 11-12). The Examiner has not presented

a prima facie case of obviousness because the Examiner has not stated that
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Pope teaches a remote control device that receives a key code signal from a key

' code generator device that generated the key code. The passage of Pope cited

by the Examiner teaches receiving an infrared signal from a controller, such as a

television remote control. The cited passage does not teach receiving a key

code signal from a key code generator device. Interpreting a “remote control

device" to be the same as a “key code generator device" recited in the same

claim onId be contrary to the tenets of claim differentiation.

' The combination of Pope, McNair and Wouters does not form the basis for

a valid rejection of claim 7 under § 103(a) because the combination does not

teach any of (i) generating a key code within a key code generator device, (ii)

both a keystroke indicator signal and a key code signal, or (iii) receiving a key

code signal from the_key code generator device back on the remote control

device. Therefore, reversal of the improper § 103(a) rejection of claim 7 by the

Board is requested.

G. Dependent claim 8 17th ground of rejection)

.Claim 8 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and in view of Wouters and further in view of August

(Office Action, p. 10, lines 1—3).

The four-way combination of Pope, McNair, Wouters and August does not

form the basis for a valid rejection of claim 8 under § 103(a) for the same

reasons explained above with relation to claims 1 and 7. The 4-way combination

does not teach any of (i) receiving a key code signal from the key code generator

device back on the remote control device, (ii) both a keystroke indicator signal

and a key Code signal, or (iii) generating a key code within a key code generator

device.

Furthermore, it is impermissible to “pick and choose" individual elements

among the references to recreate the claimed invention because "[o]ne cannot

use hindsight reconstruction to pick and. choose among isolated disclosures in

the prior art to deprecate the clamed invention." In re Fritch, 972 F.2d 1260,
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1266, 23 USPQZd 1780, 1784 (Fed. Cir. 1992) citing In re Fine. 837 F.2d

1071,1075, 5 USPQZd 1596,1600 (Fed. Cir. 1988). There is no motivation to

combine the'teachings of the four-way combination in such a way as to obtain all

of the limitations of claim 8. For these reasons, reversal of the improper § 103(a)

rejection of claim 8 by the Board is requested.

H. Dependent claim 18 (8th ground of rejection)

Claim 18 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Wouters in view of Teskey (Office Action, p. 10, lines 14-15).

_ The combination of Wouters and Teskey does not form the basis fora

valid rejection of claim 18 under§ 103(a) for the same reasons explained above

with relation to claim- 13. Neither Wouters nor Teskey discloses a device with a

keypad that both transmits an IR signal and receives an RF signal.

Because combination of Wouters and Teskey does not disclose all of the

elements of claim 18, reversal of the improper § 103(a) rejection of claim 18 by

the Board is requested.

l. Dependent claims 20-21 (9th ground of rejection)

Claims 20-21 are rejected under 35 U.S.C. § 103(a) as being

unpatentable over Wouters in view of August (Office Action, p. 11, lines 6-7).

Both claim 20 and claim 21 depend from claim 19 and incorporate the

limitations of claim 19. The combination of Wouters and August does not form

the basis for a valid rejection of either claim 20 or claim 21 under § 103(a) for the

same reasons explained above with relation to claim 19. Neither Wouters nor

August discloses a codeset that includes two key codes: one key code

corresponding to a function of one electronic consumer device, and the other key

code corresponding to the same function of another electronic consumer device.

The Examiner has not presented a prima facie argument of obviousness

because the Examiner has not stated that the combination of Wouters and

August discloses a codeset with two recited key codes that correspond to the
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same function on different electronic consumer devices. Neither Wouters nor

August teaches the recited codeset with key codes that correspond to the same.

function on separate electronic consumer devices. August does not mention a

codeset. '

Because combination of Wouters and August does not disclose a codeset

with two key codes that correspond to the same function on two electronic

consumer devices, reversal of the improper § 103(a) rejection of claims 20-21 by

the Board is requested.

J. Dependent claim 23 (10th ground of reiection)

Claim 23 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Wouters in view of Pope (Office Action», p. 11, lines 18-19).

Claim 23 depends from claim 22 and incorporates the limitations of claim

22. The combination of Wouters and Pope does not form the basis for a valid

rejection of claim 23 under § 103(a) for the same reasons explained above with

relation to claim 22. Neither Wouters nor Pope. teaches a device with a keypad,

a radio frequency receiver and an infrared transmitter.

The RF receiver, IR transmitter and keypad of Wouters are not on the

same device. The remote control unit 3 of Wouters does not include an RF

receiver. Pope does not teach an RF receiver. And POpe even teaches against

including an IR transmitter on the handset. Pope explains:

”One advantage of having the infrared transmitter attached to the

base unit 12 is that the base unit 12 can be typically powered by

house current. Since no battem is used, the infrared transmitter can

draw more power than is used in battery-type systems. For

example, if a button is continuously pressed in a battery-type

' system, in order to conserve power the infrared signal is not

continuously sent, but is sent intermittently. The base unit 12

connected to AC power need not be limited in this fashion.

Additionally, it is also possible to have the base unit 12 supply a

greater amount of power to the infrared transmitter to transmit a

greater amount of infrared energy. In this manner, it may be
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possible for the infrared bulb to not be focused directly towards the

appliance” (Pope, col. 3, lines 46-60) (emphasis added).

Thus, Pope teaches aWay from the limitation of claim 23 because “it suggests

that the line of development flow from the reference’s disclosure is unlikely to be.

productive of the result sought by the applicant." In re Gurley, 27 F.3d 551, 553,

31 USPQ2d 1130, 1131 (Fed. Cir. 1994). ’

Because the combination of Wouters and Pope does not disclose all of the

limitations of claim 23 as explained above with relation to claim 22, reversal of

the improper §103(a) rejection of claim 23 by the Board is requested.

Vlll. CONCLUSION

The Examiner has not) established a prima facie case of anticipation or

obviousness. With regard to independent claims 13 and 22, Wouters does net

disclose a device with a keypad that both receives a signal within a radio

frequency band and transmits a signal within an infrared frequency band. With

regard to independent claim 19, Wouters does not disclose a codeset that

includes two key codes: one key code corresponding to a function of one

electronic consumer device and‘the other key code corresponding to the same

function of another electronic consumer device. With regard to independent

claim 25, Wouters does not disclose (i) receiving a keystroke indicator signal

form a remote control device, (ii) transmitting a key code signal to the remote

control device, and then (iii) transmitting the key code signal from the remote

cOntrol device to an electronic consumer device. With regard to independent

claim 1, the combination of Pope and McNair does not teach (i) generating a key

' code within a key code generator device, (ii) a key stroke indicator signal as well
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as a key code signal, or (iii) modulating a key code. The Board is requested to

reverse the §102 and §103_rejections of claims 1-10, 13-16, 18-26.
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IX. CLAIMS APPENDIX 
1. (original): A method comprising:-

(a) receiving a keystroke indicator signal from a remote control device;

(b) generating a key code within a key code generator device;

(0) modulating said key code onto a carrier signal, thereby generating a

key code signal; and I

(d) transmitting said key code signal from said key code generator device.

2. (original): The method of Claim 1, wherein said key code signal is transmitted

in (d) from said key code generator device to said remote control device.

3. (original): The method of Claim 1, wherein said key code signal is transmitted

in (d) from said key‘code generator device to an electronic consumer device.

4. (original): The method of Claim 1, wherein said key code consists of a binary

number.

5. (original): The method of Claim 1, wherein said key code comprises a binary

number and timing information, and wherein said timing information defines how

said binary number is modulated in (0) onto said carrier signal.

6'. (original): The method of Claim 1, further comprising:

(e) pressing a power-on key of said remote control device causing said

remote control device to transmit said keystroke indicator signal that is received

in (a), wherein said key code signal transmitted in (d) is received onto an

electronic consumer device, and wherein said pressing in (e) causes said

electronic consumer device to turn on.
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7. (original): The method of Claim 1, wherein said carrier signal is in a radio

frequency band, wherein said key code signal is receiVed by said remote control

device, and wherein said method further comprises:
(e) modulating said key code onto a second carrier signal, thereby

generating a second key code signal, said modulating being performed on said

remote control device wherein said second carrier signal is in an infrared

frequency band; and

(f) transmitting said second key code signal from said remote control
device to an electronic consumer device.

8. (original): The method of Claim 7, further comprising:

(9) pressing a power-on key of said remote control device causing said

remote control device to transmit said keystroke indicator signal that is received

in (a), wherein the pressing in (9) causes said electronic consumer device to turn

on.

9. (original): The method of Claim 1, wherein said key code generated in (b) is

part of a codeset, and wherein said remote control device does not store said

codeset.

10. (original): The method of Claim 9, wherein said codeset comprises timing

information and a plurality of key codes, and wherein said timing information

describes a digital one and a digital zero. .

11. (previously presented): A method comprising:

(a) receiving a keystroke indicator signal frOm a remote control device;
(b) generating a key code within a key code generator device;

(0) modulating said key code onto a carrier signal, thereby generating a

key code signa|;-and , V

(d) transmitting said key code signal from said key code generator device,

wherein a codeset comprises a plurality of key codes, each one of said plurality

33

0210



0211

of key codes Corresponding to a function of an electronic consumer device, and

wherein no more than a single one of said plurality of key codes is present on

said remote control device at any given time.

12. (original): The method of Claim 11, wherein said function of said electronic

consumer device is taken from the group consisting of: power on, power off,

channel advance, channel back, volume up, volume down, cursor up. cursor

down, cursor right, cursor left, select, play, record, stop, fon/vard, back and

pause.

13. (previously presented): A remote control device comprising:

a receiver that receives a first key code signal, wherein said first key code

signal is generated by modulating a key code onto a first carrier signal, said first

carrier signal falling within a radio frequency band;

a transmitter that transmits a second key code signal, wherein said

second key code signal is generated by modulating said key code onto a second

carrier signal, said second carrier signal falling within an infrared frequency band;

and

a keypad that includes a key that corresponds to said key code, wherein

said key code corresponds to a function of an electronic consumer device.

14. (original): The device of Claim 13, wherein said, key code corresponds to a

second function of a second electronic consumer device, as well as to said

function of said electronic consumer device. '

15. (original): The device of Claim .14, wherein said transmitter transmits a third

key code signal, and wherein said third key code signal is generated by

modulating said key code onto a third carrier signal.

16. (original): The device of Claim 14, wherein said key code comprises a first

binary number and a second binary number, said first binary number
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corresponding to said function, and said second binary number corresponding to

said second function.

17. (previously presented): A deVice comprising:

a receiver that receives a first key code signal, wherein said first key code

signal is generated by modulating a key code onto a first carrier signal, said first

carrier signal falling within a radio frequency band;

a transmitter that transmits a second key code signal, wherein said

second key code signal is generated by modulating said key code onto a second

carrier signal, said second carrier signal falling within an infrared frequency band;

and

a keypad that includes a key that corresponds to said key code, wherein

said key code corresponds to a function of an electronic consumer device, A

wherein said keypad includes a second key that corresponds to a second key

code, wherein a third key code signal is generated by modulating said second

key code onto a third carrier signal, wherein said third key code signal is received

by said receiver, and wherein both said first key code and said second key code

are not both stored in said device at the same time.

18. (original): The device of Claim 13, wherein a codeset comprises timing

information and a plurality of key codes, wherein each of said plurality of key\

codes corresponds to a different function of said electronic consumer device,

wherein said key code is a binary number, and wherein said timing information

defines how said binary number is modulated onto said first carrier signal.

19. (previously presented): A system comprising:

a key code generator device that generates a first key code and a second

key code, wherein a codeset is stored on said key code generator device, said

codeset including said first key code and said second key code, wherein said first

key code corresponds to a selected function of a first electronic consumer
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device, and wherein said second key code corresponds to said selected function

of a second electronic consumer device; and

means for relaying said first key code and said second 'key code from said

key code generator device through a remote control device to said first electronic

consumer device and to said second electronic consumer device without

simultaneously storing both said first key code and said second key code on said

remote control device.

20. (original): The system of Claim 19, wherein said selected function is taken

from the group consisting of: power on, power off, channel advance, channel

back, volume up, volume down, cursor up, cursor down, cursor right, cursor left,

select, play, record, stop, forward, back and pause.

21. (original): The system of Claim 19, wherein said selected function is power

on, and wherein said System automatically determines when said first electronic

consumer device powers on.

22-. (previously presented): A remote control device, comprising:

a keypad; ‘

an RF receiver;

an IR transmitter; and

means for receiving a key code from said RF) receiver and for sending said

key code to said lR transmitter such that said key code is modulated onto an IR

carrier signal, said IR carrier signal with said key code modulated thereon being

transmitted from said remote control device by said IR transmitter.

23. (original): The remote control device of Claim 22, wherein said key code is

not stored on said remote control device immediately prior to said means

receiving the key code.
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24. (original): The remote control device of Claim 22, wherein said means is a

microcontroller.

25. (previously presented): A method comprising:

(a) receiving a keystroke indicator signal from a remote control device;

‘(b) using said keystroke indicator‘signal to generate a key code, wherein a

key code generator device generates said key code;

(c) modulating said key code onto a carrier signal and thereby generating

a key code signal; and

(d) transmitting said key code signal from said key code generator device

to said remote control device, wherein said remote control device transmits said

key code signal to an electronic consumer device.

26. (previously presented): The method of Claim 25, wherein said key code

generated in (b) is part of a codeset, and wherein said codeset is not stored on

said remote control device.
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X. EVIDENCE APPENDIX

No evidence has been submitted pursuant to 37 C.F.R. §§ 1.130, 1.131 or

1.132. No affidavit or declaration has been submitted under § 1.130 to disqualify

a commonly owned patent or a published application as prior art. No affidavit or

declaration of a prior invention has been submitted under§ 1.131. No affidavit or

declaration traversing rejections or objections has been submitted under § 1.132.

No such evidence was entered by the Examiner and relied upon by Appellants in

this appeal.

In the rejections that are to be reviewed in this appeal, the Examiner has

not relied upon any non-patent documents.

_ XI. RELATED PROCEEDINGS APPENDIX

No decision has yet been rendered by a court or the Board in this or any

V related proceeding.
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S.umma of Claimed Subect Matter. The inde endent claim 17 should be ma ed to the s eciflcation accordin to
page and line number, paragraph number, or to the drawings, if any.

 

deJ
Leneetha L. Dyar
Patent Appeal Center Specialist
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July 23, 2007

MAIL STOP APPEAL BRIEF— PATENTS
COMMISSIONER FOR PATENTS

PO. Box 1450

ALEXANDRIA, VA 22313-1450

 

Re: Applicant: Daniel SauFu Mui

Assignee: ZiLOG Inc.

Title: “Relaying Key Code Signals Through a Remote Control
Device"

Serial No.: 10/737,029 Filed: December 16, 2003
Examiner: Vernal U. Brown Art Unit: 2612

Atty. Docket No.: ZlL-568

Dear Sir:

Transmitted herewith are the following documents:

(1) twice amended appeal brief (38 pages); ‘
(2) return postcard; and

'(3) this transmittal sheet.

E] No additional Fee is required.

[I The fee has been calculated as shown below:

CLAIMS AS AMENDED
REMAINING ‘ HIGHEST NO. EXTRA
AFTER PREVIOUSLY PAID CLAIMS
AMENDMENT PRESENT

TOTAL CLAIMS 

INDEP. CLAIMS

Total Additional Claim Fee

 

Fee for Appeal Brief [§41.20(b)(2)] (PREVIOUSLY PAID)

Fee for Request for Oral Hearing [§41.20(b)(3)]

Fee for Extension of Time (_ month) [§1.17(a)(1)] 
[:1 A check is attached for the amount of:

I hereby certify that this correspondence is being Respectfufly submitted,deposited with the United States Postal Service as First
Class Mail in an envelope addressed to: Mail Stop
Appeal Brief - Patents, Commissioner for Patents, P.O. .

Box1450. exandria.VA22313-1450. J . X”
By Darien K. Wallace Darlen K. Wallace

. ‘ Attorney for Applicants
Date of Deposit: July 23. 2007 Reg. NO- 53.736
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Appellant: Daniel SauFu Mui

Assignee: ZiLOG, Inc.

Title: “Relaying Key Code Signals Through a Remote Control Device"

Appl. No.: 10/737,029 ‘ Filing Date: December 16, 2003

Examiner: Vernal U. Brown " Art Unit: 2612

Docket No.: ZlL-568 ‘

July 23, 2007

Mail Stop Appeal Brief - Patents
COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, VA 22313-1450

APPEAL BRIEF

This twice amended Appeal Brief is filed pursuant to 37 CFR §.41.37 in

. support of the appeal noticed on February 19, 2007.

. I. REAL PARTY IN INTEREST
The real party in interest is the assignee, ZiLOG, Inc., as named in the

caption above.

II. RELATED APPEALS AND INTERFERENCES

Based on information and belief, there are no appeals or interferences that

could directly affect or be directly affected by or have a bearing on the decision by

the Board of Patent Appeals and Interferences (the “Board”) in the pending appeal.

lll. STATUS OF CLAIMS

-The application at issue, filed 'on December 16, 2003, included 24 claims.

In an amendment dated July 28, 2006, claims 25-26 were added. Claims 1-26

are subject to this Appeal.

0219
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. lV. STATUS OF AMENDMENTS

An amendment dated December 19, 2006, was filed subsequent to a final

Office action dated October 19, 2006 (“Office Action"). An Advisory Action dated

February 7, 2007 (“Advisory Actibn"), stated that the amendment was entered.

The advisory action included an explanation of how the amended claims would

be rejected.

V. SUMMARY OF CLAIMED SUBJECT MATTER ‘

The following summary pursuant to 37 CFR §41.37(c)(1)(v) is a concise

explanation of the claims and is to be read in light of the disclosure. This

summary does-not limit the claims. (E MPEP §1206).

An embodiment of Appellant’s novel system 10 is illustrated in figure 1

(replicated below). System 10 relays a key code through a remote control device
39'

. DATABASE 0F
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' to an electronic consumer device. The key code is not stored in the remote ,

control device in a permanent manner, but rather is relayed through the remote

control device. System 10 includes a remote control device 11, a key code

generator device 12, a first electronic consumer device 13 (a VCR) and a second.

electronic consumer device‘14 (a TV).

Upon receiving a keystroke indicator signal from remote control 11, key

code generator 12 identifies the particular codeset usable to communicate with

the selected electronic consumer device. The keystroke indicator signal contains

an indication of a key on the remote control that was pressed, which corresponds

to a function of the selected electronic consumer device. Using the identified

codeset and the indication of the pressed key, key code generator 12 generates

a key code and modulates that key code onto a radio frequency carrier signal,

thereby generating a first key code signal 19. Remote control 11 receives first.

key code signal 19 from key code generator 12 and modulates the key code onto

an infrared frequency carrier signal, thereby generating a second key code signal

22.‘ Remote control 11 relays the key code to the selected electronic consumer

device in second key code signal 22. The key cede causes the selected

electronic consumer device to perform the desired function.

A. Independent claim 1

Independent claim 1 is directed to a method of generating a key code

within a key code generator device, as described in steps 101 through 104 in

figure 2 (replicated below). As shown in figures 1 and 2, claim 1 recites a

method of (a) receiving keystroke indicator signal 16 from remote control device

. 11 (Specification, p. 6, lines 26-28); (b) generating a key code within key code

generator device 12 (Specification, p. 8, lines 14-16);(c) modulating the key code

onto a carrier signal thereby generating first key code signal 19 (Specification, p.

8, lines 26-29); and (d) transmitting key code signal 19 from key code generator

device 12 (Specification, p. 11, lines 4-5). ‘

Amended Appeal Brief 3
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A CODESET USABLE TO COMMUNICATE WITH AN ELECTRONIC
CONSUMER DEVICE IS IDENTIFIED TO A KEY CODE GENERATOR
DEVICE (FOR EXAMPLE, BY A USER USING A REMOTE CONTROL

DEVICE AND AN ON-SCREEN DISPLAY)

100

 

THE USER PRESSES A KEY ON THE REMOTE CONTROL DEVICE, AND A
CORRESPONDING KEYSTROKE INDICATOR SIGNAL IS SENT TO THE 101

KEY CODE GENERATOR DEVICE, THE KEY CORRESPONDS TO A
DESIRED FUNCTION OF THE ELECTRONIC CONSUMER DEVICE

THE KEY CODE GENERATOR DEVICE USES THE IDENTIFIED CODESET 102
TO GENERATE A KEY CODE CORRESPONDING TO THE PRESSED KEY

THE KEY CODE GENERATOR DEVICE MODULATES THE KEY CODE
ONTO A FIRST CARRIER SIGNAL'(FOR EXAMPLE, AN RF SIGNAL), 103

' THEREBY GENERATING A FIRST KEY CODE SIGNAL

THE FIRST KEY CODE SIGNAL IS TRANSMITTED FROM THE KEY CODE 104GENERATOR DEVICE AND TO THE REMOTE CONTROL DEVICE

THE REMOTE CONTROL DEVICE RECEIVES THE FIRST KEY CODE
SIGNAL AND RELAYS THE KEY CODE BY TRANSMITTING THE KEY
CODE IN A SECOND KEY CODE SIGNAL, THE SECOND KEY CODE 105
SIGNAL USES A SECOND CARRIER SIGNAL (FOR EXAMPLE, AN IR

SIGNAL) TO CARRY THE KEY CODE 
THE SECOND KEY CODE SIGNAL IS RECEIVED ONTO THE ELECTRONIC

CONSUMER DEVICE 105

THE KEY CODE CAUSES THE ELECTRONIC CONSUMER DEVICE TO 107- PERFORM THE DESIRED FUNCTION ,

FIG. 2

Dependent claim 2 is directed to the method .of claim 1, but includes the

limitation that first key code signal 19 is transmitted from key code generator I

device 12 to remote control device 11 (Specification, p. 11‘_, lines 6-7).

Dependent claim 3 includes a limitation that first key code Signal 19 is transmitted

from key code generator 12 to the selected electronic consumer device
(Specification, p. 12, lines 13-15). Dependent claim 4 includes the limitation that

the key code consists of a binary number (Specification, p. 8, lines 18-20) as

depicted in figure 3 (replicated below).

'Amended Appeal Brief 4
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Dependentclaim 5 includes the limitation that the key code comprises a

binary number and timing information. The timing information defines how said

binary number is modulated onto the carrier signal to generate first key code

signal 19 (Specification, p. 9,. lines 9-11) as depicted in figures 4 and 5

(replicated below). '
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FIG. 5

Dependent claim 6 includes the limitation that keystroke indicator signal
16 corresponds to a power-on function, and first key code signal 19 is received
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onto an electronic consumer device and causes the electronic consumer device

to bepowered on. Dependent claim 7 recites that first key code signal 19 is

received by remote control device 11 and includes the further steps of (e)

modulating the key code onto a second carrier signal, thereby generating second

key code signal 22 (Specification, p. 11, lines 8-11) and (f) transmitting second

key code signal 22 to the selected electronic consumer device (Specification,

p. 12, |ines1-_3). Claim 7 also includes the limitation that the first carrier signal is

in a radio frequency band and the second carrier signal is in an infrared

frequency band.

Dependent claim 8 is directed to the method of claim 7, but includes a

further limitation that keystroke indicator signal 16 corresponds to a power-on

function, and second key code signal 22 causes the selected electronic

consumer device to be powered on (Specification, p. 12, lines 4-7).

Dependent claim 9 includes the limitation that the key code is part of a

codeset and that the codeset is not stored in remote control device 11

(Specification, p. 19, lines 11-13). Dependent claim 10 is directed to the method

of claim 9, but includes a limitation that the codeset comprises timing information

and a plurality of key codes. Furthermore, the timing information describes a

digital one and a digital zero, as described at page 11, lines 26-28, of the

Specification.

B. Independent claim 11

Independent claim 11 is directed to a method of relaying key codes

through a remote control device to an electronic consumer device, wherein no

more than a single key code is present on the remote control device at any given

time. Figure 1 shows that a keystroke indicator signal 16 is received from a

remote control device 11. (Specification, p. 6, lines 26-28). A key code generator

device 12 then generates a key code. (Specification, p. 8, lines 14-16). Each key

code corresponds to a function of an electronic consumer device 13. The key

code is then modulated onto a carrier signal to generate a key code signal 19.

Amended Appeal Brief 6
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(Specification, p. 8, lines 26-29). Examples of key code signal 19 are also shown

in figures 4 and 5. Key code signal 19 is then transmitted from key code

generator device 12 to remote control device 11. (Specification, p. 11, lines 4—5).

No more than a single key code is present on remote control device 11 at any

given time.

C. Independent claim 13

independent claim 13 relates to remote control device 11 shown in

\ .

figure 1. Remote control device 11 comprises: an RF receiver 21 that receives a

first key code signal 19 (Specification, p. 11, lines 5-6); an IR transmitter 23 that

transmits a second key code signal 22 (Specification, p. 11, lines 17-21); and a

keypad that includes a key that corresponds to a key code. The key code

corresponds to a function of an electronic consumer device. First key code

signal 19 is generated by modulating the key code onto a first carrier signal

having a radio frequency band. Second key code signal 22 is generated by

modulating the key code onto a second carrier signal having an infrared

frequency band.

Dependent claim 14 is directed to the remote control device of claim 13,

but includes the limitation. that the key code corresponds to the function and to a

second function. The second function corresponds to a second electronic

consumer device. Dependent claim 16 is directed to the remote control device of

claim 14,'but includes the limitation that the key code comprises a first binary

number and a second binary number. The first binary, number corresponds to

the function, and the second binary number corresponds to the second function.

Dependent claim 18 is directed to the remote control device of claim 13,

but includes the limitation that a codeset comprises timing information and a

plurality of key codes. Each key code is a binary number and corresponds to a

different function of the electronic consumer device. Furthermore, the timing

information defines how the binary number is modulated onto the first carrier

signal (Specification, p. 11, lines 26-28).

Amended Appeal Brief ~ 7
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D. Independent claim 17

Independent claim 17 relates to remote control device 11 shown in

figure 1. Remote control device ‘11 comprises an RF receiver 21, an IR

transmitter 23 and a keypad. (Specification, p. 11, lines 4—21). RF receiver 21

receives a first key 'code signal 19 (Specification, p. 11, lines 4-7), and IR

transmitter 23 transmits a second key code signal 22 (Specification, p. 11, lines

20-21). The keypad includes a key that corresponds to a key code, which in turn

corresponds to a function of an electronic consumer device. (Specification, p. 6,

lines 21-25). First key code signal 19 is generated by modulating the key code _

onto a first carriersignal having a radio frequency band. Second key code signal

22 is generated by modulating the key code onto a second carrier signal having

an infrared frequency band. (Specification, p. 8, lines 26-32; p. 11, lines 12-19).

The keypad also includes a second key that corresponds to a second key

code. A third key code signal is generated by modulating the second key code

onto a third carrier signal that is received by RF receiver 21. Both the first key

code and the second key code are not both stored in remote control device 11 at

the same time. (Specification, p. 3, lines 22-24; p. 19,1lines 8-28). '

E. Independent Claim 19

Claim 19 is directed to a key code generator device and a means for

relaying key codes from the key code generator device through a remOte control

device. The key code generator device generates a first key code and a second

key code. Claim 19 recites a “means for relaying said first key code and said

second key code from said key code generator device through a remote control

device.” More specifically, the first key code corresponds to a function of a first

electronic consumer device, and the second key code corresponds to the same

function of a second electronic consumer device (Specification, p. 15, lines 25-

26). As illustrated in Figure 1, the corresponding structure includes remote

control device 11.

Amended Appeal Brief 8
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F. Independent Claim‘22

Claim 22 is directed to remote control device 11 comprising a key pad, RF

receiver 21, IR- transmitter 23, and a means for receiving a key code from RF

receiver 21 and for sending the key code to'lR transmitter 23. Claim 24 recites

that the corresponding structure includes a microcontroller integrated circuit

(Specification, p. 13, line 27).

G. Independent claim 25

Independent claim 25 is directed to a method for relaying a key code from

key code generator 12 to an electronic consumer device through remote control

device 11, and includes the steps 101 through 105 depicted in figure 2. Claim 25

recites a method of (a) receiving keystroke indicator signal16 from remote
control device 11 (Specification, p. ‘6, lines 26—28); (b) using keystroke indicator

signal 16 to generate a key code within key code generator device 12

(Specification, p. 8, lines 14-16); (c) modulating the key code onto a carrier signal

thereby generating first key code signal 19 (Specification, p. 8, lines 26-29); and

(d) transmitting a key code signal from key code generator device 12 to remote

'control device 11 (Specification, p. 11, lines 4-7) and transmitting the key code

signal to an electronic consumer device from remote control device 11.

Dependent claim 26 is directed to the method of claim 25 but includes the

, limitation that the key code is part of a codeset, and the codeset is not stored in

remote control device 11 (Specification, p. 19, lines 11-13).

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL

The following are grounds of rejection to be reviewed on appeal:

1) Claims 13—16, 19, 22 and 24-26 stand rejected under 35 USC §102(e)

as being anticipated by Wouters et al. (US Patent 6,915,109).

Amended Appeal Brief 9
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2) Claims 1, 3-4 and 9 stand rejected under 35 USC §103(a) as being

unpatentable over Pope (US Patent 5,963,624) in view of McNair et al. (US

Patent 5,595,342).

3) Claim 2 stands rejected under 35 USC §103(a) as being unpatentable

over Pope in view of McNair and further in view of Goldstein (US Patent

5,410,326).

4) Claim 5 and 10 stand rejected under 35 USC §103(a) as being
unpatentable over Pope in view of McNair and further in view of Teskey (US

Patent 6,747,568).

5) Claim 6 stands rejected under 35 USC §103(a) as being unpatentable

over Pope in view of McNair and further in view of August et al. (US Patent

5,671,267). '

6) Claim 7 stands rejected under 35 USC §103(a) as being unpatentable

over Pope in view of McNair and further in view of Wouters.

7) Claim 8 stands rejected under 35 USC §103(a) as being unpatentable

over Pope in view of McNair in view of Wouters and further in view of August.

8) Claim 18 stands rejected under 35 USC §103(a) as being unpatentable

over Wouters in view of Teskey.

9) Claim 20-21 stand rejected under 35 USC §103(a) as being

unpatentable over Wouters in view of August.

10) Claim 23 stands rejected under 35 USC §103(a) as being

unpatentable over Wouters in view of Pope.
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, VII. ARGUMENT

A. Claims 13-16I 19I 22 and 24-26 (1st ground of rejection)

Claims 13-16, 19, 22 and 24-26 are rejected under 35 U.S.C. § 102(e) as

being anticipated by Wouters et al. US Patent 6,915,109. (Office Action, p. 4,

lines 1-2). “A rejection for anticipation under section 102 requires that each and

every limitation of the claimed invention be disclosed in a single prior art »

reference." In re Paulsen, 30 F.3d 1475, 1478—79, 31 USPQ2d 1671, 1673 (Fed.

Cir. 1994) citing In re Spada, 911 F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed.

Cir. 1990).

1. Independent claims 13 and 22

Claim 13 recites, “A remote control device comprising: a receiver that

receives a first key code signal . . . within a radio frequency band; a transmitter

that transmits a second key code signal . . . within an infrared frequency band;

and a W . . (emphasis added). Claim 22 recites, “A remote control device,

comprising: a m; an RF receiver; an IR transmitter (emphasis added).

Wouters does not form the basis for a valid rejection under § 102(e)

because Wouters does not disclose all of the limitations of either claim 13 or

claim 22. Although Wouters discloses a‘system of devices including an lR

remote control unit 3 in room 1 and an RF receiver 13 and an IR transmitter 14 in

room 2, Wouters does not disclose a device with a keypad that both receives a

signal within a radio frequency band and transmits a signal within'an infrared

frequency band.

I The Examiner has not alleged that Wouters discloses a single device with

a keypad that both receives an RF signal and transmits an IR signal. Instead,

the Examiner states, “Wouters et al. teaches a remote control which includes the

system of devices 1 and 2 (figure 1) comprising a receiver receiving a RF

modulated remote control signal (col. 4 lines 25-28) and a transmitter transmitting

an infrared modulated signal generated from the received RF signal (col. 4 lines

28-33)." (Office Action, p. 4, lines 3—6). The E‘xaminer’s statement that Wouters

Amended Appeal Brief 11
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discloses a system of devices 1 and 2 that comprise an RF receiver and an IR

transmitter is insufficient to allege a prima facie case of anticipation of claims that

recitea device comprising a keypad, a receiver and a transmitter. in fact, the

only keypad disclosed in Wouters is on remote control unit 3, which is located in

a separate room (room 1)from RF receiver 13 and IR transmitter 14 (room 2).

The remote control unit 3 described at column 4, lines 48-57, includes IR

transmitter 4 and RF transmitter 8, but does not include an RF receiver. Thus,

- the Examiner does not state that Wouters discloses a single device with a

keypad, an RF receiver and an IR transmitter. Nor does Wouters disclose a

device with all three of these elements.

In the Advisory Action, the Examiner states,"‘Regarding applicant’s

argument regarding the system of devices as disclosed by Wouters,'it is the

examiner’s position that the remote control device as claimed, is not limited to a

single housing” (Advisory Action, p. 2, lines 2-3) (emphasis added). The

Examiner then again cites column 4, lines 25-28, column 4, lines 28-33 and

column 4, lines 44-58, of Wouters as disclosing all of the elements of claims 13
and 22. The Examiner is improperly interpreting the claim term “remote control

device” contrary to how that term isused in the claims and in the specification.

Both claims 13 and 22 recite a “device” and not a "system". As the term “remote

’ control device" is depicted in the drawings and used in the specification, such a

“remote control device" does not describe a “system” with an RF receiver in one

room of a house and an RF transmitter in another room of the house.

Finally, this statement that disavows any claim scope to a “remote control

device" with an RF receiver in one room and an RF transmitter in another room is

dispositive to claim interpretation. By virtue of this disclaimer of claim scope, the

term a"‘remote control device" is to be interpreted as excluding a “system” with

multiple components in separate rooms. & lnvitrogen Corporation v. Biocrest

Manufacturing, 327 F.3d 1364, 1368, 66 USPQZd 1631, 1633 (Fed. Cir. 2003);

lnverness Med. Switz. GmbH v. Princeton Biomeditech Corp., 309 F.3d, 1365,

1372, 64 USPQ2d 1926, 1932 (Fed. Cir. 2002); Rheox, 276 F.3d at 1327, 61
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USPQ2d at 1374; CVI/Beta Ventures, Inc. v. Tura LP, 112 F.3d 1146, 1159, 42

USPQ2d 1577, 1583 (Fed. Cir. 1997); Southwa/l Techs. Corp. v. Cardinal [6 Co.,

54 F.3d 1570, 1576, 34 USPQZd 1673, 1676 (Fed. Cir.), cert. denied, 116 S.Ct.

515 (1995). ‘ '

Because Wouters does not disclose all of the elements of either claim 13

or claim 22, reversal of the improper §102(e) rejection of claims 13 and 22 by the

Board is requested.

2. Dependent claims 14-16

Claim 14 recites “said key code corresponds to a second function of a

second electronic consumer device, as well as to said function of said electronic

consumer device" (emphasis added). Wouters does not disclose one key code

that corresponds to two separate functions of two different electronic consumer
devices.

The Examiner has not stated that Wouters discloses a single key code

that corresponds to two separate functions. Instead, the Examiner states, ”A key

code corresponding to a second and third key code is therefore transmitted

based on the selected key." (Office Action, p. 4, lines 10-11) (emphasis added).

In addition, the Examiner states that “Wouters teaches a key code generator (3)

for generating key codes for controlling different function on various electrical

appliances (col. 1 lines 24-26, cel. 3 lines 21-35). The key codes for controlling

the different devices inherently include a first and second key code." (Office

Action, p. 2, lines 17-20) (emphasis added). However, claim 14 does not recite a

first and second key code. Instead, claim 14 recites “said key code”, “said

function" and “a second function". The Examiner has not stated that Wouters

discloses one key code that corresponds both to a function of an electronic

consumer device as well as to a second function of a second electronic

consumer device.

Claim 16 recites “said key code comprises a first binary number and a

second binary number, said first binary number corresponding to said function,
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and said second binary number corresponding to said second function”

(emphasis added). Wouters does not disclose a single key code that comprises

two binary numbers, one corresponding to the function of one electronic

consumer device, and the other corresponding to a second function of a second ”

electronic consumer device.

The Examiner has not presented a prima facie argument of anticipation of

claim 16 because the Examiner has not'stated that Wouters discloses a key code

comprising both (i) a first binary'number that corresponds to a function of an

electronic consumer device as well as (ii) a second binary number that

corresponds to a second function‘of a second electronic consumer device.

Instead, the Examiner simply states, “The data from the memory is inherently

store as binary data. The key code therefore comprises binary data." (OffiCe

Action, p. 4, lines 13-14). The Examiner does not mention a first binary number

of a key code corresponding to a first function, as well as a second binary

number of the same key code corresponding to a second function. 1

Claims 14-16 depend directly or indirectly from claim 13. In addition to the

reasons explained above, dependent claims 14-16 are allowable for at least the

same reasons for which claim 13 is allowable. Reversal of the improper §102(e)

rejection of claims 14-16 by the Board is requested.

3. Dependent claim 24

Claim 24 recites that the means of claim 22 is a microcontroller. The

means of claim 22 is a “meansfor receiving a key code from said RF receiver'.

The Examiner states that Wouters discloses “a microcontroller in the form of a

microprocessor for receiving the key code (col. 4 lines 52-55)” (Office Action, p.

5, lines 1-2). The passage of Wouters cited by the Examiner, however, does not

disclose a microprocessor for receiving a key code from an RF receiver.

The remote control unit disclosed in the passage cited by the Examiner

does not include an RF receiver. Therefore, the central processing unit (CPU)

that is inside remote control unit 3 of Wouters does not receive a key code from
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any RF receiver. Instead, Wouters discloses that the CPU determines which

code needs transmitting based on which key is tapped by the user. (No keypad

is included in the devices in room 2 of Wouters.) Wouters explains:

“In this case the user taps a key, the CPU (Central processing unit)

inside the remote control determines which code (corresponding to the

tapped key) needs transmitting (by IR or RF) and fetches the required

data from its memory which comprises a data base or other means in

which tapped codes are linked to data to be transmitte " (Wouters, col.

4, lines 57-62) (emphasis added).

Thus, Wouters does not disclose a microcontroller that receives a key code from

an RF receiver.

Claim 24 depends from claim 22. In addition to the reasons explained

above, dependent claim 24 is allowable for at least the same reasons for which

claim 22 is allowable. Reversal of the § 102(e) rejection and allowance of claim

24 are requested.

4. Independent claim 19

Claim 19 recites, “said codeset including said first key code and said

second key code, wherein said first key code corresponds to a selected function

of a first electronic consumer device, and wherein said second key code

corresponds to said selected function of a second electronic consumer device”

(emphasis added). Wouters does not form the basis for a valid rejection under

§102(e) because Wouters does not disclose a codeset that includes two key

codes: one key code corresponding to a function of one electronic consumer

device, and the other key code corresponding to the same function (“said

selected functiOn") of another electronic consumer device.

The Examiner has not presented a prima facie argument of anticipation of

claim 19 because the Examiner has not stated that Wouters discloses the two

recited key codes that correspond to the same function on different electronic

consumer devices. Nor has the Examiner stated that Wouters discloses that
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thoSe two key codes are included in a codeset stored on a key code generator

device. In fact, Wouters does not mention key codes that correspond to the

same function on separate electronic consumer devices.

Because Wouters does not disclose all of the elements of claim 19,

reversal of the improper §102(e) rejection of claim 19 by the Board is requested.

5. Independent claim 25

Claim 25 recites, “receiving a keystroke indicator signal from a remote

control device; . . . transmitting said key code signal from said key code

generator device to said remote control device, wherein said remote control

device transmits said key code signal to an electronic consumer device."

(emphasis added). Wouters does not form the basis for a valid rejection of claim

25 under § 102(e) because Wouters does not disclose (i) receiving a keystroke

indicator signal from a remote control device, (ii) transmitting a key code signal to

the remote control device, and then (iii) transmitting the key code signal from the
remote control device to an electronic consumer device.

The Examiner has not stated a prima‘ facie case of anticipation because

. that Examiner has-not alleged that Wouters discloses (i) receiving a signal from a
 

remote Control device, (ii) transmitting a second signal to the remote control

device, and (iii) transmitting a third signal from the remote control device.
 

Instead, the Examiner states that Wouters discloses:

“receiving a key stroke indicator signal (5) from a remote control (3)

and the key code indicator signal is used by key code generator 8

to generate a key code (col. 3 lines 21-30); modulating the key

code signal unto a carrier and transmitting the key code to me
remote control (12) (col..4 lines 28-33) and the remote control

transmit the key code to the electronic device (col. 3 lines 31-34).

Wouters et al. teaches the key code receive by the remote control

is demodulated, decoded and transmitted to the appliance (col. 4

lines 25-37)." (Office Action, p. 5, lines 3-9) (emphasis added)

The Examiner argues that the recited “keystroke indicator signal” is disclosed by

infrared signal 5 of Wouters. Moreover, the Examiner argues that the recited
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“remote control device" is infrared remote control unit 3 of Wouters. But then the

Examiner improperlyargues that the item labeled 12 in room 2 of Wouters is also

the recited remote control device. This is improper. The Examiner has engaged

in improper claim construction by arguing (i) that the recited remote control

device from which a keystroke indicator signal is received is disclosed by item 3

in room 1 of Wouters for purposes of one claim limitation, and (ii) that the same

recited remote control device is disclosed by item 12 in room 2 of Wouters for

purposes of another limitation of the same claim. Alternatively, the Examiner is

arguing that the recited remote control device is in two rooms of Wouters at the

same time. Therefore, Wouters does not disclose the recited remote control

device from which a first signal is received and to which a second signal is

transmitted.

An additional reason why the Examiner’s argument fails is that Wouters

does not disclose that item 12 in figure 1 is a remote control device. The

reference numeral 12 does not appear at all in the specification of Wouters.

Because WOuters does not disclose all of the elements of claim 25,

reversal of the improper §102(e) rejection of claim 25 by the Board is requested.

6. Degendent claim 26

Claim 26 recites. “wherein said codeset is not stored on said remote

control device". The Examiner states that infrared remote control unit 3 of

Wouters discloses the recited “remote control device". (Office Action, p. 5, line 4)

The Examiner also states, “The key code is therefore not stored in the memory of

the remote control” (Office Action, p. 5, lines 9-10). First, the Examiner has not

stated a prima facie case of anticipation of claim 26 because claim 26 does not

recite "wherein the key code is not stored on said remote control device".

Second, Wouters does not disclose that a codeset is not stored on infrared

remote control unit 3. In fact, Wouters suggests the contrary:
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“In this system a remote control unit is used which comprises both an

IR transmitter and an antenna for transmission of RF signals. In this

case the user taps a key, the CPU (Central processing unit) inside the

remote control determines which code (corresponding to the tapped

key) needs transmitting (by IR or RF) and fetches the reguired data

from its memom which comprises a data base or other means in which

tapped codes are linked to data to be transmitted."-(VVouters, col. 4,

lines 54-62) (emphasis added).

Third, dependent claim 26 is allowable for at (least the same reasons for

which claim 25 is allowable because claim 26 depends from claim 25. Reversal

of the improper §102(e) rejection of claim 26 by the Board is requested.

B. Claims 1I 3-4 and 9 (2nd ground of rejection)

Claims 1, 3-4 and 9'are rejected under 35 U.S.C. § 103(a) as being

unpatentable over Pope (USP 5,963,624) in view of McNair et al. (USP

5,595,342) (Office Action, p. 6, lines 1-2). To establish a prima facie case of

obviousness, the Examiner must demonstrate that "the reference (or references

when combined) must teach or suggest all the claimed limitations.“ MPEP §

2142.

1. Independent claim 1

Claim 1 recites, “(a) receiving a keystroke indicator signal from a remote

control device; (b) generating a key code within a key code generator device . . .

generating a key code signal". The combination of Pope and McNair does not

form the basis for a valid rejection of claim 1 under § 103(a) because the

references when combined do nOt teach (i) generating a key code within a key

code generator device, (ii) a keystroke indicator signal as well as a key code

signal, or (iii) modulating a key code.
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(.i) Neither Pope nor McNair teaches generating a key code within a
key code generator device.

The Examiner states that “Pope teaches receiving a keystroke indicator

signal which contains an indication of a key on the remote control device 10 that

was pressed (col. 2 lines 61-col. 3. line 19), generating a key code (codes for

communicating the control function to the appliances) within the code generator

g (Office Action, p. 6, lines 3-6) (emphasis added). Pope does not,

however, teach generating a key code within base unit 12. The appliance control

code that is transmitted by base unit 12 of Pope is not generated within base unit
12. Instead, base unit 12 receives the appliance control codes from handset

10/50. In Pope, a digital cordless telephone handset 10/50 is used as _a universal

remote control device to control electrical appliances. Pope explains:

“The present invention uses a digital cordless telephone handset to

. store a variety of appliance control codes. These appliance control
codes can be transmitted to a base unit. The base unit can

translate the appliance control codes to control signals such as

infrared control signals, to control an electrical appliance" (Pope,

col. 1, lines 31-36) (emphasis added). See also Pope, col. 2, lines
48-52 and 63-65.

The appliance control codes are not generated within the base unit 12 of Pope.

Instead, the appliance control codes are transmitted from the handset 10/50 to

the base unit 12, where they are translated to control signals. Base unit 12 of

Pope does not receive a keystroke indicator and then generate a key code.

Thus, Pope does not teach the recited “receiving a keystroke indicator signal

from a remote control device" (emphasis added). Pope states, “Once an

appliance control code is received by the base unit, the base unit will know to

transfer the control code to an appliance" (Pope, col. 4, lines 49-51) (emphasis

added). Thus, in Pope, an appliance control code is received by base unit 12

and is then transferred to an appliance; the appliance control code is not ‘

generated within base unit 12.
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_ (ii) Pope and McNair do not teach both a keystroke indicator signal

and a key code signal.

The Examiner states that “Pope teaches receiving a keystroke indicator

signal which contains an indication of a key on the remote control device 10 that

was pressed (col. 2_ lines 61-col. 3 line 19), . . (Office Action, p. 6, lines 3-6).

Nowhere, however, does Pope teach a keystroke indicator signal in the passage

cited by the Examiner, which is reproduced below in its entirety:

“Keypad 30 includes the numbers 1-9, the "Star" and the "pound" ~
key. Additionally, "up arrow" key 30a and "down arrow" key 30b can

be used to scroll through a menu. A "transmit" key 30c can be used

to transmit the appliance control code once the appliance control

has been selected. In one embodiment, the user gets into the menu

by pressing an "up arrow" or a "down arrow" key. Alternately a

"menu" button (not shown) is used. The keys for numbers 1-9 can

have different meanings once the user is in the menu. Menu

functions can be printed above the normal telephone control keys.

FIG. 1 shows compact disc, television, cable and AC signal control
menu-function buttons. The setup menu can be entered, one of

these buttons pressed, and then using the up and down arrows, the

specific controls for a given electrical appliance can be scrolled

through. The different appliance controls can be listed in the order

of frequency of use. For example, the "mute" function could be the
first function listed in each menu selection.

Alternately, individual functions can be mapped with the

associated buttons of the keypad, and a display 32 need not be
used. Buttons similar to a "shift," "alt,“ and "control" on a normal

computer keypad can be used to change the meanings of buttons

"0" to "9," "star," and "pound." The different meanings associated

with different buttons can be printed in different colors, which are

the same colors of the associated buttons "shift," "alt," or "control."”

(Pope, col. 2, line 61 — col. 3, line 19) (emphasis added) ‘

Thus, the passage of Pope above teaches appliance controls and appliance

control codes but does not teach a keystroke indicator signal as the Examiner

maintains.

Moreover, it is improper to construe the appliance control codes of Pope

to teach both a keystroke indicator signal and a key code signal. According to

the tenets of claim differentiation, a "keystroke indicator signal" cannot be
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interpreted to be the same as a “key code signal". Such a claim interpretation is

presumptively unreasonable. E, Egg Karlin Tech. Inc. v. Surgical Dynamics
Inc., 177 F.3d 968, 50 USPQZd 1465, 1468 (Fed. Cir. 1999). In addition, such a

claim interpretation would render claim 1 internally inconsistent because

“keystroke indicator/key code” information that was already received by the key

code generator device would laterbe generated by the key code generator

device. Thus, Pope does not teach both a keystroke indicator and a key code.

The handset 10/50 of Pope transmits an appliance control code and not a

keystroke indicator. I

1 (iii) Neither Pope nor McNair teaches modulating a key code.

The Examiner admits that Pope is silent on teaching modulating a key

code onto a carrier signal. (Office Action, p. 6, line 7) Moreover, McNair does

not teach modulating a key code. McNair does not teach a key code. And the

Examiner does not state that McNair teaches modulating a key code onto a

carrier signal. Instead, the Examiner states that McNair teaches “the control

signal is modulated" (Office Action, p. 6, line 8). This is insufficient to establish a

prima facie case of obviousness.

Moreover, there would be no motivation to combine McNair with Pope

even if McNair did disclose a limitation of claim 1 (which it does not). McNair is

directed to a control system for a gas-fired, central heating system and does not

' concern key code signals for electronic consumer devices.

Therefore, Pope and McNair do not form the basis for a valid rejection

under § 103(a) because neither Pope nor McNair teaches (i) generating a key

code within a key code generator device, (ii) a keystroke indicator signal as well

as a key code signal, or (iii) modulating a key code. In addition, there is no

motivation to combine McNair with Pope to arrive at all of the limitations of

claim 1. For these reasons, reconsideration of the § 103(a) rejection and

allowance of claim 1 are requested.
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~ 2. Dependent claims 3-4 and 9

Claim 9 recites, “said key code generated in (b) is part of a codeset, and

wherein said remote control device does not store said codeset" (emphasis

added). With respect to base claim 1, the Examiner states that “Pope teaches

receiving a keystroke indicator signal which contains an indication of a key on the

remote control device 10" (Office Action, p. 6, lines 3—4) (emphasis added).

Thus, the Examiner considers that handset 10 of Pope teaches the remote

control device recited in claim 9. The Examiner then states, “The code

generated by the code generator is not store in the remote control because it is

transmitted to theappliances” (Office Action, p. 6, lines 18-19). This incorrectly

Characterizes the teachings of Pope. The appliance control codes of Pope are

indeed stored on handset 10 and are transmitted from handset 10 to base unit

12. Pope explains:

“The presentIinvention uses a digital cordless telephone handset t

store a variety of appliance control codes These appliance control
codes can be transmitted to a base unit. The base unit can

translate the appliance control codes to control signals such as

infrared control signals, to control an electrical appliance" (Pope,

col. 1, lines 31-36) (emphasis added)

“The cordless digital telephone handset includes a memory 66 . . .

used to store the appliance control codes. Preferably, the appliance

control codes can be transmitted to the base unit 12 . . (Pope,

col. 2, lines 48-52) (emphasis added).

 

I"Fig. 2 is a diagram of a handset 50 of the present invention. . . .
The appliance control codes are stored in a memom 6 ” (Pope, col.

4, lines 17-28) (emphasis added).

Base unit 12 does not generate the appliance control codes. Instead, base unit

12 receives the appliance control codes, which were stored in memory 66 of

handset 10, and then translates the appliance control codes into infrared control

signals. Thus, Pope does not teach that handset 10 does not store a codeset.
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Claims 3-4 and 9 depend from claim 1. In addition to the reasons

explained above, dependent claims 3-4 and 9 are allowable for at least the same

reason for which claim 1 is allowable. Reversal of the § 103(a) rejection and

allowance of claims 3-4 and 9 by the Board is requested.

C. Dependent claim 2 (3rd ground of reiection)

Claim 2 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and further in view of Goldstein (USP 5,410,326) (Office

Action, p. 7,'lines 1-2). _

Claim 2 includes the following limitations of base claim 1, “(a) receiving a

keystroke indicator signal from a remote control device; (b) generating a key

code within a key code generator device . . Claim 2 also recites “wherein said

key code signal is transmitted in (d) from said key code generator device to said

remote control device”. _ _

None of Pope, McNair or Goldstein teaches either (i) generating a key

code within a key code generator device or (ii) both a keystroke indicator signal

and a key code signal. Moreover, the Examiner seems to admit that Pope and

McNair are silent on teaching that the key code generator transmits the key code

signal to'the remote control device. (Office Action, p. 7, lines 4-10). And ‘

Goldstein does not teach this limitation.

None of Pope, McNair or Goldstein teaches transmitting a key code signal

from the key code generator device back to the remote control device. The fact

that Goldstein may teach sending an IR code or an entire codeset from a cable

television converter box to a remote control device to update the remote control

device does not teach transmitting a key code signal from a key code generator

device back to the remote control device. Indeed, Goldstein does not teach

transmitting a key code signal as opposed to a key'code or a codeset. The cable

television converter box of Goldstein does not teach a key code generator

because the cable television converter box of Goldstein receives complete

codesets from a remote database or is loaded with complete codesets.
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(Goldstein, col. 15, lines 20-68; col. 17. lines 62-67). The television converter

box of Goldstein is not a key code generator because the GLUE logic 95 in the

universal remote control 5, as opposed to the television converter box, generates

the IR sequences from the codes. Goldstein states:

“The glue logic 95 will supply the IR sequences from codes, stored

in the RAM 90, upon command of the user. . . . These codes

describe carrier frequencies, pulse widths and pulse duration to be

generated to the glue logic 95 fOr producing infrared pulses from

the infrared diode 97" (Goldstein; col. 13, lines 23-33) (emphasis

added)

Thus, Goldstein does not teach transmitting a key code signal from a key code

generator.

In addition, to establish obviousness, there must be “something in the prior

art as a whole to suggest the desirability, and thus the obviousness of making the

combination." Interconnect Planning Corp. v. Feil, 774 F.2d 1132, 1143, 227

USPQ 543, 551 (Fed. Cir. 1985) quoting Lindemann Maschinenfabrik GMBH v.

American Hoist Derrick Co., 730 F. 2d 1452, 1462, 221 USPQ 481, 488 (Fed.

Cir. 1984). The motivation posited by the Examiner to combine Goldstein and

Pope is non-existent. The Examiner states that Goldstein teaches “a cable box

transmitting key codes to the remote control in order to update the remote control

Twith new control codes." (Office Action, p. 7, lines 11-13) (emphasis added). But

there would be no motivation to update the remote control device of claim 2 with

new codesets, as allegedly taught by Goldstein, because claim 2 does not recite

that any key code or codeset is ever stored on the remote control device. Claim

2 recites transmitting a key code signal to the remote control device and does not

recite transmitting a codeset to the remote control device. The motivation

proposed by the Examiner would only result in a combination wherein codesets,

or at least key codes, are stored on a remote control device.

The combination of Pope, McNair and Goldstein does not form the basis

for a valid rejection of claim 2 under § 103(a) because the combination does not

teach (i) generating a key code within a key code generator device, (ii) both a

Amended Appeal Brief .24
Application Serial No. 10/737,029 -

0242



0243

Appellant: Daniel SauFu Mui

Serial No.: 10/737,029

Filing Date: December 16, 2003
Docket No.: ZlL-568

keystroke indicator signal and a key code signal, or (iii) transmitting a key code

signal from the key code generator device back to the remote control device.

Furthermore, there is no motivation to combine the teachings of Goldstein with

the teachings of Pope and McNair in such a way as to obtain all of the limitations

of claim 2. Therefore, reversal of the improper § 103(a) rejection of claim 2 by

the Board is requested.

D. Degendent claims 5 and 10 (4th ground of rejection)

Claims 5 and 10 are rejected under 35 U.S.C. § 103(a) as being

unpatentable over Pope in view of McNair and further in view of Teskey (USP

6,747,568) (Office Action, p. 7, lines 14-16).

Claims 5 and 10 depend directly or indirectly from claim 1 and include the

following limitations of claim 1: "(a) receiving a keystroke indicator signal from a

remote control device; (b) generating a key code within a key code generator

device . . None of Pope, McNair or Teskey teaches (i) generating a key code

within a key code generator device 'or (ii)_ both a keystroke indicator signal and a

key code signal.

In addition, claim 10 recites that “said timing information describes a digital

one and a digital zero". The Examiner admits that Pope "is silent on teaching the

key code comprises timing information defining the binary number (ones and

zeros) in modulated.” But the Examiner states that Teskey “teaches the format

of the remote control signal having the necessary timing and modulation

information (col. line 60-col. 4 line 8)” (Office Action, p. 8, lines 7-10). Teskey

'does not, however, teach “the necessary-timing and modulation information.”

The passage of Teskey cited by the Examiner does not teach timing information

that defines a digital one or a digital zero. In fact, Teskey does not mention a

digital one, a digital zero or any type of mark/space representation.

The combination of Pope, McNair and Teskey does not form the basis for

a valid rejection of either claim 5 or claim 10 under § 103(a) because the

combination does not teach (i) generating a key code within a key code
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generator device or (ii) both a keystroke indicator signal and a key code signal.

And with regard to claim 10, Teskey does not teach timing‘information that

defines a digital one or a digital zero. Therefore, reversal of the improper

§ 103(a) rejection of claims 5 and 10 by the Board is requested.

E. Dependent claim 6 (5th ground of reiection)

Claim 6 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and further in view of August (USP 5,671,267) (Office

Action,'p. 8, lines 16-18). '

Claim 6 includes the following limitations of base claim 1, “’(a) receiving a

keystroke indicator signal from a remote control device; (b) generating a key

code within a key-code generator device . . None of Pope, McNair or August

teaches (i) generating a key code’within a key code generator device or (ii) both
a keystroke indicator signal and a‘ key code signal.

In addition, claim 6 recites, “(e) pressing a power-on key of said remote

control device causing said remote control device to transmit said keystroke

indicator signal that is received in (a), wherein said key code signal transmitted in

(d) is received onto an electronic consumer device, and wherein said pressing in

(e) causes said electronic consumer device to turn on” (emphasis added). The

Examiner states that Pope “is not explicit in teaching transmitting a keystroke

indicator signal that cause the appliance to turn on. One skill in the art

recognizes that a remote control is generally use in turning an appliance on/off

and is further evidence by August et al. (col. 8 lines 3-5)" (Office Action, p. 8, line

V 20 —— p. 9, line 2). The Examiner has not presented a prima facie case of

obviousness because the Examiner has not stated that August teaches a remote .

control device transmitting a keystroke indicator signal. Indeed, August does not

teach a keystroke indicator signal. The passage of August cited by the Examiner

teaches handset unit 10 of August using a key code signal, as opposed to a

keystroke indicator signal, to turn a television set on and off. Interpreting 3
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“keystroke indicator signal" to be the same as a “key code signal” wbuld be

contrary to the tenets of claim differentiation.

The combination of Pope, McNair and August does not teach (i) receiving

a keystroke indicator signal from a remote control device, (ii) generating a key

code within a key code generator, and (iii) transmitting a key code signal from the

key code generator to an electronic consumer device to turn on the electronic

consumer device. Nor does the combination teach both a keystroke indicator

signal and a key code signal. Reversal of the' improper § 103(a) rejection of

claim 6 by the Board is requested.

P. Dependent claim 7 (6th ground of reiection)

Claim 7 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and further in view of Wouters (Office Action, p. 9, lines

8—10).

Claim 7 includes the following limitations of base claim 1, “(a) receiVing a

keystroke indicator signal from a remote control device; (b) generating a key '

code within a key code generator device . . The combination of Pope,- McNair

and Wouters teaches neither (i) generating a key code within a key code

generator device nor (ii) both a keystroke indicator signal and a key code signal.

In addition, claim 7 recites “wherein said key code signal is received by

said remote control device”. The Examiner states that “Pope teaches the remote

control receiving key code signals (infrared control signal) from a controller (col. 4

' lines 52-56)" (Office Action, p. 9, lines 11-12). The Examiner has not presented

a prima facie case of obviousness because the Examiner has not stated that

Pope teaches a remote control device that receives a key code signal from a key

code generator device that generated the key code. The passage of Pope cited

by the Examiner teaches receiving an infrared signal from a controller, such as a

television remote control. The cited passage does not teach receiving a key

code signal from a key code generator device. Interpreting a “remote control
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device" to be the same as a “key code generator device’lrecited in the same

claim would be contrary to the tenets of claim differentiation.

The combination of Pope,_McNair and Wouters does not form the basis for

a valid rejection of claim 7 under § 103(a) because the combination does not

teach any of (i) generating a key code within a key code generator device, (ii)

both a keystroke indicator signal and a key code signal, or (iii) receiving a key

code signal from the key code generator device back on the remote control

device. Therefore, reversal of the improper § 103(a) rejection of claim 7 by the

Board is requested.

G. Dependent claim 8 (7th ground of rejection)

Claim 8 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of McNair and in view of Wouters and further in view of August

(Office Action, p. 10, lines 1-3).

The four-way combination of Pope, McNair, Wouters and August does not

form the basis for a valid rejection of claim 8 under § 103(a) for the same

reasons explained above with relation to claims 1 and 7. The 4-way combination

does not teach any of (i) receiving a key code signal from the key code generator

device back on the remote control device, (ii) both a keystroke indicator signal

and a key code signal, or (iii) generating a key code within a key code generator
device.

Furthermore, it is impermissible to “pick and choose" individual elements

among the references to recreate the claimed invention because "[o]ne cannot

use hindsight reconstruction to pick and choose among isolated disclosures in

the prior art to deprecate the clamed invention.” In re Fritch, 972 F.2d 1260,

1266, 23 USPQ2d 1780, 1784 (Fed. Cir. 1992) citing In re Fine. 837 F.2d

1071,1075, 5 USPQ2d 1596,1600 (Fed. Cir. 1988). There is no motivation to

combine the teachings of the four-way combination in such a way as to obtain all

of the limitations of claim 8. For these reasons, reversal of the improper § 103(a)

rejection of claim 8 by the Board is requested.
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H. Dependent claim 18 (8th ground of rejection)

Claim 18 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Wouters in view of Teskey‘(Office Action, p. 10, lines 14-15).

The combination of Wouters and Teskey does not form the basis for a

valid rejection of claim 18 under § 103(a) for the same reasons explained above

with relation to claim 13. Neither Wouters nor Teskey discloses a device'with a

keypad that both transmits an IR signal and receives an RF signal.

Because combination of Wouters and Teskey does not disclose all of the

elements of claim 18, reversal of the improper § 103(a) rejection of claim 18 by

the Board is requested.

I. Dependent claims 20-21 (9th ground of reiectionj

Claims 20-21 are rejected under 35 U.S.C. § 103(a) as being

unpatentable over Wouters in view of August (Office Action, p. 11, lines 6-7).

Both claim 20 and claim 21 depend from claim 19 and incorporate the

limitations of claim 19. The combination of Wouters and August does not form

the basis for a valid rejection of either claim 20 or claim 21 under § 103(a) for the

same reasons explained above with relation to claim 19. Neither Wouters nor

August discloses a codeset that includes two key codes: one key code

corresponding to a function of one electronic consumer device, and the other key

code corresponding to the same function of another electronic consumer device.

The Examiner has not presented a prima facie argument of obviousness

because the Examiner has not stated that the combination of Wouters and

August discloses a codeset with two recited key codes that correspond to the

same function on different electronic consumer devices. Neither Wouters nor

August teaches the recited codeset with key codes that correspond to the same

function on separate electronic consumer devices. August does not mention a

codeset.
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Application Serial No. 10/737,029

0247



0248

Appellant: Daniel SauFu Mui

Serial No.: 10/737,029

Filing Date: December .16, 2003
Docket No.: ZIL-568

Because combination of Wouters and August does not disclose a'codeset

with two key codes that correspond to the same function on two electronic

consumer devices, reversal of the improper § 103(a) rejection of claims 20-21 by

the Board is requested.

J. Dependent claim 23 (10th ground‘of rejection)

Claim 23 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Wouters in view of Pope (Office Action, p. 11, lines 18-19).

Claim 23 depends from claim 22 and incorporates the limitations of claim

22. The combination of Wouters and Pope does not form the basis for avalid

rejection of claim 23 under § 103(a) for the same reasons explained above with

relation to claim 22. Neither Wouters. nor Pope teaches a device with a keypad,

a radio frequenCy receiver and an infrared transmitter.

The RF receiver, IR transmitter and keypad of Wouters are not on the

same device. The remote control unit 3 of Wouters does not include an RF

receiver. Pope does not teach an RF receiver. And Pope even teaches against
including an IR transmitter on the handset. Pope explains:

"One advantage of having the infrared transmitter attached to the

base unit 12 is that the base unit 12 can be typically powered by

house current. Since nobattem is usedl the infrared transmitter can

draw more power than is used in battery-type systems. For

example, if a button is continuously pressed in a battery-type

system, in order to conserve power the infrared signal is not

continuously sent, but is sent intermittently. The base unit 12

connected to AC power need not be limited in this fashion.

. Additionally, it is also possible to have the base unit 12 supply a

greater amount of power to the infrared transmitter to transmit a

greater amount of infrared energy. In this manner, it may be

possible for the infrared bulb to not be focused directly towards the

appliance" (Pope, col. 3, lines 46-60) (emphasis added).

Thus. Pope teaches away from the limitation of claim 23 because ”it suggests

that the line of development flow from the reference’s disclosure is unlikely to be

Amended Appeal Brief ' 30
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productive of the result sought by the applicant." In re Gurley, 27 F.3d 551, 553,

y 31 USPQZd 1130, 1131 (Fed. Cir. 1994).

Because the combination of Wouters and Pope does not disclose all of the

limitations of claim 23 as explained above with relation to claim 22, reversal of

the improper §103(a) rejection of claim 23 by the Board is requested.

' VIII. CONCLUSION

The Examiner has not established a prima facie case of anticipation or

obviousness. With regard to independent claims 13 and 22, Wouters does not

disclose a device with a keypad that both receives a signal within a radio

frequency band and transmits a signal within an infrared frequency band. With

regard to independent claim 19, Wouters does not disclose a codeset that

includes two key codes: one key code corresponding to a function of one

electronic consumer device and the other key code corresponding to the same

function of another electronic consumer device. With regard to independent

claim 25, Wouters does not disclose (i) receiving a keystroke indicator signal

.form a remote control device, (ii) transmitting a key code signal to the remote

control device, and then (iii) transmitting the key code signal from the remote

control device to an electronic consumer device. With regard to independent

claim 1, the combination of Pope and McNair does not teach (i) generating a key

code within a key code generator device, (ii) a key stroke indicator signal as well

as a key code signal, or (iii) modulating a key code. The Board is requested to

reverse the §102 and §103 rejections of claims 1-10, 13-16 and 18-26.

_I hereby certify that this correspondence is being Respectfufly submitted,deposited with the United States Postal Service as First
Class Mail in an envelope addressed to: Mail Stop
Appeal Brief - Patents, Commissioner for Patents, P.O.
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6! ~ : z g 2; IBy
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IX. CLAIMS APPENDIX

1. (original): A method comprising:

(a) receiving a keystroke indicator signal from a remote control device;

(b) generating a key code within a key code generator device;

(c) modulating said key code onto a carrier signal, thereby generating a

key code signal; and

(d) transmitting said key code signal from said key code generator device.

2. (original): The method of Claim 1, wherein said key code signal is transmitted

in (d) from said key code generator device to said remote control device.

3. (original): The method of Claim 1, wherein said key code signal is transmitted

in (d) from said key code generator device to an electronic consumer device.

4. (original): The method of Claim 1, wherein said key code consists of a binary

number.»

5. (original): The method of Claim 1, wherein~said key code comprises a binary

number and timing information, and wherein said timing information defines how

said binary number is modulated in (c) onto said carrier signal.

6. (original): The method of Claim 1, further comprising:

(e) pressing a power-on key of said remote control device causing said

remote control device to transmit said keystroke indicator signal that is received

in (a), wherein said key code signal transmitted in (d) is received onto an

electronic consumer device, and wherein said pressing in (e) causes said '

electronic consumer device to turn on.
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7. (original): The method of Claim 1, wherein said carrier signal is in a radio

frequency band, wherein said key code signal is received by said remote control

device, and wherein said method further comprises:

(e) modulating said key code onto a second carrier signal, thereby

generating a second key code signal, said modulating being performed on said

remote control device wherein said second carrier signal is in an infrared

frequency band; and V

(f) transmitting said second key code signal from said remote control

device to an electronic consumer device.

8. (original): The method of Claim 7, further comprising:

(9) pressing a power-on key of said remote control device causing said

remote control device to transmit said keystroke indicator signal that is received

in (a), wherein the pressing in (9) causes said electronic consumer device to turn

on.

9. (original): The method of Claim 1, wherein said key code generated in (b) is _

.part of a codeset, and wherein said remote control device does not store said
codeset.

10. (original): The method of Claim 9, wherein said codeset comprises timing

information and a plurality of key codes, and wherein said timing information

describes a digital one and a digital zero.

11. (previously presented): A method comprising:

(a) receiving a keystroke indicator signal from a remote control device;

(b) generating a key code within a key code generator device;

(0) modulating said key codeonto a carrier signal, thereby generating a

key code signal; and t

(d) transmitting said key code signal from said key code generator device,

wherein a' codeset comprises a plurality of key codes,each one of said plurality
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of key codes corresponding to a function of an electronic consumer device, and

wherein no more than a single one of said plurality of key codes is present on

said remote control device at any given time.

12. (original): The method of Claim 11, wherein said function of said electronic

consumer device is taken from the group consisting of: power on, power off,

channel advance, channel back, volume up, volume down, cursor up, cursor

down, cursor right, cursor left, select, play, record, stop, forward, back and

pause.

13. (previously presented): A remote control device comprising:

a receiver that receives a first key code signal, wherein said first key code

signal is generated by modulating a key code onto a first carrier signal, said first

carrier signal falling within a radio frequency band;

‘ a transmitter that transmits a second key code signal, wherein said

second key code signal is generated by modulating said key code onto a second

carrier signal, said second carrier signal falling within an infrared frequency band;

and ,

a keypad that includes a key that corresponds to said key code, wherein

said key code corresponds to a function of an electronic consumer device.

14. (original): The device of Claim 13, wherein said key code corresponds to a .

second function of a second electronic consumer device, as well as to said

function of said electronic consumer device.

15. (original): The device of Claim 14, wherein said transmitter transmits a third

key code signal, and wherein said third key code signal is generated by

modulating said key code onto a third carrier signal.

16. (original): The device of Claim 14, wherein said key code comprises a first

binary number and a second binary number, said first binary number
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corresponding to said function, and said second binary number corresponding to

said second function.

17. (previously presented): A device comprising:

a receiver that receives a first key Code signal, wherein said first key code

signal is generated by modulating a key code onto a first carrier signal, said first

carrier signal falling within a radio frequency band;

a transmitter that transmits a second key code signal, wherein said

second key code signal is generated by modulating said key code onto a second

carrier signal, said second carrier signal falling within an infrared frequency band;

and I

a keypad that includes a key that corresponds to said key code, wherein

said key code corresponds to a function of an electronic consumer device,

wherein said keypad includes a second key that corresponds to a second key

code, wherein a third key code signal is generated by modulating said second

key code onto a third carrier signal, wherein said third key code signal is received

by said receiver, and wherein both said first key code and said second key code

are not both stored in said device at the same time.

18. (original): The device of Claim 13, wherein a codeset comprises timing

information and a plurality of key codes, wherein each of said plurality 'of key

codes corresponds to a different function of said electronic consumer device,

wherein said key code is a binary number, and wherein said timing information

defines how said binary number is modulated onto said first carrier signal.

19. (previously presented): A system comprising:

I a key code generator device that generates a first key code and a second

key code, wherein a codeset is stored on said key code generator device, said

codeset including said first key code and said second key code, wherein said first

key code corresponds toa selected function of a first electronic consumer
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device, and wherein said second key code corresponds to said selected function

of a second electronic consumer device; and

means for relaying said first key code and said second key code from said

key code generator device through a remote control device to said first electronic

consumer device and to said second electronic consumer device without

simultaneously storing both said first key code and said second key code on said

remote control device.

20. (original): The system of Claim 19, wherein said selected function is taken

from the group consisting of: power on, power off, channel advance, channel

back, volume up, volume down, cursor up, cursor down, cursorvright, cursor left,

select, play, record, stop, forward, back and pause.

21. (original): The system of Claim 19, wherein said selected function is power

on, and wherein said system automatically determines when said first electronic

consumer device powers on.

22. (previously presented): A remote control device, comprising: i

a keypad; I

an RF receiver:

an IR transmitter; and

means for receiving a key code from said RF receiver and for sending said -

key code to said IR transmitter such that said key code is modulated onto an IR

carrier signal, said IR carrier signal with said key code modulated thereon being

transmitted from said remote control device by said IR transmitter.

23. (original): The remote control device of Claim 22, wherein said key' code is

not stored on said remote control device immediately prior to said means

receiving the key code.-
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24. (original): The remote control device of Claim 22, wherein said means is a

microcontroller.

25. (previously presented): A method comprising:

(a) receiving a keystroke indicator signal from a remote control device;

(b) using said keystroke indicator signal to generate a key code, wherein .a

key code generator device generates said key code;

(c) modulating said key code onto a carrier signal and thereby generating

‘ a key code signal; and ‘

(d) transmitting said key code signal from said key code generator device
to said remote control device, wherein said remote control device transmits said

key code signal to an electronic consumer device.

26. (previously presented): The method of Claim 25, wherein said key code

generated in (b) is part of a codeset, and wherein said codeset is not stored on

said remote control device.
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. X. EVIDENCE APPENDIX

No evidence has been submitted pursuant to 37 C.F.R_. §§ 1.130, 1.131 or

1.132. No affidavit or declaration has been submitted under § 1.130 to disqualify

a commonly owned patent ora published application as prior art. No affidavit or

declaration of a prior invention has been submitted under § 1.131. No affidavit or

declaration traversing rejections or objections has been submitted under § 1.132.

No such evidence was entered by the Examiner and relied upon by Appellants in

this'appeal.

In the rejections that are to be reviewed in this appeal, the Examiner has

not relied upon any non—patent documents.

XI. RELATED PROCEEDINGS APPENDIX

Nodecision has yet been rendered by a court or the Board in this or any.

related proceeding.
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Application/Control Number: 10/737,029 . Page 2

Art Unit: 2612

(1) Real Party in Interest

A statement identifying by name the real party in interest is contained in the brief.

(2) Related Appeals and Interferences

v

The examiner is not aware of any related appeals, interferences, or judicial proceedings

which will directly affect or be directly affected by or have a bearing on the Board’s decision in

the pending appeal.

(3) Status of Claims

The statement of the status'of claims contained in the brief is correct.

(4) Status of Amendments After Final

The appellant’s statement of the status of amendments after final rejection contained in

the brief is correct.

(5) Summary of Claimed Subject Matter

The summary of claimed subject matter contained-in the brief is correct.

The appellant’s statement of the grounds of rejection to be reviewed on appeal is correct.

(6) Grounds of Rejection to be Reviewed on Appeal

The appellant’s statement of the grounds of rejection to be reviewed on appeal is correct.

(7) Claims Appendix

The copy of the appealed claims contained in the Appendix to the brief is correct.

(8) Evidence Relied Upon V

5595342 ' McNair et al. 01-1997
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Art Unit: 2612

6915109 V Wouters et al. 07-2005

5963624 _ Pope ‘ 104999

5410326 Goldstein 04-1995

6747568 Teskey I . 6—2004

5671267 August et al. 09-1997 .

(9) Grounds of Rejection

The following ground(s) of rejection are applicable to the appealed claims:

Claim Rejections - 35 USC § 102

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the

basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(b) the invention was patented 0r described in a printed publication in this or a foreign country or in public use or on
sale in this country, more than one year prior to the date of application for patent in the United States.
(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for
patent by another filed in the United States before the invention by the applicant for patent, except that an
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this
subsection of an application filed in the United States only if the international application designated the United
States and was published under Article 21(2) of such treaty in the English language.

Claim 13-16, 19, 22, and 24-26 are rejected under 35 U.S.C. 102(e) as being anticipated

by Wouters et al. US Patent 6915109.

Regarding claims 13 and 22, Wouters et al. teaches a remote control which includes the

system of devices 1 and 2 (figure 1) comprising a receiver receiving a RF modulated remote

control signal (col. 4 lines 25-28) and a transmitter transmitting an infrared modulated signal
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Art Unit: 2612 '

generated from the received RF signal (col. 4 lines 28-33). Wouters et al. also teaches the key

code corresponding to the key of keypad is transmitted when the key is selected (col. 4 lines 4

lines 48-57).

Regarding claims 14-16, Wouters et a1. teaches the key code corresponding to the key of

keypad is transmitted when the key is selected (col. 4 lines 4 lines 48-57). A key code '

corresponding to a second and third key code is therefore transmitted based on the selected key.

Wouters et al. teaches fetching the data from memory corresponding to the key code (col. 4 lines

55-58). The data from the memory is inherently store as binary data. The key code therefore

comprises binary data.

Regarding claims 19, Wouters et a1. teaches a key code generator (3) for generating key

codes for controlling different function on various electrical appliances (col. 1 lines 24-26, col. 3

lines 21-35). The key codes for controlling the different devices inherently include a first and

second key code. Wouters et a1. teaches an antenna (9) for transmitting the key code from the

key code generator to a remote control (12) and the remote control 12 transmit the key code to

the selected appliances (col. 3 lines 31-34). Wouters et a1. teaches the key code receive by the

remote control is demodulated, decoded and transmitted to the appliance (col. 4 lines 25-37). The

key code is therefore not stored in the memory of the remote control .

Regarding claim 24, Wouters teaches a radio receiver (13) that is a microcontroller for

receiving the radio frequency signal (col. 3 lines 31-32).
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Regarding claim 25, Wouters et a1. teaches receiving a keystroke indicator signal (5)

from a remote control (3) and the key code indicator signal is use by key code generator 8 to

generate a key code (col. 3 lines 21-30);

modulating the key code signal unto a carrier and transmitting the key code to the remote

control (12) (col. 4 lines 28-33) and the remote control transmit the key code to the electronic-

device'(col. 3 lines 31-34). Wouters et a1. teaches the key code receive by the remote control is

demodulated, decoded and transmitted to the appliance (col. 4 lines 25-37).

Claim Rejections - 35 USC § 103

The following is a quotation of 35 USC. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in

section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

Claims 1, 3-4, 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US

Patent 5963624 in View of McNair et al. US Patent 5595342.

Regarding claim 1, Pope teaches receiving a keystroke indicator signal which contains an

indication of a key on the remote control device 10 that was pressed (col. 2 lines 61-001. 3 line

19), generating .a key code (codes for communicating the control function to the appliances)
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within the code generator 12 and transmitting the key codes to the appliances (col. 3 lines 35-

40). Pope is however silent on teaching modulating the key code onto a carrier signal. McNair et

al. in an art related control system teaches the control signal is modulated and transmitted to the

controlled apparatus as a conventional practice (col. 2 lines 61-65).

It would have been obvious to one of ordinary skill in the art to modulate the key code

onto'a carrier signal in Pope because modulation of the key code enables the key code signal to

be transmitted wirelessly to the appliances and this also represents a conventional practice of

providing means for wireless transmission from a remote control.

Regarding claim 3, Pope teaches the key code generator 12 transmitting key code signal

(control codes) to the consumer devices (col. 3 lines 35-40).

Regarding claim 4, Pope teaches the key code is indicated by low and high (col. 3 lines

45-47) implying the key code signal include ones and zeroes.

Regarding claim 9, Pope teaches the code generated by the code generator 12 is

transmitted to the appliances (col. 3 lines 36-40). The code generated by the code generator is not

store in the remote control because it is transmitted to the appliances.

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US Patent

5963624 in view of McNair et al. US Patent 5595342 and further in View of Goldstein US Patent

5410326.

Regarding claim 2, Pope teaches the remote control receiving key code signals (infrared

control signal) from a controller (col. 4 lines 52-56) but is silent on teaching the key code

generator transmit key codes to the remote control device. Goldstein in an art related
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programmable remote control invention teaches a key code generator in the form of a cable box

(cable box is considered a key code generator, see page 3 lines 4-5 of the applicant’s

specification) transmitting key codes to the remote control (col. 13 lines 50-57) in order to

update the remote control with new control codes.

It would have been obvious to one of ordinary skill in the art for the key code generator

to transmit the key code to the remote control in Pope in view of McNair et al. because this

' provides the means for updating the remote control with new codes.

Claims 5 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US

Patent 5963624 in view of McNair et al. US Patent 5595342 and further in view of Teskey US

Patent 6747568.

Regardinghclaim 5, Pope teaches generating a key code for controlling the consumer

appliances (col. 3 lines 35-40) but is silent on teaching the key code comprises timing

information defining the binary number is modulated. Teskey in an art related remote control

system teaches the format of the remote control signal having the necessary timing and

modulation information (col. 3 line 60-col. 4 line 8).

i It would have been obvious to one of ordinary skill in the art for the key code to include

comprises timing information defining the binary number is modulated in Pope in view of

McNair because the timing information defining the binary number is modulated represent

information regarding the format of the remote control signal that enables the decoding and

demodulating of the receive key code signals.

Regarding claim 10, Pope teaches generating a key code for controlling the consumer

appliances (col. 3 lines 35-40) but is silent on teaching the key code comprises timing
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information defining the binary number (ones and zeroes) is modulated. Teskey in an art related

remote control system teaches the format of the remote control signal having the necessary

timing and modulation information (col. 3 line 60-001. 4 line 8).

It would have been obvious to one of ordinary skill in the art for the key code to include

comprises timing information defining the binary number is modulated in Pope in view of

McNair because the timing information defining the binary number is modulated represent

information regarding the format of the remote control signal that enables the decoding and

demodulating of the receive key code signals.

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US Patent

5963624 in view of McNair et al. US Patent 5595342 and further in view of August et al. US

Patent 5671267.

Regarding claim 6, Pope teaches the use of the remote control to control the functions of

the appliances (col. 2 line 61-col. 3 line 22) but is not explicit in teaching transmitting a

keystroke indicator signal that cause the appliance to turn on. One skill in the art recognizes that

a remote control is generally use in turning an appliance on/off and is further evidenced by

August et a1. (col. 8 lines 3-5).

It would have been obvious to one of ordinary skill in the art for the remote control to

transmit a keystroke signal for. turning the appliance on in Pope in View of McNair because Pope

suggests the use of the remote control to control the functions of the appliances and one skill in

the art recognizes that a remote control is generally use in turning an appliance on/off and is

further evidenced by August et al.
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Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US Patent

5963624 in view of McNair et al. US Patent 5595342 and further in view of Wouster et al. US

Patent 6915109

Regarding claim 7, Pope teaches the remote control receiving key code signals (infrared

control signal) from a controller (col. 4 lines 52-56) and the remote control transmits control

signal to the appliances (figure 1) but is silent on teaching modulating the key code onto carrier

signal that is in the infrared frequency band. Wouters et al. in an art related remote control

invention teaches a remote control receiving a RF modulated remote control signal (col. 4 lines

25-28) and a transmitter transmitting an infrared modulated signal generated from the received

RF signal (col. 4 lines 28-33).

It would have been obvious to one of ordinary skill in the art to modulate the key code

onto carrier signal that is in the infrared frequency band in Pope in view of McNair because

infrared signal represents an alternative to radio signal used in the transmission of remote control

signal.

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pope US Patent

5963624 in View of McNair et al. US Patent 5595342 in view of Wouster et al. US Patent

6915109 and further in view of August et al. US Patent 5671267.

Regarding claim 8, Pope teaches the use of the remote control to control the functions of

the appliances (col. 2 line 61-00]. 3 line 22) but is not explicit in teaching transmitting a

keystroke indicator signal that cause the appliance to turn on. One skill in the art recognizes that
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a remote control is generally use in turning an appliance on/off and is further evidenced by

August et a1. (col. 8 lines 3—5).

. It would have been obvious to one of ordinary skill in the art for the remote control to

transmit a keystroke signal for turning the appliance on in Pope in view of McNair in view of

Yamaguchi because Pope suggests the use of the remote control to control the functions of the

appliances and one skilled in the art recognizes that a remote control is generally use in turning

an appliance on/off and is further evidenced by August et a1.

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wouters et al. US

Patent 6915109 in View of Teskey US Patent 6747568.

Regarding claim 18, Wouters et al. teaches the remote control transmit command codes

to perform various functions (col. 4 lines 4 lines 48-57). Wouters is silent on teaching the key

code comprises timing information defining the binary number is modulated. Teskey in an art

related remote control system teaches the format of the remote control signal having the

necessary timing and modulation information (col. 3 line 60-col. 4 line 8).

It would have been obvious to one of ordinary skill in the art for the key code to include

timing information defining the binary number is modulated in Wouters et a1. because the timing

information defining the binary number represents information regarding the format of the

remote control signal that enables the decoding and demodulating of the receive key code

signals.

Claims 20-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wouters et

al. US Patent 6915109 in view of August et al. US Patent 5671267.
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Regarding claims 20-21, Wouters teaches the use of the remote control to control the

functions of the appliances (col. 3 lines 31-35) but is not explicit in teaching transmitting a

keystroke indicator signal that cause the appliance to turn on. One skill in the art recognizes that

a remote control is generally use in turning an appliance on/off and is further evidenced by

August et al. (col. 8 lines 3-5).

It would have been obvious to one of ordinary skill in the art for the remote control to

transmit a keystroke signal for turning the appliance on in Wouters because Wouters suggests the

use of the remote control to control the functions of the appliances and one skill in the art

recognizes that a remote control is generally use in turning an appliance on/off and is further

evidenced by August et a1.

Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wouters et al. US

Patent 6915109 in view of Pope US Patent 5963624.

Regarding claim 23, Wouters teaches transmitting key codes to remote control (see

response to claim 13) but is not explicit in teaching the key code is not store on the remote

control prior to the remote control receiving the key code. Pope in an art related remotecontrol

teaches the remote control receiving control codes updates (col. 4 lines 52-60). The receipt of the

code update by the remote control implies that the code was not previously stored in the remote

control prior transmitting the updates to the remote controller.

It would have been obvious to one of ordinary skill in the art for the key code is not store

on the remote control prior to the remote control receiving the key code because the key codes
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transmitted to the remote control is used as a means of programming the remote control with new

codes.

(10) Response to Argument

Appellant argues on page 11 that the reference of Wouters fails to teach a single device

with a keypad that both receives a RF signal and transmit an IR signal. It is the examiner position

that the claims recites no limitation of a single device, the limitation of a remote control device is

only recited in the preamble. The preamble is generally not accorded any patentable weight

where it merely recites the purpose of a process or the intended use of a structure, and where the

body of the claim does not depend on the preamble for completeness but, instead, the process

steps or structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15

(CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951).

Appellant argues on page 11-12 that the system of devices as disclose by the reference of

Wouters is insufficient to allege a prima facie case of anticipation. It is the examiner’s position

that a system and device are not mutually exclusive terms because a device generally comprises

a plurality of other devices

Appellant argues on page 13 that the reference of Wouters does not disclose a single key

code that corresponds to two separate functions. It is the examiner’s position that Wouters

teaches the key code corresponding to the key of keypad is transmitted when the key is selected

(col. 4 lines 4 lines 48-5 7) and teaches transmitting an infrared signal to a device such as a VCR

to be controlled (col. 3 lines 33-35). When the remote control is used to activate two devices of
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the same kind (6. g. VCR of the same brand name) the same key code is used for separate

functions of turning on different electronic consumer devices.

Appellant argues on page 14 that the reference of Wouters does not teach a first binary

number of a key code corresponding to a first function as well as a second binary number

corresponding to a second function. It is the examiner’s position that Wouters teaches fetching

the data (key code) from memory corresponding to the tapped key (col. 4 lines'SS-S 8). The data

from the memory is inherently store as binary data and the data representative of each key tapped

includes a first and second binary number.

Regarding appellant argument on pages 14-15 regarding the microcontroller for receiving

the key code, it is the examiner’s position that the reference of Wouters teaches a radio receiver

(13) that is a microcontroller for receiving the radio frequency signal (col. 3 lines 31-32).

Appellant argues on page 15 that the reference of Wouters does not disclose a code set

that includes one key code corresponding to a function of one electronic consumer device and

the other code corresponding to the same function of another electronic consumer device. It is

the examiner’s position that Wouters teaches a key code generator (3) for generating key codes

for controlling different function on various electrical appliances (col. 1 lines 24-26, col. 3 lines

21-35). The key codes for controlling the different devices inherently includes a first and second

key code e. g. the turning on of two different brand of TV requires two different signals.

Appellant argues on page 17 that the examiner improperly argues that the item labeled 12

in room 2 is the remote control device as taught by the reference of Wouters. It is the examiner’s

position that in a method claim no weight is given to the structure, it has been held that that to be

entitled to weight in a method claim, the recited structure limitations therein must affect the
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method in a manipulative sense, and not to amount to the mere claiming of a use of a particular

structure. Ex parte Pfeiffer, 1962 CD. 408 (1961).

Appellant argues on page 17 that the reference of Wouters does not disclose a reference

numeral 12 in the specification. It is the examiner’s position that the reference 12 represents the

receiving subsystem of the remote control as claimed in claim 5 of Wouters.

Appellant argues on pages 18-19, that the combination of the references of Pope and

McNair does not teach generating a key code within a key code generating device, a keystroke

indicator and a key code signal. It is the examiner’s position that Pope teaches receiving a

keystroke indicator signal which is the RF signal transmitted from the remote control containing

an indication of a key on the remote control device 10 that was pressed (col. 2 lines 61-col. 3 line

19). Pope teaches based on the received RF signal, generating a key code (codes for

communicating the control function to the appliances) within the code generator 12 and

transmitting the key codes to the appliances (col. 3 lines 35-40). The key code generated is the

IR signal that is transmitted through IR window 36. The conversion of the RF signal received

from the remote control into IR codes (col. 3 lines 36-40) is considered the generation of the key _

code:

Appellant argues on page 20 that a keystroke indicator signal cannot be interpreted as the

same as a key code signal. It is the examiner’s position that the key code signal is considered as

the RF signal and the key code is the IR signal generated by key code generator 84 (col. 5 lines

'2-10) and therefore does not interpret the keystroke indicator signal as the same as a key code

signal.
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Appellant argues on page 21 argues that McNair does not teach modulating a key code. It

is the examiner’s position that the reference of McNair is relied upon for teaching the modulating

of a wireless transmission from a remote controller (col. 2 lines 61 -65).

Appellant argues on page 2] that there is no motivation to combine the reference of

McNair with the reference of Pope. It is the examiner’s position that Pope teaches the

transmission of a'wireless signal from a remotecontrol and the reference of McNair provides the

teaching on how to transmit a wireless signal from the remote control device to the electronic

apparatus to be controlled.

. Appellant argues on page 22 that the reference of Pope does not teach not storing a code

set in the remote control. It is the examiner’s position that the code set is use for generating the

IR signal in the base unit (12) (col 5 lines 5-14) and is therefore clearly not stored in the

handheld unit. The limitation of not storing the code set in the remote control is not recited in

claims 3-4. The argument relating to claims 3-4 on pages 22-23 is therefore mute.

Appellant argues on pages 23-24 that the reference of Goldstein does not teach

transmitting a key code signal from a key code generator to the remote control. It is the

examiner’s position that Goldstein teaches a code generator provided by a cable box for

responding to a request for key code by transmitting the key code to the remote control (col. 13

lines 50-57). The examiner consider the responding to the request for key code by the cable box .

as the generation of key code and satisfy the claim limitation of a key code generator because the

generation of key code is broadly claimed with no specific given to the means of generating the

_ key codes.
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Appellant argues on page 25 that the combination of the references of Pope, McNair and

Goldstein would result in the code set or the key codes being stored in the remote control. It is

the examiner’s position that the reference of Goldstein is relied upon for teaching the

transmission of key codes to the remote control and the reference of Pope is relied upon for

teaching the limitation of not storing the code set in the remote control.

Appellant argues on page 25 that the reference of Pope, McNair, and Tesky teaches

generating a key code within a key code generator and the reference of Teskey does not teach the

necessary timing and modulation information. It is the examiner’s position that Pope teaches

receiving a keystroke indicator signal which is the RF signal transmitted from the remote

containing an indication of a key on the remote control device 10 that was pressed (col. 2 lines

61-col. 3 line 19). Pope teaches based on the received RF signal generating a key code (codes for

communicating the control function to the appliances) within the code generator 12 and

transmitting the key codes to the appliances (col. 3 lines 35-40). The reference of Teskey

teaches the key code signal includes timing information such as pulse width and the overall

signal timing information for describing the digital “1” and “0”.

Appellant argues on page 26 that the reference of August does not teach a key stroke

signal transmitted from the remote control to turn on the electronic consumer device. It is the

examiner’s position that the reference of Pope teaches transmitting the key code signal (control

code) to the remote control devices (col. 3 lines 36-40) and the reference of August is relied upon

for teaching the conventional practice of a remote control transmitting key codes (control codes)

for turning on an electrical consumer apparatus (col. 8 lines 3-5).
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Regarding Appellant argument on pages 27-28 regarding the rejection of claim 7, it is the

examiner’s position that the reference of Pope teaches an embodiment in which the remote

control receives the key code signal (infrared signal) from a controller (col. 4 lines 52-56) and

transmits the control signal to the electronic consumer devices (figure 1). The reference of

Wouters is relied upon for teaching a remote control receiving a RF modulated remote control

signal (col. 4 lines 25-28) and a transmitter transmitting an infrared modulated signal generated

from'the received RF signal (col. 4 lines 28-33).

Regarding Appellant argument on pages 27-28 regarding the rejection of claim 8, it is the

examiner’s position that the August is relied upon for teaching the conventional practice of a

remote control transmitting key codes (control codes) for turning on an electrical consumer

apparatus (col. 8 lines 3-5).

Appellant argues on page 29 that the reference of Wouters and Teskey fail to disclose a

device with a keypad that transmit an IR signal and receive and RF signal. The response for this

argument is already stated on page 12.

Regarding appellant argument on page 29 regarding claims 20-21, the response to this

argument is already stated on page 13

Appellant argues on page 30 that the remote control of Wouters does not teach RF

receiver, IR transmitter and keypad on the same device. The response for this argument is

already stated on page 12.
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(11) Related Proceeding(s) Appendix.

No decision rendered by a court or the Board is identified by the examiner in the Related

Appeals and Interferences section of this examiner’s answer.

For the above reasons, it is believed that the rejections should be sustained.

Respectfully submitted,

Vemaigrown

Conferees:

Brian

 
  N ZIMMEHMAN

SU R ORY PATENT EXAMINER
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REPLY BRIEF TRANSMITTAL LETTER

January 2, 2008

MAIL STOP APPEAL BRIEF - PATENTS

COMMISSIONER FOR PATENTS

PO. Box 1450

ALEXANDRIA, VA 22313-1450

 

Re: Applicant: Daniel SauFu Mui

Assignee: ZiLOG, Inc.

Title: “Relaying Key Code Signals Through a Remote Control
Device”

Serial No.: 10/737,029 ‘ Filed: December 16, 2003
Examiner: Vernal U. Brown Art Unit: 2612

Atty. Docket No.: ZIL-568

Dear Sir:

Transmitted herewith are the following documents: '

(1) reply brief (14 pages);

(2) a check for filing a brief in an appeal ($510);

(6) return postcard; and

(7) this transmittal sheet.

El No additional Fee is required.
[X The fee has been calculated as shown below:

CLAIMS AS AMENDED
REMAINING HIGHEST NO. EXTRA
AFTER PREVIOUSLY PAID CLAIMS ADDITIONAL FEE
AMENDMENT FOR PRESENT

TOTAL CLAIMS 26 26

 

  

INDEP. CLAIMS 7 7 0

Total Additional Claim Fee

Fee for filing a brief in an appeal [§41.20(b)(2)]

Fee for Request for Oral Hearing [§41.20(b)(3)]

Fee for Extension of Time ( _ month) [§1.17(a)(1)]

IX] A check is attached for the amount of:

 
l hereby certify that this correspondence is being Respectfully submitted,deposited with the United States Postal Service as First
Class Mail in an envelope addressed to: Mail Stop
Appeal Brief - Patents, Commissioner for Patents, PO.
Box 1450, Alexandria, VA 22313-1450. _

By . 04%
Darien K, Wallace Darien K. Wallace

Attorney for Applicants

Date of Deposit: January 2, 2008 Reg- NO- 53.736
Customer No. 47,713
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 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Appellant: Daniel SauFu Mui

Assignee: ZiLOG, lnc.

Title: “Relaying Key Code Signals Through a Remote Control Device”

Appl. No.: 10/737,029 ' , Filing Date: December 16, 2003

Examiner: Vernal U. Brown Art Unit: 2612

Docket No.: ZlL-568

January 2, 2008

Mail Stop Appeal Brief - Patents
COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, VA 22313-1450

REPLY BRIEF

Appellant requests that the appeal be maintained by filing this Reply Brief

is in response to the Examiner’s Answer filed November 1, 2007.

01/08/2008 HLE333 00000013 10737029

01 FC:1402 510.00 DP
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Appellant: Daniel SauFu Mui
Serial No.: 10/737,029

Filing Date: December 16, 2003
Docket No.: ZlL-568

I. STATUS OF CLAIMS

The application at issue, filed on December 16, 2003, included 24 claims.

In an amendment dated July 28, 2006, claims 25-26 were added. Claims 1-26

are subject to this Appeal.

Reply Brief 2
Application Serial No. 10/737,029
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Docket No.: ZIL—568

ll. GROUNDS 0F REJECTION TO BE REVIEWED ON APPEAL

The following are grounds of rejection to be reviewed on appeal:

1) Claims 13-16, 19, 22 and 24-26 stand rejected under 35 USC §102(e)

as being anticipated by Wouters et al. (US Patent 6,915,109).

2) Claims 1, 3-4 and 9 stand rejected under 35 USC §103(a) as being

unpatentable over Pope (US Patent 5,963,624) in view of McNair et al. (US

Patent 5,595,342).

3) Claim 2 stands rejected under 35 USC §103(a) as being unpatentable

over Pope in view of McNair and further in view of Goldstein (US Patent

5,410,326).

4) Claim 5 and 10 stand rejected under 35 USC §103(a) as being

unpatentable over Pope in view of McNair and further in view of Teskey (US

Patent 6,747,568).

5) Claim 6 stands rejected under 35 USC §103(a) as being unpatentable

over Pope in view of McNair and further in view of August et al. (US Patent

5,671,267).

6) Claim 7 stands rejected under 35 USC §103(a) as being unpatentable

over Pope in view of McNair and further in view of Wouters.

7) Claim 8 stands rejected under 35 USC §103(a) as being unpatentable

over Pope in view of McNair in view of Wouters and further in view of August.

8) Claim 18 stands rejected under 35 USC §103(a) as being unpatentable

over Wouters in view of Teskey.

9) Claim 20-21 stand rejected under 35 USC §103(a) as being

unpatentable over Wouters in view of August.

Reply Brief 3
Application Serial No. 10/737,029
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10) Claim 23 stands rejected under 35 USC §103(a) as being

unpatentable over Wouters in view of Pope.

Reply Brief

Application Serial No. 10/737,029
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Filing Date: December 16, 2003
Docket No.: ZlL-568

Ill. ARGUMENT

A. Introduction

The claims on appeal stand rejected because the Examiner has failed to

read claim terms in light of the specification, and because many of the rejections

are based on conclusory statements about the references, and not based on

material actually found in the references. For these reasons, as further explained

below and in the briefs already on file, the rejections of the claims should be

reversed. The Examiner’s Answer does not include any rejection designated as

a new ground of rejection.

B. The Claims

The Claims on appeal include a few important terms. The terms should

be interpreted in light of the specification, rather than the Patent Office’s

proposed interpretation, which is inconsistent with how the terms are used in the

Specification.

As explained in the summary section of the Appeal Brief, the Specification

describes a system 10 as including a remote control device 11, a key code

generator device 12, and at least one electronic consumer device 13. As clearly

identified and illustrated in Figure 2 of the Specification, the key code generator

device holds a codeset usable to communicate with an electronic consumer

device. A user presses a key on the remote control, and a corresponding

keystroke indicator signal is sent to the key code generator device. The key

code generator device uses information in the codeset to generate a key code

corresponding to the pressed key. The key code generator device modulates the

key code onto a first carrier signal, thereby generating a first key code signal.

The key code signal is transmitted from the key code generator device back to

the remote control device. The remote control device receives the key code

signal, and then relays the key code by transmitting the key code in a second key

code signal. The second key code signal is received by the electronic consumer

Reply Brief 5
Application Serial No. 10/737,029
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device.

The Specification uses all of the key claim terms. It clearly indicates that a

system is a collection of different devices, and that a remote control device is

something with a keypad that is used to operate the consumer electronic

devices. The Specification also indicates what a keystroke is and what a

keystroke indicator signal is. The Specification indicates what a codeset is, what
 

a key code generator is and what a key code is. It also indicates quite clearly

what a key code signal is. All of these terms are clearly defined by the

Specification, and these terms should be interpreted in light of the Specification

in connection with any comparison of prior art to the Claims.

C. The Prior Art

Two pieces of prior art are principally at issue in this appeal. The first is

Wouters (US. Patent No. 6915109), and the other is Pope (US. Patent No.

5963624). Wouters is directed to taking information from an infrared remote

control device and converting the infrared signal from the infrared remote control

device into a radio frequency signal so that the information can be transferred to

a second room, where it is then received by a consumer device.

As clearly explained in the Appeal Brief. Wouters discloses that all

codeset and key code information is held within the Wouters remote control

device.

In Pope, a digital cordless phone 10 communicates with a base unit 12.

Pope clearly states, as already explained in the Appeal Brief, that the digital

cordless phone 10 holds all of the codeset and key codes used by any consumer

electronic devices. The base unit 12 only takes the information from the digital

cordless phone 10 and translates it into an infrared signal. Both references thus

are directed to devices completely different than the methods and devices at

issue in this Appeal.

Reply Brief 6
Application Serial No. 10/737,029
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D. Rejection of claims 13 and 22

Independent claims 13 and 22 are directed to a remote control device. A

remote control device is not a “system" as that term is used in the Specification.

As used in the Specification and as is generally understood, a “system” is a

collection of different devices. A remote control device is a single item, and is

clearly understood to be such when one refers to the Specification. Furthermore,

each of claims 13 and 22 begins with the statement that the subject matter of the

claim is: "A remote control device." This is not preamble language that explains

how the remote control device will be used or in what environment the remote

control device will be used, as the Examiner suggests. (Examiner’s Answer, p.

12, lines 8-9) Consequently, the claim language “A remote control device"

cannot be ignored as being superfluous preamble language.

Claims 13 and 22 define the remote control device as including a receiver,

a transmitter and a keypad. The Examiner has rejected the claims based on

descriptions of various components from a reference. The rejection does not rely

on a device disclosed in the reference, but instead relies on what the Examiner

calls a ”system of devices” that includes such components. (See, e.g.,

Examiner’s Answer, p. 3, line 23). A system is not the same as a remote control

device, as explained above. Claims 13 and 22 do not read on various

components distributed throughout various rooms of a house, as disclosed by

Wouters. Claims 13 and 22 could not successfully be asserted against such a

“system". This further demonstrates that it is improper to ignore that the claim is

directed to a device and not a system, so the rejection should be reversed.

The Examiner comments that the terms “system” and “device” are not

mutually exclusive because a device generally comprises a plurality of other

devices. (Examiner’s Answer, p. 12, lines 12-15). The Examiner’s comment

does not support the Examiner's argument that the claim limitation “remote

control device" can be interpreted to comprise a plurality of other devices

distributed throughout various rooms of a house. It is clear from the wording of

claims and from the Specification that the recited “remote control device” cannot

Reply Brief 7
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be interpreted as multiple devices that are physically located in multiple rooms.

A remote control device is a single remote control.

E. Reiection of claim 14

Claim 14, which depends from claim 13, states that a key code

corresponds to a function of electronic consumer device and that the key code

also corresponds to a second function of a second electronic consumer device.

As explained in the Appeal Brief, Wouters does not disclose this claim limitation.

Moreover, the Examiner did not stated that Wouters discloses one key code that

corresponds both to a function of an electronic consumer device as well as to a

second function of a second electronic consumer device.

In the Examiner’s Answer, the Examiner now suggests that Wouters

discloses that "the same key code is used for separate functions of turning on

different electronic consumer devices” when the remote control is used to

activate two devices of the same kind, such as two VCRs of the same brand.

(Examiner’s Answer, p. 12, line 20 - p. 13, line 2). So the Examiner now argues

that when the same key code is used to turn on two electronic consumer devices

of the same kind, “turning on" the first device constitutes one function, whereas

"turning on" the second of the identical devices constitutes a second function.

interpreting the “turning on" function of two identical devices to be two separate

' functidns is a semantic slight of hand that is inconsistent with the tenets of claim

interpretation and the use of the claim term “a second function” in the claims and

the Specification. Under the tenets of claim differentiation, the terms “said

function" and “a second function" used in the same claim cannot be interpreted to

be the same “turning on” function. For these reasons. the rejection of claim 14

should be withdrawn.

F. Reiection of claim 16

In the Appeal Brief, Appellant pointed out that the Examiner has not

presented a prima facie argument of anticipation of claim 16 because the

Reply Brief 8
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Examiner does not state that Wouters discloses a first binary number of a key

code corresponding to a first function, as well as a second binary number of the

same key code corresponding to a second function. The Examiner’s response in

the Answer Brief does not address where Wouters discloses a second binary

' number of the same key code that corresponds to a second function. Instead,

the Examiner states, “The data from the memory is inherently store as binary

data and the data representative of each key tapped includes a first and second

binary number" (Examiner’s Answer, p. 13, lines 6-8). The fact that data

representative of a tapped key includes both a first binary number and a second

binary number does not address whether the first binary number corresponds to

a first function, and the second binary number corresponds to a second function.

No prima facie argument of anticipation of claim 16 has been presented.

G. Reiection of claim 24

Dependent claim 24 recites that the remote control device includes a

means for receiving a key code from an RF receiver and that the means is a

microcontroller. Appellant has argued that Wouters does not disclose a

microcontroller for receiving a key code from an RF receiver. The Examiner now

responds that ‘Wouters teaches a radio receiver (13) that is a microcontroller”

(Examiner's Answer, p. 13, lines 10-11). Appellant respectfully disagrees.

Wouters does not disclose that “radio receiver 13" is a microcontroller. In fact,

Wouters does not mention a microcontroller, a microprocessor, or a processor of

any kind.

H. Reiection of claim 19

Claim 19 recites, “a codeset is stored on said key code generator device,

said codeset including said first key code and said second key code, wherein

said first key code corresponds to a selected function of a first electronic

consumer device, and wherein said second key code corresponds to said

selected function of a second electronic consumer device" (emphasis added).
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Appellants have argued that the Examiner has not presented a prima facie

argument of anticipation of claim 19 because the Examiner has not stated that

Wouters discloses a codeset including the two key codes recited in claim 19 that

correspond to the same function on different electronic consumer devices. Nor

has the Examiner stated that Wouters discloses that those two key codes are

included in a codeset stored on the key code generator device.

In fact, Wouters does not mention key codes that correspond to the same

function on separate electronic consumer devices. The Examiner now argues

that the two recited key codes are inherently present if the system of Wouters

can turn on two different brands of television. The Examiner argues that the

remote control unit 3 of Wouters discloses the recited key code generator. The

Examiner states, ‘Wouters teaches a key code generator (3) for generating key

codes for controlling different function on various electrical appliances (col. 1

lines 24-26, col. 3 lines 21-35). The key codes for controlling the different devices

inherently includes a first and second key code e.g. the turning on of two different

brand of TV requires two different signals." (Examiner’s Answer, p. 13, lines 15-

18). '

Even if this were true, the Examiner has not stated that Wouters discloses

that the two recited key codes are included in a codeset stored on remote control

unit 3 of Wouters. The Examiner’s statement still does not establish a prima

facie argument of anticipation of claim 19 because the Examiner has not alleged

that a codeset is stored on remote control unit 3 of Wouters that includes the two

recited key codes. For this reason, as well as the other reasons identified in the

Appeal Brief, the reversal of the rejection of claim 19 is requested.

I. Reiection of claim 25

Appellant has maintained that the Examiner has improperly argued that

the "remote control device” recited in claim 25 is disclosed by remote control unit

3 of Wouters for purposes of one limitation in claim 25 and by item 12 in room 2

of Wouters for purposes of another limitation in claim 25. The Examiner
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responds that caselaw from 1961 prevents any weight to be given to structure in

a method claim that does not “affect the method in a manipulative sense”.

(Examiner’s Answer, p. 13, line 20 — p. 14, line 2). Thus, the Examiner maintains

that it is proper to ignore the structure of the “remote control device” recited in

claim 25. Appellant respectfully disagrees with the Examiner’s interpretation of

the law. It is improper to ignore the structure of the claim limitation “remote

control device” and thereby find that the recited “remote control device" is

disclosed by separate structures for purposes of separate claim limitations within

a single claim. The method of claim 25 describes how structures interact. The

structures cannot be ignored for purposes of claim interpretation.

Moreover, Wouters does not disclose that item 12 in room 2 is a remote

control device. The Examiner states that his position is that “the reference 12

represents the receiving subsystem of the remote control as claimed in claim 5 of

Wouters" (Examiner’s Answer, p. 14, lines 3-5). In orderto be valid, however, .

the Examiner’s position must be supported by the prior art disclosure. Nowhere

does Wouters disclose that item 12 is a remote control device. In fact, item 12

has not keypad or user input mechanism.

J. Reiection of claim 26

As explained in the Appeal Brief, the rejection of claim 26 should also be

reversed. The Examiner’s Answer does not address this argument, so the

reversal of this rejection is requested.

K. Reiection of claim 1

Claim 1 recites, “receiving a keystroke indicator signal from a remote

control device”. The Examiner argues that Pope teaches “receiving a keystroke

indicator signal which is the RF signal transmitted from the remote control

containing an indication of a key on the remote control device 10 that was

pressed (col. 2 lines 61-col. 3 line 19)"4(Examiner’s Answer, p. 14, lines 8-11).

Appellant respectfully disagrees. Pope does not teach that remote control device
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10 sends a keystroke indicator signal to base unit 12. In fact, the passage of

Pope cited by the Examiner states that “appliance control codes" are transmitted

as opposed to keystroke indicators. Pope does not teach that remote control

device 10 transmits an indication of a selected key to base unit 12. The

keystroke indicator has already been used to generate the appliance control

code within remote control device 10 of Pope.

Appellant has argued that it is improper to construe a signal of Pope

containing an “appliance control code" as teaching both a keystroke indicator

signal as well as a key code signal. The Examiner responds that “the key code

signal is considered as the RF signal and the key code is the IR signal”

(Examiner’s Answer, p. 14, lines 18-19). The Examiner’s statement appears to

admit that the “RF signal" of Pope (Pope does not mention RF or radio

frequency) from remote control device 10 to base unit 12 is not a keystroke

indicator signal but rather a key code signal containing an appliance control

code.

In addition, the Examiner’s rejection is also based on the recited key code

being the IR signal of Pope. (Examiner’s Answer, p. 14, line 13-14, 18). As

explained in the Specification, 3 key code is not the same as a key code signal

(which is often transmitted in an IR signal). Thus, the recited “code” cannot be

taught by a “signal”.

Finally, Appellant has argued that McNair does not teach modulating a key

code onto a carrier signal. McNair does not teach a key code at all. The

Examiner has previously admitted that Pope is silent on teaching modulating a

key code onto a carrier signal. (10/19/06 Office Action, p. 6, line 7) Now the

Examiner states that “McNair is relied upon for teaching the modulating of a

wireless transmission from a remote controller” (Examiner’s Answer, p. 15, lines

2-3). Thus, the Examiner has admitted that neither Pope nor McNair teaches

modulating a key code onto a carrier signal. For this reason as well, the

Examiner has failed to establish a prima facie case of obviousness of claim 1

over the combination of Pope and McNair.
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The rejection of claim 1 should therefore be reversed.

L. Reiection of claim‘9

Claim 9, which depends from claim 1, further states that the remote

control device does not store a codeset. The Examiner’s Answer states that it is

the Examiner’s position that a codeset is used for generating an infrared signal in

the base unit 12, and therefore a codeset is clearly not stored in the handheld

unit 10. (Examiner’s Answer, p. 15, lines 9-13). This statement is contrary to the

clear language of Pope, as quoted in the Appeal Brief. Pope actually states that

the codeset is stored in the handheld unit. Reversal of the rejection of claim 9 is

respectfully requested.

M. Reiection of claim 2

Claim 2 recites “said key code signal is transmitted in (d) from said key

code generator device-to said remote control device”. Appellant has argued that

Goldstein does not teach transmitting a key code signal from the key code

generator device back to the remote control device. The fact that Goldstein may

teach sending an IR code from a cable television converter box to a remote

control device does not teach transmitting a key code signal from a key code

generator device back to the remote control device.

The Examiner states that he considers “the responding to the request for

key code by the cable box as the generation of key code and satisfy the claim

limitation of a key code generator because the generation of key code is broadly

claimed with no specific given to the means of generating the key codes”

(Examiner’s Answer, p. 15, lines 18-21). The Examiner’s rebuttal does not refute

that codes, as opposed to key code signals, are sent from the cable television

converter box of Goldstein to the remote control device. Thus, Goldstein does

not teach the recited transmitting a key code signal.
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N. Reiection of claims 5 and 10

As with regard to claim 1, for the rejection of claims 5 and 10, the

Examiner relies on an “RF signal” of Pope for containing an indication of a key on

the remote control device 10 that was pressed. (Examiner’s Answer, p. 16, lines

8-11). Pope does not teach, however, that remote control device 10 sends a

keystroke indicator signal to base unit 12. The passage of Pope cited by the

Examiner states instead that “appliance control codes” are transmitted. Pope

does not teach that remote control device 10 transmits an indication of a selected

key to base unit 12. The keystroke indicator has already been used to generate

the appliance control code within remote control device 10 of Pope.

0. Reiection of claims 6-8I 18I 20-21 and 23

As to the remaining dependent claims 6-8, 18-21 and 23, the limitations

included therein have already been discussed in the Appeal Brief and earlier in

this Reply, so the reversal of the rejections is again respectfully requested.

Appellant requests that the Board reverse the §102 and §103 rejections of

claims 1-26.
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Technology Center 2600

Decided: November 14, 2008

Before JAMESON LEE, RICHARD TORCZON and SALLY C. MEDLEY,

Administrative Patent Judges.

MEDLEY, Administrative Patent Judge.

DECISION ON APPEAL

A. Statement of the Case

ZiLOG, Inc. (“Zilog”), the real party in interest, seeks review under

35 U.S.C. § 134(a) of a Final Rejection of claims 1-10, 13-16 and 18-26.

We have jurisdiction under 35 U.S.C. § 6(b). We affirm—in—part and enter a

new ground of rejection.

Zilog’s invention is related to a system and associated method that

includes a key code generator that receives a keystroke from a remote
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control device. The key code generator generates a key code and transmits

the key code. Spec. 2-3, 6-8, 11-12.

Representative claim 1, reproduced from the Claim Appendix of the

Appeal Brief, reads as follows:

A method comprising:

(a) receiving a keystroke indicator signal from a remote

control device;

(b) generating a key code within a key code generator device;

(c) modulating said key code onto a carrier signal, thereby

generating a key code signal; and

(d) transmitting said key code signal from said key code

generator device.

The Examiner relies on the following prior art in rejecting the claims on

appeal:

Goldstein 5,410,326 Apr. 25, 1995

McNair et al. (“McNair”) 5,595,342 Jan. 21, 1997

August et al. (“August”) 5,671,267 Sep. 23, 1997

Pope 5,963,624 Oct. 5, 1999

Teskey 6,747,568 Jun. 8, 2004

Wouters et al. (“Wouters”) 6,915,109 Jul. 5, 2005

The Examiner rejected claims 13-16, 19, 22 and 24-26 under

35 U.S.C. § 102(e) as anticipated by Wouters.

The Examiner rejected claims 1—10, 18, 20—21 and 23 under

35 U.S.C. § 103(a) as follows:

1.

9’!“

97‘8"?

Claim 18 as unpatentable over Wouters and Teskey;

Claims 20 and 21 as unpatentable over Wouters and August;

Claim 23 as unpatentable over Wouters and Pope;

Claims 1, 3-4 and 9 as unpatentable over Pope and McNair;

Claim 2 as unpatentable over Pope, McNair and Goldstein;

Claims 5 and 10 as unpatentable over Pope, McNair and Teskey;
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7. Claim 6 as unpatentable over Pope, McNair and August;

8. Claim 7 as unpatentable over Pope, McNair and Wouters;

9. Claim 8 as unpatentable over Pope, McNair, Wouters and August.

B. Findings of Fact (“FF”)

Zilog’s Specification

1. Zilog’s specification describes “[i]n one embodiment, the indication of a

pressed key is a keycode . . .”. Spec. 7.

Wouters
 

2. Wouters depicts a remote control unit 3 including an infrared (IR)

transmitter 4; and a radio frequency (RF) transmission system 6

including an IR receiver 7 and a radio transmitter 8 in a first room 1.

Fig. 1; col. 3, 11. 23-30.

D.) In a second room 2, there is a RF receiving system 12 which includes

radio receiver 13 and IR transmitter 14; and an IR receiver 16 coupled to

a device such as a VCR in room 2. Fig. 1; col. 3, 11. 31-36; claim 1.

4. A radio signal 10 is received via antenna 11 by radio receiver 13, which

is coupled to IR transmitter 14 for generating IR signal 15. Fig. 1,

col. 3, 11. 31-32.

5. When a user taps a key on the remote control device 3, the central

processing unit (CPU) inside the remote control device determines

Which code needs transmitting and fetches the required data from its

memory that comprises a database. Col. 4, 11. 53—58.

6. The invention may be used in a variety of systems and devices such as

systems comprising or using remote control, VCR, TV, Internet-enabled

TV, Set—top boxes, PC—TV, PC and home control. Col. 1, ll. 23—26.
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Pope

Pope describes transmitting appliance control codes from a cordless

digital telephone handset 10, 50 to base unit 12 in response to selection

of the appliance control via the handset keypad 30. Figs. 1, 2; col. 2,

ll. 48-col. 3,11. 19.

 

8. The base unit processor 84 gets an infrared control code from memory

86 based on a received appliance control code. Fig. 3, col. 4, l. 62-

col. 5, l. 11.

9. Base unit 12 transmits infrared control code through outer window 36 to

electrical appliances 14-22. Fig. 1, col. 3, 11. 35-41.

McNair

10. McNair describes that wireless transmission between a room

temperature sensor and a receiver can be around 173 MHz using

frequency modulation techniques including frequency shift keying.

Col. 2, 119-18, 61-65.

Graham1

11. Graham describes modulating a digital code or binary code onto a

calrier signal. Abs., Col. 2, 11. 11-16.

12. Modulating a digital code onto a carrier signal precludes unauthorized

or accidental activation of a control of the receiving means. Spec. Abs.

13. Modulating a digital code or a binary code onto a carrier signal provides

an exceptional degree of security and privacy. Col. 2, 11. 7—1 1.

C. Principles of Law

“It would be inconsistent with the role assigned to the PTO in issuing a

patent to require it to interpret claims in the same manner as judges who,
 

1 Graham, US. Patent No. 4,005,428 (issued Jan. 25, 1977).

4
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post-issuance, operate under the assumption the patent is valid.” In re

Morris, 127 F.3d 1048, 1054 (Fed. Cir. 1997). “[A]s an initial matter, the

PTO applies to the verbiage 0f the proposed claims the broadest reasonable

meaning of the words in their ordinary usage as they would be understood

by one of ordinary skill in the art, taking into account whatever

enlightenment by way of definitions or otherwise that may be afforded by

the written description contained in the applicant's specification.” Id.

A claim undergoing examination is given its broadest reasonable

construction consistent with the specification. In re Prater, 415 F.2d 1393,

1404-05 (CCPA 1969). But, “limitations are not to be read into the claims

from the specification.” In re Van Genns, 988 F.2d 1181, 1184 (Fed. Cir.

1993) (citation omitted).

“[A]n indefinite article ‘a’ or ‘an’ in patent parlance carries the meaning

of ‘one or more’ in open-ended claims containing the transitional phrase

‘comprising.”’ KCJ Corp. v. Kinetic Concepts, Inc., 223 F.3d 1351, 1356

(Fed. Cir. 2000) (citations omitted).

“Anticipation under 35 U.S.C. § 102(e) requires that ‘each and every

element as set forth in the claim is found, either expressly or inherently

described, in a single prior art reference.”9 In re Robertson, 169 F.3d. 743,

745 (Fed. Cir. 1999) (quoting Verdegaal Bros, Inc. v. Union Oil Co.,

814 F.2d 628, 631 (Fed. Cir. 1987)).
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D. Analysis

Rejection of claims 13-16, 192 22 and 24-26 as anticipated by Wouters

Claims 13 and 22

Independent claims 13 and 22 stand or fall together. App. Br. 11.

Representative claim 13 recites “A remote control device comprising: a

receiver . . . a transmitter . . .”. App. Br. 34.

The Examiner finds that Wouters” system of devices depicted in room 1

and room 2 comprising an RF receiver, and an IR transmitter meets the

claim limitations. Final Rejection 4, Ans. 3-4; citing Wouters col. 4, ll. 25-

33, 48-57; fig. 1; FF2s 2—3.

Zilog argues that Wouters’ system of devices depicted in room 1 and

room 2 is not a single device. App. Br. 11-12; Reply Br. 7-8. Zilog argues

that the Examiner’s interpretation is improper and is contrary to how the

term is used in the claims and specification. App. Br. 12; Reply Br. 7-8.

Zilog asserts that it disavows the claim scope of a remote control so as to

exclude a system and cites case law in support of its position. App. Br. 12

We are unpersuaded by Zilog’s arguments. As made clear in Morris, the

PTO does not interpret claims in the same manner as judges Who operate

under the assumption that the patent is valid. Instead, during patent

prosecution before the PTO, the broadest reasonable interpretation applies.

We broadly interpret “[a] remote control device” as an apparatus that

includes one or more components. The claim does not require the

components to be contained or housed Within a single structure. Therefore,

the Examiner’s finding that Wouters’ system of devices meets Zilog’s “[a]

 

2 FF denotes Finding of Fact.
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remote control device” is consistent with the broadest reasonable

interpretation of a remote control device.

For all these reasons we find that Zilog has not sustained its burden of

showing that the Examiner erred in rejecting claims 13 and 22 as anticipated

by Wouters.

Claims 14—16

Claim 14 is dependent on claim 13 and recites “said keycode corresponds

to a second function of a second electronic consumer device, as well as to

said function of said electronic consumer device.” App. Br. 34.

The Examiner finds that when a remote control is used to activate two

devices of the same kind (e.g., VCRs of the same brand name) the same key

code is used for separate functions of turning on different electronic

consumer devices. Ans. 12—13.

Zilog argues that Wouters does not describe one key code that

corresponds to two separate functions of two different electronic consumer

devices. App. Br. 13. Zilog further argues that the Examiner’s

interpretation is inconsistent with the tenets of claim interpretation and the

use of the term “second function” in the claims and specification. Reply

Br. 8. Zilog argues that under the tenets of claim interpretation “said

function” and “a second function” used in the same claim cannot be

interpreted to be the same function.

We agree with Zilog. Within the same claim, the Examiner interprets

“said function” and “a second function” as the same function, yet interprets

“said electronic consumer device” and “a second electronic consumer

device” as different devices. The Examiner’s interpretation of the claim

terms within a single claim is inconsistent. To be consistent, both “a second
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function” and “a second electronic consumer device” must either be the

same as or different from both “said function” and “said electronic consumer

device”. Moreover, it would be counterintuitive for a claim drafter to use

the term “a second function” if the intent was for it to be interpreted the

same as “said function”. For these reasons, we find that the Examiner’s

interpretation of “said function” and “a second function” as the same

function to be unreasonable. We therefore find that the Examiner erred in

finding claim 14 anticipated by Wouters.

Claims 15 and 16 are dependent on claim 14. App. Br. 34-35. For the

same reasons explained above regarding claim 14, we find that the Examiner

erred in rejecting claims 15 and 16 as anticipated by Wouters.

Claim 24

Claim 24 is dependent on claim 22 which recites “means for receiving a

key code from said RF receiver and for sending said keycode to said IR

transmitter. . .”. App. Br. 14, 37. Claim 24 further recites “said means in a

microcontroller.” Both Zilog and the Examiner interpret a microcontroller

as a processor. Reply Br. 9, Final Rejection 5.

Zilog argues that Wouters does not disclose that radio receiver 13 is a

microcontroller and does not mention a microcontroller, microprocessor or

processor of any kind. Reply Br. 9.

We agree with Zilog’s arguments. The Examiner has not directed us to,

and we can not find, where Wouters explicitly or inherently discloses that

radio receiver 13 is a microcontroller or a processor. Instead, the Examiner

relies on a citation to Wouters which describes that radio receiver 13

receives a radio signal via antenna 11. Ans. 4, 13; citing Wouters col. 3,

11. 31-32; FF 4.
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For this reason, we find that the Examiner erred in rejecting claim 24 as

anticipated over Wouters.

Claim 19

Independent claim 19 recites “a codeset is stored on said key code

generator device, said codeset including said first key code and said second

key code, wherein said first key code corresponds to a selected function of a

first electronic consumer device, and wherein said second key code

corresponds to said selected function of a second electronic consumer

device . . .”. App. Br. 35-36.

Zilog argues that Wouters does not describe two key codes included in a

codeset stored on a key code generator (i.e., remote control unit 3). App.

Br. 15-16; Reply Br. 10.

While Wouters describes that a set of codes are stored in the memory of

the remote control device 3 (FF 5), the Examiner has not sufficiently

explained how Wouters’ stored codeset includes a first key code

corresponding to a selected function of a first electronic consumer device

and a second key code corresponding to said selected function of a second

consumer device. The Examiner also has not sufficiently explained how

Wouters explicitly or inherently describes the disputed claim limitations.

Instead, the Examiner relies on Wouters description that IR receiver 16 is

coupled to a VCR and the general statement that the invention can be used

with a variety of systems and devices comprising or using a remote control,

VCR, TV, etc. Final Rejection 4; Ans. 4, 13; citing Wouters col. 1, ll. 24-

26; col. 3, 11. 21-35; FFs 3, 6. This is insufficient to establish a prima facie

case of anticipation.
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For these reasons we find that the Examiner erred in erred in rejecting

claim 19 as anticipated over Wouters.

Claims 25 and 26

Independent claim 25 recites “receiving a keystroke indicator from a

remote control device . . . transmitting said key code signal from said key

code generator device to said remote control device . . .”. App. Br. 16, 37.

We interpret “said remote control device” to refer to, and be the same as, the

aforesaid “a remote control device”.

Zilog argues that Wouters does not describe (1) receiving a signal from a

remote control device and (2) transmitting a second signal to the remote

control device. App. Br. 16. Zilog argues that it is improper to ignore the

structure of the “remote control device” and find that the claimed “remote

control device” is met by separate structures for separate limitations within a

claim. Reply Br. 11.

Zilog’s arguments are persuasive and consistent with our interpretation

that “said remote control device” is the same as the aforesaid “a remote

control device”. The Examiner has not directed us to, and we can not find,

where Wouters describes receiving a keystroke indicator from a remote

control device and transmitting a keycode signal to the same remote control

device. Instead, the Examiner has directed us to Wouters’ description of

sending a keystroke indicator signal from one device (i.e., remote control

unit 3) and transmitting the keycode to a different device (i.e., RF receiving

system 12). Final Rejection 5, Ans. 5; citing Wouters col. 3, ll. 21-34;

col. 4, 11. 25-37; fig 1.

For these reasons, we find that the Examiner erred in rejecting claim 25

as anticipated over Wouters.

10
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Our interpretation of claim 25 may appear to be inconsistent with our

interpretation of claims 13 and 22 because with respect to claim 25 we

interpret the remote control as a singular device. However, claim 25 is a

method claim that requires receiving a keystroke indicator from the remote

control and also sending a keycode to the same remote control. In contrast,

claims 13 and 22 are apparatus claims that do not include any additional

structural recitations that require the remote control to be a single device or

require the components to be encased in a single housing.

Claim 26 is dependent on claim 25. App. Br. 37. For the same reason as

explained above regarding claim 25, we find that the Examiner erred in

rejecting claim 26 as anticipated over Wouters.

Rejection of claim 18 as unpatentable over Wouters and Teskey

Claim 18 is dependent on claim 13. App. Br. 34. Claim 18 stands or

falls with claim 13 since Zilog did not argue the limitations of claim 18

separately. App. Br. 29. For the same reasons explained above with respect

to claim 13, we find that Zilog has not sustained its burden of showing that

the Examiner erred in rejecting claim 18 as unpatentable over Wouters and

Teskey.

Rejection of claims 20 and 21 as unpatentable over Wouters and Au gust

Claims 20 and 21 are dependent on claim 19. Zilog does not argue the

specific limitations of claims 20 or 21, but instead argues the limitations of

claim 19. App. Br. 29. As applied by the Examiner, August does not

remedy the deficiencies of Wouters. For the same reasons as explained

above with respect to claim 19, we find that the Examiner erred in rejecting

claims 20 and 21 as unpatentable over Wouters and August.

11
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Rejection of claim 23 as unpatentable over Wouters and Pope

Claim 23 is dependent on claim 22. App. Br. 36. Zilog does not argue

the specific limitations of Claim 23, but, instead, argues the limitations of

claim 22.

Zilog argues that Wouters’ RF receiver, IR transmitter and keypad are

not on the same device. App. Br. 30. Zilog further argues that Wouters’

remote control unit 3 does not include an RF receiver. App. Br. 30. Zilog

also argues that Pope teaches against including an IR transmitter on the

handset. App. Br. 30.

As explained above With respect to claims 13 and 22, the broadest

reasonable interpretation of “[a] remote control device” is an apparatus that

includes one or more components or devices. The Examiner’s finding that

Wouters’ remote control device comprises a system of devices is consistent

with the broadest reasonable interpretation of the claims. Since “[a] remote

control device” can include more than one device, Zilog’s arguments that

Wouters’ remote control unit 3 (i.e., single unit) does not include an RF

receiver is not commensurate in scope With the limitations of claims 22

and 23. Pope’ s teaching against including an IR transmitter on a handset is

irrelevant since the claim language does not require all the components to be

included in a single remote control device.

For all these reasons, we find that Zilog has not sustained its burden of

showing that the Examiner erred in rejecting claim 23 as unpatentable over

Wouters and Pope.

Rejection of claims 1, 3-4 and 9 as unpatentable over Pope and McNair

Representative claim 1 is independent and recites “modulating said key

code onto a carrier signal . . .”. App. Br. 32.

12
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Zilog argues that McNair does not teach modulating a key code onto a

carrier signal. App. Br. 21.

The Examiner finds that Pope does not describe modulating a key code

onto a carrier signal, but instead relies on McNair for describing modulation

of a carrier signal. Final Rejection 6; Ans. 6, 15; citing McNair col. 2,

11. 61—65.

We agree that McNair does not describe modulating a key code, or any

code, onto a carrier signal. McNair merely describes frequency modulation

including frequency shift keying modulation. FF 10.

For this reason, we find that the Examiner erred in determining that

claims 1, 3, 4 and 9 are unpatentable over Pope and McNair.

Rejection of claim 2 as unpatentable over Pope= McNair and Goldstein

Claim 2 is dependent on and includes all of the limitations of claim 1.

App. Br. 32. As applied by the Examiner, Goldstein does not make up for

the deficiencies of the Pope and McNair references. For the same reasons as

explained with respect to claim 1, we find that the Examiner has erred in

determining that claim 2 is unpatentable over Pope, McNair and Goldstein.

Rejection of claims 5 and 10 as unpatentable over Pope, McNair and

Teskey

Claims 5 and 10 are directly or indirectly dependent on and include all of

the limitations of claim 1. App. Br. 32-33. As applied by the Examiner,

Teskey does not make up for the deficiencies of the Pope and McNair

references. For the same reasons as explained with respect to claim 1, we

find that the Examiner has erred in determining that claims 5 and 10 are

unpatentable over Pope, McNair and Teskey.

13
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Rejection of claim 6 as unpatentable over Pope, McNair and August

Claim 6 is dependent on and includes all of the limitations of claim 1.

App. Br. 32. As applied by the Examiner, August does not make up for the

deficiencies of the Pope and McNair references. For the same reasons as

explained with respect to claim 1, we find that the Examiner has erred in

determining that claim 6 is unpatentable over Pope, MCNair and August.

Rejection of claim 7 as unpatentable over Pope, McNair and Wouters

Claim 7 is dependent on and includes all of the limitations of claim 1.

App. Br. 32. As applied by the Examiner, Wouters does not make up for the

deficiencies of the Pope and McNair references. For the same reasons as

explained with respect to claim 1, we find that the Examiner has erred in

determining that claim 7 is unpatentable over Pope, McNair and Wouters.

Rejection of claim 8 as unpatentable over Pope, McNair, Wouters and

Au gust

Claim 8 is dependent on and includes all of the limitations of claim 1.

App. Br. 32. As applied by the Examiner, Wouters and August do not make

up for the deficiencies of the Pope and McNair references. For the same

reasons as explained with respect to claim 1, we find that the Examiner has

erred in determining that claim 8 is unpatentable over Pope, McNair,

Wouters and August.

New Gr ound of Rejection

The following is a quotation of 35 U.S.C. § 103(a) which forms the basis

for all obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not

identically disclosed or described as set forth in section 102 of this

title, if the differences between the subject matter sought to be

patented and the prior art are such that the subject matter as a whole
would have been obvious at the time the invention was made to a

14
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person having ordinary skill in the art to which said subject matter

pertains. Patentability shall not be negatived by the manner in which
the invention was made.

Claim 1 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Pope in view of Graham.

Pope’s description of transmitting appliance control codes (i.e., keystroke

indicator) from handset 10, 50 (i.e., remote control) to base unit 12 (i.e., key

code generator) in response to selection of the appliance control via

keypad 30 meets the limitation of “receiving a keystroke indicator signal

from a remote control device. . . ”. FF 7. Pope’s description that base unit

(i.e., key code generator) processor 84 gets an infrared control code (i.e., key

code) from memory 86 based on a received appliance control code (key

stroke indicator signal) meets the limitation of “generating a key code within

a key code generator device . . .”. FF 8. Pope’s description of base unit 12

(i.e., key code generator) transmitting infrared control code (i.e., key code)

through outer window 36 to electrical appliances 14-22 meets the limitation

of “transmitting said key code signal from said key code generator device”.

FF 9.

Although Pope does not describe modulating the keycode onto a carrier

signal, attention is directed to Graham which describes modulating a digital

code or binary code onto a carrier signal. FF 11. Graham describes that

doing so offers the advantages of precluding unauthorized or accidental

activation of a control associated with the receiving means and provides an

exceptional degree of security and privacy. FFs 12-13. It would have been

obvious to one with ordinary skill in the art at the time the invention was

made to modify the method of Pope to include modulating the key code onto

a carrier signal since doing so offers the advantages of precluding

15
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unauthorized or accidental activation and provides an exceptional degree of

security and privacy.

Zilog argues that Pope’s appliance control codes transmitted by

handset 10, 50 are not a keystroke indicator signal. App. Br. 20-21, Reply

Br. 11-12. Zilog urges a narrow interpretation of the term “keystroke

indicator signal” to mean an indication of a selected key While precluding a

control code. App. Br. 20-21, Reply Br. 11-12. During prosecution, claims

are subject to the broadest reasonable interpretation consistent With the

specification. Zilog’ s narrow interpretation is inconsistent With its

specification. Zilog’s specification describes “[i]n one embodiment, the

indication of a pressed key is a keycode . . .”. FF 1. Since Zilog’s own

specification indicates that the keystroke indicator can be a code (Le. a key

code), the finding that Pope’s appliance control codes meet the limitation of

a keystroke indicator signal is consistent with the broadest reasonable

interpretation.

E. Decision

Upon consideration of the appeal, and for the reasons given herein, it is

ORDERED that the decision of the Examiner rejecting claims 13 and 22

under 35 U.S.C. § 102(6) as anticipated by Wouters is affirmed.

ORDERED that the decision of the Examiner rejecting claims 14-16, 19

and 24—26 under 35 U.S.C. § 102(e) as anticipated by Wouters is reversed.

ORDERED that the decision of the Examiner rejecting claim 18 under

35 U.S.C. § 103(a) as unpatentable over Wouters and Teskey is affirmed.

16
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ORDERED that the decision of the Examiner rejecting claims 20-21

under 35 U.S.C. § 103(a) as unpatentable over Wouters and August

reversed.

ORDERED that the decision of the Examiner rejecting claim 23 under

35 U.S.C. § 103(a) as unpatentable over Wouters and Pope is affirmed.

ORDERED that the decision of the Examiner rejecting claims 1, 3, 4 and

9 under 35 U.S.C. § 103(a) as unpatentable over Pope and McNair is

reversed.

ORDERED that the decision of the Examiner rejecting claim 2 under

35 U.S.C. § 103(a) as unpatentable over Pope, McNair and Goldstein is

reversed.

ORDERED that the decision of the Examiner rejecting claims 5 and 10

under 35 U.S.C. § 103(a) as unpatentable over Pope, McNair and Teskey is

reversed.

ORDERED that the decision of the Examiner rejecting claim 6 under

35 U.S.C. § 103(a) as unpatentable over Pope, McNair and August is

reversed.

ORDERED that the decision of the Examiner rejecting claim 7 under

35 U.S.C. § 103(a) as unpatentable over Pope, McNair and Wouters is

reversed.

ORDERED that the decision of the Examiner rejecting claim 8 under

35 U.S.C. § 103(a) as unpatentable over Pope, McNair, Wouters and August

is reversed.

This decision contains a new ground of rejection pursuant to 37 CPR.

§ 41.50(b). 37 C.F.R. § 41.50(b) provides "[a] new ground of rejection

pursuant to this paragraph shall not be considered final for judicial review.”

17
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37 CFR § 41.50(b) also provides that the appellant, WITHIN TWO

MONTHS FROM THE DATE OF THE DECISION, must exercise one of

the following two options with respect to the new ground of rejection to

avoid termination of the appeal as to the rejected claims:

(1) Reopen prosecution. Submit an appropriate amendment

of the claims so rejected or new evidence relating to the claims

so rejected, or both, and have the matter reconsidered by the

examiner, in which event the proceeding will be remanded to
the examiner. . . .

(2) Request rehearing. Request that the proceeding be

reheard under § 41.52 by the Board upon the same record. . . .

AFFIRMED IN-PART

New Ground of Rejection - 37 CFR. § 41.501b2

ack

CC:

IMPERIUM PATENT WORKS

PO. BOX 587

SUNOL, CA 94586
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 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: Daniel SauFu Mui

Assignee: ZiLOG, Inc.

Title: “Relaying Key Code Signals Through a Remote Control Device”

Appl. No.: 10/737,029 Filing Date: December-16, 2003

Examiner: -Verna| U. Brown Art Unit: 2612

Docket No.: ZIL-568

January 6, 2009

Mail Stop Amendment
COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, VA 22313-1450

AMENDMENT

Dear Sir:

In response to the decision of the Board of Patent Appeals and

lnterferences dated November 14, 2008, Applicant hereby reopens prosecution '

by submitting this Amendment. Applicant requests the Examiner to amend the

above-identified application as follows.

There are no amendments to the specification in'this Amendment.

Amendments to the Claims are reflected in the listing of claims that

begins on page 2 of this Amendment.

There are no amendments to the drawings in this Amendment.

The Remarks begin on page 8 of this Amendment.
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Docket No.: ZlL-568

Amendments to the Claims:

This listing of claims replaces all prior versions and listings of claims in the

application.

Listing of Claims

1. (currently amended): A method comprising:

(a) receiving a keystroke indicator signal from a remote control device,

wherein the keystroke indicator signal indicates a key on said remote control

deviCe that a user has selected;

(b) generating a key code within a key code generator device using the

keystroke indictor signal;

(0) modulating said key code onto a carrier signal, thereby generating a

key code signal; and

(d) transmitting said key code signal from said key code generator device.

2. (original): The method of Claim 1, wherein said key code signal is transmitted

in (d) from said key code generator device to said remote control device.

3. (original): The method of Claim 1, wherein said key code signal is transmitted

in (d) from said key code generator device to an electronic consumer device.

4. (original): The method of Claim 1,'wherein said key code consists of a binary

number.

5. (original): The method of Claim 1, wherein said key code comprises a binary

number and timing information, and wherein said timing information defines how

said binary number is modulated in (c) onto said carrier signal.
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6. (original): The method of Claim 1, further comprising:

(e) pressing a power-on key of said remote control device causing said

remote control device to transmit said keystroke indicator signal that is received

in (a), whereinsaid key code signal transmitted in (d) is received onto an

electronic consumer device, and wherein said pressing in (e) causes said _

electronic consumer device to turn on.

7. (original): The method of Claim 1, wherein said carrier signal is in a radio

frequency band, wherein said key code signal is received by said remote control

device, and wherein said method further comprises:

_ (e) modulating said key code onto a second carrier signal, thereby

generating a second key code signal, said modulating being performed on said

remote control device wherein said second carrier signal is in an infrared .

frequency band; and

(f) transmitting said second key code signal from said remote control

device to an electronic consumer device.

8. (original): The method of Claim 7, further comprising:

(9) pressing a power-on key of said remote control device causing said

remote control device to transmit said keystroke indicator signal'that is received

in (a), wherein the pressing in (g) causes said electronic consumer device to turn

on.

9. (original): The method of Claim 1, wherein said key code generated in (b) is

part of a codeset, and wherein said remote control device does not store said

codeset.

10. (original): The method of Claim 9, wherein said codeset comprises timing

information and a plurality of key codes, and wherein said timing information

describes a digital one and a digital zero.
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11. (previously presented): A method comprising:

(a) receiving a keystroke indicator signal from a remote control device;

(b) generating a key code within a key code generator device;

(c) modulating said key code onto a carrier signal, thereby generating a

key code signal; and ‘

(d) transmitting said key code signal from said key code generator device,

wherein a codeset comprises a plurality of key codes, each one of said plurality

of key codes corresponding to a function of an electronic consumer device, and

wherein no more than a single one of said plurality of key codes is present on

said remote control device at any given time.

12. (original): The method of Claim 11, wherein said function of said electronic

consumer device is taken from the group consisting of: power on, power off,

channel advance, channel back, volume up, volume down, cursor up, cursor

down, cursor right, cursor left, select, play, record, stop, forward, back and

pause.

13. (currently amended): A remote control device comprising:

a receiver that receives a first key code signal, wherein said first key code

signal is generated by modulating a key code onto a first carrier signal, said first

carrier signal falling within a radio frequency band;

I a transmitter that transmits a second key code signal, wherein said

second key code signal is generated by modulating said key code onto a second

carrier signal, said second carrier signal falling within an infrared frequency band;

and , f

a keypad that includes a key that corresponds to said key code, wherein

said key code corresponds to a function of an electronic consumer device,_3_nd

wherein said remote control device is contained within a single structure.
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14. (original): The device of Claim 13, wherein said key code corresponds to a

second function of a second electronic consumer device, as well as to said

function of said electronic consumer device.

15. (original): The device of Claim 14, wherein said transmitter transmits a third

key code signal, and wherein said third key code signal is generated by

modulating said key code onto a third carrier signal.

16. (original): The device of Claim 14, wherein said key code comprises a first

binary number and a second binary number, said first binary number

corresponding to said function, and said second binary number corresponding to

said second function.

17. (previously presented): A device comprising:

a receiver that receives a first key code signal, wherein said first key code

signal is generated by modulating a key code onto a first carrier’signal, said first
carrier signal falling within a radio frequency band;

a transmitter that transmits a second key code signal, wherein said

second key code signal is generated by modulating said key code onto a second

carrier signal, said second carrier signal falling within an infrared frequency band;

and

, a keypad that includes a key that corresponds to said key code, wherein
said key'code corresponds to a function of an electronic cbnsumer device,

wherein said keypad includes a second key that corresponds to a second key

code, wherein a third key code signal is generated by modulating said second

key code onto a third carrier signal, wherein said third key code signal is received

by said receiver, and wherein both said first key code and said second key code

are not both stored in said device at the same time.
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18. (original): The device of Claim 13, wherein a codeset comprises timing

information and a plurality of key codes, wherein each of said plurality of key

Codes corresponds to a different function of said electronic consumer device,

wherein said key code is a binary number, and wherein said timing information

defines how said binary number is modulated onto said firstcarrier signal.

19. (previously presented): A system comprising:

a key code generator device that generates a first key code and a second

key code, wherein a codeset is stored on said key code generator device, said

codeset including said first key code and said second key code, wherein said first
key code corresponds to a selected function of a first electronic consumer

device, and wherein said second key code corresponds to said selected function

of a second electronic consumer device; and

means for relaying said first key code and said second key code from said

key code generator device through a remote control device to said first electronic

consumer device and to said second electronic consumer device without

simultaneously storing both said first key code and said second key code on said

remote control device.

20. (original): The system of Claim 19, wherein said selected function is taken

from the group consisting of: power on, power off, channel advance, channel

back, volume up, volume down, cursor up, cursor down, cursor right, cursor left,

select, play, record, stop, fon/vard, back and pause.

21. (original): The system of Claim 19, wherein said selected function is power

on, and wherein said system automatically determines when said first electronic

consumer device powers on.

22. (currently amended): A remote control device, comprising:

a keypad;
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an RF receiver;

an IR transmitter; and

means for receiving a key code from said RF receiver and for sending said

key code to said IR transmitter such that said key code is modulated onto an IR

carrier signal, said IR carrier signal with said key code modulated thereon being

transmitted from said remote control device by said IR transmitter wherein said

remote control device is contained within a single structure.

 

23. (original): The remote control device of Claim 22, wherein said key code is

not stored on said remote control device immediately prior to said means

receiving the key code.

24. (original): The remote control device of Claim 22, wherein said means is a

microcontroller.

‘ 25. (previously presented): A method comprising: I
(a) receiving a keystroke indicator signal from a remote control device;

(b) using said keystroke indicator signal to generate a key code, wherein a

key code generator device generates said key code;

(c) modulating said key code onto a carrier signal and thereby generating

a key code signal; and

(d) transmitting said key code signal from said key code generator device

to said remote control device, wherein said remote control device transmits said

key code signal to an electronic consumer device.

26. (previously presented): The method of Claim 25, wherein said key code

generated in (b) is part of a codeset, and wherein said codeset is not stored on

said remote control device.
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REMARKS

Reconsideration and allowance of claims 1. 13, 18 and 22-23 are

respectfully requested.

Claims 1—10, 13—16, and 18—26 were the subject of the recent appeal.

Claims 11-12 and 17 were allowed before the appeal. In the decision of the

Board of Patent Appeals and Interferences (the “Board”) dated November 14,

2008, the rejections of claims 1-10, 14-16, 19-21 and 24-26 were reversed, and

the rejections of claims 13, 18 and 22-23 was sustained. in the present

amendment, claims 1, 13 and 22 are amended. After entry of the amendment,

claims 1-26 are pending.

l. Claims 13 and 22

In the decision of the Board, the Examiner’s rejection of claims 13 and 22

was sustained. (Decision, p. 7, lines 3-5) As a basis for sustaining the
Examiner’s rejection, the decision states, “The claim does not require the

components to be contained or housed within a single structure. Therefore, the

Examiner’s finding that Wouters’ system of devices meets Zilog’s ‘|a| remote

control device’ is consistent with the broadest reasonable interpretation of a

remote control device." (Decision, p. 6, line 22 — p. 7, line 2) (emphasis added)

Applicant amends claims 13 and 22 'to recite that “said remote control ‘

device is contained within a single structure". Thus,'the recited “a remote control

device” cannot reasonably be interpreted as reading on Wouters’ system of

devices. Allowance of claims 13 and 22 is requested.

||. Dependent claim 18

Claim 18 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Wouters in view of Teskey (10/19/06 Office Action, p. 10, lines 14-15). The

combination of Wouters and Teskey does not form the basis for a valid rejection

of claim 18 under § 103(a) for the same reasons explained above with relation to

032 1



0322

Applicant: Daniel SauFu Mui

Serial No.: 10/737,029

Filing Date: December 16, 2003
Docket No.: ZIL-568

claim 13. Neither Wouters nor Teskey discloses a single structure with a keypad

that both transmits an IR signal and receives an RF signal. Thus, claim 18 is

allowable for at least the same reasons for which claim 13 is allowable.

Allowance of claim 18 is requested.

m." Dependent claim 23

Claim 23 is rejected under 35 U.S.C. § 103(a) as being unpatentable over

Wouters in view of Pope (10/19/06 Office Action, p. 11, lines 18-19). Claim 23

depends from claim 22 and incorporates the limitations of claim 22. The

combination of Wouters and Pope does not form the basis for a valid rejection of

claim 23 under § 103(a) for the same reasons explained above with relation to

claim 22. Neither Wouters nor Pope teaches a single structure with a keypad, a

radio frequency receiver and-an infrared transmitter. Pope even teaches against

including an IR transmitter on the handset. Pope explains:

”One advantage of having the infrared transmitter attached to the
base unit 12 is that the base unit 12 can be typically powered by

house current. Since no battep/ is used, the infrared transmitter can

draw more power than is used in battery-type systems. For

example, if a button is continuously pressed in a battery-type

system, in order to conserve power the infrared signal is not

continuously sent. but is sent intermittently. The base unit 12

connected to AC power need not be limited in this fashion.

Additionally, it is also possible to have the base unit 12 supply a

greater amount of power to the infrared transmitter to transmit a

greater amount of infrared energy. In this manner, it may be

possible for the infrared bulb to not be focused directly towards the

appliance” (Pope, col. 3, lines 46-60) (emphasis added).

Thus, claim 23 is allowable for at least the same reasons for which claim 22 is

allowable. Allowance of claim 23 is requested.

IV. New rejection of Claim 1 ‘

In the Decision dated November 14, 2008, the Board presents a new

ground of rejection of claim 1. Claim 1 is rejected under 35 U.S.C. § 103(a) as
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being unpatentable over Pope in view of Graham. (Decision, p. 15, lines 4-5).

The Board bases its new rejection of claim 1 on a broad interpretation of

the claim term “keystroke indicator signal”. The Board states, “Zilog urges a

narrow interpretation of the term ‘keystroke indicator signal’ to mean an indication '
of a selected key while precluding a control code." (Decision, p. 16, lines 5-7).

Instead, the Board interpreted the recited “keystroke indicator signal” to have a

broad meaning that covers Pope’s appliance control codes.

Applicants overcomes the new rejection by amending claim 1 explicitly to

limit the scope of the term “keystroke indictor signal" to indicate a key on a

remote control device that a user has selected. The appliance control codes of

_ Pope are not keystroke indicator signals that indicate the key on a remote control

device that a user has selected. Thus, amended claim 1 is not rendered

unpatentable by the combination of Pope in view of Graham.

V. Conclusion

In view of the foregoing amendments and remarks, Applicant respectfully

submits that the entire application (claims 1-26 are pending) is in condition for

allowance. Applicant respectfully requests that a timely Notice of Allowance be

issued in this case. If the Examiner would like to discuss any aspect of this

application, the Examiner is requested to contact the undersigned at (925) 550-
5067.

 

! hereby certify that this correspondence is being Respectfufly submitted,deposited with the United States Postal Service as First
Class Mail in an envelope addressed to: Mail Stop
Amendment, Commissioner for Patents, PO. Box

1450, Alexandria, VA 22313-1450. . fl . ffl 5WW
Darien K, wauace ' Darien K. Wallace

Attorney for Applicants

Reg. No. 53,736
' Customer No. 47,713

 Date of Deposit: January 6. 2009
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AMENDMENT TRANSMITTAL LETTER

January 6, 2009 
MAIL STOP AMENDMENT

COMMISSIONER FOR PATENTS

PO. Box 1450

ALEXANDRIA, VA 22313-1450

Re: Applicant: Daniel SauFu Mui

,. Assignee: ZiLOG, Inc.

Title: “Relaying Key Code Signals Through a Remote Control
v Device”

Serial No.: 10/737,029 Filed: December 16, 2003
Examiner: Vernal U. Brown Art Unit: 2612

Atty. Docket N0.: ZlL-568

Dear Sir:

Transmitted herewith are the following documents:

(1) Amendment with drawings (10 pages);
(2) Return Postcard; and

(3) This transmittal sheet.

El No additional Fee is required.
[I The fee has been calculated as shown below:

CLAIMS AS AMENDED
HIGHEST NO. EXTRA

PREVIOUSLY PAID CLAIMS RATE
FOR PRESENT

 
 
 

 
 

 
 
 

 

 
 
 

REMAINING
AFTER

AMENDMENT

 

 

ADDITIONAL FEE
 

Total Additional Claim Fee

Fee for Extension of Time (_ month) [§1.17(a)(1)]

 

 
 

$0.00

E] A check is attached for the amount of:

 
 

 I hereby certify that this correspondence is being
deposited with the United States Postal Service as First
Class Mail in an envelope addressed to: Mail Stop
Amendment. Commissioner for Patents, PO. Box
1450. Alexandria, VA 22313—1450.

Respectfully submitted,

Jm Kid/abate
Darien K. Wallace

Attorney for Applicants

Reg. No. 53,736

Customer No. 47,713

 
  

  
 

 
  By

Darien K. Wallace

 
  
 

, Date of Deposit: January 6, 2009
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Application No. Applicant(s)

 10/737,029 MUI, DANIEL SAUFU

Office Action Summary Examiner Art Unit

VERNAL u. BROWN 2612 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1. 136(a). In no event however may a reply be timely filed
after SIX (6) MONTHS from the mailing date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

1). Responsive to communication(s) filed on 09 January 2009.

2a)IZ This action is FINAL. 2b)|:| This action is non-final.

3)I:I Since this application is in condition for allowance except for formal matters, prosecution as to the merits is

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213.

Disposition of Claims

4). Claim(s)1-_26is/are pending in the application.

4a) Of the above Claim(s)_ is/are withdrawn from consideration.

5)I:I Claim(s) 11 12 17 19-21 and 24-26 is/are allowed.

6)I:I Claim(s) 1 13 18 22-23 is/are rejected.

7). Claim(s) 2-10,14-16 is/are objected to.

8)I:I Claim(s)_are subject to restriction and/or election requirement.

 

 

Application Papers

9)I:I The specification is objected to by the Examiner.

10)I:I The drawing(s) filed on is/are: a)|:l accepted or b)I:I objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

11)I:I The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)I:I Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)—(d) or (f).

a)I:I All b)|:| Some * c)I:I None of:

1.I:I Certified copies of the priority documents have been received.
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3.I:I Copies of the certified copies of the priority documents have been received in this National Stage

application from the International Bureau (PCT Rule 17.2(a)).
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Application/Control Number: 10/737,029 Page 2

Art Unit: 2612

DETAILED ACTION

This action is responsive to communication filed on January 09, 2009.

Response to Amendment

The amendment of claims 13 and 22 is not entered because the prosecution of these

claims is closed.

Claim Rejections - 35 USC § 103

The following is a quotation of 35 USC. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a, person
having ordinaiy skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

Claims 1 are rejected under 35 USC. 103(a) as being unpatentable over Pope US Patent

5963624 in View Graham US Patent 4005428.

Regarding claim 1, Pope teaches transmitting appliance control codes (i.e., keystroke

indicator) from handset 10, 50 (Le, remote near control) to base unit 12 (Le, key code

generator). The base unit (12) which the examiner considers as the key code generator therefore

receives the keystroke indicator indicating a key on the remote control. Pope teaches generating

a key code within a key code generator device using the keystroke indicator signal by the base

unit processor retrieving an infrared control code from memory (86) base on the appliance

control code (keystroke indicator signal) and transmitting the key code from the key code

generator device to the appliance (col. 3 lines 35—40). Pope is however silent on teaching

modulating the key code onto a carrier signal. Graham in an analogous art discloses modulating a

digital code or binary code onto a carrier signal (col. 2 lines 7-21). Graham describes that doing
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Application/Control Number: 10/737,029 Page 3

Art Unit: 2612

so offers the advantages ofprecluding unauthorized or accidental activation of a control

associated with the receiving means and provides an exceptional degree of security and privacy

(abstract) .

It would have been obvious to one with ordinary skill in the art at the time the invention

was made to modify the method of Pope to include modulating the key code onto a carrier signal

since doing so offers the advantages ofprecluding

Claims 13, 18, 22, 23 stand rejected based on the decision by the Board of Patent Appeal

and Interference.

Allowable Subject Matter

Claims 11-12, 17, 19-21, 24, 25-26 are allowed.

Claims 2—10, 14—16 are objected to as being dependent upon a rejected base claim, but

would be allowable if rewritten in independent form including all of the limitations of the base

claim and any intervening Claims.

Conclusion

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time

policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is sct to expire THREE

MONTHS from the mailing date of this action. In the event a first reply is filed within TWO

MONTHS of the mailing date of this final action and the advisory action is not mailed until after

the end of the THREE-MONTH shortened statutory period, then the shortened statutory period
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Application/Control Number: 10/737,029 Page 4

Art Unit: 2612

Will expire on the date the advisory action is mailed, and any extension fee pursuant to 37

CFR 1.136(a) Will be calculated from the mailing date of the advisory action. In no event,

however, will the statutory period for reply expire later than SIX MONTHS from the mailing

date of this final action.

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to VERNAL U. BROWN whose telephone number is (571)272-

3060. The examiner can normally be reached on 8:30-7:00 Monday-Thursday.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Brian Zimmerman can be reached on 571-272-3059. The fax phone number for the

organization Where this application or proceeding is assigned is 571-273-83 00.

Information regarding the status of an application may be obtained from the Patent

Application Information Retrieval (PAIR) system. Status information for published applications

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished

applications is available through Private PAIR only. For more information about the PAIR

system, see http://pair—direct.uspto.gov. Should you have questions on access to the Private PAIR

system, contact the Electronic Business Center (EBC) at 866—217—9197 (toll—free). If you would

like assistance from a USPTO Customer Service Representative or access to the automated

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Vernal U Brown/

Examiner, Art Unit 2612

March 3, 2009
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
 

Applicant: Daniel Sau Fu Mui

Assignee: Universal Electronics Inc.

Title: “Relaying Key Code Signals Through a Remote Control Device"

Appl. No.: 10/737,029 Filing Date: December 16, 2003

Examiner: Vernal U. Brown ' Art Unit: 2612

Docket No.: ZIL-568

May 7, 2009

Mail Stop AF
COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, VA 22313-1450

AMENDMENT

Dear Sir:

In response to the final office action dated March 11, 2009 (“Office

Action"), Applicant responds as follows and requests the Examiner to amend the

above-identified application as follows.

There are no amendments to the specification in this Amendment.

Amendments to the Claims are reflected in the listing of claims that

begins on page 2 of this Amendment.

There are no amendments to the drawings in this Amendment.

The Remarks begin on page 9 of this Amendment.

85/12/2809 SDENBDBB 083M648 18737029

81 FC:1281 228.88 HP
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Applicant: Daniel SauFu Mui
Serial No.: 10/737,029

Filing Date: December 16, 2003
Docket No.: ZlL-568

Amendments to the Claims:

This listing of claims replaces all prior versions and listings of claims in the

application.

Listin of Claims

1. (canceled)

2. (currently amended): Ihe—methed-ef—Glaim—t—Mterein—said—key—eede—signal—is

' transmitted—In-(dHFem—said—key-eedegenerater—devieeA method comprising.

(a) receiving a keystroke indicator signal from a remote control deviceI

wherein the keystroke indicator signal indicates a key on said remote control

device that a user has selected;

(b) generating a key code within a key code generator device using the

keystroke indictor signal;

(0) modulating said key code onto a carrier signal, thereby generating a

key code signal; and

(d) transmitting said key code signal from said key code generator device

to said remote control device.

3. (currently amended). Illhe—methed—ef—GlaIm—t—umerewwaid—keyeedeagnal—Is

#ansmfled—m—(dflenq—sadfly—eede—generater—deweeA method comprising.

(a) receiving a keystroke indicator signal from a remote control deviceI

wherein the keystroke indicator signal indicates a key on said remote control

device that a user has selected;

(b) generating a key code within a key code generator device using the

keystroke indictor signal;

(c) modulating said key code onto a carrier signal, thereby generating a

key code signal; and
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Applicant: Daniel SauFu Mui
Serial No.: 10/737,029

Filing Date: December 16, 2003
Docket No.: ZIL-568

(d) transmitting said key code signal from said key_ code generator device

to an electronic consumer device.

4. (currently amended): The method of Claim [[1]]2, wherein said key code

consists of a binary number.

5. (currently amended): The method of Claim [[1]]; wherein said key code

comprises a binary number and timing information, and wherein said timing

information defines how said binary number is modulated in (0) onto said carrier

signal.

6. (currently amended): The method of Claim [[1]]; further comprising:

(e) pressing a power-on key of said remote control device causing‘said

remote control device to transmit said keystroke indicator signal that is received

in (a), wherein said key code signal transmitted in (d) is received onto flannfl

electronic consumer device, and wherein said pressing in (e) causes said

electronic consumer device to turn on.

7. (currently amended): The method of Claim [[1]]; wherein said carrier signal is

in a radio frequency band, wherein said key code signal is received by said

remote control device, and wherein said method further comprises:

(e) modulating said key code Onto a second carrier signal, thereby

generating a second key code signal, said modulating being performed on said

remote control device wherein said second carrier signal is in an infrared

frequency band; and

(f) transmitting said second key code signal from said remote control

device to an electronic consumer device.
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Serial No.: 10/737,029

Filing Date: December 16, 2003
Docket No.: ZIL-568

8. (original): The method of Claim 7, further comprising:

(9) pressing a power-on key of said remote control device causing said

remote control device to transmit said keystroke indicator signal that is received

in (a), wherein the pressing in (g) causes said electronic consumer device to turn

on.

9. (currently amended): The method of Claim [[1]]; wherein said key code

generated in (b) is part of a codeset, and wherein said remote control device

does not store said codeset.

10. (original): The method of Claim 9, wherein said codeset comprises timing

information and a plurality of key codes, and wherein said timing information

describes a digital one and a digital zero.

11. (previously presented): A method comprising:

(a) receiving a keystroke indicator signal from a remote control device;

(b) generating a key code within a key code generator device;

(0) modulating said key code onto a carrier signal, thereby generating a

key code signal; and

(d) transmitting said key code signal from said key code generator device,

wherein a codeset comprises a plurality of key codes, each one of said plurality

of key codes corresponding to a function of an electronic consumer device, and

wherein no more than a single one of said plurality of key codes is present on

said remote control device at any given time.

12. (original): The method of Claim 11, wherein said function of said electronic

consumer device is taken from the group consisting of: power on, power off,

channel advance, channel back, volume up, volume down, cursor up, cursor

down, cursor right, cursor left, select, play, record, stop, fonNard, back and

pause.
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Filing Date: December 16, 2003
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13. (canceled)

14. (currently amended): Iheeevieeef—GlaMA remote control device

comprising:

a receiver that receives a first key code signal, wherein said first key code

signal is generated by modulating a key code onto a first carrier signal, said first

carrier signal falling within a radio freguency band;

a transmitterthat transmits a second key code signal, wherein said

second key code signal is generated by modulating said key code onto a second

carrier signal, said second carrier signal falling within an infrared freguency band;

M

a keypad that includes a key that corresponds to said key code, wherein

said key code corresponds to a function of an electronic consumer device, and

wherein said key code corresponds to a second function of a second electronic

consumer device, as well as to said function of said electronic consumer device.

15. (original): The device of Claim 14, wherein said transmitter transmits a third

key code signal, and wherein said third key code signal is generated by

modulating said key code onto a third carrier signal.

16. (original): The device of Claim 14, wherein said key code comprises a first

binary number and a second binary number, said first binary number

corresponding to said function, and said second binary number corresponding to

said second function.

17. (previously presented): A device comprising:

a receiver that receives a first key code signal, wherein said first key code

signal is generated by modulating a key code onto a first carrier signal, said first

carrier signal falling within a radio frequency band;
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a transmitter that transmits a second key code signal, wherein said

second key code signal is generated by modulating said key code onto a second

carrier signal, said second carrier signal falling within an infrared frequency band;

and

a keypad that includes a key that corresponds to said key code, wherein

said key code corresponds to a function of an electronic consumer device,

wherein said keypad includes a second key that corresponds to a second key

code, wherein a third key code signal is generated by modulating said second

key code onto a third carrier signal, wherein said third key code signal is received

by said receiver, and wherein both said first key code and said second key code

are not both stored in said device at the same time.

18. (canceled)

19. (previously presented): A system comprising:

a key code generator device that generates a first key code and a second

key code, wherein a codeset is stored on said key code generator device, said

codeset including said first key code and said second key code, wherein said first

key code corresponds to a selected function of a first electronic consumer

device, and wherein said second key code corresponds to said selected function

of a second electronic consumer device; and

means for relaying said first key code and said second key code from said

key code generator device through a remote control device to said first electronic
consumer device and to said second electronic consumer device without

simultaneously storing both said first key code and said second key code on said

remote control device.

20. (original): The system of Claim 19, wherein said selected function is taken

from the group consisting of: power on, power off, channel advance, channel
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back, volume up, volume down, cursor up, cursor down, cursor right. cursor left,

select, play, record, stop, fon/vard, back and pause.

21. (original): The system of Claim 19, wherein said selected function is power

on, and wherein said system automatically determines when said first electronic

consumer device powers on.

Claims 22 — 23 (canceled)

24. (currently amended): Ihe—remeteeeetrel—deviee—ef—Glaim—221A remote control

device, comprising:

a keypad;

an RF receiver;

an IR transmitter and

means for receiving a key code from said RF receiver and for sending said

key code to said IR transmitter such that said key code is modulated onto an IR

carrier signal, said lR carrier signal with said key code modulated thereon being

transmitted from said remote control device by said IR transmitter, wherein said

means is a microcontroller.

 

25. (previously presented): A method comprising:

(a) receiving a keystroke indicator signal from a remote control device;

(b) using said keystroke indicator signal to generate a key code, wherein a

key code generator device generates said key code;

(c) modulating said key code onto a carrier signal and thereby generating

a key code signal; and

(d) transmitting said key code signal from said key code generator device

to said remote control device, wherein said remote control device transmits said

key code signal to an electronic consumer device.
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26. (previously presented): The method of Claim 25, wherein said key code

generated in (b) is part of a codeset, and wherein said codeset is not stored on

said remote control device.

27. (new): The method of Claim 3, wherein said key code consists of a binary

number.

28. (new): The method of Claim 3, wherein said key code comprises a binary

number and timing information, and wherein said timing information defines how

said binary number is modulated in (0) onto said carrier signal.

29. (new): The method of Claim 3, wherein said key code generated in (b) is part

of a codeset, and wherein said remote control device does not store said

codeset

30. (new): The method of Claim 29, wherein said codeset comprises timing

information and a plurality of key codes, and wherein said timing information

describes a digital one and a digital zero.
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REMARKS

Before entry of this amendment, claims 1-26 were pending. In the Office

Action, claims 11-12, 17, 19-21 and 24-26 were allowed, claims 2-10 and 14-16

were objected to, and claims 1, 13, 18 and 22-23 were rejected. In the present

amendment, claims 1, 13, 18 and 22-23 are canceled, claims 2-7, 9, 14 and 24

are amended, and claims 27-30 are added. After entry of the amendment,

claims 2-12, 14-17, 19-21 and 24-30 are pending.

I. Rejection of claims 1, 13, 18 and 22-23

Claims 1, 13, 18 and 22-23 are finally rejected in the Office Action.

Applicant cancels claims 1, 13, 18 and 22-23 in order to present these claims for

examination in a continuation application.

II. New dependent claims 41-45

Applicant adds new claims 27-30, each of which depends from allowable

base claim 3.

III. Conclusion

In view of the foregoing amendments and remarks, Applicant respectfully

submits that the entire application (claims 2-12, 14-17, 19-21 and 24-30 are

pending) is in condition for allowance. Applicant respectfully requests that a

timely Notice of Allowance be issued in this case. If the Examiner would like to
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discuss any aspect of this application, the Examiner is requested to contact the

undersigned at (925) 550-5067.

I hereby certify that this correspondence is being , Respectfully submitted,deposited with the United States Postal Service as First
Class Mail in an envelope addressed to: Mail Stop AF,
Commissioner for Patents, PO. Box 1450, Alexandria,

VA 22313-1450. 3 ~ X 0 2 E
By é§@5 W .

,ien K. Wanace Darren K. Wallace

Attorney for Applicants

Date of Deposit: May 7. 2009 R99 NO- 53.736
Customer No. 47,713
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AMENDMENT TRANSMITTAL LETTER 
May 7, 2009

MAIL STOP AF

COMMISSIONER FOR PATENTS

PO. Box 1450

ALEXANDRIA, VA 22313-1450

Re: Applicant: Daniel SauFu Mui

Assignee: ZiLOG, Inc.

Title: “Relaying Key Code Signals Through a Remote Control
Device"

Serial No.: 10/737,029 Filed: December 16, 2003
Examiner: Vernal U. Brown Art Unit: 2612

Atty. Docket No.: ZlL-568

Dear Sir:

Transmitted herewith are the following documents:

(1) Amendment with drawings (10 pages);

(2) A check for additional claim fees ($220.00)

(3) Return Postcard; and '

(4) This transmittal sheet.

I] No additional Fee is required.
The fee has been calculated as shown below:

CLAIMS AS AMENDED _

_ W W -_AFTER PREVIOUSLY PAID CLAIMS RATE ADDITIONAL FEE
AMENDMENT FOR PRESENT

25 $52 $0.00

$220 $220.00

-

Total Additional Claim Fee $220 00

Fee for Extension of Time (_ month) [§1.17(a)(1)] $0.00

 
 
 

 
  

 
 

 
 
 

 

 

 

 
 

  

 

  
  
  

 

IE A check is attached for the amount of: 

I hereby certify that this correspondence is being
deposited with the United States Postal Service as First
Class Mail in an envelope addressed to: Mail Stop AF,
Commissioner for Patents, P.O. Box 1450, Alexandria,
VA 22313—1450. ‘

Darien K. Wallace

Respectfully submitted,

MM; X’. flaw
Darien K. Wallace

Attorney for Applicants

Reg. No. 53,736

Customer No. 47,713

Date of Deposit: May 7, 2009 
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PTO/SB/OB (07-06)
Approved for use through 1/31/2007. OMB 0651-0032

US. Patent and Trademark Office; US. DEPARTMENT OF COMMERCE
Under the Paoerwork Reduction Act of 1995, no oersons are re-uired to resoond to a collection of information unless it disola s a valid OMB control number.

PATENT APPLICATION FEE DETERMINATION RECORD APP'ication 0r DOCket Number Filing Date
Substitute for Form PTO-875 10/737,029 12/16/2003 I] To be Mailed

APPLICATION AS FILED — PART I OTHER THAN

(Column 1) (Column 2) SMALL ENTITY |:| OR SMALL ENTITY

(37 CFR1.163, b ,or c

[I SEARCH FEE

El EXAMINATION FEEWWW

TOTAL CLAIMS . _
37CFR1.16i‘ minus20_

INDEPENDENT CLAIMS , _
37 CFR 1.16 h) m'WSS‘

If the specification and drawings exceed 100

I:I sheets of paper, the application size fee dueAPPLICAT'ON S'ZE FEE is $250 ($125 for small entity) for each
(37 CFR1'16(S)) additional 50 sheets or fraction thereof. See

35 U.S.C. 41 a 1 G and 37 CFR 1.16 S.

I] MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR1.16(j))
* If the difference in column 1 is less than zero, enter“0" in column 2.

APPLICATION AS AMENDED — PART II
OTHER THAN

(Column 1) (Column 2) (Column 3) SMALL ENTITY
CLAIMS HIGHEST
REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL

05/1 2/2009 AFTER PREVIOUSLY EXTRA FEE ($) FEE (SB)AMENDMENT PAID FOR

Total (37CFR -
1.161) * 25 M'm‘sId d t -
273:2".791. II... =1

D Application Size Fee (37 CFR 1.113(5))
AMENDMENT

D FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR1.16(j))

(Column 1) (Column 2) (Column 3)
CLAIMS HIGHEST

REMAINING NUMBER PRESENT ADDITIONAL ADDITIONAL
AFTER PREVIOUSLY EXTRA FEE ($) FEE ($)AMENDMENT PAID FOR

Independent M
- ***

37 CFR 1.16 h) Inus

El Application Size Fee (37 CFR 1.16(s))AMENDMENT
D FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR1.16(j)) OR

OR

* If the entry in column 1 is less than the entry in column 2, write “"0 in column 3. Legal Instrument Examiner:
** If the “Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter “20". /JOY DOBBS/
*** If the “Highest Number Previously Paid For” IN THIS SPACE is less than 3, enter "”3.
The “Highest Number Previously Paid For" (Total or Independent) is the highest numberfound in the appropriate box in column 1.

 
This collection of information is required by 37 CFR 1.16. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering,
preparing. and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, US.
Department of Commerce, PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.0. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.

0343



0344

UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Addless: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450www.uspto.g0v

 
NOTICE OF ALLOWANCE AND FEE(S) DUE

EXAMINER

1MPER1UM PATENT WORKS BROWN» VERNALU
P-o-Boxss7

SUNOL, CA 94586 2612
DATE MAILED: 06/26/2009

 
APPI ICATION NO. FIIING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRVIATION \0.

10/737 12/ 16/2003 Daniel SauFu Mui ZIL—568

 
 

TITLE OF INV ANTION: R ALAYING KEY CODF SIGNALS THROUGH A REMOTE CONTROL DEVICE 
 

 
 

APPL\. TYPE SMALL ENTT ISSUE FEE DUE PUBLICATION FEE DUE PREV. PAID ISSUE FEE TOTAL FEEISI DUE DATE DUE

nonprovisional $1510 09/28/2009

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.

PROSECUTION fl THE MERITS E CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE 0R THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS

STATUTORY PERIOD CANNOT fl EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS

PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW
DUE.

HOW TO REPLY TO THIS NOTICE:

1. Review the SMALL ENTITY status shown above.

If the SMALL ENTITY is shown as YES, verify your current If the SMALL ENTITY is shown as NO:
SMALL ENTITY status:

A. If the status is the same, pay the TOTAL FEE(S) DUE shown A. Pay TOTAL FEE(S) DUE shown above, or
above.

B. If the status above is to be removed, check box 5b on Part B - B. If applicant claimed SMALL ENTITY status before, or is now
Fee(s) Transmittal and pay the PUBLICATION FEE (if required) claiming SMALL ENTITY status, check box 5a on Part B - Fee(s)
and twice the amount of the ISSUE FEE shown above, or Transmittal and pay the PUBLICATION FEE (if required) and 1/2

the ISSUE FEE shown above.

11. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B.

111. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.

Page 1 of 3
PTOL-SS (Rev. 08/07) Approved for use through 08/31/2010.
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
PO. Box 1450

Alexandria, Virginia 22313-1450
or m (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where

appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current corres ondence address asin icated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address: and/or (b) indicating a separate " EE ADDRESS” formaintenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change ofaddress) Note: A certificate of mailin can only be used for domestic mailings of the
Fee(s) Transmittal. This certi icate cannot be used for any other accompanying

papers. Each additional paper, such as an assignment or formal drawing, mustave its own certificate of mailing or transmission.

 

47713 7590 06/26/2009

V V V . V V , V Certificate of lVIailing or Transmission
1MPLR1UM PA “AN 1 WORKS I hereby certify that this Fee(s) Transmittal is being deposited with the United
P 0 BOX 5 87 States Postal Service with sufficient postage for first class mail in an envelo e‘ ‘ addressed to the Mail Stop ISSUE FEE address above. or being facsimi e
SUNOL, CA 94586 transmitted to the USPTO (571) 273—2885. on the date indicated below.

(Depositor's name)

(Signature) 
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRVTATION NO.

29 450610/737. 12/ 16/2003 Daniel SauFu Mui ZIL—568
TITLE OF INV ENTION: R ELAYING KEY CODF SIGNALS THROUGH A REMOTE CONTROL DEVICE

   
 

  
 

 
   

APPLN. TYPE SMALL ENT'TY ISSUE FEE DUE PUBLICATION FEE DUE PREV. PAID ISSUE FEE TOTAL FEE/:S) DUE DATE DUE

NO $ 15 10 $0 50nonprovi sional $1510 09/28/2009

BROWN. VERNAL U 2612 340-825690

1. Change of correspondence address or indication of "Fee Address" (37
CFR 1363).

3 Change of correspondence address (or Change of CorrespondenceAddress orm PTO/SB/122) attached.

3 "Fee Address" indication (or "Fee Address" Indication form
PTO/SB/47: Rev 03-02 or more recent) attached. Use of a Customer
Number is required.

2. For printing on the patent front page, list
(1) the names of up to 3 registered patent attorneys
or agents OR. alternatively.
(2) the name of a single firm (having as a member a
registered attorney or agent) and the names of up to
2 registered patent attorneys or agents. If no name is 3
listed. no name will be printed.

  
3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below. the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

  

 

Please check the appropriate assignee category or categories (will not be printed on the patent) : '3 Individual D Corporation or other private group entity '3 Government

  
4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)

3 Issue Fee 3 A check is enclosed.

3 Publication Fee (No small entity discount permitted) 3 Payment by credit card. Form PTO-2038 is attached.
3 Advance Order — # of Copies 3 The Director is hereby authorized to charge the required fee(s). any deficiency. or credit anyoverpayment, to Deposit Account I\umber (enclose an extra copy of this form).

5. Change in Entity Status (from status indicated above)

:I a. Applicant claims SMALL ENTITY status. See 37 CFR 1.27. :I b. Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g)(2).
NOTE: The Issue Fee and Publication Fee (if required) will not be accepted from anyone other than the applicant; a registered attorney or agent; or the assignee or other party in
interest as shown by the records of the United States Patent and Trademark Office.

Authorized Signature Date
  

Typed or printed name Registration No.
  

This collection of information is required by 37 CFR 1.311. The information is re uired to obtain or retain a benefit by the public which is to file (and by the USPTO to process)
an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. '1' is collection is estimated to take 12 minutes to complete, including gathering. preparing, and
submitting the completed application form to the USPTO. Time will vary de endin upon the individual case. Any comments on the amount of time you require to complete
this form and/0r suggestions for reducing this burden. should be sent to the Cliief In ormation Officer. U.S. Patent and Trademark Office. US. Department of Commerce. PO.
Box 1450, Alexandria, Virginia 22313—1450. DO NOT S END FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents. PO. Box 1450,
Alexandria, Virginia 22313—1450.
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

 
  
 

 PTOL—85 (Rev. 08/07) Approved for use through 08/31/2010. OMB 0651—0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COIVIMERCE
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450
Alexandria, Virginia 22313-1450www.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

 
10/737,029 12/ 16/2003 Daniel SauFu Mui ZIL—568 4506

1MPER1UM PATENT WORKS BROWN» VERNALU
P-o-Boxssv

SUNOL, CA 94586 m
DATE MAILED: 06/26/2009

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)

(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 1076 day(s). If the issue fee is paid on the date that is three months after the

mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half

months) after the mailing date of this notice, the Patent Term Adjustment will be 1076 day(s).

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that

determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval

(PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of

Patent Legal Administration at (571)—272—7702. Questions relating to issue and publication fee payments should be

directed to the Customer Service Center of the Office of Patent Publication at 1—(888)—786—0101 or

(571)—272—4200.

Page 3 0f 3
PTOL-SS (Rev. 08/07) Approved for use through 08/31/2010.
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Application No. Applicant(s)

10/737,029 MUI, DANIEL SAUFU

Notice of Allowability Examiner Art Unit

VERNAL U. BROWN 2612

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed). a Notice of Allowance (PTOL—85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. IXI This communication is responsive to 5/12/09.

2. IE The allowed claim(s) is/are 2-12 14-17 19-21 and 24-30.
 

3. El Acknowledgment is made ofa claim for foreign priority under 35 U.S.C. § 119(a)—(d) or (f).

a) |:I All b) |:I Some* 0) El None of the:

1. El Certified copies of the priority documents have been received.

2. El Certified copies of the priority documents have been received in Application No.

3. I] Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau (PCT Rule 17.2(a)).

* Certified copies not received:

Applicant has THREE MONTHS FROM THE “MAILING DATE" of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

4. El A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER’S AMENDMENT or NOTICE OF
INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient.

5. El CORRECTED DRAWINGS (as “replacement sheets") must be submitted.

(a) I] including changes required by the Notice of Draftsperson’s Patent Drawing Review ( PTO-948) attached

1) I:I hereto or2) [I to Paper No./Mai| Date

(b) [I including changes required by the attached Examiner’s Amendment / Comment or in the Office action of
Paper No./Mai| Date .

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6. I] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner’s comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

 

 

 Attachment(s)
1. El Notice of References Cited (PTO-892) 5. El Notice of Informal Patent Application

2. El Notice of Draftperson's Patent Drawing Review (PTO-948) 6. El Interview Summary (PTO-413),
Paper No./Mai| Date .

3. El Information Disclosure Statements (PTO/SB/08), 7. El Examiner's Amendment/Comment
Paper No./Mai| Date

4. El Examiner's Comment Regarding Requirement for Deposit 8. El Examiner's Statement of Reasons for Allowance
of Biological Material

9. El Other

Nernal U Brown/

Primary Examiner, Art Unit 2612

U.S. Patent and Trademark Office

PTOL-37 (Rev. 08-06) Notice of Allowability Part of Paper No./Mai| Date 20090604
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Index of Claims

        

10737029

Application/Control No. Applicant(s)/Patent Under
Reexamination

MUI, DANIEL SAUFU
 

Examiner

      VERNAL U BROWN

Art Unit

2612
 
 

 

  
CLAIM

Final Original

 
 

   
/ Rejected - Cancelled Non-Elected Appeal

= Allowed + Restricted Interference Objected

Claims renumbered in the same order as presented by applicant El T.D. El R.1.47

DATE
 

 
02/09/2009

 

 

 

 

A

 

 

A \l 

A 00

A 0

[\JO

 
 

[\J A 

[\JN

[\J 0)

[\J4; 

NU1 

 
[\J 0')
IIxN

US. Patent and Trademark Office

[I o 'u>

 
Part of Paper No. : 20090302
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Application/Control No. Applicant(s)/Patent Under Reexamination

Issue Classification 10737029 MUI, DANIEL SAUFU

VERNAL U BROWN 2612

ORIGINAL INTERNATIONAL CLASSIFICATION

SUBCLASS CLAIMED NON-CLAIMED

19 1 00 (2006.0)

II-IIIII-I_
825.69  

 

CROSS REFERENCE(S)  

SUBCLASS (ONE SUBCLASS PER BLOCK)
825.72 825.22 5.61 5.64

825.29 

5:m 168 

      II-IIIII-I- 
ElIX Claims renumbered in the same order as presented by applicant CPA El T.D. R.1.47

Final Original Final Original Final Original Final Original Original Final Original Original

(Assistant Examiner)
NERNAL U BROWN/

Total Claims Allowed:

Primary Examiner.Art Unit 2612 O.G. Print Claim(s) O.G. Print Figure

Original
4 

 

 

 

 

 

 LOCONKDU‘I-PQN
 

o 

 
N 

w 
p 
01 

        
03

26

(Primary Examiner) 19 1

 
US. Patent and Trademark Office Part of Paper No. 20090604
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Page 1 of1

UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTIVEENT OF CONHVIERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P O. Box 1450
Alexandria Virginia 22313-1450
www.usplo.gov

 
BIB DATA SHEET

CONFIRMATION NO. 4506

SERIAL NUMBER FILINSAQI'IE 371(6) GROUP ART UNIT ATTORNECY) DOCKET
10/737,029 12/16/2003 ZIL-568

RULE

APPLICANTS

Daniel SauFu Mui, San Jose, CA;

*1: CO NTI N U I NG DATA *‘k‘k*****‘k****‘k*****‘k*****

** FOR E I G N APPL IC ATI ONS *‘k‘k’k‘k‘k‘k‘k‘k‘k*‘k‘k‘k‘kic‘k‘k‘k‘k‘kic‘k‘k‘k

** IF REQUIRED, FOREIGN FILING LICENSE GRANTED **
03/24/2004

Foreign Priority claimed 3 Yes BN0 STATE OR SHEETS TOTAL INDEPENDENT

35 USC 119(a—d) conditions met :I Yes BNO D iA/Ilfiivagfige COUNTRY DRAWINGS CLAIMS CLAIMSVerified and lVERNAL U BROWN/

Acknowledged Examiner's Signature Initials CA 4 24 4

ADDRESS

IMPERIUM PATENT WORKS
PO. BOX 587

SUNOL, CA 94586
UNITED STATES

TITLE

Relaying key code signals through a remote control device

II All Fees

31.16 Fees (Filing)

 

 

FEES: Authority has been given in PaperFILING FEE - -

RECEIVED No. to Charge/credit DEPOSIT ACCOUNT 3 1-1 7 Fees (Process'ng EXI- 0“ I'm)
for following: :l 1.18 Fees (Issue)

:l Other

|:| Credit

 

   
 

 
BIEI (Rev. 05/07).
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 Application/Control No. Applicant(s)/Patent Under
Reexamination

MUI, DANIEL SAUFU

Examiner Art Unit

VERNAL U BROWN 2612

Search Notes 10737029

                       
 

 

SEARCHED

Class Subclass Date Examiner

825.69, 825.72, 825.22, 5.61, 5.64, 5.74, 6/23/09
 172, 168,

734

6/23/09

6/23/09    
 

SEARCH NOTES

  
Search Notes Date Examiner

EASt search 6/23/09 VB

INTERFERENCE SEARCH

 Class Subclass Date Examiner

 
Same as 6/23/09 VB
above

U.S. Patent and Trademark Office Part of Paper No. : 20090604
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