Exhibit C1

U.S. Patent No. 5,249,586 (“Morgan”), alone or in combination with other prior art, anticipates and/or renders obvious
103 the asserted claims (27-30) of U.S. Patent No. 9,901,123 (the “’123 patent™)

Respondents apply the prior art in light of Complainant’s improper assertions of infringement and improper application
do not agree with Complainant's application of the claims, or that the claims satisfy 35 U.S.C. § 112. Respondents’ disc
should in no way be seen as, admissions or adoptions as to any particular claim scope or construction, or as any admissi
IS met in any particular way. Respondents’ initial patent disclosures are made in a variety of alternatives and do not repr
agreement or view as to the meaning, definiteness, written description support for, or enablement of any claim containec
prior art below are exemplary and identify exemplary instances where the prior art discloses a given limitation expressly
inherently.

Where Respondents cite to a particular figure in Morgan or in other art, the citation should be understood to encompass,
itself, the caption and description of the figure, and any text relating to the figure. Similarly, where a cited portion of te:
citation should be understood to include the figure as well. In addition, citations necessarily include any contextual desc
Morgan.

Cl. U.S. Patent No. 9,901,123 U.S. Patent No. 5,249,586
27(pre) | An electrically-powered, aerosol-generating | To the extent the preamble is limiting, Morgan discloses and/
smoking article comprising: limitation.
See, e.g.,

“An article is provided in which a replaceable tobacco flavor
heated by a set of permanent reusable heaters to evolve inhal:
components in vapor or aerosol form.” Morgan at Abstract.

“An electrical smoking article according to the present invent
example, to simulate a cigarette.” Id. at 3:9-11.

“The parameters of the heaters are chosen to allow delivery o
tobacco flavor substance-e.g., an aerosol containing tobacco 1
under standard conditions of use.” Id. at 3:58-61.
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ClI. U.S. Patent No. 9,901,123

U.S. Patent No. 5,249,586

To the extent Complainants contend Morgan does not disclos
limitation, this limitation was well known and/or it would hay
methods and systems of Morgan and/or to combine Morgan \
herein.

27(a) | an electrical power source in the form of a
battery within a tubular outer housing having
a mouth-end and an end distal to the mouth-

end;

Morgan discloses and/or renders obvious this limitation.
See, e.g.,
Morgan at Fig. 2.

“Article 10 includes reusable or "permanent” portion 20 and «
portion or cartridge 21 which is received in a cavity 30 at the
Reusable portion 20 includes, at the end remote from the mot
which could include a battery, a capacitor or both. The batter
rechargeable or both. If the battery is rechargeable, or if pow:
alone, then article 10 is provided with charging contacts 11 ol
connection to an external power supply (not shown) for charg
Power source 22 provides power for heating elements 23, wh
control of control circuit 24, which is in turn actuated by pusf
actuated sensor (not shown). Indicators 26, which could be lit
visual indicators, reflect the status of the various heaters 23.
source 22, control circuit 24, pushbutton 25 (or a puff-actuate
26 are described in more detail in above-incorporated copend
patent application Ser. No. 07/444,746, filed Dec. 1, 1989, nc
Portion 20 is preferably covered by cigarette wrapping paper
of a conventional cigarette. Perforations 12 may be provided
allow outside air to be drawn in during puffing, or outside air
of portion 20 via openings (not shown) at its far end 13.” Id. :

To the extent Complainants contend Morgan does not disclos
limitation, this limitation was well known and/or it would hay
methods and systems of Morgan and/or to combine Morgan v
herein.
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Cl.

U.S. Patent No. 9,901,123

U.S. Patent No. 5,249,586

27(b)

at least one electrical resistance heater

powered by said electrical power source,

Morgan discloses and/or renders obvious this limitation.
See, e.g.,

“Reusable portion 20 includes, at the end remote from the mc
which could include a battery, a capacitor or both. The batter
rechargeable or both. If the battery is rechargeable, or if pow:
alone, then article 10 is provided with charging contacts 11 ol
connection to an external power supply (not shown) for charg
Power source 22 provides power for heating elements 23, wh
control of control circuit 24, which is in turn actuated by pusf
actuated sensor (not shown).” Morgan at 4:48-59.

“An article is provided in which a replaceable tobacco flavor
heated by a set of permanent reusable heaters to evolve inhal:
components in vapor or aerosol form.” 1d. at Abstract.

“More preferably, the heaters should have an active surface a
and about 20 mm? and a resistance of between about 1.0 ohm
requirement are interrelated, because heater power consumpti
resistance, which in turn is determined by resistivity and size

“25. The article of claim 1 wherein said electrical heating me
between about 0.5 ohm and about 3.0 ohms.” Id. at Claim 25

“26. The article of claim 25 wherein said electrical heating m
between about 1.0 ohm and 1.6 ohms.” Id. at Claim 26.
Id. at Figs. 2-8.

“Alternatively, the heaters can protrude from the end of the c:
pierce and extend into the disposable portion.” Id. at 3:33-36.

“In another embodiment 70 shown in FIGS. 7 and 8, heating
somewhat further from the wall of cavity 30, and each is pro\
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ClI. U.S. Patent No. 9,901,123

U.S. Patent No. 5,249,586

sharper “V” tip 72, as well as with fold 73 to increase their ri
elements 71 actually pierce and extend into disposable portio
intimate thermal contact.” Id. at 6:46-52.

“The circuitry is designed so that at least one but less than all
actuated for any one puff, so that a pre-determined number of
premeasured amount of tobacco flavor substance, is deliverec
1:32-36.

“Heating elements 23 are preferably distributed substantially
circumference of cavity 30, and should preferably be spaced
regions of disposable portion 21 heated by neighboring heatir
overlap, which could lead to reheating and the production of |
off tastes.” Id. at 5:18-25.

To the extent Complainants contend Morgan does not disclos
limitation, this limitation was well known and/or it would hay
methods and systems of Morgan and/or to combine Morgan v
herein.

See, e.g.,

UCSF Declaration of Custodian Records, Attachment 1 at 20
Making a Bullet Shaped Heater: This heater has a shape of a
(tip) that upon insersion into a cigarette rod would cut the fill
the sides and position itself [] right at the middle of the cigare
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heating element is elongated and extending
downstream toward the mouth-end of the
outer housing, the elongated portion of the
resistance heating element positioned
proximal to the center of the outer housing;
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Cl. U.S. Patent No. 9,901,123 U.S. Patent No. 5,249,586
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See also UCSF Declaration of Custodian Records, Attachmer
shaped heater . . . [e]liminates smoke condensate inside the al
paper since no paper is burned.”).
27(c) | wherein at least a portion of the resistance Morgan discloses and/or renders obvious this limitation.

See, e.g.,

“Reusable portion 20 includes, at the end remote from the mc
which could include a battery, a capacitor or both. The batter
rechargeable or both. If the battery is rechargeable, or if pow:
alone, then article 10 is provided with charging contacts 11 ol
connection to an external power supply (not shown) for charg
Power source 22 provides power for heating elements 23, wh
control of control circuit 24, which is in turn actuated by pusf
actuated sensor (not shown).” Morgan at 4:48-59.

“An article is provided in which a replaceable tobacco flavor

heated by a set of permanent reusable heaters to evolve inhal:
components in vapor or aerosol form.” 1d. at Abstract.

“Nare nrafarahly, _tha haatare chniild have an activie clirfara a



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




