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Dear Honorable Board,

I write on behalf of Petitioner Philip Morris Products, S.A. (“PMP”) to request Precedential
Opinion Panel (“POP”) Review of the Board’s decision in Philip Morris Products v. RAI
Strategic Holdings, IPR2020-00919, Paper 9 (Nov. 16, 2020) (“Panel Decision”).

Pursuant to PTAB Standard Operating Procedure 2 (Rev. 10), lead counsel for Petitioner also
makes the following certifications:

. Based on my professional judgment, I believe the Board panel decision is

contrary to the following constitutional provision, statute, or regulation:
Administrative Procedure Act, 5 U.S.C. § 706.

e Based on my professional judgment, I believe the Panel Decision is contrary to
the following decision(s) of the Supreme Court of the United States, the United
States Court of Appeals for the Federal Circuit, or the precedent(s) of the
Board:

o Immigration and Naturalization Service v. Yang, 519 U.S. 26, (1996) (Even if
“the agency’s discretion is unfettered at the outset, if it announces and follows
—by rule or by settled course of adjudication—a general policy by which its
exercise of discretion will be governed, an irrational departure from that policy
(as opposed to an avowed alteration of it) could constitute action that must be
overturned as ‘arbitrary, capricious, [or] an abuse of discretion” within the
meaning of the Administrative Procedure Act.’”); McCarthy v. Merit Sys. Prot.
Bd., 809 F.3d 1365, 1372 (Fed. Cir. 2016) (quoting Yang).

o Motor Vehicle Mfrs. Ass’n v. State Farm Mut. Auto. Ins. Co., 463 U.S. 29, 57
(1983) (If an agency changes course, it “must supply a reasoned analysis”
establishing that prior policies and standards are being deliberately changed.).

o Henry v. INS, 74 F.3d 1, 6 (1st Cir. 1996) (“[A]dministrative agencies must
apply the same basic rules to all similarly situated supplicants. An agency
cannot merely flit serendipitously from case to case, like a bee buzzing from
flower to flower, making up the rules as it goes along.”).

o Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 5 (Mar. 20, 2020)

(precedential) [PR2020-00919
Fy 3001
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I. Introduction

It is in the interest of justice for the Board (or the Precedential Opinion Panel)
to grant this request for rehearing of the institution decision for U.S. Patent No.
9,901,123 (“’123 patent”). The USPTO Director recently confirmed that the Fintiv
factors do not apply, and have never applied, to parallel investigations at the U.S.
International Trade Commission (“ITC”). Katherine K. Vidal, Interim Procedure for
Discretionary Denials in AIA Post-Grant Proceedings with Parallel District Court
Litigation, USPTO, at 2-3, 6 (June 21, 2022) (“Director’s Memo” or “Dir. Mem.”);
Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 5-6 (Mar. 20, 2020)
(precedential) (“Fintiv”’). The Director acknowledged, however, that the PTAB has
denied AIA reviews in the past based on such ITC litigation, citing the denial of this
IPR as her example. Dir. Mem. at 6 & n.9. Given the Director’s specific
pronouncements, the only possible conclusion is that the Board misapplied Fintiv
vis-a-vis the 123 patent, and that, but for this misapplication, would have decided
the Petition on its merits rather than issuing a discretionary denial.

As the record confirms, Petitioner Philip Morris Products, SA (“PMP”) did
everything by the book in seeking review of the *123 patent. PMP filed its [IPR within
a month of being sued. PMP followed the guidance in the precedential Fintiv opinion
to address a parallel district court case. And PMP went beyond Fintiv (in an

abundance of caution) by unconditionally dropping invalidity defenses at the ITC to
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ensure immediate and substantial reduction of duplicative work. The Board,
however, deviated from its precedent and long-standing practice and denied IPR
institution based on the existence of parallel ITC litigation.

The adverse ramifications of the Board’s abuse of discretion have been severe.
Not only did the Board’s misapprehension of Fintiv deprive PMP of proper
administrative process, it adversely affected important public health initiatives to
reduce smoking rates. The ’123 patent is the only not-yet-invalidated patent
preventing PMP from supplying over thirty million American smokers with IQOS,
an alternative to combustible cigarettes the U.S. Food and Drug Administration
(“FDA”) has deemed beneficial to public health. Exs. 1052, 1053.

PMP’s request is reasonable, narrow, and its only recourse to redress the
Board’s arbitrary and capricious misapplication of Fintiv.! Accordingly, there is

good cause to grant this Request.

! Granting PMP’s Petition does not disturb all improper institution denials based on
parallel ITC actions and Fintiv misinterpretation, but rather only under limited
circumstances where: (1) the petitioner dropped overlapping invalidity theories from
a parallel ITC matter; (i1) the ITC found that the petitioner infringed the patent
covered in the denied IPR; (ii1) the petitioner is subject to ITC remedial orders based

on that infringement; and (iv) those orders ban products beneficial to public health.
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II. Relevant Background

Less than one month after being accused of patent infringement in the ITC
and in the U.S. District Court for the Eastern District of Virginia (“EDVA”), PMP
filed its IPR petition on May 8, 2020. Reply to POPR at 2 (Paper 7, “Reply”). This
was before the parties had served discovery, exchanged contentions, or answered the
complaint in either action. Reply 2. It was even before the ITC instituted its
investigation. /d. Shortly thereafter, the EDVA case was stayed as to the *123 patent
pending resolution of the ITC matter. /d.

On August 17, 2020, RAI Strategic Holdings, Inc. (“RJR”) filed its POPR
(Paper 6), and on September 18, 2020, PMP filed its Reply (Paper 7). Fintiv already
had been designated precedential (on May 5, 2020), but with one distinguishable
exception, the Board had never before denied IPR institution due to the existence of
parallel ITC litigation. Ex. 1054 at 16-18 (listing thirty-five grants before September
14, 2020); cf. Bio-Rad Labs., Inc. v. 10x Genomics, Inc., IPR2019-00567, Paper 23
at 26-29 (Aug. 8, 2019) (denying institution where ITC already had issued its Initial
Determination addressing the same claims, same art, and testimony from same
declarants). Nonetheless, to ensure IPR institution of the *123 patent, PMP dropped
nearly all of its overlapping invalidity theories from the ITC investigation.

On October 19, 2020, without explanation and after pre-institution briefing in

this IPR was complete, the PTAB reversed its long-standing NHK/Fintiv practice
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and began denying IPR institution because of parallel ITC matters. See Ex. 1054 at
16-18. Shortly thereafter, on November 16, 2020, the Board denied institution of this
[PR, similarly misapplying Fintiv and finding that:

[T]he proximity of the anticipated ITC hearing date, combined with an
anticipated final determination from the ITC prior to the Board’s final
decision on validity of claims in dispute between the same parties,
outweigh the relatively moderate investment to date in the ITC
proceeding, the Petitioner’s diligence in filing the Petition less than one
month after Patent Owner filed its complaints in the ITC proceeding
and the related district court action, and the lack of complete overlap in
the prior art asserted. Thus, we determine that the facts presented weigh

in favor of exercising discretion to deny institution in this instance.

Paper 9 at 12-13 (“Institution Decision” or “Inst. Dec.”) (per curiam).

III. Good Cause And The Interests Of Justice Warrant Rehearing

Given the rare circumstances presented here, the Board should grant PMP’s
rehearing request. Although the standard thirty-day time limit for rehearing requests
on decisions denying institution has passed, the Board may waive such requirements
without any showing. 37 C.F.R. § 42.5(b). In addition, “[a] late action will be
excused on a showing of good cause or upon a Board decision that consideration on

the merits would be in the interests of justice.” 37 C.F.R. § 42.5(c)(3).2 Here, both

2 Unless otherwise noted, all emphases are added and citations omitted.
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good cause and the interests of justice warrant rehearing.

A.  The Board’s Fintiv application was improper and unpredictable

As the Director’s Memo reflects, the Board unequivocally misapplied Fintiv
in denying IPR institution for the *123 patent. Dir. Mem. at 2-3, 6 & n.9. The “plain
language of the Fintiv factors” does not apply to the ITC—not now, not ever. /d.
Fintiv “seek[s] to avoid duplicative efforts between the PTAB and the federal
district courts,” not the ITC. Id. at 5-6; Fintiv at 6-15. Further, denying an IPR due
to a co-pending ITC action does nothing to maintain patent quality, a key focus of
Fintiv, because the ITC cannot cancel patents. Dir. Mem. at 6-7; Samsung Elecs. Co.
v. Dynamics Inc., IPR2020-00499, Paper 41 at 11-16 (Aug. 12, 2020), reh’g denied,
Paper 46 (Oct. 5, 2020) (and similar related cases IPR2020-00502, -00504, and
-00505); 3Shape A/S v. Align Tech., Inc., IPR2020-00223, Paper 12 (May 26, 2021);
Apple Inc. v. Neodron Ltd., IPR2020-00779, Paper 10 (Sept. 14, 2020) (and similar
related case IPR2020-00778).

If the Board had applied Fintiv correctly and removed the ITC parallel
litigation from consideration, the Board would have instituted review for the *123
patent. For example, Fintiv Factor 1 addresses “whether there is a parallel district
court case that is ongoing or stayed,” Fintiv Factor 2 addresses “the court’s trial
date,” and Fintiv Factor 3 addresses “investment in the parallel proceeding by the

court and the parties.” Fintiv at 6-8. These factors each strongly favored PMP
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because the EDVA case had been (and remains) stayed, with no trial date assigned
and practically zero investment thus far. Fintiv Factor 6, which addresses “other
circumstances that impact the Board’s exercise of discretion,” also favored PMP,
given the public health issues tied to the *123 patent, discussed, infra. Id. The Board,
however, improperly relied on the existence of a parallel ITC action to justify its
denial—a determination PMP could not have predicted. Inst. Dec. 12-13.

Consequently, the Board’s Institution Decision was arbitrary and capricious;
it should be revisited. As the Supreme Court has explained:

[Even if] the agency’s discretion is unfettered at the outset, if it
announces and follows—by rule or by settled course of adjudication—
a general policy by which its exercise of discretion will be governed,
an irrational departure from that policy (as opposed to an avowed
alteration of it) could constitute action that must be overturned as
“arbitrary, capricious, [or] an abuse of discretion” within the meaning

of the Administrative Procedure Act.

INS v. Yang, 519 U.S. 26, 32 (1996); McCarthy v. Merit Sys. Prot. Bd., 809 F.3d
1365, 1372 (Fed. Cir. 2016) (quoting the above).

When the Board “decides to depart significantly from its own precedent, it
must confront the issue squarely and explain why the departure is reasonable, the
obvious goal being to avoid arbitrary action.” Thompson v. Barr, 959 F.3d 476, 484
(1st Cir. 2020) (internal quotation marks omitted); see Verizon Tel. Cos. v. FCC, 570

F.3d 294, 301 (D.C. Cir. 2009) (stating that if an agency ‘“changes course, it ‘must
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supply a reasoned analysis’ establishing that prior policies and standards are being
deliberately changed™) (quoting Motor Vehicle Mfrs. Ass’n v. State Farm Mut. Auto.
Ins. Co., 463 U.S. 29, 57 (1983)). “[ A]dministrative agencies must apply the same
basic rules to all similarly situated supplicants. An agency cannot merely flit
serendipitously from case to case, like a bee buzzing from flower to flower, making
up the rules as it goes along.” Henry v. INS, 74 F.3d 1, 6 (1st Cir. 1996); see SKF
USA Inc. v. United States, 263 F.3d 1369, 1382 (Fed. Cir. 2001).

The Board failed to provide a reasoned analysis for its unannounced departure
from Fintiv and its well-established practice based on the Fintiv ruling. Until mid-
October 2020, the Board granted institution in thirty-five of thirty-six instances
where there was parallel ITC litigation. See Section I, supra. Then, without warning
or justification, the Board changed its approach and issued a string of twenty denials
based on the existence of a co-pending ITC matter. That is the definition of arbitrary
and capricious.

The Director’s Memo validates that Fintiv never supported the Institution
Decision. Because there is no judicial review of institution denials, however, this
request 1s the sole procedural avenue to redress the Board’s irrefutable
misapplication of this precedential case. Dir. Mem. at 5-6; Mylan Labs. Ltd. v.
Janssen Pharmaceutica, N.V., 989 F.3d 1375, 1379 (Fed. Cir. 2021). Therefore,

rehearing is merited.
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B. PMP relinquished rights in reliance on Fintiv

Although Fintiv was never meant to apply to parallel ITC litigation, in an
abundance of caution, PMP categorically dropped nearly all of its IPR grounds from
the ITC investigation in an effort to immediately minimize overlap per Fintiv Factor
4 and ensure that its IPR Petition would be decided on its merits. Fintiv at 6; Reply
at 4-5; Inst. Dec. 11-12.

The IPR petition for the *123 patent contended that the challenged claims were
unpatentable over (i) Morgan combined with a POSA’s knowledge and/or Adams to
center Morgan’s heater, (i1) starting with Adams’ centered heater instead, and using
Morgan to fill in the details of a surrounding device, and (ii1) Counts-962 with its
centered heater.> Adopting Fintiv’s emphasis on “system efficiency, fairness, and
patent quality,” PMP took the most effective, albeit overcautious, course of action
and relinquished all of those theories at the ITC, save one portion of the first, to

immediately halt duplicative work.* See Fintiv at 5. The ITC subsequently found that

3 These grounds also included Brooks, in case the “controller” was construed as a
means-plus-function term. See, e.g., Pet. 34-35.

4 A stipulation would not have facilitated efficiency. The parties would have had to
continue litigating PMP’s invalidity theories at the ITC while waiting for the

stipulation to take effect (on the IPR’s institution), which would not have been until
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PMP had failed to prove by clear and convincing evidence that a POSA would have
placed the heater in the middle of the device—as expressly taught by the primary
references in two of PMP’s IPR grounds, and a secondary reference in the remaining
ground. Thus, PMP sacrificed critical defenses at the ITC without any IPR benefit
due to the Board’s misapplication of Fintiv (i.e., considering ITC parallel
proceedings and failing to properly consider PMP’s Factor 4 efforts).

Ironically, after the Board issued twenty-one Fintiv-based IPR denials in a
row (of which this case was the seventh), PMP was the first to obtain an I[PR
institution for U.S. Patent No. 9,930,915 (“’915 patent”), which also was asserted in
the ITC. Ex. 2026 at 19. PMP accomplished this by dropping all of its IPR-eligible
invalidity defenses from the ITC investigation. IPR2020-01094, Paper 9 at 21-23
(Jan. 25, 2021). Such drastic measures are not required under Fintiv, and granting
this Request will allow the Board on rehearing to determine whether to institute
review based on the merits of the Petition.

C. Rehearing is needed to safeguard public health

Public health concerns, alone, provide sufficient good cause to grant PMP’s
Request. FDA, the agency charged with regulating tobacco products, has concluded

that PMP’s IQOS device, an alternative to combustible cigarettes, will benefit public

around the time of the ITC evidentiary hearing.
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health. Ex. 1052 at 1, 3; Ex. 1053 at 1. And it is only the unreviewed *123 patent
preventing access to these much needed products.

According to the Centers for Disease Control and Prevention, over thirty
million Americans smoke cigarettes, and smoking remains the leading cause of
preventable disease in the United States, accounting for more than 480,000 deaths
every year. Current Cigarette Smoking Among Adults in the United States, CDC,
https://www.cdc.gov/tobacco/data_statistics/fact sheets/adult data/cig _smoking/
index.htm (last visited July 11, 2022); Ex. 1045 at 3; Ex. 1048 at 3. Many, if not
most, smokers will never quit tobacco use altogether. Ex. 1045 at 2-3; Ex. 1050 at
2-3; Ex. 1051 at 3-4. For that reason, PMP’s IQOS heat-not-burn device was created
as part of a reduced harm paradigm. This smoke-free product helps to transition
smokers away from combustible cigarettes—the most deadly form of tobacco use—
to less harmful alternatives. It is available in dozens of countries, has tens of millions
of users worldwide, and a conversion rate above 70%. Ex. 1043 at 2.

In the United States, after years of “rigorous science-based review,” FDA
awarded IQOS two rare and coveted authorizations to sell its products: (i) premarket
tobacco (“PMT”) authorization, which requires a showing that IQOS is “appropriate
for the protection of the public health”; and (ii) modified risk tobacco product
(“MRTP”) authorization, which requires a showing that IQOS “is expected to benefit

the health of the population.” Ex. 1052 at 1; Ex. 1053 at 1; Ex. 1043 at 1-2.
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“[TThrough the FDA’s scientific evaluation of the company’s applications, peer-
reviewed published literature and other sources, the agency found that the aerosol
produced by the IQOS Tobacco Heating System contains fewer toxic chemicals than
cigarette smoke, and many of the toxins identified are present at lower levels than in
cigarette smoke”—up to 95% lower. Ex. 1053 at 2.

The Board overlooked the importance of IQOS to public health (raised at
Reply 6-7) when it refused institute this IPR. As for the other two patents at issue in
the ITC investigation, as discussed above, the Board instituted review of the 915
patent after PMP dropped all of its [PR-eligible defenses from the ITC matter, and
found all challenged claims unpatentable. [PR2020-01094, Paper 9 at 19-25 (Jan.
25, 2020) and Paper 29 (January 11, 2022). In contrast, PMP did not drop any of its
IPR-eligible defenses for U.S. Patent No. 9,839,238 (“’238 patent™), and the Board
denied IPR institution for that patent. IPR2020-01097, Paper 9 (Jan. 19, 2021). The
ITC, however, found those claims invalid and not infringed. Comm’n Op., In the
Matter of Certain Tobacco Heating Articles and Components Thereof, Inv. No. 337-
TA-1199, at 38-40 (ITC Oct. 19, 2021) (Ex. 1056). Consequently, the *123 patent is
the only not-yet-invalidated patent preventing current US smokers from enjoying the
health benefits of IQOS.

To date, IQOS remains the only heat-not-burn device that has earned both

PMT and MRTP authorizations in the twenty-three year history of the Family
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Smoking Prevention and Tobacco Control Act. Ex. 1046 at 2; Ex. 1051 at 5; see Pub.
L. No. 111-31, § 2(40), 123 Stat. 1776, 1780 (2009). It most closely resembles the
taste and ritual of smoking, which increases the likelihood of switching from
conventional cigarettes, and — unlike e-cigarettes — youth are unlikely to use IQOS.
Ex. 1042 at 4; Ex. 1044 at 3; Ex. 1047 at 4; Ex. 1051 at 4.

A variety of groups and individuals have lauded the attributes of 1QOS,
including the American Cancer Society; unsurprisingly, many have expressed
concern that removing IQOS from the U.S. market is deleterious to public health.
Ex. 1040 at 2, 3 (referencing American Cancer Society study and views of public
health experts that IQOS is needed to fulfill FDA’s initiative to reduce smoking);
Ex. 1047 at 4 (describing American Cancer Society study); see generally Exs. 2026,
1044.° At a minimum, given the unique public health implications entwined with the

’123 patent, it is in the interest of justice for the Board to grant rehearing and review.

> Dozens of IQOS users, health experts, and non-profit organizations have filed
additional public comments with the ITC describing the drastic, negative effects a
ban on IQOS has. Certain Tobacco Heating Articles and Components Thereof, Inv.
No. 337-TA-1199, Resp’ts Reply Submission to Comm’n Notice, at 34, 41-45, 48-
51, 54-56, 59, 61-62 (ITC Aug. 17, 2021) (Ex. 1057) (discussing dozens of public

interest comments filed at ITC in support of keeping IQOS on the U.S. market).
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D.  Prior pursuit of a rehearing would have been futile

PMP’s Petition, from a practical perspective, is timely. Had PMP filed earlier,
the Board simply would have denied rehearing or POP review. In fact, months after
the Institution Decision denying review in this IPR, the Board confirmed the futility
of seeking rehearing through its handling of PMP’s challenge to RJR’s *238 patent
in [PR2020-01097.

PMP filed the -01097 IPR Petition approximately a month after the *123 IPR.
By the time PMP prepared and filed its Reply in the -01097 IPR on November 25,
2020, the PTAB had started denying all IPR petitions with parallel ITC
investigations. See Ex. 1054 at 16-18. PMP therefore included the types of
arguments set forth in this Rehearing Request in its Reply to the POPR, Request for
Rehearing, and POP Request in the -01097 IPR, but to no avail. See IPR2020-01097,
Papers 7 and 10 (Nov. 25, 2020 & Feb. 18, 2021); Ex. 1055 (POP Request). In
denying rehearing for ’238 patent, the Board stated that “Petitioner argues for a
change in law and policy applicable in all cases with a parallel ITC investigation.
Petitioner presented essentially the same arguments in its POP Request, which the
POP denied.” IPR2020-01097, Paper 14 (July 30, 2021). Thus, the Board’s
institution denial for the 238 patent made plain that seeking rehearing and/or POP
review for the *123 patent at that time would have produced similar, and fruitless,

results.
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The Director’s recent commentary, however, changed things, as she
confirmed that PMP was correct all along: Fintiv does not, and did not, apply to
parallel ITC actions, and the IPR for the *123 patent was decided based on a legal
misinterpretation. PMP was not, and is not, arguing for a change in law or policy.
Rather, PMP asks only that the Board apply Fintiv pursuant to the plain text of that
case, the Board’s previously established practice, and the Director’s Memo.

IV. This IPR Should Be Instituted

Correctly applied, the Fintiv factors strongly favored IPR institution for the
’123 patent, and still do today. The EDVA case remains stayed with no trial date in
sight, negligible investment, and no exchange of contentions. And the status of the
ITC investigation is, and always has been, irrelevant under Fintiv. Dir. Mem. at 2-3,
6. Importantly, PMP is in a far better position than other successful IPR petitioners
of late. For example, in IPR2022-00366, the Board, applying the Fintiv factors,
granted IPR institution to Intel, despite the fact that Intel already had received a jury
verdict in a district court trial. Intel Corp. v. VLSI Tech. LLC, IPR2022-00366, Paper
14 at 6-7 (June 8, 2022).

In sum, “Congress granted the [USPTO] ‘significant power to revisit and
revise earlier patent grants’ as a mechanism ‘to improve patent quality and restore
confidence in the presumption of validity that comes with issued patents.”” Dir.

Mem. at 4 (quoting Cuozzo Speed Techs., LLC v. Lee, 579 U.S. 261, 272 (2016)).
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The Board should exercise that significant power here and revisit the validity of the
patent claims challenged in this IPR.°

V. Conclusion

Based on the above, PMP asks the Board (or the Precedential Opinion Panel)

to grant rehearing and institute review.

Respectfully submitted,

Dated: July 21, 2022 By: / Jonathan M. Strang /

Jonathan M. Strang (Reg. No. 61,724)
jonathan.strang@Iw.com

Latham & Watkins LLP

555 Eleventh Street, NW, Ste. 1000
Washington, D.C. 20004-1304
Telephone: 202.637.2200

Fax: 202.637.2201

Counsel for Petitioner
Philip Morris Products, S.A.

¢ Upon institution, PMP will immediately submit the refunded portion of its filing

fee.
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o Katherine K. Vidal, Interim Procedure for Discretionary Denials in AIA Post-
Grant Proceedings with Parallel District Court Procedures, USPTO, at 2-3, 6
(June 21, 2022) (“Director Memo”).

PMP’s attached Request for Rehearing (“Request”) fully sets forth the basis of its request and
the above certifications. Given the rare circumstances here, and for the fully explained reasons
in the attached Request, good cause and the interests of justice warrant considering, and
granting, PMP’s request for POP review.

Briefly, PMP filed its IPR Petition less than a month after being sued. PMP followed the
guidance in the precedential Fintiv opinion regarding a parallel district court case. And PMP
went beyond Fintiv (in an abundance of caution) by unconditionally dropping invalidity
defenses at the ITC to ensure an immediate and substantial reduction of duplicative work. The
Board panel, however, impermissibly deviated from binding precedent set forth in Fintiv and
its previous long-standing and settled practice, and denied institution based on the parallel ITC
litigation.

Regarding the Board’s previously settled course of adjudication, the Board had granted
institution in thirty-five of thirty-six instances where there was parallel ITC litigation,
including a half-dozen proceedings issued after Fintiv was designated precedential. Then,
without any warning or justification, the Board changed its approach and issued a string of
twenty denials—including the Petition at issue here—based on the existence of a co-pending
ITC matter. And with respect to the Fintiv application to ITC cases, the Director’s Memo
recently confirmed that the Fintiv factors do not apply, and have never applied, to parallel
ITC cases.

The adverse ramifications of the Board panel’s abuse of discretion have been severe. Not only
did the Board’s misapprehension of Fintiv deprive PMP of proper administrative process, it
adversely affected important public health initiatives to reduce smoking rates. The *123 patent
is the only not-yet-invalidated patent preventing PMP from supplying over thirty million
American smokers with IQOS, an alternative to combustible cigarettes the U.S. Food and
Drug Administration has deemed beneficial to public health.

Granting PMP’s rehearing request and instituting review will not “open the floodgates” and
disturb all improper institution denials based on parallel ITC actions and Fintiv
misinterpretation. Rather, the Board should reconsider denials only under limited
circumstances where: (i) the petitioner dropped overlapping invalidity theories from a parallel
ITC matter; (i) the ITC found that the petitioner infringed the patent covered in the denied
IPR; (iii) the petitioner is subject to ITC remedial orders based on that infringement; and (iv)
those orders ban products beneficial to public health. To PMP’s knowledge, its case is the only
one that meets these criteria.

Thus, for the reasons fully set forth in the attached Request, Petitioner PMP respectfully
requests POP review, vacatur of the decision denying institution, and consideration of its
Petition on the merits.

Very Respectfully,

Jonathan Strang
Counsel for Petitioner

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Jonathan M. Strang

LATHAM & WATKINS LLP
555 Eleventh Street, NW
Suite 1000

Washington, D.C. 20004-1304
Direct Dial: +1.202.637.2362

Email: jonathan.strang@Ilw.com
https://www.lw.com

This email may contain material that is confidential, privileged and/or attorney work product
for the sole use of the intended recipient. Any review, disclosure, reliance or distribution by
others or forwarding without express permission is strictly prohibited. If you are not the

intended recipient, please contact the sender and delete all copies including any attachments.

Latham & Watkins LLP or any of its affiliates may monitor electronic communications sent or
received by our networks in order to protect our business and verify compliance with our
policies and relevant legal requirements. Any personal information contained or referred to
within this electronic communication will be processed in accordance with the firm's privacy
notices and Global Privacy Standards available at www.lw.com.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



mailto://jonathan.strang@lw.com/
https://gcc02.safelinks.protection.outlook.com/?url=https%3A%2F%2Fwww.lw.com%2F&data=05%7C01%7CPrecedential_Opinion_Panel_Request%40uspto.gov%7C80cec696158e4a6b43d008da6b2ab1d4%7Cff4abfe983b540268b8ffa69a1cad0b8%7C1%7C0%7C637940128366757606%7CUnknown%7CTWFpbGZsb3d8eyJWIjoiMC4wLjAwMDAiLCJQIjoiV2luMzIiLCJBTiI6Ik1haWwiLCJXVCI6Mn0%3D%7C3000%7C%7C%7C&sdata=q%2FOX3j7MucvKuvfZr1gr00tGny1zjZWfsUQzBBuO46g%3D&reserved=0
https://www.docketalarm.com/

