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Grounds for challenging the claims of the ’647 patent

Petition at 9-10.

Ground Challenged Claims References Basis

1 1-3 and 5 Iwasaki (Ex. 4) (undisputed) § 103

2 1 and 4 Ogino (Ex. 5) and Chen II § 103

3 2, 3, 5, and 8-11 Ogino (Ex. 5), Chen II, and Bareau § 103

4 6 Ogino (Ex. 5), Chen II, Bareau, and 
Kingslake § 103

5 7 Hsieh (Ex. 1) and Beich § 103

6 12 Chen (Ex. 1), Iwasaki, and Beich § 103
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33DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

InTouch Techs., Inc. v. VGO Comms., 751 F.3d 1327, 1347 (Fed. Cir. 2014). 
Note that in IPR, the standard is a “preponderance of the evidence.” 35 U.S.C. § 316(e).

Obviousness only requires a motivation to combine the prior art 
and a reasonable expectation of success in doing so.

• Obviousness is a question of whether a POSITA would have been:
• “motivated to combine the teachings of the prior art references to achieve the 

claimed invention, and 
• that the skilled artisan would have had a reasonable expectation of success in 

doing so.”
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44DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

“Motivation to combine” is whether there is an “apparent reason to 
combine” the prior art “in the fashion claimed” by the patent.

InTouch Techs., Inc. v. VGO Comms., 751 F.3d 1327, 1347 (Fed. Cir. 2014).

• The claims here are directed to five-lens miniature telephoto lens assemblies and 
Ogino teaches a five-lens miniature telephoto lens assembly in Ex. 5 that would have 
been modified based on other teachings in the prior art.

• The only relevant question here is what was presented in the Petition — whether a 
POSITA would have been motivated to modify Ogino’s Ex. 5 in “the fashion claimed by 
the patent at issue” — not whether a POSITA could have chosen other references or 
made other unrelated modifications. See Petitioner Reply at 5.

• The Sur-Reply argues throughout that Apple failed to provide reasons:
• why a POSITA would have selected Ogino’s Ex. 5 in the first place (see p. 13) and
• why a POSITA would have ended up at Dr. Sasián's examples in the Petition (see

pp. 6, 10-11, 16). 

• These arguments fail to apply the proper obviousness standard:
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“Reasonable expectation of success” only means “reasonable 
probability of success,” not absolute certainty. 

Pfizer, Inc. v. Apotex, Inc., 480 F.3d 1348, 1364 (Fed. Cir. 2007).

• A “reasonable expectation of success” is simply “a reasonable probability of success” in 
achieving the claims at issue, “not absolute” certainty of achievement.

• The Sur-Reply argues that a POSITA modifying a lens could have made various 
modifications to achieve the desired goal (e.g., a reduced F#) and that Petitioner must 
show why a POSITA would have chosen the specific embodiment that meets the claim 
limitation (see pp. 6, 10-11, 16).

• These argument fail because they require showing a certainty of success (of 
reaching the claimed limitation).
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