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Relying on NHK Spring Co. v. Intri-Plex Techs., Inc., IPR2018-00752,
Paper 8 (Sept. 12, 2018) (“NHK”) and Apple Inc. v. Fintiv, Inc., IPR2020-00019,
Paper 11 (Mar. 20, 2020) (“Fintiv’), Patent Owner (“PO”) urges denial of
institution based on district court proceedings involving U.S. Patent 7,088,233
(“’233 patent”). But, Fintiv and NHK are inapplicable as there is no trial set in the
related district court proceeding here. And, even if these cases apply, the Fintiv
factors favor institution.

I. NHK AND FINTIV ARE INAPPLICABLE TO THIS PROCEEDING

As PO acknowledged, a key fact raising the question of discretionary denial
in both NHK and Fintiv was that the district court “trial [was] set to take place
months before any final written decision would issue.”! Paper 6 (“POPR”) at 14-15
(citing NHK at 20). In fact, in Fintiv, the district court’s scheduling of a trial date
was the fact that led to the Board ordering supplemental briefing on the issue of
discretionary denial. In Fintiv, the Board explained “[a]lthough Petitioner
addressed the [discretionary denial] issue briefly in the Petition, at that time no
trial date had been set.” Fintiv at 2. Only after the district court then set a trial date
did the Board order supplemental briefing on discretionary denial “[i]n light of the

apparent change in status of the parallel proceeding.” Id

! All emphasis added unless otherwise noted.
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Unlike NHK and Fintiv, no trial date has been set in the Fitbit district court
proceeding (“Fitbit litigation,” Paper 1 at 1). As a result, PO asks for discretionary
denial of Fithit’s petition based on the trial date of a different party sued by Philips
in a different venue; namely, the trial date set in Philips’ district court proceeding
against Garmin. POPR at 16-17. The Fitbit and Garmin district court proceedings
are distinct, unconsolidated, and in different venues. PO provides no grounds for
discretionary denial of Fitbit’s petition, based on Garmin’s district court schedule.
In the Fitbit district court proceeding, a trial date has not been set, and therefore
Fintiv is inapplicable.

II. THE FINTIV FACTORS FAVOR INSTITUTION

Even if the Board determines that, despite there being no trial date set in the
Fitbit litigation, Fintiv applies, each of the six factors favor institution.

A.  Fintiv factor 1: Strong evidence shows that a stay will be granted
if IPR is instituted

PO argues Fintiv factor one favors denial because a stay has not yet been
granted in district court. POPR at 16. While at first blush, and at a minimum, this
factor is at least neutral because no stay motion has yet been filed in the Fitbit
litigation, further details demonstrate that this factor favors institution. Namely, in
an effort to conserve resources for the court and parties in the Fitbit litigation,
Fitbit has not yet sought a stay because of the court’s known practice to deny stays

before IPR institution. Exs. 1068-69. Conversely, the court typically grants stays
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upon institution, even in instances where not all patents are challenged in IPRs.?
Exs. 1043-45. Thus, upon institution, Fitbit will immediately file a stay motion in
district court. This district court has granted stays even at later litigation stages.
Exs. 1043, 1046 (district court granted stay 2.5 years after complaint was filed).
Accordingly, this factor favors institution.

B. Fintiv factor 2: The district court has not set a trial date, so there

is no evidence of proximity to the Board’s deadline to issue a final
written decision

Fintiv factor two examines the district court’s trial date in relation to the
Board’s projected statutory deadline for a final written decision. Fintiv at 6. Fitbit’s
litigation has no trial date. Nonetheless, PO attempts to tip the scale for this factor
by relying on a Garmin trial date and a guess of Fitbit’s “likely” trial date. POPR at
16-17. Neither supports discretionary denial of Fitbit’s petition. First, even if
Garmin’s trial date is considered relevant, the likelihood that the Garmin district
court proceeding will go to trial before the PTAB’s projected final written decision
is low. The Central District of California where the Garmin case resides has

recently “indefinitely postponed all jury trials.” Ex. 1047. The Board has

2 Fitbit has filed IPR challenges against all of PO’s asserted patents asserted in the
Fitbit litigation except U.S. Patent No. 6,013,007, which is subject to a pending

motion for partial summary judgment of invalidity. Ex. 1070 at 6, 7.
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considered such COVID-19 delays in weighing the Fintiv factors. Apple Inc. v.
Maxell, Ltd., IPR2020-00204, Paper 11 at 14 (PTAB June 19, 2020).

Second, PO’s speculation as to when the Fitbit litigation may go to trial fails
to take into account the historical scheduling practice of that court, which points to
a trial date being set long after the Board’s projected deadline to issue a final
written decision in October 2021. Metrics show that the court’s average time to
trial in civil cases is approximately 36 months. Ex. 1048 at 1. Given that Philips’
complaint was served on October 2, 2019, the correct estimate for a “likely” trial
date is October 2022—a year after the Board’s projected October 2021 deadline to
1ssue a final written decision. Indeed, the district court where the Fitbit action
resides has six currently pending patent cases on its docket that were filed before

Philips’ complaint and none currently have a trial date set. Ex. 1049-56. The most

recent scheduling order issued in one of these pending cases (dating back to March
2017) did not set a trial date. Ex. 1050. Thus, PO’s speculation is both irrelevant
and inaccurate, and cannot support discretionary denial here.

C. Fintiv factor 3: Investment in the district court proceeding has
been minimal, and Fitbit expeditiously filed its petition

Fintiv factor three considers the parties’ and court’s investment in the district
court proceedings. Fintiv at 6. The parties’ and court’s investment in the Fitbit
litigation have been minimal due to delays in the case thus far. Philips filed suit on

July 22, 2019 but delayed service until October 2, 2019. Exs. 1058, 1070 at 3.
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