
UNITED STATES PATENT AND TRADEMARK OFFICE 
_______________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
_____________ 

LIQUIDIA TECHNOLOGIES, INC., 
Petitioner, 

v. 

UNITED THERAPEUTICS CORPORATION, 
Patent Owner. 

_______________ 

Case IPR2020-00770 
Patent 9,604,901 

_______________ 

PATENT OWNER’S SUR-REPLY 

Liquidia Exhibit No. 1046 
IPR2020-00770 - Page 001

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF CONTENTS 

 

I. Summary of the Argument .............................................................................. 1 

II. The Final Written Decision of the ’393 Patent Does Not Control this 

Proceeding ....................................................................................................... 3 

A. Liquidia Ignores Limitations of the ’901 Patent Claims ....................... 4 

B. Liquidia’s Reply Advances New Theories While Failing to 

Apply or Address Proper Claim Construction ...................................... 5 

1. “Pharmaceutical Batch” .............................................................. 6 

2. “Storing”/“Storage” ..................................................................11 

C. Liquidia Fails to Apply the Appropriate Level of Ordinary Skill 

in the Art ..............................................................................................13 

III. Even Considering the ’393 Final Written Decision, Petitioner Has Not 

Met Its Burden for Ground 1 or Ground 2 ....................................................16 

A. Ground 1: Phares Alone Did Not Render the ’901 Claims 

Obvious................................................................................................16 

B. Ground 2: Moriarty Combined with Phares Do Not Render the 

’901 Claims Obvious ...........................................................................19 

1. Issue Preclusion Is Inapplicable ................................................19 

Liquidia Exhibit No. 1046 
IPR2020-00770 - Page 002

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


2. A Motivation to Combine Moriarty with Phares Is 

Lacking ......................................................................................20 

IV. Ambient Temperature Storage Stability—as Claims 6 and 7 

Require—Was Unexpected ...........................................................................24 

V. Liquidia’s Attacks on Dr. Pinal Are Not Warranted .....................................25 

VI. Conclusion and Relief Requested ..................................................................27 

Certificate of Compliance With Word Count ..........................................................28 

 

Liquidia Exhibit No. 1046 
IPR2020-00770 - Page 003

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF AUTHORITIES 

Pages 
 

Am. Med. Sys., Inc. v. Biolitec, Inc., 618 F.3d 1354, 1361-62 (Fed. Cir. 2010) ........ 7 

Dynamic Drinkware, LLC v. National Graphics, Inc., 800 F.3d 1375, 1378 (Fed. 

Cir. 2015) .............................................................................................................16 

FedEx Corp. v. Ronald A Katz Tech. Lisc., CBM2015-00053, Paper 9, 7–8 

(P.T.A.B. June 29, 2015) .....................................................................................26 

In re Katz Interactive Call Processing Patent Litig., 639 F.3d 1303, 1311 (Fed. Cir. 

2011) ....................................................................................................................19 

Unigene Labs., Inc. v. Apotex, Inc., 655 F.3d 1352, 1360-61 (Fed. Cir. 2015) ......22 

Liquidia Exhibit No. 1046 
IPR2020-00770 - Page 004

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


EXHIBIT LIST 

Exhibit No Description 

2001 Intentionally left blank 

2002 Declaration of Rodolfo Pinal, Ph.D. 

2003 Curriculum Vitae of Rodolfo Pinal, Ph.D. 

2004 21 C.F.R. § 210.3 (April 1, 2007 edition) 

2006 Intentionally left blank 

2007 Complete Prosecution History of U.S. Patent No. 9,604,901 

2008 
Stahl, P. H., & Wermuth, C. G. (Eds.). (2002). Handbook of 
Pharmaceutical Salts (1st ed.). Weinheim, Germany: Wiley-VCH, 
pp. 1-7, 41-81, 135-220, 259-63 

2009 
Batra, H., et al., Crystallization Process Development for a Stable 
Polymorph of Treprostinil Diethanolamine (UT-15C) by Seeding, 
Org. Proc. Res. Dev., 13, 242-49 (2009) 

2010 Wiberg, K., Laboratory Technique in Organic Chemistry (1960), 
pp. 75-119 

2011 
Schoffstall, A. M., et al., Microscale and Miniscale Organic 
Chemistry Laboratory Experiments, 2nd ed. (2004), pp. 22-27, 
537-59 

2012 Intentionally left blank 

2013 Comparing IPR2020-00770 Ex. 1002 to the Petition in IPR2020- 
00770 

Liquidia Exhibit No. 1046 
IPR2020-00770 - Page 005

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


