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I. Introduction 

Petitioner Google LLC submits this reply to explain why, under Apple Inc. v. 

Fintiv, Inc., IPR2020-00019, Paper 11 (PTAB Mar. 20, 2020) (precedential), the 

Board should not exercise its discretion to deny institution of this IPR in light of a 

co-pending district court litigation, which was recently transferred to the Northern 

District of California. (Ex. 1046.) Uniloc contends that the Fintiv factors favor 

denial, but Uniloc neglected to inform the Board that, before Uniloc filed its 

preliminary response, the Board rejected Uniloc’s nearly identical arguments under 

a nearly identical set of facts and instituted review in Google LLC v. Uniloc 2017 

LLC, IPR2020-00441, Paper 13 (PTAB July 17, 2020). In that case, among other 

things, Uniloc argued that there was no evidence the transferee court would grant a 

stay. Later, however, Uniloc agreed to a stay, which the transferee court granted. 

(Ex. 1047.) 

In this case, Uniloc also contends that, “[w]hile the litigation was stayed 

when Google filed its Petition, that is no longer the case.” (Paper 8 at 7.) This is 

not true. The parties agreed to stay all proceedings until “the Northern District of 

California has set a schedule.” (Ex. 1048.) While that court docketed the case last 

week and set a case management conference for November 10, 2020, it has not set 

a schedule—indeed the parties’ proposals for such a schedule are not due until 

November. Thus, the parties’ stipulation to treat the case as stayed remains in 
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effect. For these reasons and those further discussed below, there is no reason to 

believe that the state of the district court case corresponding to this IPR warrants a 

discretionary denial of institution any more than the district court case 

corresponding to IPR2020-00441. 

II. Factor 1: The litigation would likely be stayed if the Board 
institutes this IPR 

In discussing the first two Fintiv factors, in IPR2020-00441 the Board stated 

that, “[a]lthough no court-ordered stay is in effect, the fact that the Northern 

District of California has thus far expended no more than minimal resources 

weighs in favor of institution.” IPR2020-00441, Paper 13 at 35. As in that case, the 

district court here has expended only minimal resources, only docketing the case 

and setting a case management conference to occur in nearly three months.  

In addition, the Northern District of California frequently stays cases in view 

of IPRs, both before and after institution. See, e.g., Uniloc 2017 LLC v. Apple Inc., 

No. 3:19-cv-01904, Dkt. 89 (N.D. Cal. Jan. 30, 2020) (after institution); J&K IP 

Assets, LLC v. Armaspec, Inc., No. 3:17-cv-07308, Dkt. 61 (N.D. Cal. Sep. 12, 

2019) (same); Cellwitch Inc. v. Tile, Inc., No. 4:19-cv-01315, Dkt. 68 (N.D. Cal. 

Jan. 17, 2020) (before institution). Indeed, it granted the parties’ stay pending 

resolution of IPR2020-00441. In addition, over the past fifteen months, district 

courts have stayed Uniloc litigations pending IPR twenty-eight times—most of 

which Uniloc either jointly requested or did not oppose. Google intends to move to 
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stay the district court case at its earliest opportunity. 

Uniloc does not attempt to distinguish the Board’s reasoning in IPR2020-

00441, but it does attempt to distinguish other cases. For example, Uniloc tries to 

distinguish Cellwitch by explaining that “the court found it significant that the 

parallel IPR ‘sought review of every claim in the [challenged patent].’” Paper 8 at 

8 (citing Cellwitch, Dkt. 68, slip op. at 3). But in Cellwitch, the court found “it is 

not clear which claims plaintiff will ultimately assert,” Cellwitch, Dkt. 68, slip op. 

at 3, so it was meaningful that all claims had been challenged. Here, Petitioner 

challenged claims 6-12, which encompasses all claims asserted in the litigation. 

In determining whether to grant a stay, a court considers “(1) whether 

discovery is complete and whether a trial date has been set; (2) whether a stay 

would simplify the issues in question and trial of the case; and (3) whether a stay 

would unduly prejudice or present a clear tactical disadvantage to the non-moving 

party.” Personal Web Techs., LLC v. Apple Inc., 69 F. Supp. 3d 1022, 1025 (N.D. 

Cal. 2014). Here, a stay is likely because discovery in the district court litigation is 

not yet complete (depositions remain to be taken and expert reports have not been 

served and will only be delayed by the transfer), claim construction proceedings 

are not yet complete (the claim construction hearing remains to be set), and no trial 

date is set. Given that Uniloc previously agreed to stay the corresponding district 

court case for three months before the transfer decision even issued, Uniloc cannot 
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claim undue prejudice. 4:20-cv-05346 Dkt. 165. In addition, this IPR would greatly 

simplify the issues in the district court because the ’908 patent is the only patent at 

issue and the validity of all asserted claims will be assessed by this IPR. Given the 

new court’s unfamiliarity with the case, simplifying the issues may be a 

particularly compelling factor for granting a stay. 

III. Factor 2: There is no set trial date 

Due to the transfer, it will be at least three months before the new court sets 

a schedule including a trial date. The court set an initial case management 

conference for November 10, 2020, and the court presumably will not enter a 

schedule until sometime after that conference. Uniloc 2017 LLC v. Google LLC, 

No. 4:20-cv-05346, Dkt. 177 (N.D. Cal. Aug. 7, 2020). In any event, attempting to 

predict the case schedule would be pure speculation. See IPR2020-00441, Paper 13 

at 35 (“[W]e agree with Petitioner that ‘any expectation of a schedule or trial date 

would be pure speculation.’”). 

In addition, trial may be scheduled to occur after the expected IPR decision 

date. And a possible stay pending IPR in the Northern District of California would 

only further delay trial. As the Board has observed:  

There is no per se rule against instituting an inter partes review when 

any Final Decision may issue after a district court has addressed the 

patentability of the . . . claims. Nor should there be. Instituting under 

such circumstances gives the district court the opportunity, at its 
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