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LIST OF EXHIBITS 

No. Description 

1001 U.S. Patent No. 6,836,654 (“the ’654 patent”) 

1002 File History of U.S. Patent No. 6,836,654 

1003 Nokia 9000i Owner’s Manual (“Nokia Manual”) 

1004 Business Week names Nokia 9000i Communicator a “Best New 
Product”, Nokia Press Release, Published January 14, 1998, 

1005 Nokia introduces the new Nokia 9000i Communicator for GSM 
Markets, Nokia Press Release, February 6, 1998 

1006 U.S. Patent 5,940,773 (“Barvesten”) 

1007 Declaration of Steven Harris (with Exhibit A) 

1008 Communication Device Inactivity Password Lock, Charles P. Schultz, 
November 1996 (“Schultz”) 

1009 French Application No. 9916136 

1010 Declaration of Henry Houh, dated August 8, 2019 (“Houh Decl.”) 

1011 U.S. Patent No. 5,913,175 (“Pinault”) 

1012 Intentionally left blankRESERVED

1013 Luca Benini et al., Policy Optimization for Dynamic Power 
Management, IEEE Transactions on Computer-Aided Design of 
Integrated Circuits and Systems, Vol. 18, No. 6, June 1999 

1014 Declaration of Timo Henttonen 

1015 Docket Navigator List of Cases involving U.S. Patent 6,836,654 

1016 Comparison between the Current Petition and Petition in 

IPR2019-01471 

SAMSUNG EXHIBIT 1016

Page 1 of 80

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IPR2019-01471 
Patent 6,836,654 

Page ii 

MANDATORY NOTICES UNDER 37 C.F.R. § 42.8 

1. Real Party-In-Interest 

Microsoft Corporation is the sole real party-in-interest.  

Pursuant to 37 C.F.R. § 42.8(b)(1), Petitioner identifies Samsung Electronics 

America, Inc. and Samsung Electronics Co., Ltd., Apple Inc., and Motorola Mobility 

LLC, as the real parties-in-interest.  Motorola Mobility LLC is an indirect wholly-

owned subsidiary of Lenovo Group Ltd. 

2. Related Matters 

ThePursuant to 37 C.F.R. § 42.8(b)(2), to the best knowledge of the Petitioner, 

the ’654 patent (Ex. Patent1001) is assertedor was involved in the following 

litigationscases: 

 Uniloc 2017 LLC v. Microsoft Corporation, 8:19-cv-00781 (C.D. 

Cal.), filed April 29, 2019; 

 Uniloc USA, Inc. et al. v. Apple Inc., 3:19-cv-01697 (CN.D. Cal.), 

filed April 2, 2019; 

 Uniloc 2017 LLC v. HTC America, Inc., 2:18-cv-01732 (W.D. WA), 

filed November 30, 2018; 

 Uniloc 2017 LLC v. Motorola Mobility, LLC, 1:18-cv-01844 (DED), 

filed November 20, 2018; 
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 Uniloc 2017 LLC et al. v. Google LLC, 2:18-cv-00493 (E.D. Tex.), 

filed November 17, 2018; 

 Uniloc 2017 LLC v. Samsung Electronics America, Inc., et al., 2:18-

cv-00508 (E.D. Tex.), filed November 17, 2018; 

 Uniloc 2017 LLC v. Huawei Device USA, Inc. et al., 2:18-cv-00509 

(E.D. Tex.), filed November 17, 2018; 

 Uniloc 2017 LLC et al. v. Google LLC, 2:18-cv-00422 (E.D. Tex.), 

filed October 1, 2018; 

 Uniloc USA, Inc. et al. v. Huawei Device USA, Inc., et al., 2:18-cv-

00357 (E.D. Tex.), filed August 14, 2018; 

 Uniloc USA, Inc. et al. v. Motorola Mobility, LLC, 1:18-cv-01230 

(DED), filed August 10, 2018; 

 Uniloc USA, Inc. et al. v. Samsung Electronics America, Inc., et al., 

2:18-cv-00309 (E.D. Tex.), filed July 23, 2018; 

 Uniloc USA, Inc. et al. v. Huawei Device USA, Inc., et al., 2:18-cv-

00310 (E.D. Tex.), filed July 23, 2018; 

 Uniloc USA, Inc. et al. v. Apple Inc., 1:18-cv-00293 (W.D. Tex.), filed 

April 9, 2018. 

The ’654 Patent is involved in the following proceedings before the Board: 
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 Samsung Electronics America, Inc. v. Uniloc 2017 LLC, IPR2019-

01218 (Claims 1-9); 

 Samsung Electronics America, Inc. v. Uniloc 2017 LLC, IPR2019-

01219 (Claims 10-20). 

Petitioner is concurrently filing another IPR petition challenging claims 1-9 

of the ’654 patent. 

 Microsoft Corporation v. Uniloc 2017 LLC, IPR2019-01470 (Claims 

1-9) 

This Petition is being submitted concurrently with a Motion for Joinder. 

Specifically, Petitioner requests institution and joinder with Microsoft Corporation 

v. Uniloc 2017 LLC, IPR2019-01471 (“the Microsoft IPR Proceeding”), which the 

Board instituted on February 11, 2020.  Petitioner has spoken with counsel of record 

for Microsoft, and Microsoft does not oppose joinder to the IPR2019-01471 petition. 

The following patent application alleges priority to the ’654 patent or its 

alleged priority application: French Appl. No. 9916136, priority date December 21, 

1999. 

3. Lead And Back-Up Counsel, And Service Information 

Petitioner designates lead and back-up counsel as noted below.  Powers of 

attorney pursuant to 37 C.F.R. § 42.10(b) accompany this Petition.  
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Lead Counsel Back-upBackup Counsel 
Todd M. SiegelTiffany C. Miller, Reg. 
52,032No. 73,232
DLA PIPER LLP (US) 
401 B St., Suite 1700 
San Diego, CA 92101 
Phone: 619.699.2700 
Fax: 619.699.2701 
Email:  Apple-Uniloc19-
DLA@us.dlapiper.com

(First Back-Up) 
Andrew(for Apple and Motorola) 
James M. MasonHeintz, Reg. No. 
64,03441,828 
DLA PIPER LLP (US)

John M. Lunsford, Reg. 11911 Freedom 
Dr., Suite 300 
Reston VA 20190 
Phone: 703.773.4000 
Fax: 703.773.5000 
Email:  Apple-Uniloc19-
DLA@us.dlapiper.comNo. 67,185 

Joseph T. Jakubek, Reg. No. 34,190  

(for Samsung) 
Naveen Modi, Reg. No. 46,224 
Joseph E. Palys, Reg. No. 46,508 
Phillip W. Citroën, Reg. No. 
KLARQUIST SPARKMAN,66,541 
Paul Hastings LLP 
121 SW Salmon875 15th Street, Suite 
1600 NW

Portland, Oregon, 97204 
503-595-5300 (phone) 

503-595-5301 (fax)Washington, DC 
20005 
Phone: (202) 551-1700 
Fax: (202) 551-1705 
Email:  PH-Samsung-Uniloc-
IPR@paulhastings.com

Please address all correspondence to counsel at the address above.  Petitioner 

consents to electronic service viaby email at the above email addresses.  

Page 5 of 80

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


