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REQUEST FOR EX PARTE REEXAMINATION TRANSMITTAL FORM

Address to: Express Mall Label No .
Mail Stop Ex Parte Reexam EV 630 8611115 US
Commissioner for Patents Attorney Docket No.:M—16056-RE US
PO. Box 1450

Alexandria, VA 22313-1450 Date: July 6, 2005

1. a This is a request for ex parte reexamination pursuant to 37 CFR 1.510 of patent number 5 ’029 r 183
issued July 2 , 1991 . The request is made by:

D patent owner.

2.. The

- 64660 'El third party requester. U.S. PTO
9000761 7

name and address of the person requesting reexamination is:
Edward C. Kwokasters... Km Chen 8 Reid m, iii/iiIII/lilillIll/Illllllilillillllllllllllll

San Jose CA 95110

3. a. Acheck in the amountof$ is enclosed to cover the reexamination fee, 37 CFR 120(c)(1);

b. The Director is hereby authorized to charge the fee as set forth in 37 CFR 120(c)(1)
to Deposit Account No. 50—2257 (submit duplicative copy for fee processing): or

Cl

4. Any refund should be made by I: check or credit to Deposit Account No. 50-2257
37 CFR 1.26(c). If payment is made by credit card, refund must be to credit card account.

c. Payment by credit card. Form PTO-2038 is attached.

5.. A copy of the patent to be reexamined having a double column format on one side of a separate paper is
enclosed. 37 CFR 1.510(b)(4)

6.|:| CD-ROM or CD-R in duplicate, Computer Program (Appendix) or large table
E] Landscape Table on CD

7.|:| Nucleotide and/or Amino Acid Sequence Submission
If applicable, items a. — c. are required.

a. [:1 Computer Readable Form (CRF)
b. Specification Sequence Listing on:

i. [:1 CD-ROM (2 copies) or CD-R (2 copies); or
ii. [:1 paper

c. [:1 Statements verifying identity of above copies

8. D A copy of any disclaimer, certificate of correction or reexamination certificate issued in the patent is included.

9. Reexamination of claim(s) 1 9 16a 21 , 35 3 40-41 is requested.

10. A copy of every patent or printed publication relied upon is submitte
Form PTO/SB/OS, PTO-1449, or equivalent. EMWQESWMMEM HfiHanerrlffiafl

'lFD'l 12 ‘5 .B D

11. E] An English language translation of all necessary and pertinent non-E 8 ea 8 (”or printed

998 7617

nglish anguage patents an
publications is included.

[Page 1 of 2]
This collection of information is required by 37 CFR 1.510. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete.
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden. should be sent to the Chief Information Officer, U.S. Patent
and Trademark Office. U.S. Department of Commerce. PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Mail Stop Ex Pane Reexam, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
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  12. E The attached detailed request includes at least the following items:  
 a. A statement identifying each substantial new question of patentability based on prior patents and printed

publications 37 CFR 1510(b )(1)

b. An identification of every claim for which reexamination is requested, and a detailed explanation of the pertinency
and manner of applying the cited art to every claim for which reexamination Is requested. 37 CFR 1 .510(b)(2)

 
  

  
 13. El A proposed amendment is included (only where the patent owner is the requester). 37 CFR 1.510(e)  
 14. E] a. ItIs certified that a copy of this request (if filed by other than the patent owner) has been served'In its entirety on

the patent owner as provided in 37 CFR 1 ..33(c)
The name and address of the party served and the date of service are:

Alan Israel
schstein Ottin er Israel & Schiffmiller P.C. .

l189 Fifthf‘Avenue

New York,.NY 10017-6105

 
  
  
 

  
 

 
Date of Service: July 6 ’ 2005 

El b. A duplicate copy is enclOsed since service on patent owner was not possible.  
  15. Correspondence Address: Direct all communication about the reexamination to:

The address associated with Customer Number: 32605 ‘ ‘
OR  
 

 

  
 
 

 Firm or I
Individual Name

Address

Country

Telephone —mail
16 I: The patent is currently the subject of the following concurrent proceeding(s):

|:l a. Copending reissue Application No
b. Copending reexamination Control No.
c. Copending interference No.
d Copending litigation styled:

 
 

  
  
 

 DUE]
 

  
WARNING: Inf m ion on this orm may become public. Credit card information should not be
included on t s f m. Provide redit card information and authorization on PTO-2038.

July 6, 2005
Date

  
 

 

 
  

 Authorized Signature

  
 

Edward C. KVOk ' 33’938 :1 For Patent Owner Requester
Typed/Printed Name Registration No. [X] For Third Party Requester  
 [Page 2 012]
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

: Inventors: L. Tymes

Assignee: Symbol Technologies, Inc.

‘ Title: Packet Data Communication Network

2 Patent No.: 5,029,183 ReExamination July 6, 2005
‘ ‘ ~ Filing Date:

1 ReExamination Unassigned _ ReExamination Edward C. Kwok
‘ Control No. Requester:

1 Examiner: Unassigned - Group Art Unit: Unassigned

DocketNo.: ' M-l6056-REUS

San Jose, Califomia

July 6, 2005

1 Mail Stop Ex Parte Reexarn
1 COMMISSIONER FOR PATENTS

‘ Alexandria, VA 22313-1450

REQUEST FOR REEXAMINATION

Reexamination under 35 U.S.C. §§302~307 and 37 C.F.R. §1.510 is requested of

United States Patent No. 5,029,183, which issued July 2, 1991, to LaRoy Tymes. This patent

remains in force.

Reexamination is requested as to at least claims 1, 16, 21; 35 and 40-41 in view of

prior art that was not of record during the prosecution ofthe ‘183 patent. As discussed in

detail below, a substantial new question of patentability as to each of claims 1, 16, 21, 35 and

40-41 is raised by the prior patents and printed publications, as required by 37 C.F.R.

§1.510(b)(1), and a detailed explanation ofthe peninency and manner of applying the cited

-1- US. Patent 5,029,183
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art to each such claim for which reexamination is requested is also included in this request, as

required by 37 C.F.R. §1.510(b)(2).

Claims 1, 16, 21, 35 and 40-41 were the subject of prior litigation in the United States

District Court for the District of Delaware, styled Symbol Technologies, Inc. v. Proxim

Incorporated, Civil Action No. 1:01-cv-00801-SLR (the “Proxim litigation”). The Proxim

litigation was settled following a trial. The ‘183 patent is currently asserted in litigation

pending in the same court, styled, Symbol Technologies, Inc. v. Intermec Technologies

Corporation, Civil Action No. 1:05-cv—00147-SLR (the “Intermec litigation”). It is not

known whether the above claims are in issue in the Interrnec litigation.

U.S. PATENT NO. 5,029,183

U.S. Patent No. 5,029,183 (“the ‘183 patent”) issued on July 2, 1991, and was based

on application Serial No. 07/374,452, which was filed June 29, 1989. The ‘183 patent

identifies LaRoy Tymes as the named inventor. The ‘ 183 patent expires on June 29, 2009.

1. The ‘183 Patent Claims

The ‘183 patent has 84 claims. Claims 1, 21, 40, 50, 60, 70 and 76 are independent.

Claim 1 is directed to a “method of transmitting data packets from one of a plurality of

remote terminal units to a base station.” It includes two basic steps:

(a) transmitting a data packet from said one unit to said

base station during a first time period selected by the unit, and

(b) receiving at said one unit from said base station an

acknowledge signal during a second time period occurring only

a fixed time delay after said first time period, said second time

period being the same for at least some of said units.

Claim 16 is dependent on claim 1 and recites an additional step, namely, “receiving at

said unit prior to said step of transmitting said data packet to detect transmission by other like

-2- U.S. Patent 5,029,183
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units.”

Independent claim 21 claims a “system for transmitting data packets from one of a

plurality of first stations to a second station.” It includes two basic elements:

(a) a transmitter in said one first station for transmitting

a data packet from said one first station to the second station

during a first time period selected by said one first station, and

(b) a receiver in said one first station for receiving an

acknowledge signal from the second station during a second

time period occurring only in a time window referenced to said

first time period by a fixed delay, said fixed delay being the

same for all said plurality of first stations.

Claim 35 is dependent on claim 21. As claim 16 was related to claim 1, Claim 35 is

likewise related to claim 21, and describes that “the transmitter at said first station receives

prior to transmitting said data packet to detect transmission by other stations.”

Claims 40-41 have a similar type of relationship. In particular, independent claim 40

describes a “method of data transmission between a plurality of terminals and a base station.”

That method includes several steps:

(a) transmitting a data packet from one of said terminals

to said base station at a time selected by said one of said

terminals, the data packet including identification of said one of

the terminals;

(b) receiving said transmitted data packet at said base

station and transmitting an acknowledgement from the base

station to said one of said terminals in a predetermined time

window, at least part of said predetermined time window being

the same for all of said terminals, said acknowledgement

including identification of said terminal, and

Mummrzfisgim (c) receiving said acknowledgement at said one terminal

.7. T"':“'l"' D during said predetermined time window.)2 ccmmgy L.Suite 126
Smlnx. CA ””0

“WW-”=0 Dependent claim 41 further requires the step of first “receiving at said one terminal toFA ,\‘ (405)-502-9102

detect transmission by another of said plurality of terminals, before transmitting said data

-3- US. Patent 5,029,183
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packet.”

2. The ‘183 Patent Specification

1n the “Summary ofthe Invention” section ofthe ‘183 patent (the “Summary”), the

invention is summarized as providing a “packet data communication system [that] includes a

number of remote terminals for gathering data, and a communications link for sending

packetized data to a central station and for receiving an acknowledge signal and data from the

central station[; wherein] a packet-exchange protocol [] used for this communication link []

provides reduced power dissipation at the remote unit by activating the receive function for

only a short time, rather than requiring the remote unit to receive or “listen” at all times.” 1

(Column 2, lines 56-66). The Summary then goes on to describe, from col. 2, line 66 to col.

3, line 2, additional features that are more or less recited in the claim language, namely:

To this end, the exchange protocol establishes a rigid

time window keyed to a transmission by the remote unit, and

the remote unit is responsive to a message from the central

station only during this time window. The time window is

defined to being at a fixed time delay after a transmission from
the remote unit to the central station. 2

Thus, each of independent claims 1, 21 and 40 concerns a data communication

protocol such as best illustrated in Figure 2 of the ‘ 183 patent (and reproduced below):

I . . . . . . ,, . . .
The subject matter directed to “reduced power d1ss1pation at the remote unit was not recrted in any claim

ofthe ‘183 patent.

2 Independent claims 1, 21 and 40 do not speak of a central station, but rather describe this function in the
context ofthe base station or a “second” station, as the case may be.

-4- US. Patent 5,029,183
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In representative claim 1, the data packet transmitted from the remote unit is seen

above as reference numeral 17, and the base station-to-remote unit data packet is illustrated as

reference numeral 18. The “first time period selected by the unit” would be the time at which

time period t. starts, and the second time period (time t3) occum'ng only a fixed time delay

(either time t; as measured from the start time, or time t; — t] as measured from the end time of

data packet 17) after the first time period is illustrated as time t3. The “fixed time delay” as

recited in claim 1 is either time t; as measured from the start time, or time (t; — t1) as measured

from the end time of data packet 17. In representative claim 16, the unit receives “prior to

said step of transmitting said data packet to detect transmission by other like units.” This

operation occurs during time to above.

3. The Prosecution History

The ‘183 patent was filed as US. patent application, serial No. 07/374,452 in the US.

Patent & Trademark Office on June 29, 1989. Application claims 1, 16,21, 35 and 40-41

correspond to the corresponding issued claims. As originally filed, application claim 1

described a method of transmitting data packets from a communications unit, comprising two

steps:

(a) transmitting a data packet from the unit during a first

-5- US. Patent 5,029,183
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time period selected by the unit; and

(b) receiving at the unit an acknowledge signal during a

second time period occurring only a fixed time delay after the

first time period.

Dependent claim 16 described the further step of listening at the unit prior to the step

of transmitting the data packet to see if other like units were transmitting. The claims were

rejected on various grounds including indefiniteness, anticipation and obviousness.3 In a

responsive amendment, the claims were amended into the form as they later issued, and the

Applicant argued that “in the applicant’s system the remote units transmit at any time, at their

own choosing, then the base station must respond in a fixed time.” (See, the Amendment, at

page 6, received October 19, 1990). According to the Applicant’s counsel, the claims

distinguished over the cited art “by reciting that the remote unit selects its time of

transmission (rather than the time being dictated by the base station), and reciting that the

remote units receive at a fixed time after transmission (rather than the base station receiving

from the remote units at a time slot).” Further, it was noted that “the claims recite that the

fixed time or the time window is the same for all remote units, which would not be possible

with the system of the [cited prior art] where time slots are dictated to separate in time the

transmissions from remote units.”

As the cited art apparently did not show “transmitting from the remote at a time

selected by the remote, then receiving only at a fixed time window” (Amendment, at page 7,

emphasis supplied), the claims, as amended, were allowed.

4. The Proxim litigation Markman Ruling

3 The claims were rejected over cited art US. Patent No. 4,829,540 to Waggener, Sr. et al. and US. Patent No.
4,247,908 to Lockhart, Jr. et al.

-6- US. Patent 5,029,183
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A Markman claim construction ruling was issued in the Proxim litigation. A copy of

that ruling is attached (Exhibit A). The Court there construed the following terms in the

claims at issue here:

(a) “data packet” shall mean “a block of information that can be transmitted as a

distinct entity.”

(b) “remote terminal unit” shall mean a “wireless mobile unit.”

(c) “base station” shall mean “a unit that transfers data between a remote terminal

unit and a central computer, but which cannot initiate data communications with a remote

terminal unit.”

(d) “first time period selected by the unit” shall mean “a time period selected by

the remote terminal unit during which the remote terminal unit transmits a data packet.”

(e) “second time period occurring only a fixed time delay after said first time

period” shall mean “a time period which occurs a fixed time after the first period.”

(t) “receiving at said unit prior to said step of transmitting said data packet to

detect transmission by other like units” shall mean the remote terminal unit “senses the

medium before transmitting to determine whether the medium is in use.”

THE PRIOR ART PRESENTED IN THIS RE UEST

The very features that were argued to distinguish the claimed invention over the cited

references (“transmitting from the remote at a time selected by the remote, then receiving only

at a fixed time window”) were well-known in the prior art, but the relevant prior art references

were not before the Examiner during the prosecution of the application.

-7- US. Patent 5,029,183
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Such prior art references include:

(a)

(b)

(C)

(d)

(e)

(f)

Binder et al. “ALOHA Packet Broadcasting: A Retrospect” AFIPS

National Computer Conference Proceedings Volume 44 (May 19-22,

1975), pages 203-215 (Exhibit B).

Fralick et al. “Digital Terminals for Packet Broadcasting” AFIPS

National Computer Conference (NCC) Proceedings Volume 44 (May

19—22, 1975), pages 253-262 (Exhibit C).

Kleinrock et a1. “Packet Switching in Radio Channels: Part 1— Carrier

Sense Multiple-Access Modes and Their Throughput-Delay

Characteristics,” IEEE Transactions on Communications, Volume 23,

No. 12, December 1975, pages 1400-1416 (Exhibit D).

US. Patent No. 4,479,261, to Oda et al., issued October 23, 1984, filed

in the United States on April 18, 1983 (Exhibit E).

US. Patent No. 4,720,710, to Akahori et al., issued January 19, 1988,

filed in the United States on June 20, 1983 (Exhibit F).

US. Patent No. 4,777,488, to Carlman, Jr. et al., issued October 11,

1988, filed May 16, 1986 (Exhibit G).

A SUBSTANTIAL NEW QUESTION OF PATENTABILITY

Lawomcasor Kleinrock et al. (Exhibit D) describe the ALOHA System, an actual broadcast radioMnrHIerson. Kunk. Chen &
Ileid I.|.I'

1762 Twllmlugy 01..4 n

S------b communications system that was in use to provide radio communications among computerSIHJUS‘. CA ”I ll)
(A08)—392-9520

FAX (408)-392-9262

-8- US. Patent 5,029,183
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installations in Hawaii as early as 1970. On page 1401, the authors describe the “pure

ALOHA” scheme that:

permits users to transmit any time they desire. If,

within some appropriate time-out period, they receive Q

acknowledgement from the destination, then they know that no
conflicts occurred.

(emphasis supplied)

To further elaborate the acknowledgement scheme, Kleinrock et al. state at page 1403

that:

Some acknowledgement scheme is necessary to inform

the transmitter of its success or failure. We assume a positive

acknowledgement scheme; if within some specified delay (an

appropriate time-out period) afier the transmission of a packet, a

user does not receive an acknowledgement, he knows he has
conflicted.

(emphasis supplied)

Thus, in the first instance, Kleinrock et al. described the two features -- “transmitting

from the remote at a time selected by the remote, then receiving only at a fixed time window”

(Amendment, page 7, October 19, 1990) ~ that, allegedly, were absent from the prior art cited

during the ‘183 patent’s prosecution history. For this reason, the Kleinrock et al. paper itself

raises a substantial new question of patentability with respect to at least claims 1, 21 and 40.

Kleinrock et al. also describe the by then (in 1975) well-known technique of

attempting “to avoid collisions by listening to (i.e., ‘sensing’) the carrier due to another’s

,

user’s transmission.’ Such carrier sense multiple access (CSMA) techniques are the subject

of dependent claims 16, 35 and 41. Thus, Kleinrock et al. also raise a substantial new

question of patentability with respect to these claims.

While Kleinrock et al. provide a theoretical analysis ofthe data packet communication

-9- US. Patent 5,029,183
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protocols, Binder et al. and Fralick et al (Exhibits B and C) describe the ALOHA System,

i sometimes referred to as ALOHANET, in great detail. These articles were both published in

the AFIPS Conference Proceedings for the National Computer Conference of May 19-22,

1975 at Anaheim, California. Each article describes the basic transmit-when-desired,

s acknowledge-within-timeout protocol identified in the Kleinrock et al. paper.4 In Binder et

‘ al., the original remote units were referred to as Terminal Control Units (TCUs); once

microprocessors became available (by the mid-19705), users ofthe ALOHANET took

advantage of what the authors described as PCUs, “fully-programmable” control units.

1 Binder et al. go on to say, at page 214 of their article: “[o]f particular interest is the possibility

of designing low power battery operated portable PCUs for mobile units in the

ALOHANET.” In describing the PCU design, Binder et al. explicitly reference Fralick et a1.

(“a companion paper in these proceedings”); Fralick et a1. actually describe how to build one

such battery-powered mobile unit. Fralick et al. also describe powering down of the

transmitter, in effect, to preserve the battery (“[a]lthough the transmitter peak power is

nominally 10 watts, the duty cycle will be very slow so that the transmitter will require only a

few milliwatts average power”), and they also suggest the desirability of“[t]ransmit-only

terminals”).

US. Patent 4,777,488 (the “Carlman, Jr. et al.”) describes a data packet

communication system for use in an environment where users located at fixed units (e.g., at

restaurant tables) communicate with one or more other display or controller units using a

‘ protocol exchange. While the preferred embodiment of this system involves “time slotted r.f.

4 Thus, e.g., Binder et al. describe (at page 204) that under “pure ALOHA mode of operation, packets are sent by
the user nodes to the [base station, called MENEHUNE] in a completely unsynchronized manner [and] a

positive acknowledgement protocol is used for packets sent on the random-access channel.” Fralick et al.

illustrate the protocol in Figure 3 and describe the basic functionality in the accompanying text at pages 255-
257)(“lf an ACK is not received in a predetermined time, the typical protocol dictates retransmission in a

pseudo-random time interval”). Fralick et al., at page 257, emphasis supplied.

-10- US. Patent 5,029,183

Page 12 of 341



Page 13 of 341

LAW OFFICES OF
MncPht-vson. Kuok. Chen 51

Neil! I.l.l‘
I762 Trclinulngy DI .Suilc 126
San Jose. CA 95”!)

(403)-3929510
FAX (408)-392-9262

 

data communications”, the patentees stated the invention could be implemented in a non-time

slotted environment (where “collision detection might also be used”). In this patent, the units

are described as battery-powered, and the packet exchange protocol explicitly describes

turning on the receiver only when it is needed, e.g., to receive an acknowledgement, to

preserve the battery. See, e.g., the discussion at Column 6, lines 4-6 that “[a]fter the message

has been transmitted, the program loops back and the receiver is turned on to listen to

determine if an acknowledgement message is received (emphasis supplied)” In the described

protocol, once a given “cancel message” is received, the “microcomputer resets the power

latch 33 causing the [] unit to, in effect, shut down and stop consuming power from the

battery.”

Thus, Carlman Jr. et al. describe (in the words of the ‘183 patent Summary) a “packet—

exchange protocol [] used for a communications link that provides reduced power dissipation

at the remote unit by activating the receive function for only a short time, rather than requiring

the remote unit to receive or “listen” at all times.” (‘183 patent, Column 2, lines 61-66).

Selective activation ofa mobile unit’s receiver to preserve the unit’s battery, was not

unique to Carlman, Jr. et al. Indeed, paging devices operated in this manner long before the

filing date of the subject patent. Oda et a1. and Akahori et al. are representative of such

paging devices.

Thus, by June 1989, the filing date of the ‘183 patent, the basic packet-exchange

protocol (“transmitting from the remote at a time selected by the remote, then receiving only

at a fixed time window”) was how the ALOHANET worked, and there were num'erous

descriptions and teachings about use of low power-drain, transmit-only terminals in this very

packet-based communications system. Selective operation of a mobile device receiver to

—1 1- US. Patent 5,029,183

Page 13 of34l



Page 14 of 341

LAW OFFICES OF
MucPherson. Kwok. Chen a

lit-id l.l.|'

1702 Techmlogy Dr..Suite 216
Sim Jose, CA 95I |0

(tom-3929520
FAX (408)-392-9162

‘ conserve a battery was suggested by Binder et al. (“[o]f particular interest is the possibility of

j designing low power battery operated portable PCUs for mobile units in the ALOHANET”)

patentability exists with respect to each ofclaims 1, 16, 21, 35, 40 and 41, as there was

nothing novel or unobvious about the subject matter in any such claim.

For purposes of this reexamination request, the various terms used throughout the

claims should be afforded their broadest reasonable interpretation consistent with the

specification. Manual ofPatent Examining Procedure at §2111. The Markman ruling in the

Proxim litigation is consistent with this approach.5

1. The cited art raises a substantial new question of patentability of each subject

claim either under §102(e), §§102(e)/103, or §103(a), as indicated by the following

representative claim charts6:

l. A method of transmitting data packets The ALOHANET, as described by Kleinrock et al., involved

from one of a plurality of remote temiinal a method of transmitting data packets from remote temiinals
units to a base station, comprising the steps to a central computer through an intermediary device.

of: Binder et al. describe the specific implementation of the
ALOHANET in 1975, which includes a olurali of remote

 
5 The Requester does not admit that the Markman ruling is correct in all respects.

6 One of ordinary skill in the art would be motivated to combine Binder et a1. or Fralick et al. and Kleinrock et
‘ al., as all three references describe the ALOHANET, either theoretically or as actually implemented. Any of

Carlman, Jr., Oda et al. or Akahori et al. likewise can be combined given Binder et al.’s express suggestion of

the desirability of “designing low power battery operated portable PCU’s for mobile units in the ALOHANET

(emphasis supplied)” As noted above, these secondary references specifically describe turning a mobile unit

receiver on only when it is needed, i.e., only when the receiver is expected (by the nature of the protocol itself) to

receive or to be in a position to receive a given signal. All three references do so to prevent power drain and to
conserve the battery.

-12- US. Patent 5,029,183
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(a) transmitting a data packet from said one

unit to said base station during a first time

period selected by the unit;

 

(b) receiving at said one unit from said

base station an acknowledge signal during

a second time period occurring only a fixed

time delay after said first time period, said

second time period being the same for at
least some of said units.

terminals communicated with a central computer through an

intermediary, which was called MENEHUNE. In this

system, as described in Binder et al., remote units

communicated with the central computer over a random

access channel, using the intermediary in effect as the base

station. The Markman ruling in the Proxim litigation

interpreted “base station” to mean “a unit that transfers data
between a remote terminal unit and a central computer, but
which cannot initiate data communications with a remote

temiinal unit." Whether or not this construction is adopted

by the Office, the machine called MENEHUNE in the Binder
et al. reference meets this limitation because, with respect to
the random access channel, that machine could not initiate

communications to any remote temlinal unit. Binder et al.

further explicitly stated that it would be of “particular interest

[to design] low power battery operated portable PCU’s for

mobile units in the AHOLANET.” In the Markman ruling,

the “remote temlinal units” were interpreted as wireless

mobile units, precisely as Binder et al. had described.

In the ALOHANET, as described by Kleinrock et al., remote
users transmit “any time they desire.” Binder et al. describes

that the remote ALOHANET units operate “in a completely

unsynchronized manner” —— i.e., without time slots, and

Fralick et al. describes the use of “transmit-only terminals”
that work in the manner recited in this clause. In this

respect, the Markman interpretation requires “a time period

selected by the remote terminal unit during which the remote

terminal unit transmits a data packet.” Any ALOHANET
terminal operates in this manner.

In the alternative embodiment of Carlman, Jr. et al., a non-

time slot based approach is suggested and, obviously, users
(restaurant customers) would only operate the remote units if
and when needed.

According to the Markman ruling, a “second time period

occurring only a fixed time delay after said first time period"

means “a time period which occurs a fixed time after the first

period.” In the ALOHANET, as described by Kleinrock et al,

a packet exchange protocol assumes “a positive

acknowledgement scheme; if within some specified delay (an
appropriate time-out period) after the transmission of a

packet, a user does not receive an acknowledgement,” the
packet transmission is considered unsuccessful. Kleinrock’s

“time-out period” meets the claimed invention precisely.

Any of Carlman, Jr., Oda et al. or Akahori et al. describe

turning on a mobile unit receiver only when it is needed, i.e.,

only when the receiver is expected (by the nature of the

protocol itself) to be receiving (or to be in a position to
receive) a given signal. Of course, the claim itselfis silent

about powering a receiver up or down.

The requirement that the “second time period being the same

for at least some of [the] units” was described by the
Applicant (in the Amendment, filed October 19, 1990) as
merel a re-uirement that the units did not oerate in a time-
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16. A method according to claim 1

including the step of receiving at said unit

prior to said step oftransmitting said data

packet to detect transmission by other like
units.

21. A system for transmitting data packets

from one ofa plurality of first stations to a

second station, comprising:

(a) a transmitter in said one first station for

transmitting a data packet from said one

first station to the second station during a

first time period selected by said one first
station;

(b) a receiver in said one first station for

receiving an acknowledge signal from the

second station during a second time period
occurring only in a time window

referenced to said first time period by a

fixed delay, said fixed delay being the
same for all said plurality of first stations.

slot based manner , which is how the ALOHANET worked

as taught by either Kleinrock et al., Binder et al., or Fralick et
al.

According to the Markman ruling, this step means that the
remote terminal unit “senses the medium before transmitting
to determine whether the medium is in use.” This is

conventional CSMA, as described in Kleinrock et al, in

Binder et al., or in the ‘ 183 specification itself as “admitted
rior art.”

The ALOHANET, as described by Kleinrock et al., involved

a method of transmitting data packets from remote terminals

to a central computer through an intermediary device.

Binder et al. describe the specific implementation of the

ALOHANET in 1975, which includes a plurality of remote

terminals communicated with a central computer through an

intermediary, which was called MENEHUNE. In this

system, as described in Binder et al., remote units

communicated with the central computer over a random

access channel, using the intermediary in effect as the second

station. Binder et al. further explicitly stated that it would

be of “particular interest [to design] low power battery

operated portable PCU’s for mobile units in the

AHOLANET.” In the Mar/(man ruling, the “remote terminal

units” were interpreted as wireless mobile units, precisely as
Binder et al. had described.

In the ALOHANET, as described by Kleinrock et al., remote

users transmit “any time they desire.” Binder et al. describes

that the remote ALOHANET units operate “in a completely
unsynchronized manner” — i.e., without time slots, and

Fralick et al. describes the use of “transmit-only terminals”
that work in the manner recited in this clause. In this

respect, the Markman interpretation requires “a time period

selected by the remote terminal unit during which the remote

terminal unit transmits a data packet.” Any ALOHANET

terminal operates in this manner.

Binder et a1. and Fralick et a1. each describe a remote unit in

a station that includes the recited transmitter.

Binder et a1. and Fralick et al. each describe that the remote
unit in the station also includes the recited receiver.

In the ALOHANET, as described by Kleinrock et al, a packet

exchange protocol assumes “a positive acknowledgement

scheme; if within some specified delay (an appropriate time-

out period) after the transmission of a packet, a user does not

receive an acknowledgement,” the packet transmission is

considered unsuccessful. Kleinrock’s “time—out period”

meets the claimed invention ofa “second time period

occurring only in a time window referenced to [the] first time

period by a fixed delay,” precisely as described.

Any of Carlman, Jr., Oda et a1. or Akahori et al. describe

 
In particular, the Applicant’s counsel argued that the “claims rec1te that the fixed time or the time wmdow is

the same for all remote units, which would not be possible with the system of the reference where time slots are
dictated to separate in time the transmissions from remote units.”

-14- US. Patent 5,029,183
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35. A system according to claim 21
wherein the transmitter at said first station

receives prior to transmitting said data

packet to detect transmission by other
stations.

40. A method of data transmission

between a plurality of terminals and a base

station, comprising the steps of:

(a) transmitting a data packet from one of
said terminals to said base station at a time

selected by said one of said terminals, the

data packet including identification of said
one ofthe terminals;

turning on a mobile unit receiver only when it is needed, i.e.,

only when the receiver is expected (by the nature of the

protocol itself) to be receiving a given signal. Of course, the
claim itself is silent about powering a receiver up or down.

The requirement that the “fixed delay being the same for all

said plurality of first stations” was described by the

Applicant (in the Amendment, filed October 19, 1990) as

merely a requirement that the units did not operate in a time-
slot based manner, which is how the ALOHANET worked as

taught by either Kleinrock et al., Binder et al., or Fralick et

al. The claim does not specify how many units comprise a

“plurality of first stations” thus any subset of remote units in
the ALOHANET as described by Kleinrock et al. and/or
Binder et ail./Fralich et al. meet this limitation.

According to the Markman ruling, this function means that
the remote terminal unit “senses the medium before

transmitting to determine whether the medium is in use."
This is conventional CSMA, as described in Kleinrock et al,

in Binder et al., or in the ‘183 specification itselfas
“admitted .rior art.” 4

The ALOHANET, as described by Kleinrock et al., involved

a method of transmitting data packets from remote temiinals

to a central computer through an intermediary device.
Binder et al. describe the specific implementation of the

ALOHANET in 1975, which includes a plurality of remote

terminals communicated with a central computer through an

intermediary, which was called MENEHUNE. In this

system, as described in Binder et al., remote units

communicated with the central computer over a random

access channel, using the intermediary in effect as the base

station. The Markman ruling in the Proxim litigation

interpreted “base station” to mean “a unit that transfers data
between a remote temiinal unit and a central computer, but
which cannot initiate data communications with a remote

temiinal unit.” Whether or not this construction is adopted

by the Office, the machine called MENEHUNE in the Binder

et al. reference meets this limitation because, with respect to
the random access channel, that machine could not initiate

communications to any remote terminal unit. Binder et al.

further explicitly stated that it would be of“particular interest

[to design] low power battery operated portable PCU’s for
mobile units in the AHOLANET.” In the Markman ruling,

the “remote terminal units" were interpreted as wireless

mobile units, precisely as Binder et al. had described.

In the ALOHANET, as described by Kleinrock et al., remote

users transmit “any time they desire.” Binder et al. describes

that the remote ALOHANET units operate “in a completely

unsynchronized manner” — i.e., without time slots, and
Fralick et al. describes the use of “transmit-only tenninals”
that work in the manner recited in this clause. In this

respect, the Markman interpretation requires “a time period

selected by the remote terminal unit during which the remote
temiinal unit transmits a data packet.” Any ALOHANET

temiinal operates in this manner.
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(b) receiving said transmitted data packet

at said base station and transmitting an

acknowledgement from the base station to
said one of said terminals in a

predetemiined time window, at least part

of said predetermined time window being
the same for all of said terminals, said

acknowledgement including identification
of said terminal, and

(c) receiving said acknowledgement at said

one terminal during said predetermined
time window.

41. A method according to claim 40

including the step of first receiving at said

one terminal to detect transmission by

another of said plurality of terminals,

before transmitting said data packet.

As described in Binder et al., ALOHANET used a two-

frequency configuration with a single destination in the
random access channel (the MENEHUNE), and a single

source in a broadcast channel (the MENEHUNE).

According to the authors, “only the sender’s address is

required in the random access channel and only the
destination address in the broadcast channel, which in both

cases is the user address." The claim requires that the

transmitted data packet and the acknowledgement include an
“identification,” which is the user address. ‘

In the ALOHANET, as described by Kleinrock et al, a packet

exchange protocol assumes “a positive acknowledgement

scheme; if within some specified delay (an appropriate time-

out period) after the transmission of a packet, a user does not

receive an acknowledgement,” the packet transmission is
considered unsuccessful. Kleinrock’s “time-out period”

meets the claimed invention of a “predetermined time

window,” precisely as described.

Any of Carlman, Jr., Oda et al. or Akahori et al. further

describe turning on a mobile unit receiver only when it is

needed, i.e., only when the receiver is expected (by the

nature of the protocol itself) to be receiving a given signal.

Of course, the claim itself is silent about powering a receiver

up or down.

The requirement that the “predetermined time window being
the same for all said terminals” was described by the

Applicant (in the Amendment, filed October 19, 1990) as

merely a requirement that the units did not operate in a time-
slot based manner, which is how the ALOHANET worked as

taught by either Kleinrock et al., Binder et al., or Fralick et

al. The claim does not specify how many units comprise a

“plurality of said terminals” thus any subset of remote units

in the ALOHANET as described by Kleinrock et al. and/or
Binder et ail./Fralich et al. meet this limitation.

See the above discussion of the pure ALOHA data packet

protocol.

Any of Carlman, Jr., Oda et al. orAkahori et al. further
describe turning on a mobile unit receiver only when it is

needed, i.e., only when the receiver is expected (by the

nature of the protocol itself) to be receiving a given signal.

Of course, the claim itself is silent about powering a receiver

up or down.

According to the Markman ruling, this function means that
the remote terminal unit “senses the medium before

transmitting to determine whether the medium is in use."
This is conventional CSMA, as described in Kleinrock et al,

in Binder et al., or in the ‘183 specification itselfas
“admitted urior art.”
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CONCLUSION

For the reasons stated above, the Examiner was not provided or was not otherwise

aware of the well-known prior art evidencing (a) “transmitting from the remote at a time

selected by the remote, then receiving only at a fixed time window” as originally implemented

in the ALOHANET and as described in the Kleinrock et al. paper, (b) the use of (or

suggestion to design) battery-powered mobile devices in the ALOHANET as described in

Binder et a1. and/or Fralick et al., or (c) teachings such as any of Carlman, Jr. et al., Oda et a1.

or Akahori et al., which described selective activation of a mobile device receiver (in the

words of the ‘183 patent Summary) “for only a short time, rather than requiring the remote

unit to receive or ‘listen’ at all times (emphasis supplied)”

Thus, a substantial new question of patentability exists, as none of the subject matter

set forth in claims 1, 16, 21, 35 and 40-41 currently satisfies the requirements of Title 35,

U.S.C. § 100 et seq.

A Notice to this effect is requested.

If the Examiner has any question regarding the above, the Examiner is respectfillly

requested to telephone the undersigned at 408-392-9250.

EXPRESS MAIL LABEL NO.: Resp fully sub “ted,

cl k
Edward C. Kwok

Reg. No. 33,938
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 " UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Addmtsz COMMISSIONER FOR PATENTS

31:3: P.O.Baxl4$0
""" Alexandria, Virginia 22313-1450wwwnspmgov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

90/007,617 07/06/2005 5029183 M-16056-REUS 7501

7590 09/16/2005 EXAMINER

John G. Graham
ARNOLD WHITE & DURKEE
mama”

Houston, TX 77210

DATE MAILED: 09/16/2005

Please find below and/or attached an Office communication conceming this application or proceeding.

PTO-90C (Rev. 10/03)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United Slates Patent and Trademark Office

PO. Box1450
Alexandria. VA 22313-1450wnwusptogw

 

DO NOT USE IN PALM PRINTER

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS)

Edward C. Kwok
MacPherson Kwok Chen & Heid LLP

1762 Technology Drive, Suite 226
San Jose, CA 95110

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. 90/007 617. 

PATENT NO. 5029183.
 

ART UNIT 2662.

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a

reply has passed, no submission on behalf of the ex parte reexamination requester will be

acknowledged or considered (37 CFR 1.550(9)).

PTOL—465(Rev.O7-04) P 31 f 341age 0
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Control No. Patent Under Reexamination

. . 90/007,617 5029183

Order Granting / Denyrng Request For _ M u _t
Ex Parte Reexamination Exam'm' "'

Hanh Nguyen 2662

--The MAILING DA TE of this communication appears on the cover sheet with the correspondence address-

 
The request for ex parte reexamination fiIed 06 July 2005 has been considered and a determination has

been made. An identification of the claims, the references relied upon, and the rationale supporting the
determination are attached. ’

Attachments: a)|:l PTO-892, MIX PTO-1449, C)I:I Other:

1. [Z The request for ex parte reexamination is GRANTED.

RESPONSE TIMES ARE SET AS FOLLOWS:

For Patent Owner's Statement (Optional): TWO MONTHS from the mailing date of this communication

(37 CFR 1.530 (b)). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

For Requester's Reply (optional): TWO MONTHS from the date of service of any timely filed
Patent Owner's Statement (37 CFR 1.535). NO EXTENSION OF THIS TIME PERIOD IS PERMITTED.

If Patent Owner does not file a timely statement under 37 CFR 1.530(b), ,then no reply by requester

is permitted.

2. D The request for ex parte reexamination is DENIED.

This decision is not appealable (35 U.S.C. 303(c)). Requester may seek review by petition to the

Commissioner under 37 CFR 1.181 within ONE MONTH from the mailing date of this communication (37

CFR 1.515(c)). EXTENSION OF TIME TO FILE SUCH A PETITION UNDER 37 CFR 1.181 ARE
AVAILABLE ONLY BY PETITION TO SUSPEND OR WAIVE THE REGULATIONS UNDER

37 CFR 1.183.

In due course, a refund under 37 CFR 1.26 ( c )will be made to requester:

a) [I by Treasury check or,

b) [I by credit to Deposit Account No. , or
 

c) El by credit to a credit card account, unless othen/vise notified (35 U.S.C. 303(c)). 
cc2Re-uester if Ihird oart reouester

U.S. Palenl and Trademark Office

PTOL-471 (Rev. 04-01) Office Action In Ex Parte Reexamination Part of Paper No. 9/14/05
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Application/Control Number: 90/007,617 Page 2
Art Unit: 2662

Reexamination

A substantial new question of patentability affecting claims 1-84 of United States Patent

Number 5,029,183 is raised by the request for ex parte reexamination.

Extensions of time under 37 CFR 1.136(a) will not be permitted in these proceedings

because the provisions of 37 CFR 1.136 apply only to "an applicant" and not to parties in a

reexamination proceeding. Additionally, 35 U.S.C. 305 requires that ex parte reexamination

proceedings "will be conducted with special dispatch" (37 CFR 1.550(a)). Extensions of time in

ex parte reexamination proceedings are provided for in 37 CFR 1.550(c). '

It is agreed that a consideration of each cited references taken either individually or in

combination with one or more cited references raises a substantial new question of patentability

as to claims 1-84 of the 5,029,183 patent. As pointed out in the request, each of the cited

references explicitly or implicitly teaches: (i) an Aloha method that permits mobile users to

transmit packets to a central computer at any time they desire; (ii) turn on the receiver of mobile

user only when it is needed to receive an acknowledgement from the central computer, assuming

a positive acknowledgement is received at the mobile user in the manner recited in claims 1, 21,

40 of the 5,029,183 patent; and (iii) a well-known Carrier Sense Multiple Access (CSMA)

technique of attempting to avoid collisions by listening to another user ‘5 transmission in the

manner recited in claims 16, 35, 41 of the 5,029,183 patent.

The teachings (i), (ii) and (iii) were not present in the prosecution of the application

which became the 5,029,183 patent. Further, there is a substantial likelihood that a reasonable

examiner would consider these teachings, taken collectively, to be important in deciding whether

or not the claims are patentable. Accordingly, each of the cited references above raises new
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Application/Control Number: 90/007,617 , Page 3

Art Unit: 2662 '

question of patentability as to claims 1-84, which question has not been decided in a previous

examination of the 5,029,183 patent.

The patent owner is reminded of the continuing responsibility under 37 CFR 1.565(a) to

apprise the Office of any litigation activity, or other prior or concurrent proceeding, involving

Patent No. 5,029,183 throughout the course of this reexamination proceeding. The third party

requester is also reminded of the ability to similarly apprise the Office of any such activity or

proceeding throughout the course of this reexamination proceeding. See MPEP §§ 2207, 2282

and 2286.

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Hanh Nguyen whose telephone number is 571 272 3092. The

examiner can normally be reached on Monday-Friday from 8 AM-SPM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Hassan Kizou, can be reached on 571 272 3088. The fax phone number for the

organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the Patent

Application Information Retrieval (PAIR) system. Status information for published applications

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished

. applications is available through Private PAIR only. For more information about the PAIR

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR

system, contact the Electronic Business Center (BBC) at 866-217-9197 (toll-free).
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Application/Control Number: 90/007,617 Page 4

Art Unit: 2662

Hanh Nguyen

Mow
Septem er 14, 2005

HANH NGUYEN

PRIMARY EXAMINER

 
SPECIAL PROGRAM EXAMINER

TECHNOLOGY CENTER 2603
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Sheet 1 of l

 
 

Atty. Docket No.

M-l6056-RE US

Re-Exam Con No.:

  

US. Department of Commerce, Patent and Trademark Office

Unassigned

INFORMATION DISCLOSURE STATEMENT BY APPLICANT

(Use several sheets if necessary)

Applicant(s)

LaRoy Tymes 
 
 

 

Re-Exam Date:

July 6, 2005

4Q

,E
w 6‘ ;l\’

US. Patent Documents 
Filing Date

If A: orovuriate

Document

Number

4,479,26]

4,720,710

4,777,488

‘Examiner

lnitil

Iim AA
IEEE] B

a“ C

>

Name Class Subclass

23 Oct. I984 ' Oda et al.

19 Jan. 1988 Akahori et al.

11 Oct. 1988

A

A Carlman, Jr. et al.

>>

>> ‘——~

>>

>7S

IIIIIIIIE llllllll. Illlllllllli
OTHER ART (Including Author, Title. Date, Pertinent Pages, Etc.)

A. zl
> i“

Memorandum Order; Symbol Technologies, Inc. v Proxim Incorporated; CA. No. 01-801-SLR; pages 1-
7.

  
Binder et al. “ALOHA Packet Broadcasting: A Retrospect” AFIPS National Computer Conference
Proceedings Volume 44 (May I9-22, 1975), pages 203-215.

>Z
Fralick et al. “Digital Terminals for Packet Broadcasting” AFIPS National Computer Conference (NCC)
Proceedings Volume 44 (May 19-22, 1975), pages 253-262.

>

Kleinrock et al. “Packet Switching in Radio Channels: Part I -— Carrier Sense Multiple-Access Modes and
Their Throughput-Delay Characteristics,” IEEE Transactions on Communications, Volume 23, No. 12,
December I975 ‘

>

A \

  
Mi 4m ' _llfill_

*EXAMINE': " '
citation if not in con 

  
 amance and not considered. Include copy of this form with your communication to applicant. 
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PTO/SBIBZ (04-05)
Approved for use through 11/30/2005. OMB 0651 -0035

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE
the Pa-erwork Reduction Act of 1995 no - -rsons are re-uired to res-ond to a collection of information unless it disla a valid OMB control number.

Application Number 90/007,617

Under

  

 
 

 
 

 

  

 
 

 
 

 

 
  
 
 

 

REVOCATION OF POWER OF

ATTORNEY WITH First Named Inventor L. Tymes
NEW POWER OF ATTORNEY Art UnitAND

Examiner Name
CHANGE OF CORRESPONDENCE ADDRESS

D A Power of Attorney is submitted herewith. 

  
OR

I hereby appoint the practitioners associated with the Customer Number: 
 Please change the correspondence address for the above-identified application to:

The address associated with

Customer Number: 26111

OR

Flrm or
lndIVIdual Name

-—
_—
Telephone

I am the:

  
  

  

  
  
 
 
 

[:1 Applicant/Inventor.  
 Assignee of record of the entire interest. See 37 CFR 3.71.

Statement under 37 CFR 3.73(b) is enclosed. (Form PTO/SB/96)  
,7 - IGNAT _ ' E of Applicant or Assignee of Record    Signature 7

  
 Name Aaron Bernstein, VP & Dcnu General Counsel Intellectual Proe
m““89”“ 631 7384055

NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representafive(s) are required. Submit multiple forms If more than onesignature is required, see below'.

 
  

 
 

  
   

forms are submitted.

This collection of information is required by 37 CFR 1.36. The information is required to obtain or retain a benefit by the public which is to tile (and by the USPTO
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 3 minutes to complete.
including gathering. preparing. and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments
on the amount of time you require to complete this form and/or suggestions for reducing this burden. should be sent to the Chief Information Officer. U.S. Patent
and Trademark OfFICe, U.S. Department of Commerce. PO. Box 1450, Alexandria. VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND To: Commissioner for Patents, PO. Box 1450, Alexandria, VA 22313-1450.

  

4 9 52 90—1 .DOC If you need assistance in completing the form, call 1-800-FTO-9199 and select option 2.
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PTO/SW96 (12-05)
Approved for use through 07/31/2006. 0MB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Panerwork Reduction Act of 1995. no -—-uired to res-0nd to a collection of information unless it di -la a valid OMB control number.

STATEMENT UNDER 37 CFR 3.731b)

Applicant/Patent Owner:EL—

90/007,617

   
 

 

 

2319.065REXO  

 

   Filed/issue Date: July 6, 2005

Packet Data g 20mmunicatign Network

Smbol Technologies, Inc. . a corporation
(Name or Assigned) (Type of Assignee: corporation. partnership. university, government agency. etc.)

   
Application NoJPatent No./Control No.:

  Entitled:

  
    
  
  

states that it is:

1. the assignee of the entire right, title. and interest: or
  

  
2. [:I an assignee of less than the entire right, title and interest

(The extent (by percentage) of its ownership interest is 

 in the patent application/patent identified above by virtue of either:

  A.. An assignment from the inventor(s) of the patent application/patent identified above. The assignment was recorded
in the United States Patent and Trademark Office at Reel 016116 . Frame 0203 . or a true copy of theoriginal assignment is attached.    

OR

B.[:] A chain of title from the inventor(s), of the patent application/patent identified above, to the current assignee as follows:
  1. From: To:

The document was recorded in the United States Patent and Trademark Office at
Real , Frame . or for which a copy thereof is attached.

 

  
  
 
 

  2. From: To:
The document was recorded in the United States Patent and Trademark Office at
Reel , Frame ,or for which a copy thereof is attached.  
  3. From: To:

The document was recorded in the United States Patent and Trademark Office at
Reel . Frame , or for which a copy thereof is attached.  

 [3 Additional documents in the chain of title are listed on a supplemental sheet.  
  As required by 37 CFR 3.73(b)(1)(i), the documentary evidence of the chain of title from the original owner to the

assignee was, or concurrently is being. submitted for recordation pursuant to 37 CFR 3.11.
[NOTE: A separate copy (i.e., a true copy of the original assignment document(s)) must be submitted to Assignment

Division in accordance with 37 CFR Part 3, to record the assignment in the records of the USPTO. Si MPEP302.08]

The undersigned whose title isyppl'eg’below) is au orized to act on behalf of the assignee./d x61» 04

 

    
  

 

   
 

  
 

Signature Date

Aaron Bernstein 1631 i 73 8-405 5
Printed or Typed Name Telephone Number

VP & Deputy General Counsel Intellectual PropertyTitle  
 

4 953 36 1 _ DOC If you need assistance in completing the form, call 1-600-PTO—9199 and select option 2.
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Electronic Acknowledgement Receipt

Application Number: 90007617

Confirmation Number: 7501

Title of Invention: PACKET DATA COMMUNICATION NETWORK

First Named Inventor: 5029183

John G. Graham

ARNOLD WHITE & DURKEE

PO. Box 4433

Correspondence Address:

“—
——

Payment information:

File Listing:
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Document .. . .

Transmittal letter 2319_065REXOTL.pdf 54065

Warnings:

Power of Attorney (may include 2319_065REXORevofPOAan
2 Associate POA dNewPOAandChangeofCorr

) Adrs.pdf

Warnings:

3 Transmittal letter 2319_065REX0373bStatem
ent.pdf

Warnings:

Total Files Size (in bytes): 156852

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,

characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt
similar to a Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see

37 CFR 1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date
shown on this Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions

of 35 U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the

application as a national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt,
in due course.
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Robert Greene Sterne
Edward J. Kessler
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Michael 0. Lee
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ATTORNEYS AT LAW

Judith U. Kim
Patrick E. Garrett
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Thomas C. Fiala
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Jeffrey S. Weaver
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Jason D. Eisenberg
Michael D. Specht
Tracy L. Muller
Jon E. WrightLuAnne M. DeSantis
Ann E. Summerfield
Helene C. Carlson
Cynthia M. Bouchez
Timothy A. Doyle
Gaby L LongsworthLori A. Gordon
Nicole D. Dretar
Ted J. Ebersole
Laura A. Vogel
Bryan S. Wade
Aaron L. Schwartz
Bashir M.S. Ali
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Wesley W. Jones
Matthew E. KelleyMichelle K. Holoubelo
Marsha A. Rose‘
W. Blake Coblentz+
James J. Pohl”
John T. Haran+
Mark W. Rygiel

Registered Patent Aggn -Karen R. Markowia
Nancy J. Leith
Matthew J. Dowd
Katrina Yujian Pei Quach
Bryan L. Skelton
Robert A. Schwarlzman
Teresa A. Colella
Wctoria S. Rutherford
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Jeffrey Mills
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'Admitted only in Maryland
+Admitted only in VirginiatPractice Limited to

Federal Agencies

WRITER ’s DIRECT NUMBER:
(202) 772~8677

INTERNETADDRESS:
RSOKOHL@SKGF.COM

Commissioner for Patents

PO Box 1450

Alexandria, VA 22313-1450

Art Unit Unassigned

Re: U.S Reexamination Patent Application

Application No. 90/007,61;7 Filed. July 6, 2005
For: Packet Data Communication Network

Inventor: L. Tymes
Our Ref: 2319.065REXO

Sir:

Transmitted herewith for appropriate action are the following documents:

1. Copy of an original, executed Revocation of Power of Attorney with New Power of

Attorney and Change of Correspondence Address (Form PTO/SB/82); and

2. Copy of an original, executed Statement Under 37 C.F.R § 3.73(b).

These documents are being submitted via EFS-web.

In the event that extensions of time are necessary to prevent abandonment of this patent
application, then such extensions of time are hereby petitioned.

The US. Patent and Trademark Office is hereby authorized to charge any fee deficiency, or
credit any overpayment, to our Deposit Account No. 19-0036.

Respectfully submitted,

ST ESSLER, GOLDSTEIN & Fox P.L.L.C.

obert S kohl

Attorney for Applicant

Registration No. 36,013
RES/srb

Enclosures

496102_1.DOC

Sterne, Kessler, Goldstein 81 Fox P.L.L.C. : 1100 New YorkAvenue, NW : Washington, DC 20005 : 202.371.2600 12023712540 : www.sl<gf.com
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Application/Control No. Applicant(s)lPatent under
Search Nates Reexamination

90/007,617 5029183

Hanh Ngu en 2668

SEARCH NOTES

SEARCHED (INCLUDING SEARCH STRATEGY)

.- 1/27/2006 ' 1/27/2006

US. Patent and Trademark Office Part of Paper No. 20060127
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 UNITED STATEs PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
a" United Sultan Pawn: und Trudumurll OfficuANCIECOWISSIONER FOR PATENTS
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lfliiiliflllliillilfllilliflllliiiflflilililillliifliili CONFIRMATION No. 7501
Bib Data Sheet ‘

FILING OR 371(c)

SERIAL NUMBER DATE GROUP ART UNIT
90/007,617 07/06/2005 .

RULE

ATTORNEY
DOCKET NO.

M-16056-REUS

‘ PPLICANTS

5029183, Residence Not Provided;

Symbol Technologies -lnc.(Owner), Houston, TX;
Edward C. Kwok(3rd. Pty. Req.), San Jose, CA;
Edward C. Kwok. San Jose, CA

R CONTINUING DATA fitttfitlillilttttttltltiti

This application is a REX of 07/374,452 06/29/1989 PAT 5.029.183/______

t FoRE'GN APPLICATIONS liltttttttltltttltti

oreign Priority claimed D yes D no

5 use 119 (w) conditions [:1 yes [:1 M C] M afle, STATE OR. SHEETS
el' Allowance ‘ COUNTRY DRAWING

Examiner‘s Si- nature Initials

TOTAL INDEPENDEN

CLAIMS CLAIMS
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RNOLD WHITE & DURKEE

PO. Box 4433

Houston ,TX 77210.

TLE

PACKET DATA COMMUNICATION NETWORK '

D All Fees

D 1.16 Fees( Flllng)

FILING FEE FEES: Authority has been given in Paper WRECEIVED No. to charge/credit DEPOSIT ACCOUNT time)
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UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMIIERCE
United States Patent and Trademark Office
Addie": COWISSIONER FOR PATENTSR0. Box 1450

Alexandria, Vuy'nia ZZJIJ-IASOm.mpto.gov

APPLICATION NUMBER FILING OR 371 (c) DATE FIRST NAMED APPLICANT A'I'I'Y. DOCKET NO./TITLE

90/007,617 07/06/2005 5029183 ~ M-l6056-REUS

 
CONFIRMATION NO; 7501

261 11 j' lllllllllllIllllllllllllllllllllllllllllllllllIlllllilllllllllllllllliIlllllilllllll|||i||||
STERNE. KESSLER, GOLDSTEIN & FOX PLLC 1 . .
1100 NEW YORK AVENUE, N.W. . °C°°°°°°°‘8°5°579
WASHINGTON, DC 20005

Date Mailed: 02/14/2006

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 02/13/2006.

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the above address as

provided by 37 CFR1.3_3. 1

 

REINHARD J EISENZOPF

2600 (571) 272-2983
OFFICE COPY

- P 4 f 41http://neo/preexam/projlmk/prod/xml/l8050579_2.xml age 50 3 2/14/06
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATw DEPARTMENT OF COWERCEUnited States Patent and Trademark Office .
Addrefl:COMldISSIONER FOR PATENTSRO. Box 1450 

Alexandria, Vuginia 223 I3- I 450
www.mtogov

90/007,617 07/06/2005 5029183 1 M-16056-REUS '1

CONFIRMATION NO: 7501
John G. Graham
ARNOLD we & DURKEE ll||||||||||ll|il||iIlliIllillillllllIii|||||i||||||i|||||lllilllllliilllllillllll
PO. Box 4433 "OC000000018050501
Houston, TX 77210

Date Mailed: 02/14/2006

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 02/13/2006.

0 The Power of Attorney to 'you in this application has been revoked by the assignee who has intervened as provided by 37 CER
3.71. Future correspondence will be mailed to the new address of record(37 CFR 1.33). '

 

44mm ,4 A/flfl’é
REINHARD J EISENZOPF

2600 (571) 2722983
OFFICE COPY

P 46 £341

http://neo/preexam/projlink/prod/xml/l8050501_3.xml age, 0 2/14/06



Page 47 of 341

UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.01 Box 1450 
Alumdfimvirginin 22313-1450www.mplogav

90/007,617 07/06/2005 5029183 M-16056—REUS 7501

STERNE, KESSLER, GOLDSTEIN & FOX PLLC
1100 NEW YORK AVENUE, N.W.
WASHINGTON, Dc 20005

DATE MAILED: 02/ 1 4/2 006

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03)
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.\ UNITED STATE PATENT AND TRADEMARK OFFICE

Commissioner [or Patents
.- ' ,I' United States Patent and Trademark omce

\{E‘z‘1:5; P.O. 8011450"“ Alexandria. VA 22313-1450waistcoat!

DO NOT USE IN PALM PRINTER

(THIRD PARTY REQUESTER‘S CORRESPONDENCE ADDRES)

Edward C. Kwok
MacPherson Kwok Chen & Heid LLP

1762 Technology Drive, Suite 226
San Jose, CA 95110

EX PARTE REEXAMINATION COMMUNICATION TRANSMI'ITAL FORM

REEXAMINATION CONTROL NO. 90/007 617.
 

PATENT NO. 5029183.

ART UNIT 2662.
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Control No. Patent Under Reexamination
90/007,617 5029183

Examiner Art Unit

Hanh Nguyen 2668

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

aE Responsive to the communication(s) filed on 06 July 2005 . bl] This action is made FINAL.
cl] A statement under 37 CFR 1.530 has not been received from the patent owner.

 
 

Office Action in Ex Parte Reexamination

 

  
 
  A shortened statutory period for response to this action is set to expire g month(s) from the mailing date of this letter.

Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parte reexamination

certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).
If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days
will be considered timely.

 
  

 
  Part | THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

   1. E Notice of References Cited by Examiner, PTO-892. 3. El Interview Summary, PTO-474.

2. E Information Disclosure Statement, PTO-1449. 4. El . 
   

Part II

1a.

1b.

2.

 SUMMARY OF ACTION

Claims 1—84 are subject to reexamination.  
  Claims are not subject to reexamination.

  Claims have been canceled in the present reexamination proceeding.

  Claims 45,46,58,59 and 69-75 are patentable and/or confirmed.  
 Claims 1-44,47-57,60—68 and 76-84 are rejected.  
  Claims are objected to.

  

DDEIEIEIEIEI
 

 

The drawings, filed on are acceptable.

. E] The proposed drawing correction, filed on has been (7a)|:l approved (7b)|:l disapproved.

. E] Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f).

a)I:] All b)I:] Some' c)l:l None of the certified copies have

1:] been received.

 
 

muesnss»
 

  
  

  
 

2:] not been received.

3E] been filed in Application No.  
 4:] been filed in reexamination Control No.  

 5:] been received by the International Bureau in PCT application No.  
 " See the attached detailed Office action for a list of the certified copies not received.  

 9. E] Since the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal
matters, prosecution as to the merits is closed in accordance with the practice under Ex parte Quayle, 1935 CD.
11,453 0.6. 213.

  
  

 
 

 

  10. C] Other:

 
@8137“ HANH NGUYEN, mummy EXAMINER  

U.S. Fatent and Trademark Office

PTOL-466 (Rev. 04-01) Office Action In Ex Parte Reexamination PF-élg63W8if3§PPBO127
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DETAILED ACTION

Claim Rejections - 35 USC § 102

The following is a quotation of the appropriate paragraphs of 35 USC. 102 that form the

basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(e) the invention was described in a patent granted on an application for patent by another filed in the United

States before the invention thereofby the applicant for patent, or on an international application by another who
has fulfilled the requirements ofparagraphs (1), (2), and (4) of section 371(c) of this title before the invention
thereofby the applicant for patent.

The changes made to 35 USC. 102(e) by the American Inventors Protection Act of 1999

(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002

do not apply when the reference is a US. patent resulting directly or indirectly from an

international application filed before November 29, 2000. Therefore, the prior art date of the

reference is determined under 35 USC. 102(e) prior to the amendment by the AIPA (pre-AIPA

35 USC. 102(e)).

Claims 1, 2, 5-9, 14, 16, 19-22, 25-27, 29, 30, 35, 38-40, 42, 47-49, 76-79, 81, 83 and 84

are rejected under 35 USC 102(e) as being anticipated by Koohgoli et al. (US Pat. 4,771,448).

In claims 1, 5, 21, 25, 26, 40, 47 and 76, Koohgoli et a1. discloses, in fig.3, a method of

transmitting data packets from one of a plurality of remote terminal units ( a portable unit 16) to

a base station ( base station 13) comprising the steps of transmitting a data packet from the one

unit to the base station during a first time period selected by the unit (portable unit 16 selects a

time during which a channel is free to transmit a request message to base station 13; col.7, lines

47-57 & col. 1 1, lines 62-67); The portable unit 16 receives an OFFER message ( an ack signal)

from the base station 13 during a predetermined Request Time Out (RTO) ); see col.8, lines 30 (
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receiving at the one unit from the base station an acknowledgement signal during a second time

period occurring only a fixed time delay after the first time period, the second time period being

the same for at least some of the units. Koohgoli et a1. further discloses the data packet including

ID of the terminal (claim 40, the request message has ID of portable unit 16; see col.7, lines 60-

62); the acknowledgement signal including ID of the terminal (claim 40; the OFFER message

contains IDs of terminal 16 and base station 13; see col.8, lines 20-23); and if the acknowledge

signal is not received , then sending a distress packet from the remote terminal (claim 76; see

fig.3, if the OFFER message fails to reach the portable unit 16, the portable unit 16 sends another

request; see c 01.8, lines 32-37). In additional, each base station receiving the distress packet,

sends quality of reception of the distress packet to other base stations(claim 76', each base station

13 receives the requests, checks to ensure whether the request message was received properly;

see col.8, lines 14).

In claims 2, 22, 42 and 81, Koohgoli et a1. discloses the transmitting and receiving steps

are by RF signals ( fig.2 shows a wireless radio signaling channel and wireless control channel;

therefore, the transmitting and receiving steps are performed by RF signals).

In claim 6, the limitation of this claim has been addressed in claim 1.

In claims 7 and 27, Koohgoli et a1. discloses the remote stations are hand-held data

gathering units which include manual control elements (each remote unit 16 is capable of

receiving/transmitting voice/ data and processing power to interpret messages on radio signaling

channels and take appropriate actions, see col.6, lines 30-40).
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In claims 16 and 35, Koohgoli et a1. discloses the unit, prior to the transmitting, receiving

the data packet to detect transmission by other like units ( portable unit 16 senses the activity of

uplink channel to determine if the uplink channel is flee to transmit; see col.7, lines 52-57).

In claim 14, Koohgoli et al. discloses the acknowledgement signal is transmitted by a

second station (see fig.3, base station sends an OFFER message to portable unit 16) which is one

of a plurality of said second stations physically spaced from one another (the base station 13

as shown in fig. 1, is one of plurality of other base stations 13 located in separate cells 12; see

col.5, line 50 to col.6, line 30), and there are a plurality of units for each of the second station (

there are many portable units 16 in each cell 12 in which the base station 16 is located).

In claims 8, 19, 29 and 38, Koohgoli et a1. discloses the remote unit including bar—code

reading devices (portable unit 16 is capable of scanning all downlink radio channels). See col.6,

lines 30—34.

In claim 9, the limitations of this claim have been addressed in claim 18.

In claims 20, 30 and 39, Koohgoli et a1. discloses the remote unit including keyboard

inputs and visual display ( portable unit 16 are telephone units or data modem; see col.2, lines

65; which are used in cellular network. Therefore, they have keyboard inputs and visual display).

In claims 48, 49 and 79, Koohgoli et a1. discloses the terminal is responsive to the

transmission from base station only during the time window ( portable unit 16 receives a valid

OFFER message during the time out period RTO from base station, then sends an ACK message

on the uplink channel to base station 13; see col.8, lines 40-45 and 60-65).

In claims 83 and 84, the limitations of these claims have been addressed in claim 76.
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In claim 77, Koohgoli et al. discloses sending a packet to the remote terminal fiom the

designated base station to acknowledge the distress signal (base station 13 sends an OFFER

message to the portable terminal 16 after receiving a second request signal from the same

portable unit 16; see 0018, lines 32—40).

In claim 78, Koohgoli et a1. discloses the packet is sent to the remote terminal after a

predetermined time period has elapsed since sending the distress signal ( if all the OFFERs

messages fail to reach portable unit 16, the portable unit 16 times out and sends another request

which is acknowledged by the base station during the time out period; 001.8, lines 33-45).

Claim Rejections - 35 USC § 103

The following is a quotation of 35 USC. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

Claims 3, 4, 10, 23, 24, 31, 32 and 43 are rejected under 35 USC 103(a) as being

unpatentable over Koohgoli et al..

In claims 3, 4, 23, 24, 31 and 43, Koohgoli et 211.. does not disclose the RF signals is of

spread spectrum direct sequence. Using RF signals in spread spectrum direct sequence is well-

known in the art because each remote unit is assigned a PN code which prevent interferences

between different remote units. Therefore, it would have been obvious to use RF signals in

spread spectrum direct sequence in cellular system of Koohgoli et al. in order to prevent co-

channel interferences.
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In claim 32, the limitation of this claim has been addressed in claim 14.

Claims 10-13, 15, 17, 18, 28, 33, 34, 36, 37, 50-54, 56, 57, 60-63, 65-67, 68, 80 and 82

are rejected under 35 USC 103(a) as being unpatentable over Koohgoli et al. in view of Carlman,

Jr. et al. (US pat. 4,777,488).

In claims 15, 17, 36, 80 and 82, Koohgoli et a1. does not disclose each unit is identified

by a unique code, transmitted data packet includes the unique code, and the acknowledge signal

also include the unique code. Carlman, Jr. et a1. discloses a table unit having a transceiver. The

transceiver transmits a coded signal identifying a request to a server unit (transmitted data packet

includes the unique code); The transceiver receives an acknowledgement code from the server

unit (the acknowledge signal also include the unique code). See Abstract and col. 1, lines 55-62.

Therefore, it would have been obvious to reconfigure the Ids in the request message, Offer (

ACK) message of Koohgoli et a1. with codes in order to protect security of the messages and to

ensure that only the remote unit to which the offer message is transmitted is able to decode the

offerred message.

In claim 10, the limitations of this claim has been addressed in claim 15.

In claim 11, Koohgoli et a1. does not disclose the transmit packet and acknowledge signal

are RF signals of direct sequence spread spectrum type. Using RF signals in spread spectrum

direct sequence is well-known in the art because each remote unit is assigned a PN code which

prevent interferences between different remote units. Therefore, it would have been obvious to

use RF signals in spread spectrum direct sequence in cellular system of Koohgoli et al. in order

to prevent co-channel interferences.
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In claims 12, 13 and 33, Koohgoli et a1. discloses the acknowledge signal is transmitted

by a second station which is one of a plurality of like second stations ( base station 13, like other

base stations 13, transmits an OFFER message to portable unit 16; see col.8, lines 15-20); and

each one of the second stations is coupled for communication to a central computer ( In cellular

system as shown in fig. 1, each base station 13 is coupled to a switch 11 via land link 14; see

col.7, lines 1-7).

In claims 18, 28 and 37, Koohgoli et a1. does not disclose each unit includes a processor

executing instructions stored in a memory, and the acknowledgement signal is first loaded to the

memory and then decoded. Carlman, Jr. et a1. discloses, in fig.3, a remote unit that includes a

microprocessor 24 storing programs in ROM 26; col.5, lines 35-40 (a processor executing

instructions stored in a memory). Therefore, it would have been obvious to one ordinary skilled

in the art to have in the portable unit 16 of Koohgoli et al. a microprocessor and a memory to

execute programs stored in the memory. The motivation is to perform programmed steps of

transmitting packet, determining whether the transmitted packet has been acknowledged via an

ACK message transmitted from the base station.

In claim 34, the limitation of this claim has been addressed in claim 36.

In claims 50 and 60, as indicated by Koohgoli et a1. and Carlmen, Jr. et al. in the rejection

of claims 1, 28; most of the limitations have been addressed; except that the base station encodes

the data to be transmitted and the terminal unit decodes the received data. However, the Carlmen

et a1. discloses, in fig.4, a server comprising a transceiver 41 ( base station including a transmitter

and receiver); decoders 46, 48 ( decoding RF signals); see col.6, lines 30-55. In addition, fig.3

discloses a remote unit comprising a transceiver 21 ( RF transmitter/receiver); a memory 26 ( a
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memory for storing data); and a microprocessor 24 (a processor). See col.4, lines 13-25. The

remote unit is activate for detecting acknowwledge signal (remote terminal includes switches

81-84 which are actuated and power is applied momentarily; see col.5, lines 15-20). Therefore, it

would have been obvious to configure the structure ofbase station and remote terminal of

Koohgoli et a]. as described in Carlmen so that the request and the acknowledge signals are

received correctly.

In claims 51 and 61, the limitations of these claims have been addressed in claims 7 and

8.

In claims 52 and 62, the limitations of these claims have been addressed in claims 3, 4

and 43.

In claim 53, the limitation of this claim has been addressed in claim 13.

In claims 56 and 63, the limitations of these claims have been addressed in claims 50 and

60.

In claim 54, the limitation of this claim has been addressed in claim 1.

In claim 57, the limitation of this claim has been addressed in claim 1.

In claim 66, the limitation of this claim has been addressed in claim 60.

In claim 65, the limitation of this claim has been addressed in claim 60.

In claim 67, the limitation of this claim has been addressed in claims 16 and 35.

In claim 68, the limitation of this claim has been addressed in claim 60.
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Claims 55 and 64 are rejected under 35 USC 103(a) as being unpatentable over Koohgoli

et al. in View of Carlman, Jr. et al. (US pat. 4,777,488), and further in view of Malcolm et al. (US

pat. 4,332,027).

In claims 55 and 64, Koohgoli et al. and Carlman, Jr. et al. do not disclose the encoded

RF signal including a header containing a synchronizing signals followed by a block of data

signals. Malcolm et al. discloses, in fig.2, a fixed size packet containing syn code followed by a

destination address ( a header). The destination address is followed by a data field. See col.3,

lines 5-15. Therefore, it would have been obvious to have synchronizing signal in the RF signal

of Koohgoli et al. so that the request and ACK signals are transmitted and received at a desired

time.

Claim 44 is rejected under 35 USC 103(a) as being unpatentable over Koohgoli et al. in

view of Shiff (US pat. 4,587,661).

In claim 44, Koohgoli et al. does not disclose spread spectrum technique employs a

sequence of frequency shifis between two frequencies. Shiff discloses a spread spectrum

transmission between an earth station and satellite such as indicated in fig.4, a change in

frequency occurs in response to a change of clock pulse rate; see col.7, lines 8-20 (a sequence of

frequency shifis between two frequencies). Therefore, it would have been obvious use the

frequency shifi of Shiff into the Koohgoli et al. in order to provide synchronization at portable

unit 16.

Patentable Subject Matter

Claims 45, 46, 58, 59 and 69-75 are patentable over the prior art.

The following is a statement of reasons for the indication of patentable subject matter:
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In claim 45, the prior art fails to disclose expanding a multi-byte packet to create an

expanded packet, then produce in the memory an exclusive—OR of the expanded packet and a

fixed PN sequence of bits.

In claim 58, the prior art fails to disclose the number of errors are transmitted to other

base stations to specify the unique codes of the remote units.

In claim 69, the prior art fails to disclose the base station that decodes packet by loading

detected data corresponding to the signal serially into a register and decoding bits of the register

in parallel.

In claim 70, the prior art fails to disclose comparing each data string with a binary code

corresponding to that ( a binary code) used for generating a chipping sequence of the RF signal .

Any comments considered necessary by applicant must be submitted promptly.

Conclusion

The prior art made of record and not relied upon is considered pertinent to applicant's

disclosure.

Davis et al. (US Pat. 4,612,637) ;

Oda et al. (US pat. 4,479,261).

Extensions of time under 37 CFR 1.136(a) will not be permitted in these proceedings

because the provisions of 37 CFR 1.136 apply only to "an applicant" and not to parties in a

reexamination proceeding. Additionally, 35 U.S.C. 305 requires that reexamination proceedings

"will be conducted with special dispatch" (37 CFR l.550(a)). Extension of time in ex parte

reexamination proceedings are provided for in 37 CFR 1.550(c).
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Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Hanh Nguyen whose telephone number is 571 272 3092. The

examiner can normally be reached on Monday-Friday from 8:30 to 4:30. The examiner can also

be reached on alternate

If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Chieh Fan, can be reached on 571 272 3043. The fax phone number for the

organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the Patent

Application Information Retrieval (PAIR) system. Status information for published applications

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished

applications is available through Private PAIR only. For more information about the PAIR

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free).

Hanh

Primary Examiner

Conferees 9P? M7/

 
' BRIAN NG YEN

PRIMARY EXAMINER
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All participants (applicant, applicant‘s representative, PTO personnel):

Interview Summary  

 
  

 
 
 

(3)Robert Sokohl.  (1) Hanh Nguyen.

(2) _. (4)Lori Gordon.  

Date of Interview: 04 April 2006. 
 

 
 

Type: a)l:] Telephonic b)D Video Conference
c)|Z Personal [copy given to: 1)D applicant 2)|Z applicant’s representative]  

 

 

   Exhibit shown or demonstration conducted: d)|Z Yes e)l:l No.
If Yes, brief description: Memorandom order. 

 
 

C|aim(s) discussed: 1.

Identification of prior art discussed: None . 

 
 
 

Agreement with respect to the claims DIX was reached. g)D was not reached. h)D N/A.

 Substance of Interview including description of the general nature of what was agreed to if an agreement was
reached, or any other comments: Applicant explained the constructions of base station and the remote unit as defined

in the prosecution histogy, specification and by the district court.
 

 

 (A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims

allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims
allowable is available, a summary thereof must be attached.)

  
 
 

 THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE

INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS
GIVEN A NON-EXTENDABLE PERIOD OF THE LONGER OF ONE MONTH OR THIRTY DAYS FROM THIS

INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERVIEW SUMMARY FORM, WHICHEVER IS LATER, TO

FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See Summary of Record of Interview
requirements on reverse side or on attached sheet.

 
  

  

 
 
  Examiner Note: You must sign this form unless it is an

Attachment to a signed Office action.  required 
US. Patent and Trademark Office

PTOL-413 (Rev. 04-03) Interview Summary Pa er No. 20060404
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Sir:
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1. Reply to Office Action in Ex Parte Reexamination and Statement of Substance of ,
Interview Under 37 C.F.R. §1.560; ,l

2. Certification of Service on Third Party Requestor of Reply to Office Action;

3. Information Disclosure Statement;

4. Certification of Service on Third Party Requestor of Information Disclosure

Statement;

5. A Listing of the Cited Documents on Form PTO/SB/08A (_1_ page);

6. A Listing of the Cited Documents on Form PTO/SB/08B (3 pages);

7. Copies of the Cited Documents (FPl - FP3) and (NPLl - NPL25); and

8. One (1) Return postcard.

Sterne, Kessler, Goldstein & Fox P.LLC. : 1100 New York Avenue, NW : Washington, DC 20005 : 202.371.2600 f202.371.2540 : www.skgf.com

Page 64 of 341

in)



Page 65 of 341

Commissioner for Patents

April 14, 2006

Page 2

It is respectfully requested that the attached postcard be stamped with the date of filing of

these documents, and that it be returned to our courier. In the event that extensions of time are

necessary to prevent abandonment of this patent application, then such extensions of time are

hereby petitioned.
mm‘a.Am.
 

The US. Patent and Trademark Office is hereby authorized to charge any fee deficiency,

or credit any overpayment, to our Deposit Account No. 19-0036.
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Respectfully submitted,

E, KESSLER, GOLDSTEIN & Fox P.L.L.C.

obert okohl

Attorney for Applicant

Registration No. 36,013
RES/LAstmn

Enclosures
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Examiner: Hanh Nguyen
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Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313—1450

Sir:

CERTIFICATION OF SERVICE OF REPLY TO OFFICE ACTION

In compliance with 37 CPR. § 1.550(1), the undersigned, on behalf of the patent

owner, hereby certifies that a copy of this paper has been served on the third—party requester

by first class mail on April 14, 2006. The name and address of the party served is as

follows:

Edward C. Kwok -

Macpherson, Kwok, Chen, & Heid LLP

1762 Technology Drive Suite 226

San Jose, CA 95121

Respectfiilly submitted,

S RNE, KESSLER, GOLDSTEIN & Fox P.L.L.C.

Robert E. Sokohl

Attorney for Patent Owner

Registration No. 36,013

Date: "I 'I'I 0‘
‘1100 New York Avenue, NW.
Washington, DC. 20005-3934

(202) 371-2600
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re reexam of: US. Patent 5,029,183 Continuation No.: 7501

(WWW)
Art Unit: 2616

Reexam- Control No.: 90/007,617

Examiner: Hanh Nguyen

Filed: July 6, 2005

Atty.Docket: 2319.065REXO
For: Packet Data Communication

Network

Reply to Office Action in Ex Parte Reexamination and

Statement of Substance of Interview Under 37 C.F.R. § 1.560

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Sir:

In reply to the Office Action in Ex Parte Reexamination dated February 14, 2006,

the Patent Owner submits the following Listing of Claims and Remarks.

In compliance with 37 C.F.R. § 1.560, Applicants submit the following Statement of

Substance of Interview conducted on April 4, 2006 between Examiner Hanh Nguyen and

Patent Owner's representatives, Robert E. Sokohl and Lori A. Gordon.

It is not believed that extensions of time or other fees are required. However, if any

fees are necessary to prevent abandonment of this application, then such fees are hereby

petitioned and hereby authorized to be charged to our Deposit Account No. 19-0036.
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Listing ofthe Patent Claims

A listing of the status of each claim under reexamination is provided below.

1. (original patent claim) A method of transmitting data packets from one of a

plurality of remote terminal units to a base station, comprising the steps of:

(a) transmitting a data packet from said one unit to said base station during a first

time period selected by the unit;

(b) receiving at said one unit from said base station an acknowledge signal dun'ng

a second time period occurring only a fixed time delay afier said first time period, said

second time period being the same for at least some of said units.

2. (original patent claim) A method according to claim 1 wherein said step of

transmitting is by an RF signal, and said step of receiving includes receiving an RF signal.

3. (original patent claim) A method according to claim 2 wherein said RF signal is of

the spread spectrum type.

4. (original patent claim) A method according to claim 3 wherein said spread

spectrum RF signal is of the direct sequence type.

5. (original patent claim) A method according to claim 1 wherein said transmitted

data packet and said acknowledge signal each include identification of said remote terminal

unit.
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6. (original patent claim) A method according to claim 5 wherein said unit is one of

a plurality of remote stations associated with the transmitter of said acknowledge signal.

7. (original patent claim) A method according to claim 6 wherein said remote

stations are hand—held data-gathering units which include manual control elements.

8. (original patent claim) A method according to claim 6 wherein at least some of

said remote stations include bar-code reading devices.

9. (original patent claim) A method according to claim 1 wherein said stations each

include a processor executing instructions stored in a memory and said data packet and said

acknowledge signal are both also stored in said memory in binary format.

10. (original patent claim) A method according to claim 9 wherein said data packet

is encoded by said processor executing instructions, and said acknowledge signal is decoded

by said processor executing instructions.

11. (original patent claim) A method according to claim 10 wherein said transmitted

data packet and said acknowledge signal are RF signals of the direct sequence spread

spectrum type. V

12. (original patent claim) A method according to claim 11 wherein said

acknowledge signal is transmitted by a second station which is one of a plurality of like

second stations, and each one of said second stations is coupled for communication to a

central computer.
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13. (original patent claim) A method according to claim 12 including the step of

sending data packets to 'said central computer from said second stations by a serial

communications link.

14. (original patent claim) A method according to claim 1 wherein said acknowledge

signal is transmitted by a second station which is one of a plurality of said second stations

physically spaced from one another, and there are a plurality of said units for each said

second station.

15. (original patent claim) A method according to claim 14 wherein each one of said

units is identified by a unique code and said transmitted data packet includes said unique

code, and said acknowledge signal also includes said unique code.

16. (original patent claim) A method according to claim 1 including the step of

receiving at said unit prior to said step of transmitting said data packet to detect transmission

by other like units.

17. (original patent claim) A method according to claim 16 wherein there are a

plurality of said units, each identified by a unique code transmitted with said data packet and

with said acknowledge signal.

18. (original patent claim) A method according to claim 17 wherein said units each

include a processor executing instructions stored in a memory, and said acknowledge signal

is first loaded to said memory and then decoded.
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19. (original patent claim) A method according to claim 18 wherein at least some of

said units include hand-held bar-code scanners or readers.

20. (original patent claim) A method according to claim 19 wherein at least some of

said units include keyboard inputs and visual displays scanned by said processor.

21. (original patent claim) A system for transmitting data packets from one of a

plurality of first stations to a second station, comprising:

(a) a transmitter in said one first station for transmitting a data packet from said

one first station to the second station during a first time period selected by said one first

station;

(b) a receiver in said one first station for receiving an acknowledge signal from

the second station during a second time period occurring only in a time window referenced

to said first time period by a fixed delay, said fixed delay being the same for all said

plurality of first stations.

22. (original patent claim) A system according to claim 21 wherein said transmitted

data packet is sent by an RF signal, and said acknowledge signal is an RF signal.

23. (original patent claim) A system according to claim 22 wherein said RF signal is

of the spread spectrum type.

24. (original patent claim) A system according to claim 23 wherein said spread

spectrum RF signal is of the direct sequence type.
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25. (original patent claim) A system according to claim 21 wherein said transmitted

data packet includes identification of said first station, and said acknowledge signal includes

identification of said first station.

26. (original patent claim) A system according to claim 25 wherein said first station

is one of a plurality of remote stations associated with said second station.

27. (original patent claim) A system according to claim 26 wherein said remote

stations are hand-held data-gathering units which include manual control elements.

28. (original patent claim) A system according to claim 27 wherein said units each

include a processor executing instructions stored in a memory.

29. (original patent claim) A system according to claim 28 wherein at least some of

said units include bar-code scanners.

30. (original patent claim) A system according to claim 29 wherein at least some of

said units include keyboard inputs and visual displays.

31. (original patent claim) A system according to claim 30 wherein said transmitted

data packet and said acknowledge signal are RF signals of the direct sequence spread

spectrum type.‘

Page 72 of 341



Page 73 of 341

- 7 - Tymes

Reexam of Pat. No. 5,029,183

Reexam Control No.: 90/007,617

.32. (original patent claim) A system according to claim 31 wherein there are a

plurality of said second stations, and a plurality of said first stations for each said second

station.

33. (original patent claim A system according to claim 32 wherein all of said

plurality of second stations are coupled to a host station by a communication link.

34. (original patent claim) A system according to claim 33 wherein each of said

second stations includes a decoder for decoding the data packet sent by a first station to

produce digital data to send to said host station.

35. (original patent claim) A system according to claim 21 wherein the transmitter at

said first station receives prior to transmitting said data packet to detect transmission by

other stations.

36. (original patent claim) A system according to claim 35 wherein there are a

plurality of said first stations, each identified by a unique code transmitted with said data

packet and with said acknowledge signal.

37. (original patent claim) A system according to claim 36 wherein said first stations

each include a processor executing instructions stored in a memory, and said acknowledge

signal is first loaded to said memory and then decoded.

38. (original patent claim) A system according to claim 37 wherein at least some of

said first stations include hand-held bar-code scanners.
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39. (original patent claim) A system according to claim 38 wherein at least some of

said units include keyboard inputs and visual displays scanned by said processor.

40. (original patent claim) A method of data transmission between a plurality of

terminals and a base station, comprising the steps of:

(a) transmitting a data packet from one of said terminals to said base station at a

time selected by said one of said terminals, the data packet including identification of said

one of the terminals; transmitting an acknowledgement from the base station to said one of

said terminals in a predetermined time windOw, at least part of said predetermined time

window being the same for all of said terminals, said acknowledgement including

identification of said terminal;

(c) receiving said acknowledgement at said one terminal during said

predetermined time window.

41. (original patent claim) A method according to claim 40 including the step of first

receiving at said one terminal to detect transmission by another of said plurality of terminals,

before transmitting said data packet.

42. (original patent claim) A method according to claim 40 wherein said transmitting

is by wireless RF.

43. (original patent claim) A method according to claim 42 wherein said RF is

modulated by the spread spectrum technique.
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44. (original patent claim) A method according to claim 43 wherein said spread

spectrum technique employs a sequence of frequency shifis between two frequencies.

45. (original patent claim) A method according to claim 44 including the steps of

forming said data packet in- a memory by expanding a multi—byte packet to create an

expanded packet then producing in said memory an exclusive-OR of said expanded packet

and a fixed pseudorandom sequence of bits.

46. (original patent claim) A method according to claim 45 wherein said multi-byte

packet includes the results of reading a bar code symbol.

47. (original patent claim) A method according to claim 40 wherein said

acknowledgement includes data to be transferred from said base station to said one terminal.

48. (original patent claim) A method according to claim 40 wherein said one

terminal is responsive to transmission from said base station only during said time window.

49. (original patent claim) A method according to claim 48 wherein said time

window has a staning point occurring a fixed time from the beginning of said transmitted

data packet.

50. (original patent claim) A data communication system comprising:

(a) a host computer including a data communication input/output port;

(b) a plurality ofbase stations; each base station having a data communication

input/output port; said data communication input/output ports of the host computer and at
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least one of said base 'stations being connected by a data communications link; each of the

base stations having an RF transmitter/receiver responsive to received encoded RF signal

packets and transmitting RF acknowledge signal packets; each of the base stations

producing digital data corresponding to said received encoded RF signal packets, and storing

said digital data for transferring to said host computer via said data communication

input/output port and said data communications link;

(c) a plurality of remote units, each remote unit located for sending said encoded

RF signal packets to one of said base stations at a time selected by the remote unit and

receiving said RF acknowledge signal packets from one of said base stations in a fixed time

window, each of the remote units having:

(i) a memory for storing data from a local data source, and a processor for

transferring data to and from the memory;

(ii) an RF transmitter/receiver having a modulator for modulating an

outgoing carrier with data from said memory to produce said encoded RF signal packets,

and a detector responsive to RF signals received by said RF transmitter/receiver to detect RF

acknowledge signal packets from the base station in said fixed time window.

51. (original patent claim) A system according to claim 50 wherein at least some of

said remote units are hand-held bar code readers and said local data source of each such

remote unit produces decoded bar code data for loading to said memory under control of

said processor.

52. (original patent claim) A system according to claim 50 wherein said RF signals

are spread spectrum modulated signals of the direct sequence type.
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53. (original patent claim) A system according to claim 50 wherein said

communication link is a serial data link by which data packets are sent from base station to

host computer or base station to base station, or sent from host computer to base station.

54. (original patent claim) A system according to claim 50 wherein said base stations

receive said encoded RF signalipackets only from a predetermined subset of said plurality of

said remote units.

55. (original patent claim) A system according to claim 54 wherein said encoded RF

signals include a header containing synchronizing signals followed by a block of data

signals.

56. (original patent claim) A system according to claim 50 wherein each one of said

remote units is identified by a unique identifying code contained in said encoded RF signals

transmitted by the remote unit, and wherein said base stations are responsive to said unique

identifying code to allow only one of the base stations to send said RF acknowledge signals

to each separate remote unit.

57. (original patent claim) A system according to claim 56 wherein each one of said

base stations is responsive to all of the encoded RF signals from all of the remote units

within range, and detects the number of errors occurring in reception from each one of the

remote units in said encoded RF signals.

58. (original patent claim) A system according to claim 57 wherein a representation

of said number of errors is transmitted to other of said base stations via said communication

link to specify the unique codes of remote units each base station is to be responsive to by
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sending said RF acknowledge signals, said information being derived from said

representation of number of errors.

59. (original patent claim) A system according to claim 58 wherein at least some of .

said remote units are hand-held bar code readers.

60. (original patent claim) A data communication system comprising:

(a) at least one base station; each base station having an RF transmitter/receiver

responsive to encoded RF signal packets and producing RF acknowledge packets; each base

station decoding said encoded RF signal packets received by said RF transmitter/receiver

and producing digital data corresponding thereto;

(b) a plurality of remote units each located for sending said encoded RF signal

packets to at least one of said base stations and receiving said RF acknowledge packets from

one of said base stations, each of the remote units having:

(i) a data source, a memory for storing data from the data source, and a

processor for transferring data to and from the memory;

(ii) an RF transmitter/receiver producing said encoded RF signal packets

containing data from said memory and detecting said RF acknowledge packets from a base

station to load data from detected packets to said memory, wherein said RF

transmitter/receiver in said remote unit is activated for detecting an RF acknowledge packet

only during a fixed time window following transmission of an encoded RF signal packet.

61. (original patent claim) A system according to claim 60 wherein said remote units

are hand-held bar code readers or the like and said data source of each remote unit produces

decoded bar code data.
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62. (original patent claim) A system according to claim 60 wherein said RF signals

are spread spectrum modulated signals of the direct sequence type.

63. (original patent claim) A system according to claim 60 wherein each said base

station receives said encoded RF signal packets from a plurality of said remote units, and

each RF signal packet includes a unique identifying code for a remote unit.

64. (original patent claim) A system according to claim 60 wherein said encoded RF

signals include a header containing synchronizing signals followed by a block of data

signals.

65. (original patent claim) A system according to claim 64 wherein each one of said

remote units is identified by a unique identifying code contained in said header of said

encoded RF signal packets transmitted by the remote unit, and wherein each said base

station is responsive to said unique identifying code for only predetermined ones of said

plurality of remote units.

66. (original patent claim) A system according to claim 60 wherein said RF

transmitter/receiver in said remote unit is activated by said processor for detecting said RF

acknowledge packet only during a fixed time window following transmission of said

encoded RF signal packet.

67. (original patent claim) A system according to claim 66 wherein said RF

transmitter/receiver in a remote unit sends said RF signal packet only after receiving to
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detect any other RF signal from another remote unit which may be present.

68. (original patent claim) A system according to claim 67 wherein said base station

decodes said RF signal packet while said RF signal packet is being received, and said

remote unit decodes said RF acknowledge signal after said RF acknowledge signal has been

received by accessing said memory via said processor.

69. (original patent claim) A system according to claim 68 wherein said base station

decodes said RF signal packet by loading detected data corresponding to the signal serially

into a register and decoding bits of said register in parallel.

70. (original patent claim) A method of receiving a direct sequence spread spectrum

RF signal having a given chip rate, comprising the steps of:

(a) detecting the RF signal to produce an output correlated with modulation of

the RF signal;

(b) sampling said output at a multiple of said chip rate to produce a plurality of

separate time-shifted data suings each at said chip rate;

(c) comparing each of said data strings with a binary code corresponding to that

used for generating a chipping sequence of said RF signal.

71. (original patent claim) A method according to claim 70 including the step of

storing said data strings in memory and wherein said step of comparing is by accessing said

memory by a processor after said RF signal has been received.
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72. (original patent claim) A method according to claim 70 including the step of

loading all of said data strings into a shift register and wherein said step of comparing is by

decoding bits of said shift register while said RF signal is being received.

73. (original patent claim) A method according to claim 71 wherein said steps are

performed by a remote, hand—held, battery-operated unit.

74. (original patent claim) A method according to claim 73 wherein said RF signal is

a packet of known maximum length, and said packet starts with a synchronizing signal.

75. (original patent claim) A method according to claim 74 wherein said steps of

detecting, sampling and comparing are performed only in a time window established by an

RF transmission from said unit.

76. (original patent claim) A method of operating a packet communications system,

comprising the steps of:

(a) sending a data packet from a remote terminal to a base station and waiting to

receive an acknowledgement from the base station;

(b) if an acknowledgement is not received, then sending a distress packet from

said remote terminal;

(c) receiving said distress packet at a plurality of base stations, and, at each one

of said base stations, sending a message to other of said base stations indicating the identity

of said remote terminal and the quality of reception of said distress packet;

(d) at a base station, comparing said messages to select one of said base stations

to be designated for communication with said remote terminal.
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77. (original patent claim) A method according to claim 76 including the step of

sending a packet to said remote terminal from said designated base station to acknowledge

said distress signal.

78. (original patent claim) A method according to claim 77 wherein said packet is

sent to said remote terminal afler a predetermined time period has elapsed since said step of

sending said distress signal.

79. (original patent claim) A method according to claim 77 wherein said remote

terminal is responsive to said packet from said designated base station only during a fixed

time window.

80. (original patent claim) A method according to claim 77 wherein said data packet,

said distress packet and said acknowledge packet all contain an identifying code for said

remote terminal.

81. (original patent claim) A method according to claim 76 wherein said steps of

sending are by RF transmission.

82. (original patent claim) A method according to claim 81 wherein said RF

transmission employs spread spectrum modulation.

83. (original patent claim) A method according to claim 76 wherein only one of said

base stations sends acknowledgement packets to said remote terminal.
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84. (original patent claim) A method according to claim 83 wherein there are a

plurality of said remote terminals.
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Remarks

Claims 1-84 are currently pending in the reexamination proceeding of US. Patent

No. 5,029,183 ("the ‘183 patent") with claims 1, 21, 40, SO, 60, 70, and 76 being

independent claims. Based on the following remarks, the Patent Owner respectfully

requests that the Examiner reconsider all outstanding rejections and that they be withdrawn.

I. Statement ofSubstance ofInterview

The Patent Owner thanks. Examiner Nguyen for the courtesy extended to their

representatives, Robert E. Sokohl and Lori A. Gordon, in the interview held on April 4,
2006.

During that interview, the Patent Owner's representatives explained the required

construction of the claim term "base station" according to the prosecution history and

specification. Patent Owner's representatives further explained that this required

construction is in complete agreement with the claim construction by the Honorable Chief

Judge Sue L. Robinson in the Symbol Technologies, Inc. v. Proxim, Inc. litigation, Civil

Action No. 1:01-cv-00801-SLR (District Court for the District of Delaware, July 30, 2003).

Finally, the Patent Owner's representatives explained that the cited art fails to disclose,

teach, or suggest a system or method having a power saving mode of operation in which a

base station cannot initiate data communications with a remote terminal.
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II. Overview ofthe '183 Patent

As explained in the specification of the '183 patent, a major problem in WLAN

protocols prior to 1989 (when the application for the '183 patent was filed) was that they

required the remote terminal units be "addressable at any time, i.e., always activated, so the

requirements for power are dictated by this feature." ('183 patent, col. 1, lines 48—50).

Because remote terminal units are designed to be mobile, they usually do not have an

unlimited power source, and therefore, "battery drain required either large, heavy

batteries, or frequent recharging, or both." ('183 patent, col. 1, lines 30-31)

Recognizing that "prior systems of this type [were] too costly and otherwise

unsuitable for the present purposes [i.e., a WLAN as of 1989]," the '183 claims novel

systems and methods that minimize power consumption for battery-powered remote

terminal units while still providing excellent data throughput. ('183 patent, col. 12, lines 10—

15, 22-23; col. 2, lines 41-50). The "ability of the remote unit 15 to schedule events and

communicate with the base station at times of its own choosing" is a key feature for

minimizing power consumption of a remote terminal unit. In other words, while a base

station may operate with a remote unit whose radio is always activated (an active mode of

operation), it also has the ability to operate with a remote unit that turns its radio off to

minimize power consumption (hereinafter referred to as a power saving mode of operation),

wherein all data communications between that power saving remote terminal unit and the

base station take place at the initiative of the remote terminal unit; the base station cannot

initiate data communications with a remote terminal unit. The remote terminal unit itself
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dictates when it will "wake-up" to transmit or receive. (See '183 patent, col. 9, lines 6—

8)("the RF transmission and reception is under control of the remote unit rather than being

schedule by a higher level device such as the base station or the host computer").

II. Base Station

As discussed by the Federal Circuit in Phillips v. AWH Corp., a patentee can depart

from the plain and ordinary meaning of a claim term in two circumstances: (1) when the

patentee has acted as his own lexicographer or (2) when the patentee has clearly limited the

scope of the invention through a disclaimer in the specification or prosecution history. 415

F.3d 1303, 1316-17 (Fed. Cir. 2005). In this case, both of these circumstances are present.

A. The Specification Of The '183 Patent Clearly, Deliberately, And

Precisely Defines A Special Definition For The Term "Base Station "

It is a well-established axiom in patent law that a patentee is free to be his or her own

lexicographer, and thus may use terms in a manner contrary to or inconsistent with one or

more of their ordinary meanings. Hormone Research Found, Inc. v. Genentech, Inc, 904

F.2d 1558, 1563 (Fed. Cir. 1990). The specification can also act to bind a Patentee to a

narrower definition of a term than the extrinsic evidence might support. See SciMed Life

Sys., Inc. v. Advanced Cardiovascular Sys., Inc., 242 F.3d 133 7, 1341 (Fed. Cir. 2001)

("Where the specification makes clear that the invention does not include a particular

feature, that feature is deemed to be outside the reach of the claims of the patent, even

though the language of the claims, read without reference to the specification, might be

considered broad enough to encompass the feature in question"). When giving a claim term
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special definition differing from or inconsistent with its ordinary meaning, the patentee must

define the claim term with reasonable clarity, deliberateness, and precision so as to give one

of ordinary skill in the art notice of the change. In re Paulsen, 30 F. 3d 1475, 1480 (Fed.

Cir. 1994).

The specification of the '183 patent clearly, precisely, and deliberately gives the term

"base station" a specialidefinition which differs from its ordinary meaning. Consistently

throughout the specification, the term base station describes a unit which cannot initiate data

communications with a remote terminal unit so the remote terminal unit can minimize power

consumption. For example, the specification states:

The base stations 12, 13, and 14 cannot initiate an exchange

of FIG. 2, or initiate any other such transmission to the

remote units 15, but instead must wait until a packet 17 is
received from the remote unit 15 for which this base station

has a message waiting ('183 patent, col. 6, lines 3 -

9)(emphasis added)

This remote unit need not be concerned about receiving any

further messages from a base station unit the remote unit is

ready. The remote unit 15 manages or schedules its own

packet communication operations, instead of being a slave of

the host or base stations. ('183 patent, col. 13, lines 25-29)

In this protocol, the central station cannot initiate a packet

transmission to a remote unit, but instead must wait until the

remote unit has sent a transmitted packet, then the central

station can reply in the rigid time window. ('183 patent, col.

2, line 61 - col. 3, line 2) '

Thus, the Patent Owner has acted as their own lexicographer and set out a special

definition of the term "base station."
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B. The Prosecution History Further Establishes The Special Definition of
the Term "Base Station"

It is also a well-settled law that a patentee may establish a special meaning for a

claim term by way of statements in the prosecution history. Vitrom'cs Corp. v.

Conceptrom’c, Inc., 90 F. 3d 1576, 1582 (Fed. Cir. 1996). As stated by the Federal Circuit,

the prosecution history can act to inform whether "an inventor limited the invention in the

course of prosecution, making the claim scope narrower than it would otherwise be."

Philips, 415 F. 3d at 1317 (citing Vitronics, 90 F. 3d at 1582-83).

In an Information Disclosure Statement filed during prosecution of the '183 patent,

the Patent \Owner distinguished the claimed invention over four cited references by

explaining that the references did not teach a system having a power saving mode of

operation in which a base station cannot initiate data communications. Specifically, the

Patent Owner stated:

The Sidhu et a] patent 4,689,786 shows a local area network

of the Ethernet type using collision sense, multiple access

techniques In contrast, the applicant's system is concerned

with battery life, so the remote stations can receive only after

they have initiated an exchange; a base station cannot

initiate a message exchange with a remote station.

(Supplemental Information Disclosure Statement filed March

26, 1991, p. 2)(emphasis added)

The O‘Sullivan patent 4,697,281 discloses a method of

transmitting data using a modem and a cellular telephone

system The cellular transceivers 12 and 18 are not

disclosed to be responsive only in the manner applicant I
claims, however. Instead, any cellular transceiver can

receive from the central station, and can transmit to the

central station, at any time. (Id.)
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The Toyonaga et a1 patent 4,689,785 discloses a data

transmission system in which a number of stations A, B, C

are connected by a bus line BL The system differs from

applicant's in that any station can receive at any time, rather

than remote stations only receiving after transmitting, and

a base station that cannot initiate transmission to a remote.
(Id.)(emphasis added)

The Malcohn et al patent 4,332,027 discloses a contention—

type network using collision detect The patent does not

disclose a system in which a base station cannot send a

message to a remote unless it has received a transmitted

packet. (Id.)(emphasis added).

As described in the specification, limiting initiation of wireless data packet exchange

to a remote terminal unit provides important power savings benefits. ('183 patent, col. 2,

line 61-col. 3, line 2). In response to an Office Action issued during prosecution of the '183

patent, the Patent Owner distinguished the claimed invention from an applied reference

(Waggener) by explaining that the cited reference did not teach a power saving mode of

operation:

The remote units need not be receiving and decoding data at

all times (as is true in the Waggener reference) but instead

can be idle (for power saving purposes) except when they

send, then receive in a fixed window (Amendment dated

October 16, 1990 at p. 6)

Based on the foregoing statements, the prosecution history of the '183 patent

unequivocally establishes the special definition of "base station" set out by the Patent

Owner.
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C. Conclusion

As clearly, deliberately, and precisely defined by the Patent Owner in the

specification and prosecution history, the term "base station" means a unit that transfers data

with a remote terminal unit, but which cannot initiate data communications with a remote

terminal unit so the remote terminal unit can minimize power consumption.

Furthermore, the claim construction ruling by the Honorable Chief Judge Sue L.

Robinson in the Symbol Technologies, Inc. v. Proxim, Inc. litigation is in complete

agreement with the special definition of the term "base station" set out by the Patent Owner

in the specification and prosecution history. Specifically, Chief Judge Robinson stated:

Consistent with the specification and prosecution history,
the term "base station" shall mean "a unit that transfers data

between a remote terminal unit and a central computer, but
which cannot initiate data communications with a remote

terminal unit." Symbol Technologies, Inc. v. Proxim, Inc.,

Civil Action No. 1:01—cv-00801-SLR, p. 2 (District Court for

the District of Delaware, July 30, 2003)(Memorandum

Order)(emphasis added)

Chief Judge Robison explicitly held that an accused device that includes a power save mode

of operation falls within the scope of the claims. Specifically, Chief Judge Robinson stated:

A system claim is directly infringed if the accused products

meet each limitation of the asserted system claims. The

question you must answer in connection with the asserted

claims is whether the accusedproducts, in their power save

mode, meet each limitation of such claims. Symbol

Technologies, Inc. v. Proxim, Inc., Civil Action No. 1:01-cv-

00801-SLR, pp. 3-4 (District Court for the District of

Delaware, July 30, 2003)(Trial Transcript, p. 1208, lines 5-

10)(emphasis added)
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Accordingly, the Patent Owner's statements herein should not be interpreted to preclude a

device having both an active mode of operation (i.e., a base station can initiate data

communications with a remote terminal) and a power saving mode of operation (i.e., a base

station cannot initiate data communications with a remote terminal) from falling within the

scope of the claims.

Note that although the claim construction by Chief Judge Robinson includes the term

"central computer," Chief Judge Robinson stated at trial:

Anyway, I did want to note with respect to the central

computer, as I thought about it, you never know how claim

construction is going to play out in the trial, to tell you the

truth. And as I thought about it afier I had made my decision

and gave -— it was being copied and everything else —— I

through that probably the more legally correct answer to the

question, I went through all the claims and, obviously, there

is not mention of a host computer and central computer in

any of the claims, that I should have taken it out of the

construction for base station but, because of the way this
played out, I added a claim construction of a term that is not

in any of the claims. (Trial Transcript, p. 1092)

Thus, a "central computer" is not a necessary component of the definition for "base station."

III. Second Station

Independent claim 21 uses the term "second station." Independent claim 21 recites a

system "for transmitting data packets from one of a plurality of first stations to a second

station" comprising "a transmitter in said one first station for transmitting a data packet from

said one first station to the second station" and "a receiver in said one first station for

receiving an acknowledge signal from the second station."

Page 91 of 341



Page 92 of 341

_ 26 _ Tymes

Reexam of Pat. No. 5,029,183

Reexam Control No.: 90/007,617

It is clear fi‘om the language of claim 21 and the specification that the term "second

station" means a "base station." The claim construction ruling by the Honorable Chief Judge

Sue L. Robinson in the Symbol Technologies, Inc. v. Proxim, Inc. litigation is also in

agreement with this definition. Symbol Technologies, Inc. v. Proxim, Inc, Civil Action No.

1:01-cv-00801-SLR (District Court for the District of Delaware, July 30,

2003)(lVIemora.ndu'm Order)("Consistent with the specification and claim language, the term

'second station' shall mean a 'base station' as defined above")

IV. Claim Rejections

In the Office Action, the Examiner rejected the claims, as described below, by

applying Koohgoli, et al., U.S. Patent 4,771,448 (Koohgoli) alone or in combination with

Carlman, Jr., et al, U.S. Patent No. 4,777,488 (Garlman), Carlman and Malcolm, et a1, U.S.

Patent No. 4,332,027 (Malcohn), and Shiff, U.S. Patent No. 4,587,661 (Shift).

The Patent Owner notes that the Koohgoli, Carlman, Malcolm, and Shiff references

cited in the Office Action are merely cumulative to the references cited and applied by the

Examiner during prosecution of the '183 patent. Specifically, in the Office Action dated

October 11, 1990, the Examiner applied U.S. Patent No. 4,829,540 to Waggener, et a1

(Waggener) and U.S. Patent No. 4,247,908 to Lockhart, Jr., et a1 (Lockhart). In the reply to

the October 11, 1990 Office Action, Applicants distinguished the claimed invention by

explaining that neither the Waggener nor Lockhart references taught or suggested a system

having a power saving mode of operation. Similarly, as explained below, the Koohgoli,

Carlman, Malcolm, and Shiff references applied in the present office action do not teach or
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suggest a power saving mode of operation in which the base station cannot initiate data

communications with a remote terminal unit. Thus, the applied Koohgoli, Carlman,

Malcolm, and Shiff references are merely cumulative to the references applied during

prosecution of the '183 patent. The claims therefore remain patentable for the same reasons

put forth in the original prosecution of the '183 patent.

A. Rejection Under §102(e) Over Koohgoli, et al.

In the Office Action, claims 1, 2, 5-9, 14, 16, 19-22, 25-27, 29, 30, 35, 38-40, 42, 47-

49, 76-79, 81, 83 and 84 were rejected under 35 U.S.C. § 102(e) as being anticipated by

Koohgoli, et al., US. Patent 4,771,448 (Koohgoli). The Patent Owner respectfully traverses

this rejection.

For a prior art reference to anticipate the claimed invention, it must disclose each and

every element as set forth in the claim. See Finnigan Corp. v. United States Int'l Trade

Comm ’n, 180 F.3d 1354, 1365-66 (Fed. Cir. 1999). The requirement of strict identity

between the claim and the prior art reference, is not met if a single element or limitation

required by the claim is missing from the prior art source. See, Structural Rubber Prods.

Co. v. Park Rubber Co., 749 F.2d 707, 716 (Fed. Cir. 1984).

Koohgoli does not teach or even suggest a system or method having a power saving

mode of operation in which a base station cannot initiate data communications with a remote

terminal as is required by the recitation of base station in independent claims 1, 40, and 76

and the recitation of second station in independent claim 21.
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For at least these reasons, independent Original Patent Claims 1, 21, 40, and 76 are

patentable over Koohgoli. Claims 2, 5-9, 14, 16, 19, and 20 depend from claim 1. Claims

22, 25-27, 29, 30, 35, 38, and 39 depend from claim 21. Claims 42 and 47-49 depend from

claim 40 and claims 77-79, 81, 83, and 84 depend from claim 76. For at least these reasons

and further in view of their own features, dependent claims 2, 5-9, 14, 16, 19, 20, 22, 25-27,

29, 30, 35, 38, 39, 42, 47-49, 77-79, 81, 83, and 84 are patentable over Koohgoli.

B. Rejection Under §103 Over Koohgoli in view ofCarlman, Jr, et al

In the Office Action, claims 10-13, 15, 17, 18, 28, 33, 34, 36, 37, 50-54, 56, 57, 60-

63, 65—67, 68, 80, and 82 were rejected under 35 U.S.C. § 103 as being unpatentable over

Koohgoli in view of Carlman, Jr., et al, US. Patent No. 4,777,488 (Carhnan). The Patent

Owner respectfully traverses this rejection.

To establish a prima facie case of obviousness, three criteria must be met. First,

some motivation or suggestion must exist in the reference or in the knowledge generally

available to one of ordinary skill in the art to modify the reference. In re Vaeck, 947 F.2d

488, 493 (Fed. Cir. 1991). Second, the reference must reveal a reasonable expectation of

success. Id. Finally, the reference must teach or suggest all the claim limitations. In re

Royka, 490 F.2d 981 (CCPA 1974).

The combination of Koohgoli and Carhnan does not teach or suggest teach and every

element of independent claims 50 and 60. Independent claims 50 and 60 are distinguished

from Koohgoli for the reasons set forth above. Carlman adds nothing to Koohgoli to

overcome the deficiencies of Koohgoli described above, since like Koohgoli, Carhnan does
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not teach or even suggest a system or method having a power saving mode of operation in

which a base station cannot initiate data communications with a remote terminal.

For at least these reasons, independent claims 50 and 60 are patentable over the

combination of Koohgoli and Carlman. Claims 51-54, 56 and 57 are dependent from

independent claim 50 and claims 61-63 and 65-68 are dependent from independent claim 60.

For at least these reasons and fuither in view of their own features, dependent claims 51—54,

56, 57, 61-63, and 65-68 are patentable over the combination of Koohgoli and Carlman.

Claims 10-13, 15, 17, and 18 depend from independent claim 1, claims 28, 33, 34,

36, and 37 depend from independent claim 21, and claims 80 and 82 depend fi‘om claim 76.

As discussed above, Carlman adds nothing to Koohgoli that overcomes the deficiencies of

Koohgoli relative to claims 1, 21, and 76. For at least the foregoing reasons, and further in

View of their own features, claims 10-13, 15, 17, 18, 28, 33, 34, 36, 37, 80 and 82 are

patentable over the combination of Koohgoli and Carlman.

C. Rejection Under §103 Over Koohgoli

In the Office Action, claims 3, 4, 10, 23, 24, 31, 32, and 43 were rejected under 35

U.S.C. § 103 as being unpatentable over Koohgoli. The Patent Owner respectfully traverse

this rejection.

Claims 3, 4, and 10 depend fi'om independent claim 1. Claims 23, 24, 31, and 32

depend from independent claim 21 and claim 43 depends from independent claim 40. As

discussed above, Koohgoli does not teach or suggest each and every element of independent
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Original Patent Claims 1, 21, and 40. For at least these reasons, and further in view of their

own features, claims 3, 4, 10, 23, 24, 31, 32, and 43 are patentable over Koohgoli.

D. Rejection Under §103 Over Koohgoli in view of Carlman, Jr, et al and

further in view ofMalcolm

In the Office Action, claims 55 and 64 were rejected under 35 U.S.C. § 103 as being

unpatentable over Koohgoli in view of Carlman and further in view of Malcolm, et al, US.

Patent No. 4,332,027 (lVIalcolm). The Patent Owner respectfully traverses this rejection.

Claim 55 depends from claim 50 and claim 64 depends from claim 60. Independent

claims 50 and 60 are distinguished from the combination Koohgoli and Carlman for the

reasons set forth above. Malcolm adds nothing to the combination ofKoohgoli and Carlman

to overcome the deficiencies of the combination described above. Like Koohgoli and

Carlman, Malcolm does not teach or even suggest a system or method having a power

saving mode of operation in which a base station cannot initiate data communications with a

remote terminal.

For at least these reasons and further in view of their own features, dependent claims

55 and 64 are patentable over the combination of Koohgoli, Carlman, and Malcolm.

E. Rejection Under §103 Over Koohgoli and Shtff

In the Office Action, claim 44 was rejected under 35 U.S.C. § 103 as being

unpatentable over Koohgoli in view of Shiff, US. Patent No. 4,587,661 (Shift). The Patent

Owner respectfully traverses this rejection.

i Claim 44 depends from claim 40. Independent claim 40 is distinguished from the

combination Koohgoli for the reasons set forth above. Shiff adds nothing to Koohgoli to
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overcome the deficiencies of Koohgoli described above. Like Koohgoli, Shiff does not

teach or even suggest a system or method having a power saving mode of operation in

which a base station cannot initiate data communications with a remote terminal.

For at least these reasons and further in view of its own features, dependent claim 44

is patentable over the combination of Koohgoli and Shiff.

E. Other Matters

Applicants note that the Summary of Action indicated that dependent claim 41 was

rejected in the Office Action. However, the Office Action did not include a specific

rejection for dependent claim 41. Based on the foregoing remarks, Patent Owner submits

that dependent claim 41 is patentable over Koohgoli alone or in combination with any of

Carlman, Malcolm, or Shiff.

V. Patentable Subject Matter

The Patent Owner acknowledges with appreciation the Examiner’s indication that

claims 45, 46, 58, 59, and 69-75 are patentable over the prior art.

VI. Related Proceedings

Claims 1, 16, 21, 35, and 40-41 of the '183 patent were the subject of prior litigation

in the United States District Court for the District of Delaware, Symbol Technologies, Inc. v.

Proxim, Incorporated, Civil Action No. 1:01-cv—00801-SLR. The Proxim litigation was

settled following a jury verdict finding infi'ingement by Proxim.
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The '183 patent is currently asserted in litigation pending in the United States District

Court for the District of Delaware, Symbol Technologies, Inc. v. Intermec Technologies

Corporation, Civil Action No. 1:05-cv-00147-SLR.

The '183 patent was also. previously asserted in two additional litigations in United

States District Court for the District of Delaware: Symbol Technologies, Inc. v. Hand Held

Products, Civil Action No. 1:03-cv-00102, filed January 21, 2003 and Symbol Technologies,

Inc. v. YDI Wireless Inc., et al, Civil Action No. 1:05—cv-00755, filed October 28, 2005.

Both litigations ended in settlement.

VII. Conclusion

All of the stated grounds of objection and rejection have been properly traversed,

accommodated, or rendered moot. The Patent Owner therefore respectfully requests that the

Examiner reconsider all presently outstanding objections and rejections and that they be

withdrawn. The Patent Owner believes that a full and complete reply has been made to the

outstanding Office Action and, as such, the present reexamination proceeding is in condition

for a Notice of Intent to Issue a Reexamination Certificate. If the Examiner believes, for any

reason, that personal communication will expedite prosecution of this application, the

Examiner is invited to telephone the undersigned at the number provided.
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Prompt and favorable consideration Of this Reply is respectfully requested.

Respectfully submitted,

STERNE, KESSLER, GOLDSTEIN & Fox P.L.L.C.

Robert Sokohl

Attorney for Patent Owner

Registration No. 36,013

Date: April 14, 2006

1100 New York Avenue, N.W.

Washington, DC. 20005—3934

(202) 371-2600

518978_2.DOC
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Confirmation No.: 7501

L. Tymes Art Unit: 2616

Appl. No.: 90/007,617 Examiner: Hanh Nguyen

Filed: July 6, 2005 Atty. Docket: 2319.065REXO

For: Packet Data Communication

Network

Information Disclosure Statement

Mail Stop Ex Parte Reexam

Commissioner for Patents

PO Box 1450

Alexandria, VA 22313-1450

Sir:

Listed on accompanying Forms PTO-1449 and PTO-SB08 are documents that

may be considered material to the examination of this application, in compliance with

the duty of disclosure requirements of37 C.F.R. §§ 1.5 55 and 1.98.

Applicant has listed publication dates on the attached IDS Forms based on

information presently available to the undersigned. However, the listed publication dates

should not be construed as an admission that the information was actually published on

the date indicated.

Applicant reserves the right to establish the patentability of the claimed invention

over any of the information provided herewith, and/or to prove that this information may

not be prior art, and/or to prove that this information may not be enabling for the

teachings purportedly offered.

This statement should not be construed as a representation that a search has been

made, or that information more material to the examination of the present patent
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application does not exist. The Examiner is specifically requested not to rely solely on

the material submitted herewith.

Copies of documents NPLl-NPL25 and FP1-FP3 are submitted. However, in

accordance with 37 C.F.R. § 1.98(a)(2), no copies of US. patents and patent application

publications cited on the attached IDS Forms are submitted.

Document FPl (EP 0075310) appears to describe a telephone exchange with

coded signal verification. An English language abstract of document FPl is enclosed as

document NPL23.

It is respectfully requested that the Examiner initial and return a copy of the

enclosed IDS Forms, and indicate in the official file wrapper of this reexamination

proceeding that the documents have been considered.

The US. Patent and Trademark Office is hereby authorized to charge any fee

deficiency, or credit any overpayment, to our Deposit Account No. 19-0036.

Respectfully submitted,

I RNE, KESSLER, GOLDSTEIN & Fox P.L.L.C.

 
Robert Sbkohl

Attorney for Applicant

Registration No. 36,013

Date: April 14, 2006

1100 New YorkxAvenue, NW.
Washington, DC. 20005—3934

(202) 371-2600

520575_1 .DOC

Atty. Dkt. No. 2319.065REXO
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Patent Under Reexamination: 5,029,183

Reexamination Control No.5 90/007,617

Examiner: Hanh Nguyen
Art Unit: 2616

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Sir:

CERTIFICATION OF SERVICE OF INFORMATION DISCLOSURE STATEMENT

In compliance with 37 C.F.R. § 1.550(1), the undersigned, on behalf of the patent

owner, hereby certifies that a copy of this paper has been served on the third-party

requester by first class mail on April 14, 2006. The name and address of the party served

is as folloWs:

Edward C. Kwok '

Macpherson, Kwok, Chen, & Heid LLP

1762 Technology Drive Suite 226

San Jose, CA 95121

Respectfully submitted,

RNE, SSLER, GOLDSTEIN & Fox P.L.L.c.

Robert E. Sokohl

Attorney for Patent Owner

Registration No. 36,013

Date: q "l ‘6

1100 New York Avenue, N.W.

Washington, DC. 20005-3934

(202) 371-2600

Atty. Dkt. No. 2319.065REXO
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May 22, 2006 
WRITER ’S DIRECT NUMBER:

(202) 772.8677
INTERNETADDRESS.'

RSOKOHL@SKGF.COM

Commissioner for Patents Art Unit 2616

PO Box 1450

Alexandria, VA 22313-1450 Attn: Mail Stop Ex Parte Reexam

Re: Reexamination of US. Patent No. 5,029,183

Control No. 90/007,617; Filed: July 6, 2005
For: Packet Data Communication Network

Inventor: L. Tymes
Our Ref: 2319.065REXO

Sir:

Transmitted herewith for appropriate action are the following documents:

1. Supplemental Information Disclosure Statement;

2. Certification of Service on Third Party Requestor of Supplemental Information

Disclosure Statement;

3. A Listing of the Cited Documents on Form PTO/SB/OSA (1 page);

4. A Listing ofthe Cited Document on Form PTO/S/B/OSB (1 page);

5. Copies of the Cited Documents (FP4 - FPlO) and (NPL26-32); and

6. One (1) Return postcard.

Sterne. {(essler. Goldstein & Fox RLLC. : 1100 New York Avenue, NW : Washington, DC 20005 : 202.371.2600 f 202.371.2540 : mumskgicom
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Commissioner for Patents

May 22, 2006

Page 2

It is respectfully requested that the attached postcard be stamped with the date of filing of

these documents, and that it be returned to our courier. In the event that extensions of time are

necessary to prevent abandonment of this patent application, then such extensions of time are

hereby petitioned.

The US. Patent and Trademark Office is hereby authorized to charge any fee deficiency,

or credit any overpayment, to our Deposit Account No. 19-0036.

Respectfully submitted,

S E, KESSLER, GOLDSTEIN & Fox P.L.L.C.  

 R bert S kohl

Attorney or Applicant

Registration No. 36,013
RES/LAG:smn

Enclosures

534392_1.DOC

Sterne, Kessler, Goldstein £1 Fox P.LLC. : 1100 New York Avenue, NW : Washington, DC 20005 : 202.371.2600 f202.371.2540 : wwwskgicom
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_ 4 _ L. Tymes

Reexam ofPat. No. 5,029,183

Reexam Control No.: 90/007,617

Patent Under Reexamination: 5,029,183

Reexamination Control No.: 90/007,617

Examiner: Hanh Nguyen
Art Unit: 2616

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Sir:

CERTIFICATION OF SERVICE OF SUPPLEMENTAL INFORMATION

DISCLOSURE STATEMENT

In compliance with 37 C.F.R. § 1.550(1), the undersigned, on behalf of the patent

owner, hereby certifies that a copy of this paper has been served on the third-party

requester by first class mail on May 22, 2006. The name and address of the party served

is as follows:

Edward C. Kwok

Macpherson, Kwok, Chen, & Heid LLP

1762 Technology Drive Suite 226

San Jose, CA 95121

Respectfully submitted,

SSLER, GOLDSTEIN & Fox P.L.L.C.

Robert E. Sokohl

Attorney for Patent Owner

Registration No. 36,013

Date: May 22, 2006

1100 New York Avenue, N.W.

Washington, DC. 20005-3934

(202) 371-2600

Atty. Dkt. N0. 2319.065REXO
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

 

 
g: In re Reexam ofU.S. Patent No.2 5,029,183 Confirmation No.2 7501

(TWES) Art Unit: 2616

Control No.2 90/007,617 Examiner: Hanh Nguyen

Filed: July 6, 2005 Atty. Docket: 2319.065REXO

For: Packet Data Communication

Network

Supplemental Information Disclosure Statement

Mail Stop Ex Parte Reexam

Commissioner for Patents

PO Box 1450

Alexandria, VA 22313-1450

Sir:

Listed on accompanying Form PTO/SBOSa and PTO/SBOSb are documents that

may be considered material to the examination of this application, in compliance with

the duty of disclosure requirements of 37 CPR. §§ 1.555 and 1.98.

Applicant has listed publication dates on the attached IDS Forms based on

information presently available to the undersigned. However, the listed publication dates

should not be construed as an admission that the information was actually published on

the date indicated.

Applicant reserves the right to establish the patentability of the claimed invention

over any of the information provided herewith, and/or to prove that this information may

not be prior art, and/or to prove that this information may not be enabling for the

teachings purportedly offered.

This statement should not be construed as a representation that a search has been

made, or that information more material to the examination of the present patent
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— 2 — L. Tymes

Reexam ofPat. No. 5,029,183

Reexam Control No.: 90/007,617

application does not exist. The Examiner is specifically requested not to rely solely on

the material submitted herewith.

Copies of documents FP4—FP10 and NPL26—NPL32 are submitted. However, in

accordance with 37 C.F.R. § 1.98(a)(2), no copies of US. patents and patent application

publications cited on the attached IDS Forms are submitted.

Document FP4 (DE 3304451) appears to describe a method and device for the

bidirectional transmission of information between a stationary master station and a

plurality of mobile outstations. A certified translation of document FP4 is enclosed as

document NPL27.

Document FP6 (JP 53-108310) appears to describe an extended spectrum

communication system and radio receiver. An English language translation of document

FP6 is enclosed as document NPL28.

Document FP7 (JP 55-136733) appears to describe a mobile message control

system. An English language translation of document FP7 is enclosed as document

NPL29.

Document FP8 (JP 61-071738) appears to describe a data transmission system.

An English language translation of document FPS is enclosed as document NPL30.

Document FP9 (JP 61-270930) appears to describe a wireless transmission

system. An English language translation of document FP9 is enclosed as document

NPL31.

Atty. Dkt. No. 2319.065REXO
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- 3 - L. Tymes

Reexam of Pat. No. 5,029,183

Reexam Control No.: 90/007,617

Document FP10 (JP 63-198438) appears to describe a radio data communication

system. An English language translation of document FP10 is enclosed as document

NPL32.

It is respectfully requested that the Examiner initial and return a copy of the

enclosed IDS Forms, and indicate in the official file wrapper of this reexamination

proceeding that the documents have been considered.

The US. Patent and Trademark Office is hereby authorized to charge any fee

deficiency, or credit any overpayment, to our Deposit Account No. 19-003 6.

Respectfully submitted,

KESSLER, GOLDSTEIN & Fox P.L.L.C.

obert okohl

Attorney for Applicant

Registration No. 36,013

Date: May 22, 2006

1100 New York Avenue, NW.

Washington, DC. 20005-3934

(202) 371-2600

534393_1.DOC

Atty. Dkt. No. 2319.065REXO
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Certified Translation of German Patent No. DE 3304451, 21 pages (October 18,

1984 - Date of Publication of Patent).
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NPL29 English Language Abstract of Japanese Patent Publication No. JP 55-136733,
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English Language Abstract of Japanese Patent Publication No. JP 63-19843 8,
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ADDRESS. SEND To: Commissioner for PatentS, P.O. Box 1450, Alexandria, VA 22313-1450.
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NPL30 English Language Abstract of Japanese Patent Publication No. JP 61-071738,
data supplied by espacenet, 1 page (April 12, 1986 — Date of Publication).
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UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450
Alexandria. Virginia 223134450
www.usplo.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

90/007,6I 7 07/06/2005 5029 I 83 M- I 6056-REUS 750]

 

26I II 7590 07/l I/2006 i EXAMINER

STERNE, KESSLER, GOLDSTEIN & FOX PLLC
1100 NEW YORK AVENUE, N.W.

WASHINGTON, Dc 20005 PAPERNUMBER

DATE MAILED: 07/ I l/2006

Please find below and/or attached an Office communication concerning this application or proceeding.
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Commissionerfur Patenls
United States Patent and Trademark Office

P.01 Bux1450
Alexandria, VA 2231 3-1450wanna.”

 
7/20/2006THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS

Edward C. Kwok

MACPHERSON KWOK CHEN & HEID LLP

1762 Technology Drive, Suite 226

San Jose, CA 95110

EX PARTE REEXAMINATION COMMUNICATION TRANSMITl'AL FORM

. REEXAMINATION CONTROL NO 90/007617

PATENT NO. 5,029,183

ART UNI 3993

Enclosed is a copy of the latest communication from the United States Patent

and Trademark Office in the above identified ex parte reexamination

proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the

time for filing a replly has passed, no submission on behalf of the ex parte

reexamination requester will be acknowledged or considered (37 CFR 1.550(g)).
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Control No. Patent Under Reexamination

Examiner Art Unit

_--
All participants (USPTO personnel, patent owner, patent owner's representative):

Ex Parte Reexamination Interview Summary

 (1) Roland G. Foster (3) Lori Gordon

(2) Robert Sokohl (4)  

Date of Interview: 11 July 2006

 

 Type: a)lj Telephonic b)E] Video Conference
CHE Personal (copy given to: 1)lj patent owner 2)IZ patent owner's representative) 

  
 

 
 
 

 

Exhibit shown or demonstration conducted: d)E] Yes e)® No.
If Yes, brief description:
 

 
 

Agreement with respect to the claims 0:] was reached. 9):] was not reached. MIX N/A.
Any other agreement(s) are set forth below under “Description of the general nature of what was agreed to..."

Claim(s) discussed: 1.

Identification of prior art discussed: Koohgoli, Car/man.

 
 

 

  
  

 

 

  

 

Description of the general nature of what was agreed to if an agreement was reached, or any other comments:

Patent Owner’s representatives exglained the constructions of base station as defined in the Qrosecution history,

sgecification and by the district court.

 (A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims

patentable, if available, must be attached. Also, where no copy of the amendments that would render the claims
patentable is available, a summary thereof must be attached.)

 A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION MUST INCLUDE PATENT OWNER’S

STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. (See MPEP § 2281). IF A RESPONSE TO THE
LAST OFFICE ACTION HAS ALREADY BEEN FILED, THEN PATENT OWNER IS GIVEN ONE MONTH FROM THIS
INTERVIEW DATE TO PROVIDE THE MANDATORY STATEMENT OF THE SUBSTANCE OF THE INTERVIEW

(37 CFR 1.560(b)). THE REQUIREMENT FOR PATENT OWNER’S STATEMENT CAN NOT BE WAIVED. EXTENSIONS
OF TIME ARE GOVERNED BY 37 CFR 1.550(0).

 cc: Requester (if third party requester) Examiner's signature, if required
US. Patent and Trademrk Office

PTOL—474 (Rev. 04-01) Ex Parte Reexamination Interview Summary Paper No. 20060711
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August 9, 2006
WRITER ’s DIRECT NUMBER:

(202) 772-8677
INTERNET A DDRESS:

RSOKOHL@SKGF.COM

 
Commissioner for Patents Art Unit 3992

PO Box 1450

Alexandria, VA 22313—1450 Attn: Mail Stop Ex Parte Reexam

Re: Reexamination ofU.S. Patent No. 5,029,183

Control No. 90/007,617; Filed: July 6, 2005
For: Packet Data Communication Network

Inventor: L. Tymes
Our Ref: 2319.065REXO

Sir:

Transmitted herewith for appropriate action are the following documents:

1. Statement of Substance of Interview Under 37 C.F.R. §1.560;

2. Certification of Service on Third Party Requestor of Statement of Substance of

Interview Under 37 CPR. §1.560;

3. Second Supplemental Information Disclosure Statement;

4. Certification of Service on Third Party Requestor of Second Supplemental
Information Disclosure Statement;

5. Listing of the Cited Documents on Form PTO/SB/08A (1 page);

6. Listing of the Cited Documents on Form PTO/SB/08B (1 page);

 
7. Copies ofthe Cited Documents (FPl 1-FP13) and (NPL33); and

8. One (I) return postcard.

It is respectfully requested that the attached postcard be stamped with the date of filing of

these documents, and that it be returned to our courier. In the event that extensions of time are

Sterne, Kessler, Goldstein & Fox RLLC. : 1100 New York Avenue, NW : Washington, DC 20005 : 202.371.2600 f202.371.2540 : www.sk mm
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Commissioner for Patents

August 9, 2006

Page 2

necessary to prevent abandonment of this patent application, then such extensions of time are

hereby petitioned.

The US. Patent and Trademark Office is hereby authorized to charge any fee deficiency,

or credit any overpayment, to our Deposit Account No. 19-0036.

Respectfully submitted,

STERNE,KESSLER,GOLDSTE1N & Fox P.L.L.C.

R bert okohl

Attorney for Applicant

Registration No. 36,013
RES/LAG1smn

Enclosures

56l444_1.DOC

Sterne, Kessler, Goldstein & Fox P.LLC. : 1100 New York Avenue, NW : Washington, DC 20005 : 202.371.2600 f 202.371.2540 : www.skgf.com
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re reexam of: US. Patent 5,029,183

(TYMES) Confirmation No.: 7501

Art Unit: 3992

Control No.: 90/007,617 Examiner: Roland G. Foster

Filed: July 6, 2005 Atty. Docket: 2319.065REXO

For: Packet Data Communication

Network

Statement of Substance of Interview Under 37 CPR. §1.560

Attn: Mail Stop Ex Pizrte Reexam
Commissioner for Patents

PO Box 1450

Alexandria, VA 22313-1450

Sir:

In compliance with 37 C.F.R. § 1.560, Applicants submit the following Statement

of Substance of Interview for the interview conducted on July 11, 2006 between

Examiner Roland G. Foster and Patent Owner's representatives, Robert E. Sokohl and

Lori A. Gordon .

During that interview, the Patent Owner's representatives explained the required

construction of the claim term "base station" according to the prosecution history and

specification. Patent Owner's representatives further explained that this required

construction is in complete agreement with the claim construction by the Honorable

Chief Judge Sue L. Robinson in the Symbol Technologies, Inc. v. Proxim, Inc. litigation,

Civil Action No. 1:01—cv—00801-SLR (District Court for the District of Delaware, July

30, 2003). Finally, the Patent Owner's representatives explained that the cited an fails to

disclose, teach, or suggest a system or method having a power saving mode of operation

in which a base station cannot initiate data communications with a remote terminal.
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_ 2 _ L. Tymes

Appl. No. 90/007,617

If the Examiner believes, for any reason, that personal communication will

expedite prosecution of this application, the Examiner is invited to telephone the

undersigned at the number provided.

It is not believed that extensions of time or other fees are required. However, if

any fees are necessary to prevent abandonment of this application, then such fees are

hereby petitioned and hereby authorized to be charged to our Deposit Account No. 19-

0036.

Respectfully submitted,

STERNE, KESSLER, GOLDSTEIN & Fox P.L.L.C.

Robert S kohl

Attorney for Applicant

Registration No. 36,013

Date: August 9, 2006

1100 New York Avenue, NW.

Washington, DC. 20005—3934

(202) 371-2600
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re reexam of: US. Patent No. 5,029,183 Confirmation No.2 7501

(TYMES) Art Unit: 3992

Control No.: 90/007,617 Examiner: Roland G. Foster

Filed: July 6, 2005 Atty. Docket: 2319.065REXO

For: Packet Data Communication

Network

Second Supplemental Information Disclosure Statement

Mail Stop Ex Parte Reexam

COmmissioner for Patents

PO Box 1450

Alexandria, VA 22313—1450

Sir:

Listed on accompanying Forms PTO-1449 and PTO-SB08 are documents that

may be considered material to the examination of this application, in compliance with

the duty of disclosure requirements of 37 C.F.R. §§ 1.555 and 1.98.

Applicant has listed publication dates on the attached IDS Forms based on

information presently available to the undersigned. However, the listed publication dates

should not be construed as an admission that the information was actually published on

the date indicated.

Applicant reserves the right to establish the patentability of the claimed invention

over any of the information provided herewith, and/or to prove that this information may

not be prior art, and/or to prove that this information may not be enabling for the

teachings purportedly offered.

This statement should not be construed as a representation that a search has been

made, or that information more material to the examination of the present patent
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- 2 _ L. Tymes

Reexam ofPat. No. 5,029,183

Reexam Control No.: 90/007,617

application does not exist. The Examiner is specifically requested not to rely solely on

the material submitted herewith.

Copies of documents NPL33 and FP11-FP13 are submitted. However, in

accordance with 37 CPR. § 1.98(a)(2), no copies of U.S. patents and patent application

publications cited on the attached IDS Forms are submitted.

It is respectfully requested that the Examiner initial and return a copy of the

enclosed IDS Forms, and indicate in the official file wrapper of this reexamination

proceeding that the documents have been considered.

The U.S. Patent and Trademark Office is hereby authorized to charge any fee

deficiency, or credit any overpayment, to our Deposit Account No. 19-0036.

Respectfully submitted,

E, KESSLER, GOLDSTEIN & Fox P.L.L.C.

Robert okohl

Attorney for Applicant

Registration No. 36,013

Date: August 9, 2006

l 100 New York Avenue, N.W.

Washington, DC. 20005—3934

(202) 371-2600

568232_l .DOC

Atty. Dkt. No. 2319.065REXO
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Equivalent of Form PTO/SBIOBA (0705)
Approved for use through 07/31/2006.

US, Patent and Trademark Office; US. DEPARTMENT OF COMMERCE
Under the Paemork Reduction Act of 1995, no ersons are r uired to res-0nd to a collection ol information unless it contains a valid OMB control number.

SECOND SUPPLEMENTAL Jul 6, zoos
INFORMATION DISCLOSURE

STATEMENT BY APPLICANT
(Use as many sheets as necessary) Roland c. Pose

——-_ Attorney Docket Number 2319.065REXO

U.S. PATENT DOCUMENTS
Publication Date Name of Patentee or

MM-DD-YYYY Applicant of Cited Document

 

 

 
  

 

 

 
 
 
 

 
 

 

 

  
  
 

 
 

 

 

  
  

 
  
 

 

    
Examiner
Initials.

Pages, Columns, Lines,
Where Relevant Passages- 2 (It-Known .

Number-Kind Code ’ or Relevant Fi _ures A . ear

4,344,171 08-10-1982 ——
4,654,654 —_—
4,679,244 ———

03-07-1989 GRANDFIELD

11-21-1989 MIYAHIRA, et a1.
07—10-1990 GUTMAN, etal.

 

 

Document Number

 

 
 
 

  

 
 

 

 
  

   
 

4 979 168 12-18-1990 COURTOIS, et a].
5 020 093 05-28—1991 IREH

_—

_

9 9

3 9

, i

, !

usss _

 
FOREIGN PATENT DOCUMENTS

Examiner ' Foreign Patent Document Publication Date Name of Patentce or Pages, Columns,
lnitials" . MM-DD-YYYY Applicant of Cited Document Lines, Where

Relevant Passages or
Relevant Figures
A n .ear

 

  IIIIIII_
568249_1.DOC

Examiner Date

Signature Considered

'EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and
not considered. Include copy of this form with next communication to applicant. 'Applicant’s unique citation designation number (optional). 'See Kinds Codes
of USPTO Patent Documents at www.uspto.gov or MPEP 901.04. ' Enter Office that issued the document. by the two-letter code (WIPO Standard ST.3). ‘ For
Japanese patent documents. the indication of the year of the reign of the Emperor must precede the serial number of the patent document. 5 Kind of
document by the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. B Applicant is to place a check mark here if
English language Translation is attached.
This collection of information is required by 37 CFR 197 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and
by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to
complete, including gathering. preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case.
Any comments on the amount of time you require to complete this form and/or suggestions for reducing this burden. should be sent to the Chief lnforrnation
Officer. US. Patent and Trademark Office. PO. Box 1450. Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.0. Box 1450. Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 (1—800-786-9199) and select option 2.
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PTO/$31088 (07-05)
Approved for use through 07/31/2006. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Pa-erwork Reduction Act of 1995, no -ersons are re- uired to resond to a collection ofinfomtation unless it contains a valid OMB control number.

Complete IfKnown

Application Number 90/007,617

Filing Date July 6, 2005

First Named Inventor L. Tymes
Art Unit 3992

Examiner Name Roland G. Foster

NON PATENT LITERATURE DOCUMENTS

Examiner ‘ Include name ofthe author (in CAPITAL LETTERS), title ofthe article (when appropriate), title of
lnitials" . the item (book, magazine,joumal, serial, symposium, catalog, etc), date, page(s), volume issue

number s nublisher, cit and/or countr where oublished

LIN, Shu and COSTELLO, Daniel J., Jr., "ERROR CONTROL CODING:

Fundamentals and Applications," Prentice-Hall, Inc., Englewoods Cliffs, NJ,
1983, pp. 458-465.

 

 
 
 

 
 

 

  
 
 

 
 
 

 
 

Substitute for form 1449/PTO

   

 
  

 
  

SECOND SUPPLEMENTAL

INFORMATION DISCLOSURE

STATEMENT BY APPLICANT
(Use as many sheets as necessary)

 
 
 

    

 

 

 
 

568253_l .DOC

Examiner Date

Signature Considered

'EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and
not considered. Include copy of this form with next communication to applicant.

Applicant‘s unique citation designation number (optional). 2 Applicant is to place a check mark here if English language Translation is attached.
This collection of information is required by 37 CFR 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the
USPTO to process) an application. Confidentiality is govemed by 35 U.S.C. 122 and 37 CFR 114. This collection is estimated to take 2 hours to complete.
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden. should be sent to the Chief Information
Officer, U.S. Patent and Trademark Office, PO. Box 1450. Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND To: Commissioner for Patents, PO. Box 1450, Alexandria, VA 22313-1450,

  

Ifyou need assistance in completing theform, call l-800—PTO-9l 99 (I -800- 786-9]99) and select opPLage 125 of 341
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Patent Under Reexamination: 5,029,183

Reexamination Control No.: 90/007,617
Examiner: Roland G. Foster

Art Unit: 3992

Commissioner for Patents

PO. Box 1450

Alexandria, VA 223 1 3- 1450

Sir:

CERTIFICATION OF SERVICE OF STATEMENT OF SUBSTANCE OF

INTERVIEW UNDER 37 C.F.R. §l.560

In compliance with 37 C.F.R. § 1.550(f), the undersigned, on behalf of the patent

owner, hereby certifies that a copy of this paper has been served on the third-party requester
by first class mail on August 9, 2006. The name and address of the party served is as
follows:

Edward C. Kwok

Macpherson, Kwok, Chen, & Heid LLP

1762 Technology Drive Suite 226

San Jose, CA 95121

Respectfully submitted,

ST E, KESSLER, GOLDSTElN & Fox P.L.L.C.

:obert . Sokohl
Attorney for Patent Owner

Registration No. 36,013

Date: August 9, 2006

1100 New York Avenue, N.W.

Washington, DC. 20005—3934

(202) 371-2600

561441_l.DOC
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_ 3 _ L. Tymes

Reexam of Pat. No. 5,029,183

Reexam Control No.: 90/007,617

Patent Under Reexamination: 5,029,183

Reexamination Control No.: 90/007,617
Examiner: Roland G. Foster

Art Unit: 3992

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Sir:

CERTIFICATION OF SERVICE OF SECOND SUPPLEMENTAL INFORMATION

DISCLOSURE STATEMENT

In compliance with 37 CPR. § 1.550(f), the undersigned, on behalf of the patent

owner, hereby certifies that a copy of this paper has been served on the third-party

requester by first class mail on August 9, 2006. The name and address of the party

served is as follows:

Edward C. Kwok

Macpherson, Kwok, Chen, & Heid LLP-

1762 Technology Drive Suite 226

San Jose, CA 95121

Respectfully submitted,

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C.

o ert . Sokohl

Attorney for Patent Owner

Registration No. 36,013

Date: August 9, 2006

1 100 New York Avenue, N.W.

Washington, DC. 20005-3 934

(202) 371-2600

Atty. Dkt. No. 2319.065REXO
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UNITED STATES PATENT AND TRADEMARK OFFICE
\\

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTSP.0. Box I450

Alexandria, Virginia 223I3-I450www.uspto.gov

APPLICATION NO. w FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.
90/007,617 07/06/2005 5029183 M- l 6056-REUS 7501

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C.
1 100 NEW YORK AVENUE, N.W.

000000000000, 00 00005 mam-—

DATE MAILED: 02/09/2007

 

Please find below and/or attached an Office communication concerning this application or proceeding.
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NT AND TRADEMARK OFFICE 

Commissionerfor Palenls
United Slates Palenl and Trademark Office

PO. Bux1450
Alexandria, VA 22313-1450uwwruxpvogov

 

2/9/07THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS

Edward C. Kwok

MACPHERSON KWOK CHEN & HEIDI LLP

1762 Technology Drive, Suite 226

San Jose, CA 95110

EX PARTE REEXAMINATION COMMUNICATION TRANSMI'ITAL FORM

REEXAMINATION CONTROL NO 90/007617

PATENT NO. 5,029,183

ART UNI 3993

Enclosed is a copy of the latest communication from the United States Patent

and Trademark Office in the above identified ex parte reexamination
proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the
time for filing a replly has passed, no submission on behalf of the ex parte
reexamination requester will be acknowledged or considered (37 CFR 1.550(g)).
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Control No. Patent Under Reexamination
90/007,617 5029183

Examiner Art Unit
Roland G. Foster 3992

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

8X Responsive to the communication(s) filed on 4/14/06 8. 4/9/06 . bEI This action is made FINAL.
CD A statement under 37 CF R 1.530 has not been received from the patent owner.

 Office Action in Ex Parte Reexamination  
   
 

  
  A shortened statutory period for response to this action is set to expire g month(s) from the mailing date of this letter.

Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parte reexamination
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).
If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days
will be considered timely.

 
  

 
  Part | THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

   1. [:I Notice of References Cited by Examiner, PTO-892. 3. [:I Interview Summary, PTO—474.

2. X Information Disclosure Statement, PTO/SB/08. 4. [:I .  
  
 

 
 

Part II SUMMARY OF ACTION

Claims 1-84 are subject to reexamination.

 

 
    Claims are not subject to reexamination.

  Claims have been canceled in the present reexamination proceeding.

  
 

Claims 45,46,58,59 and 69-84 are patentable and/or confirmed.

 
 

Claims 1-44, 47-57, and 60-68 are rejected.

  Claims are objected to.

  The drawings, filed on are acceptable.

  . [:I The proposed drawing correction, filed on __ has been (7a)I:I approved (7b)E] disapproved.

. [:I Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f).

a)!] All b)lj Some‘ c)|:l None of the certified copies have

1:] been received.

 

  
  
 

2D not been received.

31:] been filed in Application No.

4!] been filed in reexamination Control No.

 
 

  

 

 

51:] been received by the International Bureau in PCT application No.  
 " See the attached detailed Office action for a list of the certified copies not received.  

 9. [:I Since the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal
matters, prosecution as to the merits is closed in accordance with the practice under Ex parte Quayle, 1935 CD.
11,453 0.6. 213.  

 10. D Other: 

uester if third
U.S. Patent and Trademark Office

,PTOL-466 (Rev. 08-06) Office Action in Ex Parte Reexamination PMBabfiO‘mf391701 29
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Application/Control Number: 90/007,617 Page 2
Art Unit: 3992

Reexamination

Summary

The reply, filed on April 14, 2006, (the “Reply”) and the Patent Owner's summary of the

interview, filed on August 09, 2006, (the "Interview Summary") have been duly considered but

are not deemed persuasive to overcome the prior rejections. See the "Response to Arguments"

section below for additional details. A new grounds of rejection, however, is set forth below to

address certain issues observed by the Office in the last rejection, mailed on February 14, 2006,

and thus develop a more complete prosecution history in the reexamination proceeding.

Claim Rejections

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the

basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(e) the invention was described in a patent granted on an application for patent by another filed in the United
States before the invention thereof by the applicant for patent, or on an international application by another who
has fulfilled the requirements ofparagraphs (1), (2), and (4) of section 371(c) of this title before the invention
thereof by the applicant for patent.

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999

(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002

do not apply when the reference is a US. patent resulting directly or indirectly from an

international application filed before November 29, 2000. Therefore, the prior art date of the

reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA

35 U.S.C. 102(e)).
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Application/Control Number: 90/007,617 Page 3

Art Unit: 3992

Claims 1, 2, 5-7, 9, 10, 14-18, 21, 22, 25-28, 35-37, 40—42, 47-50, 53, 54, 56, 57, 60, 63,

and 66-69 are rejected under 35 USC 102(e) as being anticipated by US. Patent No. 4,771,448

("Koohgoli"), of record.

Regarding claims 1, 5, 21, 25, 26, 40, and 47:

1. A method of transmitting data packets from one of a plurality of remote

terminal units to a base station, comprising the steps of:

(a) transmitting a data packet from said one unit to said base station

during a first time period selected by the unit;

(b) receiving at said one unit from said base station an acknowledge signal

during a second time period occurring only a fixed time delay after said first

time period, said second time period being the same for at least some of said
units.

Before applying Koohgoli to claim 1, it is helpful to consider claim 1 in View of Patent

Owner's specification. Patent Owner's specification teaches that data packets are transmitted

from the remote unit during a first time period t2 (Fig. 2 and col. 5, 11. 40-61), immediately after

which the remote unit "begins listening for the return packet...from the base station" during a

second time period occurring a fixed time delay (t3) after the first period (Figs. 2, 11A, 11B, and

col. 5, 11. 58-61). Consider Figure 1 below.
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Application/Control Number: 90/007,617 Page 4
Art Unit: 3992

Data Packets ACK Message

 
t1 t2

First Time T Second Time Period (t3),
Period during which time the

remote unit is in a listening
mode.

Fi ure 1. Claim 1 in View of Patent Owner's S ecification. 

Similarly, and as to be discussed in detail below, Koohgoli teaches that data packet(s) (a

REQ message) are transmitted from the remote unit during a first time period, defined as the

time TLl plus the time required to transmit the REQ message, immediately after which the

remote unit goes into a listening mode during a second time period occurring a fixed time delay

(TL2) after the first time period.
Data Packets

(REQ Message) ACK Message

(OFFER Message)

 
t

TLl

First Time Second Time Period (TL2),
Period during which time the remote

unit is in a listening mode.

Figgre 2. Claim 1 as Applied to Koohgoli
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Specifically regarding claim 1, Koohgoli teaches, in Fig. 3, a method of transmitting data

packets from one of a plurality of remote terminal units (a portable unit 16, which is also a data

terminal, col. 6, 11. 27—3 1) to a base station (base station 13), comprising the steps of transmitting

a data packet from the one unit to the base station during a first time period selected by the unit.

In particular, the portable unit 16 transmits a message, such as a request ("REQ") message (data

packet) (col. 7, 11. 48-67), from the portable unit 16 to the base station 13 during the a first time

period comprised by the time TL1 plus the time required to transmit the message (col. 11, line 62

— col. 12, line 2). The remote unit (portable unit 16) assigns TL1 to a random value TR (col.

11, 11. 64-68), thus the remote unit selects TL1. Because the first time period is TL1 plus the

time required to transmit the REQ data packets, the remote unit therefore also selects the length

of the first time period.

Koohgoli also teaches receiving at said remote terminal unit (portable unit 16) from the

base station an OFFER message, which is transmitted by the base station in recognition of the

previously received REQ message (col. 8, 11. 1-40) and where the remote terminal expects and

processes such a response (col. 8, 11. 41-68). Thus, the OFFER message is an acknowledgement

signal.

The acknowledgement signal (OFFER message) is received at the remote unit (portable

16) during a second time period occurring only a fixed time delay TL2 after the first time period,

during which time the remote unit (portable unit 16) goes into a listening mode waiting for the

acknowledgement signal (col. 12, 11. 3-20).
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The second time period is preferably 2000 microseconds (col. 12, 11. 21-25), which would

be the same for all the remote terminal units (portables 16) (col. 6, 11. 27-31).

Claim 21 differs substantively from claim 1 in that claim 21 recites a system comprising

components that implements the steps recited in the method of claim 1. Therefore, see the claim

1 rejection for additional details. Furthermore, data is transferred from the base station to the

remote terminal unit via a radio frequency ("RF") communications channel (col. 6, 11. 43-50),

thus a "transmitter" is inherent to a base station 13 and a "receiver" is inherent to a portable,

remote unit (portable unit 16).

Claim 40 differs substantively from claim 1 in that claim 40 recites that the data packet

includes the identification ("ID") of the terminal and that the acknowledgement signal includes

the ID of the terminal. Koohgoli further teaches that the data packet (REQ message) includes

the ID of the terminal (ID ofportable unit 16) (col. 7, 1. 60-62) and that the acknowledgement

signal (OFFER message) includes the ID of the terminal (portable unit 16) as well as base station

13 (col.8, lines 20-23).

Claims 50 and 60 differ substantively from the claims discussed above in the following

manner. The subject claims recites a "host computer," which reads on switch 11, which is a

computer-based switch, such as an SL-100 (Northern Telecom) private branch exchange (col. 5,

11. 47-51).
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The claims also recite a variety of "input/output ports", however the term "port" is a

broad term that means a hardware interface that connects one computer device to another.

Koohgoli teaches that all computer devices are connected to each other (Figs. 1 and 2) and thus

the computer devices of Koohgoli comprise input/output ports wherever they connect together.

The subject claims also recite that the base stations also include an "RF

transmitter/receiver responsive to received encoded RF signal packets and transmitting RF

acknowledge signal packets." As discussed above, Koohgoli teaches that the base station detects

REQ data packets and transmits acknowledge (OFFER) data packets over a radio frequency

("RF") channel. See also col. 6, 11. 43-50. Thus, the base station includes an RF transmitter and

receiver. See also the claim 21 rejection. Furthermore, Koohgoli teaches that the transmitted

packet received at the base station and the acknowledge signal sent by the base station are coded

into and decoded from the appropriate protocols radio protocols, e.g., "unslotted ALOHA type"

with carrier sense" (col. 7, 11. 50—55). Thus, the base station performs coding/decoding to and

from the radio channel.

The subject claims also recite that the remote units include a "memory for storing data

from a local data source, and a processor for transfening data to and from the memory." The

remote terminal unit (portable unit 16) in Koohgoli is a computer-based system (see, e.g., col. 6,

11. 26-31) and thus includes a processor that implements the functions of the remote terminal unit

and a memory to store binary data that the processor fetches instructions and data received
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and/or transmitted from the local data source (or from the RF channel) would also be, at least

temporarily, stored and/or buffered in computer memory before being processed by the

processor.

The subject claims also recite that the remote unit includes an "RF transmitter/receiver"

for performing various functions (e.g., transmitting encoded data packets, detecting an

acknowledge signal packet from the base station in a fixed time window) previously addressed

above. Thus, the remote terminal unit includes the recited means for transmitting encoded

packets and a detector. The subject claims also recite that the remote terminal unit includes a

"modulator for modulating an outgoing carrier." The remote unit includes an RF

transmitter/receiver for the same reasons that the base station also includes an RF

transmitter/receiver, which was discussed entensively above. See also the claim 21 rejection.

The remote terminal unit (portable unit 16) also modulates a carrier frequency (col. 12, 11. 3-10)
and thus would include a modulator.

Regarding claims 2, 22, and 42, Koohgoli discloses the transmitting and receiving steps

are by RF signals. See the claims 1, 12, and 50 rejections above. Therefore, the transmitting and

receiving steps are performed by RF signals.

Regarding claims 5 and 25, see the claim 40 rejection for additional details.

Regarding claim 6, see the claim 1 rejection for additional details.
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Regarding claims 7 and 27, Koohgoli discloses the remote stations are hand-held data

gathering units, which include manual control elements and where each remote unit 16 is capable

of receivingtransmitting voice/@ by the manual placement/reception of a calls (col.6, lines 30-

42).

Regarding claim 9, the base station in Koohgoli is a computer-based system and thus

includes a processor that implements the fiinctions of the base station device and a memory to

store binary data that the processor fetches instructions and data from. Transmitted and received

data packets would also be, at least temporarily, stored and/or buffered in the computer memory.

Regarding claim 10, Koohgoli teaches that both the transmitted packet received at the

base station and the acknowledge signal sent by the base station are coded into and decoded from

the appropriate protocols radio protocols, e.g., "unslotted ALOHA type" with carrier sense" (col.

7, 11. 50-55). Thus, a processor in the base station, which implements the functions of the base

station device, as discussed in the claim 9 rejection above, would also perform codingdecoding
to and from the radio channel.

Regarding claim 14, Koohgoli teaches that a second station transmits the

acknowledgement signal. Specifically, a base station (second station) sends an acknowledgment

signal (OFFER message, as discussed in the claim 1 rejection above) to portable unit 16. The

base station (second station) is one of a plurality of said second stations physically spaced from I
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one another that may send an acknowledgment signal (OFFER message) because the base station

13 is one of plurality of other base stations 13 located in separate cells 12 (Fig. 1 and col.5, l. 50

— col. 6, 1. 30). There is a plurality of remote terminal units (portable units 16) for each of the

second station because there are many portable units 16 in each cell 12 in which the base station

16 is located (col. 6, 11. 27-31).

Regarding claims 15, 17, and 36, Koohgoli teaches that the transmitted packet and the

acknowledge signal is coded into the appropriate protocol, e.g., "unslotted ALOHA type" with

carrier sense" (col. 7, 11. 50-55) and identifies each unit, as discussed in the claim 40 rejection

above. Thus the identification would be unique to the particular terminal unit; otherwise the

remote terminal unit could not be identified, contrary to the teachings of Koohgoli.

Regarding claims 16, 35, and 41, Koohgoli discloses the unit, prior to the transmitting,

receives the data packet in order to detect transmission by other like units (portable unit 16

senses the activity of uplink channel to determine if the uplink channel is free to transmit, see

col.7, lines 52-57 and col. 11, 1. 40 — CO]. 12, 1. 25).

Regarding claims 18, 28 and 37, the remote terminal unit in Koohgoli is a computer-

based system and thus includes a processor that implements the functions of the remote terminal

unit and a memory to store binary data that the processor fetches instructions and data from.

Transmitted and received data packets would also be, at least temporarily, stored and/or buffered

in computer memory.
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Regarding claim 26, Koohgoli teaches a plurality of remote stations (portable units 16)

(col. 6, 11. 27—31).

Regarding claim 47, see col. 8, 11. 19-23.

Regarding claims 48 and 49, Koohgoli teaches that the remote terminal will not listen

and instead attempt to transmit data (i.e., nonresponsive to transmissions from the base station)

after the time window TL2 has elapsed (col. 12, 11. 1—20). Also note that the remote terminal is

responsive to the transmission from base station only during the request time out period (0018,

lines 45-68). See the claim 1 rejection for additional details.

Regarding claim 53, Koohgoli that each base station is coupled for communication to a

host computer (switch 11), as discussed in the claim 50 rejection, via a serial land link 14 (col.7,

lines 1-35).

Regarding claim 54, see the claim 1 rejection for additional details.

Regarding claims 56 and 63, see the claims 1 and 15 rejections above for additional

details.

Regarding claim 57, see col. 8, 11. 1-10.
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Regarding claim 66, see the claim 1 rejection for additional details.

Regarding claims 67 and 68, see the claims 1 and 50 rejections for additional details.

Claim Rejections - 35 USC § 103

The following is a quotation of 35 U.S.C. 103 (a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

Claims 3, 4, 8, 11, 12, 13, 19, 20, 23, 24, 30-33, 38, 39, 43, 51, 52, 61, and 62 are

Regarding claims 8, 19, 29, 38, 51, and 61, Koohgoli discloses the remote unit including

bar—code reading devices (portable unit 16 is capable of scanning all downlink radio channels;

see col. 6, lines 30-34). Thus, the portable unit 16 is clearly a data-gathering device, which the

Patent Owner considers capable of being equivalent to a bar code reading device. See for

example, col. 5, 11. 25-32 of the Tymes patent under reexamination, where, although "bar-code

readers are mentioned....[o]ther types of data gathering devices may use the features of the

Page 141 of34l



Page 142 of 341

Application/Control Number: 90/007,617 Page 13
Art Unit: 3992

invention..." Nonetheless, Koohgoli fails to explicitly disclose that the remote data terminal

may be a bar code reader device.

However, the Patent Owner admits in the background section of the Tymes patent that

prior art, remote data terminals, in the form of bar code reader, are connected to radio frequency

("RF") networks (col. 1, 11. 10—42).

To one of ordinary skill in the art at the time the invention was made, it would have been

obvious to implement the remote data terminals connected to an RF network, as taught by

Koohgoli as a bar code reader, as taught by Patent Owner's admitted prior art.

The suggestion/motivation for doing so would have been to the flexibility and

convenience of the bar code reading system, for example, "when the bar code reader is to be used

by a person who is moving about a building, or when temporary installations are employed,

physical wiring is unsuitable, or is at least quite inconvenient" (Tymes, col. 1, 11. 15-20).

Regarding claims 3, 4, l 1, 23, 24, 31, 43, 52, and 62, Koohgoli fails to disclose the RF

signals are a spread spectrum direct sequence. Such a teaching however was officially noticed as

being well known by the examiner in the last Office action and the Patent Owner in his reply did

not traverse such an finding. Thus, the examiner's statement is taken to be admitted prior art.
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Therefore, it would have been obvious to use RF signals in spread spectrum direct

sequence in cellular system of Koohgoli.

The suggestion/motivation for doing so would have been to increase communication

channel efficiency by prevent co-channel interferences. Specifically, and as officially noticed,

the use of RF signals in spread spectrum direct sequence is well known in the art because each

remote unit is assigned a PN code which prevent interferences between different remote units.

Regarding claims 12, 13, 32, and 33, Koohgoli discloses the acknowledge signal is

transmitted by a second station which is one of a plurality of like second stations (base station

13, like other base stations 13, transmits an OFFER message to portable unit 16; see col.8, lines

15-20); and each one of the second stations is coupled for communication to a central computer

(in cellular system as shown in Fig.1, each base station 13 is coupled to a switch 11 via a serial

land link 14; see also col.7, lines 1-35). See the claim 14 rejection for additional details.

Regarding claims 20 and 30, Koohgoli discloses the remote unit including keyboard

inputs and visual display ( portable unit 16 are telephone units or data modem; see col.2, lines

65; which are used in cellular network. Therefore, they have keyboard inputs and visual display).

Regarding claim 34, see the claims 50 and 60 rejections for additional details.
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Regarding claim 39, Koohgoli discloses the remote unit including keyboard inputs and

visual display (portable unit 16 are telephone units or data modem; see col.2, lines 65; which are

used in cellular network. Therefore, they have keyboard inputs and visual display).

Claims 55, 64, and 65 are rejected under 35 USC 103(a) as being unpatentable over

Koohgoli in view of Carlman, as applied to the claims above, and further in view ofUS. Patent

No. 4,332,027 ("Malcolm"), of record.

Regarding claims 55 and 64, Koohgoli and Carlman fail to disclose the encoded RF

signal including a header containing a synchronizing signals followed by a block of data signals.

Malcolm however discloses, in Fig.2, a fixed size packet containing syn code followed by

a destination address ( a header). The destination address is followed by a data field. See col.3,

lines 5-15.

To one of ordinary skill in the art at the time the invention was made, it would have been

obvious to have synchronizing signal in the RF signal of Koohgoli so that the request and ACK

signals are transmitted and received at a desired time thereby increasing the efficiency,

predictability, and accuracy of data transmission. For example, use of the synchronizing signal

would have "minimized conflicts between the respective nodes without requiring transmitting

stations to be capable of detecting collisions" (Malcom, col. 1, 11. 60—68) without requiring a

costly, complex master controller (Malcom, col. 1, 11. 13-40).
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Regarding claim 65, see the claims 1 and 15 rejection above for additional details.

Claim 44 is rejected under 35 USC 103(a) as being unpatentable over Koohgoli as

applied to the claims above, and further in view of US. Patent No. 4,587,661 ("Shift“), of

record.

Koohgoli fails to disclose spread spectrum technique employs a sequence of frequency

shifts between two frequencies. Shiff discloses a spread spectrum transmission between an earth

station and satellite such as indicated in fig.4, a change in frequency occurs in response to a

change of clock pulse rate; see col.7, lines 8-20 (a sequence of frequency shifis between two

frequencies). Therefore, it would have been obvious use the frequency shift of Shiff into the

Koohgoli et al. in order to provide synchronization at portable unit 16. Furthermore, such

synchronization would have increased efficiency by maintaining the a low error rate because

orthogonality of the sequences (Shiff, col. 2, 11. 44-68).

STATEMENT OF REASONS FOR PATENTABILITY AND/OR CONFIRMATION

The following is an examiner's statement of reasons for patentability and/or confirmation

of the claims found patentable in this reexamination proceeding.

Claims 45, 46, 58, 59 and 69-84 are confirmed.
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Regarding confirmation of claims 45, 46, 58, 59, and 69-75, see pages 9 and 10 of the

non-final Office action, mailed February 14, 2006 for further details.

Regarding confirmation of independent claim 76, from which claims 77-84 depend,

Koohgoli fails to teach the limitations "receiving said distress packet at a plurality ofbase

stations, and at each one of said base stations, sending a message to other of said base stations

indicating the identity of said remote terminal and the quality of reception of said distress

packet" and "at a base station, comparing said message to select one of said base stations to be

designated for communications with said remote terminal." Although Koohgoli teaches

receiving a distress packet at a plurality of base stations, Koohgoli fails to teach that "m of

said base stations" (i.e., gm base station that received a distress packet) send messages

specifically intended for the other base stations to receive, much less a message indicating the

identity of the remote terminal and a quality of reception of the distress packet. Instead all

messages sent by the base station are sent to the remote terminal unit (portable unit 16) (Fig. 3),

including those messages containing quality of reception information (col. 8, ll. 46)..

Furthermore, it is the remote terminal units (portable 16) rather than the base stations that

"compare[]..said message to select one of said base stations" (col. 8, 11. 43-59). Thus, Koohgoli

would require significant structural modification in order to teach all limitations within claim 76.

The remaining prior art of records fails to teach or fairly suggest the obviousness of

substantially modifying Koohgoli (as discussed above) in order to arrive at the invention as

recited in claim 76. Indeed, the Patent Owner and Third Party cited prior art of record, including
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the Koohgoli patent, appears to be substantially directed to different features, which were recited

in claims 1, 16, 21, 35, 40, and 41 and which were apparent the focus of the Request for

Reexamination, filed on July 6, 2005. For example, independent claim 1 recites feature directed

to receiving an acknowledge signal during a second time period occurring only a fixed time

delay after said first time period. Similarly, all of the prior art of record cited in the Request

was similarly directed to these features, instead of to the features recited in claim 76 discussed

above.

Because the Patent Owner and Third Party prior art of record, including the Koohgoli

patent, was cited for teaching purposes that substantially differ from the feature recited in claim

76, as discussed above, said prior art of record, either alone or in combination, fails to teach or

fairly suggest the obviousness of the features recited in claim 76.

The above reasons for confirmation are based on the claims as presently set forth in their

totality. The above reasons for confirmation should not be interpreted as indicating that

amended claims broadly reciting certain limitations discussed in the above reasons for

confirmation would be allowable. A more detailed reasons for confirmation may be set forth in a

subsequent Office action if and when all claims in the reexamination proceeding are put into a

condition for determination ofpatentability.

Any comments considered necessary by PATENT OWNER regarding the above

statement must be submitted promptly to avoid processing delays. Such submission by the
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patent owner should be labeled: "Comments on Statement of Reasons for Patentability and/or

Confirmation" and will be placed in the reexamination file.

Response to Arguments

Summag

Patent Owner argues that the claim term "base station" is specially defined in the

specification, by the prosecution history, and by claim construction rulings in a US. District

court to mean a unit, which cannot initiate data communications with a remote terminal unit so

the remote terminal unit can minimize power consumption.

The Patent Owner arguments have been duly considered, but are deemed unpersuasive

for the reasons explained below. Furthermore, even if limitations from the specification should

be read into the claims as the Patent Owner argues, which they should not, the applied 102 art of

record still teaches these unclaimed limitations.

The Patent Owner Did Not Act as His Own Lexicographer

On page 20 and 21 of the Reply and in the Interview Summary, the Patent Owner argues

that certain sections in the specification ofUS. Patent No. 5,029,183 currently under

reexamination (the "Tymes" patent) give the claim term "base station" a special definition

Page 148 of 341



Page 149 of 341

Application/Control Number: 90/007,617 Page 20
Art Unit: 3992

meaning a "unit which cannot initiate data communications with a remote terminal unit so the

remote terminal unit can minimize power consumption."

The Patent Owner is entitled to be his or her own lexicographer and may rebut the

presumption that claim terms are to be given their ordinary and customary meaning by clearly

setting forth a definition of the term that is different from its ordinary and customary meaning(s).

See In re Paulsen, 30 F.3d 1475, 1480, 31 USPQ2d 1671, 1674 (Fed. Cir. 1994) (holding that

specific terms may be used to describe invention, but must done “with reasonable clarity,

deliberateness, and precision” and, if done, must “set out his uncommon definition in some

manner within the patent disclosure’ so as to give one of ordinary skill in the art notice of the

change” in meaning) (quoting IntellicallI Inc. v. Phonometrics, Inc., 952 F.2d 1384, 1387—88,

21 USPQ2d 1383, 1386 (Fed. Cir. 1992)). See also Merck & Co., Inc.I v. Teva Pharms. USA,

Lug, 395 F.3d 1364, 1370, 73 USPQ2d 1641, 1646 (Fed. Cir. 2005) (“When a patentee acts as

his own lexicographer in redefining the meaning ofparticular claim terms away from their

ordinary meaning, he must clearly express that intent in the written description”) (emphasis

added). See also MPEP 2111.01.IV.

Here, rather than pointing to a special definition in the specification, the Patent Owner

instead points to embodimentts) describing a base station that refrains from initiating data

communications with a remote terminal. See page 21 of the Reply. In contrast, the claims only

explicitly recite a "base station." "[A] particular embodiment appearing in the written

description may not be read into a claim when the claim language is broader than the
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embodiment.” Supergpide Corp. v. DirecTV Enterprises, Inc., 358 F.3d 870, 875, 69 USPQ2d

1865, 1868 (Fed. Cir. 2004). "[A]lthough the specification ofien describes very specific

embodiments of the invention, We have repeatedly warned against confining the claims to those

embodiments." Innova/Pure Water, Inc. v. Safari Water Filtration Sys., Inc. 381 F.3d 111, 115

(Fed. Cir. 2004). See also Liebel—Flarsheim Co. v. Medrad Inc., 358 F.3d 898, 906, 69 USPQ2d

1801, 1807 (Fed. Cir. 2004) (discussing recent cases wherein the court expressly rejected the

contention that if a patent describes only a single embodiment, the claims of the patent must be

construed as being limited to that embodiment). "When the claim addresses only some of the

features disclosed in the specification, it is improper to limit the claim to other, unclaimed

features. Phillips v. AWH C032,, 415 F.3d 1303, 1327 (Fed. Cir. 2005) (en banc).

Furthermore, m of the embodiments cited by the Patent Owner in the Reply mention

the advantage of minimizing power consumption, which is part of the "special definition"

proposed by the Patent Owner. Indeed, the Tymes patent teaches that various embodiments

have 9%; advantages, such as "low-cost" units of "lesser computational capacity" (col. 3, ll. 10-

14 and col. 13, 11. 17—19, 25-30, and 42-51). Thus, minimization of power consumption is

merely one of several, exemplary advantages that one of ordinary skill in the art would consider

when interpreting the claims. Thus, minimization of power consumption would have been an

unclear and imprecise choice for a special definition.

Thus, the Tymes patent fails to clearly express an intent with reasonable clarity and

precision to one of ordinary skill in the art that the claim term "base station" should be
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interpreted according to a special definition, namely as a unit which cannot initiate data

communications with a remote terminal until so the remote terminal unit can minimize power

consumption. Rather, the Tymes patent describes embodiment(s) rather than a special definition,

where minimization of power consumption is merely one of several disclosed advantages,

rendering it an unclear and imprecise choice for a special definition.

The Tmes Patent Is Before the Office in a Reexamination Proceeding, Thus the

Prosecution Histog is Currently Incomplete

On pages 22 and 23 of the Reply and in the Interview Summary, the Patent Owner argues

that prosecution history establishes a special meaning for a claim term by ways of statements in

the prosecution history. These arguments are unpersuasive however because prosecution of the

Tymes patent has been reopened before the Office based on a substantial new question of

patentability. Furthermore, prior art is being applied that was not of record in the original

proceeding. Thus, the prosecution history of the Tymes patent is clearly ongoing and

incomplete. Furthermore, the prosecution history identified by the Patent Owner refers to

unilateral statements by the Patent Owner and not to any statements made by the prior examiner

of record. Finally, prosecution history estoppel of a United States patent is an issue typically

addressed by courts of law. P_himLs at 1317 ("In addition to consulting the specification, we

have held thatw 'should also consider the patent's prosecution history....'") (emphasis

added).
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The US Patent Office and Federal Courts Utilize Different Standards for ClaimM

Construction:

On pages 24 and 25 of the Reply and in the Interview Summary, the Patent Owner argues

that the "claim construction ruling by the Honorable Chief Judge Sue L. Robinson in the Symbol

Technologies, Inc. v. Proxim, Inc. litigation is in complete agreement with the special definition

of the term 'base station' set out by the Patent Owner in the specification and prosecution

history."

This argument is unpersuasive however because the US. Patent Office and the Federal

courts utilize different standards for claim construction. Furthermore, the claim construction

rulings made by Judge Robinson do n_ot appear to be in agreement with the special definitions

advanced by the Patent Owner in the Reply and in the Interview Summary.

37 CFR 1.555(b) states (emphasis added):

A prima facie case of unpatentability of a claim pending in a reexamination proceeding is
established when the information compels a conclusion that a claim is unpatentable under the
preponderance of evidence, burden—of-proof standard, giving each term in the claim its broadest
reasonable construction consistent with the specification, and before any consideration is given to
evidence which may be submitted in an attempt to establish a contrary conclusion ofpatentability.

Note also MPEP 2111 states:

During patent examination, the pending claims must be “given their broadest reasonable
interpretation consistent with the specification.” In re Hyatt, 211 F.3d 1367, 1372, 54 USPQ2d
1664, 1667 (Fed. Cir. 2000). Applicant always has the opportunity to amend the claims during
prosecution, and broad interpretation by the examiner reduces the possibility that the claim, once
issued, will be interpreted more broadly than is justified. In re Prater, 415 F.2d 1393, 1404-05,
162 USPQ 541, 550-51 (CCPA 1969).

Further:

See also In re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023, 1027-28 (Fed. Cir. 1997) (The
court held that the PTO is not required, in the course of prosecution, to interpret claims in
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applications in the same manner as a court would interpret claims in an infringement suit. Rather,
the “PTO applies to verbiage of the proposed claims the broadest reasonable meaning of the words
in their ordinary usage as they would be understood by one of ordinary skill in the art, taking into
account whatever enlightenment by way of definitions or otherwise that may be afforded by the
written description contained in applicant’s specification”).

Such a “broadest reasonable interpretation consistent with the specification” is further

required in Reexamination proceedings as well. Note 2258(1)(G) states:

Original patent claims will be examined only on the basis of prior art patents or printed publications applied
under the appropriate parts of 35 U.S.C. 102 and 103. See MPEP § 2217. During reexamination, claims are
given the broadest reasonable interpretation consistent with the specification and limitations in the
specification are not read into the claims (In re Yamamoto, 740 F.2d 1569, 222 USPQ 934 (Fed. Cir.
1984)).

Thus, the "'broadest reasonable construction' rule applies to reexaminations as well as

initial examinations", where "construing claims broadly during prosecution is not unfair to the

applicant...because the applicant has the opportunity to amend the claims to obtain more precise

claim coverage." In re American Academy of Science Tech Center, 70 USPQ2d 1827, 1830, 367

F3d 1359, 1364 (Fed. Cir. 2004).] "[I]t is important that the district court and the PTO can

consider different evidence...[a]ccording1y, different results between the two forums may be

entirely reasonable....[a]nd, if the district court determines a patent is not invalid, the PTO should

continue its reexamination because, of course, the two forums have different standards ofproof

 

' "Finally, American Academy points to an inconsistency between the Board’s construction of the term “user
computer” and that of the district court in American Academy’s litigation against Novell. In the district court
litigation, the court construed “user computer” to refer to a computer that serves one user at a time. However, the
Board is required to use a different standard for construing claims than that used by district courts. It has been held
that it is error for the Board to “appl[y] the mode of claim interpretation that is used by courts in litigation, when
interpreting the claims of issued patents in connection with determinations of infringement and validity.” In re Zletz,
893 F.2d 319, 321 (Fed. Cir. 1989); accord In re Morris, 127 F.3d 1048, 1054 (Fed. Cir. 1997) (“It would be
inconsistent with the role assigned to the PTO in issuing a patent to require it to interpret claims in the same manner
as judges who, post-issuance, operate under the assumption the patent is valid”). Instead, as we explained above, the
PTO is obligated to give claims their broadest reasonable interpretation during examination. Under that standard, it
was proper for the Board to construe “user computer” to encompass the mainframes and minicomputers of the cited
prior art." E.
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for determining invalidity. Ethicon Inc. v. Quigg, 849 F.2d 1422, 1428-9, 7 USPQ2d 1152, 1157

(Fed. Cir. 1988).

Thus, the Office is required by statute, case law, and the MPEP to utilize the “broadest

reasonable interpretation consistent with the specification” standard during reexamination

proceedings.

Here, the examiner interpreted the claim term "base station" reasonably broad as Q0_t

requiring a mode where the base station is precluded from initiating contact with the remote

terminal for the purposes of minimizing power consumption at the remote terminal, consistent

with the Patent Owner's specification, which fails to set forth any special definitions for the term

"base station" as discussed extensively above. Furthermore, the Patent Owner had the

opportunity to amend the claims during the current proceeding to explicitly recite a feature that

the Patent Owner argues should be read into the claims. Yet the Patent Owner declined to

explicitly recite this feature.

Nonetheless, the claim construction ruling by Judge Robinson does n_ot appear to be in

agreement with the special definitions advanced by the Patent Owner in the Reply and in the

Interview Summary. For example, the statements cited by the Patent Owner on page 24 of the

Reply at most indicate that the district court definition includes a unit that ”cannot initiate data

communications with a remote terminal unit." Nothing is stated about the remote unit

minimizing power consumption. The court’s statement that the "question you must answer in
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connection with the asserted claims is whether the accused products, in their power save mode,

meet each limitation of such claims" (p. 24 of the Reply) refers to a special mode that an accused

d_ev_ig operates under, during which time it operates in a manner that allegedly infringes the

claims of the Tymes patent. It does not follow that the claims of the Tymes patent must

therefore be interpreted to require the power saving mode of the accused device. In contrast,

regarding the M language of the claims in the Tymes patent under reexamination, the court

simply states that a "base station" means "a unit that transfers data between a remote terminal

unit and a central computer, but which cannot initiate data communications with a remote

terminal unit." E. Thus, the court fails to construe the term "base station" to require

minimization of power consumption.

Even if Limitations from the Specification Should Be Read into the Claims of the Tmes

PatentI Which They Should Not, the Applied 102 Art of Record, Koohgoli, Still Teaches These

Unclaimed Limitations.

Although the unclaimed limitation "base station unit cannot initiate data communications

with a remote terminal unit so the remote terminal unit can minimize power consumption"

should not be read into the claim term "base station" as discussed above, US. Patent No.

4,771,448 (the "Koohgoli" patent) nonetheless teaches a feature. Specifically, Koohgoli teaches

that the remote terminals (portables 16) must register with the base station before the base station

communicates with them (col. 10, 11. 16-68). That is, the base station receives registration

signals transmitted by the remote terminals in order to develop a constantly updated list of
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remote terminals that are currently within radio reach of the base station (i.e., "resident

portables"). E. This is a fundamental aspect of cellular system design, where a cellular

telephone or data terminal must first send out a registration signal so that a particular base station

serving the area where the cellular telephone is currently located will efficiently know that a

particular cellular telephone is there. A primary example is an incoming call to a particular

cellular telephone. In order to complete a call to a particular cellular telephone, that cellular

telephone must have initiated contact (registered with) a particular base station before the base

station initiates data communications (incoming call) to that cellular telephone. E. Thus,

incoming calls can be efficiently attempted to the cellular telephone via just one or two base

stations. The usual term for a list of cellular devices currently registered to a particular base

station is more typically called either the home location register (for cellular devices that

currently within reach of "home" base stations) or the visiting location register (for cellular

devices that are roaming into reach of a guest base station).

Conclusion

Extensions of time under 37 CFR 1.136(a) do not apply in reexamination

proceedings. The provisions of 37 CFR 1.136 apply only to "an applicant" and not to parties in

a reexamination proceeding. Further, in 35 U.S.C. 305 and in 37 CFR 1.550(a), it is required

that reexamination proceedings "will be conducted with special dispatch within the Office."

Extensions of time in reexamination proceedings are provided for in 37 CFR

1.550(c). A request for extension of time must be filed on or before the day on which a response
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to this action is due, and it must be accompanied by the petition fee set forth in 37 CFR 1.17(g).

The mere filing of a request will not effect any extension of time. An extension of time will be

granted only for sufficient cause, and for a reasonable time specified.

The Patent Owner is reminded of the continuing responsibility under 37 CFR 1.565(a) to

apprise the Office of any litigation activity, or other prior or concurrent proceeding, involving the

Tyrnes patent HIS. Patent No. 5,029,183) throughout the course of this reexamination

proceeding. The third party requester is also reminded of the ability to similarly apprise the

Office of such activity or proceeding throughout the course of this reexamination proceeding.

See MPEP §§ 2207, 2282, and 2286.

A complete response should be made in response to this Office Action since the next

Office Action is expected to be a Final Action. Thus, in order to ensure full consideration of any

amendments, affidavits or declarations, or other documents as evidence of patentability, such

documents must be submitted in response to this Office Action. Submissions after the next

Office Action, which is intended to be a Final Action, will be governed by the requirements of

37 CFR. 1.116(b), which will be strictly enforced. Any amendment afier a Final Action must

include "a showing of good and sufficient reasons why the amendment is necessary and was not

earlier presented" in order to be considered. See MPEP § 2260.
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All correspondence relating to this ex parte reexamination proceeding should be directed

as follows:

By U.S. Postal Service Mail to:

Mail Stop “Ex Parte Reexam”

ATTN: Central Reexamination Unit

Commissioner for Patents

P. O. Box 1450

Alexandria VA 22313—1450

By FAX to:

(571) 273-9900

Central Reexamination Unit

By hand to:

Customer Service Window

Central Reexamination Unit

Randolph Building, Lobby Level
401 Dulany Street

Alexandria, VA 22314

Any inquiry concerning this communication or earlier communications from the

Reexamination Legal Advisor or Examiner, or as to the status of this proceeding, should be

directed to the Central Reexamination Unit at telephone number (571) 272-7705.

Signed: Cont}erees:
WW

MARK J. REINHART

Roland G. Foster
 SPRE-AU 3992

CENTRAL REEXAMINATION UNIT
  

Central Reexamination Unit, Primary Examiner cg”) /"‘"“Electrlcal Art Unit 3992 OTT L WEAVER
(571) 272-7538 can EXAMINER-AU 3992
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WRITER ’s DIRECT NUMBER:

(202) 772-8677
INTERNETADDRESS.‘

RSOKOHL@SKGF.COM

Comm1ss10ner for Patents Art Umt 3992

PO Box 1450

Alexandria, VA 22313-1450 Attn: Mail Stop Ex Parte Reexam

Re: Reexamination ofUS. Patent No. 5,029,183

Reexam Control No. 90/007,617; Filed: July 6, 2005
For: Packet Data Communication Network

Inventor: LaRoy TYMES
Our Ref: 2319.065REXO

Sir:

Transmitted herewith for appropriate action are the following documents:

1. Reply to Office Action in Ex Parte Reexamination;

2. Certification of Service on Third Party Requestor of Reply to Office Action; and

3. One (1) return postcard.

It is respectfully requested that the attached postcard be stamped with the date of filing of

these documents, and that it be returned to our courier. In the event that extensions of time are

necessary to prevent abandonment of this patent application, then such extensions of time are

hereby petitioned.

The US. Patent and Trademark Office is hereby authorized to charge any fee deficiency,

or credit any overpayment, to our Deposit Account No. 19-0036.

Respectfully submitted,

STERNE, KESSLER, GOLDSTEIN & Fox P.L.L.C.

Ro ert Sokohl

Attorney for Patent Owner

Registration No. 36,013
RES/LAG/mlb

Enclosures
662358_1.DOC

Sterne, Kessler, Goldstein & Fox P.LLC. : 1100 New York Avenue, NW : Washington, DC 20005 : 202.371.2600 f202.371.2540 : www.5kgf.com
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In re reexam of: US. Patent 5,029,183 Confirmation No.1 7501

LaRoy TYMES

Art Unit: 3992

Reexam Control No.: 90/007,617 '

Examiner: Foster, Roland G.

Filed: July 6, 2005

Atty.Docket: 2319.065REXO

For: Packet Data Communication

Network

Reply to Office Action in Ex Parte Reexamination

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Sir:

In reply to the Office Action in Ex Parte Reexamination dated February 9, 2007,

the Patent Owner submits the following Listing of Claims and Remarks.

It is not believed that extensions of time or other fees are required. However, if

any fees are necessary to prevent abandonment of this application, then'such fees are

hereby petitioned and hereby authorized to be charged to our Deposit Account No.

19—0036.
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- 2 - LaRoy TYMES

Reexam ofPat. No. 5,029,183

Reexam Control No.: 90/007,617

Listing ofthe Patent Claims

A listing of the status of each claim under reexamination is provided below.

1. (original patent claim) A method of transmitting data packets from one of a

plurality of remote terminal units to a base station, comprising the steps of:

(a) transmitting a data packet from said one unit to said base station during a I

first time period selected by the unit;

(b) receiving at said one unit from said base station an acknowledge signal

during a second time period occurring only a fixed time delay after said first time period,

said second time period being the same for at least some of said units.

2. (original patent claim) A method according to claim 1 wherein said step of

transmitting is by an RF signal, and said step of receiving includes receiving an RF

signal.

3. (original patent claim) A method according to claim 2 wherein said RF signal

is of the spread spectrum type.

4. (original patent claim) A method according to claim 3 wherein said spread

spectrum RF signal is of the direct sequence type.

5. (original patent claim) A method according to claim 1 wherein said transmitted

data packet and said acknowledge signal each include identification of said remote

terminal unit.
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Reexam ofPat. No. 5,029,183

Reexam Control No.: 90/007,617

6. (original patent claim) A method according to claim 5 wherein said unit is one

of a plurality of remote stations associated with the transmitter of said acknowledge

signal.

7. (original patent claim) A method according to claim 6 wherein said remote

stations are hand—held data-gathering units which include manual control elements.

8. (original patent claim) A method according to claim 6 wherein at least some of

said remote stations include bar-code reading devices.

9. (original patent claim) A method according to claim 1 wherein said stations

each include a processor executing instructions stored in a memory and said data packet

and said acknowledge signal are both also stored in said memory in binary format.

10. (original patent claim) A method according to claim 9 wherein said data

packet is encoded by said processor executing instructions, and said acknowledge signal

is decoded by said processor executing instructions.

11. (original patent claim) A method according to claim 10 wherein said

transmitted data packet and said acknowledge signal are RF signals of the direct

sequence spread spectrum type.

12. (original patent claim) A method according to claim 11 wherein said

acknowledge signal is transmitted by a second station which is one of a plurality of like

second stations, and each one of said second stations is coupled for communication to a

central computer.
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13. (original patent claim) A method according to claim 12 including the step of

sending data packets to said central computerifrom said secondstations by a serial

communications link.

14. (original patent claim) A method according to claim 1 wherein said

acknowledge signal is transmitted by a second station which is one of a plurality of said

second stations physically spaced from one another, and there are a plurality of said units

for each said second station.

15. (original patent claim) A method according to claim 14 wherein each one of

said units is identified by a unique code and said transmitted data packet includes said

unique code, and said acknowledge signal also includes said unique code.

16. (original patent claim) A method according to claim 1 including the step of

receiving at said unit prior to said step of transmitting said data packet to detect

transmission by other like units.

17. (original patent claim) A method according to claim 16 wherein there are a

plurality of said units, each identified by a unique code transmitted with said data packet

and with said acknowledge signal.

18. (original patent claim) A method according to claim 17 wherein said units

each include a processor executing instructions stored in a memory, and said

acknowledge signal is first loaded to said memory and then decoded.

19. (original patent claim) A methdd according to claim 18 wherein at least some

of said units include hand-held bar-code scanners or readers.
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20. (original patent claim) A method according to claim 19 wherein at least some

of said units include keyboard inputs and visual displays scanned by said processor.

21. (original patent claim) A system for transmitting data packets from one of a

plurality of first stations to a second station, comprising:

(a) a transmitter in said one first station for transmitting a data packet from

said one first station to the second station during a first time period selected by said one

first station;

(b) a receiver in said one first station for receiving an acknowledge signal

from the second station during a second time period occurring only in a time window

referenced to said first time period by a fixed delay, said fixed delay being the same for

all said plurality of first stations.

22. (original patent claim) A system according to claim 21 wherein said

transmitted data' packet is sent by an RF signal, and said acknowledge signal is an RF

signal.

23. (original patent claim) A system according to claim 22 wherein said RF

signal is of the spread spectrum type.

24. (original patent claim) A system according to claim 23 wherein said spread

spectrum RF signal is of the direct sequence type.

25. (original patent claim) A system according to claim 21 wherein said

transmitted data packet includes identification of said first station, and said acknowledge

signal includes identification of said first station.
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26. (original patent claim) A system according to claim 25 wherein said first

station is one of a plurality of remote stations associated with said second station.

27. (original patent claim) A system according to claim 26 wherein said remote

stations are hand-held data-gathering units which include manual control elements.

28. (original patent claim) A system according to claim 27 wherein said units

each include a processor executing instructions stored in a memory.

29. (original patent claim) A system according to claim 28 wherein at least some

of said units include bar-code scanners.

30. (original patent claim) A system according to claim 29 wherein at least some

of said units include keyboard inputs and visual displays.

31. (original patent claim) A system according to claim 30 wherein said

transmitted data packet and said acknowledge signal are RF signals of the direct

sequence spread spectrum type.

32. (original patent claim) A system according to claim 31 wherein there are a

plurality of said second stations, and a plurality of said first stations for each said second

station.

33. (original patent claim A system according to claim 32 wherein all of said

plurality of second stations are coupled to a host station by a communication link.
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34. (original patent claim) A system according to claim 33 wherein each of said

second stations includes a decoder for decoding the data packet sent by a first station to

produce digital data to send to said host station.

35. (original patent claim) A system according to claim 21 wherein the

transmitter at said first station receives prior to transmitting said data packet to detect

transmission by other stations.

36. (original patent claim) A system according to claim 35 wherein there are a

plurality of said first stations, eachvidentified by a unique code transmitted with said data

packet and with said acknowledge signal.

37. (original patent claim) A system according to claim 36 wherein said first

stations each include a processor executing instructions stored in a memory, and said

acknowledge signal is first loaded to said memory and then decoded.

38. (original patent claim) A system according to claim 37 wherein at least some

of said first stations include hand-held bar-code scanners.

39. (original patent claim) A system according to claim 38 wherein at least some

of said units include keyboard inputs and visual displays scanned by said processor.

40. (original patent claim) A method of data transmission between a plurality of

terminals and a base station, comprising the steps of:

(a) transmitting a data packet from one of said terminals to said base station at

a time selected by said one of said terminals, the data packet including identification of
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said one of the terminals; transmitting an acknowledgement from the base station to said

one of said terminals in a predetermined time window, at least part of said predetermined

time window being the same for all of said terminals, said acknowledgement including

identification of said terminal;

(c) receiving said acknowledgement at said one terminal during said

predetermined time window.

41. (original patent claim) A method according to claim 40 including the step of

first receiving at said one terminal to detect transmission by another of said plurality of

terminals, before transmitting said data packet.

42. (originalpatent claim) A method according to claim 40 wherein said

transmitting is by wireless RP.

43. (original patent claim) A method according to claim 42 wherein said RF is

modulated by the spread spectrum technique.

44. (original patent claim) A method according to claim 43 wherein said spread

spectrum technique employs a sequence of frequency shifts between two frequencies.

45. (original patent claim) A method according to claim 44 including the steps of

' forming said data packet in a memory by expanding a multi-byte packet to create an

expanded packet then producing in said memory an exclusive-OR of said expanded

packet and a fixed pseudorandom sequence of bits.

46. (original patent claim) A method according to claim 45 wherein said multi-

byte packet includes the results of reading a bar code symbol.
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47. (original patent claim) A method according to claim 40 wherein said

acknowledgement includes'data to be transferred from said base station to said one

terminal.

48. (original patent claim) A method according to claim 40 wherein said one

terminal is responsive to transmission from said base station only during said time

window.

49. (original patent claim) A method according to claim 48 wherein said time

window has a starting point occurring a fixed time from the beginning of said transmitted

data packet.

50. (original patent claim) A data communication system comprising:

(a) a host computer including a data communication input/output port;

(b) a plurality of base stations; each base station having a data communication

input/output port; said data communication input/output ports of the host computer and

at least one of said base stations being connected by a data communications link; each of

the base stations having an RF transmitter/receiver responsive to received encoded RF

signal packets and transmitting RF acknowledge signal packets; each of the base stations

producing digital data corresponding to said received encoded RF signal packets, and

storing said digital data for transferring to said host computer via said data

communication input/output port and said data communications link;

(c) a plurality of remote units, each remote unit located for sending said

encoded RF signal packets to one of said base stations at a time selected by the remote

unit and receiving said RF acknowledge signal packets from one of said base stations in

a fixed time window, each of the remote units having:

(i) a memory for storing data from a local data source, and a processor for
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transferring data to and from the memory;

(ii) an RF transmitter/receiver having a modulator for modulating an

outgoing carrier with data from said memory to produce said encoded RF signal packets,

and a detector responsive to RF signals received by said RF transmitter/receiver to detect

RF acknowledge signal packets from the base station in said fixed time window.

51. (original patent claim) A system according to claim 50 wherein at least some

of said remote units are hand-held bar code readers and said local data source of each

such remote unit produces decoded bar code data for loading to said memory under

control of said processor.

52. (original patent claim) A system according to claim 50 wherein said RF

signals are spread spectrum modulated signals of the direct sequence type.

53. (original patent claim) A system according to claim 50 wherein said

communication link is a serial data link by which data packets are sent from base station

to host computer or base station to base station, or sent from host computer to base _

station.

54. (original patent claim) A system according to claim 50 wherein said base

stations receive said encoded RF signal packets only from a predetermined subset of said

plurality of said remote units.

55. (original patent claim) A system according to claim 54 wherein said encoded

RF signals include a header containing synchronizing signals followed by a block of data

signals.

Page 186 of 341



Page 187 of 341

- ll - LaRoy TYMES

Reexam of Pat. No. 5,029,183

Reexam Control No.: 90/007,617

56. (original patent claim) A system according to claim 50 wherein each one of

said remote units is identified by a unique identifying code contained in said encoded RF

signals transmitted by the remote unit, and wherein said base stations are responsive to

said unique identifying code to allow only one of the base stations to send said RF

acknowledge signals to each separate remote unit.

57. (original patent claim) A system according to claim 56 wherein each one of

said base stations is responsive to all of the encoded RF signals from all of the remote

units within range, and detects the number of errors occurring in reception from each one

of the remote units in said encoded RF signals.

58. (original patent claim) A system according to claim 57 wherein a

representation of said number of errors is transmitted to other of said base stations via

said communication link to specify the unique codes of remote units each base station is

to be responsive to by sending said RF acknowledge signals, said information being

derived from said representation of number of errors.

59. (original patent claim) A system according to claim 58 wherein at least some

of said remote units are hand—held bar code readers.

60. (original patent claim) A data communication system comprising:

(a) at least one base station; each base station having an RF

transmitter/receiver responsive to encoded RF signal packets and producing RF

acknowledge packets; each base station decoding said encoded RF signal packets

received by said RF transmitter/receiver and producing digital data corresponding

thereto;

(b) a plurality of remote units each located for sending said encoded RF

signal packets to at least one of said base stations and receiving said RF acknowledge
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packets from one of said base stations, each of the remote units having:

(i) a data source, a memory for storing data from the data source, and a

processor for transferring data to and from the memory;

(ii) an RF transmitter/receiver producing said encoded RF signal packets

containing data from said memory and detecting said RF acknowledge paCkets from a

base station to load data from detected packets to said memory, wherein said RF

transmitter/receiver in said remote unit is activated for detecting an RF acknowledge

packet only during a fixed time window following transmission of an encoded RF signal

packet.

61. (original patent claim) A system according to claim 60 wherein said remote

units are hand—held bar code readers or the like and said data source of each remote unit

produces decoded bar code data.

62. (original patent claim) A system according to claim 60 wherein said RF

signals are spread spectrum modulated signals of the direct sequence type.

63. (original patent claim) A system according to claim 60 wherein each said

base station receives said encoded RF signal packets from a plurality of said remote

units, and each RF signal packet includes a unique identifying code for a remote unit.

64. (original patent claim) A system according to claim 60 wherein said encoded

RF signals include a header containing synchronizing signals followed by a block of data

signals.

65. (original patent claim) A system according to claim 64 wherein each one of

said remote units is identified by a unique identifying code contained in said header of
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said encodedRF signal packets transmitted by the remote unit, and wherein each said

base station is responsive to said unique identifying code for only predetermined ones of

said plurality of remote units.

66. (original patent claim) A system according to claim 60 wherein said RF

transmitter/receiver in said remote unit is activated by said processor for detecting said

RF acknowledge packet only during a fixed time window following transmission of said

encoded RF signal packet.

67. (original patent claim) A system according to claim 66 wherein said RF

transmitter/receiver in a remote unit sends said RF signal packet only after receiving to

detect any other RF signal from another remote unit which may be present.

68. (original patent claim) A system according to claim 67 wherein said base

station decodes said RF signal packet while said RF signal packet is being received, and

said remote unit decodes said RF acknowledge signal after said RF acknowledge signal

has been received by accessing said memory via said processor.

69. (original patent claim) A system according to claim 68 wherein said base

station decodes said RF signal packet by loading detected data corresponding to the

signal serially into a register and decoding bits of said register in parallel.

70. (original patent claim) A method of receiving a direct sequence spread

spectrum RF signal having a given chip rate, comprising the steps of:

(a) detecting the RF signal to produce an output correlated with modulation of

the RF signal;

(b) sampling said output at a multiple of said chip rate to produce a plurality
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of separate time-shifted data strings each at said chip rate;

(c) comparing each of said data strings with a binary code corresponding to

that used for generating a chipping sequence of said RF signal.

71. (original patent claim) A method according to claim 70 including the step of

storing said data strings in memory and wherein said step of comparing is by accessing

said memory by a processor after said RF signal has been received.

72. (original patent claim) A method according to claim 70 including the step of

loading all of said data strings into a shift register and wherein said step of comparing is

by decoding bits of said shift register while said RF signal is beingreceived.

73. (original patent claim) A method according to claim 71 wherein said steps are

performed by a remote, hand~held, battery-operated unit.

74. (original patent claim) A method according to claim 73 wherein said RF

signal is a packet of known maximum length, and said packet starts with a synchronizing

signal.

75. (original patent claim) A method according to claim 74 wherein said steps of

detecting, sampling and comparing are performed only in a time window established by

an RF transmission from said unit.

76. (original patent claim) A method of operating a packet communications

system, comprising the steps of:

(a) sending a data packet from a ‘remote terminal to a base station and waiting

to receive an acknowledgement from the base station;
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(b) if an acknowledgement is not received, then sending a distress packet

, from said remote terminal;

(c) receiving said distress packet at a plurality of base stations, and, at each

one of said base stations, sending a message to other of said base stations indicating the ,

identity of said remote terminal and the quality of reception of said distress packet;

(d) at a base station, comparing said messages to select one of Said base

stations to be designated for communication with said remote terminal.

77. (original patent claim) A method according to claim 76 including the step of

sending a packet to said remote terminal from said designated base station to

acknowledge said distress signal.

78. (original patent claim) A method according to claim 77 wherein said packet is

sent to said remote terminal after a predetermined time period has elapsed since said step

’ of sending said distress signal.

79. (original patent claim) A method according to claim 77 wherein said remote

terminal is responsive to said packet from said designated base station only during a

fixed time window.

80. (original patent claim) A method according to claim 77 wherein said data

packet, said distress packet and said acknowledge packet all contain an identifying code

for said remote terminal.

81. (original patent claim) A method according to claim 76 wherein said steps of

sending are by RF transmission.

82. (original patent claim) A method according to claim 81 wherein said RF
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transmission employs spread spectrum modulation.

83. (original patent claim) A method according to claim 76 wherein only one of

said base stations sends acknowledgement packets to said remote terminal.

84. (original patent claim) A method according to claim 83 wherein there are a

plurality of said remote temiinals.

Page 192 of 341



Page 193 of 341

- 17 - LaRoy TYMES

Reexam of Pat. No. 5,029,183

Reexam Control No.: 90/007,617

Remarks

Claims 1—84 are currently pending in the reexamination proceeding of US. Patent

No. 5,029,183 ("the ‘183 patent") with claims 1, 21, 40, 50, 60, 70, and 76 being

independent claims. Based on the following remarks, the Patent Owner respectfully

requests that the Examiner reconsider all outstanding rejections and that they be

withdrawn.

I. Base Station

A. The Specification and Prosecution History of the '183 Patent Clearly,
Deliberately, and Precisely Establishes a Special Definition for the
Term "Base Station"

As described in Patent Owner's Reply filed on April 14, 2006 ("Patent Owner's

Reply"), the specification and prosecution history of the '183 patent clearly, precisely,

and deliberately give the term "base station" the special definition of a unit which cannot

initiate data communications with a remote terminal unit so the remote terminal unit can

minimize power consumption during a power save mode of operation. In the Office

Action, the Examiner argues that this definition improperly reads a limitation from the

written description into the claims. (Office Action, pp. 21-22)("Here, rather than

pointing to a special definition in the specification, the Patent Owner instead points to

embodimentgsl describing a base station that refrains from initiating data

communications with a remote terminal")(emphasis in original). However, this is not a

case of limiting the claims to a "preferred embodiment" of an invention that has been

more broadly disclosed. The specification makes clear that a base station cannot initiate

data communications with a remote terminal during a power saving mode of operation.
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"Where the specification makes clear that the invention does not include a particular

feature, that feature is deemed to be outside the reach of the claims of the patent, even

though the language of the claims, read without reference to the specification, might be

considered broad enough to encompass the feature in question." SciMed Life Sys., Inc. v.

Advanced Cardiovascular Sys., Inc., 242 F.3d 1337, 1341 (Fed. Cir. 2001).

In the current Office Action, the Examiner states that the phrase "so the remote

terminal unit can minimize power consumption", in the Patent Owner's definition is

merely an exemplary advantage of the claimed system. In support of this position, the

Examiner states that "n_on_e of the embodiments cited by the Patent Owner in the Reply

mention the advantage of minimizing power consumption, which is part of the 'special

definition' proposed by the Patent Owner." (Office Action, p. 21). However, this phrase

is not merely a recitation of an advantage of the base station; it defines a power saving

mode in which the remote station and base station can operate. The specification and

prosecution history deliberately define a power saving mode of operation in which a base

station cannot initiate data communications with a remote terminal unit (lie, all data

communications between the power saving remote terminal unit and base station take

place at a time selected by the remote terminal unit).

As explained in the Background of the Invention, a major problem in WLAN

protocols prior to 1989 (when the application for the '183 patent was filed) was that they

be "addressable at any time, i.e., always activated, so the requirements for power are

dictated by this feature," require "continuous monitoring of the RF bands by all of the

transceivers," and rely "upon continuous operation of the portable units." ('183 Patent,

col. 1, lines 48-50; col. 2, lines 2-4; and col. 2, lines 17-20). Through these discussions,
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the ‘183 patent distinguishes over the prior art systems having only a mode of operation

in which a base station can initiate communications and as a consequence remote

terminals in those conventional systems must have their reCeive functions activated at all

times. See SciMed Sys., Inc., 242 F.3d at 1341 ("the SciMed patents distinguish the prior

art on the basis of the use of dual lumens and point out the advantages of the coaxial

lumens used in the catheters that are the subjects of the SciMed patents. That discussion

. supports the .. conclusion that the claims should not be read so broadly as to

encompass the distinguished prior art structure"); Tronzo v. Biomet, Inc., 156 F.3d 1154,

1159 (Fed. Cir. 1998)(specification distinguished prior art as inferior and touted

' advantages of a conical shaped cup for use in an artificial hip device; "such statements

make clear that the '589 patent discloses only conical shaped cups and nothing further.");

Ekchian. v. Home Depot, Inc, 104 F.3d 1299, 1304 (Fed. Cir. 1997) ("éince, by

distinguishing the claimed invention over the prior art, an applicant is indicating what the

claims do not cover, he is by implication surrendering such protection").

The Summary of the Invention stresses the power saving mode of the claimed

invention stating that "[a] packet-exchange protocol is used for this communication link

that provides reduced power dissipation at the remote unit by activating the receive

function for only a short time,rather than requiring the remote unit to receive or "listen"

at all times." (‘183 Patent, col. 2, lines 61-64). This is accomplished by the remote unit

initiating data communications at a time selected by the remote unit and receiving a

response from the base station within a given time period.
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The prosecution history further establishes the Patent Owner‘s definition of the

term base station. Specifically, the applicant made arguments to the Examiner during

prosecution which unambiguously set forth the meaning of the language of the claims.

In the Office Action, the Examiner appears to argue that the prosecution history

of the '183 has no role in the interpretation of claims during a proceeding at the Patent

Office.1 However, the Examiner has provided no legal precedents to support his

position. On the contrary, the Federal Circuit has designated the prosecution history as

part of the "intrinsic evidence" used to interpret claims. Phillips v. AWH Corp., 415 F.3d

1303, 1317 (Fed. Cir. 2005). As discussed in Phillips, the prOsecution history informs

the meaning of the claim language by demonstrating how the inventor and the PTO

understood the invention, and whether the inventor limited the invention in the course of

applying for the patent, thereby narrowing the claim scope. Id. Despite the suggestion

by the Examiner, any statements made by the Patent Owner during prosecution can serve

to narrow the scope of a claim, regardless of whether the statements are "unilateral." See

Hackerson-Halberstadt, Inc. v. Avia Group Int’l, Ltd., 222 F.3d 951, 957(Fed. Cir. 2000)

("The prosecution history constitutes a public record of the patentee‘s representations

concerning the scope and meaning of the claims In the present case, the inventor's

statements are part of the prosecution history and form the totality of the public record

upon which competitors rely").

l The Examiner also appears to equate the use of prosecution history to interpret
a claim tenn with the doctrine of prosecution history estoppel which limits the expansion
of protection under the doctrine of equivalents. See Spectrum Int'l, Inc. v. Sterilite Corp,
164 F.3d 1372, 1378 112 (Fed. Cir. 1998). However these two concepts are distinct. ,
Because this is a reexamination proceeding, prosecution history estoppel is not at issue.
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Patent Owner's Reply recited numerous examples of statements made by the

Patent Owner in two separate papers to distinguish the current claims over various

references by explaining that the references did not teach a system having a power saving

mode of operation in which a base station cannot initiate data communications. (Patent

Owner‘s Reply, pp. 22—23). Specifically, the Patent Owner stated:

The remote units need not be receiving and decoding data

at all times (as is true in the Waggener reference) but

instead can be idle (for power saving purposes) except
when they send, then receive in a fixed window

(Amendment dated October 16, 1990 at p. 6)

The Sidhu et al patent 4,689,786 shows a local area

network of the Ethernet type using collision sense,

multiple access techniques In contrast, the applicant‘s
system is concerned with battery life, so the remote

stations can receive only after they have initiated an

exchange; a base station cannot initiate a message
exchange with a remote station. (Supplemental
Information Disclosure Statement filed March 26, 1991,
p. 2)(emphasis added)

The Toyonaga et al patent 4,689,785 discloses a data

transmission system in which a number of stations A, B,

C are connected by a bus line BL The system differs

from applicant's in that any station can receive at any

time, rather than remote stations only receiving after
transmitting, and a base station that cannot initiate

transmission to a remote. (1d.)(emphasis added)

In each of the prior art references distinguished by the applicant, the remote unit

was able to initiate data communications with the base station (as in Koohgoli, et al).

However, applicant argued that none taught (just like Koohgoli, et al) a mode of

operation wherein the base station could not initiate data communications with the

remote unit. To construe the claims as only requiring the remote unit to be able to
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initiate data communications with the base station, would simply ignore the file history

and the unequivocal statements of claim meaning made by the applicant.

B. The Claim Construction Order Made By. The District Court In The

Proxim Litigation Is Relevant

The Examiner appears to disregard the claim construction ruling by the

Honorable Chief Judge Sue L. Robinson made during the Symbol Technologies, Inc. v.

Proxim, Inc. litigation ("the Proxim litigation") in the District Court for the District of

Delaware.

In the discussion of the claim construction ruling by the Honorable Chief Judge

Robinson, the Examiner states that the claim construction ruling "does n_ot appear to be

in agreement with the special definitions advanced by the Patent Owner in the Reply and

in the Interview Summary." (Office Action, p. 25)(emphasis in original). Specifically,

the Examiner states that "[n]othing is stated about the remote unit minimizing power

consumption. The court‘s statement that the 'question you must answer in connection

with the asserted claims is whether the accused products, in their power save mode, meet

each limitation of such claims" (p. 24 of the Reply) refers to a special mode that an

accused device operates under, during which time it operates in a manner that allegedly

infringes the claims of the Tymes patent. It does not follow that the claims of the Tymes

patent must therefore be interpreted to require the power saving mode of the accused

device" (Office Action, pp. 25-26). Patent Owner respectfully submits that the Examiner

has misunderstood this quote.

During the trial, the Court was asked to clarify the construction for base station.

The Court agreed and included the modified version of the claim construction in the jury ~

instructions quoted above. Thus, the Court’s statement represents a clarification to the
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claim constructions set forth by the court in its Claim Construction order to incorporate

the concept of a power saving mode of operation.

Accordingly, the claim construction ruling by the Honorable Chief Judge

Robinson in the Proxim litigation, as modified by the court's jury instructions of July 30,

2003, is in complete agreement with the special definition of the term "base station" set

out by the Patent Owner in the specification and prosecution history.

[1. Claim Rejections

A. Rejection Under §102(e) Over Koohgoli, et al

In the Office Action, claims 1, 2, 5-7, 9, 10, 14-18, 21, 22, 25-28, 35-37, 40-42,

47-50, 53, 54, 56, 57, 60, 63, and 66-69 were rejected under 35 U.S.C. §102(e) as being

anticipated by US. Patent No. 4,771,448 ("Koohgoli"). The Patent Owner respectfully

traverses this rejection.

For a prior art reference to anticipate the claimed invention, it must disclose each

and every element as set forth in the claim. See Finnigan Corp. v. United States Int’l

Trade Comm’n, 180 F.3d 1354,} 1365-66 (Fed. Cir. 1999). The requirements of strict

identity between the claim and the prior art reference, is not met if a single element or

limitation required by the claim is missing from the prior art source. See Structural

Rubber Prods. Co. v. Park Rubber Co., 749 F.2d 707,716 (Fed. Cir. 1984).

Koohgoli does not teach or even suggest a system or a method having a power

saving mode of operation in which a base station cannot initiate data communications

with a remote terminal as is required by the recitation of base station in independent

claims 1, 40, 50 and 60 and the recitation of second station in independent claim 21.
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In the Office Action, the Examiner states that "[a]lthough the unclaimed

limitation 'base station unit cannot initiate data communications with a remote terminal

so the remote terminal unit can minimize power consumption' should not be read into the

claim term 'base station' US. Patent No. 4,771,448 (the 'Koohgoli' patent) nonetheless

teaches a [this] feature. Specifically, Koohgoli teaches that the remote terminals

(portables 16) must register with the base station before the base station communicates

with them (col. 10, 11. 16-68). That is, the base station receives registration signals

transmitted by the remote terminals in order to develop a constantly updated list of

remote temiinals that are currently within radio reach of the base station (i.e., 'resident

portables‘). I_d" (Office Action, pp. 26-27).

Koohgoli however describes that once a portable 16 has registered with a base

station 13, that base station 13 can initiate communication with the portable. For

example, in the case of call reception, a base station 13 initiates communication with a

portable by transmitting a radio ringing message. (Koohgoli, col. 10, lines 45-68). Base

stations in Koohgoli are specifically designed to initiate communication with registered

portables.

Thus, Koohgoli does not teach or even suggest a system or a method having a

power saving mode of operation in which a base station cannot initiate data

communications with a remote terminal as is required by the recitation of base station in

independent claims 1, 40, 50 and 60 and the recitation of second station in independent

claim 21.

For at least these reasons, independent Original Patent Claims 1, 21, 40, 50, and

60 are patentable over Koohgoli. Claims 2, 5-7, 9, 10, and 14-18 depend from claim 1;
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claims 22, 25-28, and 35-37 depend from claim 21; claims 41, 42, and 47-49 depend

from claim 40; claims 53, 54, 56, and 57 depend from claim 50; and claims 63 and 66-69

depend from claim 60. For at least these reasons and further in view of their own
features, dependent claims 2, 5-7, 9, 10, 14—18, 22, 25—28, 35-37, 41, 42, 47-49, 53, 54,

56, 57, 63 and 66-69 are patentable over Koohgoli. Reconsideration and withdrawal of

the rejection is therefore respectfully requested.

B. Rejection Under §103 Over Koohgoli

In the Office Action, claims 3, 4, 8, 11, 12, 13, 19, 20, 23, 24, 29, 30-34, 38, 39,

43, 51, 52, 61, and 62 were rejected under 35 U.S.C. §103(a) as being unpatentable over

Koohgoli. The Patent Owner respectfully traverses this rejection.

Claims 3, 4, 8, 11, 12, 13, 19, and 20 depend from claim 1; claims 23, 24,29, 30-

34, 38, and 39 depend from claim 21; claim 43 depends from claim 40; claims 51 and 52

depend from claim 50 and claims 61 and 62 depend from claim 60. As discussed above,

Koohgoli does not teach or suggest each and every element of independent Original

patent claims 1, 21, 40, 50, and 60. For at least these reasons, and further in view of their

own features, dependent claims 3, 4, 8, 11, 12, 13, 19, 20, 23, 24, 29, 30-34, 38, 39, 43,

51, 52, 61, and 62 are patentable over Koohgoli. Reconsideration and withdrawal of the

rejection is therefore respectfully requested.

C. Rejection Under §103 Over Koohgoli in view of Carlman, Jr., et al

and further i'n‘view of Malcolm

In the Office Action, claims 55, 64, and 65 were rejected under 35 U.S.C. § 103

as being unpatentable over Koohgoli in view of Carlman, Jr., et al, US. Patent No.

4,777,488 (Carlman) and further in view of Malcolm, et al, US. Patent No. 4,332,027

(Malcolm). The Patent Owner respectfully traverses this rejection.
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Claim 55 depends from claim 50 and claims 64 and 65 depend from claim 60.

Independent claims 50 and 60 are distinguished from Koohgoli for the reasons set forth

above. Neither Carlman nor Malcolm adds anything to Koohgoli to overcome the

deficiencies of Koohgoli relative to independent claims 50 and 60 described above. Like

Koohgoli, Carlman and Malcolm, alone or in combination, not teach or even suggest a

system or method having a power saving mode of operation in which a base station

cannot initiate data communications with a remote terminal. For at least these reasons

and further in View of their own features, dependent claims 55, 64, and 65 are patentable

over the combination of Koohgoli, Carlman, and Malcolm.

D. Rejection Under §103 Over Koohgoli and Shiff

In the Office Action, claim 44 was rejected under 35 U.S.C. § .103 as being

unpatentable over Koohgoli in View of Shiff, US. Patent No. 4,587,661 (Shift). The

Patent Owner respectfully traverses this rejection.

Claim 44 depends from claim 40. Independent claim 40 is distinguished from

Koohgoli for the reasons set forth above. Shiff adds nothing to Koohgoli to overcome

the deficiencies of Koohgoli described above. Like Koohgoli, Shiff does not teach or

even suggest a system or method having a power saving mode of operation in which a

base station cannot initiate data communications with a remote terminal.

For at least these reasons and further in view of its own features, dependent claim

44 is patentable over the combination of Koohgoli and Shiff.

III. Patentable Subject Matter

The Patent Owner acknowledges with appreciation the Examiner’s indicationthat

claims 45, 46, 58, 59, and 69-84 are patentable.
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IV. Related Proceedings

Claims 1, 16, 21, 35, and 40-41 of the '183 patent were the subject of prior

litigation in the United States District Court for the District of Delaware, Symbol

Technologies, Inc. v. Proxim, Incorporated, Civil Action No. 1:01-cv-00801-SLR. The

Proxim litigation was settled following a jury verdict finding infringement by Proxim.

The '183 patent was previously asserted in United States District Court for the

District of Delaware, Symbol Technologies, Inc. v. Intermec Technologies Corporation,

Civil Action No. 1:05—cv-00147-SLR. The Interrnec litigation was settled prior to trial.

The '183 patent was also previously asserted in two additional litigations in

United States District Court for the District of Delaware: Symbol Technologies, Inc. v.

Hand Held Products, Civil Action No. 1:03-cv-00102, filed January 21, 2003 and

Symbol Technologies, Incl v. YDI Wireless Inc, et al, Civil Action No. 1:05-cv-00755,

filed October 28, 2005. Both litigations ended in settlement.

V. Conclusion

All of the stated grounds of objection and rejection have been properly traversed,

accommodated, or rendered moot. The Patent Owner therefore respectfully requests that

the Examiner reconsider all presently outstanding objections and rejections and that they

be withdrawn. The Patent Owner believes that a full and complete reply has been made -

to the outstanding Office Action and, as such, the present reexamination proceeding is in

condition for a Notice of Intent to Issue a Reexamination Certificate. If the Examiner

believes, for any reason, that personal communication will expedite prosecution of this

application, the Examiner is invited to telephone the undersigned at the number

provided.
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Prompt and favorable consideration of this Reply is respectfully requested.

Respectfully submitted,

STERNE, KESSLER, GOLDSTEIN & Fox P.L.L.C.

Ro ert Sokohl

Attorney for Patent Owner

Registration No. 36,013

Date: Lllcllb-l I

1100 New York Avenue, NW.

Washington, DC. 20005-3934

(202) 371-2600

662200_l .DOC
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Patent Under Reexamination: 5,029,183

Reexamination Control No.: 90/007,617
Examiner: Roland G. Foster

Art Unit: 3992

Commissioner for Patents
PO. Box 1450

Alexandria, VA 22313—1450 -

Sir:

CERTIFICATION OF SERVICE OF REPLY TO OFFICE ACTION

In compliance with 37 CPR. § 1.5 50(1), the undersigned, on behalf of the patent

owner, hereby certifies that a copy of this paper has been served on the third-party

requester by first class mail on April 9, 2007. The name and address of the party served
is as follows:

Edward C. Kwok

Macpherson, Kwok, Chen, & Heid LLP

1762 Technology Drive Suite 226

San Jose, CA 95110

Respectfully submitted,

STERNE, KESSLER, GOLDSTEIN & Fox P.L.L.C.

Robert Sokohl

Attorney for Patent Owner

Registration No. 36,013

Date: April 9, 2007

1100 New York Avenue, NW.
Washington, DC. 20005-3934

(202) 371-2600
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Commissioner for Patents Art Unit 3992

PO Box 1450

Alexandria, VA 22313-1450 Attn: Mail Stop Ex Parte Reexam

Re: Reexamination ofU.S. Patent No. 5,029,183

Reexam Control No. 90/007,617; Filed: July 6, 2005
For: Packet Data Communication Network

Inventor: LaRoy TYMES
Our Ref: 2319.065REXO

Sir:

Transmitted herewith for appropriate action are the following documents:

1. Third Supplemental Information Disclosure Statement;

2. Certification of Service on Third Party Requestor of Third Supplemental Information

Disclosure Statement;

3. One (1) sheet of Form PTO/SB/OSA listing one (1) document; and

4. One (1) return postcard.

It is respectfully requested that the attached postcard be stamped with the date of filing of

these documents, and that it be returned to our courier. In the event that extensions of time are

necessary to prevent abandonment of this patent application, then such extensions of time are hereby

petitioned.

The US. Patent and Trademark Office is hereby authorized to charge any fee deficiency, or

credit any overpayment, to our Deposit Account No. 19-0036.

Respectfully submitted,

STERNE, ESSLER, GOLDSTEIN & Fox P.L.L.C.  

 
Robert S kohl

Attorney for Patent Owner

Registration No. 36,013
RES/LAG/mlb

Enclosures
6651l3_1.DOC

Steme,Kessler, Goldstein & Fox P.LLC. : 1100 New York Avenue, NW : Washington, DC 20005 : 202.371.2600 12023712540 : www.5kgf.com
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re reexam of: US. Patent 5,029,183 Confirmation No.2 7501

LaRoy TYMES Art Unit: 3992

Reexam Control No.: 90/007,617 Examiner: Foster, Roland G.

Filed: July 6, 2005 Atty. Docket: 2319.065REXO

For: Packet Data Communication

Network

Third Supplemental Information Disclosrire Statement

Mail Stop Ex Parte Reexam

g Commissioner for Patents

PO Box 1450

Alexandria, VA 22313—1450

Sir:

Listed on accompanying Form PTO/SB/08A is a document that may be

considered material to the examination of this application, in compliance with the

duty of disclosure requirements of 37 CPR. §§ 1.555 and 1.98.

Applicant has listed publication dates on the attached IDS Forms based on

information presently available to the undersigned. However, the listed publication

dates should not be construed as an admission that the information was actually

published on the date indicated.

Applicant reserves the right to establish the patentability of the claimed

invention over any of the information provided herewith, and/or to prove that this

information may not be prior art, and/or to prove that this information may not be

enabling for the teachings purportedly offered.

This statement should not be construed as a representation that a search has

been made, or that information more material to the examination of the present patent
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_ application does not exist. The Examiner is specifically requested not to rely solely

on the material submitted herewith.

In accordance with 37 C.F.R. § 1.98(a)(2), no copy of the US. patent cited on

the attached IDS Forms is submitted.

It is respectfully requested that the Examiner initial and return a copy of the

enclosed IDS Forms, and indicate in the official file wrapper of this reexamination

proceeding that the documents have been considered.

The US. Patent and Trademark Office is hereby authorized to charge any fee

deficiency, or credit-any overpayment, to our Deposit Account No. 19-0036.

Respectfully submitted,

STERNE, KESSLER, GOLDSTEIN & Fox P.L.L.C.

R ert okohl

Attorney for Applicant

\ Registration No. 36,013Date: 1'6 61

1100 New York Avenue, NW.

Washington, DC. 20005-3934

(202) 371-2600

662365_2.DOC
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Patent Under Reexamination: 5,029,183

Reexamination Control No.: 90/007,617

Examiner: Foster, Roland G.
Art Unit: 3992

Commissioner for Patents

PO. Box 1450 ‘
Alexandria, VA 22313-1450

Sir:

CERTIFICATION OF SERVICE OF THIRD SUPPLEMENTAL

INFORMATION DISCLOSURE STATEMENT

In compliance with 37 CPR. § 1.550(1), the undersigned, on behalf of the

patent owner, hereby certifies that a copy of this paper has been served on the third-

party requester by first class mail on April 16, 2007. The name and address of the

party served is as follows:

1 Edward C. Kwok

Macpherson, Kwok, Chen, &-Heid LLP

1762 Technology Drive Suite 226
San Jose, CA 95121

Respectfully submitted,

STERNE, KESSLER, GOLDSTEIN & Fox P.L.L.C.

Robert . Sokohl

Attorney for Patent Owner

Registration No. 36,013
Date:

1100 New ork Avenue, NW.

Washington, DC. 20005—3934

(202) 371-2600
66236S_2.DOC

 

Atty. Dkt. No. 2319.065REXO

Page 210 of341



Page 211 of 341

Application/Controi No. Applicant(s)/Patent under
Reexamination

90/007,617 5029183
Examiner Art Unit

Roland G. Foster 3992'

Application Number
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Pete n8
United States Patent and Trademark Office

P.0. Box1450
Alexandria, VA 22313-1450Wusmogav

9/21/07
THIRD PARTY REQUEerR'S CORRESPONDENCE ADDRESS

’ Edward C. Kwok

MACPHERSON KWOK CHEN & HEIDI LLP

1762 Technology Drive, Suite 226

San Jose, CA 95110

EX PARTE REEXAMINATION COMMUNICATION TRANSMITI'AL FORM

REEXAMINATION CONTROL NO 90/007617

PATENT NO. 5,029,183

ART UNI 3992

Enclosed is a copy of the latest communication from the United States Patent

and Trademark Office in the above identified ex parte reexamination

proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the

time for filing a replly has passed, no submission on behalf of the ex parte ‘

reexamination requester will be acknowledged or considered (37 CFR 1.550(9)).
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UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450
Alexandria, Virginia 22313-1450
www.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

90/007,6 I 7 07/06/2005 5029 I 83 23 I9.065REXO 7501

 

26I l I 7590 09/2 I/2007 EXAMINER

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C.
1100 NEW YORK AVENUE, N.w. '

WASHINGTON, DC 20005 PAPER NUMBER

DATE MAILED: 09/2 I/2007

Please find below and/or attached an Office communication concerning this application or proceeding.
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Control No. Patent Under Reexamination

90/007,617 5029183

Office Action In Ex Parte Reexammatlon Examiner Art Unit
. Roland G. Foster 3992

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

aE Responsive to the communication(s) filed on 09 April 2007. bE This action is made FINAL.
cl] A statement under 37 CFR 1.530 has not been received from the patent owner. ‘

A shortened statutory period for response to this action is set-to expire g month(s) from the mailing date of this letter.
Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parte reexamination

certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).
If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days
will be considered timely.

Part | THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

1. I] Notice of References Cited by Examiner, PTO-892. 3. I] Interview Summary. PTO-474.

2. IE Information Disclosure Statement, PTO/SB/08. 4. [:I .

SUMMARY OF ACTION

Claims 1-84 are subject to reexamination.

Claims_are not subject to reexamination.

Claims '_ have been canceled in the present reexamination proceeding.

Claims 45,46. 58, 59 and 69-84 are patentable and/or confirmed.

Claims 1—44,47—57 and 60-68 are rejected.

Claims __ are objected to.

The drawings, filed on are acceptable.

.EI

.EI

.13

.E

.E

.D

.1]

CI The proposed drawing correction, filed on_has been (7a)l:| approved (7b)I:I disapproved.

. I] Acknowledgment is made of the priority claim under 35 use. § 119(a)-(d) or (f). . ‘

a)Cl AII b)Cl Some' c)Cl None of the certified copies have

1|:I been received.

2D not been received.

3l:| been filed in Application No. _.

4D been filed in reexamination Control No. __

5D been received by the International Bureau in PCT application No. __

" See the attached detailed Office action for a list of the certified copies not received.

9. I] Since the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal'
matters, prosecution as to the merits is closed in accordance with the practice under Ex parte Quayle. 1935 CD.
11,453 O.G.213. ‘

10. [1 Other:

cc: Re- uester ifthird
U.S. Patent and Trademark Office

PTOL-466 (Rev. 08-06) Office Action in Ex Parte Reexamination Page! detrdthZIqo70914
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Reexamination

Summary

The reply, filed on April 9, 2007, (the “Repl)f’) has been duly considered but is not

deemed persuasive to overcome the prior rejections. See the "Response to Arguments" section

below for additional details. Thus, the rejections, set forth in the non-final Office action, mailed I

February 9, 2007, is repeated below and accordingly, this Office action is made final. See MPEP

§ 706.07 and § 2271.

Claim Rejections

The following is a quotation of the appropriate paragraphs of 35 USC. 102 that form the

basis for the rejections under this section made in this Office action:

(6) the invention was described in (1) an application for patent, published under section 122(b), by another filed
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for

patent by another filed in the United States before the invention by the applicant for patent, except that an
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this

subsection of an application filed in the United States only if the international application designated the United
States and was published under Article 21(2) of such treaty in the English language.

Claims 1, 2, 5-7, 9, 10, 14-18, 21, 22, 25-28, 35-37, 40-42, 47-50, 53, 54, 56, 57, 60, 63,

_ and 66-69 are rejected under 35 USC 102(e) as being anticipated by US. Patent No. 4,771,448

("Koohgoli"), of record.

Regarding claims 1, 5, 21, 25, 26, 40, and 47:

1. A method of transmitting data packets from one of a plurality of remote

terminal units to a base station, comprising the steps of: '
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(a) transmitting a data packet from said one unit to said base station

during a first time period selected by the unit;

(b) receiving at said one unit from said base station an acknowledge signal

during a second time period occurring only a fixed time delay after said first

time period, said second time period being the same for at least some of said
units.

Before applying Koohgoli to claim 1, it is, helpful to consider claim 1 in" View of Patent

Owner's specification. Patent Owner's specification teaches that data packets are transmitted

from the remote unit during a first time period t2 (Fig. 2 and col. 5, 11. 40-61), immediately after

which the remote unit "begins listening for the return packet...from the base station" during a

second time period occurring a fixed time delay (t3) after the first periOd (Figs. 2, 11A, 11B, and

col. 5, 11. 58-61). 'Consider Figure 1 below.

, Data Packets ' ' ACK Message

 
t

t1 t2

First Time I T Second Time Period (t3),
Period during which time the

' remote unit is in a listening
mode.

Fi ure 1. Claim 1 in View of Patent Owner's S ecification. 
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Similarly, and as to be discussed in detail below, Koohgoli teaches that data packet(s) (a

REQ message) are transmitted from the remote unit during a first time period, defined as the

' time TL1 plus the time required to transmit the REQ message, immediately after which the

remote unit goes into a listening mode during a second time period occurring a fixed time delay

(TL2) alter the first time period.

Data Packets

- (REQ Message) ACK Message

(OFFER Message)

 
t

TLl

First Time Second Time Period (TL2),

Period during which time the remote
unit is in a listening mode.

Figure 2. Claim 1 as Applied to Koohgoli

Specifically regarding claim 1', .Koohgoli teaches, in Fig. 3, a method of transmitting data

packets from one of a plurality of remote terminal units (a portable unit 16, which is also a data

terminal, col. 6, 11. 27-31) to a base station'(base station 13), comprising the steps of transmitting

a data packet from the one unit to the base station during a first time period selected by the unit.

In particular, the portable unit 16 transmits a message, such as a request ("REQ") message (data

packet) (col. 7, 11. 48-67), from the portable unit 16 to the base station 13 during the a first time
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period comprised by the time TL1 plus the time required to transmit the message (col. 11, line 62

- col. 12, line 2). The remote unit (portable unit 16) assigns TL1 to a random value TR (col.

11, 11. 64-68), thus the remote unit selects TL1. Because the first time period is TL1 plus the

time required to transmit the REQ data packets, the remote unit therefore also selects the length

of the first time period.

Koohgoli also teaches receiving at said remote terminal unit (portable unit 16) from the

base station an OFFER message, which is transmitted by the base station in recognition of the

previously received REQ message (col. 8, 11. 1-40) and where the remote terminal expects and

processes such a response (col. 8, 11. 41-68). Thus, the OFFER message is an acknowledgement

signal.

The acknowledgement signal (OFFER message) is received at the remote unit (portable

16) during a second time period occurring only a fixed time delay TL2 after the first time period,

during which time the remote unit (portable unit 16) goes into a listening mode waiting for the

acknowledgement signal (col. 12, 11. 3-20).

The second time period is preferably 2000 microseconds (col. 12, 11. 21-25), which would

be the same for all the remote terminal units (portables 16) (col. 6, 11. 27-31).

Claim 21 differs substantively from claim 1 in that claim 21 recites a system comprising

components that implements the steps recited in the method of claim 1. Therefore, see the claim
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1 rejection for additional details. Furthermore, data is transferred from the base station to the

remote terminal unit via a' radio frequency ("RF") communications channel (col. 6, 11. 43-50),

thus a "transmitter" is inherent to a base station 13 and a "receiver" is inherent to a portable,

remote unit (portable unit 16).

Claim 40 differs substantively from claim 1 in that claim 40 recites that the data packet

includes the identification (HID...) of the terminal and that the acknowledgement signal includes

the ID of the terminal. Koohgoli firrther teaches that the data packet (REQ message) includes

the ID of the terminal (ID of portable unit 16) (col. 7, 1. 60—62) and that'the acknowledgement

signal (OFFER message) includes the ID of the terminal (portable unit 16) as well as base station

13 (c018, lines 20-23).

Claims 50 and 60 differ substantively from the claims discussed above in the following

manner. The subject claims recites a "host computer," which reads on switch 11, which is a

computer-based switch, such as an SL-100 (Northern Telecom) private branch exchange (col. 5,

11. 47-51).

The claims also recite a variety of "input/output ports", however the term "port" is a

broad term that means a hardware interface that connects one computer device to another.

Koohgoli teaches that all computer devices are connected to each other (Figs. 1 and 2) and thus

the computer devices of Koohgoli comprise input/output ports wherever they connect together.
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' The subject claims also recite that the base stations also include an "RF

~ transmitter/receiver responsive to received encoded RF signal packets and transmitting RF

acknowledge signal packets." As discussed above, Koohgoli teaches that the base station detects

REQ data packets and transmits acknowledge (OFFER) data packets over a radio frequency

("RF") channel. See also col. 6, 11. 43—50. Thus, the base station includes an RF transmitter and

receiver. See also the claim 21 rejection. Furthermore, Koohgoli teaches that the transmitted

packet received at the base station and the acknowledge signal sent by the base station are coded

into and decoded fromthe appropriate protocols radio protocols, e.g., "unslotted ALOHA type"

with carrier sense" (col. 7, 11. 50-55). Thus, the base station performs coding/decoding to and

from the radio channel.

The subject claims also recite that the remote units include a "memory for storing data

from a local data source, and a processor for transferring data to and from the memory." The

remote terminal unit (portable unit 16) in Koohgoli is a computer-based system (see, e.g., col. 6,

11. 26-31) and thus includes a processor that implements the functions of the remote terminal unit

and a memory to store binary data that the processor fetches instructions and data received

and/or transmitted from the local data source (or from the RF channel) would also be, at least

temporarily, stored and/or buffered in computer memory before being processed by the

processor.

The subject claims also recite that the remote unit includes an "RF tranSmitter/receiver"

for performing various functions (e.g., transmitting encoded data packets, detecting an

Page 220 of 341



Page 221 of 341

Application/Control Number: 90/007,617 Page 8

Art Unit: 3992

acknowledge signal packet from the base station in a fixed time window) previously addressed"

above. Thus, the remote terminal unit includes the recited means for transmitting encoded

packets and a detector. The subject claims also recite that the remote terminal unit includes a

"modulator for modulating an outgoing carrier." The remote unit includes an RF

transmitter/receiver for the same reasons that the base station also includes an RF

transmitter/receiver, which was discussed extensively above. See also the claim 21 rejection.

The remote terminal unit (portable unit 16) also modulates a carrier frequency (col. 12, 11. 3—10)

and thus would include a modulator.

Regarding claims 2, 22, and 42, Koohgoli discloses the transmitting and receiving steps

are by RF signals. See the claims 1, 12, and 50 rejections above. Therefore, the transmitting and

receiving steps are performed by RF signals.

Regarding claims 5 and 25, see the claim 40 rejection for additional details.

Regarding claim 6, see the claim 1 rejection for additional details.

Regarding claims 7 and 27, Koohgoli discloses the remote stations are hand-held data

gathering units, which include manual control elements and where each remote unit 16 is capable

of receiving/transmitting voice/data by'the manual placement/reception of a calls (col.6, lines 30-

42).
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Regarding claim 9, the base station in Koohgoli is a computer-based system and thus

includes a processor that implements the functions of the base station device and a memory to

store binary data that the processor fetches instructions and data from. Transmitted and received

data packets would also be, at least temporarily, stored and/or buffered in the computer memory.

Regarding claim 10, Koohgoli teaches that both the transmitted packet received at the

base station and the acknowledge signal sent by the base station are coded into and decoded from

the appropriate protocols radio protocols, e.g., "unslotted ALOHA type" with carrier sense" (col.

7, 11. 50-55). Thus, a processor in the base station, which implements the functions of the base

station device, as discussed in the claim 9 rejection above, would also perform coding/decoding

to and from the radio channel.

Regarding claim 14, Koohgoli teaches that a second station transmits the

acknowledgement signal. Specifically, a base station (second station) sends an acknowledgment

signal (OFFER message, as discussed in the claim 1 rejection above) to portable unit 16-. The

base station (second station) is one of a plurality of said second stations physically spaced from

one another that may send an acknowledgment signal (OFFER message) because the base station

13 is one of plurality of other base stations 13 located in separate cells 12 (Fig. 1 and col.5, 1. 50

— col. 6, l. 30). There is a plurality of remote terminal units (portable units 16) for each of the

second station because there are many portable units 16 in each cell 12 in which the base station

16 is located (col. 6, 11. 27—31).
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Regarding claims 15, 17, and 36, Koohgoli teaches that the transmitted packet and the

acknowledge signal is coded into the appropriate protocol, e.g., "unslotted ALOHA type" with

carrier sense" (col. 7, 11. 50-55) and identifies each unit, as discussed in the claim 40 rejection

above. Thus the identification would be unique to the particular terminal unit; otherwise the

remote terminal unit could not be identified, contrary to the teachings of Koohgoli.

Regarding claims 16, 35, and 41, Koohgoli discloses the unit, prior to the transmitting,

receives the data packet in order to detect transmission by other like units (portable unit 16

senses the activity of uplink channel to determine if the uplink channel is free to transmit, see .

col.7, lines 52-57 and col. 11, 1. 40 — col. 12, 1. 25).

Regarding claims 18, 28 and 37, the remote terminal unit in Koohgoli is a computer-

based system and thus includes a processor that implements the functions of the remote terminal

unit and a memory to store binary data that the processor fetches instructions and data from.

Transmitted and received data packets would also be, at least temporarily, stored and/or buffered

in computer memory.

Regarding claim 26, Koohgoli teaches a plurality of remote stations (portable units 16)

(col. 6, 11. 27-31).

Regarding claim 47, see col. 8, 11. 19-23.
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Regarding claims 48 and 49, Koohgoli teaches that the remote tenninal will not listen

and instead attempt to transmit data (i.e., nonresponsive to transmissions from the base station)

after the time window TL2 has elapsed (col. 12, 11. 1-20). Also note that the remote terminal is

responsive to the transmission from base station only during the request time out period (col.8,

lines 45-68). See the claim 1 rejection for additional details.

Regarding claim 53, Koohgoli that each base station is coupled for communication to a

host computer (switch 11), as discussed in the claim 50 rejection, via a serial land link 14 (col.7,

lines 1-35).

Regarding claim 54, see the claim 1 rejection for additional details.

Regarding claims 56 and 63, see the claims 1 and 15 rejections above for additional

details.

Regarding claim 57, see col. 8, 11. 1-10.

Regarding claim 66, see the claim 1 rejection for additional details. I

Regarding claims 67 and 68, see the claims 1 and 50 rejections for additional details.
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Claim Rejections - 35 USC § 103

The following is a quotation of 35 USC. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in

section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person

having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made. ‘

Claims 3, 4, 8, 11, 12, 13, 19, 20, 23, 24, 30-33, 38, 39, 43, 51, 52, 61, and 62 are

rejected under 35 USC 103(a) as being unpatentable over Koohgoli, as applied to the claims

above.

Regarding claims 8, 19, 29, 38, 51, and 61, Koohgoli discloses the remote unit including-

bar-code reading devices (portable unit 16 is capable of scanning all downlink radio channels;

see col. 6, lines 30—34). Thus, the portable unit 16 is clearly a data-gathering device, which the

2 Patent Owner considers capable of being equivalent to a bar code reading device. See for

example, col. 5, '11-. 25-32 of the Tymes patent under reexamination, where, although "bar-code

readers are mentioned....[o]ther types of data gathering devices may use the features of the

invention..." Nonetheless, Koohgoli fails to explicitly disclose that the remote data terminal

may be a bar code reader device.

However, the Patent Owner admits in the background section of the Tymes patent that

prior art, remote data terminals, in the form of bar code reader, are connected to radio frequency

("RF") networks (col. 1, 11. 10-42).
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To one of ordinary skill in the art at the time the invention was made, it would have been

obvious to implement the remote data terminals Connected to an RF network, as taught by

Koohgoli as a bar code reader, as taught by Patent Owner's admitted prior art.

The suggestion/motivation for doing so would have been to the flexibility and

convenience of the bar code reading system, for example, "when the bar code reader is to be used

by a person who is moving about a building, or when temporary installations are employed,

physical wiring is unsuitable, or is at least quite inconvenient" (Tymes, col. 1, 11. 15-20).

Regarding claims 3, 4, 11, 23, 24, 31, 43, 52, and 62, Koohgoli fails to disclose the RF

signals area spread spectrum direct sequence. Such a teaching however was officially noticed as

' being well known by the examiner in the last Office action and the Patent Owner in his reply did

not traverse such an finding. Thus, the examiner's statement is taken to be admitted prior art.

Therefore, it would have been obvious to use RF signals in spread spectrum direct

sequence in cellular system of Koohgoli.‘ '

The suggestion/motivation for doing so would have been to increase communication -

channel efficiency by prevent co-channel interferences. Specifically, and as officially noticed,

the use of RF signals in spread spectrum direct sequence is well known in the art because each

remote unit-is assigned a PN code which prevent interferences between different remote units.
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Regarding claims 12, 13, 32, and 33, Koohgolidiscloses the acknowledge signal is

transmitted by a second station which is one of aplurality of like second stations (base station

l3, like other base stations 13, transmits an OFFER message to portable unit 16; see col.8, lines

15-20); and each one of the second stations is coupled for communication to a central computer

(in cellular system as shown in Fig.1, each base station 13 is coupled to a switch 11 via a serial

land link 14; see also col.7, lines 1-35). See the claim 14 rejection for additional details.

Regarding claims 20 and 30, Koohgoli discloses the remote unit including keyboard

inputs and visual display ( portable unit 16 are telephone units or data modem; see col.2, lines

- 65; which' are used in cellular network. Therefore, they have keyboard inputs and visual display).

Regarding claim 34, see the claims 50 and 60 rejections for additional details.

Regarding claim 39, Koohgoli discloses the remote unit including keyboard inputs and

visual display (portable unit 16 are telephone units or data modem; see col.2, lines 65; which are

used in cellular network. Therefore, they have keyboard inputs and visual display).

Claims 55, 64, and 65 are rejected under 35 USC 103(a) as being unpatentable over

Koohgoli in view of Carlman, as applied to the claims above, and further in view ofUS. Patent

No. 4,332,027 ("Malcolm"), of record.
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Regarding claims 55 and 64, Koohgoli and Carlman fail to disclose the encoded RF

signal including a header containing a synchronizing signals followed by a block of data signals.

Malcolm however discloses, in Fig.2, a fixed size packet containing syn code followed by

a destination address ( a header). The destination address is followed by a data field. See col.3,

lines 5-15.

To one of ordinary skill in the art at the time the invention was made, it would have been

obvious to have synchronizing signal in the RF signal of Koohgoli so that the request and ACK

signals are transmitted and received at a desired time thereby increasing the efficiency, ‘

predictability, and accuracy of data transmission. For eirample, use of the synchronizing signal

would have "minimized conflicts between the respective nodes without requiring transmitting

stations to be capable of detecting collisions" (Malcom, col. 1, 11; 60-68) without requiring a

costly, complex master controller (Malcom, col. 1, 11. 13-40). '

Regarding claim 65, see the claims 1 and 15 rejection above for additional details.

Claim 44 is rejected under 35 USC 103(a) as being unpatentable over Koohgoli as

applied to the claims above, and further in view of US. Patent No. 4,587,661 ("Shift“), of

record.
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Koohgoli fails to disclose spread spectrum technique employs a sequence of frequency

shifts between two frequencies. Shiff discloses a spread spectrum transmission between an earth

station and satellite such as indicated in fig.4, a change in frequency occurs in response to a

change of clock pulse rate; see col.7, lines 8-20 (a sequence of frequency shifts between two

frequencies). Therefore, it would have been obvious use the frequency shift of Shiff into the

Koohgoli et al. in order to provide synchronization at portable unit 16. Furthermore, such

synchronization would have increased efficiency by maintaining the a low error rate because

orthogonality of the sequences (Shiff, col. 2, 11. 44-68).

Statement OfReasons For Patentability And/0r Confirmation

See pages 16—19 of the non-finalOffice action, mailed February 9, 2007, for further

details regarding the examiner's statement of reasons for patentability and/or confirmation of the

claims found patentable in this reexamination proceeding.

Response To Arguments

On pages 17 and 18 of the Response, the Patent Owner argues-that the claim term "base

station" must be given the special definition of a unit which cannot initiate data communications

with a remote terminal unit so the remote terminal unit can minimize power consumption during

a power save mode of operation. The Patent Owner argues that "this phrase is not merely a

recitation of an advantage of the base station; it defines a power saving mode in which the

remote station and base station can operate." The Patent Owner then refers to various sections of

the Background of the Invention and the Summary of the Invention as support as support.
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The Patent Owner arguments have been duly considered, but are not persuasive. Those

sections of the Background and Summary that the Patent Owner cites refer to advantages of the

base station, such as "reduced power dissipation at the remote unit by activating the receive

function for only a short time..." (col. 2, 11. 61-64). The Tymes patent teaches that various

embodiments have m advantages, such as "low-cost" units of "lesser computational capacity"

(col. 3, 11. 10-14 and col. 13, 11. 17—19, 25-30, and 42-51). Thus, minimization ofpower

consumption is merely one of several, exemplary advantages that one of ordinary skilled in the

art would consider when interpreting the claims in view of the specification. Thus, one of

ordinary skill in the art would not have given notice of the meaning of the claim term "base

station" was restricted tomof these several advantages disclosed in the specification. See

In re Paulsen, 30 F.3d 1475, 1480, 31 USPQ2d 1671, 1674 (Fed. Cir. 1994) (holding that

specific terms may be used to describe invention, but must done “with reasonable clarity,

deliberateness, and precision” and, if done, must “set out his uncommon definition in some

manner within the patent disclosure’ so as to give one of ordinary skill in the art notice of the

change” in meaning) (quoting Intellicall Inc. v. Phonometrics, Inc., 952 F.2d 1384, 1387-88,
 

21 USPQ2d 1383, 1386 (Fed. Cir. 1992)). See also Merck & Co., Inc., v. Teva Pharms. USA,

1119;, 395 F.3d 1364, 1370, 73 USPQ2d 1641, 1646 (Fed. Cir. 2005) (“When a patentee acts as

his own lexicographer in redefining the meaning of particular claim terms away from their

ordinary meaning, he must clearly express that intent in the written description”) (emphasis

added). See also MPEP 2111.01.1V.
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The Patent Owner's arguments regarding prosecution history estoppel on pages 20-22 are

unpersuasive for the reasons set forth in the prior Office action, such as the fact that the

prosecution history is incomplete. The prosecution history "consists of the complete record of

the proceeding before the PTO...." Phillips v. AWH Corp, 415 F.3d 1303, 1317 (Fed. Cir. 2005)

en banc (emphasis added). In the current reexamination proceeding, the record is still pending.

At the present moment, the claims have not yet been confirmed and no arguments have yet been

made that secures their patentability. Furthermore, no presumption of validity attaches during'a

reexamination proceeding, thus prosecution history estoppel from the original allowance would

not apply.

The Patent Owner's arguments regarding the specific claim rejections are based on the

specification definition of "base station" favored by the Patent Owner, as discussed above. The

examiner however does not find the Patent Owner's reasons for interpreting the term "base

station" according to this special definition persuasive, as discussed above. Thus, Patent Owner's

arguments regarding the claim rejections are also unpersuasive.
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Conclusion

THIS ACTION IS MADE FINAL. See MPEP § 706.07 and § 2271.

A shortened statutory period for response to this action is set to expire 2 months from the

mailing date of this action.

Extensions ofTime

Extensions of time under 37 CFR 1.136(a) do not apply in reexamination

proceedings. The provisions of 37 CFR 1.136 apply only to "an applicant" and not to parties in

a reexamination proceeding. Further, in 35 U.S.C. 305 and in 37 CFR 1.550(a), it is required

that reexamination proceedings "will be conducted with special dispatch within the Office."

Extensions of time in reexamination proceedings are provided for in 37 CFR

1.550(c). A request for extension of time must be filed on or before the day on which a response

to this action is due, and it must be accompanied by the petition fee set forth in 37 CFR 1.17(g).

The mere filing of a request will not effect any extension of time. An extension of time will be

granted only for sufficient cause, and for a reasonable time specified.
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The filing of_a timely first response to this final rejection will be construed as including a

request to extend the shortened statutory period for an additional month, which will be granted

even if previous extensions have been granted. In no event, however, will the statutory period

for response expire later than SIX MONTHS from the mailing date of the final action. See

MPEP § 2265.

Amendment in Reexamination Proceedings

Patent owner is notified that any proposed amendment to the specification and/or claims

in this reexamination proceeding must comply with 37 CFR 1.530(d)-(j), must be formally

presented pursuant to 37 CFR 1.52(a) and (b), and must contain any fees required by 37 CFR

1.20(c). See MPEP § 2250(IV) forexamples to assist in the preparation of proper proposed

amendments in reexamination proceedings.

Submissions

Submissions after the final Office action on the merits will be governed by the

requirements of 37 CFR 1.116, after final rejection and by 37 CFR 41.33 afier appeal, which will

be strictly enforced. Any amendment after a Final Action must include "a showing of good and

sufficient reasons why the amendment is necessary and was not earlier presented" in order to be

considered. See MPEP § 2260.
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Notification ofConcurrent Proceedings

The Patent Owner is reminded of the continuing responsibility under 37 CFR 1.565(a) to

apprise the Office of any litigation activity, or other prior or concurrent proceeding, involving

US Patent No. 5,029,183 throughout the course of this reexamination proceeding. The third

party requester is also reminded of the ability to similarly appraise the Officeof such activity or

proceeding throughout the course of this reexamination proceeding. See MPEP §§ 2207, 2282,

and 2286.
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All correspondence relating to this ex parte reexamination proceeding should be directed

- as follows:

By US. Postal Service Mail to:

Mail Stop “Ex Parte Reexam”
ATTN: Central Reexamination Unit

Commissioner for Patents

P. O. Box 1450

Alexandria VA 22313-1450

By FAX to:

(571) 273-9900

Central Reexamination Unit

By hand to:

Customer Service Window

Central Reexamination Unit

Randolph Building, Lobby Level

401 Dulany Street

Alexandria, VA 22314

Any inquiry concerning this communication or earlier communications from the

Reexamination Legal Advisor or Examiner, or as to the status of this proceeding, should be

directed to the Central Reexamination Unit at telephone number (571) 272-7705.

Signed: Conferee .
A-

11 .WEAVER

? a 3' fl ' gnu EXAMINER-AU 3992
Roland G. Foster

Central Reexamination Unit, Primary Examiner '

Electrical Art Unit 3992 .

(571) 272-7538 MARK J. REINHART
- SPRE-AU 3992

CENTRAL REEXAMINATION UNIT
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If Yes, brief description: -   

 
 

 
Agreement with respect to the claims 0!] was reached. g)I:I was not reached. ME NlA.
Any other agreement(s) are set forth below under “Description of the general nature of what was agreed to..."

 

 Claim(s) discussed: Independent claims. 

  

 
Identification of prior art discussed: Koohgoli.

Description of the general nature of what was agreed to if an agreement was reached, or any other comments:
Patent Owner's representative discussed possible amendments to the claims to include a power saving mode of
operation .  

  (A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims
patentable, if available, must be attached. Also, where no copy of the amendments that would render the claims
patentable is available, a summary thereof must be attached.)
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(37 CFR 1.560(b)). THE REQUIREMENT FOR PATENT OWNER’S STATEMENT CAN NOT BE WAIVED. EXTENSIONS
OF TIME ARE GOVERNED BY 37 CFR 1.550(c).
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re reexam of: U.S. Patent 5,029,183 Confirmation No.: 7501

LaRoy TYMES
Art Unit: 3992

Reexam Control No.: 90/007,617

Examiner: Foster, Roland G.

Filed: July 6, 2005

Atty.Docket: 2319.065REXO
For: Packet Data Communication

Network

Reply to Final Office Action in Ex Parte Reexamination and

Statement of Substance of Interview Under 37 C.F.R. § 1.560

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313—1450

Sir:

In reply to the final Office Action in Ex Parte Reexamination dated September

21, 2007, the Patent Owner submits the following Amendments to the Claims and

Remarks.

In compliance with 37 C.F.R. § 1.560, Applicants submit the following Statement

of Substance of Interview conducted on November 13, 2007 between Primary Examiner

Roland G. Foster and Patent Owner's representatives, Robert E. Sokohl and Lori A.

Gordon.

It is not believed that extensions of time or other fees are required. However, if

any fees are necessary to prevent abandonment of this application, then such fees are

hereby petitioned and hereby authorized to be charged to our Deposit Account No.

19—0036.
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Amendments to the Patent Claims

Please amend claim 1 as follows:

1. (amended) A method of transmitting data packets from one of a plurality of

remote terminal units in a power save mode of operation to a base station, comprising the

steps of:

(a) transmitting a data packet from said one unit to said base station during a

first time period selected by the unit;

(b) receiving at said one unit from said base station an acknowledge signal

during a second time period occurring only a fixed time delay after said first time period,

said second time period being the same for at least some of said units1

wherein steps (a) and (b! are performed during said power save mode of

operation in which said base station cannot initiate data communications with said one of

said plurality of remote terminal units.

Please amend claim 21 as follows:

21. (amended) A system for transmitting data packets from one of a plurality of

first stations to a second station wherein said plurality of first stations have a power save

mode of operation in which said second station cannot initiate data communications with

said plurality of first stations, comprising:

(a) a transmitter in said one first station for transmitting a data packet from

said one first station to the second station during a first time period selected by said one

first station;

(b) a receiver in said one first station for receiving an acknowledge signal

from the second station during a second time period occurring only in a time window

referenced to said first time period by a fixed delay, said fixed delay being the same for

all said plurality of first stations;
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wherein said transmitting and receiving are performed during said power save

mode of operation.

Please amend claim 40 as follows:

40. (amended) A method of data transmission between a plurality of terminals i_n

a power save mode of operation and a base station, comprising the steps of:

(a) transmitting a data packet from one of said terminals to said base station at

a time selected by said one of said terminals, the data packet including identification of

said one of the terminals; transmitting an acknowledgement fiom the base station to said

one of said terminals in a predetermined time window, at least part of said predetemiined

time window being the same for all of said terminals, said acknowledgement including

identification of said terminal; and
 

(b)_[[(c)]] receiving said acknowledgement at said one terminal during said

predetermined time Window,

wherein steps (a) and 1b) are performed during said power save mode of

operation in which said base station cannot initiate data communications with said one of

said plurality of remote terminal units.
 

Please amend claim 50 as follows:

50. (amended) A data communication system comprising:

(a) a host computer including a data communication input/output port;

(b) a plurality ofbase stations; each base station having a data communication

input/output port; said data communication input/output ports of the host computer and

at least one of said base stations being connected by a data communications link; each of

the base stations having an RF transmitter/receiver responsive to received encoded RF

signal packets and transmitting RF acknowledge signal packets; each of the base stations

producing digital data corresponding to said received encoded RF signal packets, and

storing said digital data for transferring to said host computer Via said data
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communication input/output port and said data communications link;

(c) a plurality of remote units having a power save mode of operation, each

remote unit located for sending said encoded RF signal packets to one of said base

stations at a time selected by the remote unit and receiving said RF acknowledge signal

packets from one of said base stations in a fixed time window during said power save

mode of operation, each of the remote units having:

(i) a memory for storing data from a local data source, and a processor for

transferring data to and from the memory;

(ii) an RF transmitter/receiver having a modulator for modulating an

outgoing carrier with data from said memory to produce said encoded RF signal packets,

and a detector responsive to RF signals received by said RF transmitter/receiver to detect

RF acknowledge signal packets from the base station in said fixed time window,

wherein said plurality of base stations cannot initiate data communications with

said plurality of remote terminal units during said power save mode of operation.

Please amend claim 60 as follows:

60. (amended) A data communication system comprising:

(a) at least one base station; each base station having an RF

transmitter/receiver responsive to encoded RF signal packets and producing RF

acknowledge packets; each base station decoding said encoded RF signal packets

received by said RF transmitter/receiver and producing digital data corresponding

thereto;

(b) a plurality of remote units having a power save mode of operationLeach
 

located for sending said encoded RF signal packets to at least one of said base stations

and receiving said RF acknowledge packets from one of said base stations during said

power save mode of operation, each of the remote units having:

(i) a data source, a memory for storing data fi'om the data source, and a

processor for transferring data to and fi'om the memory;
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(ii) an RF transmitter/receiver producing said encoded RF signal packets

containing data from said memory and detecting said RF acknowledge packets from a

base station to load data from detected packets to said memory, wherein said RF

transmitter/receiver in said remote unit is activated for detecting an RF acknowledge

packet only during a fixed time window following transmission of an encoded RF signal

packet,

wherein said plurality of base stations cannot initiate data communications with

said plurality of remote terminal units during said power save mode of operation.

Please add the following claims:

85. (new) A method of data transmission between a plurality of terminals and a

base station, comprising the steps of:

forming a data packet in a memongy expanding a multi—byte packet to create

an expanded packet then producing in said memory an exclusive—OR of said expanded

packet and a fixed pseudorandom sequence ofbits;

 

transmitting said data packet fiom one of said terminals to said base station at

a time selected by said one of said terminals, the data packet including identification of

said one of the terminals; transmitting an acknowledgement from the base station to said

one of said terminals in a predetermined time window, at least part of said predetermined
 

time window being the same for all of said terminals, said acknowledgement including
 

identification of said terminal' and 

receiving said acknowledgement at said one terminal during said

predetermined time window,

wherein said transmitting is by wireless RF,

wherein said RF is modulated by the spread spectrum technique, and

wherein said spread spectrum technique employs a sequence of frequency

shifts between two frequencies.
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86. (new) A method according to claim 85 wherein said multi-bfle packet

includes the results of reading a bar code symbol.

87. (new) A data communication system comprising:

ga) a host computer including a data communication input/output port;

(b) a plurality of base stations; each base station having a data communication

input/output port; said data communication input/output ports of the host computer and

at least one of said base stations being connected by a data communications link; each of

the base stations having an RF transmitter/receiver responsive to received encoded RF

signal packets and transmitting RF acknowledge signal packets; each of the base stations

producing digital data corresponding to said received encoded RF sigpal packets, and

storing said digital data for transferring to said host computer via said data

communication input/output port and said data communications link;

(5;) a plurality of remote units, each remote unit located for sending said

encoded RF sigpal packets to one of said base stations at a time selected by the remote

unit and receiving said RF acknowledge sigpal packets from one of said base stations in

a fixed time window, each of the remote units having:

(i) a memory for storing data fi'om a local data source, and a processor for

transferring data to and fiom the memory;

giiz an RF transmitter/receiver having a modulator for modulating an

outgoing carrier with data from said memory to produce said encoded RF sigpal packets,

and a detector responsive to RF signals received by said RF transmitter/receiver to detect

RF acknowledge sigpal packets from the base station in said fixed time window,

wherein each one of said remote units is identified by a unique identiffl'ng code

contained in said encoded RF sigpals transmitted by the remote unit2 and wherein said

base stations are responsive to said unique identiffl'ng code to allow only one of the base

stations to send said RF acknowledge sigpals to each separate remote unit,

 

 

 

 

 

 

wherein each one of said base stations is responsive to all of the encoded RF
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sigpals from all of the remote units within range, and detects the number of errors

occurring in reception from each one of the remote units in said encoded RF signals, and

wherein a representation of said number of errors is transmitted to other of said

base stations via said communication link to specify the unigue codes of remote units

each base station is to be responsive to by sending said RF acknowledge sigpals, said

information being derived from said representation ofnumber of errors.

88. (new) A system according to claim 87 wherein at least some of said remote

units are hand—held bar code readers.

89. (new) A data communication system comprising:

1a! at least one base station; each base station having an RF

transmitter/receiver responsive to encoded RF sigpal packets and producing RF

acknowledge packets; each base station decoding said encoded RF signal packets

received by said RF transmitter/receiver and producing digital data corresponding

thereto;

3b} a plurality of remote units each located for sending said encoded RF

sigpal packets to at least one of said base stations and receiving said RF acknowledge

packets from one of said base stations, each of the remote units having:

(i) a data source, a memory for storing data from the data source, and a

processor for transferring data to and from the memory;

gii) an RF transmitter/receiver producing said encoded RF sigpal packets

containing data from said memory and detecting said RF acknowledge packets from a

base station to load data from detected packets to said memory, wherein said RF

transmitter/receiver in said remote unit is activated for detecting an RF acknowledge

packet only during a fixed time window following transmission of an encoded RF sigpal

packet,

 

 

wherein said RF transmitter/receiver in said remote unit is activated by said
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processor for detecting said RF acknowledge packet only during a fixed time window

following transmission of said encoded RF signal packet=

wherein said RF transmitter/receiver in a remote unit sends said RF signal packet

only after receiving to detect any other RF signal from another remote unit which may be

present,

wherein said base station decodes said RF signal packet while said RF signal

packet is being received, and said remote unit decodes said RF acknowledge signal after

said RF acknowledge signal has been received by accessing said memog via said

processorI and

 

 

wherein said base station decodes said RF signal packet by loading detected data

corresponding to the signal serially into a register and decoding bits of said register in

parallel.
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Status ofClaims and Supportfor Claim Changes

Upon entry of the above amendment, claims 1-89 are currently pending with

claims 1, 21, 40, 50, 60, 70, 76, 85, 87, and 89 being independent claims. Claims 1, 21,

40, 50, and 60 have been amended and new claims 85—89 have been added. The

patentability of Original Patent Claims 45, 46, 58, 59, and 69-84 has been confirmed.

Support for the amendments to Original Patent Claims 1, 21, 40, 50, and 60 can

be found, e.g., in the 5,029,183 Patent ("the '183 Patent) at col. 1, lines 48-50; col. 2,

lines 17—20; col. 2, lines 61-001. 3, line 2; col. 6, lines 3-9; and col. 13, lines 25-29.

New independent claim 85 incorporates the subject matter ofpatentable Original

Patent Claim 45 and all its intervening claims. Thus, support for new claim 85 can be

found in Original Patent Claims 40 and 42-45.

New dependent claim 86 incorporates the subject matter of patentable Original

Patent Claim 46. Thus, support for new claim 86 can be found in Original Patent Claim

46.

New independent claim 87 incorporates the subject matter of patentable Original

Patent Claim 58 and all its intervening claims. Thus, support for new claim 87 can be

found in Original Patent Claims 50 and 56-58.

New dependent claim 88 incorporates the subject matter of patentable Original

Patent Claim 59. Thus, support for new claim 88 can be found in Original Patent Claim

59.

New independent claim 89 incorporates the subject matter of patentable Original

Patent Claim 69 and all its intervening claims. Thus, support for new claim 89 can be

found in Original Patent Claims 60 and 66—69.
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Remarks

Claims 1-89 are currently pending in the reexamination proceeding ofUS. Patent

No. 5,029,183 ("the ‘183 patent") with claims 1, 21, 40, 50, 60, 70, 76, 85, 87, and 89

being independent claims. Claims 1, 21, 40, 50, and 60 have been amended and new

claims 85-89 have been added.

In the Reply to the First Office Action filed April 14, 2006 and the Reply to the

Second Office Action filed April 9, 2007, the Patent Owner established that both the

specification and the prosecution history clearly, deliberately, and precisely defined each

of the terms “base station” and “second station” as a unit that transfer data with a remote

terminal unit, but which cannot initiate data communications with a remote terminal unit

in a power save mode of operation so the remote terminal unit can minimize power

consumption. However, in the Final Office Action, the Examiner maintained the

position that the definition of “base station” and “second station” argued by the Patent

Owner is not clearly expressed in the specification and that statements made during

prosecution of the application which led to the ‘183 patent cannot be used to construe

claims in a reexamination proceeding. While the Patent Owner disagrees with the

Examiner’s position, the Patent Owner has amended independent claims 1, 21, 40, 50,

and 60 to explicitly include the definition of the terms “base station” and “second

station.” Thus, the amendment is merely clarifying and does not change the scope of the

amended claims. Accordingly, a new search is not required.

Because of the strength of the Patent Owner’s claim construction position and the

fact that the claim construction position argued by the Patent Owner is identical to the

claim construction of the Honorable Chief Judge Sue L. Robinson in the Symbol
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Technologies, Inc. v. Proxim, Inc. litigation, the Patent Owner did not believe (and

continues to maintain) that the above claim amendments were not required. However,

because the term of the ‘183 patent will expire in less than 2 years, a high likelihood

exists that the term of the ‘183 patent will expire prior to the completion of the Appeal

process. Therefore, to expedite confirmation of the claims in the present reexamination,

the Patent Owner is now presenting the proposed amendments. The proposed

amendments place all of the claims in condition where they are patentable. The Patent

Owner respectfully requests that the Examiner enter the above amendments.

Based on the above amendments and following remarks, the Patent Owner

respectfully requests that the Examiner reconsider all outstanding rejections and that they

be withdrawn.

I. Statement ofSubstance ofInterview

The Patent Owner thanks Primary Examiner Roland G. Foster for the courtesy

extended to its representatives, Robert E. Sokohl, and Lori A. Gordon, in the interview

held on November 13, 2007.

During that interview, the Patent Owner's representatives presented proposed

claim amendments and explained the differences between the invention, as recited in the

amended claims and the cited reference, US. Patent No. 4,771,448 to Koohgoli, et al.

No agreement was reached.
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II. Claim Rejections

A. Rejection Under §102(e) Over Koohgoli, et al

In the Office Action, claims 1, 2, 5-7, 9, 10, 14-18, 21, 22, 25-28, 35—37, 40-42,

47-50, 53, 54, 56, 57, 60, 63, and 66-69 were rejected under 35 U.S.C. §102(e) as being

anticipated by US. Patent No. 4,771,448 ("Koohgoli"). The Patent Owner respectfully

traverses this rejection.

For a prior art reference to anticipate the claimed invention, it must disclose each

and every element as set forth in the claim. See Finnigan Corp. v. United States Int’l

Trade Comm’n, 180 F.3d 1354, 1365-66 (Fed. Cir. 1999). The requirements of strict

identity between the claim and the prior art reference, is not met if a single element or

limitation required by the claim is missing from the prior art source. See Structural

Rubber Prods. Co. v. Park Rubber Co., 749 F.2d 707,716 (Fed. Cir. 1984).

Koohgoli does not teach or even contemplate a power save mode of operation in

which the base station cannot initiate data communications with a remote terminal unit

so that the remote terminal unit can minimize power consumption. Neither the phrase

“power save” nor the words “save” or “conserve” are used in Koohgoli. Instead,

Koohgoli is directed to a private cellular system “developed in order to provide portable

(cordless) telephone services to users normally served by a local PBX or CENTREX

system.” (Koohgoli, col. 5, lines 7-10). As such, the portable terminal units are

designed to both originate and receive calls. (Koohgoli, col. 7, lines 41—44). As

described below, for call reception, the base station in Koohgoli must be able to initiate

data communication with the portables and therefore, the portables must be capable of

receiving an unsolicited signaling message from the base station at any time.
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As described in Koohgoli, “[t]he portables 16, when not in the ‘talking’ state,

regularly transmit a REGistration message (REG).” (Koohgoli, col. 10, lines 18—19). In

Koohgoli, “[r]egistration messages may be received by a number of base stations 13.

Each base station 13 maintains a list of resident portables 16. This list is internal to

every base station 13 and is not communicated to the switch 11.” (Koohgoli, col. 10,

lines 36-40). When a call is received for a portable 16 in Koohgoli, the “switch 11

broadcasts a Start Ringing message to all the base stations 13 using the land signaling

channel Those base stations 13 which contain the called portable 16 ID in their

resident list and have access to a free land information channel transmit a Radio Ringing

5

message.’ (Koohgoli, col. 10, lines 47-59). The registration process of Koohgoli is

designed to minimize traffic on the land signaling channel and to reduce the complexity

of switch 11. (Koohgoli, col. 9, line 61 — col. 10, line 7). Koohgoli does not suggest a

power save mode of operation during which a portable can reduce power consumption.

Instead, Koohgoli teaches that a portable unit is driven to register as soon as the portable

is operational in the system. Once a portable is registered with a base station, the base

station is capable of initiating data communication.

The method of operation in Koohgoli is in contrast to the power save mode of

operation recited in Patent Owner's independent claims 1, 21, 40, 50, and 60, an example

of which is described in the specification as:

A packet-exchange protocol is used for this communications link that

provides reduced power dissipation at the remote unit by activating the

receive function for only a short time, rather than requiring the remote

unit to receive or "listen" at all times In this protocol, the central

station cannot initiate a packet transmission to a remote unit, but

instead must wait until the remote unit has sent a transmitted packet,

then the central station can reply in the rigid time window, attaching to

the acknowledge signal the data it wishes to send to this remote unit.
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('183 patent, col. 2, line 61-col. 3, line 2). As discussed above, Koohgoli does not teach

or even suggest a system or method including a remote terminal having a power save

mode of operation in which a base station cannot initiate data communications with the

remote terminal as required by the amended independent claims 1, 21, 40, 50, and 60.

For at least these reasons, amended independent patent claims 1, 21, 40, 50, and

60 are patentable over Koohgoli. Claims 2, 5-7, 9, 10, and 14-18 depend from claim 1;

claims 22, 25—28, and 35-37 depend from claim 21; claims 41, 42, and 47-49 depend

from claim 40; claims 53, 54, 56, and 57 depend from claim 50; and claims 63 and 66-69

depend from claim 60. For at least these reasons and further in view of their own

features, dependent claims 2, 5-7, 9, 10, 14-18, 22, 25-28, 35-37, 41, 42, 47-49, 53, 54,

56, 57, 63 and 66-69 are patentable over Koohgoli. Reconsideration and withdrawal of

the rejection is therefore respectfully requested.

B. Rejection Under §103 Over Koohgoli

In the Office Action, claims 3, 4, 8, 11, 12, 13, 19, 20, 23, 24, 30—33, 38, 39, 43,

51, 52, 61, and 62 were rejected under 35 U.S.C. §103(a) as being unpatentable over

Koohgoli. The Patent Owner respectfully traverses this rejection.

Claims 3, 4, 8, 11, 12, 13, 19, and 20 depend from claim 1; claims 23, 24, 30-33,

38, and 39 depend from claim 21; claim 43 depends from claim 40; claims 51 and 52

depend from claim 50 and claims 61 and 62 depend from claim 60. As discussed above,

Koohgoli does not teach or suggest each and every element of amended independent

patent claims 1, 21, 40, 50, and 60. For at least these reasons, and further in view of their

own features, dependent claims 3, 4, 8, 11, 12, 13, 19, 20, 23, 24, 30—33, 38, 39, 43, 51,
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52, 61, and 62 are patentable over Koohgoli. Reconsideration and withdrawal of the

rejection are therefore respectfully requested.

C. Rejection Under §103 Over Koohgoli in view of Carlman, Jr., et al
and further in view of Malcolm

In the Office Action, claims 55, 64, and 65 were rejected under 35 U.S.C. § 103

as being unpatentable over Koohgoli in View of Carlman, Jr., et al, U.S. Patent No.

4,777,488 (Carhnan) and further in View of Malcolm, et al, U.S. Patent No. 4,332,027

(Malcolm). The Patent Owner respectfully traverses this rejection.

Claim 55 depends from claim 50 and claims 64 and 65 depend from claim 60.

Amended independent claims 50 and 60 are distinguished from Koohgoli for the reasons

set forth above. Neither Carlman nor Malcolm adds anything to Koohgoli to overcome

the deficiencies of Koohgoli relative to independent claims 50 and 60 described above.

Like Koohgoli, Carlman and Malcolm, alone or in combination, do not teach or even

suggest a system or method including a remote terminal having a power save mode of

operation in which a base station cannot initiate data communications with the remote

terminal. For at least these reasons and fiirther in View of their own features, dependent

claims 55, 64, and 65 are patentable over the combination of Koohgoli, Carlman, and

Malcolm. Reconsideration and withdrawal of the rejection is therefore respectfully

requested.

D. Rejection Under §103 Over Koohgoli and Shiff

In the Office Action, claim 44 was rejected under 35 U.S.C. § 103 as being

unpatentable over Koohgoli in View of Shiff, U.S. Patent No. 4,587,661 (Shift). The

Patent Owner respectfully traverses this rejection.
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Claim 44 depends from claim 40. Amended independent patent claim 40 is

distinguished from Koohgoli for the reasons set forth above. Shiff adds nothing to

Koohgoli to overcome the deficiencies of Koohgoli described above. Like Koohgoli,

Shiff does not teach or even suggest a system or method including a remote terminal

having a power saving mode of operation in which a base station cannot initiate data

communications with the remote terminal.

For at least these reasons and further in View of its own features, dependent claim

44 is patentable over the combination of Koohgoli and Shiff. Reconsideration and

withdrawal of the rejection is therefore respectfully requested.

III. Patentable Subject Matter

The Patent Owner acknowledges with appreciation the Examiner’s indication that

claims 45, 46, 58, 59, and 69—84 are patentable. The Patent Owner has added new

independent claim 85 which includes the subject matter of allowable Original Patent

Claim 45, its base claim 40, and all its intervening claims (claims 42-44), new

independent claim 87 which includes the subject matter of allowable Original Patent

Claim 58, its base claim 50, and all its intervening claims (claims 56-57); and new

independent claim 89 which includes the subject matter of allowable Original Patent

Claim 69, its base claim 60, and all its intervening claims (claims 66—68). New

dependent claim 86 includes the subject matter of allowable Original Patent Claim 46

and new dependent claim 88 includes the subject matter of allowable Original Patent

Claim 59. Accordingly, new claims 85—89 are also patentable and their entry is

respectfully requested.
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IV. Related Proceedings

Claims 1, 16, 21, 35, and 40-41 of the '183 patent were the subject of prior

litigation in the United States District Court for the District of Delaware, Symbol

Technologies, Inc. v. Proxim, Incorporated, Civil Action No. 1:01-cv-00801—SLR. The

Proxim litigation was settled following a jury verdict finding infringement by Proxim.

The '183 patent was previously asserted in United States District Court for the

District of Delaware, Symbol Technologies, Inc. v. Intermec Technologies Corporation,

Civil Action No. 1:05—cv-00147-SLR. The Intermec litigation was settled prior to trial.

The '183 patent was also previously asserted in two additional litigations in

United States District Court for the District of Delaware: Symbol Technologies, Inc. v.

Hand Held Products, Civil Action No. 1:03—cv-00102, filed January 21, 2003 and

Symbol Technologies, Inc. v. YDI Wireless Inc., et al, Civil Action No. 1:05-cv-00755,

filed October 28, 2005. Both litigations ended in settlement.

VI Conclusion

All of the stated grounds of objection and rejection have been properly traversed,

accommodated, or rendered moot. The Patent Owner therefore respectfully requests that

the Examiner reconsider all presently outstanding objections and rejections and that they

be withdrawn. The Patent Owner believes that a full and complete reply has been made

to the outstanding Office Action and, as such, the present reexamination proceeding is in

condition for a Notice of Intent to Issue a Reexamination Certificate. If the Examiner

believes, for any reason, that personal communication will expedite prosecution of this

application, the Examiner is invited to telephone the undersigned at the number

provided.
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Prompt and favorable consideration of this Reply is respectfiilly requested.

Respectfully submitted,

STERNE, KESSLER, GOLDSTEIN & Fox P.L.L.C.

Robert B. So ohl

Attorney for Patent Owner

Registration No. 36,013

Date: \\ s1)! 6'1

1100 New York Avenue, NW.

Washington, DC. 20005-3934

(202) 371-2600
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Patent Under Reexamination: 5,029,183

Reexamination Control No.: 90/007,617
Examiner: Roland G. Poster

Art Unit: 3992

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Sir:

CERTIFICATION OF SERVICE OF REPLY TO FINAL OFFICE ACTION AND

STATEMENT OF SUBSTANCE OF INTERVIEW UNDER 37 C.F.R. § 1.560

In compliance with 37 C.F.R. § 1.5 50(i), the undersigned, on behalf of the patent

owner, hereby certifies that a copy of this paper has been served on the third-party

requester by first class mail on November 21, 2007. The name and address of the party

served is as follows:

Edward C. Kwok

Macpherson, Kwok, Chen, & Heid LLP

2033 Gateway Place, Suite 400

San Jose, CA 95110

Respectfully submitted,

STERNE, KESSLER, GOLDSTEIN & Fox P.L.L.C.

Robert Sokohl

Attorney for Patent Owner

Registration No. 36,013

Date: November 21, 2007

1100 New York Avenue, N.W.

Washington, DC. 20005—3934

(202) 371—2600
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Amendments to the Patent Claims

Please amend claim 1 as follows:

1. (amended) A method of transmitting data packets from one of a plurality of

remote terminal units in a power save mode of operation to a base station, comprising the

steps of:

a) transmitting a data packet from said one unit to said base station during a

first time period selected by the unit;

b) receiving at said one unit from said base station a reply signal during a

second time period occurring only during a selected time window after said first time

period, said second time period being the same for at least some of said units mm

ste s a and are erformed durin said ower save mode of o eration in which said

base station cannot initiate data communications with said one of said plurality of remote

terminal units.

Please amend claim 7 as follows:

7. (amended) A system for transmitting data packets from one of a plurality of

first stations to a second station wherein said plurality of first stations have a power save

mode of operation in which said second station cannot initiate data communications with

said plurality of first stations, comprising:

a) a transmitter in said one first station for transmitting a data packet from

said one first station to the second station during a first time period selected by said one

first station;
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Ex Parte Reexamination

Advisory Action
Before the Filing of an Appeal Brief

  

  

Control No. Patent Under Reexamination

Examiner ‘ Art Unit

_--
--The MAILING DA TE of this communication appears on the cover sheet with the correspondence address--

THE PROPOSED RESPONSE FILED 21 November 2007 FAILS TO OVERCOME ALL OF THE REJECTIONS IN

THE FINAL REJECTION MAILED 21 Segtember 2007

1. E Unless a timely appealIs filed, or other appropriate action by the patent owner is taken to overcome all of the
outstanding rejection(s) this prosecution of the present ex parte reexamination proceeding WILL BE

TERMINATED and a Notice of Intent to Issue Ex Parte Reexamination Certificate will be mailed in due course. Any

finally rejected claims, or claims objected to, will be CANCELLED.

THE PERIOD FOR RESPONSE IS EXTENDED TO RUN 3 MONTHS FROM THE MAILING DATE OF THE FINAL REJECTION. Extensions of
time are governed by 37 CFR 1.550(c).

NOTICE OF APPEAL

2. [:1 An Appeal Brief is due two months from the date of the Notice of Appeal filed on to avoid dismissal of the
appeal. See 37 CFR 41 .37(a). Extensions of time are governed by 37 CFR 1.550(c). See 37 CFR 41 .37(e).

AMENDMENTS

3. E The prOposed amendment(s) filed after a final action, but prior to the date of filing a brief, will n_ot be entered because:
(a) E They raise new issues that would require further consideration and/or search (see NOTE below);
(b) [:1 They raise the issue of new matter (see NOTE below);

(c) E They are not deemed to place the proceeding in better form for appeal by materially reducing or simplifying the
issues for appeal; and/or

(d) E They present additional claims without canceling a corresponding number of finally rejected claims.

 

 

NOTE: (See 37 CFR 1.116 and 41 .33(a)).

4. E] Patent owner's proposed response filed has overcome the following rejection(s):

5. [:1 The proposed new or amended claim(s) would be allowable if submitted in a separate, timely filed amendment
canceling the non-allowable claim(s).

6. E For purposes of appeal, the proposed amendment(s) a)E will not be entered, or b)l:l will be entered and an
explanation of how the new or amended claim(s) would be rejected is provided below or appended.

The status of the claim(s) is (or will be) as follows:
Claim(s) patentabie and/or confirmed:

Claim(s) objected to:
Claim(s) rejected:

Claim(s) not subject to reexamination:

AFFIDAVIT OR OTHER EVIDENCE

7. E] The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will n_ot be
entered because patent owner failed to provide a showing of good and sufficient reasons why the affidavit or other
evidence is necessary and was not earlier presented. See 37 CFR 1.116(e).

8. E] The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will
n_ot be entered because the affidavit or other evidence fails to overcome all rejections under appeal and/or appellant
failed to provide a showing of good and sufficient reasons why the affidavit or other evidenceIs necessary and was
not earlier presented. See 37 CFR 41.33(d)(1).

9. E] The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached.
REQUEST FOR RECONSIDERATION/OTHER

10. [:1 The request for reconsideration has been considered but does NOT place the application in condition for allowance
because:

11. [:1 Note the attached Information Disclosure Statement(s), PTO/SB/08, Paper No(s)

12. [:1 Other:—

Mugs/e75; -' MV/VB
Roland G. Foster

-‘ Primary Examinerl:S 6 Art Unit: 3992 _
cc: Reouester if third

US. Patent and Trademark Office
PTOL-467 Rev. 08-06 ExP rt Reexamination Advise Action Before th F'ln of an eal Brief art 0 071130
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Continuation Sheet (PTOL-467) Control No.

Continuation of 3.(d) NOTE:

The Patent Owner proposes to amend various independent claims to explicitly include the definition of the terms "base

station" and''second station" that the Patent Owner previously argued were required when interpreting those terms See

page 10 of the Patent Owner remarks for additional details.

It is intended that prosecution before the examiner in a reexamination proceeding will be concluded with the final action.

Consideration of amendments submitted after final rejection and prior to, or with, the appeal will be governed by the strict

standards of 37 CFR 1.116. MPEP § 2272. 37 CFR 1.116(b), in turn, states in part "[a]n amendment touching the merits

of the application or patent under reexamination may be admitted upon a showing of good and sufficient reasons why the
amendment is necessary and was not earlier presented."

Here, the proposed amendment clearly touches on the merits of the patent under reexamination, as the claims stand

rejected based on claim interpretations that do not require the specific definitions previously argued by the Patent Owner.

Thus, the Patent Owner must make a showing of good and sufficient reasons why the amendment is necessary and not
earlier presented, which the Patent Owner has failed to do. Indeed, the Patent Owner has not presented a showing.

Rather, on page 11 of the remarks, the Patent Owner admits that the "Patent Owner did not believe (and continues to

maintain) that the above-claim amendments were not required." Thus, the Patent Owner has admitted that the proposed

amendment is not necessary. Thus, the Patent Owner cannot show the proposed amendment to now be necessary.

Furthermore on page 11 of the remarks, the Patent Owner admits that "because the term of the '183 patent will expire in

less than 2 years, a high likelihood exists that the term of the '183 patent will expire prior to the completion of the Appeal
process." Therefore, to expedite confirmation of the claims in the present reexamination, the Patent Owner is now

presenting the proposed amendment." Besides not being a showing of why the amendment was not earlier presented,
the length of the appeal process should have been known the Patent Owner and thus tends to show that the amendment
could have been earlier presented.

Thus, the Patent Owner has not made (and cannot make) a showing of good and sufficient reasons why the amendment

is necessary and was not earlier presented.

Codxéa’ég '.

U”
y: IC W

ROLAND G. FOSTER

CRU EXAMINER-AU 3992
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re reexam of: U.S. Patent 5,029,183 Confirmation No.: 7501

LaRoy TYMES
Art Unit: 3992

Reexam Control No.: 90/007,617

Examiner: Foster, Roland G.

Filed: July 6, 2005

Atty.Docket: 2319.065REXO
For: Packet Data Communication

Network

Reply to Final Office Action in Ex Parte Reexamination and

Statement of Substance of Interview Under 37 C.F.R. § 1.560

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 223 1 3- 1450

Sir:

In reply to the final Office Action in Ex Parte Reexamination dated September

21, 2007, the Patent Owner submits the following Amendments to the Claims and

Remarks.

In compliance with 37 C.F.R. § 1.560, Applicants submit the following Statement

of Substance of Interview conducted on November 13, 2007 between Primary Examiner

Roland G. Foster and Patent Owner's representatives, Robert E. Sokohl and Lori A.

Gordon.

It is not believed that extensions of time or other fees are required. However, if

any fees are necessary to prevent abandonment of this application, then such fees are

hereby petitioned and hereby authorized to be charged to our Deposit Account No.

19-0036.
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Amendments to the Patent Claims

Please amend claim 1 as follows:

1. (amended) A method of transmitting data packets from one of a plurality of

remote terminal units in a power save mode of operation to a base station, comprising the

steps of:

(a) transmitting a data packet from said one unit to said base station during a

first time period selected by the unit;

(b) receiving at said one unit from said base station an acknowledge signal

dun'ng a second time period occurring only a fixed time delay afier said first time period,

said second time period being the same for at least some of said units1

wherein steps (a) and (IQ) are performed during said pOWer save mode of

operation in which said base station cannot initiate data communications with said one of

said_plurality of remote terminal units.

Please amend claim 21 as follows:

21. (amended) A system for transmitting data packets fiom one of a plurality of

first stations to a second station wherein said plurality of first stations have a power save

mode of operation in which said second station cannot initiate data communications with

said plurality of first stations, comprising:

(a) a transmitter in said one first station for transmitting a data packet from

said one first station to the second station during a first time period selected by said one

first station;

(b) a receiver in said one first station for receiving an acknowledge signal

from the second station during a second time period occurring only in a time Window

referenced to said first time period by a fixed delay, said fixed delay being the same for

all said plurality of first stationsz
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wherein said transmitting and receiving are performed during said power save

mode of operation.

Please amend claim 40 as follows:

40. (amended) A method ofdata transmission between a plurality of terminals i_n

a power save mode of operation and a base station, comprising the steps of:

(a) transmitting a data packet from one of said terminals to said base station at

a time selected by said one of said terminals, the data packet including identification of

said one of the terminals; transmitting an acknowledgement from the base station to said

one of said terminals in a predetermined time window, at least part of said predetermined

time window being the same for all of said terminals, said acknowledgement including

identification of said terminal; and

(bl[[(c)]] receiving said acknowledgement at said one terminal during said

predetermined time Window,

wherein steps (a) and (b) are performed during said power save mode of

operation in which said base station cannot initiate data communications with said one of

said plurality of remote terminal units.

Please amend claim 50 as follows:

50. (amended) A data communication system comprising:

(a) a host computer including a data communication input/output port;

(b) a plurality ofbase stations; each base station having a data communication

input/output port; said data communication input/output ports of the host computer and

at least one of said base stations being connected by a data communications link; each of

the base stations having an RF transmitter/receiver responsive to received encoded RF

signal packets and transmitting RF acknowledge signal packets; each of the base stations

producing digital data corresponding to said received encoded RF signal packets, and

storing said digital data for transferring to said host computer Via said data
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communication input/output port and said data communications link;

(c) a plurality of remote units having a power save mode of operation, each

remote unit located for sending said encoded RF signal packets to one of said base

stations at a time selected by the remote unit and receiving said RF acknowledge signal

packets from one of said base stations in a fixed time window during said power save

mode of operation, each of the remote units having:

(i) a memory for storing data from a local data source, and a processor for

transferring data to and from the memory;

(ii) an RF transmitter/receiver having a modulator for modulating an

outgoing carrier with data from said memory to produce said encoded RF signal packets,

and a detector responsive to RF signals received by said RF transmitter/receiver to detect

RF acknowledge signal packets from the base station in said fixed time window,

wherein said plurality ofbase stations cannot initiate data cormnunications with

said plurality of remote terminal units during said power save mode of operation.

Please amend claim 60 as follows:

60. (amended) A data communication system comprising:

(a) at least one base station; each base station having an RF

transmitter/receiver responsive to encoded RF signal packets and producing RF

acknowledge packets; each base station decoding said encoded RF signal packets

received by said RF transmitter/receiver and producing digital data corresponding

thereto;

(b) a plurality ofremote units having a power save mode of operation, each

located for sending said encoded RF signal packets to at least one of said base stations

and receiving said RF acknowledge packets from one of said base stations during said

power save mode of operation, each of the remote units having:

(i) a data source, a memory for storing data from the data source, and a

processor for transferring data to and from the memory;
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(ii) an RF transmitter/receiver producing said encoded RF signal packets

containing data from said memory and detecting said RF acknowledge packets fi'om a

base station to load data from detected packets to said memory, wherein said RF

transmitter/receiver in said remote unit is activated for detecting an RF acknowledge

packet only during a fixed time window following transmission of an encoded RF signal

packet,

wherein said pluralin of base stations cannot initiate data communications with

said plurality of remote terminal units during said power save mode of operation.

Please add the following claims:

85. (new) A method of data transmission between a pluralifl of terminals and a

base station, comprisingthe steps of:

forming a data packet in a memoiy by expanding a multi-bfle packet to create

an expanded packet then producing in said memory an exclusive—OR of said expanded

packet and a fixed pseudorandom sequence ofbits;

transmitting said data packet from one of said terminals to said base station at

a time selected by said one of said terminals, the data packet including identification of

said one of the terminals; transmitting an acknowledgement fi'om the base station to said

one of said terminals in a predetermined time window, at least part of said predetermined

time window being the same for all of said terminals, said acknowledgement including

identification of said terminal' and 

receiving said acknowledgement at said one terminal during said

predetermined time window,

wherein said transmitting is by wireless RF,

wherein said RF is modulated by the spread spectrum technique, and

wherein said spread spectrum technique employs a sequence of frequency

shifts between two frequencies.
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86. (new) A method according to claim 85 wherein said multi~by_te packet

includes the results of reading a bar code smbol.

87. (new) A data communication system comprising:

3a) a host computer including a data communication input/output port;

glg! a plurality ofbase stations; each base station having a data communication

input/oumut port; said data communication input/output ports of the host computer and

at least one of said base stations being connected by a data communications link; each of

the base stations having an RF transmitter/receiver responsive to received encoded RF

signal packets and transmitting RF acknowledge sigpal packets; each Of the base stations

producing digital data corresponding to said received encoded RF signal packets, and

storing said digital data for transferring to said host computer Via said data

communication input/output port and said data communications link;

c a lurali of remote units each remote unit located for sendin said

encoded RF siggal packets to one of said base stations at a time selected by the remote

unit and receiving said RF acknowledge signal_packets from one of said base stations in

a fixed time window, each of the remote units having:

ii) a memory for storing data from a local data source, and a processor for

transferring data to and from the memory;

gii) an RF transmitter/receiver having a modulator for modulating an

outgoing carrier with data from said memog to produce said encoded RF signal packets,

and a detector responsive to RF sigals received by said RF transmitter/receiver to detect

RF acknowledge si gnal packets from the base station in said fixed time window,

wherein each one of said remote units is identified by a unique identiffing code

contained in said encoded RF signals transmitted by the remote unit, and wherein said

base stations are responsive to said unigue identiffl'ng code to allow only one of the base

stations to send said RF acknowledge signals to each separate remote unit,

wherein each one of said base stations is responsive to all of the encoded RF
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sigpals from all of the remote units within range, and detects the number of errors

occurring in reception from each one ofthe remote units in said encoded RF signals, and

wherein a representation of said number of errors is transmitted to other of said

base stations via said communication link to s eci the uni ue codes of remote units

each base station is to be responsive to by sending said RF acknowledge sigals, said

information being derived from said representation ofnumber of errors.

88. (new) A system according to claim 87 wherein at least some of said remote

units are hand-held bar code readers.

89. (newLA data communication system comprising;

gal at least one base station; each base station having an RF

transmitter/receiver responsive to encoded RF sigpal packets and producing RF

acknowledge packets; each base station decoding said encoded RF sigpal packets

received by said RF transmitter/receiver and producing digital data corresponding

theretO' 

gm a plurality of remote units each located for sending said encoded RF

signal packets to at least one of said base stations and receiving said RF acknowledge

packets from one of said base stations, each of the remote units having:

(i) a data source, a memory for storing data from the data source, and a

processor for transferring data to and from the memory;

giiz an RF transmitter/receiver producing said encoded RF sigpal packets

containing data fi'om said memog and detecting said RF acknowledge packets from a

base station to load data fi'om detected packets to said memogg, wherein said RF

transmitter/receiver in said remote unit is activated for detecting an RF acknowledge

packet only during a fixed time window following transmission of an encoded RF sigpal

mice;

wherein said RF transmitter/receiver in said remote unit is activated by said
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rocessor for detectin said RF acknowled e acket onl durin a fixed time window

following transmission of said encoded RF signal packet1

wherein said RF transmitter/receiver in a remote unit sends said RF signal packet

only after receiving to detect any other RF signal from another remote unit which may be

present,

wherein said base station decodes said RF signal packet while said RF signal

packet is being received, and said remote unit decodes said RF acknowledge signal after

said RF acknowledge signal has been received by accessing said memony via said

processor, and

wherein said base station decodes said RF signal packet by loading detected data

corresponding to the signal serially into a register and decoding bits of said register in

parallel.
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Status of Claims and Supportfor Claim Changes

Upon entry of the above amendment, claims 1—89 are currently pending with

claims 1, 21, 40, 50, 60, 70, 76, 85, 87, and 89 being independent claims. Claims 1, 21,

40, 50, and 60 have been amended and new claims 85—89 have been added. The

patentability of Original Patent Claims 45, 46, 58, 59, and 69—84 has been confirmed.

Support for the amendments to Original Patent Claims 1, 21, 40, 50, and 60 can

be found, e.g., in the 5,029,183 Patent ("the '183 Patent) at col. 1, lines 48—50; col. 2,

lines 17-20; col. 2, lines 6l—col. 3, line 2; col. 6, lines 3-9; and col. 13, lines 25-29.

New independent claim 85 incorporates the subject matter ofpatentable Original

Patent Claim 45 and all its intervening claims. Thus, support for new claim 85 can be

found in Original Patent Claims 40 and 42—45.

New dependent claim 86 incorporates the subject matter of patentable Original

Patent Claim 46. Thus, support for new claim 86 can be found in Original Patent Claim

46.

New independent claim 87 incorporates the subject matter of patentable Original

Patent Claim 58 and all its intervening claims. Thus, support for new claim 87 can be

found in Original Patent Claims 50 and 56—58.

New dependent claim 88 incorporates the subject matter of patentable Original

Patent Claim 59. Thus, support for new claim 88 can be found in Original Patent Claim

59.

New independent claim 89 incorporates the subject matter of patentable Original

Patent Claim 69 and all its intervening claims. Thus, support for new claim 89 can be

found in Original Patent Claims 60 and 66—69.
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Remarks

Claims 1-89 are currently pending in the reexamination proceeding ofUS. Patent

No. 5,029,183 ("the ‘183 patent") with claims 1, 21, 40, 50, 60, 70, 76, 85, 87, and 89

being independent claims. Claims 1, 21, 40, 50, and 60 have been amended and new

claims 85-89 have been added.

In the Reply to the First Office Action filed April 14, 2006 and the Reply to the

Second Office Action filed April 9, 2007, the Patent Owner established that both the

specification and the prosecution history clearly, deliberately, and precisely defined each

of the terms “base station” and “second station” as a unit that transfer data with a remote

terminal unit, but which cannot initiate data communications with a remote terminal unit

in a power save mode of operation so the remote terminal unit can minimize power

consumption. However, in the Final Office Action, the Examiner maintained the

position that the definition of “base station” and “second station” argued by the Patent

Owner is not clearly expressed in the specification and that statements made during

prosecution of the application which led to the ‘183 patent cannot be used to construe

claims in a reexamination proceeding. While the Patent Owner disagrees with the

Examiner’s position, the Patent Owner has amended independent claims 1, 21, 40, 50,

and 60 to explicitly include the definition of the terms “base station” and “second

station.” Thus, the amendment is merely clarifying and does not change the scope of the

amended claims. Accordingly, a new search is not required.

Because of the strength of the Patent Owner’s claim construction position and the

fact that the claim construction position argued by the Patent Owner is identical to the

claim construction of the Honorable Chief Judge Sue L. Robinson in the Symbol
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Technologies, Inc. v. Proxim, Inc. litigation, the Patent Owner did not believe (and

continues to maintain) that the above claim amendments were not required. However,

because the term of the ‘183 patent will expire in less than 2 years, a high likelihood

exists that the term of the ‘183 patent will expire prior to the completion of the Appeal

process. Therefore, to expedite confirmation of the claims in the present reexamination,

the Patent Owner is now presenting the proposed amendments. The proposed

amendments place all of the claims in condition where they are patentable. The Patent

Owner respectfully requests that the Examiner enter the above amendments.

Based on the above amendments and following remarks, the Patent Owner

respectfully requests that the Examiner reconsider all outstanding rejections and that they

be withdrawn.

1. Statement ofSubstance ofInterview

The Patent Owner thanks Primary Examiner Roland G. Foster for the courtesy

extended to its representatives, Robert E. Sokohl, and Lori A. Gordon, in the interview

held on November 13, 2007.

During that interview, the Patent Owner's representatives presented proposed

claim amendments and explained the differences betWeen the invention, as recited in the

amended claims and the cited reference, US. Patent No. 4,771,448 to Koohgoli, et al.

No agreement was reached.
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II. Claim Rejections

A. Rejection Under §102(e) Over Koohgoli, et al

In the Office Action, claims 1, 2, 5-7, 9, 10, 14—18, 21, 22, 25—28, 3537, 40—42,

47—50, 53, 54, 56, 57, 60, 63, and 66-69 were rejected under 35 U.S.C. §102(e) as being

anticipated by US. Patent No. 4,771,448 ("Koohgoli"). The Patent Owner respectfully

traverses this rejection.

For a prior art reference to anticipate the claimed invention, it must disclose each

and every element as set forth in the claim. See Finnigan Corp. v. United States Int’l

Trade Comm 'n, 180 F.3d 1354, 1365—66 (Fed. Cir. 1999). The requirements of strict

identity between the claim and the prior art reference, is not met if a single element or

limitation required by the claim is missing from the prior art source. See Structural

Rubber Prods. Co. v. Park Rubber Co., 749 F.2d 707,716 (Fed. Cir. 1984).

Koohgoli does not teach or even contemplate a power save mode of operation in

which the base station cannot initiate data communications with a remote terminal unit

so that the remote terminal unit can minimize power consumption. Neither the phrase

“power save” nor the words “save” or “conserve” are used in Koohgoli. Instead,

Koohgoli is directed to a private cellular system “developed in order to provide portable

(cordless) telephone services to users normally served by a local PBX or CENTREX

system.” (Koohgoli, col. 5, lines 7-10). As such, the portable terminal units are

desigied to both originate and receive calls. (Koohgoli, col. 7, lines 41-44). As

described below, for call reception, the base station in Koohgoli must be able to initiate

data communication with the portables and therefore, the portables must be capable of

receiving an unsolicited signaling message from the base station at any time.
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As described in Koohgoli, “[t]he portables 16, when not in the ‘talking’ state,

regularly transmit a REGistration message (REG).” (Koohgoli, col. 10, lines 18-19). In

Koohgoli, “[r]egistration messages may be received by a number of base stations 13.

Each base station 13 maintains a list of resident portables 16. This list is internal to

every base station 13 and is not communicated to the switch 11.” (Koohgoli, col. 10,

lines 36—40). When a call is received for a portable 16 in Koohgoli, the “switch 11

broadcasts a Start Ringing message to all the base stations 13 using the land signaling

channel Those base stations 13 which contain the called portable 16 ID in their

resident list and have access to a free land information channel transmit a Radio Ringing
7

message.’ (Koohgoli, col. 10, lines 47-59). The registration process of Koohgoli is

designed to minimize traffic on the land signaling channel and to reduce the complexity

of switch 11. (Koohgoli, col. 9, line 61 — col. 10, line 7). Koohgoli does not suggest a

power save mode of operation during which a portable can reduce power consumption.

Instead, Koohgoli teaches that a portable unit is driven to register as soon as the portable

is operational in the system. Once a portable is registered with a base station, the base

station is capable of initiating data communication.

The method of operation in Koohgoli is in contrast to the power save mode of

operation recited in Patent Owner's independent claims 1, 21, 40, 50, and 60, an example

ofwhich is described in the specification as:

A packet—exchange protocol is used for this communications link that

provides reduced power dissipation at the remote unit by activating the

receive fimction for only a short time, rather than requiring the remote

unit to receive or "listen" at all times In this protocol, the central
station cannot initiate a packet transmission to a remote unit, but

instead must wait until the remote unit has sent a transmitted packet,
then the central station can reply in the rigid time window, attaching to
the acknowledge signal the data it wishes to send to this remote unit.
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('183 patent, col. 2, line 61-col. 3, line 2). As discussed above, Koohgoli does not teach

or even suggest a system or method including a remote terminal having a power save

mode of operation in which a base station cannot initiate data communications with the

remote terminal as required by the amended independent claims 1, 21, 40, 50, and 60.

For at least these reasons, amended independent patent claims 1, 21, 40, 50, and

60 are patentable over Koohgoli. Claims 2, 5—7, 9, 10, and 14-18 depend fi'om claim 1;

claims 22, 25—28, and 35—37 depend fi'om claim 21; claims 41, 42, and 47—49 depend

fi'om claim 40; claims 53, 54, 56, and 57 depend from claim 50; and claims 63 and 66—69

depend from claim 60. For at least these reasons and further in view of their own

features, dependent claims 2, 5-7, 9, 10, 14-18, 22, 25-28, 35—37, 41, 42, 47-49, 53, 54,

56, 57, 63 and 66-69 are patentable over Koohgoli. Reconsideration and withdrawal of

the rejection is therefore respectfully requested.

B. Rejection Under §103 Over Koohgoli

In the Office Action, claims 3, 4, 8, 11, 12, 13, 19, 20, 23, 24, 30—33, 38, 39, 43,

51, 52, 61, and 62 were rejected under 35 U.S.C. §103(a) as being unpatentable over

Koohgoli. The Patent Owner respectfully traverses this rejection.

Claims 3, 4, 8, l 1, 12, 13, 19, and 20 depend from claim 1; claims 23, 24, 30—33,

38, and 39 depend fi-om claim 21; claim 43 depends fi'om claim 40; claims 51 and 52

depend from claim 50 and claims 61 and 62 depend fi'om claim 60. As discussed above,

Koohgoli does not teach or suggest each and every element of amended independent

patent claims 1, 21 , 40, 50, and 60. For at least these reasons, and fiirther in View of their

own features, dependent claims 3, 4, 8, 11, 12, 13, 19, 20, 23, 24, 30-33, 38, 39, 43, 51,
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52, 61, and 62 are patentable over Koohgoli. Reconsideration and withdrawal of the

rejection are therefore respectfully requested.

C. Rejection Under §103 Over Koohgoli in view of Carlman, Jr., et al
and further in view of Malcolm

In the Office Action, claims 55, 64, and 65 were rejected under 35 U.S.C. § 103

as being unpatentable over Koohgoli in View of Carlrnan, Jr., et al, US. Patent No.

4,777,488 (Carlman) and flirther in view of Malcolm, et al, US. Patent No. 4,332,027

(lVIalcolm). The Patent Owner respectfully traverses this rejection.

Claim 55 depends from claim 50 and claims 64 and 65 depend from claim 60.

Amended independent claims 50 and 60 are distinguished from Koohgoli for the reasons

set forth above. Neither Carlman nor Malcolm adds anything to Koohgoli to overcome

the deficiencies of Koohgoli relative to independent claims 50 and 60 described above.

Like Koohgoli, Carlman and Malcolm, alone or in combination, do not teach or even

suggest a system or method including a remote terminal having a power save mode of

operation in which a base station cannot initiate data communications with the remote

terminal. For at least these reasons and further in view of their own features, dependent

claims 55, 64, and 65 are patentable over the combination of Koohgoli, Carlman, and

Malcolm. Reconsideration and withdrawal of the rejection is therefore respectfully

requested.

D. Rejection Under §103 Over Koohgoli and Shiff

In the Office Action, claim 44 was rejected under 35 U.S.C. § 103 as being

unpatentable over Koohgoli in view of Shiff, US. Patent No. 4,587,661 (Shift). The

Patent Owner respectfully traverses this rejection.
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Claim 44 depends fiom claim 40. Amended independent patent claim 40 is

distinguished from Koohgoli for the reasons set forth above. Shiff adds nothing to

Koohgoli to overcome the deficiencies of Koohgoli described above. Like Koohgoli,

Shiff does not teach or even suggest a system or method including a remote terminal

having a power saving mode of operation in which a base station cannot initiate data

communications with the remote terminal.

For at least these reasons and further in view of its own features, dependent claim

44 is patentable over the combination of Koohgoli and Shiff. Reconsideration and

withdrawal of the rejection is therefore respectfully requested.

III. Patentable Subject Matter

The Patent Owner acknowledges with appreciation the Examiner’s indication that

claims 45, 46, 58, 59, and 69—84 are patentable. The Patent Owner has added new

independent claim 85 which includes the subject matter of allowable Original Patent

Claim 45, its base claim 40, and all its intervening claims (claims 42-44), new

independent claim 87 which includes the subject matter of allowable Original Patent

Claim 58, its base claim 50, and all its intervening claims (claims 56-57); and new

independent claim 89 which includes the subject matter of allowable Original Patent

Claim 69, its base claim 60, and all its intervening claims (claims 66—68). New

dependent claim 86 includes the subject matter of allowable Original Patent Claim 46

and new dependent claim 88 includes the subject matter of allowable Original Patent

Claim 59. Accordingly, new claims 85-89 are also patentable and their entry is

respectfully requested.
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IV. Related Proceedings

Claims 1, 16, 21, 35, and 40—41 of the '183 patent were the subject of prior

litigation in the United States District Court for the District of Delaware, Symbol

Technologies, Inc. v. Proxim, Incorporated, Civil Action No. 1:01-cv-00801—SLR. The

Proxim litigation was settled following a jury verdict finding infringement by Proxim.

The '183 patent was previously asserted in United States District Court for the

District of Delaware, Symbol Technologies, Inc. v. Intermec Technologies Corporation,

Civil Action No. 1:05—cv—00147-SLR. The Intermec litigation was settled prior to trial.

The '183 patent was also previously asserted in two additional litigations in

United States District Court for the District of Delaware: Symbol Technologies, Inc. v.

Hand Held Products, Civil Action No. 1:03-cv-00102, filed January 21, 2003 and

Symbol Technologies, Inc. v. YDI Wireless Inc., et al, Civil Action No. 1:05-cv-00755,

filed October 28, 2005. Both litigations ended in settlement.

V. Conclusion

All of the stated grounds of objection and rejection have been properly traversed,

accommodated, or rendered moot. The Patent Owner therefore respectfully requests that

the Examiner reconsider all presently outstanding objections and rejections and that they

be withdrawn. The Patent Owner believes that a full and complete reply has been made

to the outstanding Office Action and, as such, the present reexamination proceeding is in

condition for a Notice of Intent to Issue a Reexamination Certificate. If the Examiner

believes, for any reason, that personal communication will expedite prosecution of this

application, the Examiner is invited to telephone the undersigned at the number

provided.
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Prompt and favorable consideration of this Reply is respectmlly requested.

Respectfully submitted,

STERNE, KESSLER, GOLDSTEIN & Fox P.L.L.C.

Robert B. So ohl

Attomey for Patent Owner
Registration No. 36,013

Date: \\ x7)! 51
1100 New York Avenue, N.W.

Washington, DC. 20005-3934
(202) 371-2600
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Patent Under Reexamination: 5,029,183

Reexamination Control No.: 90/007,617
Examiner: Roland G. Foster
Art Unit: 3992

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

CERTIFICATION OF SERVICE OF REPLY TO FINAL OFFICE ACTION AND

STATEMENT OF SUBSTANCE OF INTERVIEW UNDER 37 C.F.R. § 1.560

In compliance with 37 C.F.R. § 1.550(1), the undersigned, on behalf of the patent

owner, hereby certifies that a copy of this paper has been served on the third—party

requester by first class mail on November 21, 2007. The name and address of the party

served is as follows:

Edward C. Kwok

Macpherson, Kwok, Chen, & Heid LLP

2033 Gateway Place, Suite 400
San Jose, CA 95110

Respectfully submitted,

STE E, KESSLER, GOLDSTEIN & Fox P.L.L.C.

Robert Sokohl

Attorney for Patent Owner

Registration No. 36,013

Date: November 21, 2007

1100 New York Avenue, N.W.

Washington, DC. 20005—3934
(202) 371-2600
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re reexam of: US. Patent 5,029,183 Confirmation No.: 7501
(LaRoy TYMES)

Reexam Control No.: 90/007,617 Art Unit: 3992

Filed: July 6, 2005 Examiner: Roland G. Foster

For: Packet Data Communication Network Atty. Docket No.: 2319.065REXO

Notice of Appeal From the Examiner to the Board

of Patent Appeals and Interferences —- Large Entity

Attn: Central Reexamination Unit
Commissioner for Patents

PO. Box 1450 Mail Stop: Ex Parte Reexam
Alexandria, VA 22313—1450

Dear Sir:

The Patent Owner hereby appeals to the Board of Patent Appeals and

Interferences from the final decision of the Examiner dated September 21, 2007, in

which claims 1—44, 47—57, and 60-68 were finally or twice rejected.

The Patent Owner is concurrently filing a Petition Under 37 C.F.R. §l.182 for a

Request for Continued Reexamination (RCR). The present Notice of Appeal is being

filed to allow sufficient time for a decision on the petition to be provided.

The fee (for a large entity) for filing a Notice of Appeal from the Examiner to the

Board of Patent Appeals and Interferences (37 C.F.R. §41.20(b)(1)), along with any

necessary extension fees (37 C.F.R. § 1.17(a)), is provided Via Credit Card.

Per M.P.E.P §2272, an automatic one-month extension was granted upon filing of

a Reply to the Final Office Action on November 21, 2007. The extension of time until

December 21, 2007 (3 months from mailing date of final rejection) was acknowledged
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by the Examiner in the Advisory Action issued on December 10, 2007. The Patent

Owner believes that no further extensions of time are required.

The US. Patent and Trademark Office is hereby authorized to charge any fee

deficiency, or credit any overpayment, to our Deposit Account No. 19—0036.

Respectfully submitted,

STERN , KESSLER, GOLDSTEIN & Fox P.L.L.C.

Robert E. Sokohl

Attorney for Applicant

Registration No.

Date: December 19 2007 

, 1100 New York Avenue, NW.

Washington, DC. 20005-3934

(202) 371-2600
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Control No. 90/007,617

Patent Under Reexamination: 5,029,183

Reexamination Control No.: 90/007,617
Examiner: Roland G. Foster

Art Unit: 3992

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Sir:

CERTIFICATION OF SERVICE OF NOTICE OF APPEAL

In compliance with 37 CPR. § 1.550(1), the undersigned, on behalf of the patent

owner, hereby certifies that a copy of this paper has been served on the third-party

requester by first class mail on December 19, 2007. The name and address of the party

served is as follows:

Edward C. Kwok .

Macpherson, Kwok, Chen, & Heid LLP

2033 Gateway Place, Suite 400

San Jose, CA 95110

Respectfully submitted,

STERNE, KESSLER, GOLDSTEIN & Fox P.L.L.C.

Robert So ohl

Attorney for Patent Owner

Registration No. 36,013

Date: December 19, 2007

1100 New York Avenue, N.W.

Washington, DC. 20005-3934

(202) 371-2600
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Electronic Patent Application Fee Transmittal

Application Number: 90007617

Filing Date: 06-Jul-2005

Title of Invention: PACKET DATA COMMUNICATION NETWORK

First Named Inventor/Applicant Name:

—--m-

Miscellaneous-Filing:

Patent-Appeals-and-lnterference

Post -A| Iowance-and-Post-Issu ance:
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$333."

Extension-of-Time:

Total in USD ($) 910
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International Application Number: —

Title of Invention: PACKET DATA COMMUNICATION NETWORK

First Named Inventor/Applicant Name:

Application Type: Reexam (Patent Owner

 
Payment information:

Payment Type Credit Card

Authorized User

File Listing:
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931947

2319065REXO.pdf 603579334441 01 6320516987003735510
b3cb1 00

Multipart Description/PDF files in .zip description

Document Description

Reexam Miscellaneous Incoming Letter

Receipt of Petition in a Reexam

Reexam Certificate of Service

Reexam Response to Final Rejection

I\) 01

I\)

I\) 01Reexam Certificate of Service

I\) O) I\) \INotice of Appeal - Requester

I\) (I) I\) (I)Reexam Certificate of Service

Warnings:

Information:

Fee Worksheet (PTO-06) fee-info.pdf 135406464317799dd4360841d4ecfld517
30447b

Warnings:

Information:

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt
similar to a Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see

37 CFR 1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date

shown on this Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions

of 35 U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the

application as a national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt,
in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary

components for an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the

International Application Number and of the International Filing Date (Form PCT/RO/105) will be issued in due

course, subject to prescriptions concerning national security, and the date shown on this Acknowledgement

Receipt will establish the international filing date of the application.
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December 19, 2007
WRITER ’s DIRECT NUMBER:

(202) 772-8677
INTERNETADDRESS:

RSOKOHL@SKGF.COM

Commissioner for Patents

PO Box 1450

Alexandria, VA 22313-1450

Re: Reexamination ofUS. Patent No. 5,029,183

Reexam Control No. 90/007,617; Filed: July 6, 2005
For: Packet Data Communication Network

Inventor: LaRoy TYMES
Our Ref: 2319.065REXO

Sir:

Transmitted herewith for appropriate action are the following documents:

1. Petition under 37 C.F.R. § 1.182 Request for Continued Reexamination with a

copy of Reply to final Office Action in Ex Parte Reexamination and Statement of

Substance of Interview under 37 C.F.R. § 1.560 filed November 21, 2007;

2. Certification of Service on Third Party Requestor of Petition under 37 CPR. §

1.182;

3. Notice of Appeal from the Examiner to the Board of Patent Appeals and

Interferences - Large Entity;

4. Certification of Service of Notice of Appeal; and

5. Online Credit Card Payment Authorization for $910.00 to cover: $400.00 petition

fee; and $510.00 Notice of Appeal.

The above-listed documents are filed electronically through EFS-Web.

31F0XP.L.LC. : 1100 New York Avenue, NW : Washington, DC 20005 : 202.371.2600 12023712540 : \wnv.sl<gf.cm
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Commissioner for Patents

December 19, 2007

Page 2

Fee payment is provided through online credit card payment. The US. Patent and

Trademark Office is hereby authorized to charge any fee deficiency, or credit any overpayment,

to our Deposit Account No. 19—0036.

Respectfully submitted,

E, SSLER, GOLDSTEIN & Fox P.L.L.C.

R bert So ohl

Attorney for Patent Owner

Registration No. 36,013
RES/LAszlb

Enclosures
760464__1.DOC

Sterne, Kessler, Goldsi‘ein 84 Fox P.L.LC. : 1100 New York Avenue, NW : Washington, DC 20005 : 202.371.2600 f 202.371.2540 : wwwskgfrom
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UNITED STATES PATENT AND TRADEMARK OFFICE
CUMMIEEIDNER FDR PATENTS

UNITED STATES PATENT AND TRADEMARK DFFIBE
P.D. Box 1451:!

MAILED ALEXANDRIA, VA 22313-1450

JAN I 5 2008
Robert E. Sokohl

'Sterne, Kessler, Goldstein & Fox PLLC CENTRAL REEXAMINATION UNIT
1100 New York Ave., NW (For Patent Owner)

Washington, DC 20005

 

Edward C. Kwok

MacPherson Kwok Chen & Heidi LLP .

1762 Technology Dr., Suite 226 (For Third Party Requester)

San Jose, CA 95110

Ex parte LaRoy Tymes : DECISION ON PETITION ‘

Reexamination Proceeding : TO CONTINUE

Control No.: 90/007,617 : EXPARTE

Filed: July 6, 2005 : REEXAMINATION
For: US. Patent 5,029,183 - : PROCEEDINGS

This is a decision on the December 19, 2007 patent owner Petition Under 37 CFR 1.182

and Request for Continued Reexamination. \

The petition is before the Office of Patent Legal Administration.

The petition fee of $400 set forth in 37 CFR 1.17(f) for the present petition under 37

CFR 1.182 has been charged to patent owner’s credit card, pursuant to petitioner’s

instructions, as has been the notice of appeal fee of $510. -

For the reasons set forth below, the petition under 37 CFR 1.182 is granted.

REVIEW OF FACTS

1) US. Patent No. 5,029,183 (the ‘183 patent) issued on July 2, 1991.

2) The ‘183 patent has been the subject of four court proceedings, which are all now
closed.

3) A request for ex parte reexamination of the ‘183 patent was filed by a third party

requester on July 6, 2005, and assigned control number 90/007,617 (the ‘7617

proceeding).

4) An Order granting reexamination in the ‘7617 proceeding was mailed on
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September 16, 2005.

5) There have been two non—final Office actions in the ‘7617 proceeding. In addition,

a final Office action was mailed September 21, 2007.

6) An examiner interview was conducted with patent owner on November 13, 2007.

7) Patent owner then responded to the final Office action on November 21, 2007.

8) On December 10, 2007, an advisory action was mailed indicating that the
amendments to the claims filed after the final Office action would not be entered

because they were directed to the merits of the patent and the patent owner failed

to make a showing of good and sufficient reasons why the amendment was

necessary and not earlier presented.

9) The present petition to request continued reexamination of the ‘183 patent was

filed on December 19, 2007, along with a notice of appeal to allow sufficient time

for a decision to made on this petition. The petition asserts that the amendment

filed November 21, 2007, advances prosecution of the reexamination proceeding

by amending the claims to explicitly recite the meaning of certain claim terms and
to add new claims corresponding in scope to the claims already confirmed as to

patentability in the ‘7617 proceeding.

DECISION ON PETITION UNDER 37 CFR 1.182

In the present petition, it is requested that the Office continue the prosecution of the
instant reexamination proceeding to provide consideration of theNovember 21, 2007

response.1

In March of 2005, the Office issued a Notice titled “Notice of Changes in Requirement

for a Substantial New Question of Patentability for a Second or Subsequent Request for
Reexamination While an Earlier Filed Reexamination is Pending."2 Notice was provided
therein that a second (or subsequent) reexamination would no longer be ordered on the

basis of a “substantial new question of patentability" (SNQ) that is the same as a SNQ

raised in an earlier pending reexamination. Notice was also provided therein that a

patent owner could file a petition under 37 CFR 1.182 requesting continued prosecution

on the merits in the reexamination proceeding to seek entry of an amendment and/or

evidence that was denied entry after a final rejection in an ex parte reexamination

proceeding, or after an action closing prosecution in an inter partes reexamination

proceeding.

1‘ Item 7 in the Review of Facts.
2 1292 Off. Gaz. Pat. Office 20. March 1,2005.

Page 306 of'341



Page 307 of 341

Reexamination Control Nos. 90/007,617

By filing such a petition, the patent owner could obtain continued prosecution on the

merits in the reexamination proceeding, including entry of the amendment and/or

evidence that was denied entry after a final rejection in an ex parte reexamination

proceeding, or after an action closing prosecution in an inter partes reexamination

proceeding. Accordingly, relief in the form of a continuation of the reexamination

prosecution (after a final OffiCe action) was made available by the Office via a 37 CFR

1.182 petition, in appropriate circumstances. This petition will be referred to herein as

“the § 1.182 petition.”

The § 1.182 petition must further the prosecution of the reexamination proceeding,

rather than delay it, and must provide a submission toward that end. This is critical in

the reexamination setting, where 35 U.S.C. 305 (for ex parte reexamination) and

' 35 U.S.C. 314 (for inter partes reexamination) mandate that reexamination proceedings

must be conducted “with special dispatch within the Office." Accordingly, the patent

owner must make a bona fide effort, in the submission accompanying the § 1.182

petition, or already of record, to define the issues for appeal, or the issuance of a
reexamination certificate, since this is a key factor in reducing pendency of a

reexamination proceeding. Stated another way, the § 1.182 petition practice includes a

requirement that the filing of the § 1.182 petition be accompanied by a submission that

provides a bona fide effort to advance the prosecution toward appeal, or toward the
issuance of a reexamination certificate.

In this instance, the patent owner believed prior to the final rejection that the claim

language, as interpreted in view of the specification, was adequate to overcome the
rejection and that an explanation to the Office of the claim interpretation would be a
persuasive response. After the final rejection, patent owner realized that claim
amendments would be required to overcome the rejection. In particular, in the

amendment after the final Office action, the patent owner asserted that the amendments

were not made previously, because the patent owner believed that the claim terms

should be limited to the definitions set forth in the specification, which is asserted to be

consistent with the claim construction followed in a concurrent (now closed) litigation,

and thus required no amendment. Based on the facts and circumstances of the present

situation, it is found that petitioner patent owner's presentation of an amendment paper

amending the claims to support the argued claim interpretation is deemed a bona fide
effort to advance the prosecution toward appeal, or toward the issuance of a

reexamination certificate. As such, the granting of the present petition is consistent with

the requirement of 35 U.S.C. 305 to conduct reexamination proceedings “with special

dispatch within the Office.”

In view of the above and the fact situation presented by the present record, the petition

is granted, and the prosecution in the above-noted reexamination proceeding is hereby

continued. Prosecution is reopened for consideration. of the November 21, 2007

Amendment. This paper will be entered in the reexamination proceeding, and the

proceeding will be forwarded to the examiner for action consistent with this decision.
The examiner will consider the November 21, 2007 Amendment After Final and then
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issue an Office action treating this paper as a patent owner response received after a
first Office action.

CONCLUSION

1) The petition under 37 CFR 1.182 is granted.

2) The prosecution of the present ‘7617 ex parte reexamination proceeding is
continued. No further continuation of the present reexamination proceeding will be

granted absent a showing of extraordinam circumstances.

3) The closing of prosecution rendered via the September 21, 2007 final Office action is
withdrawn, and prosecution of the proceeding is reopened.

4) The November 21, 2007 response will be entered3 by the Central Reexamination
Unit, and will then be considered by the examiner. These papers will be treated as a

response by patent owner received after a first Office action.

5) Jurisdiction over the reexamination proceeding is being fon/varded to the Central
Reexamination Unit for further handling and examination not inconsistent with this
decision.

6) Telephone inquiries related to this decision should be directed to Caroline D.
Dennison, Legal Advisor, at (571) 272-7729.

M“ %. My, 4
Kenneth M. Schor

Senior Legal Advisor

Office of Patent Legal Administration

January 11, 2008

C:\Kiva\Kenpet6\RCR\ 76 l 7_RCR-grant-amdt-to-go-w-claim consrtructiondoc

3 This decision takes no position on the propriety of the amendment, or whether it introduces new matter.
Any issues raised by the amendment will be addressed by the examiner in the next Office action.
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UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES D EI’ARTM IINT OI" COMMERCE
United States Patent and 'I‘rmlemnrk Office
Address: COMMISSIONER FOR PA'I‘EN’I‘S

PO, Box I450
Alexandria. Virginia 223134450www.mplmgov

APPLICATION NO‘ FILING DATE FIRST NAMED INVIENTOR CONFIRMATION NO.

90/007,6 I 7 07/06/2005 5029I 83 0 23 I9.065REXO 7501

 
  

ATTORNEY DOCKET NO‘
  

MI [I 7590 03/07/2008 EXAMINER

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C.
I 100 NEW YORK AVENUE, N.W.

WASHINGTON: DC 20005 ARTUN'T

DATE MAILEI): 03/07/2008

Please find below and/or attached an Office communication concerning this application or proceeding.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commlssloner for Patents
United States Patent and Trademark Ofl'Ice

P.0. Box1450
Alexandria. VA 2231 3.1 450wusptoaw

 

DO NOT use IN PALM PRINTER MAILED

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS) ”AR 0 7 2008

Edward 0- Kw°k CENTRAL REEXAMiNATlON UNIT

MacPherson Kwok Chen & Heidi LLP

1762 Technology Dr.. Suite 226

San Jose, CA 95110

EX PARTE REEXAMINATION COMMUNICATION TRANSMI'ITAL FORM

REEXAMINATION CONTROL NO. 90/007 617. 

PATENT NO. 5029183.
 

ART UNIT 3992.

Enclosed is a copy of the latest communication from the United States Patent and Trademark

Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex parte reexamination requester will be

acknowledged or considered (37 CFR 1.550(9)).

PTOL—465 (Rev.07-04) Page 310 of 34-1
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Control No. Patent Under Reexamination

Notice of Intent to Issue 90/007,517 5029183

Ex Parte Reexamination Certificate Examiner Art Unit

Roland G. Foster 3992

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

1. IX Prosecution on the merits is (or remains) closed in this ex parte reexamination proceeding. This proceeding is
subject to reopening at the initiative of the Office or upon petition. Cf. 37 CFR 1.313(a). A Certificate will be
issued in view of

(a) El Patent owner’s communication(s) filed: 11/30/07 8. 12/19/07.
(b) [Z] Patent owner’s late responseIfiled.
(c) [Z] Patent owner’5 failure to file an appropriate response to the Office action mailed.
(d) [Z] Patent owner’5 failure to timely file an Appeal Brief (37 CFR 41.31).
(e) E Other: Petition Decision mailed 1/15/08.
Status of Ex Parte Reexamination:

(f) Change in the Specification: [:1 Yes El No
(9) Change in the Drawing(s): [Z] Yes E No
(h) Status of the Claim(s):

(1) Patent c|aim(s) confirmed:
(2) Patent c|aim(s) amended (including dependent on amended claim(s)):1_-84
(3) Patent c|aim(s) cancelled.
(4) Newly presented c|aim(s) patentable: 8_5-89.
(5) Newly presented cancelled claims.

(6) Patent c|aim(s) [Z] previously [Z] currently disclaimed:

(7) Patent c|aim(s) not subject to reexamination:

. IX Note the attached statement of reasons for patentability and/or confirmation. Any comments considered
necessary by patent owner regarding reasons for patentability and/or confirmation must be submitted promptly
to avoid processing delays. Such submission(s) should be labeled: “Comments On Statement of Reasons for

Patentability and/or Confirmation.”

. [Z] Note attached NOTICE OF REFERENCES CITED (PTO-892).

4. E] Note attached LIST OF REFERENCES CITED (PTO/SB/08 or PTO/SB/O8 substitute.)

5. E] The drawing correction request filed on is: Elapproved [:1 disapproved.

6. E] Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f).
a)E] All b)E] Some" c)l:] None of the certified copies have

C] been received.

E] not been received.

El been filedIn Application No.
[I been filedIn reexamination Control No.

C] been received by the International Bureau in PCT Application No.

* Certified copies not received: __

. E] Note attached Examiner’s Amendment.

. E] Note attached Interview Summary (PTO-474).

. C] Other: __

 
US. Patent and Trademark Office

PTOL-469 (Rev.6-06) Notice of Intent to Issue Ex Parte Reexamination Certificate Part of Paper No 20080219
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Application/Control Number: Page 2

90/007,617

A11 Unit: 3992

NOTICE OF INTENT TO ISSUE EX PARTE REEXAMINATION CERTIFICATE

Entry ofthe After Final Amendment

On November 21, 2007, the Patent Owner submitted an after final amendment, stating for

example, that the "Patent Owner did not believe (and continues to maintain) that the above claim

amendments were not required.” See page 11 of the amendment.

Consideration of amendments submitted after final rejection and prior to, or with, the

appeal will be governed by the strict standards of code of federal regulations, specifically 37

CFR 1.116. MPEP § 2272. 37 CFR 1.116(b), in turn, states in part “[a]n amendment touching

the merits of the application or patent under reexamination may be admitted upon a showing of

good and sufficient reasons why the amendment is necessary and was not earlier presented.”

. On December 10, 2007, an advisory action was mailed indicating that the amendments to

the claims would not be entered because they were directed to the merits of the claims and

because the patent owner failed to make a showing of good and sufficient why the amendment

was necessary and not earlier presented. For example, and as noted above, the Patent Owner

admitted that the proposed after final amendment was “not required” (i.e., not necessary), which

is contrary to the legal requirements of 37 CFR 1.116(b).

On January 15, 2008 however, a petition decision was issued (in response to a request

filed December 19, 2007 under 37 CFR 1.182) directing the examiner to enter the November 21,
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2007 amendment, where the decision was based on patent owner’s "bonafide effort to advance

the prosecution" and as consistent with the special dispatch requirements of 35 U.S.C. 305.

In response to the petition decision, the examiner must now further consider the issues

presented in the November 21, 2007. As a result, the examiner finds‘claims 1—89 patentable for

the reasons below.

Patentable Claims

Claims 1-89 of US. Patent No. 5,029,183 are patentable.

Reasonsfor Patentability

The November 21 , 2007 amendment, which the examiner has been directed to enter as

discussed above, adds new claims 85-89 that incorporate subject matter from various dependent

claims (see page 9 of said amendment) that were previously confirmed on pages 16-19 of the

non-final Office action, mailed February 9, 2007, and all corresponding intervening claims, into

new independent claims. Therefore, see pages 16-19 of said non-final Office action for further

details regarding the examiner's statement of reasons for patentability regarding new claims 85-

89.

The November 21 , 2007 amendment also amends the independent claims to explicitly

include special definitions of the terms "base station" and "second station" that the patent owner

previously argued were required when interpreting those terms. For example, the base station
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cannot initiate data communications with a remote terminal unit in a power save mode of

operation so the remote terminal unit can minimize power consumption. See amended claim 1.

Throughout the prosecution history of the reexamination beginning with the first non-

final Office action mailed February 14, 2006 and proceeding up until the mandated entry of the

November 21, 2007 amendment, the prior art of record in the subject reexamination proceeding

was identified and applied to the claims based upon a broader interpretation of the terms “base

station” and “second station” than the special definitions now recited in the entered amendment.

For example, the closestprior art of record, US Patent No. 4,771,448.(“Koohgoli”), as applied

in the final Office action mailed September 21, 2007, fails to disclose the now explicitly claimed

feature where a remote terminal unit operates in a “power save mode of operation” in which said

base station cannot initiate data communications with said one of said plurality of remote

terminal units. See pages 12-14 of the November 21, 2007 amendment for additional details

regarding how Koohgoli fails to teach this claimed feature.

Regarding obvious modifications to the Koohgoli base reference, the remaining prior art

of record fails to teach or fairly suggest substantially modifying Koohgoli in order to render

obvious said limitations now explicitly claimed in the entered amendment. For example, Binder

et a1. “ALOHA Packet Broadcasting: A Retrospect” AF[PS Notational Computer Conference

Proceedings Volume 44. (May 19-22, 1975), pages 203-215, (hereinafter “Binder”), attached as

Exhibit “B” to the request for reexamination, filed on July 6, 2005, was identified in said request

as teaching that the base station cannot initiate communication with the remote terminal and
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suggesting that the terminal may operate in a power save mode of operation. See pages 10 and

13 of said request. Actually however, Binder teaches both a random access channel and a
 

broadcast channel, where the base station initiates contact with the remote terminal via the

broadcast channel. E. 203. Furthermore, the power saving mode operation taught in Binder

refers to conserving transmitter of the remote unit (i.e., transmission from the remote unit to the

base station). In contrast, the claims now recite a power save mode of operation in which the

base station does not initiate data communications with the remote terminal unit (i.e., reception

at the remote unit of a signal from the base station).

As discussed above, Binder was incorrectly relied upon in the request to teach a base

station that does not initiate communications with the remote terminal. The remaining prior art

identified in the request was not relied upon to teach this feature, and indeed fails to do so.

Furthermore, the remaining prior art identified in the request fails to teach additional significant

claim'limitations directed to the first and second window. Thus, the remaining prior art

identified in the request fails to remedy the deficiencies of the Koohgoli and Binder prior art

references (as applied to the claims) discussed above, and indeed, is cumulative to Koohgoli and

Binder. For example, the Fralick and Kleinrock systems merely teach a standard ALOHA

system. See, for example, Kleinrock (pp. 1401-1403) and Fralick (pp. 255-257). The ALOHA

system described by these references does not disclose that the first time period is selected by the

mobile unit (remote terminal unit), nor that the second time period (the response) is the same for

at least some of said units. The requester argued in the request that the second limitation is

inherent in the ALOHA system, asserting that the patent owner stated as such in arguments
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supporting a prior amendment to the claims, specifically that the "claims recite that the fixed

time or the time window is the same for all remote units, which would not be possible with the

system of the reference where time slots are dictated to separate in time the transmission from

remote units." See footnote 7 on page 14 of the request. However, such a disclosure merely

establishes that the patent owner considered that feature absent from the time slotted art at issue,

not that an unslotted ALOHA system inherently disclosed such a feature. Thus, the Fralick and

Kleinrock systems merely teach a standard ALOHA system cumulative to prior art already of

record in this reexamination proceeding.

The Carlman reference identified in the request discloses a communication system for a

restaurant wherein a mobile station may send communications to a base station at an arbitrary set

time and receive communications in response. Carlman does not teach reception of signals

during a fixed time window being the same for a least some of the units, or that the first time

period is selected by the mobile station.

. The Oda and Akahori references cited in the request were described in said request as

being merely representative of the technology of Carlman (see page 11 of the request). Thus,

said references, like Carlman, are merely cumulative to the record already established in the

prosecution of the instant patent.

The above reasons for patentability and/or confirmation are based on the claims as

presently set forth in their totality. The above reasons for patentability and/or confirmation
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should not be interpreted as indicating that amended claims broadly reciting certain limitations

discussed in said reasons would be allowable.

Any comments considered necessary by the Patent Owner regarding the above statement

must be submitted promptly to avoid processing delays. Such submission by the Patent Owner

should be labeled: "Comments on Statement of Reasons for Patentability and/or confirmation"

and will be placed in the reexamination file.
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Conclusion

Extensions of time under 37 CFR 1.136(a) will not be permitted in these proceedings

because the provisions of 37 CFR 1.136 apply only to "an applicant" and not to parties in a

reexamination proceeding. Additionally, 35 U.S.C. 305 requires that reexamination proceedings

"will be conducted with special dispatch" (37 CFR l.550(a)). Extension of time in ex parte

reexamination proceedings are provided for in 37 CFR 1.550(c).

The patent owner is reminded of the continuing responsibility under 37 CFR 1.565(a) to

apprise the Office of any litigation activity, or other prior or concurrent proceeding, involving

US Patent No. 5,029,183 throughout the course of this reexamination proceeding. The third

party requester is also reminded of the ability to similarly apprise the Office of any such activity

or proceeding throughout the course of this reexamination proceeding. See MPEP §§ 2207, 2282

and 2286.

Page 318 of34l



Page 319 of 341

Application/Control Number: Page 9

90/007,617

Art Unit: 3992

All correspondence relating to this ex parte reexamination proceeding Should be directed

as follows:

By US. Postal Service Mail to:

Mail Stop “Ex Parte Reexam”
ATTN: Central Reexamination Unit

Commissioner for Patents

P. O. Box 1450

Alexandria VA 22313-1450

By FAX to:

(571) 273-9900
Central Reexamination Unit

By hand to:

Customer Service Window

Central Reexamination Unit

Randolph Building, Lobby Level

401 Dulany Street

Alexandria, VA 22314

Any inquiry concerning this communication or earlier communications from the

Reexamination Legal Advisor or Examiner, 'or as to the status of this proceeding, should be

directed to the Central Reexamination Unit at telephone number (571) 272-7705.

Signed: Conferees:

Roland G. Foster W
Central Reexamination Unit, Primary Examiner

Electrical Art Unit 3992 MARK J_ REINHART

(571) 272-7538 CRU SPE-AU 3992
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REEXAMINATION CERTIFICATE

ISSUED UNDER 35 U.S.C. 307

THE PATENT IS HEREBY AMENDED AS
INDICATED BELOW.

Matter enclosed in heavy brackets [ ] appeared in the
patent, but has been deleted and is no longer a part of the 10
patent; matter printed in italics indicates additions made
to the patent.

AS A RESULT OF REEXAMINATION, IT HAS BEEN

DETERMINED THAT: ,5

The patentability of claims 70-84 is confirmed.

Claims 1, 21, 40, 50 and 60 are determined to be patent—

able as amended. 20

Claims 2—20, 22—39, 41—49, 51—59 and 61—69, dependent
on an amended claim, are determined to be patentable.

New claims 85—89 are added and determined to be patent- 25
able.

1. A method of transmitting data packets from one of a
plurality of remote terminal units in a power save mode of

operation to a base station, comprising the steps of: 30
(a) transmitting a data packet from said one unit to said

base station during a first time period selected by the
unit;

(b) receiving at said one unit from said base station an
acknowledge signal during a second time period occur— 35
ring only a fixed time delay after said first time period,
said second time period being the same for at least
some of said units,

wherein steps (a) and (b) are performed during said
power save mode of operation in which said base sta-
tion cannot initiate data communications with said one

ofsaid plurality of remote terminal units.
21. A system for transmitting data packets from one of a

plurality of first stations to a second station wherein said
plurality offirst stations have a power save mode ofopera-
tion in which said second station cannot initiate data com-

munications with said plurality offirst stations, comprising:

(a) a transmitter in said one first station for transmitting a
data packet from said one first station to the second
station during a first time period selected by said one
first station;

(b) a receiver in said one first station for receiving an
acknowledge signal from the second station during a

second time period occum'ng only in a time window 55
referenced to said first time period by a fixed delay, said
fixed delay being the same for all said plurality of first
stations,

wherein said transmitting and receiving are performed
during said power save mode ofoperation. 50

40. A method of data transmission between a plurality of
terminals in a power save mode of operation and a base
station, comprising the steps of:

(a) transmitting a data packet from one of said terminals to
said base station at a time selected by said one of said 65

terminals, the data packet including identification of
said one of the terminals; transmitting an acknowledge-

40

45

50

2
ment from the base station to said one of said terminals

in a predetermined time window, at least part of said
predetermined time window being the same for all of
said terminals, said acknowledgement including identi-
fication of said terminal; and

[(c)] (b) receiving said acknowledgement at said one ter—
minal during said predetermined time window,

wherein steps (a) and (b) are performed during said
power save mode of operation in which said base sta-
tion cannot initiate data communications with said one

ofsaid plurality of remote terminal units.
50. A data communication system comprising:

(a) a host computer including a data communication
input/output port;

(b) a plurality of base stations; each base station having a
data communication input/output port; said data com-
munication input/output ports of the host computer and
at least one of said base stations being connected by a
data communications link; each of the base stations

having an RF transmitter/receiver responsive to
received encoded RF signal packets and transmitting
RF acknowledge signal packets; each of the base sta-
tions producing digital data corresponding to said
received encoded RF signal packets, and storing said
digital data for transferring to said host computer via
said data communication input/output port and said
data communications link;

(c) a plurality of remote units having a power save mode
of operation, each remote unit located for sending said
encoded RF signal packets to one of said base stations
at a time selected by the remote unit and receiving said
RF acknowledge signal packets from one of said base
stations in a fixed time window during said power save
mode of operation, each of the remote units having:
(i) a memory for storing data from a local data source,

and a processor for transfening data to and from the
memory;

(ii) an RF transmitter/receiver having a modulator for
modulating an outgoing carrier with data from said
memory to produce said encoded RF signal packets,
and a detector responsive to RF signals received by
said RF transmitter/receiver to detect RF acknowl-

edge signal packets from the base station in said
fixed time window,

wherein said plurality ofbase stations cannot initiate data
communications with said plurality of remote terminal
units during said power save mode ofoperation.

60. A data communication system comprising:

(a) at least one base station; each base station having an
RF transmitter/receiver responsive to encoded RF sig-

nal packets and producing RF acknowledge packets;
each base station decoding said encoded RF signal
packets received by said RF transmitter/receiver and
producing digital data corresponding thereto;

(b) a plurality of remote units having a power save mode
ofoperation, each located for sending said encoded RF
signal packets to at least one of said base stations and
receiving said RF acknowledge packets from one of
said base stations during said power save mode of
operation, each of the remote units having:
(i) a data source, a memory for storing data from the

data source, and a processor for transferring data to
and from the memory;

(ii) an RF transmitter/receiver producing said encoded
RF signal packets containing data from said memory
and detecting said RF acknowledge packets from a
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base station to load data from detected packets to wherein each one of said remote units is identified by a
Said memory, wherein said RF Lransmitler/receiver in unique identifying code contained in said encoded RF
said remote unit is activated for detecting an RF signals transmitted by the remote unit, and wherein
aCkI‘OWledge packet only during a fixed time .win- said base stations are responsive to said unique identi-
dow followmg transrmssxon Of an encoded RF Signal 5 fying code to allow only one ofthe base stations to send
packet,. . . . . . . id RF kn l ' ls h t Iwherein saidplurality ofbase stations cannot initiate data so . ac ow edge signa to eac separa e remo e

communications with said plurality of remote terminal unit,
units during said power save mode ofoperation. wherein each one ofsaid base stations in responsive to all

85. A method ofdata transmission between a plurality of 10 of the encoded RF signals from all of the remote units
terminals and a base station, comprising the steps of: within range, and detects the number of errors occur-

forming a data packet in a memory by expanding a multi- ring in reception from each one of the remote units in
byte packet to create an expanded packet then produc- said encoded RF signals, and
ing in said memory an exclusive-0R of said expanded
packet and afixed pseudorandom sequence of bits;

transmitting said data packetfrom one ofsaid terminals to
said base station at a time selected by said one of said
terminals, the data packet including identification of
said one of the terminals; transmitting an acknowl-

edgement from the base station to said one of said ter- 20
minals in a predetermined time window, at least part of
said predetermined time window being the samefor all
of said terminals, said acknowledgement including
identification ofsaid terminal; and

receiving said acknowledgement at said one terminal dur- 25
ing said predetermined time window,

wherein said transmitting is by wireless RF,
wherein said RF is modulated by the spread spectrum

technique, and ‘
wherein said spread spectrum technique employs a 30

sequence offrequency shifts between twofrequencies.
86. A method according to claim 85 wherein said multi-

byte packet includes the results of reading a bar code sym-

wherein a representation of said number of ' errors is
15 transmitted to other ofsaid base stations via said com-

munication link to specifi the unique codes of remote
units each base station is to be responsive to by sending
said RF acknowledge signals, said information being
derivedfrom said respresentation ofnumber oferrors.

88. A system according to claim 87 wherein at least some
ofsaid remote units are hand-held bar code readers.

89. A data communication system comprising:

(a) at least one base station; each base station having an
RF transmitter/receiver responsive to encoded RF sig-
nal packets and producing RF acknowledge packets;
each base station decoding said encoded RF signal
packets received by said RF transmitter/receiver and
producing digital data corresponding thereto;

(b) a plurality of remote units each located for sending
said encoded RF signal packets to at least one of said
base stations and receiving said RF acknowledge pack—
ets from one of said base stations, each of the remote
units having:[701. . .

87. A data communication system comprising: 35 (05:52:; 2:33, riot:;:%{::afi;::r§ndad:£tiondnhs
(a) a host computer including a data communication from the memzfry' 3

MPut/outp"t pon; . . _ (ii) an RF transmitter/receiver producing said encoded
(b) a plurality ofbase stations; each base station having a RF signal packets containing datafrom said memory

data COMchatt/w" input/outp;t}:or1; said data 02:; 40 and detecting said RF acknowledge packets from amunication inpu output ports 0 ' host computer base station to load data from detected packets to

Siliaiii'lfu‘ifliililf335512121%:1212053,?an 5"“ "5m” ”he'd" “1"" RS "“";m“‘e'/”“,:F' in sai remote unit is activate or etectin an

having an RF transmitter/receiver responsive to acknowledge packet only duringfafixed timegwindow
received encoded RF signal packets and transmitting following transmission of an encoded RF signal
RF acknowledge signal packets; each of the base sta- 45 packet,
tions producing digital data corresponding to said
received encoded RF signal packets, and storing said
digital data for transferring to said host computer via
said data communication input/output port and said
data communications link;

(c) a plurality of remote units, each remote unit located
for sending said encoded RF signal packets to one of
said base stations at a time selected by the remote unit
and receiving said RF acknowledge signal packetsfrom
one ofsaid base stations in afixed time window, each of 55
the remote units having: '
(i) a memoryfor storing data from a local data source,

and a processorfor transferring data to andfrom the

wherein said RF transmitter/receiver in said remote unit

is activated by said processor for detecting said RF
acknowledge packet only during a fixed time window

50 following transmission of said encoded RF signal
packet,

wherein said RF transmitter/receiver in a remote unit

sends said RF signal packet only after receiving to
detect any other RF signal from another remote unit
which may be present,

wherein said base station decodes said RF signal packet

while said RF signal packet is being received, and said
remote unit decodes said RF acknowledge signal afler
said RF acknowledge signal has been received bymemory;

(ii) an RF transmitter/receiver having a modulatorfor 60 accessing said memory via said processor, and
modulating an outgoing carrier with data from said wherein said base station decodes said RF signal packet
memory to produce said encoded RF signal packets, I by loading detected data corresponding to the signal
and a detector responsive to RF signals received by serially into a register and decoding bits ofsaid register
said RF transmitter/receiver to detect RF acknowl- in parallel.

edge signal packets from the base station in said 65
fixed time window,‘ a It a * *
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