UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FLEX LOGIX TECHNOLOGIES INC.,
Petitioner
V.
VENKAT KONDA,

Patent Owner

Case IPR2020-00260

Patent 8,269,523 B2

PATENT OWNER VENKAT KONDA’S REQUEST FOR REHEARING
FINAL WRITTEN DECISION UNDER 37 C.F.R. 8§ 42.71(c)

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2020-00260 Paper No. 56

Patent 8,269,523 PO’s Request for Rehearing FWD
TABLE OF CONTENTS

l. INTRODUGCTION Lottt ettt ettt s s s s e e e e eeeessabaasseeeeesesesssnnes 1

II. STATEMENT OF RELIEF REQUESTED.........cooviiiieieeieec e, 1

I1l. LEGAL STANDARDS. . ...ttt e e e e e e 2

IV. BASIS FOR RELIEF REQUESTED .....ccccoooiiiiiieeee e, 4

A. The Board’s FWD is Based on an Erroneous Conclusion of Law.................ccc.ooooee. 4

1. At the Time of Publication of the PCT Publication No. WO 2018/109756 Al (the
“¢756 PCT”), 35 U.S.C. § 122 - Confidential status of applications; publication of

(O UL T Ao o] o] [Tor= 1 [0] 1< 4
2. At the Time of Publication of the ‘756 PCT, 37 C.F.R. § 1.14 Preserved

Unpublished Applications in Confidence Under 35 U.S.C. § 122(8). .......c.ccvevennee. 5
3. At the Time of Publication of the ‘756 PCT, MPEP § 103(VII) Access to

Provisional APPIICALIONS.........c.ciiiiiiiiiiree e 6

4. Since Promulgated in September 1995, 35 U.S.C. § 122 and MPEP § 103(V11)
Have Remained Relatively Unchanged, Whereas 37 C.F.R. § 1.14 Has Been

Substantially Amended FOUE TIMES........ccoviieiieiieie e 7
5. 37 C.F.R §1.14 in MPEP (6th Ed. 1995) [First Time MPEP § 103(VII)

Promulgated] ......ccoviiieieee et 7
6. 37 C.F.R§1.14in MPEP (7th Ed. 1998) [MPEP & 103(VIIl) Unchanged]............. 9
7. 37 C.F.R § 1.14 in MPEP (8th Ed. 2001) [MPEP § 103(VIl) Unchanged]........... 10

B. U.S. Provisional Patent Application Serial No. 60/940,394 (the “‘394 Provisional”)
Incorporated by Reference in the ‘756 PCT Is Not Prior Art to the ‘523 Patent
Which Claims Priority to the Unpublished ‘394 Provisional............................c..o. 12
1. The ‘394 Provisional Was Confidential Under 35 U.S.C. § 122,37 C.F.R. §

1.14(a)(1) and MPEP 8§ 103(V1I) (8th Ed. 2008) on the Date of Publication of the
“756 PCT on September 12, 2008, in View of the Following Facts and USPTO
1= (o1 o= TSRS PSURSTOP 12
2. The Office of Public Records at USPTO Also Confirmed That a Provisional
Application Will Not Be Given Access or Certified Copies Without Proof of
Entitlement as Shown in EXNibit 2037 ........ccooviiiiiiiie s 14

V. CONCLUSION ...ttt 15

Page ii of 20

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2020-00260 Paper No. 56
Patent 8,269,523 PO’s Request for Rehearing FWD

I. INTRODUCTION
Pursuant to 37 C.F.R. § 42.71(c), Patent Owner (‘“Patent Owner” or “PO”)

hereby respectfully requests that the Board reconsider its Final Written Decision in
the Inter Partes Review of U.S. Patent No. 8,269,523 (“the ‘523 patent”) entered

July 29, 2021, (Paper 55, hereinafter “FWD”).

II. STATEMENT OF RELIEF REQUESTED

Patent Owner requests relief from the FWD for the reason that the Board
abused its discretion in rendering its FWD because its decision was solely based on
an erroneous application of the law and therefore justifies Patent Owner's request
for review for good cause under 37 C.F.R. § 42.71(c). Specifically, the Board
misapprehended in the FWD that once PCT Publication No. WO 2018/109756 Al
(the “*756 PCT”) was published on September 12, 2008, Provisional Application
No. 60/940,394 (“the ‘394 Provisional Application”) that is incorporated by
reference therein became available to the public for inspection as of September 12,
2008 pursuant to 37 C.F.R. § 1.14(a)(1)(vi) and 37 C.F.R. § 1.14(c) without a
power to inspect, i.e., the permission of Patent Owner. Specifically the Board erred
that “This sentence, however, is directed to the file history (i.e., paper file) of the
unpublished application. It does not preclude access to the application alone.” (See,
FWD at 22.) To the contrary, the ‘394 Provisional was confidential and not

available to the public as of the publication of the 756 PCT under applicable law.
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Therefore, Patent Owner requests that the Board reconsider its FWD in the inter
partes review as to all three grounds.

The ‘394 Provisional Application incorporated by reference in the 756 PCT
was not open to the public for inspection on September 12, 2008. The ‘394
Provisional Application was pending at the time. Pursuant to 35 U.S.C. § 122, 37
C.F.R. § 1.14(a)(1)(vi), 37 C.F.R. § 1.14(c), and Manual of Patent Examining
Procedure (“MPEP”) § 103(VII)(8th ed. 2008) the ‘394 Provisional Application
was confidential and a power to inspect, which had not been granted by Patent
Owner, was required to get access or copies to it. Therefore, the 756 PCT does not
qualify as prior art to the ‘523 Patent. Accordingly, the instituted Grounds 1, 2, and
3 in the Petition are improper under the law applicable at the time, and the Board
should reconsider its FWD and deny Grounds 1, 2, and 3 in the Petition.

I11. LEGAL STANDARDS

A request for rehearing “must specifically identify all matters the party
believes the Board misapprehended or overlooked, and the place where each
matter was previously addressed in a motion, an opposition, or reply.” 37 C.F.R. 8
42.71(d) “When rehearing a decision on petition, the panel will review the decision
for an abuse of discretion.” 37 C.F.R. § 42.71(¢c). “An abuse of discretion occurs
where the decision (1) is clearly unreasonable, arbitrary, or fanciful; (2) is based

on an erroneous conclusion of law; (3) rests on clearly erroneous fact findings; or
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(4) involves a record that contains no evidence on which the Board could rationally
base its decision.” Stevens v. Tamai, 366 F.3d 1325, 1329 (Fed. Cir. 2004) (quoting
Eli Lilly & Co. v. Bd. of Regents of the Univ. of Wash., 334 F.3d 1264, 1266-67
(Fed. Cir. 2003) (emphasis added). Here, the Board abused its discretion in the
FWD in this case is based on an erroneous conclusion of law.

Also, in Moaec, Inc. v. Musicip Corporation, 568 F.Supp.2d 978, 982 (W.D.
Wis. 2008) the court held: Manual of Patent Examining Procedure, 8 201.11(I1)(B)
(8th ed. 2006). The foreword of the PTO's manual [MPEP] makes it clear that
"[t]he Manual does not have the force of law or the force of the rules in Title 37 of
the Code of Federal Regulations.” However, the frequent use of the Manual by
patent lawyers in advising patent applicants and the frequency with which patent
examiners cite the Manual when communicating with patent applicants entitles
patent applicants "to rely not only on the statutes and Rules of Practice but also on
the provisions of the [Manual of Patent Examining Procedure] in the prosecution
of [their] patent application.” In re Kaghan, 387 F.2d 398, 847-48 (C.C.P.A. 1967).
In addition, the PTO's interpretation of the statute is entitled to some level of
deference. National Organization of Veterans' Advocates, Inc. v. Secretary of
Veterans Affairs, 260 F.3d 1365, 1378-79 (Fed. Cir. 2001) (in context of
Department of Veterans Affairs' regulation, informal regulations not carrying force

of law still entitled to some deference). Nevertheless, " the courts are the final
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