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1 reporter please swear in the witness.

2 HOWARD C. ROOT,
3 duly sworn, was examined and testified as follows:
4 EXAMINATION

5 BY MR. MORTON:
6 Q. Good morning, Mr. Root. | will try to say
7 Root instead of Root (pronounced differently)
8 today. | am from Minnesota, but | would have said
9 Root.
10 In any event, | know you've had your
11 deposition taken before, so I'll skip some of that
12 stuff, but did you have a chance to prepare for
13 this deposition with your attorneys?
14 A. Yes.
15 Q. How much time did you spend preparing?
16 A. For thisdeposition, somewhere around five to

12 My name is Adam Wallin from the firm
13 Veritext, and | am the videographer. The court

14 reporter is Paula Richter from the firm Veritext.
15 Will counsel please identify

16 themselvesfor the record.

17 MR. MORTON: Certainly. For

18 Petitioner Medtronic, thisis Cyrus Morton of the
19 Robins Kaplan law firm. Also with meis Sharon
20 Roberg-Perez and Emily Tremblay.

21 MR. VANDENBURGH: And for the Patent
22 Owner Teleflex, thisis Derek Vandenburgh of the
23 Carlson Caspersfirm. And aso from our firm on
24 thelineis TaraNorgard and Alex Rinn.

25 THE VIDEOGRAPHER: Will the court

17 17 ten hours.
18 (Original exhibits attached to original transcript; 18 Q. And what did you do specifically to prepare?
19 copies provided to counsel.) 19 Obviously, not revealing attorney-client
20 20 privilege. Butin general, what did you do?
21 21 A. | read my declaration and the claim charts,
22 22 reviewed the patents, read my former -- my prior
23 23 deposition transcripts, and some documents that
24 24 were attached as exhibits to my declaration.
25 25 Q. All right. Did you do any of the preparation
Page 7 Page 9
1 PROCEEDINGS 1 in person with your lawyers?
2 THE VIDEOGRAPHER: Wearegoingon | 2 A. No, | don't think so.
3 therecord at 9:06 am. on November 13th, 2020. 3 Q. Do you personally have any objection to
4 Thisis Media Unit 1 of the 4 having your deposition being live and in person at
5 video-recorded deposition of Howard C. Root being | 5 thispoint in time?
6 taken viaZoom and taken in the matter of 6 A. It depends on how it's conducted.
7 Medtronic, Incorporated and Medtronic Vascular, 7 Q. Soif there were safety precautions in place,
8 Incorporated versus Teleflex Innovations, SA.R.L. 8 you'd be okay with it?
9 in the United States Patent and Trademark Office 9 A. | could beif there's the right safety
10 before the Patent Trial and Appea Board; Case 10 precautions.
11 Number IPR2020-00128. 11 Q. Okay. For today's deposition, is there any

=
N

reason at all why you have any difficulty hearing
my questions and giving truthful and accurate

14 answers?

15 A. No.

16 Q. Okay. Andisanybody elsewith you today in
17 the deposition or are you at home alone?

18 A. I'm home alone.

19 Q. All right. Let'sgo back to VSI, Vascular

20 Solutions, prior to the GuideLiner. Of course
21 welll get to Guideliner today, but let's start at

22 the beginning.

23 You're afounder of VS, right?

24 A. Yes.

25 Q. And your background was as an attorney, not

=
w
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1 asan engineer or product development person; is

that right?

A. Well, | wasoriginally an attorney, and then

| worked in medical devicesin marketing and
product devel opment before starting Vascular
Solutions.

Q. And what was the impetus to start Vascular
Solutions?

A. | had the entrepreneuria bug. | wanted to
start acompany, and | knew medical devices. |
thought if | found the right ides, that | could

put a company together in Minneapolis, which is
the hotbed of medical device companies, and try to
grow a company from scratch.

Q. Okay. Andwhat was your first idea?

A. Thefirst ideawe licensed in was called the
Duett sealing device. It'sD-U-E-T-T, two Ts.

Q. And what was your role with respect to the
Duett in terms of coming up with the idea, working
on and developing it?

A. | evaluated it. It wasanideaby my
co-founder, Dr. Gary Gershoney, who'sa
cardiologist out in California. | evaluated and
then negotiated the license to acquire the rights
and then started a development team to bring it

O©oO~NOOTh~WN
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1 first starting to think about GuideLiner.

2 A. So prior to 2005, we probably had somewhere
3 around 10 to 20 medical devices that we had
4 developed and brought to market.
5 Q. And how big of acompany did you have during
6 that time?
7 A. Biginterms of number of employees or
8 revenueor --
9 Q. Yeah, | wasthinking of both.
10 A. Revenue, in 2005, we were somewhere around 50
11 million in sales, worldwide revenue, and we
12 probably had somewhere around 100 employees.
13 Q. Okay. And so for those -- | forget already
14 how many products you said, but for each of those
15 products, did you have patent work done, patenting
16 on those products?
17 A. Not each of them. Some of them weren't
18 patentable. Some of them were.
19 Q. Okay. Roughly how many -- how many of the
20 products were patented and how many patents did
21 you get on them?
22 A. If | go down thelist, Duett had probably
23 somewhere around five patents at that period of
24 time.

25 D-Stat flowable, | think we had two

Page 11
from a concept to afinished medical device.

Q. And did you work with engineers or other
people on that?

A. Yes

Q. The Duett, that was involved in litigation;
isthat right?

A. Yes

Q. Patent litigation?

A. Yes

Q. You probably don't remember. |

11 second-chaired your deposition in that case. |
12 was about a second-year lawyer.

13 A. Which case was that?

14 Q. Datascope.

15 A. Okay.

16 Q. Yeah, we were on the Datascope side, so we
17 were on opposite sides as we are today.

18 A. Okay.

19 Q. Okay. So, again, prior to GuideLiner, how
20 many products did Vascular Solutions come up with?,
21 A. Weéll, prior to when we launched GuideLiner or
22 prior to when we invented GuideLiner, or what date
23 are wetalking about?

24 Q. Prior to the dates we'll be talking about

25 later, the 2005, 2006 time frame. So prior to

O©oOo~NOoOOh~WNERE
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1 additional patents on that.

2 Vari-Lase, we had one or two patents
3 on that.
4 Pronto, | think we had just one

5 patent on that.

6 Langston, we had a patent on that.
7 Twin-Pass, | don't think we had a
8 patent onit.

9 Skyway, we did not have a patent on
10 it.
11 Micro-introducer kits, we did not

12 have a patent on.
13 That's -- | think there's more, but
14 that'sthe gist of it.

15 | can't hear.

16 MR. VANDENBURGH: Cy, we can't hear
17 you.

18 THE COURT REPORTER: Adam, he wants

19 to go off the record.
20 THE VIDEOGRAPHER: We are going off
21 therecord at 9:14 am.

22 (Off the record from 9:14 am. until
23 9:19am.)
24 THE VIDEOGRAPHER: We are back on

25 therecord at 9:19 am.
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1 BY MR. MORTON:

2 Q. Okay. Sorry about that, Mr. Root.
3 Can we go back to that same time
4 period we were talking about, the earlier days of
5 VS, prior to thinking about GuideLiner in 2005.
6 Did you have any document retention policies at
7 that time?
8 A. | believe we did, but | don't remember
9 exactly when we created our first document
10 retention policy.
11 Q. Do you remember anything about the policy
12 from prior to GuideLiner?
13 A. No, not redlly.
14 Q. Wereyou in charge of developing the policy
15 or was somebody else?
16 A. | don't remember the specific policy, so |
17 may have doneit. I'm not sure when we had our
18 first general counsel, and it may have been that
19 person'sjob.
20 Q. Okay. Doyourecall at al if it had to do
21 with hard-copy documents versus electronic
22 documents?
23 A. Wéll, the policy we had covered both, but I'm
24 not sure when that came into being.

Page 16
1 QXMedical we were the plaintiff -- at least in

2 substantive terms we were the plaintiff as-- on
3 my patent.
4 And I'm not sureif there's any
5 other cases that we have.
6 Q. Have you been deposed before on the issues of
7 conception and reduction to practice?
8 A. | think so, in relation to these earlier
9 GuideLiner cases.
10 Q. Okay. Any other cases besides the GuideL iner
11 cases?
12 A. | don't believe so.
13 Q. Wasthat the concept of conception and
14 reduction to practice, proving an earlier
15 invention date, was that something that you knew
16 and understood prior to GuideLiner?
17 A. | wasnot a patent lawyer. | knew the
18 general concept, but | wasn't an expert or
19 specifically trained in that area.
20 Q. All right. On these depositions, | want to
21 show you a couple of transcripts.
22 Can we put up the Boston transcript?
23 (Exhibit 1114 and Exhibit 1115 were
24 marked for identification.)

17 aninventor?

18 A. Weéll, inventor of the patent that was being

19 asserted, if you look at it that way. The

20 Datascope case, we were the defendant. And the
21 St. Jude Medical case we were the defendant. The
22 DiaMED case we were the defendant. And the
23 Terumo case we were the defendant.

24 And then the Boston Scientific case

25 we were the plaintiff on the GuideLiner patents.

25 Q. Did you have any -- do you recall any policy 25
Page 15 Page 17
1 about document destruction after a certain amount 1 BY MR. MORTON:
2 of time? 2 Q. All right. Areyou seeing this, Mr. Root,
3 A. Again, the palicies that we had covered that, 3 Vascular Solutions v. Boston Scientific, video
4 but | don't know when that policy was put in 4 depo of Howard Charles Root?
5 place. 5 A. I'mjust looking in the Exhibit Share, and
6 Q. Okay. We mentioned that you've had your 6 it'sjust 1114 and 1115. Isthat --
7 deposition taken before, right? 7 Q. Yes, 1114.
8 A. Correct. 8 A. Just open that?
9 Q. In how many patent cases have you had your 9 Q. Yep.
10 deposition taken? 10 A. Okay. Yeah, | seeit now.
11 A. Probably around five. 11 Q. All right. Thanks.
12 Q. And was your deposition typically taken as an 12 Do you recall having your deposition
13 inventor on those patents? 13 takenin that Vascular Solutions v. Boston
14 A. | -- yeah. Inacouple cases, yes. Ina 14 Scientific case?
15 couple cases, no. 15 A. Yes.
16 Q. Okay. What were the caseswhereyouwerenot | 16 Q. Do you recall being placed under oath and

17 swearing to tell the truth in that matter?

18 A. Yes.

19 Q. And you did testify truthfully, right?

20 A. To the best of my ability, yes.

21 Q. Wereyou given achance to review the

22 transcript and make any changes that you felt were
23 necessary?

24 A. Yes.

25 Q. And you signed off on this transcript?

5 (Pages 14 - 17)

Veritext Legal Solutions

WA \/eYitext com

DOCKET

_ ARM

2R8R-201-237A

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




