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1 (PROCEEDINGS, 01/25/2021, 9:58 am.) 1 A. Yesh, I'mnot seeing adate. I'm seeing
2 THE VIDEOGRAPHER: Good morning. We 2 "Date Modified" under the exhibits, but I'm not
3 aregoing on therecord. Thetimeis currently 3 seeing the date of the actual share.
4 9:58am. Thisis Eastern Standard Time. Today's 4 Q. Inthefar-left window, do you have abunch
5 dateis Monday, January 25, 2021. 5 of foldersthat say "Depositions'? It should say,
6 Thisis Media Unit No. 1 of the 6 "Deposition of Dr. Paul Zalesky 1-25-2021."
7 video-recorded deposition of Dr. Paul Zalesky. 7 A. Justgottoit, yeah.
8 Thisisinthe matter of Medtronic, Inc., et ., 8 Q. Okay. Yeah. If you open up that folder --
9 versus Teleflex Innovations SA.R.L. Thisisfiled 9 A. I'msorry. No, these are January 8th.
10 inthe U.S. Patent and Trademark Office, Patent 10 Q. January 8th.
11 Nos. IPR2020-00126, 00127, 00128, 00129, 00130, 11 A. Letmetry again. Oh, I've got one,
12 00132, 00134, 00135, 00136, 00137, 00138. 12 January 24th. Gotit. Okay. There.
13 This deposition is being held remotely. 13 Q. Okay. Perfect. I'll generally refer to
14 Thewitnessis currently located in East Greenwich, 14 documentsin hard copy, if you prefer to look at
15 Rhode Isand. 15 the documentsin hard copy. But if you want to
16 My nameis Jay Church from Veritext. I'm 16 look on the screen, I'll put the documentsin that
17 thevideographer. The court reporter is Merilee 17 Marked Exhibits folder aswell for you. Okay?
18 Johnson. I'm not authorized to administer an oath. 18 A. Okay.
19 I'm not related to any party in the action nor am | 19 Q. Allright. Soyou've had your deposition
20 financially interested in the outcome. 20 taken before, correct?
21 If counsel has any objectionsto 21 A. Yes
22 proceeding, please state them at the time of your 22 Q. Yep. Andyou've had your deposition taken
23 appearance. And now if we could have counsel state 23 viaZoom before in this case with my colleague Tara
24 your affiliations for the record and then, after 24 Norgard, right?
25 which, the court reporter can swear in the witness. 25 A. Yes
Page 7 Page 9
1 MR. WINKELS: Good morning. On behalf 1 Q. Okay. Sosame process. Asyou've
2 of patent owner, Joe Winkels with the Carlson 2 experienced before with these Zoom depositions,
3 Caspersfirm. Alsowith meisKen Levitt with the 3 it'sreally important that you and | not speak over
4 Dorsey & Whitney firm and Greg Smock from Teleflex. 4 eachother. So | will do my best to not interrupt
5 MS. TREMBLAY: Good morning. On behalf 5 you, and if you could do your best to not interrupt
6 of petitioners, my nameis Emily Tremblay with 6 me, that'll make Merilee'sjob alot easier as our
7 RobinsKaplan. Alsowith meis CyrusMorton, also 7 court reporter.
8 with Robins Kaplan. 8 Does that sound fair?
9 PAUL ZALESKY, Ph.D., 9 A. Yes
10 duly sworn, was examined and testified as follows: 10 MR. WINKELS: It looks like Emily lost
11 EXAMINATION 11 audio. Let'sgo off the record and try to get her
12 BY MR. WINKELS: 12 connected to audio here.
13 Q. Good morning, Dr. Zalesky. How are you? 13 THE VIDEOGRAPHER: We're going off the
14 A. I'mgood. How areyou? 14 record at 10:03am.
15 Q. Verygood. 15 (Break: 10:03am.to 10:04 am.)
16 Do you have the Exhibit Share open as well 16 THE VIDEOGRAPHER: We are going back on
17 asthe hard-copy documentsin front of you? 17 therecord at 10:04 am.
18 A. |do, butitlooks like exhibits from the 18 BY MR. WINKELS:
19 last session or aprevious session. 1'm not sure. 19 Q. Okay. Dr. Zalesky, so today we're talking
20 I'll try to refresh. 20 about your opinions related to written description
21 Q. Yep. Soif -- therestwo folders, 21 and the secondary considerations of copying. Okay?
22 actually, for your name. One dated January 13th, 22 A. Yes
23 onedated January 25th. On the left-hand side. If 23 Q. Andyou submitted a couple declarationsin
24 you can make sure you're in the January 25th 24 thisregard. Thefirst oneisExhibit 1919; is
25 folder. 25 that correct?
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Page 10 Page 12
1 A. Yes 1 the 2011-2012 time frame.
2 (Exhibit No. 1919 was introduced.) 2 Q. Okay. Solet mejust go through one by one
3 Q. Anddo you have Exhibit 1919 in front of 3 because | do want to understand what you reviewed
4 you? 4 and what you haven't reviewed.
5 A. ldo 5 Have you reviewed the entirety of the '032
6 Q. Okay. Well focus on your opinionsin that 6 prosecution history?
7 declaration for the first part of today and then 7 A. |don'tbelievel've seen the entire
8 welll transition to your second declaration later 8 prosecution history.
9 intheday. 9 Q. Okay. Haveyou reviewed the entirety of
10 In connection with your Exhibit 1919, with 10 the'380 prosecution history?
11 that declaration, what did you review insupport of |11~ A. Thesameanswer. Ineach of these, | don't
12 that declaration? 12 recall looking at the entire prosecution histories.
13 A. Therewasabirief, | believe. Probably two 13 Q. Okay. Andjust for therecord, that's the
14 of them, one from different counsels, regarding 14 same answer for the '776 patent, the '760 patent,
15 suggested claim amendments. So that was the 15 and the '379 patent, correct?
16 primary document that | reviewed. And the 16 A. Yes
17 background to that including, | believe, a case 17 Q. Okay. Isthe only portion of the
18 special expert report. 18 prosecution history that you've reviewed are
19 Q. Okay. Now, inthiscase you've aso 19 portions that were specifically given to you by
20 reviewed the five patents and claims that are at 20 counsdl to review?
21 issueinthese IPRs, right? 21 A. That'smy recollection, yes. And justto
22 A. My emphasiswas on the '629 application and | 22 give you avery specific example, on page 19
23 the'032issug, asit was my understanding that 23 there'sacitation regarding patent office claim
24 that'swherethe -- | don't know if "baseline” is 24 rejection.
25 the correct term, but the original specifications 25 Soit'sonly that level of detail that |
Page 11 Page 13
1 resided. 1 reviewed.
2 Q. Okay. Didyou look at the claims of the 2 Q. Okay. Soisitfair to say that the only
3 other patentsin addition to the '032 patent? 3 portions of the prosecution history of the five
4 A. | would certainly have looked at those. 4 patents you reviewed are the portions that you
5 It'sbeen awhile, quite honestly. But | did look 5 expresdy discussin your declaration,
6 at them and saw alot of redundancy. 6 Exhibit 19197
7 Q. Okay. How about the prosecution histories 7 A. Yes, that's correct.
8 for thefive patentsthat are at issue in these 8 Q. Now, you also mention the motions to amend.
9 IPRs. Haveyou reviewed the prosecution history 9 Do you understand that there were motions to amend
10 for thosefive patents? 10 brought in each of the five -- strike that.
11  A. | wasgiven at some point achart of the 11 Do you understand that there were motions
12 file history, and there was also a table on page 11 12 to amend brought regarding each of the five patents
13 of the application numbers, filing dates, and 13 atissuein this case?
14 patent numbers at issue. But as| said earlier, | 14  A. | don't remember explicitly seeing that,
15 emphasized the '629 and '032 and didn't re-review | 15 but that was my understanding, that the proposed
16 inany detail the other patents -- or applications. 16 amendments applied to the various patents.
17 Q. Okay. When| refer to "prosecution 17 Q. Okay. And through your process of
18 history," do you understand that I'm referring to 18 providing your opinionsin this case, did you
19 the process by which the applicationisreviewed by | 19 review all of the proposed amendments for the
20 the patent office and there's some correspondence | 20 five patentsin this case?
21 that isgenerated as part of that process? 21 A. ldontbelievel did. Youknow, I'd have
22 A. ldo. I'mfamiliar with that. | don't 22 to go through each one, literally, one by one.
23 recall seeing a detailed prosecution history or 23 And, of course, that's all in my declaration. So
24 detail. | do recall some specific excerpts, such 24 the specific amendments that | did review are as
25 asahearing from the patent office, | believe, in 25 listed in the Substitute Claim section of my
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Page 14 Page 16
1 declaration. 1 division of Boston Scientific called Mansfield
2 Q. Okay. Andthat's-- and paragraph 14 of 2 Scientific, which evolved into their interventional
3 your declaration, that's what | was kind of asking 3 cardiology company. And during my tenure there as
4 you about, isyou said, "I have been asked to 4 thehead of R&D, | presented, for instance, to the
5 review the Root patents and patent owner's 5 pand at the FDA for Boston'sfirst approval of its
6 contingent motions to amend the Root patents..." 6 initial coronary angioplasty catheter.
7 And | just want to confirm that you did, in 7 Q. Andhow long were you at Boston Scientific
8 fact, look at all five of the motions to amend for 8 inthat role?
9 thefive patents that were at issuein the case. 9 A. Approximately two years.
10 A. | believeso, yes. 10 Q. Thenaswemove on to paragraph 6, it looks
11 Q. Okay. Now, did you prepare to testify 11 like around 1986 you cofounded InterTherapy; is
12 today, | takeit? 12 that right?
13 A. Yes | had some preparation with counsel 13 A. Yes
14 on -- this past Friday. And then over theweekend, |14 Q. Andwith InterTherapy, wereyou still
15 | probably spent maybe an hour just reviewing my | 15 working and designing catheters and working in the
16 declaration. 16 cathlab?
17 Q. Okay. Let'sgoto just the background part 17 A. Pretty much so. It was a startup, which we
18 of your declaration. And | just want to understand | 18 thought was the only one in the world, dealing with
19 just alittle bit of your prior work because | know 19 what's called intravascular ultrasound. In other
20 you'vedonealot of work in the catheter area. So |20 words, putting ultrasound technology into a
21 | just have afew questions about that. 21 catheter that could actually fit inside of a
22 In paragraph 5 you discuss the advent -- 22 coronary artery.
23 what | cal the advent of interventional cardiology |23 So the focus was clearly on
24 inthe'70s and '80s; isthat right? 24 angioplasty-related proceduresin a cardiac cath
25 A. Yes 25 lah.
Page 15 Page 17
1 Q. Isthat whenyouwould say interventional 1 Q. Okay. Andthenitlookslike around 1990,
2 cardiology started, isin the '70s? 2 am| correct that you transitioned to Baxter, the
3 A. | probably wouldn't make that general of a 3 Baxter company?
4 statement. | wasfortunatein my very first jobin 4 A. Yes
5 the medical industry to be at an American Heart 5 Q. Andwith Baxter, were you working on
6 meeting, | believeit wasin Florida, when 6 catheters and catheter design aswell?
7 Dr. Andreas Grintzig from Switzerland made a 7 A. Baxter had agroup called the
8 presentation in avery small meeting room about 8 CardioVascular Speciaties group in Irvine,
9 doing the very first what is now known as coronary 9 Cadlifornia, which iswhere | waslocated. And |
10 angioplasty. 10 had adual role. | was VP of R&D for the
11 So you could argue that -- | believe that 11 cardiopulmonary bypass surgery division called
12 was 1979. You could argue that was the initiation, 12 Bentley, but | also was the point person for the
13 but interventional cardiology, | think in general, 13 variousfive divisions, one of which was called
14 ismore of a 1980s event. 14 LIS, Least Invasive Surgery. And that was
15 Q. Okay. Anditlookslikeat least as early 15 dedicated to interventional cardiology.
16 as 1986 you started working directly in 16 | represented that company and regularly
17 interventiona cardiology; isthat right? 17 participated in their developments and their
18 A. Actualy abit beforethat. Soin 1984, as 18 related activities to cardiology.
19 avice president for acompany called Meadox, | 19 Q. Anddid that include developmentsin
20 went over to Denmark, to a young company in asmall 20 catheter design and things of that nature?
21 town outside of Copenhagen and looked at guide 21 A. Yes
22 catheters that were being fabricated for 22 Q. Okay. And thenin 1995 you founded the
23 commercialization. 23 TherOx company; is that right?
24 So | would say starting in 1984. And then 24 A. Yes
25 between 1984 and 1986, | worked at a fledgling 25 Q. Andl believe you said that you were
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