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Petitioners Medtronic, Inc. and Medtronic Vascular, Inc. (collectively 

“Medtronic”) filed three separate petitions against the ’760 patent, challenging a 

total of only 23 claims.  Further, Medtronic’s three petitions include a total of six 

different grounds brought against a single claim—claim 32.  IPR2020-00132, 

Paper 1 at 8 (Grounds 2, 3, 4); IPR2020-00133, Paper 1 at 7 (Grounds 1, 2, 3).  

Medtronic’s strategic choice to rely on a section 102(e) reference does 

not justify institution of three petitions.  Medtronic contends it needs three 

petitions because Teleflex is asserting an invention date that pre-dates the Itou 

reference (Ex. 1007).  Paper 3 at 1-3.  Teleflex did invent before the priority date 

of Itou.  Indeed, Itou’s prior art status is at issue in the parallel district court 

litigation, and Medtronic was aware of substantial corroborated evidence showing 

Teleflex’s prior invention before it filed its Petitions.  Nevertheless, Medtronic 

chose to rely on a § 102(e) reference and did not even try to address the issue of 

Teleflex’s invention date in its Petitions.  Thus this is not one of the “rare” cases in 

which “two petitions by a petitioner may be needed.”  November 2019 

Consolidated Trial Practice Guide (“TPG”) at 59.  Where, as here, a Petitioner 

proceeds with filing petitions relying on a primary reference that it knows full-well 

is likely to be antedated, three petitions are not justified. 

The Board routinely declines to institute multiple petitions, even where there 

is a priority date dispute.  See, e.g., Comcast Cable Comms., LLC v. Rovi Guides, 
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Inc., IPR2019-01354, Paper 10 at 6 (PTAB Jan. 27, 2020) (denying institution of 

two of three petitions where a potential priority dispute existed); Dropbox, Inc. v. 

Whitserve LLC, IPR2019-01018, Paper 13 at 8-9 (PTAB Nov. 1, 2019) (denying 

institution of a second petition where parties disputed the priority date of multiple 

prior art references); Comcast Cable Comms, LLC v. Rovi Guides, Inc., IPR2019-

00279, Paper 10 at 6-7 (PTAB July 1, 2019) (declining to institute four of five filed 

petitions where a potential priority dispute existed).   Furthermore, the TPG 

explains that three or more petitions are almost never appropriate (TPG at 59).  

Medtronic has failed to justify why it needs not just two petitions, but three. 

Medtronic cites Microsoft Corp. v. IPA Techs Inc., IPR2019-00810, Paper 

12 (PTAB Oct. 16, 2019).  See Paper 3 at 3.  But Microsoft was different.  First, 

the petitioner in Microsoft explained that the “main difference” between its 

petitions was that each petition challenged different claims.  Id. at 12.  Thus, 

denying one of the petitions would completely eliminate the petitioner’s 

opportunity to challenge those claims.  Here, in contrast, Medtronic filed two 

petitions attacking the same claims based on different references, and a third 

petition challenging only four claims.  Second, while Medtronic is correct that 

there was a potential dispute about the priority date of Microsoft’s Kiss reference, 

the petitioner explained that “the same analysis of the combination of Kiss/FIPA97 

is the basic prior art challenge to every claim in each petition.”  Id. Paper 9 at 1-2 
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(emphasis added).  Thus, if the Kiss reference was found to not qualify as prior art, 

all of the petitions would fail.  Consequently, the petitioner’s filing of multiple 

petitions was clearly not intended to provide a “back-up” petition because of a 

potential priority issue.  Medtronic’s reliance on Microsoft is inapt. 

Medtronic’s strategic choice to include excessive, duplicative challenges 

to the same claims does not justify institution of three petitions.  Medtronic 

contends that the number and length of the claims, as well as “word count issues,” 

require three petitions.  Paper 3 at 3-5.  But the three Petitions challenge only a 

total of 23 claims—hardly an unusually high number.  What’s more, Medtronic 

challenges the same claims on many duplicative grounds—far more than needed to 

provide “back-up” in the event the Itou reference is not prior art.  For example, as 

explained above Medtronic challenges claim 32 of the ’760 patent on six separate 

grounds.   

 Medtronic’s contention that it could not fit all arguments into a single 

petition, or two petitions, at most, is a problem it created itself.  Rather than 

judiciously selecting its strongest arguments, Medtronic chose to advance 

excessive, cumulative challenges to the same claims based on the same references.  

For example: 

• Medtronic’s first petition (IPR2020-0132) challenges claim 32 on 

three separate grounds:  
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o Ground 2: Itou + Ressemann 

o Ground 3: Itou + Kataishi 

o Ground 4: Itou + Enger 

• Medtronic’s second petition (IPR2020-0133) challenges claim 32 on 

three separate grounds:  

o Ground 1: Ressemann + Takahashi 

o Ground 2, Ressemann + Takahashi + Kataishi 

o Ground 3: Ressemann + Takahashi + Enger 

• Medtronic’s third petition (IPR2020-0134) challenges claims 48, 51, 

and 53 on three separate grounds: 

o Ground 1: Itou 

o Ground 2: Itou + Ressemann 

o Ground 3: Ressemann 

Medtronic’s third petition challenges only four claims total, based on the same 

primary references, Itou and Ressemann, asserted in its first and second petitions.  

Medtronic’s argument that it could not have sufficiently challenged all claims in 

one Itou-based petition and one Ressemann-based petition strains credulity.  

Again, Medtronic’s reliance on Microsoft is inapposite.  Microsoft 

concerned five petitions challenging 89 claims; here Medtronic seeks to use three 

petitions to challenge only 23 claims.  See Microsoft, IPR2019-00810, Paper 12 at 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


