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In response to the Patent Trial and Appeal Board’s Decision of June 26, 2020 

(Paper 20, “Decision”), Petitioners Medtronic, Inc. and Medtronic Vascular, Inc. 

(“Medtronic”) respectfully request rehearing of the Decision denying institution of 

inter partes review for claims 25-39 (“the challenged claims”) of U.S. Patent No. 

RE45,380 (“the ’380 patent”).  The Decision did not reach the merits of Medtronic’s 

Petition; instead, the Decision exercised discretion under 35 U.S.C. § 314(a) because 

the Board granted institution of another petition challenging the ’380 patent (i.e., 

IPR2020-00129).  See Dec. at 3–5 (citing Consolidated Trial Practice Guide (“Trial 

Practice Guide”) (November 2019) at 59).  As explained below, Medtronic 

respectfully requests rehearing of the Decision and institution of this proceeding, 

and is willing—pending the Board’s guidance in its Rehearing decision—to limit 

the instant Petition to claims 32 and 33 to further alleviate any efficiency or burden 

concerns. 

I. Argument 

Medtronic appreciates the considerations underlying the Board’s policy of 

limiting institution to a single petition challenging a given set of claims in the 

absence of special circumstances.  See Trial Practice Guide at 59-60.  The Trial 

Practice Guide also provides, however, that discretionary denial under § 314 “is 

informed” by the policies of, among others, “economy, the integrity of the patent 

system, [and] the efficient administration of the Office.”  Id. at 56.  In particular, 
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“[t]he AIA was designed to establish a more efficient and streamlined patent system 

that will improve patent quality and limit unnecessary and counterproductive 

litigation costs.”  Id. (citing H.R. Rep. No. 112–98, pt. 1, at 40 (2011)) (emphasis 

added). 

The Board’s Decision to deny institution under § 314 does not achieve this 

goal because it could result in unnecessary and counterproductive litigation.  In 

particular, the Decision has the consequence of causing potentially inconsistent 

validity rulings for the ʼ380 patent—in particular, claims 32 and 33—that recites 

nearly identical subject matter as other claims in the Teleflex family for which this 

Board found that Medtronic had established a reasonable likelihood of 

demonstrating invalidity.  These potential inconsistencies are not good for either the 

integrity of the patent system or the efficient administration of the Office. 

Accordingly, and for the additional reasons set forth below, the Board should grant 

Rehearing.  See Sand Revolution II, LLC v. Continental Intermodal Group – Trucing 

LLC, IPR2019-01393, Paper 24 at 2–3 (P.T.A.B. June 16, 2020) (granting Request 

for Rehearing that overturned decision exercising discretion under § 314). 

A. The Decision Could Result in Conflicting Patentability Findings 
For Substantially Similar Claims, Including Claims 32 and 33 of 
the ʼ380 Patent. 

The Board denied institution of this Petition because it instituted review of 

IPR2020-00129.  In the -00129 Institution Decision, the Board preliminarily found 
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that Medtronic demonstrated a reasonable likelihood that claims 25-31, 34-37 and 

39 were invalid, but preliminarily disagreed with Medtronic’s argument as to claims 

32 and 33.  Paper 22 at 23-33 (“-00129 Decision”).  In particular, in the -00129 

Decision, the Board preliminarily determined that Medtronic did not demonstrate a 

reasonable likelihood of invalidating claims that require the distance between the 

inner diameter of the guide catheter and the guide extension catheter to be no more 

than one French (“One French Claims”).  Id. at 31–33.  Thus, it is possible that the 

Board may find claim 32 and, by virtue of its dependency, claim 33 not unpatentable 

in IPR2020-00129. 

The Board, however, preliminarily determined in IPR2020-00127 and -00130 

that the same Kontos grounds advanced in the instant Petition render the One French 

Claims unpatentable.  Importantly, as shown in the below table, the ʼ032 and ʼ380 

patents recite substantially the same claim feature—which the Board preliminarily 

determined to be taught by the Kontos-based prior art—as claim 32 of the ’380 

patent. 

IPR No. IPR2020-00127  IPR2020-00130 IPR2020-00131 
Claim  “The device of claim 

1 wherein the cross-
sectional inner 
diameter of the 
coaxial lumen of the 
tubular structure is 
not more than one 
French smaller than 
the cross-sectional 

“The system of claim 
1, wherein the cross-
sectional inner 
diameter of the 
coaxial lumen of the 
tubular structure is 
not more than one 
French smaller than 
the cross-sectional 

“The system of claim 25, 
wherein a uniform inner 
diameter of a lumen of 
the means for receiving 
the interventional device 
and guiding the 
interventional device 
deeper into the branch 
vessel is not more than 
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