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1 guidance on petitioner's argumentsin its reply, that
2 patent owner violated the limitation on incorporation by
3 reference.
4 And then we have the December 30th request
5 from patent owner requesting a Motion to Strike
6 Petitioner's Reply Briefs, or at least portions thereof.

7 And | showed them thisin the beginning.
8 Let's actualy start with roll call.
9 Who do we have on the line for patent
10 owner, and then who do we have on the line for
11 petitioner?
12 MR. VANDENBURGH: Y our Honor, for patent

13 owner, thisis Derek Vandenburgh of the Carlson Caspers
14 firm, and also on the call is Peter Kohlhepp of our firm.

15 JUDGE PAULRAJ: All right. Thank you,
16 Mr. Vandenburgh.

17 And who do we have for petitioner?

18 MR. MORTON: Y our Honor, for petitioner

19 thisis Cy Morton, and with me also on the line is Chris
20 Pinahs and Sharon Roberg-Perez.

21 And just to preview, Y our Honor, usualy |
22 do thetalking; but I'm just going to handle this first

22 23 issue; and the motion to strike issue, Mr. Pinahsis
;i 24 going to handle.
25 25 JUDGE PAULRAJ: All right. Thank you,
Page 3 Page 5
1 PROCEEDINGS 1 Mr. Morton.
2 JUDGE PAULRAJ: ThisisJudge Paulrgj of 2 And if we could just make it clear for the
3 the Patent Trial and Appeal Board, and with me on the 3 record, identify yourself before you speak. That would
4 line | havejudges Tornquist and Snedden. Thisisa 4 be easier for myself, aswell as | imagine the court
5 conference call and in aseries of IPRs. PR 2020-126, 5 reporter.
6 127,128, 129, 130, 132, 134, 135, 136, 137, and 138. 6 So happy new year, everyone, and let's
7 Did | get al the cases there? 7 start with first request.
8 MR. VANDENBURGH: | believe so. 8 Mr. Vandenburgh, go ahead.
9 JUDGE PAULRAJ: Okay. So we have two 9 MR. VANDENBURGH: Thank you, Y our Honor

10 requests, both from patent owner; so we'll address both
11 of thoseinturn. | know the more recent request was
12 requested as part of a separate phone call. But per the
13 e-mail that we sent out this morning, we'd like to

14 address both requests today.

15 Do we have a court reporter on the line?

16 THE REPORTER: Yes, Your Honor.

17 MR. VANDENBURGH: Yes, Your Honor, we da.
18 JUDGE PAULRAJ: All right. Excellent.

19 So whoever did arrange for the court

20 reporter, per usua practice, please make atranscript of
21 that part of the record as soon asit's available.

22 MR. VANDENBURGH: Will do.

23 JUDGE PAULRAJ: Okay. So let'stakethe
24 requestsin turn. So we have down arequest from Chris

25 Hasid, December 24th, from patent owner asking for

10 Procedurally thisis, of course, avery
11 unique and complicated case. Not only do we have 11 IPRs
12 consolidated into a single proceeding, but that's, you

13 know, made even more complicated by the fact that seven
14 of the IPRsinvolved as the |lead reference areference

15 that there's a dispute over whether it actually

16 constitutes a prior art or not.

17 Now, the board | think wisely got out in

18 front of thisissue in setting the scheduling order sua

19 sponte setting up a separate briefing on that issue with

20 separate word counts. And | think of relevance to the

21 issuethat we're going to be talking about today, when we
22 first had thefirst of two callslast summer relating to

23 petitioner's request for additional briefing and words on
24 thisissue, we asked the board whether it was sort of

25 contemplating asingle brief dealing with conception and
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reduction to practice or seven different briefs for each
case.

And the guidance we got -- of course, the
board didn't say, you know, we had to do one or the
other; but the guidance was that they preferred asingle
brief. And to usthat made sense because the real
disputesin this case relating to conception and
reduction to practice don't really turn on the specific
language of a particular claim in a particular patent.
They're more generally on the issues of, you know, were
prototypes made; is there corroboration; is there
testing, was it sufficient. Those are the issues that
13 seemto bein dispute, and from the evidence that we --
14 briefing we've seen so far in the dispute.

15 But, you know, we're asking for

16 clarification today because there isthisissue that

17 arisesin priority disputes of whether the prototypes

18 that were built meet the limitations of the claims. And
19 wedon't -- again, we don't think there's actually much
20 dispute on thisissue. If you look at the -- when we

21 briefed thisissue, you look at the fact that the -- the

22 specification here in describing the embodiments of the
23 invention, basically al of the preferred embodiments are
24 made up of two subcomponents. arelatively flexible,
25 polymer, tubular portion at the distal end of the device
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1 wedid. They attached adetailed expert declaration
2 purporting to set forth some limitations that he thought
3 weren't present in the claims.
4 But the other thing the petitioner did is,
5 inthe course of essentially a single paragraph, they
6 threw the Hail Mary pass. They said: "But, but, wait a
7 minute. We should win as a matter of procedure because
8 that sort of detailed element-by-element analysisis
9 necessary to your burden of proof, patent owner. You
10 violated the incorporation by areference rule, and so
11 you lose as a matter of procedure.”
12 That's basically what we are looking for
13 here, guidance. Now, we don't think we did violate. We
14 think that -- you know, we've got 27 pages, including
15 detailed discussion of the prototypes, that provides
16 guidance on how those correspond to claim elements,
17 combined with our appendix in the declaration -- in the
18 expert -- or the inventor's declaration.
19 But the important thing and the other
20 reason we're here is because there certainly was no
21 intent to violate any word count limits. Again, we were
22 trying to meet what the board asked for. We gave a
23 single brief, and we put the claim-by-claim specificity
24 into these appendices. Seemed to usto be the efficient
25 thing and what the board wanted.
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and then a proximal end that is relatively rigid, that
according to the spec is preferably made out of steel
hypotube.

So as part of our briefing, we pointed out
that our prototypes - and two specific prototypesin
particular that were ordered and built - had exactly
those two components. We showed them. We annotated them
using language -- you know, not the exact language of
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each claim because the claims are different, but using

=
o

the language corresponding generally to the claim
language. And we pointed out how those prototypes
corresponded to the invention described in the patent and

=
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claimed in the claims.

14 We also included as an appendix to one of
15 the inventor declarations an extremely detailed,

16 element-by-element analysis of each and every claim, each
17 and every claim limitation to those prototypes.

18 So what happened then in response?

19 In response, petitioner in their brief --

20 first of all, they also filed only asingle brief on the
21 issue of conception and reduction to practice identical
22 for al seven cases. And in that brief, they didn't

23 identify asingle limitation in the prototypes -- I'm

24 sorry -- asingle limitation of the claims that they're
25 saying wasn't in the prototypes. Instead they did what
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1 We & so note that when we had the second
2 of our two callsrelating to patent owner's request for
3 an additional brief on thisissue and for additional
4 words, that they -- they emphasized that we had put alot
5 of material in as part of the request for more words, why
6 they needed more words; and they emphasized the fact that
7 they had the burden of proof on thisissue. And now
8 they're coming back and saying, no, that's not really the
9 case; there's this procedural defect, and we should just
10 win as amatter of course.
11 So -- and | guess, before | wrap this up,
12 | do also want to make one last point why we think that
13 there's no need for the board to consider - and the board
14 shouldn't consider - their procedural argument iswe
15 don't think that thisis a situation where, at the end of
16 the day, the board is going to end up having to, as some
17 of the cases say, play archeologist with the record to
18 figure out what the parties' arguments are on this issue.
19 Now, there's still briefs -- two briefsto
20 go on theissue of conception and reduction to practice.
21 We're going to fileabrief at the end of this month
22 where we can address the limitation that their expert
23 sayswas not in the prototypes, and they get yet another
24 brief after that to discussthe issue. So the issue will
25 becrystalized.
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1 And, of course, there's no prejudice to
2 Medtronic in considering this issue on the merits
3 because, you know, they have -- they have addressed it in
4 detail on the merits. They've taken four fact
5 depositions on the issue of conception and reduction to
6 practice. They've taken expert depositions on the issue.
7 It'sfully briefed and considered. There's no prejudice
8 tothat.
9 So | guess what we'd like to ask the board
10 to doisto confirm today that they aren't going to
11 decide the conception and reduction to practice issue on
12 this procedural question of what evidence and argument
13 should have been in the briefs versus the declarations.
14 Again, the parties have put alot of work
15 into the merits. Everything isthere -- you know, needed
16 to decidetheissueis already there and will be there
17 with additional briefs that are going to be filed.
18 And | guess, most importantly then, aswe
19 continueto brief thisissue, we don't want to have to
20 devote precious words that we have remaining on this
21 issueto arguing over this procedural issue to explaining
22 why they'rewrong. So that's our primary request for
23 today.
24 | think, alternatively, if the board is
25 not, you know, willing to grant that clarity today, then

Page 12
1 there's one brief, and they put all their claim-by-claim
2 analysisin an appendix to a conductory declaration, |
3 think, in general, Y our Honor, the patent owner isjust,
4 in addition to an advisory opinion, seeking a do-over on
5 that point. Andif | canjust give abrief history of
6 theissue, | think | can explain why really, at the end
7 of the day, there's nothing the board needs to do now in
8 terms of an advisory opinion or expanded word count.
9 So, Y our Honor, throughout this process,
10 there have been two related issues. One issue was word
11 count, and one issue was whether we could file different
12 briefsfor different IPRs because conception and
13 reduction to practice is a claim-by-claim analysis which
14 can differ for different patents. And the board's
15 origina scheduling order back in June addressed both
16 issues setting word counts and setting consolidated
17 briefing, one set of briefs.
18 We sought -- petitioner sought to change
19 that first at least by seeking identical word counts of
20 both parties, and patent owner opposed that. In our meet
21 and confer, they said they planned to file one brief. We
22 wouldn't agree to that. We pointed out it was
23 claim-by-claim analysis. And we had a board call where
24 we made these points to the board, and the board decided
25 towait on any decision.

Page 11

1 what we would ask for is an additional thousand words for

2 our surreply brief so that we can brief this procedural

3 question in detail.

4 Y ou know, petitioner raised it in

5 literally aparagraph. They didn't devote wordsto it.

6 Butit'simportant. It's potentially dispositive. And

7 soif theboard is-- isnot willing to just say, you

8 know, "Oh, we're going to decide this on the merits,"

9 then we would ask that we be given these thousand extra
10 words to address that issue as part of our surreply.

11 That's all | have on that issue, Y our

12 Honor.

13 JUDGE PAULRAJ: Thank you,

14 Mr. Vandenburgh.

15 | don't think | have any questions at this

16 point from what you presented.

17 Let meturn it over to Mr. Morton, and

18 then we may have questions for the other side after that.
19 MR. MORTON: Yes, Your Honors.

20 | did think that the request was more for

21 morewords. And | think from this presentation, it's
22 clear the request is more for an advisory opinion from
23 the board to decide an issue now that'sin the briefing,
24 which | think are generally not how things go.

25 Y ou know, on thisissue of, you know,

Page 13
1 The patent owner did not raise any issue
2 with the procedure whatsoever with the board, other than
3 to oppose our request for equal words. Patent owner went
4 ahead then and filed one identical brief for all seven
5 IPRsand put its claim-by-claim analysisin a chart
6 appended to inventor Root's declaration. After that we
7 raised the issues again, and again patent owner opposed.
8 And thistime on the board call, the board decided to
9 order equd briefing.
10 And we addressed the burden of proof on
11 that time. Thereisatranscript. It'sin the record.
12 | said that they have to send for us. They have to make
13 their case and shift the burden back to us on thisissue.
14 And at that time, the patent owner characterized it as
15 their burden of production. That'sin the transcript.
16 So -- sothey do that. We're going to do that.
17 Now, thisisthe heart of the matter for
18 today's decision, Y our Honor; at no time did patent owner
19 object to the limits on their word count. At no point
20 did patent owner object to consolidated briefing. They
21 never said, "Hey, thisis going to be difficult to get
22 thisin briefs becauseit's claim by clam." In fact,
23 they embraced the idea of single briefs over our
24 objections, and they only sought to maintain unequal
25 briefing in their favor.
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1 Now, nothing has changed since then, Y our
2 Honor. We simply made the argument that was available to
3 usthat the Root charts are a proper incorporation by
4 reference. Very common argument in IPRs. And the
5 argument's not astretch. There's nothing in the briefs
6 about the various claims across the patents, there's only
7 that chart.
8 But the board certainly does not need to
9 decide that issue heretoday. In thefina written
10 decision, the board can decide whether or not the patent
11 owner met its burden on thisissuein its opening briefs.
12 The board does need to render an advisory opinion or give
13 patent owner a do-over with more words.
14 So I'm guessing patent owner will try to
15 meet itsburden in its surreply briefs now, which | think
16 isimproper. If they do that, we will point that out in
17 our surreply briefs. And the board can decide the matter
18 inthefinal written decision.
19 So in conclusion, Y our Honor, patent owner
20 hasknown all along that it's a claim-by-claim analysis.
21 That'sbasic patent law. They chose to embrace the
22 filing of one brief and never asked for more words.
23 There's no reason to adjust the procedure now just
24 because we made an incorporation-by-reference argument.

Page 16
1 But we -- it isnot our intent to -- to go
2 back and somehow -- and, of course, there's no possible
3 way we could do so with athousand words -- somehow
4 incorporate, you know -- or put claim charts into our
5 surreply brief. That isnot our plan.

6 JUDGE PAULRAJ: Okay. And just to follow
7 up.
8 Isit -- regardless of whether it's

9 inappropriate or not -- and we're not, at least right now
10 onthiscall, going to make ajudgment on that -- isit
11 your intent for usto rely upon the claim chartsin
12 addition to the arguments you've made in the -- in the

13 brief itself?

14 MR. VANDENBURGH: Wéll, they are -- they
15 are evidence.

16 JUDGE PAULRAJ: Okay.

17 MR. VANDENBURGH: And just like | am sure

18 that Mr. Morton would say that their expert's lengthy
19 appendix is evidence.

20 But, again, we -- our hope isthat we are

21 going to provide the guidance that the board would like
22 of what's actually in dispute relative to whether the

23 prototypes are covered in the claim in the briefs

24 themselves and not have to somehow parse that out on

25 Thank you, Y our Honor. 25 their own out of the -- out of the appendices.
Page 15 Page 17
1 JUDGE PAULRAJ: Thank you, Mr. Morton. 1 JUDGE PAULRAJ Okay. Andjust one
2 Let me put the parties on hold. 1'm going 2 follow-up.
3 to confer with my panel about whether we have any 3 Perhaps, Mr. Morton, you can answer; and
4 questions before we address this issue further. 4 I'll et both sides respond.
5 (Off therecord 10:18-10:19.) 5 In terms of the claim chartsincluded with
6 JUDGE PAULRAJ: Mr. Vandenburgh, one 6 petitioner's expert declarations, are those claim

7 question we have for the patent owner's side in terms of
8 what you're asking for in terms of the thousand extra
9 words: Would those thousand extra words be used to only
10 argue that you didn't improperly incorporate Root
11 reference, or are you going to more or less remedy
12 perhaps the aleged improper incorporation by reference
13 by -- by making substantive arguments in your surreply?
14 Could you clarify that point?
15 MR. VANDENBURGH: What weintendto dois
16 to address the -- the aleged deficiency and obviously
17 brief that inissue -- in detail. And there are cases
18 from the board on thisissue that need analysis.
19 In addition, we do contemplate addressing
20 the things that their expert says; you know, what they
21 put their dec -- in their lengthy declaration that they
22 incorporated and address the specific issues that the
23 board -- or I'm sorry -- that petitioner is contending

7 charts-- and what I'm trying to get at is, are they aso

8 kind of entitled to be like a claim-by-claim,

9 patent-by-patent analysis analogous to what -- what
10 you'veincluded in patent owner's briefs?
11 MR. MORTON: So, Y our Honor, | guess |
12 wouldn't -- | wouldn't agree that we haven't made any
13 argument about what's missing from the prototypesin our
14 briefs. | think we did make an argument in our briefs.
15 Certainly there are alot more words in the claim charts
16 in the expert's declaration.
17 | do think thereisalittle bit of a--
18 you know, if the board is going to consider their claim
19 charts, which we say our incorporated by reference, at
20 that point | guessit'sall fair game and our stuff's
21 probably in, too. But | don't think it's just purely a
22 goose/gander situation. | think we've said thingsin the
23 briefsasfar aswhat's -- what's missing.

24 were not in the prototypes so that the board does not 24 JUDGE PAULRAJ: All right. Thank you
25 have to play archeologist. 25 both. Let me put the parties on mute again and discuss
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