position of the Office as to unpatentability before the action is made final") and content
requirements ("a rebuttal of any arguments raised in the patent owner’s response") on final
Office action in ex parte reexamination that are not set forth in 37 C.F.R. § 1.113 and that are not
required in initial examination under MPEP § 706.07 due to the substantial differences between
initial examination and ex parte reexamination (described in MPEP § 2271).

Because the CRU’s Decision did not consider the requirements set forth in MPEP § 2271,
the CRU’s Decision incorrectly concluded that "[iJn making an action final, the examiner is not
required to respond to every argument made by Patent Owner." Decision at 4. Similarly, as
evidenced by the Examiner's reliance on MPEP § 706.07 in the Advisory Action, the Examiner
failed to consider the requirements of MPEP § 2271 in preparing the Final Office Action. MPEP
§ 2271 requires that the final Office action "include a rebuttal of any arguments raised in the
patent owner’s response.” As noted in the Initial Petition, numerous arguments presented by
Rembrandt were not addressed in the Final Office Action. See, e.g., Initial Petition at 6-10.
Accordingly, due to the failure of the CRU’s Decision to apply the requirements of MPEP
§ 2271, which directly resulted in at least the above described errors, the Initial Petition must be

reconsidered, and the Final Office Action must be vacated or rendered non-final.

The CRU’s Decision Confirms that the Final Office Action Set Forth a New Ground of
Rejection

In the CRU’s Decision, the CRU Director argues that no new grounds of rejection were
set forth in the Final Office Action:

Keeping in mind that the ultimate criterion of whether a
rejection is considered 'mew' is whether the appellant had fair
opportunity to react to the thrust of the rejection, Patent Owner
indeed had such an opportunity to respond here. Upon receipt of
the initial rejection, Patent Owner had notice that it had to show
that the art of record, namely Yamano, does not teach, or
teaches away from, a destination address.

Apple Exhibit 1110
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Decision at 4 (emphasis added).

This is, in fact, the very point Rembrandt made in the Initial Petition. Rembrandt was on
notice that the Office was relying on Yamano as allegedly teaching the destination address of
claims 2 and 59. In the Non-Final Office Action, the Examiner conceded that "Snell does not
expressly teach wherein at least one group of transmission sequences is addressed for an
intended destination of the payload" and, therefore, asserted that "Yamano discloses transmitting
a group of transmission sequences or messages, including a preamble and main body, and that
the preamble includes a destination address 'for an intended destination of the payload portion.™
Non-Final Office Action at 14, 16-17; see also Initial Petition at 13. Accordingly, Rembrandt
agrees with the CRU Director that after the Non-Final Office Action Rembrandt was on notice
that it needed to address the deficiencies in the Yamano reference with regard to the recited
destination address. The problem with the Final Office Action is that the Examiner relied on, for
the first time, Snell as teaching the destination address:

Snell teaches that the transceiver is for use in a WLAN
(col. 4, lines 41- 47). It is known in the art that a packet has a

destination address in WLAN and it is so well known that Snell
does not even mention it. ... Snell inherently teaches it.

Final Office Action at 42 (emphasis added).

In other words, between the Non-Final Office Action and the Final Office Action, the
Examiner altered the obviousness grounds of rejection — in the Non-Final Office Action,
Yamano was relied on to the "destination address,” while in the Final Office Action, Snell is also
relied on to teach the "destination address.” As noted in the CRU’s Decision, "Patent Owner had
notice that it had to show that the art of record, namely Yamano, does not teach, or teaches away

from, a destination address." But prior to the Final Office Action, Rembrandt had no notice that
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Snell was being relied on to teach the destination address." The Examiner’s reliance on Snell for
the first time in the Final Office Action runs contrary to MPEP § 2271, which requires that the
Examiner "twice provide the patent owner with such information and references as may be

useful in defining the position of the Office as to unpatentability before the action is made final."

(emphasis added).

Furthermore, when the Examiner presents a new rejection based on inherency, as is the
case, here, the new inherency arguments should be set forth as a new ground of rejection. See,
e.g., Application of Echerd, 471 F.2d 632, 635 (C.C.P.A. 1973) ("Under such circumstances,
appellants should have been accorded an opportunity to present rebuttal evidence as to the new
assumptions of inherent characteristics made by the board.").

Thus, it is clear that the Final Office Action raises a new ground of rejection.

The Examiner's New Claim Construction in the Final Office Action is a New Ground of
Rejection

The CRU’s Decision does not contest that the Examiner set forth a new definition for the
claim term "different type[s]' of modulation methods. Decision at 4. Instead, the CRU’s
Decision argues that "the use of extrinsic evidence, such as dictionary definitions, does not
constitute a new ground of rejection.” Id. There are numerous issues with this determination, all
of which warrant reconsideration of the Decision.

First, the new definition for "different type[s]' of modulation methods does not come

from extrinsic evidence, such as a dictionary. See, e.g., Final Office Action at 31. Instead, the

! For completeness, Rembrandt notes that the anticipation rejection over Snell also failed to put
Rembrandt on notice that Snell allegedly taught the "destination address.” That’s because, in the
anticipation rejection, the Examiner did not give patentable weight to any of the recitations that
included the "destination address" at issue in the obviousness grounds. See, e.g., Non-Final

Office Action at 9 and 11.
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Examiner makes a conclusory statement about how the term will be interpreted. Id.
Accordingly, the Decision's reliance on an alleged ability to rely on dictionary definitions
without setting forth such a definition in a new ground of rejection is a non sequitur as the
Examiner did not set forth a dictionary definition in the Final Office Action.

Second, even if the Examiner had set forth a dictionary definition for "different type[s]' of
modulation methods, such a new definition would have amounted to a new ground of rejection.
As explained by the Federal Circuit, the ordinary procedure is to set forth a new ground of
rejection when a dictionary is relied upon, unless the dictionary serves a minor role:

Ordinarily, citation by the board of a new reference,
such as the dictionary in this case, and reliance thereon to
support a rejection, will be considered as tantamount to the
assertion of a new ground of rejection. This will not be the case,
however, where such a reference is a standard work, cited only to
support a fact judicially noticed and ... the fact so noticed plays a
minor role, serving only to fill in the gaps which might exist in the

evidentiary showing made by the Examiner to support a particular
ground for rejection.

In re Biedermann, 733 F.3d 329, 338 (Fed. Cir. 2013) (internal citations and quotations omitted)
(emphasis added).

Third, the correct construction of "different type[s]' of modulation methods plays more
than a minor role in the current proceeding. The correct construction of this term is what
resulted in the Federal Circuit confirming the patentability of the claims at issue in the present
proceeding after they were challenged in district court:

Contrary to the way Samsung has cast the issue, whether
Boer meets the “different types” limitation under the court's
construction is a factual question. Particularly with regard to
obviousness, it is a factual question going to the scope and content
of the prior art. See Graham v. John Deere Co. of Kan. City, 383
U.S. 1, 17, 86 S.Ct. 684, 15 L.Ed.2d 545 (1966). We review such
factual questions underlying obviousness for substantial evidence.
Circuit Check, 795 F.3d at 1334. Taken with Dr. Morrow's
testimony, the fact that Boer's DBPSK and PPM/DQPSK
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modulation methods both alter phase is substantial evidence to
support the jury's presumed fact finding that Boer did not teach the
“different types” limitation.

Rembrandt Wireless Techs., LP v. Samsung Elecs. Co., 853 F.3d 1370, 1379 (Fed. Cir. 2017).

The art and grounds of rejection in the current proceeding rely on DBPSK and DQPSK,
which are similar to "Boer's DBPSK and PPM/DQPSK modulation methods" that were found by
the Federal Circuit to be insufficient to render the subject claims of the '580 Patent unpatentable.
Therefore, construction of "different type[s]' of modulation methods is not a minor issue for
which extrinsic evidence may be cited without setting forth a new ground of rejection.

Fourth, it is the practice of the Office to set forth new grounds of rejection in response to
a new claim construction. Rembrandt provides the following small sampling of the Office's
recent decisions illustrating this practice:

Since our claim interpretation is different from the
Examiner's and our rationale for affirming the rejections is
different from the Examiner's, we designate the affirmances 2-4 as
new grounds of rejections.

Woodbolt Distribution, LLC. Requester & Respondent, APPEAL 2016-000745, 2016 WL
2866240, at *17 (May 13, 2016).

Nevertheless, because we disagree with the Examiner's
claim interpretation, and because our findings and explanation
expand upon and/or differ from the Examiner's in some ways, we
designate our affirmance as New Grounds of Rejection, giving
Appellants a fair opportunity to respond in prosecution.

Ex Parte Shelly Lynn Shields & Omar Yousif Abdelmagid, APPEAL 2017-000052, 2017 WL
5508884, at *7 (Oct. 30, 2017).

Because in some instances the claim interpretation and
reasoning we rely on to sustain the rejections of claims 1 and 4-9
differs from the Examiner's claim interpretation, we designate our
affirmance of the rejections of these claims as new grounds of
rejection so as to provide Appellants with a full and fair
opportunity to respond to the thrust of the rejections.

Ex Parte Luca Antonio Bortoloso, Guido Giuffrida, & Isabella Roncagliolo, APPEAL 2015-
006985, 2016 WL 6216650, at *5 (Oct. 20, 2016).
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Because in some instances the claim interpretation and
reasoning we rely on to sustain the rejections of claims 1-12 and
14-21 differs from those of the Examiner, we designate our
affirmances of the rejections of these claims as new grounds of
rejection so as to provide Appellants with a full and fair
opportunity to respond to the thrust of the rejections.

Ex Parte Vassilina Nikoulina & Agnes Sandor, APPEAL 2016-003107, 2017 WL 244135, at *12
(Jan. 17, 2017).

Finally, in the following quotation, the CRU’s Decision may be suggesting that a new
ground of rejection may be permissible in response to Rembrandt rebuttal arguments:

Patent Owner conversely argues that the examiner made
new grounds of rejection because the examiner apparently, actually
responded to all of Patent Owner's arguments. Responding to
Patent Owner's arguments is not considered a new ground of
rejection.

Decision at 4.

In any case, while it is unclear if the CRU Director is arguing that the Examiner's
arguments did not amount to new grounds of rejection, or is instead suggesting that rebuttal
arguments cannot be considered new grounds of rejections, the latter is a clear misstatement of
the law. It is well established that "A new ground of rejection is not negated by the fact that the
Board is responding to an appellant's argument." In re Biedermann, 733 F.3d 329, 338 (Fed. Cir.
2013); see also MPEP § 2271 ("[T]he examiner will twice provide the patent owner with such
information and references as may be useful in defining the position of the Office as to
unpatentability before the action is made final."). As for the former, Rembrandt notes that the
discussion above, the discussion in the Initial Petition, and the discussion in the Supplemental
Petition show that the Examiner's rebuttal arguments clearly set forth new grounds of rejection.
As also discussed above and contrary to the CRU Director’s statement, in the Initial Petition and
in the Supplemental Petition, the Examiner did not “actually respond[] to all of Patent Owner’s

arguments.” See, e.g., Initial Petition at 6-10.
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Conclusion

In light of the errors in the CRU’s Decision noted above, Rembrandt respectfully requests
that the Initial Petition be reconsidered, and the Director exercise his supervisory authority to
either vacate the Final Office Action of July 18, 2017 or at least make it non-final, as requested
in Rembrandt’s Initial Petition. Rembrandt further requests that the Office’s decision on this

Request for Reconsideration be made a final agency action. See, e.g., MPEP § 1002.02.

To the extent the Office believes any rules prevent full consideration of this petition,
Rembrandt further petitions the Director to suspend such rules under the power granted to the

Director by 37 C.F.R. § 1.183.

Any fee required for submission of this petition may be charged to Counsel’s Deposit
Account Number 02-2135.

Respectfully submitted,

Date: November 27, 2017  By: /Michael V. Battaglia/
Michael V. Battaglia
Reg. No. 64,932
ROTHWELL, FIGG, ERNST
& MANBECK, P.C.
607 14™ Street, N.W., Suite 800
Washington, DC 20005
Phone: 202-783-6040
Facsimile: 202-783-6031

Attorney for Petitioner
Rembrandt Wireless Technologies, LP

cc: Nancy J. Linck, Ph.D.
Counsel for Rembrandt Wireless Technologies, LP
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In Ex Parte Reexamination of : Group Art Unit: 3992
Gordon F. BREMER
Patent No.: 8,023,580 B2 : Control No.: 90/013,808
Issued: September 20, 2011
Reexam Request Filed: September 12, 2016

For: SYSTEM AND METHOD OF COMMUNICATION USING AT LEAST TWO
MODULATION METHODS

REQUEST FOR EXTENSION OF TIME PURSUANT TO 37 C.F.R. § 1.550

In Ex Parte Reexamination Control No. 90/013,808 ("'808 Reexamination"), Patent
Owner ("Rembrandt") respectfully requests a one (1) month extension of time to file its notice of
appeal, extending the due date for Rembrandt's notice of appeal from December 18, 2017 to
January 18, 2018. As will be shown through the discussion below, sufficient cause exists for the

granting of the present request.

Statement of Facts

1) On September 12, 2016, Samsung Electronics America, Inc. ("Requester”) filed a Request
for Ex Parte Reexamination of U.S. Patent No. 8,023,580 ("Request"). Set forth in the
Request were alleged substantial new questions of patentability based in part on U.S. Patent
No. 5,982,807 to Snell ("Snell"), as well as Harris 1064.4 and Harris AN9614 (collectively
the "Harris documents™).

2) On September 27, 2017, the Office issued an Order granting reexamination of claims 2 and

59 of the ‘580 patent (“Order”).

1
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3)

4)

5)

6)

7)

8)

9)

On September 30, 2016 (prior to receiving the Office’s Order), Rembrandt filed a Petition
Requesting the Director to Exercise Her Discretionary Authority Under 35 U.S.C. § 325(d)
requesting that the Director reject Samsung’s Request (“§ 325(d) Petition™).

On November 22, 2016, the Office of Patent Legal Administration (“OPLA”) dismissed
Rembrandt’s § 325(d) Petition, in essence, focusing on whether there was a substantial new
question of patentability rather than considering the reach of § 325(d).

On January 24, 2017, the Office issued a Non-Final Office Action which, inter alia, raised
issues beyond the scope of reexamination.

On February 9, 2017, Rembrandt filed a petition asking the Director to withdraw the January
24, 2017 Non-Final Office Action and revise and reissue another Non-Final Office Action.
On March 27, 2017, the CRU Director vacated the January 24, 2017 Non-Final Office Action
because it “include[d] a discussion of issues outside the scope of ex parte reexamination ....”
The Decision also indicated the Office Action “will form no part of the record and will not be
available to the public.”

On March 31, 2017, the Office issued a second Non-Final Office Action.

On June 30, 2017, Rembrandt filed a Reply to the second Non-Final Office Action. The
Reply included arguments for patentability supported by evidence submitted through Dr.
Robert Akl (37 C.F.R. § 1.132 Declaration of Dr. Robert Akl (“Akl Dec.”)). The Reply also
included arguments challenging the status of the Harris documents as prior art. Reply at 55-

69.

10) On July 18, 2017, the Office issued a Final Office Action. The Final Office Action, inter

alia, did not address Patent Owner’s argument that the Harris documents had not been shown

2
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to be prior art, as is legally required under the patent laws, i.e., had not been shown to be
accessible to the relevant public.

11) On September 18, 2017, Rembrandt filed a Response to the Final Office Action ("Response")
that addressed the technical and legal errors in the Final Office Action. Concurrent with the
filing of the Response, Rembrandt filed three documents: (1) a petition seeking termination
of the grounds of rejection that relied upon the Harris documents ("Harris Petition"), (2) a
request for reconsideration of the Office’s earlier dismissal of a request to terminate the '808
reexamination pursuant to 35 U.S.C. § 325(d) ("§ 325(d) Reconsideration Request") and for a
final agency action, and (3) a petition to vacate or rescind the finality of the Final Office
Action ("Petition to Rescind Finality").

12) On October 16, 2017, the Office issued the Advisory Action in which the examiner admitted
that she included new arguments in the final Office Action even though Rembrandt did not
amend the claims or cite any new art (Advisory Action at 3). The Advisory Action set
December 18, 2017 as the due date for Rembrandt's notice of appeal.

13) On November 13, 2017, the Director of the Central Reexamination Unit ("CRU") issued a
decision dismissing the September 18 Petition to Rescind Finality (“CRU’s Decision”). In
the CRU’s Decision, the CRU Director makes errors of procedure and fact that justify
reconsideration of the September 18 Petition to Rescind Finality.

14) On November 14, 2017 (prior to receipt of the CRU’s Decision denying the September 18
Petition to Rescind Finality), Rembrandt filed a supplemental petition ("Supplemental
Petition") again requesting that the Final Office Action be vacated or rendered non-final and

requesting that the Office consider certain admissions made by the Examiner in the October

3
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16 Advisory Action. Those admissions further support Rembrandt's argument that the Final
Office Action should be vacated or rendered non-final.
15) On November 24, 2017, Rembrandt filed a request for reconsideration of the CRU's Decision

("Finality Reconsideration Request") and for a final agency action.

Sufficient Cause Exists for Granting Patent Owner's Request for Extension of Time

37 C.F.R. § 1.550(c) requires a showing of sufficient cause for extensions of time in ex
parte reexaminations. Rembrandt respectfully submits that sufficient cause exists to grant a one-
month extension of time for Rembrandt to file its notice of appeal in order to allow consideration
of Rembrandt's pending petitions and requests for reconsideration. Specifically, a decision in
one or more of the pending petitions and requests for reconsideration will prevent prejudice to
Rembrandt, reduce or simplify issues on appeal, and/or render an appeal unnecessary. With
respect to preventing prejudice to Rembrandt, upon filing the Notice of Appeal, Rembrandt will
need to begin expending substantial resources to prepare its appeal brief, all of which will be
wasted if any of the petitions are granted. Given that Rembrandt has been forced to spend
millions of dollars to date defending numerous IPRs which failed to result in invalidation of the
challenged claims, it would be prejudicial to demand that Rembrandt spend still more money
prior to any decision on the pending petitions. Therefore, sufficient cause exists to grant
Rembrandt a one-month extension of time to file its notice of appeal. Furthermore, there will be
no prejudice to any party, including Requester Samsung, if Rembrandt is granted a one-month

extension of time (as explained below).

Rembrandt's Finality Reconsideration Request Provides Sufficient Cause to Grant an
Extension of Time

The Office recognizes that the grounds of rejection in final Office actions "must ... be

clearly developed to such an extent that the patent owner may readily judge the advisability of an

4
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appeal." MPEP § 2271. On September 18, 2017, Rembrandt challenged the finality of the Final
Office Action because the Office action failed to address the substance of numerous arguments
for patentability (and failed to address the evidence supporting those arguments) despite the
requirement to do so. Petition to Rescind Finality at 6. Rembrandt further challenged the
finality of the Office action because the Office action "failed to address any of the evidence
submitted in the Akl declaration supporting Rembrandt’s arguments, despite the requirement to
do so." Id. at 11. Rembrandt also challenged the finality of the Office action because the
Examiner raised numerous new arguments in the new Office action, including new grounds of
rejection, to which Rembrandt was not able to adequately respond. In other words, Rembrandt
has directly challenged whether the Final Office Action "clearly developed [the grounds of
rejection] to such an extent that the patent owner may readily judge the advisability of an
appeal." If Rembrandt is forced to file its notice of appeal prior receiving a final decision on
these issues, Rembrandt will be prejudiced by having to prematurely determine whether or not to
file an appeal before being able to "readily judge the advisability of an appeal" and by having to
expend substantial resources preparing its appeal brief.

While the CRU Director dismissed Rembrandt's Petition to Rescind Finality, Rembrandt
has filed the Finality Reconsideration Request to address clear errors in the CRU's Decision and
to seek a final agency action regarding this issue. For example, the CRU Director made clear
legal errors in failing to consider the relevant requirements of MPEP § 2271. See, e.g., CRU's
Decision at 3; see also, e.g., Finality Reconsideration Request at 4-6. The CRU's Decision also
ignored the existence of at least one new ground of rejection in the Final Office Action.
Specifically, Rembrandt noted that the Examiner relied on a first reference, Yamano, as

disclosing features of a pending claim in the Non-Final Office Action, but changed the rejection

5
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to rely on a different reference, Snell, in the Final Office Action. Finality Reconsideration
Request at 6-8. The CRU's decision confirms that Yamano was relied upon in the Non-Final
Office Action, but fails to even acknowledge the Examiner's reliance on Snell instead in the
Final Office Action. Compare CRU's Decision at 4 with Final Office Action at 42; see also, e.g.,
Finality Reconsideration Request at 6-8. The CRU's Decision essentially compounds the
Examiner's failure to "clearly [develop the grounds of rejection] to such an extent that the patent
owner may readily judge the advisability of an appeal." The Final Office Action relies on Snell.
In contrast, the CRU's Decision relies on the Examiner’s position in the initial Office action
based on Yamano and claims, that, in spite of the Examiner’s change of position, “Patent Owner
had notice that it had to show that the art of record, namely Yamano, does not teach, or teaches
away from, a destination address.” CRU’s Decision at 4. Given the CRU’s Decision, it simply
is not clear which reference will need to be addressed in an appeal brief -- Snell or Yamano?
Contrary to the CRU Decision (see id.), the Final Office Action did, in fact, take a “tact which

’

can fairly be considered a new ground of rejection,” or one “based on a different teaching.”
Rembrandt's Finality Reconsideration Request also asks the Office to consider that the Examiner
admitted that she had presented new arguments in the Final Office Action. See, e.g., Advisory
Action at 3; see also, e.g., Supplemental Petition at 5.

Forcing Rembrandet to file its notice of appeal and begin preparing its appeal brief prior to
a decision on Rembrandt's Finality Reconsideration Request is particularly prejudicial within the
procedural constraints of ex parte reexamination. The Office readily recognizes that in ex parte
reexamination "the patent owner does not have the right to renew or continue the proceedings ...

by filing a request for continued examination,” and, because of this limitation, the Office

provides high standards for final Office actions in ex parte reexaminations under MPEP § 2271.

6
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For Rembrandt to address the pending grounds of rejection in its appeal brief, it must be clear
which references are being relied upon for each element of the claimed invention. The current
rejections are anything but clear. Compare CRU's Decision at 4 with Final Office Action at 42;
see also, e.g., Finality Reconsideration Request at 6-8. Furthermore, in the event Rembrandt’s
Finality Reconsideration Request is granted after jurisdiction transfers to the Patent Trial and
Appeal Board ("PTAB"), Rembrandt may be required to separately petition the PTAB to remove
the proceeding from appeal. This would not only prejudice Rembrandt in the form of additional
effort and expense, but it would be a waste of Office resources, providing further sufficient cause

to grant this Request for Extension of Time.

Rembrandt's Pending Harris Petition Provides Sufficient Cause to Grant an Extension of
Time

On September 18, 2017, Rembrandt filed a petition seeking to terminate one or more
grounds of rejection in the present proceeding due to the Examiner's reliance on references that
have not been shown to be prior art. See, e.g., Harris Petition, passim. As will be shown below,
the Harris Petition should result in the termination of one or more grounds of rejection in the
present proceeding, reducing and simplifying issues for appeal. Accordingly, allowing
additional time for the Office to decide the Harris Petition provides sufficient cause for granting
the present Request for Extension of Time.

The Harris documents are relied on in at least each of the pending rejections under 35
U.S.C. § 103. See, e.g., Final Office Action at 7-15, 24-25. Without providing any legal support
for her position, the Examiner alleges that the Harris documents are prior art with regard to the
'580 patent because the Harris documents were submitted with the application that matured into
the Snell reference, which, according to the Examiner, rendered the Harris documents publicly

accessible, and therefore, available for incorporation by reference into Snell. See, e.g., Final
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Office Action of July 18, 2017 at 24 ("In other words, as long as the documents, i.e., Harris
AN9614 and Harris 4064.4, were provided by Snell at the time the application was filed, these
documents are publicly accessible and incorporation by reference is reasonable."). In fact, the
law is to the contrary. Previously, the Office addressed substantially the same evidence alleged
to support public accessibility in this case and deemed it insufficient. See, e.g., Microsoft Corp.
v. Biscotti Inc., Case IPR2014-01457, slip op. at 26-28 (PTAB Mar. 19, 2015) (Paper 9)
("Petitioner does not explain how submission of a document in an IDS of an unpublished,
ungranted patent application demonstrates public accessibility of the document, noting that
Petitioner does not identify any way that an interested person could or would have located the
document submitted in the IDS of an unpublished, ungranted patent application. ... We are
persuaded that Petitioner has not demonstrated the public accessibility of the HDMI
Specification.").

The Examiner also relies on dates included in the Harris documents as sufficient evidence
of public accessibility. See, e.g., id. at 25 ("[E]ach of the Harris documents has a publication
date and copyright information and it was therefore accessible to the pertinent part of the public
and available for duplication.). Again, the Office previously addressed substantially the same
evidence and found it wanting. See Ex parte Rembrandt Gaming Technologies, LP, Appeal
2014-007853, Reexamination Control No. 90/012,379 at 5 (PTAB December 3, 2014) (“the 1993
copyright date in Tequila Sunrise does not show the requisite availability in 1993”); ServiceNow,
Inc. v. Hewlett-Packard Co., IPR2015-00716, Paper No. 13 at 17 (PTAB Aug. 26, 2015) (“we
are not persuaded that the presence of a copyright notice, without more, is sufficient evidence of
public accessibility as of a particular date”). Accordingly, the pending § 103 rejections should

be withdrawn in the present proceeding.

8
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As the Office's own decisions show, the present record does not establish that the Harris
documents are prior art, i.e., does not establish that they were publicly accessible prior to the
priority date of the '580 Patent, necessitating the withdrawal of the grounds under § 103.
Accordingly, sufficient cause exists to grant this Request for Extension of Time to permit the
Office to decide the Harris Petition, thereby greatly reducing the issues on appeal prior to

Rembrandt's filing of a notice of appeal.

Rembrandt's § 325(d) Reconsideration Request Provides Sufficient Cause to Grant an
Extension of Time

On September 18, 2017, Rembrandt sought reconsideration of the Office's dismissal of its
§ 325(d) Petition. In the § 325(d) Reconsideration Request, Rembrandt explained how the
present proceeding should have been terminated pursuant to § 325(d) in conformity with the
Office's consistent application of this statutory provision. Notably, subsequent to the filing of
the § 325(d) Reconsideration Request, the Office presented a "Chat with the Chief" on October
24, 2017, confirming that it is the Office's practice to terminate requests for review with the
substantive and procedural background of the present proceeding. Accordingly, the present
proceeding should be terminated pursuant to 35 U.S.C. § 325(d), completely obviating any need
for an appeal. Therefore, there is sufficient cause to grant the present Request for Extension of
Time to allow the Office to decide the § 325(d) Reconsideration Request and enter a final agency
action, as doing so may completely eliminate any need for Rembrandt to file a notice of appeal.

As explained in the § 325(d) Reconsideration Request, claims 2 and 59 of the '580 Patent
have been challenged by Samsung five times — in district court, in three inter partes reviews
("IPRs") and the present reexamination. See, § 325(d) Reconsideration Request, Exhibit 2. The
'580 Patent also faced three additional IPR challenges directed to different claims. Id.

Accordingly, the '580 Patent has faced six IPR challenges, and two additional challenges, one in

9
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district court and the present proceeding. As explained by Chief Judge David P. Ruschke,

patents challenged by seven or more IPR petitions are "extreme outliers."!

The present
proceeding presents the seventh challenge of the 'S80 Patent at the Office. It is the Office's
consistent practice to terminate post-grant proceedings that are much less extreme than the
present proceeding. See, e.g., § 325(d) Reconsideration Request at 12-15. Given the "extreme"
nature of the present proceeding, the '808 reexamination should be terminated pursuant to
§ 325(d), thereby bringing an end to the present proceeding. Given the Office’s consistent
practice in situations such as this one, not to do so in this case would be an abuse of discretion.

Thus, Rembrandt’s outstanding § 325(d) Reconsideration Request presents sufficient cause to

grant the present Request for Extension of Time.

No Party Will be Prejudiced by Granting the Present Request for Extension of Time

The discussion above illustrates that there is more than sufficient cause to grant this
Request for Extension of Time. For completeness, Rembrandt notes that no party will be
prejudiced by its grant.

Petitioner Samsung will not be prejudiced. Samsung has been aware of the '580 Patent
since at least March 15, 2013, when Rembrandt filed suit against Samsung for infringement of
the '580 Patent. § 325(d) Reconsideration Request, Exhibit 2 at 1. Samsung waited more than
three years to file the Request for Reexamination in the present proceeding, waiting until after it

failed to invalidate claims 2 and 59 of the ‘580 patent in district court” and in three previous IPR

1https://www.uspto. gov/sites/default/files/documents/Chat_with_the_Chief_Boardside_Chat_Mu
Itiple_Petition_Study_20171024.pdf at 36 (last accessed December 1, 2017).

* All substantive issues have been finally decided in federal court. The district court decided the
case in favor of Rembrandt, and the Federal Circuit affirmed the jury’s determination that claims
2 and 59 of the ‘580 Patent and claim 21 of the ‘228 Patent are not invalid. Samsung did not
challenge the jury’s infringement findings on appeal. The case was remanded on an issue of

10
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proceedings. Id., passim. Given Samsung's three-year delay in filing the present proceeding,
there can be no argument that Samsung will be prejudiced by a one month extension of time.
Rembrandt understands that there are public policy considerations favoring "special
dispatch" in ex parte reexamination, and public interest in invalidating "bad patents." The '580
Patent is not such a "bad patent." As illustrated in the discussion above and in the § 325(d)
Request for Reconsideration, the '580 Patent represents an "extreme outlier,” having faced six
IPR challenges and a challenge in district court, all of which failed to invalidate claims 2 and 59
of the '580 Patent. With such a procedural background, it is clear that the public would not be
prejudiced by granting a one-month extension of time after so many years of failed challenges to

the '580 Patent.

Conclusion

In light of the above, Rembrandt respectfully submits that sufficient cause exists to grant
Rembrandt a one-month extension of time, extending the due date for Rembrandt's notice of

appeal from December 18, 2017 to January 18, 2018.

damages. Rembrandt Wireless Techs., LP v. Samsung Elect. Co. Ltd., No. 16-1729 (Fed. Cir.
2016).
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To the extent the Office believes any rules prevent consideration of this request,
Rembrandt further petitions the Director to suspend such rules under the power granted to the

Director by 37 C.F.R. § 1.183.

Submitted currently herewith is the requisite fee pursuant to 37 C.F.R. § 1.17(g). Any
additional fee required for submission of this request may be charged to Counsel’s Deposit
Account Number 02-2135.

Respectfully submitted,

Date: December 6,2017  By: /Michael V. Battaglia/
Michael V. Battaglia
Reg. No. 64,932
ROTHWELL, FIGG, ERNST
& MANBECK, P.C.
607 14™ Street, N.W., Suite 800
Washington, DC 20005
Phone: 202-783-6040
Facsimile: 202-783-6031

Attorney for Patent Owner
Rembrandt Wireless Technologies, LP

cc: Nancy J. Linck, Ph.D.

Counsel for Rembrandt Wireless Technologies, LP
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

\.\'\\’\v.uspm.gov

r APPLICATION NO. FILING DATE FIRST NAMED INVENTOR Ji\'l'TORNEY DOCKET NO. l CONFIRMATION NO. 1
90/013,808 09/12/2016 8023580 3277-0114US-RXMI 2211
6449 7590 12/08/2017 - NE
ROTHWELL, FIGG, ERNST & MANBECK, P.C. L EXAMINER |
607 14th Street, N.W. . GE, YUZHEN
SUITE 800
WASHINGTON, DC 20005 L ART UNIT J PAPER NUMBER ]
3992
L MAIL DATE 1 DELIVERY MODE ]
12/08/2017 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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™, UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patents and Trademark Office
’ P.O.Box 1450

Alexandria, VA 22313-1450
WWW.uspto.gov

THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date:

ROPES & GRAY LLP

PRUDENTIAL TOWER IPRM DOCKETING -FLOOR 43 DEC 0.8 2017
800 BOYLSON STREET

BOSTON, MA 02199-3600

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. : 90013808
PATENT NO. : 8023580
ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark Office
in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a reply
has passed, no submission on behalf of the ex parte reexamination requester will be acknowledged
or considered (37 CFR 1.550(g)).
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Application No. Applicant(s)
Decision on Petition for Extension | 90/013,808 8,023,580
of Time in Reexamination Examiner Art Unit
Ge, Yuzhen 3992

1. THIS IS A DECISION ON THE PETITION FILED December 6, 2017.

2. THIS DECISION IS ISSUED PURSUANT TO:
A. [X] 37 CFR 1.550(c) — The time for taking any action by a patent owner in a third party requested ex parte
reexamination proceeding will be extended only for sufficient cause and for a reasonable time specified.
B. [] 37 CFR 1.550(c) — The time for taking action by a patent owner in a patent owner requested ex parte
reexamination proceeding will only be extended for more than two months for sufficient cause and for a
reasonable time specified.

C. [] 37 CFR 1.956 — The time for taking any action by a patent owner in an inter partes reexamination proceeding
will be extended only for sufficient cause and for a reasonable time specified.

The petition is before the Central Reexamination Unit for consideration.

3. FORMAL MATTERS
Patent owner requests that the period for filing a Notice of Appeal in response to the final Office action mailed July 18,
2017, which set a two (2) month period for filing a response thereto and for which an advisory action mailed October 16,

2017, extended the time to file a response to the final Office action to 5 (five) months, be extended by an additional one (1)
month.

A Petition fee per 37 CFR §1.17(9)):
i. Petition includes authorization to debit a deposit account.
ii. [] Petition includes authorization to charge a credit card account.
i. [J Other_____.
B. [X Proper certificate of service was provided. (Not required in reexamination where patent owner is requester.)
C. [X Petition was timely filed.
D. [X] Petition properly signed.

4. DECISION (See MPEP 2265 and 2665)

A. [ Granted or [[] Granted-in-part for , because petitioner provided a factual accounting that established
sufficient cause. (See 37 CFR 1.550(c) and 37 CFR 1.956).

B. Dismissed because:
i. [ Formal matters (See unchecked box(es) (A, B, C and/or D) in section 4 above).

ii. Petitioner failed to provide a factual accounting of reasonably diligent behavior by all those
responsible for preparing a response to the outstanding Office action within the statutory time period.

i. [] Petitioner failed to explain why, in spite of the action taken thus far, the requested additional time is
needed.

iv. [X] The statements provided fail to establish sufficient cause to warrant extension of the time for taking
action (See attached).

v. [ The petition is moot.
vl. [X Other/comment: (See attached)

5. CONCLUSION: Patent Owner’s time period to respond to the July 18, 2017 final Office action remains five (5)
months from the mailing date of the final Action (December 18, 2017).

6. Telephone inquiries with regard to this decision should be directed to Stephen Stein at 571-272-1544 in the CRU.

/Stephen Stein/
Supervisory Patent Reexamination Specialist
Central Reexamination Unit

U.S. Patent and Trademark Office Part of Paper No. 12072017
PTO-2293 (Rev. 11-2013) Decision on Petition for Extension of Time in Reexamination
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90/013,808 : Page 2

The December 6, 2017 petition for an extension of time requests an additional one month to file a Notice
of Appeal in response to the final Office Action mailed July 18, 2017, which set a two (2) month period
for filing a response thereto and for which an advisory action mailed October 16, 2017, extended the
time to file a response to the final Office action to five (5) months, thereby extending the period of
response to December 18, 2017.

The petition speaks to the considerations of allowing the Office to first decide Patent Owner's pending
petitions and requests for reconsideration of previously decided petitions. Patent Owner argues that
waiting for a decision in one or more of the pending petitions and pending requests for reconsideration
may reduce issues for appeal and prevent prejudice to Patent Owner because of the need to expend
resources preparing an appeal brief which may be unnecessary.

These considerations are noted; however, they must be balanced with the statutory requirement of
special dispatch under 35 USC 305.

Pursuant to MPEP § 2265 (in-part) "First requests for extensions of these time periods will be granted for
sufficient cause, and for a reasonable time specified-usually 1 month. The reasons stated in the
request will be evaluated, and the request will be favorably considered where there is a factual
accounting of reasonably diligent behavior by all those responsible for preparing a response or
comments within the statutory time period. Second or subsequent requests for extensions of time, or
requests for more than one month, will be granted only in extraordinary circumstances involved” e.g.,
death or incapacitation of the patent owner (See MPEP § 2265) (Emphasis added).

The circumstances presented in the petition do not rise to the level of “sufficient cause”. 37 CFR
1.181(f) states “[t]he mere filing of a petition will not stay any period for reply that may be running against
the application, nor act as a stay of other proceedings”. Thus, the presence of outstanding petitions and
requests for reconsideration cannot be the justification for requesting an extension of time under 37 CFR
1.550(c). Therefore Patent Owner has not presented a showing of sufficient cause which would warrant
the granting of an extension of time of an additional month beyond the five months already set.

In addition, it is noted that that the Patentee request for an extension of time pursuant to 37 CFR
1.550(c) has failed to comply with MPEP 2265. In particular, Patentee has failed to provide any factual
accounting of the reasonably diligent behavior by all those responsible for preparing a response to the
Office action in this reexam proceeding within the statutory time period.

The period for response to the July 18, 2017 final Office action remains at five months from the mailing
date of the final Office action (December 18, 2017).

The Request for an extension of time is hereby Dismissed.
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UNITED STATES PATENT AND TRADEMARK QFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

www.usplo.gov

APPLICATION NO. T FILING DATE FIRST NAMED INVENTOR [ ATTORNEY DOCKET NO. 1 CONFIRMATION NO.J
90/013,808 09/12/2016 8023580 3277-0114US-RXM 1 2211
6449 7590 12/11/2017
EXAMINER
ROTHWELL, FIGG, ERNST & MANBECK, P.C. l J
607 14th Street, N.W. GE, YUZHEN
SUITE 800
WASHINGTON, DC 20005 I ART UNIT I PAPER NUMBER I
3992
r MAIL DATE J DELIVERY MODE ]
12/11/2017 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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— \ UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patents and Trademark Office
P.0.Box 1450

Alexandria, VA 22313-1450
WWW,USPLo.gov

THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date:
ROPES & GRAY LLP

PRUDENTIAL TOWER IPRM DOCKETING -FLOOR 43

800 BOYLSON STREET

BOSTON, MA 02199-3600

DEC 1 1 201

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. : 90013808
PATENT NO. : 8023580
ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(g)).
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United States Patent and Trademark Office

Office of the Commissioner for Patents

Rothwell, Figg, Ernst & Manbeck, P.C. . (For Patent Owner DEC 1 { 2017
607 14th Street, NW, STE 800 :
Washington, D.C. 20005

Ropes & Gray LLP . (For Third Party Requester)
IPRM Docketing - FL 43 :
Prudential Tower

800 Boylston Street

In re Application of Bremer . DECISION ON PETITION REQUESTING
Ex Parte Reexamination No. 90/013,808 . TERMINATION OF GROUNDS OF

Filed: September 5, 2017 . REJECTION PERSUANT TO 37 C.F.R. §
cFor: U.S. Patent No.: 8,023,580 B2 . 1.181

This is a decision on a petition filed by Patent Owner, entitled “PETITION REQUESTING
TERMINATION OF GROUNDS OF REJECTION PURSUANT TO 37 C.F.R. § 1.181” (“Sep. 18,2017
Petition III” or “instant petition™).!

The instant petition is before the Director of the Central Reexamination Unit.

The instant petition is Dismissed for the reasons set forth herein.

I. Background
1. On September 20, 2011, U.S. Patent No. 8,023,580 (the 580 patent) issued to Gordon F.
Bremer.
2. On September 12, 2016, a third party requester filed a request for ex parte reexamination

of the ‘580 patent, requesting ex parte reexamination of claims 2 and 59. The
reexamination proceeding was assigned Control no. 90/013,808 and was given a filing
date of September 12, 2016.

! Patent Owner filed three (3) petitions in this ex parte proceeding on September 18, 2017. The first titled “Petition
Requesting Reconsideration Of OPLA’s November 28, 2016 Dismissal Of Rembrandt's September 30, 2016 Petition
Under Rule 181/182 Requesting The Director To Exercise Her Discretionary Authority Under 35 U.S.C. § 325(D)
And A Final Petition Decision In Accordance With PTAB Practice” and noted as Petition I; the second titled
Petition Requesting The Director To Exercise His Supervisory Authority Pursuant To 37 C.F.R. § 1.181 And/Or§
1.182” and noted as Petition II; and the third petition, in which this petition decision addresses, is titled “Petition
Requesting Termination Of Grounds Of Rejection Pursuant To 37 C.F.R. § 1.181” and noted as Petition I1I.

P.O. Box 1450, Alexandria, VA 22313-1450 » www.uspto.gov
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Control No. 90/013,808

Decision on Petition 111, Filed September 23, 2017

10.

11.

12.

On September 27, 2016, ex parte reexamination of claims 2 and 59 of the ‘580 patent was
ordered.

On January 24, 2017, the Office issued a non-final office action (“Jan 2017 Non-Final
Office Action™).

On February 9, 2017, Patent Owner filed a petition under 37 C.F.R. § 1.181 requesting
that the January 24, 2017 office action be stricken from the record.

On March 27, 2017, the Office mailed a sua sponte decision which vacated the Jan 2017
Non-Final Office Action.

On March 31, 2017, a new office action mailed (“March 2017 Non-Final Office Action”).

On April 3, 2017, Patent Owner’s February 9, 2017 petition under 37 C.F.R. § 1.181 was
dismissed as moot because the relief requested was already granted in the sua sponte

paper.
Prior to final rejection, another petition under 37 C.F.R. § 1.181 was dismissed.

On July 18, 2017, the Office issued a Final office action (“July 2017 Final Office
Action”).

On September 18, 2017, patent owner filed 3 petitions.

In the instant petition, Patent Owner states that “at least some of the grounds of rejection
... must be terminated as being outside the authority granted to the Office by Congress.”
Sep. 18, 2017 Petition 111, page 1.

I1. Relevant Statutes, Regulations and Procedures

35 U.S.C. § 134 (Pre-AIA) — Appeal to the Board of Patent Appeals and Interferences

(b) PATENT OWNER.— A patent owner in any reexamination proceeding may appeal from the

final rejection of any claim by the primary examiner to the Board of Patent Appeals and Interferences,
having once paid the fee for such appeal.

Page 2 of 4
IPR2020-00034 Page 01134



Control No. 90/013,808
Decision on Petition III, Filed September 23, 2017

B. 37 C.F.R. §1.181 Petition to the Director.?
(a) Petition may be taken to the Director:

(1) From any action or requirement of any examiner in the ex parte prosecution
of an application, or in ex parte or inter partes prosecution of a reexamination proceeding
which is not subject to appeal to the Patent Trial and Appeal Board or to the court;

C. 37 C.F.R. § 41.31 Decision and Other Actions By the Board.?

(a) Who may appeal and how to file an appeal. An appeal is taken to the Board by filing a notice
of appeal.

(3) Every owner of a patent under ex parte reexamination filed under § 1.510 of
this title on or after November 29, 1999, any of whose claims has been finally (§ 1.113 of
this title) rejected, may appeal from the decision of the examiner to the Board by filing a
notice of appeal accompanied by the fee set forth in § 41.20(b)(1) within the time period
provided under § 1.134 of this title for reply.

D. Manual of Patent Examining Procedure (MPEP) § 1201.

The line of demarcation between appealable matters for the Board and
petitionable matters for the Director of the U.S. Patent and Trademark Office (Director)
should be carefully observed. The Board will not ordinarily hear a question that should be
decided by the Director on petition, and the Director will not ordinarily entertain a
petition where the question presented is a matter appealable to the Board.

E. Manual of Patent Examining Procedure (MPEP) § 1002.

Petitions on appealable matters ordinarily are not entertained.

224 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; paras. (d) and (g), 47 FR 41278, Sept. 17, 1982,
effective Oct. 1, 1982; para. (a), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; para. (f) revised, 65 FR
54604, Sept. 8, 2000, effective Nov. 7, 2000, paras. (a) and (c) revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 5,
2001; paras. (), (a)(2)-(3), (c)-(e) & (g) revised, 68 FR 14332, Mar. 25, 2003, effective May 1, 2003; para. (a)(3)
revised, 69 FR 49959, Aug. 12, 2004, effective Sept. 13, 2004, paras. (a)(1) and (a)(3) revised, 77 FR 46615, Aug.
6, 2012, effective Sept. 16, 2012.

* [Added, 69 FR 49959, Aug. 12, 2004, effective Sept. 13, 2004; para. (a) introductory text, para. (b), and para. (c)
first sentence revised, 76 FR 72270, Nov. 22, 2011 effective Jan. 23, 2012].

Page 3 of 4
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Control No. 90/013,808
Decision on Petition 111, Filed September 23, 2017

II1. Discussion

In the “Statement of Facts” section of the instant petition, Patent Owner is arguing that there is
insufficient evidence to establish that some of the prior art documents (e.g. the Harris
documents) are prior art printed publications. See e.g. Sep. 18, 2017 Petition, III., page 14.
Accordingly, Patent Owner is essentially arguing that the rejections under 35 U.S.C. § § 102 and
103 using these references, at least in part, are improper and should be withdrawn.

Patent Owner’s arguments are not persuasive. Because claims undergoing ex parte
reexamination were finally rejected, and in accordance with 35 U.S.C. § 134(b) and 37 C.F.R. §

41.31(a) (3), Patent Owner may appeal these finally rejected claims to the Patent Trial and
Appeal Board.

Finally, in accordance with MPEP §§ 1201 and 1002, petitions, like the instant petition, on
appealable matters are not entertained.

The petition is hereby DISMISSED.

IV. Conclusion

1. The petition requesting termination of grounds of rejection pursuant to 37 C.F.R. § 1.181,
i.e. the Sep. 18, 2017 Petition I11, is hereby DISMISSED.

2. Telephone inquiries related to this decision should be directed to Andrew J. Fischer at
(571) 272-6779. In his absence, please contact Stephen J. Stein at (571) 272-1544.

Cottingham
Group Director, Central Reexamination Unit

11/21/17

ajf
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In Ex Parte Reexamination of : Group Art Unit: 3992
Gordon F. BREMER
Patent No.: 8,023,580 B2 : Control No.: 90/013,808
Issued: September 20, 2011
Reexam Request Filed: September 12, 2016

For:  SYSTEM AND METHOD OF COMMUNICATION USING AT LEAST TWO
MODULATION METHODS

Attn: Mail Stop “Ex Parfe Reexam”
Central Reexamination Unit

Office of Patent Legal Administration
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

NOTICE OF APPFAL

In accordance with 35 U.S.C. §§ 134(b) & 306, Patent Owner hereby appeals to the Patent Trial
and Appeals Board from the last decision of the Examiner.

The Advisory Action dated October 16, 2017, extended the period for response to run five
months from the July 18, 2017, mailing date of the final rejection. Therefore, this Notice of Appeal is
being timely filed on December 18, 2017.

The fee required for submission of this request may be charged to Counsel’s Deposit Account
Number 02-2135.

December 18, 2017 By: /Michael V. Battaglia/
Michael V. Battaglia, Reg. No. 64,932
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14" Street, N.W._, Suite 800
Washington, DC 20005
Phone: 202-783-6040; Facsimile: 202-783-603 1

Attorney for Petitioner
Rembrandt Wireless Technologies, LP

cc: Nancy J. Linck, Ph.D.
Counsel for Rembrandt Wireless Technologies, LP
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CERTIFICATE OF SERVICE

It is hereby certified that on December 18, 2017, the foregoing NOTICE OF APPEAL was

served, by first-class U.S. Mail, on the attorney of record for the third-party Requesters Samsung

Electronics Co., Ltd. and Samsung Electronics America, Inc., at the following address:

J. Steven Baughman, Esq.
Ropes & Gray LLP
IPRM - Floor 43
Prudential Tower
800 Boylston Street
Boston, Massachusetts 02199-3600
Phone: 202-508-4606
Facsimile: 202-383-8371

/Michael V. Battaglia/

Michael V. Battaglia
Reg. No. 64,932
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Electronic Patent Application Fee Transmittal

Application Number:

90013808

Filing Date:

12-Sep-2016

Title of Invention:

SYSTEM AND METHOD OF COMMUNICATION USING AT LEAST TWO
MODULATION METHODS

First Named Inventor/Applicant Name:

8023580

Filer:

Michael Vincent Battaglia/Mihoko Shirai

Attorney Docket Number:

3277-0114US-RXM1

Filed as Large Entity

Filing Fees for ex parte reexam

Description Fee Code Quantity Amount Sull)j-s'l'g(tsa\)l in

Basic Filing:
Pages:
Claims:
Miscellaneous-Filing:
Petition:
Patent-Appeals-and-Interference:

NOTICE OF APPEAL 1401 1 800 800

Post-Allowance-and-Post-Issuance:
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Description Fee Code Quantity Amount Sull)j-s'l'g(tsa\)l in
Extension-of-Time:
Miscellaneous:
Total in USD ($) 800
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Electronic Acknowledgement Receipt

EFSID: 31257345
Application Number: 90013808
International Application Number:
Confirmation Number: 2211
Title of Invention: SYSTEM AND METHOD OF COMMUNICATION USING AT LEAST TWO
: MODULATION METHODS
First Named Inventor/Applicant Name: 8023580
Customer Number: 6449
Filer: Michael Vincent Battaglia/Mihoko Shirai
Filer Authorized By: Michael Vincent Battaglia
Attorney Docket Number: 3277-0114US-RXM1
Receipt Date: 18-DEC-2017
Filing Date: 12-SEP-2016
Time Stamp: 14:42:01
Application Type: Reexam (Patent Owner)
Payment information:
Submitted with Payment yes
Payment Type CARD
Payment was successfully received in RAM $800
RAM confirmation Number 121917INTEFSW14423400
Deposit Account
Authorized User

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:
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File Listing:

Document .. . File Size(Bytes)/ Multi Pages
Number Document Description File Name Message Digest | Part/.zip| (ifappl.)

89188

1 3277-0114US- yes 5
RXM1NoticeofAppeal.pdf

e3e02fc32cebd42d8ale3echbas1547e6550f
9e5c

Multipart Description/PDF files in .zip description

Document Description Start End
Notice of Appeal - Requester 1 1
Reexam Certificate of Service 2 2
Warnings:
Information:
30502
2 Fee Worksheet (SB06) fee-info.pdf no 2
6d3773fd5ecce141e8622e83b3f6chacc3bl
cabs
Warnings:
Information:
Total Files Size (in bytes): 119690

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810}, a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Ex Parte Reexamination of : Group Art Unit: 3992

Gordon F. BREMER
Patent No.: 8,023,580 B2 : Control No.: 90/013,808
Issued: September 20, 2011
Reexam Request Filed: September 12, 2016
For: SYSTEM AND METHOD OF COMMUNICATION USING AT LEAST TWO

MODULATION METHODS

REQUEST FOR EXTENSION OF TIME PURSUANT TO 37 C.F.R. § 1.550

In Ex Parte Reexamination Control No. 90/013,808 (“‘808 Reexamination’), Patent
Owner (“Rembrandt”) respectfully requests a one (1) month extension of time to file its appeal
brief, extending the due date for filing Rembrandt’s appeal brief from February 18, 2018, to
March 18, 2018. As will be shown through the discussion below, sufficient cause exists for the
granting of the present request.

1. Statement of Facts

1) On September 12, 2016, Samsung Electronics America, Inc. filed a Request for Ex Parte
Reexamination of U.S. Patent No. 8,023,580 (“the ‘580 Patent™).

2) On September 27, 2017, the Office issued an Order granting reexamination of claims 2
and 59 of the ‘580 Patent.

3) On September 30, 2016 (prior to receiving the Office’s Order), Rembrandt filed a
Petition Requesting the Director to Exercise Her Discretionary Authority Under 35
U.S.C. § 325(d) requesting that the Director reject Samsung’s Request (“§ 325(d)

Petition™).

1
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4)

5)

6)

7)

8)
9)
10)

11)

On November 22, 2016, the Office of Patent Legal Administration (“OPLA”) dismissed
Rembrandt’s § 325(d) Petition, in essence, focusing on whether there was a substantial
new question of patentability rather than considering the reach of § 325(d). OPLA
Decision Dismissing Petitions at 3-6.

On January 24, 2017, the Office issued a Non-Final Office Action which, inter alia,
raised issues beyond the scope of reexamination.

On February 9, 2017, Rembrandt filed a petition asking the Director to withdraw the
January 24, 2017 Non-Final Office Action and revise and reissue another Non-Final
Office Action.

On March 27, 2017, the CRU Director vacated the January 24, 2017 Non-Final Office
Action because it “include[d] a discussion of issues outside the scope of ex parte
reexamination ....” The Decision also indicated the Office Action “will form no part of
the record and will not be available to the public.”

On March 31, 2017, the Office issued a second Non-Final Office Action.

On June 30, 2017, Rembrandt filed a Reply to the second Non-Final Office Action.

On July 18, 2017, the Office issued a Final Office Action.

On September 18, 2017, Rembrandt filed a Response to the Final Office Action.
Concurrent with the filing of the Response, Rembrandt filed, inter alia: (1) a request for
reconsideration of the Office’s earlier dismissal of a request to terminate the ‘808
reexamination pursuant to 35 U.S.C. § 325(d) and requested that the Office render a final
agency action (“§ 325(d) Reconsideration Request”), and (2) a petition to vacate or

rescind the finality of the Final Office Action (“Petition to Rescind Finality”).

2
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12)

13)

14)

15)

16)

On October 16, 2017, the Office issued the Advisory Action in which the examiner
maintained her positions in the final Office Action. The Advisory Action set December
18, 2017, as the due date for Rembrandt's notice of appeal.

On November 13, 2017, the Director of the Central Reexamination Unit (“CRU”) issued
a decision dismissing the September 18 Petition to Rescind Finality (“CRU’s Decision”).
On November 14, 2017 (prior to receipt of the CRU’s Decision denying the September
18 Petition to Rescind Finality), Rembrandt filed a supplemental petition again requesting
that the Final Office Action be vacated or rendered non-final and requesting that the
Office consider certain admissions made by the Examiner in the October 16 Advisory
Action.

On November 27, 2017, Rembrandt filed a request for reconsideration of the CRU’s
Decision and requested that the Office render a final agency action (“Finality
Reconsideration Request™).

On December 18, 2017, Rembrandt filed a Notice of Appeal and has worked diligently
since that time preparing a first draft of its Appeal Brief.

11. Sufficient Cause Exists for Granting Patent Owner’s Request for Extension
of Time

37 C.F.R. § 1.550(c) requires a showing of sufficient cause for extensions of time in ex

parte reexaminations. Rembrandt respectfully submits that sufficient cause exists to grant a one-

month extension of time for Rembrandt to file its appeal brief to (1) provide Rembrandt with the

necessary time to prepare and finalize a clear and concise appeal brief (given the extensive

record and number of issues involved and counsel’s attempt to prepare the brief in the allotted 2-

month time period), and (2) allow additional time for the Office to consider Rembrandt’s two

3
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pending requests for reconsideration. Furthermore, as explained below, granting Rembrandt a
one-month extension of time to file its appeal brief will not prejudice any party.

A. Extensive Record and Number of Issues Involved in Appeal Provides
Sufficient Cause to Grant an Extension of Time

While there are only two claims on appeal in this case, there are at least eight issues to be
briefed and decided:

a. Whether the art relied on by the CRU raised a substantial new question of
patentability (“SNQ”);

b. Whether the CRU has given the claims their broadest reasonable construction;

c. Whether the CRU’s claim construction requires that the reexamination be
terminated due to allegations that the claims are “single means claims”;

d. Whether the evidence establishes that Snell’s attempt to incorporate by reference
two documents, referred to as “the Harris Documents,” was successful;

e. Whether Snell identified “with detailed particularity” the sections of the Harris
Documents relied on by the CRU such that the relied-on material was legally
incorporated by reference;

f. Whether claims 2 and 59 are unpatentable under pre-AIA 35 U.S.C. § 102(e) as
being anticipated by Snell (relying on incorporation by reference of the Harris
Documents);

g. Whether claims 2 and 59 are unpatentable under pre-AIA 35 U.S.C. § 103(a) as
being unpatentable over Snell (relying on incorporation by reference in Snell of
the Harris Documents) in view of Yamano; and

h. Whether claims 2 and 59 are unpatentable under pre-AIA 35 U.S.C. § 103(a) as
being 5 unpatentable over Snell (relying on incorporation by reference in Snell) of
the Harris documents) in view of Yamano further in view Kamerman.

Moreover, the record relating to this case is extensive. That record includes 13 IPRs,
district court litigation involving the ‘580 Patent and its child, U.S. Patent No. 8,457,228 (“the

228 Patent”), and the record in the copending reexamination of the 228 Patent. Six of the 13

' As yet, the CRU has not issued a final Office action in the 228 case. The CRU’s position in
that final Office Action may well be relevant to the issues in this case.

4
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IPRs challenged the ‘580 Patent. Seven of them challenged the 228 Patent. See Exhibit A.
Much of the record in the 228 reexamination is relevant to this reexamination.

The extensive record complicates the numerous issues involved in the appeal. For
instance, a first draft of the SNQ issue alone required more than 30 pages of argument and
evidence. Rembrandt’s counsel is hopeful that, with additional time and review, those arguments
can be made more concise for the Board’s consideration.

The two-month briefing period began December 18, 2017, and thus included the holiday
period, a time when both the in-house and outside counsel responsible for the drafting the appeal
brief had family responsibilities. Counsel has nonetheless worked diligently to prepare the
appeal brief but still has much work to do. However, a yearly family commitment that could not
be modified required outside counsel to be away between January 20 and January 25. That same
week, in-house counsel was required to be out of the county for an opposition proceeding.
Finally, back-up counsel will be away January 31 through February 5.

For the reasons set forth above, it will be difficult, if not impossible, for counsel and the
client to prepare a final draft of the appeal brief that is clear and concise and meets the Board’s
requirements for appeal briefs by its February 18, 2018, due date.

B. Several Requests for Reconsideration and a Final Agency Action are
Pending and Their Outcome Could Impact Briefing in the Appeal

Additionally, pending before the Office are two requests for reconsideration and a final
agency action relating to two petitions that were dismissed but have not been finally decided.
The first request was filed on September 18, 2017 and is described above as the § 325(d)
Reconsideration Request. The second request was filed on November 27, 2017 and is described

above as the Finality Reconsideration Request. The grant of the § 325(d) Reconsideration
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Request would obviate any appeal, and the grant of the Finality Reconsideration Request could
clarify and possibly limit the issues to be addressed on appeal.

C. No Party Will be Prejudiced by Granting the Present Request for
Extension of Time

The discussion above illustrates that there is more than sufficient cause to grant this
Request for Extension of Time. For completeness, Rembrandt notes that no party will be
prejudiced by its grant.

Petitioner Samsung will not be prejudiced. Samsung has been aware of the ‘580 Patent
since at least March 15, 2013, when Rembrandt filed suit against Samsung for infringement of
the ‘580 Patent. § 325(d) Reconsideration Request, Exhibit 2 at 1. Samsung waited more than
three years to file the Request for Reexamination in the present proceeding, waiting until after it
failed to invalidate claims 2 and 59 of the '580 patent in district court” and in three previous IPR
proceedings. Id., passim. Given Samsung’s three-year delay in filing the present proceeding,
there can be no argument that Samsung will be prejudiced by the requested one month extension
of time, if granted.

Rembrandt understands that there are public policy considerations favoring “special
dispatch” in ex parte reexamination, and public interest in invalidating "bad patents.” The '580
Patent is not such a “bad patent.” As illustrated in the discussion above and in the § 325(d)
Request for Reconsideration, the ‘580 Patent represents an “extreme outlier,” having faced six

IPR challenges and a challenge in district court (which has been reviewed by the Federal

* All substantive issues have been finally decided in federal court. The district court decided the
case in favor of Rembrandt, and the Federal Circuit affirmed the jury’s determination that claims
2 and 59 of the ‘580 Patent and claim 21 of the ‘228 Patent are not invalid. Samsung did not
challenge the jury’s infringement findings on appeal. The case was remanded on an issue of
damages. Rembrandt Wireless Techs., LP v. Samsung Elect. Co. Ltd., No. 16-1729 (Fed. Cir.
2016).
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Circuit), all of which failed to invalidate claims 2 and 59 of the ‘580 Patent. With such a
procedural background, it is clear that the public would not be prejudiced by granting the
requested one-month extension of time after so many years of failed challenges to the ‘580
Patent.

111. Conclusion

In light of the above, Rembrandt respectfully submits that sufficient cause exists to grant
Rembrandt a one-month extension of time, extending the due date for filing Rembrandt’s appeal
brief from February 18, 2018, to March 18, 2018.

To the extent the Office believes any rules prevent consideration of this request,
Rembrandt further petitions the Director to suspend such rules under the power granted to the
Director by 37 C.F.R. § 1.183.

Submitted currently herewith is the requisite fee pursuant to 37 C.F.R. § 1.17(g). Any
additional fee required for submission of this request may be charged to Counsel’s Deposit
Account Number 02-2135.

Respectfully submitted,

Date: January 26, 2018 By: /Michael V. Battaglia/
Michael V. Battaglia
Reg. No. 64,932
ROTHWELL, FIGG, ERNST
& MANBECK, P.C.
607 14™ Street, N.W., Suite 800
Washington, DC 20005
Phone: 202-783-6040
Facsimile: 202-783-6031

Attorney for Patent Owner
Rembrandt Wireless Technologies, LP

cc: Nancy J. Linck, Ph.D.
Counsel for Patent Owner
Rembrandt Wireless Technologies, LP
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CERTIFICATE OF SERVICE

It is hereby certified that on this 26th day of January, 2018, the foregoing REQUEST
FOR EXTENSION OF TIME PURSUANT TO 37 C.F.R. § 1.550 was served, by first-class
U.S. Mail, on the attorney of record for the third-party Requesters Samsung Electronics Co., Ltd.

and Samsung Electronics America, Inc., at the following address:

J. Steven Baughman, Esq.
Ropes & Gray LLP
IPRM - Floor 43
Prudential Tower
800 Boylston Street
Boston, Massachusetts 02199-3600
Phone: 202-508-4606
Facsimile: 202-383-8371

/Michael V. Battaglia/
Michael V. Battaglia
Reg. No. 64,932
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Electronic Patent Application Fee Transmittal

Application Number:

90013808

Filing Date:

12-Sep-2016

Title of Invention:

SYSTEM AND METHOD OF COMMUNICATION USING AT LEAST TWO
MODULATION METHODS

First Named Inventor/Applicant Name:

8023580

Filer:

Michael Vincent Battaglia/Judith Pennington

Attorney Docket Number:

3277-0114US-RXM1

Filed as Large Entity

Filing Fees for ex parte reexam

Description

Fee Code

Quantity

Sub-Total in

Amount USD($)

Basic Filing:

Pages:

Claims:

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-Issuance:

Extension-of-Time:
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.. . Sub-Total in
Description Fee Code Quantity Amount USD($)
PETITION FEE- 37 CFR 1.17(G) (GROUP 1) 1463 1 200 200
Miscellaneous:
Total in USD ($) 200
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Electronic Acknowledgement Receipt

EFSID: 31613798
Application Number: 90013808
International Application Number:
Confirmation Number: 2211
Title of Invention: SYSTEM AND METHOD OF COMMUNICATION USING AT LEAST TWO
: MODULATION METHODS
First Named Inventor/Applicant Name: 8023580
Customer Number: 6449
Filer: Michael Vincent Battaglia/Judith Pennington
Filer Authorized By: Michael Vincent Battaglia
Attorney Docket Number: 3277-0114US-RXM1
Receipt Date: 26-JAN-2018
Filing Date: 12-SEP-2016
Time Stamp: 11:51:57
Application Type: Reexam (Patent Owner)
Payment information:
Submitted with Payment yes
Payment Type DA
Payment was successfully received in RAM $200
RAM confirmation Number 012618INTEFSW00017061022135
Deposit Account
Authorized User

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:
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File Listing:

Document .. . File Size(Bytes)/ Multi Pages
Document Description File Name . . .
Number Message Digest | Part/.zip| (ifappl.)
61176
1 Reexam Request for Extension of Time EOTRequest1.pdf no 8
92adf37e180c2fd273a6ab8825650a120158
b994
Warnings:
Information:
30710
2 Fee Worksheet (SB06) fee-info.pdf no 2
f4d64cf81b8e25f2257073ac48e 1dac4df32
Warnings:
Information:
Total Files Size (in bytes): 91886

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810}, a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0O. Box 1450

Alexandria, Virginia 223131450

Wwww.uspto.gav

[ areuicaTionno. | FILING DATE | FIRST NAMED INVENTOR [ ArTorNEY DOCKETNO. | CONFIRMATION NO. ]
90/013,808 09/12/2016 8023580 3277-0114US-RXM1 211
6449 7590 01292018
EXAMINER
ROTHWELL, FIGG, ERNST & MANBECK, P.C. | - |
607 14th Street, N.W. GE, YUZHEN
SUITE 800
WASHINGTON, DC 20005 I ART UNIT | raper NUMBER |
1992
|7 MAIL DATE I DELIVERY MODE |
01/29/2018 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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UNITED STATES PATENT AND TRADEMARK Orr1CE

Commissioner for Patents
United States Patent and Trademark Office
P.0. Box 1450

Alexandria, VA 22313-1450
WA LSPTO. GOV

DO NOT USE IN PALM PRINTER

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS)

ROPES & GRAY LLP JAN 2 9 2018
PRUDENTIAL TOWER *

IPRM DOCKETING -FLOOR 43

800 BOYLSTON STREET

BOSTON, MA 0199-3600

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. 90/013,808.
PATENT NO. 8,023 580.

ART UNIT 3992.

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(g)).

PTOL-465 (Rev.07-04)
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Application No. Applicant(s)
Decision on Petition for Extension | 90/013,808 8,023,580
of Time in Reexamination Examiner Art Unit
Yuzhen Ge 3992

1. THIS IS A DECISION ON THE PETITION FILED January 26, 2018.

2. THIS DECISION IS ISSUED PURSUANT TO:
A. [X] 37 CFR 1.550(c) — The time for taking any action by a patent owner in a third party requested ex parte
reexamination proceeding will be extended only for sufficient cause and for a reasonable time specified.
B. [] 37 CFR 1.550(c) - The time for taking action by a patent owner in a patent owner requested ex parte
reexamination proceeding will only be extended for more than two months for sufficient cause and for a
reasonable time specified.

C. [] 37 CFR 1.956 — The time for taking any action by a patent owner in an inter partes reexamination proceeding
will be extended only for sufficient cause and for a reasonable time specified.

The petition is before the Central Reexamination Unit for consideration.

3. FORMAL MATTERS
Patent owner requests that the period for filing an Appeal brief in response to the Notice of Appeal filed December 18
2017, which pursuant to 37 CFR 41.37 sets a two (2) month period for filing a the appeal brief, be extended by an
additional one (1) month.
A Petition fee per 37 CFR §1.17(g)):
i. [X] Petition includes authorization to debit a deposit account.
i. [] Petition includes authorization to charge a credit card account.
ii. [] Other , .
B. Proper certificate of service was provided. (Not required in reexamination where patent owner is requester.)
C. X Petition was timely filed.
D. [X] Petition properly signed.

4. DECISION (See MPEP 2265 and 2665)

A. [X Granted or [] Granted-in-part for one (1) month _because petitioner provided a factual accounting that
established sufficient cause. (See 37 CFR 1.550(c) and 37 CFR 1.956).
i. [] Other/comment:

B. [] Dismissed because:
i. [J Formal matters (See unchecked box(es) (A, B, C and/or D) in section 4 above).

i. [] Petitioner failed to provide a factual accounting of reasonably diligent behavior by all those
responsible for preparing a response to the outstanding Office action within the statutory time period.

i. [_] Petitioner failed to explain why, in spite of the action taken thus far, the requested additional time is
needed.

iv. [] The statements provided fail to establish sufficient cause to warrant extension of the time for taking
action.

v. [] The petition is moot.
vi. [] Other/comment;

5. CONCLUSION: Patent Owner’s Appeal Brief is due March 18, 2018.

Telephone inquiries with regard to this decision should be directed to Stephen Stein at 571-272-1544 in the CRU.

/Stephen Stein/
Supervisory Patent Reexamination Specialist
Central Reexamination Unit

U.8. Patent and Trademark Office Part of Paper No. 01292218
PTO-2293 (Rev. 11-2013) Decision on Petition for Extension of Time in Reexamination
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File Listing:
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Number Message Digest | Part/.zip| (ifappl.)
56862
1 Reexam Miscellaneous Incoming Letter ExhibitA.pdf no 8
e21dcff49d93af5ff6aas558c166ffef4ef0f7a
Warnings:
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Information:

2777812

2 Reexam Miscellaneous Incoming Letter ExhibitB.pdf no 106

57acd026900405cc25b174d43cdab2e7548]
962cd

Warnings:

Information:

726819

3 Reexam Miscellaneous Incoming Letter ExhibitC.pdf no 2

d26ae53186663a39c6ca3c4864b7f8ch522
79831

Warnings:

Information:

73064

4 Reexam Miscellaneous Incoming Letter ExhibitD.pdf no 9

b82a9219324b3f169229032824704b4cc3f|
992c2

Warnings:

Information:

405989

5 Reexam Miscellaneous Incoming Letter ExhibitE.pdf no 38

2468c61a4f11ef572d997541ad42f31d0c80}
c151

Warnings:

Information:

746193

6 Reexam Miscellaneous Incoming Letter ExhibitF.pdf no 58

018bacd00f5b6f839139145f784db55ae 18§
adde

Warnings:

Information:

143341

7 Reexam Miscellaneous Incoming Letter ExhibitG.pdf no 8
6fab6470926d53c3216f33d7e4c3e6a70a5y

Warnings:

Information:

135807

8 Reexam Miscellaneous Incoming Letter ExhibitH.pdf no 8

b4d64d4f678260b89620cd7a5627867c40ac|
07cbe

Warnings:

Information:
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Central Reexamination Unit
Commissioner for Patents

United States Patent & Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

APPEAL BRIEF UNDER 37 C.F.R. § 41.37

This is an appeal to the Patent Trial and Appeal Board (the “Board”) from the Final
Office Action, dated July 18, 2017, finally rejecting claims 2 and 59 in the ex parte
reexamination proceedings of U.S. Patent No. 8,023,580 (the “‘580 patent”). Please charge any
additional fees to Deposit Account No. 022135.

A Notice of Appeal was timely filed on December 18, 2017. In a Decision dated January
29, 2018, the CRU granted a one-month extension of the period for filing an appeal brief, which
extended the appeal brief due date from the original date of February 18, 2018, to March 18,
2018. With March 18, 2018, falling on a Sunday, this Appeal Brief is being timely filed on

Monday, March 19, 2018.
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I. REAL PARTY IN INTEREST

The real party in interest is Rembrandt Wireless Technologies, LP.
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II. RELATED APPEALS. INTERFERENCES. AND TRIALS

Related to this ex parte reexamination (Control No. 90/013,808) of U.S. Patent No.
8,023,580 (““*580 Patent™) is ongoing ex parte reexamination (Control No. 90/013,809) of U.S.
Patent No. 8,457,228 (the ‘228 Patent) (child of the ‘580 Patent), 13 inter partes reviews (now
concluded), and one district court litigation, which was appealed to the Federal Circuit and
affirmed (now concluded with respect to the infringement and validity issues). These are listed
and further identified on Exhibit A. Several related petitions remain outstanding. See Exhibit A
at 6-7 (describing outstanding petitions filed June 8, 2017; September 18, 2017; October 27,

2017; and November 27, 2017).
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II1. SUMMARY OF THE CLAIMED SUBJECT MATTER

A. Claims on Appeal

Claims 2 and 59 of the ‘580 Patent are the subject of this ex parte reexamination and are
argued together. In their entirety, they read:

2. [A communication device capable of communicating according to a
master/slave relationship in which a slave communication from a slave to a master
occurs in response to a master communication from the master to the slave, the
device comprising:

a transceiver, in the role of the master according to the master/slave
relationship, for sending at least transmissions modulated using at least two types
of modulation methods, wherein the at least two types of modulation methods
comprise a first modulation method and a second modulation method, wherein the
second modulation method is of a different type than the first modulation method,
wherein each transmission comprises a group of transmission sequences, wherein
each group of transmission sequences is structured with at least a first portion and
a payload portion wherein first information in the first portion indicates at least
which of the first modulation method and the second modulation method is used
for modulating second information in the payload portion, wherein at least one
group of transmission sequences is addressed for an intended destination of the
payload portion, and wherein for the at least one group of transmission sequences:

the first information for said at least one group of transmission sequences
comprises a first sequence, in the first portion and modulated according to the first
modulation method, wherein the first sequence indicates an impending change
from the first modulation method to the second modulation method, and

the second information for said at least one group of transmission
sequences comprises a second sequence that is modulated according to the second
modulation method, wherein the second sequence is transmitted after the first
sequence],

wherein the transceiver is configured to transmit a third sequence after the
second sequence, wherein the third sequence is transmitted in the first modulation
method and indicates that communication from the master to the slave has
reverted to the first modulation method.

59. [A communication device capable of communicating according to a
master/slave relationship in which a slave message from a slave to a master
occurs in response to a master message from the master to the slave, the device
comprising:
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a transceiver, in the role of the master according to the master/slave
relationship, capable of transmitting using at least two types of modulation
methods, wherein the at least two types of modulation methods comprise a first
modulation method and a second modulation method, wherein the second
modulation method is of a different type than the first modulation method, and
wherein the transceiver is configured to transmit messages with:

a first sequence, in the first modulation method, that indicates at least
which of the first modulation method and the second modulation method is used
for modulating a second sequence, wherein, in at least one message, the first
sequence indicates an impending change from the first modulation method to the
second modulation method, and wherein the at least one message is addressed for
an intended destination of the second sequence, and

the second sequence, modulated in accordance with the modulation
method indicated by the first sequence and, in the at least one message, modulated
using the second modulation method, wherein the second sequence is transmitted
after the first sequence],

wherein the transceiver is configured to transmit a third sequence after the
second sequence, wherein the third sequence is transmitted in the first modulation
method and indicates that communication from the master to the slave has
reverted to the first modulation method.

Summary of the State of Master/Slave Art Prior to the ‘580 Invention

According to the ‘580 Patent, prior art master/slave systems could only communicate

when all network devices used a single common type of modulation method. See ‘580 Patent at

1:27-65, 3:40-48. Thus, if a slave using an additional type of modulation method were added to

the network, the new slave could not easily communicate with the master using the different

modulation type because it would not be compatible with the common type of modulation

method. Id. Annotated FIG. 1 of the ‘580 Patent shows such a prior art master/slave system,

where all devices in the network communicate using only a single common type of modulation

method (such as the amplitude modulation used by AM radio), even though some of the devices

may be capable of communication via other types of modulation methods:
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The state of master/slave art prior to the ‘580 invention is described in the ‘580 Patent at
col. 3, 1. 40-col. 4, 1. 50, with reference to FIG. 2. See 37 C.F.R. § 1.132 Declaration of Dr.
Robert Akl (executed June 29, 2017) (“Akl I’) (Exhibit B), at Jq 78-80 (describing these ‘580

teachings from the perspective of a skilled artisan).
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Briefly, FIG. 2 discloses a polled multipoint master/slave system. At the beginning of a
session, the master established a common modulation type for communication with all its slaves
(sequence 32 in FIG. 2). All slaves were identical in that they shared a common modulation with

the master.
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The master then communicated with its slaves, one at a time, by sending a training
sequence with the address of the slave with which it wants to communicate, followed by data,
and finally a trailing sequence to end the communication (sequences 34-38 in FIG. 2). A slave
could not initiate a communication, but, if the slave were polled by the master, it could respond
to the master in a similar fashion (sequences 42-46 in FIG. 2). When the master had completed
its communications with the first slave, it could then communicate with a second slave using the
same negotiated common modulation (sequences 48-54 in FIG. 2). Akl I, at q 80.

C. Summary of the Problems Identified and Solved by the Claimed Invention

1. The Problems Identified in the ‘580 Patent

The claimed invention was designed to address the problems that resulted when different
types of tribs (e.g., Type A and Type B, as described in the specification) sought to communicate
using different modulation types. With reference to FIG. 2, the problems Gordon Bremer both
identified and solved are described in his detailed description as follows:

Consider the circumstance in which master transceiver 24 and trib 26b share a
common modulation type A while trib 26a uses a second modulation type B.
When master transceiver attempts to establish A as a common modulation during
sequence 32, trib 26a will not be able to understand that communication.
Moreover, trib 26a will not recognize its own address during training interval 34
and will therefore ignore data 36 and trailing sequence 38. Master transceiver 24
may time out waiting for a response from trib 26a because trib 26a will never
transmit training sequence 42, data 44, and trailing sequence 46 due to the failure
of trib 26a to recognize the communication request (training sequence 34) from
master transceiver 24. Thus, if the tribs in a multipoint communication system use
a plurality of modulation methods, the overall communication efficiency will be
disrupted as specific tribs will be unable to decipher certain transmissions from
the master transceiver and any unilateral transmission by a trib that has not been
addressed by the master transceiver will violate the multipoint protocol.

‘580 Patent at 4:55-5:6.

Summarizing the problems inventor Bremer was first to identify:
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a) If a prior art master wanted to communicate with a slave using a second
modulation method that was of a different type than that used to communicate
with its other slaves (“wherein the second modulation method is of a different
type than the first modulation method”), it was necessary to tear down the session

and begin a new session. Doing so was disruptive.

b) If the prior art master attempted to communicate using a different modulation type
without beginning a new session, the other slaves would not understand the
attempted communications and would not respond to any communications
directed at them, resulting in repeated attempts by the master to communicate. In
addition, the slaves could become confused by the transmissions and make

improper communication attempts.
One of ordinary skill in the relevant art would have understood that FIG. 2 and its description do
not disclose and would not have suggested the above-described problems, or even the goal of
using different types of modulations in one master/slave session. Akl I, at {q 81-83.

2, The ‘580 Solution to These Problems in a Master/Slave Setting

In the context of the master/slave system described above, Gordon Bremer invented “a
system and method of communication in which multiple modulation methods are used to
facilitate communication among a plurality of modems in a network, which have heretofore been
incompatible.” ‘580 Patent at 2:17-20. Mr. Bremer solved the above-described problems with
his claimed master/slave communication system in which slaves can seamlessly communicate
over a network through a master using multiple types of modulation methods, thereby permitting
selection of the modulation type best suited for a particular application. ‘580 Patent at 1:66-2:33;
Akl 1, at q 84.

The claimed invention of the ‘580 Patent is further described with reference to FIG. 2 and
in FIGs. 3-8 and the written description. Specifically, FIGs. 3 and 4 show block diagrams of the

master transceiver and tributary transceivers, while FIG. 5 shows a ladder diagram illustrating
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the operation of those transceivers. FIGs. 6 and 7 show state diagrams for exemplary tributary
transceivers. And FIG. 8 shows a signal diagram for exemplary transmissions. Akl I, at ] 85.
Annotated FIG. 8 shows two communications intended for different slaves. The first
communication 170 uses a first type of modulation method for both the initial training signal and
the subsequent data signal, while communication 172 uses the first type of modulation method

for the training signal and the second type of modulation method for the data signal:

Tooe Maaluisimd
Ty N

SR A e
Theitng T

‘580 Patent at 4:21-24, 4:42-44, FIG. 8. Information in the training signal indicates whether
there will be an impending change from the first type of modulation method to the second type

of modulation method. Id. (training signal includes “notification of change to Type B”

modulation method). Akl I, at ] 87.

Mr. Bremer’s solution to the problems described above is captured in the language of

claims 2 and 59 and described in the ‘580 specification with reference to FIG. 5:
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With reference to FIG. 5 and claim terms in italics, if the Master is communicating with a
Type A trib (“Trib 1 Type A”) using a negotiated first modulation type A in the normal fashion

and then wants to communicate with a Type B trib (“Trib 2 Type B”), the Master transmits “first

10
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information” comprising a “first sequence” modulated according to the “first modulation
method” (one that the Type A trib understands) that “indicates an impending change” to a second
modulation method (illustrated as training sequence 106). The Master then transmits to the Type
B trib “second information for at least one group of transmission sequences compris[ing] a
second sequence that is modulated according to the second modulation method,” which is “a
different type than the first modulation method.” In the FIG. 5 embodiment, the “second
sequence” is illustrated as transmission sequence 108 and uses the second type modulation
method, i.e., one that the Type B trib can understand and Type A cannot. Akl I, at ] 88.

It is at this point that the “third sequence” limitations of claims 2 and 59 come into play.
To satisfy the limitations of claims 2 and 59, the transceiver must be “configured to transmit a
third sequence after the second sequence wherein the third sequence is transmitted in the first
modulation method and indicates that communication from the master to the slave has reverted
to the first modulation method.” Akl 1, at ] 89.

Again, referring to FIG. 5, after the Master completes its communication with a Type B
trib using Type B modulation (transmission sequence 108), claims 2 and 59 require that the
Master send a “third sequence” to inform Type A trib that “communication from the master has
reverted to the first modulation method” (illustrated as sequences 114, 126-132). Akl I, at q 90.

The ‘580 specification describes Mr. Bremer’s “switches” between modulation
types as follows:

To switch from type A modulation to type B modulation, master transceiver 64
transmits a training sequence 106 to type A tribs 66a in which these tribs are
notified of an impending change to type B modulation. ... After notifying the
type A tribs 66a of the change to type B modulation, master transceiver 64, using
type B modulation, transmits data along with an address in sequence 108, which
is destined for a particular type B trib 66b. .... [Col. 6, 11. 3-12]

11
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.... If, however, master transceiver transmits a training sequence in which the type
A tribs 66a-66a are notified of a change to type B modulation as indicated by
sequence 106, then a transition is made to state 124 where all type B
transmissions are ignored until a type A modulation trailing sequence (e.g.,
sequence 114) is detected. Upon detecting the type A trailing sequence, a type A
trib 66a returns to state 122 where it awaits a training sequence. [Col. 6, 11. 41-48]

To initiate a communication session with a type A trib 66a, master transceiver 64
transmits a training sequence 126 in which an address of a particular Type A trib
66a is identified. The identified Type A trib 66a recognizes its own address and
transitions to state 128 to receive data from master transceiver 64 as part of
sequence 132. [Col. 6, 11. 49-54]

Thus, with reference to FIG. 5 (and using the language of claims 2 and 59), Mr. Bremer’s
switches include:

a) “a first sequence” (e.g., training sequence 106) sent by the master using the “first
modulation method” to inform the Type A tribs of “an impending change from the first
modulation method to the second modulation method” — one that is incompatible with the first --
telling Type A tribs to ignore the second message’s “second sequence” which they cannot

understand and is not intended for them;

b) “a second sequence” (e.g., transmission sequence 108) sent by the master using the
second, incompatible modulation method to the Type B trib -- one that does understand the

communication; and

¢) “a third sequence” (e.g., trailing sequence 114, and sequences 126-132) sent by the
master using the “first modulation method” to inform Type A tribs that “communication from the

master has reverted to the first modulation method.”

Akl 1, at § 92. The combination of Gordon Bremer’s claimed sequences captures his solution to
the problems he identified, i.e., switching from one modulation type to another incompatible
modulation type when switching from one trib type to another in a master/slave setting. None of

the cited references discloses or would have suggested either the problem Mr. Bremer set out to

12
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solve in the master/slave setting, or his solution to that problem. See ‘580 Patent at 5:57-7:3

(describing FIG. 5); Akl 1, at ] 93.
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IV. ART RELIED ON IN THE FINAL OFFICE ACTION AND ADVISORY ACTION

The CRU relies on one or more of the following references to support its SNQs and each

of its three grounds of rejection:

a. U.S. Patent No. 5,982,807, filed on Mar. 17, 1997 and issued on Nov. 9, 1999, to Snell, J.
(“Snell”) (including the alleged incorporation by reference of Andren, C. et al., “Using
the PRISMTM Chip Set for Low Data Rate Applications,” Harris Semiconductor
Application Note No. AN9614 (“Harris AN9614”) and “HSP3824 Direct Sequence

Spread Spectrum Baseband Processor,” Harris Semiconductor File No. 4064.4 (“Harris
4064.47));

b. U.S. Patent No. 6,075,814, filed on May 9, 1997 and issued on June 13, 2000, to
Yamano, L., et al. (““Yamano”); and

c. Kamerman, A., “Throughput Density Constraints for Wireless LANs Based on DSSS,”
IEEE 4th International Symposium on Spread Spectrum Techniques and Applications
Proceedings, Mainz, Germany, Sept. 22-25, 1996, pp. 1344-1350 vol. 3 (“Kamerman™).

14
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V. ISSUES TO BE REVIEWED ON APPEAL

Patent Owner Rembrandt (“Rembrandt”) respectfully asks the Board to consider the
issues identified below in view of Rembrandt’s Summary of the Claimed Subject Matter (§ 111
above) and Rembrandt’s Arguments (§ VI below).

Notably, only two relatively straight-forward determinations need be made to resolve this
case. If the Board determines (1) that the master/slave limitations must be given weight (as they
already have been by the PTAB and the courts and as they must be in this reexamination’) (infra
at § VI.B) and (2) that Snell’s attempted incorporation by reference of the “polled scheme” of
Harris AN9614 failed as a matter of law (infra at § VL.E), then the CRU’s alleged SNQ must be
vacated and all its rejections must be reversed.

The issues are:

1. Whether the CRU has identified a substantial new question of patentability
(“SNQ”) based on art that is ar best cumulative of art previously considered by the Office during
multiple IPR proceedings — art that previously presented substantially the same issues and
arguments presented in this reexamination. See infra at § VI.A; Akl 1, at {q 41-70.

2. Whether the CRU has given claims 2 and 59 their broadest reasonable
construction (1) by failing to give patentable weight the multiple master/slave limitations, (2) by
misconstruing modulation methods “of a different type” in view of the prosecution history and
contrary to the Federal Circuit’s determination, and (3) by treating the claims as “single means”

claims. See infra at § VI.B-C; Akl I, at | 20-26.

' The CRU’s position regarding the master/slave limitations ignores the claim language, the
teachings in the specification, and the long history of scrutiny of the ‘580 Patent (and its child,
the ‘228 Patent). See Exhibit A. No one — not the PTAB during 13 IPRs, not the district court,
not the Federal Circuit and not even Samsung (the litigation defendant, IPR petitioner, and
reexamination requester) — has ever taken such an unreasonable position.
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3. Whether Snell’s attempted incorporation by reference of Harris AN9614 and
Harris 4064.4 (collectively the “Harris Documents™) was successful given that the evidence does
not establish that they were publicly accessible prior to the ‘580 Patent’s priority date. See infra
at § VLLE.1-2; Akl I, at qq 71-73.

4. Even assuming Snell’s incorporation had been successful, whether the CRU can
rely on completely different sections of Harris AN9614 than those sections Snell identified “with
detailed particularity.” See infra at § VLE.3; Akl I, at | 74-75.

5. Whether the CRU has provided sufficient evidence to establish that the
master/slave limitations were disclosed or would have been suggested by any of the art relied on
in the three grounds of rejection, alone or combined as the CRU has proposed. See infra at §
VLFE.1; AKI I, at 9 77, 101-120.

6. Whether the CRU has provided sufficient evidence to establish that the “at least
two types of modulation methods” limitations were disclosed or would have been suggested by
any of the art relied on in the three grounds of rejection, alone or combined as the CRU has
proposed. See infra at § VILEF.2; Akl 1, at ] 121-130.

7. Whether the CRU has provided sufficient evidence to establish that “the third
sequence is transmitted in the first modulation method and indicates that communication from
the master to the slave has reverted to the first modulation method” limitation was disclosed or
would have been suggested by any of the art relied on in the three grounds of rejection, alone or
combined as the CRU has proposed. See infra at § VLE.3; Akl I, at q 131-151.

8. Whether the CRU has provided sufficient evidence to establish that it would have

been obvious to modify or combine the cited art, as the CRU has proposed, given that there
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would have been no motivation to do so, and, in fact, one of ordinary skill in the relevant art

would have been discouraged from doing so. See infra at § VI1.G; Akl I, at {q[ 152-178.
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VI. ARGUMENTS

A. The CRU Has Not Identified a Substantial New Question of Patentability
1. Background and Summary

This reexamination is the latest in a series of attacks by Samsung on the ‘580 Patent
previously made in court (including the Federal Circuit) and in six IPRs.” After failing to
successfully challenge claims 2 and 59, Samsung turned to the CRU in the face of the PTAB’s
adverse determinations in IPR2014-00518 (“‘518 IPR”) and IPR2015-00114 (““114 IPR”). See
Exhibit A for a history of the litigation and the 13 related IPRs. Samsung’s reexamination
request merely presented substitute references — ones that are ar best cumulative of the Boer and
APA references that it earlier presented to the PTAB — with no explanation why the references
were not presented earlier or how they present a substantial new question when compared to
those previously presented and considered in the multiple IPRs. In fact, those substitute
references do not raise any new issues or arguments that have not already been considered by the
Office.

Rembrandt uses the phrase “at best cumulative” because the APA and Boer (relied on by
the PTAB in multiple IPRs) expressly disclose subject matter that is not disclosed in the art now
relied on by the CRU (including a master/slave relationship and the modulation method
PPM/DQPSK) to find claims 1 and 58 unpatentable. See ‘518 IPR Final Written Decision
(Exhibit II), at 13 (referring to the APA and agreeing that “the *580 patent’s disclosed multipoint
communication systems (or master/slave systems) ... contains material that may be used as prior

art against the patent under 35 U.S.C. § 103 (a)”), 19 (“Boer describes PPM/DQPSK

modulation, which falls within the meaning of a “different type” of modulation method, with

2 Samsung has also attacked the child of the ‘580 Patent, i.e., the ‘228 Patent, in court and in
seven IPRs without success as to claim 21.
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respect to DBPSK, under our construction of the term”). However, the PTAB determined that
the APA and Boer — as presented by Samsung -- were not sufficient to support Samsung’s
position that claims 2 and 59 were unpatentable. See ‘518 IPR Institution Decision (Exhibit
HH), at 13-15.

Based on an overly broad claim construction (see infra at § VI.B) and without
considering whether Samsung’s substitute references presented a substantial new question of
patentability when compared to those already considered by the PTAB, the CRU ordered
reexamination of claims 2 and 59. It has maintained its position throughout the reexamination
based on its conclusion that it does not have to consider the PTAB’s Institution Decision in a
previously completed IPR, i.e., the ‘518 IPR. In Rembrandt’s view, that was a legal error that
should be corrected by the Board.

The CRU identified four alleged SNQs in its Order, all based on Snell alone. See Order
at 8-11. The CRU maintained the same position on reconsideration of this issue. See Final
Office Action (“FOA”) at 17; Advisory Action (“AA”) at 14° In concluding that Snell raised an
SNQ, the CRU did not compare the issues raised and arguments made by Snell compared to
those previously raised and made before the Office and considered in multiple IPRs of the ‘580
Patent but instead reasoned:

Because Snell was not cited or before the Office during prior prosecutions of the
580 patent and related patents and during prior inter partes review of the 580
patent, Snell in combination with other references are not before the Office prior
to the instant reexamination. Accordingly, Snell in combination with other

3 While not clear, Rembrandt anticipates that the CRU will rely on Snell’s attempted
incorporation by reference of Harris AN9614 to argue that the master/slave limitations are
disclosed or would have been suggested by Harris AN9614’s “polled scheme.” See FOA 16.
Thus, for purposes of showing that the CRU has not identified an SNQ only, Rembrandt assumes
Harrris AN9614 could be considered. But see the discussion at § VL.E (establishing that Snell’s
attempted incorporation failed) and at § VL.F.1.c (establishing that Harris AN9614 did not
disclose and would not have suggested the master/slave limitations).
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references can be used to raise a substantially new question of patentability in the
ex parte reexamination proceeding.

Order at 4. See also FOA at 19 (“Conclusion: Because Snell has never been considered prior to
the instant reexamination proceeding ..., the SNQs ... are fully supported by MPEP 2216 and
22427,

In fact, the CRU has not identified a substantial new question of patentability because
“the same question of patentability has already been ... decided in an earlier concluded ...
review of the patent by the Office ....” MPEP § 2242 (emphasis added) (relied on by the CRU).
In its now concluded ‘518 IPR, the PTAB considered the same issues and same arguments
presented by Samsung based on the APA and Boer and decided in its ‘518 IPR Institution
Decision that it was “not persuaded there is a reasonable likelihood that Petitioner would prevail
in its challenge” of claims 2 and 59. ‘518 IPR Institution Decision (Exhibit HH), at 15 (quoted
more extensively below).

2. The Burden Is on the Office to Establish that Snell Presents New Issues and
Arguments Rather than Those Previously Considered by the Office

The CRU has not met its burden to establish that Snell presents issues and arguments that
were not previously fully considered by the Office. Instead the CRU has taken the following
positions:

a) “Snell presents a new, non-cumulative technological teaching that was not previously
considered and discussed on the record during the prosecution of the application that resulted in
the patent for which reexamination is requested (see Sep 2016 Order, pp. 9-11)”;

b) “[1]n all the previous IPRs, ... PTAB did not institute review of claims 2 and 59 and
therefore the teaching presented by Snell regarding claims 2 and 59 is new and non-cumulative”;

and
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c¢) “Although the reference of Boer is similar to Snell, there is no provision in MPEP that
requires comparing two prior art references [to determine] if one is cumulative to another to
determine if a SNQ exists for claims that have not been reexamined before.” FOA at 17
(emphasis CRU’s). See also AA at 14-15 (containing the same language).

The CRU’s positions ignore the burden placed on it by statute to establish that a
substantial new question of patentability has been raised. See 35 U.S.C. § 303(a) and its
legislative history (quoted below). It is simply not enough to point to “new” art that was not
previously considered by the Office. The MPEP sections cited and quoted by the Office support
Rembrandt’s position, not the CRU’s. See MPEP § 2242 (No SNQ when “the same question of
patentability has already been ...decided in an earlier concluded ... review of the patent”);
MPEP § 2216 (“It must first be demonstrated that a patent or printed publication ... presents a
new, non-cumulative technological teaching that was not previously considered and discussed on
the record ... during the prosecution of any other prior proceeding involving the patent for
which reexamination is requested.”) (emphasis added). “[A]ny other proceeding” necessarily
and logically includes PTAB IPR proceedings.

The CRU’s positions also ignore the legislative history of 35 U.S.C. § 303(a). That
legislative history makes clear that § 303(a) was intended to protect against the very type of
repetitive challenges at issue here. In amending the reexamination statute, Congress stated:

[T]his bill is not a license to abuse patentees and waste the life of a patent. The
point must be stressed that the past requirement of “a substantial new question of
patentability” has not been diminished.... The bill preserves the necessary
safeguard in the Patent Act against harassment of patentees with the safety-valve
of a “substantial new question of patentability” standard, not merely “any sort of
question.” The agency has discretion in this determination to permit
reexamination, but it is not absolute. ... [T]he courts should judiciously interpret
the “substantial new question” standard to prevent cases of abusive tactics and
harassment of patentees through reexamination.
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H.R. Rep. 107-120 (2001).

The CRU’s positions also ignore the case law interpreting § 303(a) and reconfirming that
“an argument already decided by the Office ... cannot raise a new question of patentability.” In
re Swanson, 540 F.3d 1368, 1380 (Fed. Cir. 2008) (cited in Ex parte Lam Research Corp., No.
2012-009622, 2013 WL 1178196, at *5 (PTAB Mar. 18, 2013) (Exhibit P)). In Swanson, the
Federal Circuit clarified that the focus of the SNQ inquiry is not on whether a particular
reference was or was not previously considered but rather on what question was considered:

The 2002 amendment [to 35 U.S.C. § 303(a)] removes the focus of the new
question inquiry from whether the reference was previously considered, and
returns it to whether the particular question of patentability presented by the
reference in reexamination was previously evaluated by the PTO. As was true
before the amendment, an “argument already decided by the Office ... cannot
raise a new question of patentability. H.R.Rep. No. 96-1307(1), U.S.Code Cong.
& Admin.News 1980, pp. 6460, 6466; see also H.R.Rep. No. 107-120, at 3
(explaining that the amendment did not diminish the “substantial new question
requirement” and that “[t]he issue raised must be more than just questioning the
judgment of the examiner.”).

Swanson, 540 F.3d at 1380 (emphases added). See also id. at 1376 (quoting H.R.Rep. No. 107-
120) (*According to the House Report accompanying the Bill, under the amended § 303(a), ‘the
appropriate test to determine whether a “substantial new question of patentability” exists should
not merely look at the number of references or whether they were previously considered or cited
but their combination in the appropriate context of a new light as it bears on the question of the
validity of the patent.”””); MPEP § 2242 (quoted above). Where, as here, a previously considered
prior art teaching is being considered again for the same or similar purpose in reexamination, no
substantial new question exists. See Ex parte Muzzy Prods. Corp., No. 2009-011350, 2010 WL
3448876 at *6 (BPAI Aug. 31, 2010) (Exhibit H). Thus, the CRU’s finding that Snell was not

previously before the Office is not sufficient to conclude that Snell raises an SNQ.
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The CRU does not dispute that the present reexamination is nothing more than a
redressed version of the prior failed IPR challenges. Permitting such a repetitive challenge to
proceed simply cannot be harmonized with Congress’s intent or decisions of the Federal Circuit.
See, e.g., In re Recreative Techs. Corp., 83 F.3d 1394, 1396 (Fed. Cir. 1996) (“the reexamination
statute was designed to exclude repeat examination on grounds that had already been
successfully traversed.”).

As set forth above, Congress emphasized that the substantial new question should be
“judiciously interpreted.” H.R. Rep. 107-120 (2001). However, instead of doing so in this case,
the CRU posits that PTAB decisions made in an institution decision denying review do not have
to be considered in deciding whether an SNQ has been raised. See, e.g., FOA at 17 (quoted
above). The CRU does not cite any statute, regulation, or case law that supports its position. In
fact, an institution decision denying review is a “final Board decision.” 77 Fed. Reg. 157, at
48702 (discussing IPR regulations) (emphasis added). Again, if “the same question of
patentability has already been ... decided in an earlier review by the Office” it cannot support an
SNQ. MPEP § 2242 (relied on by the CRU). Thus, as long as the IPR has been concluded,
decisions made by the Office during the IPR proceeding must be considered.

Under the Office’s illogical reasoning, in its Request for Ex Parte Reexamination of U.S.
Patent No. 8,023,580 (“*580 Reexam Request”), Samsung could have relied on the same art
(Boer and APA) and made the same arguments with respect to claims 2 and 59 as it made in the
‘518 and ‘114 IPRs and still established an SNQ. That cannot be the case, as such a result would
be glaringly wrong and grossly unfair to Rembrandt. The CRU’s position also is contrary to the
purpose of requiring a substantial new question, i.e., to guard against repetition of issues and

arguments that have been previously raised and overcome. Thus, the CRU cannot establish a
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substantial new question by advancing a previously rejected interpretation of substantially the
same teachings to reach a different conclusion.

Again, the issue is not whether the art is newly cited but rather whether the issues it raises
have already been considered and decided by the Office. The Office is required to make that
determination to decide whether an SNQ has been raised. In any case, certainly, once
Rembrandt presented evidence establishing a prima facie case that Snell is no more than
cumulative to Boer (or Boer and APA), the CRU had an obligation to rebut that evidence by
pointing out how Snell raised issues or arguments that previously had not been raised and
considered. It did not do so but rather simply maintained the position that it did not have to do
so. In fact, it could not have done so for the reasons given below. Snell is at best cumulative of
Boer (or APA and Boer) and is being considered in the same way that Boer was considered in a
number of IPRs of the ‘580 Patent, including the ‘518 IPR. Thus, nothing in Snell is sufficient to
create a substantial new question (even assuming incorporation by reference of Harris AN9614).
See Akl 1, at q 41-62.

3. Snell Is At Best Cumulative to Previously-Considered Boer

The issues raised by and arguments based on Snell are substantially the same as those
based on Boer (or on the APA and Boer). As an initial matter, both Snell and Boer proposed
similar extensions to what became known as the 802.11 standard (or WiFi), namely adding two
higher data rates to the IMB/s and 2MB/s data rates in the standard. Both references use the
packet structure defined by the standard, including packet headers with the same fields.

The CRU relies heavily on Snell’s FIG. 3 and its description of these packet structures as
providing the additional limitations of claims 2 and 59. Order at 8-11 (citing to FIG. 3 seven
times in four pages). Substantially identical packet structures, described in Boer and Boer’s FIG.

4, were fully considered by the PTAB in the ‘518 IPR and found unlikely to render unpatentable
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claims 2 and 59 of the ‘580 Patent. See ‘518 IPR Institution Decision (Exhibit HH) at 13-15 &

17 (quoted infra at § VI.A.4). Compare Snell’s FIG. 3 with Boer’s FIG. 4:
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Comparing Snell’s FIG. 3 with Boer’s FIG. 4 and their corresponding descriptions makes clear
that Snell adds nothing to Boer. * This comparison demonstrates that Snell is at best cumulative
to Boer. See Akl T, at 9 47-54.° And this is not at all surprising as both Snell and Boer are
directed to the packet structure standardized in the 802.11 standard.

More specifically, in ordering ex parte reexamination of the ‘580 Patent, the CRU found:

Snell discloses a transceiver that serves as an access point for
communicating data with other transceivers connected to a wireless local area

* FIG. 4 has been annotated with its description in the specification to illustrate the striking
similarities between Snell’s FIG. 3 and Boer’s FIG. 4. The additions to FIG. 4 are simply the
terms “Preamble,” “Header,” “Message,” DBPSK, 1 Mbps (col. 3:56-58),” and the 4 possible
data rates for sending the data, “1 Mbps DBPSK, 2 Mbps DQPSK or 5 and 8§ Mbps
PPM/DQPSK (col. 2:23-27, 41-44).”

> See also Exhibit C (comparing the way Samsung presented Snell’s FIG. 3 and Boer’s FIG. 4).
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network (WLAN). Snell at col. 4, lines 42- 47 and col. 5, lines 18-21. Snell's
transceiver transmits data packets intended for another transceiver, where the
communication may switch on-the-fly between a "first modulation method" (e.g.,
BPSK) and a "second modulation method" (e.g., QPSK) that is "of a different
type than the first modulation method." (col. 2, lines 27-30, "It is another object
of the invention to provide a spread spectrum transceiver and associated method
to permit operation at higher data rates and which may switch on-the-fly between
different data rates and/or formats."” col. 7, lines 10-14, "The variable data may
be modulated and demodulated in different formats than the header portion to
thereby increase the data rate, and while a switchover as indicated by the
switchover point in FIG. 3, occurs on-the-fly.” col. 2, lines 15-17, "Moreover, a
WLAN application, for example, may require a change between BPSK and QPSK
during operation, that is, on-the-fly.").
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Snell discloses that each data packet transmission comprises a "group of
transmission sequences” structured with a "first portion” (e.g., a PLCP preamble
and PLCP header) and a "payload portion" (e.g., MPDU data). Id. at col. 6, lines
35-36, col. 6, lines 64-66, col. 7, lines 5- 14, Fig. 3. The PLCP preamble contains
SYNC and SFED fields, and the PLCP header contains SIGNAL, SERVICE,
LENGTH, and CRC fields. 1d. at Fig. 3, col. 6, line 48-col. 7, lines 14. The
MPDU data is the data to be transmitted to the receiving transceiver. Id. at col. 7,
lines 5-6 ("MPDU is serially provided by Interface 80 and is the variable data
scrambled for normal operation.”); see also Id. at col. 7, lines 6-14, Fig. 3.

Snell teaches that the PLCP preamble and PLCP header are always
modulated using the "first modulation method" (e.g., BPSK) (col. 6, lines 35-36,
"The header may always be BPSK, " Fig. 3). Snell further discloses that "first
information in the first portion” (e.g., the SIGNAL field in the PLCP header)
"indicates” which of the "first modulation method" (e.g., BPSK) and "second
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modulation method" (e.g., QPSK) is used for modulating "second information" in
the "payload portion” (e.g., MPDU data).

Snell teaches that the SIGNAL field in the PLCP header can have four
values (col. 6, lines 54-59), each of which corresponds to a modulation method
for the MPDU data (col. 6, lines 52-59, col. 7, lines 1-2, col. 7, lines 5-14, Fig. 3).

SED is F3AO for the PLCP proasuble 90, Now relating 1o
the PLCP header 94, the SIGNAL s

sk

-Snell, col. 6, lines 52-59.
Order, at 8-9 (emphasis in Order).
Based on these citations of Snell (produced in their entirety above) and using the
claimed invention as a roadmap, the CRU drew the following unsupported conclusions:

Snell's transceiver transmits a first group of transmission sequences
comprising a "first sequence” (e.g., PLCP preamble and PLCP header) that is
"modulated according to the first modulation method" (e.g., BPSK) where the
"first sequence” (e.g., "SIGNAL" field in PLCP header) "indicates"” (e.g., using
"14h") the modulation type (e.g., QPSK) used for modulating the "second
sequence” (e.g., MPDU data). For the first packet, the "SIGNAL" field in the
PLCP header uses a code (e.g., "14h") that "indicates” when the MPDU data is
modulated "according to the second modulation method"” (e.g., QPSK). The
"second modulation method" (e.g., QPSK) "is of a different type than the first
modulation method" (e.g., BPSK).

Snell's transceiver then transmits a second packet comprising a "third
sequence” (e.g., PLCP preamble and PLCP header) "transmitted in the first
modulation method" (e.g., BPSK) where the "third sequence” (e.g., "SIGNAL"
field in PLCP header) "indicates” (e.g., using "OAh") the modulation type (e.g.,
BPSK) used for modulating the MPDU data of the second packet.
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Thus, Snell teaches “transmitting a third sequence after the second
sequence, wherein the third sequence is transmitted in the first modulation method
and indicates that communication from the master to the slave has reverted to the
first modulation method.”

Order at 9-11 (emphasis in Order). See also FOA at 16 (citing to Order at 7-11); AA at
14 (citing to FOA at 16-17 which in turn cites to Order at 9-11). In fact, the Snell
disclosure relied on by the CRU is substantially identical to the disclosure in Boer that
was fully and repeatedly considered by the PTAB.® See Exhibit D (comparing the
portions of Snell cited by the CRU in its Order with substantially identical portions of
Boer). See also Akl 1, at | 41-54.

The CRU does not identify a single issue or argument raised by Snell more relevant to the
patentability of claims 2 and 59 than those previously raised by Boer (or Boer and APA) and
fully considered by the PTAB. In fact, Snell is even less relevant than Boer (due to, inter alia,
lack of any disclosure in Snell of a master/slave relationship, of PPM/DQPSK, or of a destination
address’), which explains why it was not cited previously during the multitude of IPRs earlier
filed against Rembrandt’s ‘580 and ‘228 Patents or during the Rembrandt v. Samsung litigation.8

4. Snell is Being Considered in the Same Way that Boer Was Previously

Considered by the PTAB and Found Not Sufficient to Even Institute an IPR
with respect to Claims 2 and 59

In its Order, the CRU took the position that the SIGNAL/SERVICE fields of a

“subsequent” transmission taught the additional limitations of claims 2 and 59 requiring, e.g.,

6 By the time the PTAB finally decided the ‘518 IPR in September 2015, Boer had been cited to
the PTAB in at least twelve IPRs. See Exhibit A. Thus, the PTAB was very familiar with the
Boer teachings.

" The relevance of these shortcomings is discussed infra at §§ VLF.1, VLE.2, and VI.G .4,
respectively.

8 Notably Samsung provided no explanation why Snell could not have been presented earlier.

28
IPR2020-00034 Page 01207



that the transceiver be “configured to transmit a third sequence after the second sequence,
wherein the third sequence is transmitted in the first modulation method and indicates that
communication from the master to the slave has reverted to the first modulation method.” Claim
2. See Order 10-11. It has maintained that position throughout reexamination. FOA 16 (citing
to Order 7-11); AA 14 (citing to FOA 16-17 which in turn cites to Order 9-11).

In the ‘518 IPR, the Board considered the packet structure disclosed in FIG. 4 of Boer,
which, as noted above, is substantially identical to that of Snell, and squarely rejected the
argument now advanced by the CRU, namely, that the SIGNAL/SERVICE fields of a
“subsequent” transmission taught the additional limitations of claims 2 and 59:

Claim 2, which depends from claim 1, recites that the transceiver is
configured to transmit a third sequence after the second sequence, wherein the
third sequence is transmitted in the first modulation method “and indicates that
communication from the master to the slave has reverted to the first modulation
method.” Petitioner submits that the recitation is met by material in Boer.

Figure 4 of Boer is reproduced below.

J202 1204 LZ_OS Jzos Szm E212 21:>
| awne | sFD | SIGNAL | SERVICE { LENGTH | CRC OATA
| 128BITS | 168ITS [ 8 BITS 8BTS | 16BTS | 16BITS
N Y-

218

200 FIG.4

Figure 4 is said to be a diagram illustrating the format of a data message
circulating in Boer’s LAN. Ex. 1204, col. 1, 1. 59—60. Message 200 includes
preamble 216 and header 218, always transmitted at the 1 Mbps rate using
DBPSK modulation. Subsequent DATA field 214, however, may be transmitted at
any one of the four rates 1, 2, 5, or 8 Mbps, using the modulation and coding
appropriate for the selected rate. Id. at col. 3, 11. 56-62. SIGNAL field 206 has a
first value if DATA field 214 is transmitted at the 1 Mbps rate and a second value
if the DATA field is transmitted at the 2, 5, or 8 Mbps rate. SERVICE field 208
has a first value for the 1 and 2 Mbps rates, a second value for the 5 Mbps rate,
and a third value for the 8 Mbps rate. Id. at col. 4, 11. 4-11.
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Petitioner submits that the “first sequence” of base claim 1 corresponds
to Boer’s description of SIGNAL field 206 and SERVICE FIELD 208. E.g., Pet.
32 (claim chart). According to Petitioner, the “third sequence” of claim 2
corresponds to a subsequent transmission of SIGNAL field 206 and SERVICE
field 208. Pet. 25. Petitioner concludes that the subject matter of claim 2 would
have been obvious because header 218 is always transmitted using DBPSK (the
“first” modulation method). Id. ....

Petitioner has not provided sufficient evidence or explanation in support
of why the fact that Boer’s SIGNAL and SERVICE fields are always transmitted
using DBPSK (the “first” modulation method) might demonstrate obviousness of
the subject matter of claim 2. Petitioner has failed to show, in particular, how the
SIGNAL and SERVICE fields might be deemed, as alleged, to “indicate” that
communication from the master to the slave has reverted to the first modulation
method, as recited in claim 2.

Claim 59, which depends from independent claim 58, also recites a third
sequence that is transmitted in the first modulation method that “indicates”
communication from the master to the slave has reverted to the first modulation
method. Petitioner submits, correctly, that Boer teaches that the SIGNAL and
SERVICE fields in the header “indicate which modulation method is used to
transmit DATA field 218.” Pet. 49. “When Boer is combined with the APA, it
could therefore indicate that communication from the master to the slave has
reverted to the first modulation method.” Id. (citing Ex. 1220 {{ 232-237). Mr.
Goodman repeats that “it could therefore indicate” that communication has
reverted to the first modulation method (Ex. 1220 q 237) and concludes,
“[t]herefore, it is my opinion that claim 59 is obvious in view of the prior art” (id.
9 238). Although it appears that Petitioner attempts to provide more explanation
in its challenge of dependent claim 59, as compared with that of claim 2 or 49, we
are not persuaded there is a reasonable likelihood that Petitioner would prevail
in its challenge of any of claims 2, 49, and 59.

‘518 IPR Institution Decision (Exhibit HH), at 13-15 (denying institution re: claims 2 and
59) (emphasis added). See Akl I, at | 51-54.
As was the case with Boer, there’s nothing in Snell that requires “the third sequence [to

be] transmitted in the first modulation method or [to] indicate[] that communication from the
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master to the slave has reverted to the first modulation method.” Claims 2 and 59 (emphasis
added). Akl I, atq 53. The fact that “/tJhe PLCP preamble and PLCP header are always at 1
Mbit/s,” Snell 6:64-66 (describing Snell’s FIG. 3), does not meet this limitation. Akl I, at [ 53.
Neither does the fact that Snell’s SIGNAL field in PLCP header has four predetermined values
that correlate with four data rates/modulation methods that are used to send the payload, Snell
6:48-59 (also describing Snell’s FIG. 3). Akl I, at{ 53. Boer discloses substantially the same
information in describing Boer’s FIG. 4. See Boer’s FIG. 4 above and its description at 3:42-
4:24; Akl I, at J 53; Exhibit D. And the PTAB found that disclosure in Boer inadequate to even
institute an IPR with respect to claims 2 and 59, even when combined with the APA. See <518
IPR Institution Decision (Exhibit HH) (quoted above).

5. Harris AN9614 is Cumulative to Art Previously Considered

Presuming the CRU is relying on Snell’s attempted incorporation by reference of Harris
AN9614 as corresponding to or suggesting the master/slave claim limitations, Harris AN9614 is
less relevant than the express disclosure of a master/slave relationship, including a master and
tributaries, in the APA.'° The PTAB previously fully considered APA with Boer in a number of
IPRs of the ‘580 Patent, including the ‘518 IPR, and relied on it as corresponding to the
master/slave limitations. Based on the PTAB’s consideration of APA and Boer, it determined

that combination was unlikely to be sufficient to render claims 2 and 59 unpatentable. See, e.g.,

? The APA considered by the PTAB is described as a “master/slave communications system’ in
the ‘518 IPR Institution Decision (Exhibit HH), at 7-8. Akl I, at{ 47 n. 1.

10 As explained at length below, the CRU has not established that Snell’s attempted
incorporation by reference was successful because, inter alia, the evidence does not establish
that either Harris AN9614 or Harris 4064.4 (referred to collectively as the Harris Documents)
was publicly accessible. See infra at § VI.E.1-2. Thus, as a matter of law, they could not be
incorporated by reference. Further, the portions of the Harris Documents relied on by the CRU
were not incorporated by reference as they are not those portions Snell attempted to incorporate.
See infra at § VLE.3.
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‘518 IPR Institution Decision (Exhibit HH), at 17 (denying review of claims 2 and 59 based on
the APA and Boer) (quoted above); Akl I, at | 60-62 (comparing Harris AN9614 with APA).

6. None of the Other Cited Art Raises an SNQ

For the reasons given above, the issues and arguments presented by Snell and Harris
AN9614 are at best cumulative to those previously presented by Boer (or Boer and APA) and
fully considered by the PTAB. See supra, at § VI.A.3-5; Akl 1, at ] 47-62. As previously
noted, the CRU does not rely on any other art to support its SNQs. In any case, none of the other
references cited by the CRU supports an SNQ. See Akl I, at I 63-70.

7. The Substantial Identity of Samsung’s Arguments in its ‘580 Reexam

Request to Those It Previously Presented to the PTAB Further Evidences the
Lack of Any Substantial New Question

As illustrated previously, the teachings of the art relied upon in the current proceeding are
substantially the same as those relied upon in Samsung’s completed IPRs. The arguments
presented in the current proceeding are also substantially the same as those set forth in
Samsung's completed IPRs. As will be shown in the following, Samsung has not presented the
standardized 802.11 packet structure “in a new light or a different way” (MPEP § 2216), and
instead simply has rehashed the unsuccessful arguments presented in multiple IPRs. Therefore,
the arguments presented in the current proceeding fail to present Samsung’s cumulative art as a
substantial new question of patentability. Notably, Samsung’s heavy reliance on Snell’s Figure
3 and on Boer’s Figure 4 exposes their substantial identity. Samsung’s references to these two
figures have been placed in bolded italics to emphasize this point.

In its “Overview of Snell,” Samsung began:

Snell discloses a transceiver that serves as an access point for
communicating data with other transceivers connected to a wireless local area
network (WLAN). Snell at 1:34-46; see id. at 1:47-50, 4:42-47, 5:18-21. Snell’s
transceiver transmits data packets intended for another transceiver, where the
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communication may switch on-the-fly between a “first modulation method” (e.g.,
BPSK) and a “second modulation method” (e.g., QPSK) that is “of a different
type than the first modulation method.” Id at 2:61-63 ..., 1:55-57 ..., 2:27-30 ...,
7:10-14 ..., 1:58-61 ..., 2: 15-17 .... See id at Abstract, 1:55-61, 2:56-59, Fig. 2,
Fig. 3, Fig. 5.

‘580 Reexam Request, at 23-24."
In its ‘518 IPR Petition, Samsung previously presented substantially the same arguments
with respect to Boer:

Boer discloses the use of transceivers. See e.g. Ex. 1204, 2:6-22
(“Referring first to FIG. 1, there is shown a preferred embodiment of a wireless
LAN (local area network) 10 in which the present invention is implemented... The
access point 12 has antennas 16 and 17 for transmitting and receiving messages
over a wireless communication channel... The mobile stations 18 are capable of
transmitting and receiving messages selectively at a data rate of 1 Mbps
(Megabit per second) or 2 Mbps, using DSSS (direct sequence spread spectrum)
coding.” ). A person of skill in the art would have recognized that an access point
could act as a master in a basic service set of a wireless LAN. Ex. 1220, 95, 114.
See also Ex. 1204, 2:34-37 ....

.... Boer plainly discloses transmissions using “at least two types of
modulation methods,” since it teaches sending transmissions using DBPSK,
DQPSK and PPM/DQPSK. Abstract (“A wireless LAN includes first stations
adapted to operate at a 1 or a 2 Mbps data rate and second stations adapted to
operate at a 1,2,5 or 8 Mbps data rate. The 1 and 2 Mbps rates use DBPSK and
DQPSK modulation, respectively. The 5 and 8 Mbps rates use PPM/DQPSK
modulation.”). Ex. 1220, {116-118.

‘518 IPR Petition (Exhibit GG), at 19-20 (emphasis in italics added).
In its ‘580 Request, Samsung continued:

Snell discloses that each data packet transmission comprises a "group of
transmission sequences” structured with a “first portion” (e.g., a PLCP preamble
and PLCP header) and a “payload portion” (e.g., MPDU data). 1d at 6:35-36,
6:64-66, 7:5-14, Fig. 3. The PLCP preamble contains SYNC and SFD fields, and

" The parentheticals and footnotes have been omitted. Except for the references to FIG. 3 and
FIG. 4 (which Rembrandt has bolded and italicized), emphases in bold are Samsung’s, and
emphases in italics are Rembrandt’s.
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the PLCP header contains SIGNAL, SERVICE, LENGTH, and CRC fields. /d at
Fig. 3, 6:48-7:14. The MPDU data is the data to be transmitted to the receiving
transceiver. Id at 7:5-6 ...; see also id at 7:6-14, Fig. 3.
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Id at Fig. 3.

‘580 Reexam Request, at 24-25 (emphasis in italics added).
Again, Samsung made substantially the same arguments in its ‘518 Petition based on
Boer:

.. Boer discloses a message 200, shown in Figure 4, that “include[s] an
initial portion and a data portion.” See e.g. Ex. 1204, 1:33-37 (“Therefore,
according to the present invention, there is provided a method of operating a
wireless local area network station adapted to transmit and receive messages at a
plurality of data rates, wherein said messages include an initial portion and a data
portion . . . .”). The “initial portion” is the claimed “first portion,” while the
“data portion” is the claimed “payload portion.” Ex. 1220, {127-128.

.. Boer discloses a communication device where “first information in the
first portion indicates at least which of the first modulation method and the
second modulation method is used for modulating second information in the
payload portion.” An embodiment of message 200 is shown in Figure 4 [below].
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swNe | SFD | SIGNAL | SERVICE | LENGTH CRC GATA
| 128BITS | 16875 l aBITs | 8BTS | 16BTS | 16BITS
. pete | 0O
- T
216 218

=4 FIG.4

34
IPR2020-00034 Page 01213



Messages 200 comprise several fields, including a Header 218 comprised, inter
alia, of SIGNAL field 206, SERVICE field 208, and LENGTH field 210. Id. at
3:42-49. After Header 218, message 200 contains DATA field 214, which also
contains the address of the intended recipient. Id. at 6:28-31. Ex. 1220, 129-130.

‘518 IPR Petition (Exhibit GG), at 21-22.
Samsung argued in its ‘580 Request:

Snell teaches that the PLCP preamble and PLCP header are always
modulated using the "first modulation method" (e.g., BPSK). Snell at 6:35-36
(“The header may always be BPSK”), Fig. 3. Snell further discloses that “first
information in the first portion” (e.g., the SIGNAL field in the PLCP header)
“indicates” which of the “first modulation method” (e.g., BPSK) and “second
modulation method” (e.g., QPSK) is used for modulating “second information”
in the “payload portion” (e.g., MPDU data).

‘580 Reexam Request, at 25.
Again, substantially the same argument was made with respect to Boer in Samsung’s
‘518 IPR Petition:

Boer also discloses claim 1°s requirement that the “first information” (i.e., the
identification of the modulation method) comprise a “first sequence” that is
modulated using the “first modulation method.” Boer teaches that Header 218,
which includes the SIGNAL 206 and SERVICE 208 fields, is modulated using
DBPSK, which is the “first modulation method.” Ex. 1204, 3:56-58 (“With regard
to the message 200, FIG. 4, it should be understood that the preamble 216 and
header 218 are always transmitted at the 1 Mbps rate using DBPSK
modulation.”). ... SIGNAL 206 and SERVICE 208 fields comprise the “first
sequence.” Given that data within the SIGNAL 206 and SERVICE 208 fields
indicate what type of modulation the DATA field 214 will be transmitted with,
they meet claim 1’s requirement that the “the first sequence indicate[] an
impending change from the first modulation method to the second modulation
method.” Ex. 1220, 136-137.

‘518 IPR Petition (Exhibit GG), at 23-24 (emphasis in italics added).
In its ‘580 Request, Samsung continued:

...Snell discloses "[n]ow relating to the PLCP header 91, the SIGNAL is:

35
IPR2020-00034 Page 01214



OAh 1Mbits/s BPSK

14h 2Mbits/s QPSK
37h 5.5 Mbits/s BPSK, and
6Eh 11Mbits/s QPSK.

Snell at 6:52-59. Thus, Snell teaches that the SIGNAL field in the PLCP header
includes the symbol "OAh" to indicate when the MPDU data is modulated using
the "first modulation method" (e.g., BPSK at 1 Mbit/s). Id at 6:52-59, 7:1-2, 7:5-
14, Fig. 3. Snell also teaches that the SIGNAL field in the PLCP header includes
the symbol "14h" to indicate when the MPDU data is modulated using the
"second modulation method" (e.g., QPSK at 2 Mbit/s). Id. Snell thus teaches that
"[t]he variable data may be modulated and demodulated in different formats than
the header portion to thereby increase the data rate, and while a switchover as
indicated by the switchover point in FI1G. 3, occurs on-the-fly.” Id at 7: 10-14; see
also, e.g., id at Fig. 3, 2:27-30.
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Id at Fig. 3 (annotated).
‘580 Reexam Request, at 25-26.
Similarly, Samsung previously argued in its ‘518 IPR Petition based on Boer:

... Boer teaches that the “second information for said at least one group of
transmission sequences comprises a second sequence that is modulated according
to the second modulation method,” since the data (the “second information™)
within DATA field 214 (the “second sequence”) will be modulated using the
second type of modulation method (DQPSK or PPM/DQPSK) when the SIGNAL
206 and SERVICE 208 fields so indicate. Ex. 1204, 1:33-47, 3:56-62, 4:4-11 &
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6:5-21. Finally, as plainly seen in Figure 4 in Boer, DATA field 214 (i.e, the
recited “second sequence”) is transmitted after SIGNAL field 206 and SERVICE
field 208 (the recited “first sequence”). See also id., 3:56-62 (“With regard to the
message 200, Fig. 4, it should be understood that the preamble 216 and header
218 are always transmitted at the 1 Mbps rate using DBPSK modulation. The
subsequent DATA field 214, however, may be transmitted at a selected one of the
four possible rates 1, 2, 5 or 8 Mbps, using the modulation and coding discussed
hereinabove.”). ... Ex. 1220, {138-140. Thus, claim 1 is rendered obvious by the
combination of the APA and Boer.

Dependent claim 2 requires that the transceiver “transmit a third sequence
after the second sequence.” This limitation is in both the APA and Boer. In the
APA, transmission of multiple sequences is shown in Figure 2, with an exemplar
“third sequence” being training sequence 48. See also Ex. 1201, 4:4-50. Boer
teaches this as well. Ex. 1204, 1:33-40 (“Therefore, according to the present
invention, there is provided a method of operating a wireless local area network
station adapted to transmit and receive messages at a plurality of data rates,
wherein said messages include an initial portion and a data portion, including the
steps of: transmitting the initial portion of a message to be transmitted by a
station at a first predetermined one of a first plurality of data rates...” ). A
subsequent transmission of SIGNAL 206 and SERVICE 208 fields would be the
“third sequence.” The annotated figure [FIG. 4 below]

Z

%f//&//////

RSP

illustrates the arrangement of “information,” “portions,” and “sequences”
according to claim 1. Ex. 1220, {[141-142.

Claim 2 further requires that the third sequence be “transmitted in the first
modulation method and indicates that communication from the master to the slave
has reverted to the first modulation method.” As discussed, Header 218, which
includes SIGNAL 206 and SERVICE 208 fields, always transmitted using DBPSK
(the “first modulation method”). Ex. 1204, 3:56-58. Ex. 1220, {143. Thus, claim
2 is obvious in view of the prior art.
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‘518 IPR Petition (Exhibit GG), at 24-25 (emphasis in italics added). See also ‘518 IPR Petition,
at 23-24 (quoted above and arguing: “Given that data within the SIGNAL 206 and SERVICE
208 fields indicate what type of modulation the DATA field 214 will be transmitted with, they
meet claim 1’s requirement that the ‘the first sequence indicate[] an impending change from the
first modulation method to the second modulation method.””).

Having failed in its ‘518 IPR challenge to claims 2 and 59, Samsung attempted to
embellish its arguments in its ‘114 IPR challenge. See, e.g., ‘114 IPR Petition (Exhibit JJ), at 15-
21 (challenging the third sequence limitation on which it lost in the ‘518 IPR). Samsung’s
arguments in its ‘114 IPR Petition are included in Exhibit E, an exhibit that compares those
arguments to the ones Samsung made in its ‘580 Reexam Request. The comparison in Exhibit E
further illustrates the substantial identity of the issues raised and arguments made based on Boer
and the issues raised and arguments made based on Snell. Again, Samsung’s challenge failed.
See ‘114 IPR Institution Decision (Exhibit KK), at 7-8 (denying institution based on § 325(d)
“because [Samsung’s petition] present[ed] merely ‘the same or substantially the same prior art or
arguments’ presented ... in IPR ‘518”).

The CRU should have considered the substantial identity of the relied-on disclosure of
Snell and previously-considered Boer and the arguments made by Samsung based on these two
references and refused to order reexamination of the ‘580 Patent (or at least terminated it based
on Rembrandt’s arguments and evidence once presented to it). Instead the CRU has mistakenly
taken the position that it was not required to do so. That position is not supported by law or by
the cited MPEP sections and has permitted Samsung an opportunity to do an end-run around
prior PTAB determinations in which it failed to make its case. Rembrandt respectfully requests

that the Board vacate the reexamination for lack of any substantial new question of patentability.
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B. The CRU Did Not Give Claims 2 and 59 Their Broadest Reasonable Construction
because It Failed to Give Patentable Weight to the Multiple Master/Slave
Limitations

During reexamination of an unexpired patent, the Office applies the broadest reasonable
construction when determining the meaning of claim terms.'> MPEP § 2111. That is not to say,
however, that the Office may construe claims so broadly that its constructions are unreasonable
under general claim construction principles. Microsoft Corp. v. Proxyconn, Inc., 789 F.3d 1292,
1298 (Fed. Cir. 2015). The Office’s alleged broadest reasonable construction “cannot be
divorced from the specification and the record evidence.” Id. (quoting In re NTP, Inc., 654 F.3d
1279, 1288 (Fed. Cir. 2011)). A construction that is “unreasonably broad” and which does not
“reasonably reflect the plain language and disclosure” of the subject patent will not pass muster.
Id. (quoting In re Suitco Surface, Inc., 603 F.3d 1255, 1260 (Fed. Cir. 2010)).

As Rembrandt understands the CRU’s position, its primary argument with respect to the
master/slave limitations is that they are not limitations at all."”> See FOA at 25-29; AA at 8-10.
Such a construction is completely divorced from the language of the claims as a whole and the
teachings in the ‘580 description.14 Further, the CRU’s position is contrary to how those
limitations were treated by the PTAB in the multiple IPRs (now concluded favorably to Patent

Owner with respect to claims 2 and 59) and contrary to the district court constructions (now

2 The CRU repeatedly suggests that Rembrandt should amend the claims. See, e.g., FOA at 19-
20; AA at 11. That is not a reasonable suggestion in this case, as it overlooks the fact that the
claims have been held valid and infringed by the district court (with validity now affirmed by the
Federal Circuit) and determined unlikely to be proven unpatentable by the PTAB.

" The CRU’s alternative arguments are addressed infra at § VLF.1.b-d.

14 Notably, the ‘580 Patent uses the term “master” 94 times, the term “slave” 24 times, and the
term “trib” 89 times. Further, the master/slave configuration is explicitly recited multiple times
in claims 2 and 59. See supra at § III.A (quoting the claims). Persons of ordinary skill would
have recognized from the above disclosures that the claimed master/slave configuration is an
important part of claims 2 and 59 that limits the claims to a master/slave system. Akl I, atq 25.
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affirmed by the Federal Circuit). Neither the PTAB nor the courts ignored the master/slave
limitations in the claims. See, e.g., the ‘518 IPR Institution Decision (Exhibit HH) passim;
Rembrandt Wireless Techs. v. Samsung Elecs. Co., 853 F.3d 1370 passim (Fed. Cir. 2017). Both
claim 2 and 59 are clearly limited to a system designed to function as a master/slave system
rather than as the peer-to-peer system of Boer or Snell. See the description above in § III; Akl I,
at 9 84-97.

More specifically, the CRU posits that Snell’s disclosure of a transceiver satisfies the
limitations of the claims even though there is no evidence that Snell’s transceiver is inherently
capable of performing the claim limitations, i.e., that it is programmed to do so or that it would
have been obvious to do so. The CRU’s position is contrary to law:

Although it is well established that claims directed to an apparatus must be
distinguished from the prior art in terms of structure rather than function, ... in
order to satisfy the functional limitations in an apparatus claim, however, the prior
art apparatus must be capable of performing the claimed function. ... As such, to
be capable of performing the functional limitations in claim 1, the control units or
comparable structure must possess the necessary structure, that is, programming,
to function as claimed.

Ex parte Hosoito, No. 2010-005212, 2012 WL 889723 at *2 (BPAI Mar. 7, 2012) (Exhibit I)
(citing In re Schreiber, 128 F.3d 1473, 1477-78 (Fed. Cir. 1997)) (emphasis added). While the
court in Schreiber found that the functional claim limitations were inherently met by the prior art,
the court did not ignore the limitations or hold that the prior art could be modified to meet the
limitations. See In re Schreiber, 128 F.3d at 1477-78. By analogy, to support its position that
Snell’s transceiver satisfies all the limitations of claims 2 and 59, the CRU was at least required
to make a prima facie case that Snell’s transceiver, as programmed, satisfies all the claim

limitations, including the master/slave limitations. The CRU did not do so but rather maintained
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the position that Snell’s transceiver is “programmable” and thus is capable of being programmed
to meet the limitations. See, e.g., FOA at 21.

The CRU “agrees” with the language quoted from Hosoito but concludes that “[a]s long
as a transceiver having the capability of being programmable then the transceiver is able to meet
the claim limitations of claims 2 and 59.” FOA at 21 (emphasis added). Thus, for example, the
CRU agrees that the transceiver in Snell “must possess the necessary structure, that is,
programming, to function as claimed,” i.e., to function as a master/slave system. Yet there is no
evidence that Snell possesses such programming or that it would have been obvious to program
Snell’s transceiver to satisfy the claim limitations, including the master/slave limitations.
Further, there is no evidence that one of ordinary skill would be motivated to do so absent
recognition of the problem to be solved and Mr. Bremer’s solution. See the description above at
§ II.C.

Additionally, the CRU’s construction ignores the teachings in the ‘580 Patent’s
specification, including those explaining the problem Mr. Bremer identified and solved. Cf. In re
Prater, 415 F.2d 1393 (CCPA 1969) (recognizing that the identification of a problem and its
solution was part of the inventors’ “contribution to the art” and rejecting the Office’s hindsight

approach in determining obviousness):

As we see it, the underlying statutory basis for the rejection of apparatus claim
101s 35 U.S.C. § 103 which precludes the grant of a patent if and only if "the
subject matter as a whole would have been obvious at the time the invention
was made to a person having ordinary skill in the art." Appellants’ discovery,
discussed in the second paragraph under the heading "THE INVENTION,"
supra, is, it seems to us, part of their contribution to the art. On that basis,
appellants' discovery should be considered as part of "the subject matter as a
whole" and not part of the prior art. It is conceded by the Patent Office that
that discovery is both new and unobvious. Thus, based on the record before
us, we do not perceive any reasonable basis for concluding that "the subject
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matter as a whole," as defined by apparatus claim 10, would have been obvious
at the time of appellants' invention.

We have carefully considered the basic position of the Patent Office
that it would be obvious to program a general-purpose digital computer to
practice appellants' invention and that apparatus claim 10 reads on such a
computer, as well as the disclosed analog device. We find that position fatally
defective in that it, in effect, assumes the existence as prior art of appellants'
discovery that the relationship indicative of error amplification "is related to,
and may be expressed in terms of, the determinants of the subsets of equations,
the determinant of largest magnitude indicating the subset of equations
involving least error amplification." Perhaps today, after reading appellants’
disclosure, the public dissemination of which the patent system fosters and
encourages, it might be obvious to program a general-purpose digital
computer to practice the invention. But 35 U.S.C. § 103 requires an analysis of
the prior art at the time the invention was made to determine whether the
invention was obvious. Graham v. John Deere Co., 383 U.S. 1, 86 S. Ct. 684,
15 L. Ed. 2d 545 (1966). Assuming the existence, at the time of the invention,
of general-purpose digital computers as well as typical programming
techniques therefor, it is nevertheless plain that appellants' invention, as
defined in apparatus claim 10, was not obvious under 35 U.S.C. § 103 because
one not having knowledge of appellants' discovery simply would not know
what to program the computer to do. See Ex parte King, 146 USPQ 590 (Pat.
Off. Bd. App. 1964).

Id. at 1405-06 (footnote omitted) (emphases added). Similarly here, Mr. Bremer’s discovery of
the problem and its solution in a master/slave system, as described and claimed in the ‘580
Patent, must be considered when construing the claim limitations (as well as determining
obviousness (discussed infra at § VI.GG)). Without the benefit of hindsight, “one not having
knowledge of [Mr. Bremer’s] discovery simply would not know what to program [Snell’s
transceiver] to do.”

The CRU’s overly broad claim construction suggests that functional language should
somehow be treated differently than other types of claim language. That is not the case, as is

clear from the language in MPEP § 2173.05(g):
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A claim term is functional when it recites a feature “by what it does rather than by
what it is” (e.g., as evidenced by its specific structure or specific ingredients). In
re Swinehart, 439 F.2d 210, 212, 169 USPQ 226, 229 (CCPA 1971). There is
nothing inherently wrong with defining some part of an invention in functional
terms. Functional language does not, in and of itself, render a claim improper. 1d.
... Functional language may ... be employed to limit the claims without using the
means-plus-function format. See, e.g., K-2 Corp. v. Salomon S.A., 191 F.3d 1356,
1363 (Fed. Cir. 1999). ...

A functional limitation must be evaluated and considered, just like any other
limitation of the claim, for what it fairly conveys to a person of ordinary skill in
the pertinent art in the context in which it is used. A functional limitation is often
used in association with an element, ingredient, or step of a process to define a
particular capability or purpose that is served by the recited element, ingredient or
step. ...

Examiners should consider the following factors when examining claims that
contain functional language to determine whether the language is ambiguous:
(1) whether there is a clear cut indication of the scope of the subject matter
covered by the claim; (2) whether the language sets forth well-defined
boundaries of the invention or only states a problem solved or a result
obtained; and (3) whether one of ordinary skill in the art would know from the
claim terms what structure or steps are encompassed by the claim. These
factors are examples of points to be considered when determining whether
language is ambiguous and are not intended to be all inclusive or limiting.
Other factors may be more relevant for particular arts. The primary inquiry is
whether the language leaves room for ambiguity or whether the boundaries are
clear and precise.

Notably, in this case, “there is a clear-cut indication of the scope of the subject matter covered by

the claim[s],

EEINT3

the language sets forth well-defined boundaries of the invention,” and “one of

ordinary skill in the art would know from the claim terms what structure or steps are

encompassed by the claim.”

Based on case law as reflected in MPEP § 2173.05(g), in a reexamination, the Office has

two options with respect to all of the claim limitations, including any functional limitations. It
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can either (1) establish that the limitations are inherently or expressly disclosed in the cited art or
would have been obvious based on that art, or (2) determine that the language is such that it
cannot be construed and terminate the reexamination. The Office cannot ignore functional
language by taking the position that the cited art could have been modified to satisfy the
limitations. And that, in effect, is what the CRU has done in this case. For example, it has not
established that Snell’s transceiver was programmed to perform the functional claim limitations
“in the role of master”, inherently or expressly, or that it would have been obvious to do so
without knowledge of the problem identified by Mr. Bremer, let alone his solution to solving the
problem. See In re Prater, 415 F.2d at 1405-06 (quoted above). Rather, at most, the only thing
the CRU has established is that Snell discloses a transceiver that perhaps could have been
programmed according to the claim limitations had one of ordinary skill in the relevant art
recognized the problem and solution that Mr. Bremer identified. But there is no evidence that
one of ordinary skill did so at the relevant time. Instead, the CRU’s approach ignores the ‘580
specification, including the claims, and the unrecognized problem identified in a master/slave
system and solved by the claimed invention in a master/slave system. See supra at § I11.C
(describing Mr. Bremer’s claimed solution to a previously-unrecognized problem).

The CRU also asserts that all of the limitations after ‘for’” (in claim 2) and after
“‘capable of” (in claim 59) are intended uses, do not further limit the structure of the claimed
transceiver, and thus are not entitled to “patentable weight.” FOA at 4-6. In response to Patent
Owner’s arguments in its Reply to the Non-Final Office Action (“Reply”) at 28-44, the CRU
indicates that it is giving patentable weight to the limitations that are preceded by the express

language “configured to.” FOA at 20-22; AA at 8-10. In fact, the CRU’s approach continues to
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ignore the master/slave limitations throughout the claims, including that in the clause following
the “configured to” language in both claim 2 and 59 which reads:

wherein the transceiver is configured to transmit a third sequence after the second
sequence, wherein the third sequence is transmitted in the first modulation method
and indicates that communication from the master to the slave has reverted to the
first modulation method. (emphasis added).

In doing so, contrary to law, the CRU concludes that “Snell is also capable of communication in
a master role in a master/slave relationship just like the transceiver in claims 2 and 59 because
both transceivers are programmable.” AA at9.

1. According No Patentable Weight to the Master/Slave Limitations Conflicts
with the PTAB’s Prior Construction

The CRU’s approach is completely at odds with that of the PTAB in, for example, its
‘518 IPR Institution Decision. In that Decision, the PTAB accorded all limitations of the claims
patentable weight, and found that the additional limitations in dependent claims 2 and 59 were
decisive in distinguishing those claims over the cited references. See ‘518 IPR Institution
Decision (Exhibit HH) passim. The CRU’s approach also is at odds with how the PTAB treated
the master/slave limitations in the other 12 related IPRs identified in Exhibit A. The CRU fails
to supply any reasoning to support a different interpretation than that of the PTAB. Instead it
confusingly states that “the conclusions drawn by IPRs ... or the claims interpretation set forth in
IPRs ... may not be applied in the current ex parte reexamination.” FOA at 20.

The CRU’s position also is at odds with the district court’s construction which, like the
PTAB’s, accorded patentable weight to all the claim limitations. See Rembrandt Wireless Techs.
v. Samsung Elecs. Co., 853 F.3d 1370 (Fed. Cir. 2017); Claim Construction Order in Rembrandt
Wireless Tech. v. Samsung Elecs. Co. (Exhibit F). Contrary to the Office’s own procedures, the

CRU did not “assess[] whether the judicial interpretation is consistent with the broadest
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reasonable construction of the term” or justify “adopting a different claim construction than the
judicial interpretation [by] supply[ing] reasoning to support the different interpretation.” MPEP
§ 2258 I.G. Here, the CRU has not supplied such an assessment or justification. Instead it
merely relies on the general principles that it applies the BRI when evaluating an unexpired
patent and that Rembrandt can amend its claims to support its position that it can construe them
differently than the courts. FOA at 19-20. The procedures identified in MPEP § 2258.1.G.
cannot be satisfied by such an approach.

2. The Broadest Reasonable Construction of “Master/Slave”

Instead of ignoring the master/slave limitations, the CRU should have given the

“master/slave” terms their plain and ordinary meaning as one skilled in the art would have
understood the terms in the context of the ‘580 Patent. In the field of data communications, the

electrical devices can be arranged in various network configurations. The ‘580 Patent and its
claims are directed to a network historically-referred to in the computer industry as a
master/slave network because one centralized “master” device controls all network
communications with the other subordinate “slave” or “tributary” devices. Akl I, at J 21-23.

The slave devices do not directly communicate with one another, but instead only communicate
with the master. Id. This is very different from a peer-to-peer network (like Snell), in which
network control is distributed amongst the devices in the network and each device communicates

directly with its peers:
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Id. atq 21.

Persons of ordinary skill at the relevant time would have recognized that the plain and
ordinary meaning of a “master” is “a device which controls all communications with other
devices (i.e., slaves) in a network™ and the plain and ordinary meaning of a “slave” is “a device
whose network communications are controlled by a master.” Akl I, at{ 21. That is the way
“master/slave” is used in the specification and claims of the ‘580 Patent. For example, the
device disclosed in the ‘580 Patent includes “a transceiver capable of acting as a master
according to a master/slave relationship in which communication from a slave to a master occurs
in response to communication from the master to the slave.” ‘580 Patent at Abstract. “[A]
master controls the initiation of its own transmission to the tribs and permits transmission from a
trib only when that trib has been selected.” Id. at 4:7-9. See also id. at 2:24-29 (describing the
claimed invention as one involving “communication according to a master/slave relationship in
which a communication from a slave to a master occurs in response to a communication from the
master to the slave.”).

Numerous technical sources define “master” and “slave” consistent with the above-
described plain and ordinary meaning of these terms. For example, the IEEE Wireless

Dictionary states:
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“master: In the context of wireless protocols, this refers to a device that controls
the operation of a network. ...”

“slave: In the context of wireless protocols, a device that is dependent on another

device for control, usually called the master. ...”

E.g., IEEE Wireless Dictionary at 55, 80; see also Akl 1, at | 23 (identifying other technical
sources describing same).

Simply put, the CRU’s position that the master/slave limitations can be ignored as
“intended uses,” and/or that these limitations are met by any transceiver capable of being
programmed to function as a master, is not only contrary to the law but also at odds with the
PTAB’s analyses and that of the district court and Federal Circuit in Rembrandt Wireless Tech.
v. Samsung Elecs. Co. Such limitations can only be met by a prior art transceiver that is
programmed or otherwise set up to perform all the functions required by the claim limitations or
by prior art that would have suggested such programming. Here, none of the art relied on by the
CRU does so. See infra at § VLF (discussing the three claim limitations missing from and not
suggested by the relied-on art).

C. The CRU Has Misconstrued the Claimed Modulation Methods “of a Different
Type” Limitations Rendering Its Claim Construction Unreasonable

With respect to the modulation methods “of a different type” limitations, the CRU posits
that modulation methods that are “incompatible” satisfy the “different type” limitations and thus
that Snell’s disclosure of BPSK and QPSK is sufficient to meet that requirement. See FOA at 22
(relying on the ‘518 IPR Final Written Decision at 7-12); AA at 12-13 (“according to the
interpretation set forth in IPR2014-00518, QPSK and BPSK are different modulation

rnethods”).15

"> The PTAB determination relied on by the CRU was based on Boer, not Snell. The CRU
refuses to consider the striking similarities between Boer and Snell when addressing the SNQ
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As an initial matter, in advancing its “incompatible” construction, the CRU has ignored
how that term is used in the ‘580 specification. In that context, first and second modulation
methods are incompatible when one modem using the first method cannot communicate with a
second modem using the second method. See ‘580 Patent, 1:45-65. See also supra at § I11.C
describing the problem the claimed invention was designed to and did solve. Importantly,
“incompatible” as used in the ‘580 Patent cannot be considered in a vacuum but must be
considered in the context in which it is used. Akl I, at  26. Notably the CRU admits that Snell
had no such incompatibility problem to solve (AA at 12-13) and thus no motivation to develop
the ‘580 solution to the ‘580 incompatibility problem.

The CRU has also ignored an express definitional statement in the prosecution history of
the ‘580 Patent. As explained below, when an applicant unambiguously defines a claim
limitation in the intrinsic record, that definition governs regardless of whether the claim is being
interpreted under the BRI or Philips construction. Here, the Federal Circuit has already
determined that the prosecution history of the ‘580 patent unambiguously defines modulation
methods of “a different type” to mean “different families of modulation methods.” Rembrandt
Wireless Techs. v. Samsung Elecs. Co., 853 F.3d 1370, 1377 (Fed. Cir. 2017). Since none of the
art relied on by the CRU discloses different families of modulation methods, all of the rejections
should be reversed.

1. Under the Broadest Reasonable Construction, a Definition Governs If It Is
Set Forth in the Prosecution History

While, in certain circumstances, there may be differences between the broadest
reasonable construction (“BRI”) applied by the Office and the Philips construction applied in

infringement cases, those differences do not impact the claim construction analysis with respect

issue but selectively relies on the PTAB’s determinations based on Boer when they support its
positions.
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to modulation methods “of a different type.” As the Federal Circuit has explained, as part of its
determination of the broadest reasonable construction, “[t]he PTO should also consult the
patent’s prosecution history in proceedings in which the patent has been brought back to the
agency for a second review.” Microsoft Corp., 789 F.3d at 1298 (quoted and followed by the
PTAB in, e.g., Mylan Pharms. Inc. v. Yeda Research & Deve. Co. Ltd., IPR2015-00644, 2015
WL 5169139 (PTAB Aug. 25, 2015) (Exhibit Q); Google Inc. v. Arendi S.A.R.L., IPR2014-
00452, 2015 WL 4976582 (PTAB Aug. 18, 2015) (Exhibit R)). See also Straight Path IP
Group, Inc. v. Snipet EU S.R.O., 806 F.3d 1356, 1262 (Fed. Cir. 2015) (stating that prosecution
history “is to be consulted even in determining a claim’s broadest reasonable interpretation”).

Recently, in Arendi S.A.R.L., v. Google LLC, 882 F.3d 1132 (Fed. Cir. 2018), the Federal
Circuit reaffirmed the requirement that the Office must consider the subject patent’s prosecution
history based on facts similar to those in this case:

In making its primary ruling, the PTAB declined to credit the
prosecution statements, and instead construed the claims as unlimited by the
prosecution history. PTAB Op. at *11, *20. On this construction, the PTAB
held the claims invalid in view of Goodhand. That was error. “In construing
patent claims, a court should consult the patent’s prosecution history so that the
court can exclude any interpretation that was disclaimed during prosecution.”
Sorensen, 427 F.3d at 1378 (citing Phillips v. AWH Corp., 415 F.3d 1303,

1317 (Fed. Cir. 2005) (en banc)).

Here the applicant amended the claims and explained what was
changed and why, and the examiner confirmed the reasons why the amended
claims were deemed allowable. See ACCO Brands, Inc. v. Micro Sec. Devices,
Inc., 346 F.3d 1075, 1078-79 (Fed. Cir. 2003) (stating that the examiner’s
Reasons for Allowance made “clear that the examiner and the applicant
understood” what was changed and what the invention required). Here too, the
examiner’s “Reasons for Allowance” made clear that the examiner and the
applicant understood what the applicant had changed, and what the claim
amendment required.
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Based on the PTAB’s error in declining to apply the prosecution
disclaimer, the ruling of unpatentability on this ground cannot stand. ...

Arendi, 882 F.3d at 1135-1136. Thus, under the broadest reasonable construction, where the
patentee has set forth a definition in either the specification or prosecution history, that definition
governs. Cisco Systems, Inc. v. AIP Acquisition, LLC, IPR2014-00247, 2014 WL 2364452, at *6
(PTAB May 27, 2014) (Exhibit S); accord Advanced Fiber Techs. Trustv. J & L Fiber Servs.,
Inc., 674 F.3d 1365, 1374 (Fed. Cir. 2012). The Federal Circuit has repeatedly held that an
inventor can act as his own lexicographer if he uses a “special definition of the term [that] is
clearly stated in the patent specification or file history.” Vitronics Corp. v. Conceptronic, Inc., 90
F.3d 1576, 1582 (Fed. Cir. 1996). That is what happened during prosecution of the ‘580 Patent.

2. The Prosecution History Unambiguously Defined ‘‘of a Different Type”

The original claims of the ‘580 Patent required a first modulation method that was
“different” from a second modulation method but did not require modulation methods of a
“different type.” For example, claim 1 required in material part:

1. A communication system, comprising:

a transmitter capable of transmitting at least two modulation methods,
wherein the at least two modulation methods comprise a first modulation method
and a second modulation, wherein the second method is different than the first
modulation method, ...

U.S. Application Serial No. 12/543.910, claim 1 (emphasis added).

In the first Office action, a number of claims were allowed, including claim 1 and its
dependent claims. A significant number of other claims were rejected under §§ 102 and 103
based on U.S. Patent No. 5,537,398 to Siwiak (“Siwiak’). Siwiak disclosed transmissions in two
different modulation formats. See Siwiak Abstract. In response to the rejections, many of the
claims were amended to further distance them from Siwiak. The amendments to claim 1

included, inter alia, the following language:
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1. (Currently Amended) A communication systes device ..., the device
comprising:

a transceiver ... for sending at least transmitter-eapable-of-transmitting

transmissions modulated using at least two types of modulation methods, wherein
the at least two types of modulation methods comprise a first modulation method
and a second modulation method, wherein the second modulation method is of a
different type than the first modulation method ...

March 1, 2011 Reply at 2.

Specifically, the narrowing amendments, among other things, required that the second
modulation method be “of a different type,” rather than merely requiring that the modulations
were “different.” In conjunction with this amendment, the applicant stated:

Applicant has further amended claims 1-2, 9-15, 18, 37-38, and 45-46 with
additional recitations to more precisely claim the subject-matter. For example, the
language of independent claim 1 has been clarified to refer to two types of
modulation methods, i.e., different families of modulation techniques, such as the
FSK family of modulation methods and the QAM family of modulation methods.

March 1, 2011 Reply at 20 (emphasis added). Applicant’s statement in the prosecution
history clearly reflects a narrowing of the claims to require two different zypes of
modulation methods and further clarified that “different types of modulation methods”
refers to “different families of modulation techniques” in a definitional “i.e.” statement.
Akl T, at  20.
3. The Federal Circuit has Determined that the Prosecution History of the ‘580

Patent Unambiguously Defines Modulation Methods of *“A Different Type” to
Mean Different Families of Modulation Methods

Contrary to the CRU’s and the PTAB’s construction, the Federal Circuit determined that
the unambiguous prosecution history of the ‘580 Patent governs the construction of modulation
methods of “a different type.” Rembrandt Wireless Techs. v. Samsung Elecs. Co., 853 F.3d

1370, 1377 (Fed. Cir. 2017) (issued after the PTAB’s Final Written Decision in the ‘518 IPR).
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In Rembrandt Wireless Techs., the district court determined that, based on the prosecution
history, “modulation methods of a different type” must be construed as “different families of
modulation techniques, such as the FSK [frequency-shift keying] family of modulation methods
and the QAM [quadrature amplitude modulation] family of modulation methods.” Rembrandt
Wireless Techs. v. Samsung Elecs. Co., No. 13-213, 2014 WL 3385125, at *15 (E.D. Tex. July
10, 2014) (Claim Construction Order) (Exhibit F) (quoted with approval in Rembrandt Wireless
Techs., 853 F.3d at 1377). The Federal Circuit affirmed the district court’s claim construction
and determined that Samsung had not met its burden of proving the invalidity of claims 2 and 59
of the ‘580 Patent. See Rembrandt Wireless Techs., 853 F.3d at 1375-1380.

In arriving at its holding, the Federal Circuit analyzed the prosecution history of the ‘580
Patent and confirmed that it includes an unambiguous statement that defines “different types of
modulation methods” as “different families of modulation techniques, such as the FSK family of
modulation methods and the QAM family of modulation methods.” Id. at 1377. This
determination was based on claim construction law that applies to both the Philips and the BRI
standards. The Federal Circuit reasoned as follows:

During prosecution of the *580 parent patent, the applicant inserted the “different
types” limitation into its claims after the examiner had already issued a notice of
allowance. In the applicant’s contemporaneous remarks to the examiner, he
indicated that he inserted the limitation into the independent claims to “more
precisely claim the subject-matter.” The applicant explained:

Applicant has further amended [its] claims . . . with additional
recitations to more precisely claim the subject matter. For example,
the language of independent claim 1 has been clarified to refer to
two types of modulation methods, i.e., different families of
modulation techniques, such as the FSK family of modulation
methods and the QAM family of modulation methods.

... Samsung contends that the plain claim language requires only that the

different types of modulation methods be “incompatible” with one another.
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According to Samsung, the claims cover devices that modulate signals using the
same family of modulation methods (for example, FSK modulation), but
operating with different amplitudes between modems. Samsung asserts that,
because modulating using different amplitudes makes the devices incompatible,
this arrangement embodies “different types” of modulation.

We disagree with Samsung and adopt the construction entered by the
district court. ... Here, the clearest statement in the intrinsic record regarding the
meaning of the “different types” limitation is the descriptive statement the
applicant made to the examiner when he inserted the limitation into the claims.
Samsung’s arguments to the contrary do not diminish this unambiguous
statement in the prosecution history.

For example, Samsung avers that we should not give the prosecution
history statement definitional weight because it uses the phrase “i.e.,” which
Samsung argues introduces an exemplary item in a set. A patentee’s use of “i.e.,”
in the intrinsic record, however, is often definitional. Indeed, the term “i.e.” is
Latin for id est, which means “that is.” ... The context here strongly supports the
conclusion that Rembrandt used “i.e.” to define the “different types” limitation

We therefore agree with the construction entered by the district court that
the term “modulation method [] of a different type” means “different families of
modulation techniques, such as the FSK family of modulation methods and the
QAM family of modulation methods.”

Id. at 1376-1377 (emphasis added; internal citations omitted).

The Federal Circuit further affirmed the finding that two modulation methods that both

alter phase are not “different types” of modulation. Rembrandt Wireless Techs., 853 F.3d at

1379 (“Taken with Dr. Morrow's testimony, the fact that Boer’s DBPSK and PPM/DQPSK

modulation methods both alter phase is substantial evidence to support the jury's presumed fact

finding that Boer did not teach the ‘different types’ limitation.”). It is evident from the Federal

Circuit’s ruling that families of modulation methods are determined based upon the feature of the

signal that is altered to encode information in the signal., e.g., with frequency shift keying (FSK)
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techniques making up one such family and phase shift keying (PSK) techniques making up
another such family.

According to the CRU, it need not consider the Federal Circuit’s determination for a
number of reasons, including the fact that the PTAB construed the “of a different type” language
differently in the ‘518 IPR. FOA at 11. However, the CRU’s claim construction cannot be
justified based on the PTAB’s ‘518 IPR Final Written Decision. When the PTAB issued that
decision, it did not have the benefit of the Federal Circuit’s decision regarding the construction
of the ‘580 Patent claims. In addition, the PTAB’s findings that “Patent Owner’s purported
‘definition’ is anything but clear or precise” and that the “prosecution history is, at best
ambiguous” (id. at 8-9) cannot be squared with the Federal Circuit’s conclusion that the patent
applicant unambiguously defined the “different types” limitation in the prosecution history. On
the legal question of whether the definition of “different types” set forth in the prosecution
history is or is not ambiguous, the PTAB’s decision in the ‘518 IPR has been superseded and
effectively has been overruled by the Federal Circuit.

For the above reasons and in light of the Federal Circuit’s opinion construing the claims
of the ‘580 Patent, Rembrandt respectfully submits that the only reasonable construction of
“different types” of modulation methods is the one Rembrandt explicitly set forth in the
prosecution history, namely, “different families <ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>