COMSTRUCTION OF DISPUTED TERMS

Shorthy before the start of the May 30, 2014 hearing, the Cowrt provided the parties with
prafiminary constructions of the disputed terms with the aim of focusing the parties’ arguments
and facilitating discussion. Those preliminary constructions are st forth within the discussion of
sach term, below,

A. "first modulation method” and "second moduiation [method™

“firet moduiation method”

Plaintifi's Proposed Construction Defendants’ Proposed Construction
"a first method for varying one or more "a method of encoding data that is
characteristics of a carrier in accordance with understoond by a first type of receiver, but
infermation to be communicated™ not by a second type of receiver”

"second modulation [method]”™
Plaintiff’s Proposed Construction Befendants’ Proposed Construction
"a second method for varying ong or mora "a method of encoding data that i3
characteristios of g carrier in acoordance with understood by the second type of receiver,
information to be communicated™ But not by the first type of recaiver”
FOOTNOTES

2 Plaintiff [*11] previcusly proposed: "No construction necessary; plain and ordinary
- meaning applies. Alternatively, 'a first method for encoding data onto a carrier.”™ DKL No.
81, BEx. Aat 7.

3 Plaintiff previously proposed: "No construction necessary; plain and ordinary meaning
applies, Aiternatively, ‘g second method for encoding data onto a carrigr.’™ Dkt No, 81, Ex.
‘Aary,

Dt No. 97 at §; DRI No. 162 at 2-3. The parties submit that the first of these terms appears
in Claims 1, 2, 13, 19, 24, 22, 23, 32, 40, 41, 48, 54, 58, 59, 74, 76, 78, and 79 of the 580
Patent and Claims 1, 5, 15, 17, 18, 22, 25, 26, 37, 38, 39, 41, 47, 48, 49, and 52 ¢f the 228
Patent. Dk, No. 82, Ex. A at 7. The parties submit that the second of thase terms appears in
Clatms 1, 13, 20, 22, 23, 32, 40, 49, 54, 58, 70, 77, and 79 of the '580 Patent and Claims 1,
10, 37, 1B, 22, 23, 26, 37, 38, 41, 43, 47, and 49 of the 228 Patent. fd. at 9.

Shortly before the start of the May 30, 2014 hearing, the Court provided the parties with the
following prelirminary constructions for these disputed terms: "first modulation method” means
"a first method for varying one or more characteristics of a carrier signal in accordance with
[*12] information o be communicated”; and "second moduiation [method]” means "a second
rmethod for varying one or more chargcteristics of & carrier signal in accordance with
information to be communicated.” Plaintiff had no opposition o thase prefiminary constructions,
Defendants were oppoased.

{1) The Parties’ Positions

Plaintiff argues that "Defendants’ constructions . . . confuse 'moduiation’ with 'encoding” and
import Hmitations from a preferred embodiment, Dkt No, 97 at 6, Plaintiff also submits that
exampies of the characteristics of a carrier than can be modulated are amplitude, frequancy,
and phase. Id. In this regard, Plaintif cites extrinsic dictionary definitions {guoted below) as
well as statements by Defendant Samsung in an inter partes review ("IPR"} filing. Id. at 7; see

id,, Ex. 7, 372072014 Petition for Inter Partes Review of LS, Patent No. 8,023,580 at ¢ {citin
Rembrandt Wircloss: ) ab v ldtng
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The IFEE Standard Dictionary of Flectrical and Electronics Terms 662 {6th ed. 1996)), Paintiff
ateo argues that the constituent terms "firet” and "second” refer o repeated instances rather
than to any distinction or incompatibility, 7d. at 8. Plaintiff explains that this is & patent law
convention and that [*¥13] this interpretation is consgistent with usage of "first” and "second” in
various claims as well a5 in the Summary section of the 580 Patent, Id. at 8-14,

As to Defendants’ proposed constructions, Plaintift argues that the patents-in-suit "never use
the term ‘encode’ at all,” and Plaintifl cites the provisional patent application (o which the
patents-in-syit olaim priority as distinguishing between "modulation” and "encoding.” Id. at 11-
12. Plamntiff alse argues that Defendants’ proposal of incompatibility between the first and
second modulation methods is found in a preferred embodimeant but not in the claims. 7o, at 12,
Plaintiff submits that such a imitation appears only in dependent claims, namely Claims 18 and
75 of the '580 Patent, /4. at 13, Further, Plaintff argues, Defendants’ proposals would
improparty exclude embodiments in which "modems may be capable of using several different
rmodulation methods.” 7d. (quoting '580 Patent at 1:36-37; citing id. at 5:51-54). Plainuff
likewise argues that "the USPETO examiner recognized that the claimed first’ and 'second’
modulation methods could be understood by a common recaiver—contrary to Defendants’
coenstructions,” DI No. 97 at 14, [*14] Finally, Plaintff urges that Defendants’ proposals
"would render claim imitations that explicitly require the first modulation method is different
than the second modulation method’ superfluous.” 7. at 16 {Citing '580 Patent &t Claims 23, 33
& 48).

Defendants respond that "the sole disclosed embodiment of the invention has a 'Trib 1™ modem
that understands type A" modulation but not '[Cype B, and a "Trib 2" modem that understands
‘type B modulation but not type A7 BEE No, 102 3t 3; see id. at 6-9. Defendants note that
the specification asserts {in Defendants’ words) that "in the prior art, because all modems
connected to a commaon circuit needed to use compatible modulation methods, tribs that
supported only a low-performance modulation method {s.g. type B} would not work in systems
that require a high-performance modulation {e.g. type A) for any tasks.” Id. at 4, Defendants
explain that "[ilf the tribs speak each other's language, the alleged invention would be
unnacessary.” Id. at 3; seeid, abt 5 ("If the type B trib could understand type A modulation,
type A modulation would simply be used by both devices, as in the prior art.™},

FOOTNOTES

L4 The patenis-in-sult disclose that in a [*15] "muitipoint architecture,” the term "trib" is a
shortened form of the word "tributary” and refers o one of several modems that
Ccommunicates with a single "master” modem. See 580 Patent at 1:556-58 & 3:40-44, The
Cterm Ttrib” appears to be synonymous with the term "siave” as used in the patents-in-suit,
CSee DEL No, 37, Fx, 7, 3/20/2014 Petition for Inter Partes Review of .S, Patent No.
(8,023,580 at 11,

As to the prosecution history, Defendants highlight that the patentee deleted from the
specification all disclosures of what Defendants refer to as a "bilingual”™ trib, i.e., a trily with the
ability o use two types of modulation. fd. &t 9-10. Defendants also submit that the examiner
statement cited by Plaintiff in Hs opening brief was made before the patentee deleted the
disclosures of a bilingual trib. I, at 10, Further, Defendants cite the prosecution history of
ancestor United States Patent No. ©,616,838, during which the patentee stated: "The present
invention is directed to the use of differing transceivers responsive to different modulation
methods to the exclusion of other modulation methods . ., .7 Id. at 11 {quoting Ex. 8,
9/27/2001 First Amendment and Response at p. 6 of [*¥16] 10).

As to their proposed constructions, Defendants note that "encoding” appeared in the

constructions that Plaintift had proposed prior to filing its opening claim construction brief. Dkt

Mo, 102 at 3 & 14, Defendants also argue: "First, contrary o [Plaintiff's] arguments,
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‘'modulation’ 15 'encoding,’ as [Plaintiff's} own dictionary confirms. Second, [Plaintiff's]
construction injects the complex concept of carrier waves into the definition. That concept
would not assist & jury.” fd. gt 14 {citations omitted). Finally, Defendants argue that the claim
limitations reguiring "different” modulation methods are "already superfluous.” Id, at 15,

Piaintiff replies to Defendants’ arguments as ollows: (1) whether the claims adegquately
distinguish prior art is @ matter of validity, not claim construction, and the patentee did not
anywhere siate that the point of novelly was that receivers understand only one modulation
method; (2) the daims should not be limited to a particular embodiment and, moreover, the
patents-in-suit incorporate related patent applications that disclose bilingual tribs (see Dkt No.
103, Ex. 30 at RIPR77G); (3) the patentes removed, from the specification, references

[*17] o measuring transmission line characteristics, but the patentee did not disclaim all
embodiments in which multiple modulation methods could be understood by a single trib; {43
Defendants’ technology tutorial submitted 1o this Court (D, No. 103, Ex. 28) confirms that
"moduiagtion” is different than "encoding”™; (5) the dectring of claim differentiation is not
overcome by any disciosures in the specification; and {8) Defendants’ proposals would render
superfluous the claim limitations requiring that the "first” and "second” maodulation methods be
"different.” Dki. No, 1032 at 2-5,

At the May 30, 2014 hearing, Defendants emphasized that the only disclosed embodiment uses
rmonalingual tribs and that during prosecution the patentes deleted discliosure of bilingual tribs.
The Court inguired where, if anywhere, the patentee stated that a trib can understand only one
modulation method. Defendants responded that the patentee made that statement "by
implication” by removing the disclosure of bilingual tribs. In this regard, Defendants citad the
case of Abbott Laboratories v. Sandoz, Inc., 566 F.3d 1282 (Fed. Cir. 2009}, As to Plaintift's
claim differentiation arguments, Defendants urged that the [*18] dependent claim "tail”
cannot wag the specification "dog.” See N Am. Vacdine, Inc, v. Am. Cvanamid Co., 7 F.34d
1571, 1577 (Fed, Cir. 1293) ("The dependent claim tail cannot wag the independent claim
dog.™.

Plaintiff responded that the deletions were merely "housekeeping” and related primarily o test
signals and to measuring transrmission line characteristio rather than to the use of multiingual
tribs. Piaintiff also refleratad that the patents-in-sull incorporate-hy-reference related
applications that disclose multilingual tribs, Finally, Plaintift cited 01 Communigue Laboratory,
Inc. v. LogiMeln, Inc., 687 F.3d 1292 (Fed. Cir. 2012), for the proposition that if the prosecution
history is subject to a3 reasonable, non-limiting interpretaton, then there is no disciaimer.

{2} Analysis
Claimm £ of the '580 Patent is representative and recites {emphasic added):

1. A communication device capable of communicating according (0 a master/slave
refationship i which a slave communication from a slave o @ masier oCCurs in
response o a master communication from the master to the slave, the device
Comprising:

a transcaiver, in the role of the master according 10 the master/slave relationship,
for [*¥19] sending at least ransmissions modulated using at least two types of
madulation methods, wherein the at least two types of moedulation methods
comprise a first modulation method and & second modulation method, wherein the
second modulation method is of a different type than the first modufation method,
wherain each transmission comprises a group of ransmission sequancas, wherain
each group of fransmission seguences is structurad with ot least a first portion and
& payioad pertion wherein first information in the first portion indicates at least
which of the first modulation method and the second modulation method is used for
modulating second information in the payioad portion, wherein at least one group
of transmission sequancas is addressad for an intended dastination of the pavioad
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portion, and wherein for the at least one group of ransmissicn seguences:

the first information for said at least one group of transmission sequences
comprises g first sequence, in the first portion and modulated according o the first
moduiation method, wherein the first seguence indicates an impending change
from the first mpdulation method 1o the second modhuiation method, and

the second information [*¥20] for said at least one group of transmission
sequences comprises a second sequence that is modulated according to the second
moduiation method, wherein the second sequencs is transmitted after the first
SEGUeNCE,

As arninitial matter, Defendants’ proposed constructions appear to render redundant the recital
of "wherein the second modulation method is of a different type than the first modulation
method.” Defendants have countered that "[tlhe limitations of these claims reqguiring “different’

modulation methods are | . | already superflucus” because "[Plaintif] admits that the terms
first’ and ‘second’ . . . are used o distinguish two items that {while similarly named) are, in

fact, different.” Dkt No. 102 at 15, Nonetheless, such redundancy is disfavored when
construing claims, See Merck & Co. v, Teva Pharms, USA, Inc., 385 F.3d 1364, 1373 {(Fed. Cir.
2005%) ("A claim construction that gives meaning to all the tarms of the claim is preferrad over
one that does not do s0.”); see afso Unigue Concepls, Inc. v, Brown, B339 F.2d 1558, 1562

(Fed. Cir. 1991} (noting that "[alll the limitations of a claim must be considered meaningful™).

As for the specification, the Background section of the [*21] '580 Patent states that prior art
systems required all modems 10 use a single, common modulation method:

In existing data communications systems, a transmitter and receiver modem pair
can successiully communicate only when the modems are compatible ot the
phvsical fayer. That is, the modems must use compatible modulation methods, This
requirement is genearally true regardiess of the network topaiogy. For exampie,
point-to-point, dial-up modems operate in either the industry standard V.34 mode
or the industry standard V.22 mode. Similarly, in g multipoint architecture, all
modems gperate, for example, in the industry standard V.27bis mode, While the
rmodems may be capable of using several different modulation methods, g single
commmon moduiation is negotiated at the beginning of g data session to be used
throvghout the duration of the session.

'580 Patent at 1:26-3%9 (emphasis added). The specification then discioses using different
modulation methods:

For example, some applications {e.g., internal access) require high performance
modutation, such as quadraturs amplitude moduiation {QAM), carrier amplitude and
phase (CAF) modulation, or discrete multitone (DMT) modulation, while other
applications [*22] {e.g., power monitoring and controb) reguire only modest data
rates and therefore a low performance modulation method,

oM

While it is possible o use high performance tribs running state of the ant
modulation methods such as QAM, CAP, or DMT to implemeant both the high and
fow data rate applications, significant cost savings can be achieved if lower cost
tribs using fow performance modulation methods are used to implement the fower
data rate applications,

Id. at 2:1-8 & %:17-22 (emphasic added).
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A biock diagram of 3 master ranscebvar 64 i communication with a trib 66 in
accordance with the principles of the prasent invention is shown in FIG, 3, % * #

Trib 66 comprises CRU 82 in communication with modulator 84, demaodulater 86,
and memory 88, Memory 88, likewise holds software control program 92 and any
data necessary for the operation of trib 66, Control programs 78 and 92, are
executed by CPUs 68 and 82 and provide the control logic for the processes to be
discussed herein. Controf program 92 includes logic for implementing & particular
modutation method, which, for purposas of Hlustration, is called type X[.] Inasmuch
as master transceiver 64 is capable of running efther a type A or [¥23] atype B
modulation method, type X refers to one of those two modulation methods,

Id. at 5:233-25 & 5:42-44 {emphasis added).

[Als shown in FIG. 5, master ransceiver 64 establishes type A ag the primary
modulation in sequence 104, Note that because trib 665 responds only to type B
modulation transmissions, only the type A tribs 66a-66a are recaptive (o
transmission sequence 104,

*ow ¥

Mote that the trailing sequence 114 is ineffective in astablishing the termination of
a communication session between mastar transceiver 64 and a type B trib 665
because the tralling sequence s transmitied using type A modulation,

id, at 5:65-6:2 & 6:25-29.

The specification does not, howsaver, warrart Defendants’ proposed finding that the invention is
framed exclusively in the realm of monclingual tribs. Instead, the specification discloses that
the advantage of using multiple modulation methods is applicable to multi-linguat tribs:

The present invention has many advantages, a few of which are delineated
hBereafier as merely examples.

Une advantage of the present invention is thal i provides to the use of a plurality
of modem modulation methods on the same communication medium.

Ancther advantage of the present [*24] invention is that a master transcaiver ¢an
communicate seamiessly with tributary transceivers or modems using incompatible
maodulation methods.

As o the prosecution history, Defendants have focused on: (1) a statement regarding the
"present invention” during prosecution of an ancestor patent; and {2} the patentee’s deletion of
certain paragraphs from the specification of the patents-in-suit,

First, Defendants have cited the prosecution history of ancestor United States Patent No,
6,616,838, during which the patentee stated: "The present invention is divected 10 the use of
differing transceivers responsive o different modulation methods to the exclusion of other
modudation methods . .. 7 Dk Ne. 97, Ex. 17, §/27/72001 First Amendment and FBesponse at

&, Yet, the '580 Patent is a continuation of a continuation of & continuation-in-part of the '838

Patent. The multiple intervening applications render the cited prosecution statement (oo

attenuated to be deemed definitive as o the patents-in-suit, particlarty given that the

patentes was adding the "exclusion” language to a claim and was referring to "[the present
invention” in the context of that [*25] claim. See id, at 6 & A-1; see also Invitrogen Corp. v,
Clontech Labs,, Inc., 449 F.3d 1052, 1078 {Fed. Cir, 2005) ("{Tihe prosecution of one claim

t 'rerrranigrgﬁg{w‘?rgiwézéigation will generally not lirnit different claim language in a continuation
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application.”}; of. Begents of the Univ. of Minn. v. AGA Med. Corp., 717 F.3d 929, 943 (Fed. Jir.
2313 ("When the purported disclaimers made during prosecution are directed 1o specific claim
terms that have been omitied or materially altered in subsequent applications (rather than to
the invention itself}, those disclaimers do not apply.”} {quoting Saunders Grp., Inc. v,
Comfortrac, Inc., 492 F.3d 1326, 1333 {red, Cir. 20070

Second, Defendants have cited the patentee’s deletion of matter from the specification of the
patents-in-suit. In the case of Abhott Laboralories v, Sarwdoz, Inc., cited by Defendants during
the May 30, 2014 hearing, the court relied at least in part upon the patentee’s omission of
ratter contained i a parent application:

iTihe specification refers several times to "Crystal A of the compound (1) of the
prasent invention” and offers no sugaestion that the recited processes could
produce non-Crystal A compounds, even though [*26] other types of cefdinir
crystais, namely Crystal B, were known in the art, As noted eardier, the Cryvstal B
formulation actually appears in the parent 1P '199 application, Thus, Abbott knew
exactly how 10 describe and claim Crystal 8 compounds. ¥Knowing of Crystal 8,
however, Abbott chose to claim only the A form in the 'S07 patent. Thus, the trial
court properly limited the term "orystaliine” o "Crystal A"

P

In limiting "orysialiine” 10 "Crystal A7 in claims 1-5, the Eastern District of Virginia
did not improperly import the preferred embodiment into the claims. Initialby,
Crystal A is the only embodiment described in the specification. As discussed
aborve, the gpecification’s recitation of Grystal A as its sole embodiment does not
alone justify the trial cowrt’s limitation of claim scope 1o that single disclosed
embodimeant, See Liebel-Flarsheim [Co. v. Medrad, Inc.], 358 F.2d [898,] 846
[{Fed. Cir. 200431 {"[Tihic court has expressly rejected the contention that if a
patent describes ondy a single embodiment, the claims of the patent must be
construed as being limited 1o that embodiment.™), In this case, however, the rest of
the intrinsic evidence, including the prosecution history [*¥27] and the pricrity 1P
199 application, evince a ciear intention to limit the '547 patent to Crystat AL L L.

dok ok

The 1P "19% application strongly suggests that the '507 patent intentionally
excluded Crystal B compounds. As discussed above, the IP "199 application
establishes unequivecally that Abbott knew and could describe both Crystal A and
Crystal B, Abbotit could have retamed the disciosure of Crystal 8 to support the
broader claims of the "507 patent, but instead disclosed and claimed A alone,

*ow ¥

Given the exclusive focus on Crystal & in the speacification as well as the prosecution
history of the '507 patent, the Eastern District of Virginia properly limited
"orystatline” in claims 1-5 10 "Crystal A

FoN oW

The Fastern District of Virginia correctly construed the '507 patent's recitation of
"crystalline” in each of the asserted claims as limited w Crystal 4, as outlined in the
specification. Because Abbott sorubbed all references to Crystat B in the '507
patent’s specification, which were present in the '507 patent's parent foreign
application, Abbotl clearly demonstrated its intent to limit the '507 patent to Crysial
A, This intent was further underscored by comments made during
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[*28] prosecution, As such, Abbott is unable to recapture Crystal B through broad
ciaim language or under the doctrine of equivalents.

566 F.3d at 1289-90, 1299 (citation omitted).

Here, by contrast, the patentee's deletion of matter relates less directly to the imitation that
Defendants seek to impose. The pateniee deleted the following paragraphs during prosecution
of the 580 Patent:

00421 In an alternative embodiment of the present invention, embedded
miodulations can be used as a way 10 measure transmission jine characteristics
between a master transceiver and tributary transceiver as shown in FIG 3, In this
embodiment, both g master transceiver 64 and a tributary transceiver 56a would
fave the abiiity to transmit using at least two modulation methods, vpe A and type
8. In the present example, the primary transmission type is type A, Thus, as shown
i F1G. 8, the master transceiver 64 establishes type A as the primary modulation
in sequence 154,

(00431 To switch from tvpe A to type B modulation, masier transceiver 64
transmits g notification sequence 152 to the tributary 66a. Thus, the tributary 66a
is notified of an impending change to modulation type B, The switch o bypae B
modulation [¥29] could be limited according 1o a specific tirme intarval or for the
communication of a particular quantity of data, such as a fest signal. After notifying
the tributary G0a of the change 1o type B modulation, the master transceiver 6411
transmits test signal sequence 151 using type B modulation,

TO044T In this embodiment, the ributary transceiver ¢an contain logic which
enabies the tributary 66a o calculate at least one channel parameter from the test
signal seqguence 154, Channal parameters typically include transmission fing
chargcteristics, such as, for example, 1oss versus frequency, non-linear distortion,
listener echoes, talker echosas, bridge tap lecations, impedance mismatches, noise
profile, signal-to-noise ratio, group delay versus Trequancy, cross-tall presence,
cross-taik Dype, efc, Moreover, the tributary transceiver 66a could be configured o
communicate a channel parameter back to the master transceiver 64,

(0045} After transmitting the fest signal sequence 154 to the tributary transceiver
66a, the master transceiver 64 can transmil trailing sequence 156 to the tributary
transceiver 66a using type A modulation to indicate the end of the transmission
using tvpe B modulation, [*30] The master transceiver &4 can then send
information to the tributary transceiver 66a using primary modulation type A, as
shown by training, data and tralling sequences 158, 160 and 162, Likewise, the
tributary transceiver &8a can sand information 1o the master transceiver 54 using
primary modulation type A, as shown by training, data and trailing sequences 164,
166 and 168,

100461 In a further alternative embodiment, the master transceiver 64 or tributary
transcaiver Goa may idantify a time period within which fest signal sequences may
be transmitted. This would elirminate the training and trafling sequences which alert
the tributary transceiver 66a to the beginning of 2 new modulation method, The
identification of the time period could be initiated by the master transceiver &4 or
tributary transceiver 6ba and could include a time peariod notad in the header of 3
transmission between the ribulary ransceiver 66a and master transceiver 64,

Dkt Mo, 97, Ex. 9, 3/1/2011 Reply Pursuant 10 37 CFR § 1,111 at 5-& [(RIP3521-22) femphasis
added); see id. at 22 {"The MPEP suggests that the applicant modify the brief summary of the
invention and restrict the descriptive subject matter 'so a5 to be [*¥31] in harmony with the

claims." MPER 1302.01, General Review of Disclosure, Accordingly, Applicant has deleted

IREHFEdt SArelasdi046]. ") (square bracketls in original); see also DKL, No. 102, Ex. 4 st p.

Ex. 2012 IPR2020-00036 Page 01015
Apple Inc. v. Rembrandt Wireless Technologies, LP, IPR2020-00033 ) age

Page 1015



28 of 44 {RIP1Q) {Figure &, Hllustrating "Trib Yype & + B"); Dki. No, 97, Ex. 9, 3/1/2011 Reply
Purcuant 10 37 CFR § 1,111 ab 4 (RIP3B2G), 22 (RIP3SERY & p. 34 of 34 {RIP3549} {replacing
Figure 8).

This dedetion of disclosure of "a tributary transceiver 66a [that hasl the ability 10 transmit using
at least two maodulation methods” is notable, and Defendants argued at the May 30, 2014
hearing that a "test signal” is merely an example of a communication with a bilingual trib. DkL,
Mo, 97, Ex. 9, 37172011 Reply Pursuant 1o 37 CFR § 1,111 at 5-6 {RIP3521-22). Nonetheless,
Plaintiff has persuasively argued that these paragraphs relate primarily to test signals and to
rneasuring transmission line characteristics rather than to the use of bilingual tribs. The above-
quoted Sandoz case cited by Defendants is therefore distinguishable, and the patentes’s
deletion of matler from the specification is of no limiting effect here, See Sanlisk Corp. v,
Mermorex Prods., Inc., 415 F.3d 1278, 1286 (Fed. Cir, 2005} [*32] {"Thers is ng dear and
unmistakable disclaimer if 2 prosecution argument is subject to more than one reasonable
interpretation, one of which is consistent with a proffered meaning of the disputed term.”™)
{internal guotation marks omitted’: see alse 8 Communigue, 687 F.3d at 1297 (quoting
Saniisk).

Defendants also argued at the May 20, 2014 hearing that the patentee removed this matier
because it was introduced in a parent continuation-in-part application. Defendants explained
that if the claims of the patents-in-suit were found o rely upon this new matier, the caims
weuld not receive benefit of the earliest pricrity date. Defendants concluded that the patenies
deleted theze paragraphs from the specification in order to eliminate this risk. Defendants’
argurnent in this regard appears betler suited to a written description challenge because
validity analysis is not a regular part of claim construction. See Phillips, 415 F.3d at 1327 ("[w]
& have certainky not endorsed & regime in which validity analysis is a regular component of
claim construction.”). Defendants’ arguments regarding deletion of matter from the
specification are therefore of minimal relevance during the present claim [*¥33] construction
proceadings.,

In sum, none of the prosecution history cited by Defendantis containg any definitive statements
that would warrant finding a disclaimer. See Omegs Eng'g v, Raviek Corp., 334 F.3d 1314,
1324 {Fed. Cir. 2003} ("As a basic principle of claim interpretation, prosecution disclaimer
promotes the public notice function of the intrinsic evidence and protects the public’s reliance
on definitive statements made during prosecution.™) {emphasis added). Further, as explained

above, the prosecution history is not otherwise sufficiently clear to justify Defendants’ narrow
interpretation of the pregsent patents-in-suit.

As to the parties’ proposed constructions, "[tihe use of the terms first’ and 'second’ is a
common pateni-law convention to distinguich between repeated instances of an element or
imitation.” 3M Innovative Props. Co. v, Avery Dennison Corp., 350 F.3d 1365, 1371 {Fed, Cir,
28035, Nothing in the nature of "repeated instancas” demands the incompatbility that
Defendants have proposed. CF i, (Tin the context of claim 1, the use of the terms st . . .
patiern’ and 'second . . pattern’ is equivalent to a reference 1o 'pattern A’ and "patiern B, and
should [*¥34] not in and of itsell impose a serial or temporal limitation onto clabm 1.7,
Although the above-quoted disclosures in the specification contemplate a rib that can use only
one modulation method, nothing in the caim language warrants imiting the disputed terms to
such a narrow construction,

The doctrine of claim differentiation also weighs against requiring incompatibility because such
a limitation appears in dependent Claims 18 and 75 of the '580 Patent, which recite:

18, The device of claim 15, wherein the intended destination is the first type of
receiver and unable o demodulate the second modulation methaod.

P
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75, The device of daim 72, wherein the intended destination is the first type of
receiver and unable to demodulate the second modulation method.

The doctrine of claim differentiation weighs against any construction of the disputed terms that
would render these depandent claims superflucus. See Phifiips, 415 F.3d at 1315 ([T1he
presence of g dependent olairn that adds a particular imitation gives rise 1o a presurnption that
the limitation in question is not present in the independent claim."); see aise Lishel-Flarsheim,
358 F.34 at 810 {"[Where the limitation that is scught [*35] ¢ be read inle’ an independent
claim already appears in a dependent claim, the doctrine of daim differentiation is at its
strongest.”); Wenger Mg, Inc. v. Coating Mach, Sys., Inc., 239 F.3d4 1225, 1233 {Fed. Cir.
2801 ("Claim differentiation, while often argued 1o be controlling when it does not apply, s
clearly applicable when there is a dispute over whether a limitation found in a dependent claim
should be read into an independent claim, and that lirnitation is the only meaningful difference
bhetween the two claims. ™).

Diefendanis have countered thal "any presumption oreated by the docirine of ciaim
differentiation will be overcome by a conbtrary construction dictated by the written description or
prosacution history,” Retractable Techs., Inc. v. Becton, Dickinson & Co., 653 F.3d 1296, 1305
(Fed. Cir, 2011} {citations and internal quotation marks omitied); accord Curtiss-Wright Flow
Control Corp. v, Velan, Inc,, 438 £.3d4 1374, 1381 (Fed. Cir. 20086) {"[Cllaim differentiation can
rof broaden caims beyvond their correct scope.™) {oitation and interngl quotation marks
onitted}. On balance, Retractable is distinguishable because the above-discussed specification
disclosures and prosecution [¥36] history are not so clear as Defendants have urged. See
Retractable, 653 F.3d at 1305 {noting that disclosuras "recite that the invention’ has a body
censtructed as a single structure, expressly distinguish the inventien from the prior art based
on this feature, and onby disciose embodiments that are expresshy limited to having a body that

HN

is a single pieca™),

As to the proper construction, Defendants’ proposal of "type of receiver” is vague and confusing
hecause it is unciear whether "type" refers to the moduiation method or to some ghher,
unspecified characteristic of the recaivers,

Also, Plaintiff properly argues that "encoding” is different than "modulation.” For example,
Plaintiff submils that the word "encade” can be defined as "o ancrypt” or as "o usa a code,
frequently one composad of binary numbers, 1o reprasent individual characters or groups of
characters in a messaqe.” Id., Ex. 4, Modern Dictionary of Electronics 341 {6th ed, 1997); id.,
Ex. 5B, Microsoft Press Computer Dictionary 175 (34 ed. 19%7); see id,, £x, 11, John G. Proakis
& Masoud Salehi, Communication Systems Engineering 8-11 {1994); see also id., Ex. 12,
Bernard Skiar, Digital Communications: Fundarnentals and [*37] Applications 6-7 {1988},

"Modulation,” by contrast, is defined as a process of varying some characteristic of a carrier
signal. See DKL No. 97, BEx, 3, The IEEE Standard Dictionary of Electrical and Electronics Terms
662 (6th ad, 1986} {("The process by which some characteristic of a carrier is varied in
accordance with & modulating wave"); see alfso id., Bx. 4, Modern Dictionary of Flectronics 633
{Hth ad, 19973 ("The process, or results of the process, whereby some characteristic of one
signat is varied in accordance with another signal, The modulated signal is called the carrier and
may be modulated in three fundamental ways: by varving the amplitude (amplitude
modulation) by varying the freguency {(frequency modulation) or by varving the phase {phase
modudation).™); id., Ex. %, Microsoft Press Computer Dictionary 312 {3d ed. 1997) {"The process
of changing or regutating the chearacteristics of a carrier wave vibrating at a certain amplitude
{height) and frequency (timing) so that the variations represent meaningful information.”); id.,
Ex. &, DK, Sharma, et al., Analog & Digital Modulation Technigues: An Overview 551 (2010}
("Modulation is the process of varying some parameter of a3 [*38] periodic waveform in order
o use that signal to convey a messans.”); DRI, No, 102, Ex. 9 at RIP13523 {("Modulation is the
process of encoding source data onto a continuaus constant frequency signal Le, carrier signal
with frequency f0.7), The specification, too, refers 1o a carrier in refevant contexts, See '580
Patent at 1:57 & 2:4. Finally, during oral argument as o the "different type” terms, Deafendants
Rembrandt Wireless
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themselves referrad 1o modulating data onto a carrier.

Thus, even though Plaintiff itself included the word "encoeding” in previously proposed
constructions, Defendants’ proposals of "encoding” are rejected as tending to confuse rather
than clarify the scope of the claims, See 4.5, Surgical Corp. v, Ebfvcon, Inc,, 103 F.2d 1554,
1568 {Fed, Cir. 1997) {("Clairm construction is a matter of resolution of disputed meanings and
technical scope, to clarify and when necessary to explain what the patentes covered by the

LAY

claimse, for use in the determination of infringement.”).

The Court, having rejected Defendants’ proposed constructions for the reasons set forth above,
herehy construas the disputed terms as set forth in the following charts

Tarm Construction
“a first method for varying one or mors
“first moduiastion meathod” characteristics of & carrier signal in accordancs

with information to be communicated”

"a second method for varying ong or more
“second modulation method” characteristics of 3 carrier signal in accordancs
with information to be communicated™

B. [*39] "modulation method {1 of a different type” and "different types of
modulation methods™

Plaintiff's Proposed Construction Defendants’ Proposed Construciion

"different families of moduiation "meduiation methods that are mncompatible with one
technicues” angther”

Dkt No. 97 at 17; Dkt No. 102 at 16, The parties submit that these terms appear in Claims 1
and 58 of the '580 Patent and Claime 1, 22, and 26 of the 228 Patent. Dkt No. 81, Ex. A at 5.

Shortly before the start of the May 30, 2014 hearing, the Court provided the parties with the
following prefiminary construction for these disputed terms: "different families of modulation
techniques, such as the FSK family of modulation methods and the GAM family of modulation
methods.” Plaintiff had no opposition 10 the preliminary construction. Defendants wers opposad,

{1} The Parties’ Positions

Plaintiff argues that during prosecution, the patentee defined these disputed terms by referring
0 "two types of modulation methods, i.e., different families of modulation techniques.” Okt No.
97 at 18, Plaintiff further argues that "Defendants’ construction, which only reguires
incompatibility,’ has no concept of a3 group of things having common characleristics.

[*40] Such a construction effectively reads the word 'type’ right out of the claims, rendering i
superfluous.” fd, at 19-20.

Defendants respond:

As noted above [as to the "first” and "second” modulation methods], the whole
purpose of the purporied invention is 1o enable twa {or more) trib modems o use
different modulation methods on the same circuit. The crucial characteristic of the
different modulation methods vis-3-vis one another is that they are incompatible, 1f
they were compatible, there would be no problem for the patents 1o solve.

Dkt No. 102 at 16, Defendants also note that the word "amily” does not appear in the
specification, fd. at 17, Defendants suggest that the patentee used the phrase "families o
rodulation techniques” only in prosecution history remarks—and not in the claims—Dbecause
"[iinjecting that phrase inte {a] claim would have rendered it plainly unsupporied Dy the
Rembrandt Wireless
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specification and opensd this portion of the claim o g written description challengs.” Id. at 18,
Defendants argue that Plaintiff's authorities regarding the use of "Le.” are applicable only to use
of "Le” in the specification, not the prosecution history. I, at 19, Defendants further argue that
"Defendants’ [*¥41] construction]] gives full meaning 1o the word type” by reguiring
incompatibility.” Id, Finally, Defendants submit that Plaintiff's proposal of "families” "only raizas
the further guestion of what constitutes g family of modulation methods.” 7d. at 20,

Plaintiff replies that the patentes’s definition in the prosecution history is supported by

disclosures of FSK {frequency-shift keying) and GQAM (guadrature amplitude modulation) in the

specification and in related applications cited by the specification, Dki. No, 103 at 6. Plaintilf

also argues that "nothing in the specification—ceriainly not the passages Defendanis

cite—reflects the kind of 'clear and unmistakable' intent necessary to depart from the ordinary

meaning and define "type’ as 'incompatibility.” Id. at 6-7 {citing Thorner v, Sony Computer
At A LLC, 665 FU3d 1362, 1366-87 {(Fed, Cir. 201270

At the May 30, 2014 hearing, Defendants argued that "family” is a much broader term than
"type" because modulation methods could be groupad together in any number of ways, such as
analog as oppoesed to digital or phase modulation as opposed to frequenay modulation.
Defendants also argued that Plaintiff's interpretation is inconsistent [*42] with dependent
Claim 43 of the '228 Patent, which recites that "at least one” of the first and sscond modutation

rmethads uses phase modulation.

Plaintiff responded by relferating that Defendants’ proposed construction fails to give meaning
o the constituent term "type.” Plaintiff also argued that Defendants’ proposal is overly
restrictive becauss it could be read to mean that different FM radio stations usa "incompatible”
rethods merely because they transmit at different frequencies, Plaindif urged that the claims
contemplate the use of non-incompatible modulation methaods so long as they are different.

{2} Analysis

The Summary section of the specification states: "Another advantage of the present invention is
that & master transceiver can cormmunicate searnlesshy with tributary transceivers or modems
using incormpatible modulation methods.” I'd. at 2:55-57 {(emphasis added). Nonetheless, "[ilhe
court's task is not to Bmit claim language to exclude particular devices because they do not
serve g perceived 'purpose’ of the invention. . .. An invention may possess a number of
advantages or purposes, and there is no reguirement that every claim directad 1o that invention
be limited to encompass [*¥43] all of them.” E-Pass Techs., Inc v, 300M Corp., 343 F.34
1364, 1370 (Fed. Cir, 2003); accord Howmedica Osteonios Corp. v, Wright Med, Tech,, Inc.,
540 F.3d 1337, 1345 {Fed. Cir. 2008) (discussing £-Pass). Dafendants’ proposal that different
"types” of modulation methods must be Tincompatible” would improperly Hmit the claims to a
preferred embodiment. See Comark, 156 F.3d at 1187,

Moreover, although it appears in the Summary of the specification as quoted above, the word
"incompatible” is unclear and, as Plaintiff has arqued, would tend 1o raise ssuss concarning the
manner or degree of compatibility. Along those lings, uncertainty might arise as o whether
modulation methods must be completely incompatible in all respacts or could instead be
partially compatible, At the May 320, 2014 hearing, the Court expressed concern as to the darity
of "incompatible.” Defendants responded that the disputed terms require that the modulation
methods be different "waveforms,” different "ways to modulate” data onto a carrier, or simply
"not the same.” These suggestions, however, merely restate that the methods are "different.”
This adds little, if anything, 1o the disputed terms themselves, which [*44] recite "modulation
method [1 of a different type” and "different types of modulation methods.” Defendants’
proposal of "incompatible” is therefore rejected,

The Court turns to whether Plaintiff is correct that the patentee gave the disputed terms an
"express definition.” Dki. No. 97 at 19,

Rembrandt Wireless
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"The specification acts as a dictionary ‘'when it expressiy defines terms used in the claims or
when it defines terms by implication.™ Bell A, Nelwork Servs,, 262 F.3d at 1268 {quoting
Vitronics Corp, 90 F.3d at 15825, "When a patentee acts as his own lexicographer in redefining
the meaning of particular claim terms away from their ordinary meaning, he must clearly
express that intent in the written description. We have repeatedly emphasized that the
statement in the specification must have sufficient clarity 1o put one reasonably skilled in the
art on notice that the inventor intended 1o redefing tha claim term.” Merck, 395 F.3d at 1370
{citations omitted), "[A] patentee may choose to be his own lexicographer and use terms in a
ranner other than their ordinary meaning, as iong as the special definition of the term is
ctearly stated in the patent specification or file history.” Vitronics, 90 F.3¢ at 1582,

During [*45] prosecution, the patentee amended caims so as to add the word "type,” and the
patentee stated;

Apphcant thanks Exarminer Ha for the indication that claims 1-18 and 37-57 are
altowed {office action, p. 7). Applicant has further amended daims 1-2, $-15, 18,
37-38, and 45-46 with additional recitations to more precisely claim the subject-
matter. For example, the language of independent claim 1 has been clarified to
refer to two types of modulation methods, 7. 2., different families of modulation
technigues, such as the FSK [{(freguency shift keying)] family of modulation
methods and the QAM [{guadrature armplitude modulation)] family of modulation
methods,

Dkt Mo, 97, Bx. 9, 37172011 Reply Pursuant 10 37 CFR § 1,111 at 20 (RIP35368Y; seeid. at 7
(RIP3523) (amending claims). Generaily, "il.e.” signals an explicil definition. See, e.g., Abbott
Labs. v, Novopharm Lid., 323 F.34 1324, 1327, 1330 (Fed. Cir, 2083} {finding that the
patentes used "Le." to define a term not known in the art at the relevant time); bul see Ffizer,
Inc, v, Teva Pharms. USA, fnc., 429 F.3d 1364, 1373 (Fed. Cir. 2005) {specification referred to
"saccharides {i.e. sugars)” but also contained further discussion under [¥46] a section titled
"Saccharides,” and the court concluded that "the patentes clearly intended for this section o
address the meaning of the same term™).

The significance of the patentee’s use of "Le.” in the prosecution history—as opposed 1o in the
specification—is perhaps less cear. On one hand, some authorities caudon against ralving upon
potentially "self-serving” statements in the prosecution history. See Bicgen, Inc. v, Berfex
fabs., 318 F.3d 1132, 1140 {Fed. Cir. 2003) {"Representations during prosscution cannot
enlarge the content of the specification, and the district court was correct in relyving on the
specification in anabyzing the cdaims."y; see alsg Molecuion Research Corp. v, UBS, Inc., 793
F.2d 1261, 1270 {Fed, Cir. 1986) {("For example, a Citation {of Prior Art] filed [with the PTO]
during ktigation might very well contain merely self-serving statements which likely would be
accorded no more weight than testimony of an interested witness or argument of counsel,
Issues of evidentiary weight are rescived on the circumstances of each case. "), Also, as
Defendants have pomnted ocut, depandent Claim 43 of the 228 Patent is at least somewhat at
odde with Plaintiff's interpretation [*¥47] 1o the extent that it would reguire that only oneg,
instead of "at least one,” of the first and second modulation methods can be phase modulation,

Un the other hand, a "claim term will nob receive its ordinary meaning if the patentee acted as
his own lexicographer and clearby set forth a definition of the disputed ¢laim term in either the
specification or prosecution history.” CCS Fitness v. Brunswick Corp., 288 £.3d 1359, 1366
{Fed. Cir. 2002} {emphasis added); accord Home Diagnostics, 381 .34 at 1358, Advanced
Fiber Techs, (AFT) Trust v. J&L Fiber Servs., Inc., 674 F.3d 1365, 1374 {Fed, Cir. 2012); see
Vitronics, 90 F.3d at 1582 (gquoted above), Such authorities weigh in favor of construing the
disputed term in accordance with the patentes’s express definition in the prosecution history.

At the May 320, 2014 hearing, Defendants urged that because the patentee's definition was sat
forth after the examiner had indicated that the caims were allowable, the definition was seif-

serving and was not part of the usual back-and-forth negotiation that informs the meaning of

Rembranat Wiralfsgroperly countered, however, thal the patentes provided the definition in
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cennaction with amending [*¥48] some of the claims so as o introduce the word "types.” See
Dki. No. 97, BExX, 9, 3/1/2011 Reply Pursuant to 37 CFR & 1,111 at 20 (RIPA536) {quoted
above): see also i, at 7 {RIP35232) {amending claims). Thus, o whatever extent Defendants
are correct that the prosecution history can only define a term in the context of developing
allowable claims, the patentee’s definition in this case can property be consideread,

The patentee’s exprass definition is also consistent with disclosure in the specilication of varicus
categories of modulation methods. See "580 Patent at 2:1-8 ("some applications {e.g., internat
access) require high performance modulation, such as quadrature amplitude modulation {QAM),
carrier amplitude and phase {CAP) modulation, or discrete multitens (DMT) modulation”}; see
afso id. at 5:17-20 {similar},

Such a definition is alse consistent with the extrinsic dictionary definitions submitted by
Plaintiff, which define "type” as "a class, kind, or group set apart by common characterigticos”
and “family” as "a group of things having common characteristios.” Dk, No. 97, D, 22,
Merriam-Webster's Dictionary and Thesaurus 291, B58 (2007 see id., £x. 23, The

[*49] American Cantury Thesaurus 129 (1995) (isting "type” as a synonym for "family™}.

{n balance, the patentee’s lexicography should be given effect in the Couwrt’s construction, See
Vitronics, 90 F.3d at 1582, see also Abbott Labs,, 333 F.3d at 1327, 1330, OCS Fiiness, 288
F.2d at 1366, Advanced Fiber Techs., 674 F.3d at 1374, As to Defendants’ concerns, any
dispute regarding whethear accused modulation techniguss are from different "families” is a
factual dispute regarding infringement rather than & legal dispute for claim construction, See
£EG Indus. v, Guardian Indus. Corp,, 156 F.3¢ 1351, 1355 {Fed. Cir. 1998) (noting that "the
task of determining whether the construed claim reads on the accused product is for the finder
of fact”),

Nonetheless, although Plaintiff proposes merely "different families of modulation technigues,”
the patentee's definition in the prosecution history includes examples, namely "the FSK family
of moedulation methods and the QAM family of modulation methods. s Dkt No, 97, Ex. 9,
37373015 Reply Pursuant 1o 37 CFR & 1,111 at 20 {(RIP3538). These examples provide useful
context for understanding the phrase "different families” and, having been provided as part of
the [*50] patentze’s definition, should be included in the Court’s construction.

FOOTNOTES

s The meanings of "FSK” and "QAM" do not appear o be in dispute.

The Court accordingly hereby construes "moduiation method {1 of a different type™ and
“different types of modulation methods” 0 maan “differant families of modulation
technigues, such as the FSK family of modulation methods and the QAM family of
maoduiation methods.”

2. "conwnunications] device,” “davice that transmits,” and "logic configured o
transmit”

“"rommunicationis] devica”™

Plaintif{'s Proposed Construction Defendants’ Proposed Construction
No construction necessary; plain and ordinary  [Samsung:
meaning applies. "a device that sends or receives information

-t

Gver wirss

Alternatively:

"a device that sends or receives BlackBerry:

information” "a device that sends or receives information
Rembrandt Wireless over wires in a crcuit-switched nebwork”
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Y"epmmunicationls] device”

Plaintifi’s Proposed Construction |Defendants° Proposed Construction
“device that transmits”™

Plaintiff's Proposed Construction Defendants’ Proposed Construction
Mo construction nacessary; plain and ordinary  [Samsung:
meaning applies, "a device that sends information over

- n
wires

Alternativaly:
"a device that sends information” BlackBerry:

"a device that sends information over wires
in a circuit-switched network”

"logic configured o transmit”

Plaintiff's Proposed Construction Defendants' Proposed Construction

Mo construction necessary; plain and ordinary  |Samsung:

meaning applies. logic configured to send information over
wires"

Alternatively:
"logic configured to send information” BlackBerry:

"ogic configured to send information over
wires in a circuit-switched network”

Okt. [*¥51] MNo. 97 at 24; Dkt No. 102 at 23, The parties submit that the first of these terms
appears in Claims 1, 23, 32, and 58 of the 580 Patent and all asserted claims of the 228
Patent, Dki. No, 81, Ex, A at 11. The parties further submit that the second of these terms
appears in Claim 440 of the '580 Patent and that the third appears in Claims 4% and 54 of the
S84 Patent, Id. at 14 & 16,

Shorthy before the start of the May 30, 2014 hearing, the Court provided the parties with the
following preliminary constructions for these disputed terms: "communication[s] device” means
"a device that sends or receives information”; "device thal fransmits” means "a device that
sends information”; and "logic configured o ransmit” means "legic configured to send
information.” Piamt;?r had no objection to these preliminary constructions, Defendants were
opposed.

{1) The Parties’ Positions

Plaintiff argues that "[the words in these terms do not have spedialized meanings, have not
been otherwise defined by the patentes, and are easily understond hased on their ordinary
meaning.” Dk, No. 87 at 21, As to Defendanis’ proposals of "wires” and & "dircuit-swiiched
network,” Plaintiff responds that such constructions [¥52] are contrary 1o the recital in the
claims of a generic "communication medium.™ Id. at 22, Plaintiff urges that the brief mention of
wires in the specification is insufficient to redefine the disputed terms. fd. at 22-23. To the
contrary, Plaintiff argues, during prosecution the patentee deleted text from the specification
that referred 0 "lnes." Id. at 23, Finally, Plaintiff notes that the words "circult” and "switched”
dao not appear in the ciaims or the written desaription. Id. at 24,

Defendants respond that "wliireless networks are never mentioned in the patents-in-suit,”

despite wireless networks being well-known at the time fhe patent applhications were filed, and
"tihe oniy example of 2 network mentionad in the text of the patents is a two-wired system of

the prior art, upon which the alleged invention of the patents is an improverneant.” Dkt No, 102
t 23; mee id. at 24. Defendants also express concern that Plaintiff's proposed constructions

rov: & 1 pwnd ries, and as read could encompass a tin can connacted to a string.” Id. at
Rémbranat Wirsiess
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24, Finally, Defendant Biackberry proposes that the clammed invention is limited to circuit-
switched networks because, "by design,” "[dlevices on [*¥53] a packel-switched network can
use different communication languages or modulation methods.” Id. at 25, Blackberry cites
several extrinsic treatises in support of this proposition and concludes that "[plut simply, in a
packet-switched network there is no compatibility problem for the patents to solve, and the
purported invention is unnecessary.” I at 25-26.

Plaintiff replies that the patents-in-suit "do not limit the invention to wired or wireless
'modems’ S communication media’ because both were wall-known at the time.” Dki. No. 102 at
& {citations and footnote omitted). Plaintiff also argues: "Defendants read 100 much into the
Figures., Communications medium 94 is depicted as a line in Figs. 3-4, but that doss not imply a
wire any more than the absence of a Hne implies wireless.” Id. at 8 n.7. As to Blackbearry's
proposal, Plaintiff replies that the patents~-in~-suit do not refer to "circuit~-switched” or "packet-
switched” networks because "the patents-in-suit are not concerned with low-level network
switching protocols, but rather with ‘sending transmissions modulated using at least two Types
of modulation methods.™ Id. (guoting "580 Patent at 2:30-31 3. Plamiifl also submils that
"Blackberry [*¥54] has zero evidence to support its claim that devices on a packet-switched
network can use different {7 modulation methods by design.” Id. {guoting Dkt No. 1082 at 25).

At the May 30, 2014 hearing, Defendants again highlighted the use of & solid line in the Figures
to iflustrate the communication medium. Defendanis argued that the appropriate way o
fHustrate wireless communication would have been with an antenna or with a series of three
closelv-spaced curved Hnes, Defendants also noted that the provisional patent application refers
o a "two-wire” modem. See Dkt No. 97, Ex. 13 at 5. Finally, Defendant Blackberry presented
no oral argument on its propoesals of “circuit-switched” and instead submitted its proposed
constructions on the briefing.

{2} Analysis

Although Plaintiff has proposed that no constructions are required, the parties have presenied a
"fundamental dispute regarding the scope of | .| claim termis],” and the Court has a duty to
resolve that dispute. 02 Micro Int'l {id v, Beyond Innovaltion Tech, Co., 5383 F.3d 1351, 1362~
83 {Fad. Cir. 2008).

As a threshold matter, Defendants have not argued that their proposals of a wired network or 3
circuit-switched network are supperted [*¥55] by anything within the claims at issue, The
issue, then, is whather Defendants’ proposed limitations are adeguately supported by anything
in the specification or the extrinsic evidence cited by the parties,

A5 to Defendants’ proposals of requiring a wired network, the specification only once refers to
wires:

The foregomg discussion is based on a two-wire, half-duplex multipoint system,
Nevertheless, it should be understond that the concept is sgually applicable to four-
Wireg systems.

'58( Patent at 4:51-54. This passage is insufficient to Hmit the claims to wired networks,
particutarly given that i refers 10 g discussion of only one or two of the Figures, Seeid. at
3:40-4:50; see also Comark, 156 F.3d at 1187, Moreover, Defendants have acknowledged that
the "foregoing discussion”™ referred (o in this passage is a discussion of "a two-wired system of
the prior art.,” Dkt No. 102 at 23,

I several other instances, the specification refers 10 a "communication medium,” but those
disclosures do not address whether the medium is wired or wireless. See "580 Patent at 2:52~
54 {"One advantage of the present invention is that it provides to [sic, for] the use of a pluraiity
of modem modulation [¥56] methods on the same communication medium.™), 3:40-44 {"With
reference to FIG, 1, a prior art multipoint communication system 22 is shown o comprise a
RefmbraindeWipelasgscaiver 24, which communicates with a plurality of tributary modems
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transceiver 64 communicates with trib 66 over communication medium 94.M)

refendants also argue that Figures 3 and 4 depict a wired network because the "communication
medium 947 is fllustrated by either solid line connectors (Figure 33 or a solid line {(Figure 4). See
Dkt Mo, 102 at 24, First, as Plaintilf has urged, any argument that solid lines cannot represent
a wireless network is conclusory speculation. Second, evean if Figures 3 and 4 were interprated
as depicting a wired network, "patent coverags is not necessarily fmited o inventions that ook
like the ones in the figuras. To hold otherwise would be o impaort Hmitations [{nto the ciaiml|s]
from the specification, which is fraught with danger.” MB0O Labs, Inc v, Becton, Dickinson &
Co., 474 F.3d 1323, 1333 {Fed. Cir. 2007},

Thus, the specification does not support Hmiting the claims toe wired networks. This

[*¥57] conclusion is reinforced by prosecution history in which the examiner rejected claims
that recited a "communications device” and "logic configured to transmit” based on the "Siwial”
reference, which discloses a wire/ess communications system. DKL, No. 97, Bx. 14, 9/1/2010
{ffice Action at 2-4 (RIP73-74); id., Ex. 20 atb 13 & 20 (RIP2Z3 & RIP3D) {application claims);
seeid., Ex. 15, U5, Pat. No. 5,537,398 (Siwiak) at 2:24-41 {"The messaging svstem includes a
plurality of gecographically distributed messaging transmitters, aach comprising means for
generating a radio frequenoy signall’y; see also Salazar v, Procter & Gambile Co., 414 F.3d
1342, 1347 (Fed, Cir. 2005) ("Statements about a claim term made by an Examiner during
prosecution of an application may be evidence of how one of skill in the art understond the term
at the time the application was filed.™). Finally, although the weight that the specification
ameandments should be given here is unclear, it is worth noting that the patentee delfeted
paragraphs from the specification that referred o "ransmission fine characteristics.” Id., Ex. 3,
3/8/2011 Reply Pursuant to 37 CFR § 1,111 at 5-6 (RIP3521-22) {emphasis added),

Az to extrinsic [*58] evidence, Plamntiff has submitted two news articles from the relevant time
period that use the phrase "wireless modem.” Dkt No. 103, Ex. 33, Ercsson anoounces ids
M2180 OEM Wirsiess Modem, first PCMCIA modem for mobile data connectivity, Business Wire,
Nov. 2, 1994, id., Bx, 34, A Wireless Modem that Could Leave "Fmmin the Dust, BusinessWeek,
Feb, 24, 1997, Use of the word "modem” in the patents-in-suit is therefore insufficient o
require a wired network, Finally, Plaintiff has submitted a dictionary definition of "medium,” in
the context of "information transfer,” as not being lbmited 1o wires but rather being any "vehicle
capable of transferring data.” DKL No. 97, BEx. 3, The IEEE Standard Dictionary of Flectrical and
Electronics Terms 643 (6th ed, 1996).

In sum, Defendants have failed to justify limiting the claims to wired networks, The Court
therefore turns o the additional proposals by Defendant Blackberry.

RBlackberry has submitted exirinsic evidence in support its argument that the caimed invention
only has relevance in circuit-switched networks, not packet-switched networks, Dk No, 102,
£x. 11, Gurdeep 5. Hura & Mukesh Singhal, Data and Computer Communications: Networking
[*¥59] and Internetworking 130-21 {2001 ("In the case of packet-switched networks, stations
with different data rates can communicate with each other, and the necessary conversion
between different data rates is done by the network, while in the case of circuit-switched
networks, both stations must have the same data rate.™); id., Ex, 12, William Stallings, Data
and Computer Communications 254-55 (5th ed, 1997} (Cin [a] circuit-switching network, the
connection provides for transmission at a constant data rate. Thus, each of the two devices that
are connected must transmit and receive at the same data rate as the other . . . ."; "A packet-
switching network can perform data-rate conversions. Two stations of different data rates can
exchange packets because each connects to its node at iks proper data rate.™); id., BEx. 173,

Youlu Zheng & Shakil Akhtar, Networks for Computer Scientists and Engineers 125 (2002)
{("Whereas . . . two networks connected by a circuit switch must oparate at the same speed,

packet switching can connect networks operating at different speads. ™).

A circuit-switched natwork, at least in the context of Blackberry's proposals, appears o be 3
Rembrandt Wireless
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species of wired network, The [%¥60] Court therefore rejects Blackberry's proposals basad on
the Court's refection of Defendants’ proposals of "over wiraes,” above.

Alternatively, even iT Blackbearry is proposing a circuit-switched network Himitation that can be
either wired or wireless, Blackberry's above-cited reliance on exirinsic evidencs is disfavored,
See Philfins, 415 F.3d at 1322 {("There is no guarantee that a term is used in the same way in a
treatise as it would be by the patentas. In fact, discrepancies batween the patent and treatises
are apt to be common because the patent by its nature describes something novel ™).

Az to Blackberry's reliance on the purpose of the invention {avoiding the inefficiencies of
reguiring all devices to use the same modulation method), Blackberry is correct as a general
matter that "the problem the invenior was atfempling to solve, as discerned from the
specification and the prosecution history, is a relevant consideration.” CVIE/Beta Ventures, Ing,
v, Tura £P, 112 F.3d 1146, 1160 {Fed. Cir, 1997},

Nonetheless, "{tThe court’s task is not to limit claim language to exclude particular devices
bacause they do not serve a parceived "purposg’ of the invention, . . . An invention may possess
[*61] a number of advantages or purposes, and there is no reguirement that every claim
directed to that invention be limited o encompass all of them.” £-FPass, 343 .34 at 1370;
accord Howmnedica, 540 F.3d at 1345 (discussing £-Pass).

Blackberry has also cited Applied Materials, Inc, v. Advanced Semiconductor Materials America,
Inc., 898 F.3d 1563, 1573 (Fed. Cir. 1996). In Applied Materials, the patent specification
disclosed a problem of electrostatic contamination in the context of a "cold purge” from a
chamber:

As explained in the | | . specification, static charges are not a8 problem during
subseguent purges of the chamber because after the initial steps the temperature
of the chamber remaing above about 180° C, the temperature above which static
charges do nob exist,

In the invention of the . . . patent, static charges during the initial "cold” purges ars
eliminated by operating the lamps at a low level during the initial gas flow steps.

dok ok

The district court Tound that "cold purge process” means temperatures below 180°
C, and that the | | | invention was directed to the use of heat sufficiently high to
remove slectrostatic contaminagtion in the initial purge steps, that is, heat ahove
about [*62] 18{° C, in a reactor whose ¢perating conditions include temperatures
below 1807 C. "Cold purge” is interpreted in Bght of the problem the | | | patent
solved: the elimination of elecirostatic contamination during the initial purge step.

Id. at 1571, 1573, The limitation imposad in Applied Materials was thus founded on infrinsic
disclosures regarding ciroumstances in which the stated problem presented itself, Here, by
contrast, Blackberry relies upon extrinsic evidence in support of the proposed "crcuit-switched”
fimitation, The patents-in-suit contain no reference o crouit-switched networks, Applied
Materials is therefore distinguishable,

The Court accordingly rejects Defendants’ proposed "over wires” and “circuit-switched”
limitations, The parties are otherwise in agreement as 1o the proper meaning of the disputed
terms, as set forth by Plaintift's alternative proposed constructions, Although the plain and
ordinary meaning of the disputed terms may well be readily understandable once Defendants’
proposed imitations have heen rejected, the existence of cormmon ground in the parties’
proposals is notable and should be given affect,

As to Defendants’ statement that Plaintiff's proposals [*¥63] would "encompass a tin can
Rembrahdt Wikekgs{ Dk, No, 182 at 24), Defendants’ concern i3 unwarranted because other
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clatm language appropriately limits the scope of the claims. Further, to whatever extent
Defendants’ concarn relates o validity, such arguments are of limited relevance during claim
construction proceedings. See Phiflips, 415 F.3d at 1327 ("[Wie have certainby not endorsed &
regime in which validity analysis is a regular componant of daim construction. ™).
For all of these reasons, the Court hereby construes the disputed terms as sat forth in the
following chart:

Tarm Construction
“communicationis] device” & device that sends or recaives information”
“davice that transmits” “a device that sends information™
“iogic configured to transmit” “logic configured to send information™

. "training signal” and "trailing signal”
“raining signal”

Plaintiff's Proposed Defendants’ Proposed Construction

Construction

"a transmission that signifies "a distinct transmission that establishes properties of &

the beginning of a subsegquent data transrmission and that can have a different
communication session” intended destination from the subsequent data transmission”

“traiting signal’™

Plaintiff's Proposed Defendants’ Proposed Construction

Construction

"a transmission that signifies "a distinct transmission that follows a data transmission and
the end of a communication that can have a different intendead destination from the data
session” transmission”

Dk, [*64] MNo. 97 at 24; Dki. No, 102 at 20, The parties submil that the first of these
disputed terms appears in dependent Claims 29, 31, and 36 of the 228 Patent. Dkt No. 81, Bx.
A at 20. The parties submit that the second of these disputed terms appears in dependeant
Claitm 51 of the '228 Patent. Id. at 21.

Shortly before the start of the May 30, 2014 hearing, the Court provided the parties with the
following preliminary constructions for these disputed terms: "training signal” means "a
transmission that signifies the beginning of a transmission sequencs and determinas one or
more properties of the transmission sequence”; and "trailing signal” means "a ransmission that
signifies the end of a transmission sequence.” Plaintiff had no opposition to these preliminary
constructions. Defendants weare opposed,

{1) The Parties’ Positions

Plaintiff argues that Defendants’ proposals "improperly limit the claims o part of a preferred
embodiment, in which some training and trailing signals 'can have a different intended
destination from the subssquent data transmission.”™ DKL No. 97 at 25, Plaintilf explains that
"Twihile in a preferred embodiment some of the training and trailing signals have a different
[*65] intended destination than the data transmission, others do not.” 7d. at 26 {discussing
580 Patent at Figure 8). Plamiiil aise argues that Defendants’ proposal of "distinct” is vague
and "has zero support in the record™ DiL No, 37 at 25 & 27, Plaintiff submits that "[tThe
specification focuses on the order and function of the components—not thelr 'distinciness.™ fd
at 27.

As o "training signal,” Defendants respond that the "capab[ility] of having a different intendead
destination from the subsequent data transmission”™ is "central to the alleged invention.” Dk,
Werithahdniaigionts i
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[Tihe purpose of the purported invention is to enable two (or more) tribs o use
different modulation methods on the same circuit, The alleged invention
accompiishes this via a raining signal, When the master intends to send data to &
type B trib, it first sends a training signal o the type A trib. [7580 patent[] at
&:3-G, The training signal notifies the type A trib that the master will switch to type
B modulation. Id. In response 1o the training signal, the type A trib temporarily
stops listening o signals on the line, Id. at 6:41-46. The masier then transmils
data o the type B trib [*66] using type B maodulation. Id, at 6:8-12.

Since the type A trib is not listening during the type B transmission, the type A trib
----- which does not understand bype B modulation — does not attempt to decode the
type B transmission. This avoids errars and delavs caused by tribs trying o decode
signais they do not understand. Moreover, the type B trib never recaives the
training signal, because it is only sent using type A modulation, which the type B
trib does not ynderstand, Seeid. at 5:67-6:2.

Dkt Mo, 102 at 21, Ag to thelr proposal of a "distinct” transmission, Defendants argue that the
specification "uniformly depicts the training signal s a discrete communication.™ Id. at 22
{citing 580 Patent at Fig. 5).

As to "trafling signal,” Defendants respond that "the specification teaches that, just as the
training signal notifies a type A tnb of an impending changs o type B modulation, the trailing
signat notifies the type A trib that the type B data transmission is over. The trailing signal must
he capable of having a different intended destination from the corresponding data transmission
for the same reasons as the training signal.” Dkt Mo, 102 at 22 {citing '580 Patent at 6:16-133.
[*67] Finally, Defendants emphasize that thelr propusals "state that the training and tratling
signals 'can have' different intended destinations from the intervening data transmissions, not
that they must,” Id, at 23,

Plaintiff replies that aithough one of the disclosed embodiments is consistent with Defendants’
proposed constructions, Figure 8 illustrates a "communication session 170" in which "the
training signal, communication signal, and trafling signal all have the same intended
destination—ithe Type A transcaiver.” Dikt. No. 103 at 9. Finally, Plaintiff arguss that "the
specification focuses on the order and function of the transmitted components, not whether
they are "distinct,™ Id.

At the May 30, 2014 hearing, Defendants reiterated that the destinations need not necessarnly
be different, Nonetheless, Defendants explained, that capability is a limitation because the
central purpose of a training signal is to instruct a trib o ignore a subsequent transmission.
Uefendants alse submitted that they would be amenable 1o substituting the word "discrete” for
the word "distinet” in Defendants’ proposed constructions,

Plaintiff responded that 3 "training signal” can alse be useful for enabling [*¥68] & master in
change modulation methods when communicating with a bilingual trib, perhaps to overcome
interference by using a more robust modulation method,

(27 Analysis
The disputad terms appear in Clabms 29, 31, 36, and 51 of the 2248 Patent, which recite
{emphasis added):
29. The master communication device as in claim 26, wherein the first transmission
seqguence includes a fraining signal.

*ow ¥

31. The master communication device as in caim 29, wherein the Gaining signal
Remkranetisslass! level compensation.
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36. The master communication device as in daim 29, wherein the &aining signal
includes parameters for the selection of optional features.

FoN oW

51. The master communication device as in claim 26, wherein the master
communication device is configured (o transmit a fraifing signal to complete the
masier communication transmission.

Mothing in these dependent claims requires that the recited "training signal” or "railing signal”
must be capable of having a different intendad destination than the data transmission. Claims
31 and 38 depend from Claim 29, which in turn depends from independent Caim 26, Claim 26
recites the antecedent hasis for "the first transmission seguence” recited [*69] in Claim 29
{emphasis added; formatting modified):

256. A master communication device configured to communicate according to 3
masier/siave relationship in which a slave communication from a slave device o
the master communication device occurs in response o a master Communication
from the master communicalion device 10 the slave device, the master
communication device comprising:

a transceiver configured 1o fransmil signals over a communications medium to g
slave device using at least two different types of modulation methods and to
receive one or more responses over the communication medium that comprise at
east respective response data that is modulated according to one of the at least
two differant types of moduiation methods, the at least two different types of
madulation methods comprising a first modulation method and a second
modutation method,

wherein the transmitted signals comprise frst transmitted signals and second
transmitted signals,

the first fransmitted signals comprise at 1east two Lransmission Sequences,

the at least two transmission sequences include a first transmmission sequence and a
secoid Lransmission sequencs,

the transceiver is configured 1o transmit the first [*70] transmission seguence
using the first moduiation method, and

the transceiver is contigured o transmit the second Bransmission SeqUence using
the second modulation method wherain:

the first fransmission sequence includes information that is indicative of an
impending change in modulation method from the first modulation method to the
second modulation method,

the second transmission seguence includes a pavicad portion that is transmitted
after the first transmission sequeancs,

the first fransmitted signals include first address information that is indicative of
the slave device heing an intended destination of the pavioad portion,
Rembrandt Wireless
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the second transmitted signals comprise at least a third transmission sequence and
a fourth ransmission sequence,

the transceiver is contigured o transmit the third transmissien sequence using the
firet modulation method,

the transceiver is configured o transmit the fourth transmission seguence using the
first modulation method,

the third transmission sequence includes information indicative that the fourth
transmission sequence will be transmitted using the first modulation method,

the fourth transmission seqguence includeas a second pavicad portion that is
transmitted [*¥71] after the third transmission seguence, and

the second transmitted signals inciude second address information that is indicative
of a specified siave device being an intended destination of the second pavioad
BOrEon.

Claim 26 thus recites "first transmitted signals” that include 3 "first transmission seguence”
using a first modulation method and a "second transmission seguence” using a second
modulation method, The "first transmission seguence” indicaies a change from the first
modulation method to the second modulation method, and "the second transmission seguence
includes a payioad portion that is ransmitted after the first ransmission sequenca.” The "first
transmitted signals” atso Minclude first address information that is indicative of the slave device
being an intended destination of the payicad portion.” Claim 26 further redites "second
transmitted signals” with Hmitations comparable 1o those of the "first transmitted signais,”
except that both transmission seguences are transmitted using the first modulation method.

Mowhere does Claim 26 recite that the first tranasmission seguence must be able 1o have an
intended destination different from that of the subseguent pavioad, Claim [*72] 26 thus
contains no support for imposing any such limitation on the "raining signal” that is recited in
dependent Claims 29, 31, and 26, Similarly, nothing in the claims suggests any such fimitation
as to the "railing signal” recited in Claim 51.

Defendants have submitted that, in some cases, disclosurs of a critical Teature Tor achisving a
central objective can warrant Hmiting the daims accordingly. See Affoc, 342 F.3d at 136%9-70
{noting that the "specification . . . criticizes prioy art floor systems without piay” and finding
that the "specification read as a whole leads to the inescapable conclusion that the claimed
invention must include play i every embodiment™); see giso Honeywsell Int’l, Inc. v. ITT Indus.,
457 F.2d 1312, 1318 {Fed. Cir. 2806) ("The written description’s detailed discussion of the prior
art problem addressed by the patented invention, viz., leakage of non-metal fuel filters in EFI
[(electronic fuel injection)] systems, further supports the conclusion that the fusl filer is not a
preferred embodiment, but an only embodimant.™).

This is not such & case. The specification uses the tarms "training signal,” "training sequence,”
"trailing signal,” and "trailing [*73] segueance” several times but does not mandate that such
signals or seguences be capable of having a different intended destination than a data
transrnission. For example, the specification discioses:

[Blefore any communication can begin in [prior art] multipoint system 22, the
rnaster transceiver and the tribs 26-26 must agree on a common modulation
method, If a2 common modulation mathod is found, the master transceiver 24 and a
singie iril 26 will then exchange sequences of signals that are particular subsets of
all signals that can be communicated via the agreed upon common modulation
RembratidtdWirelesseguancas are commonly referred 1o as fraining signals and can be
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used for the following purposes: 13 to confirm that the common modulation method
is available, 2) to establish received signal level compensation, 3) to establish time
recovery and/or carrier recovery, 4) to permit channeal equalization and/or echo
canceliation, 5) o exchange parameters for opmizing performance and/or 1o
select optional features, and 8} to confirm agreement with regard 10 the foregoing
purposes prior to entering into data communication mode between the users. In a
multipoint system, the address of the trib [%¥74] with which the master is
establishing communication is also transmitted during the training interval, At the
end of a data session a communicating pair of modems will typically exchange &
sequence of signals known as traifing signals for the purpose of reliably stopping
the sescion and confirming that the session has been stopped. In a multipoint
systam, fallure to detect the end of a session will delay or disrupt a subseqguent
session,

Referring now to FIG. 2, an exemplary multipoint communication session is
tustrated through use of a ladder diagram. This system uses polled multipoint
cornmunication protocst, That is, a master controls the inttiation of s own
transmission o the tribs and permils transmission from a trib only when that trib
has been selected. At the beginning of the session, the masier transceiver 24
establishes a common modulation as indicated by sequence 32 that is used by both
the master 24 and the tribs 283, 28b for communication. Gnee the modulation
scheme is established among the modems in the multipoint systeny, [tThe master
transceiver 24 transmits a fraining sequence 34 that includes the address of the
trib that the master seeks to communicate with. In this [*75] case, the fraining
seguence 34 includes the address of trib 26a. As a rasult, trib 28b ignores fraining
seguence 34, After completion of the fraining seguence 34, master transceiver 24
transmits data 36 to trib 26a followed by traffing sequence 38, which signifies the
end of the communication session, Similarly, with reference o FIG. &, the saguence
170 Hustrates a Type A modulation fraining signal, followed by 8 Typa A
rodufation data signal. Note that trib 26b ignores data 36 and frafling seguence 38
as it was not requested for communication during fraining seguence 34.

At the end of frailing sequence 38, trib 20z transmils fraining sequence 42 to
initiate a communicalion session with master transceiver 24. Becauss master
transceiver 24 selected trib 26a for communication as part of franing sequence 34,
trib 20a is the only modem that will return g transmission. Thus, trik 26a transmits
data 44 destined for master transceiver 24 followed by braifing sequence 46 o
terminats the cormmunication session.

The foregoing procedurs is repaated excepl master transcaiver identifies trib 26b in
fraining sequence 48 In this case, trib 263 ignores the fraining sequence 48 and
the subsequent [¥76] transmission of data 52 and fraifing sequence 54 because it
does not recognize its address in fraining sequéence 48, Master transceiver 24
transmits data 52 to trib 26b followed by Irailing sequence 54 1o terminate the
communication session, Similarly, with reference to FIG. 8, sequence 172 illustrates
a Type A moduiation signal, with notification of a changel] to Typel] B, followed by
& Typell B modulation data signal. To send information back 1o master transcebver
24, trib 26h transmits raining segueance 56 to establish a communication session,
Master transceiver 24 is conditioned to expect data only from trib 26b because trib
20h was selected as part of fraining sequence 48, Trib 26b transmits data 58 to
master ransceivar 24 terminated by raifing sequence 62,

228 Patent at 4:3-5:7 {emphasis added).

Referring now 0 FIG. 4, a multipoint communication system 100 is shown
comprising a masier ransceiver 64 along with a plurality of tribs 66-66. In this
example, two tribs 66a-66a run a type A modulation method while one trib 66b
Rembraadt Wisetegwdutation methad. The present invention permits a secondary or
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embedded modulation method (&.g., type B) 1o replace the standard modulation
method [*¥77] {e.q., type &Y after an initial tralning seguence. This allows the
master transcaiver 64 o commmunicate seamiesshy with tribs of varving types.

dok ok

To switch from type A modulation to type B modulation, master transceiver 64
bransmits a raining seguence 106 1o type A tribs 66a in which these tribs are
notified of an impending change to type B modulation. The switch to type B
modutation could be Imited according 1o a spedfic time interval or for the
communication of a particular guantity of data, After notifying the type A tribs 66a
of the change to type B modulation, master transcaiver 64, using type B
moadulation, transmits data along with an address in sequeance 108, which is
destined for a particular tyvpe B trib 66k, In an example, embedded modulation
permits a secondary modulation to replace the usual primary modulation for a user
data segment located after a primary training segueance. For exampils, master
transceiver 64 may change to modulation Tvpe B and may convey user information
te type B irib 66h.

Id. at 6:4-13 & 6:27-44 {emphasis added).

To initiate a8 communication session with a type A trib 68a, master transcaiver 64
transmits a training sequence 126 in which an addrass of [*¥78] 2 particular type &
trily 66a is identified, The identified type A trib 66a recognizas it own addrass and
transitions to state 128 o raceive data from master transceiver 64 as part of
seguence 132,

After completing transmission sequence 132, which may include a user data
segment transmitted using the usual primary {2.4., type &) modulation, master
transceiver &4 transmits a fraffing seguence 134 using type A modulation signifving
the end of the current communication $8ssion.

Id. at 7:11-21 {emphasis added). Contrary to Defendants’ arguments, the specification does
not establish that the sole purpose of a training signal, for example, must be o notify a trib
that the trib will not understand the subsequeant data transmission because that data is
intended for a different trib, See Dk, No. 102 at 21-22.

As 1o extringic evidence, Plaintiff has cited a dictionary definition of "header” as: "Identification
or control information placed at the beginning of a file or message. Confrast: trailer.” Dk, No.
97, Ex. 3, The IEEE Standard Dictionary of Electrical and Electronics Terms 479 (1998, Plaintiff
has also cited definitions of "trailer” as: "Identification or control information placed at

[*79] the end of a file or message. Condrasi: header”; and "The contiguous control bits
following & transmission that contain information used for such purposes as bit error detection
and end-of-transmission indication. Confrast: header.” Id. at 1126,

The claims, spacification, and extrinsic evidence are therefore gl consistent with Plaintiff's
proposal that a "training signal” marks the beginning of a communication session and a "trailing
signal” marks the end of & communication session.,

As to Defendants’ proposals, Defendants have not argued that "training signal” and "trailing
signal” are colned terms that the patentee defined in relation o what Defendants have arqued
is the sole purpose of the invention. To the extent that the specification disclnses training and
traiting signals that have destinations different from those of associated data transmissions,
that capability Is a feature of preferred embodiments and should not be imported into the
claims, See Comark, 156 F.3d at 1187 ("[The specification] simply details how the video delay
circuit is 0 be used in a single embodiment of the invention.”}. The Court therefore rejects
Defendants’ argument that the "iraining signal” and "trailing [*80] signal” must be capable of
'Renbiaftievireiakded destination than an associated data transmission.
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Similarly, as noted above, Defendants have relied upon tems 106, 128, and 138 in Figure 5 o
support their argument that the "training signal” and "trailing signal” must be “distinct” or
"disorete” transmissions, Figure 5 is reproducad here:

Defendants have failed to demonstrate that this Hlustration of a preferred embodiment is
miting. See MBO Labs., 474 F.3d at 1333 ("patent coverage is not necessarily imited to
inventions that look like the ones in the figures"), Defendants’ proposals in this regard are
therefore rejectad,

AS to the profer constructions,; Plaintiff's use of the word "signifies” is supported by the
Rembrandt Wireless
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specification, particularly as o the term "trailing signal.” See '228 Patent at 4:432-45 ("'master
transceiver 24 transmits data 36 to trib 26a followed by trailing sequence 38, which signifies
the end of the communication session™) & 7:19-21 ("master transceiver 64 transmits & trailing
sequence 134 using type A moduiation signifying the end of the current communication
session”). The above-quoted disclosures demonstrate that a "training signal” should be
construsd [*¥81] in a similar manner.

Finatlty, at the May 39, 2014 hearing, Plainliff had no obijection to Defendants’ proposal that a
"training signai”’ must Testablishi] properties of a subsequent data transmission.”

The Court accordingly hereby construes the disputed terms as set forth in the following charts

Term Construction
“a transmission that signifies the beginning of &
“training signal” transmission sequence and determines one or mors

proparties of the transmission seguence”

“a transmission that signifies the end of & transmission
sequesnce”

“tratling signal”

£. "signal level compensation”
Plaintiff's Proposed Construction |Defendanis’ Propossd Construction
"adiusting signat parameters in the
receiyer’®

"adiusting the amplitude characteristics of a receiver”

FOOTNOTES

& Plaintilf previously proposed: "adjusting signal parameters in the recaiver to minimize
receiving errors.” Dk No, 81, BEx. A at 19,

Okt No. 97 at 27; DkE, No. 102 at 26. The parties submit that this term appears in Claim 31 of
the 228 Patent, Dki, No. 81, BEx. A at 19,

Shortly before the start of the May 30, 2014 hearing, the Court provided the parties with the
following preliminary construction for this disputed termy: "adjusting signal parameters in
[*82] the receiver.” Plaintiff had no opposition 1o the Court’s preliminary construction.
Drefendants were oppoased.

(1) The Parties’ Positions

Plaintiff argues that "just as there are many different 'signal levels’—Defendants’ dictionary
acknowhedges 'voltage, current, power, phase shift, or freguency,' o name a few—there are
rany different ways to compensate those signal levels, For example, the frequency or phase
shift of & signal may be compensated independent of the signal's amplitude.” Dkt No. 97 at 28,

Defendants respond that "[tlechnical dictionaries [{guoted below)}] define 'signal level’ as the
strength or power of a signal.” Dkt No. 102 at 26, Defendants arque that Plaintiff's proposed
construction "fails to give meaning to the word flevel™ Id. at 27, Defendants explain that
"frequency represents the number of signal oycles in a given time pericd, and phase reflects the
signal's position on the x-axis {time). These are not measures of the signal’s flevel, i e, its
strength or power.” Id. Defendants argue that thelr multiple, unambiguous dictionary
definitions outweigh Plainuff's "lons and secondary definition.” Id. at 28,

Plaintiff replies that the extrinsic dictionary definitions [*83] cited by the parties do not limit
Rembrandt Wireless
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"signal level” 1o "amplitude.” Dkt No. 143 at 10,

At the May 30, 2014 hearing, Defendants acknowledged that frequency and phase are
characteristics that may be said to have a "level,” but Defendants maintainad that a parson of
ordinary ckifl in the art at the relevant time would have understood "signal level” as referring to
amplitude. Plaintiff responded that none of the evidence cited by Defendants refers to
"amplitude.” Defendants replied that they would have no obiection o a construction that
referred 10 "strengih” instead of "amplitude.” Defendants nonetheless reiterated that inno
event should the disputed term encompass frequency or phase,

(2} Analysis
Claimn 31 of the 228 Patant recites:

31. The master communication device as in caim 29, wherein the training signal
establishes signal level compensation.

Claim 31 depends from Claim 29 and, in turn, Claim 26, but nothing in these claims informs the
meaning of "signal level compensation.” Likewise, the specification identifies "signal level
compensation” as one of the uses of training signals (see '580 Patent at 3:53-5063, but the
specification does not stherwise discuss the terny.

Plaintiff submits [*84] a technical dictionary definition of "compensation” as: "The controlling
elemants which compensate for, or offset, the undasirable characteristics of the process (o ba
controlied in the system.” Id., BEx. 4, Modern Dictionary of Electronics 184 {6th ed. 1997}, This
aspact of the disputed term does not appear 1o be in dispute. Instead, the parties disagras on
the scope of the term "signal level”

Plaintiff has cited a technical dictionary definition of "signal level” as: "The magnitude of a
signat parameter or element, such as the magnitude of the electric field strength, voltage,
current, power, phase shift, or frequency.” DkE, Mo, 97, Bx. 27, Communications Standard
Oictionary 906 (3d ed. 1996). As Defendants have noted, however, that same dictionary
aiternatively defines "signal level” as: "A measure of the power of a signal at a specifiad point in
g communications system.” I

Defendants have also submitted additional dictionaries that define "signal level” in terms of
power. DKL, No. 102, Ex. 14, Dictionary of Commrnunications Technology 401 (2d ed. 1995)
{"The strength of a signal, generally expressad in either units of voltage or power.”); id., Bx.
15, Newton's Telecom Dictionary [¥85] 544 {11th ed. 1996 ("The strength of a signal,
genarally expressed in either absolute units of voltage or power, or in units relative 1o the
strength of the signal at its source.™); id., BEx. 16, Dictionary of Telecommunications 350 {19813
("The magnitude of a signat at a point in & telecommunication circull, This can be expressed as
an absolute power level in decibels relative 1o one milliwatt (dBm).") (italics omitied),

In reply, Plaintiff has dted extrinsic articles that refer to signal "frequency level” and signal
"phass level” Dkt No. 103, Ex, 38, Hamid Nawab, &t al., Diagnosis Using the Formal Theory of
a Signal-Processing System 373 (1987 id., BExX. 39, Marco Antonio Chamon & Gerard Salut,
Farticle Fiftering of Radar Signals for Non-Cooperaling Targel Imaging 1041 {1998); see id., Bx.
40, 1.5, Pat. No. 3,853,798 at 3:56-63. Plaintilf argues these articles astablish that fregquency
and phase can cach have a "level”

These competing definitions and usages demonstrate why extringic sources must be considered
with caution. See Phillips, 415 F .34 at 1321 {"{Hisavy reliance on the dictionary divorcad from
the intrinsic avidence risks transforming the meaning of the claim term o the [*86] artisan
inte the meaning of the term in the abstract, out of its particular context, which is the
specification. * * * [Tihere may be a disconnect belween the patentee’s responsibility Lo
describe and claim his invention, and the dictionary editors’ objective of aggregating all possible
Rembrandt:\Wirglegr words.™); see aiso id. at 1322 ("There is no guaraniee that a term i3
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used in the same way in a reatise as it would be by the patentes. In facy, disorepancies
between the patent and treaticses are apl to be common because the patent by s nature
describes something novell™).

Un balance, because the specification refers to "phase . . . modulation” as well as "amplitude
modulation” {see id. &1 2:5-6), the Court rejects Defendants’ reliance on extrinsic evidence and
accordingly rejects Defendants’ propoesal to limit the disputed term o amplitude. See Philfips,
41% F.3d at 1321,

The Court therefore hereby construes “signal level compensation” 1o mean "adjusting
signal paramsters in the recabver.”

F. "a first portion of the first communication indicating that the second moduiation
method will be used for moduiating the payicoad data in the payicad portion of the
first communication”
Plaintiff's Proposed
Construction

Defendants’ Proposed Construction

"a first portion of the first communication indicating that the second
modutation method will be used instead of the first moduiation
method for modulating the payload data in the pavicad portion of
the firel communication™

Mo construction
necessary; plain and
ordinary meaning applies.

Dk, [*87] No, 97 at 29; Dkt No, 102 at 28, The parties submit that this term appaars in
Claim 22 of the '228 Patent, Dk No, 81, Ex, A at 21,

Shorthy before the start of the May 30, 2014 hearing, the Couwrt provided the parties with the
following preliminary construction Tor this disputed term: "Plain meaning.”

{1) The Parties’ Positions

Plaintiff argues that "[tihe plain and ordinary meaning of the instant term is apparent on its
face and from the context of the surrcunding daim anguags.” Dki. No. 97 at 29, Plaintiff
further argues that Defendants’ proposed construction "inject]s] an 'instead of the first
modulation method’ limitation” that "is unnecessary, because it does not help to darify or
explain the meaning of the instant term.” Id. at 30,

Diefendanis respond that "[tlhe specification discioses a training signal that indicates a change
te a different modulation method.” Dk, No. 102 af 28, Defendanis argus: "Claim 22 therefore
must be construed to require an indication of an impending change 1o a second modutation
method {i.e., that "the second modulation method will be used instead of the first modulation
method™), not simply that a second modulation method will be used.” Id, at 29,

[*88] Defendants conclude thet "[plermitting the daim 10 encompass a mere indication of the
forthcoming modudation method, rather than a change 1o that method, would result in 3 failure
of both the written description and enablement reguirements under [35 U.5.C] Section 112
(ay.” Id. &t 30,

Plaintiff replies that "Defendants’ construction adds unnecessary verbiage to an unambiguous
claim.” Dk, No. 103 at 10.

At the May 30, 2014 hearing, Plaintiff acknowledged that the disputed term and the
surrounding caim fanguage reqguire a change from one modulation method o another
modulation method. Plaintiff maintained that because this is olsar on the face of the claim, no
construction is necassary. Flaintiff concluded that Defendants’ proposad construction should be
rejected as tending to introduce a new limitation or as otherwise confusing the meaning of the
claim. Defendants responded that clarification s warranted because the entire purpose of the
IRERBEShEWIrsle gsto notify and then 1o change modulation methods,
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{2} Analysis
The Summary of the Invention refers te a "change in modulation™;

The present invention disclosed herein includes methods and systems for
communication of data according [*¥89] to a communications method in which a
master ranscaiver communicates with ong or more slave transceivers according o
a master/siave relationship,

The second message may comprise third information (e.qg., first information of the
second messageshigh data rate meassage ), and the third information may be
maodulated according to the first modufation method. The third information may be
indicative of an impending change in modulation to a second modulation method
for transmission of fourth information {e.g., second information of the second
rnessage/high data rate message),

228 Patent at 2:27-31 & 2:51-56 {emphasis added)}, The specification similarly discloses:

To switch from fvpe A modufalion to type B modulation, master transceiver 64
transmits a training sequence 106 to type A tribs 66a in which these tribs are
notified of an impending change 1o type B modulation. The switcl o fyvpe B
modutation could be mited according to & specific time interval or for the
communication of a particular quantity of data. After nolifying the type A tribs 663
of the change to type B modulation, master transceiver 64, using tvpe B
maodulation, transmits data along with an address in sequence 108, which [*%90] is
destined for a particular type B trib 66b. In an exampie, embedded modulation
permits a secondary modulation (o replace the usual primary moduiation for a user
data segment Iocated after  primary raining sequence, For example, master
transceiver 64 may change to modulation Type B and may convey user information
to type B rib &8h. The type B trib 86h targeted by the master transceiver 64 will
transition to state 112 as shown in FIG, & upon detecting s own address where it
processes the data transmitted in sequence 108,

Id, at £:27-44 (ermphasis added); seeid. at Figs. 5, 7 & 8 (lustrating "Change to Type B

Claimn 22 of the 228 Patent, which is the only claim that contains the disputed term, recites
{emphasis added):

22. A communication device configured o communicate according 1o &
mastar/slave relationship in which a slave communication from a slave 1o a master
cocurs in response o a master communication from the master o the siave, the
device comprising:

a transceiver in the roie of the maeaster acoording to the master/siave relationship
that is configured te send at least a phlurality of communications, wherain each
communication from among sald plurality of communications [*¥91] comprises at
least a respective first portion and a respactive pavicad portion, wherein each
communication from among said pluraiity of communications is addressed for an
intended destination of the respective pavicad portion of that communication, and
wherein for each cormmunication from among said plurality of cornmurtications:

said respactive first portion is modulated according to a first
moduiation method from among at igast two types of moduiation
methods, wherein the at ieast two types of modulation methods

comprise the first modulation method and a second modulation
Rembrandt Wireless
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method, whersin the sacond moduiation method is of a different type
than the first modulation method,

said respective first portion comprises an indication of which of the first
madutation method and the second modulation methaod is used for
madulating regpective pavicad data in the regpective pavicad portion,
and

the payload data s modulated according to at least oneg of the first
modulation method or the second modulation method in accordance
with what is indicated by the respective first portion;

the transceiver further configurad o send at least a first communication of the
plurality of communications such that pavicad [*¥92] data included in a pavipad
portion of the first communication is modulated according to the second modulation
method based on a first portion of the first communication indivating that the
second modulation method will be used for moduiating the payload dats in the
pavioad portion of the first communicalion, wherein the pavicad data is included in
the first communication after the first portion of the first communication;

the transceiver further configured to send at least a second communication of the
plurality of communications such that pavicad data included in a pavicad portion of
the second communication is modulated according to the first modulation method
bBased on & first portion of the second communication indicating that the first
madutation method will be used for modulating the pavioad data in the pavioad
portion of the second comimunication,

Un balance, the recital that the “first portion is modulated according to g first modulation
method"—ooupled with the recital in the disputed term that "the second modulation method will
be used for modulating the paylead data in the pavicad portion of the first communication”—is
clear on its face,

Furthar, as noted above, Piaintiff has [*¥93] agreed that the disputed tarm and the
surrounding caim fanguage reqguire a change from one modulation method o another
modulation method.

Defendants’ proposed clarification is therefore unnecessary and would tend 1o confuse rather
than clarify the scope of the claim. See U8, Surgical, 103 F.3d at 1568 ("Claim construction is
a matter of resciution of disputed meanings and tachnical scope, 1o clarify and when necessary
to explain what the patentee covered by the claims, for use in the determination of
infringement. It is not an obligatory exerdcise in redundancy.”); see aiso 02 Micro, 521 F.3d at
1362 {("[Dlistrict courts are not {and should not be) reguired to construe avary limitation
presend in a patent’s asserted caims.™), Finjan, Inc. v, Secure Computing Corp., 626 F.3d
1397, 1207 (Fed, Cir. 2010) ("Unlike 02 Micro, where the court falled o resolve the parties’
quarrel, the district court rejected Defendants’ construction. ™).

The Court accordingly hereby expressly rejects Defendants’ proposed construction and hareby
construes "a first portion of the first communication indicating that the second
modulation method will be used for modulating the payicad data in the pavioad
portion [*¥94] of the first communication™ o have its plain mesaning.

CONCLUSION

The Court adopts the constructions set forth in this opinion for the disputed terms of the
patents-in-suit,

Rembrandt Wireless
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The parties are orderad that they may not refer, directly or indirectly, to each other's claim
construction positions in the presance of the jury. Likewise, the parties are ordered to refrain
frorm mentioning any portion of this opinion, other than the actual definitions adopted by the
Court, i the presence of the jury. Any reference to claim construction proceedings is imited to
informing the jury of the definitions adoptad by the Court,

SIGNED this 10th day of July, 2014,

/s Roy 5. Payne

ROY &, PAYNE

UNITED STATES MAGISTRATE JUDGE
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO.
90/013,809 09/12/2016 8457228 110797-0019-502 7821
15027 7590 09/22/2016
) ) EXAMINER
Condo Roccia Koptiw LLP |
1800 JFK Boulevard WEAVER, SCOTT LOUIS
Suite 1700
Philadelphia, PA 19103 | ART UNIT | PAPER NUMBER
3992
| MAIL DATE | DELIVERY MODE
09/22/2016 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Rembrandt Wireless
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Y, TJTWITED BTATER PATENT AND TRADEMARK OFFICE

Corarmissioner for Patents

Linited States Patent and Trademark Office
P.C. Box 1450

Alexandria, WA 2231 31480

gy JSEEIT G, G o

DO NOT USE IN PALM PRINTER

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS)
ROPES & GRAY LLP PRUDENTIAL TOWER
IPRM DOCKETING - FLOOR 43
800 BOYLSTON STREET
BOSTON, MA 02199-3600

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. 90/013,809.

PATENT NO. 8457228.

ART UNIT 3992.

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(g)).

Rembrandt Wireless
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Control No. Patent Under Reexamination is
. . . Requested
Ex Parte Reexamination Interview Summary — | 90/013 809 8457228
Pilot Program for Waiver of Patent Owner’s | Examiner Art Unit
men
Statement WEAVER, SCOTT 3992

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address. --

All participants (USPTO official and patent owner):
(1) PATRICIA VOLPE, OCRU (3)

(2) JOSEPH R. KLINICKI, 68505 (4)

Date of Telephonic Interview:09/20/2016.

A. The USPTO official requested waiver of the patent owner’s statement pursuant to the pilot program for
waiver of patent owner’s statement in ex parte reexamination proceedings.”

|:| The patent owner agreed to waive its right to file a patent owner’s statement under 35 U.S.C. 304 in the event
reexamination is ordered for the above-identified patent.

|Z| The patent owner did not agree to waive its right to file a patent owner’s statement under 35 U.S.C. 304 at this time.

|:| USPTO personnel were unable to reach the patent owner.**

B. The Patent Owner of record telephoned the Office and indicated they would like to participate in the pilot
program for waiver of patent owner’s statement in ex parte reexamination proceedings.*

[] The Patent owner of record telephoned the Office and agreed to waive its right to file a patent owner’s statement
under 35 U.S.C. 304 in the event reexamination is ordered for the above-identified patent.

The patent owner is not required to file a written statement of this telephone communication under 37 CFR 1.560(b) or
otherwise. However, any disagreement as to this interview summary must be brought to the immediate attention of the
USPTO, and no later than one month from the mailing date of this interview summary. Extensions of time are governed
by 37 CFR 1.550(c).

*For more information regarding this pilot program, see Pilot Program for Waiver of Patent Owner’s Statement in Ex

Parte Reexamination Proceedings, 75 Fed. Reg. 47269 (August 5, 2010), available on the USPTO Web site at
http://www.uspto.gov/patents/law/notices/2010.jsp.

**The patent owner may contact the USPTO personnel at (571) 272-7705 or at the telephone number provided below if
the patent owner decides to waive the right to file a patent owner’s statement under 35 U.S.C. 304.

/PATRICIA VOLPE/ (571)272-6825
Signhature and telephone number of the USPTO official, who contacted, was contacted by, or attempted to contact the patent owner.

cc: Requester (if third party requester)

U.S. Patent and Trademark Office Paper No. 20160920
PTOL-2292 (1':1{-1 % Ex Ié’ﬁrWee amination Interview Summary — Pilot Program for Waiver of Patent Owner’s Statement
embran r
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Rothwell, Figg, Emnst & Manbeck Specific POA-Assiguee(s) Only

POWER OF Application/Patent | 13/19%,568 / 8,457,228
ATTORNEY Number
and Filing Date August 4, 2011
CORRESPONDENCE | First Named Gordon ¥F. Bremer
ADDRESS Inventor
INDICATION FORM | Agt Unijt 633
Examiner Name Dac V. Ha
Attorney Docket 3277-114
Mumber
Title System and Method of Communication
Using at Least Two Modulation
Methods

The below-named Assignee of record of the entire interest in the subject application, through
its authorized representative identified below, hereby revokes all previous powers of attorney
given in the above-identified application and hereby appoints the practitioners associated with
the Customer Number 86449 as my/our attorney(s) or agent(s) to prosecute the application
identified above, and to transact all business in the United States Patent and Trademark Office
cornected therewith.

Statement under 37 CFR 3.73(b}
A chain of title from the inventors, of the patent application/patent identified above, to the
current assignee as follows:
1. Assignment From: Summit Technology Systems, LP
To: Rembrandt Wireless Technologies, LP
The document was recorded in the U.S. Patent and Trademark Office at
Reel 027085, Frame 0636.

ACKNOWLEDGEMENT AND CONSENT BY ASSIGNEE TO OBTAIN
INSTRUCTIONS FROM ANOTHER PARTY

Asgsignee, through its undersigned anthorized representative, hereby acknowledges that the
practitioners appointed herein may obtain instructions as to any action to be taken in the ULS.
Patent and Trademark Office on any application to which this power of attorney may be
directed, or on any patent which may issue on any such application, from assignee’s third-
party agents or attorneys, or other designee, who bave been authorized by assignee to convey
such instructions, and assignee expressly consents to this arrangement. In the event of a
change in the persons from whom instructions are to be taken, the practitioners appointed
herein shall be so notified by the assignee.

Assiguee Name Rembrandt Wireless Technologies, LP} ‘éﬁ ;;5 Gere (o / iy Frth
i £
Signature of Authorized ? e 67 A eld Vicsimin Mﬂ”ﬂj ermentlce

Representative /)}/ﬂ/mmw
il e

Typed or Printed Name Sofex Lempiren,
Typed or Printed Title Serre »‘w;,,,
!%g%.%randt Wireless ?/ 2”?'// 206
Ex. 2012
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Electronic Acknowledgement Receipt

EFS ID: 27050751
Application Number: 90013809
International Application Number:
Confirmation Number: 7821

Title of Invention:

SYSTEM AND METHOD OF COMMUNICATION USING AT LEAST TWO
MODULATION METHODS

First Named Inventor/Applicant Name:

8457228

Customer Number:

15027

Filer:

Martin M. Zoltick/Tamika Miles

Filer Authorized By:

Martin M. Zoltick

Attorney Docket Number: 110797-0019-502
Receipt Date: 27-SEP-2016
Filing Date: 12-SEP-2016
Time Stamp: 18:00:51

Application Type:

Reexam (Patent Owner)

Payment information:

Submitted with Payment no
File Listing:
Document .. . File Size(Bytes)/ Multi Pages
Number Document Description File Name Message Digest | Part/.zip| (ifappl.)
164218

1 Power of Attorney Power_of_Attorney.pdf no 1
Rem :)randt Wireless 9c670c514aOOZacc5192276£;843350e66814536
Ex_2012

Warningsple Inc. v. Rembrandt Wireless Technologies, LP, IPR2020-00033
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Information:

Total Files Size (in bytes): 164218

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810}, a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.

Rembrandt Wireless
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Page 1 of 1

UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

BIB DATA SHEET
CONFIRMATION NO. 7821

SERIAL NUMBER F'L'NSA?E 371(c) CLASS GROUP ART UNIT ATTORNE&DOCKET
90/013,809 09/12/2016 375 3992 110797-0019-502
RULE
APPLICANTS
INVENTORS

8457228, Residence Not Provided,

REMBRANDT WIRELESS TECHNOLOGIES, LP, ARLINGTON, VA,;

SAMSUNG ELECTRONICS CO., LTD. (3RD PTY REQ.), GYEONGGI-DO, KOREA, REPUBLIC OF;
SAMSUNG ELECTRONICS AMERICA, INC. (3RD PTY REQ.), RIDGEFIELD PARK, NJ,

ROPES & GRAY LLP PRUDENTIAL TOWER, BOSTON, MA

*k CONTINUING DATA HARAARERAAAARRRR A ARk hdd
This application is a REX of 13/198,568 08/04/2011 PAT 8457228
which Is a CON of 12/543,910 08/19/2009 PAT 8023580
which is a CON of 11/774,803 07/09/2007 PAT 7675965
which is a CON of 10/412,878 04/14/2003 PAT 7248626
which is a CIP of 09/205,205 12/04/1998 PAT 6614838 -
which claims benefit of 60/067,562 12/05/1997

ke FOREIGN APPLICAT'ONS e s e e e o de ok de e de e e e de e
** |IF REQUIRED, FOREIGN FILING LICENSE GRANTED **

Forelgn Priorfy claimd O'ves Qo STATEOR | SHEETS | TOTAL [INDEPENDENT

35 USC 119(a-d) conditions met O ves O o a xllﬁgvs;tr?ée COUNTRY DRAWINGS CLAIMS CLAIMS

Verified and

Acknowledged “Examiners Signature Tritals 52 3
ADDRESS

ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W,

SUITE 800
WASHINGTON, DC 20005
UNITED STATES
TITLE
SYSTEM AND METHOD OF COMMUNICATION USING AT LEAST TWO MODULATION METHODS
ID Al Fees J
FEES: Authority has b er in P 0 1.16 Fees (Filing)
FILING FEE . AU Orlty as oeen given in Paper - -
RECEIVED [No. to charge/credit DEPOSIT ACCOUNT | 1.17 Fees (Processing Ext. of time)
12000 No. for following: 0 1.18 Fees (Issue)
{J Other
 Credit
**REMBrandt Wireless
Ex. 2012
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

APPLICATION NUMBER I FILING OR 371(C) DATE I FIRST NAMED APPLICANT I ATTY. DOCKET NO./TITLE |
90/013,809 09/12/2016 8457228 110797-0019-502
CONFIRMATION NO. 7821
15027 POWER OF ATTORNEY NOTICE
Condo Roccia Koptiw LLP
1800 JFK Boulevard IR A AT TR
Suite 1700 000000086120405

Philadelphia, PA 19103
Date Mailed: 09/29/2016

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 09/27/2016.

* The Power of Attorney to you in this application has been revoked by the assignee who has intervened as
provided by 37 CFR 3.71. Future correspondence will be mailed to the new address of record(37 CFR 1.33).

Questions about the contents of this notice and the
requirements it sets forth should be directed to the Office
of Data Management, Application Assistance Unit, at
(571) 272-4000 or (571) 272-4200 or 1-888-786-0101.

/tbell/

. page 1 of 1
Rembrandt Wireless
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

APPLICATIONNUMBER | FILING OR 371(C) DATE [ FIRSTNAMED APPLICANT | ATTY. DOCKET NO/TITLE |
90/013,809 09/12/2016 8457228 110797-0019-502
CONFIRMATION NO. 7821
6449 POA ACCEPTANCE LETTER
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W. IR A O R
SUITE 800 000000086120436

WASHINGTON, DC 20005
Date Mailed: 09/29/2016

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In Ex Parte Reexamination of : Group Art Unit: 2633
Gordon F. BREMER
Patent No.: 8,457,228 B2 : Control No.: 90/013,809
Issued: June 4, 2013
Reexam Request Filed: September 12, 2016

For:  SYSTEM AND METHOD OF COMMUNICATION USING AT LEAST TWO
MODULATION METHODS

Attn: Mail Stop “Ex Parfe Reexam”
Central Reexamination Unit

Office of Patent Legal Administration
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

PETITION REQUESTING THE DIRECTOR TO EXERCISE HER DISCRETIONARY
AUTHORITY UNDER 35 U.S.C. § 325(d)
PURSUANT TO 37 C.F.R. § 1.181(a)(2) AND/OR § 1.182

Pursuant to 37 C.F.R. §1.181(a)(2) and/or § 1.182, Rembrandt Wireless Technologies, LP
(“Rembrandt”) respectfully requests the Director to exercise her discretionary authority under 35
U.S.C. § 325(d) to reject the Request for Ex Parte Reexamination of claim 21 of U.S. Patent No.
8,457,228 (“Request”) filed by Samsung Electronics Co., Ltd., and Samsung Electronics
America, Inc. (collectively “Samsung”). By its plain language, the second sentence of § 325(d)
applies to such Requests in the same way that it applies to AIA review proceedings:

In determining whether to institute or order a proceeding under this

chapter, chapter 30 [the ex parte reexamination chapter], or chapter 31, the

Director may take into account whether, and reject the petition or request

because, the same or substantially the same prior art or arguments
previously were presented to the Office [emphasis added].
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This Petition is timely filed, i.e., within two months of Samsung’s filing of the Request
and prior to the Office acting on the Request. To the extent the Office believes any rules, such as
37 CF.R. § 1.530 or § 1.33, prevent consideration of Rembrandt’s Petition, Rembrandt further
petitions the Director to suspend such rules under the power granted to the Director by 37 C.F R.
§1.183.

Samsung’s present request is the eighth challenge it has made in the Office to U.S. Patent
No. 8,457,228 (the “‘228 Patent”) and the fourth challenge it has made to claim 21 in particular
(the claim challenged in its present Request)." A brief history of Samsung’s challenges to the
claims of the <228 Patent in the Office,’ including those to claim 21, is as follows:

On June 4, 2014, Samsung filed six petitions for inter partes review of claims of the ‘228
Patent. Three of these six petitions were denied with respect to all challenged claims because
Samsung failed to show a reasonable likelihood it would prevail on any of the grounds raised.
See IPR2014-00889, Paper 8, at 11(Dec. 10, 2014)(denied as to claims 1-3, 5 and 10-21);
[PR2014-00890, Paper 8, at 10 (Dec. 10, 2014)(denied as to claims 22, 23 and 25); and
[PR2014-00891, Paper 8, at 12 (Dec. 10, 2014)(denied as to claims 26-29, 31, 36-41, 43 and 47-

52). In the three others filed the same day, the petition was either granted with respect to some

' Samsung has also filed a Request for £x Parte Reexamination of claims 2 and 59 of U.S. Patent
No. 8,023,580 (the “*580 Patent”), the parent of the ‘228 Patent. With respect to the ‘580 Patent,
Samsung’s Request is its seventh challenge to the claims of that patent. See [IPR2014-00514, -
00515, -00518, -00519, 2015-00114 and -00118. Rembrandt has also filed a petition under 37
CFR § 1.181(a)(3) and § 1.182 asking the Director to reject Samsung’s Request for Ex Parte
Reexamination of claims 2 and 59 the 580 Patent for substantially the same reasons it is
requesting the Director to do so here.

* The 580 Patent and the ‘228 Patent are also the subject of a lawsuit in which Rembrandt
served the complaint on June 5, 2013 and asserted infringement by Samsung. Rembrandt
Wireless Technologies, LP v. Samsung Electronics Co., No. 2:13-cv-00213 (E.D. Tex.).
Samsung unsuccessfully challenged the validity of claims 2 and 59 of the ‘580 Patent and of
claim 21 of the ‘228 Patent in that lawsuit as well. That case is now on appeal at the Federal
Circuit, No. 16-1729.
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claims (IPR2014-00892, Paper 8, at 15 (Dec. 10, 2014)(granted as to claims 1-3, 5 and 10-20,
but denied as to claim 21)), or granted with respect to other claims (IPR2014-00893, Paper 8, at
14 (Dec. 10, 2014)(granted as to claims 22, 23 and 25) and IPR2014-00895, Paper 8, at 16 (Dec.
10, 2014)(granted as to claims 26-29, 31, 36-41, 43 and 47-52)). Two of Samsung’s six petitions
filed on June 4, 2014 included a challenge of claim 21, and in both instances its petitions for
review claim 21 were denied. TPR2014-00889, Paper 8, at 11, and IPR2014-00892, Paper 8, at
15. In each of these two cases, the Board determined that Samsung had not demonstrated a
reasonable likelihood of prevailing as to claim 21. /d.

Having failed in its first round of challenges with respect to claim 21 of the ‘228 Patent,
Samsung filed a seventh petition for inter partes review of the ‘228 patent on January 9, 2015,
presenting an additional reference (Siwiak) to support its allegations of obviousness. See
[PR2015-00555, Paper 20, at 2 (June 19, 2015). In its seventh petition attacking the ‘228 Patent,
Samsung limited its challenge to claim 21. This time the Board denied Samsung’s petition
through the exercise of the Director’s discretion under 35 U.S.C. § 325(d). In so doing, the
PTAB explained:

The difference between what Petitioner presents in this proceeding and
what Petitioner presented in IPR *892 with respect to claim 21 of the *228
patent is that Petitioner now offers Siwiak as support for the asserted
obviousness of placing address data in a message header as taught by Boer. ...
Petitioner, however, presents no argument or evidence that Siwiak was not
known or available to it at the time of filing IPR ’892. ...

Petitioner is requesting, essentially, a second chance to challenge the
claims. We, however, are not persuaded that a second chance would help
“secure the just, speedy, and inexpensive resolution of every proceeding.” 37
C.FR. §42.1(b). Permitting second chances in cases like this one ties up the

Board’s limited resources; we must be mindful not only of this proceeding, but
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of “every proceeding.” Id.; see also ZTF Corp. v. ContentGuard Holdings,
Inc., Case IPR2013-00454, slip op. at 5—6 (Board Sept. 25, 2013) (Paper 12)
(“The Board is concerned about encouraging, unnecessarily, the filing of
petitions which are partially inadequate.”) ....

In this proceeding ... we are not apprised of a reason that merits a
second chance. Petitioner simply presents arguments now that it could have
made in IPR "892, had it merely chosen to do so. [IPR2015-00555, Paper 20,
at 7-9. See also Samsung v. Rembrandt Wireless Tech., LP, IPR2015-00114,
Paper 14 at 7 (Jan. 28, 2015); Samsung v. Rembrandt Wireless Tech., LP,
I[PR2015-00118, Paper 14 at 6-7 (Jan. 28, 2015).]

The Board has consistently denied such “follow-on” petitions as representing
impermissible “second bites at the apple,” which use the prior institution decision “to bolster
challenges that were advanced, unsuccessfully, in [an earlier petition],” Unilever Inc. v. Proctor
& Gamble, IPR2014-00506, Paper 17 at 8 (July 7, 2014), “as a roadmap to remedy [petitioner’s]
prior, deficient challenge,” Butamax v. Gevo, Inc., IPR2014-00581, Paper 8 at 12-13 (Oct. 14,
2014), or “as an entry ticket, and a how-to guide ... to challenge those claims which [petitioner]
unsuccessfully challenged in the first petition,” ZTFE Corp. v. ContentGuard, IPR2013-00454,
Paper 12 at 6 (Sept. 25, 2013).

Indeed, in rebuffing such attempts to remedy earlier failures, the Board has especially
weighed whether a petitioner has demonstrated that the art or arguments were not known or
available to it at the time of filing the earlier petition. See, e.g., Unilever Inc. v. Proctor &
Gamble, IPR2014-00506, Paper 17 at 6, 8 (July 7, 2014) (“Unilever, however, presents no
argument or evidence that the seven newly cited references were not known or available to it at
the time of filing of [an earlier petition] ... Based on the information presented, we are persuaded
that the instant Petition uses our prior Decision on Institution to bolster challenges that were

advanced, unsuccessfully, in the [earlier petition].”); Butamax v. Gevo, Inc., IPR2014-00581,
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Paper 8 at 12-13 (Oct. 14, 2014) (“Our discretion to deny these grounds is further guided by
several additional facts. First, we note that Butamax does not contend that the newly cited
references were not known or available to it at the time it filed the [earlier petition]. See
Unilever, Inc. v. Procter & Gamble Co., Case IPR2014-005006, slip op. at 6 (Board July 7, 2014)
(Paper 17) (considering, in exercising § 325(d) discretion, whether new references were
previously known).”).

In Samsung’s present Request, Samsung does not argue that the newly cited references
presented in its Request were not available to it at the time of its multiple earlier IPRs, and there
is no reason why Samsung should be afforded a “second bite” here.

Denying Samsung’s present Request is consistent with the legislative intent behind
§ 325(d), which is to prevent gamesmanship through the filing of multiple proceedings in a
piecemeal manner. See 157 Cong. Rec. S1042 (daily ed. Mar. 1, 2011) (Statement of Sen. Kyl)
(Sen. Kyl stating that § 325(d) “allows the Patent Office to reject any request for a proceeding,
including a request for ex parte reexamination, if the same or substantially the same prior art or
arguments previously were presented to the Office with respect to that patent.”) (emphasis
added)). See also Butamax, IPR2014-00581, Paper 8, at 13 (“Our discretion to deny these
grounds is further guided by several additional facts. First, we note that Butamax does not
contend that the newly cited references were not known or available to it at the time it filed the
[earlier petition].... Allowing similar, serial challenges to the same patent, by the same
petitioner, risks harassment of patent owners and frustration of Congress’s intent in enacting the
Leahy-Smith America Invents Act. See HR. Rep. No. 112-98, pt.1, at 48 (2011) (‘While this
amendment is intended to remove current disincentives to current administrative processes, the

changes made by it are not to be used as tools for harassment or a means to prevent market entry
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through repeated litigation and administrative attacks on the validity of a patent. Doing so
would frustrate the purpose of the section as providing quick and cost effective alternatives to
litigation.”)”). See also Conopco, Inc. dba Unilever v. Proctor & Gamble, IPR2014-00628,
Paper 21 at 11 (“the interests of fairness, economy, and efficiency support declining review — a
result that discourages the filing of a first petition that holds back....”).

Granting Samsung’s Request in this proceeding would incentivize patent challengers to
file serial petitions and requests and increase the burden on both the Office and patent owners in
having to respond to renewed attacks from unhappy challengers seeking a reconsideration of the
Office’s decisions denying institution and/or reexamination, based on arguments that the
challenger could have set forth from the beginning. Clearly, this was not the intent of Congress.

When Congress established ex partfe reexamination and the AIA review proceedings,
Congress wanted to provide a more efficient system for challenging patents and a way to reduce
litigation costs. However, in petitioning for multiple IPRs and now requesting ex parte
reexamination for claims it failed to establish unpatentability in the IPRs, Samsung was not and is
not seeking such efficiency and cost reduction. Samsung could have filed its IPRs (as well as its ex
parte reexamination requests) early in the district court litigation process, and moved to stay the
district court litigation. It chose not to do so. Rather, Samsung allowed the district court
litigation to advance and waited until the last possible day to file its first six IPRs challenging the
‘228 Patent claims — making a stay of the litigation unlikely and ensuring that the IPRs would not
reach the stage of a final written decision until gffer the district court case was tried in February
2015. This timing eliminated any risk that Samsung would be estopped (by a final decision from
the Office) from contesting validity at trial, and secured for Samsung another venue in which it

could seek to invalidate the patent in the event it lost at trial. Contrary to the intent of Congress,
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Samsung has timed its multiple challenges in the Office in a manner that actually decreases
efficiency and increases litigation costs.
Having failed yet a third time in challenging claim 21 of the ‘228 Patent through inter
partes review, Samsung now makes a fourth attempt by turning to another Office proceeding, ex
parte reexamination. Samsung presents no argument or evidence that was not known or available
to it at the time it filed the multiple inter partes reviews described above.’
Thus, for the reasons given above, including those the Board gave in denying institution
of IPR2015-00555 through the exercise of the Director’s discretion under § 325(d) (quoted
above), Patent Owner Rembrandt respectfully requests that the Director exercise her discretion in
this case to reject Samsung’s Request for £x Parte Reexamination of U.S. Patent No. 8,457,228,
Any fee required for submission of this Petition may be charged to Counsel’s Deposit
Account Number 02-2135.
Respectfully submitted,

Date: September 30, 2016 By:  /Nancy J. Linck/
Nancy J. Linck, Reg. No. 31,920
ROTHWELL, FIGG, ERNST
& MANBECK, P.C.
607 14" Street, N.W._, Suite 800
Washington, DC 20005

Phone: 202-783-6040
Facsimile: 202-783-6031

Attorney for Petitioner
Rembrandt Wireless Technologies, LP

3 Cf. Praxair Distribution, Inc. v. iNO Therapeutics LLC, TPR2016-00781, Paper 10, at 7 (Aug.
25, 2016) (exercising its discretion to deny an inter partes petition under § 325(d), the PTAB
determined that “reasonably could have been raised,” in the context of § 315(e)(1), included
prior art ““which a skilled searcher conducting a diligent search reasonably could have been
expected to discover.” 157 Cong. Rec. S1375 (daily ed. Mar. 8, 2011) (statement of Sen. Kyl)”.).
This reasoning should apply equally to late-cited prior art that reasonably could have been raised
in an earlier Office proceeding.
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CERTIFICATE OF SERVICE

It is hereby certified that on this 30" day of September, 2016, the foregoing PETITION
REQUESTING THE DIRECTOR TO EXERCISE HER DISCRETIONARY
AUTHORITY UNDER 35 U.S.C. § 325(d) PURSUANT TO 37 C.F.R. § 1.181(a)(2)
AND/OR § 1.182 was served, by first-class U.S. Mail, on the attorney of record for the third-
party Requesters Samsung Electronics Co., Ltd. and Samsung Electronics America, Inc., at the
following address:

J. Steven Baughman, Esq.
Ropes & Gray LLP
IPRM - Floor 43
Prudential Tower
800 Boylston Street
Boston, Massachusetts 02199-3600
Phone: 202-508-4606
Facsimile: 202-383-8371

/Nancy J. Linck/
Nancy J. Linck
Reg. No. 31,920
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Control No. 90/013,809 (Patent)
U.S. Patent No. 8,457,228

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Inventor: Gordon F. Bremer

U.S. Patent No. 8,457,228

Formerly Application No. 13/198,568
Issue Date: June 4, 2013

Filing Date: August 4, 2011

Former Group Art Unit: 2633
Former Examiner: Dac Ha

Control No. 90/013,809

Attorney Docket No.: 110797-0019-502
Customer No.: 28120

Examiner: Scott Louis Weaver

Requesters: Samsung Electronics Co., Ltd.,
Samsung Electronics America, Inc.

LN L L LN L LN LN

For: SYSTEM AND METHOD OF COMMUNICATION USING AT LEAST TWO
MODULATION METHODS

MAIL STOP EX PARTE REEXAM
Central Reexamination Unit

Oftice of Patent Legal Administration
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

THIRD PARTY REQUESTERS’ OPPOSITION TO PATENT OWNER'’S
PETITION TO REJECT REEXAMINATION REQUEST

Rembrandt’s petition to reject the ex parte reexamination request in this proceeding
should be denied. Rembrandt’s petition is an improper submission not permitted under the
rules for reexamination and not invited by the Director. Moreover, in a co-pending
reexamination of a related patent involving the same prior art, the Examiner granted that
request for reexamination before Rembrandt filed petitions to reject both requests, making
findings that contradict arguments made by Rembrandt’s petitions. Rembrandt does not even
attempt to show, as required by § 325(d), that the cited reexamination references or
arguments are “the same or substantially the same” as any prior challenges—and they are
not. Rembrandt’s petition should be rejected as an improper and meritless attempt to derail

this reexamination.
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Control No. 90/013,809 (Patent)
U.S. Patent No. 8,457,228

L BACKGROUND

On September 12, 2016, Samsung filed requests for ex parte reexamination of U.S.
Patent Nos. 8,457,228 (the “’228 patent”) and 8,023,580 (the “’580 patent”). The ’228 patent is
a continuation of the 580 patent, and the challenged claims of both patents involve substantially
the same subject matter: “a data communications system in which a plurality of modulation
methods are used to facilitate communication among a plurality of modem types.” ’228 patent at
1:21-25. Each request cites the same six references, five of which the PTO has never considered
in connection with the challenged patents." Furthermore, each request details the patent’s history
before the PTO, including original prosecution and all post-grant proceedings. F£.g., Request at
7-16. The Office has not conducted any prior or concurrent reexaminations and has never
instituted any post-grant trial on the challenged claims.

On September 27, 2016, only fifteen days after Samsung filed both reexamination
requests, the Examiner for the 580 patent ordered reexamination of all challenged claims. See
Order Granting Request for £x Parfe Reexamination, Control No. 90/013,808 (“’580 Order”). In
doing so, the Examiner reviewed in detail the prosecution history and each inter partes review
involving the 580 patent. See id. at 5-8. After analyzing this record, the Examiner found that:

Based on the prosecution histories of the 580 patent and the IPR proceedings in

which the independent claims 1 and 58 were found unpatentable, the Examiner

finds that a reference or a combination of references teaching or suggesting at

least the following features . . . in the context of data communication and

modulators and demodulators using two modulation methods would be a new,
non-cumulative teaching not previously considered before the Office during the

! None of the cited Snell, Yamano, Harris 4064.4, Harris AN9614, and Kamerman
references was considered or applied during prosecution of the ’228 patent, its parent
applications, or during inter partes review of the 228 patent. See Request for Ex Parte
Reexamination of U.S. Patent No. 8,457,228 (“Request”) at 5-7. The sixth reference, Upender,
was before the Office during prior inter partes review proceedings (id. at 6), but only to establish
motivation to combine the master/slave relationship of the admitted prior art with a different
prior art reference (Boer) (see id. at 1-2, 5-7, 13-14).
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Control No. 90/013,809 (Patent)
U.S. Patent No. 8,457,228

examination of the 580 patent and the prior IPR proceedings and therefore may
raise a substantial new question of patentability.

Id. at 7-8 (emphases added). Accordingly, the Examiner agreed with Samsung that the cited
Snell reference raises multiple SNQs in combination with additional cited references, and further
determined sua sponte that Snell raises an SNQ by itself. See id. at 11.

On September 30, 2016—three days affer reexamination of the ’580 patent was
granted—Rembrandt filed petitions seeking rejection of the reexamination requests for both
patents. See Rembrandt Petition (“Petition”). Each petition is based solely on the provision of
§ 325(d) that permits the Director to “take into account whether . . . the same or substantially the
same prior art or arguments previously were presented to the Office.” See id. at 1.

I1. REMBRANDT’S PETITION IS BASELESS AND SHOULD BE DENIED

Rembrandt’s petition has no procedural basis under Office rules. The Petition is also
meritless because the Office has already ordered reexamination of related claims based on the
same references, thereby finding that the prior art and arguments in these reexaminations present
new and non-cumulative teachings that were not previously considered by the Patent Office.

A. The Petition is Improper and Untimely

Rembrandt’s Petition is an improper attempt by the Patent Owner to influence this ex
parte reexamination. The Office’s rules plainly prohibit any patent owner statements prior to the
Examiner’s decision on a reexamination request: “The patent owner has no right to file a
statement subsequent to the filing of the request under 35 U.S.C. 302 but prior to the order for
reexamination.” MPEP § 2249 After an order granting reexamination and before further
examination, a patent owner may file a single statement limited to “why the subject matter as
claimed is not anticipated or rendered obvious.” 37 CF.R. § 1.530(c). Rembrandt’s Petition

does not address the prior art or any substantive arguments. While Rembrandt invokes § 325(d)
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Control No. 90/013,809 (Patent)
U.S. Patent No. 8,457,228

as a basis for rejecting the Request, the governing rules—as with other questions concerning the
grant or denial of a reexamination request—do not call for the patent owner’s input regarding
§ 325(d) at this stage, and the Director has not invited any briefing or submissions on this issue
in reexamination. For this reason alone, the Petition is an improper patent owner submission.’

Moreover, the Petition should be rejected because reexamination has already been
ordered for the 580 patent before the Petition was filed. As explained above, the 228 and *580
patents are related, involve the same subject matter, and are challenged with the same six prior
art references. The Examiner for the 580 patent has already determined that the cited references
raise substantial new questions of patentability—the same should be true for the 228 patent.
Therefore, Rembrandt’s demand that the Director “reject the Request for FEx Parte
Reexamination” is not only improper, but also comes after the Examiner in the co-pending
reexamination of the 580 patent has already drawn conclusions contradicting Rembrandt’s
argument regarding § 325(d).

B. Rembrandt Fails to Show That any Art or Arguments are the Same or
Substantially the Same as Previous Submissions

Despite invoking § 325(d) as the sole basis for denying reexamination, Rembrandt
wholly ignores the statutory test of whether “the same or substantially the same prior art or
arguments” are involved. The Petition does not even identify a single reference cited in the
Request—much less explain how any are substantially the same as those presented previously.

In fact, Rembrandt cannot make this showing because five of the six references are entirely new

2 Samsung contends that Rembrandt’s submission is procedurally improper. To the extent

the Office permits Rembrandt’s Petition in this reexamination, Samsung respectfully requests
that the Office also grant Samsung’s petition to oppose Rembrandt’s arguments.
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Control No. 90/013,809 (Patent)
U.S. Patent No. 8,457,228

materials never before considered by the Office.” Indeed, Rembrandt concedes that “Samsung’s
present Request” presents “newly cited references.” Petition at 5.

Moreover, in the 580 patent reexamination, the Examiner already resolved any doubt
about the presence of “the same or substantially the same” challenges here by ordering
reexamination of the 580 patent’s claims involving substantially the same subject matter. As
explained above, the Examiner determined that the cited prior art (common to both
reexaminations) presents “a new, non-cumulative teaching not previously considered before the
Office and therefore may raise a substantial new question of patentability.” 580 Order at 7-8
(emphasis added). Rembrandt’s baseless arguments about purported delay and multiple
proceedings are also misplaced—the Examiner expressly reviewed the entire history of the “580
patent, including “the IPR proceedings” (id. at 7), and nonetheless ordered that the newly
presented art warrants reexamination. Accordingly, the Office has already determined that
§ 325(d) does not apply to this proceeding.

Rembrandt refers to PTAB decisions that purportedly support its position, but each is
readily distinguishable. In each case, the Board expressly identified the use of the same or
substantially the same references or arguments. In Unilever Inc. v. Procter & Gamble, the Board
applied § 325(d) to deny institution of an inter partes review because six of thirteen asserted
references were raised in a prior petition and “the claim charts essentially are identical in both
petitions.” IPR2014-00506, Paper 17, at 6-7 (P.T.A.B. July 7, 2014). Here, in this
reexamination, the claim charts differ entirely, five of six cited references are new, and the *580
patent Examiner has already found that the art presents new, non-cumulative teachings.

Similarly, in Butamax Advanced Biofuels LLC v. Gevo, Inc., the PTAB denied institution

3 There is no estoppel under § 315(e) because the challenged claim has not been the subject

of any final written decisions in prior proceedings.
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because four of six prior art references appeared in a prior petition, and the art cited for
obviousness “overlaps completely” with previously asserted grounds. IPR2014-00581, Paper 8,
at 12 (P.T.AB. Oct. 14, 2014). In ZTE Corp. v. ContentGuard Holdings Inc., the inter partes
review petition started “on weak footing” because it was untimely and subject to an unsuccessful
joinder motion. IPR2013-00454, Paper 12, at 5-6 (P.T.A.B. Sept. 25, 2013). Moreover, “half of
the grounds of invalidity” were “based on the same prior art references” presented in an earlier
petition. Id. at 7. Likewise, Praxair Distribution, Inc. v. iNO Therapeutics LLC involved a
situation where petitioners’ “underlying argument” about the teachings of the prior art was
“essentially the same” as that raised in a prior petition. IPR2016-00781, Paper 10, at 12
(P.T.AB. Aug. 25, 2016). Again, no such overlap of art or arguments exists here, and
Rembrandt has not even attempted to show that the same or substantially the same art or
arguments were previously asserted.

Rembrandt also incorrectly suggests that the Board previously denied institution of a
prior petition against the ’228 patent based on late citation of a reference. Petition at 3-4.
Critically, Rembrandt misleadingly omits the portion of the Board’s decision stating that the
reference at issue (Siwiak) was not a new reference but one that had actually been previously
cited in an earlier petition (bolded portion omitted by Rembrandt):

Petitioner, however, presents no argument or evidence that Siwiak was not known

or available to it at the time of filing IPR ’892. In fact, Petitioner applied

Siwiak in proposed grounds of rejection against claim 21 of the *228 patent in

another petition filed the same day as that in the IPR *892 proceeding. See

IPR2014-00889, Paper 2 at 58—60. On this record, we exercise our discretion

and ‘reject the petition’ because ‘the same or substantially the same prior

art’ previously was ‘presented to the Office’ in the IPR *892 proceeding.

Samsung Elecs. Co. v. Rembrandt Wireless Techs., LP, IPR2015-00555, Paper 20, at 7-8

(P.T.AB. June 19, 2015); compare Petition at 3. Thus, Rembrandt leaves out the fact that
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Siwiak was cited as prior art in both an earlier and later petition. Moreover, Siwiak was one of
only two references cited in the later petition. See id. at 5. The Board expressly relied on these
facts in applying § 325(d). Rembrandt has not, and cannot, make such a showing here.

1. CONCLUSION

For the foregoing reasons, Samsung respectfully requests that the Office deny Patent

Owner’s September 30, 2016 petition.

Dated: October 13, 2016 Respectfully submitted,

/J. Steven Baughman/

J. Steven Baughman
Registration No. 47,414
James F. Mack
Registration No. 74,196
Customer No. 28120
ROPES & GRAY LLP
IPRM - Floor 43
Prudential Tower

800 Boylston Street
Boston, Massachusetts 02199-3600
(202) 508-4606

(202) 383-8371 (Fax)

Attorneys/Agents for Requesters
Samsung Electronics Co., Ltd. and Samsung
Electronics America, Inc.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Inventor: Gordon F. Bremer

U.S. Patent No. 8,457,228

Formerly Application No. 13/198,568
Issue Date: June 4, 2013

Filing Date: August 4, 2011

Former Group Art Unit: 2633
Former Examiner: Dac Ha

Control No. 90/013,809

Attorney Docket No.: 110797-0019-502
Customer No.: 28120

Examiner: Scott Louis Weaver

Requesters: Samsung Electronics Co., Ltd.,
Samsung Electronics America, Inc.
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For:  SYSTEM AND METHOD OF COMMUNICATION USING AT LEAST TWO
MODULATION METHODS

MAIL STOP EX PARTE REEXAM
Central Reexamination Unit
Oftice of Patent Legal Administration

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

CERTIFICATE OF SERVICE
It is certified that copies of the following documents have been served in their entireties

on the patent owner at the correspondence address of record as provided forin 37 C.F R.

§ 1.33(c):

1. Third Party Requesters’ Petition To Respond To Patent Owner’s Petition To

Reject Reexamination Request.

2. Third Party Requesters’ Opposition To Patent Owner’s Petition To Reject

Reexamination Request.
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The copy has been served on October 13, 2016 by causing the aforementioned documents

to be deposited with the United States Postal Service as first class mail postage pre-paid in an

envelope addressed to:

Rothwell, Figg, Ermst & Manbeck, P.C.
607 14™ Street, N.W.
Suite 800

Washington, DC 20005

/ James F. Mack /
James F. Mack

ROPES & GRAY LLP
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Inventor: Gordon F. Bremer

U.S. Patent No. 8,457,228

Formerly Application No. 13/198,568
Issue Date: June 4, 2013

Filing Date: August 4, 2011

Former Group Art Unit: 2633
Former Examiner: Dac Ha

Control No. 90/013,809

Attorney Docket No.: 110797-0019-502
Customer No.: 28120

Examiner: Scott Louis Weaver

Requesters: Samsung Electronics Co., Ltd.,
Samsung Electronics America, Inc.

LN L L LN L LN LN

For:  SYSTEM AND METHOD OF COMMUNICATION USING AT LEAST TWO
MODULATION METHODS

MAIL STOP EX PARTE REEXAM
Central Reexamination Unit

Oftice of Patent Legal Administration
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

THIRD PARTY REQUESTERS’ PETITION TO RESPOND TO PATENT OWNER’S
PETITION TO REJECT REEXAMINATION REQUEST

Pursuant to 37 C.F.R. § 1.183, third-party requesters Samsung Electronics Co., Ltd.
and Samsung Electronics America, Inc. (“Samsung”) respectfully petition the Director for
permission to oppose Patent Owner Rembrandt Wireless Technologies, LP’s (“Rembrandt”)
September 30, 2016 petition requesting that the Director exercise her discretionary authority
under 35 U.S.C. § 325(d) to reject the reexamination request in this proceeding.

Extraordinary circumstances justify allowing Samsung to submit an opposition to the
Patent Owner’s petition. Office rules do not permit the Patent Owner to submit arguments
challenging a request for reexamination at this stage. Samsung has no means for addressing
this petition other than seeking permission to respond. Moreover, the petition advances an

application of § 325(d) that is unsupported by the statute and warrants briefing. Rembrandt
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fails to show that Samsung’s cited prior art or arguments in this reexamination are “the same
or substantially the same” as those previously presented to the Office, as required by
§ 325(d). Moreover, Patent Owner filed its petition after the Examiner in the co-pending
reexamination of related U.S. Patent No. 8,023,580 determined that the same cited references
do, in fact, present new, non-cumulative technological teachings and multiple substantial
new questions of patentability. Accordingly, Samsung seeks permission to oppose the Patent
Owner’s petition and hereby submits the proposed Opposition.

Samsung hereby requests that any fees required for timely consideration of this
petition and Opposition be charged to Deposit Account No. 18-1945, under Order No.
110797-0019-502, from which the undersigned is authorized to draw. If there are any
questions, counsel for Samsung may be contacted through the direct telephone number

provided below.
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Dated: October 13, 2016 Respectfully submitted,

/J. Steven Baughman/

J. Steven Baughman
Registration No. 47,414
James F. Mack
Registration No. 74,196
Customer No. 28120
ROPES & GRAY LLP
IPRM - Floor 43
Prudential Tower

800 Boylston Street
Boston, Massachusetts 02199-3600
(202) 508-4606

(202) 383-8371 (Fax)

Attorneys/Agents for Requesters
Samsung Electronics Co., Ltd. and Samsung
Electronics America, Inc.
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ORDER GRANTING REQUEST FOR EX PARTE REEXAMINATION -
CONTINUED

I. ACKNOWLEDGMENTS

On Sep. 12, 2016, third-party requester (''Requester') filed a request (''Request'’) for
ex parte reexamination of claim 21 of US Patent # 8,457,228 (''228 patent'’) which issued to
Bremer.

The ‘228 patent issued on June 4, 2013, and was filed on August 4, 2011 and assigned application
number 13/198,568 (" 568 application").

II. INFORMATION DISCLOSURE STATEMENT

An information disclosure statement was submitted by the Requester on Sep. 12, 2016
(Sep 2016 IDS). The Sep 2016 IDS is in compliance with the provisions of 37 C.F.R. § 1.97.
Accordingly, the Sep 2016 IDS has been considered by the Examiner.

III. PRIORITY CLAIMS

The ‘228 patent is a continuation of US Patent Application 12/543,910 filed on Aug. 19, 2009, now
patent US 8,023,580 (‘580 Patent).

The 580 patent is a continuation of US Patent Application 11/774,803, filed on Jul. 9, 2007, now
patent US 7,675,965, which is continuation of US Patent Application 10/412,878, filed on Apr. 14,
2003, now patent US 7,248,626, which is continuation-in-part of application 09/205,205, filed on
Dec. 4, 1998, now patent US 6,614,838.

Application 09/205,205 claims priority to US provisional application 60/067,562 filed on Dec. 5,
1997.

There is no claim to foreign priority.

Because the effective filing date of the 228 patent is not on or after March 16, 2013, the
AIA First Inventor to File ("AIA-FITF") provisions do not apply. Instead, the earlier 'First to
Invent provisions apply.

Based upon a review of the ‘228 patent and prosecution history, the Examiner finds that there are no
prior or concurrent ex parte or supplemental reexaminations for the 228 patent.

A co-pending request for ex parte reexamination (90/013,808) of the ‘580 patent has been filed on
September 12, 2016.
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IV. PRIOR ART

A. References Cited in the Request
1. U.S. Patent No. 5,982,807, to Snell, J., filed on Mar. 17, 1997 and issued on Nov. 9, 1999,
("Snell™).

2. U.S. Patent No. 6,075,814, filed on May 9, 1997 and issued on Jun. 13, 2000, to Yamano et al.
("Yamano").

3. "Using the PRISM™ Chip Set for Low Data Rate Applications," Andren, C. et al., Harris
Semiconductor Application Note No. AN9614, March 1996 ("Harris AN9614").

4. "HSP3824 Direct Sequence Spread Spectrum Baseband Processor," Harris Semiconductor File No.
4064.4, Oct. 1996 ("Harris 4064.4").

5. Kamerman, A., "Throughput Density Constraints for Wireless LANs Based on DSSS," IEEE 4th
International Symposium on Spread Spectrum Techniques and Applications Proceedings, Mainz,
Germany, Sept. 22-25, 1996, pp. 1344-1350 vol.3 ("Kamerman").

6. Upender et al., "Communication Protocols for Embedded Systems," Embedded Systems
Programming, Vol. 7, Issue 11, November 1994. - ("Upender").

B. Availability of references

References, 1 and 2, Snell and Yamano, were filed before the priority dates of claim 21 of the 228
patent, therefore qualify as prior art under 35 U.S.C. 102(e). References 3 and 4, Harris AN9614 and
Harris 4064.4, are incorporated by reference in Snell (col. 5, lines 2-7 and 11-17) and therefore are
prior art under at least 35 U.S.C. 102(e) as Snell.

2References 5-6, Kamerman and Upender, publication dates pre-date the priority date of claim 21of
the 228 patent and therefore qualify as prior art under 35 U.S.C. 102(a).

Each of references 1-5 has not been previously cited or considered and is considered new.
Reference 6 was relied on as a teaching reference but is being considered in a new light.

Because Snell was not cited or before the Office during prosecution of the application which became
the ‘228 patent, Snell in combination with references 2-6 have not been considered before the Office

prior to the instant reexamination. Accordingly, Snell in combination with references 2-6 can be used
to raise a substantially new question of patentability in this ex parte reexamination proceeding.
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V. Background and Prosecution History of the ‘228 Patent

1. Continuity Data
U.S. patent No. 8,457,228 to Bremer subject of the instant 90/013,809, Request for ex parte re-
examination was filed on August 4, 2011 and assigned application No. 13/198,568.

The 13/198,568 application was filed as Continuation of application 12/543,910, which was filed
on August 8, 2009, now Patent No. 8,023,580 (corresponding to Reexam 90/013,808)

The 12/543,910 application was filed as Continuation of application 11/774,803 which was filed
on July 9, 2007, now Patent No. 7,675,965.

The 11/774,803 application was filed as a continuation of application No. 10/412,878 which was
filed on April 14, 2003, now Patent No. 7,248,626.

The 10/412,878 application was filed as a continuation-in-part of application No. 09/205,205,
which was filed on December 4, 1998, now Patent No. 6,614,838.

The 09/205,205 application claims priority to provisional application No. 60/067,562 filed on
December 5, 1997.

2. Background of the ‘228 Patent

The 228 patent is a system in which a master transceiver 64 is capable of transmitting and receiving
data using different modulation methods ( the patent identifies as "type A" modulation and "type B"
modulation). Id. at 5:47-57.

Master transceiver 64 can communicate with tribs, e.g., trib 66, each of which communicates using
either a type A or type B modulation method, but not both. Id. at 5:58-6:3. Figure 4 shows an
exemplary network in which master transceiver 64 can communicate using either a type A or type B
modulation method. Id at 6:4-8. Trib 66a communicates using a type A modulation method, while
trib 66b communicates using a type B modulation method. Id

The master transceiver can communicate with both type A and type B tribs by providing in the first
sequence (i.e., header) of a message an indication of the modulation method that is used for the
second sequence (i.e., data portion) of the message. Id at 6:8-36.

For example, a master can communicate with a type A trib by transmitting a training sequence using
type A modulation followed by a second sequence also in type A modulation. /d at 7:11-16.

To send a message to a type B trib (that uses type B modulation), the master transmits a training
sequence, again using type A modulation, that provides notification of an impending change to type
B modulation. /d at 6:27-30. The second sequence is then transmitted using type B modulation. /d at
6:32-44.
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Figure 8§ from the 228 patent reproduced above depicts an exemplary message format.

Patent claim 21 of the 228 patent depends from independent claim 1, claim 21 includes all
limitations of the claim from which it depends and reads as follows:

1. A master communication device configured to communicate with one or more slave
transceivers according to a master/slave relationship in which a slave communication from a
slave device to the master communication device occurs in response to a master communication
from the master communication device to the slave device, the master communication device
comprising:
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a master transceiver configured to transmit a first message over a communication medium from
the master transceiver to the one or more slave transceivers,

wherein the first message comprises:

first information modulated according to a first modulation method,

second information, including a payload portion, modulated according to the first modulation
method,

wherein the second information comprises data intended for one of the one or more slave
transceivers and

first message address information that is indicative of the one of the one or more slave
transceivers being an intended destination of the second information; and

said master transceiver configured to transmit a second message over the communication medium
from the master transceiver to the one or more slave transceivers

wherein the second message comprises:

third information modulated according to the first modulation method,

wherein the third information comprises information that is indicative of an impending change in
modulation to a second modulation method, and

fourth information, including a payload portion, transmitted after transmission of the third
information,

the fourth information being modulated according to the second modulation method,

the second modulation method being of a different type than the first modulation method,
wherein the fourth information comprises data intended for a single slave transceiver of the one
or more slave transceivers, and

second message address information that is indicative of the single slave transceiver being an
intended destination of the fourth information; and

wherein the second modulation method results in a higher data rate than the first modulation
method.

21. The master communication device as in claim 1, wherein the first information that is
included in the first message comprises the first message address data.

3. Prosecution History:
a. The 13/198,568 application

During Prosecution of the 13/198,568 application, claims 1-20 were rejected on the ground of
non-statutory obviousness type double patenting with patent # 8,023,580 (subject of
Reexamination # 90/013,808) — the noted claims were indicated as being broader than the
patented claims in the ‘580 patent, a rejection based on the cited prior art was not provided
(Office Action April 30, 2012). Applicant canceled original claims and filed new claims 21-61,
(October 19, 2012 Response).
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Independent Claim 21 (patent claim 1) included “first message address data”. Applicant provided
reasons that claim 21 was allowable over the art of record including reiterating the claim 21
including the limitation “the first message includes first message address data that is indicative
of one or more slave transceivers as an intended destination of the second information;...”

A supplemental notice of allowance (November 5, 2012) indicated claims 21-61 allowable, with
no examiners reasons for allowance.

An amendment to claims 21-61 was provided in a request for an RCE (February 5, 2013) and
included deletion of “data” from claim 21; ‘data’ had previously also been recited in claim 41.
Claim 41 in the February 5, 2013 amendment is the current claim 21 subject of the instant
reexamination request. Applicants provided summary of the claim 1 as defining over the art of
record though no art in particular was used in a rejection.

An Examiners statement of reasons for allowance was not provided in the Notice of allowance
(April 11, 2013).

b. IPR 2014 -00890 (IPR ‘890)
Filed June 4, 2014, this petition for inter partes review of claims 1-3, 5, 10 and 11-21 was not
instituted, public availability issues of the cited prior art was reason for denial of review.

c. IPR 2014 -00892 (IPR ‘892)

Filed June 4, 2014, for inter partes review of claims 1-3, 5, and 20-21 of the ‘228 patent.

The 892 Decision entered December 10, 2014, indicates a review of claims 1- 3, 5, 10-20 was
instituted based on Applicants admitted prior art (APA) in view of Boer (APA/Boer).

The PTAB declined to institute an inter partes review of claim 21in IPR 2014 -00892 based on
APA/Boer finding that petitioner did not show that the prior art taught "the first information that is
included in the first message comprises the first message address data,” and that the Petition's
"conclusory allegation of design choice does not provide the required articulated reasoning with

some rational underpinning to support the legal conclusion of obviousness." IPR2014-00892, Pap. 8
at 14-15.

d. IPR 2015 -00555 (IPR °555)

Filed January 9, 2015, for inter partes review of claim 21 of the ‘228 patent. The IPR ‘555
decision entered June 19, 2015 indicated a review was not instituted as ‘the same or substantially
the same prior art arguments had been presented in IPR '8§92 and barring joinder the petition was
time barred.
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VL. Determination of Substantial New Question of Patentability

Substantial New Question of Patentability

For "a substantial new question of patentability™ (SNQ) to be present, it is only necessary that:

A. The prior art patents and or printed publications raise a substantial question of patentability
regarding at least one claim, i.e., the teaching of the prior art patents and printed publications is such that
a reasonable examiner would consider the teaching to be important in deciding whether or not the claim is
patentable; it is not necessary that the prior art establish a prima facie case of unpatentability; and

B. The same question of patentability as to the claim has not been decided by the Office in a
previous examination or pending reexamination of the patent or in a final holding of invalidity by the
Federal Courts in a decision on the merits involving the claim.

For any reexamination ordered on or after November 2, 2002, reliance on previously
Cited/considered art, i.e., "'old art, "" does not necessarily preclude the existence of a substantial new
question of patentability (SNQ) that is based exclusively on that old art. Rather, determinations on
whether a SNQ exists in such an instance shall be based upon a fact-specific inquiry done on a case-by-
case basis. See MPEP 2642.

The SNQ Requirement

A printed publication raises a SNQ where there is a substantial likelihood that a reasonable
examiner would consider the printed publication important in deciding whether or not the claim is
patentable, unless the same SNQ has already been decided as to the claim in a final holding of invalidity
by the Federal court system or by the Office in a previous examination. MPEP § 2242.

It is not sufficient that a request for reexamination merely proposes one or more rejections of a
patent claim or claims as a basis for reexamination. It must first be demonstrated that a patent or printed
publication that is relied upon in a proposed rejection presents a new, non-cumulative technological
teaching that was not previously considered and discussed on the record during the prosecution of the
application that resulted in the patent for which reexamination is requested, and during the prosecution of
any other prior proceeding involving the patent for which reexamination is requested. MPEP § 2216.
Where a second request for reexamination is filed while a first reexamination proceeding is pending, the
second request is decided based on the claims in effect at the time of the determination. 37 CFR 1.515(a).
MPEP § 2216.

The substantial new question of patentability may be based on art previously considered by the
Office if the reference is presented in a new light or a different way that escaped review during earlier
examination. MPEP § 2216.

1. Based on the prosecution history of the ‘228 patent including the inter partes proceedings noted
above which are relevant to claim 21 and in which the independent claim 1 was found unpatentable,
a reference or combination of references teaching either a destination address in the header of a first
message as indicated the feature not addressed in IPR 2014-00892, or the following features of claim
21, would be considered a new, non-cumulative teaching not previously before the Office during the
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examination of the ‘228 patent and the prior IPR proceedings and therefore would raise a substantial
new question of patentability:

The master transceiver (as recited in claim 1) that transmits the first message which includes
...first message address information that is indicative of the one of the one or more slave
transceivers being an intended destination of the second information and wherein (as recited
in claim 21) ... the first information that is included in the first message comprises the first
message address data.

VI. Proposed Substantial new Questions (SNQ’s) raised in the Request

The request alleges that an SNQ is raised as to Claim 21 based on Snell in various combinations
with the above identified prior art cited in the request as follows:

SNQ-1: Unpatentability of Claim 21 Under 35 U.S.C. § 103 Over Snell, Yamano and
Kamerman.

SNQ-2: Unpatentability of Claim 21 Under 35 U.S.C. § 103 Over Snell, Harris
4064.4, Harris AN9614, Yamano and Kamerman

SNQ-3: Unpatentability of Claim 21 Under 35 U.S.C. § 103 Over Snell, Harris
4064.4, the Admitted Prior Art, Upender, Yamano, and Kamerman

The request shows:

Snell discloses a transceiver that serves as an access point for communicating data with

other transceivers connected to a wireless local area network (WLAN). Snell at col. 4, lines 42-
47 and col. 5, lines 18-21. Snell's transceiver transmits data packets intended for another
transceiver, where the communication may switch on-the-fly between a "first modulation
method" (e.g., BPSK) and a "second modulation method" (e.g., QPSK) that is "of a different
type than the first modulation method."

Snell discloses the transceiver capable of transmitting data packets with preamble, header, and data
portions, where the preamble and header are transmitted using BPSK modulation, and the data
portion is transmitted using either BPSK or QPSK modulation (different modulation methods). See,
Snell at Fig. 3, 6:35-36, 6:52-63.

Snell discloses that each data packet transmission is structured with a PLCP preamble and PLCP
header and a "payload portion” (e.g., MPDU data). Id at 6:35-36, 6:64-66, 7:5-14, Fig. 3.

The PLCP preamble contains SYNC and SFD fields, and the PLLCP header contains SIGNAL,
SERVICE, LENGTH, and CRC fields. /d at Fig. 3, 6:48-7:14. The MPDU data is the data to be
transmitted to the receiving transceiver. Id at 7:5-6, 7:6-14, Fig. 3.

Snell discloses the use of sequences in the header portion that indicate which type of modulation is
being used for transmitting the data portion, 6:52-63. Snell also discloses (through its incorporation
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of Harris AN9614) the ability to use its teachings with a polled (master/slave) protocol. Harris
AN9614 at 3.

The request provides an annotated figure 3 to show relevant reading of the first and second
information portions of a first message as reproduced below from page 47 of the request.

iy

e
o

o RO OVER: FONE

RSP S |

ST
ELOF PREOABEE

FR. 3

e

Snell Figure 3 (annotated).

"The modulator may also preferably include header modulator means for modulating data packets to
include a header at a predetermined modulation and a third data rate defining a third format .... The
third format is preferably differential BPSK." Snell at 2:61-3:5.

Yamano discloses the placement of address data in the first information portion of a message.
Specifically, Yamano discloses a packet structure with a preamble and a data portion, where the
preamble includes a destination address of the receiving device.

For example, Yamano discloses transmitting a "first message" (e.g., data packet including a preamble
and main body) that includes "first message address information that is indicative" (e.g., "destination
address" in the preamble) of the transceiver that is the "intended destination of the second
information." "Packet 700 includes a preamble 701 and a main body 702." Yamano at 19:63-64.

"For example, preamble 701 can include information which identifies: (1) a version or type field for
the preamble, (2) packet source and destination addresses, (3) the line code (i.e., the modem protocol
being used), (4) the data rate, (5) error control parameters, (6) packet length and (7) a timing value
for the expected reception slot of a subsequent packet.” Yamano at 20:1-7.
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Kamerman discloses an automatic rate adaptation scheme for transmitting a first data packet where
the data is modulated using a first modulation method, such as BPSK (corresponding to a lower data
transfer rate), and next transmitting a second data packet where the data is modulated using a second
modulation method, such as QPSK (corresponding to a higher data transfer rate). Kamerman at 6, 11-
12.

It is agreed that Snell in combination with Yamano, and Kamerman raise a substantial new
question of patentability (SNQ) in combination because one of ordinary skill would have found
each of the references, Snell, Yamano and Kamerman important in teaching the combination of
technological features which were indicated important to the patentability of the subject claim
21.

Snell was not previously cited or considered by the Office alone or in combination with the cited art.
Yamano was not previously cited or considered by the Office alone or in combination with Snell.
Kamerman was not previously cited or considered by the Office alone or in combination with Snell.

Thus, a reasonable examiner would consider the combination of Snell, Yamano, and Kamerman
as asserted in the instant request, important in deciding whether or not the subject claim 21 is
patentable.

Because the combination of Snell with the cited Yamano and Kamerman references disclose the
limitations of claim 21 of the 228 patent which were found important to the patentability of claim 21
during prosecution of the application which became the 228 patent as well as by the PTAB in [PR
2014 00892, there is a substantial likelihood that a reasonable examiner would consider this
combination important in deciding whether or not claim 21 of the 228 patent is patentable.
Accordingly, the combination of Snell, Yomano and Kamerman as cited in the request raises a
substantial new question of patentability as to claim 21 of the ‘228 patent.

Snell in combination with Yamano, and Kamerman raise a substantial new question of
patentability because the references teach technical features in combination which were missing
from the art applied during prosecution. Each reference is new prior art and the combination was
not applied during the original examination.

The combination presents new, non-cumulative technological teaching important to the original
claims in effect at the time of this request for reexamination. These technological teachings were
not previously considered and discussed on the record during the prosecution of the original
application that resulted in the patent for which reexamination is requested nor during the
prosecution of any other prior proceeding involving the patent for which reexamination is
requested.

Thus, a reasonable examiner would view the new technological teachings of Snell in
combination with Yamano, and Kamerman important in deciding patentability of the claims
being considered, thus raising the SNQ regarding claim 21 of the ‘228 patent.
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Other issues alleged by the Requester relating to Snell in combination with Yamano, and
Kamerman in other combinations with Harris 4064.4, Harris AN9614, the Admitted Prior Art,
Upender, as cited in the request with respect to claim 21, raise an SNQ for the same reasoning set
forth above with respect to Snell, Yamano and Kamerman.

Conclusion

Scope of Reexamination

Since requester did not request reexamination of claims 1-20, 22-52 and did not assert the
existence of a substantial new question of patentability (SNQ) for such claims (see 35 U.S.C. §
311(b)(2); see also 37 CFR 1.915b and 1.923), such claims will not be reexamined. This matter
was squarely addressed in Sony Computer Entertainment America Inc., et al. v. Jon W. Dudas,
Civil Action No. 1:05CV1447 (E.D.Va. May 22, 2006), Slip Copy, 2006 WL 1472462. (Not
Reported in F.Supp.2d.) The District Court upheld the Office's discretion to not reexamine
claims in an inter partes reexamination proceeding other than those claims for which
reexamination had specifically been requested. The Court stated:

To be sure, a party may seek, and the PTO may grant, inter partes
review of each and every claim of a patent. Moreover, while the PTO
in its discretion may review claims for which inter partes review was
not requested, nothing in the statute compels it to do so. To ensure
that the PTO considers a claim for inter partes review, § 311(b)(2)
requires that the party seeking reexamination demonstrate why the
PTO should reexamine each and every claim for which it seeks review.
Here, it is undisputed that Sony did not seek review of every claim
under the 213 and '333 patents. Accordingly, Sony cannot now claim
that the PTO wrongly failed to reexamine claims for which Sony never
requested review, and its argument that AIPA compels a contrary
result is unpersuasive.

(Slip copy at page 9.)

The Sony decision’s reasoning and statutory interpretation apply analogously to ex parte
reexamination, as the same relevant statutory language applies to both inter partes and ex parte
reexamination. 35 U.S.C. § 302 provides that the ex parte reexamination “request must set forth
the pertinency and manner of applying cited prior art to every claim for which reexamination is
requested” (emphasis added), and 35 U.S.C. § 303 provides that “the Director will determine
whether a substantial new question of patentability affecting any claim of the patent concerned is
raised by the request...” (Emphasis added). These provisions are analogous to the language of
35U.S.C. § 311(b)(2) and 35 U.S.C. § 312 applied and construed in Sony, and would be
construed in the same manner. As the Director can decline to reexamine non-requested claims in
an inter partes reexamination proceeding, the Director can likewise do so in ex parte
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reexamination proceeding. See Notice of Clarification of Olffice Policy To Exercise Discretion in
Reexamining Fewer Than All the Patent Claims (signed Oct. 5, 2006) 1311 OG 197 (Oct. 31,
2006). See also MPEP § 2240, Rev. 5, Aug. 2006.

Therefore, claims 1-20, 22-52 will not be reexamined in this ex parte reexamination
proceeding.

Claim 21 of the ‘228 patent will be reexamined.

Service of Papers

After the filing of a request for reexamination by a third party requester (if any), a
document filed by either the patent owner or the third party requester (if any) must be served on
the other party (or parties where two or more third party requester proceedings are merged) in the
reexamination proceeding in the manner provided in 37 CFR 1.248. See 37 CFR 1.550(f).

Extensions of Time

Extensions of time under 37 CFR 1.136(a) will not be permitted in these proceedings
because the provisions of 37 CFR 1.136 apply only to "an applicant” and not to parties in a
reexamination proceeding. Additionally, 35 U.S.C. 305 requires that ex parte reexamination
proceedings "will be conducted with special dispatch" (37 CFR 1.550(a)). Extensions of time in
ex parte reexamination proceedings are provided for in 37 CFR 1.550(c).

Amendment in Reexamination Proceedings

Patent owner is notified that any proposed amendment to the specification and/or claims
in this reexamination proceeding must comply with 37 CFR 1.530(d)-(j), must be formally
presented pursuant to 37 CFR 1.52(a) and (b), and must contain any fees required by 37 CFR
1.20(c).

Submissions

In order to ensure full consideration of any amendments, affidavits or declarations or
other documents as evidence of patentability, such documents must be submitted in response to
the first Office action on the merits (which does not result in a close of prosecution).
Submissions after the second Office action on the merits, which is intended to be a final action,
will be governed by the requirements of 37 CFR 1.116, after final rejection and by 37 CFR 41.33
after appeal, which will be strictly enforced.
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Notification of Concurrent Proceedings

The patent owner is reminded of the continuing responsibility under 37 CFR 1.565(a)
to apprise the Office of any litigation activity, or other prior or concurrent proceeding, involving
the instant patent under reexamination throughout the course of this reexamination proceeding.
The third party requester (if any) is also reminded of the ability to similarly appraise the Office
of any such activity or proceeding throughout the course of this reexamination proceeding. See
MPEP §§ 2207, 2282 and 2286.

All correspondence relating to this ex parte reexamination proceeding should be directed
as follows:

By EFS: Registered users may submit via the electronic filing system EFS-Web, at
https://efs.uspto. gov/efile/myportal/efs-registered

By Mail to:  Mail Stop Ex Parte Reexam
Central Reexamination Unit
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By FAXto:  (571) 273-9900
Central Reexamination Unit

By hand to:  Customer Service Window
Randolph Building
401 Dulany St.
Alexandria, VA 22314

For EFS-Web transmission, 37 CFR 1.8(a)(1)(1) (C) and (ii) states that correspondence
(except for a request for reexamination and a corrected or replacement request for
reexamination) will be considered timely if (a) it is transmitted via the Office’s electronic filing
system in accordance with 37 CFR 1.6(a)(4), and (b) includes a certificate of transmission for
each piece of correspondence stating the date of transmission, which is prior to the expiration of
the set period of time in the Office action.

Any inquiry concerning this communication should be directed to Scott Weaver at
telephone number 571-272-7548.
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Signed:

[Scott L. Weaver/

Scott L. Weaver

CRU Primary Examiner,
Art Unit 3992

(571) 272-7548

Conferee:
/Kenneth J. Whittington/
CRU Primary Examiner,
AU 3992

Conferee:

/Hetul Patel/

Supervisory Patent Examiner, Art Unit 3992
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Control No. Patent Under Reexamination
. 90/013,809 8457228
Order Granting Request For — o
Ex Parte Reexamination Xaminer rt Unit
SCOTT L. WEAVER 3992

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address--

The request for ex parte reexamination filed 12 September 2016 has been considered and a determination
has been made. An identification of the claims, the references relied upon, and the rationale supporting the

determination are attached.

Attachments: a)__| PTO-892, b)X] PTO/SB/08, c)L] Other:

1. X The request for ex parte reexamination is GRANTED.
RESPONSE TIMES ARE SET AS FOLLOWS:

For Patent Owner's Statement (Optional): TWO MONTHS from the mailing date of this communication
(37 CFR 1.530 (b)). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

For Requester's Reply (optional): TWO MONTHS from the date of service of any timely filed
Patent Owner's Statement (37 CFR 1.535). NO EXTENSION OF THIS TIME PERIOD IS PERMITTED.
If Patent Owner does not file a timely statement under 37 CFR 1.530(b), then no reply by requester

is permitted.
/SCOTT L WEAVER/ /KENNETH ] WHITTINGTON/
Primary Examiner, Art Unit 3992 Primary Examiner, Art Unit 3992

cc:Requester ( if third party requester )

U.S. Patent and Trademark Office
PTOL-471G(Rev. 01-13) Office Action in Ex Parte Reexamination Part of Paper No. 20160922
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In Ex Parte Reexamination of : Group Art Unit: 2633
Gordon F. BREMER
Patent No.: 8,457,228 B2 : Control No.: 90/013,809
Issued: June 4, 2013
Reexam Request Filed: September 12, 2016
For: SYSTEM AND METHOD OF COMMUNICATION USING AT LEAST TWO

MODULATION METHODS

Attn: Mail Stop “Ex Parte Reexam”
Central Reexamination Unit

Office of Patent Legal Administration
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

PATENT OWNER’S REQUEST FOR A TWO-MONTH EXTENSION OF TIME
UNDER 37 C.F.R. § 1.550(c) TO FILE ITS PATENT OWNER’S STATEMENT
PURSUANT TO 35 U.S.C. § 304

Pursuant to 37 CFR § 1.550(c), Patent Owner Rembrandt respectfully requests a two-
month extension of time to file its Patent Owner’s Statement in Ex Parte Reexamination of U.S.
Patent 8,457,228 (the “’228 Reexamination™). The additional time is necessary for Counsel to
fully review the voluminous record relevant to this reexamination and prepare an informed
Patent Owner’s Statement. Present Counsel for Patent Owner was just recently engaged to

handle this and a second related ex parte reexamination' and did not obtain an acknowledgement

' Ex Parte Reexamination of U.S. 8,023,580 (90/013,808) (the*’580 Reexamination™). Viaa
second petition, Rembrandt is also requesting an extension of time in the ‘580 Reexamination.
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of Power of Attorney until September 30, 2016 (less than three weeks prior to the grant of the
228 Reexarnination).2

Samsung’s request comprises almost 1,000 pages (including the exhibits). In addition,
the history of Samsung’s prior challenges to claim 21 of the 228 Patent dates back to June 4,
2014. At that time, Samsung filed 6 IPRs against the *228 Patent. Then, due to its unsuccessful
challenges of, inter alia, claim 21, Samsung again challenged this claim by filing an additional
IPR on January 9, 2015. That challenge also failed. Given the magnitude of the *228 Request,
the significant number of documents filed in the multiple IPRs and issued by the Board, and the
paucity of time Rembrandt had to review the *228 Request prior to its grant, Patent Owner
Rembrandt respectfully requests a two-month extension of time to review the multitude of
potentially relevant documents so that it can properly prepare Patent Owner’s Statement.

While Rembrandt recognizes the need to handle reexaminations with “special dispatch,”
there is no reason to deny Rembrandt a fair opportunity to respond to Samsung’s very tardy
challenge to the patentability of claim 21. Thus, to the extent Samsung has argued that this
matter is particularly urgent (see Request at i-i1), Rembrandt notes that Samsung has offered no
reason why it could not have submitted the references submitted in this ex parte reexamination
as early as June 4, 2014, when it first challenged the patentability of claim 21. Thus, Samsung’s
plea for expediting this case more than is called for by the “special dispatch” requirement should

be ignored.

> The grant of the *228 Request was mailed on Oct. 17, 2016, a little more than one month after
the Request was filed on September 12, 2016. The new Power of Attorney was not
acknowledged until September 30, 2016, less than 3 weeks prior to the grant of the *228
Reexamination.
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The petition fee of $200 set forth in 37 C.F.R. § 1.17(g) for filing a petition for an
extension of time under 37 C.F.R. § 1.1550(c) together with any additional fees that may be due
with respect to this paper may be charged to Counsel’s Deposit Account No. 02-2135.

Respectfully submitted,

Date: November 1, 2016 By: /Nancy J. Linck/
Nancy J. Linck, Reg. No. 31,920
ROTHWELL, FIGG, ERNST
& MANBECK, P.C.
607 14™ Street, N.W., Suite 800
Washington, DC 20005
Phone: 202-783-6040
Facsimile: 202-783-6031

Attorney for Petitioner
Rembrandt Wireless Technologies, LP
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CERTIFICATE OF SERVICE

It is hereby certified that on this 1% day of November, 2016, the foregoing PATENT
OWNER’S REQUEST FOR A TWO-MONTH EXTENSION OF TIME UNDER 37 C.F.R.
§ 1.550 TO FILE IT’S PATENT OWNER’S STATEMENT PURSUANT TO 35 U.S.C. §
304 was served, by first-class U.S. Mail, on the attorney of record for the third-party Requesters
Samsung Electronics Co., Ltd. and Samsung Electronics America, Inc., at the following address:

J. Steven Baughman, Esq.
Ropes & Gray LLP
IPRM - Floor 43
Prudential Tower
800 Boylston Street
Boston, Massachusetts 02199-3600
Phone: 202-508-4606
Facsimile: 202-383-8371

/ Nancy J. Linck/
Nancy J. Linck
Reg. No. 31,920
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Title of Invention:
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MODULATION METHODS
First Named Inventor/Applicant Name: 8457228
Customer Number: 6449

Filer:

Edward Anthony Figg/Judith Pennington

Filer Authorized By:

Edward Anthony Figg

Attorney Docket Number: 3277-0114US-RXM2
Receipt Date: 01-NOV-2016
Filing Date: 12-SEP-2016
Time Stamp: 16:12:39

Application Type:

Reexam (Patent Owner)

Payment information:
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Multipart Description/PDF files in .zip description
Document Description Start End
Reexam Request for Extension of Time 1 3
Reexam Certificate of Service 4 4
Warnings:
Information:
Total Files Size (in bytes): 38302

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810}, a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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UNITED STATES PATENT AND TRADEMARK QFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0O. Box 1450
Alexandria, Virginia 22313-1450
WWW.USpLo,gov

[ APPLICATION NO. [ FILING DATE [ FIRST NAMED INVENTOR ] ATTORNEY DOCKET NO. ] CONFIRMATION NO,
90/013,809 09/12/2016 8457228 3277-0114US-RXM2 7821
6449 7590 1110472016 EXAMINER
ROTHWELL, FIGG, ERNST & MANBECK, P.C. I
607 14th Street, N.W. WEAVER, SCOTT LOUIS
SUITE 800
WASHINGTON, DC 20005 [ arTuwr | pAPERNUMBER
3992
| MAIL DATE [ DELIVERY MODE
11/04/2016 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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~ UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patents and Trademark Office
P.0.Box 1450

Alexandria, VA 22313-1450
WWW.uSpto.gov

THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date:

ROPES & GRAY LLP MAILED
PRUDENTIAL TOWER IPRM DOCKETING - FLOOR 43 Nov 0 4 2016

800 BOYLSTON STREET

BOSTON, MA 02199-3600 CENTRAL REEXAMINATION UNIT

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. : 90013809
PATENT NO. : 8457228
ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent
and Trademark Office in the above identified ex parte reexamination proceeding
(37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the
time for filing a reply has passed, no submission on behalf of the ex parte
reexamination requester will be acknowledged or considered (37 CFR 1.550(g)).
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Ll Application No. Applicant(s)
| Decision on Petition for Extension | 90/013,809 8457228
of Time in Reexamination Exaininer ‘ Art Unit
Weaver, Scott 3992

1. THIS IS A DECISION ON THE PETITION FiL.ED November 1, 2016.

2. THIS DECISION IS ISSUED PURSUANT TO:
A. 37 CFR 1.550(c) — The time for taking any action by a patent owner in a third party requested ex parte
reexamination proceeding will be extended only for sufficient cause and for a reasonable time specified.
B. [] 37 CFR 1.550(c) — The time for taking action by a patent owner in a patent owner requested ex parte
reexamination proceeding will only be extended for more than two months for sufficient cause and for a
reasonable time specified.

C. [[J 37 CFR 1.956 — The time for taking any action by a patent owner in an inter partes reexamination proceeding
will be extended only for sufficient cause and for a reasonable time specified.

The petition is before the Central Reexamination Unit for consideration.

3. FORMAL MATTERS
Patent owner requests that the period for filing its patent owner's statement be extended by 2 months.
A.  Petition fee per 37 CFR §1.17(q)):
i. Petition includes authorization to debit a deposit account.
ii. [_] Petition includes authorization to charge a credit card account.
ii. ] Other ___.
B. [X] Proper certificate of service was provided. (Not required in reexamination where patent owner is requester.)
C. Petition was timely filed.
D. Petition properly signed.

4. DECISION (See MPEP 2265 and 2665) )
A. [] Granted or Granted-in-part for one (1) month. The period for response will expire on January 17, 2017.
No extraordinary circumstances were shown. See MPEP 2265 VI,

B. [] Dismissed because:
i. [ Formal matters (See unchecked box(es) (A, B, C and/or D) in section 4 above).

ii. [] Petitioner failed to provide a factual accounting of reasonably diligent behavior by all those
responsible for preparing a response to the outstanding Oftice action within the statutory time period.

i. [_] Petitioner failed to explain why, in spite of the action taken thus far, the requested additional time is
needed.

iv. [] The statements provided fail to establish sufficient cause to warrant extension of the time for taking
action (See attached).

v. [[] The petition is moot.
vi. [] Other/comment:

5. CONCLUSION

Telephone inquiries with regard to this decision should be directed to Michael Fuelling at §71-270-1367. In his/her
absence, calls may be directed to Alexander Kosowski in the Central Reexamination Unit.

/Michael Fuelling/
Supervisory Patent Reexamination Specialist

U.S. Patent and Trademark Office Part of Paper No.
PTO-2293 (Rev. 11-2013) Decision on Petition for Extension of Time in Reexamination
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0.Box 1450

Alcxandria, Virginia 22313-1450

Www,usplo.gov

[ aprLicaTION NO. FILING DATE [ FIRST NAMED INVENTOR [ ArrornEY DocKkETNO. [ conFIRMATIONNO. |
90/013,809 09/12/2016 8457228 3277-0114US-RXM2 7821
6449 7590 11/28/2016
EXAMINER
ROTHWELL, FIGG, ERNST & MANBECK, P.C. I I
607 14th Street, N.W. WEAVER, SCOTT LOUIS
SUITE 800
WASHINGTON, DC 20005 | ART UNIT | earernumser |
3992
| MAIL DATE [ DELIVERYMODE |
11/28/2016 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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W UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patents and Trademark Office
P.O.Box 1450

Alexandria, VA 22313-1450

WWW. Uuspto.gov

THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS Date:

ROPES & GRAY LLP RMANED
PRUDENTIAL TOWER IPRM DOCKETING - FLOOR 43 K v 24 206
800 BOYLSTON STREET

BOSTON, MA 02199-3600
CENTRALREEXAMINATION UNIT

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. : 90013809
PATENT NO. : 8457228
ART UNIT : 3992

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(q)).
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United States Patent and Trademark Office

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
wWwWWw,uspto.gov

Rothwell, Figg, Ernst & Manbeck, P.C. (For Patent Owner)

607 14" Street, N.W. : ‘

Suite 800 P e

Washington, D.C. 20005 A o
NOV Cue ™

Ro&t\a/? & Gray LLP (For Requester)
IPRM Docketing — Floor 43 s ATION UNIT
Prudential Tower camyrA RECUANINATION &
800 Boylston Street

Boston, MA 02199-3600

In re Bremer :
Ex Parte Reexamination Proceeding : DECISION

Control No. 90/013,809 : DISMISSING

Filed: September 12, 2016 : PETITIONS
For: U.S. Patent No.: 8,457,228 :

This decision addresses the following papers:

o Patent owner’s September 30, 2016 petition entitled “Petition Requesting the Director to
Exercise Her Discretionary Authority under 35 U.S.C. § 325(d) Pursuant to 37 C.F.R.
§ 181(a)(2) and/or § 1.182”, which is taken as a combined petition including: 1) a petition
under 37 CFR 1.183 requesting waiver of the rules, and entry and consideration of patent
owner’s petition under 37 CFR 1.182; 2) a petition under 37 CFR 1.182 to vacate the
order granting reexamination mailed on October 17, 2016 and to issue an order denying
reexamination (patent owner’s September 30, 2016 combined petition);

¢ Requester’s October 13, 2016 opposition entitled “Third Party Requester’s Opposition to
Patent Owner’s Petition to Reject Reexamination Request”, which is an opposition to
patent owner’s September 30, 2016 petition (requester’s October 13, 2016 opposition);

e Requester’s October 13, 2016 petition under 37 CFR 1.183 entitled “Third Party
Requester’s Petition to Respond to Patent Owner’s Petition to Reject Reexamination
Request”, which requests permission from the Director to oppose patent owner’s
September 30, 2016 petition (requester’s October 13, 2016 petition under 37 CFR 1.183);
and

e Patent owner’s October 25, 2016 paper entitled “Patent Owner’s Reply to Third Party
Requester’s Opposition to Patent Owner’s Petition Requesting the Director to Exercise
Her Discretionary Authority under 35 U.S.C. § 325(d) Pursuant to 37 C.F.R. § 181(a)(2)
and/or § 1.182”, which is a response by the patent owner to requester’s October 13, 2016
opposition (patent owner’s October 25, 2016 paper).
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Ex Parte Reexamination Control No. 90/013,809 2

Patent owner’s September 30, 2016 combined petition, requester’s October 13, 2016 opposition,
requester’s October 13, 2016 petition under 37 CFR 1.183, patent owner’s October 25, 2016
paper, and the record as a whole, are before the Office of Patent Legal Administration for
consideration.

SUMMARY
Patent owner’s September 30, 2016 petition under 37 CFR 1.183 is granted to the extent that

patent owner’s September 30, 2016 petition under 37 CFR 1.182 has been entered and
considered.

Patent owner’s September 30, 2016 petition under 37 CFR 1.182 is dismissed.

The October 17, 2016 order granting reexamination will not be vacated. Prosecution in the
present reexamination proceeding will continue.

Requester’s October 13, 2016 petition under 37 CFR 1.183 is dismissed as moot. Requester’s
October 13, 2016 opposition has been entered and considered.

Patent owner’s October 25, 2016 paper entitled “Patent Owner’s Reply to Third Party
Requester’s Opposition to Patent Owner’s Petition Requesting the Director to Exercise Her
Discretionary Authority under 35 U.S.C. § 325(d) Pursuant to 37 C.F.R. § 181(a)(2) and/or §
1.182” is improper and will not be considered. Patent owner’s October 25, 2016 paper is
being sua sponte expunged from the record by marking the papers “closed” and “non-public,”
and will not constitute part of the record of the present reexamination proceeding.

REVIEW OF THE RELEVANT FACTS

e On June 4, 2013, U.S. Patent No. 8,457,227 (the *228 patent) issued to Gordon F.
Bremer.

e On September 12, 2016, the third party requester filed a request for ex parte
reexamination of the *228 patent, requesting reexamination of claim 21. The
reexamination proceeding was assigned control no. 90/013,809 (the present proceeding)
and was accorded a filing date of September 12, 2016.

¢ On September 30, 2016, the patent owner filed the present petition entitled “Petition
Requesting the Director to Exercise Her Discretionary Authority under 35 U.S.C. §
325(d) Pursuant to 37 C.F.R. § 181(a)(2) and/or § 1.182” (patent owner’s September 30,
2016 combined petition).

e On October 13, 2016, the requester filed an opposition to patent owner’s September 30,
2016 petition (requester’s October 13, 2016 opposition).

e Also on October 13, 2016, the requester filed a petition entitled “Third Party Requester’s
Petition to Respond to Patent Owner’s Petition to Reject Reexamination Request”, which

Rembrandt Wireless

Ex. 2012

Apple Inc. v. Rembrandt Wireless Technologies, LP, IPR2020-00033
Page 1117

IPR2020-00036 Page 01117



Ex Parte Reexamination Control No. 90/013,809 3

requests permission from the Director to oppose patent owner’s September 30, 2016
petition (requester’s October 13, 2016 petition under 37 CFR 1.183).

s On October 17, 2016, reexamination of claim 21 of the *228 patent was ordered in the
present proceeding.

e On October 25, 2016, the patent owner filed a paper entitled “Patent Owner’s Reply to
Third Party Requester’s Opposition to Patent Owner’s Petition Requesting the Director to
Exercise Her Discretionary Authority under 35 U.S.C. § 325(d) Pursuant to 37 C.F.R. §
181(a)(2) and/or § 1.182”, which is a response by patent owner to requester’s
October 13, 2016 opposition (patent owner’s October 25, 2016 paper).

DECISION
Patent Owner’s September 30, 2016 Combined Petition

The patent owner requests the Office to “reject” the request filed in the present proceeding for ex
parte reexamination of claim 21 of the *228 patent, pursuant to 35 U.S.C. 325(d). The present
petition is taken as a combined petition including: 1) a petition under 37 CFR 1.183 requesting
waiver of the rules, and entry and consideration of patent owner’s petition under 37 CFR 1.182;
and 2) a petition under 37 CFR 1.182 to vacate the order granting reexamination mailed on
October 17, 2016 and to issue an order denying reexamination, on the basis set forth in 35 U.S.C.
325(d) that the request is allegedly limited to the same or substantially the same prior art or
arguments previously presented to the Office.

Patent Owner’s September 30, 2016 Petition under 37 CFR 1.183

The patent owner requests the Office under 37 CFR 1.183 to waive any rules or requirements
which would prevent consideration of its September 30, 2016 petition under 37 CFR 1.182. In
the present case, patent owner’s September 30, 2016 petition under 37 CFR 1.182, and
requester’s October 13, 2016 opposition thereto, are not timely filed. Any papers filed prior to
the decision on the request which are directed to the merits of the reexamination will not be
considered and will be expunged from the record.! See MPEP 2225. For example, a petition to
vacate the order granting reexamination as ultra vires on the basis that the request does not raise
a substantial new question of patentability, may only be filed affer the decision on the request is
rendered. See, e.g., MPEP 2246. Papers direct to the merits of the reexamination include
petitions alleging that the request is limited to the same or substantially the same prior art or
arguments previously presented to the Office as specified in 35 U.S.C. 325(d), and any
opposition thereto.

However, in view of the specific facts and circumstances of the present case, particularly the fact
that the present petition under 37 CFR 1.182 requesting the Office to “reject” the request for ex
parte reexamination pursuant to 35 U.S.C. 325(d) is a case of first impression, patent owner’s
petition under 37 CFR 1.183 is granted. The prohibition set forth in MPEP 2225 which
prohibits the filing of patent owner’s September 30, 2016 petition under 37 CFR 1.182 and

! Some exceptions, which are enumerated in MPEP 2225, apply.
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Ex Parte Reexamination Control No. 90/013,809 4

requester’s October 13, 2016 opposition thereto, is hereby waived. Patent owner’s
September 30, 2016 petition, and requester’s October 13, 2016 opposition thereto, have been
entered and considered.

Patent Owner’s September 30, 2016 Petition under 37 CFR 1.182

The present petition is taken as a petition under 37 CFR 1.182 to vacate the order granting
reexamination mailed on October 17, 2016 and to issue an order denying reexamination, on the
basis set forth in 35 U.S.C. 325(d) that the request is allegedly limited to the same or
substantially the same prior art or arguments previously presented to the Office.

35 U.S.C. 325(d) provides, in pertinent part (emphasis added):

In determining whether to . . . order a proceeding under . . . chapter 30, . . . the Director
may take into account whether, and reject the . . . request because, the same or
substantially the same prior art or arguments previously were presented to the Office.

The patent owner points to the legislative history of 35 U.S.C. 325(d) to show that the provisions
of the statute apply to requests for ex parte reexamination, citing 157 Cong. Rec. S1042 (Daily
Ed. Mar. 1, 2011)(Statement of Sen. Kyl) (emphasis added):

[35 U.S.C. 325(d)] allows the Patent Office to reject any request for a proceeding,
including a request for ex parte reexamination, if the same or substantially the same
prior art or arguments previously were presented to the Office with respect to that patent.

The patent owner, however, does not argue that the same or substantially the same prior art or
arguments previously were presented to the Office. In fact, the patent owner concedes that the
request presents “newly cited references”,? also as argued by the requester in its October 13,
2016 opposition.> Furthermore, the patent owner does not provide any discussion regarding
whether the arguments presented in the request are the same or substantially the same as those
previously presented to the Office. More importantly, however, even if some or all of the
arguments are later shown to be the same or substantially the same as those previously presented
to the Office, the patent owner has not shown that the prior art relied upon in the request is
cumulative to the prior art of record, or, for that matter, that the request does not raise a

substantial new question of patentability for other reasons.

The standard for determining whether a request for ex parte reexamination is granted is whether
a substantial new question of patentability affecting any claim of the patent concerned is raised
by the request. See 35 U.S.C. 303(a) and 304. 35 U.S.C. 325(d) does not require the Office to
reject a request for reexamination. The statute merely permits the Office, within the Office’s
discretion, to reject the request if the same or substantially the same prior art or arguments

% See page 5 of patent owner’s September 30, 2016 combined petition. In addition, the requester notes, in its
October 13, 2016 opposition, that the Upender reference was before the Office during prior inter partes review
proceedings, but only to establish motivation to combine the admitted prior art with a different prior art reference
(the Boer reference). See footnote 1 of requester’s October 13, 2016 opposition. '

3 See page 5 of requester’s October 13, 2016 opposition.
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FEx Parte Reexamination Control No. 90/013,809 5

previously were presented to the Office with respect to that patent. 35 U.S.C. 304, however,
requires the Office to order reexamination if the Office finds that a substantial new question of
patentability affecting any claim of the patent concerned is raised by the request. See 35 U.S.C.
304, which provides, in pertinent part (emphasis added):

If . .. the Director finds that a substantial new question of patentability affecting any claim
of a patent is raised, the determination will include an order for reexamination of the
patent for resolution of the question.

A reference raises a substantial new question of patentability where 1) the reference contains a
new, non-cumulative technological teaching that was not previously considered and discussed on
the record during the prior examination of the patent; and 2) there is a substantial likelihood that
a reasonable examiner would consider the teaching of the reference important in determining the
patentability of a claim of the patent under reexamination. See MPEP 2216. See also MPEP
2242, which provides, in pertinent part:

If the prior art patents and printed publications raise a substantial question of patentability
of at least one claim of the patent, then a substantial new question of patentability as to the
claim is present, unless the same question of patentability has already been: (A) decided in
a final holding of invalidity by a federal court in a decision on the merits involving the
claim, after all appeals; (B) decided in an earlier concluded examination or review of the
patent by the Office; or (C) raised to or by the Office in a pending reexamination or
supplemental examination of the patent.

The patent owner does not argue that the request does not raise a substantial new question of
patentability. Instead, the patent owner argues that the requester has not explained why the art
could not have been presented earlier. The patent owner points to a total of seven petitions for
inter partes reviews (IPRs) of the *228 patent: IPR2014-00889, IPR2014-00890, IPR2014-
00891, IPR2014-00892, IPR2014-00893, IPR2014-00895, and IPR2015-00555. In four of them,
institution was denied. In the remaining three (IPR2014-00892, IPR2014-00893 and IPR2014-
00895) final written decisions were rendered before the present request for reexamination was
filed; however, none of the three inter partes reviews involved a review of claim 21 of the *228
patent, which is the only claim under reexamination in the present proceeding. Only three of the
inter pczrtes reviews included challenges to claim 21, and in each case, review of claim 21 was
denied.

The patent owner argues that the third party requester has not shown that the art or arguments
were known or available to the requester at the time of filing the earlier petitions for inter partes
review.’ The patent owner points out that the Patent Trial and Appeals Board (Board), when
determining whether to institute an inter partes review, has analyzed whether a petitioner has
shown whether the art or arguments were known or available to the requester at the time of filing
the earlier inter partes reviews.

4 See IPR2014-00889, IPR2014-00892, and IPR2015-00555.
5 See, e.g., pages 4, 5 and 7 of patent owner’s September 30, 2016 combined petition.
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Ex Parte Reexamination Control No. 90/013,809 6

The present proceeding, however, is an ex parte reexamination proceeding, not an inter partes
review. The standard for determining whether a request for ex parte reexamination is granted is
whether a substantial new question of patentability affecting any claim of the patent concerned is
raised by the request, as stated previously.

The patent owner argues that permitting the requester to request ex parte reexamination in the
present proceeding “would incentivize patent challengers to file serial petitions and requests and
increase the burden on the both the Office and patent owners in having to respond to renewed
attacks.”® In other words, the patent owner is essentially arguing that permitting the filing of the
present request for ex parte reexamination would encourage harassment of the patent owner.

The legislative history of the ex parte reexamination statute, however, reflects an intent by
Congress that the ex parte reexamination process would not create new opportunities to harass
the patent owner. See, e.g., H.R. Rep. No. 1307 (part I), 96" Cong., 2d Sess. 7 (Statement of
Congressman Kastenmeier, September 9, 1980):

This “substantial new question” requirement would protect patentees from having to
respond to, or participate in unjustified reexaminations.

The legislative history of the 2002 amendment to the reexamination statute also states that the
amendment “preserves the ‘substantial new question standard’ that is an important safeguard to
protect all inventors against frivolous action and against harassment,” and “also preserves the
discretion of the Patent and Trademark Office in evaluating these cases.”” See also Industrial
Innovation & Patent & Copyright Law Amendments: Hearings on H R. 6933, 6934, 3806, &
214 Before the Subcommittee on Courts, Civil Liberties and the Administration of Justice of the
House Committee on the Judiciary, 96" Cong., 2™ Sess. 594 (1980) (statement of Sidney
Diamond, Commissioner of Patents & Trademarks, April 24, 1980):

[The proposed ex parte reexamination statute] carefully protects patent owners from
reexamination proceedings brought for harassment or spite. The possibility of harassing
patent holders is a classic criticism of some foreign reexamination systems and we made
sure it would not happen here.

To prevent the use of the reexamination process to harass the patent owner, Congress included
the requirement that a substantial new question of patentability based on patents and printed
publications must be raised by the request. See also Parlex v. Mossinghoff, 771 F.2d 480, 483-
484 (Fed. Cir. 1985)(italics in original), where the Federal Circuit, in quoting the statement of
Commissioner Diamond immediately above, stated:

Study of the genesis of the reexamination statute leaves no doubt that the major purpose of
the threshold determination whether or not to reexamine is to provide a safeguard to the
patent holder . . . That is the only purpose of the procedure established by 35 U.S.C. § 303:
“carefully” to protect holders of issued patents from being subjected to unwarranted
reexaminations.

6 See page 6 of patent owner’s September 30, 2016 combined petition.
7147 Cong. Rec H 5358, 107" Congress, (September 5, 2001).
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Ex Parte Reexamination Control No. 90/013,809 7

Furthermore, the purpose of reexamination is to permit the Office to reexamine the patent on the
basis of prior art which was not previously considered during an earlier examination or review of
the patent. There is a strong public interest that all of the prior art be considered. See, for
example, In re Etter, 225 USPQ 1 (Fed. Cir. 1985), in which the Federal Circuit, when
discussing whether the § 282 presumption of validity has application in reexamination
proceedings, stated:

Reexamination is thus neutral, the patentee and the public having an equal interest in the
issuance and maintenance of valid patents.

In this instance, prior art relied upon in the request for reexamination was found by the examiner
to raise a substantial new question of patentability. Reexamination was then ordered, as required
by 35 U.S.C. 304. The examiner issued a 15-page order for reexamination detailing the
substantial new questions of patentability presented in the request, and it is in the public interest
to resolve those questions. The public has a right to the resolution of any legitimate substantial
new question of patentability affecting the claims under reexamination.

For all of the reasons stated above, patent owner’s September 30, 2016 petition under 37 CFR
1.182 is dismissed.

The October 17, 2016 order granting reexamination will not be vacated. Prosecution in the
present reexamination proceeding will continue.

Requester’s October 13, 2016 Petition under 37 CFR 1.183

The requester requests the Office to permit the requester to file an opposition to patent owner’s
September 30, 2016 petition. The requester asserts that extraordinary circumstances justify entry
and consideration of requester’s opposition, which was concurrently filed with its petition under
37 CFR 1.183.

Patent owner’s September 30, 2016 petition, however, is taken as a petition to vacate the order
granting reexamination on the basis that the request for reexamination allegedly is limited to the
same or substantially the same prior art or arguments previously presented to the Office. An
opposition by the requester to such a petition has a right of entry in the same manner as an
opposition by the requester to a petition to vacate the order granting reexamination as ultra vires
on the basis that the request does not raise a substantial new question of patentability (see MPEP
2246).

For this reason, requester’s October 13, 2016 petition is dismissed as moot. Furthermore, the
prohibition set forth in MPEP 2225 which prohibits the filing of patent owner’s September 30,
2016 petition under 37 CFR 1.182 and requester’s October 13, 2016 opposition thereto, has been
waived by this decision, as discussed previously.® For this reason, requester’s October 13, 2016
opposition has been entered and considered.

8 See the discussion earlier in this decision under the heading “Patent Owner’s September 30, 2016 Petition under 37
CFR 1.183”.

Rembrandt Wireless

Ex. 2012

Apple Inc. v. Rembrandt Wireless Technologies, LP, IPR2020-00033
Page 1122

IPR2020-00036 Page 01122



Ex Parte Reexamination Control No. 90/013,809 8

Patent Owner’s October 25, 2016 Paper

Patent owner’s October 25, 2016 paper entitled “Patent Owner’s Reply to Third Party
Requester’s Opposition to Patent Owner’s Petition Requesting the Director to Exercise Her
Discretionary Authority under 35 U.S.C. § 325(d) Pursuant to 37 C.F.R. § 181(a)(2) and/or §
1.182” is a response to requester’s opposition to patent owner’s September 30, 2016 petition, and
for this reason, is improper and will not be considered. See MPEP 2267, subsection II, which
provides, in pertinent part (emphasis added):

In those rare instances where an opposition to a patent owner petition is filed, after such
opposition is filed by a third party requester (regardless of whether such opposition has an
entry right or not), any further paper in opposition/rebuttal/response to the third party
opposition paper will not be considered and will be expunged. There must be a limitation
on party iterations of input, especially given the statutory mandate for special dispatch in
reexamination.

Pursuant to MPEP 2267, patent owner’s October 25, 2016 paper is being sua sponte expunged
from the record by marking the papers “closed” and “non-public,” and will not constitute part of
the record of the present reexamination proceeding.

CONCLUSION

e Patent owner’s September 30, 2016 under 37 CFR 1.183 is granted to the extent that
patent owner’s September 30, 2016 petition under 37 CFR 1.182 has been entered and
considered.

o Patent owner’s September 30, 2016 petition under 37 CFR 1.182 to vacate the order
granting reexamination and issue an order denying reexamination in the present
reexamination proceeding is dismissed.

* The order granting reexamination mailed on October 17, 2016 will not be vacated.
Prosecution in the present reexamination proceeding will continue.

* Requester’s October 13, 2016 petition under 37 CFR 1.183 is dismissed as moot.
Requester’s October 13, 2016 opposition has been entered and considered.

e Patent owner’s October 25, 2016 paper entitled “Patent Owner’s Reply to Third Party
Requester’s Opposition to Patent Owner’s Petition Requesting the Director to Exercise
Her Discretionary Authority under 35 U.S.C. § 325(d) Pursuant to 37 C.F.R. § 181(a)(2)
and/or § 1.182” is improper and will not be considered. Patent owner’s October 25,
2016 paper is being sua sponte expunged from the record by marking the papers
“closed” and “non-public,” and will not constitute part of the record of the present
reexamination proceeding.

o The present proceeding is being forwarded to the Central Reexamination Unit to continue
prosecution.
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Ex Parte Reexamination Control No. 90/013,809 9

e Any inquiry concerning this communication should be directed to the undersigned at
(571) 272-7724.

/Cynthia L. Nessler/

Cynthia L. Nessler
Senior Legal Advisor
Office of Patent Legal Administration

11/22/2016
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CERTIFICATE OF SERVICE

It is hereby certified that on this 3rd day of April, 2017, the foregoing PETITION
REQUESTING THE DIRECTOR TO EXERCISE HER SUPERVISORY AUTHORITY
PURSUANT TO 37 C.F.R. § 1.181(a)(1) AND/OR § 1.182 was served, by first-class U.S.
Mail, on the attorney of record for the third-party Requesters Samsung Electronics Co., Ltd. and
Samsung Electronics America, Inc., at the following address:

J. Steven Baughman, Esq.
Ropes & Gray LLP
IPRM - Floor 43
Prudential Tower
800 Boylston Street
Boston, Massachusetts 02199-3600
Phone: 202-508-4606
Facsimile: 202-383-8371

/Michael V. Battaglia/
Michael V. Battaglia
Reg. No. 64,932
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In Ex Parte Reexamination of : Group Art Unit: 3992
Gordon F. BREMER
Patent No.: 8,457,228 B2 : Control No.: 90/013,809
Issued: June 4, 2013
Reexam Request Filed: September 12, 2016

For: SYSTEM AND METHOD OF COMMUNICATION USING AT LEAST TWO
MODULATION METHODS

Attn: Mail Stop “Ex Parte Reexam”
Central Reexamination Unit

Office of Patent Legal Administration
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

PETITION REQUESTING THE DIRECTOR TO EXERCISE HER SUPERVISORY
AUTHORITY PURSUANT TO 37 C.F.R. § 1.181(a)(1) AND/OR §1.182

Pursuant to 37 C.F.R. § 1.181(a)(1) and/or § 1.182, Rembrandt Wireless Technologies,
LP (“Rembrandt”) respectfully requests the Director to exercise her supervisory authority under
Rule 181(a)(1) to require that the non-final Office Action (mailed March 9, 2017) rejecting claim
21 of U.S. Patent No. 8,457,228 (“the 228 Patent) in the above-referenced ex parte
reexamination (“the ‘228 Reexamination”) be vacated and reissued. Rembrandt respectfully
further requests that the Director require the March 9, 2017 Office Action to be stricken from the
record. Rembrandt’s request is based on the limits and requirements of ex parte reexamination
and examination generally, which Rembrandt believes have not been observed in the outstanding
Office Action. These limitations and requirements are: (1) With respect to original claims, ex

parte reexamination is limited to examination “on the basis of patents or printed publications,”
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MPEP 2258 (quoting 37 CFR 1.552(a)), and therefore does not permit examination on, inter alia,
§ 112 issues or other objections to the specification in the absence of amendments during
reexamination. (2) As acknowledged in the March 9, 2017 Office Action at 3, a claim in ex
parte reexamination that has not expired must be given its “broadest reasonable interpretation in
light of the specification,” MPEP 2111. Rembrandt is entitled to know what that interpretation
is. The Office Action does not identify what it considers to be the broadest reasonable
interpretation but rather relies on two different interpretations to reject the same claim, labelled
A and B. There is no provision in the ex parte reexamination statutes, regulations, or the MPEP
that permits more than one such interpretation for any given claim.

Statement of Facts Relevant to Petition

1) On September 12, 2016, following its repeated failure to successfully attack claim 21 of the
’228 Patent in multiple IPRs and after the conclusion of a district court action involving the
’228 Patent that has been pending since March 2013 and is now awaiting a decision from the
Federal Circuit, Samsung requested this ex parte reexamination attacking the same claim it
was unable to defeat during the IPRs and during the district court litigation.

2) On September 30, 2016, Rembrandt filed a petition asking the Director to exercise her
discretion under 35 U.S.C.§325(d) to deny the petition based on multiple proceedings
attacking the same claim and lack of any reason why Samsung should have yet another
opportunity to attack the same claim. That petition was dismissed on November 28, 2016.

3) On October 17, 2016, the Office granted Samsung’s Request.

4) On March 9, 2017, the Office issued a non-final Office Action that is outside the scope of ex
parte reexamination. In the absence of any amendments, ex parte reexamination is limited to

reexamination based on patents and printed publications. The March 9, 2017 Office Action
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exceeds its authority by (a) reexamining and objecting to the drawings of the *228 Patent and
demanding that Rembrandt amend the *228 Patent by providing substitute drawings and
labelling Figure 2 with “a legend such as --Prior Art --” (March 9, 2017 Office Action at 7);
(b) reexamining and objecting to the specification as “failing to provide proper antecedent
basis for the claimed subject matter” (id. at 8 (citing 37 CFR § 1.75(d)(1) and MPEP §
608.01)); and (c) reexamining the claims under 35 U.S.C. § 112 and asserting that “claim 21
is a single means claim” (id. at 5). Rembrandt is not aware of any basis in law for such
actions during an ex parte reexamination.

5) The March 9, 2017 Office Action also relies on two different claim interpretations to reject
claim 21 and thus does not provide the Office’s broadest reasonable interpretation of these
claims. (March 9, 2017 Office Action at 3-7). Based on “Interpretation A (id. at 8), the
Office Action rejects claim 21 under 35 U.S.C. § 102(e) based on Snell (id. at 8-9) and under
35 U.S.C. § 103(a) based on a combination of three references (id. at 9-11). Based on
“Interpretation B” (id. at 11), the Office Action rejects claim 21 based on the three different
combinations of from three to six references proposed by Samsung (id. at 11-75). There
cannot be more than one broadest reasonable construction of the claims, and it is
inappropriate to require Rembrandt to address multiple or hypothetical constructions in
response to an Office Action.

6) On February 9, 2017, Rembrandt filed a Petition Requesting the Director to Exercise Her
Supervisory Authority Pursuant to 37 C.F.R. § 1.181(a)(1) and/or § 1.182 in the ex parte
reexamination (control no. 90/013,808) of U.S. Patent No. 8,023,580 (“the ‘580
Reexamination”). The ‘580 Patent is the parent of the *228 Patent. The February 9, 2017

petition will hereinafter be referred to as “the 580 Petition.” The *580 Petition requested
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revision and reissuance of the Office Action mailed January 24, 2017, in the ex parte
reexamination of the *580 Patent. The *580 Petition was based on, inter alia, (i) a discussion
in the January 24, 2017 Office Action of issues outside the scope of ex parte reexamination
including § 112 issues, objections to the specification, and objections to the drawings ("580
Petition at 5-8) and (ii) the failure of the January 24, 2017 Office Action, which set forth
alternative claim interpretations “Interpretation A” and “Interpretation B” (January 24, 2017
Office Action at 6-9), to identify the broadest reasonable interpretation (’580 Petition at 8).

7) On March 27, 2017, the CRU issued a “Decision Sua Sponte Vacating Non Final Office
Action” (“CRU Decision”), which found that the January 24, 2017 Office Action “includes a
discussion of issues outside the scope of ex parte reexamination and therefore, the January
24, 2017 Office action does not comply with 37 CFR 1.552.” The CRU Decision vacated the
January 24, 2017 Office Action and indicated that “[t]he Office Action will form no part of
the record and will not be available to the public.”

8) On March 31, 2017, the Office issued a new Office Action in the ‘580 Reexamination.
Unlike the January 24, 2017 Office Action, the March 31, 2017 Office Action does not
include objections to the specification and drawings, does not expressly characterize its two
claim interpretations as A and B but still maintains both in the alternative, and has revised the
grounds of rejection, including withdrawing one ground that was based on prior art
previously considered by the Office in its entirety. Compare January 24, 2017 Office Action
with March 31, 2017 Office Action.

Rembrandt’s Petition Should Be Granted Because the Office Action Exceeds
The Limited Scope of Ex Parte Reexamination

The scope of ex parte reexamination is set forth in 37 CFR 1.552:

(a) Claims in an ex parte reexamination proceeding will be examined on the basis
of patents or printed publications and, with respect to subject matter added or
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deleted in the reexamination proceeding, on the basis of the requirements of 35
US.C. 112.

(b) Claims in an ex parte reexamination proceeding will not be permitted to
enlarge the scope of the claims of the patent.

(c) Issues other than those indicated in paragraphs (a) and (b) of this section will
not be resolved in a reexamination proceeding.... [emphasis added].

Like the now vacated January 24, 2017 Office Action, the March 9, 2017 Office Action
in the 228 Reexamination “includes a discussion of issues outside the scope of ex parte
reexamination” (quotation from the CRU Decision in the ‘580 reexamination). Also like the
situation in the ‘580 Reexamination, no subject matter has been “added or deleted” in the ‘228
Reexamination, and, therefore, no authority exists to examine “on the basis of the requirements
of 35 USC 112,” even if a formal rejection has not been entered. Only new or amended claims
are to be examined under § 112. MPEP 2258 (quoting 37 CFR 1.552(a))." By raising § 112
issues and objecting to the specification and to the drawings (see Fact 4 above), again, the Office
has exceeded its limited authority to examine the claims based on “patents and printed
publications,” and is clearly ultra vires.

Unless the March 9, 2017 Office Action is vacated and removed from the record, as was
the January 24, 2017 Office Action in the ‘580 Reexamination, Rembrandt will be prejudiced by
its issuance. Like the now vacated January 24, 2017 Office Action, the outstanding Office

Action includes an objection to the specification “as failing to provide proper antecedent basis

! MPEP 2258 makes clear that such action is not appropriate by providing: “If such issues are
raised by the patent owner or third party requester during a reexamination proceeding, the
existence of such issues will be noted by the examiner in the next Office action ....” Id. (quoting
37 CFR 1.552(c) (emphasis added)). In this case, neither the patent owner nor the third party
requester raised any § 112 issues, and, even if either party had raised such an issue, the MPEP
limits the examiner’s action to noting them — not conducting a § 112 examination and drawing
conclusions regarding the result of such an examination as was done here.
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for the claimed subject matter” (March 9, 2017 Office Action at 8) and an objection to the
drawings which “will not be held in abeyance” (id. at 7), both of which are beyond the scope of
ex parte reexamination. Rembrandt will be prejudiced if it is forced to respond to these
objections or risk a final rejection on such grounds. In the absence of amendments to the
specification or new or amended claims, there is no basis in law for making such objections
during ex parte reexamination. These objections on the record, if left unrebutted, have the
potential to undermine Rembrandt’s ability to enforce its patent rights. For this reason alone, the
March 9, 2017 Office Action should be vacated and reissued, and the original March 9, 2017
Office Action should be stricken from the record. Without such relief, Rembrandt will be
prejudiced by being forced to respond to the Office’s objections, and, thus, further resources of
the Office and Rembrandt will be spent needlessly on issues outside the scope of this ex parte
reexamination.

In addition to the improper objections to the specification and drawings, the outstanding
Office Action includes an ultra vires determination in the Office’s statement that “claim 21 is a
single means claim” (March 9, 2017 Office Action at 5), which is tantamount to an assertion that
claim 21 is not fully enabled under 35 U.S.C. § 112, first paragraph. (See MPEP § 2181(V) (“A
single means claim does not comply with ... pre-AIA 35 U.S.C. 112, first paragraph requiring
that the enabling disclosure of the specification be commensurate in scope with the claim under
consideration.”)). By law, the Office has no authority to conduct such an examination of claim

21 or make such a determination with respect to whether claim 21 is a single means claim (i.e.,
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whether claim 21 is enabled).” Here again, Rembrandt will be prejudiced if it is forced to
respond to this determination. As with the objections to the specification and drawings, if the
Office’s single means claim determination is not rebutted, it has the potential to undermine
Rembrandt’s ability to enforce its patent rights. For these further reasons, the March 9, 2017
Office Action should be vacated and reissued without such improper analyses and determinations
that go beyond the scope of ex parte reexamination, and the original March 9, 2017 Office
Action should be stricken from the record. Again, further resources of the Office and Rembrandt
should not be spent on issues that are clearly the outside the scope of this ex parte reexamination.

Rembrandt respectfully requests that Director exercise her supervisory authority to order
that the pending non-final Office Action be vacated and reissued to address these issues and that
the March 9, 2017 Office Action be stricken from the record.

Rembrandt’s Petition Should Be Granted Based on The Office’s Failure to Identify the Broadest
Reasonable Interpretation of Claim 21

The Office has failed to identify what it considers to be the broadest reasonable
interpretation of claim 21. Instead, the March 9, 2017 Office Action relies on two different
interpretations -- Interpretation A to reject the claim under §§ 102(e) & 103 and on Interpretation

B to make three additional rejections under § 103. See Fact 5 above. There can be only one

* In this regard, MPEP 2258 clearly provides as follows:

In reexaminations ordered under 35 U.S.C. 304, where new claims are presented
or where any part of the disclosure is amended, the claims of the reexamination
proceeding, are to be examined for compliance with 35 U.S.C. 112.
Consideration of 35 U.S.C. 112 issues should, however, be limited to the
amendatory (e.g., new language) matter. For example, a claim which is amended
or a new claim which is presented containing a limitation not found in the original
patent claim should be considered for compliance under 35 U.S.C. 112 only with
respect to that limitation. 7o go further would be inconsistent with the statute to
the extent that 35 U.S.C. 112 issues would be raised as to matter in the original
patent claim. [emphasis added].

Claims 2 and 59 are original, unamended claims.
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broadest reasonable interpretation for any given claim, and Rembrandt is entitled to know what
the Office’s interpretation is before a response to the Office Action is required. Thus,
Rembrandt respectfully requests the Director to order that the March 9, 2017 Office Action be
vacated and reissued to indicate what claim interpretation the Office has determined is the

broadest reasonable interpretation.

Rembrandt’s Petition in the ‘580 Reexamination

As indicated in the fact section above, Rembrandt filed a substantially identical petition
in the ‘580 Reexamination. See Fact 6 above. This petition mirrors the *580 Petition because
both are based (at least in part) on (i) a discussion in the first Office Action of issues outside the
scope of ex parte reexamination including § 112 issues, objections to the specification, and
objections to the drawings and (ii) the Office Action’s failure to identify the broadest reasonable
interpretation, instead setting forth alternative claim interpretations, which were labeled as

“Interpretation A” and “Interpretation B” in both cases. See Fact 6 above.

In the CRU Decision in the ‘580 Reexamination, the Office found that the January 24,
2017 Office Action “includes a discussion of issues outside the scope of ex parte reexamination
and therefore, the January 24, 2017 Office action does not comply with 37 CFR 1.552.” See
Fact 7 above. The CRU Decision vacated the January 24, 2017 Office Action and indicated that
“[t]he Office Action will form no part of the record and will not be available to the public.” See
Fact 7 above. Rembrandt respectfully submits that the facts above dictate the same result in the

casc.

In addition, Rembrandt notes that second Office Action issued in the *580 Patent (i.e., the
March 31, 2017 Office Action) no longer includes (i) an objection to the specification, and (ii) an

objection to the drawings, and modifies the grounds of rejection, including eliminating that based
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on prior art that was previously considered by the Office. See Fact 8 above. With respect to
Rembrandt’s request that the Office provide what it has determined to be the broadest reasonable
interpretation of the subject claims, while the March 31, 2017 Office Action in the ‘580
Reexamination has removed the labels “Interpretation A” and “Interpretation B”, it continues to
rely on two different claim interpretations in the alternative rather than identifying the one the
Office considers to be the broadest reasonable interpretation. As noted in the ‘580 Petition and
in this petition, Rembrandt believes failing to inform Rembrandt of the Office’s broadest
reasonable interpretation is in error (for the reasons given above). Thus, in the ‘228
Reexamination, Rembrandt respectfully requests that the March 9, 2017 Office Action be
vacated and reissued without “a discussion of issues outside the scope of ex parte
reexamination,” including without objections to the specification and drawings, and based on a
single broadest reasonable interpretation. Rembrandt further requests that the grounds of
rejection, written in view of the above inappropriate analysis, be reconsidered in their entirety, as

was done in the ‘580 Reexamination.

This Petition is timely filed, i.e., within two months of the non-final Office Action mailed
March 9, 2017. To the extent the Office believes any rules prevent consideration of this petition,
Rembrandt further petitions the Director to suspend such rules under the power granted to the

Director by 37 C.F.R. § 1.183.
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Any fee required for submission of this Petition may be charged to Counsel’s Deposit
Account Number 02-2135.

Respectfully submitted,

Date: April 3, 2017 By: /Michael V. Battaglia/
Michael V. Battaglia
Reg. No. 64,932
ROTHWELL, FIGG, ERNST
& MANBECK, P.C.
607 14™ Street, N.W., Suite 800
Washington, DC 20005
Phone: 202-783-6040
Facsimile: 202-783-6031

Attorney for Petitioner
Rembrandt Wireless Technologies, LP

cc: Nancy J. Linck, Ph.D.
Counsel for Rembrandt Wireless Technologies, LP
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g8y, UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patents and Trademark Office
P.O.Box 1450

Alexandria, VA 22313-1450
WWW.USpLo.gov
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800 BOYLSTON STREET

BOSTON, MA 02199-3600 CENTRA REEXAMINATION uniT
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

WWWUSRO.GOV

ROTHWELL, FIGG, ERNST & MANBECK, P.C. For Patent Owner

607 14th Street, N.W. MAILED

SUITE 800

WASHINGTON, DC 20005 APR 05 907
ROPES & GRAY, LLP For 3" Party Requester At REEXAMINATION UNIT
Prudential Tower IPRM Docketing- Floor 43 CENTRALR

800 Boylson Street

Boston, MA 02199-3600

Ex Parte Reexamination Proceeding DECISION SUA SPONTE
Control No. 90/013,809 VACATING EXAMINER’S
Filed: September 12, 2016 ANSWER

For: U.S. Patent No. 8,457,228

The purpose of this communication is to inform the parties to this ex parte reexamination
proceeding that the non-final Office action mailed on March 9, 2017 is hereby vacated for the
following reason:

A review of the March 9, 2017 Office action indicates that the Office Action includes a
discussion of issues outside the scope of ex parte reexamination and therefore, the March 9, 2017
Office action does not comply with 37 CFR 1.552. Accordingly, the March 9, 2017 non final
Office action is hereby vacated. The Office Action will form no part of the record and will not be
available to the public. This decision will be made of record in the reexamination file and the
proceeding will be returned to the Examiner in order to take further action. A new Office action
will issued in due course.

Any inquiry concerning this communication should be directed to Hetul Patel, Supervisory Patent
Reexamination Specialist of the Central Reexamination Unit, at telephone (571)272-4184.

ohn R. Cottingh
Director, Central Reexam
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
In Ex Parte Reexamination of : Group Art Unit: 3992
Gordon F. BREMER
Patent No.: 8,457,228 B2 : Control No.: 90/013,809
Issued: June 4, 2013
Reexam Request Filed: September 12, 2016
For:  SYSTEM AND METHOD OF COMMUNICATION USING AT LEAST TWO

MODULATION METHODS

Mail Stop Ex Parte Reexam

ATTN: Central Reexamination Unit
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

SUBMISSION PURSUANT TO 37 C.F.R. § 1.565(A)

Pursuant to 37 C.F.R. § 1.565(a), Patent Owner Rembrandt respectfully submits a copy of
a Federal Circuit decision (attached as Exhibit A) for prompt entry into the record of the
reexamination file. The decision (i.e., Rembrandt Wireless Technologies, LP, v. Samsung
Electronics Co., Ltd., No. 2016-1729 (Fed. Cir. April 17,2017)) involves U.S. Patent No.
8,457,228 and is to the merits of the patent claims. Patent Owner respectfully requests that the
examiner consider the content of the decision when the reexamination proceeding comes up for
action on the merits. See MPEP § 2282.

Any fee required for submission of this Petition may be charged to Counsel’s Deposit

Account Number 02-2135.
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Respectfully submitted,

Date: April 20, 2017 By: /Michael V. Battaglia/
Michael V. Battaglia, Reg. No. 64,932
ROTHWELL, FIGG, ERNST
& MANBECK, P.C.
607 14" Street, N.W_, Suite 800
Washington, DC 20005
Phone: 202-783-6040
Facsimile: 202-783-6031

Attorney for Petitioner

Rembrandt Wireless Technologies, LP
cc: Nancy J. Linck, Ph.D.
Counsel for Rembrandt Wireless Technologies, LP
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CERTIFICATE OF SERVICE

It is hereby certified that on this 20" day of April, 2017, the foregoing SUBMISSION
PURSUANT TO 37 C.F.R. § 1.565(A) was served, by first-class U.S. Mail, on the attorney of
record for the third-party Requesters Samsung Electronics Co., Ltd. and Samsung Electronics
America, Inc., at the following address:

J. Steven Baughman, Esq.
Ropes & Gray LLP
IPRM - Floor 43
Prudential Tower
800 Boylston Street
Boston, Massachusetts 02199-3600
Phone: 202-508-4606
Facsimile: 202-383-8371

/Michael V. Battaglia/
Michael V. Battaglia
Reg. No. 64,932

cc: Nancy J. Linck, Ph.D.
Counsel for Rembrandt Wireless Technologies, LP
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Case: 16-1729  Document: 866-1 Page: 1 Filed: 04/17/2017

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT

NOTICE OF ENTRY OF
JUDGMENT ACCOMPANIED BY OPINION

OPINION FILED AND JUDGMENT ENTERED: 04/17/2017

The atiached opinion announcing the judgment of the court in your case was filed and judgment was entered on
the daie indicated above. The mandate will be issued in dus course.

information is also provided about petitions for rehearing and suggestions for rehearing en banc. The questions
and answers are those frequently asked and answered by the Clerk's Office.

Each side shall bear its own costs.

Regarding exhibits and visual aids: Your atiention is directed Fed. R. App. P. 34(g) which states that the clerk
may destroy or dispose of the exhibils if counsel does not reclaim them within a reasonabie time after the clerk gives
notice io remove them. (The clerk deems a reasonable time to be 15 days from the date the final mandate is issued))

FOR THE COURT

/5/ Peter R, Marksteiner

Peler R. Marksteiner
Clerk of Court

16-1729 - Rembrandt Wireless v. Samsung Electronics
United States District Court for the Eastern District of Texas, Case No. 2:13-cv-00213-JRG
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Case: 16-1728  Document: 86-2  Page: 1 Filed: 04/17/2017

United States Court of Appeals
for the Federal Circuit

BEMBRANDT WIRELESS TECHNOLOGIES, LP,
Plamntiff-Appeliece

V.

SAMSUNG ELECTRONICS CO., LTD., SAMSUNG
ELECTRONICS AMERICA, INC., SAMSUNG
TELECOMMUNICATIONS AMERICA, LLC,

Defendants-Appellants

SAMSUNG AUSTIN SEMICONDUCTOR, L.L.C.,
RESEARCH IN MOTION CORPORATION,
RESEARCH IN MOTION LTD,,
Defendants

2016-1729

Appeal from the United States District Court for the
Fastern District of Texas in No. 2:13-cv-00213-JRG,
Judge J. Rodney Gilstrap.

Decided: Aprid 17, 2017

MicHARL F. HEM, Heim, Payne & Chorush, LLP,
Houston, TX, argued for plaintiff-appellee. Also repre-
sented by ERriC J. EnNGER, MIRANDA Y. JONES; DEMETRIOS
ANAIPAKOS, AMIR H. Avavi, JaMie ALAN AYCOCK, ALISA A,
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Case: 16-1729  Document: 866-2  Page: 2 Filed: 04/17/2017

2 REMBRANDT WIRELESS v. SAMSUNG ELECTRONICS

Lipski, Ahmad, Zavitsanos, Anaipakos, Alavi & Mensing
PC, Houston, TX.

JESSE J. JENNER, Ropes & Gray LLP, New York, NY,
argued for defendants-appellants. Also represented by
Dovucras  HALLWARD-DRIEMEIER, Washington, DC;
GABRIELLE E. HIGGINS, East Palo Alto, CA; BrRIAN P.
BIpDINGER, Quinn Emanuel Urqubart & Sullivan, LLP,
New York, NY.

Before TARANTO, CHEN, and ST0OLL, Circuit Judges.
STOLL, Circuit Judge.

A jury found that Samsung infringed Rembrandt’s as-
serted patents, which the jury also found not invalid over
prior art cited by Samsung. The jury awarded Rembrandt
$15.7 million in damages. After trial, Samsung moved for
judgment as a matter of law on obviousness and damages,
which the district court denied. Samsung appeals the
district court’s demial of JMOL, as well as the district
court’s claim construction order and an order denying
Samsung’s motion to hmit Rembrandt’'s damages for
alleged failure to mark patented articles.

Because we agree with the district court’s challenged
claim construction and its denial of Samsung’s JMOL
motions, we affirm those decisions. We disagree, howev-
er, with the district court’'s denial of Samsung’s motion
based on the marking statute, and we vacate that decision

and remand for proceedings consistent with this opinion.
BACKGROUND

Rembrandt Wireless Technologies, LP, sued Samsung
Electronics Co., Ltd., Samsung Electronics America, Inc.,
and Samsung Telecommunications America, LLC in the
United States District Court for Eastern District of Texas
on March 15, 2013 for infringement of two patents that
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share a specification: U.S. Patent No. 8,023,580 and a
continuation patent, U.S. Patent No. 8,457,228, These
patents claim priority to a provisional application filed on
December 5, 1997, and relate to “a system and method of
communication in which multiple modulation methods
are used to facilitate communication among a plurality of
modems in a network, which have heretofore been incom-
patible.” ’580 patent col. 2 I, 17-20. The patents explain
that in the prior art “a transmitter and receiver modem
pair can successfully communicate only when the modems
are compatible at the physical layer.” Id. at col. 1 1. 27—
29. As a result, “communication between modems is
generally unsuccessful unless a common modulation
method 1s used.” fd. at col. 1 1l. 45-47. Particularly with
modems communicating via master/slave protocol, the
patents explain that “[i]f one or more of the trib modems
islaves] are not compatible with the modulation method
used by the master, those tribs will be unable to receive
communications from the master.” Id. at col. 1 1L 58-61.
To overcome the challenges described in the prior art, the
patents propose using the first section of a transmitted
message (the message “header”) to indicate the modula-
tion method being used for the substance of the message
(the message “payload”).

Claim 2 of the 580 patent, which is dependent upon
claim 1, is representative:

1. A communication device capable of communi-
cating according to a master/slave relationship in
which a slave communication from a slave to a
master occurs in response {0 a master communi-
cation from the master to the slave, the device
COmMPrising:

a transceiver, in the role of the master ac-
cording to the master/slave relationship,
for sending at least transmissions modu-
lated using at least fwo types of modula-
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tion methods, wherein the at least two
ivpes of modulation methods comprise a
first modulation method and a second
modulation method, wherein the second
modulation method 1s of a different type
than the first modulation method, wherein
each transmission comprises a group of
transmission sequences, wherein each
group of transmission sequences is struc-
tured with at least a first portion and a
payload portion wherein first information
in the first portion indicates at least which
of the first modulation method and the
second modulation method is used for
modulating second information in the pay-
load portion, wherein at least one group of
transmission sequences is addressed for
an intended destination of the payload
portion, and wherein for the at least one
group of transmission sequences:

the first information for said at least one
group of transmission sSequences Compris-
es a first sequence, in the frst portion and
modulated according to the first modula-
tion method, wherein the first sequence
indicates an impending change from the
first modulation method to the second
modulation method, and

the second information for said at least
one group of transmission sequences com-
prises a second sequence that is modulat-
ed according to the second modulation
method, wherein the second seguence 1is
transmitted after the first sequence.

2. The device of claim 1, wherein the transceiver
is configured to transmit a third sequence after

Rembrandt Wireless

Ex. 2012

Apple Inc. v. Rembrandt Wireless Technologies, LP, IPR2020-00033
Page 1149

IPR2020-00036 Page 01149



Case: 16-17289  Document: 66-2  Page: 5 Filed: 04/17/2017

REMBRANDT WIRELESS v. SAMSUNG ELECTRONICS 3

the second sequence, wherein the third sequence
18 transmitted in the first modulation method and
indicates that communication from the master to
the slave has reverted to the first modulation
method.

id. at col. 71 53 — col. 81 24 (emphasis added to show
dispute). Relevant here, the district court construed
“‘modulation method [] of a different type” as “different
families of modulation techniques, such as the FSK family
of modulation methods and the QAM family of modulation
methods.” Kembrandt Wireless Techs., LP v. Samsung
Elecs, Co., No. 2:13-CV-213-JRG-RSP, 2014 WL 3385125,
at *15 (E.D. Tex. July 10, 2014) (Claim Construciion
Order).

Rembrandt alleged at trial that Samsung devices in-
corporating the Bluetooth emhanced data rate ("EDR")
standard infringed its patents. After a five-day trial, the
jury found that Samsung infringed Rembrandt’s patents,
and that the patents were valid over the prior art Sam-
sung presented. The jury awarded Rembrandt $15.7
million in damages. The district court denied Samsung’s
post-trial motions for judgment as a matter of law—on
hoth liability and on damages—and entered final judg-
ment.

Samsung appeals, and we have jurisdiction under
28 U.S.C. § 1295(a)(1).

DISCUSSION

Samsung appeals several issues: (1) the district
court’s construction of the “different types” Hmitation: (2)
the district court’s denial of JMOL of obviousness; (3) the
district court's denial of Samsung’s Dauberi motion,
motions for a new trial, and motion for JMOL on damag-
es; and (4) the district court’s denial of Samsung’s motion
to limit damages based on Bembrandt’s purported failure
to mark products embodying the 580 patent. Samsung
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does not appeal the jury's finding of infringement. We
address each issue in turn.

1. Claim Construction

Samsung disputes the district court’s construction of
“‘modulation method [} of a different type.” The district
court construed this limitation as “different families of
modulation techniques, such as the FSK [{requency-shift
keying] family of modulation methods and the QAM
{quadrature amplitude modulation] family of modulation
methods.” Claim Construction Order, 2014 WL 3385125,
at *15. We review claim constructions based solely on the
intrinsic record, as here, de nove. Shire Dev., LLC u.
Watson Pharm., Inc., 787 ¥.3d 1359, 1364 (Fed. Cir. 2015)
(quoting Teva Pharm. USA, Inc. v. Sandoz, Inc., 135
S, Ch. 831, 840-42 (2015)).

The district court arrived at its construction relying
on the applicant’s characterization of the “different types”
term in the prosecution history. During prosecution of
the 580 parent patent, the applicant inserted the “differ-
ent types” limitation into its claims after the examiner
had already issued a notice of allowance. In the apph-
cant’s contemporaneous remarks to the examiner, he
indicated that he inserted the himitation into the inde-
pendent claims to “more precisely claim the subject-
matter.” J.A. 2234. The applicant explained:

Applicant has further amended [its] claims . ..
with additional recitations to more precisely claim
the subject matter. For example, the language of
independent claim 1 has been clarified to refer to
two fypes of modulation methods, i.e., different
families of modulation techniques, such as the
FSK family of modulation methods and the QAM
family of modulation methods.

id.
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Samsung disputes the court’s construction, arguing
that it improperly affords dispositive weight to a single
self-serving statement in the prosecution history made
after the examiner had allowed certain claims. Samsung
contends that the plain claim language requires only that
the different types of modulation methods be “incompati-
ble” with one another. According to Samsung, the claims
cover devices that modulate signals using the same family
of modulation methods (for example, FSK modulation),
but operating with different amplitudes between modems.
Samsung asserts that, because modulating using different
amplitudes makes the devices incompatible, this ax-
rangement embodies “different types” of modulation.

We disagree with Samsung and adopt the construc-
tion entered by the district court. While the specification
is the principal source of the meaning of a disputed term,
the prosecution history may also be relevant. Vitronics
Corp. wv. Conceptronie, Inc., 90 F.3d 1576, 1582
(Fed. Cix. 1996). Here, the clearest statement in the
intrinsic record regarding the meaning of the “different
tyvpes” limitation is the descriptive statement the apph-
cant made to the examiner when he inserted the limita-
tion into the claims. Samsung's arguments to the
contrary do not diminish this unambiguous statement in
the prosecution history.

For example, Samsung avers that we should not give
the prosecution history statement definitional weight
because 1t uses the phrase “i.e.)” which Samsung argues
introduces an exemplary item in a set. A patentee’s use of
“l.e.)” in the intrinsic record, however, is often definition-
al. Edwards Lifesciences LLC v. Cook Inc., 582 ¥.34 1322,
1334 (Fed. Cix. 2009) (“[Ulse of e signals an intent to
define the word to which it refers.”); see also Abbott Labs.
v. Novopharm Lid., 323 F.3d 1324, 1330 (Fed. Cixr. 2003)
(holding that a patentee “explicitly defined” a term by
using “1.¢.” followed by an explanatory phrase). Indeed,
the term “i.e.” is Latin for id esi, which means “that 1s.”
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On a related note in the context of disavowal, we have
explained that “[wlhether a statement to the PTO that
includes ‘1.e. constitutes a clear and unmistakable disa-
vowal of claim scope depends on the context.” Braintree
Labs., Inc. v. Novel Labs., fnc., 749 F.3d 1349, 1355
(Fed. Cir. 2014). The context here strongly supports the
conclusion that Rembrandt used “le.” to define the “dif-
ferent types” limitation because Rembrandt used it tfo
describe to the examiner a new limitation it had inserted
to further himit its claims.

Samsung directs us to cases where we have held that
“i.2.” was not used to define, particularly in instances
where interpreting “1.e.” as definitional would be internal-
ly inconsistent, see Pfizer, Inc. v. Teva Pharm., USA, Inc.,
429 F.3d 1364, 1373 (Fed. Cir. 2005), or where it would
read out preferred embodiments, see Dealerirack, Inc. v.
Huber, 674 F.3d 1315, 1326 (Fed. Cir. 2012). Samsung
argues that interpreting the “i.e.” statement as defini-
tional here would create an internal inconsistency with
claim 43, which recites that “at least one of said modula-
tion methods implements phase modulation.” Samsung
asserts that because claim 43 refers to “at least one” of
the methods using phase modulation, more than one of
them could use phase modulation, even though under the
district court’s construction that would mean they are not
in different families.

We are not convinced that there would necessarily be
a conflict with claim 43 under the adopted construction.
As Rembrandt points out, claim 26-—from which claim 43
depends—also uses the “at least” language to describe “at
least two different types of modulation methods,” which
cuts against Samsung’s inference. In any event, we do
not find that this parsing of the claims overcomes the
definitional statement the applicant provided in the
prosecution history. See ERBE Elcktromedizin GmbH v.
Canady Tech. LLC, 628 F.3d 1278, 12856-87
(Fed. Cir. 2010) (rejecting patent owner’s claim differenti-
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ation argument based on disclaimer in the prosecution
history). Nor do we find that the specification is at odds
with the prosecution history definition. The specification
repeatedly refers to different types of modulation meth-
ods, but it does not provide examples of what would
constitute different methods or otherwise define this
limitation.

Samsung also mentions that in related IPR proceed-
ings, the Patent Trial and Appeal Board adopted the
broader construction Samsung argues for here. As Sam-
sung admits, however, this construction does not bind our
court. And the Board in IPR proceedings operates under
a broader claim construction standard than the federal
courts. Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131,
2142, 2146 (2016). We also note that even after adopting
Samsung’s construction, the Board refused to deem Rem-
brandt's patents unpatentable over the prior art, which is
ultimately what Samsung seeks under its proposed con-
struction.

We therefore agree with the construction entered by
the district court that the term “modulation method [J of a
different type” means “different families of modulation
techniques, such as the FSK family of modulation meth-
ods and the QAM family of modulation methods.” Claim
Construction Order, 2014 WL 3385125, at *15.

II. Obviocusness

Samsung argues that even under the district court’s
construction of “different types,” it proved by clear and
convincing evidence that Rembrandt’s patents are invalid
for obviousness under 35 U.S.C. § 103 and that the jury
verdict of nonobviousness must be overturned as a matter
of law.1

I (Gaven the effective filing dates of the 580 and 228
patents’ claims, the version of 35 U.S.C. § 103 that applies

Rembrandt Wireless

Ex. 2012

Apple Inc. v. Rembrandt Wireless Technologies, LP, IPR2020-00033
Page 1154

IPR2020-00036 Page 01154



Case: 16-1729 Document; 66-2  Page: 10 Filed: 04/17/2017

10 REMBRANDT WIRELESS v. SAMSUNG ELECTRONICS

We review the district court’s post-trial denial of
judgment as a matter of law under the law of the regional
circuit, here the Fifth Circuit. Fuusar Corp. v. DirecTV
Grp., Ine., 523 F.3d 1323, 1328 (Fed. Cir. 2008). Fifth
Circuit law has us review the denial of JMOL de novo,
asking, as the district court did, whether a “reasonable
jury would not have a legally sufficient evidentiary hasis
to find for the party on that issue.” Cambridge Toxicology
Grp. v. Exnicios, 485 F.3d 169, 179 (Bth Cir. 2007) {(quot-
ing Fed. R. Civ. P. 50(a)(1)). When a jury returns a gen-
eral verdict regarding obviousness, a legal question with
factual underpinnings, “[wle first presume that the jury
resolved the underlying factual disputes in favor of the
verdict winner and leave those presumed findings undis-
turbed if they are supported by substantial evidence.
Then we examine the legal conclusion de novo to see
whether 1t is correct in light of the presumed jury fact
findings.” Crircuit Check Inc. v. QX Inc., 795 F.3d 1331,
1334 (Fed. Cir. 2015) (quoting Jurgens v. McKasy,
927 F.2d 1552, 1557 (Fed. Cir. 1991)).

To allege obviousness, Samsung presented at trial a
prior art combination consisting of U.S. Patent No.
5,706,428 (“Boer”) as the primary reference and an article
by Bhargav P. Upender and Philip J. Kocopman, Jr. (“Up-
ender”’) as a secondary reference. According to Samsung,
the DBPSK and PPM/DQPSK modulation methods dis-
cussed in Boer are in “different families,” and are there-
fore different types of modulation methods under the
district court's construction. Samsung's expert, Dr.
Joodman, testified that, much like the QAM and PSK
modulation methods that the district court specifically
noted were in different families, Boer’s cited modulation

here is the one in force preceding the changes made by the
America Invents Act. See Leahy-Smith America Invents
Act, Pub. L. No. 112-29, § 3(n), 125 Stat. 284, 293 (2011).
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methods alter different sets of characteristics:
PPM/DQPSK alters phase and position, but DBPSK alters
only phase.

On the other hand, Rembrandt's infringement ex-
pert,? Dr. Morrow, testified that, in his experience, modu-
lation methods are in different families if they have “no
overlapping characteristics.” J.A. 1083, 18:13-24. Rem-
brandt therefore argued that PPM/DQPSK and DBPSK
were not in different families because they both altered
phase.

The jury was, of course, free to credit Dr. Morrow’s
testimony and reject Dr. Goodman's. MobileMedia Ideas
LLC v, Apple Inc., 780 F.3d 1159, 1168 (Fed. Cir)
(“[Wihen there is conflicting testimony at trial, and the
evidence overall does not make only one finding on the
point reasonable, the jury is permitted to make credibility
determinations and believe the witness it considers more
trustworthy.”), cert. denied, 136 8. Ct. 270 (2015). Sam-
sung argues, however, that Dr. Morrow’s testimony, and
Rembrandt's argument based on it, constitute an improp-
er reinterpretation of the court’'s “different types” con-
struction. Samsung urges that modulation methods can
have some overlapping characteristics and still be
different families, as required by the court’'s construction.
Samsung couches this argument as a claim construction

2  Rembrandt did not present a validity expert, and
Samsung suggests it was improper for Rembrandt to rely

ty. We disagree. Dr. Morrow's testimony regarding
whether two modulation techniques are in the same or
different families is equally applicable to the infringement
and validity issues. Samsung does not argue that the
testimony was improperly admitted into evidence or that
the testimony was admitted only for limited purposes not
including use for validity.
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issue. We disagree. As the district court correctly noted,
any dispute regarding whether particular modulation
technigues are in different families 1s a factual one. 