UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

| APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKET NO. CONFIRMATION NO.
14/721,707 08/07/2018 10043188 MIME.001-CON 2556
23442 7590 07/18/2018
RYLANDER & ASSOCIATES PC
P.O. Box 250

VANCOUVER, WA 98660

ISSUE NOTIFICATION

The projected patent number and issue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment is O day(s). Any patent to issue from the above-identified application will include
an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the
Office of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee
payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management
(ODM) at (571)-272-4200.

APPLICANT(s) (Please see PAIR WEB site http://pair.uspto.gov for additional applicants):

Tyler I. Miller, Seattle, WA;

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation, and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation
works to encourage and facilitate business investment. To learn more about why the USA is the best country in
the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.

IR103 (Rev. 10/09) GUARDIAN EXHIBIT 1006
Guardian Alliance Technologies, Inc. v. Miller



Doc Code: IFEE

Document Description: Issue Fee Payment (PTO-85B)

PTOL/85B-EFS

Issue Fee Transmittal Form

Application Number Filing Date First Named Inventor Atty. Docket No. Confirmation No.

14721707 26-May-2015 Tyler Miller MIME.001-CON 2556

TITLE OF INVENTION :

BACKGROUND INVESTIGATION MANAGEMENT SERVICE

Entity Status Application Type Art Unit [Class - Subclass EXAMINER
Small Utility under 35 USC 111(a) [2455 206000 MAHRAN ABU ROUMI
Issue Fee Due Publication Due Total Fee(s) Due Date Due Prev. Paid Fee
$500 $0 $500 24-Sep-2018 $0

1.Change of Correspondence Address and/or Indication Of Fee Address (37 CFR 1.33 & 1.363)

Current Correspondence Address:

23442
RYLANDER & ASSOCIATES PC

P.O. Box 250

VANCOUVER WA 98660
UNITED STATES

3607509931
RYLANDER@RYLANDERLAW.COM

Current Indicated Fee Address:

[ Change of correspondence address requested, system
generated AIA/122-EFS form attached

[ Fee Address indication requested, system generated SB/47-EFS
form attached

2.Entity Status

Change in Entity Status

Applicant certifying micro entity status; system generated Micro Entity certification form attached. See 37 CFR 1.29.
Note: Absent a valid certification of micro entity status, issue fee payment in the micro entity amount will not be accepted at the risk of application abandonment.
O If this box is checked, you will be prompted to choose a micro entity status on the gross income basis (37 CFR 1.29(a)) or the institution of higher education basis

(37 CFR1.29(d)), and make the applicable certification online.

® Applicant asserting small entity status. See 37 CFR 1.27.

Note: If the application was previously under micro entity status, checking this box will be taken to be a notification of loss of entitlement to micro entity status.

O Applicant changing to regular undiscounted fee status.

Note: Checking this box will be taken to be a notification of loss of entitlement to small or micro entity status, as applicable.

WEB IFEE 1.0
2



Doc Code: IFEE PTOL/85B-EFS

Document Description: Issue Fee Payment (PTO-85B)

3.The Following Fee(s) Are Submitted:

[ | authorize USPTO to apply my previously paid issue fee to the

Issue Fee
IZ current fees due

The Director is hereby authorized to apply my previously paid
[ ] Publication Fee [] issue fee to the current fee due and to charge deficient fees to
Deposit Account Number

If in addition to the payment of the issue fee amount submitted
with this form, there are any discrepancies in any amount(s) due,
the Director is authorized to charge any deficiency, or credit any
overpayment, to Deposit Account Number

O The issue fee must be submitted with this form. If payment of
the issue fee does not accompany this form, checking this box
and providing a deposit account number will NOT be
effective to satisfy full payment of the fee(s) due.

[ ] Advance Order - # of copies

4.Firm and/or Attorney Names To Be Printed

NOTE: If no name is listed, no name will be printed
For printing on the patent front page, list to be displayed as entered

1. Rylander & Associates, PC

2. Philip R.M. Hunt

5.Assignee Name(s) and Residence Data To Be Printed

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

Name City State Country Category

6.Signature

| certify, in accordance with 37 CFR 1.4(d)(4) that | am an attorney or agent registered to practice before the Patent and Trademark Office who has filed and has been granted
power of attorney in this application. | also certify that this Fee(s) Transmittal form is being transmitted to the USPTO via EFS-WEB on the date indicated below.

Signature /Philip R.M. Hunt/ Date 06-29-2018
Name Philip R.M. Hunt Registration Number | 58044
WEB IFEE 1.0
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Electronic Patent Application Fee Transmittal

Application Number:

14721707

Filing Date:

26-May-2015

Title of Invention:

BACKGROUND INVESTIGATION MANAGEMENT SERVICE

First Named Inventor/Applicant Name: Tyler J. Miller
Filer: Philip R. Hunt
Attorney Docket Number: MIME.001-CON
Filed as Small Entity
Filing Fees for Utility under 35 USC111(a)
Description Fee Code Quantity Amount Sull)j-s'l'g(tsa\)l in
Basic Filing:
UTILITY APPL ISSUE FEE 2501 1 500 500
PUBL. FEE- EARLY, VOLUNTARY, OR NORMAL 1504 1 0 0
Pages:
Claims:

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:




Sub-Total in

Description Fee Code Quantity Amount USD($)
Post-Allowance-and-Post-Issuance:
Extension-of-Time:
Miscellaneous:
Total in USD ($) 500




Electronic Acknowledgement Receipt

EFS ID: 33057185

Application Number: 14721707

International Application Number:

Confirmation Number: 2556
Title of Invention: BACKGROUND INVESTIGATION MANAGEMENT SERVICE
First Named Inventor/Applicant Name: Tyler J. Miller
Customer Number: 23442
Filer: Philip R. Hunt

Filer Authorized By:

Attorney Docket Number: MIME.001-CON
Receipt Date: 29-JUN-2018
Filing Date: 26-MAY-2015
Time Stamp: 18:49:44
Application Type: Utility under 35 USC 111(a)

Payment information:

Submitted with Payment yes

Payment Type CARD

Payment was successfully received in RAM $500

RAM confirmation Number 070218INTEFSW18494200

Deposit Account

Authorized User

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:




File Listing:

Document .. . File Size(Bytes)/ Multi Pages
Document Description File Name . . .
Number Message Digest | Part/.zip| (ifappl.)
45622
1 Issue Fee Payment (PTO-85B) Web85b.pdf no 2
5a8b2a7f906e1534ddc5549db570baa6880)]
aaefd
Warnings:
Information:
31508
2 Fee Worksheet (SB06) fee-info.pdf no 2
achb9118188c86222c8fba6891d444d8984|
albee
Warnings:
Information:
Total Files Size (in bytes): 77130

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810}, a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.Uspto.gov

NOTICE OF ALLOWANCE AND FEE(S) DUE

| EXAMINER |
23442 7590 06/22/2018
RYLANDER & ASSOCIATES PC ABU ROUML MAHRAN Y
P.O. Box 250
VANCOUVER, WA 98660 | ART UNIT PAPER NUMBER |
2455
DATE MAILED: 06/22/2018
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. | CONFIRMATION NO.
14/721,707 05/26/2015 Tyler J. Miller MIME.001-CON 2556

TITLE OF INVENTION: BACKGROUND INVESTIGATION MANAGEMENT SERVICE

APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

nonprovisional SMALL $500 $0 $0 $500 09/24/2018

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW
DUE.

HOW TO REPLY TO THIS NOTICE:

I. Review the ENTITY STATUS shown above. If the ENTITY STATUS is shown as SMALL or MICRO, verify whether entitlement to that
entity status still applies.

If the ENTITY STATUS is the same as shown above, pay the TOTAL FEE(S) DUE shown above.

If the ENTITY STATUS is changed from that shown above, on PART B - FEE(S) TRANSMITTAL, complete section number 5 titled
"Change in Entity Status (from status indicated above)".

For purposes of this notice, small entity fees are 1/2 the amount of undiscounted fees, and micro entity fees are 1/2 the amount of small entity
fees.

II. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B.

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Maintenance fees are due in utility patents issuing on applications filed on or after Dec. 12, 1980. It is
patentee's responsibility to ensure timely payment of maintenance fees when due. More information is available at
www.uspto.gov/PatentMaintenanceFees.

Page 1 of 3
PTOL-85 (Rev. 02/11)



PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE

Commlssmner for Patents

P.O.Box 1

Alexandria, Virginia 22313-1450
or Fax (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where
ppropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
1cated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for

malntenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address)

Note: A certificate of mailing can only be used for domestic mailings of the

Fee(s) Transmittal. This certificate cannot be used for any other accompanying

Eapers. Each additional paper, such as an assignment or formal drawing, must
ave its own certificate of mailing or transmission.

Certificate of Mailing or Transmission

23442 7590 06/22/2018 I hereby certify that this Fee(s) Transmittal is being deposited with the United
RYLANDER & ASSOCIATES PC States Postal Service with sufficient postage for first class mail in an envelope
P.O. Box 250 addressed to the Mail Stop ISSUE FEE address above, or being facsimile

-U. box transmitted to the USPTO (571) 273-2885, on the date indicated below.
VANCOUVER, WA 98660
(Depositor's name)
(Signature)
(Date)
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.
14/721,707 05/26/2015 Tyler J. Miller MIME.001-CON 2556
TITLE OF INVENTION: BACKGROUND INVESTIGATION MANAGEMENT SERVICE
| APPLN. TYPE ENTITY STATUS | ISSUE FEE DUE | PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE
nonprovisional SMALL $500 $0 $0 $500 09/24/2018
| EXAMINER | ART UNIT | CLASS-SUBCLASS |
ABU ROUMI, MAHRAN Y 2455 709-206000

1. Change of correspondence address or indication of "Fee Address" (37
CFR 1.363).

| Chan%e of correspondence address (or Change of Correspondence
Address form PTO/SB/122) attached.

[ "Eee Address" indication (or "Fee Address" Indication form
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer
Number is required.

2. For printing on the patent front page, list
1

(1) The names of up to 3 registered patent attorneys
or agents OR, alternatively,

(2) The name of a single firm (having as a member a 2

registered attorney or agent) and the names of up to
2 registered patent attorneys or agents. If no name is 3
listed, no name will be printed.

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE

(B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : [ ndividuat Corporation or other private group entity [ Government

4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)

[ Issue Fee
[ Publication Fee (No small entity discount permitted)
[ Advance Order - # of Copies

[ A check is enclosed.
| Payment by credit card. Form PTO-2038 is attached.

(1 The director is hereby authorized to charge the required fee(s), any deficiency, or credits any
overpayment, to Deposit Account Number (enclose an extra copy of this form).

5. Change in Entity Status (from status indicated above)
| Applicant certifying micro entity status. See 37 CFR 1.29

| Applicant asserting small entity status. See 37 CFR 1.27

| Applicant changing to regular undiscounted fee status.

NOTE: Absent a valid certification of Micro Entity Status (see forms PTO/SB/15A and 15B), issue
fee payment in the micro entity amount will not be accepted at the risk of application abandonment.

NOTE: If the application was previously under micro entity status, checking this box will be taken
to be a notification of loss of entitlement to micro entity status.

NOTE: Checking this box will be taken to be a notification of loss of entitlement to small or micro
entity status, as applicable.

NOTE: This form must be signed in accordance with 37 CFR 1.31 and 1.33. See 37 CFR 1.4 for signature requirements and certifications.

Authorized Signature

Date

Typed or printed name

Registration No.

9PTOL—85 Part B (10-13) Approved for use through 10/31/2013.

Page 2 of 3

OMB 0651-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.Uspto.gov

| APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. |
14/721,707 05/26/2015 Tyler J. Miller MIME.001-CON 2556
| EXAMINER |
23442 7590 06/22/2018
RYLANDER & ASSOCIATES PC ABU ROUML MAHRAN Y
P.O. Box 250
VANCOUVER, WA 98660 | ART UNIT PAPERNUMBER |

2455

DATE MAILED: 06/22/2018

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(Applications filed on or after May 29, 2000)

The Office has discontinued providing a Patent Term Adjustment (PTA) calculation with the Notice of Allowance.

Section 1(h)(2) of the AIA Technical Corrections Act amended 35 U.S.C. 154(b)(3)(B)(i) to eliminate the
requirement that the Office provide a patent term adjustment determination with the notice of allowance. See
Revisions to Patent Term Adjustment, 78 Fed. Reg. 19416, 19417 (Apr. 1, 2013). Therefore, the Office is no longer
providing an initial patent term adjustment determination with the notice of allowance. The Office will continue to
provide a patent term adjustment determination with the Issue Notification Letter that is mailed to applicant
approximately three weeks prior to the issue date of the patent, and will include the patent term adjustment on the
patent. Any request for reconsideration of the patent term adjustment determination (or reinstatement of patent term
adjustment) should follow the process outlined in 37 CFR 1.705.

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571)-272-4200.

Page 3 of 3
6TOL—85 (Rev. 02/11)
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OMB Clearance and PRA Burden Statement for PTOL-85 Part B

The Paperwork Reduction Act (PRA) of 1995 requires Federal agencies to obtain Office of Management and
Budget approval before requesting most types of information from the public. When OMB approves an agency
request to collect information from the public, OMB (i) provides a valid OMB Control Number and expiration
date for the agency to display on the instrument that will be used to collect the information and (ii) requires the
agency to inform the public about the OMB Control Number’s legal significance in accordance with 5 CFR
1320.5(b).

The information collected by PTOL-85 Part B is required by 37 CFR 1.311. The information is required to obtain
or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is
governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary
depending upon the individual case. Any comments on the amount of time you require to complete this form
and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, Virginia 22313-1450. DO NOT
SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, Virginia 22313-1450. Under the Paperwork Reduction Act of 1995, no persons are required to
respond to a collection of information unless it displays a valid OMB control number.

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is
35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which
the information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission
related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and
Trademark Office may not be able to process and/or examine your submission, which may result in termination of
proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance
from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority
of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations
governing inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive.
Such disclosure shall not be used to make determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication
of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the
record was filed in an application which became abandoned or in which the proceedings were terminated
and which application is referenced by either a published application, an application open to public
inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



Application No. Applicant(s)
14/721,707 MILLER, TYLER J.
. oy [ i AlA (First Inventor to File)
Notice of Allowability EﬂiaﬁzﬁrABU FOUMI g;gg"“ Statue
No

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. X This communication is responsive to amendments filed 4/26/2018.
OaAa declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on

2. [J An election was made by the applicant in response to a restriction requirement set forth during the interview on ; the restriction
requirement and election have been incorporated into this action.

3. X The allowed claim(s) is/are 1-14 and 16 . As a result of the allowed claim(s), you may be eligible to benefit from the Patent
Prosecution Highway program at a participating intellectual property office for the corresponding application. For more information,
please see http://www.uspto.gov/patents/init_events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov.

4. [J Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

Certified copies:
a)[dJ Al b)[Some *c)[] None of the:
1. [ Certified copies of the priority documents have been received.
2. [ Certified copies of the priority documents have been received in Application No.
3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the
International Bureau (PCT Rule 17.2(a)).
* Certified copies not received: _

Applicant has THREE MONTHS FROM THE “MAILING DATE” of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5. [J CORRECTED DRAWINGS ( as “replacement sheets”) must be submitted.

[0 including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date .

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6. [] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)

1. [0 Notice of References Cited (PTO-892) 5. [] Examiner's Amendment/Comment

2. [ Information Disclosure Statements (PTO/SB/08), 6. ] Examiner's Statement of Reasons for Allowance
Paper No./Mail Date

3. [ Examiner's Comment Regarding Requirement for Deposit 7. [ Other .

of Biological Material
4. [ Interview Summary (PTO-413),
Paper No./Mail Date .

/MAHRAN ABU ROUMI/
Primary Examiner, Art Unit 2455

U.S. Patent and Trademark Office

PTOL-37 (Rev. 08-13) Notice of Allowability Part of Paper No./Mail Date
20180610
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Application/Control Number: 14/721,707 Page 2
Art Unit: 2455

Allowability Notice
1. This communication is responsive to amendments filed 4/26/2018. The present

application is being examined under the pre-AlA first to invent provisions.

2. Status of Claims:
Claims 1-14 and 16 are allowed.

Claims 15 was cancelled.

3. Terminal Disclaimer filed 6/10/2018 was approved.

Reasons for Allowance

4. Claims 1-14 and 16 are allowed.

The following is an examiner's statement of reasons for allowance:

In interpreting the current claims, in light of the Specification filed on 5/26/2015,
the Examiner finds the claimed invention to be patentably distinct from the prior art of
records. Specifically, the prior art of records, individually or in combination, fail to
explicitly teach, suggest or render obvious the claimed invention as recited in the
independent Claims.

Prior art does not teach “...investigator...associating the reference electronic
response with the new application entry and...generating a suggested reference list of

one more law enforcement agencies based on an applicant residential address” of
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Claim 1. Note that Claims 5, 9 and 16 are substantially similar to Claim 1, thus the same
rationale applies with respect to prior art and allowance.

The closest prior art are Parikh et al. US 2012/0089528 A1, LaPasta et al. US
2005/0033633 A1, Ritzel US 6904407 B2 and Duffy et al. US 2009/0319331 A1.

. However, prior art still fail to teach “...investigator...associating the reference
electronic response with the new application entry and...generating a suggested
reference list of one more law enforcement agencies based on an applicant residential
address” of Claim 1. Note that Claims 5, 9 and 16 are substantially similar to Claim 1,
thus the same rationale applies with respect to prior art and allowance.

In addition, Applicant’s arguments filed 4/26/2018 have been considered and
found persuasive.

Any comments considered necessary by applicant must be submitted no later
than the payment of the issue fee and, to avoid processing delays, should preferably
accompany the issue fee. Such submissions should be clearly labeled "Comments on
Statement of Reasons for Allowance."

Conclusion

5. Any inquiry concerning this communication or earlier communications from
the examiner should be directed to MAHRAN ABU ROUMI whose telephone number is
(5671)272-3512. The examiner can normally be reached on Monday - Friday, 8AM -
5PM (EST).

If attempts to reach the examiner by telephone are unsuccessful, the examiner’'s

supervisor, Emmanuel Moise can be reached on 571-272-3865. The fax phone number
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for the organization where this application or proceeding is assigned is 571-273-8300.
Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published
applications may be obtained from either Private PAIR or Public PAIR. Status
information for unpublished applications is available through Private PAIR only. For
more information about the PAIR system, see http:/pair-direct.uspto.gov. Should you
have questions on access to the Private PAIR system, contact the Electronic Business
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO
Customer Service Representative or access to the automated information system, call
800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/MAHRAN ABU ROUMI/
Primary Examiner, Art Unit 2455
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“PRIOR” PATENT

Application Number 14721707
Filing Date 26-May-2015
First Named Inventor Tyler Miller
Attorney Docket Number MIME.001-CON

Title of Invention

BACKGROUND INVESTIGATION MANAGEMENT SERVICE

< Filing of terminal disclaimer does not obviate requirement for response under 37 CFR 1.111 to outstanding
Office Action

X] This electronic Terminal Disclaimer is not being used for a Joint Research Agreement.

Owner Percent Interest

Tyler J. Miller 100%

The owner(s) with percent interest listed above in the instant application hereby disclaims, except as provided below, the
terminal part of the statutory term of any patent granted on the instant application which would extend beyond the expiration
date of the full statutory term of prior patent number(s)

9070098

as the term of said prior patent is presently shortened by any terminal disclaimer. The owner hereby agrees that any patent so
granted on the instant application shall be enforceable only for and during such period that it and the prior patent are commonly
owned. This agreement runs with any patent granted on the instant application and is binding upon the grantee, its successors
or assigns.

In making the above disclaimer, the owner does not disclaim the terminal part of the term of any patent granted on the instant
application that would extend to the expiration date of the full statutory term of the prior patent, "as the term of said prior patent
is presently shortened by any terminal disclaimer,” in the event that said prior patent later:

- expires for failure to pay a maintenance fee;

- is held unenforceable;

- is found invalid by a court of competent jurisdiction;

- is statutorily disclaimed in whole or terminally disclaimed under 37 CFR 1.321;

- has all claims canceled by a reexamination certificate;

- is reissued; or

- is in any manner terminated prior to the expiration of its full statutory term as presently shortened by any terminal disclaimer.

@ Terminal disclaimer fee under 37 CFR 1.20(d) is included with Electronic Terminal Disclaimer request.
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| certify, in accordance with 37 CFR 1.4(d)(4), that the terminal disclaimer fee under 37 CFR 1.20(d)
required for this terminal disclaimer has already been paid in the above-identified application.

O

Applicant claims the following fee status:

(® Small Entity
(O Micro Entity

(O Regular Undiscounted

| hereby declare that all statements made herein of my own knowledge are true and that all statements made on information and
belief are believed to be true; and further that these statements were made with the knowledge that willful false statements and
the like so made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and
that such willful false statements may jeopardize the validity of the application or any patent issued thereon.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d)(4) that | am:

® An attorney or agent registered to practice before the Patent and Trademark Office who is of record in
this application

Registration Number 58044

(O Asoleinventor

O A joint inventor; | certify that | am authorized to sign this submission on behalf of all of the inventors as evidenced by the
power of attorney in the application

(O Ajointinventor; all of whom are signing this request

Signat
ignature /Philip R.M. Hunt/

Name Philip R.M. Hunt

*Statement under 37 CFR 3.73(b) is required if terminal disclaimer is signed by the assignee (owner).
Form PTO/SB/96 may be used for making this certification. See MPEP § 324.
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Title of Invention:
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First Named Inventor/Applicant Name: Tyler J. Miller
Filer: Philip R. Hunt
Attorney Docket Number: MIME.001-CON
Filed as Small Entity
Filing Fees for Utility under 35 USC111(a)
Description Fee Code Quantity Amount Sull)j-s'l'g(tsa\)l in
Basic Filing:
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Pages:
Claims:
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Description

Fee Code

Quantity

Amount

Sub-Total in
UsD($)

Extension-of-Time:

Miscellaneous:

Total in USD ($)
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Doc Code: DISQ.E.FILE
Document Description: Electronic Terminal Disclaimer — Approved

Application No.: 14721707
Filing Date: 26-May-2015

Applicant/Patent under Reexamination: Miller

Electronic Terminal Disclaimer filed on  june 10, 2018

X APPROVED

This patent is subject to a terminal disclaimer

] DISAPPROVED

Approved/Disapproved by: Electronic Terminal Disclaimer automatically approved by EFS-Web

U.S. Patent and Trademark Office
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Electronic Acknowledgement Receipt

EFS ID: 32853355

Application Number: 14721707

International Application Number:

Confirmation Number: 2556
Title of Invention: BACKGROUND INVESTIGATION MANAGEMENT SERVICE
First Named Inventor/Applicant Name: Tyler J. Miller
Customer Number: 23442
Filer: Philip R. Hunt

Filer Authorized By:

Attorney Docket Number: MIME.001-CON
Receipt Date: 10-JUN-2018
Filing Date: 26-MAY-2015
Time Stamp: 14:26:30
Application Type: Utility under 35 USC 111(a)

Payment information:

Submitted with Payment yes

Payment Type CARD

Payment was successfully received in RAM $160

RAM confirmation Number 061118INTEFSW 14262600

Deposit Account

Authorized User

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:
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File Listing:

Document .. . File Size(Bytes)/ Multi Pages
Document Description File Name . . .
Number Message Digest | Part/.zip| (ifappl.)
33447
1 Terminal Disclaimer-Filed (Electronic) eTerminal-Disclaimer.pdf no 2
c0dd32dba0al28acd52c2fe6a0f66a9b4 1bf|
5ae9
Warnings:
Information:
30230
2 Fee Worksheet (SB06) fee-info.pdf no 2
22e73450288570b83b4dafbd3092f2bas5415]
3118a
Warnings:
Information:
Total Files Size (in bytes): 63677

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810}, a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicant: . Tyler J. Miller
Inventor(s): : TylerJ. Miller
Serial No.: . 14721707

Filed: . 2015-05-26

Confirm No.: : 2556

For: . BACKGROUND INVESTIGATION MANAGEMENT
SERVICE

Examiner: . ABUROUMI, MAHRANY
TC/AU.: . 2455
Date: . April 26,2018

Via EFS

AMENDMENT/REPLY TO NON-FINAL OFFICE ACTION
UNDER 37 CFR § 1.111

This reply is made to a non-final office action mailed 26 December 2017.

Amendments to the CLaimS ... 2
Remarks / ATQUMENTS . ...........ccooiiiiii oo 9
INterview SUMMATY ... 9
The Double Patenting ReJECtiONS ................c..oooiiiiii oo 9
The Section § 101 Non-Patentable Subject Matter Rejections .............................o....... 9
The Rejections of Claims 1-14 ... 9

The Alice Two Step Test for Subject Matter Eligibility. ...................................... 9
Alice Step 1 ANALYSIS ..o, 10
Alice Step 2 Analysis — Claim Not Routine and Conventional ............................... 10
Alice Step 2 Analysis — Claim Has Inventive Elements ... 12

The Section § 103 Obviousness ReJECtiONS .................ccoooioiiiiiiicie e 12
Regarding Claims 1-3 in view of Parikh/Lapasta/Ritzel/Duffy............................ 12
Regarding Claim 2 in view of Parikh/Lapasta/Ritzel/Duffy................................. 15
Regarding Claims 5-7, 9-11, 13-14 and 16 in view of Parikh/Lapasta/Ritzel/Duffy 16
Regarding Claims 4, 8, and 12 in view of Parikh/Lapasta/Ritzel/Duffy/ Farris....... 17
CONCIUSION ... e 18

Dkt No. MIME.001-CON Page 1 of 18 Serial No.: 14721707
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AMENDMENTS TO THE CLAIMS
Claims 1-14 and 16 are pending, with claims 1, 5, 9, and 16 being independent. Claim
15 has been cancelled. No new subject matter has been added.

Listing of the Claims

What is claimed is:

1. (Previously presented) A method for a computing device with a processor and a system
memory to assist an investigator in conducting a background investigation of an applicant
for a position within a first organization, comprising the steps of:
receiving a first set of program data comprising information identifying the
applicant, the position, the first organization, and the investigator;
storing a new applicant entry in the system memory, the new applicant entry
associated with the first set of program data;
transmitting an applicant hyperlink to an applicant email address associated with
the applicant, the applicant hyperlink for viewing an applicant set of electronic
documents;
receiving an applicant electronic response with a reference set of program data,
wherein the reference set of program data comprises information regarding a
reference source, wherein the reference source is a person, the program data
including a reference email address associated with the reference source;
determining a reference class of the reference source based on the reference set of
program data;
selecting a reference set of electronic documents based on the reference class of the
reference source;
transmitting a reference hyperlink to the reference email address, the reference
hyperlink for viewing the reference set of electronic documents;
receiving a reference electronic response to the reference set of electronic
documents from the reference source;
storing the reference electronic response in the system memory, associating the

reference electronic response with the new applicant entry; and

Dkt No. MIME.001-CON Page 2 of 18 Serial No.: 14721707
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generating a suggested reference list of one or more law enforcement agencies

based on an applicant residential address.

2. (Previously presented) The method of claim 1, further comprising the steps of:

searching for a previous applicant entry in the system memory associated with the
applicant and a second organization different from the first organization, the
previous applicant entry having a second set of program data, the second set of
program data comprising information regarding the applicant, the second
organization, the position the applicant applied for in the second organization,
and status of a previous application the applicant applied for in the second
organization; and

presenting the second set of program data to the investigator.

3. (Original) The method of claim 1, further comprising the steps of:
presenting to the investigator, prior to transmitting the applicant hyperlink for
viewing the applicant set of electronic documents, an option of changing one or

more documents in the applicant set of electronic documents.

4. (Previously presented) The method of claim 1, wherein one document of the applicant
set of electronic documents is an inter-active questionnaire in which a next question

presented to the reference source is based on a response to a prior question.

5. (Previously presented) A non-transitory computer-readable medium having stored
thereon instructions which, when executed by a processor of a computing device with a
system memory, cause the computing device to perform the steps of a method to assist an
investigator in conducting a background investigation of an applicant for a position within
a first organization, the steps of the method comprising:

receiving a first set of program data comprising information identifying the

applicant, the position, the first organization, and the investigator;
storing a new applicant entry in the system memory, the new applicant entry

associated with the first set of program data;

Dkt No. MIME.001-CON Page 3 of 18 Serial No.: 14721707
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transmitting an applicant hyperlink to an applicant email address associated with
the applicant, the applicant hyperlink for viewing the applicant set of electronic
documents;

receiving an applicant electronic response with a reference set of program data,
wherein the reference set of program data comprises information regarding a
reference source, wherein the reference source is a person, the program data
including a reference email address associated with the reference source;

determining a reference class of the reference source based on the reference set of
program data;

selecting a reference set of electronic documents based on the reference class of the
reference source;

transmitting a reference hyperlink to the reference email address, the reference
hyperlink for viewing the reference set of electronic documents;

receiving a reference electronic response to the reference set of electronic
documents from the reference source;

storing the reference electronic response in the system memory, associating the
reference electronic response with the new applicant entry; and

generating a suggested reference list of one or more law enforcement agencies

based on an applicant residential address.

6. (Previously presented) The non-transitory computer-readable medium of claim 5, having
stored thereon additional instructions which, when executed by the processor of the

computing device, cause the computing device to perform the steps of:

searching for a previous applicant entry in the system memory associated with the
applicant and a second organization different from the first organization, the
previous applicant entry having a second set of program data, the second set of
program data comprising information regarding the applicant, the second
organization, the position the applicant applied for in the second organization,
and status of a previous application the applicant applied for in the second
organization; and

presenting the second set of program data to the investigator.

Dkt No. MIME.001-CON Page 4 of 18 Serial No.: 14721707
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7. (Original) The non-transitory computer-readable medium of claim 5, having stored
thereon additional instructions which, when executed by the processor of the computing

device, cause the computing device to perform the steps of:
presenting to the investigator, prior to transmitting the applicant hyperlink for
viewing the applicant set of electronic documents, an option of changing one or

more documents in the applicant set of electronic documents.

8. (Previously presented) The non-transitory computer-readable medium of claim 5,
wherein one document of the applicant set of electronic documents is an inter-active
questionnaire in which a next question presented to the reference source is based

on a response to a prior question.

9. (Previously presented) A computing device configured to assist an investigator in
conducting a background investigation of an applicant for a position within a first
organization, comprising:
a processor; and
a system memory, the system memory having instruction stored therein that when
executed by the processor, cause the computing device to perform the steps of:
receiving a first set of program data comprising information identifying the
applicant, the position, the first organization, and the investigator;
storing a new applicant entry in the system memory, the new applicant entry
associated with the first set of program data;
transmitting an applicant hyperlink to an applicant email address associated with
the applicant, the applicant hyperlink for viewing the applicant set of electronic
documents;
receiving an applicant electronic response with a reference set of program data,
wherein the reference set of program data comprises information regarding a
reference source, wherein the reference source is a person, the program data
including a reference email address associated with the reference source;
determining a reference class of the reference source based on the reference set of

program data;

Dkt No. MIME.001-CON Page 5 of 18 Serial No.: 14721707
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selecting a reference set of electronic documents based on the reference class of the
reference source;

transmitting a reference hyperlink to the reference email address, the reference
hyperlink for viewing the reference set of electronic documents;

receiving a reference electronic response to the reference set of electronic
documents from the reference source;

storing the reference electronic response in the system memory, associating the
reference electronic response with the new applicant entry; and

generating a suggested reference list of one or more law enforcement agencies

based on an applicant residential address.

10. (Previously presented) The computing device of claim 9, further comprising additional
instructions stored in the system memory which, when executed by the processor of the
computing device, cause the computing device to perform the step of:
searching for a previous applicant entry in the system memory associated with the
applicant and a second organization different from the first organization, the
previous applicant entry having a second set of program data, the second set of
program data comprising information regarding the applicant, the second
organization, the position the applicant applied for in the second organization,
and status of a previous application the applicant applied for in the second
organization; and

presenting the second set of program data to the investigator.

11. (Original) The computing device of claim 9, further comprising additional instructions
stored in the system memory which, when executed by the processor of the computing

device, cause the computing device to perform the step of:
presenting to the investigator, prior to transmitting the applicant hyperlink for
viewing the applicant set of electronic documents, an option of changing one or

more documents in the applicant set of electronic documents.

12. (Previously presented) The computing device of claim 9,
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wherein one document of the applicant set of electronic documents is an inter-active
questionnaire in which a next question presented to the reference source is based

on a response to a prior question.

13. (Previously presented) The computing device of claim 9, further comprising additional
instructions stored in the system memory which, when executed by the processor of the
computing device, cause the computing device to perform the step of:
creating a plurality of questionnaires each being a member of at least one class of a
plurality of classes of questionnaires, each class being related to a type of
reference source; and
including a first questionnaire of the plurality of questionnaires in the reference set
of electronic documents, the first questionnaire in one of the plurality of classes

that is related to the type of reference source.

14. (Original) The computing device of claim 13, further comprising additional instructions
stored in the system memory which, when executed by the processor of the computing
device, cause the computing device to perform the step of:

receiving instructions from the investigator to edit one of the questionnaires.
15. (Cancelled).

16. (Previously presented) A method for a computing device with a processor and a system
memory to assist an investigator in conducting a background investigation of an applicant
for a position within a first organization, comprising the steps of:
receiving a first set of program data comprising information identifying the
applicant, the position, the first organization, and the investigator;
storing a new applicant entry in the system memory, the new applicant entry
associated with the first set of program data;
transmitting an applicant hyperlink to an applicant email address associated with
the applicant, the applicant hyperlink for viewing the applicant set of electronic
documents;
receiving an applicant electronic response with a reference set of program data,

wherein the reference set of program data comprises information regarding a
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reference source, wherein the reference source is a person, the program data
including a reference email address associated with the reference source;

determining a reference class of the reference source based on the reference set of
program data;

selecting a reference set of electronic documents based on the reference class of the
reference source;

transmitting a reference hyperlink to the reference email address, the reference
hyperlink for viewing the reference set of electronic documents;

receiving a reference electronic response to the reference set of electronic
documents from the reference source;

storing the reference electronic response in the system memory, associating the
reference electronic response with the new applicant entry; and

generating a suggested reference list of one or more law enforcement agencies
around a selected address, wherein the selected address is one of an applicant
current residential address, an applicant past address, and a reference source

address.
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REMARKS / ARGUMENTS

The Applicant makes the following remarks regarding individual issues.

INTERVIEW SUMMARY

The Applicant’s attorney held an interview with the Examiner on February 27, 2018.
The Examiner tentatively agreed that if claims are allowable over the prior art - that is,
there are no novelty and obviousness rejections on those claims, then the claims represent
"something more" than a mere abstract idea and are patentable.

Regarding the section 103 rejections, Applicant presented an argument that Ritzel
teaches collection of reference class information, but not selection of documents based on
reference class. The Examiner thought there was some possibly on this argument but wants
to see it fully written out. The Examiner was skeptical of Applicant’s argument that Dufty
in non-analogous art. The Examiner said that this type of argument rarely is convincing to

him, but he would consider it.

THE DOUBLE PATENTING REJECTIONS

In the Office Action, claims 1-14 are rejected on the ground of nonstatutory double
patenting as being unpatentable over claims 1-14 of U.S. Patent No. 9,070,098.

The Applicant will file terminal disclaims as needed to overcome these rejections once
the examiner has found allowable subject matter. The Applicant respectfully request the

Examiner hold these rejections in abeyance until then.
THE SECTION § 101 NON-PATENTABLE SUBJECT MATTER REJECTIONS

THE REJECTIONS OF CLAIMS 1-14

In the Office Action, the Examiner rejected Claim 1-14 under 35 U.S.C. 101 for
comprising unpatentable subject matter on the grounds that Claims 1-14 are directed to an
abstract idea and these claims do not include additional elements that are sufficient to

amount to significantly more than the judicial exception.

THE ALICE Two STEP TEST FOR SUBJECT MATTER ELIGIBILITY.

In Alice Corp. v. CLS Bank International, 573 U.S. |, 134 S. Ct. 2347 (2014), the
Court described a two-step inquiry for analyzing patent subject-matter eligibility. The first

step asks whether the challenged claims are directed to a patent-ineligible concept such as
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a law of nature, physical phenomenon, or abstract idea. Alice, 134 S. Ct. at 2352-53. If and
only if the claims are directed to a patent-ineligible concept, the court then moves to the
second step: determining whether the elements of the claims, both “individually and as an
ordered combination,” supply a concept sufficiently inventive “to ensure that the patent in
practice amounts to significantly more than a patent upon the [ineligible concept] itself.”
1d. (quoting Mayo, 566 U.S. at 72-73); RecogniCorp, LLC v. Nintendo, Ltd., F3d ,2017
WL 1521590, at *2 (Fed. Cir. Apr. 28, 2017) (“In other words, step two asks whether the
patent claims ‘an inventive concept sufficient to transform the claimed abstract idea into a

patent-eligible application.’”).

ALICE STEP 1 ANALYSIS

In the Office Action, the Examiner found that Claim 1 is directed to a method that
assist an investigator in conducting a background investigation in which the method
receives applicant's information and based on that information, determines a reference type
and transmit a link to that reference with a questionnaire, then stores the response and
generates reference list of law agencies. The Examiner found this method falls under the
abstract concept of "Fundamental Economic Practices." (Office Action pages 8-9). The

Applicant traverses, but in the interest of expediting prosecution, will only argue step 2.

ALICE STEP 2 ANALYSIS — CLAIM NOT ROUTINE AND CONVENTIONAL

In the Office Action, the Examiner found that Claim 1 does not have addition claim

elements that qualify as “significantly more” under the Alice test step 2, reasoning:

Here, the additional elements of the claim are generic computer components
performing generic computer function which do not qualify as significantly
more under Alice test. For example, "processor/memory, hyperlink/email
address" are generic computer components that are used to perform generic

computer function. (Office Action, page 9).

The Applicant respectfully disagrees. USPTO memo to the Patent Examining Corps
dated April 19, 2018, states (page 3):

[A]n examiner should conclude that an element (or combination of

elements) represents well-understood, routine, conventional activity only
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when the examiner can readily conclude that the element(s) is widely
prevalent or in common use in the relevant industry. This memorandum
clarifies that such a conclusion must be based upon a factual determination

that is supported as discussed in section III below.
Section III then states (page 3):

In a step 2B analysis, an additional element (or combination of elements) is
not well-understood, routine or conventional unless the examiner finds, and

expressly supports a rejection in writing with, one or more of the following:

1. A citation to an express statement in the specification or to a statement

made by an applicant. ...
2. A citation to one or more of the court decisions. ...

3. Acitation to a publication that demonstrates the well-understood, routine,

conventional nature of the additional element(s)...

4. A statement that the examiner is taking official notice of the well-

understood, routine, conventional nature of the additional element(s).

The Applicant notes that none of these were supplied in the instant rejection and thus
the rejection is inadequate and fails. The Applicant respectfully requests that the Examiner
supply the four items above or withdraw the Application.

To the best of the Applicant’s knowledge, the Examiner will not be able to supply one

of the four items above for specifically one element of claim 1:

generating a suggested reference list of one or more law enforcement agencies

based on an applicant residential address.

There is no express statement in the specification of the instant application that this
element is routine, nor has the applicant made such a statement in prosecution. The
Applicant is unaware of any court decision that holds this element is routine. Arguable,
the Duffy discloses something similar to this element, but Duffy does not describe the

similar element as routine.
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ALICE STEP 2 ANALYSIS — CLAIM HAS INVENTIVE ELEMENTS

If and only if the claims are directed to a patent-ineligible concept, the court then
moves to the second step: determining whether the elements of the claims, both
“individually and as an ordered combination,” supply a concept sufficiently inventive “to
ensure that the patent in practice amounts to significantly more than a patent upon the
[ineligible concept] itself.” Alice, 134 S. Ct. at 2352-53.

In the instant case, the Applicant believes the claims as currently recited are patentable
over the prior art, for reasons given herein for overcoming the obviousness rejections. Since
the claims are patentable over the prior art, they are inventive and therefor “something
more” than an abstract concept.

For at least this reason, the Applicant believes the instant claims are patent eligible

subjection matter and respectfully request the Examiner withdraw the rejections.

THE SECTION § 103 OBVIOUSNESS REJECTIONS

In the Office Action, the Examiner rejected Claims 1-3, 5-7, 9 and 13-14 and 16 under
35 U.S.C. 103(a) as being unpatentable over Parikh et al. (hereinafter Parikh) US
2012/0089528 Al in view of LaPasta et al. (hereinafter LaPasta) US 2005/0033633 Al and
further in view of Ritzel US 6904407 B2 and further in view of Dufty et al. (hereinafter
Dufty) US 2009/031 9331 Al. The Applicant respectfully traverses these rejections.

In the Office Action, the Examiner rejected Claims 4, 8 and 12 under 35 U.S.C. 103(a)
as being unpatentable over Parikh et al. (hereinafter Parikh) US 2012/0089528 Al in view
of LaPasta et al. (hereinafter LaPasta) US 2005/0033633 Al and further in view of Ritzel
US 6904407 B2 and further in view of Duffy et al. (hereinafter Duffy) US 2009/031 9331
A1 and further in view of Farris US 2003/0208752 A1. The Applicant respectfully traverses

these rejections.

REGARDING CLAIMS 1-3 IN VIEW OF PARIKH/LAPASTA/RITZEL/DUFFY

Regarding claim 1, the Applicant believes the rejection of claim 1 is erroneous because
it based on non-analogous art.

The Examiner may only rely on analogous art to support an obviousness rejection.
Innovention Toys, LLC, v. MGA Entertainment, Inc., No. 2010-1290, slip op. at 12 (Fed.
Cir. 2011); In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004); In re Clay, 966 F.2d 656, 658

Dkt No. MIME.001-CON Page 12 of 18 Serial No.: 14721707



55

(Fed. Cir. 1992). While the scope of analogous prior art may sometimes be wide, the
Federal Circuit has confirmed that it is not without limit. See /n re Klein, 647F.3d 1343
(Fed. Cir. 2011).

Art is non-analogous unless it is: (1) from the same field of endeavor as the claimed
invention; or (2) reasonably pertinent to the particular problem faced by the inventor. /n
re Bigio, 381 F.3d at 1325; In re Wood and Eversole, 599 F.2d 1032, 1036 (CCPA 1979).
Thus, an art citation that is not from the same field of endeavor as a claimed invention
MUST be “reasonably pertinent” to the problem addressed by the inventor. Art is
“reasonably pertinent” when it would “logically commend itself” to an inventor’s attention
in considering his problem. /n re Icon Health and Fitness, Inc., 496 ¥.3d 1374, 1379-80
(Fed. Cir. 2007)(citing In re Clay, 966 F.2d 656, 658-59 (Fed. Cir. 1992)). See also MPEP
§ 2141.01(a). Conversely, when art is directed to a different purpose then a claimed
invention, an inventor would have less motivation or occasion to consider it. See Inre Clay,
966 F.2d at 658-59.

Turning to the present rejection, Applicant observes the Examiner’s concession that
the method described in Duffy and the method of claim 1 are not directed to the same field
of endeavor. (Office Action, page 16). Indeed, there can be no reasonable dispute that a
method for product recalls (Duffy) is not in the same field of endeavor as a method
conducting a background investigation of an applicant for a position within a first
organization (claim 1). Therefore, the issue here is whether Dufty is reasonably pertinent

to the problem addressed by the Applicant. Applicant submits that it is not.

In determining whether a reference is reasonably pertinent, an examiner
should consider the problem faced by the inventor, as reflected - either
explicitly or implicitly - in the specification. In order to support a
determination that a reference is reasonably pertinent, it may be appropriate
to include a statement of the examiner's understanding of the problem. The
question of whether a reference is reasonably pertinent often turns on how
the problem to be solved is perceived. If the problem to be solved is viewed

in a narrow or constrained way, and such a view is not consistent with the
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specification, the scope of available prior art may be inappropriately

limited. MPEP 2141.01(a)(l).

Of course, the converse holds as well — If the problem to be solved is viewed in an
overly broad way, and such a view is not consistent with the specification, the scope of
available prior art may be inappropriately broadened. The example of In re Klein (cited
above) is informative. Klein claimed a convenience nectar mixing device for use in
preparation of sugar-water nectar for feeding hummingbirds, orioles or butterflies. The
device had a container divided to portions, the volumes of the portions in proportion to an
established ratio. The USPTO rejected with art describing a drawer for keeping accounts,
which has removable partitions that were divided saying the problem solved by both the
prior art and Klein’s claimed device was simply one of “compartment separation.” The
court dismissed this broadening from the narrower nectar-related formulation of the
problem since Klein had clearly limited the problem in the claims and description and held
the prior art was non-analogous.

In any situation, one can always say the problem addressed by a prior art reference and
the problem address by the claim are the same problem, if one abstracts the descriptions of
the problems broadly enough. So, one could try to say that both Duffy and Claim 1 address
the same problem of finding information. However, the specifications of both Dufty and
the instant application show that they are directed toward different and more narrow
problems than generally fining information. Specifically, the problem addressed by Dufty
is how to quickly send product recall information to the appropriate retailers for a recall of
a high-volume product when detailed information about the supply chain of the product is
not available. (Dufty [0002]-[0003], [0019]-[0020], claim 1). The problem addressed by
the method of claim 1 is how to send requests for references for an applicant to appropriate
law enforcement agencies. The specifications of neither Dufty or the instant application
teach or suggest that their solutions can be applicable to broader problems of information
gathering.

In the Office Action, the Examiner does not define the problems to be solved by Dufty
and Claim 1 as outrageously broadly as “finding information,” but almost - by saying they

both are directed to “generating a list.” The specifications of neither Duffy or the instant
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application teach or suggest that their solutions can be applicable to broader problems of
generating lists.

To conclude, the Duffy is non-analogous to the claimed invention, does not qualify as
prior art under 35 U.S.C. § 103, and cannot support the rejection of independent claim 1
under 35 U.S.C. § 103. For at least this reason, the Applicant believes this rejection is in

error and respectfully requests that the Examiner withdraw it.

Regarding claims 2 and 3, they are dependent on claim 1 and incorporate all limitations
of claim 1. The rejections of these claims are overcome for at least the same reasons given

for overcoming the rejection of claim 1.

REGARDING CLAIM 2 IN VIEW OF PARIKH/LAPASTA/RITZEL/DUFFY

Regarding claim 2, the Applicant believes the rejection of claim 2 is erroneous because

the cited art does not teach one or more limitations of claim 2, specifically:

searching for a previous applicant entry in the system memory associated with the
applicant and a second organization different from the first organization, the
previous applicant entry having a second set of program data, the second set of
program data comprising information regarding the applicant, the second
organization, the position the applicant applied for in the second organization,
and status of a previous application the applicant applied for in the second
organization; and

presenting the second set of program data to the investigator.

The Office Action finds that these limitations are taught by Parikh (Paragraphs [0064]-
[0065]), reasoning that:

[S]ee search function in Fig. 2. Note that Parikh teaches an evaluation
checklist with sufficient categories such that it would be obvious to one
skilled in the art at the time of the invention that a "second set of program
data" would include information regarding the applicant's application at a
different organization and the statues [status?] of the application. (Office

Action page 17).
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The Applicant respectfully disagrees. There is nothing in Parikh that teaches or
suggests that the system described in Parikh stores or has access to information about
applications for different organizations than the organization performing the evaluation.
Parikh. The system described by Parikh is intended for assisting a single organization for
evaluating job candidates. (See Parikh [0025]-[0026]). The system is described as
compiling a plurality of candidate e-dossiers associated with a plurality of candidates and
storing them in a quality talent acquisition database. (Id. [0027]). Parikh does not provide
a comprehensive list of all information in a candidate e-dossier, but does provide an
extensive list of parameters extracted from a candidate e-dossier, such as
geographical/residential location of the prospective candidate, source from where the
prospective job information was received, prospective candidate referral information. (Id.
[0030]). No where in Parikh is it suggested that there is a parameter in a candidate e-dossier
regarding what organization the job candidate is applying to. This strongly suggests that
that the organization is assumed to be the one operating the system and its database. As the
Office Action points out, there is a search function shown in Parikh Fig. 2 and described in
paragraph [0034], but there is no teaching or suggestion that one can search for e-dossiers
using organization as a search parameter.

Parikh teaches a system using an e-dossier checklist that includes reference to an
experience letter from a previous organization (see [0064]), but this is a document brought
to the organization by the job candidate (see [0058]). It does not teach sending to an
investigator a set of data from an application by the applicant to a previous organization
that includes information regarding the applicant, the previous organization, the position
the applicant applied for in the previous organization, and status of a previous application
the applicant applied for in the previous organization.

For at least these reasons, the Applicant believes this rejection is in error and

respectfully request that it be withdrawn.

REGARDING CLAIMS 5-7, 9-11, 13-14 AND 16 IN VIEW OF PARIKH/LAPASTA/RITZEL/DUFFY

Regarding claims 5-7 and 9-11, The Office Action states they are substantially similar

to claims 1-3 and the same rationale for rejection replies. The Applicant believes the
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reasons presented for overcoming the rejections of claim 1-3 apply to overcoming the
rejections of claims 5-7 and 9-11.

Regarding claims 13 and 14, they are dependent on claim 9 and incorporate all
limitations of claim 9. The rejections of these claims are overcome for at least the same
reasons given for overcoming the rejection of claim 9.

Regarding claim 16 The Office Action states it is substantially similar to claim land
the same rationale for rejection replies. The Applicant believes the reasons presented for

overcoming the rejections of claim 1 applies to overcoming the rejections of claim 16.

REGARDING CLAIMS 4, 8, AND 12 IN VIEW OF PARIKH/LAPASTA/RITZEL/DUFFY/ FARRIS

Regarding claims 4, 8 and 12, they are dependent on claims 1, 5, and 9 respectively
and incorporate all limitations of claims 1, 5, and 9 respectively. The rejections of these
claims are overcome for at least the same reasons given for overcoming the rejection of

claims 1, 5, and 9.
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CONCLUSION

For the foregoing reasons, reconsideration and allowance of the claims as amended is
solicited. The Examiner is encouraged to telephone the undersigned at (360) 750-9931 if it
appears that an interview would be helpful in advancing the case. The Applicant
respectfully submits that this application is in condition for allowance. Such is earnestly

requested.

Respectfully submitted,

_/Philip R M. Hunt/

PHILIP R M. HUNT

USPTO Reg. No. 58,044
RYLANDER & ASSOCIATES PC
406 West 12th Street

Vancouver, Washington 98660
(360) 750-9931
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Abu Roumi, Mahran

From: Phil Hunt <hunt@rylanderlaw.com>

Sent: Tuesday, February 27, 2018 12:02 AM

To: Abu Roumi, Mahran

Subject: Re: USPTO Automated Interview Request (AIR): Action Required - Received interview
for US Application Number 14721707

Attachments: MIME-001_2018-02-27_InterviewAgenda.pdf

Follow Up Flag: Follow up

Flag Status: Flagged

Dear Examiner Roumi,

Please find attached a proposed agenda and outline of arguments for our interview Tuesday 1pm EST.

From: Abu Roumi, Mahran <Mahran. AbuRoumi@USPTO.GOV>

Sent: Tuesday, February 6, 2018 09:54

To: Phil Hunt

Subject: RE: USPTO Automated Interview Request (AIR): Action Required - Received interview for US Application
Number 14721707

My schedute s full this week and next. Also, Twill be out of the office from 2/18-2/326.

From: Phil Hunt [mailto:hunt@rvianderiaw.com]

Sent: Tuesday, February 06, 2018 12:19 PM

To: Abu Roumi, Mahran <Mahran. AbuRoumi@USPTO.GOY>

Subject: RE: USPTO Automated Interview Request {AIR): Action Reguired - Received interview for US Application
Number 14721707

Sorry, | need to rescheduie again. | still do not have an agenda to present. | need 1o do some mare

........

From: Abu Roumi, Mahran [mailto:Mahran. AbuRoumi@UsPTO.GOV

Sent: Wednesday, January 24, 2018 10:06 AM

To: FPnil Hunt

Subjesct: R USPTO Automatad Interview Reguest (AlR): Action Required - Received interview for US
Application Number 14721707

Ok, You are scheduled on Feb. 8 at 1 PR EST.
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From: Phil Hunt [mailto:hunt@rvlanderiaw.com]

Sent: Wednesday, lanuary 24, 2018 12:36 PM

To: Abu Roumi, Mahran <Mahran AbuRoumi@USPTO.GOV>

Subject: Re: USPTO Automated Interview Request (AlR): Action Required - Received interview for US Application
Number 14721707

Feb 6 please.

From: Abu Roumi, Mahran <Mahran AbuRoumi@USPTO.GOV>

Sent: Wednesday, January 24, 2018 09:08

To: Phil Hunt

Subject: RE: USPTO Automated Interview Request (AIR): Action Required - Received interview for US Application
Number 14721707

My schedule is full for next weelk. | can do Feb. 6-8 anytime. Let me know.

Frome Phil Hunt [mailtohunt@ovlanderiaw.com]

Sent: Wednesday, lanuary 24, 2018 12:05 PM

To: Abu Roumi, Mahran <Mahran. AbuRoumi@USPTO.GoV>

Subject: Re: USPTO Automated Interview Request (AIR}: Action Required - Receivaed interview for US Application
Number 14721707

Dear Examiner Roumi,

Could we please postpone this interview to next week? | have to attend to other more
urgent matters. | have not had time to prepare an agenda.

Would Tuesday the 30th at 1pm EST be OK? | am available all other days next week at that time as
well.

From: Abu Roumi, Mahran <Mahran.AbuRoumi@USPTO.GOV>
Sent: Thursday, January 11, 2018 10:12
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To: Phil Hunt
Subject: RE: USPTO Automated Interview Request (AIR): Action Required - Received interview for US Application
Number 14721707

Helln,

You are schedulad for a ghone interview on 1-24-2018 @ 100 PM ET. Thank you.

vg
;i

R
£

]

From: PTO Automated Interview Request

Sent: Thursday, January 11, 2018 12:43 PM

To: Abu Roumi, Mahran <Mahran.AbuRoumi@USPTO.GOV>

o PTO Automated Interview Request <PTOAutomatedinterviewRequest@USPTO.GOV>

Subject: USPTO Automated Interview Request {AIR): Action Required - Received interview for US Application
Nurnber 14721707

importance: High

MAHRAN ABU ROUMI,

This is an Automated Interview Request (AIR) made by Philip R Hunt for application number
14/721,707 for 1-24-2018 1:00 PM ET. The preferred interview type is: Telephonic. Please respond to
this interview request within 1 business day.

Please contact Philip R Hunt by calling (503) 758-6292 or emailing hunt@rylanderiaw corg to set up an
interview or deny if appropriate.

By receiving this AIR submission, the applicant has certified that:

This submission is requested to be accepted as an authorization for this interview to communicate via
the mternet. Recognizing that Internet comymunications are not secure, [ hereby authorize the USPTO to
communicate with the undersigned concerning scheduling of the interview via video conference, instant
messaging, or electronic mail, and to conduct the interview in accordance with office practice including
video conferencing.

if vou're going to deny the interview, please contact your SPE to clear the tracking off of vour
dashboard.

Reference Guide,

If an juterview is conducted, both you and the Applicant will be receiving an Interview Satisfaction
Survey in order to get your opinions on the conducted interview. By filling out the survey, you will be
helping to improve both Applicant's and Examiner’s interview experiences in the future.

Thank you.
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Please do not reply to this message; i was sent from an unmonitored e-mail address.



PROPOSED INTERVIEW AGENDA

1. Why did the current claim set draw patentable subject matier rejections
when similar claims that were examined in the office actions of 2017-02-
(1 and 2017-08-03 did not draw subject matter rejections? Was it duetoa
change in USPTO policy or guadance? Was it due to a change in the
claims in the amendment of 2017-10-227 If so, what particular change?

2. Regarding rejection of claim 1 as obvious, OA pages 156-16 states “Ritzel
teaches selecting a first reference set of electronic documents based on the
reference class of the first reference.” Apphcation counters that Ritzel
teaches collection of reference class information, but not selection of
documents based on reference class.

3. Regarding rejection of claim 1 as obvious, QA pages 16-17 states “Dufly
teaches generating a suggested reference hist of one of move law
enforcement agencies based on an applicant residential address.”
Examiner acknowledges that Duffy 1s “not divected at law enforcement
agencies. Applicant points ocut that Duffy 1s not only not divected at
employment background checks for law enforcement agencies. It 1s also
not directed at any type of background investigations for any type of
emplover. It 15 directed at product recalls, a completely unrelated figld
and one that is not reasonably pertinent to the field of background
investigations.

4. Regarding rejection of claim 1 as unpatentable subject matter, OA page 9
states “to amount to significantly more than the judicial exception because
the imitations are merely instructions to implement the abstract idea on
a computer and require no more than a generic computer £o perform
generic computer functions that are well understood, routine and
conventional activities previously known to the industry.” In response, the
Applicant points to:

An "tmprovement in computer-related technology” is not limited
to improverments in the operation of a computer or a computer
network per se, but may also be claimed as a set of "rules”
(basically mathematical relationships) that improve computer-

related technology by allowing computer performance of a

Dkt No. MIME.§01-CON Page 1of 2 Sexial No. 14721707
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function not previously performable by a computer. USFTO

November 2016 Memo on Receni Subdject Muaiter Eligibility
Decisions, page 2, para. b.

Claim 1 recites a set of rules for performing emplovee background checks.
The combination of this set of rules was not previously performed on an
computer and some elements of the set of rules was not previously
performed on a computer. Therefore, the recited claim is an iraprovement
i the performance of a function not previcusly performable by a computer
and thus something more than an abstract 1dea.

Dkt No. MIME.§01-CON Page 2of2 Sexial No. 14721707



UNITED STATES PATENT AND TRADEMARK OFFICE

USPTO Automated Interview Request (AIR)

Jan 11 2018

This paper requesting to schedule and/or conduct an interview is appropriate because:

This submission is requested to be accepted as an authorization for this
interview to communicate via the internet. Recognizing that Internet
comnmunications are not secure, I hereby authorize the USPTC to communicate with
the undersigned concerning scheduling of the interview wvia video conference,
instant messaging, or electronic mail, and to conduct the interview in accordance
with office practice including video conferencing.

Name (s) :
Philip R Hunt

S—signature:
/Philip R Hunt/

Registration Number:
58044

U.S. Application Number:
14721707

Confirmation Number:
2556

E-mail Address:
hunt@rylanderlaw.com

Phone Number:
5037586292

Proposed Time of Interview:
1-24-2018 1:00 PM ET

Prefered Interview Type:
Telephonic

I am the applicant or applicant's representative for this application.

) UNITED STATES
PATENT AND TRADEMARK OFFICE

PALM—-SILVER
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Application No. Applicant(s)
14/721,707 MILLER, TYLER J.

Office Action Summary Examiner Art Unit AIA (First Inventor to File)
MAHRAN ABU ROUMI 2455 ,S\l*gt”s

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING DATE OF
THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status
1)[X Responsive to communication(s) filed on 10/25/2017.
[ A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon _____ .
2a)[] This action is FINAL. 2b)[X] This action is non-final.
3)[J An election was made by the applicant in response to a restriction requirement set forth during the interview on
; the restriction requirement and election have been incorporated into this action.
4)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims*
5)X Claim(s) 1-14 and 16 is/are pending in the application.

5a) Of the above claim(s) is/are withdrawn from consideration.
6)[] Claim(s) is/are allowed.
7) X Claim(s) 1-14 and 16 is/are rejected.
8)[] Claim(s) _____is/are objected to.
9)[] Claim(s) are subject to restriction and/or election requirement.

* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a
participating intellectual property office for the corresponding application. For more information, please see
hitp/hwww usplo gov/eatents/init_events/pph/indax.jsp or send an inquiry to PPHfesdback@uspio.qoy.

Application Papers
10)[] The specification is objected to by the Examiner.
11)[] The drawing(s) filed on is/are: a)[_] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119
12)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:
a)J Al b)[JSome** c)[] None of the:
1.[] Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No.
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
** See the attached detailed Office action for a list of the certified copies not received.
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Application/Control Number: 14/721,707 Page 2
Art Unit: 2455

DETAILED ACTION

1. This communication is in response to Preliminary Amendments for Application
14/721,707 filed on 10/25/2017. The present application is being examined under the
pre-AlA first to invent provision.
Status of Claims:
Claims 1-14 and 16 are presented for examination.
Claims 1, 4-5, 9 and 12-13 are amended.
Claim 16 is newly added.

Claim 15 is canceled.

Continued Examination under 37 CFR 1.114
2. A request for continued examination under 37 CFR 1.114 was filed in this
application after appeal to the Patent Trial and Appeal Board, but prior to a decision on
the appeal. Since this application is eligible for continued examination under 37 CFR
1.114 and the fee set forth in 37 CFR 1.17(e) has been timely paid, the appeal has been
withdrawn pursuant to 37 CFR 1.114 and prosecution in this application has been
reopened pursuant to 37 CFR 1.114. Applicant’s submission filed on October 23, 2017

has been entered.

Examiner’s Note:
3. The claims and only the claims form the metes and bound of the invention.

“Office personnel are to give claims their broadest reasonable interpretation in light of
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the supporting disclosure. In re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023,
1027-28 (Fed. Cir. 1997). Limitations appearing in the specification but not recited in the
claim are not read into the claim. In re Prater, 415 F.2d 1393, 1404-05, 162 USPQ 541,
550-551 (CCPA 1969)” (MPEP p. 2100-8, ¢ 2, 145-48: p. 2100-9, ¢ 1, | 1-4). The
Examiner has full latitude to interpret each claim in the broadest reasonable sense. The
Examiner will reference prior art using the terminology familiar to one of ordinary skill in
the art. Such an approach is broad in concept and can be either explicit or implicit in
meaning.
4. Examiner has cited particular paragraphs, columns or line numbers in the
references applied to the claims above for the convenience of the applicant. Although
the specified citations are representative of the teachings of the art and are applied to
specific limitations within the individual claim, other passages and figures may apply as
well. Itis respectfully requested from the applicant in preparing responses, to fully
consider the references in entirety as potentially teaching all or part of the claimed
invention, as well as the context of the passage as taught by the prior art or disclosed
by the Examiner.

In the case of amending the claimed invention, Applicant is respectfully
requested to indicate the portion(s) of the specification which dictate(s) the structure
relied on for proper interpretation and also to verify and ascertain the metes and bounds

of the claimed invention.
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Application/Control Number: 14/721,707 Page 4
Art Unit: 2455

Interview
5. The Examiner invites applicants to schedule a phone interview to expedite
prosecution.
Response to Arguments
6. Applicant’s arguments regarding claim rejection under DB filed on 10/23/2017
have been considered and found persuasive based on applicant’s response (Remarks

p. 9). Thus, the Examiner holds the DB in abeyance until allowability is determined.

7. Applicant’s arguments regarding claim rejection under 35 USC § 103(a) filed on

10/23/2017 are moot in view of the new ground of rejection.

Double Patenting

8. The nonstatutory double patenting rejection is based on a judicially
created doctrine grounded in public policy (a policy reflected in the statute) so as to
prevent the unjustified or improper time wise extension of the “right to exclude” granted
by a patent and to prevent possible harassment by multiple assignees. A nonstatutory
obviousness-type double patenting rejection is appropriate where the conflicting claims
are not identical, but at least one examined application claim is not patentably distinct
from the reference claim(s) because the examined application claim is either anticipated
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29

USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir.
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1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163
USPQ 644 (CCPA 1969).

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d)
may be used to overcome an actual or provisional rejection based on a nonstatutory
double patenting ground provided the conflicting application or patent either is shown to
be commonly owned with this application, or claims an invention made as a result of

activities undertaken within the scope of a joint research agreement.

Effective January 1, 1994, a registered attorney or agent of record may sign a
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with

37 CFR 3.73(b).

9. Claims 1-14 are rejected on the ground of nonstatutory double patenting as being

unpatentable over claims 1-14 of U.S. Patent No. 9070098 B2.

10. 14/721707 (Instant application) U.S. Patent No. 9070098 B2
Claims 1,5 & 9: Claims 1,5 & 9:
Claim 1 as an example: Claim 1 as an example:

receiving program data identifying the receiving program data identifying the

applicant, the position, the first organization, applicant, the position, the first organization,
and the investigator; and the investigator;
storing a new applicant entry in the system storing a new applicant entry in the system
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Page 6

memory, the new applicant entry associated
with the program data identifying the
applicant, the position, the first organization,

and the investigator;

memory, the new applicant entry associated
with the program data identifying the
applicant, the position, the first organization,

and the investigator;

transmitting an applicant hyperlink to an
applicant amall address associated with the
applicant, the applicant hyperlink for viewing

an applicant set of electronic documents;

transmitting an applicant hyperlink to an
applicant email address associated with the
applicant, the applicant hyperlink for viewing

an applicant set of electronic documents;

receiving an applicant electronic response
with program data regarding & first reference,
wherain the first reference is a first person
fikely 1o have information regarding the
applicant, the program data including a first
reference email address associated with the

first refarence;

receiving an applicant electronic response
with program data regarding a first
reference, wherein the first reference is a
first person likely to have information
regarding the applicant, the program data
including a first reference email address

associated with the first reference;

determining a reference class of the first
reference based on the program  data

regarding the first reference;

determining a reference class of the first
reference based on the program data

regarding the first reference;
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selecting a first reference set of electronic
documents based on the reference class of the

first reference;

transmitting a first reference hyperlink to the

first reference emeail  address, the  first

reference  hyperlink  for  viewing  the

firet reference set of electronic documents

assaciated with the position;

selecting a first reference set of electronic
documents based on the reference class of the

first reference;

transmitting a first reference hyperlink to the
first reference email address, the first
reference hyperlink for viewing the first
reference set of electronic documents

associated with the position;

receiving a first reference electronic responss

10 the first reference set of slecironic

documents from the first reference; and

receiving a first reference electronic response
to the first reference set of electronic

documents from the first reference;

Claims 5 and 9 of instant application are substantially similar to the above claim,

thus the same rationale applies. Here, claims 1-14 of U.S. Patent No. 9070098 B2

discloses and anticipate the subject matter of claims 1-14 as set forth in the table

above.
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Claim Rejections - 35 USC § 101

11. 35 U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful process, machine, manufacture, or
composition of matter, or any new and useful improvement thereof, may obtain a patent
therefor, subject to the conditions and requirements of this title.

12.  Claims 1-14 and 16 are rejected under 35 U.S.C. 101 because the
claimed invention is directed to a judicial exception (i.e. an abstract idea) without
significantly more.

Examining claim 1:

Claim 1 is directed to a method that assist an investigator in conducting a
background investigation. The method receives applicant’s information and based on
that information, the method determines a reference type and transmit a link to that
reference with a questionnaire. The method then stored the response and generates
reference list of law agencies.

The underlying invention falls under the abstract concept of "Fundamental
Economic Practices." For example, the claim is similar to the abstract concepts of
“Processing an application for financing a purchase/Credit Acceptance.” Furthermore,
the claims are also similar to “generating a role based tasks for processing an insurance
claim/Accenture,” & “processing loan information/Dealertrack” & “collecting information,
analyzing it and displaying certain results of the collection and analysis/Electric power.”

The claim under this analysis is abstract. However, recent case law requires

more than just analyzing limitations by itself of claim 1. The new case law require taking
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the limitations of claim 1 as a whole to determine what the claimed invention is "directed
to" in view of applicant’s specification.

In this case, taking the limitations of claim 1 as a whole, the limitations are still
abstract because the limitations of claim 1 are not "directed to" anything else other than
the abstract concepts identified above. Furthermore, note that the claims here also
“describes a well-known, and widely-understood concept . . . and then applied that
concept using conventional computer technology and the Internet.” (quoting buySAFE,
Inc. v. Google, Inc., 964 F. Supp. 2d 331, 335-36 (D. Del. 2013)).

Furthermore, we consider if there is additional elements that qualify as
significantly more under Alice test. Here, the additional elements of the claim are
generic computer components performing generic computer function which do not
qualify as significantly more under Alice test. For example, “processor/memory,
hyperlink/email address” are generic computer components that are used to perform
generic computer function.

In other words, the claim does not include additional elements that are sufficient
to amount to significantly more than the judicial exception because the limitations are

merely instructions to implement the abstract idea on a computer and require no more

than a generic computer to perform generic computer functions that are well-

understood, routine and conventional activities previously known to the industry. The

receiving/transmitting and selecting mechanism is a generic computing operation that

does not enhance the functionality of the computer.
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Further, the claim does not recite an improvement to another technology or
technical field, an improvement to the functioning of the computer itself, or meaningful
limitations beyond generally linking the use of an abstract idea to a particular
technological environment.

Claims 5, 9 and 16 are substantially similar to Claim 1, thus similar rationale
applies to Claims 5, 9 and 16. Thus, Claims 1, 5, 9 and 16 are rejected.

The rest of the claims are also rejected because they do not cure the 101
deficiency of Claims 1, 5, 9 and 16 and also because they depend on rejected Claims 1,
5,9 and 16.

Therefore, Claims 1-14 and 16 are rejected under 35 U.S.C. 101 because the

claimed invention is directed to abstract idea without significantly more.

Claim Rejections - 35 USC § 103
13.  The following is a quotation of 35 U.S.C. 103 which forms the basis for all

obviousness rejections set forth in this Office action:

A patent for a claimed invention may not be obtained, notwithstanding that the claimed
invention is not identically disclosed as set forth in section 102, if the differences between the
claimed invention and the prior art are such that the claimed invention as a whole would have
been obvious before the effective filing date of the claimed invention to a person having
ordinary skill in the art to which the claimed invention pertains. Patentability shall not be
negated by the manner in which the invention was made.

14.  The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148
USPQ 459 (1966), that are applied for establishing a background for determining
obviousness under 35 U.S.C. 103 are summarized as follows:

1. Determining the scope and contents of the prior art.

2. Ascertaining the differences between the prior art and the claims at issue.
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3. Resolving the level of ordinary skill in the pertinent art.
4. Considering objective evidence present in the application indicating

obviousness or nonobviousness.

15.  Claims 1-3, 5-7, 9 and 13-14 and 16 are rejected under pre-AlA 35 U.S.C. 103(a)
as being unpatentable over Parikh et al. (hereinafter Parikh) US 2012/0089528 A1 in
view of LaPasta et al. (hereinafter LaPasta) US 2005/0033633 A1 and further in view of
Ritzel US 6904407 B2 and further in view of Duffy et al. (hereinafter Duffy) US

2009/0319331 A1.

Regarding Claim 1, Parikh teaches a method for a computing device with a
processor and a system memory to assist an investigator in conducting a
background investigation of an applicant for a position within a first organization
(see Fig. 12-14 & 0068. Note also that Parikh teaches at least two kinds of
investigations, see §0070), comprising the steps of:

receiving a first set of program data comprising information identifying the
applicant (Fig. 12 & 90027, During the HR interview, documents submitted by one or
more prospective candidates may be verified using a document checklist T101), the
position (Fig. 12 & 0027, The one or more prospective candidates may be selected for
job positions such as regular/permanent employee positions, contract employee
positions, campus recruited employee positions, lateral employment positions, and the

like), the first organization (Fig. 12, see TQA organization), and the investigator (Fig.
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12, see HR interviewer name). Note that an investigator within an organization as
defined in the preamble of the independent claims broadly interpreted may mean, inter
alia, Human Resources’ personal e.g. hiring, firing, promotion, demotion, etc. Thus,
here HR rep. or TQA and Line Recruiter of Fig. 12 & §0066-0068 are functionally
equivalent to an investigator. In addition, see also §0024, "talent quality group (TQG)
refers to a talent acquisition (TA) team and includes talent quality recruiters, TQG
associates (TQA), TQG executives, source due diligence team, background verification
team, on boarding team and partner management who are involved in hiring potential
employees for an organization. Also, the terms "high volume talent acquisition” and
“high volume job hiring™ are used interchangeably throughout the document.

storing a new applicant entry in the system memory (Fig. 1 & 90028-90029),
the new applicant entry associated with the first set of program data (Fig. 12 &
0027, During the HR interview, documents “set of electronic documents” submitted by
one or more prospective candidates may be verified using a document checklist T101.
An exemplary detailed document checklist “set of electronic documents” T101 is shown
in FIG. 12 and is explained in more detail below with reference to the FIG. 12. The one
or more prospective candidates may be selected for job positions such as
regular/permanent employee positions, contract employee positions, campus recruited
employee positions, lateral employment positions, and the like. Furthermore, Fig. 12 &
0027, The one or more prospective candidates may be selected for job positions such
as regular/permanent employee positions, contract employee positions, campus

recruited employee positions, lateral employment positions, and the like);
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Parikh does not expressly teach “transmitting an applicant hyperlink to an
applicant email address associated with the applicant, the applicant hyperlink for
viewing an applicant set of electronic documents;

receiving an applicant electronic response with a reference set of program
data, wherein the reference set of program data comprises information regarding
a reference, wherein the reference is a person having information regarding the
applicant, the program data including a reference email address associated with
the reference source;

determining a reference class of the reference based on the reference set
of program data;

selecting a reference set of electronic documents based on the reference
class of the reference;

transmitting a reference hyperlink to the reference email address, the
reference hyperlink for viewing the reference set of electronic documents;

receiving a reference electronic response to the reference set of electronic
documents from the reference; storing the reference electronic response in the
system memory, associating the reference electronic response with the new
applicant entry;

and generating a suggested reference list of one of more law enforcement

agencies based on an applicant residential address.”
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LaPasta teaches transmitting an applicant hyperlink to an applicant email
address associated with the applicant (Fig. 9 & §0043-90044), the applicant
hyperlink for viewing an applicant set of electronic documents (viewing references
you choose, see Fig. 9 & §0043-90044);

receiving an applicant electronic response with a reference set of program
data, wherein the reference set of program data comprises information regarding
a reference source(90044), wherein the reference source is a person (LaPasta
teaches that “Business” or “Professional” references have specific knowledge about the

job-related competencies of the candidate, see §0044), the reference set of program

data including a reference email address associated with the reference source
(0044 & Fig. 5);

determining a reference class of the reference source based on the
reference set of program data (90044 professional vs business);

transmitting a reference hyperlink to the reference email address (0047),
the reference hyperlink for viewing the reference set of electronic documents
(10047);

receiving a reference electronic response to the reference set of electronic
documents from the reference (§0047-90050); and

storing the reference electronic response in the system memory,
associating the reference electronic response with the new applicant entry

(40047-90050).
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It would have been obvious to one of ordinary skill in the art at the time of the
invention to incorporate the teachings of LaPasta into the system of Parikh in order to
provide a more effective and inexpensive system and method for collecting and
evaluating information provided by reference providers for job candidates (§0007).
Utilizing such teachings provide a system that is substantially automated and that is
used early in the hiring process (§0007). Also, utilizing such teachings provide guidance
for the hiring manager to further explore areas of weakness in the candidate during the

hiring process (§0006-90007).

Parikh in view of LaPasta do not expressly teach “selecting a reference set of

electronic documents based on the reference class of the reference source; and

generating a suggested reference list of one of more law enforcement agencies

based on an applicant residential address.”

Ritzel teaches selecting a reference set of electronic documents based on
the reference class of the reference source; (See Fig. 4E where jobseeker must
enter the type "class" of reference e.g. professional, personal or letter of reference. In
addition, Figs. L & M show the difference & Col. 13, lines 64-67 & Col. 14, lines 1-13).

Note that Ritzel teaches that the “reference type radio buttons on the Jobseekers
References screen allow the user to define what type of reference the Reference
Source will be providing.” It would be obvious to one skilled in the art at the time of the

invention to group (make a “set”) of the references based on the type of the reference.
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Further, this limitation is exemplified by Figures 4L, 4M, and 4N showing different types
of documentation associated with each type of reference which are substantially similar
to Instant Application Figs. 25 and 26

It would have been obvious to one of ordinary skill in the art at the time of the
invention to incorporate the teachings of Ritzel into the system of Parikh in view of
LaPasta in order to provide a list of references with the type of the references for
Recruiter/Employer (Abstract). Utilizing such teachings enable the system to eliminate
repeated contact of jobseekers' references for positions that change frequently
(Abstract). Also providing virtually instant checking of references and eliminating loss of
potential employee through extended process (Abstract). In addition, utilizing such
teachings provide significant reduction in cost and time of checking reference by

recruiter/Employer (Abstract).

Parikh in view of LaPasta and further in view of Ritzel do not expressly teach
“‘generating a suggested reference list of one of more law enforcement agencies

based on an applicant residential address.”

Duffy teaches generating a suggested reference list of one of more law
enforcement agencies based on an applicant residential address (§0105; note that
Duffy is not directed to law agencies. However, this is would be obvious to use
generating a list to one of ordinary skill in the art with the above references that deals

with law enforcement).
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It would have been obvious to one of ordinary skill in the art at the time of the
invention to incorporate the teachings of Duffy into the system of Parikh in view of
LaPasta and further in view of Ritzel in order to determine proximate agencies (90105).
Utilizing such teachings enable the system to generate a list of professionals or
agencies that are most suited to address the issue at hand (§0105). Furthermore,
utilizing such teachings would provide a rapid processing time for the issue at hand

(0105).

Regarding Claim 2, Parikh in view of LaPasta and further in view of Rizel & Duffy
teach the method of claim 1, Parikh further teaches further comprising the steps of:

searching (see search function in Fig. 2. Note that Parikh teaches an evaluation
checklist with sufficient categories such that it would be obvious to one skilled in the art
at the time of the invention that a “second set of program data” would include
information regarding the applicant’s application at a different organization and the
statues of the application (see §0064-65)) for a previous applicant entry in the
system memory associated with the applicant and a second organization different
from the first organization (details on previous employment in Fig. 12), the previous
applicant entry having a second set of program data, the second set of program
data comprising information regarding the applicant, the second organization, the
position the applicant applied for in the second organization, and status of a
previous application the applicant applied for in the second organization (details

on experience with previous organization, see §0065 & Fig. 13, see 19.4 and 19.5); and



93

Application/Control Number: 14/721,707 Page 18
Art Unit: 2455

presenting the second set of program data to the investigator (see Figs. 12 & 13).
See also Rizel where Recruiter/Employer can search data bank 28 in Fig. 1D for prior

data with other organizations).

Regarding Claim 3, Parikh in view of LaPasta and further in view of Rizel & Duffy
teach the method of claim 1, LaPasta further teaches further comprising the steps
of: presenting to the investigator, prior to transmitting the applicant hyperlink for
viewing the applicant set of electronic documents, an option of changing one or
more documents in the applicant set of electronic documents (LaPasta 0040

“‘modify an existing survey”).

Regarding claim 5, Parikh teaches a non-transitory computer-readable
medium having stored thereon instructions which, when executed by a processor
of a computing device with a system memory, cause the computing device to
perform the steps of a method to assist an investigator in conducting a
background investigation of an applicant for a position within a first organization
(0076 & Claim 17).

The rest of the limitation is substantially similar to Claim 1, thus the same
rationale apples.

Claims 6-7 are substantially similar to Claims 2-3, thus the same rationale

apples.
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Regarding Claim 9, Parikh teaches a computing device configured to assist
an investigator in conducting a background investigation of an applicant for a
position within a first organization, comprising: a processor; and a system
memory, the system memory having instruction stored therein that when
executed by the processor (see Claim 1).

The rest of the limitation is substantially similar to Claim 1, thus the same

rationale apples.

Claims 10-11 are substantially similar to Claims 2-3, thus the same rationale

apples.

Regarding Claim 13, Parikh in view of LaPasta and further in view of Rizel &
Duffy teach the computing device of claim 9, LaPasta further teaches further
comprising additional instructions stored in the system memory which, when
executed by the processor of the computing device, cause the computing device
to perform the step of:

creating a plurality of questionnaires each being a member of at least one
class of a plurality of classes of questionnaires, each class being related to a type
of reference (§0040. Note that the “specific job-related and validated competency”
(90040) taught by LaPasta can be understood by one skilled in the art at the time of the
invention to include classifying the references based on the type or source of the

reference); and
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including a first questionnaire of the plurality of questionnaires in the first
reference set of electronic documents, the first questionnaire in one of
the plurality of classes that is related to the type of the first reference (§0040).

See also Ritzel, see Fig. 4E where jobseeker must enter the type "class" of
reference e.g. professional, personal or letter of reference. In addition, Figs. L & M show

the difference & Col. 13, lines 64-67 & Col. 14, lines 1-13.

Regarding Claim 14, Parikh in view of LaPasta and further in view of Rizel &
Duffy teach the computing device of claim 13, LaPasta further teaches further
comprising additional instructions stored in the system memory which, when
executed by the processor of the computing device, cause the computing device
to perform the step of: receiving instructions from the investigator to edit one of

the questionnaires (§0040).

Claims 16 is substantially similar to the above claim 1, thus the same rationale

applies.

16.  Claims 4, 8 and 12 are rejected under pre-AlA 35 U.S.C. 103(a) as being
unpatentable over Parikh et al. (hereinafter Parikh) US 2012/0089528 A1 in view of
LaPasta et al. (hereinafter LaPasta) US 2005/0033633 A1, further in view of Ritzel US
6904407 B2 and further in view of Duffy et al. (hereinafter Duffy) US 2009/0319331 Af1.

and further in view of Farris US 2003/0208752 A1.
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Regarding Claim 4, Parikh in view of LaPasta and further in view of Rizel & Duffy
teach the method of claim 1, but do not expressly teach further teaches wherein one
document of the applicant set of electronic documents is an inter-active
questionnaire in which a next question presented to the reference is based on a
response to a prior question.

Farris teaches further teaches wherein one document of the applicant set of
electronic documents is an inter-active questionnaire in which a next question
presented to the reference is based on a response to a prior question (Farris in
0008 & Abstract).

It would have been obvious to one of ordinary skill in the art at the time of the
invention to incorporate the teachings of Farris into the system of Parikh in view of
LaPasta and further in view of Ritzel & Duffy in order to evaluate a potential employee's
competency and skill via the employ of web-based applications or desktop computer
applications to present potential candidates with a series of employee-customer
scenarios and related questions requiring interactive responses (Abstract). Utilizing
such teachings enable the system to more efficiently select potential employees whom
they believe possess the requisite level of skill for a particular job position/application

(Abstract).

Claims 8 &12 are substantially similar to Claim 4, thus the same rationale

applies.
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Conclusion
17.  Any inquiry concerning this communication or earlier communications from the
examiner should be directed to MAHRAN ABU ROUMI whose telephone number is
(571)272-3512. The examiner can normally be reached on Monday - Friday, 8AM -
5PM (EST).

Examiner interviews are available via telephone, in-person, and video
conferencing using a USPTO supplied web-based collaboration tool. To schedule an
interview, applicant is encouraged to use the USPTO Automated Interview Request
(AIR) at http://www.uspto.gov/interviewpractice.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’'s
supervisor, Emmanuel Moise can be reached on 571-272-3865. The fax phone number
for the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http:/pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.
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(reference) near100 investigat$5

US-PGPUB;
USPAT;
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FPRS; EPO;
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OR
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2014/09/04
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S60
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(reference) near100 investigat$5
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US-PGPUB;
USPAT;
USOCR;
FPRS; EPO;
JPO;
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2014/09/04
16:36

S61
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US-PGPUB;
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US-PGPUB;
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FPRS; EPO;
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FPRS; EPO;
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DERWENT;
IBM_TDB
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2014/09/04
16:38

S64

person with reference near100
investigator

US-PGPUB;
USPAT

OR

ON

2014/09/05
14:18

S65

"13441648"

US-PGPUB;
USPAT;
USOCR;
FPRS; EPO;
JPO;
DERWENT;
IBM_TDB

OR

ON

2015/03/25
09:46

S66

175

applicant near100 response near100
(radius distance zip area)

US-PGPUB;
USPAT;
USOCR;
FPRS; EPO;
JPO;
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2015/03/25
09:53
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FPRS; EPO;
JPO;
DERWENT;
IBM_TDB
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(radius distance zip area) near100 USPAT; 09:57
(investigation investigator USOCR;
background check$up resume CV) FPRS; EPO;
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2015/03/25
15:06

S77

42

background near10 investigation
near100 reference

US-PGPUB;
USPAT;
USOCR;
FPRS; EPO;
JPO;
DERWENT;
IBM_TDB

OR

ON

2015/03/25
15:06

S78

"10861966"

US-PGPUB;
USPAT;
USOCR;
FPRS; EPO;
JPO;
DERWENT;
IBM_TDB

OR

ON

2015/03/25
15:09

S79

"20050119875"

US-PGPUB;
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14:13

S85

33

(("MILLER") near3 ("Tyler")).INV.

US-PGPUB

OR

ON

2017/01/22
14:38

S86

applicant near100 hyperlink near100
email
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OR
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"20030208752"

US-PGPUB;
USPAT;
USOCR;
FPRS; EPO;
JPO;
DERWENT;
IBM_TDB

OR

ON

2017/01/29
20:28

S111

"13441648"

US-PGPUB;
USPAT;
USOCR;
FPRS; EPO;
JPO;
DERWENT;
IBM_TDB

OR
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15:06
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USPAT;
USOCR;
FPRS; EPO;
JPO;
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15:26
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JPO;
DERWENT;
IBM_TDB

OR

ON

2017/01/30
15:27

S114

reference same list near100
(residential with address)

US-PGPUB;
USPAT;
USOCR;
FPRS; EPO;
JPO;
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Application No. Applicant(s)

, -, ] 14/721,707 MILLER, TYLER J.
Applicant-Initiated Interview Summary i i

Examiner Art Unit

MAHRAN ABU ROUMI 2455

All participants (applicant, applicant’s representative, PTO personnel):

(1) MAHRAN ABU ROUMI. (3) :
(2) Philip Hunt. 4.

Date of Interview: 23 October 2017.

Type: [X Telephonic [] Video Conference
[] Personal [copy given to: [] applicant  [] applicant’s representative]

Exhibit shown or demonstration conducted: [] Yes X No.
If Yes, brief description:

Issues Discussed []101 [J112 [J102 X103 [XOthers

(For each of the checked box(es) above, please describe below the issue and detailed description of the discussion)
Claim(s) discussed:
Identification of prior art discussed:

Substance of Interview
(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a
reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied references etc...)

Applicant sent me an email after the final rejection with claim amendments to move prosecution forward. However,
since the amendments were in an email and not in an offical response, | did not have time to review them well.
Applicant may file an RCE with those amendments to be considered.

No agreement was reached.

Applicant recordation instructions: The formal written reply to the last Office action must include the substance of the interview. (See MPEP
section 713.04). If a reply to the last Office action has already been filed, applicant is given a non-extendable period of the longer of one month or
thirty days from this interview date, or the mailing date of this interview summary form, whichever is later, to file a statement of the substance of the
interview

Examiner recordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of the
substance of an interview should include the items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argument or issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcome of the interview, to include an indication as to whether or not agreement was reached on the issues raised.

X Attachment

/MAHRAN ABU ROUMI/
Primary Examiner, Art Unit 2455

U.S. Patent and Trademark Office
PTOL-413 (Rev. 8/11/2010) Interview Summary Paper No. 20171029
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Summary of Record of Interview Requirements

Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record
A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the
application whether or not an agreement with the examiner was reached at the interview.

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews
Paragraph (b)

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as
warranting favorable action must be filed by the applicant. An interview does not remove the necessity for reply to Office action as specified in §§ 1.111, 1.135. (35 U.S.C. 132)

37 CFR §1.2 Business to be transacted in writing.
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt.

The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself
incomplete through the failure to record the substance of interviews.

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless
the examiner indicates he or she will do so. Itis the examiner’s responsibility to see that such a record is made and to correct material inaccuracies
which bear directly on the question of patentability.

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required.

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the
“Contents” section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant’s correspondence address
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication.

The Form provides for recordation of the following information:

— Application Number (Series Code and Serial Number)

—Name of applicant

—Name of examiner

—Date of interview

—Type of interview (telephonic, video-conference, or personal)

—Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.)

— An indication whether or not an exhibit was shown or a demonstration conducted

— An identification of the specific prior art discussed

— An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does
not restrict further action by the examiner to the contrary.

—The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action)

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview
unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the
substance of the interview.

A complete and proper recordation of the substance of any interview should include at least the following applicable items:

1) A brief description of the nature of any exhibit shown or any demonstration conducted,

2) an identification of the claims discussed,

3) an identification of the specific prior art discussed,

4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the

Interview Summary Form completed by the Examiner,

5) a brief identification of the general thrust of the principal arguments presented to the examiner,

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully
describe those arguments which he or she feels were or might be persuasive to the examiner.)

6) a general indication of any other pertinent matters discussed, and

7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by

the examiner.

Examiners are expected to carefully review the applicant’s record of the substance of an interview. If the record is not complete and
accurate, the examiner will give the applicant an extendable one month time period to correct the record.

Examiner to Check for Accuracy

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner’s version of the
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, “Interview Record OK” on the
paper recording the substance of the interview along with the date and the examiner’s initials.
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Abu Roumi, Mahran

From: Phil Hunt <hunt@rylanderlaw.com>
Sent: Thursday, October 19, 2017 4:22 PM
To: Abu Roumi, Mahran

Subject: RE: MIME.OO1-CON US App # 14721707
Follow Up Flag: Follow up

Flag Status: Completed

Ok thanks. | will wall for your regponse then.

From: Abu Roumi, Mahran [mailto:Mahran. AbuRoumi@USPTO.GOV]
Sent: Thursday, October 19, 2017 11:47 AM

To: Phil Hunt

Subject: RE: MIME.001-CON US App # 14721707

Helln,
received yvour email. Thank vou for reaching out. However, P won't be able to review the case today. | have so

much already. Also, | am off tomorrow. The earliest | can gat back to you would be next week Monday by the
end of the day. Thank vou.

Mahran Aba Roumi
Hnited States Patent & Trademark Office
fefferson 82/R55 | 500 Dulany Street

Alexandria, "\mg
Telephone: 571272,
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From: Phil Hunt [mailto:hunt@rvianderiaw.com]

Sent: Thursday, October 19, 2017 2:41 PM

To: Abu Roumi, Mahran <Mahran.AbuRoumi@USFTO.GOV>
Subject: RE: MIME.Q01-CON US App # 14721707

Dagr Examiner Roumi,
My client and | have a proposed amendment that may move this case forward. See attached.

The last time | spoke with you, on September 18, you said thal H we did not have
amendmeants 1o discuss there was no point of an interview as ws had already interview the
current claim set, 80 i we wanted (o pursus the case further, we should fust file an appeall |
raspondad that we would likely pursue that option.

Howe -vsbr upon more consideration, wea would like to revisit your proposal from January of this
year {(see “\mﬁ thread below) in which you proposed that we a::id o the independ ﬂnt claime g
imitatio ng "genarating a suggested refarence list of one or mors law enforcament
z—zgemee & .d.f or courts within a pre-defined radius around the applicant’s past aﬁd qu{r@m

1



rasidential addresses,” or S@*n@'hmg simitar. Az we pointad out in January, this would make
the claims identical to the daims in the parent application which has already issued and that
would be of no value to us. HC‘W@V@& i now accurs to us that something similar might be of
sme value, in particular, something glightly broagdier:

generating a suggested reference Hisl of one or more law enforcement agencies based
on the applicant residential address;

This is just a slightly broader vergion of the sams limitation, so would be supportable based on
the same concept and on the statement in the specification pags 14 lines 10-13: "The gyslem
than conducts a search using an Internel search engine for agendies and courts around the

salected addross,

We also have a proposed ameandment o the Hmitation in the mdepemm* claimsr " wherain
the reference is a parson having information regarding the applicant.” This phrase, which is
the current version is not currently rejected, but pravious versions have beean rajected. |t
seems accepiable now, but we Delieve it can be improved by changing {o "wherein the
reference ; (}L regis a g@rsw having-intormation- f@@d{%&ﬁﬁ %he gppheant,” The term “reference
source” is the term used in the sgecmcgtim {gee e.g. pg 12, ines 4-5). We think this hasg
batter support in the xmuz’mimr& and would be a lass umf sing way to distinguish
‘reference” as a person from “reference” as the opinion given by that person, a confusion that
has drawn rgiections in past mﬁm%

Hease email or call (S03.758.6232) if you have any quastions or would ke to discuss further

From: Abu Roumi, Mahran [mailio:Mahran AbuRoumi@UsSPTO GOV
Sent: Friday, January 27, 2017 12:20 PM

To: Phil Hunt

Subject: RE: MIME.001-CON US App # 14721707

Thark you for your email. Your proposal will not solve the 101 issue and will not overcoms the cited art.
Pweill just issue a Nor-Final. Thank yvou for vour time,

Mahran Abu Rountd

United States Patent & Trademark Office
Tefferson $2/B55 | 500 D
Alexandria, Virginda 22314
Telephone: 571,277, 3512

From: Phil Hunt [mailto:hunt@rvianderiaw.com]
Sent: Friday, January 27, 2017 2:23 PM
To: Abu Roumi, Mahran <Mahran AbuRoumi@USPTO.GOV>

2
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Cc: Kurt Rylander <ryiander@ryianderiaw.com>; Wendy Fox <fox@rylanderlaw.com>
Subject: RE: MIME.O01-CON US App # 14721707

Hallo Bxaminer Roumi,

{am responding to your proposal made yests—:-"d&y for an examiner's amandment that
would put the application in condition for allowancs

First, regarding changes the part of daim 1 that says "wherein the first reference is a
first parson likaly 10 have information. " 10 replace the word "likely” we proposed the
following allernatives with preference in this order: 1} "belleved”; 23 ° "nﬁceivzahiy”; oF
3 “expected.” Gther coourrences of “likely” in the claims (o be ghame::j simiarty.

er :ﬁmg suggested referance st of one or more law enforcemant agendies and/or
s within a pre-defined radius around the applicant’s past and current residential
as50s," or something similar would make the independent claims exactly the same
E“mwi the same ag the daims allowed in the original application 13/441,848. Unless
we misunderstand the proposal, getting a duplicate patent is not worth anything to my
olient, 8o we are not inclingd to agree 1o this. Az an ailernalive, we proposs amending
clalm 1 with the Himitations of daim 2 and eliminaling some extraneous sleps from dlaim
1. We believe thisig ;“aates“-*abig over the prior art and the “presenting” step should
provide “something more” that will avoid section 101 subject matter aligibility problems,

&amﬁd, regarding the proposal (o &dd 1o the independent caims a imitation reciting
Qe a
z
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AMENDMENTS TO THE CLAIMS

Claims 1-14 and 16 are pending, with claims 1, 5, 9, and 16 being independent. Claim
15 has been cancelled. Claims 1, 5, 9, and 16 have been amended. No new subject matter
has been added.
Listing of the Claims

What is claimed is:

1. (Currently amended) A method for a computing device with a processor and a system
memory to assist an investigator in conducting a background investigation of an applicant
for a position within a first organization, comprising the steps of:
receiving a first set of program data comprising information identifying the
applicant, the position, the first organization, and the investigator;

storing a new applicant entry in the system memory, the new applicant entry

associated with the first set of program data;

g

transmitting an applicant hyperlink to an applicant email address associated with
the applicant, the applicant hyperlink for viewing she—an_applicant set of
electronic documents;

receiving an applicant electronic response with a reference set of program data,
wherein the reference set of program data comprises information regarding a

reference source, wherein the reference source is a person, the reference sei of

program data including a reference email address associated with the reference
source;

determining a reference class of the reference source based on the reference set of
program data;

selecting a reference set of electronic documents based on the reference class of the
reference source;

transmitting a reference hyperlink to the reference email address, the reference

hyperlink for viewing the reference set of electronic documents-asss

Dkt No. MIME.001-CON Page 2 of 10 Serial No.: 14721707



receiving a reference electronic response to the reference set of electronic
documents from the reference source;

storing the reference electronic response in the system memory, associating the
reference electronic response with the new applicant entry; and

generating a suggested reference list of one or more law enforcement agencies

based on an applicant residential address.

2. (Previously presented) The method of claim 1, further comprising the steps of:

searching for a previous applicant entry in the system memory associated with the
applicant and a second organization different from the first organization, the
previous applicant entry having a second set of program data, the second set of
program data comprising information regarding the applicant, the second
organization, the position the applicant applied for in the second organization,
and status of a previous application the applicant applied for in the second
organization; and

presenting the second set of program data to the investigator.

3. (Original) The method of claim 1, further comprising the steps of:
presenting to the investigator, prior to transmitting the applicant hyperlink for
viewing the applicant set of electronic documents, an option of changing one or

more documents in the applicant set of electronic documents.

4. (Previously presented) The method of claim 1, wherein one document of the applicant
set of electronic documents is an inter-active questionnaire in which a next question

presented to the reference source is based on a response to a prior question.

5. (Currently amended) A non-transitory computer-readable medium having stored thereon
instructions which, when executed by a processor of a computing device with a system
memory, cause the computing device to perform the steps of a method to assist an
investigator in conducting a background investigation of an applicant for a position within
a first organization, the steps of the method comprising:

receiving a first set of program data comprising information identifying the

applicant, the position, the first organization, and the investigator;

Dkt No. MIME.001-CON Page 3 of 10 Serial No.: 14721707
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storing a new applicant entry in the system memory, the new applicant entry

associated with the first set of program data;

(X7
5

electronic documents;
receiving an applicant electronic response with a reference set of program data,
wherein the reference set of program data comprises information regarding a

reference source, wherein the reference source is a person, the reference set of

program data including a reference email address associated with the reference
source;

determining a reference class of the reference source based on the reference set of
program data;

selecting a reference set of electronic documents based on the reference class of the
reference source;

transmitting a reference hyperlink to the reference email address, the reference
hyperlink for viewing the reference set of electronic documents-sssseiatad-waih
ﬂ% o 13 3 "E' ’Ei' o8,

receiving a reference electronic response to the reference set of electronic

documents from the reference source;

storing the reference electronic response in the system memory, associating the
reference electronic response with the new applicant entry; and

generating a suggested reference list of one or more law enforcement agencies

based on an applicant residential address.

6. (Previously presented) The non-transitory computer-readable medium of claim 5, having
stored thereon additional instructions which, when executed by the processor of the

computing device, cause the computing device to perform the steps of:

searching for a previous applicant entry in the system memory associated with the
applicant and a second organization different from the first organization, the
previous applicant entry having a second set of program data, the second set of

program data comprising information regarding the applicant, the second

Dkt No. MIME.001-CON Page 4 of 10 Serial No.: 14721707
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organization, the position the applicant applied for in the second organization,
and status of a previous application the applicant applied for in the second
organization; and

presenting the second set of program data to the investigator.

7. (Original) The non-transitory computer-readable medium of claim 5, having stored
thereon additional instructions which, when executed by the processor of the computing

device, cause the computing device to perform the steps of:
presenting to the investigator, prior to transmitting the applicant hyperlink for
viewing the applicant set of electronic documents, an option of changing one or

more documents in the applicant set of electronic documents.

8. (Previously presented) The non-transitory computer-readable medium of claim 5,
wherein one document of the applicant set of electronic documents is an inter-active
questionnaire in which a next question presented to the reference source is based

on a response to a prior question.

9. (Currently amended) A computing device configured to assist an investigator in
conducting a background investigation of an applicant for a position within a first
organization, comprising:
a processor; and
a system memory, the system memory having instruction stored therein that when
executed by the processor, cause the computing device to perform the steps of:
receiving a first set of program data comprising information identifying the
applicant, the position, the first organization, and the investigator;
storing a new applicant entry in the system memory, the new applicant entry

associated with the first set of program data;

A T W NT roalicanioset.abelactrnnicdocumentsbhased.-nndhe mosdian:
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transmitting an applicant hyperlink to an applicant email address associated with
the applicant, the applicant hyperlink for viewing ths-ap applicant set of

electronic documents;
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receiving an applicant electronic response with a reference set of program data,
wherein the reference set of program data comprises information regarding a

reference source, wherein the reference source is a person, the reference set of

program data including a reference email address associated with the reference
source;

determining a reference class of the reference source based on the reference set of
program data;

selecting a reference set of electronic documents based on the reference class of the
reference source;

transmitting a reference hyperlink to the reference email address, the reference

hyperlink for viewing the reference set of electronic documents-assestated-with

receiving a reference electronic response to the reference set of electronic
documents from the reference source;

storing the reference electronic response in the system memory, associating the
reference electronic response with the new applicant entry; and

generating a suggested reference list of one or more law enforcement agencies

based on an applicant residential address.

10. (Previously presented) The computing device of claim 9, further comprising additional
instructions stored in the system memory which, when executed by the processor of the

computing device, cause the computing device to perform the step of:

searching for a previous applicant entry in the system memory associated with the
applicant and a second organization different from the first organization, the
previous applicant entry having a second set of program data, the second set of
program data comprising information regarding the applicant, the second
organization, the position the applicant applied for in the second organization,
and status of a previous application the applicant applied for in the second
organization; and

presenting the second set of program data to the investigator.

Dkt No. MIME.001-CON Page 6 of 10 Serial No.: 14721707
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11. (Original) The computing device of claim 9, further comprising additional instructions
stored in the system memory which, when executed by the processor of the computing

device, cause the computing device to perform the step of:
presenting to the investigator, prior to transmitting the applicant hyperlink for
viewing the applicant set of electronic documents, an option of changing one or

more documents in the applicant set of electronic documents.

12. (Previously presented) The computing device of claim 9,
wherein one document of the applicant set of electronic documents is an inter-active
questionnaire in which a next question presented to the reference source is based

on a response to a prior question.

13. (Previously presented) The computing device of claim 9, further comprising additional
instructions stored in the system memory which, when executed by the processor of the
computing device, cause the computing device to perform the step of:
creating a plurality of questionnaires each being a member of at least one class of a
plurality of classes of questionnaires, each class being related to a type of
reference source; and
including a first questionnaire of the plurality of questionnaires in the reference set
of electronic documents, the first questionnaire in one of the plurality of classes

that is related to the type of reference source.

14. (Original) The computing device of claim 13, further comprising additional instructions
stored in the system memory which, when executed by the processor of the computing
device, cause the computing device to perform the step of:

receiving instructions from the investigator to edit one of the questionnaires.
15. (Cancelled).

16. (Currently amended) A method for a computing device with a processor and a system
memory to assist an investigator in conducting a background investigation of an applicant

for a position within a first organization, comprising the steps of:

Dkt No. MIME.001-CON Page 7 of 10 Serial No.: 14721707
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receiving a first set of program data comprising information identifying the
applicant, the position, the first organization, and the investigator;

storing a new applicant entry in the system memory, the new applicant entry
associated with the first set of program data;
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transmitting an applicant hyperlink to an applicant email address associated with
the applicant, the applicant hyperlink for viewing #e—an_applicant set of
electronic documents;

receiving an applicant electronic response with a reference set of program data,

wherein the reference set of program data comprises information regarding a

reference source, wherein the reference source is a person, the reference set of
program data including a reference email address associated with the reference
source;

determining a reference class of the reference source based on the reference set of
program data;

selecting a reference set of electronic documents based on the reference class of the
reference source;

transmitting a reference hyperlink to the reference email address, the reference
hyperlink for viewing the reference set of electronic documents-assastated-vwith

o position:

receiving a reference electronic response to the reference set of electronic
documents from the reference source;

storing the reference electronic response in the system memory, associating the
reference electronic response with the new applicant entry; and

generating a suggested reference list of one or more law enforcement agencies
around a selected address, wherein the selected address is one of an applicant
current residential address, an applicant past address, and a reference source

address.
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REMARKS / ARGUMENTS

The Applicant requests entry of the above amendments to the claims. The Applicant
believes the deleted terms to be unnecessary for patentability, in accordance the arguments
the Applicant made in the previous reply. The added terms merely make antecedent basis

more clear.

Dkt No. MIME.001-CON Page 9 of 10 Serial No.: 14721707
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CONCLUSION

For the foregoing reasons, reconsideration and allowance of the claims as amended is
solicited. The Examiner is encouraged to telephone the undersigned at (360) 750-9931 if it
appears that an interview would be helpful in advancing the case. The Applicant
respectfully submits that this application is in condition for allowance. Such is earnestly

requested.

Respectfully submitted,

_/Philip R M. Hunt/

PHILIP R M. HUNT

USPTO Reg. No. 58,044
RYLANDER & ASSOCIATES PC
406 West 12th Street

Vancouver, Washington 98660
(360) 750-9931
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for the information in order to perform a contract. Recipients of infermation shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a{m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

8. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.5.C. 181} and for review pursuant fo the Atomic Energy Act (42 U.5.C. 218{(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2804 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any cother relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

8. A record from this system of recerds may be disclosed, as a routine use, o the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S5.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, fo the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspections or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a viclation or potential violation of law or regulation.
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Applicant: . Tyler J. Miller
Inventor(s): : TylerJ. Miller
Serial No.: . 14721707

Filed: . 2015-05-26

Confirm No.: : 2556

For: . BACKGROUND INVESTIGATION MANAGEMENT
SERVICE

Examiner: . ABUROUMI, MAHRANY
TC/AU.: . 2455
Date: - October 23, 2017

Via EFS

REPLY / AMENDMENT UNDER 37 CFR 1.114
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AMENDMENTS TO THE CLAIMS

Claims 1-14 and 16 are pending, with claims 1, 5, 9, and 16 being independent. Claim
15 has been cancelled. Claims 1,4, 5, 8,9, 12, and 13 have been amended. Claim 16 has
been added. No new subject matter has been added.

Listing of the Claims

What is claimed is:

1. (Currently amended) A method for a computing device with a processor and a system
memory to assist an investigator in conducting a background investigation of an applicant
for a position within a first organization, comprising the steps of:
receiving a first set of program data comprising information identifying the
applicant, the position, the first organization, and the investigator;
storing a new applicant entry in the system memory, the new applicant entry
associated with the first set of program data;
selecting an applicant set of electronic documents based on the position;
transmitting an applicant hyperlink to an applicant email address associated with
the applicant, the applicant hyperlink for viewing the applicant set of electronic
documents;
receiving an applicant electronic response with a reference set of program data,

wherein the reference set of program data comprises information regarding a

reference scurce, wherein the reference source 1s a person hevimg-information

se-the-apphesst, the program data including a reference email address
associated with the reference sgurce;

determining a reference class of the reference sgurce based on the reference set of

program data;

selecting a reference set of electronic documents based on the reference class of the
reference souice;

transmitting a reference hyperlink to the reference email address, the reference
hyperlink for viewing the reference set of electronic documents associated with

the position;

Dkt No. MIME.001-CON Page 2 of 12 Serial No.: 14721707



receiving a reference electronic response to the reference set of electronic
documents from the reference source; ansd

storing the reference electronic response in the system memory, associating the
reference electronic response with the new applicant entry; and

generating a susgested reference list of one or more law enforcement ggencies

based on an applicant residential address.

2. (Previously presented) The method of claim 1, further comprising the steps of:

searching for a previous applicant entry in the system memory associated with the
applicant and a second organization different from the first organization, the
previous applicant entry having a second set of program data, the second set of
program data comprising information regarding the applicant, the second
organization, the position the applicant applied for in the second organization,
and status of a previous application the applicant applied for in the second
organization; and

presenting the second set of program data to the investigator.

3. (Original) The method of claim 1, further comprising the steps of:
presenting to the investigator, prior to transmitting the applicant hyperlink for
viewing the applicant set of electronic documents, an option of changing one or

more documents in the applicant set of electronic documents.

4. (Currently amended) The method of claim 1, wherein one document of the applicant set

of electronic documents is an inter-active questionnaire in which a next question presented

5. (Currently amended) A non-transitory computer-readable medium having stored thereon
instructions which, when executed by a processor of a computi