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UNITED STATESPATENT AND TRADEMARK OFFICE

BEFORE THEPATENT TRIAL AND APPEAL BOARD

MICROSOFT CORPORATION,
Petitioner,

V.

UNILOC 2017 LLC,
Patent Owner.

IPR2020-00023
Patent 6,467,088 B1

Before MIRIAM L. QUINN, AMANDA F. WIEKER and
SCOTT RAEVSKY, Administrative Patent Judges.

RAEVSKY, Administrative Patent Judge.
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I. INTRODUCTION

This case is on remand from the United States Court of Appeals for
the Federal Circuit to address the patentability of claims 1-4, 6—14, and
16-21 of U.S. Patent No. 6,467,088 B1 (“the 088 patent”), owned by
Uniloc 2017 LLC (“Patent Owner”). Microsoft Corp. v. Uniloc 2017 LLC,
No. 2021-2039 (Fed. Cir. Oct. 20, 2022) (nonprecedential).

For the reasons discussed below, we determine that Petitioner has
proven by a preponderance of the evidence that claims 1-4, 6-14, and

16-21 of the 088 patent are unpatentable.

Il. BACKGROUND
A. The '088 Patent and Illustrative Claim

The 088 patent is directed to techniques for upgrading or
reconfiguring software and/or hardware components in electronic devices.
Ex. 1001, 1:6-9. According to the *088 patent, prior art software update
techniques fail to avoid potential conflicts and thus ensure compatibility
because they do not account for interdependencies of the resources required
by the desktops or the files resident in the remote devices. Id. at 1:41-45,
1:52-56, 1:65-2:3, 2:10-14.

The *088 patent solves this problem by providing a list or listing that
indicates “which of a set of software components supported by [a
reconfiguration] manager 10 are known to work well together or are
otherwise compatible.” Id. at 3:36—42. For instance, Figure 1 of the *088
patent, reproduced below, illustrates reconfiguration manager 10 that
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“includes a listing 16 of known configurations, and a repository 18 of

software components.” 1d. at 3:27-29.
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Figure 1 illustrates reconfiguration manager 10 interacting with
electronic device 12, also referred to as “Device X.” Id. at 3:14-16. When
reconfiguration manager 10 receives a request for an upgrade from
Device X, the request indicates that the device wants to upgrade to
version 2.0 of software component A and includes a list of the components

currently on the device, i.e., version 1.1 of component A, version 2.0 of
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component C, and version 2.3 of component B. 1d. at 4:12-19.1
Reconfiguration manager 10 processes the request, and if appropriate,
delivers the requested version 2.0 of software component A. 1d. at 4:22—-26.
Processingthe request involves generating a potential upgrade configuration
that will satisfy the received request, and searching through a set of known
“bad” configurations. 1d. at 4:62—66. A known “bad” configuration is
indicated in Figure 1 as a dashed line between components that are not
compatible. 1d.at3:58-61. For example, “[t]he pair including version 1.8
of component A and version 1.0 of component C is an example of a known
bad configuration.” Id. at 3:61-63.

If the upgrade configuration corresponds to a bad configuration, the
reconfiguration manager “attempts to find a set or sets of potential upgrade
configurations from a set of known good configurations.” Id. at4:67-5:3.
A known “good” configuration is indicated in Figure 1 by a solid line
between a given pair of components indicating that the components work
well together or are otherwise compatible. Id. at 3:52-55.

Challenged claim 1, reproduced below, is illustrative of the

challenged claims:

1 Although Fig. 1 depicts device 12 having three versions of software
component A (labels 14A-C), the description of Fig. 1 indicates these are
different versions of components A, B, and C, respectively. Ex. 1001, 3:20—
24.
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1. Aprocessor-implemented method for controlling the
reconfiguration of an electronic device, the method comprising
the steps of:
receiving information representative of a reconfiguration
request relating to the electronic device;
determining at least one device component required to
Implement the reconfiguration request;
comparing the determined component and information
specifying at least one additional component currently
implemented in the electronic device with at least one of a
list of known acceptable configurations for the electronic
device and a list of known unacceptable configurations for
the electronic device; and
generating information indicative of anapproval or a denial of
the reconfiguration request based at least in parton the
result of the comparing step.

Ex. 1001, 6:43-59. We refer to the steps of claim 1 as the receiving step,
the determining step, the comparing step, and the generating step,
respectively.
B. Trial Background

Microsoft Corporation (“Petitioner”) filed a Petition (Paper 2, “Pet.”)
requesting inter partes review of claims 1-4, 6-14, and 16—21 of the
’088 patent. The Petition asserts that the claims are unpatentable on the
following grounds (Pet. 3—4), which are supported by a declaration by John
Villasenor (Ex. 1003):
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