UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

MICROSOFT CORPORATION,
Petitioner,

V.

UNILOC 2017 LLC,
Patent Owner.

IPR2020-00023
Patent 6,467,088

PETITIONER’S RESPONSE TO
PATENT OWNER'’S OPENING REMAND BRIEF

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2020-00023

Patent 6,467,088
TABLE OF CONTENTS

Page
L. INTRODUCTION .....ooiiiiiieieeee ettt 1
II. ARGUMENT ...ttt ettt et seesneesnaeenneas 1

A.  The Mandate Rule Precludes Reconsideration
Of Whether Apfel Discloses The “Comparing” Step .......ccccccvveeevvennns 2

1. The Federal Circuit Decided That

Apfel Discloses The “Comparing” Step .......ccccceereveeecveeereeennnenns 2
2. The Board May Not Reconsider The Court’s Finding ............... 3
3. No Exceptions To The Mandate Rule Apply Here..................... 5
B.  Even Absent The Mandate Rule, Patent Owner’s Arguments Fail ......5
I, CONCLUSION. ...ttt sttt st be e e st saee s 8
CERTIFICATE OF SERVICE ......cooiiiiiiiiiieeeeeeeee ettt 10

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2020-00023

Patent 6,467,088
TABLE OF AUTHORITIES
Page(s)
Cases
Amado v. Microsoft Corp.,
517 F.3d 1353 (Fed. Cir. 2008) .....ooeeiiieiieeiieeeieeeeee ettt 2
Amneal Pharms. LLC v. Almirall, LLC,
960 F.3d 1368 (Fed. Cir. 2020) ....c.uiiiiieeiieeieeeiee ettt e ane e 4
Banks v. United States,
741 F.3d 1268 (Fed. Cir. 2014) ..ot 2,5,8
MyMail, Ltd. v. ooVoo, LLC,
934 F.3d 1373 (Fed. Cir. 2019) c.uuviiiiieeceeeeee et e 1
Sibbald v. United States,
37 ULS. 488 (1838) oottt e et e e e e e aae e e e abeeeeanaeea 4
Sprague v. Ticonic Nat. Bank,
307 ULS. 161 (1939) oottt are e re e aaee s 2
United States. v. Semon Bache & Co.,
27 C.CP.A. 89 (1939) ettt 4
United States v. J. H. Cottman & Co.,
23 C.C.PA. 378 (19360) ettt ettt e are e s veeeavee s 4
Board Decisions
Zodiac Pool Sys., Inc. v. Aqua Prod., Inc.,
No. IPR2013-00159 (P.T.A.B. Feb. 11,2019).......ccccviiieiiiiiieeeeeeeeee e, 2
Statutes
B5ULSIC.§ 144 .ottt e e e e e e aaee e 2

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2020-00023
Patent 6,467,088

I. INTRODUCTION

Implicitly acknowledging that it is the only way its patent could survive,
Patent Owner invites the Board to overturn the Federal Circuit’s determination that
the Apfel prior art reference teaches the claimed “comparing” step. However, the
mandate rule precludes revisiting this issue that the Court already decided.

The Final Written Decision (Paper 20) addressed only the “comparing” step.
Thus, that step was the focus of the briefing and opinion on appeal. See Paper 29
(the “Opinion”). After finding Apfel teaches this step, the Court properly remanded
for the Board to address in the first instance whether the prior art satisfied the other
claim elements. MyMail, Ltd. v. ooVoo, LLC, 934 F.3d 1373, 1380 (Fed. Cir. 2019)
(“It is improper for us to determine factual issues in the first instance on appeal.”).

The Court did not remand for the Board to overturn the Court’s determination
that Apfel teaches the “comparing” step. Yet Patent Owner’s remand brief disputes
only that issue. Because the Federal Circuit already resolved that issue in Petitioner’s
favor, and for the reasons set forth in Microsoft’s Petition—which otherwise remain
unrebutted—the Board should find all claims unpatentable.

II. ARGUMENT

The mandate rule bars Patent Owner’s argument that “Petitioner has failed to
show that Apfel discloses the recited comparing step.” E.g., Paper 31, 9. That

argument also fails on the merits and as waived for not being previously presented.
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A. The Mandate Rule Precludes Reconsideration
Of Whether Apfel Discloses The “Comparing” Step

“[T]he mandate rule forecloses reconsideration of issues implicitly or
explicitly decided on appeal.” Amado v. Microsoft Corp., 517 F.3d 1353, 1364 (Fed.
Cir. 2008). “The mandate rule, encompassed by the broader law-of-the-case
doctrine, dictates that ‘an inferior court has no power or authority to deviate from
the mandate issued by an appellate court.”” Banks v. United States, 741 F.3d 1268,
1276 (Fed. Cir. 2014) (citation omitted). Thus, the Board is “bound by the mandate
on matters the mandate addressed.” Zodiac Pool Sys., Inc. v. Aqua Prod., Inc.,
No. IPR2013-00159 (P.T.A.B. Feb. 11, 2019); see also, e.g., 35 U.S.C. § 144 (a
Federal Circuit “mandate and opinion ... shall govern the further proceedings” in a
case before the Board); Sprague v. Ticonic Nat. Bank, 307 U.S. 161, 167-69 (1939).

1. The Federal Circuit Decided That
Apfel Discloses The “Comparing” Step

The Federal Circuit decided that Apfel discloses the “comparing” step. See,
e.g., Paper 29, 3 (“[T]he Board erred in concluding that Apfel does not perform the
claimed ‘comparing’ step.”).

Patent Owner agrees that the Court determined that “Apfel requires a
comparing step.” Paper 31, 2 (Section IV header). Despite this admission, Patent
Owner argues that the Court—in making this determination—was not evaluating

Apfel in relation to the 088 patent’s claimed comparing step. /d., 2—8 (arguing that
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