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L. INTRODUCTION

Uniloc 2017 LLC (the “Patent Owner” or “Uniloc’) submits this Sur-Reply
to the Petition for Inter Partes Review (“Petition”) of United States Patent No.
6,467,088 (“the *088 patent”) filed by Microsoft Corporation (“Petitioner”) in
IPR2020-00023. For the reasons given in Patent Owner’s Response (Paper 10,
“POR”) and herein, Petitioner fails to carry its burden of proving invalidity of the
challenged claims of the 088 patent.

II. THE REPLY UNDERSCORES DEFICIENCIES OF THE PETITION

A.  Petitioner misapplies the undisputed construction of “known”

As explained in Patent Owner’s Response, the Board (indeed this same Panel)
previously offered informative claim construction findings in its decision denying
institution of another petition challenging the same ’088 patent. See Apple Inc. v.
Uniloc 2017 LLC, TPR2019-00056, Decision Denying Institution (Paper 7) at 7-8
(PTAB April 29, 2019). There, the Board adopted Patent Owner’s construction that
“known” means “previously determined.” Id.! The Board also found that, in art

asserted there, “neither the client nor the server anticipates that the selected code

I A district court in parallel litigation involving the same patent adopted the same
construction. See Uniloc 2017 LLC v. Apple Inc., Case No. 6:19-cv-532-ADA, Dkt.
69, Claim Construction Order, (W.D.T.X. June 8, 2020) (construing “known
[acceptable/unacceptable] configurations for the electronic device” as “[p]lain-and-
ordinary meaning, wherein ‘known’ means ‘previously determined’”; and ordering
“plain-and-ordinary meaning” for “at least one of a list of known acceptable
configurations for the electronic device and a list of known unacceptable

configurations for the electronic device”).
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updates at this point are actually a ‘known acceptable configuration for the electronic

device.”” Id., 11. The Board clarified its finding, in part, as follows:

Although the code updates at this point match some criteria of the
client device, they are not “known” to be acceptable configurations,
but merely “potentially appropriate.” The indecisive language
“potentially” is not the required decisive language of “known”—a

difference that Petitioner does not explain persuasively, if at all.
Id., 11-12.
While Petitioner here purports to apply this same understanding of the
“known” claim terms, Petitioner confirms in its Reply that its invalidity theory,
instead, attempts to impermissibly expand claim scope to encompass what the Board

previously found to be excluded.

B.  Petitioner failed to prove Apfel inherently discloses the decisive
“known” requirement recited in the comparison limitations
recited in each challenged claim.

It remains undisputed that Apfel does not expressly disclose at least the
comparison limitations recited in each challenged claim. As recited in claim 1, for
example, Apfel does not expressly disclose “comparing the determined component
and information specifying at least one additional component currently implemented
in the electronic device with at least one of a list of known acceptable configurations
and a list of known unacceptable configurations for the electronic device.”
Petitioner’s resort to a theory of inherency is woefully deficient of the exacting

standard. See POR 16 (collecting cases).

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




