IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

ROKU, INC.,
Petitioner,

V.

UNIVERSAL ELECTRONICS, INC.,
Patent Owner.

Case IPR2019-01615
U.S. Patent No. 9,716,853 B2

PETITIONER ROKU, INC.'S REQUEST FOR REHEARING

Mail Stop "PATENT BOARD™
Patent Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case IPR2019-01615
U.S. Patent No. 9,716,853

TABLE OF CONTENTS

. Standard fOr RENEAING .........eoiiiiiiiiiie et be et e e neee s 1
I, BACKOIOUNG ...ttt e et e e st e e e be e e e be e e e neee s 1
I1l.  The Board Erred in Implicitly Narrowing the Scope of Independent Claim 1 in Two
VY S, et e e e e e r e e e e e e e e r e et e e e e e e e e e e e e e e 4
A.  The Board erred in implicitly and narrowly construing independent claim 1 to require
consultation of the claimed listing to determine which communication method to use. ............ 5

1. Claim 1 does not require consulting the created listing to determine which
communication METNO 10 USE. ......ueiiiiiieiiiee e 5

2. Even under the Board’s implicitly narrow construction, Chardon discloses consulting
the listing to determine which communication method t0 USE. .........ccccevieiiiieiiiiee e, 10

B. The Board erred in implicitly and narrowly construing the term “communication
10140100 RSP TPRPPRP 13

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case IPR2019-01615
U.S. Patent No. 9,716,853

INTRODUCTION

The Board erred by implicitly construing too narrowly key limitations of
independent claim 1 that neither party advocated for. First, claim 1 does not require
consulting the created listing to determine which communication method to use.
Second, the term “communication method” is not limited to a command
transmission medium, but instead also includes the command protocols to be used.
Under a correct claim interpretation, Chardon renders the claims obvious. And,
even under the Board’s narrow claim interpretation, it overlooked portions of
Chardon that meet the claim limitations and render the claims obvious.

ARGUMENT
l. Standard for Rehearing

“A party dissatisfied with a decision may file a single request for rehearing
without prior authorization from the Board.” 37 C.F.R. § 42.71(d). “The burden of
showing a decision should be modified lies with the party challenging the decision.
The request must specifically identify all matters the party believes the Board
misapprehended or overlooked, and the place where each matter was previously
addressed in a motion, an opposition, or a reply.” Id.

1. Background

Claim 1 of the challenged *853 patent is a system claim directed to a
universal control engine (“UCE”) responsible for controlling devices in, for

example, a home theater system. The UCE’s memory has executable instructions
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that cause it to detect a target appliance. It then uses the target appliance’s identity
to “create a listing comprised of at least a first [and second] communication
method.” The two “communications methods” are different and are, broadly, “for
use in controlling” a first and second “functional operation of the intended target
appliance.” Exemplary functional operations may be, for example, a “power on”
command or a “volume up” command.

The executable instructions on the UCE respond to a received request from a
“controlling device,” like a hand-held remote control, “by causing a one of the first
and second communication methods [in the listing] that has been associated with
the requested one of the first and second functional operations to be used to
transmit to the intended target appliance a command.” The claim does not specify
how the UCE chooses which communication method to use—it simply “causes”
one of them “to be used to transmit” a command to the target appliance.

Chardon is the primary reference in this IPR. Like the 853 patent, it
describes a universal control engine for controlling appliances in a home theater
environment. Chardon’s UCE (its “multi-media gateway”) uses a target
appliance’s Extended Display Identification Data (“EDID”) to generate a linked
database of command codes for potential use by that target appliance. The database
includes Consumer Electronic Control (“CEC”) command codes — i.e., a set of

CEC-specific command codes that are used where the controlling device
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determines that the CEC protocol is appropriate and that the commands will thus
be sent over a wired HDMI bus. Pet. at 20-21. The database also has a set of infra
red (“IR”) command codes - i.e., a set of IR-specific command codes that are used
where the controlling device determines that IR protocols are appropriate and that
the commands will thus be sent wirelessly using infra red communications. Id.
This description of Chardon comports with the Board’s own description in its Final
Written Decision. See e.g., FWD at 21 (“Chardon describes that its remote
database 135 stores sets of command codes, that these may include both ‘a set of
CEC command codes’ and “a set of IR command codes,’ and that these may be
linked to a device ID.”); see also FWD at 12-13.

Chardon’s controlling device also includes the physical hardware for
sending both IR and CEC communications. It has an IR transceiver for sending IR
command codes. Pet. at 20, citing EX1005, 140; Pet. at 57. And it has a CEC bus
or communication port over which CEC command codes may be communicated to
HDMI appliances. Id. Again, this description of Chardon comports with the
Board’s own description in its Final Written decision. FWD at 12 (“[Chardon’s]
remote control also may include an IR transceiver, an RF transceiver, and a bus
that includes a CEC bus or communication port over which CEC command codes

may be communicated to HDMI appliances.”).

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




