
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
 

___________________ 
 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
 

___________________ 
 
 

ROKU, INC., 
Petitioner, 

 
v. 
 

UNIVERSAL ELECTRONICS, INC., 
Patent Owner. 

 
     

Case IPR2019-01615 
U.S. Patent 9,716,853 

_____________________ 
 

PETITION FOR INTER PARTES REVIEW 
OF U.S. PATENT NO. 9,716,853 

 

 

Mail Stop “PATENT BOARD” 
Patent Trial and Appeal Board 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 Petition for Inter Partes Review of  
   U.S. Patent No. 9,716,853 

- i - 

TABLE OF CONTENTS 
 
I. Introduction .................................................................................................... 1 

II. Identification of Grounds for Unpatentability ............................................... 3 

III. The Challenged Patent ................................................................................... 4 

A. The Purported Invention .......................................................................... 5 

B. Prosecution History ................................................................................. 8 

C. The Asserted Claims ............................................................................... 9 

 Independent Claim 1 ..................................................................................... 9 1.
 Dependent Claim 3 ...................................................................................... 11 2.
 Dependent Claim 5 ...................................................................................... 11 3.
 Dependent Claim 7 ...................................................................................... 12 4.

IV. Person of Ordinary Skill in the Art .............................................................. 12 

V. Claim Construction ...................................................................................... 14 

A. “for use in controlling each of at least a first functional 
operation and a second functional operation of the intended 
target appliance” ....................................................................................15 

B. Other terms ............................................................................................17 

VI. The Asserted Prior Art ................................................................................. 17 

A. Overview of Chardon (EX1005) ...........................................................17 

B. Overview of the HDMI Specification (EX1010) ..................................24 

C. Overview of Stecyk (EX1006) ..............................................................32 

VII. Challenged Claims are Unpatentable .......................................................... 36 

A. Ground 1: Claims 1, 3, 5, and 7 are Rendered Obvious Over 
Chardon, and in view of HDMI Specification and Stecyk. ..................36 

 Independent Claim 1 ................................................................................... 38 1.
(a) “[1.P] A universal control engine, comprising:” ..................................... 38 

(b) “[1.1] a processing device; and a memory device having stored thereon 
instructions executable by the processing device, the instructions, when 
executed by the processing device, causing the universal control 
engine…” ................................................................................................ 40 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 Petition for Inter Partes Review of  
   U.S. Patent No. 9,716,853 

- ii - 

(c) “[1.2] to respond to a detected presence of an intended target appliance 
within a logical topography of controllable appliances which includes 
the universal control engine” .................................................................. 42 

(d) “[1.3] by using an identity associated with the intended target appliance 
to create a listing comprised of at least a first communication method 
and a second communication method different than the first 
communication method” ......................................................................... 47 

(i) Chardon creates a database of IR and CEC command codes ..........47 

(ii) Chardon links the database of command codes to detected target 
appliances using obtained EDID information. ...........................................51 

(e) “[1.4] for use in controlling each of at least a first functional operation 
and a second functional operation of the intended target appliance and”56 

(f) “[1.5] to respond to a received request from a controlling device 
intended to cause the intended target appliance to perform a one of the 
first and second functional operations” .................................................. 59 

(g) “[1.6] by causing a one of the first and second communication methods 
in the listing of communication methods that has been associated with 
the requested one of the first and second functional operations to be 
used to transmit to the intended target appliance a command for 
controlling the requested one of the first and second functional 
operations of the intended target appliance.” ......................................... 62 

 Dependent Claim 3 ...................................................................................... 63 2.
(a) “[3.P] The universal control engine as recited in claim 1, wherein the 

instructions cause the universal control engine to” ................................ 63 

(b) “[3.1] initiate a detection of the presence of the intended target 
appliance within the logical topography of controllable appliances.” ... 64 

 Dependent Claim 5 ...................................................................................... 65 3.
(a) “[5.P] The universal control engine as recited in claim 1, wherein the 

instruction [sic] cause the universal control engine to cause” ................ 65 

(b) “[5.1] a prompt to be displayed in a display associated with the universal 
control engine in response to a detected presence of the intended target 
appliance within a logical topography of controllable appliances, the 
prompt requesting a user to provide data indicative of the identity 
associated with the intended target appliance.” ...................................... 65 

 Dependent Claim 7 ...................................................................................... 69 4.

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 Petition for Inter Partes Review of  
   U.S. Patent No. 9,716,853 

- iii - 

(a) “[7.P] The universal control engine as recited in claim 1, wherein the 
instructions cause the universal control engine to” ................................ 69 

(b) “[7.1] initiate an interrogation of the intended target appliance to 
determine which of a plurality of communication methods are 
supported by the appliance for use in receiving a command for 
controlling at least one of the first and second functional operations 
using results obtained from the interrogation to create the listing.” ....... 69 

VIII. Roku is unaware of any purported evidence of secondary 
considerations of non-obviousness .............................................................. 71 

IX. Conclusion ................................................................................................... 71 

X. Standing ....................................................................................................... 71 

XI. Mandatory Notices (37 C.F.R. § 42.8(a)(1)) ............................................... 72 

A. Real Party In Interest (37 C.F.R. § 42.8(b)(1)) .....................................72 

B. Related Matters (37 C.F.R. § 42.8(b)(2)) ..............................................72 

C. Lead and Back-up Counsel (37 C.F.R. § 42.8(b)(3)) ............................72 

D. Service Information (37 C.F.R. § 42.8(b)(4)) .......................................73 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 Petition for Inter Partes Review of  
   U.S. Patent No. 9,716,853 

- iv - 

PETITIONER’S EXHIBIT LIST 

Exhibit No. Description 

1001 U.S. Patent No. 9,716,853 to Arling et al. (“’853 patent”) 

1002 File History of U.S. Patent No. 9,716,853 (“Prosecution History”) 

1003 
Declaration of Dr. Samuel Russ in Support of Petition for Inter 
Partes Review of U.S. Patent No. 9,716,853 

1004 Curriculum Vitae of Dr. Samuel Russ 

1005 
 U.S. Patent Publication No. 2012/0249890 to Chardon et al. 
(“Chardon”) 

1006 U.S. Patent Publication No. 2009/0254500 to Stecyk (“Stecyk”) 

1007 U.S. Patent Publication No. 2004/0148632 to Park et al. (“Park”) 

1008 
Tracy V. Wilson, “How HDMI Works,” archived March 26, 2010 
(https://web.archive.org/web/20100326090548/https://electronics.ho
wstuffworks.com/hdmi2.htm) 

1009 U.S. Patent Publication No. 2011/0289113 to Arling et al. (“Arling”) 

1010 
High-Definition Multimedia Interface – Specification Version 1.3a 
(November 10, 2006)  

1011 
User Manual Harmony 900 – Remote Control User Guide, Version 
1.0, Logitech  

1012 Intentionally Left Blank 

1013 U.S. Patent No. 7,944,370 to Harris et al. (“Harris”) 

1014 Intentionally Left Blank 

1015 Intentionally Left Blank 

1016 U.S. Patent No. 7,136,709 to Arling et al. (“Arling II”). 

1017 
Universal Electronics Inc. v. Roku, Claim Construction Order – 
8:18-cv-01580 (August 8, 2019) 

1018  Intentionally Left Blank 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


