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Petitioner’s expert admitted UEI was a major
manufacturer and that no other commercial devices

AN

—/WMMW

11 Q Had you ever heard of Universal Electronics,
)2 Incorporated before this case?

13 A Definitely. They were one of the major

14 manufacturers of remote controls when I worked at
L5 Scientific Atlanta from 2000 to 2007.

performed all of the limitations (POR at 1)

w"w
(EX2008 (Russ Depo. Tr. June 17, 2020) at 11:11-15)

W“V\»—

(EX2008 (Russ Depo. Tr. June 17, 2020) at 111:9-21 ('642 Patent);
EX2009 (Russ Depo. Tr. June 18, 2020) at 49:16-50-5 ('389 Patent);
P RO EX2010 (Russ Depo. Tr. June 19, 2020) at 40:4-10 (‘325 Patent))
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Petitioner’s expert admitted needing hindsight for
the obviousness combinations (POR at 1)

-l A I think we're I wa: AN8Wering & siligncly

t of questiaons. My polnt was 1f sameone

W%M
(EX2008 (Russ Depo. Tr. June 17, 2020) at 116:10-14)
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Petitioner’s expert admitted needing hindsight for
the obviousness combinations (POR at 1)

3 Each of the commercia products that vyou 3 2 11 \
s ’ Eap 8 CoO emotes and all that. =G
.
] T a h T g9 -

(EX2010 (Russ Depo. Tr. June 19, 2020) at 40:15-41:5)

== e w1 =L = Lidcd - . L - idaiel Ladm L o3 -t & - W2

(EX2009 (Russ Depo. Tr. June 18, 2020) at 49:6-12)
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Claims 2, 22 and 23 have been unsuccessfully
challenged before (POR at 9-10)

Trials@uspto.gov Paper 9
571-272-7822 Entered: December 18, 2014

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

NIVERSAL REMOTE C / . . N .. . )
e Upon consideration of the Petition and the Preliminary Response, we
v conclude the information presented does not show there is a reasonable
UNIVERSAL ELECTRONICS, INC.,' o e . e - ~
Patent Owner. likelihood that Petitioner would prevail in establishing the unpatentability of

Case IPR2014-01082 claims 2, 3, 22, and 23. Accordingly, we do not authorize an infer partes

Patent 7,589,642 B1
revicw,

Before HOWARD B. BLANKENSHIP, SALLY C. MEDLEY, and
LYNNE E. PETTIGREW, Administrative Patent Judges . H
e REW. 4 Ty (EX1002 (642 Patent File History) at 370)

PETTIGREW, Administrative Patent Judge.

DECISION
Denying Institution of Inter Partes Review
37CFR §42.108

! Patent Owner represents that the owner of the patent and real party-in-
interest is Universal Electronics, Inc. Paper 4. Office assignment records
indicate, however, that UEI Cayman, Inc. is the owner of the patent. Patent
Owner should update Office assi records to be consi with its
representations made in Paper 4 of this proceeding.

UNIVERSAL 7
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642 Patent g

10101111 Set-Top Box Target Device Codeset
1Keycodegeneratordevuce AAAAAAAAAAA Key Code Device Function
: receives keystroke indicator signal
i from remote control and —— 10101010 Power on
b ARGl Sieyonte fp S e— s~ 10100101 Power off

e . | 10101111 Volume Up
11111010 evice moduia e‘S ey E
code onto a carrier ; 10101110 Volume Down

(not in codeset) signal for transmitting |

back to remote control !

i 4. Remote control sends

“ i second carrier signal to
i operate target device ;
< S : (EX2003
: 3. Remote control receives key code and | —, .
! modulates key code onto asecond | T (Sprenger

carrier signal

1. A method comprising:

(a) receiving a keystroke indicator signal from a remote control device, wherein the keystroke
indicator signal indicates a key on said remote control device that a user has selected;

(b) generating a key code within a key code generator device using the keystroke indictor signal;
(c) modulating said key code onto a carrier signal, thereby generating a key code signal; and

(d) transmitting said key code signal from said key code generator device to said remote control
device.

UNIVERSAL 10
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642 Patent }///”/ -

10101111 Set-Top Box Target Device Codeset
"""""""""""""""""""""""""" Key Code Device Function
1 Key code generator device |

receives keystroke indicator signal | 10101010 Power on

from remote control and | [r—

generates a key code - [ ] 10100101 Power off

I {2. Keycode generator | 10101111 Volume Up
device modulates key
11111010 S ——— 10101110 Volume Down

(not in codeset) signal for transmitting

i (Cul) - to a target device

3. Key code generator

! device sends carrier
ﬁ i signal to operate target @
i devi !
j oo —— i => (EX2003
(Sprenger

Blu-Ray player DECL) at ﬂ 70)
2. A method comprising:

(a) receiving a keystroke indicator signal from a remote control device, wherein the keystroke
indicator signal indicates a key on said remote control device that a user has selected;

(b) generating a key code within a key code generator device using the keystroke indictor signal;
(c) modulating said key code onto a carrier signal, thereby generating a key code signal; and

(d) transmitting said key code signal from said key code generator device to an electronic
consumer device.

UNIVERSAL 11
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642 Patent

Remote - Key Code Generator Device
—> Remote - Consumer Device

10101111 Set-Top Box Target Device Codeset

1 Key code genelatm device : Key Code
; receives keystroke indicator signal @

from remote centrol and E— 10101010 Power on

Device Function

H ) Vgcnuatcsakcvcods. - / - - 10100101 Power off
/ Z Key code generator 10101111 Volume Up
11111010 /// . i device modulates key !
code onto a carrier ; 10101110 Volume Down

i signal for transmitting |
i back to remote control |

(not in codeset) //

| 4. Remote control sends

m —_— i second carrier signal to |
& e i operate target device |
3. Remote control receives key code and =

modulates key code onto a second
¢ carrier signal

!/
4

Blu-Ray player

(EX2003 (Sprenger Decl.) at 9] 68)

642 Patent, Claim 1 + dependents

UNIVERSAL
ELECTRONICS

f N Key Code Device Function
: 1. Key code generator device i
i receives keystroke indicator signal # N 10101010 Power on

from remote control and [ N

generates a key code - L] 10100101 Power off

T 7 K?y:ndpgenprsmr i 10101111 Volume Up
i device modulates key
_11111010 / codeontowcarrier | 10101110 Volume Down

REDEFINING CONTROL

Remote - Key Code Generator Device
—> Consumer Device

10101111 Set-Top Box Target Device Codeset

signal for transmitting |

(not in codeset)
/‘~ cun- i toatarget device i /\\
3 Kev code generator ¥
ﬁ i device sends carrier !
& i signal to operate target |

device @
Blu-Ray player

(EX2003 (Sprenger Decl.) at 9 70)

642 Patent, Claim 2 + dependents
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Petitioner asserts 3 obviousness grounds (Pet. at 3)

Ground | Prior Art Basis Claims
Challenged
| Mishra (EX1005) 35US.C.8§ 103 1 3.4.0.8.9
Dubil (EX1006)
2 Rye (EX1007) 35US.C.§ 103 2,22-25
Dubil (EX1006)
3 Caris (EX1008) 35US.C.§103 LZAAEN
Skerlos (EX1009) 9, 22-25
(Pet. at 3)
UNIVERSAL 14

ELECTRONICS
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Parties do not dispute the preliminary claim
constructions (Paper 7 (Decision) at 11-15)

“key code” “code corresponding to the function of an electronic device,
optionally including timing information”

“keystroke indicator signal” “a signal, distinct from a key code, corresponding to a pressed key
[on a remote control].”

“key code signal” “a signal containing a modulated key code”

U

“key code generator device” | Function: “to generate a key code”

Structure: “a set-top box, television, stereo radio, digital video disk
player, video cassette recorder, personal computer, set-top cable
television box or satellite box . . . performing the steps of (1)
identifying a codeset usable to communicate with an electronic
consumer device . .. and (2) identifying the key code corresponding
to a pressed key for that codeset . . . and equivalents thereof.”

UNIVERSAL
ELECTRONICS

Patent Owner's Demonstrative Exhibit
Not Evidence
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* “key code generator device”

* “generating a key code within a key code generator
device using the keystroke indicator”

* “key code signal”

(POR at 11-16)

UNIVERSAL
ELECTRONICS

Patent Owner's Demonstrative Exhibit
Not Evidence



“key code generator device”

REDEFINING CONTROL

The Board requested the Parties address “autoscan
functionality” from IPR2019-01613 (POR at 13-14)

/ Nevertheless, we note that in a related proceeding, namely IPR.’()I‘)\
01613, which challenges claims of a related patent having substantially the “
same disclosure as the "642 patent, we identify a potential inconsistency in a
concurrently issued decision. In particular, one of the challenged
independent claims in [PR2019-01613 recites a limitation that appears to
embrace the “autoscan™ embodiment described in the Specification of the
‘642 patent. In IPR2019-01613, we ask the parties to take specific positions
on the proper construction of “key code generator device™ in light of our
observation. Although the same 1ssue does not appear to arise in the context
of the claims challenged in this proceeding, in the interest of consistency
between the two proceedings, we similarly ask the parties to take specific

positions on the proper construction of the phrase. In addition, if the parties

propose different constructions in the two proceedings. we ask that the

\\pamcsjusufy such different constructions. /

(Paper 7 (Decision) at 15)

UNIVERSAL 18
ELECTRONICS
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The Parties agree that there is no inconsistency
(POR at 13-14)

B. “Key code generator device” )
UEI argues that there is no inconsistency between the District Court’s

construction and the autoscan functionality claimed in the *389 patent. POR, 13-

14. Roku agrees. Under the District Court’s construction, the “key code generator

(Pet. Reply at 3)

UNIVERSAL 19
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* “key code generator device”

e “generating a key code within a key code generator
device using the keystroke indicator”

* “key code signal”

(POR at 11-16)

UNIVERSAL
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“generating a key code...”
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The Board suggested claim construction of “generating
a key code . ..” was needed to explain why “translates”

is insufficient (POR at 24)

In particular, Petitioner contends that the “generating™ limitation is
disclosed by Mishra’s determination of a corresponding control code
through translation of a command signal received from remote control unit
18 by system 12 into a format appropriate for controlling device 16:
“Specifically, upon receipt of the keystroke indicator signal, Mishra’s set top
box translates the keystroke indicator signal into a format appropriate for
controlling a particular device, thereby generating a key code.” Pet. 23.
Patent Owner disputes this contention, arguing that “[t]he Petition and Russ
declaration fail to provide any insight into what Mishra means by “translate,’
and fail 1o provide any explanations as to how translating and using a
keystroke indicator signal to generate a key code are the same thing.”
Prelim. Resp. 12. In a similar argument, Patent Owner disputes Petitioner’s

identification of Mishra’s system 12 as corresponding to a “key code

generator device™ because “it does not disclose the function of generating a

key code.” /d. at 13. But Patent Owner has not, at this ime, proposed any

construction of “generating” that 18 inconsistent with Petitioner’s position.,

UNIVERSAL (Paper 7 (Decision) at 20-21)
ELECTRONICS

Patent Owner's Demonstrative Exhibit
Not Evidence
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The file history and the Patent show that “generating a
key code . ..” excludes “translating” or “converting”
(POR at 15-16)

E. *“generating a Key code within a Key code generator device using \
the keystroke indicator signal™

UEI proposes that this term can be understood by its plain and ordinary

meaning, except that it excludes receiving an apphance control code and merely

translating or converting the code into another format, such as an infrared signal.

(POR at 15)

UNIVERSAL 22
ELECTRONICS
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“generating a key code...”

REDEFINING CONTROL

The Patent describes what is intended by “translating”
or “converting” (POR at 15-16)

V\WMWW

Next (step 105), remote control device 11 receives first key
code signal 19 and relays the key code communicated by first
key code signal 1910 VCR 13 in the form of a second key code
signal 22. Remote control device 11 is a slave to key code
generator device 12. Remote control device 11 relays the key
code by receiving first key code signal 19 in RF form and
translating the communicated key code so that the key code is
modulated onto a second carrier signal resulting in second
key code signal 22. In this example, the second carrier signal
is an infrared signal with a frequency in the range between
three hundred gigahertz and three hundred terahertz. Second
key code signal 22 is transmitted by an IR transmitter 23 on
remote control device 11 to VCR 13. In the embodiment of
FIG. 5, key code signal 19 is converted into key code signal 22
by forming the bursts of the intermediary signal using the
second carrier signal with an infrared frequency in the place
of the first carrier signal with a radio frequency. For both key
code signal 19 and key code signal 22, digital ones and digital
zeros are modulated using the same timing for “mark/space™
pairs. The waveform diagram of key code signal 22 appears
the same as the waveform diagram shown in FIG. 5 for key
code signal 19: only the frequency of the carrier signal that

(EX1001 (642 Patent) at 5:41-63)

UNIVERSAL
ELECTRONICS

/ 140.

“translating”™ and “converted” when describing the remote control receiving the

The 642 patent specification confirms this when it uses the terms

key code in a first carrier signal and merely modulating that key code onto a

\ second carrier signal. EX1001 (7642 patent) at 5:41-63. According to the claim.\./

(EX2003 (Sprenger Decl.) at 9] 140)

23
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The file history shows that “generating a key code . . .”
excludes “translating” or “converting” (POR at 15-16)

/The appliance control codes are not generated within the base unit 12 of Pope\
Instead, the appliance control codes are transmitted from the handset 10/50 to
the base unit 12, where they are translated to control signals. Base unit 12 of excluded a device that “receives the apphance control codes and then translates

Pope does not receive a keystroke indicator and then generate a key code.

139. A POSITA would therefore understand that the Applicant expressly

them into infrared control signals™ from the claim limitation “generating a key

Pope states, "Once an appliance control code is received by the base unit, the ‘ .
code within a key code generator™ because the key code is actually received rather

base unit will know to transfer the control code to an appliance” (Pope, col. 4,

lines 49-51) (emphasis added) than generated (EX1002 (7642 patent Prosecution History, Applicant’s Response

dated Aug. 4, 2006) at 74 (bold and italics added); see also EX1002 (*642 patent
(EX1002 (642 Patent File History) at 72)

Prosecution History, Applicant’s Response dated Dec. 26, 2006) at 117-118, 120;

EX1002 (642 patent Prosecution History, Applicant’s Appeal Brief dated July 26,

Base unit 12 does not generate the appliance control codes. Instead, base unit 2007) at 237-238). /
12 receives the appliance control codes, which were stored in memory 66 of

handset 10, and then translates the appliance control codes into infrared control
signals. Thus, Pope does not teach that handset 10 dees not store a codeset (EX2003 (Sprenger DecI.) at 9 139)

(EX1002 (642 Patent File History) at 120)

UNIVERSAL 24
ELECTRONICS
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* “key code generator device”

* “generating a key code within a key code generator
device using the keystroke indicator”

* “key code signal”

(POR at 11-16)

UNIVERSAL
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“key code signal”

REDEFINING CONTROL

Petitioner clarifies that a “key code signal” excludes a
codeset (POR at 12-13)

“key code signal” “a signal containing a modulated key code”

(Paper 7 (Decision) at 11-15)

/ C.  “Key code signal” % / The 642 patent “relates generally to remote control devices and, more

UEI agrees with the Board’s preliminary finding that “key code signal” is “a specifically, to relaying key code signals through a remote control device to
- srate 9 o P '..)_\- ~ .\"..A“ ()0_ -6-9. Eac )‘S . o,
signal containing & modulated key code™ (Paper 7 at 12). operate an electronic consumer device.” Ex. 1001, 1:6-9. Each of such key
. . . code signals “corresponds to a function of the selected electronic device,
UEI additionally clarifies that “a signal contaimming a modulated key code

such as power on, power off, volume up. volume down, play, stop, sclect,

\ excludes a codeset from the same signal. Not only is that the plain meaning, the / " "
/ channel up, channel down, ete.” /d. at 1:25-28. A set of key codes
associated with a particular electronic device is referred to as a “codeset.” /"
(POR at 12)
(Paper 7 (Decision) at 2)
UNIVERSAL 26
ELECTRONICS

Patent Owner's Demonstrative Exhibit
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File History demonstrates that “key code signal”
excludes transmitting a codeset (POR at 12-13)

“key code signal” “a signal containing a modulated key code”

(Paper 7 (Decision) at 11-15)

[ that any key code or codeset is ever stored on the remote control device. Claim

2 recites transmitting a key code signal to the remote control device and does not

L recite transmitting a codeset 1o the remote control device. The motivation )

(EX1002 (642 Patent File History) at 242; see also 75-76, 121)

UNIVERSAL 27
ELECTRONICS
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Patent demonstrates that “key code signal” excludes
transmitting a codeset (POR at 12-13)

—

129. This 1s further supported by the specification of the "642 patent, which
distinguishes between a key code and a codeset. EX1001 (7642 patent) at 10:18-19
(“modulating said key code onto a carrier signal. thereby generating a key code
signal’) (emphasis added), 10:65-66 (“wherein said key code generated in (b) 18
part of a codeset™), 2:27-28 (“key code from one of the codesets™), 4:25 (“key code
of the codeset”).

130. Transmitting an entire codeset 1s not the equivalent of transmitting a
single key code in a key code signal because transmitting an entire codeset cannot
operate a consumer electronic device. This is readily apparent from claim 2 of the
'642 patent, where the key code generator device directly transmits the key code
signal to an electronic device without relaying through the remote control. If the

key code signal included the entire codeset, the electronmie device would not

respond to any particular key code and the entire point of the invention would be

lost. //

UNIVERSAL (EX2003 (Sprenger Decl.) at 9 129-130) 28

Patent Owner's Demonstrative Exhibit
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Petitioner’s expert agreed that “key code signal”
excludes transmitting a codeset (POR at 12-13)

2 Q0 Do you agree that the key code signal
3 contains one key code, in this case, the power on
4 key code?

A In this example here on Line 35 and

6 following, yes.
w‘v7 w

10 Q Now, more generally then -- still in the

1:2 context of this patent, of course -- would you agree
13 that the key code signal contains one key code?

14 MR. KENTON: Objection, form.

15 BY THE WITNESS:

16 A My recollection is that's the construction

17 that we're using.

\_v\~__*JH__v~v_d~/“*V~M’w\‘”\v»wwvAw_MW_~&~N”\~J“,¢M~v~Mmﬂ“‘
(EX2008 (Russ Depo. Tr. June 17, 2020) at 57:2-17)

UNIVERSAL 29
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REDEFINING CONTROL

Petitioner offers no evidence to dispute “key code
signal” excludes transmitting a codeset
(PO Sur-reply at 2-3)
W»«/WWMMWW

25 So, first of all, counsel said that Roku took a

24 position on claim construction for key code signal in the

25 IPR. And what Your Honor can actually see in Complainant's

[

Exhibit 6 at page 14, which is the petition, under the term
2 "key code signal," Roku's petition said petitioner does not
3 set forth or advocate for any specific construction.

4 So, contrary to counsel's argument, Roku simply
5 informed the PTAB of what the various constructions were,

6 they provided both UEI's proposed construction as well as
the District Court's construction, but they did not

8 advocate to the PTAB a particular construction.

(EX2011 (Markman transcript) at 58:23-59:8)

UNIVERSAL 30
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Each of the grounds fails to disclose limitations of
claims 1-2 (POR at 22-27, 38-43, 50-53, 58-59)
Ground 1: Ground 2: Ground 3:
Mishra + Dubil Rye + Dubil Caris + Skerlos
“generating a key FAIL FAIL FAIL
code ... using the
keystroke indicator
signal”
“key code FAIL
generator device”
“key code signal” FAIL FAIL
“modulating said FAIL FAIL FAIL
key code onto a
carrier signal”

UNIVERSAL
ELECTRONICS

Patent Owner's Demonstrative Exhibit
Not Evidence
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Ground 1: Mishra + Dubil (1, 3-4, 6, 8-9) 4 2 75~

REDEFINING CONTROL

Mishra

’ examples. The RF transceiver 30 may send radio frequency
voice information to the telephone base station 20 or to the
system 12. The transceiver, in one embodiment of the
invention, uses an internal antenna 29 that may be built into
the RCU 18. The IR transceiver 28 may be used to com-
municate with the system 12 using a bidirectional infrared
protocol such as the IrDA-C protocol in one embodiment of
the invention. The IR transmitter 35 may be used to com-
municate with legacy devices 16 using a unidirectional
protocol in one embodiment.

(EX1005 (Mishra) at [0022])

103. While Mishra includes both RF as well as IR functionality, the U“N

either transmission technology is clearly separated, depending on the particular
PHONE

application: RF communication is used for the elephone function, while IR

communication 1s used to remotely controlling other electronic devices. EX1005

FIG. 1 _ o
W (Mishra) at [0019], [0022] (*The RF transceiver 30 may send radio frequency

voice information to the telephone base station 20 or to the system 12. . . . The IR
(EX1005 (Mishra) at Fig. 1)

transmitter 35 may be used to communicate with legacy devices 16 using a

\umdircclwnul protocol in one embodiment.”).

(EX2003 (Sprenger Decl.) at 9 103)
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Ground 1: Mishra + Dubil (1, 3-4,6,8-9) » =~ =~

REDEFINING CONTROL

Mishra
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MMMW

¥ [0020] Having received a command signal from the RCU
18, the system 12 can translate the command into a format
appropriate for controlling a particular device 16. That s, it
is not necessary to program the RCU 18 independently.
Instead, a variety of codes may be stored in the system 12.
The user may be called upon to indicate the type of devices
which need to be controlled. When the RCU transmits a
signal corresponding 1o a known function (which signal may
not be particularly adapted to work any particular device),
the system 12 can translate that signal and send information
back to the RCU 18 to enable the RCU 18 to control the
particular device the RCU 18 is to operate.
Mw
(EX1005 (Mishra) at [0020])

PHONE
explaining how this transmission would occur. While a POSA would have

understood that Mishra would accomplish transmissions using a well-known

FIG. 1

W modulation process, Mishra does not explicitly describe the modulation of a

(EX1005 (Mishra) at Fig. 1) control code onto a carrier frequency. If a POSA sought to use Mishra lo/,

(EX1003 (Russ Decl.) at 9 108)
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(EX1006 (Dubil) at Fig. 1)

VERSA

L

ELECTRONICS

More specifically, the IR or RF codes are described using
XML. A number of parameters can be defined using XML
tags. for example. carrier frequency, duty cycle. protocol type
(FSK, biphase, PWM, etc.), repetition time, on/off times of
the signal. bit pattern of the command code, semantic mean-
ing of the code. type of device for which it is intended (CD,
VCR, TV, DVD, etc.), the brand name of the specific protocol,

Ww
(EX1006 (Dubil) at 2:61-67)

MWAWMMWW

The user requests via appliance 106 a code set from server
102 for control of the apparatus. type, brand, serial no.. etc.. as
specified by the user and to be controlled via remote 108. This
1s achieved, e.g.. by having the user fill out an electronic
template at the service’s web site and returning the template’s
information to server 102. Server 102 runs a query and,
assuming that there is a match. supplies the associated set of
codes via Internet 104 to appliance 106 as an XMI. document.
Appliance 106 has an XML application 118 that extracts the
data based on the relevant tags and interprets the data accord-
ing to the semantics of the tags in order 1o generate the control
codes and/or the GUI panels for remote 108. The GUI panel
is preferably. but not necessarily. an HTML page. The control
codes and/or GUI panels are then supplied to remote 108 via

mput 114 for being instglled. For example. remote 108 is set

(EX1006 (Dubil) at 5:6-20)
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REDEFINING CONTROL

A POSITA would not have combined Mishra with
Dubil (POR at 18-22)

The combination of Mishra and Dubil must apply the transmissions from Dubil’s
remote control to Mishra’s set-top box to meet the claims (EX1003 (Russ Decl.) at 9|
1 146, 128):

'\.TP,,' -
e | — =1 1 -
- 1 g O
ol —
| - A==
‘! R | =1
!f T
| :
1 i | =- _ o
PHONE STB / - ‘
T Key Code
Generator C
ma.i EX1006, FIG. 1 (annotated).
(EX1003 (Russ Decl.) at 9 105) (EX1003 (Russ Decl.) at 9 109)
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REDEFINING CONTROL

A POSITA would not have combined Mishra with
Dubil (POR at 18-22)

Petitioner and its expert fail to offer any reasons why a POSITA reading Mishra
would have been motivated to modify it to add “modulating onto a carrier signal”
(POR at 18-19)

(EX2008 (Russ Depo. Tr. June 17, 2020) at 86:1-3)

(EX2010 (Russ Depo. Tr. June 19, 2020) at 69:2-7)

(EX2008 (Russ Depo. Tr. June 17, 2020) at 70:16-20)
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REDEFINING CONTROL

A POSITA would not have combined Mishra with
Dubil (POR at 18-22)

Petitioner and its expert fail to offer any reasons why a POSITA reading Mishra would
have been motivated to add “modulating onto a carrier signal” (POR at 18-19)

(EX2009 (Russ Depo. Tr. June 18, 2020) at
114:1-4)

(EX2009 (Russ Depo. Tr. June 18, 2020) at
______ 123:3-17)
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REDEFINING CONTROL

A POSITA would not have combined Mishra with
Dubil (POR at 18-22)

Petitioner and its expert fail to offer any reasons why a POSITA reading Mishra
would have been motivated to modify it to add “modulating onto a carrier signal”
(POR at 18-19)

“But that reasoning seems to say no more than that a skilled artisan,
once presented with the two references, would have understood that
they could be combined. And that is not enough: it does not imply a
motivation to pick out those two references and combine them to
arrive at the claimed invention.” Personal Web Techs. v. Apple Inc., 848
F.3d 987, 993-994 (Fed. Cir. 2017).
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REDEFINING CONTROL

A POSITA would not have combined Mishra with
Dubil (POR at 18-22)

A POSITA would not have combined Mishra with Dubil because they teach away
from one another in multiple incompatible ways (POR at 20-22):

— —

EX1006 (Dubil) at 8:50-54. Dubil explains that processing at the server offers the
advantage that “[o]nly that data required to have the remote send the particular
control code is stored at the remote itself. or at an intermediate device such as the
user’s PC or set-top box.™ EX1006 (Dubil) at 4:42-45.

153. Thus, a POSITA would understand that Dubil teaches away from
Mishra where “a list of common manufacturers of the type of device selected usin
a database provided with the system 127 irrespective of whether the user even has
such equipment. EX1005 (Mishra) at [0030], [0020]. A POSITA would therefore

consider Mishra and Dubil to be fundamentally incompatible regarding which

operations should occur at a server instead of a set-top box and which codesets

should be stored at the set-top box. EX2008 (Russ Depo. Tr. June 17, 2020) at

—

(EX2003 (Sprenger Decl.) at 919 152-153)
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REDEFINING CONTROL

A POSITA would not have combined Mishra with
Dubil (POR at 18-22)

A POSITA would not have combined Mishra with Dubil because they teach away
from one another in multiple incompatible ways (POR at 20-22):

de sets, are & mere (EX2008 (Russ Depo. Tr. June 17, 2020)
s ' b BhY : at 158:12-159:3)
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Ground 1: Mishra + Dubil (1, 3-4, 6,8-9) » =~ =~

REDEFINING CONTROL

A POSITA would not have combined Mishra with
Dubil (POR at 18-22)

A POSITA would not have combined Mishra with Dubil because they teach away
from one another in multiple incompatible ways (POR at 20-22):

/- 154. Moreover, combining Mishra and Dubil would contradict Dr. Russ® \
/ explanation in the related IPR of the "389 patent (IPR2019-01613) that a user
would seek to modify Mishra in order to avoid the sitwation where a “graphical
user interface may [] ask the user to select from among the models available for the
given type of device and the sclected manufacturer.” EX2011 (IPR2019-01613,
EX1003 (Russ Decl.)) at 99 133-134; EX2008 (Russ Depo. Tr. June 17, 2020) at
57:2-60:19. Dubil does not avoid this situation; rather, it teaches the very process
Dr. Russ states that a POSITA would want to avoid. EX1006 (Dubil) at 5:6-11

(“by having the user fill out an electronic template at the service’s website™), 3:25-

29 (“user notifies a dedicated server on the Internet of the purchase of the type,

\and. serial number, ctc., of a new CE apparatus”), 2:5-6.

(EX2003 (Sprenger Decl.) at 9 154)
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REDEFINING CONTROL

A POSITA would not have combined Mishra with
Dubil (POR at 18-22)

Petitioner and its expert never address incompatibilities (POR at 21).

MWMW‘WW

(EX2008 (Russ Depo. Tr. June 17, 2020) at 146:14-22)
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REDEFINING CONTROL

A POSITA would not have combined Mishra with
Dubil (POR at 18-22)

Petitioner’s expert’s approach is legally impermissible (Pet. at 23-25):

“’"\When prior art references require selective combination by the court to render obvious a subsequent
invention, there must be some reason for the combination other than the hindsight gleaned from the invention
itself." Interconnect Planning Corp. v. Feil, 774 F. 2d 1132, 1143 (Fed. Cir. 1985). Otherwise, we "cannot use
hindsight reconstruction to pick and choose among isolated disclosures in the prior art to deprecate the
claimed invention.’ In re Fine, 837 F.2d 1071, 1075 (Fed. Cir. 1988). Here, the Examiner's selection of just the
removable plate feature of Finch to the exclusion of the accompanying and interrelated driving mechanism and
follower smacks of hindsight reasoning.” Ex Parte Creed Taylor, No. 2017-009744, 2018 Pat. App. LEXIS 6083, at
*7-9 (PT.A.B. Aug. 1, 2018) (emphasis added).

“We hold that the district court's finding that there would not have been a motivation to combine is not clearly
erroneous. The district court correctly acknowledged that it is not enough for Toro to merely demonstrate that
elements of the claimed invention were independently known in the prior art. Often, every element of a
claimed invention can be found in the prior art. In re Kotzab, 217 F.3d 1365, 1370 (Fed. Cir. 2000). Moreover, Toro
merely identifies a problem that Henriksson sought to solve. However, "knowledge of a problem and motivation
to solve it are entirely different from motivation to combine particular references." Innogenetics, N.V. v. Abbott
Labs., 512 F.3d 1363, 1373 (Fed. Cir. 2008).” Metalcraft of Mayville, Inc. v Toro, 848 F.3d 1358, 1367 (Fed. Cir.
2017).
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REDEFINING CONTROL

A POSITA would not have combined Mishra with
Dubil (POR at 18-22)

Petitioner’s expert’s approach is legally impermissible (Pet. at 23-25):

“As the ALJ recognized, prior art references before the tribunal must be read as a whole and
consideration must be given where the references diverge and teach away from the claimed
invention. W. L. Gore & Associates, Inc. v. Garlock, 721 F.2d 1540, 1550, 220 U.S.P.Q. (BNA) 303, 311
(Fed. Cir. 1983), cert. denied, 469 U.S. 851, 83 L. Ed. 2d 107, 105 S. Ct. 172 (1984). Moreover,
appellants cannot pick and choose among individual parts of assorted prior art references "as a
mosaic to recreate a facsimile of the claimed invention." 721 F.2d at 1552, 220 U.S.P.Q. (BNA) at
312. In this case, the ALJ found that Akzo's expert witnesses could not show how the prior art
patents could be brought together to render the Blades '756 invention obvious without
reconstructing the teachings of those patents assisted by hindsight.” Akzo N.V. v. United States ITC,
808 F.2d 1471, 1481, (Fed. Cir. 1986).
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Ground 1: Mishra + Dubil (1, 3-4, 6, 8-9)

A POSITA would not have combined Mishra with
Dubil (POR at 18-22)

Petitioner’s argument of “finite number of predictable choices” should be
disregarded as new, and it ignores the cost considerations that Petitioner’s expert
stressed (PO Sur-reply at 6-7):

as well. See EX2003, 9949-54; EX1033, 135:12-21; EX1032, 433. Regardless, th\
finite number of predictable choices for wireless transmission (i.c., modulated vs.
unmodulated) still demonstrates that using a modulation technique would have
been obvious. See Geo. M. Martin Co. v. Alliance Machine Sys’s Intern. LLC, 618
F.3d 1294, 1302 (Fed. Circ. 2010) (A **finite number of identified, predictable

solutions” [] justifies a legal conclusion that the result [] is “the product not of

innovation but of ordinary skill and common sense.™™)

(Pet. Reply at 10)
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REDEFINING CONTROL

Mishra + Dubil fail to disclose limitations of claim 1
(POR at 22-27)

Ground 1:
1. A method comprising:
“generating a key FAIL (a) receiving a keystroke indicator signal from a remote
code . . . using the Qon-trol device, whexfem the keystroke 111§11cat0r signal
.. indicates a key on said remote control device that a user
keystroke indicator Bas sl seted:
signal” (b) generating a key code within a key code generator
- - - device using the kevstroke indictor signal;
key code signal FAIL (c) modulating said key code onto a carrier signal., thereby
" . ; generating a key code signal; and
modulating said FAIL (d) transmitting said key code signal from said key code
key code onto a generator device to said remote control device.
carrier signal” e T T e et

(EX1001 (642 Patent) at Cl. 1)
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Ground 1: Mishra + Dubil (1, 3-4, 6, 8-9) »~ ~

REDEFINING CONTROL

Mishra + Dubil fail to disclose “generating a key code
.. . using the keystroke indicator signal” (POR at 24)

Petitioner relies on “translating” a received command code (POR at 24; Pet. at 23):

In particular, Petitioner contends that the “generating™ limitation is

[0020] Having received a command signal from the RCU

disclosed by Mishra’s determination of a corresponding control code 18, the system 12 can translate the command into a format
; Sy 2 can transl { i ‘

through translation of a command signal received from remote control unit appropriate for controlling a particular device 16. That is, it

18 by system 12 into a format appropnate for controlling device 16:
“Specifically, upon receipt of the keystroke indicator signal, Mishra’s set top (EX]'OOS (MiShra) at [0020])
box translates the keystroke indicator signal into a format appropriate for
controlling a particular device. thereby generating a kev code.” Pet. 23

Patent Owner disputes this contention, arguing that “[t}he Petition and Russ

declaration fail to provide any insight into what Mishra means by “translate,”

and fail to provide any explanations as to how translating and using a

keystroke indicator signal to gencerate a key code are the same thing.” /

(Paper 7 (Decision) at 20-21)
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Ground 1: Mishra + Dubil (1, 3-4, 6, 8-9) »~ ~

REDEFINING CONTROL

Mishra + Dubil fail to disclose “generating a key code
.. . using the keystroke indicator signal” (POR at 24)

Petitioner only relies on Mishra’s “translating” the format (POR Sur-reply ay 4):

MMWWWMWWN

[0020] Having received a command signal from the RCU
18, the system 12 can translate the command into a formal
appropriate for controlling a particular device 16. That is, it
is nol necessary to program the RCU 18 independently.
[nstead, a variety of codes may be stored in the system 12.
The user may be called upon to indicate the type of devices
which need to be controlled. When the RCU transmits a
signal corresponding to a known [unction (which signal may
not be particularly adapted to work any particular device),
the system 12 can translate that signal and send information
back to the RCU 18 to ¢nable the RCU 18 to control the
particular device the RCU 18 is to operate,

EX1005, 9937, 39. The user can press, for example, the channel up button wm
“causes the appropriate command [kevstroke indicator signal] to be sent to the
master [set top box] telling it, for example, that the user wishes to go to the next
highest channel.” /d., 437. “The master in turn sends the RCU the necessary codes
to increment the channel on the TV. The RCU then takes these codes and sends

them ... tothe TV...” Id. Here, “the master feeds the information to the RCU

cach time the RCU needs information.” /d., 939. UEI ignores Mishra’s operations
(EX1005 (Mishra) at [0020]) \_in this regard. /

(Pet. Reply at 8)
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REDEFINING CONTROL

Ground 1: Mishra + Dubil (1, 3-4, 6, 8-9)

Mishra + Dubil fail to disclose “a key code signal”
(POR at 25)

Mishra discloses transmitting a codeset (EX2003 (Sprenger Decl.) at 176-178, 187):

MMMMW

known information (block 342). From the database, the
required remote control codes can be determined by the
system. If there is no user selection and a time period has
clapsed (diamond 344), a check at diamond 346 determines
whether to provide a prompt (block 348).

[0034] If each of the selections matches an existing data-
base entry (diamond 350), the appropriate signal informa-
tion is sent to the RCU 18 by the system 12 (block 353). In
other words, the RCU 18 may be provided with protocols to
control a given device. Referring to FIG. 1, the information
MW
(EX1005 (Mishra) at [0033]-[0034])
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Ground 1: Mishra + Dubil (1, 3-4, 6, 8-9)

Mishra + Dubil fail to disclose “a key code signal”
(POR at 25)

Petitioner misreads the difference between the embodiments: it is how often the
codeset is transmitted, not that a single key code is ever transmitted the
embodiments of Mishra (POR sur-reply at 4-5):

WWW_MMMN
[0039] The difference between the two approaches is that
in the first case, the master feeds the information to the RCU
each time the RCU needs information. In the second case,
the master leeds the information needed to do all the
different controls for a given device initially, and then the
device handles those protocols on its own. In one embodi-
ment of the invention, the information may be provided from
the master to the RCU each time the system is operated so
that 1t 1s not necessary to discard the information when 1t 1s
desired to switch controlled devices.

(EX1005 (Mishra) at [0039])
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REDEFINING CONTROL

Mishra + Dubil fail to disclose “modulating said key
code onto a carrier signal” (POR at 25-27)

Dubil does not describe modulating onto a carrier signal from the set-top box as
required by claim 1 (POR at 25-27):

196. Furthermore, even if a POSITA did look to Dubil to modulate a key

LA metrhlod oAb L . code onto a carrier signal, Dubil only describes any potential modulation for the
(a) receiving a keystroke indicator signal from a remote
,COll_trOl device. Wller:em the keystroke m(lllcamr signal signal transmitted by the remote control. Dubil does not describe modulating onto
indicates a key on said remote control device that a user
has selec_ted: L a carrier signal any transmissions from the set-top box to the remote control, as
(b) generating a key code within a key code generator
device using the keystroke indictor signal; . required by the claims.
(c) modulating said key code onto a carrier signal. thereby ~— 7
generating a key code signal; and (EX2003 (Sprenger Decl.) at 9 196)
(d) transmitting said key code signal from said key code
generator device to said remote control device.

M VW [ : e
(EX1001 (642 Patent) at Cl. 1) 146. Dubil describes several well-known modulation protocols (“FSK,

biphase, PWM™) that existed to transmit IR control codes from a remote control.

/

(EX1003 (Russ Decl.) at 91 146)
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Ground 1: Mishra + Dubil (1, 3-4, 6, 8-9) 5 275~

REDEFINING CONTROL

Mishra + Dubil fail to disclose “modulating said key
code onto a carrier signal” (POR at 25-27)

Dr. Sprenger explained how Dubil’s set-top box cannot modulate onto a carrier
signal as required by claim 1 (POR at 26-27):

~

S » o 199. It is important to note that the XML tags cannot describe lransmis:smn\.\
from the set-top box to the remote because the remote control does not have access

1o the information in the XML tags prior to communicating with the set-top box.

That is, the XML tags will inform the remote control how to format and transmit

the signal that the remote control sends to a consumer electronics device. Hence,

the signal from the set-top box to the remote control that contains the information

J 1 _—
STB transmits protocol L — - in the XML tags cannot already use the protocols that the remote control is waiting
information to remote \
control using XML format \ - : G = /
note contr prot \ o receive. Without a dedicated protocol suitable to transfer XML code, the rcmolc/

~ /

STB uses dedicated protocol to transmit
information to remote control

(EX2003 (Sprenger Decl.) at 9 199)

EX1006 (Dubil) at Fig. 1.
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REDEFINING CONTROL

Mishra + Dubil fail to disclose limitations of claim 4

4. The method of claim 1, wherein said key code comprises
a binary number and timing information, and wherein said
timing information defines how said binary number is modu-
lated in (c¢) onto said carrier signal.

(EX1001 (642 Patent) at Cl. 4)

Petition relies only on Dubil, and Petitioner’s expert admits Mishra does not
disclose a “key code comprises . . . timing information” (Pet. at 27-29):

MWMMMMW

W
(EX2008 (Russ Depo. Tr. June 17, 2020) at 137:3-12)
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REDEFINING CONTROL

Mishra + Dubil fail to disclose limitations of claim 4

4. The method of claim 1, wherein said key code comprises
a binary number and timing information, and wherein said
timing information defines how said binary number is modu-
lated in (c¢) onto said carrier signal.

(EX1001 (642 Patent) at Cl. 4)

Petitioner’s expert relies on Dubil “that timing parameters would be used to
transmit” and “an XML-based system for organizing and storing this information”

(POR at 28-29): ﬂww to transmit the

key codes using a carrier signal. Dubil describes this
formatting as using a binary number and explains that timing parameters would be
used to transmit the binary number on a carrier signal. See EX1006, 2:61-3:8, 4:33-
47, 4:60-5:5. Dubil further describes an XML-based system for organizing and
storing this information. Thus, a POSA would have known and understood that the

format of Mishra’s key codes would have included a binary number and would be

modulated onto a camer signal using corresponding timing information, as

\ /
\dl.\cluwd by Dubil. See also Sections VLA, VLB, Because both Mishra and l)uhly
Mo

it
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REDEFINING CONTROL

Ground 1: Mishra + Dubil (1, 3-4, 6, 8-9)

Mishra + Dubil fail to disclose limitations of claim 4

Petitioner’s expert admitted that Dubil disclosed the “bit pattern of the command
code” is stored separately from the “duty cycle, repetition time, and on/off
times” relied on for timing information (POR at 29; EX2003 (Sprenger Decl.) at |
214):

MMWMMWMM

codes and tor the GUI. The codes can be described using a 13 Q0 My gquestion is that Dubil explains that
number of parameters defined by XML tags. Examples have
been mentioned above: carrier frequency, duty cycle. proto- 14 | these different XML tags, the protocol type, on off

col type (FSK, biphase, PWM, etc.), repetition time. on/off
times of the signal, bit pattern of the command code, meaning
of the code. type and brand of the device for which it is
intended (CD,VCR, TV, etc¢.), the name of the specific control
protocol, etc. Some of these data fields are used to enable to 17 | zhar are stored in the sez-top box, right?

O SNI.,ae  UIEmaIse S
(EX1006 (Dubil) at 4:34-41)

(EX2010 (Russ Depo. Tr. June 19, 2020) at 65:13-20)
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REDEFINING CONTROL

Mishra + Dubil fail to disclose limitations of claim 6

6. The method of claim 1, wherein said carrier signal is in
a radio frequency band, wherein said key code signal is
received by said remote control device, and wherein said
method further comprises:

(e) modulating said key code onto a second carrier signal.
thereby generating a second key code signal, said modu-
lating being performed on said remote control device
wherein said second carrier signal is in an infrared fre-
quency band; and

(f) transmitting said second key code signal from said
remote control device to an electronic consumer device.
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REDEFINING CONTROL

Mishra + Dubil fail to disclose limitations of claim 6

Petition relies on Mishra’s “radiofrequency links” for receiving a key code on the
radio frequency band (Pet. at 29-30; POR at 30):

/rcmulc control. See Section VI.C 4. Mishra also teaches the use of the well-known
technique of using radio frequency band links to transmit a key code to a remote
control device. EX1005, 418. Mishra explains that system 12 may communicate

“\wuh RCU 18 “using wireless communication such as... radiofrequency links.” /d. )

(Pet. at 29)

Mishra’s “radiofrequency links” are for the telephone application, not for

controlling other electronic devices (POR at 30):
e e TN AN A
examples. The RF transceiver 30 may send radio frequency
voice information to the telephone base station 20 or to the
; : system 12. The transceiver, in one embodiment of the
P rov1dcd) Gl oIz owcrcd down duringSRES(CICPHONE) i:vcmion, uses an internal antenna 29 that may be built into
communications and vice versa. the RCU 18. The IR transceiver 28 may be used to com-
municate with the system 12 using a bidirectional infrared
. protocol such as the IrDA-C protocol in one embodiment of
(EX1005 (Mishra) at [0022]-[0023)]) the invention. The IR transmitter 35 may be used to com-
municate with legacy devices 16 using a unidirectional
protocol in one embodiment.

UNIVERSAL e T e TG

ELECTRONICS

may enter a powered down mode when not in use. For
example, the internal IR repeater modules 28 and 35 (if
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Ground 1: Mishra + Dubil (1, 3-4, 6,8-9) o =~ ~=~

REDEFINING CONTROL

Mishra + Dubil fail to disclose limitations of claim 6

Mishra does not describe using RF signals for the non-telephone electronic
devices (POR at 30-31):

224. However, as explained previously, Mishra only teaches using the RF
band for the telephone functions. EX1005 (Mishra) at [0016]-[0017]. IR, instead
of RF, is used when controlling other electronic devices. EX1005 (Mishra) at A To control televisions and VCRs, I do nat

L [0019], [0022]; EX2008 (Russ Depo. Tr. June 17, 2020) at 124:20-125:1. Mishra

. WMW
(EX2003 (Sprenger Decl.) at 4 224) (EX2008 (Russ Depo. Tr. June 17, 2020) at 124:20-125:1)
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REDEFINING CONTROL

Mishra + Dubil fail to disclose limitations of claim 6

Dubil also only describes using IR between the set-top box and remote control
(POR at 30):

- ,
/ 231. Cnucally, Dubil teaches only using IR between the set-top box and

; 23
the remote control. EX1006 (Dubil) at 4:53-59. While remote control *[d]evice
108 has a transmuitter 112 for sending an IR-code or an RF-control code to
electronics equipment,” the “[r]emote control device 108 has an input 114, ¢.g., a
serial or parallel port or an IR sensor or transceiver, for communicating with

appliance 106,” which is the set-top box. EX1006 (Dubil) at 4:53-59 (italics

added). Therefore, a POSITA would understand that any combination of Mishra

and Dubil would use only IR for signals received by the remote control device

from a set-top box.

(EX2003 (Sprenger Decl.) at 9 231)
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Ground 1: Mishra + Dubil (1, 3-4, 6, 8-9)

REDEFINING CONTROL

Mishra + Dubil fail to disclose limitations of claim 6

Neither Mishra nor Dubil discloses receiving a key code via RF and then
transmitting that key code via IR (POR at 30-31):

-

235. However, a POSITA would understand that the disclosed rcpcalc\
receives the same signal that it intends to repeat, hence the namesake. A POSITA \‘
would not understand Mishra to teach receiving a signal in the RF band and then
re-transmitting that signal in the IR band. Indeed, Mishra specifically describes
that the IR modules “be powered down during RF (telephone) communications and
vice versa.” EX1005 (Mishra) at [0023]; EX2008 (Russ Depo. Tr. June 17, 2020)
at 127:3-12, 122:6-16. In Mishra. signals never get converted or cross over from
the RF to the IR domain or vice versa. That is, telephone signals are never

transmitted via IR or converted from (or into) IR signals. Likewise, remote control

signals are never are never transmitted via RF or converted from (or into) RF

/.w‘

signals. /

(EX2003 (Sprenger Decl.) at 9 231)
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Ground 1: Mishra + Dubil (1, 3-4, 6, 8-9)

Mishra + Dubil fail to disclose the limitations of
claims 8-9

8. The method of claim 1, wherein said key code generated
in (b) 1s part of a codeset, and wherein said remote control
device does not store said codeset.

9. The method of claim 8, wherein said codeset comprises
timing information and a plurality of key codes, and wherein
said timing information describes a digital one and a digital
Zero.
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Ground 1: Mishra + Dubil (1, 3-4, 6, 8-9) %f/%é/

REDEFINING CONTROL

Mishra + Dubil fail to disclose claim 9

9. The method of claim 8, wherein said codeset comprises
timing information and a plurality of key codes, and wherein
said timing information describes a digital one and a digital
zero.

Neither Mishra nor Dubil discloses a digital one or digital zero (POR at 32-34):

Z 43.  UEl also argues that the combination of Mishra and Dubil does not AN FIG. 6A shows a digital zero and a digital one in key code
_ ‘ _ _ . signal 19 of FIG. 5 in more detail. A “markispace™ pair
render obvious timing information describing a digital one and digital zero. POR, represents a digital zero and another “mark/space™ pair rep-
I . . " ' eSEC :I. ‘-I- D “‘. -] < ’—$ VI- ‘;\“L“ I-> l\(\
33.-34. As explained in my previous declaration, however, Dubil describes its pesIAn d}gﬂ'ﬂ g The marks and >pfl(‘u = L?Lh m";ln 5
predetermined lengths. In the embodiment of FIG. 5, the
parameters including a “bit pattern of the command code.” EX1003, 151. This mark length ol a fll_gﬂ:ll zero 1s 4.‘-)() .mlcmsccnn(l;\: and the
mark length of a digital one is 3940 microseconds. The space
“bit pattern” discloses a digital one and a digital zero as recited in claim 9. In my length “I‘ a d_'E_“"‘l ZEro 1s i)_::o 1]1'Uf“5“c“"(ls- and the space
length of a digital one is 2000 microseconds.
previous declaration, | also explained that Dubil describes timing information used FIG. 6B shows the bursts of the first carrier signal that
comprise the intermediary signal in more detail. In the
to wirelessly transmit the “bit pattern.” EX 1003, §151; EX1006, 2:61-3:8; 4:33-47; embodiment of FIG. 5, the bursts that comprise the interme-
diary signal occur every ten microseconds, resulting in an
4:60-5:5. This timing includes a “repetition ime™ or “on/off times of the signals™ intermediary frequency of 100 kilohertz. The duty cycle of
o o . , the intermediary signal is characterized by an “on time” of
\thul teaches the claimed “digital one and digital zero.™ As 1 explained in my four microseconds and an “off time™ of six microseconds.
T ] There are forty-nine bursts of the carrier signal within each
(EX1032 (Russ Suppl. Decl.) at 9§ 43; mark length of 490 microseconds.
See also Pet. at 33 (“Mishra does not explicitly (642 Patent at 5:6.23
. . . atent at 5:6-45,
describe the format of key codes as including Iso EX2003 (S Decl.) at 4 25 ')
B . . see also renger vecl.) a
UNIVERSAL timing information”) Preng 2
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REDEFINING CONTROL

Mishra + Dubil fail to disclose claim 9

USPTO already found that “signal timing information” does not teach or suggest a
digital one and a digital zero (POR at 33):

/ We are persuaded of error in the rejection of claim 34. The l,mmiﬁc\r
does not provide sufficient explanation, or direct us 1o suflicient supporting
evidence, demonstrating that Pope’s intrared code comprising a train of
pulses with cach pulse being 1.6 microseconds long, and indicating a one or
a zero (Pope 3:45-47), combined with Teskey's remote control signal format
characteristics including averall signal timing information (Teskev 3:60
4:8}, teaches or suggests a codeset comprising timing information that
desenbes a digital one and a digital zero. Specifically, it is not clear how
Pope’s train of 1.6 microsecond pulses, with each pulse indicating a high
{*1") or low (*0") bit, as modified in view of Teskey's general teaching of

signal timing information, teaches or suggests that it is the timing

information of the codeset pulses or signals that describes digital ones and

~digital zeroes,

(EX2007 (553 Patent File History) at 256)
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Ground 2: Rye + Dubil (2, 22-25) 7~ %"
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Memoryfor | _ «t
code loockup
table
310 MHz antenna_ : 3¢/~
»n 3. e ay &Y
4 1 r L r A i i'f ]/
| | | | | | A
JY—‘ RF recever —+ Demodulator —ﬁﬂ‘ Main Processor —* IR Processor ——* “:11319 : Z
3z | ‘ .
L. ] — — 4
| s

"Smart” Addressable ’ Memory fOf‘ Memory for

address IR code library
RF/IR Transceiver § e

(EX1007 (Rye) at Fig. 3)
MMWWWW
[0023] As therein shown, transceiver 30 receives the
binary coded address and function control of signal from the
remote control unit 10, In overview, those signals are
converted in transceiver 30 to corresponding binary coded
infrared (IR) signals, which are then transmitted over-the-air
to the selected audiovisual component to control its opera-
tion. To this end, as shown in FIG. 3, transceiver 30 includes

w/ww

(EX1007 (Rye) at [0023])
P RO
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Ground 2: Rye + Dubil (2, 22-25) 77"

REDEFINING CONTROL

Memory for | «G
code lockup
table
310 MHz antenna_ ‘ 3¢/~
» 3. 3¢ a7 &%
F V4 Y Jf £

7 1 r !
| || L ]
JY—‘ RF recelver — Demodulator —ﬁﬂ‘ Main Processof —* IR Processor ——% R :

3z i | — _ emitar
i aa i
e = 7
v o |  Memory for Memory f
Smart” Addressable ’ b ‘ Memavir
RF/IR Transceiver § e
“<0
=G 3

(EX1007 (Rye) at Fig. 3)

—

112. While Rye describes the transceiver receiving and demodulating the
RF signal from the remote control, it does not include any modulator or
modulating any codes onto a carrier signal for transmission 1o an electronic device.

EX1007 (Rye) at [0022]-[0023], [0025]-[0027]. Furthermore, unlike the "642

(EX2003 (Sprenger Decl.) at 9 112)
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108
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XML application

A

3,

14

=
IS

Remote

Processor

Driver

transmitter

(EX1006 (Dubil) at Fig. 1)

REDEFINING CONTROL

More specifically, the IR or RF codes are described using
XML. A number of parameters can be defined using XML
tags. for example. carrier frequency, duty cycle. protocol type
(FSK, biphase, PWM, etc.), repetition time, on/off times of
the signal. bit pattern of the command code, semantic mean-
ing of the code. type of device for which it is intended (CD,
VCR, TV, DVD, etc.), the brand name of the specific protocol,

Ww
(EX1006 (Dubil) at 2:61-67)

MWAWMMWW

The user requests via appliance 106 a code set from server
102 for control of the apparatus. type, brand, serial no.. etc.. as
specified by the user and to be controlled via remote 108. This
1s achieved, e.g.. by having the user fill out an electronic
template at the service’s web site and returning the template’s
information to server 102. Server 102 runs a query and,
assuming that there is a match. supplies the associated set of
codes via Internet 104 to appliance 106 as an XMI. document.
Appliance 106 has an XML application 118 that extracts the
data based on the relevant tags and interprets the data accord-
ing to the semantics of the tags in order 1o generate the control
codes and/or the GUI panels for remote 108. The GUI panel
is preferably. but not necessarily. an HTML page. The control
codes and/or GUI panels are then supplied to remote 108 via

mput 114 for being instglled. For example. remote 108 is set

(EX1006 (Dubil) at 5:6-20)
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Ground 2: Rye + Dubil (2, 22-25) -~
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A POSITA would not have combined Rye with Dubil
(POR at 35-38)

The combination of Rye and Dubil must apply the transmissions from Dubil’s
remote control to Rye’s transceiver to meet the claims (EX1003 (Russ Decl.) at 9]

173-176):
=
RF Remote . ot
] S [ =1 4
=1 ‘ | | —
| 4 <ose Mioroprocessor Kary Mot "
s - 1 o T
| - =
EX 1007, FIG. 2 (annotated) L T l | I
oo '
0 VIE v - — il [
to &} 1-;« o Demcduder |~ bmh-.v;-u '_ R Pocessr ——* _::._ _?" —'— 1—;7 ‘
I RN T AT
Smat* Addressctie | e oo oy / - ‘
RF/R Tiansceher » 3 STB/
Key Code
Generator C
EX1007, FIG. 3 (annotated).

EX1006, FI1G. 1 (annotated).

(EX1003 (Russ Decl.) at 9 153) (EX1003 (Russ Decl.) at 9 109)
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Ground 2: Rye + Dubil (2, 22-25) 4~ 7%~

REDEFINING CONTROL

A POSITA would not have combined Rye with Dubil
(POR at 35-38)

Petitioner and its expert fail to offer any reasons why a POSITA reading Rye would

have been motivated to modify it to add “modulating onto a carrier signal” (POR at
35-36):

/ 174. As previously described in Sections VI.A, VI.C, VLD, VLE, it was
well-known 1o use the emitters to modulate control codes onto an infrared carrier

signal. While Rye does not explicitly describe this modulation, a POSA would

have understood that the wireless transmission of a control code using an “IR
emitter” would use a modulation technique to modulate a key code oato an infrared
carrier signal. If a POSA sought 1o use Rye to wirelessly wransmit coatrol codes

and did not immediately understand these operational details, the POSA would

look to references— such as Dubil —describing protocols for performing this

\_ transmission.

(EX1003 (Russ Decl.) at 9 174)
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Ground 2: Rye + Dubil (2, 22-25) 5 27"

REDEFINING CONTROL

A POSITA would not have combined Rye with Dubil
(POR at 35-38)

Petitioner and its expert fail to offer any reasons why a POSITA reading Rye would

have been motivated to modify it to add “modulating onto a carrier siemal” (POR at

35'36): A I mean, part of user frisndlinass is how

ml prod
/ 310. As explained in Sections IX.B_|1, IX.B.l ¢, and IX.C_I, Dr. Russ does \\ the case. Again, these are all implementation
|
not address the fact that there are other options for transmitting a remote control 6 decizions that an engineer would make as a product
command or explain why a POSITA would have selected any specific technique ring desd
. ) m being designed
among others that were also known at the time. Dr. Russ does not even perform
ad & a

the analysis “as to whether or not to employ modulation and if so what modulation

10 user friendly again, remote controls are
10 use,” that he testified would be necessary. EX2010 (Russ Depo. Tr. June 19,
| -4 .'.IT.':".":F;',’ low cost in k INAQUSTCY. LEven the
2020) at 69:2-7 ¢
\ / 12 system that they make for the buttons for the remote

(EX2003 (Sprenger Decl.) at ﬂ 310) 13 control are amazingly cost effective.

(EX2009 (Russ Depo. Tr. June 18, 2020) at

Ul ERSAL 71
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Ground 2: Rye + Dubil (2, 22-25) 4~ 7

REDEFINING CONTROL

A POSITA would not have combined Rye with Dubil
(POR at 35-38)

Rye teaches away from making modifications that “add[] to the cost and complexity of
the system” (e.g., adding a modulator to the transceiver) (POR at 36-37):

P MMWMMW
/ 275, As yet another example, Rye teaches away from modifications “uhlch\\ [0009] The control or command codes for the various

add[ ] to the cost and complexity of the system.” EX1007 (Rye) at [0009]. But | brands of audiovisual components 1n the user’s syslem are
stored in a code library included in the receiver. Thus, for
example, when the PC interface transmits an RF signal
to modulate onto a carrier signal. EX1007 (Rye) at Fig. 3. Therefore, Rye teaches '\'Ul'rt'\[‘ﬂndi”ﬂ to “VCR Plav” the receiver looks up in the

Rye does not teach having a modulator on the transmit side, as would be necessary

away from adding any modulating onto a carrier signals as Petitioner and Dr. Russ receiver code “hriif_\*' the code for the user’s brand of VCR
and then transmits an infrared coded signal for “Play” for
that brand of VCR This system, although reliable and
EX1003 a1¥ 176. 1 understand that Dr. Russ repeatedly stressed during his Cn‘L‘L'U'VL'.. does, however, rcquiru the use of 2 PC and

suggest because that would add cost and complexity to the system. Petition at 40;

deposition the importance of minimizing costs. EX2009 (Russ Depo. Tr. June I8, uccunnp;mying additional software as well as the interface,
which adds to the cost and complexity of the system.

2020) at 113:21-114:4 (*if you were to add five cents 1o the cost of a remote / ww

control, you would get fired”™), 123:3-22 (“Very, very cost sensitive™)
(EX1007 (Rye) at [0009])

(EX2003 (Sprenger Decl.) at 9 275)
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Ground 2: Rye + Dubil (2, 22-25) =%~

A POSITA would not have combined Rye with Dubil
(POR at 35-38)

Rye teaches that the “dumb” remote control does not transmit to the electronic
consumer device, which is the opposite of Dubil (POR at 36):

/ 273. And third, a POSITA would not have combined Rye and Dubil \
[ Turs’ N - " o
X . RF Remote . ¥ 7.”“-

because each reference teaches away from the other in multiple ways. For i ) " [[Gwatens |
|
5 cnoe ey AT
example, Rye teaches that a remote does nor transmit signals 1o a consumer — | e . of 1
N — =
) s - [N = B
electronic device because it needs a transceiver intermediary, while Dubil teaches » . | 1 T
X1007, FIC L |
that a remote does transmit signals 10 a consumer electronic device. EX1007 (Rye) X 3.2 (amnotatad T
T L
ocm o
at Fig. 2, [0022]-{0023]; EX1006 (Dubil) at Fig. 1). A POSITA would not have ) i . 2 PN }_ XL
Key Code - = L. - Frrp——— D
; ; N
Generator| 1 4. 4 - Nk \ iy T
wanted to combine a reference that teaches a remote control does not transmit to a i e, “’":“-’ an o } x
—r— |
= v -
consumer electronic device with a reference that teaches the exact opposite SHTICH O e b oo o =
/ 2F /R Tonscees p 3 s T E / -
— - Key Code Remote
Generator Contro

EX1007, FIG. 3 (annotated).
EX1006, FIG. 1 (annotated).

(EX2003 (Sprenger Decl.) at § 273)

(EX1003 (Russ aeg';iaiﬂzi’; (EX1003 (Russ Decl.) at 9 109
ye Figs. (Dubil Fig. 1)
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Ground 2: Rye + Dubil (2, 22-25) -~

REDEFINING CONTROL

A POSITA would not have combined Rye with Dubil
(POR at 35-38)

Rye teaches that the “dumb” remote control does not transmit to the electronic
consumer device, which is the opposite of Dubil (POR at 36):

Durt R "
RF Rermone Sarver [ " 4 —
matare
. =) 7
\ — ErODrOCEsr Ky M — -
(Russ Depo. Tr. June 17, 2020) at 143:2-8. In Dubil, much of the intelligence of | ! | T
AN =
¢ N . - | Le—a] Moverr j
the system is located in the remote control itself — it is anything but a “dumb RF = t I ; =
EX1007, FIG. 2 (annotated). 1 | | I
remote” that is key to Rye’s patent. Dubil’s remote control needs to be capable of T
— I
: om0 =
receiving, storing, and processing remote control codesets represented in XML, i i s, ) - . ™ }_ -] ‘
Rey e — = - = - XL phiatin / o Dowr
i N Ticie . W R il o K Generator| L. y Semocury | = v hocems - R L o Jo—p—!
thus requiring sufficient pluu.nln!_ and storage capacity to handle such a 1as ] R . ,N.'.... g
/ = | ="
Smat* Adcressct v | Taae
R b sTB/
Key Cod U
Generat C

(EX2003 (Sprenger Decl.) at 9 271) EX1007, FIG. 3 (anmotsied

EX1006, FIG. 1 (annotated).

(EX1003 (Russ Decl.) at 9 153

(Rye Figs. 2-3)) (EX1003 (Russ Decl.) at 9 109

(Dubil Fig. 1)
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Ground 2: Rye + Dubil (2, 22-25) 4~ 7%~
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Rye + Dubil fail to disclose limitations of claim 2

(POR at 38-43)

WWW%MN

“generating a key

code. .. using the

keystroke indicator
signal”

Ground 2: . S
2. A method comprising:
Rye + Dubil (a) receiving a keystroke indicator signal from a remote
control device, wherein the keystroke indicator signal
FAIL indicates a keV on said remote control device that a user

has selected:

(b) generating a key code within a key code generator
device using the keystroke indictor signal:

(c) modulating said key code onto a carrier signal, thereby

“modulating said
key code onto a
carrier signal”

generating a key code signal; and
FAIL (d) transmitting said key code signal from said key code
generator device 10 an electronic consumer device.

Mw

UNIVERSAL
ELECTRONICS

(EX1001 (642 Patent) at Cl. 2)
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Ground 2: Rye + Dubil (2, 22-25) »~-="

REDEFINING CONTROL

Rye + Dubil fail to disclose “generating a key code . . .
using the keystroke indicator signal” (POR at 40)

Petitioner relies on Rye’s converting received codes into IR format (Paper 7 (Decision) at

25; Pet. at 35):

all the audiovisual components 1n the user’s home. The
library and lookup table are connected to a microprocessor
in which the brand or product codes are combined with the
received binary coded control signals. The thus processed
and modified coded control signals are converted to corre-
sponding coded infrared control signals which are transmit-

ted to the selected audiovisual component.

MM

(EX1007 (Rye) at [0016])

[0027] IR processor 42 converts the input control signal so
that it is compatible with the operating binary code for the

selected audiovisual component whose IR remote control
code is obtained from the look-up table 46. That is, if the

(EX1007 (Rye) at [27])

The “lookup table” values are never transmitted, but are only used to convert the
received key code into the IR format (POR at 41; EX2003 at 9] 297)

UNIVERSAL
ELECTRONICS.
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Ground 2: Rye + Dubil (2, 22-25) » ==
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Rye + Dubil fail to disclose “generating a key code . . .
using the keystroke indicator signal” (POR at 40)

The appliance control codes are not generated within the base unit 12 of Pope 139. A POSITA would therefore understand that the Applicant expressly

Instead, the appliance control codes are transmitted from the handset 10/50 to
the base unit 12, where they are translated to control signals. Base unit 12 of excluded a device that “receives the appliance control codes and then translates
Pope does not receive a keystroke indicator and then generate a key code. them into infrared control signals™ from the claim limitation “generating a key

Pope states, "Once an appliance control code is received by the base unit, the ‘ R
. R code within a key code generator™ because the key code is actually received rather
base unit will know to transfer the control code to an appliance” (Pope, col. 4,

lines 49-51) (emphasis added) than generated (EX1002 (642 patent Prosecution History, Applicant’s Response

dated Aug. 4, 2006) at 74 (bold and italics added): see also EX1002 ("642 patent
(EX1002 (642 Patent File History) at 72)

Prosecution History, Applicant’s Response dated Dec. 26, 2006) at 117-118, 120;

EX1002 (*642 patent Prosecution History, Applicant’s Appeal Brief dated July 26,

Base unit 12 does not generate the appliance control codes. Instead, base unit 2007) at 237-238).
12 receives the appliance control codes, which were stored in memory 66 of

handset 10, and then translates the appliance control codes into infrared control
signals. Thus, Pope does not teach that handset 10 does not store a codeset (EX2003 (Sprenger Decl ) at 9 139)

(EX1002 (642 Patent File History) at 120)

UNIVERSAL 77
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Ground 2: Rye + Dubil (2, 22-25)
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Rye + Dubil fail to disclose “generating a key code . . .
using the keystroke indicator signal” (POR at 40)

VV%MMMMWW

Next (step 105). remote control device 11 recerves first key
code signal 19 and relays the key code communicated by first
key code signal 1910 VCR 13 in the form of a second key code
signal 22. Remote control device 11 is a slave to key code
generator device 12. Remote control device 11 relays the key
code by receiving first key code signal 19 in RF form and
translating the communicated key code so that the key code is
modulated onto a second carrier signal resulting in second
key code signal 22. In this example, the second carrier signal
is an infrared signal with a frequency in the range between
three hundred gigahertz and three hundred terahertz. Second
key code signal 22 is transmitted by an IR transmitter 23 on
remote control device 11 to VCR 13. In the embodiment of
F1G. §, key code signal 19 is converted into key code signal 22
by forming the bursts of the intermediary signal using the
second carrier signal with an infrared frequency in the place
of the first carrier signal with a radio frequency. For both key
code signal 19 and key code signal 22, digital ones and digital
zeros are modulated using the same timing for “mark/space™
pairs. The waveform diagram of key code signal 22 appears
the same as the waveform diagram shown in FIG. § for key
code signal 19; only the frequency of the carrier signal that

(EX1001 (642 Patent) at 5:41-63)

UNIVERSAL
ELECTRONICS.

/ 140.

“translating”™ and “converted” when describing the remote control receiving the

The "642 patent specification confirms this when it uses the terms

key code in a first carrier signal and merely modulating that key code onto a

i second carrier signal. EX1001 (7642 patent) at 5:41-63. According to the claims./

(EX2003 (Sprenger Decl.) at 9 140)
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Ground 2: Rye + Dubil (2, 22-25) ~

REDEFINING CONTROL

Rye + Dubil fail to disclose “modulating said key
code onto a carrier signal” (POR at 40-43)

Dubil does not describe modulating onto a carrier signal from the set-top box as
required by claim 1 (POR at 41-43):

313. Third, even if a POSITA did look to Dubil to modulate a key code \

1. A method comprising: onto a carrier signal, Dubil only descnbes any potential modulation for the signal
(a) receiving a keystroke indicator signal from a remote
control device, wherein the keystroke indicator signal transmitted by the remote control. Dubil does not describe modulating onto a
indicates a key on said remote control device that a user
has selected: carrier signal any transmissions from the set-top box to the remote control, as
(b) generating a key code within a key code generator
device using the keystroke indictor signal: required by the claims.
(c) modulating said key cade onto a carrier signal. thereby
generating a key code signal; and. ‘ (EX2003 (Sprenger Decl.) at 99 313-314)
(d) transmitting said key code signal from said key code
generator device to said remote control device.
M W x a =
(EX1001 (642 Patent) at Cl. 1) 146. Dubil describes several well-known modulation protocols (“FSK,
biphase, PWM?”) that existed to transmit IR control codes from a remote control.
(EX1003 (Russ Decl.) at 91 146)
UNIVERSAL 79
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Ground 1: Mishra + Dubil (1, 3-4, 6, 8-9) ~ /%g//

REDEFINING CONTROL

Rye + Dubil fail to disclose “modulating said key
code onto a carrier signal” (POR at 40-43)

Dr. Sprenger explained how Dubil’s set-top box cannot modulate onto a carrier
signal as required by claim 1 (POR at 41-43):

/ 199. It is important to note that the XML tags cannot describe transmission
from the set-top box 1o the remote because the remote control does not have access
to the information in the XML tags prior to communicating with the set-top box.
That is, the XML tags will inform the remote control how to format and transmit

the signal that the remote control sends to a consumer ¢lectronics device. Hence,

the signal from the set-top box to the remote control that contains the information

STB transmits protocol —

information to remote \ : ” x
contrel using XMWL lormat \ in the XML tags cannot already use the protocols that the remote control is waiting

STB uses dedicated protocol to transmit f tion specific to targeted \ to receive. Without a dedicated protocol suitable to transfer XML code, the rumulc/
information to remote control t

RO N B (EX2003 (Sprenger Decl.) at 99 199, 315)
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Ground 2: Rye + Dubil (2, 22-25) -~

REDEFINING CONTROL

Rye + Dubil fail to disclose “modulating said key
code onto a carrier signal” (POR at 40-43)

Rye’s transceiver does not have a modulator (POR at 42-43; EX2003 (Sprenger
Decl.) at 9 316):

MFWW%WW

| Memory for L‘*"

code lockup |
- _fabe |
310 MHz anfennc, x o T s
- fa L ] I
7 | | ‘ l .J 7 [ 7 b
}LI RF rocelver — Demodulator = Main Processot — IR Processor ——* e”'\?.m 35
2 | | | |
3 — 3
| " aa
" " Memory for | ‘ Memory tot
Smart” Addressable ’ Memovior

| address

RF/IR Transceiver Ly

<0

6 3

MJW
(EX1007 (Rye) at Figs. 3)
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Ground 2: Rye + Dubil (2, 22-25) ;77

REDEFINING CONTROL

Rye + Dubil fail to disclose limitations of dependent
claims 22-25

3. The method of claim 1. wherein said key code consists of

a binary number.

4. The method of claim 1. wherein said key code comprises
a binary number and timing information, and wherein said
timing information defines how said binary number is modu-
lated in (¢) onto said carrier signal.

8. The method of claim 1, wherein said key code generated
in (b) is part of a codeset, and wherein said remote control
device does not store said codeset.

9. The method of claim 8, wherein said codeset comprises
timing information and a plurality of key codes, and wherein
said timing information describes a digital one and a digital
Zero.

UNIVERSAL
ELECTRONICS

22. The method of claim 2, wherein said key code consists
of a binary number.

23. The method of claim 2, wherein said key code com-
prises a binary number and timing information, and wherein
said timing information defines how said binary number is
modulated in (c) onto said carrier signal.

24. The method of claim 2, wherein said key code gener-
ated in (b) i1s part of a codeset, and wherein said remote
control device does not store said codeset.

25. The method of claim 24, wherein said codeset com-
prises timing information and a plurality of key codes, and
wherein said timing information describes a digital one and a
digital zero.
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* Background: Petition and Institution
* Claim constructions

 Ground 1: Mishra and Dubil
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7.
Ground 3: Caris + Skerlos (1-4, 6, 8-9, 22,25} ==~

—

REDEFINING CONTROL

Caris:

AN, ,\MMW\”
cquiplnculﬂ\v't*ll\lh respect to the end-users. To this end, the
MWMMWW inventors propose to market a programmable. remote control
— o device together with IP-connected consumer electronics (CE)
{ equipment, e.g., a set-top box. This remote has a SmartCon-
:' SEVER nect (SM) button for connection via the set-top box to the
STB  |—— INTERNET SmartConnect (SM) service site on the Web. The SmartCon-
L C“%EE‘E“ nect (SM) server has a database of control codes for most of
7 ( the commercially available equipment that can be controlled
126 108 via a remote. The server can also contain information regard-
ing the remote’s user-interface (UI's) to the equipment, e.g..
button names, graphical user interface panels for a touch
screen remote, and other features that support user-interac-
100 tion with the remote. The user provides to the server infor-
mation about further equipment he/she has available and
would like to be controllable through a single remote. The
database is queried based on the user’s input. When the proper
code sets and accompanying Ul data have been found, the
codes and Ul data are downloaded to the user’s STB. Prefer-
ably, the server or STB enables the user to configure the code
and data, e.g., for causing a single action at the remote to
execute multiple activities of the user’s appliances. This con-
|- d figuration can be formed prior to the transter of the code and
FIG. 1 UI data to the remote. The STB enables programming its

Ww remote with the downloaded codes and/or Ul data, e.g..
through an IR or RF transmitter/blaster or a serial cable con-
(EX1008 (Caris) at Fig. 1, 2:12-39) necting the STB to a serial port of the remote for unidirec-

tional communication with the STB, or through any other

WLPN)LQdW
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Ground 3: Caris + Skerlos (1-4, 6, 8-9, 22 -//5%;%/;/@/

REDEFINING CONTROL

Caris:

R — = HOME 104 204 | !.ZG

{ 1}
3 | — SERVER — — SERVER
N TB !
v DATABASE vl - i DATABASE
T8 INTERNET LOOK-UP 1 INTERNET

‘ CUSTOMER IN_four i iCLSIOME“
r - BASE | ‘ : T ! 7 BASE

T2 106 ( ( : P2y 108 ( {

BUASTER i H 126 108 ' 1 ! 126 108
T 1 ; i
) " ‘ nui
mY ! ' i i
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1
! i :
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i 7 ]
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1 1}
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............... :

FIG. 1 FIG. 2

Petitioner alleges for Petitioner alleges for
claims 1, 3,4,6,8,9 claims 2, 22-25

(Pet. at 48-49) (Pet. at 49-50)
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Ground 3: Caris + Skerlos (1-4, 6, 8-9, 22525} =~

REDEFINING CONTROL

Skerlos:

This invention generally relates to remote control
recetvers and more specifically is directed to an infrared
(IR) remote control detector/decoder providing im-
proved noise immunity particularly adapted for use

with a television receiver.
W

(EX1009 (Skerlos) at 1:5-10)

( Skerlos describes a well-known binary modulation scheme known as “pulse \
code modulation (PCM)™ used to transmit control codes. EX1009, 2:12-20, 2:68-

3:8. Skerlos describes an IR remote control that uses the PCM technique to

transmit control codes to achieve a desired control function. Jd., Abstract. As

L i

(Pet. at 50)
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Ground 3: Caris + Skerlos (1-4, 6, 8-&%@) y

REDEFINING CONTROL

A POSITA would not have combined Caris with
Skerlos (POR at 47-50)

The combination of Caris and Skerlos must apply the transmissions from Skerlos’
remote control to Caris’s STB to meet the claims (EX1003 (Russ Decl.) at 99 206-207):

| 4 L] (== This invention generally relates to remote control
1= » recetvers and more specifically is directed to an infrared
W i | (IR) remote control detector/decoder providing im-
= ’ proved noise tmmunity particularly adapted for use
vl - with a television receiver.
e o

| forne (EX1009 (Skerlos) at 1:5-10)

FIG. 1

EX1008, FIG. | (annotated)

(EX1003 (Russ Decl.) at 9 201)
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Ground 3: Caris + Skerlos (1-4, 6, 8-&%@) y

REDEFINING CONTROL

A POSITA would not have combined Caris with
Skerlos (POR at 47-50)

Both experts agree that a POSITA reading Caris would not have wanted to modify
the television set, which is the entire subject of Skerlos (POR at 49-50):

G o T T N

This invention generally relates to remote control ; 363. For another example, Canis is designed to operate known \
receivers and more spCCIﬁcally is directed to a‘_‘ infrared commercially available appliances, such as TV. EX1008 (Canis) at 2:17-24. Carnis
(IR) remote control detector/decoder providing im-
proved noise immunity particularly adapted for use does not assume or address any modifications to the way that those appliances
with a television receiver.

- —— e would receive signals. The type of receiver modification described in Skerlos

(EX1009 (SkEF'OS) at 15_10) would risk incompatibility of both devices. A POSITA would not have been

‘Qnom ated to make a combination that would render both references moperable.

#

(EX2003 (Sprenger Decl.) at 9 363)
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Ground 3: Caris + Skerlos (1-4, 6, 8-&,{2%@) y

REDEFINING CONTROL

A POSITA would not have combined Caris with
Skerlos (POR at 47-50)

(2) Both experts agree that a POSITA reading Caris would not have wanted to
modify the television set, which is the entire subject of Skerlos (POR at 49-50):

(EX2009 (Russ Depo. Tr. June 18, 2020) at 160:10-161:12)

UNIVERSAL
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Ground 3: Caris + Skerlos (1-4, 6, 8-9,

REDEFINING CONTROL

A POSITA would not have combined Caris with
Skerlos (POR at 47-50)

Caris and Skerlos are directed to entirely different problems and solutions (POR at
48-49):

361. Second, a POSITA would not have combined Caris and Skerlos
because they teach very different subject matter. Caris relates to the interactions

between a remote control, a set-top box, and a web service on a remote server.

EX 1008 (Caris) at 2:8-39. Skerlos, on the other hand, relates to just “an infrared
{IR) remote control detector/decoder with improved noise immunity particularly
adapted for use with a television receiver.” EX1009 (Skerlos) at Abst. A POSITA
would not have looked to combine a reference primary concemed with the

interactions and capabilities of a web service on a remote server with a reference

describing a new type of television receiver. The two references concern entirely

/
/

Qﬂ'crcm problems and entirely different issues. /

(EX2003 (Sprenger Decl.) at 9 361)
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Ground 3: Caris + Skerlos (1-4, 6, 8-9, 22525y 7%~

4

—

REDEFINING CONTROL

Caris + Skerlos fail to disclose limitations of claim 1

(POR at 50-54)

“key code
generator device”

Ground 3: 1. A method comprising:
Caris + Skerlos (a) receiving a keystroke indicator signal from a remote
control device, wherein the keystroke indicator signal
FAIL indicates a key on said remote control device that a user

has selected;
(b) generating a key code within a key code generator

“key code signal”

“modulating said
key code onto a
carrier signal”

FAIL device using the kevstroke indictor signal;
(c) modulating said key code onto a carrier signal. thereby
FAIL generating a key code signal; and

(d) transmitting said key code signal from said key code
generator device to said remote control device.

W%M

UNIVERSAL
ELECTRONICS

(EX1001 (642 Patent) at Cl. 1)
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Ground 3: Caris + Skerlos (1-4, 6, 8-9, 22 -//5{/;@/

REDEFINING CONTROL

Caris + Skerlos fail to disclose “a key code generator
device” for claim 1 (POR at 50-51)

/;(/]cnliﬁculi()n of the corresponding structure is insufficient. That is,
Petitioner asserts, without citing any supporting evidence, that the set-top
box described by Caris “generates a key code, identifies a codeset usable to
communicate with an electronic consumer device, and identifies the key code
corresponding to a pressed key for that codeset as construed by the district
court.” /d. (emphasis added). Patent Owner contends that “Petitioner fails
to show that the [set-top box] of Cans discloses the algorithm under the
proper claim construction™ because “Petitoner failed to show that the [set-
top box] 104 *identiffies] the key code corresponding to a pressed key for
that codeset” as required by the proper claim construction of a “key code
generator device.”™ Prelim. Resp. 36 (alteration in original).

On the record before us, we agree with Patent Owner that the Petition
insufficiently addresses this aspect of independent claim 1. Petitioner
provides insufficient explanation for its assertion that Cans “identifies the

\kcy code corresponding to a pressed key.”

(Paper 7 (Decision) at 33)

UNIVERSAL
ELECTRONICS

Caris® STB wirelessly transmits the downloaded control codes to the remote

control using, for example, an “IR or RF transmitter/blaster.” EX1008, 2:32-39,

3:65-4:4, 6:4-18. Upon receiving the control codes, the remote control uses the

| control codes to control other IR-or-RF-controllable equipment, ¢.g., appliance //

~— -

(Pet. at 55)

;

201. Similar to the "642 patent, Caris describes a key code generator

device, such as a set-top box (STB), that (1) receives a kevstroke indicator signal

from a remote control and (2) in response, transmits control codes (keyv codes) 10

L

\

he remote control. See EX1008, Caris, Abstract. Further, just like the "642 patent,

(EX1003 (Russ Decl.) at 9 201)
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5 P
Ground 3: Caris + Skerlos (1-4, 6, 8-9, 22525y 7%~

—

REDEFINING CONTROL

Caris + Skerlos fail to disclose “a key code generator
device” for claim 1 (POR at 50-51)

Caris does not disclose “identifying the key code corresponding to a pressed key for
that codeset” in the embodiment for claim 1 (POR at 50-51):

—

369. But Caris’ STB does not perform “(2) identifying the key code
corresponding to a pressed key for that codeset™ because Caris downloads and
transmits an entire codeset without identifying any single, particular key code.
EX1008 (Caris) at 2:27-39 (*When the proper code sets and accompanying UE
data have been found, the codes and Ul data are downloaded to the user’s STB . . .

The STB enables programming its remote with the downloaded codes™), 3:65-4:4

(“the proper codes and UE features 1s downloaded and programmed into the }

\_remote™), 9:15-39, /

(EX2003 (Sprenger Decl.) at 9 369)
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Ground 3: Caris + Skerlos (1-4, 6, 8-9, 22,25} ==~

—

REDEFINING CONTROL

aris + Skerlos fail to disclose “key code signal” (POR
at 51)

I”

Caris and Skerlos do not disclose the set-top box “generating a key code signa
rather than an entire codeset in the embodiment for claim 1 (POR at 50-51):

377. Transmitting an entire codeset 1s not the equivalent of transmitting u\\
single key code because transmitting an entire codeset cannot operate a consumer
electronic device. If the key code signal included the entire codeset, the electronic
device would not respond to any particular key code and the entire point of the
invention would be lost.

378. Since Caris teaches transmitting the entire codeset (and Skerlos

teaches nothing of a key code generator device), Caris and Skerlos do not disclose

\"\lhcrcb}‘ generating a key code signal.” as required by the claim. /

7

(EX2003 (Sprenger Decl.) at 99 377-378)
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Ground 3: Caris + Skerlos (1-4, 6, 8-9, 22,25} ==~

—

REDEFINING CONTROL

>

Caris + Skerlos fail to disclose “modulating said key
code onto a carrier signal” (POR at 51-53)

Both experts agree that Skerlos does not describe modulating onto a carrier
signal from the set-top box as required by claim 1 (POR at 52):

WMMMW

1. A method comprising:

(a) receiving a keystroke indicator signal from a remote
control device, wherein the keystroke indicator signal
indicates a key on said remote control device that a user
has selected,;

(b) generating a key code within a key code generator
device using the keystroke indictor signal:

(c) modulating said key cade onto a carrier signal. thereby
generating a key code signal; and

(d) transmitting said key code signal from said key code
generator device to said remote control device.

(EX1001 (642 Patent) at Cl. 1)

UNIVERSAL
ELECTRONICS

~

385. Furthermore, even if a POSITA did look to Skerlos to modulate a kc_\/\\
code onto a carrier signal, Skerlos only describes any potential modulation for the
signal transmitted by the remote control. Skerlos does not describe modulating
onto a carrier signal any transmissions from a set-top box to the remote control, as

required by the claims, because Skerlos does not disclose any transmissions other

an from a remote control to a TV receiver. EX1009 (Skerlos) at Abst., Fig. 3.

(EX2003 (Sprenger Decl.) at 9] 385)

(EX2008 (Russ Depo. Tr. June 17, 2020) at 204:3-62)5
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Ground 3: Caris + Skerlos (1-4, 6, 8-9, 22525y 7%~

e

—

REDEFINING CONTROL

Caris + Skerlos fail to disclose the limitations of
dependent claims 3-4, 6, 8-9 (POR at 53-58)

3. The method of claim 1, wherein said key code consists of

a binary number.

4. The method of claim 1. wherein said key code comprises
a binary number and timing information, and wherein said
timing information defines how said binary number is modu-
lated in (¢) onto said carrier signal.

6. The method of claim 1, wherein said carrier signal is in

a radio frequency band, wherein said key code signal is
received by said remote control device, and wherein said
method further comprises:

(e) modulating said key code onto a second carrier signal.
thereby generating a second key code signal, said modu-
lating being performed on said remote control device
wherein said second carrier signal is in an infrared fre-
quency band: and

(f) transmitting said second key code signal from said
remote control device to an electronic consumer device.

UNIVERSAL
ELECTRONICS

8. The method of claim 1, wherein said key code generated
in (b) is part of a codeset, and wherein said remote control
device does not store said codeset.

9. The method of claim 8, wherein said codeset comprises
timing information and a plurality of key codes, and wherein
said timing information describes a digital one and a digital
Zero.
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Ground 3: Caris + Skerlos (1-4, 6, 8-9, 22525} 7=~

—

REDEFINING CONTROL

Caris + Skerlos fail to disclose the limitations of
claim 4 (POR at 53-54)

4. 1 he method of claim 1. wherein said Key code compnses
a binary number and timing information, and wherein said
tuming information defines how said binary number is modu-
lated in (¢) onto said carrier signal.

Claim 4 requires the “key code comprises;” therefore, it is not sufficient that a key
code signal merely uses timing information (POR at 54):

o

. : . . .
398. However, Skerlos does not disclose anything about how key codes or \
codesets may be stored at the remote control or any transmitter. | understand that

Dr. Russ agreed during his deposition. EX2010 (Russ Depo. Tr. June 19, 2020) at

57:8-16. The Petition only asserts that Skerlos “explains that timing information 1
utilized™ for transmission, but this has nothing to do with whether timing
information is in the key code. Petition at 60. In fact, I understand that Dr. Russ

admitted during his deposition that neither Caris nor Skerlos discloses a key code

or codeset comprising timing information. EX2008 (Russ Depo. Tr. June 17,

\\@2()) at 197:17-198:4, 206:5-207:1. e

-

UNIVERSAL (EX2003 (Sprenger Decl.) at 9] 398) 97
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Ground 3: Caris + Skerlos (1-4, 6, 8-9, 22%/‘“

REDEFINING CONTROL

Caris + Skerlos fail to disclose the limitations of

claim 4 (POR at 53-54)-... o,

Petitioner’s expert admitted neither Caris nor
Skerlos disclosed key codes or codesets

comprising timing information (POR at 53-54):
WWVMWWM

(EX2008 (Russ Depo. Tr. June 17, 2020) at 197:17-198:4,
206:5-207:1; see also EX1003 (Russ Decl.) at 9 203)
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Ground 3: Caris + Skerlos (1-4, 6, 8-9, 22525} 7=~

—

REDEFINING CONTROL

Caris + Skerlos fail to disclose the limitations of
claim 6 (POR at 54-56)

Skerlos teaches away from RF transmissions (POR at 54-56):

W\M—WMMVW

6. The method of claim 1, wherein said carrier signal is in /
a radio froqucncy band, wherein said k(’}’ code Sigﬂﬂl 1s addresses the teachings of Skerlos for this limitation. In particular, both the
received by said remote control device, and wherein said
method further comprises:

(e) l'l'lO(lLllaIi[’lg said l\'@}" code onto a second carrier signul. the higher end of the IR spectrum because the “higher frequency would remove the
thereby generating a second key code signal, said modu-
lating being performed on said remote control device
wherein said second carrier signal is in an infrared fre- incandescent lamps and sunlight.” Petition at 57; EX1003 (Russ Decl.) at 4 222:
quency band; and

() transmitting said second key code signal from said

remote control device to an electronic consumer device.

/ 406. However, neither the Petition nor Dr. Russ properly considers or even

Petition and Dr. Russ ignore that they earlier admitted that Skerlos teaches to use

signal from a noisy portion of the electromagnetic spectrum caused by

EX1009 (Skerlos) at 3:39-45. Thus. Skerlos expressly teaches to use the IR

spectrum and not the RF spectrum. Therefore, Dr. Russ is wrong that given the

(EXlOOl (642 Patent) at cl. 6) teachings of Skerlos, “IR and RF devices would be used interchangeably to
~l@snnt." EX1003 (Russ Decl.) at q 94. e

—

(EX2003 (Sprenger Decl.) at 9 406)

UNIVERSAL 99
ELECTRONICS

Patent Owner's Demonstrative Exhibit
Not Evidence



>

a )
Ground 3: Caris + Skerlos (1-4, 6, 8-9, 221;/5/{%%‘/

REDEFINING CONTROL

Caris + Skerlos fail to disclose the limitations of
claim 6 (POR at 54-56)

Petitioner’s expert admitted the combination with Skerlos would use IR, not RF
(POR at 54-56):

5:25-37; EX1009, 3:20-36; EX1003, 99219-22. While Skerlos describes the w
transmission of control codes from a remote control, a POSA would have

understood that an STB would have implemented the same wireless transmission

protocol. and the same IR or RF blaster technology described in Caris transmits

-\cumml codes 1n the same manner described 1n Skerlos. EX1003, 99219-22. B@a”

(Pet. at 57-58)

W
(EX2008 (Russ Depo. Tr. June 17, 2020) at 208:5-12)
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Ground 3: Caris + Skerlos (1-4, 6, 8-9, zzjzjf%%y

REDEFINING CONTROL

Caris + Skerlos fail to disclose the limitations of
claim 6 (POR at 54-56)

Petitioner’s expert admitted the combination with Skerlos would use IR, not RF

(POR at 54-56):

(EX2008 (Russ Depo. Tr. June 17, 2020) at 204:7-17)
UNIVERSAL
ELECTRONICS
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Ground 3: Caris + Skerlos (1-4, 6, 8-9, 22 -5;’@@/

REDEFINING CONTROL

Caris + Skerlos fail to disclose limitations of claim 2

Ground 3: 2. A method comprising:
Caris + Skerlos {a) receiving a kc)'slruk%' indicator siguul_ 1'n.1u| a remote
control device, wherein the keystroke indicator signal
“key code FAIL indicates a keV on said remote control device that a user
. has selected;
generator device” . e

(b) generating a kev code within, a key code generator

“generating a key FAIL device using the keystroke indictor signal:

A (c) modulating said key code onto a carrier signal, thereby
code ... using the generating a key code signal; and

keystroke indicator (d) transmitting said key code signal from said key code
. ” generator device 10 an electronic consumer device.
signal

(EX1001 (642 Patent) at Cl. 2)
key code onto a

carrier signal”

UNIVERSAL
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Ground 3: Caris + Skerlos (1-4, 6, 8-9, 22525y 7%~

REDEFINING CONTROL

Caris + Skerlos fail to disclose “a key code generator
device” (POR at 58-59)

The Board correctly determined that Caris + Skerlos does not disclose a key code
generator device (POR at 58-59):

FIG. 21llustrates an alternative system 200 according to the
invention. System 200 comprises in this example a remote

T—— FrS—— PP t\ control device 202 that is a pre-programmed. That is, remote
ut for the same reasons addressed above, we agree with Paten . . . 4
it -l i . \ 202 uses a fixed protocol to communicate with STB 104 for
: Sy = \ A Bl :
Owner that, on the current record, the Petition insufficiently explamns how control of apparatus 114 via STB 104. STB 104 uses a wired
“the [set-top box] of Caris discloses the algorithm of the [recited “key code or wireless link with apparatus 114. In order to use this

configuration with any kind of controllable apparatus 114, the
user connects STB 104 to server 108 on the Internet 106 in
Resp. 36. Accordingly, we conclude that Petitioner does not demonstrate a response to the useractivating a dedicated hard button 118 (or
reasonable likelihood of prevailing on its challenge of independent claim 2 softkey 118 if remote 202 has an LCD touch screen function-
ality such as the PRONTO™) on remote 202. The user then
specifies to server 108 what apparatus 114 he/she would like
claims 22-25 deCIld from claim 2, Petitioner’s analysm of those claims to control via remote 202. as in the Cxalnplc mentioned in the
suffers from the same deficiency. We accordingly conclude, based on our description of FIG. 1. Server 108 then downloads to ST 104
data representative of a control code for control of apparatus

o ) - ‘ ) 114, the control being established via STB 102 in operational
reasonable likelihood of prevailing on its challenge of those claims as ) use. The data gets programmed into a look-up table 204 that
/ associates an input received from remote 202 with an output
as programmed. The output is now the data for the control
command required for control of apparatus 114 via STB 104.

generator device” under] the proper claim construction.” See Prelim.

as unpatentable under 35 U.S.C. § 103(a) over Caris and Skerlos. Because

preliminary claim construction, that Petitioner does not demonstrate a

unpatentable under 35 U.S.C. § 103(a) over Caris and Skerlos.

(Paper 7 (Decision) a'E 34)

UNIVERSAL (EX1008 (Caris) at 6:53-7:5) 103
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Not Evidence



//

a S
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—

REDEFINING CONTROL

Caris + Skerlos fail to disclose “a key code generator
device” (POR at 58-59)

The dedicated hard button in embodiment 2 does not result in the STB identifying a
codeset (POR at 58-59)

FIG. 21llustrates an alternative system 200 according to the
invention. System 200 comprises in this example a remote
control device 202 that is a pre-programmed. That is, remote
202 uses a fixed protocol to communicate with STB 104 for
55.  Specifically, Caris describes a remote control having a dedicated hard | control ‘)fapp"lr"llll:" 114 via STB 104. STB 104 uses a wired
or wireless link with apparatus 114. In order to use this
configuration with any kind of controllable apparatus 114, the

button 118 that, when selected by the user, causes the STB o idenufy a codeset.

See EX1008, Caris, 6:58-66. In response to detectng the selection of the dedicated user connects STB 104 l().SL‘rVCI' lll8 on the Internet l"6 in
response to the useractivating a dedicated hard button 118 (or
softkey 118 if remote 202 has an LCD touch screen function-

(EX1032 (Russ Suppl. Decl.) at 91 55) ;

ality such as the PRONTO™) on remote 202. The user then
specifies to server 108 what apparatus 114 he/she would like
to control via remote 202, as in the example mentioned in the
description of FIG. 1. Server 108 then downloads to STB 104
data representative of a control code for control of apparatus
114, the control being established via STB 102 in operational
use. The data gets programmed into a look-up table 204 that
associates an input received from remote 202 with an output
as programmed. The output is now the data for the control
command required for control of apparatus 114 via STB 104.

UNIVERSAL

ELECTRONICS (EX1008 (Caris) at 6253-725) o

Patent Owner's Demonstrative Exhibit
Not Evidence
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REDEFINING CONTROL

>Caris + Skerlos fail to disclose “generating a key code
. . . using the keystroke indicator signal”
(POR at 58-59)

No “keystroke indicator signal”

(1) “dedicated hard button” (POR at 58-59,
51-53:

-

Alternatively, Caris teaches the keystroke indicator signal as being an “input
received from remote 202." [d., 7:2-5. A POSA would have understood that this
input refers to commands corresponding to other buttons on the remote control.
EX1003, 4250. The claimed “keystroke indicator signal™ 1s thus taught by both the

dedicated hard button and the input received from the remote. /d.

(Pet. at 68)

UNIVERSAL
ELECTRONICS

FIG. 21llustrates an alternative system 200 according to the
invention. System 200 comprises in this example a remote
control device 202 that is a pre-programmed. That is, remote
202 uses a fixed protocol to communicate with STB 104 for
control of apparatus 114 via STB 104. STB 104 uses a wired
or wireless link with apparatus 114. In order to use this
configuration with any kind of controllable apparatus 114, the
user connects STB 104 to server 108 on the Internet 106 in
response to the user activating a dedicated hard button 118 (or
softkey 118 ifremote 202 has an LCD touch screen function-
ality such as the PRONTO™) on remote 202. The user then
specifies to server 108 what apparatus 114 he/she would like
to control via remote 202, as in the example mentioned in the
description of FIG. 1. Server 108 then downloads to STB 104
data representative of a control code for control of apparatus
114, the control being established via STB 102 in operational
use. The data gets programmed into a look-up table 204 that
associates an input received from remote 202 with an output
as programmed. The output is now the data for the control
command required for control of apparatus 114 via STB 104.

(EX1008 (Caris) at 6:53-7:5) 105

Patent Owner's Demonstrative Exhibit
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REDEFINING CONTROL

>Caris + Skerlos fail to disclose “generating a key code
. . . using the keystroke indicator signal”
(POR at 58-59)

FIG. 21llustrates an alternative system 200 according to the
invention. System 200 comprises in this example a remote
control device 202 that is a pre-programmed. That is, remote

No “keystroke indicator signal”:

(2) "input received from remote” (pOR at 202 uses a fixed protocol to communicate with STB 104 for
control of apparatus 114 via STB 104. STB 104 uses a wired
58'59): or wireless link with apparatus 114. In order to use this

configuration with any kind of controllable apparatus 114, the
user connects STB 104 to server 108 on the Internet 106 in
response to the user activating a dedicated hard button 118 (or
Alernatively, Caris teaches the keystroke indicator signal as being an “input softkey 118 i1f remote 202 has an L.CD touch screen function-
ality such as the PRONTO™) on remote 202. The user then
specifies to server 108 what apparatus 114 he/she would like
input refers to commands corresponding to other buttons on the remote control. to control via remote 202. as in the cxan]p]c mentioned in the
description of F1G. 1. Server 108 then downloads to STB 104
data representative of a control code for control of apparatus
114, the control being established via STB 102 in operational
(Pet. at 68) use. 'I.'hc data gets pmgr.amm‘cd into a look-up lz‘iblc 204 that

associates an input received from remote 202 with an output
as programmed. The output is now the data for the control
command required for control of apparatus 114 via STB 104.

received from remote 202.7 1d., 7:2-5. A POSA would have understood that this

EX1003, 9250. The claimed “keystroke indicator signal™ is thus taught by both the

dedicated hard button and the input received from the remote. /d.

UNIVERSAL (EX1008 (Caris) at 6:53-7:5) 106
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Caris + Skerlos fail to disclose the limitations of
dependent claims 22-25 (POR at 59-60)

3. The method of claim 1, wherein said key code consists of

a binary number.

4. The method of claim 1, wherein said key code comprises
a binary number and timing information, and wherein said
timing information defines how said binary number is modu-
lated in (¢) onto said carrier signal.

8. The method of claim 1, wherein said key code generated
in (b) is part of a codeset, and wherein said remote control
device does not store said codeset.

9. The method of claim 8, wherein said codeset comprises
timing information and a plurality of key codes. and wherein
said timing information describes a digital one and a digital
zero.

UNIVERSAL
ELECTRONICS

22. The method of claim 2, wherein said key code consists
of a binary number.

23. The method of claim 2, wherein said key code com-
prises a binary number and timing information, and wherein
said timing information defines how said binary number is
modulated in (c) onto said carrier signal.

24. The method of claim 2, wherein said key code gener-
ated in (b) i1s part of a codeset. and wherein said remote
control device does not store said codeset.

25. The method of claim 24, wherein said codeset com-
prises timing information and a plurality of key codes, and
wherein said timing information describes a digital one and a
digital zero.

107
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Each of the grounds fails to disclose limitations of
claims 1-2 (POR at 22-27, 38-43, 50-53, 58-59)
Ground 1: Ground 2: Ground 3:
Mishra + Dubil Rye + Dubil Caris + Skerlos
“generating a key FAIL FAIL FAIL
code ... using the
keystroke indicator
signal”
“key code FAIL
generator device”
“key code signal” FAIL FAIL
“modulating said FAIL FAIL FAIL
key code onto a
carrier signal”

UNIVERSAL
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* Introduction to Mui Patents

* Background: Petition and Institution

* Claim constructions

 Ground 1: Mishra, Dubil, and Van Ee

* Ground 2: Mishra and Dubil

 Ground 3: Mishra, Dubil, and Lambrechts
 Ground 4: Caris, Skerlos, and Van Ee

* Ground 5: Caris and Skerlos

 Ground 6: Caris, Skerlos, and Lambrechts
 @Ground 7: Caris, Skerlos, and Yazolino
 Ground 8: Caris, Skerlos, Yazolino and Lambrechts
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US 7.589.642 B1 12 United States Patent 101 Patent No. US 8,004,389 BI i United States Patent Patomt No:  US 9,911,223 B2

1 United States Patent
M Sep. 15,2009 Mui 151 Date of Pateat: “Aug. 23, 2001 Mui a5 Date of Patent Mar. 6, 2018

KMo 1 Vet Searth

Roku EX1001
US. Patent No. 7,589,642

Roku EX1001
U.S. Patent No. 8,004,389

IPR2019-01612 IPR2019-01613 IPR2019-01614
U.S. Patent No. 7,589,642 U.S. Patent No. 9,911,325

U.S. Patent No. 8,004,389
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389 Patent

Remote - Key Code Generator Device
—> Remote - Consumer Device

10101111 Set-Top Box Target Device Codeset

1 Key code genelatm device : Key Code
; receives keystroke indicator signal @

from remote centrol and E— 10101010 Power on

Device Function

H ) Vgcnuatcsakcvcods. - / - - 10100101 Power off
/ Z Key code generator 10101111 Volume Up
11111010 /// . i device modulates key !
code onto a carrier ; 10101110 Volume Down

i signal for transmitting |
i back to remote control |

(not in codeset) //

| 4. Remote control sends

m —_— i second carrier signal to |
& e i operate target device |
3. Remote control receives key code and =

modulates key code onto a second
¢ carrier signal

!/
4

Blu-Ray player

(EX2003 (Sprenger Decl.) at 9] 68)

389 Patent, Claim 4, 12 + dependents

f N Key Code Device Function
: 1. Key code generator device i
1 receives keystroke indicator signal 2 ™ 10101010 Power on

from remote control and [ N

generates a key code - L] 10100101 Power off

T 7 K?y:ndpgenprsmr i 10101111 Volume Up
i device modulates key
_11111010 / codeontowcarrier . | 10101110 Volume Down

REDEFINING CONTROL

Remote - Key Code Generator Device
—> Consumer Device

10101111 Set-Top Box Target Device Codeset

signal for transmitting |

(not in codeset)
/‘~ cun- i toatarget device i /\\
3 Kev code generator
ﬁ i device sends carrier !
& i signal to operate target |

device

£

Blu-Ray player

(EX2003 (Sprenger Decl.) at 9 70)

389 Patent, Claim 2 + dependents
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* Introduction to Mui Patents

* Background: Petition and Institution

* Claim constructions

 Ground 1: Mishra, Dubil, and Van Ee

* Ground 2: Mishra and Dubil

 Ground 3: Mishra, Dubil, and Lambrechts
 Ground 4: Caris, Skerlos, and Van Ee

* Ground 5: Caris and Skerlos

 Ground 6: Caris, Skerlos, and Lambrechts
 @Ground 7: Caris, Skerlos, and Yazolino
 Ground 8: Caris, Skerlos, Yazolino and Lambrechts
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Petitioner asserts 8 obviousness grounds against
claims 2-5 and 7-15 (Pet. at 3)

Ground | Prior Art Basis Claims
Challenged
1 Mishra (EX1005) 35US.C.§103 2and 3
Dubil (EX1006)
Van Ee (EX1013)
Mishra (EX1005) 35US.C.§103 4 and 7-15
Dubil (EX1006)
3 Mishra (EX1005) 35US.C.§103 5
Dubil (EX1006)
Lambrechts (EX1011)
4 Caris (EX1008) 35US.C.§103 2and 3
Skerlos (EX1009)
Van Ee (EX1013)
5 Caris (EX1008) 35US.C.§103 4and 11
Skerlos (EX1009)
6 Caris (EX1008) 35US.C.§103 5and 8
Skerlos (EX1009)
Lambrechts (EX1011)
7 Caris (EX1008) 35US.C. §
Skerlos (EX1009)
Yazolino (EX1012)
8 Caris (EX1008) 35US.C.§103 13 and 14
Skerlos (EX1009)
Yazolino (EX1012)
Lambrechts (EX1011)

(3]

2L

103 10,12, and 15

(Pet. at 3)

UNIVERSAL 114
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Petitioner has not alleged motivation to combine each
reference in Grounds 1, 3-4, 6-8 (PO Sur-reply at 1)

Ground | Prior Art Basis Claims
Challenged
1 Mishra (EX1005) 35US.C.§103 2 and 3

Dubil (EX1006)
Van Ee (EX1013)

2 Mishra (EX1005) 35US.C.§103 4 and 7-15
Dubil (EX1006)
3 Mishra (EX1005) 3I5US.C.§103 5

Dubil (EX1006)
Lambrechts (EX1011)
4 Cans (EX1008) 3I5US.C.§103 2and3
Skerlos (EX1009)
Van Ee¢ (EX1013)
Caris (EX1008) 35US.C.§103 4and 11
Skerlos (EX1009)
6 Carnis (EX1008) 35US.C.§103 Sand 8
Skerlos (EX1009)
Lambrechts (EX1011)
i, Cans (EX1008) 3I5US.C.§103 10,12, and 15
Skerlos (EX1009)
Yazolino (EX1012)
8 Canis (EX1008) 3I5US.C.§103 13 and 14
Skerlos (EX1009)
Yazolino (EX1012)
Lambrechts (EX1011)

N

(Pet. at 3)

UNIVERSAL 115
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Petitioner has not alleged motivation to combine each
reference in Grounds 1, 3-4, 6-8 (PO Sur-reply at 1)

"When an obviousness determination relies on the combination of two or more references, there
must be some suggestion or motivation to combine the references." WMS Gaming, Inc. v. Int'| Game
Tech., 184 F.3d 1339, 1355 (Fed. Cir. 1999); see also Dome Patent L.P. v. Lee, 799 F.3d 1372, 1380 (Fed.
Cir. 2015) ("If all elements of a claim are found in the prior art, as is the case here, the factfinder must
further consider the factual questions of whether a person of ordinary skill in the art would be
motivated to combine those references, and whether in making that combination, a person of
ordinary skill would have had a reasonable expectation of success."). Intelligent Bio-Systems, Inc. v.
lllumina Cambridge, Ltd., 821 F.3d 1359, 1368 (Fed. Cir. 2016).

“Although Petitioner has discussed motivation for combining the pairs of references disclosed above,
Petitioner did not provide an explicit basis for combing the references in the other combinations on
which Petitioner challenged patentability. Although we instituted in the combination of Park '672, Park
‘486, Oshio and Urasaki, in view of Petitioner's failure to discuss explicitly its challenges based on Park
'697, Park '486 and Oshio, Park '697, Urasaki and Oshio; and Park '697, Park '486, Urasaki and Oshio,
initially we did not institute on those grounds individually.” Vizio, Inc. v. Nichia Corp., 2019 Pat. App.
LEXIS 1479, *54-55 (PT.A.B. January 9, 2019).

(POR at 24)

UNIVERSAL
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Petitioner has not alleged motivation to combine each
reference in Grounds 1, 3-4, 6-8 (PO Sur-reply at 1)

“As the ALJ recognized, prior art references before the tribunal must be read as a whole and
consideration must be given where the references diverge and teach away from the claimed
invention. W. L. Gore & Associates, Inc. v. Garlock, 721 F.2d 1540, 1550, 220 U.S.P.Q. (BNA) 303,
311 (Fed. Cir. 1983), cert. denied, 469 U.S. 851, 83 L. Ed. 2d 107, 105 S. Ct. 172 (1984).
Moreover, appellants cannot pick and choose among individual parts of assorted prior art
references "as a mosaic to recreate a facsimile of the claimed invention." 721 F.2d at 1552, 220
U.S.P.Q. (BNA) at 312. In this case, the ALJ found that Akzo's expert witnesses could not show
how the prior art patents could be brought together to render the Blades '756 invention obvious
without reconstructing the teachings of those patents assisted by hindsight.” Akzo N.V. v.
United States ITC, 808 F.2d 1471, 1481, (Fed. Cir. 1986).

UNIVERSAL
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Petitioner has not alleged motivation to combine each
reference in Grounds 1, 3-4, 6-8 (PO Sur-reply at 1)

“There is no per se rule that requires each subset of prior art references to be
independently combined, and Patent Owner does not point us to any authority that
Petitioner's "pair-wise" combination is improper. Absent a teaching away from the
asserted combination or failure of the asserted combination to result in the claimed
features, we find no flaw in Petitioner's manner of combining prior art teachings.”
Ericsson Inc. et al. v. Intellectual Ventures Il LLC, 2016 Pat. App. LEXIS 844, at *26-27
(PT.A.B. January 29, 2016)
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* Introduction to Mui Patents

* Background: Petition and Institution

* Claim constructions

 Ground 1: Mishra, Dubil, and Van Ee

* Ground 2: Mishra and Dubil

 Ground 3: Mishra, Dubil, and Lambrechts
 Ground 4: Caris, Skerlos, and Van Ee

* Ground 5: Caris and Skerlos

 Ground 6: Caris, Skerlos, and Lambrechts
 @Ground 7: Caris, Skerlos, and Yazolino
 Ground 8: Caris, Skerlos, Yazolino and Lambrechts
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Parties do not dispute some of the preliminary claim
constructions (Paper 12 (Decision) at 11-16)

“key code” “code corresponding to the function of an electronic device,
optionally including timing information”

“keystroke indicator signal” “a signal, distinct from a key code, corresponding to a pressed key
[on a remote control].”

“key code signal” “a signal containing a modulated key code”

U

“key code generator device” | Function: “to generate a key code”

Structure: “a set-top box, television, stereo radio, digital video disk
player, video cassette recorder, personal computer, set-top cable
television box or satellite box . . . performing the steps of (1)
identifying a codeset usable to communicate with an electronic
consumer device . .. and (2) identifying the key code corresponding
to a pressed key for that codeset . . . and equivalents thereof.”

UNIVERSAL
ELECTRONICS

Patent Owner's Demonstrative Exhibit
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REDEFINING CONTROL

* “key code generator device”

* “generating a key code within a key code generator
device using the keystroke indicator”

* “key code signal”

* “means for receiving a key code from said RF receiver
and for sending said key code to said IR transmitter such
that said key code is modulated onto an IR carrier signal”

UNIVERSAL
ELECTRONICS

Patent Owner's Demonstrative Exhibit
Not Evidence



“key code generator device”

REDEFINING CONTROL

The Board requested the Parties address “autoscan
functionality” (Paper 12 (Decision) at 15-16)

UEI does not believe that there is any inconsistency and respectfully submits
/that the district court did not describe the autoscan embodiment as an alternative to

the algorithm but as an alternauve way of implementing the algorithm, such that
the structure of the key code generator device 1s sull satsfied. The excerpt of the
spectfication cited by the district court that describes the autoscan embodiment is
instructive:

“Each time the power-on key is pressed, the keystroke indicator signal

16 communicates this to key code generator device 12. Key code

generator device 12 in turn generates and transmits a key code signal

containing a power-on key code using a different codeset . . . until the

electronic consumer device performs a desired function.”

(EX1001 at 8:7-18).

Thus, cach ume the user presses a key, the key code generator device

(POR at 12-13)

performs (1) idenufying a codeset . . . and (2) idenufying the key code . . . | thereb
satisfying the structure. Eventually, the key code generator device identifies the
codeset that corresponds Lo the desired electronic consumer device and generates
the key code for that codeset, and the electronic consumer device responds. After
that, the specification describes a final identifying step:

“When the user stops pressing the power-on key. then the key code

generator device 12 identifies the codeset of the last transmitted key

code to be the codeset used by the electronic consumer device.”

(EX1001 at 8:23-26).

Thus, claim 2 requires not only a key code generator device but also a
separate final limitation of “identifying said codeset . . . when said user stops
pressing akey . .. .7 (EX1001 at 10:49-52). While “identifying™ 1s used both
within the claims and in the construction of terms, the specification makes clear
that because there are multiple “identifying™ steps there 1s no inconsistency

between the district court’s construction and the autoscan functionality =

UNIVERSAL
ELECTRONICS
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REDEFINING CONTROL

The Parties agree that there is no
inconsistency

— 7\
/ B.  *“Key code generator device” \
UEI argues that there is no inconsistency between the District Court’s

construction and the autoscan functionality claimed in the "389 patent. POR, 13-

‘\14. Roku agrees. Under the District Court’s construction, the “key code generator /'

(Pet. Reply at 3)

UNIVERSAL 123
ELECTRONICS

Patent Owner's Demonstrative Exhibit
Not Evidence



“key code generator device”

REDEFINING CONTROL

The Parties dispute the scope of “autoscan
functionality” (POR at 30-31)

e

//currymg out all the lookup information and things like that...”). In this case, lh\
autoscan functionality may occur prior to the two “identifications” recited in the \
District Court’s construction. EX1040, 9913-15.

After performing the autoscan, the key code generator device performs both
identifications “[e]ach time the user presses a key.” POR, 12. For example, the key
code generator device imtially uses autoscan to identify codesets for future use
when controlling different consumer electronic devices (e.g., a VCR and a TV).
EX1040, 9914-15. Subsequently, afier the autoscan configuration, a user actually
presses a button on the remote, which causes the key code generator device to

identify a specific codeset and key code associated with the pressed button (e.g. the

codeset for “Sony 8000 VCR™ and the key code for “VCR power-on™). EX1001, /|

N\
\{18-'_’ 1, 3:40-50. When the key code generator device. When the key code

(Pet. Reply at 4)
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The Parties dispute the scope of “autoscan
functionality” (POR at 30-31)

ﬁncmtion of the key code as well. For example, | understand that Dr. Sprc@

2. A method comprising:

also explained in his deposition that the claimed “key code generator device™ as (a) l‘CCCi\-’illg a ke}'stmke indicator Sigl‘lal from a remote
control device, wherein the keystroke indicator signal
indicates a key on said remote control device that a user

recited in claim 2 of the "389 patent may first identify a codeset using autoscan

functionality. EX1042, 32:22-33:6. Subsequently, the key code generator device has SCICCch: o
(b) generating a key code within a key code generator
may and then identify that codesct and identify a corresponding key code in device using the keystroke indicator signal, wherein said

key code is part of a codeset that controls an electronic

consumer device:

Q: So Step (¢) could be performed after Step (d), right? ... (c) modulating said key code onto a carrier signal. thereby
generating a key code signal;

(d) transmitting said key code signal from said key code

occurs. However, some of this information is needed in order generator device: and

for the system to be able to function properly. So Step (e) (e) identifying said codeset using input from a user of said

remote control device, wherein said codeset is identified

when said user stops pressing a key on said remote

having a clear corrclation or information of the consumer control device.

clectronics device that is to be addressed, in my opinion, the MW

(EX1001 (389 Patent) at cl. 2)

response to a pressed key:

[A:] Not necessarily. It does not specify when exactly this

would have to occur at some point prior to carrying out all the

lookup information and things like that, because without

Elements (a) through (d) would not make much sense.

&1 042, 32:16-33:6 (emphasis added).

(EX1040 (Russ Suppl. Decl.) at 12.)
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* “key code generator device”

* “generating a key code within a key code generator
device using the keystroke indicator”

* “key code signal”

* “means for receiving a key code from said RF receiver
and for sending said key code to said IR transmitter such
that said key code is modulated onto an IR carrier
signal”

UNIVERSAL
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Decision to Institute

REDEFINING CONTROL

Parties did not dispute “means for receiving . . .” for
the POPR only (Paper 12 (Decision) at 16-17)

a
/ 5. “means for receiving a key code from said RF receiver and
for sending said key code to said IR transmitter
such that said key code is modulated onto an IR carrier signal . . . "

Challenged independent claim 12 recites “means for receiving a key
code from said RF receiver and for sending said key code to said IR
transmitter such that said key code 1s modulated onto an IR carrier
signal .. .. Ex. 1001, 12:11-16. The parties agree that this limitation
should be construed under the provisions of 35 US.C. § 11296. Pet. 13;
Prelim. Resp. 10. The parties also agree that, under such a construction. the
funcuon of the recited “means™ is “receiving a key code from said RF
receiver and for sending said key code to said IR transmitter such that said
key code is modulated onto an IR carrier signal.™ Pet. 13; Prelim. Resp. 10—
11. Patent Owner explicitly proposes that the corresponding structure 1s “a
microcontroller that facilitates the receiving and sending of the key code.”

and Petitioner appears to accept such a proposal. Prelim. Resp. 10-11;

Pet. 13 (*For the purposes of this Petition and as shown below, the prior art

teachings the function and alleged structure of this claim element.™). /

.
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“means for receiving . . . and for sen g/‘“

INING CONTROL

The Parties agree that the term is governed § 112, 16
and that the function is “receiving a key code ... and
for sending a key code . . . modulated onto an IR
carrier signal” (POR at 14-16)

memww

12. A remote control device, comprising: / Patent Owner has indicated that the corresponding structure is a
a keypad:
an RI' receiver; microcontroller that facilitates the receiving and sending of the key code, which is

an IR transmitter: and

means for receiving a key code from said RF receiver and
for SC[ldillg said 1\0\ code to said IR transmitter such that 6:68-60. For the purposes of this Petition and as shown below, the prior art teaches
said key code 1s modulated onto an IR carrier signal. said
IR carrier signal with said key code modulated thereon
being transmitted from said remote control device by
said IR transmitter, wherein said remote control device
is contained within a single structure. (Pet. at 13)

Mw
(EX1001 (389 Patent) at Cl. 12)

consistent with claims 4 and 10. See EX1036, 15-19, see also EX1001, 4:7-11,

Qt function and alleged structure of this claim element.
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;//4 T
“means for receiving . . . and for senﬁﬁ%&.ﬁ

REDEFINING CONTROL

The Parties dispute the appropriate structure” (POR
at 14-16)

PO proposed structure Petitioner’s proposed structure

“a microcontroller that performs the “a microcontroller that performs the
algorithms described in Step 105 of algorithm of receiving a key code

Fig. 2, as further explained in detail from an RF receiver that has received
at 5:49-6:4, and equivalents thereof.” | a first key code signal and translating
the key code so that the key code is
(POR at 16) modulated onto an infrared carrier
signal resulting in a second key code
signal.”

(Pet. Reply at 8)
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;//4 T
“means for receiving . . . and for senﬁfggf.ﬁéﬁ

INING CONTROL

The Parties dispute the appropriate structure” (POR
at 14-16)

“In cases involving a computer-implemented invention in which the
inventor has invoked means-plus-function claiming, this court has
consistently required that the structure disclosed in the specification be
more than simply a general purpose computer or microprocessor . . ..
But that language simply describes the function to be performed, not
the algorithm by which it is performed.” Aristocrat Techs. Austl. PTY
Ltd. v. Int’l Game Tech., 521 F.3d 1326, 1333-34 (Fed. Cir. 2008).

“This type of purely functional language, which simply restates the
function associated with the means-plus-function limitation, is
insufficient to provide the required corresponding structure.” Noah Sys.
Inc. v. Intuit Inc., 675 F.3d 1302, 1317 (Fed. Cir. 2012).
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“means for receiving . . . and for sendifigz..”

REDEFINING CONTROL

The Parties dispute the appropriate structure” (POR
at 14-16)

¥ Petiioner’s proposed structure simply restates the function without \ Next (step 105), remote control device 11 receives first key

"‘ code signal 19 and relays the key code communicated by first
key code signal 19 to VCR 13 in the form of a second key code
signal 22. Remote control device 11 is a slave 1o key code
generator device 12. Remote control device 11 relays the key
in detail at 5:49-6:4 (EX2003 at ¥ 142). Therefore, UEI proposes that the proper code by receiving first key code signal 19 in RF form and
translating the communicated key code so that the key code is
modulated onto a second carrier signal resulting in second

providing an algorithm for how the function is performed. The "389 Patent

discloses the corresponding algorithms in Step 105 of Fig. 2, as further explained

corresponding structure is “a microcontroller that performs the algorithms

described in Step 105 of Fig. 2. as further explained in detail at 5:49-6:4, and key code signal 22. In this example, the second carrier signal

) is an infrared signal with a frequency in the range between

equivalents thereof.” / three hundred gigahertz and three hundred terahertz. Second
o - key code signal 22 is transmitted by an IR transmitter 23 on

(POR at 16) remote control device 11 to VCR 13. In the embodiment of

FIG. 5. key code signal 19 is converted into key code signal 22
by forming the bursts of the intermediary signal using the
second carrier signal with an infrared frequency in the place
of the first carrier signal with a radio frequency. For both key
code signal 19 and key Code signal 22, digital ones and digital
zeros are modulated using the same timing for “mark/space™
pairs. The wavetorm diagram of key code signal 22 appears
the same as the waveform diagram shown in FIG. 5 for key
code signal 19: only the frequency of the carrier signal that

(EX1001 (389 Patent) at 5:49-6:4) forms the bursts is fiit‘ibrcww
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“means for receiving . . . and for sendifigz..”

REDEFINING CONTROL

The Parties dispute the appropriate structure” (POR
at 14-16)

- ~.

i . { 5 s o evice 1 s first e o
Petiioner’s proposed structure simply restates the function without \ Although remote control device 11 in the first example

" stores either a proprietary codeset or a standardized codeset

providing an algorithm for how the function is performed. The "389 Patent and uses that codeset to generate kc_\*slrtxkc indicator signul

16. remote control device 11 stores only that single codeset.
This codeset is the codeset used by key code generator device
in detail at 5:49-6:4 (EX2003 at ¥ 142). Therefore, UEI proposes that the proper 12 to receive communications from remote control device 11.
Remote control device 11 can therefore be made inexpen-
sively and may contain a relatively small amount of memory.

discloses the corresponding algorithms in Step 105 of Fig. 2, as further explained

corresponding structure is “a microcontroller that performs the algorithms

deseribed in Step 105 of Fig. 2. as further explained in detail at 5:49-6:4, and The memory may, for example, be read only memory (ROM)

/ on a microcontroller integrated circuit (for example, a Z8

f”“‘“"‘"‘* thereof. / microcontroller available from Zilog, Inc. of San Jose, Calif.)
( ) (EX1001 (389 Patent) at 6:50-60)

15. The remote control device of claim 12. wherein said
means is a microcontroller.
(EX1001 (389 Patent) at Cl. 15)
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N=D) INING CONTROL

“means for receiving . . . and for se

The Parties dispute the appropriate structure” (POR
at 14-16)

Petitioner’s proposal simply restates the function without an algorithm (POR Sur-
reply at 4-5):
WWMWW _

12. A remote control device, comprising: / Rather, the construction for the structure should be “a microcontroller that
a keypad;
an RI receiver: performs the algorithm of receiving a key code from an RF receiver that has
an IR transmitter: and
means for receiving a key code from said RF receiver and o4, Sy : _ : ; _
” X received a first key code signal and translating the key code so that the key code 18

for sending said key code to said IR transmitter such that
said key code 1s modulated onto an IR carrier signal. said
IR carrier signal with said key code modulated thereon
being transmitted from said remote control device by
said IR transmitter, wherein said remote control device
is contained within a single structure.

e T T e (Pet. Reply at 8)
(EX1001 (389 Patent) at Cl. 12)

modulated onto a infrared carrier signal resulting in a second key code signal.” See

EX1001, 5:45-59; EX1040, 9921-24.

—
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REDEFINING CONTROL

* Introduction to Mui Patents

* Background: Petition and Institution

* Claim constructions

 Ground 1: Mishra, Dubil, and Van Ee

* Ground 2: Mishra and Dubil

 Ground 3: Mishra, Dubil, and Lambrechts
 Ground 4: Caris, Skerlos, and Van Ee

* Ground 5: Caris and Skerlos

 Ground 6: Caris, Skerlos, and Lambrechts
 @Ground 7: Caris, Skerlos, and Yazolino
 Ground 8: Caris, Skerlos, Yazolino and Lambrechts
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Ground 1: Mishra, Dubil, and Van E

Van Ee:

WWM“%MN

However, the IR or RF code receiver in the STB is
typically a narrow-band receiver (i.e., it is receptive 1o
signals in a specific frequency band). Accordingly, it cannot
properly work with all possible control codes for all equip-
ment from all manufacturers when eavesdropping due to
different frequency ranges being used, e.g., by different
manufacturers. The frequency bands used by different manu-
facturers of remote control devices for, e.g., IR codes, differ
widely (KHz—MHz range). The inventors therefore further
suggest to interleave the device-specific control codes (e.g.,
the VCR power codes in the example above) with identifiers
codes (referred to herein as “id codes™ or “tags”) to which
the STB’s IR or RF receiver is receptive. Thal is, each tesl
control code is tagged for being identified by the STB. The
tag or id code is sent in a frequency range that allows the
STB to intercept it. These id codes preferably have an
enumerator embedded, so that the STB is always in sync

with the mm”li'M»W
(EX1013 (Van Ee) at 2:26-43)

\w

VERSAL

ELECTRONICS.

MMMWN

106 according to the present invention. In step 202, a user
selects an apparatus type/brand combination from combina-
tions stored in the database of memory 112 of programming
means 110. The user-selected apparatus type/brand combi-
nation is transmitted to remote server 118 in step 204.
Remote server 118 identifies all the sets of control codes
corresponding to the user-selected apparatus type/brand
combination in step 206. A particular control code corre-
sponding to a particular function of the apparatus to be
controlled is then selected from all the identified sets in step
208. The control codes are then transmitted via Internet 116
to programming means 110 in step 210.

The control codes are interleaved with associated identi-
fier codes stored in memory 112 to form the interleaved
control signal in step 212. The interleaved control signal is
transmitted to control device 106 in step 214 to program the
control device 106. The button on user-interface 108 is then
pressed on control device 106 to transmit a control code and
its associated identifier code for each press in step 216. In
step 218, the user determines whether the apparatus to be
controlled responded to the transmitted control code. If no,
the process returns to step 216.

MW

(EX1013 (Van Ee) at 7:38-59)
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Ground 1: Mishra, Dubil, and Van Ee{23)~

REDEFINING CONTROL

Van Ee:

range that allows the STB to intercept it.™ EX1013 (Van Ec) at 2:34-41. Thus, N If it is determined that the apparatus responded to the

when “it is determined that the apparatus responded to the transmitted code,” the transmitted control code in step 218, the identifier code
associated with the control code which caused the apparatus
STB uses the received identifier code to retrieve the “respective control code™ that to ruspond is then associated with its ruspcclivc control code
successfully operated the appliance from a database in the STB's memory. in step 220 using the database stored within memory 112.
The respective control code is then transmitted 1o remote
server 118 via Internet 116 1n step 222. Remote server 118
15 then transmitted to remote server 118, which “identifies the set of control codes identifies the set of control codes in which the ws[‘.cc[i\’c
control code belongs to in step 224. The identified set 1s then
transmitted to programming means 110 in step 226. Pro-
back to the STB, which in turn transmits the codeset to the remote control. grl““mi”‘b’ means 110 receives the identified set in sicp 228
and programs control device 106 to associale the control
s codes of the identified set, 1.¢., the set containing the control
cade which caused the at least one apparatus to respond,
(EX2003 (Sprenger Decl.) at 1 114) with the multiple user inputs of programmable control
device 106.

MW

(EX1013 (Van Ee) at 7:65-8:8)

EX1013 (Van Ee) at 7:60-64. Unlike the “389 Patent, the “respective control code

in which the respective control code belongs™ and transmits the identified codeset

EX1013 (Van Ee) at 7:65-8:8.
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Ground 1: Mishra, Dubil, and Van Eg{253fF"

REDEFINING CONTROL

A POSITA would not have combined Mishra with
Dubil and Van Ee (POR at 19-24)

A POSITA would not have combined Mishra with Dubil

A POSITA would not have combined Mishra with Van Ee

A POSITA would not have combined Dubil with Van Ee
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Ground 1: Mishra, Dubil, and Van E% g

REDEFINING CONTROL

A POSITA would not have combined Mishra with
Van Ee (POR at 22-24)

(1) Petitioner’s expert admitted that Van Ee has the same problem that a POSITA
reading Mishra would supposedly be trying to avoid (EX2003 (Sprenger Decl.) at

11160; POR at 22):

(EX2009 (Russ Depo. Tr. June 18, 2020) at 60:15-19,
62:12-63:2)

UNIVERSAL
ELECTRONICS

~ ]

Wli you agree with me that what this is

ing pre=ty much the same
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Ground 1: Mishra, Dubil, and Van E

A POSITA would not have combined Mishra with
Van Ee (POR at 22-24)

(2) Mishra and Van Ee teach away from each other in multiple ways (POR at 22-24):

< T . . ’ . . ‘ oy s ™~
163. Third, a POSITA would also recognize that Mishra and Van Ee teach 165. Fourth, another fundamental difference between Mishra and Van Eeis
away from one another in a fundamental and incompatible way. In particular, that Van Ee teaches a set-top box that cannot receive control codes from the

z " " i R . - e tar Ee) at 9-77. Pasw En asntasae tharite gars
Mishra and Van Ee have conflicting teachings as to what functions should occur at remote control. EX1013 (Van Ec) at 2:27-34. Van Ec explains that its set-top box

L v O SCCIVE » o » of fre sncies of ¢ " g e fore > 0
a server as opposed 10 the set-top box. Mishra teaches that “system 12 [set-top cannot receive the range of frequencies of control codes and therefore the control

- . code signal must be interleaved with an identification code at a frequency that the
box] can translate that signal and send information back to the RCU 18 to enable

. _ ‘ set-top box can receive. EX1013 (Van Ee) at 2:34-41. Mishra, in contrast, teaches
the RCU 18 to control the particular device.” EX1005 (Mishra) at [0020]. But
a set-top box that directly receives the control codes. EX1005 (Mishra) at [0020].
Van Ee teaches that a *[rJemote server 118 uses the associated control code to
Accordingly, Mishra teaches that the set-top box converts every received control
determine to which set of control codes it belongs to.™ EX1013 (Van Ec) at 6:67-

code: whereas, Van Ee teaches that only “the last identified code received” is then
7:2, 7:66-8:1; EX2009 (Russ Depo. Tr. June 18, 2020) at 63:3-65:2.
associated with 1ts control code. EX1005 (Mishra) at [0020]: EX1013 (Van Ee) at

6:63-67. Therefore, a POSITA would recognize that the entire point of Van Ec s

(EX2003 (Sprenger DEC|.) at ﬂﬂ 163; 165) lost with the set-top box of Mishra because there would be no need for the

\mlcricm ing or cavesdropping that Van Ee requires.
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Ground 1: Mishra, Dubil, and Van E

A POSITA would not have combined Dubil with Van
Ee (POR at 24)

It is unrebutted that a POSITA would not have combined Dubil and Van Ee (PO Sur-

reply at 5):

-~

information to the set-top box to request a codeset. EX1006 (Dubil) at 5:6-13

168.

(“user requests via appliance 106 a code set from server 102 . .. by having the user
fill out an electronic template at the service’s website™)). But Van Ee teaches the
exact opposite. EX1013 (Van Ee) at 5:66-6:8; 7:38-42. A POSITA would thus
recognize that while Van Ee teaches a remote control that transmits to a STB,
Dubil teaches a remote control that does not transmit to the STB. A POSITA

would not have been motivated to combine references with these opposing

ijsclusurcs.

(EX2003 (Sprenger Decl.) at 919 168-170)

UNIVERSAL
ELECTRONICS

First, Dubil teaches that the remote control does not transmit \

/

169. Second, Van Ee teaches to interleave the control codes with identifier \
codes because the STB cannot receive the frequency ranges of the control codes.
EX1013 (Van Ee¢) at 2:27-41. However, Dubil teaches away from the STB
receiving any such transmissions from the remote control because the STB has
already transmitted the entire codeset to the remote. EX 1006 (Dubil) at 5:6-26.
Thus, the STB in Dubil has no need to recerve transmissions from the remote
control.

170. Third, Van Ee teaches that the STB eavesdrops on the remote control
transmissions in order to receive the identifier codes. EX1013 (Van Ee) at 2:14-

15; 2:27-41. However, Dubil teaches away from any such eavesdropping on the
remote control because the STB has already transmitted the entire codeset to the
remote control and therefore has no need to eavesdrop on any transmissions from

the remote control. EX1006 (Dubil) at 5:6-26.
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Ground 1: Mishra, Dubil, and Van E

Mishra, Dubil, + Van Ee fail to disclose claim 2 (POR
at 24-31)

Petition admits that the STB must identify the codeset, but Van Ee does not disclose
this (Pet. at 24-31):

MM%W

2. A method comprising: /

(a) receiving a keystroke indicator signal from a remote
control device, wherein the keystroke indicator signal when a user stops pressing a key,” contrary to what the Petition asserts. Petition at
indicates a key on said remote control device that a user
has selected:

(b) generating a key code within a key code generator
device using the keystroke indicator signal, wherein said
key code is part of a codeset that controls an electronic belong 1o and transmits the set.” EX1013 (Van Ee) at 6:67-7:2, 7:66-8:2, 3:39-
consumer device:

(c) modulating said key code onto a carrier signal. thereby
gcncmling_ a kc_\". code signal; _ ) _ identifiag ths codessl.

(d) transmitting said key code signal from said key code 4
generator device: and (EX2003 (Sprenger Decl.) at 9 231)
(e) identifying said codeset using input from a user of said
remote control device, wherein said codeset is identified
when said user stops pressing a key on said remote

control device.

Mw
(EX1001 (389 Patent) at cl. 2)

UNIVERSAL 141
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231. Additionally, Van Ee fails to teach “an STB identifying a codeset

22; EX1003 (Russ Decl.) at 4 130. That 1s because in Van Ee. the *[r]emote server

118 uses the associated control code to determine o which set of control codes 1t

3:48). Accordingly, it is the remote server, and not the set-top box, in Van Ee that
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Ground 1: Mishra, Dubil, and Van E

Mishra, Dubil, + Van Ee fail to disclose claim 2 (POR
at 24-31)

'mw stops intermittently pressing the button on
user-interface 108, interleaver/identifier circuit 120 samples
the last identifier code picked up by IR receiver 122, i.e., the
identifier code associated with the control code which
caused the apparatus 1o respond, and converts the sampled
signal into a digital word of, ¢.g., a compressed data format.
The compressed data format is then matched with a com-
pressed data format of an identifier code stored within
memory 112 to identify the identifier code that caused the
apparatus to respond.

Programming means 110 then correlates the matched
compressed data format of the last identifier code received
with its associated control code stored in the database. The
associated control code is then transmitted to remote server
118 via Internet 116. Remote server 118 uses the associated
control code to determine to which set of control codes 1t
belongs to and transmits the set to programming means 110.

M w
(EX1013 (Van Ee) at 6:53-7:2)
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Ground 1: Mishra, Dubil, and Van E

REDEFINING CONTROL

Mishra, Dubil, + Van Ee fail to disclose claim 3 (POR
at 31-32)

3. The method of claim 2, wherein said user is prompted by
autoscan functionality to press said key on said remote con-

trol device.

(Ex1001 (389 Patent) at cl. 3)

Claim 3 requires (1) prompted and (2) by autoscan functionality (POR at 31-32):

An alternative embodiment uses an “autoscan functionality™ in which
the user is “prompted by successive screens on display 15 to push the power-
on key of remote control device 11 multiple times.™ /d. at 8:1-7. As the
uscr repeatedly presses the power-on key, “key code generator device 12 in

turn generates key codes using different codesets until the electronic

consumer device performs a desired function,” such as tuming on. /d. at

N

(Paper 12 (Decision) at 4)
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Mishra, Dubil, + Van Ee fail to disclose claim 3 (POR
at 31-32)

(1) Both experts testified Van Ee does not disclose any instructions to.the user (POR
at 31): Mﬂfh an itself nev actually discloses

// 242. Rather. in Van Ec, the user simply keeps pressing the button until \ 18 A & disciosss & oraphical uset Sntacface and
hesshe recognizes the apphance responding. EX1013 (Van Ee) at 6:50-52; Petition = iR POLH mac
al 24 (“the user presses a button, determines that the apparatus does not respond i ; E_ ) H' o : ) ’ i i
properly, and then presses the button again™); EX1003 at 4 138. In Van Ee, “the 22 | again, I think it's disclosed to a person of
user determines whether the apparatus to be controlled responded to the o
transmitted control code™ and “[1]f no, the process™ repeats. EX1013 (Van Ee) at ) i } : -~ i .:: i
7:56-59. Thus, in Van Ee. 11s the absence of any response that causes the user to 3 % a screen or anything that =ells the user that;
keep pressing the button. The absence of a response is not a prompt. In fact, that F "

| gap b E 4
is the opposite of a prompt. // ) et e e s
(EX2003 (Sprenger Decl.) at 9 242) : A - e -
] pr til somethin 3

(EX2009 (Russ Depo. Tr. June 18, 2020) at 88:16-89:12)
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Ground 1: Mishra, Dubil, and Van E

REDEFINING CONTROL

Mishra, Dubil, + Van Ee fail to disclose claim 3 (POR
at 31-32)

/ 139. Additionally, Van Ee describes a “touch screen™ graphical user ) An alternative embodiment uses an “autoscan functionality™ in which\
2 c ., . the user is “prompted by successive screens on display 15 to push the power-

interface that displays “soft keys™ corresponding to control codes that a user may p p £ piay P P
B on key of remote control device 11 multiple times.” /d. at 8:1-7. As the
press. Id., 5:39-40, 6:41-52, 7:25-35. A POSA would have understood that the ‘
user repeatedly presses the power-on key, “key code gencerator device 12 in

display of soft key buttons as displayed on the touch screen Ul would also prompt y . i . §
turn generates key codes using different codesets until the electronic

the user to press a button during the autoscan process. As the Ul displays the keys consumer device performs a desired function,” such as tuming on. /d. at

during the autoscan process, a user would have been prompted to select the key

(Paper 12 (Decision) at 4)

and select the key repeatedly until completing the process as described in claim

\clcmcnt [2.5]). )

(EX1040 (Russ Suppl. Decl.) at 9 49)
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Mishra, Dubil, + Van Ee fail to disclose claim 3 (POR
at 31-32)

(2) Both experts testified Van Ee does not disclose generating a key code for each
button press (POR at 32):

244. But Van Ee does not teach generating a key code for each key prc.\s\ 8 In the implementation of Van Es,
b

Van Ee teaches that “the STB downloads in this test phase a specific code . . . from E decidad

every code set, to the programmable remote™ and then merely “cavesdrop(s] on the

remote control communication during the testing phase.” EX1013 (Van Ee) at 2:3- RONEEOS EERD SRARCNR . EASR ARG RS B= 8
5 B " _ , decision that was mad becaus £ thi r
15. Thus, Van Ee does not communicate a keystroke indicator signal to the key
. . bul nding 2ll the codeszs down and then trying aone
code generator device and generate a key code for each button press. Instead, Van
1 AT a4 tam ¥ ne emote, =he naq t interlesa ties
Ee sends all of the key codes at one time and then only passively observes until the
codeszet identifier sco that the set top c d keep

process is complete. I understand that Dr. Russ agreed with this distinction.

EX2009 (Russ Depo. Tr. June 18, 2020) at 18:2-19:7, 20:22-21:22, 22:4-23:12, W

68:2-16, 71:6-72:17, 139:3-9). Therefore, Van Ee does not teach the claimed / (EX2009 (RUSS Depo. Tr. June 18, 2020) at 86:8-16)

(EX2003 (Sprenger Decl.) at 9] 242)

~autoscan functionality.
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* Introduction to Mui Patents

* Background: Petition and Institution

* Claim constructions

 Ground 1: Mishra, Dubil, and Van Ee

e Ground 2: Mishra and Dubil

 Ground 3: Mishra, Dubil, and Lambrechts
 Ground 4: Caris, Skerlos, and Van Ee

* Ground 5: Caris and Skerlos

 Ground 6: Caris, Skerlos, and Lambrechts
 @Ground 7: Caris, Skerlos, and Yazolino
 Ground 8: Caris, Skerlos, Yazolino and Lambrechts
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Ground 2: Mishra and Dubil (4, 7-15), ~

REDEFINING CONTROL

Mishra + Dubil fail to disclose claim 4 (POR at 32-
34)

4. A remote control device comprising: 6.dThe f;nethod of }:lal(;n 1‘1“ he@m s;nc}i\ Lame; 51g{1al 1;; in
. . - . . . 7 LW S cev 2§10 S
a receiver that receives a first key code signal, wherein said a radio lrequency band, wherein sad key code sighal 18
S Yy e 3 . ] received by said remote control device. and wherein said
first key code signal is generated by modulating a key 1 :
2 . i i S0 method further comprises:
code onto a first carrier signal, said first carrier signal

falling within a radio frequency band: (e) modulating sui‘d key code onto a secopd carrit_er signal,
5 ¥ : thereby generating a second key code signal, said modu-
lating being performed on said remote control device
wherein said second carrier signal is in an infrared fre-
quency band; and
(f) transmitting said second key code signal from said
remote control device to an electronic consumer device.

a transmitter that transmits a second key code signal,
wherein said second key code signal is generated by
modulating said key code onto a second carrier signal,
said second carrier signal falling within an infrared fre-
quency band; and

a keypad that includes a key that corresponds to said key
code, wherein said key code corresponds to a function of e T T e e
an electronic consumer device. and wherein said remote (642 Patent at Cl. 6)
control device is contained within a single structure.

SN e e VI

(EX1001 (389 Patent) at Cl. 4)
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Ground 2: Mishra and Dubil (4, 7-15), ~

REDEFINING CONTROL

Mishra + Dubil fail to disclose dependent claims 7-11
(POR at 34-38)

7. The remote control device of claim 4, wherein said key 10. The remote control device of claim 4, further compris-
code is part of a codeset, and wherein said codeset is not ing:
stored on said remote control device. a microcontroller that determines that a user of said remote
8. The remote control device of claim 4. wherein said control device has selected said key and that modulates
modulating to generate said first key code signal is performed said key code onto said second carrier signal.
according to a first codeset. and wherein said remote control
device stores no codeset other than said first codeset. 11. The remote control device of claim 4, wherein said
9. The remote control device of claim 4, wherein said key modulating said key code onto said first carrier signal is
code is part of a codeset that includes a plurality of key codes, performed _b}': an el‘cctr oniu_‘. consumer dc\'ic_c ‘3k9“.“'°m‘ the
wherein each one of said plurality of key codes corresponds to group consisting ol:a television, astereo radio, a digital video
a different function of the electronic consumer device, and disk player. a video cassette recorder. a personal computer. a
wherein no more than a single one of said plurality of key set-top cable television box and a set-top satellite box.
codes is present on said remote control device at any given e T T et et
time.

SR e DU

(EX1001 (389 Patent) at Cl. 7-11)
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Ground 2: Mishra and Dubil (4, 7-15); 2 %%~

REDEFINING CONTROL

Mishra + Dubil fail to disclose dependent claim 10
(POR at 37-38)

10. The remote control device of claim 4. further compris-
ing:
a microcontroller that determines that a user of said remote
control device has selected said key and that modulates
said key code onto said second carrier signal.

shows that microcontroller 26 is connected to “IR transmitter 35.” Id., §22. A
POSA would have understood that Mishra’s controller 26 controls the properties of
the signal generated by the IR transmitter by using a modulation scheme as

disclosed by Dubil. EX1003, 9157-58. Accordingly, Mishra (in view of Dubil)

teaches this claim element. /d. /

(Pet. at 36)
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Ground 2: Mishra and Dubil (4, 7-15), ~ e

REDEFINING CONTROL

Mishra + Dubil fail to disclose dependent claim 10
(POR at 37-38)

Dubil teaches modulating with a “driver” not the microcontroller (POR at 38):

102
~ o Db Remote
294. Additionally, as discussed previously in Section IX.B.2.c, Mishra >
18 1o
does not teach that its microcontroller performs modulating onto a carrier signal, so !y =+
120
the Petition must combine Mishra with Dubil. Petition at 35-36; EX1003 (Russ | ‘—4 gl ]l'

104 =] 122
Intemet
ik oo w . . Pr 4
Decl.) at § 158. However, the Petition yet again ignores critical contrary teachings 4‘

in Dubil. Dubil teaches a processor that is separate from a driver, and that the

driver (not the processor) “control[s] transmitter 112 for sending the IR or RF Tos > :
[ XML 2ppication Ve o orver
\_code.” EX1006 (Dubil) at 5:20-26. 2 124
h R 18
1z transmitter
(EX2003 (Sprenger Decl.) at 9] 294) i

(EX1006 (Dubil) at Fig. 1)
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Ground 2: Mishra and Dubil (4, 7-15)@%%‘/

REDEFINING CONTROL

Mishra + Dubil fail to disclose dependent claim 10
(POR at 37-38)

Dubil teaches modulating with a “driver” not the microcontroller (POR at 38):

MWWWW ) -
10 0 Would you agree that LTNEITCHNEEEREES 62.  Similar to the other arguments presented by UEI, UEI again appears
11 | driver 124 at least is necessary to translate the to argue that Mishra would not incorporate physical components from Dubil. POR,
12 modulated IR and RF signals? 37-38. UEI, however, mischaracterizes the combination presented in the petition
13 MR. KENTON: Objection. Form. and in my previous declaration. In particular, the combination relies on Mishra’s
14 | BY THE WITNESS: microcontroller 26 in combination with Dubil’s modulation techniques and
15 A It seems like it's the preferred embodiment . .

N A L scehs Like dLis BLete s MRGAMTEs parameters to teach claim 10. Pet., 35-36; EX1003, 99157-58; see also Sections
16 of Dubil. I was not relying on that aspect of Dubil ; : -

IILLA.1, III.A.3. UEI does not address this specific combination.
17 for my obviousness combination. /

e T T e (EX1040 (Russ Suppl. Decl.) at 9 62)

(EX2008 (Russ Depo. Tr. June 17, 2020) at 145:10-17)
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Ground 2: Mishra and Dubil (4, 7-15); = 7=~

REDEFINING CONTROL

Mishra + Dubil fail to disclose claim 12 (POR at 39-
40)

AN
W‘MN\AA"W
WVWMWW Next (step 105), remote control device 11 receives first key
12. A remote control device, comprising: = ST N RN
a keypad: code mgna_l 19 and l‘elff)" s the l_\L)- cogi:. cnm.mumcalnd by first
an RF receiver: key code signal 19 to VCR 13 in the form of a second key code
an IR transmitter: and signal 22. Remote control device 11 is a slave to key code
means for receiving a key code from said RF receiver and generator device 12. Remote control device 11 relays the key
for sending said key code to said IR transmitter such that code by receiving first key code signal 19 in RF form and
said key code is modulated onto an IR carrier signal, said translating the communicated key code so that the key code is
IR carrier signal with said key code modulated thereon modulated onto a second carrier signal resulting in second
being transmitted from said remote control device by key code signal 22. In this example. the second carrier signal
said IR transmitter, wherein said remote control device is an infrared signal with a frequency in the range between
is contained within a single structure. three hundred gigahertz and three hundred terahertz. Second
W

key code signal 22 is transmitted by an IR transmitter 23 on .
(EX1001 (389 Patent) at Cl. 12) remote control device 11 to VCR 13. In the embodiment of
FIG. 5, key code signal 19 1s converted into key code signal 22
by forming the bursts of the intermediary signal using the
second carrier signal with an infrared frequency in the place

in detail at 5:49-6:4 (EX2003 at 9 142). Therefore, UEI proposes that the proper

corresponding structure is “*a microcontroller that performs the algorithms of the -lll‘Sl SRS Slgﬂ«’ll with ﬂ radio trclql!ency. For bOl].'l I\L*)
code signal 19 and key Code signal 22. digital ones and digital
described in Step 105 of Fig. 2, as further explained in detail at 5:49-6:4, and zeros are modulated using the same timing for “mark/space™

pairs. The waveform diagram of key code signal 22 appears

equivalents thereof. the same as the waveform diagram shown in FIG. 5 for key

(POR at 16) code signal 19: only the frequency of the carrier signal that
forms the bursts is different.
(EX1007 (389 49-6!
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Ground 2: Mishra and Dubil (4, 7-15);@?%/%/

REDEFINING CONTROL

Mishra + Dubil fail to disclose claim 12 (POR at 39-
40)

PO proposed structure Petitioner’s proposed structure

“a microcontroller that performs the | “a microcontroller that performs the
algorithms described in Step 105 of algorithm of receiving a key code

Fig. 2, as further explained in detail from an RF receiver that has received
at 5:49-6:4, and equivalents thereof.” | a first key code signal and translating
the key code so that the key code is
(POR at 16) modulated onto an infrared carrier
signal resulting in a second key code
signal.”

(Pet. Reply at 8)
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Ground 2: Mishra and Dubil (4, 7-15); 2 %%~

REDEFINING CONTROL

Mishra + Dubil fail to disclose dependent claims 13-
15 (POR at 40-41)

M\/—M,MWWM_W%MN

13. The remote control device of claim 12, wherein said
key code is not stored on said remote control device imme-
diately prior to said means receiving the key code.

14. The remote control device of claim 12, wherein said
key code is part of a codeset. and wherein said codeset is not
stored on said remote control device.

15. The remote control device of claim 12, wherein said
means 1s a microcontroller.

wﬂf‘mﬂw
(EX1001 (389 Patent) at Cl. 13-15)
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Ground 2: Mishra and Dubil (4, 7-15)@%%‘/

REDEFINING CONTROL

//

Mishra + Dubil fail to disclose dependent claim 13
(POR at 40)

Petitioner has consistently failed to address the actual limitations of claim 13 (POR

at 40, PO Sur-reply at 18-19):

/ H. Claim 13: “The remote control device of claim 12, wherein said
key code is not stored on said remote control device

immediately prior to said means receiving the key code.”

Mishra describes key codes that are stored in its STB and not sent to its
remote until a button is pressed on the remote and the corresponding key code is
transmitted from the STB to the remote. EX 1005, 420, 21, 37. In view of this
description, a POSA would have understood that Mishra discloses the key code not

being stored on the RCU immediately prior to the RCU receiving the key code.

\EX1003, q165.

(Pet. at 40)

UNIVERSAL
ELECTRONICS

304. The “said means™ of the claim is a microcontroller (whether or not an
additional algorithm is also required). The “said means” is not the entire remote
control device. Therefore, this claim refers to not storing the key code on the

remote control device before the microcontroller receives the key code.

(EX2003 (Sprenger Decl.) at 9 304)
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Ground 2: Mishra and Dubil (4, 7-15)@%%‘/

REDEFINING CONTROL

Mishra + Dubil fail to disclose dependent claim 13
(POR at 40)

Petitioner has consistently failed to address the actual limitations of claim 13 (POR
at 40, PO Sur-reply at 18-19):

/ H. Claim 13: “The remote control device of claim 12, wherein said \ UEI also argues that Mishra does not teach claim 13, but again fails to note
key code is not stored on said remote control device
immediately prior to said means receiving the key code.” that Mishra describes key codes that are stored in its STB and not sent to its remote
Mishra describes key codes that are stored in its STB and not sent to its until a button is pressed on the remote and the corresponding key code is
remote until a button is pressed on the remote and the corresponding key code is transmitted from the STB to the remote. EX1005, 9920, 21, 37. Thus, Mishra’s
transmitted from the STB to the remote. EX1005, 920, 21, 37. In view of this RCU and its corresponding microcontroller do not store the key code prior to
description, a POSA would have understood that Mishra discloses the key code not \Teceiving it. Pet., 40. A
being stored on the RCU immediately prior to the RCU receiving the key code. (Pet- Reply at 21)

EX1003, §165.

(Pet. at 40)
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REDEFINING CONTROL

* Introduction to Mui Patents

* Background: Petition and Institution

* Claim constructions

 Ground 1: Mishra, Dubil, and Van Ee

* Ground 2: Mishra and Dubil

 Ground 3: Mishra, Dubil, and Lambrechts
 Ground 4: Caris, Skerlos, and Van Ee

* Ground 5: Caris and Skerlos

 Ground 6: Caris, Skerlos, and Lambrechts
 @Ground 7: Caris, Skerlos, and Yazolino
 Ground 8: Caris, Skerlos, Yazolino and Lambrechts
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Ground 3: Mishra, Dubil, and Lambr

REDEFINING CONTROL

Lambrechts:

WWMWW

sal remote control. IR codes for a specific appliance are
entered into a universal remote control by placing the
universal remote control and the remote control of the
appliance face to face. Generally, the universal remote
control must be set 1o a learning mode and repetitively a key
of the universal remote control is selected and a correspond-
ing key of the other remote control is pressed, causing a
command code to be transmitted to the universal remote
control and associated with the selected key. A disadvantage
of this method is that the remote control of the appliance has
to be present and operational. This is often not the case, ¢.g. 4
if a uscr lost its old universal remote control and now wants
to put a new one into use, the remote controls of the various
elppliuucc.\ may nol be present anymore or their batteries FIG. 1
may be empty.

0 oooo

poooooo
0 oogo
T A

(EX1011 (Lambrechts) at Fig. 1)
(EX1011 (Lambrechts) at 1:44-58)
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Ground 3: Mishra, Dubil, and Lambrecht;ﬁ%é‘/

REDEFINING CONTROL

A POSITA would not have combined Mishra with
Dubil and Lambrechts (POR at 42)

A POSITA would not have combined Mishra with Dubil

A POSITA would not have combined Mishra with Lambrechts

A POSITA would not have combined Dubil with Lambrechts
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