Case 2:16-cv-01313-JRG Document 13 Filed 01/10/17 Page 1 of 1 PagelD #: 147

AO 120 (Rev. 08/10)

TO: Mail Stop 8

P.O. Box 1450
Alexandria, VA 22313-1450

Director of the U.S. Patent and Trademark Office

REPORT ON THE
FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR
TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or [V Patents. ( [] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED
2:16-cv-1313 11/28/2016

U.S. DISTRICT COURT
Eastern District of Texas, Marshall Division

PLAINTIFF

UNILOC USA, INC., and
UNILOC LUXEMBOURG, S.A.

DEFENDANT
HEYWIRE, INC.

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK

HOLDER OF PATENT OR TRADEMARK

—_

7,535,890 5/19/2009

UNILOC LUXEMBOURG, S.A.

8,199,747 6/12/2012

3]

UNILOC LUXEMBOURG, S.A.

8, 724,622 5/13/2014

w

UNILOC LUXEMBOURG, S.A.

4 8,995,433 3/31/2015

UNILOC LUXEMBOURG, S.A.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

0 Amendment

] Answer [ Cross Bill (] Other Pleading

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK

HOLDER OF PATENT OR TRADEMARK

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/TUDGEMENT
ORDERS that Plaintiff Uniloc’s action

against Defendant HeyWire, Inc. be and hereby is dismissed with prejudice

CLERK

T A, O st

(BY) DEPUTY CLERK
ch

DATE

1/10/17

(Duplicate first page for exhibit labeling, per 37 C.F.R. § 42.63(d)(2)(ii).) | { MICROSOFT CORP.

EXHIBIT 1002

Page 1 of 784



CF
Text Box
MICROSOFT CORP.
EXHIBIT 1002

CF
Text Box
(Duplicate first page for exhibit labeling, per 37 C.F.R. § 42.63(d)(2)(ii).)



Case 2:16-cv-01313-JRG Document 13 Filed 01/10/17 Page 1 of 1 PagelD #: 147

AO 120 (Rev. 08/10)

To. Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(] Trademarks or [V Patents. ( [] the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT

2:16-cv-1313 11/28/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT

UNILOC USA, INC., and HEYWIRE, INC.

UNILOC LUXEMBOURG, S.A.

TRigg/[}fR?(RN o %%TfRfDZﬁfgg HOLDER OF PATENT OR TRADEMARK
1 7,535,890 5/19/2009 UNILOC LUXEMBOURG, S.A.
2 8,199,747 6/12/2012 UNILOC LUXEMBOURG, S.A.
3 8,724,622 5/13/2014 UNILOC LUXEMBOURG, S.A.
4 8,995,433 3/31/2015 UNILOC LUXEMBOURG, S.A.
5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
[] Amendment [ Answer (] CrossBill [ Other Pleading

TRAB A o, D HOLDER OF PATENT OR TRADEMARK
1
2
3
4
5

Tn the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

ORDERS that Plaintiff Uniloc’s action
against Defendant HeyWire, Inc. be and hereby is dismissed with prejudice

CLERK (BY) DEPUTY CLERK DATE

T A O Teela ch 1/10/17

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upeon termination of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy te Director Copy 4—Case file copy

Page 1 of 784



Trials@uspto.gov Paper 32
Tel: 571-272-7822 ~ >~~~ - Entered: January 31,2019
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

SAMSUNG ELECTRONICS AMERICA, INC.,
Petitioner,

V.

UNILOC2017LLC,
Patent Owner.

Cases IPR2017-01797 and IPR2017-01798
Patent 8,724,622 B2

Before JENNIFER S. BISK, MIRIAM L. QUINN, and
CHARLES J. BOUDREAU, Administrative Patent Judges.

BOUDREAU, Administrative Patent Judge.

FINAL WRITTEN DECISION
'35U.S.C. §318(a)
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IPR2017-01797 and IPR2017-01798
Patent 8,724,622 B2

L INTRODUCTION

Samsung Electronics America, Inc. (“Petitioner”) filed a Petition in
each of the captioned proceedings on July 20, 2017, collectively requesting
inter partes review of claims 3, 4, 6-8, 10-19, 21-35, 38, and 39 of
U.S. Patent No. 8,724,622 B2 (“the *622 patent™). IPR2017-01797,Paper 1
(1797 Petition” or “1797 Pet.”); IPR2017-01798 (*“1798 Petition” or
“1798 Pet.”). Each proceeding challenges a different set of claims, as

follows:

Proceeding Challenged Claim Set of the *622 Patent

IPR2017-01797 |3, 4,6-8,10-13, 18,21-23,27, 32, 34,
35, 38, and 39

IPR2017-01798 | 14-17,19,24-26,28-31, and 33

See 1797 Pet. 1; 1798 Pet. 1. Patent Owner! filed a Preliminary Response to
each Petition. IPR2017-01797,Paper6; IPR2017-01798,Paper 6. We
instituted.inter partes review pursuant to 35 U.S.C. §314 as to all
challenged claims. IPR2017-01797, Paper 8 (“1797 Dec. on Inst.”);
IPR2017-01798,Paper 8 (“1798 Dec. on Inst.”).

Subsequent to institution, Patent Owner filed a Patent Owner
Response in each case. IPR2017-01797, Paper 12 (1797 PO Resp.”);
IPR2017-01798,Paper 12 (“1798 PO Resp.”). Petitioner then filed Replies.
IPR2017-01797,Paper 17 (1797 Reply”); IPR2017-01798, Paper 17

' Uniloc Luxembourg S.A. was initially identified as the owner of the

'622 patent. See, e.g., IPR2017-01797, Paper 3, 1. In Updated Mandatory
Notices filed August 27,2018, Uniloc 2017 LLC is identified as the owner
of the 622 patent. IPR2017-01797,Paper 19; [PR2017-01798, Paper 19.

2
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IPR2017-01797 and IPR2017-01798

Patent 8,724,622 B2

(“1798 Reply”). Patent Owner also filed a Motion to Exclude as Paper21 in
each case (“Mot. Excl.””), and Petitioner filed an opposition as Paper 24
(“Opp’n”). Atranscript of the consolidated oral hearing held on October 30,
2018, has been entered into the record as Paper 31 in each case (“Tr.”).

We have jurisdiction under 35 U.S.C. § 6(c). This Final Written
Decision is entered pursuant to 35 U.S.C. § 318(a)and 37 C.F.R. § 42.73.
For the reasons discussed below, Petitioner has shown by a preponderance
of the evidence that claims 3, 4, 6-8, 10-19, 21-35, 38, and 39 of the

’622 patent are unpatentable.

II.  CONSOLIDATION OF PROCEEDINGS

The two captioned proceedings (IPR2017-01797 and IPR2017-01798)
involve the *622 patent. Although each proceeding challenges the
patentability of a different set of claims, there are disputed claim terms
across the challenged claims and the primary prior artis identical. For
instance, all the claims recite the term “instant voice message,” which we
construe below, and the “Griffin” and “Zydney” references (identified with
partiéularity below) are asserted as prior art in both proceedings.
Consolidation is appropriate where, as here, the Board can more efficiently
handle the common issues and evidence and also remain consistent across
proceedings. Under 35 U.S.C. § 315(d) the Director may determine the
manner in which these pending proceedings may proceed, including
“providing for stay, transfer, consolidation, or termination of any such
matter or proceeding.” See also 37 C.F.R. §42.4(a) (“The Board institutes
the trial on behalf of the Director. ). There is no specific Board Rule that
governs consolidation of cases. But37 C.F.R. § 42.5(a) allows the Board to
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IPR2017-01797 and IPR2017-01798
Patent 8,724,622 B2

determine a proper course of conduct in a proceeding for any situation not
specifically covered by the rules and to enter non-final orders to administer
the proceeding. Therefore, on behalf of the Director under § 315(d), and for
a more efficient administration of these proceedings, we consolidate
IPR2017-01797 and IPR2017-01798 for purposes of rendering this Final
Written Decision in which we construe the term “instant voice message” and
determine whether the asserted prior art teaches the properly construed

“instant voice message.”
III. BACKGROUND

A. Related Matters

The parties indicate that the 622 patent is involved in multiple district
court cases, including Uniloc USA, Inc. v. Samsung Electronics America,
Inc., Case No. 2:16-¢v-00641-JRG (E.D. Tex.). See, e.g., 1797 Pet. 1-3;
IPR2017-01797,Paper 19, 2.

The *622 patent also has been the subject of petitions for inter partes
review in Cases IPR2017-00223,IPR2017-00224,1PR2017-01804, and
IPR2017-01805 (filed by Apple Inc.), all of which were denied; Cases
[PR2017-01667 and IPR2017-01668 (filed by Facebook, Inc. and
WhatsApp Inc.), in which we instituted inter partes review on January 19,
2018; Cases IPR2017-02080and IPR2017-02081 (filed by Google, Inc.),
which we denied; Case IPR2017-02090 (filed by HuaweiDevice Co., Ltd.
and LG Electronics, Inc.), in which we granted a motion for the petitioners’
joinder with Case IPR2017-01667; and Cases IPR2018-00579 and
IPR2018-00580 (filed by Apple Inc.), in which we granted motions for the
petitioner’s joinder with Cases IPR2017-01667 and IPR2017-01668,

4
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IPR2017-01797 and IPR2017-01798

Patent 8,724,622 B2

respectively. We issued ?; consolidated Final Written Decision in Cases
IPR2017-01667 and IPR2017-01668 on January 16, (2019, finding
unpatentable claims 3, 6-8, 10-35, 38, and 39—but not claims 4 and 5—of
the '622 patent. IPR2017-01667, Paper 37, IPR2017-01668, Paper 35
(“1667/1668 FD”).

)

B. Overview of the 622 Patent
. The 622 patent, titled “System and Method for Instant VoIP

Messaging,” relates to Internet telephony, and more particularly, to instant
voice over IP (“VoIP”’) messaging over an IP network, such as the Internet.
Ex. 1001, [54], 1:18-22. The ’622 patent acknowledges that “[v]oice ~
messaging” and “instant text messaging”’ in both the VoIP and public
switched telephone network environments were previously known. Id.
at 2:22-46. Inprior art instant text messaging systems, accordingto the
’622 patent, a server would present a user of a client terminal with a “list of
persons who are currently ‘online’ and ready to receive text messages,” the
user would “select one or more” recipients and type the message, and the
server would immediately send the message to the respective client
terminals. /d. at 2:34-46. According to the ’622 patent, however, “there is
still a need in the art for . . . a system and method for providing instant VoIP
messaging over an IP network,” such as the Iﬁterﬁet. Id. at1:18-22,2:47—
59, 6:47-49. \

In one embodiment, the *622 patent discloses local instant voice
messaging (“IVM”) system 200, depicted in Figure 2 below. Ex. 1001,
6:22-24.
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IPR2017-01797 and IPR2017-01798
Patent 8,724,622 B2
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As illustrated n Figure 2, local packet-switched IP network 204,
which may be a local area network (“LAN"), “interconnects” [IVM
clients 206, 208 and legacy telephone 110 to local IVM server 202. Id.
at 6:50-7:2; see id. at 7:23-24,7:61-65. LocallVM server 202 enables
instant voice messaging functionality over network 204. Id. at 7:61-65.

In “record mode,” IVM client 208 “displays a list of one or more
IVM recipients,” provided and stored by local IVM server 202, and the
user selects recipients from the list. Ex. 1001, 7:57-59, 7:65-8:4. IVM
client 208 then transmits the selections to IVM server 202 and “records the
user’s speechmto . . . digitized audio file 210 (i.e., an instant voice

message).” Id. at8:4-11.
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When the recording is complete, IVM client 208 transmits audio
file 210 to local IVM server 202, which delivers the message to the selected
recipients via local IP network 204. Ex. 1001, 8:15-29. “[O]nly the
available IVM recipients, currently connected to . . . IVM server 202, will
receive the instant voice message.” Id. at 8:33-34. VM server 202
“temporarily saves the instant voice message” for any IVM client thatis “not
currently connected to . . . local IVM server 202 (i.e., is unavailable)” and
“delivers it .. . when the IVM client connectsto. . . local IVM server 202
(1.e.,1s available).” Id. at 8:34-39; see id. at 9:17-21. Uponreceiving the
instant voice message, the recipients can audibly play the message. Id.
at 8:29-32.

C. Hlustrative Claim

Of the challenged claims, claims 3, 24, 27, and 38 are independent.
Claims 3, 24, and 27 are illustrative of the challenged claims and are
reproduced below.

3. A system comprising;

a network interface connected to a packet-switched network;

a messaging system communicating with a plurality of mstant
voice message client systems via the network interface; and

a communication platform system maintaining connection
information for each of the plurality of instant voice
message client systems indicating whether there is a current
connection to each of the plurality of instant voice message
client systems,

wherein the messaging system receives an instant voice
message from one of the plurality of instant voice message
client systems, and

wherein the instant voice message includes an object field
including a digitized audio file.
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IPR2017-01797 and IPR2017-01798
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24. A system comprising;

a network interface connected to a packet-switched network;

a messaging system communicating with a plurality of instant
voice message client systems via the network interface; and

a communication platform system maintaining connection
information for each of the plurality of instant voice
message client systems indicating whether there is a current
connection to each of the plurality of instant voice message
client systems, '

wherein the messaging system receives connection object
messages from the plurality of instant voice message client
systems, wherein each of the connection object messages
includes data representing a state of a logical connection
with a given one of the plurality of instant voice message
client systems.

27. A system comprising:

a client device;

a network interface coupled to the client device and connecting
the client device to a packet-switched network; and

an instant voice messaging application installed on the client
device, wherein the instant voice messaging application
includes a client platform system for generating an instant
voice message and a messaging system for transmitting the
instant voice message over the packet-switched network via
the network interface,

wherein the instant voice messaging application includes a
document handler system for attaching one or more files to
the instant voice message.

Ex. 1001, 24:12-27, 25:59-26:8, 26:17-30.

D. Evidence of Record

The Petitions rely on the following asserted prior art references:

a) Griffin:U.S. PatentNo. 8,150,922 B2, issued Apr. 3, 2012 (filed in
bothIPR2017-01797 and IPR2017-01798 as Ex. 1005);
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[PR2017-01797 and IPR2017-01798
Patent 8,724,622 B2

b) Zydney: PCT App. Pub. No. WO 01/11824 A2, published Feb. 15,
2001 (filed in bothIPR2017-01797 and IPR2017-01798 as
Ex. 1006);

| ¢) Aravamudan: U.S. Patent No. 6,301,609 B1, issued Oct. 9, 2001
(filed in IPR2017-01797 as Ex. 1009);

d) Vuori: U.S. Patent App. Pub. No. 2002/0146097 A1, published
Oct. 10,2002 (filed in IPR2017-01797 as Ex. 1015);

e) Clark: U.S. Patent No. 6,725,228 Bl‘, 1ssued Apr. 20,2004
(filed in IPR2017-01798 as Ex. 1007);

f) Vidndnen: PCT App. Pub. No. WO 02/17650 Al, published
Feb. 28,2002 (filed in bothIPR2017-01797 and IPR2017-01798
as Ex. 1008); and

g) Low: U.S. Patent App. Pub. No. 2003/0018726 Al, published
Jan. 23,2003 (filed in [IPR2017-01798 as Ex. 1010).

Petitioner supports its contentions with the Declaration of
Dr. Zygmunt J. Haas, filed as Exhibit 1002 in both proceedings (“Haas
Decl.”), and Patent Owner cites Declarations of William C. Easttom II, each
filed as Exhibit 2001 in the respective proceedings (“1797 Easttom Decl.”
and “1798 Easttom Decl.,” respectively). Mr. Easttom also has been the
S{lbj ect of cross-examination, and a transcript of his deposition addressing

the *622 patent is filed in the record of each proceeding as Exhibit 1040.

E. Asserted Grounds of Unpatentability

We instituted inter partes review on the folléwing grounds of
. unpatentability under 35 U.S.C. § 103.2 1797 Dec. on Inst. 34-35; 1798
Dec. on Inst. 42.

2 The Leahy-Smith America Invents Act (“AIA”), Pub. L. No. 112-29,
125 Stat. 284, 287-88(2011), revised 35 U.S.C. § 103, effective March 16,
2013. Because the patent application resulting in the *622 patent was filed

9
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IPR2017-01797 and IPR2017-01798
Patent 8,724,622 B2

Challenged Claim(s) References
LT D ot s 7y
11 Griffin, Zydney, and Vuori
12 Griffin, Zydney, and Aravamudan
14-17 and 28-31 Griffin, Zydney, and Clark
19 and 33 Griffin, Zydney, and Vd4nénen
24-26 Griffin, Zydney, and Low

IV. ANALYSIS

A. Claim Construction

In an inter partes review, claim terms in an unexpired patent are given
their broadest reasonable construction in light of the specification of the
patent in which they appear. 37 C.F.R. §42.100(b) (2017);* Cuozzo Speed
Techs., LLCv. Lee, 136 S. Ct. 2131, 214446 (2016) (upholding the use of

the broadest reasonable interpretation standard as the claim interpretation

before the effective date of the relevant section of the AIA, we refer to the
pre-AlA version of § 103 throughout this decision.

3 A recent amendment to this rule does not apply here because the Petition
was filed before November 13, 2018. See Changes to the Claim
Construction Standard for Interpreting Claims in Trial Proceedings Before
the Patent Trialand Appeal Board, 83 Fed. Reg. 51,340 (Oct. 11,2018)
(to be codified at 37 C.F.R. pt. 42).

10
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standard to be applied in an inter partes review proceeding). Under the
broadest reasonable interpretation standard, claim terms generally are given
their ordinary and customary meaning, as would be understood by one of
ordinary skill in the art in the context of the entire disclosure. See In re
Translogic Tech., Inc.,504 F.3d 1249, 1257 (Fed. Cir. 2007). We note that
only those claim terms that are in controversy need to be construed, and only
to the extent necessary to resolve the controversy. Sée Nidec Motor Corp. v.
Zhongshan Broad Ocean Motor Co., 868 F.3d 1013, 1017 (Fed. Cir. 2017);
Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc.,200F.3d 795, 803 (Fed. Cir.
1999).

In the Petitions, Petitioner argued that the Board need not construe the
challenged claims for resolution of the controversy in these'p'roceedings and
that the challenged claims should be given their plain and ordinary meaning
under the broadest reasonable interpretation standard. 1797 Pét. 8-9;17 98
Pet. 13. Neither party proposed a construction for any claim term in its
pre-institution briefing, and we agreed with Petitioner that no terms required
express construction for purposes of institution. 1797 Dec. on Inst. 7;

1798 Dec. on Inst. 8. Inits Reply briefs, Petitioner contends that Patent
Owner offers irﬁplied cohstructions of the terms “instant voice message” and
“network interface.” 1797 Reply 1-8; 1798 Reply 1-7. We address each of

these terms in turn.
1. Instant Voice Message

Independent challenged claims 3, 27, and 38 recite the term “instant
voice message.” Inparticular, claim 3 recites a messaging system that
“receives an instant voice message” from one of a plurality of instant voice

message client systems, “wherein the instant voice message includes an

11
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object field including a digitized audio file.” Claims 27 and 38 recite a
client platform system for “generating an instant voice message and a
messaging system for transmitting the instant voice message.” Claim 27
further requires an “instant voice messaging application” that “includes a
document handler system for attaching one or more files to the instant voice
message.” Certain of the challenged dependent claims recite additional
limitations concerning, for example, additional fields included in the instant
voice message (claims 4, 6-8), storage, deletion, or retrieval of instant voice
messages (claims 10, 14, 17, 28, 31), the generation of the instant voice
messages (claims 13, 18, 32), encryption/decryption of nstant voice
messages (claims 19, 33), compression/decompression of instant voice
messages (claim 34), effects indicating receipt of instant voice messages
(claim 23, 35), and display of instant voice messages (claim 30).

As mentioned above, our Decision on Institution did not provide a
construction for “instant voice méssage.” Since our institution
determination, however, we had occasion to revisit the claim term “instant
voice message” in the present proceedings, as well as in related proceedings,
such as IPR2017-01667 and IPR201 7—0 1668, which, as noted above, also
concern claims of the ’622 patent. Inthe Patent Owner Responses in the
present proceedings, Patent Owner raises two implied disputes concerning
the term “instant voice message.” First, Patent Owner appears to argue that
the “instant voice message” must itself be an audio file. In particular,
relying on testimony of Mr. Easttom that “the ‘instant voice message’ is
recorded in [an] audio file” (1797 Easttom Decl. § 51), Patent Owner argues
that disclosure in the asserted prior art of “[i]ncluding attachments (in

addition to a voice message) in a voice container . . . does not disclose or

12
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suggest ‘attaching one or more files to the instant voice message’ itself.”
1797 PO Resp. 21 (citing 1797 Easttom Decl. §{ 50-58). Second, Patent
Owner contends that “[i]nstant (or real-time) communication requires both
mstant (or real-time) transmission and instant (or real-time) receipt.” Id.
at 25. Patent Owner challenges Petitioner’s assertion that a voice message is
“instant” because it is a voice message transmitted in real time to an
available recipient. Id. at 24-25 (citing 1797 Pet. 20-21).

Regarding Patent Owner’s first argument, Petitioner responds that
“the only reasonable reading of the disclosure of the *622 patent is that the
term [Instant voice message] refers to both the message object itself and the
digitized speech (i.e., audio file) contained within the message object.” 1797
Reply 2. Petitioner points out that the challenged claims themselves recite
various data fields included within the claimed instant voice message,
including “an object field including a digitized audio file” in claim 3
(Ex. 1001, 24:26-27), an “action field” in claim 4, a “source field” in claim
7, and a “destination field” in claim 8. Id. Additionally, Petitioner argues,
claim 18 requires “creating an audio file for the instant voice message.” Id.
Based on this claim language, Petitioner contends, “[Patent Owner’s]
interpretation that the audio file is the claimed [instant voice message]
makes no sense.” Id. Instead, Petitioner asserts, the claimed instant voice
message is a message containing audio and other data, corresponding to the
description in the specification of “a ‘message object’. .. as a message that
‘comptises an action field, an ID field, a source field, a destination tield, and
an object field.”” Id. (quoting Ex. 1001, 14:6-7) (citing Ex. 1001, 14:7-10,
14:19-21, 14:36-40). Petitioner points out that the object field itself is

described in the specification as “a block of data being carried by the

13
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message object, which may be, for example, a digitized instant voice
message,” establishing that the instant voice message is not the audio file or
contained within the audio file but is instead a message object that includes
an audio file containing the digitized instant voice message, among other
data. Id. at 2-3 (quoting Ex. 1001, 14:7-10). Thus, Petitioner proposes,
“instant voice message” should be construed as “a message containing

~ digitized speech (thatis capable of being transmitted in real time to a
recipient device).” Id. at 3.

Having considered the parties’ respective arguments, we conclude that
“instant voice message” is properly construed as “data content including a
representation of an audio message,” which is the construction that we
previously adopted in our consolidated Final Written Decision in
IPR2017-01667 and IPR2017-01668. 1667/1668 FD 19. Inthose cases, we
explained that we were persuaded that the specification of the *622 patent
describes the “instant voice message” as content in three different
embodiments, specifically:

First, in the “record mode” embodiment, by describing the
“Instant voice message” as an audio file (Ex 1001, 8:7-11, 8:26—
27, 9:64-65, 10:38-39, 10:45-46, 12:40-41, 16:22, 17:23-24,
18:6-7, 18:58, 18:64-65, 19:46—47, 19:53), the ’622 patent
specification focuses on the digitized audio file itself being the
“instant voice message.” ... The digitized audio file is the user’s
speech that the client records. See [id. at] 8:8—-11. Second, in
the “intercom mode,” the specification describes buffering
“successive portions of the instant voice message,” referring
thusly to portions of the user’s speech that are written to a butter.
Id. at 11:35-44. Again, the “instant voice message” includes the
digitized audio. In a third embodiment, the specification
describes a “message object” with an object field in this manner:
“The content of the object field is a block of data being carried
by the message object, which may be, for example, a digitized

14
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instant voice message.” Id. at 14:37-40. These embodiments,
thus, paint a picture of the “instant voice message” as first and
foremost being the content of the message, or the user’s speech,
in some digitized form. Although the manner in which the data
content is partitioned, stored, and delivered may vary from
embodiment to embodiment (such as from audio file to digitized
audio in a buffer), what is important is that the “instant voice
message” always refers to the digitized audio message. . . .

From the description of the three embodiments identified

(199

above, we conclude that the “instant voice message” is data
content, and more specifically, is data content that includes a
representation of an audio message. In all embodiments, the
“instant voice message” refers, at a minimum, to the digitized
speech, regardless of whether it is contained in an audio file,
successive portions stored in a buffer, or a block of data in an
object field.

1667/1668 FD 15-17. We further explained, however, that the “instant
voice message” is not merely an audio file (i.e., not only content), because
the specification also describes non-audio-file uses of the term. For
instance, the specification describes the “intercom mode” of instant voice
messaging distinctly from the “record mode” (audio file embodiment).
Ex. 1001, 7:57-61. “Inthe ‘intercom mode,’ instead of creating an audio
file 210, one or more buffers (not shown) of a predetermined size are
generated in the IVM client 206, 208 or local IVM server 202.” Id.

at 11:36-39 (emphasis added). This alternative to creating an audio file is
further described as buffering successive portions of the instant voice
message. Id. at 11:39-41. Therefore, although the specification consistently
relates “instant voice message” to content, is does not limit that content to

any particular torm or structure (audio file or portions of digitized speech).
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Regarding Patent Owner’s second argument, Petitioner responds that
the specification and claims of the *622 patent explain that a message can be
an instant voice message even if it is not received by a recipient device in
real time, because, for example, the specification and claims explain that, if
a recipient device is not available, the instant voice message may be
temporarily stored at a server for later delivery when the recipient becomes
available. 1797 Reply 4 (citing Ex. 1001, 8:32-39, 9:17-21, 10:7-11,
10:52-56, 16:35-40, 17:32-36, 18:19-24, 19:6-11, 19:65-20:2, 24:61—
25:3). According to Petitioner, these portions of the patent establish that
instant voice messages need not always be received in real time. /d.

On this second issue, we agree with Patent Owner that merely
transmitting the “instant voice message” in real time is insufficient to define
the “instant” feature of an “instant voice message.” The Background of the
Invention purposely distinguishes a voice mail message from an “instant”
text message. Ex. 1001, 2:22-46. Inthe voice mail message example, the
specification describes the drawbacks of dialing a telephone number, and
aftera few more steps, finally “recording the message for later pickup by the
recipient.” Id. at2:26—32 (emphasis added). In contrast, foran “instant”
text message, a server presents the user with “a list of persons who are
currently ‘online’ and ready to receive text messages on their own client
terminals.” Id. at2:38—-41 (emphasis added). “The text message is sent
immediately via the text messaging server to the selected one or more
persons and is displayed on their respective client terminals.” Id.
at 2:44-46. Thatis, with a voice mail message, a person on the receiving
end, who admittedly was not ready to engage in a direct voice conversation,

must take an active step to retrieve the recorded message, regardless of when
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the message was recorded. In contrast, the “instant” text message is
immediately transmitted to the recipient, which is ready to receive it, thus
ensuring a speedy arrival. Thus, the specification distinguishes a voice mail
message from the “instant” text message in that, although both messages are
recorded and transmitted, only the “instant” text message, as the word
“instant” implies, confers immediacy to its receipt by a ready recipient. The
“instant” in the “instant voice message” imparts the same speedy receipt.
Our conclusion that an “instant” voice message must involve this
immediate transmission and, likewise, speedy reception of the message is
not diminished by embodiments that store the message at the server for later
delivery. Seeid. at8:35-39 (“[I]fa recipient IVM client is not currently
connected to the local IVM server 202 (i.e., is unavailable), the IVM server
temporarily saves the instant voice message and delivers it to the IVM client
when the IVM chenf connects to the local IVM server 202 (i.e., is
available).”). Neither the sender nor the recipients can have any expectation
with regard to the timing of the message’s receipt when the recipients are not
online, and thus, not available to receive the message. Indeed, this same
embodiment carries out the “instant” capability by delivering the message
stored at the server to the client, when the client connects to the server, thus
becoming available to receive it. Consequently, we determine that an
“instant voice message” is one that is transmitted in real time and received

accordingly, when the recipient is available.

2. Network Interface

Independent challenged claims 3 and 24 recite “a network interface
connected to a packet-switched network.” Similarly, independent

challenged claims 27 and 38 recite “a network interface coupled to [a] client
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device and connecting the client device to a packet-switched network.”
Although Patent Owner does not offer a formal construction of the term
“network interface,” Patent Owner argues in its analysis of the prior art that
the recited interface in each of the independent claims must be “directly”
connected to the “packet-switched network.” See, e.g., 1797 PO Resp. 13—
19. Petitioner responds that such a reading is contrary to the disclosure of
the 622 patent and Patent Owner’s expert’s deposition testimony. 1797
Reply 6-8. First, according to Petitioner, the claim language does not
recited the term “directly,” but instead merely requires the network interface
and the network to be “connected.” Id. at6. Petitioner contends, “[a]s
confirmed by Mr. Easttom’s deposition testimony, the specification supports
this understanding by describing embodiments that ‘facilitat[e] instant voice
messaging according to the present invention’ using a legacy telephone 110
that has an indirect connection to a packet-switched network through a
[public switched telephone network] PSTNnetwork.” Id. (quoting Ex.
1001, 7:37-52) (citing Pet. 13; Ex. 1001, 1:66-2:21; Ex. 1040, 103:10—
104:22). Further, “[o]ther portions of the specification also use ‘connected
to’ to refer to indirect connections” (id. (citing Ex. 1001, 8:32-39, 9:17-21,
22:67-23:3)), and “Mr. Easttom confirmed this understanding of ‘connected
to’ during his deposition,” testifying that IVM client 208 in Figure 5 of the
’622 patent “is ‘connected to’ IP Network (Internet) 102, even though Local
IP Network 204 is interposed between IVM client 208 and network 102” (id.
at 7 (citing Ex. 1040, 139:20-146:22; Ex. 1001, Fig. 5)). Similarly,
Petitioner contends, when discussing Griffin, Mr. Easttom agreed that a

network interface depicted in a figure of that reference is “connected to” a
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router, where such connection has both a wireless carrier and a network
interposed. Id. at 7-8 (citing Ex. 1040, 161:7-13; Ex. 1005, Figs. 2, 3).
Having considered the parties’ respective arguments, we are
persuaded, based on the evidence cited and reasoning articulated by
Petitioner, which we hereby adopt, that the claim term “connected to” does
not preclude an indirect connection. See, e.g., id. at 6-8; Ex. 1001, 7:37-52;
Ex. 1040, 139:20-146:22, 161:7-13. We conclude, therefore, that the
recited “network interface” in challenged claims 3, 24, 27, and 38 need not
be directly connected to the recited packet-switched network. We do not
find that any construction of that term otherwise is required for purposes of

this Decision.

B. Analysis of the Asserted Grounds
1. General Principles

A claim is unpatentable for obviousness under 35 U.S.C. § 103(a) if
the differences between the claimed subject matter and the prior art are
“such that the subject matter, as a whole, would have been obvious at the
time the invention was made to a person having ordinary skill in the artto
which said subject matter pertains.” KSR Int’l Co. v. Teleflex Inc., 550 U.S.
398,406 (2007). The question of obviousness is resolved on the basts of
underlying factual determinations, including (1) the scope and content of the
prior art; (2) any differences between the claimed subject matter and the
prior art; (3) the level of skill in the art; and (4) when in evidence, objective

indicia of non-obviousness (i.e., secondary considerations).* Grahamv.

4 The parties do not address secondary considerations, which, therefore, do
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John Deere Co., 383 U.S. 1, 17-18 (1966). Additionally, the obviousness
inquiry typically requires an analysis of “whether there was an apparent
reason to combine the known elements in the fashion claimed by the patent
at issue.” KSR, 550 U.S. at418 (citing In re Kahn, 441 F.3d 977, 988 (Fed.
Cir. 2016) (requiring “articulated reasoning with some rational underpinning
to support tﬁe legal conclusion of obviousness™)).

To prevail on its challenges, Petitioner must demonstrate by a
preponderance of the evidence that the claims are unpatentable. 35 U.S.C.
§ 316(¢); 37 C.F.R. §42.1(d). “Inan [inter partes review], the petitioner has
the burden from the onset to show with particularity why the patent it

“challenges is unpatentable.” Harmonic Inc. v. Avid Tech., Inc. 815F.3d
1356, 1363 (Fed. Cir. 2016) (citing 35 U.S.C. § 312(a)(3) (requiring inter
partes review petitions to identify “with particularity . . . the evidence that
s-upports the gréunds for the challenge to each claim™)). This burden never
shifts to Patent Owner. See Dynamic Drinkware, LLC. v. Nat'l Graphics,
Inc.,800F.3d 1%75, 1378 (Fed. Cir. 2015) (citing Tech. Licensing Corp. v.
Videotek, Inc.,545F.3d 1316, 1326-27 (Fed. Cir. 2008)) (discussing the
burden of proofin inter partes review). Furthermore, Petitioner does not
satisfy its burden of proving obviousness by employing “mere conclusory
statements,” but “must instead articulate specific reasoning, based on |
evidence of record, to support the legal conclusion of obviousness. Inre
Magnum OilTools Int’l, Ltd., 829 F.3d 1364, 1380 (Fed. Cir. 2016).

not constitute part of our analysis.
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2. Level of Ordinary Skillin the Art

Citing Dr. Haas’s testimony, Petitioner proposes that a “person of
ordinary skill in the art at the time of the alleged invention . . . would have
had at least a bachelor’s degree in computer science, computer engineering,
electrical engineering, or the equivalent and at least two years of experience
in the relevant field, e.g., network communication systems.” 1797 Pet. 8
(citing Ex. 1002 99 15-16); 1798 Pet. 8 (same). Petitioner further states that
“[m]ore education can substitute for practical experience and vice versa.”
Id. Patent Owner’s declarant, Mr. Easttom, similarly testifies that a person
of ordinary skill in the art is “someone with a baccalaureate degree related to
computer technology and 2 years of experience with network
communication technology, or 4 years of experience without a baccalaureate
degree.” 1797 PO Resp. 7 (citing 1797 Easttom Decl. § 17); 1798 PO
Resp. 11-12 (citing 1798 Easttom Decl. § 17).

The principal difference between the parties’ proposed qualifications
is that, as an alternative to an undergraduate degree and two years of
relevant work experience, Patent Owner’s proposal allows for a specific
number of years of experience as a substitute for an undergraduate degree,
while Petitioner’s proposal is vague in this regard. Based on our review of
the *622 patent and the prior art of record, we find that Patent Owner’s
proposal is more precise as it takes into account a level of experience of four
years with network communication techndlo gy without the undergraduate
degree. We, therefore, adopt Patent Owner’s expression of the level of skill

in the art, which encompasses both alternative sets of qualifications.
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3. Scope and Content of the Prior Art

We discuss more fully certain disclosures in the asserted references in

our analysis below. A discussion of those references follows.
a. Overview of Griffin

Griffin, titled “Voice and Text Group Chat Display Management
Techniques for Wireless Mobile Terminals,” relates to a technique of
managing the display of “real-time speech and text conversations (e.g., chat

threads) on limited display areas.” Ex. 1005, [54], 1:9—11. Griffin discloses

a wireless mobile terminal as shown in Figure 1, reproduced below.

101 103
BN
102 - \\ Screen

105

104— (== ~— 104
Soft Soft |
key

K

|

P
Key Pad

Mic

107 J
100

FIG. 1

Figure 1, above, depicts mobile terminal 100 comprising speaker 103
(which renders signals, such as received speech, audible), display 102 (for
rendering text and graphical elements visible), navigation rocker 105 (which
allows a user to navigate a list or menu displayed on the screen), microphone
107 (for capturing the user’s speech), and push-to-talk button 101 (which
allows the user to mitiate recording and transmission of audio). /1d.

at 3:14-30. Griffin also describes, in connection with Figure 2, reproduced
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below, the overall system architecture of a wireless communication system
where the mobile terminals communicate with a chat server complex. Id.

at 3:49-51.

100 . Mabile 202
Terminal 1
100 . Moblle
Terminal 2
Server
Complex

{

204 ———ﬂ/

100 Mobile
N Terminal 3 |

100 Mobile
~\ Termina! 4

202

FIG. 2

Figure 2, above, illustrates wireless carrier infrastructures 202, which
support wireless communications with mobile terminals 100, such that the
mobile terminals wirelessly transmit data to a corresponding infrastructure
202 for sending the data packets to communication network 203, which
forwards the packets to chat server complex 204. /d. at 3:49-61. |
Communication network 203 is described as a “packet-based network;
[which] may comprise a public network such as the Internet or World Wide
Web, a private network such as a corporate intranet, or some combination of
public and private network elements.” /d. at 3:61-65.

Griffin’s chat server complex 204 receives encoded data comprising
text, speech, and/or graphical messages (or some combination thereof),

when a plurality of users chat together (i.e., send chat messages from one
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terminal 100 to another). Id. at4:11-15,4:62—-65. An outbound chat
message, for example, is decomposed to locate the list of recipients, and the
recipient’s current status is determined. Id. at 5:9-15. Griffin describes
presence status 702 as “an indicator of whether the recipient is ready to
receive the particular type of message, speech and/or text messages only,
etc.).” Id. “When presencestatus 702 changes, the presence manager 302
[of server éomplex 204] sends a buddy list update message 600 to all the
subscribers listed in the subscriber identifier field 706 of the corresponding
presence record 700.” Id. at 5:27-30.

Griffin provides a buddy list display illustrated in Figure 9,
reproduced below. Id. at8:15-16.

901
-802 /
904 ——__ , — 905
3 nickname / &”l/
906 3 nickname 3 (sn3) o
T {3 nickname 4 (snd)
3 nigkname 5 (sn5)
m {3 nickname 6 (sn6) B
903 W L3 nickname 7 (sn7)
N I3 nickname B (sn8)
3 nickname 9 (sn9)
* nckname 10 (sn10) b 908
911 B {3 nickname 11 (sn11) [ 807
™3 nickname 12 (sn12)
/ Selact Write
910 —~
902 \—' 908
: FIG. 9

Figure 9, above, depicts title bar 901, where inbound chat message
indicator 905 is an icon accompanied by an audible sound when the icon is

first displayed, indicating to the user that there is at least one unheard or
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unread mbound chat message that has arrived at terminal 100. /d.

at 8:17-18, 8:28-32. Leftsoftkey 910, labeled “Select,” permits selection of
a particular buddy for chatting, which selection is indicated with selection
indicator 906. Id. at 8:45-52, 8:60—67,9:1-5. “Ifthe user pushes-to-talk,
the display switches to the chat history, and the user is able to record and
transmit a speech message and consequently start a new thread with the

selected buddies.” Id. at9:27-31.

b. Overview of Zydney

Zydney, titled “Method and System for Voice Exchz;nge and Voice
Distribution,” relates to packet communication systems that provide for
voice exchange and voice distribution between users of computer networks.
Ex. 1006, [54],[57], 1:4-5. While acknowledging that e-mail and instant
messaging systems were well-known text-based communication systems
utilized by users of on-line services and that it was possible to attach files for
the transfer of non-text formats via those systems, Zydney states that the
latter technique “lack[ed] a method for convenient recording, storing,
exchanging, responding and listening to voices between one or more parties,
independent of whether or not they are logged in to their network.” Id.
at 1:7-17. Zydney, thus, describes a method in which “voice containers”—
i.e., “container object[s] that . . . contain[] voice data or voice data and voice
data properties”—can be “stored, transcoded and routed to the appropriate
recipients instantaneously or stored for later delivery.” Id. at 1:19-22, 12:6—

8. Figure 1 of Zydney is reproduced below.
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FIG. 1
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Figure 1, above, illustrates a high level functional block diagram of
Zydney’s system for voice exchange and voice distribution. Id. at 10:19-20.
Referring to Figure 1, system 20 allows software agent 22, with a user
interface, in conjunction with central server 24 to send messages using voice
containers illustrated by transmission line 26 to another software agent 28,
as well as to receive and store such messages, in a “pack and send” mode of
operation. Id. at 10:20-11:1. Zydney explains that a pack and send mode of
operation “is one in which the message is first acquired, compressed and
then stored in a voice container 26 which is then sent to its destination(s).”
Id. at 11:1-3. The system has the ability to store messages both locally and
centrally at server 24 whenever the recipient is not available for a prescribed

period of time. Id. at 11:3-6.
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Zydney discloses that the voice container also has the ability to have

other data types attached to it. /d. at'19:6—7. Formatting the container using

Multipurpose Internet Mail Extension (“MIME”) format, for example,

“allows non-textual messages and multipart message bodies attachments

[sic]‘ to be specified in the message headers.” Id. at 19:7-10.
Figuré 3 of Zydney is reproducéd below.

FIG. 3
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Figure 3, above, illustrates an exemplary embodiment of Zydney’s

voice container structure having voice data and voice data properties

components. /d. at2:19,23:1-2. Referring to Figure 3, voice container

components include the following:

originator’s code 302 (which is a unique identifier), one or more
recipient’s code 304, originating time 306, delivery time(s) 308,
number of “plays” 310, voice container source 312 which may
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be a PC, telephone agent, non-PC based appliance, or other,
voice container reuse restrictions 314 which may include one
time and destroy 316, no forward 318, password retrieval 320,
delivery priority 322, session values 324, session number 326,
sequence number for partitioned sequences[] 328, repeating
information 330, no automatic repeat 332, repeat times 334, and
a repeat schedule 336.

Id. at 23:2-10.
¢. Overview of Aravamudan

Aravamudan, titled “Assignable Associate Priorities for User-
Defmnable Instant Messaging Buddy Groups,” describes an instant messaging
services platform in which a user is able to define rules for responding to
received data and communications. Ex. 1009, [54], [57]. Figure 1 of

Aravamudan is reproduced below.

FIG. 1 COMMUNICATION SERVICES PLATFORM

COMACATON ~

142 144 145 148 150

Figure 1, above, is a block diagram illustrating an exemplary

architectural configuration of Aravamudan. Id. at2:55-58. With reference
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to Figure 1, communications services platform 160 comprises a number of
client devices 140 connected to instant message (“IM”) server 130. Id.

at 4:59-64. Each client device’s connection status (e.g., online/offline) is
maintained on a database located on platform 160. Id. at 8:5-10.

Figure 7 of Aravamudan is reproduced below.

FIG. 7

1

M SERVER | 280
POLLS CPE DEVICE

282
YES IS POLL

ANSWERED
9

N0

M SERVER —= CSP |~ 284
» USER OFF—LINE

CSP REGISTERS | 286
USER AS OFF-LINE

Figure 7, above, is a flow diagram of an exemplary method utilized to
determine termination of a network session and update a Communication
Services Platform (CSP) m accordance with Aravamudan’s invention. Id.
at 3:10-13. Specifically, to determine whether a user is online, IM
server 130 periodically polls each client device 140. Id. at 8:5-19, Fig. 7
(step 280). If a user is online, the user’s client device 140 returns a

response. Id. at8:19-21; Fig. 7 (step 282). Ifno response is returned, IM
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server 130 determines that client device 140 is offline and updates the
database to reflect the offline status of the device. Id. at 8:21-31, Fig. 7
(steps 284, 286).

d. Overview of Vuori

Vuori, titled “Short Voice Message (SVM) Service Method,
Apparatus and System,” discloses a method for sending voice-type short
messages using an SVM service. Ex. 1015, [54],[57],9 31. Vuori teaches
that SVMs are “recorded in the sending terminal and sent to a[n] SVM
service center (SVMSC),” and a “second terminal may then commence a
bidirectional communication so that an instant voice message session can be
established.” Id. at [57].

In one embodiment, a user initiates a short voice message by pressing
a menu key on a user equipment, which prepares to receive the message and
may emit a sound to alert the user to commence speaking. /d. § 32, Figs. 1-
2. Theuser equipment then receives and stores the short voice message. Id.
Next, the user “selects] one or more intended recipients” and initiates the
transfer. /d. §33. The short voice message is then sent to the SVMSC,
which “check[s]” and “determines the availability of the one or more
intended recipients.” Id. 9 34, 50; see id. §37. The SVMSC sends the
short voice message “immediately to the intended recipients who are
available.” Id. Y 34;see id. §50. Forrecipients who are not available,
however, the SVMSC “temporarily stor[es]” the message and “continue[s]
attempting to send {the message] . . . until the[ recipients] become available
or until a time oﬁt occurs.” Id. 934, 51. Upon delivery of the short voice
message, the recipient may play back the message. /d. 9 35, Figs. 1-2.
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Vuori teaches that the SVM service may be carried out in a Global
System for Mobile communications (“GSM”) network as shown in Figure 3,
reproduced below. Id. § 37.
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Figure 3 of Vuori

In Figure 3, SVMSC 50 is shown along with interworking mobile
switching center (“MSC”) 52 connected by line 54 to GSM Network
Subsystem 56. Id. Gateway 58 is provided for interworking between
SVMSC 50 and MSC 58 of another GSM network 59. Id. Vuori explains
that GSM Network Subsystem 56 also includes MSC 66 connected to a base
station subsystem (“BSS”) 68 as well as other base station subsystems 70 for
communication with a plurality of mobile stations, but that only one mobile
station 72 is shown in Figure 3. Id. Accordingto Vuori, MSC 66 is also
connected to public switched telephone network (“PSTN”)/Integrated
Services Digital Network (“ISDN”) network 78 for allowing mobile stations

to communicate with wired telephone sets in a circuit-switched manner, as
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well asto a plurality of databases that may in turn be connected directly to

MSC 66 or via data network 80 and operation and maintenance center 82.
Id.

e. Overviewof Clark

Clark, titled “System for Managing and Organizing Stored Electronic
Messages,” is directed to systems for managing and organizing electronic
messages. Ex. 1007, [54], 1:8-9. According to Clark,

A computer-based system catalogs and retrieves electronic
messages saved in a message store. The system automatically
organizes each saved message into multiple folders based on the
contents and attributes of the message, and implements improved
methods for manually organizing messages.

Id. at [57]. A particularly relevant embodiment in Clark is shown in

Figure 4A, reproduced below.

Figure 4A illustrates system 40A with client computer 18
implementing catalog server 29 and catalog database 28, and also
including message client 27, message store 23, and message store server 24.

Id. at 10:29-33. “Each message store 23 comprises a memory, file, or
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database structure that provides temporary or permanent storage for the
contained messages.” Id. at 9:13—15. Clark describes providing catalog
database 28 (and preferably catalog server 29) to organize the contents of
one or more message stores 23. Id. at 9:54-56. Catalog database 28 and
message store 23 may be separate from one another or may be integrated in
a single message store. Id. at11 :‘1—3. In the embodiment where they are
separate from each other, illustrated in Figure SA (reproduced below),
catalog database 28 may be linked to a separate external message store 23.

Id at11:3-7.

28 -\ . Catalog
. Shortcut /™ 57
Address _/~ 58 Foider [~ 56 Messageld
Addressld Fokderld & mllg
N4
Storetink /™ 51 MessageSummary [~ 52 AttachSummary/ ™ 53
StorelInkld Messageld 158 _, ressaogld
¢ < S!oveMessageIdm( \ h StoreAlizchid (FK)
~— 514 PN sa M- 538
B -\ Massage Store
Storeld

Message [ Avachment /5

StoreMessagald —— StoreAttachld
<message data> <attachment data>
FIG. 5A
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Figure SA depicts the linking between catalog database 28 and
external message store 23, where StoreLink table 51 contains rows, each
with ,a Storeld pointing to a linked message store 23, and catalog database 28
includes MessageSummary table 52, which contains StoreMessageld 52 A of
messages in message store 23. ld. at1 1:25-33. TheFigure SA embodiment
also shows that messages 22 are stored in Message table 54 in message
store 23 and that attachments are stored in Attachment table 55 in message

store 23. Id. at35-37.
[ Overview of Vidndnen

Viininen, titled “Voicemail Short Message Service Method and
Means and a Subscriber Terminal,” concerns instantaneous voice mail
between Internet compatible computers, personal digital assistants,
telephones, and mobile stations. Ex. 1008, [54], 1:4—6. Vidindnen notes that
prior art subscriber terminals did not allow the use of audio features with the
Internet connection and that for prior art voicemail systems a specific
voicemail central server was an essential requirement that introduced
unnecessary network hardware. Id. at 1:26-2:2. The'method of Vadnénen,
in one embodiment, is “arranged with a mobile station” (id. at 8:30), for
example, a computer program within a SIM card in the mobile station (id.
at 8:30-32, 16:9-12). A message recipient (or several recipients or group)
may be chosen from the memory of the SIM card or the memory of the
mobile station or is inputted into the mobile station. Id. at 9:1-4, 16:12-15.
When a user presses a button on thg mobile station, a data file is recorded,
using a media player/recorded, from the dictation, voice, or video. 1d.
at 16:15-18. Figure 6, reproduced below, illustrates a user interface 600 of a

subscriber terminal, such as a mobile station. Id. at 15:16—18.
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Figure 6 depicts user interface 600 ncluding a voicemail short
message service (VSMS) button 630 and a screen 610. Id. at 15:18-21,
16:2—4. Therelease of the VSMS button finishes the recording and sends
the file with the message to the recipient or dials the telephone number of
the recipient in order to playback the message to the recipient or to leave a
voicemail with the message. Id. at 16:16—23. The recipient plays the packet

stream 1n real time or reassembles the data file. /d. at 11:9-10.

g Overview of Low

Low, titled “Instant Messaging,” describes an instant messaging
(“IM”) process executed by an IM gateway in a communications network.
Ex. 1010, [54], [57]. TFiguie 1 ol Low is reproduced below.
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FIG. 1

Figure 1, above, illustrates an embodiment of an IM gateway within a

network access system. /d. 420. As shownin Figure 1, IM gateway 2 is
connected to communications network 14, such as the Internet, and is
connected between IM clients (e.g., computer 10) and IM servers 20, 22, 24,
26 on network 14. 1d. 1 27,29. Low’s system allows IM client users to
monitor the presence of other users on the system in order tc; exchange
messages and files. Id. 4,27, 29. “IM gateway 2 processes the IM
packets received from different IM clients in order to allow them to
communicate with one another, notwithstanding the fact that they usea
different IM protocol.” Id. §29. The IM clients can send commands to IM
gateway 2 to change “the user’s state or presence” on the IM network, such
to log into and out from the network. Id. 9939, 42. An IM state change
process in IM gateway 2 then forwards the commands td switch 6 in IM
gateway 2, which in turn sends the command to an appropriate IM server

(e.g., authentication server 20). Id. §42.
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4. Analysis of Claims 3, 4, 6-8, 10-13, 18, 21-23, 27, 32, 34, 35, 38,
and 39

In IPR2017-01797, Petitioner contends that claims 3, 4, 6-8, 10, 11,
13, 18, 21-23,27, 32, 34,35, 38, and 39 are unpatentable over the
combination of Griffin and Zydney; that claim 11 alternatively is
unpatentable over the combination of Griffin, Zydney, and Vuori; and that
claim 12 is unpatentable over the combination of Griffin, Zydney, and
Aravamudan. 1797 Pet. 9-78. We address first whefher Petitioner has
demonstrated by a preponderance of the evidence that independent claims 3,
27, and 38 would have been obvious over the combimation of Griffin and

Zydney, and then we turn to the dependent claims.
a. Independent Claim 3

Petitioner contends Griffin discloses all limitations of independent
claim 3, with the exception of “a communication platform system
maintaining connection information . . . indicating whether there is a current
connection to each of the plurality of instant voice message client systems”
and the instant voice message including an object field “including a digitized
audio file,” for which limitations Petitioner relies on the combined teachings
of Griffin and Zydney. 1797 Pet. 9-30. Petitioner also cites Zydney’s
disclosure of agents 22; 28 and server 24 as being “directly connected to a
packet-switched network (e.g., Internet)” in support of an alternative
mapping with respectto claim 3’s “network interface connected to a packet-
switched network.” Id. at 13—14. Petitioner supports its arguments,
including reasons that a person of ordnary skill in the art would have

combined the teachings of Griffin and Zydney, with Dr. Haas’s testimony.
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Patent Owner raises four principal arguments in response to
Petitioner’s contentions with respect to claim 3. 1797 PO Resp. 8-21, 24—
36. Specifically, Patent Owner argues that Petitioner fails to prove that the
Griffin/Zydney combination renders obvious “wherein the instant voice
message includes an object field including a digitized audio file” (the “object
field” limitation); “a network interface connected to a packet-switched
network” (the “network interface” limitation); and “a communication
platform system maintaining connection information for each of the plurality
of instant voice message client systems indicating whéther thereis a current
connection to each of the plurality of instant voice message client systems”
(the “communication platform system” limitation). Id. at 8-21. Patent
Owner also argues that Petitioner has failed to provide sufficient motivation
to combine Griffin and Zydney as proposed. Id. at24-36). We address
these arguments in turn.

“object field” limitation

With respect to the disputed claﬁn 3 limitation “wherein the instant
voice message includes an object field including a digitized audio file,”
Petitioner contends that, although Griffin does not expressly disclose that the
data contained in field 406 when message 400 is a speech message is a
“digitized audio file,” it would have been obvious to a person of ordinary
skill in the art to modify Griffin to include such a digitized audio file in view
of Zydney’s teaching, for example, that a client software agent in a sender
device generates a voice message by “digitally recording,” compressing, and
storing the user’s speech as an MP 3 audio file before packing that audio file
into a voice contamer. 1797 Pet. 28-29 (citing Ex. 1002 4 150-156;

Ex. 1006, 12:6-8, 14:2-5, 16:1-4,21:15-18,23:1-11, 39:16). Petitioner
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points out that Zydney also explains that the voice container can be
formatted using the MIME standard, “which ‘allows for non-textual
messages and multipart message bodies [sic] attachments to be specified in
the message headers.”” Id. at 29 (quoting Ex. 1006, 19:7-10) (citing id.
at 19:13-20:9). Relying on Dr. Haas’s testimony, Petitioner contends that,
in view of these teachings and the knowledge of a person of ordinary skill in
the art, such a person “would have been motivated to modify Griffin’s
system/process such that outbound message 400 (‘instant voice message’)
includes an object field (similar to field 406) having a digital audio file of
speech data, similar to as described in Zydney,” and also “would have
recognized that such a modification would have been nothing more than a
simple substitution of one known and commonly-used technology for
another (e.g., a digital audio file in place of other forms of data) to achieve
[a] predictable result.” 7d. (emphasis omitted) (citing Ex. 1002 ¢ 151-153).
Patent Owner responds that Griffin does not expressly disclose that its
“speech message” is included within message content 406, but instead
“describes message content 406 only as displayable text information
pertaining to either a text or speech message.” 1797 PO Resp. 8-9
(emphasis omitted) (citing Ex. 1005, 6:38-43, 10:53-65, Figs. 4, 11). With
reference to Figure 11 of Griffin, for example, Patent Owner contends
Griffin provides only “a generic character string or symbol [that] is used to
indicate that the message wasa voice message.” Id. at 10 (quoting Ex. 1005,
10:41-43). According to Patent Owner, “regardless whether a message is
classified as speech or text, Griffin does not expressly or inherently disclose
that ‘message content 406’ can itself include anything other than displayable

text,” and, Patent Owner contends, “this would lead a [person of ordinary

39

Page 40 of 784



IPR2017-01797 and IPR2017-01798
Patent 8,724,622 B2
skill in the art] away from attempting to modify Griffin’s text-based.
‘message content 406’ to include, instead, a digitized audio file (i.e.,
something other than displayable text).” Id. Further, Patent Owner
contends, Petitioner has not established that message content 406 “must. . .
necessarily” be configured to include non-displayable “speech data for a |
speech message” to support an inherency argument. Id. Patent Owner also
contends, “[t]here is likewise no merit to Petitioner’s alternative
argument . . . that ‘[e]ven if Griffin could be read such that the speech data is
not contained m field 406, . . . the speech data would nevertheless disclose
the claimed “object field.”’” Id. at 11 (quoting 1797 Pet. 27). According to
Patent Owner, “Petitioner’s presentation of two mutually-exclusive
possibilities is a tacit admission that an ‘object field’ as claimed is not
necessarily present in either.” Id. at 12 n.4. Finally, citing the Board’s
decision not to institute inter partes review based on a petition filed by a
different petitioner, Patent Owner argues “Petitioner’s co-defendants failed
to raise a similar inherency argument with respect to Zydney in related
matters also challenging claim 3. ...” Id. at 12-13 (citing IPR2017-02080,
slip op. at 17 (PTAB Mar. 19, 2018) (Paper 10)). | -
Patent Owner’s arguments notwithstanding, we are persuaded by
Petitioner’s arguments and evidence that the combination of Griffin and
Zydney teaches the recited “object field” limitation. As Petitioner points out
in its Reply, Patent Owner “does not specifically contest Petitioner’s
argument that it would have been obvious ‘to modify Griffin’s
system/process such that outbound message 400 . . . includes an object field
(similar to field 406) having a digital audio file of speech data, similar to as
described in Zydney.”” 1797 Reply 10 (quoting 1797 Pet. 28-30). As
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Petitioner notes, we indicated m our Institution Decision in this case that we
were persuaded by that argument on the record then before us. /d. (citing
1797 Dec. on Inst. 25-27). With no substantive rebuttal of that argument in
the full record now before us, we remain persuaded. Contrary to Patent
Owner’s contentions, no resort to inherency is required here, as we are
persuaded by Petitioner’s contentions regarding the combined teachings of
Griffin and Zydney. 1797 Pet. 28-30; see also Ex. 1002 99 154-155

(Dr. Haas explaining why a person of ordinary skill in the art would have
been motivated to modify Griffin as proposed by Petitioner). We also credit
Dr. Haas’s testimony that a person of ordinary skill in the art would have
understood message content field 406 of message 400 would contain speech
for a speech chat message and that it would have been obvious to have
included this speech data in field 406 in the form of “digitized audio file” in
view of Zydney, as well as in view of Griffin’s express disclosure that
“message type” 401 can be “speech” rather than “text.” Ex. 1002 9 147—
148, 150-156; Ex. 1005, 6:39—44.5

“network mterface” limitation

Regarding the “network interface” limitation, Petitioner contends that
neither the claims nor the specification of the *622 patent requires the recited
network interface to be “directly” connected to a packet-switched network,

but that they instead contemplate an indirect connection. 1797 Pet. 12-13.

5 Although Patent Owner correctly observes that we denied institution of
inter partes review of claim 3 on a Zydney-based ground in IPR2017-02080,
we also found, in contrast, that the petitioners in IPR2017-01667 established
by a preponderance of the evidence that Zydney renders obvious the “object
field including a digitized audio file” of claim 3. 1667/1668 FD 45--53.
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Nonetheless, Petitioner contends, even if the claim imposed sucha
requirement, it would have been obvious for a person of ordinary skill, in
view of Zydney’s teachings, to modify Griffin’s system such that mobile
termmal 100 is directly connected to network 203. Id. at 13. Petitioner
argues that a person of ordinary skill in the art would have been aware of
many well-known benefits of using a direct connection, rather than the
indirect connection taught in Griffin. /d. at 15. For example, according to
Petitioner, a person of ordinary skill in the art would have known that a
direct connection would have provided a more reliable and faster transfer
speed, and allowed for unimpeded communication in the event that the
wireless carrier network is slow or unavailable. /d. (citing Ex. 1002 § 111).
According to Petitioner, a person of ordinary skill in the art would also have
understood that direct and indirect connections to a packet-switched
network, such as network 203 of Griffin, would have been complementary
technologies. Id. Weagree with Petitioner in both regards.

First, as discussed in Section IV.A.2. above, we agree there is no
requirement that the network interface recited in the challenged independent
claims must be “directly” connected to the recited packet-switched network.
Patent Owner’s arguments that Petitioner has failed to prove that the
combination of Griffin and Zydney renders obvious the recited network
interface are premised on a contention that the network interface recited in
each of the independent claims must be “directly” connected to the
“packet-switched network” (see 1797 PO Resp. 13-18), a position that we
find unmeritorious.

Second, we are persuaded by Petitioner’s arguments and supporting

evidence that it would have been obvious to a person of ordinary skill in the
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art to connect Griffin’s network interface 306 directly to network 203 in
view of Zydney’s teachings. Seeid. at 1316 (citing, e.g., Ex. 10029931~
41,48-51,71-76,106-114; Ex. 1006, 10:19-11:6, 11:14-20, 17:5-9, 26:1—
2, Figs. 1, 2).¢ In this regard, we credit the festimony of Dr. Haas that a
person of ordinary skill in the art would have understood the benefit of
Griffin’s mobile terminal communicating directly to communication
network 203 (Internet) for achieving a communication that is faster and
more reliable than an indirect connection through a wireless carrier network.
Ex. 100299 110-111. Zydney provides evidence that the method of
connecting directly to the Internet via a PC with appropriate software was
known, and we credit Dr. Haas’s testimony that the technology for a mobile
terminal to connect directly to a packet-switched network was well-known at
the time of the invention and that it was within the level of ordinary skill to
Incorporate such a technology, e.g., Ethernet card, to a Griffin mobile
terminal. Ex. 10029 113. Sucha combination of familiar elements
according to known methods is likely to be obvious when it does no more
than yield predictable results. KSR, 550U.S. at 416.

¢ Petitioner also poses yet another alternative mapping, of Griffin alone, to
the recited “network interface,” based on Griffin’s disclosure of server 204
being directly connected with network 203 for communicating with
terminals 100, where messages flow into server 204 via its router 301. 1797
Pet. 16 (citing Ex. 1002 99 115-117; Ex. 1005, 3:51-61, 4:61-5:15, 6:56—
7:17, Figs. 2, 3). Because Figure 2 of Griffin shows that server 203 is
directly connected to network 203, Petitioner contends router 301 comprises
a network interface providing connectivity to network 203. Id. (citing

Ex. 1002 9 117; Ex. 1005, 3:59-65, Fig. 2). Because we find that Griffin in
view of Zydney teaches the recited network interface under either of
Petitioner’s first two theories, we do not consider this additional alternative
theory any further.
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The testimony of Dr. Haas evidences that a person of ordinary skill in
the art had the knowledge, capability, and motivation to make the
combination, and that the combination of Griffin’s networks with Zydnéy’s
teachings would have resulted in each network performing as they had been
known to perform. Ex. 100299 112-114. In comparison, we give little ‘
weight to Patent Owner’s attorney argument that there would have been
insufficient motivation to modify Griffin, based on an alleged teaching away
resulting from Griffin’s statement that “the wireless carrier infrastructures
202 comprise those elements necessary to support wireless communications
with the terminals 100.” 1797 PO Resp. 18—19 (emphasis omitted).

A reference teaches away “when a person of ordinary skill in the art,

upon reading the reference, would be discouraged from following the path

| set out in the reference, or would be led in a direction divergent from the
path that was taken by the applicant.” Polaris Indus., Inc. v. Arctic Cat, Inc.,
882 F.3d 1056, 1069 (Fed. Cir. 2018). A reference does notteach away “if
it merely expresses a general preference for an alternative invention but does
_ not ‘criticize, discredit, or otherwise discourage’ investigation into the
invention claimed.” Id. Here, we agree with Petitioner that, read in context,
the sentence of Griffin relied upon by Patent Owner is merely describing the
elements necessary for wireless communication “within a wireless carrier’s
infrastructure 202,” and does not “teach[] away from the proposed
modification” or lead to the conclusion that the modification would not
“operate as intehded,” as Patent Owner contends. 1797 Reply 12 (citing Ex.
1005, 3:51-59; 1797 PO Resp. 18-19). Although Griffin describes the
wireless carrier infrastructure as being necessary for the mobile terminals to

communicate with each other, or in some embodiments, with the server,
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Griffin is silent as to whether the mobile terminal is or is not also capable of
communicating directly with communication network 203. That is, Griffin
does not preclude inquiring as to whether the mobile terminal would
communicate directly with the communication network 203, much like
Zydney’s PC, PDA, or other Internet-compatible appliance is capable of
logging on to the connected Internet-based network and server.

Indeed, as Petitioner points out, Griffin also explains that its mobile
terminal 100 may be a “cellular phone” or “PDA,” which are the same types
of devices that Zydney demonstrates can be directly connected to a
packet-switched network (1797 Reply 12 (citing Ex. 1005, 3:14-17,

Ex. 1006, 11:16-18, Fig. 1a); Pet. 13—14), and Patent Owner’s own expert,
Mr. Easttom, also explained that such devices could directly connect to
packet-switched networks (e.g., a Wi-Fi network) and that it would have
been desirable to do so because data usage through a mobile carrier network
was very expensive (Ex. 1040, 101:11-103:6). Thus, at best, Griffin leaves
open the question of whether mobile terminals could communicate directly
with network 203 if there was a desire to do so. Griffin does not, however,
discourage aperson of 6rdinary skill in the art from bypassing the wireless
carrier network, if an alternative, more beneficial direct connection with
network 203 is desired. Here we note that Petitioner’s theory of obviousness
does not rely solely on replacing or substituting the wireless carrier
infrastructure with a packet-switched network. The Petition conveys the
contention that a person of ordinary skill in the art would have understood
the benefits of directly connecting to network 203, instead of or in addition
to an indirect connection via infrastructure 202. 1797 Pet. 15 (citing Ex.

10029 111). As we understand the combination, the resulting Griffin
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mobile terminal would therefore use a wireless link to the wireless carrier
infrastructure for cellular communications, and another wireless link to
network 203 for data packet communications (such as via Wi-F1). There is
no teaching in Griffin that would teach away from such a mobile terminal.
The testimony of record, which we credit, shows the opposite—i.e., that
there is a benefit to not using the wireless carrier infrastructure for data
communications because that infrastructure is slower, less reliable, and more
expensive to use than network 203. Ex. 10029 111; Ex. 1040,
101:11-103:6.

“communication platform system’ limitation

Noting that neither claim 3 nor the specification of the *622 patent
recites any particular structure for the recited “communication platform,”
Petitioner contends that Griffin in view of Zydney discloses a component
and/or functionality that performs the recited functions thereof. 1797 Pet.
21-22 (citing Ex. 1001, 14:64-15:3; Ex. 1002 9 128-144). As an initial
matter, Petitioner points out that Griffin’s presence manager 302 maintains
a plurality of “presence data records 700” for terminals 100, which
Petitioner maps to the recited “instant voice message client systems,” as
shown in Figure 7 of Griffin, reproduced below. Id. at22 (citing Ex. 1005,
4:62-5:2, 5:11-30, Fig. 7).
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Figure 7, above, is a table that illustrates the data contained in a
presence manager in accordance with Griffin’s invention. Ex. 1005, 2:57—
58. Petitioner explains that each datarecord 700 in Figure 7 corresponds to
one of a plurality of terminals 100, each identified by identifier 701. 1797
Pet. 23 (citing Ex. 1002 99 130-133). Presence manager 302 tracks changes
to each terminal 100°s current status (listed in column 7})2 in Figure 7),
indicating whether the terminal 100 is available to receive messages, and
informs other terminal of such changes. Id. (citing Ex. 1005, 5:15-22, 5:27-
3Q, 7:39-42,7:48-49, 8:1-8, Fig. 6). Petitioner concedes that Griffin does
not provide additional details “regarding what precisely current status 702
indicates.” Id. at23. Citing Dr. Haas’s testimony, Petitioner alleges,
nevertheless, that it would have been obvious to configure the systerrf based
on Zydney’s teachings so that status 702 includes connectivity information
indicating whether terminal 100 is currently connected to server 204. Id.
(citing Ex. 1002 99 135-144). Inparticular, Petitioner cites Zydney’s
disclosure that central server 24 maintains and conveys the connectivity
status of each agent in the network, where connectivity status includes “the
core states of whether the recipient is online or offline . .. .” Id. (quoting
Ex. 1006, 14:22-15:1) (citing Ex. 1006, 13:12-14, 14:6-9, 14:17-5:1,
30:13-15,32:9-33:2; Ex. 1002 9 136-137).

Patent Owner dispufes Petitioner’s assertions, arguing that “[t]he cited
portions of Zydney do not expressly state that the alleged ‘connectivity
information’ indicates whether there is a current connection to each of the
plurality of instant voice message systems.” 1797 PO Resp. 20. Instead,
according to Patent Owner, “Zydney’s central server 24 passively waits to

receive random status information notifications from the software agents”
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and “would not maintain the current connectivity status, for example, in
instances where the actual connectivity status of software agent changes due
to circumstances other than the user entering status information into the
software agent (e.g., an unanticipated power outage).” Id. at 20-21 (citing
Ex. 1006, 14:3—4,14:20-21, 31:13-15).

In its Reply, Petitioner persuasively rebuts Patent Owner’s
contentions, pointing out those contentions are unsupported and at odds with
positions taken elsewhere in the Patent Owner Response regarding Zydney’s
teachings. 1797 Reply 13 & n.4 (citing 1797 PO Resp. 31-33). As
Petitioner correctly explains, prior art need not recite exactly the same words
as the claim. Id. at 13. Here, despite the fact that Zydney does not use the
word “current,” we find no support for Patent Owner’s attorney argument
that Zydney’s system “passively waits” to receive status information
notifications and therefore does not maintain “current” status. Cf. 1797PO
Resp. 20. As Petitioner quotes, Zydney expressly states that central server
“track[s] and maintain[s] the status of all software agents.” Ex. 1006, 14:8—
9 (emphasis added), cited at 1797 Pet. 23; 1797 Reply 13—-14. Moreover, we
note that Petitioner relies on the combined teachings of Griffin and Zydney,
not on Zydney alone, and the portion of Griffin relied upon itself discloses
that Figure 7 includes, among other things, “the current status.” Ex. 1005,
5:18.

Accordingly, we are persuaded, for the reasons stated by Petitioner
and discussed above, that Petitioner has established by a preponderance of
the evidence that Griffin in view of Zydney teaches the recited

communication platform system.
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motivation to combine

Patent Owner argues that, for several reasons, a person of ordinary
skill in the art would not have combined Gf_ifﬁn and Zydney as asserted by
Petitioner. 1797 PO Resp. 24-36. For the reasons discussed below, we find
that a preponderance of the evidence shows a person of ordinary skill in the
art would have found it obvious to combine the teachings of Griffin and ,
Zydney in the manner contemplated by Petitioner.
First, Patent Owner contends that that combination of Griffin and
Zydney is inoperable for “text-only buddies” supported by Griffin alone. Id.
at 26-28. According to Patent Owner,

replac[ing] Griffin’s status 702 with availability/unavailability as
understood by Zydney would result in an inoperable system, at
least for text-only buddies. [1797 Easttom Decl.] Y 62-64. A
Text-only buddy connected to the server complex 204 would be
considered “available” as understood by Zydney simply by virtue
of having an Internet connection (e.g., that enables
communication with the server complex 204), and would
therefore be" available for selection as a recipient of a speech
message. Id. However, Griffin does not disclose or even
contemplate, what would happen if a text-only buddy were to be
selected to receive a speech message. Id.

1797 PO Resp. 26. Patent Owner further contends, “[e]ven a single
text-only buddy is enough to destroy any proposed rationale for combining
Griffin and Zydney.” Id. at27. We do not agree with Patent Owner’s
arguments. ‘

The combination of Griffin and Zydney does not do away with
Griffin’s current status of “text-only” capability. The combination of
teachings adds to Griffin’s “Available” and “Off” statuses the meanings
ascribed to the “Available” and “Not logged on” statuses of Zydney. See
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Ex. 1002 9 135 (Dr. Haas’s opinion that “a person of ordinary skill in the art
at the time of the alleged nvention would have been motivated to configure
status 702 to include connectivity information indicating whether client 100
is currently connected to server complex 204”). The Zydney statuses do not
replace or modify any other status in Griffin, including that of the “text-
only” buddies. As Petitioner states, the “text-only” status would continue to
operate in the same manner. 1797 Reply 22. That s, presence status 702
would still indicate whether Griffin’s terminal 100 is connected to

server 204 (according to Zydney’s status), without restriction, while the
“text-only” status would indicate that the terminal is connected to server 204
and technically capable of receiving only text messages. Id. We agree with
Petitioner that the “text-only” status is not rendered inoperable in Griffin by
the asserted combination.

Second, Patent Owner argues that the combination of Griffin and
Zydney would render Zydney inoperable for its intended purpose. 1797PO
Resp. 28-29. We disagree. Patent Owner focuses here on whether
Zydney’s communications are instantaneous versus Griffin’s alleged
indifference of whether a recipient is “actually online.” Id. at 29 (citing
1797 Easttom Decl. §30). These distinctions are contrary to Griffin’s
teachings of providing presence status information that is constantly updated
(Ex. 1005, 5:27-30), showing that Griffin is not indifferent as to the status
of its recipients, and providing for an “Off” and “Available” status that the
system utilizes to determine whether to deliver the speech chat message (id.
at 5:2—15). Thus, we do not credit Mr. Easttom’s testimony that Griffin
does not know and does not care about the recipient’s status online.

1797 Easttom Decl. §30. Wealso do not credit Mr. Easttom’s testimony
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that Zydney’s purpose would be frustrated or eliminated. Id. §63. The
combined teachings do not involve any changes or modifications of Zydney.
Thus, the purpose of Zydney is not compromised (or even impacted) by the
asserted combination of teachings. Finally, the arguments provided by
Patent Owner and Mr. Easttom regarding Zydney’s frustrated purpose are
generic and devoid of factual support, and, therefore, not entitled to any
weight.

Third, Patent Owner alleges that “Griffin only makes available the
most recent message’ and that the combination of Griffin and Zydney
would, therefore, result in Zydney’s messages being lost. 1797 PO
Resp. 29-30. Citing Griffin’s disclosure that “the most recently received
speech message (or at least that portion that will fit in available memory) [is]
queued at the receiving terminal,” Patent Owner alleges, based on
Mr. Easttom’s testimony, that a person of ordinary skill in the art “would
understand this to mean that only the most recently received speech message
(or portion thereof) is queued. . ..” Id. at 29 (citing Ex. 1005, 11:50-53;
1797 Easttom Decl. 31, 68). We do not credit Mr. Easttom’s testimony as
1t is contrary to the teachings of Griffin. Griffin’s chat history display
contains a list of sent and received speech chat messages. Ex. 1005,
10:20-25. The chat history display entries include more than the last
received speech chat message. Seeid.,Fig. 11,item 1105. The queuing
only occurs because the speech chat message arrived while the terminal
display was not on the chat history display. See id. at 11:48-52. This is not
the same as disclosing that Griffin only stores the last received message. We
find the opposite: Griffin expressly discloses storing messages in permanent

storage, without qualification, i.e., regardless of whether the message was
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the last to be received. Seeid. at 12:38—42. Thus, the argument that Griffin
would only be concerned with storing the last received message, and no
others, 1s contrary to Griffin’s disclosure, and, therefore, is unpersuasive.
Fourth, Patent Owner contends that Griffin’s and Zydney’s methods
of managing availability are incompatible, such that “[ijncluding Zydney in
the system described by Griffin would frustrate the purpose of Griffin ofa
server-based messaging paradigm in which technical feasibility of
communicating a message to a recipient terminal is determined at the server
complex 204 rather than at the mobile terminal 100 and in which only the
messages vetted by the server complex 204 as feasible are subsequently
communicated by the server complex 204.” 1797 PO Resp. 30-36 (citing
1797 Easttom Decl. ] 59-61, 64). This argument is not persuasive because
Petitioner does not rely on the incorporation of Zydney’s availability
determination at the terminal into Griffin’s server-based determiation.
Instead, the Petition relies on Zydney’s disclosure of whether, for example,
the “available” status (meaning that the user is online) would suggest that
Griffin’s current status 702 of recipients being “available” would also take
that meaning. See 1797 Pet. 24-25 (arguing that the combination would
have predictably resulted in Griffin’s presence manager 302
(“communication platform system”) maintaining connection information for
each terminal 100 in records 700, such that status 702 indicates whether each
client 100 is currently connected to server 204). Patent Owner’s arguments
take Petitionet’s contention too far into a bodily mcorporation position that
1S r{ot cbmpatible with Petitioner’s actual contentions. Moreover, “[t]he test
for obviousness is not whether the features of a secondary reference may be

bodily incorporated into the structure of the primary reference,” but instead
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“the test is what the combined teachings of the references would have
suggested to those of ordinary skill in the art.” MCM Portfolio LLCv.
Hewlett-Packard Co.,812 F.3d 1284, 1294 (Fed. Cir. 2015) (quoting In re
Keller, 642 F.2d 413,425 (CCPA 1981)). Apreponderance of the evidence
shows that a person of ordinary skill in the art at the time of the invention
would have found it obvious to combine Zydney’s teaching of applying an
availability status to recipients in Griffin’s system to gain the benefits of
improving the usability, convenience, efficiency, and privacy. See, e.g., Ex.
1002 99 138-143.
Conclusion

In conclusion, Petitioner has demonstrated by a preponderance of the

evidence that claim 3 ofthe *622 patent is unpatentable as obvious over

Griffin in view of Zydney.
b. Independent Claim 27

Independent claim 27 differs from independent claim 3 principally in
its recitations of (1) the network interface being coupled “to the client
device,” rather than to the server, and connecting “the client device,” again
rather than the server, to the network; (2) “an instant voice messaging ‘
application installed on the client device, wherein the instant voice
messaging application includes a client platform system for generating an
instant voice message”; (3) the messaging system being included in the
instant voice messaging application installed on the client device, rather than
being a system residing on the server; and (4) the instant voice messaging
application “includ[ing] a document handler system for attaching one or
more files to the nstant voice message.” Petitioner relies on the same

arguments and evidence for the preamble, “client device,” and “network
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interface” limitations of independent claim 27 as discussed above with
regard to claim 3. 1797 Pet. 61-62 (cross-referencing discussion of claim 3)
(citing Ex. 1002 99 237-239).

Noting that neither claim 27 nor the speciﬁcatidn of the *622 patent
recites any particular structure for the recited “document handler system,”
Petitioner contends that Griffin in view of Zydney discloses a component
and/or functionality that performs the recited functions thereof. 1797 Pet. 64
(citing Ex. 1001,'12:26-20; Ex. 1002 99 244-251). Petitioner argues that
Griffin, for example, discloses the recited “document handler system”
because when terminal 100 generates an outbound message, the software
provides the user with the option of attaching files to the message. /d.
at 64—65 (citing Ex. 1005, 5:42-48, 6:39-52, 7:22-25, 10:53-58,
12:63—-66). Petitioner also relies on Zydney’s disclosures of including
attachments in the voice container along with the voice message. Id. at 65
(citing Ex. 1006, 4:7-9, 19:1-12, 22:19-20, 35:15-22, Figs. 6, 16, 17-18).
Petitioner asserts that it would have been obvious for Griffin to attach a file
to a speech chat message, based on Zydney’s teachings of attaching a file to
a voice container, using the well-known MIME standard. /d. at 65-66
(citing Ex. 1006, 19:6-20:9). For a rationale, Petitioner argues that a person
of ordinary skill in the art would have been motivated to enable attachments
to speech chat messages in Griffin because “it would have enhanced the
capabilities and convenience of Griffin’s system/process by providing users
with the ability to collectively send and receive files with a speech message,
instead of needing to send the files and message separately.” Id. at 66 |
(citing Ex. 1002 §249). Petitioner also proffers that Zydney itself provides

a reason for such attachments: to provide a richer communication
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environment. /d. (citing Ex. 1006, 19:2—4). Relying on Dr. Haas’s
testimony, Petitioner further contends that a person of ordinary skill in the
art “would have recognized that such a modification would have been
nothing more than a straightforward combination of known technologies by
known methods without changing their respective functions to achieve a
predictable result, and would have been well within the capabilities of sucha
person.” Id. (citing Ex. 1002 9| 250). ,

We are persuaded by Petitioner’s showing that it v&;ould have been
obvious to attach files to a speech chat message. 1797 Pet. 65-66. Zydney
discloses attaching a digitized greeting card or other data types to the voice
container to be transported to the recipient. Ex. 1006, 19:1-7 (stating that an
important part of voice exchange and distribution is “attaching other media
to the voice; container” and that voice containers may have “digitized
greeting cards appended to them”™). Zydney describes “attachment” as
“associating” in referring to Figure 6, which discloses that the software
agent asks the user “what multimedia file fo associate [to] this voice
container.” Ex. 1006, Fig. 6 (emphasis added). Figure 16 of Zydney also
deséribes, at step 5.1.4, “associating the multimedia file with the originator’s
voice container, as we]l as networked voices.” Ex. 1003, Fig. 16, 35:15-17,
Fig. 17. These disclosures of Zydney teach attaching one or more files to a
voice container as an association of the one or more files to that voice
container.

Zydney’s teaching of performing the attachment is further informed
by the use of the MIME standard. For example, Zydney discloses
formatting voice containers using the MIME format, which allows

attachment of files to be specified in a message header. Ex. 1006, 19:6-12.
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According to this embodiment then, a voice container would be formatted
under the MIME standard, where a header identifies the file or files attached
to the MIME-formatted voice container. Id. We find that this MIME-
formatted voice container, which includes the voice data or digitized audio,
includes the information necessary in the header to link the files that the user
has attached to the voice container.

In the resulting combination, therefore, Griffin’s software, which
already has the functionality to perform attachments to the outbound chat
message, would perform attachments or the required associations in the
manner described in Zydney. We also credit Dr. Haas’s testimony that a
person of ordmary skill in the art would be motivated to provide for
attachment of one or more files to the speech chat message of Griffin
because the users would find it more convenient than performing separate
actions of sending files and attachments. Ex. 1002 91249. We are also
persuaded by Dr. Haas’s testimony that Zydney provides a motivation to
provide a richer communications environment by specifically allowing for
attachments of multimedia files to a voice container, which includes the
recorded message. /d. (citing Ex. 1006, 19:2—4). We find that the
combination apphes the known technlque of attaching files in a known
manner, such as by formatting the speech chat message using the MIME
standard and utilizing the MIME header to indicate the files associated with
the speech chat message. See KSR, 550 U.S. at417. The combination
predictably would have resulted in speech chat messages having
attachments, as Griffin already discloses attaching files to the outbound
message. See Ex. 1002 9250 (“Grlﬁin s system/process would perform the

same function of transmitting/receiving speech chat messages in the same
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way described in Griffin, with the added ability to attach one or more files to
such messages.”). We are also persuaded that it would have been within the
capability and knowledge of a person or ordinary skill in the art to make
such a modification. Id. §251.

Patent Owner argues that neither Griffin nor Zydney attaches a file to
an instant voice message. 1797 PO Resp. 21-23. Accordingto Patent
Owner, “[i]ncluding attachments (in addition to a voice message) in a voice
container . . . does not disclose or suggest ‘attaching one or more files to the
instant voice message’ itself.” Id. at 21 (citing 1797 Easttom Decl. {{ 50—
58). Patent Owner argues that Zydney’s voice container is not an “instant
voice message,” and fhat Zydney’s attachment to a voice container
accordingly is not an attachment to the “instant voice message.” Id.
at 21-22. We are not persuaded by this argument. Moreover, Petitioner’s
theory of obviousness relies on Griffin’s speech chat message as the “instant
voice message.” Thatis, Petitioner argues that the combination results in
Griffin attaching files to Griffin's speech chat message. 1797 Pet. 65-66;
see also 1797 Reply 15 (“[A]s explained in the Petition, a [person of
ordinary skill in the art] would have recognized that Griffin’s system could
have attached files to its speech chat messages in the exact same way as its
text chat messages for the same reasons and advantages.”) (citing 1797 Pet.
65; Ex. 10029 47). This combination does not rely on Zydney’s voice
container as teaching the “instant voice message.” Rather, Zydney
contributes the teaching of how to perform attachments to a Griffin speech
chat message because attachments provide a richer communication

environment. Id. at 66; see also Ex. 1006, 19:2—4. Therefore, Patent
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Owner’s arguments focusing on the differences between Zydney’s voice

container and an “instant voice message” are not germane to our analysis.
Patent Owner further argues that ‘

Petitioner does not allege, let alone attempt to prove, that
the cited references . . . disclose that the same alleged “instant
voice messaging application” that is (1) “installed at the client
device” and that includes (2) “a client platform system for
generating an instant voice message” and (3) “a messaging
system for transmitting the instant voice message over the
packet-switched network™ is also the same application that

includes (4) the claimed “document handler system.”

1797 PO Resp. 22-23. Instead, according to Patent Owner, “Petitioner
myopically focuses on the various limitations in isolation, reducing each to
only alleged functionality that Petitioner vaguely attributes to various
ﬁnSpeciﬁed ‘components’ of Griffin’s ‘system’ in general.” Id. at 23 (citing
1797 Pet. 64). Wedisagree. We understand Petitioner to rely consistently
on Griffin’s “machine readable and execu%able instructions,” stored in
mobile terminal 100’s application storage 310 and executed on terminal
100’s CPU 31 1, as the recited “instant voice messaging application” that
meets each of the recited limitations. As Petitioner points outin its Reply,
Patent Owner’s expert, Mr. Easttom, “appears to agree, testifying that this
‘chat software’ provides the functionalities associated with sending and
receiv\ing speech chat messages.” 1797 Reply 18 (citing Ex. 1040, 152:13—
154:11). \

In 'sun‘l, having fully considered the parties’ respective arguments and
~ cited evidence, we are persuaded that Petitioner has demonstrated bya
preponderance of the evidence that claim 27 of the 622 patent is ‘
unpatentable‘as obvious over Griffin in view of Zydney.
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c. Independent Claim 38

Independent claim 38 differs from independent claim 27 in its
omission of the “document handler system” limitation and inclusion instead
of “a display displaying a list of one or more potential recipients for an
instant voice message.” Compare Ex. 1001, 27:11-23, withid. at26:17-30.
Petitioner relies on the same arguments and evidence for the common
limitations among independent claims 1, 27, and 38, as well as dependent
claim 21, which similarly recites “display[ing] a list of one or more potential
recipients for the instant voice message” and is discussed in Section
IV.B.4.mbelow. 1797 Pet. 70-71. With respect specifically to that
“display” limitation, Petitioner maps the “buddies” shown in the buddy list
of Figure 9 of Griffin, reproduced in Section IV.B.3.a above, to the recited
“potential recipients for the instant voice message.” Id. at 58 (citing
Ex. 1005, Fig. 9; Ex. 1002 99 229-230). As Petitioner points out, Griffin
explains that software and related components display the buddy list, with
each entry representing a buddy that can be selected when sending a speech
message. /d. (citing Ex. 1005, 8:39-52, Fig. 9). In particular, Griffin
discloses that to initiate an instant voice message, a user may select one or
more listed buddies and activate the “push-to-talk” button, allowing the user
to record and transmit a speech message. Id. (citing Ex. 1005, 9:23-31).
Patent Owner does not argue claim 38 separately from independent claims 3
and 27, and after full consideration of Petitioner’s arguments and cited
evidence, we are persuaded that Petitioner has demonstrated by a
preponderance of the evidence that claim 38 of the *622 patent is

unpatentable as obvious over Griffin and Zydncy.
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d. Dependent Claim 4

Claim 4 depends from claim 3 and further recites “wherein the instant
voice message includes an action field identifying one of a predetermined set
of permitted actions requested by the user.” Ex. 1001, 24:28-30. Petitioner
concedes that Griffin does not explicitly disclose thatspeechmessages
received by terminal 100 have an “action field,” but Petitioner contends it
would have been obvious to a person of ordinary skill n the art to modify
Griffin’s system to implement such features in view of the teachings of
Zydney and the knowledge of a person of ordinary skill. 1797 Pet. 30-31
(citing Ex. 1002 49 157-164). According to Petitioner, Zydney discloses
messages having fields that contain data identifying permitted actions, even
though Zydney does not use the specific word “field” to identify them. Id.
at 31 n.11. Forexample, Petitioner contends, reuse restriction fields 314,
shown in Figure 3 of Zydney, controlhow the voice message can be reused
after it is transmitted, and repeating information fields 330 specify whether a
message can be automatically repeated, and if so, how many times. /d. at 32
(citing Ex. 1006, 23:1-12, Fig. 3; Ex. 1002 §159). Petitioner also cites
other examples from Zydney. Id. at32-33 (citing Ex. 1006, 12:8-9, 26:20—
23; Ex. 10029 160). Inview of these teachings and the knowledge of a
person of ordinary skill in the art, Petitioner contends, such a person would
have been motivated to modify Griffin’s system such that its speech
messages include an action field similar to those described by Zydney, to
improve the utility, convenience, and security of the system. /d. at33 (citing
Ex. 1002 Y 161-164). Relying on Dr. Haas’s testimony, Petitioner further
contends that a person of ordinary skill in the art would have recognized that

such a modification would have been nothing more than a straightforward
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combination of known technologies by known methods without changing
their respective functions to achieve a predictable result, and would have
been well within the capabilities of such a person. Id. at 34 (citing Ex. 1002
{162). Indeed, Petitioner contends, “based on Griffin’s disclosures of
configuring a speech message with various fields (Ex. 1005, 6:38-44,

Fig. 4), a [person of ordinary skill in the art] would have been encouraged to
expand such features based on other teachings in the field.” 1797 Pet. 34
(citing Ex. 1002 § 163).

Patent Owner responds that exemplary embodiments of an action
field, described in the *622 patent specification, relate to user-requested
actions requiring immediate execution, such as requests to connect,
disconnect, subscribe, unsubscribe, or transmit a message. 1797 PO
Resp. 36. Claim 5, which depends from claim 4, recites similar actions. Id.
at 36-37. Patent Owner contends that “Petitioner identifies no such ‘action
field’ m Zydney and makes no referenc‘e to this intrinsic evidence.” Id. at37.
Further, according to Patent Owner, Zydney “teaches away” from an instant
voice message including an action field because it “expressly defines its
‘voice container’ to mean ‘a container object that contains no methods’—
1.e., no actions for the system to execute.” Id. at 37 (emphasis omitted)
(citing Ex. 1006, 12:6-8). Finally, Patent Owner contends that none of the
actions identified by Petitioner constitute actions requested by the user for
the system to execute, but they instead “merely provide restrictions on how
a message 'rnay be used by a recipient” and “do not require any action
whatsoever.” Id. at 37-38.

We are persuaded by Petitioner’s showing, As an initial matter,

although Zydney uses the term “components” rather than “fields” in
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reference to Figure 3, we credit Dr. Haas’s testimony that Figure 3 shows
fields containing data identifying permitted actions such as reuse restrictions
and repeating information. Ex. 1002 4 159. Wealso credit Dr. Haas’s
testimony that these permitted actions are requested by the user. Id. §160
(Dr. Haas testifying that Zydney teaches setting privacy features and
talloring the container such that a user may have the ability to limit how
many times a confidential message is repeated). Patent Owner’s arguments
notwithstanding, we find no support in claim 4 or the 622 patent'for
limiting the “actions” permitted by the “action field” to those expressly
recited in the specification or in claim 5 or to actions for “immediate
execution.” Indeed, as Petitioner points out in its Reply, the principle of
claim differentiation creates a presumption that claim 4 is not limited to the
permitted actions expressly recited in claim 5, which depends from claim 4.
1797 Reply 19. Although that presumption of claim differentiation may be
rebutted by evidence from the specification or prosecution history, Patent
Owner does not identify, and we do not find on the record before us, any
persuasive rebuttal evidence in this regard. See, e.g., D.M.L, Inc. v. Deere &
Co.,755F.2d 1570, 1574 & n.2 (Fed. Cir. 1985); ¢f. Tandon Corp. v. United
States Int’l Trade Comm'n, 831 F.2d 1017, 1023 (Fed. Cir. 1987). Claim 4
recites that the action field must “identify[] one of a predetermined set of
permitted actions requested by the user,” and we agree with Petitioner, at
minimum, that “repeat times” field 336 shown in Figlire 3 of Zydney
identifies a permitted action (i.¢., repeating of a message) that a user is
permitted to request. We are also persuaded, as we stated above, by Dr.

Haas’s testimony that the “repeat” field refers to an action requested by a

62

Page 63 of 784



IPR2017-01797 and IPR2017-01798
Patent 8,724,622 B2
user because it gives the user control over how many times a confidential
message, for example, is repeated. See Ex. 10029 160.

Accordingly, after full consideration of the parties’ respective
arguments and evidence, we are persuaded that Petitioner has shown by a
preponderance of the evidence that claim 4 is unpatentable as obvious over

the combination of Griffin and Zydney.

e. Dependent Claim 6

Claim 6 depends from claim 3 and further recites “wherein the instant
voice message includes an identifier field including a unique identifier
associated with the instant voice message.” Ex. 1001, 24:36-38. Insupport
of its contention that this further limitation is disclosed by Griffin in view of
Zydney, Petitioner points to Griffin’s disclosure that outbound message 400
includes thread identifier (“Thread ID”) field 404, as well as to Zydney’s
disclosure that each message created by the software agent has a “unique
identifier.” 1797 Pet. 35 (citing Ex. 1005, 3:43-48, 4:56-61, 6:38—-50,

Fig. 4; Ex. 1006, 34:4-8). Relying on Dr. Haas’s testimony, Petitioner
argues that it would have been obvious to a person of ordinary skill in the art
to configure Griffin’s system, in view of Zydney’s teachings, so that each
speech message has a unique identifier to facilitate the storage, retrieval, and
management of individual speech messages. Id. at 35-36 (citing Ex. 1002

1 167). According to Petitioner, “such a modification would have been a
straightforward combination of known technologies by known methods
without changing their respective functions to achieve a predictable result,
and would have been well within the capabilities of such a person,”
particularly because “Griffin already discloses providing a unique identifier

for each chat thread,” and a person of ordinary skill in the art “could have
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easily adapted the disclosed teachings to provide a unique identifier for each
message in the thread in view of the teachings of Zydney.” Id. at 36 (citing
Ex. 1002 99 168, 169; Ex. 1005, 6:44-46). We are persuaded by Petitioner’s
showing, and we also note that Patent Owner does not argue dependent
claim 6 separately from claim 3. Based on Petitioner’s arguments and cited
evidence, we are persuaded that Petitioner has shown by a preponderance of
the evidence that claim 6 is unpatentable as obvious over the combination of

Griffin and Zydney.
f. Dependent Claim 7

Claim 7 depends from claim 3 and further recites:

wherein the instant voice message includes a source field
including a unique identifier associated with at least one of a
given one of the plurality of nstant voice message client systems
that created the instant voice message and a given one of the
plurahty of users using the given one of the plurahty of instant
voice message client systems. '

Ex. 1001, 24:39-45. Insupportofits contention that this further limitation
is disclosed by Griffin in view of Zydney, Petitioner relies on Griffin’s
disclosure that its outbound messages 400 include recipient identifiers
(“Recipient IDs) in field 403, the first of which identifiers is disclosed as
“the sender’s identifier.” 1797 Pet. 37 (citing Ex. 1005, 6:37-41, 6:56-59,
Fig. 4). Petitioner argues that the sender’s identifier uniquely identifies
terminal 100 and the user that created message 400. Id. at 37-38 (citing
[Cx. 1005, 5:15-22,5:23-27, 5:50-0:5, 6:10-33, Figs. 7, 8). Although
Petitioner concedes that Griffin does not explicitly state that the sender’s
identifier is “unique,” Petitioner contends, relying on Dr. Haas’s testimony,

that a person of ordinary skill in the art would at least have found it obvious
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that the sender’s identifier should in fact be globally unique. Id. at 39-40
(citing Ex. 1002 9§ 177-178). Moreover, Petitioner contends it would have
been obvious to modify Griffin’s sender identifier to be unique, if necessary,
in view of Zydney’s disclosure of each agent having a “unique identifier,” as
cited previously in the discussion of claim 6. Id. at 40 (citing Ex. 1002

99 179-183; Ex. 1006, 23:2-3,23:18-24:2, Fig. 3). We are persuaded by
Petitioner’s showing, and we also note that Patent Owner does not argue
dependent claim 7 separately from claim 3. Based on Petitioner’s arguments
and cited evidence, we are persuaded that Petitioner has shown by a
preponderance of the evidence that claim 7 is unpatentable as obvious over

the combination of Griffin and Zydney.
g. Dependent Claim 8

Claim 8 depends from claim 3 and further recites:

wherein the instant voice message includes a destination field
including a unique identifier associated with at least one of a
given one of the plurality of instant voice message client systems
identified as a recipient of the instant voice message and a given
one of the plurality of users using the given one of the plurality
of instant voice message client systems.

Ex. 1001, 24:46-52. Insupport of its contention that this further limitation

1s disclosed by Griffin in view of Zydney, Petitioner again points to Griffin’s
recipient identifiers (“Recipient IDs™) in field 403 of outbound message 400,
particularly to the recipient identifiers other than the sender’s identifier,
which Petitioner contends uniquely identify “other terminals 100 and users
that are intended recipients of message 400.” 1797 Pet. 41 (citing Ex. 1005,
6:37-41, 6:56-59, Fig. 4). More particularly, Petitioner contends that, “[a]s

with the sender’s identifier, each of the other recipient identifiers in field 403
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is associated with a terminal address, which identifies a recipient

terminal 100, and a nickname and short name associated with the user of
terminal 100, which identifies a user of terminal 100.” Id. at42 (citing
Ex. 1005, 5:15-22, 5:23-27,5 :50-6:5, 6:10-33, Figs. 7-8). Petitioner also ’
raises similar arguments with respect to the uniqueness of the identifiers as
presenfed for claim 7, discussed above. Id. at 42—43 (citing Ex. 1002

19 185-189; Ex. 1006, 23:2—3,23:18-24:2, Fig. 3). We are again persuaded
by Petitioner’s showing, and we also note that Patent Owner does nbt argue
dependent claim 8 separately from claim 3. Based on Petitioner’s arguments
and cited evidence, we are persuaded that Petitioner has shown by a
preponderance of the evidence that claim 8 is unpatentable as obvious over

the combination of Griffin and Zydney.
N\
h. Dependent Claim 10

Claim 10 depends from claim 3 and recites that the system further
comprises “a message database storing the instant voice messages received
from the instant voice message client systems.” E’x. 1001, 24:58-60.
Petitioner contends that Griffin in view of Zydney discloses the claimed
“message database” bothin a client system (i.e., Grifﬁn’s terminal 100) and
in a server (Griffin’s server 204, Zydney’s message server). 1797 Pet. 44—
45. For example, Petitioner contends, Griffin discloses that terminal 100
stores both inbound and outbound speech messages permanently in storage.
Id. (citing Ex. 1005, 10:20-36, 10:45-47, 12:38-42, Fig. 3; Ex. 1002
19 191-192). Additionally, Petitioner contends; Griffin discloses that
messages may be queued at terminal 100 and/or server 204 for later
playback (i.e., if an inbound message arrives while the chat history display is

not visible to the user), and a person of ordinary skill in the art would have
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understood that queued messages are necessarily stored. /d. at 45 (citing
Ex. 1005, 11:48-67; Ex. 1002 § 193).

We do not agree with Petitioner that Griffin teaches a “message
database” at terminal 100. At best, Griffin teaches that mobile termmal 100
includes temporary storage and permanent storage, for storing received and
sent chat messages. Ex. 1005, Fig. 3, 12:41-42. Griffin does not disclose,
however, storing the messages in a “message database” at the terminal. And
we are not persuaded by Petitioner’s footnoted and conclusory argument that
under the plain meaning of the words “message database,” by merely
disclosing storage of the messages, Griffin discloses a “message database”
under the broadest reasonable interpretation. See 1797 Pet. 45n.12.

Still further, Petitioner pomts out that Zydney also describes a server
containing a “message store” for storing messages “centrally at the server
whenever the recipient is not available” and that the server includes a
“database mechanism.” Id. at 4546 (citing Ex. 1006, 11:3-6, 23:15-17,
25:1-3, 30:6-8, Figs. 2, 4); see also id. at 4648 (providing motivation to
modify Griffin in view of Zydney’s teachings, citing Ex. 1002 §197-200).
We are persuaded by Petitioner’s showing that Zydney discloses the recited
“message database,” and we also note that Patent Owner does not argue
dependent claim 10 separately from claim 3. Based on Petitioner’s
arguments and cited evidence, we are persuaded that Petitioner has shown
by a preponderance of the evidence that claim 10 is unpatentable as obvious

over the combination of Griffin and Zydney.
i. Dependent Claim 11

Claim 11 depends from claim 3 and further recites:
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wherein, upon receipt of an instant voice message, the
communication platform system determines if there is the current
connection to one of the plurality of instant voice message client
systems identified as a recipient of the instant voice message, and
if there is no connection with the one of the plurality of instant
voice message client system identified as the recipient, the
instant voice message is stored and delivered when the one of the
plurality of instant voice message client systems identified as the
recipient re-established a connection.

Ex. 1001, 24:61-25:3. Petitioner presents two alternative theories with
respect to the further limitations set forth in claim 11.

First, Petitioner contends that the recited features are disclosed by
Griffin in view of Zydney. 1797 Pet. 48—53. Petitioner points to Griffin’s
disclosure of server 204, including presence manager 302 that maintains a
“presence datarecord[] 700” for each terminal 100, indicating via current
status 702 whether the terminal is currently “Available” or “Off.” Id. at48
(citing Ex. 1005, 4:62-5:2, 5:11-30, Fig. 7). Petitioner maps presence
manager 302 to the recited “communication platform system” and terminals
100 to the recited “instant voice message client systems.” Id. Referring
back to Dr. Haas’s testimony with respect to claim 3, Petitioner contends it
would have been obvious to a person of ordinary skill in the art for
status 702 also to include connectivity information indicating whether
terminal 100 is currently connected to server 204. Id.; Ex. 1002 qq 135-144.
For the second conditional branch of claim 11 (i.e., “if there is no
connection . . .”), Petitioner contends, “Griffin explains that server 204 only
sends inbound messages 500 to available recipients based on the recipient’s
status 702" and “also explains that if a speech message arrives while the chat
history display is not visible to the user, . . . the message is ‘queued’ at

server 204 and/or terminal 100) for later playback.” Id. at 49. Accordingly,
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Petitioner contends, “Griffin discloses storing a speech message if the
recipient is not viewing the chat history display, and delivering the stored
message to the recipient once the recipient is viewing the chat history
display.” Id. at 49-50 (citing Ex. 1002 4 204). As persuasively argued for
claim 3, Petitioner contends it would have been obvious to modify Griffin’s
system based on the teachings of Zydney so that status 702 includes
connectivity information indicating whether terminal 100 is currently
connected to server 204, and it also would have been obvious to mo&ify
Griffin’s system such that server 204 would store a message if there is no
connection as determined based on status 702 for later delivery once the
recipient re-established a connection. Id. at 50-53 (citing Ex. 1002 9 206—
216).

Second, Petitioner contends that the recited features of claim 11 are
obvious in view of Griffin, Zydney, and Vuori. Id. at 76—78. According to
Petitioner, “Vuori provides additional details related to the features of
claim 117 (id. at 77 n.15), and “it would have been obvious to modify the
combined Griffin-Zydney system/process based on the teachings of Vuori so
that speech messages are stored at server 204 and delivered depending on
whether the recipient’s status 702 indicates a current connection.” Id. at 77
(citing Ex. 1002 9§ 356-363). Petitioner points, for example, to Vuori’s
disclosure of its SVMSC determining the availability of the intended
recipients (e.g., on-line) upon receipt of an SVM, and then either “send[ing]
the SVM immediately to those intended recipients who are available” or
storing the SVM for later deliver for currently unavailable recipients. Id.
at 77-78 (citing Ex. 1015 9 8, 34, 4347, 50, 54; Ex. 1002 9991, 358-363).

Petitioner contends a person of ordinary skill in the art “would have been
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~ encouraged to look to Vuori to complement the teachings of Griffinand
Zydney because these references are in the same technical field of network
communication systems, teach solutions to common problems in the field,
and describe technologies that were well known, similar, and compatible.”
Id. at 78 (citing Ex. 1005, 1:8-12, 3:59-65, 4:10-15; Ex. 1006, Abstract,
5:1-5, 10:11-18; Ex. 1015, Abstract, § 3, 31-34, 41, Figs. 1, 6; Ex. 1002
9362).

We are persuaded by Petitioner’s contentions and also note that Patent
Owner does not argue dependent claim 11 separately from claim 3. Based
on Petitioner’s arguments and cited evidence, we are persuaded that
Petitioner has shown by a preponderance of the evidence that claim 11 is
unpatentable as obvious over the combination of Griffin and Zydney, with or

without the addition of Vuori.
J. Dependent Claim 12

Claim 12 depends from claim 3 and further recites “wherein the
communication platform system updates the connection information for each
of the instant voice message client systems by periodically transmitting a
connection status request to the given one of the plurality of instant voice
message client systems.” Ex. 1001, 25:4-8. Petitioner concedes that
“neither Griffin nor Zydney explicitly discloses updating connection
information for each terminal 100 by periodically transmitting connection
status requests to the terminal 100,” but, relying on the testimony of
Dr. Haas, Petitioner contends that it would have been obvious to a person of
ordinary skill in the art to modify the system/process of the Griffin/Zydney
combination to implement such features based on Aravamudan’s teachings.

1797 Pet. 72-73 (citing Ex. 1002 1 82-83, 270-280). In particular,
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Petitioner points to Aravamudan’s disclosure of IM server 130 periodically
polling client devices 140 and updating its database to reflect the offline
status of the device. Id. at 73—74 (citing Ex. 1009, 8:5-31). Relying on Dr.
Haas’s testimony, Petitioner contends that Aravamudan accordingly
discloses updating connection information for each client device 140 by
periodically transmitting connection status requests to the device. Id. at 74
(citing Ex. 1002 §§271-273). Petitioner further contends thata person of
ordinary skill in the art would have been motivated to modify the combined
Griffin/Zydney system/process to implement a polling technique similar to
that disclosed by Aravamudan, such that presence manager 302 would
update the connection information of each terminal 100 by periodically
transmitting a connection status request to each terminal. /d. (citing

Ex. 1002 99 274-280). Accordingto Petitioner, such a modification would
have provided various advantages, would have been a straightforward
combination of known technologies by known methods without changing'
their respective functions to achieve a predictable result, and would have
been well within the capabilities of a person of ordinary skill in the art at the
time of the alleged invention. Id. at 74-76.

We are persuaded by Petitioner’s contentions and also note that Patent
Owner does not argue claim 12 separately from claim 3. Based on
Petitioner’s arguments and cited evidence, we are persuaded that Petitioner
has shown by a preponderance of the evidence that claim 12 is unpatentable

as vbvious over the combination of Griffin, Zydney, and Aravamudan.
k. Dependent Claim 13

Claim 13 depends from claim 3 and further recites “wherein each of

the instant voice message client systems comprises an instant voice
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messaging application generating an instant voice message and transmitting
the instant voice message over the packet-switched network to the
messaging system.” Ex. 1001,‘25:9—1 3. Forthe recited “instant voice
messaging application,” Petitioner identifies Griffin’s mobile terminal as
including software that performs the messaging functions disclosed in
Griffin. 1797 Pet. 54-55 (citing Ex. 1005, 3:43-48,4:29-61, 12:61-63;
Ex. 1002 99217-219). For the function of “generating an instant voice
message,” Petitioner identifies Griffin’s mobile terminal as including chat
software that, when a user activates the “push-to-talk” button, controls the
recording and transmission of a speech message. Id. at 55 (citing Ex. 1005,
9:20-31, 11:42-47, 12:1-3; Ex. 1002 19 220-221). For the function of
“transmitting the instant voice message over the packet-switched network to
the messaging system,” Petitioner relies on Griffin’s mobile terminal 100,
including software that transmits the speech chat message over packet-based
network 203 via network interface 306 to server complex 204. Id. at 55-56
(citing Ex. 1005, 3:51-61, 4:62-65, 9:20-31, 12:61-63; Ex. 1002 4 222).
We agree that Griffin teaches software performing the messaging
functionalities in the mobile terminal, and we also note that Patent Owner
does not argue dependent claim 13 separately from claim 3. Based on
Petitioner’s arguments and cited evidence, we are persuaded that Petitioner
has shown by a preponderance of the evidence that claim 13 is unpatentable

as obvious over the combination of Griffin and Zydney.
. Dependent Claims 18 and 32

Claims 18 and 32 depend from claims 13 and 27, respectively, and

each further recites “wherein the instant voice messaging application
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includes an audio file creation system creating an audio file for the instant
voice message based on input received via an audio input device coupled to
the client device.” Ex. 1001, 25:31-35, 26:48-52. Petitioner explains that
Griffin teaches capturing speech from a microphone, which is an audio input
device, and encoding the speech using voice codec 307. 1797 Pet. 57 (citing
Ex. 1005, 4:30-45, 4:52-53, Fig. 7; Ex. 1002 99 225-226); see also id. at 67
(relying for claim 32 on arguments with respect to claim 18). Petitioner
acknowledges, however, that Griffin does not disclose that the speech is in
the form of an “audio file.” Id. at 57. Thus, Petitioner relies on Zydney’s
teaching of digitally recording a voice message in an “audio file,” such as an
MP3 file. Id. (citing 1797 Pet. 28 (citing Ex. 1005, 16:1-4,21:15-18,
39:16)). Petitioner argues, and we agree, thatit would have been obvious
for a person of ordinary skill in the art to modify the message content of
Griffin to be in the form of an audio file as taught by Zydney. Id. (citing
Ex. 1002 99 227-228). The combination, we are persuaded, is a predictable
substitution of one known element for another. KSR, 550U.S. at416-17.
Patent Owner does not argue dependent claims 18 and 32 separately from
claims 3 (from which claim 13 depends)and 27. Based on Petitioner’s
arguments and cited evidence, we are persuaded that Petitioner has shown
by a preponderance of the evidence that claims 18 and 32 are unpatentable

as obvious over the combination of Griffin and Zydney.
m. Dependent Claim 21

Claim 21 depends from claim 13 and further recites “wherein the
instant voice messaging application displays a list of one or more potential

recipients for the instant voice message.” Ex. 1001, 25:48-50. Asnoted
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above, Petitioner relies on the same arguments for the “display” limitation of
independent claim 38 as for this additional limitation of claim 21. Seesupra
Section IV.B.4.c. Patent Owner does not argue dependent claim 21
separately from claim 3, and, for the reasons stated in the above discussion
of claim 38, we are persuaded by Petitioner’s arguments and cited evidence
showing by a preponderance of the evidence that claim 21 is unpatentable as

obvious over the combination of Griffin and Zydney.
n. Dependent Claims 22 and 39

Claim 22 depends from claim 21 and further recites “wherein the
ﬁstant voice messaging.application displays an indicia for each of the one or
more potential recipients indicating whether the potential recipient is
currently available to receive an instant voice message.” Ex. 1001, 25:51—
55. Claim 39 depends from claim 38 and further recites “wherein the
display includes an indicia for each of the one or more potential recipients
indicating whether the potential recipient is currently available to receive an
instant voice message.” Id. at 27:24-27.

Petitioner argues that each entry in Griffin’s buddy list, as shown in
Figure 9 of Griffin, includes a presence status icon 911 that varies depending
on presence status 702 of the corresponding potential recipient (i.e., whether
the potential recipient is currently available to receive a speech message).
1797 Pet. 58-59 (citing Ex. 1005, 5:11-30, 8:24-28, 8:47-52, Fig. 9).

Petitioner further contends that Griffin does not provide additional
details regarding what precisely status 702 indicates, but that it would have
been obvious to a person of ordinary skill in the art for status 702 to include
connectivity information indicating whether client 100 is currently

connected to server 204, based on the teachings of Zydney, for reasons set
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forth in the discussion of claim 3. 1797 Pet. 59. Although we acknowledge
this further showing, we do not find that additional details are necessary
because Griffin’s disclosure and Mr. Easttom’s testimony provide persuasive
evidence that Griffin’s presence status indicates “whether the recipient is
ready to receive the particular type of message, speech and/or text messages
only,” consistent with the scope of claims 22 and 39. Ex. 1005, 5:11-15,
6:64-7:11 (describing message delivery for “available” targets), Fig. 7;

Ex. 1040, 165:18-166:7 (Mr. Easttom testifying that “Off” is “unavailable
for any communication at all” and simply means “you can’t communicate
with them in any fashion”); see also 1797 PO Resp. 46 n.15 (Patent Owner
arguing that Griffin does show what presence status indicates and calling
Petitioner’s statement “disingenuous”). Therefore, the additional details
provided by Zydney, again, are not necessary to show that claims 22 and 39
would have been obvious, as Petitioner shows, by a preponderance of the
evidence that Griffin alone teaches the further limitation of those claims. As
discussed in reference to claim 3, Griffin’s Figure 7 illustrates at least two
instances of presence status (“Available” and “Off”), indicating “whether the
recipient is ready to receive the particular type of message.” See Ex. 1005,
5:11-30; 1797 Pet. 22 (citing Ex. 1005, 5:11-30, Fig. 7). When a presence
status of a buddy changes, presence manager 302 detects this change and
sends a buddy list update message 600 to the appropriate terminals 100. See
Ex. 1005, 5:27-30; 1797 Pet. 22-23 (citing Ex. 1005, 5:15-22, 5:27-30,
7:39-42, 7:48-49, 8:1-8, Fig. 6). Inthis manner, Griffin teaches that each
terminal 100 receives current presence status information for each buddy of
the buddy list displayed in Figure 9, together with the indicia that represents

that presence status. Dr. Haas’s testimony, which we credit, states that
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presence manager 302 provides the current status 702 of each terminal 100
as “Available” or “Off,” which terminals use to determine the appearance of
the presence status icon 911 correspondingto each entry in the buddy list.
Ex. 1002 §231. These disclosures in Griffin demonstrate by a
preponderance of the evidence that Griffin alone teaches that “the instant
voice messaging application displays an indicia for each of the one or more
potential recipients indicating whether the potential recipient is currently
available to receive an instant voice message,” as recited in claim 22.

In particular, we are persuaded that Griffin, by disclosing that the
presence status can be “Available” or “Off,” a buddy of the buddy list will
have an indicator (via icon 911 of Figure 9) that informs the sender “whether
the recipient is ready to receive the particular type of message.” See
Ex. 1005, 5:11-30, Fig. 7; Ex. 1002 9 231. The claim language requires
indicating “whether the potential recipient is currently available to receive
an instant voice message.” Ex. 1001, 25:53-55,27:26-27. This is precisely
what Griffin discloses, indicating that the buddy, which uses its terminal to
communicate with others in Griffin’s system, is ready to receive the
particular type of message. Griffin also includes other types of presence
status, such as “Text Only,” which may indicate availability for receiving
text-only messages, and not speech chat messages. See Ex. 1005, Fig. 7.
This disclosure, however, does not undermine the teaching that for
“Available” buddies, without qualification, Griffin indicates that such a
buddy “is ready to receive” a speech chat message. On the other hand, when
Griffin provides the “Off” status, Griffin indicates that the buddy and
terminal cannot receive any messages. Ex. 1040, 165:18-166:7. The claim

language does not require more. Ifa buddy cannot receive any messages,
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then the potential recipient is not “currently available to receive an instant
voice message,” as recited in claims 22 and 39. Ifabuddyis “Available,”
the potential recipient is “currently available to receive an instant voice
message.”

Accordingly, we determine that Petitioner has shownby a
preponderance of the evidence that Griffin alone teaches the limitation of
claims 22 and 39.

. Nevertheless, because Patent Owner spent a significant portion of its
resources responding to the ground based on the combination of Griffin with
Zydney (see 1797 PO Resp. 38-39), we address the asserted combination.
As discussed above in relation to the “communication platform system”
limitation of claim 3, Petitioner relies on Zydney specifically for the
teaching of the “Available” status indicating that a software agent is logged
onto the system and available for messaging, and the “Not logged on” status
indicating that the software agent is logged off the system. 1797 Pet. 23-24
(citing Ex. 1006, 33:1-2). Petitioner argues that these Zydney statuses teach
indicating whether the software agent is “currently available” as claimed.

Id. (citing Ex. 1002 9 136-137). We agree with Petitioner that Zydney’s
status of “Available” and “Not logged on” indicate “whether the potential
recipient is currently available to receive an instant voice message.” Much
like in Griffin, an “Available” indicator means that the software agent is
ready to receive a message, and a “Not logged on” status, equivalent to
Griffin’s “Off” indicator, means that the software agent is unavailable for

receiving any message.
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Based on the foregoing, we are persuaded that Petitioner has
demonstrated by a preponderance of the evidence that claims 22 and 39 are

unpatentable as obvious over the combination of Griffin and Zydney.
0. Dependent Claims 23 and 35

Claims 23 and 35 depend from claims 13 and 27, respectively, and
each further recites “wherein the instant voice message application generates
an audible or visual effect indicating receipt of an instant voice message.”
Ex. 1001, 25:56-58, 26:65-67. Petitioner identifies Griffin’s “inbound chat
message indicator 905,” which appears on the display when “anunheard. . .
inbound chat message 500 . . . has arrived at the terminal 100,” as a “visual
effect,” and “Griffin’s disclosure of an “audible sound when the icon is first
displayed” as an “audible . . . effect.” 1797 Pet. 60 (citing Ex. 1005,
8:29-33; Ex. 1002 9 235-236). We agree with Petitioner that this
disclosure of Griffin teaches the limitation further recited in claims 23 and
35. Patent Owner does not argue dependent claims 23 and 35 separately
from claims 3 (from which claim 13 depends) and 27. Based on Petitioner’s
arguments and cited evidence, we are persuaded that Petitioner has shown
by a preponderance of the evidence that claims 23 and 35 are unpatentable

as obvious over the combination of Griffin and Zydney.
p. Dependent Claim 34

Claim 34 depends from claim 27 and further recites “wherein the
mnstant voice messaging application includes a compression/decompression
system for compressing the instant voice messages to be transmitted over the
packet-switched network and decompressing the instant voice messages

received over the packet-switched network.” Ex. 1001, 26:59-64.
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Petitioner points to disclosure in Griffin that its system/process could use
“common compression . . . techniques,” and contends that it would have
been obvious to a person of ordinary skill in the art at the time of the alleged
mmvention to modify Griffin’s system to implement compression/
decompression of speech messages transmitted/received over network 203 in
view of the teachings of Zydney. 1797 Pet. 68—70 (citing Ex. 1005, 7:11-
17; Ex. 1006, 10:20-11:3, 12:1-5, 12:12-13, 16:1-4, 20:11-14, 21:14-16,
Figs. 2,9; Ex. 1002 99 255-261). Patent Owner does not argue dependent
claim 34 separately from claim 27. Based on Petitioner’s arguments and
cited evidence, we are persuaded that Petitioner has shown by a
preponderance of the evidence that claim 34 is unpatentable as obvious over.

the combination of Griffin and Zydney.
5. Analysis of Claims 14—17, 19, 2426, 28-31, and 33

In IPR2017-01798, Petitioner contends that claims 14—17 and 28-31
are unpatentable over the combination of Griffin, Zydney, and Clark; that
claims 19 and 33 are unpatentable over the combination of Griffin, Zydney,
and Viininen; and that claims 2426 are unpatentable over the combination
of Griffin, Zydney, and Low. 1798 Pet. 44-76. We address those

contentions in turn.
a. Dependent Claims 14 and 28

Claims 14 and 28 depend from claims 13 and 27, respectively, and
each further recites “‘wherein the instant voice messaging application
includes a message database storing the instant voice message, wherein the
instant voice message is represented by a database rec‘ord including a unique
identifier.” Ex. 1001, 25:14-18, 26:31-35. Petitioner asserts that Griffin’s
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software (which Petitioner maps to the recited “instant voice messaging
application”) includes a “message database,” as recited in claims 14 and 28.
1798 Pet. 44-45; see also id. at 59 (relying for claim 28 on arguments with
respect to claim 14). As explained in our above analysis of claim 10, we
disagree. Torepeat, at best, Griffin teaches that mobile terminal 100
includes temporary storage and permanent storage, for storing received and
sent chat messages. Ex. 1005, Fig. 3, 12:41-42. Griffin does not disclose,
however, storing the messages in a “message database” at the terminal. And
we are not persuaded by Petitioner’s footnoted and conclusory argument that
under the plain meaning of the words “message database,” by merely
disclosing storage of the messages, Griffin discloses a “message database”
under the broadest reasonable interpretation. See 1798 Pet. 45n.12.

In the alternative, Petitioner argues that it would have been obvious to
modify Griffin in view of Clark so that the software of mobile terminal 100
stores each speech message in an integrated message database (as taught by
Clark), with each message represented by a database record including a
unique identifier. Id. at 49. Such a modification would be motivated by a
desire to improve the storage, retrieval, and management of messages.

Ex. 1002 99 284-289. Additionally, Clark itself teaches a reason for
implementing the disclosed database techniques, such as, for example,
Clark’s disclosure of automatically managing the stored messages as a fast
and quick solution for users to locate messages or groups of messages.
1798 Pet. 49-50 (citing Ex. 1007, 1:20—4:8, 4:9-22; Ex. 1002 4289).

We agree with Petitioner that Clark’s database allows for easy
cataloging, retrieving, and manipulating messages (Ex. 1007, 4:25-48),

benefits thata person of ordinary skill in the art would have appreciated and
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would have found useful to improve Griffin’s storage of messages (see
Ex. 1002 9290). Clark, for example, describes an embodiment in
Figure 4A, reproduced below, in which the user’s computer contains the

message client and the message store. Id.; Ex. 1007, Fig, 4A.

18
. - 28
-
. Catalog
User - database
Interface |«
Device .
Mmagé
7 Store(s)
CLIENT COMPUTER
son FIG. 4A

Figure 4A depicts an embodiment of a physical configuration of the
client computer 18 on which electronic messages are received and stored.
Ex. 1007, 5:1-3,4:25-27. Clark describes that it is known for electronic
messages to include instant messaging and that the electronic message may
have attachments. /d. at 1:37-39, 8:36—44. Clark organizes the stored
electronic messages in the database of message store 23 using a catalog
database 28, which organizes the messages into different folders. Id.
at 9:54-60; see also id. at 10:11-19 (describing the various elements of an
electronic message shown in Figure 3 and that the elements can be the basis
for associating the message with one or more folders). Notwithstanding
Clark’s use of the catalog database for further organizing the messages into
folders, Clark describes a message store 23, at the client, as a database for
storing the messages, which teaches the required “message database.” See,

e.g.,id.,Fig4A (depicting message store 23 at the client), 9:13—16
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(describing message store 23 as “a memory, file or database structure that
provides temporary or permanent storage for the contained messages 22”).
We are also persuaded that it would have been obvious to modify
Griffin’s mobile terminal storage to include such a message store.
1798 Pet. 46—49. We agree that a person of ordinary skill in the art would
have been motivated to combine the teachings of Griffin and Clark, as the
benefits of message organization, touted by Clark, would improve Griffin’s
storage of messages. Id. at49-51. Clark recognizes a need for systems and
methods of automatically organizing stored electronic messages, including
instant messages. Ex. 1007,4:9-12. And Clark’s invention provides not
only the message store or database, but also the cataloging of messages that
accomph’shés the desired organization. Id. at 4:25-32. Particularly relevant
to our analysis is Clark’s description ofits invention as “advantageously []
integrated with messaging client software . . . to facilitate the organization of
electronic messages.” Id. at 4:36—39. Thus, Clark informs us that it would
have been advantageous to include a message database in messaging client
software to organize further electronic messages, including instant messages.
As further support for our conclusion, we credit Dr. Haas’s testimony that
Clark addresses the need for automatically managing stored messages, such
that users quickly locate a message or group of messages. Ex. 1002 9 289.
We find that given Clark’s teachings, a person of ordinary skill in the art,
looking to improve Griffin’s mobile tefminal’s storing of messages, would
have looked to Clark’s method and system for organizing electronic
messages using a message store. See KSR, 550U.S. at417 (“[I]fa technique
has been used to improve one device, and a person of ordinary skill in the art

would recognize that it would improve similar devices in the same way,
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using the technique is obvious unless its actual application is beyond his or
her skill.”); Ex. 1002 9 288.

With regard to the specific teachings of a database record and the
unique identifier, Petitioner has identified Clark’s message store 23 and
catalog 28 as integrated databases, where each message 22 is represented by
a “‘Message” record in message store 23 (““message database”) and is
uniquely identified by a “StoreMessageld” (in the embodiment shown in
Figure SA) or “Message Id” (in the embodiment shown in Figure 5B).

1798 Pet. 48 (citing Ex. 1007, 11:14-17,11:35-37,11:50-54, 11:66-12:1,
Figs. SA, 5B). Petitioner also points out that Clark describes the
“MessageSummary” record as holding information about the underlying
message. Id. (citing Ex. 1007, 11:31-33, 11:66-12:1).

We agree with Petitioner that Clark teaches that the “instant voice
message is represented by a database record mcluding a unique identifier.”
Clark assigns a StoreMessageld to the message when the message is added
to the message store. Ex. 1007, 11:50-54. This StoreMessageld is a unique
identifier thatis stored in MessageSummary table 54, but more importantly,
Petitioner points out that Clark also stores the StoreMessageld, as depicted
in Figure SA, in Message table 54 of message store 23. See 1798 Pet. 48—
49; Ex. 1007, 11:31-32, 11:38-40, 16:50-63, Fig. SA. According to the
embodiment shown in Figure 5B of Clark, the catalog database and message
store are preferably a single database comprising related tables. Ex. 1007,
11:1-5, 11:55-65, Fig. 5B. In the Figure SB embodiment, the unique
identifier is the Messageld, which is stored in Message table 54' and in the
MessageSummary table 52'. Thus, Clark teaches various embodiments of a

message record, in the form of Message table 54 (Figure 5A) and Message
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table 54' (Figure 5B), each storing a message and the unique identifier
(either StoreMessageld or Messageld) for that message. Ex. 1007,
11:35-40. The stored message is retrieved using the unique identifier that
not only identifies the stored message uniquely, but also uniquely addresses
the messagerecord. Seeid. at 11:14—24. Because each message record
uniquely pertains to the stored message, the store message “is represented”
by the message record. '

Patent Owner raises several arguments in an attempt to show that
Clark does not teach the “database record” limitation. First, Patent Owner
argues that the claim requires the “database record” to be a record of the
“message database.” 1798 PO Resp. 29. Second, stating that the claim
language is unambiguous, Patent Owner asserts that claim 14 requires
storing the instant voice message and the unique identifier in the same
database record. /d. at28. Patent Owner points out that the Specification
describes the database record as comprising both a message identifier and
the instant voice message. Id. at 29 (citing Ex. 1001, 12:34-38). Patent
Owner highlights the Specification’s statement that the instant voice
messages are “represented” as database records, such that the Specification
implies a meaning of “represented” to refer to the content of the database
record. Id. Insum, Patent Owner contends that the claims require a single
database record, in a single message database, where the record includes
both the instant voice message and the unique identifier. Because the
arguments from Patent Owner attempt to distinguish Clark based on the
single-database-record argument, our analysis below focuses on that issue.

Based on the single-database-record characterization, Patent Owner

argues that Clark’s message is stored in Message table 54 and the
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StoreMessageld is stored elsewhere, in MessageSummary table 52. /d.
at 30-31 (citing Ex. 1007, Fig. 5A, 16:64—17:23). Specifically, Patent
Owner highlights that the unique identifier is stored in MessageSummary
table 52 (in the catalog database), purposely separate from message store 23,
which stores the message. 1d.

We begin by ascertaining whether Patent Owner’s characterization of
the claim scope as requiring a single database record is proper. Claim 14
recites “the instant voice message is represented by a database record
including a unique identifier.” Two things are evident from this plain
language: (1) the instant voice message is represented by a database record,;
and (2) the same database record includes a unique identifier. Neither of
these two features requires storing the instant voice message in the same
database record that includes the unique identifier. Instead, by using the
word “represented,” the claim language seems to reject a requirement of
storing the instant voice message in a database record. We conclude that
this is the correct claim scope because, among other things, the claim uses
the word storing elsewhere to expressly require storing the instant voice
message in the message database. 1fit were a requirement to store the
instant voice message in the database record of the message database, the
applicant could have specifically claimed storing rather thanrequiring a
“representative” relationship between the instant voice message and the
databaserecord. Ina way, Patent Owner asks us to read the claim as if it
stated ‘‘a message database storing the instant voice message in a database
record including a unique identifier.” Butsee K-2 Corp. v. Salomon S.A.,
191 F.3d 1356, 1364 (Fed. Cir. 1999) (“Courts do not rewrite claims;

instead, we give effect to the terms chosen by the patentee.”); Tex.
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Instruments, Inc. v. U.S. Int’l Trade Comm’n, 988 F.2d 1165, 1171 (Fed.
Cir. 1993) (“[Clourts can neither broaden nor narrow claims to give the
patentee something different than what he has set forth.”) (internal quotes
omitted). We also view Patent Owner’s request as urging that we read
limitations into the claim from an embodiment of a database record
comprising the instant voice message, which would be improper. In re Am.
Acad. of Sci. Tech. Ctr., 367F.3d 1359, 1369 (Fed. Cir. 2004) (“We have
cautioned against reading limitations into a claim from the preferred
embodiment described in the specification, even if it is the only embodiment
described, absent clear disclaimer in the specification.”).

Finally, on the issue of claim scope, we note that the Specification
uses the word “represented” in connection with another embodiment of a
database record that does not support Patent Owner’s argument. That
embodiment states that “[t]he users are represented in the database as
records, each record comprising a user name, a password, and a contact
list . .. and other data relating to the user.” Ex. 1001, 13:63—-66 (emphasis
added). This embodiment also describes a representative relationship that
does not require storing the “users” in the database record—such a
requirement would be nonsensical. Only information pertaining to the user
is stored in the record. The same representative relationship is encompassed
by the claim language at issue. We are, therefore, nof persuaded that the
claims are as narrow as Patent Owner argues, and we disagree that Clark’s
“separate-table” disclosure is tatal to Petitioner’s position.

Nevertheless, here, Petitioner has identified StoreMessageld and the
Messageld as unique identifiers, each stored in a MessageSummary table of

the catalog database, and each having the required representative
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relationship to the stored message. 1798 Pet. 48—49. We agree that the
representative relationship is satisfied, as the StoreMessageld and Messageld
each pertains uniquely to the stored message. .Id. (citing Ex. 1007,
11:38-40, 13:66-14:3, 16:50-17:23). For the reasons discussed above
regarding the proper scope of the claim, it is not relevant that the
StoreMessageld, in some embodiments of Clark, may be in a record (row of
the MessageSummary table (see Ex. 1007, 16:58—60)) separate from the
record that stores the message in message store 23.

But even under Patent Owner’s narrow reading of the claim, we note
that Petitioner persuasively rebuts Patent Owner’s single-record distinctions
because the unique identifier of Clark’s StoreMessageld is not limited to
being stored in a record thatis separate from the record that contains the
message in the message store. 1798 Pet. 48; 1798 Reply 15-16 (arguing that
in Figure 5B of Clark, the Messageld is contained in the same record as the
message data (<message.data>)). Thus, the record that contains the message
(Message table 54 in Fig. SA and Message table 54' n Fig. 5B) includes
both the message and the unique identifier (StoreMessageld in Fig. SA and
Messageld in Fig. 5B). As discussed above, in either Figure SA or
Figure 5B, Clark depicts the unique identifier (StoreMessageld or
Messageld; respectively) stored in the Message table, together with the
message. Ex. 1007, Figs. SA, 5B; 11:1-5, 11:38-40, 11:55-64, 16:50-63.
As explained by Petitioner and supported by Clark, it is evident that a single
record of the Message table includes both the message and the unique
identifier.

Patent Owner also argues that Petitioner speculates that catalog

database 28 and the message store of Clark could be combined, as in

87

Page 88 of 784



IPR2017-01797 and IPR2017-01798

Patent 8,724,622 B2

Figure 5B. 1798 PO Resp. 33. Wedisagree. Clark expressly discloses that
in the embodiment shown in Figure 5B, catalog database 28 and message
store 23 are integrated into a single database. Ex. 1007, 11:1-3. Patent
Owner finally argues that Petitioner identified only “StoreMessageld,”
which is not shown in Figure 5B. 1798 PO Resp. 31. We again disagree.
Petitioner expressly identified “Messageld” in connection with the
embodiment of Clark’s Figure 5B. 1798 Pet. 48.

Accordingly, based on the evidence provided by Petitioner, we find
unpersuasive Patent Owner’s arguments that Clark does not teach “wherein
the instant voice message is represented by a database record including a
unique identifier,” even under Patent Owner’s claim scope arguments, with
which we do not agree.

Patent Owner also challenges the rationale to combine Clark and
Griffin. Patent Owner argues that Clark teaches away from including the
message data in the same table as MessageSummary table 52. 1798 PO
Resp.32-33. This argument is not persuasive. Petitioner’s asserted
combination does not rely on modifying Clark’s MessageSummary table to
include the message data. As we explained above, we do not view the claim
scope as requiring that a single database record include both the instant
voice message and the unique identifier. Therefore, an argument that Clark
precludes a single-database-record modification is not commensurate with
the claim scope. We have discussed above, nevertheless, that Clark teaches
a single record that includes both the message and the unique identifier: a
record in the Message table. Accordingly, we are not persuaded that Clark
teaches away from the combination of the teachings and reasons to combine

discussed above.
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Based on the foregoing, we conclude that Petitioner has shown by a
preponderance of the evidence that claims 14 and 28 are unpatentable as
obvious over the combination of Griffin and Zydney, as applied to claims 13
and 27, in further view of Clark.

b. Dependent Claims 15 and 29

Claim 15 depends from claim 14 and further recites “wherein the
message database includes a plurality of instant voice messages recorded by
a user of the client device and instant voice messages received over the
packet-switched network.” Ex. 1001, 25:19-22. Claim 29 depends from
claim 28 and further recites “wherein the instant voice message stored in the
message database include a plurality of instant voice messages recorded by a
user of the client device and instant voice messages received over the
packet-switched network.” Id. at 26:36-40. Relying on Dr. Haas’s
testimony, Petitioner contends that Griffin in view of Zydney and Clark
discloses the features of claims 15 and 29. 1798 Pet. 52 (citing Ex. 1002
19 294-296); see also id. at 59 (relying for claim 29 on arguments with
respect to claim 15). In particular, Petitioner argues the Griffin/Zydney
- combination stores inbound speech chat messages received over packet-
based network 203, as well as outbound speech chat messages recorded by
the user of terminal 100, in permanent storage of mobile terminal 100. /d.
at 52 (citing Ex. 1005, 10:20-36, 10:58-62, 12:38—42). Petitioner further
contends, for reasons discussed with respect to claim 14, it would have been
obvious for terminal 100’s permanent storage to be a database like that
described in Clark. Id. We agree with Petitioner, and we also note that
Patent Owner does not argue dependent claims 15 and 29 separately from

claims 14 and 28. Based on Petitioner’s arguments and cited evidence, we
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are persuaded that Petitioner has shown by a preponderance of the evidence

that claims 15 and 29 are unpatentable as obvious over the combination of
Griffin, Zydney, and Clark.

¢. Dependent Claims 16 and 30

Claim 16 depends from claim 15 and further recites “wherein the
instant voice messaging application displays at least one of the plurality of
Instant voice messages stored in the message database.” Ex. 1001, 25:23—~
26. Claim 30 depends from claim 29 and further recites “a display
displaying at least one of the plurality of instant voice messages stored in the
message database.” Id. at26:41-43. Relying on Dr. Haas’s testimony,
Petitioner contends that Griffin in view of Zydney and Clark discloses the
features of claims 15 and 29. 1798 Pet. 53-55 (citing Ex. 1002 99 297-302);
see also id. at 59 (relying for claim 30 on arguments with respect.to
claim 16). Petitioner contends, first, that Griffin discloses that stored
messages 1105 displayed in terminal 100’s “chat history,” as illustrated in
Figure 11 of Griffin, reproduced below, may be “locked” messages that are
“saved in permanent storage 305 and will always appear in the chat history
display until it is unlocked.” Id. at 53 (citing Ex. 1005, 10:20-25, 10:58-62,
Fig. 11).
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FIG. 11

Figure 11 of Griffin, reproduced above, is a schematic illustration of a
chat history display. Ex. 1005, 2:66—-67.

Petitioner further contends, for reasons discussed with respect to
claim 14, it would have been obvious for terminal 100’s storage of displayed
messages to be a database similar to that described in Clark. 1798 Pet. 54.
We agree with Petitioner, and we also note that Patent Owner does not argue
dependent claims 16 and 30 separately from claims 14 and 28. Based on
Petitioner’s arguments and cited evidence, we are persuaded that Petitioner
has shown by a preponderance of the evidence that claims 16 and 30 are

unpatentable as obvious over the combination of Griffin, Zydney, and Clark.
d. Dependent Claims 17 and 31

Claim 17 depends from claim 14 and further recites “wherein the

instant voice messaging application includes a file manager system
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performing at least one of storing, deleting and retrieving the instant voice
messages from the message database.” Ex. 1001, 25:27-30. Claim 31
depends from claim 28 and further recites “wherein the instant voice
messaging application includes a file manager system storing, deleting and
retrieving the instant voice messages from the message database in response
to a user request.” Id. at 26:44—47. Petitioner explains that Griffin stores
inbound and outbound messages in terminal 100°s permanent storage in
response to a user selection of an option presented by “[c]lick-holding the
right softkey” (e.g., when viewing the inbound chat message display shown
in Figure 13). 1798 Pet. 56 (citing Ex. 1005, 12:38-42); see also id. at 60
(relying for claim 31 on arguments with respect to claim 17). Furthermore,
Petitioner identifies Griffin’s chat history display, referenced in our analysis
of claims 16 and 30 above, which lists the chat messages stored at the
mobile terminal, each of which can be selected for playback, which means
thai the chat message is retrieved from storage 305 of terminal 100. Id.
(citing Ex. 1005, 5:42-48, 10:20-25, 10:39-47, 12:38—-42; Ex. 1002 § 305).
From these disclosures, we are persuaded that the software of Griffin’s
mobile terminal includes a file manager system for storing and retrieving the
nstant voice message in response to a user’s selection to save the message
(storing) and for playback of the message (retrieving). Because, according
to our analysis regarding claims 14 and 28, we have determined that Griffin
would include a message database at the mobile terminal for organizing the
speech chat messages, any such storing or retrieving of speech chat
messages would be performed in connection with the message store in which
the speech chat messages are stored. Accordingly, we are persuaded that

Griffin, in view of Clark’s teachings as discussed above with respect to
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claim 14, teaches the limitation of “wherein the instant voice messaging
application includes a file manager system performing at least one of
storing, deleting and retrieving the instant voice messages from the message
database,” as recited in claim 17, and further, “in response to a user request,”
as recited in claim 31.

Petitioner argues in the alternative that, if Patent Owner characterizes
the claim language as requiring all three functions (storing, deleting, and
retrieving)—which we note that claim 31 does—Clark additionally teaches
deleting messages. 1798 Pet. 56—57. Although Patent Owner misquotes the
claim language of claim 17 as “file manager system storing, retrieving, and
deleting the instant voice message” (see, e.g., 1798 PO Resp. 48), Patent
Owner’s arguments do not seem to distinguish the claim based on whether
the performing of “at least one” of the three functions requires performance
of all three functions. Rather, Patent Owner argues that the claim language
requires the recited “file manager system” included in “the instant voice
messaging application” to be located in a sending device. Id. at 48—49
(citing claims 13, 16, 17, and 29-31). Patent Owner argues against the
combination of Griffin and Clark asserted as teaching the deleting function
of the file manager system. Petitioner, however, has shown that Griffin
alone performs storing and retrieving—two of the recited functions.

1798 Pet. 56. The language of claim 17, in the context of the specification,
does not require all three functions to be performed, as it states that the “file
manager system perform[s] at least one of storing, deleting and

retrieving . . . .” See Ex. 1001, 12:38—40 (emphasis added) (“The file
manager 308 services requests from the user to record, delete or retrieve

messages to/from the message database 310.”). Accordingly, Patent
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Owner’s arguments focusing on the deleting function disclosures of Clark
are not responsive to Petitioner’s contention that Griffin alone teaches at
least one of the recited functions.

As to Griffin’s teachings of storing and retrieving, Patent Owner
argues that Griffin’s sender does not store a copy of messages sent.
1798 PO Resp. 49-50. We are not persuaded by Patent Owner’s arguments.
Griffin expressly discloses echoing, which is where the broadcaster sends a
copy of the outbound chat message to the transmitting terminal or where the
transmitting termmal directly copies the message to the local display.
Ex. 1005, 10:25-52. Inthis manner, we find that Griffin teaches that the
speech chat message is copied at the sending device, and, thus, stored at the
sending mobile terminal, which is sufficient for claim 17. Moreover, we
agree with Petitioner that Clark discloses the third function, of deleting, as
required by claim 31. Patent Owner’s arguments to the contrary are not
persuasive.

Having fully considered the parties’ respective arguments and cited
evidence, we are persuaded that Petitioner has shown by a preponderance of
the evidence that claims 17 and 31 are unpatentable as obvious over the

combination of Griffin, Zydney, and Clark.
e. Dependent Claims 19 and 33

Claims 19 and 33 depend from claims 13 and 27, respectively, and
each further recites “wherein the instant voice messaging application
includes an encryption/decryption system for encrypting the instant voice
messages to be transmitted over the packet-switched network and decrypting
the instant voice messages received over the packet-switched network.”

Ex. 1001, 25:36-41, 26:53-58. Petitionerrelies on Vddninen’s teachings of
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encrypting the finished recording of the voice message before sending the
message to therecipient. 1798 Pet. 61-62 (citing Ex. 1008, 1:3-8, 2:25-3:2,
5:1-30; Ex. 1002 9 84-85); see also id. at 64 (relying for claim 33 on
arguments with respectto claim 19). Véédnanen also teaches that, to play the
message, the recipient terminal decrypts the file prior to opening the
message. Id. at 62 (citing Ex. 1008, 18:4410). Petitioner argues, and we
agree, that it would have been obvious to encrypt/decrypt Griffin’s speech
chat messages communicated to/from packet-based network203. Id. In
particular, Petitioner argues that the encryption/decryption technique would
secure the privacy of the message content. Id. at 63 (citing Ex. 1005, 5:38—
40; Ex. 10029 324). Dr. Haas’s testimony, which we credit, establishes that
encryption and decryption of messages was well-known, as taught in
Vaininen, and that Griffin already provides for encryption at the server side,
which 1s evidence that Griffin contemplates, and thus provides explicit
motivation for, securing the privacy of the message in its system. Ex. 1002
99 324-326. Patent Owner does not challenge Petitioner’s showing for
claims 19 and 33 separately from claims 3 (from which claim 13 depends)
and 27. Based on Petitioner’s arguments and cited evidence, we are
persuaded that Petitioner has shown by a preponderance of the evidence that
claims 19 and 33 are unpatentable as obvious over the combination of

Griffin, Zydney, and Védadnanen.
/- Independent Claim 24

In a similar manner as for claim 3, Petitioner relies on the combined
teachings of Griffin and Zydney for the “communication platform system”

and “network interface” limitations of claim 24 and relies on Griffin alone
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for the “messaging system” limitation of claim 24. 1798 Pet. 64—65. With
respect to the further limitations of claim 24, “wherein the messaging system
receives connection object messages from the plurality of instant voice
message client systems” and “wherein each of the connection object
messages includes data representing a state of a logical connection with a
given one of the plurality of instant voice message client systems,”
Petitioner relies on Low’s disclosure that data packets transmitted from IM
clients may include commands establishing and maintaining the logical
connections between a client and a server, as well as data representing the
state of the connection. /d. at67. Inparticular, Petitioner contends, “Low
explains thatIM clients send commands to the IM gateway that change ‘the
user’s state or presence’ on the IM network,” where “[t]hese include
commands initiating the user’s login/logout from the network (i.e.,
commands (e. g.', code) establishing and maintaining the logical connections)
and commands indicating that the IM client useris ‘away, idle, or does not
wish to be disturbed’ (i.e., data representing the state of the connection).”
Id. (citing Ex. 101099 36-39, 42, 45, 46, 50). Petitioner points out that
Table 1 of Low, reproduced below, shows that Low’s IM gateway includes a
state table that is created based on commands and data sent by IM clients
and maintains the “state” of the IM clients. Id. (citing Ex. 10109 39).
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TABLE 1
UID screen name protocol state IP address/mobile # mode
0123456 rab AIM online 128256.32.2 1
0123457 fink MSN away 128.256.76.81 1
0123458 elmo Yahoo online 128.7256.43.22 1
8745682  nos HTML online 128.256.87.24 1
1093278  syd GSM con- +61 0408 967 522 1
nected
1099803  miro GSM online +610411 857937 1

8942084  smithamat MSN offline

Table 1, above, depicts a state table for Low’s gateway 2, including
each user’s screen name, IM protocol, presence state, IP address or mobile
telephone number, and a permit/deny mode. Ex. 10109 39.

Relying on Dr. Haas’s testimony, Petitioner contends that Low

accordingly “discloses an instant messaging system where IM clients send
data and commands (e.g., code) to a server that represent the state of the
connection with the server and for establishing and maintaining their logical
connections with the server, like the ‘connection object’ described in the
specification of the 622 Patent” (id. at 69 (citing Ex. 1001, 14:47—63;
Ex. 1002 9 339)), and that in view of the teachings of Low and the
knowledge of a person of ordinary skill in the art, “it would have been
obvious to a [person of ordinary skill in the art] to modify the Griffin-Zydney
system/process such that broadcaster 303 receives data and/or commands
from each terminal 100 representing the state of the connection with server
complex 204 and for establishing and maintaining the logical connection
with server complex 204 (id.).

In response to Petitioner’s contentions, Patent Owner asserts that

Petitioner fails to prove that the proposed combination of Griffin, Zydney,
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and Low renders obvious “connection object messages includ[ing] data
representing a state of a local connection with a given one of the plurality of
instant voice message client systems.” 1798 PO Resp. 25-26. In particular,
Patent Owner contends, “a command to change to a state (e.g., as provided
by [P]etition[er] identifying example [sic] ‘sign-on’ command) is not the
same thing as a message with a current state.” Id. at25. Patent Owner
further contends, “[a] client identifying what it wants to do is not
communication [of] what it has already done,” and “[a]dditionally, the
claimed ‘state of a logical connection’ in the ‘connection object message’ is
with ‘one of the plurality of instant voice message client systems,” which
can be distinct from the ‘messaging system’ that is receiving the ‘connection
objection [sic] message.’” Id. at25-26. Still further, Patent Owner
contends that Zydney expressly teaches away from the proposed
combination. /d. at 51-52. Inparticular, Patent Owner contends that,
because Zydney’s voice container contains “no methods,” whereas the
proposed combination with Low “would require containment of
‘commands. . . commands. . . and commands. . .,”” Zydney teaches away
from the combination and cannot be modified as proposed. Id. at51
(ellipses in original) (citing Ex. 1006, 12:6--8; Pet. 67).

We are persuaded by Petitioner’s arguments and evidence with
respect to claim 24, Patent Owner’s arguments notwithstanding. We are
persuaded, in particular, by Petitioner’s explanation that Low describes an
instant messaging system in which IM clients transmit data packets to an IM
gateway notonly to initiate a user’s login/logout from the network (i.e., the
“sign_on” command on which Patent Owner’s arguments are focused), but

also to indicate that the IM client useris “away, idle, or does not wish to be
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disturbed,” or to maintain the network connection (i.e., “KEEP _ALIVE
packets”). 1798 Pet. 66—68 (citing Ex. 1002 | .334—339; Ex. 1010 9§ 36~
39); 1798 Reply 13-14; see also Ex. 1010 9 39 (table showing states
including “online,” “away,” and “connected”). We agree with Petitioner that
Patent Owner’s attorney argument, which includes no citations to the prior
art, the challenged patent, or either expert’s testimony, and addresses only
the first of the exemplary object messages identified by Petitioner, “falls
short.” 1798 Reply 1314,

Moreover, although Patent Owner accurately cites Zydney as stating
that a “voice container” refers to a container object that contains no methods
(see Ex. 1006, 12:6-8), we are not persuaded that the “commands” described
by Low are “methods,” as that term is used by Zydney. Inany case, even
assuming arguendo that the “commands” recited by Low are properly
understood to be “methods’ within the meaning of that term as used in
Zydney’s definition of a voice container, we do not understand Petitioner to
propose placing Low’s connection object messages inside Zydney’s voice
containers. See 1798 Pet. 69-70; see also 1798 Reply 14 (“[Patent Owner]’s
argument that Zydney teaches away from the combination is based on a
combination that was never proposed—i.e., placing Low’s connection object
messages inside Zydney’s voice containers. ([1798 PO] Resp. 51-52.)
Instead, Petitioner explains that it would have been obvious for Griffin’s
broadcaster 303 (located in server complex 204) to receive ‘data and or
commands from each terminal 100 representing the state of the connection
with server complex 204 and for maintaining the logical connection with
server complex 204,” as taught in Low. ([1798] Pet.[]69-70; Ex. 1002
99340-341.)”). And indeed, claim 24 does not require that the recited
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“connection objects” be included within the recited instant voice message
itself. Accordingly, even if Low’s “commands” are properly understood to
include a “method” within the meaning of that term as used in Zydney’s
definition of a voice container, we disagree with Patent Owner’s argument
that Zydney teaches away from the proposed combination.

Accordingly, after full consideration of the parties’ arguments and
cited evidence, we are persuaded, for the reasons stated by Petitioner and
discussed above, that Petitioner has established by a preponderance of the
evidence thét claim 24 is unpatentable as obvious over the combination of
Griffin, Zydney, and Low.

g. Dependent Claims 25 and 26

Claim 25 depends from claim 24 and further recites “wherein the
connection object messages identifies [sic] at least one of a socket, a size of
data to be transferred and a priority of the data.” Ex. 1001,26:9-11.

Claim 26 depends from claim 24 and further recites “wherein the
communication platform system populates a connection list for the plurality
of instant voice message client systems with the data in the connection
object messages received from each of the plurality of instant voice message
client systems.” Id. at26:12-16.

With respec.t to claim 25, Petitioner contends that Griffin in view of
Zydney and Low discloses the recited limitations for reasons similar to those
discussed with respect to claim 24 regarding information identifying a
socket, noting that the claim language only requires that the connection
object messages identify “at least one” of a socket, a size of data to be
transt:erred, and a priority of the data. 1798 Pet. 71 (citing Ex. 1002 q 345).

We agree, and we also note that Patent Owner does not argue dependent
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claim 25 separately from claim 24. Based on Petitioner’s arguments and
cited evidence, we are persuaded that Petitioner has shown by a
preponderance of the evidence that claim 25 is unpatentable as obvious over
the combination of Griffin, Zydney, and Low.

With respect to the additional limitation of claim 26, Petitioner
contends it would have been obvious to a person of ordinary skill in the art
to modify the system of the Griffin/Zydney combination such that Griffin’s
broadcaster 303 would receive “connection object messages” similar to
those described by Low. 1798 Pet. 73. Petitioner argues it also would have
been obvious for the system to populate a connection list (e.g., Griffin’s
presence data records 700) with datareceived from each terminal 100,
including connection state information and information that describes a
socket. Id. (citing Ex. 1002 99 349-355). Indeed, Petitioner points out,
Figure 7 of Griffin shows that presence datarecords 700 are populated with
state information 702 and current address 703 for each terminal 100, and
Low similarly discloses populating a database with information received
from IM clients. Id. at 73-74 (citing Ex. 1005, 5:15-22; Ex. 1010 4 39).
Relying on Dr. Haas’s testimony, Petitioner contends it would have been
straightforward to a person of ordinary skill in the art either for Griffin’s
presence manager 302 to store such information received in connection
object messages in database records as described by Griffin and Low or to
configure the system to populate buddy lists on terminals 100 with status
information received from each terminal, to provide users with the ability to
determine whether other users are available to receive messages. Id. at 74—
76 (citing Ex. 1002 9 352-354; Ex. 1005, 5:9-30, 6:61-7:1, 7:39-49, 8:1-
3, 8:15-17, 8:40-45, 8:47-52,9:24-28, Fig. 6; Ex. 1010 Y 36, 39,42, 43,
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50). Weagree and also note that Patent Owner does not argue dependent
claim 26 separately from claim 24. Based on Petitioner’s arguments and
cited evidence, we are persuaded that Petitioner has shownby a
preponderance of the evidence that claim 26 is unpatentable as obvious over

the combination of Griffin, Zydney, and Low.

C. Summary

Upon due consideration of the trial record, we conclude that Petitioner
has demonstrated by a preponderance of the evidence that claims 3, 4, 6-8,
10-19, 21-35, 38, and 39 of the 622 patent are unpatentable on the grounds

presented.

V.  MOTIONTO EXCLUDE

Patent Owner filed a Motion to Exclude addressing portions of
deposition transcripts alleged to “exceed the permissible scope of cross
examination.” Mot. 2. Inparticular, Patent Owner asserts that Petitioner
questioned Mr. Easttom on matters outside the scope of his direct testimony
in violation of 37 C.F.R. § 42.53(d)(4)(i)). Id. Patent Owner provides a few
exarﬂples of “hypotheticals” that were not contemplated in his direct
testimony. For instance, Patent Owner points to the question about whether
a delay of an hour at the time would be an instant message. /d. (citing
Ex. 1040, 31:25-32:6,32:13-32:24, 33:6-33:12). Patent Owner asserts that
it objected to the questions as outside the permissible scope of the
deposition. Id. at3. The Motion then proceeds to list, without explanation,
89 portions of three deposition transcripts alleged to contain objectionable

questions. Id. at 3-5.
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Petitioner responds that, given the breadth of Mr. Easttom’s direct
testimony, Petitioner’s cross-examination questions were within the scope of
permissible questioning. Opp’n4-9. Petitioner then identifies for each of
the multitude of citations to the transcripts in Patent Owner’s motion the
correlation to Mr. Easttom’s declarations in these and co-pending
proceedings. Id. at 9-12 (citing 1797 Easttom Decl.; 1798 Easttom Decl.;
[PR2017-01799, Exhibit 2001; IPR2017-01800, Exhibits 2001 and 2009;
IPR2017-01801, Exhibit 2001; IPR2017-01802, Exhibit 2001). Finally,
Petitioner argues that Patent Owner’s Motion is facially deficient as it leaves
it to the Board to figure out “whether and where the objected-to porﬁons of
Mr. Easttom’s testimony are relied upon in the record, which is improper.”
Id. at 4.

We agree with Petitioner. First, Patent Owner, as the movant, has the
burden to show that it is entitled to the relief requested. 37 C.F.R.

§ 42.20(c). Patent Owner’s general allegations of questions and
hypotheticals being outside the scope, with a lengthy list of deposition
citations without explanation, are insufficient to carry the burden. For this
reason alone, the Motion is denied.

Moreover, in reviewing the transcript of the deposition testimony, we
highly doubt that the lodged objections are sustainable. For instance, asking
Mr. Easttom about Figure 1 of the Griffin patent was objected to under a
“form, scope” objection. Ex. 1040, 148:22-25. We do not see anything
wrong with the form of the question. And certainly we are puzzled as to
how the scope is exceeded when Mr. Easttom testified that he relied on
Griffin and provided details explanations of how Griffin operates.

1797 Easttom Decl. §§ 4, 23-31; 1798 Easttom Decl. § 4,23-31.
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Petitioner’s Opposition also provides adequate explanation to rebut Patent
Owner’s general allegation of the irrelevance of the questions to the direct
testimony of Mr. Easttom. Opp’n9-12. Relying on Petitioner’s
explanations, in light of Patent Owner’s very general allegations, we find an

additional basis to deny Patent Owner’s Motion to Exclude.

VI. ORDER

Accordingly, it is

ORDERED that claims 3, 4, 68, 10-19,21-35, 38, and 39 of the
’622 patent have been shown to be unpatentable;

FURTHER ORDERED that Patent Owner’s Motion to Exclude is
denied; and .

FURTHER ORDERED that, because this is a Final Written Decision,
parties to the proceeding seeking judicial review of the decision must

comply with the notice and service requirements of 37 C.F.R. § 90.2.
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"UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FACEBOOK, INC., WHATSAPP INC., HUAWEI DEVICE CO.,LTD.,
LG ELECTRONICS, INC,, and APPLE INC.,
Petitioner,

V.

UNILOC 2017 LLC,
Patent Owner. ,

Case [IPR2017-01667!
Patent 8,724,622 B2

FACEBOOK, INC., WHATSAPP INC., and APPLE INC,,
Petitioner,

V.

UNILOC 2017 LLC, |
Patent Owner.

Case IPR2017-016682
- Patent 8,724,622 B2

-

" Huawei Device Co., Ltd. and LG Electronics, Inc., which filed a petition in
Case IPR2017-02090, and Apple Inc., which filed a petition in Case
IPR2018-00579, have been joined as petitioners in IPR2017-01667.

2 Apple Inc., which filed a petition in Case IPR2018-00580, has been joined
as a petitioner in IPR2017-01668.
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Before JENNIFER S. BISK, MIRIAM L. QUINN, and
CHARLES J. BOUDREAU, Administrative Patent Judges.

BOUDREAU, Administrative Patent Judge.

FINAL WRITTEN DECISION
35US.C. §318

I. INTRODUCTION
Facebook, Inc. and WhatsApp Inc. filed a Petition in each of the

captioned proceedings on June 22, 2017, collectively requesting inter partes
review of claims 3-8, 10-35, 38, and 39 of U.S. Patent No. 8,724,622 B2
(“the ’622 patent™). IPR2017-01667, Paper 2 (“1667 Petition” or “1667
Pet.”), IPR2017-01668, Paper 2 (1668 Petition” or “1668 Pet.”). Each

proceeding challenges a ditterent set of claims, as follows:

Proceeding Challenged Claim Set of the '622 Patent

I[PR2017-01667 |3,6-8,10,11, 13-23,27-35, 38, 39

IPR2017-01668 | 4,5, 12,24-26

See 1667 Pet. 1; 1668 Pet. 1. Patent Owner” filed a Preliminary Response to
each Petition. [PR2017-01667, Paper 6 (“1667 Prelim. Resp.”); [PR2017-

3 Uniloc Luxembourg S.A. was initially identified as the owner of the

’622 patent. See, e.g., IPR2017-01667, Paper 3, 1. In Updated Mandatory
Notices filed August 25,2018, Uniloc 2017 LLC is identified as the owner
of the 622 patent. IPR2017-01667, Paper 30; IPR2017-01668, Paper 28.

2
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01668, Paper 6 (“1668 Prelim. Resp.”). We instituted inter partes review
pursuant to 35 U.S.C. § 314 as to all challenged claims. IPR2017-01667,
Paper 8 (“1667 Dec. on Inst.””); IPR2017-01668, Paper 8 (“1668 Dec. on
Insf.”). During tile pendency of the proceedings, Huawei Device Co., Ltd.
and LG Electronics, Inc. filed a petition and motion for joinder requesting to
join [PR2017-01667, which we granted. IPR2017-01667, Paper 12. |
Similarly, Apple Inc. filed petitions and motions for joinder requesting to
join IPR2017-01667 and IPR2017-01668, which we also granted. IPR2017-
01667, Paper 29; IPR2017-01668, Paper 27.

Subsequent to insﬁtution, Patent Owner filed a Patent Owner
Response in each case. IPR2017-01667, Paper 17 (“1667 PO Resp.”);
IPR2017-01668, Paper 16 (“1668 PO Resp.”). Petitioner* then filed Replies.
IPR2017-01667, Paper 24 (“1667 Reply”); IPR2017-01668, Paper 22 (“1668
Reply”). Patent Owner also filed a Motion to Exclude as Paper 21 in each
case (“Mot. Excl.”), and Petitioner filed an Opposition as Paper 24 in each
case (“Opp’'n”). We held a consolidated oral érgument in both proceedings,
as well as in related proceeding IPR2017-01428, on August 30, 2018. A
transcript of the oral hearing (“Tr.”) has been entered into the record of
IPR2017-01667 as Paper 31 and into the record of IPR2017-01668 as
Paper 29. -

4 References herein to “Petitionet” refer to Facebook, Inc., WhatsApp Inc., |
Huawei Device Co., Ltd., LG Electronics, Inc, and Apple Inc., collectively,
where reference is made to IPR2017-01667, and to Facebook, Inc.,
WhatsApp Inc., and Apple Inc., collectively, where reference is made to
[PR2017-01668.
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We have jurisdiction under 35 U.S.C. § 6(c). This Final Written
Decision is entered pursuant to 35 U.S.C. § 318(a) and 37 C.F.R. § 42.73.
For the reasons discussed below, we determine that Petitioner has shown by
a preponderance of the evidence that claims 3, 68, 10-35, 38, and 39 of the

’622 patent are unpatentable, but has not shown that claims 4 and 5 are

unpatentable.

II. CONSOLIDATION OF PROCEEDINGS
The two captioned proceedings involve the 622 patent. Although

each proceeding challenges the patentability of a different set of claims,
there are disputed claim terms across the challenged claims and the primary
prior art is identical. For instance, all the claims recite the term “instant
voice message,” which we construe below, and the “Zydney” reference
(identified with particularity below) is asserted as prior art in both
proceedings. Consolidation is appropriate where, as here, the Board can
more efficiently handle the common issues and evidence and also remain
consistent across proceedings. Under 35 U.S.C. § 315(d) the Director may
determine the manner in which these pending proceedings may proceed,
including “providing for stay, transfer, consolidation, or termination of any
such matter or proceeding.” See also 37 C.F.R. § 42.4(a) (“The Board
institutes the trial on behalf of the Director.”). There is no specific Board
Rule that governs consolidation of cases. But 37 C.F.R. § 42.5(a) allows the
Board to determine a proper course of conduct in a proceeding for any
situation not specifically covered by the rules and to enter non-final orders to

administer the proceeding. Therefore, on behalf of the Director under
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§ 315(d), and for a more efficient administration of these proceedings, we
consolidate IPR2017-01667 and IPR2017-01668 for purposes of rendering
this Final Written Decision in which we construe the term “instant voice

message” and determine whether the asserted prior art teaches the properly

construed “instant voice message.”

II. BACKGROUND
A. Related Matters

The parties indicate that the *622 patent is involved in Uniloc US4,
Inc. v. Apple Inc., No. 2:16-cv-00638 (E.D. Tex.), Uniloc USA, Inc. v.
WhatsApp Inc., Case and 2:16-cv-00645 (E.D. Tex.), Uniloc USA, Inc. v.
Facebook, Inc., No. 2:16-cv-00728 (E.D. Tex.), Uniloc US4, Inc. v. LG
Electronics USA, Inc., No. 2:16-cv-00991 (E.D. Tex.), and Uniloc US4, Inc.
v. Huawei Device USA, Inc., No. 2:16-cv-00994 (E.D. Tex.), among
numerous other actions in the United States District Court for the Eastern
District of Texas. See, e.g., [PR2017-01667, Paper 30, 3.

The ’622 patent also has been the subject of petitions for inter partes
review in Cases [IPR2017-00223, IPR2017-00224, IPR2017-01804, and
IPR2017-01805 (filed by Apple Inc.), all of which were denied; Cases
[PR2017-01797 and IPR2017-01798 (filed by Samsung Electronics
America, Inc.), in which we institu‘ted inter partes review on February 6,
2018; and Cases IPR2017-02080 and IPR2017-02081 (filed by Google,

Inc.), which we denied.
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B. Overview of the ‘622 Patent’

The 622 patent, titled “System and Method for Instant VoIP
Messaging,” relates to Internet telephony, and more particularly, to instant
voice over IP (“VoIP”) messaging over an IP network, such as the Internet.
Ex. 1001, [54], 1:18-22. The 622 patent acknowledges that “[v]oice
messaging” and “instant text messaging” in both the VoIP and public
switched telephone network environments were previously known. Id.
at 2:22-46. In prior art instant text messaging systems, according to the
’622 patent, a server would present a user of a client terminal with a “list of
persons who are currently ‘online’ and ready to receive text messages,” the
user would “select one or more” recipients and type the message, and the
server would immediately send the message to the respective client
terminals. Id. at 2:34-46. According to the '622 patent, however, “there is
still a need in the art for . . . a system and method for providing instant VoIP
messaging over an IP network,” such as the Intemet. Id. at 1:18-22, 2:47—-
59, 6:47-49.

In one embodiment, the *622 patent discloses local instant voice
messaging (“IVM”) system 200, depicted in Figure 2 below. Ex. 1001,
6:22-24.

> Reference to the 622 patent is always to the exhibit number in IPR2017-
01667.
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As illustrated in Figure 2, local packet-switched IP network 204,
which may be a local area network (“LAN”), “interconnects” IVM
clients 206, 208 and legacy telephone 110 to local IVM server 202. Id.
at 6:50-7:2; see id. at 7:23-24, 7:61-65. Local IVM server 202 enables
 instant voice messaging functionality over network 204. Id. at 7:61-65.

In “record mode,” IVM client 208 “displays a list of one or more IVM
recipients,” provided and stored by local IVM server 202, and the user
selects recipients from the list. Ex. 1001, 7:57-59, 7:65-8:4. IVM

client 208 then transmits the selections to [IVM server 202 and “records

Page 113 of 784



IPR2017-01667
IPR2017-01668
Patent 8,724,622 B2
the user’s speech into . . . digitized audio file 210 (i.e., an instant voice
message).” Id. at 8:4-11.

When the recording is complete, IVM client 208 transmlts audio
file 210 to local IVM server 202, which delivers the rnessage to the selected
recipients via local IP network 204. Ex. 1001, 8:15-29. “[O]nly the
available I[VM recipients, currently connected to . . . IVM server 202, will
receive the instant voice message » Id. at'8:33-34. IVM server 202

“temporarily saves the instant vowe message” for any IVM client that is “not

currently connected to . . . local IVM server 202 (i.e., is unavailable)” and
“delivers it . . . when the IVM client connects to.. . . local IVM server 202
(i.e., is available).” Id. at 8:34-39; see id. at 9:17-21. Upon receiving the
instant voice message, the recipients can audibly play the message. Id.

at 8:29-32.

C. Illustrative Claims

Of the challenged claims, claims 3, 24, 27, and 38 are independent.
Claims 3, 24, and 27 are illustrative of the challenged claims and are
reproduced below. .

3. A system comprising:

a network interface connected to a packet-switched network;

a messaging system communicating with a plurality of instant
voice message client systems via the network interface; and

a communication platform system maintaining connection
information for each of the plurality of instant voice
message client systems indicating whether there is a current
connection to each of the plurality of instant vowe message
client systems,

J
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wherein the messaging syster}l receives an instant voice
message from one of the plurality of instant voice message
client systems, and _

wherein the instant voice message includes an object field
including a digitized audio file.

24. A system comprising:

a network interface connected to a packet-switched network;

a messaging system communicating with a plurality of instant
voice message client systems via the network interface; and

.a communication platform system maintaining connection

information for each of the plurality of instant voice
message client systems indicating whether there is a current
connection to each of the plurality of instant voice message
client systems, . -

wherein the messaging system receives connection object
messages from the plurality of instant voice message client
systems, wherein each of the connection object messages
includes data representing a state of a logical connection
with a given one of the plurality of instant voice message
client systems.

27. A system comprising:

a client device;

a network interface coupled to the client device and connecting
the client device to a packet-switched network; and

an instant voice messaging application installed on the client
device, wherein the instant voice messaging application
includes a client platform system for generating an instant
voice message and a messaging system for transmitting the
instant voice message over the packet-switched network via
the network interface,

wherein the instant voice messaging application includes a
document handler system for attaching one or more files to
the instant voice message.

Ex. 1001, 24:12-27, 25:59-26:8, 26:17-30.

Page 115 of 784



IPR2017-01667
IPR2017-01668
Patent 8,724,622 B2

D. Asserted Prior Art and Instituted Grounds of Unpatentability

These proceedings rely on the following prior art references:

a) Zydney. PCT App. Pub. No. WO 01/11824 A2, published Feb. 15,
2001, filed in IPR2017-01667 as Exhibit 1003 and in IPR2017-
01668 as Exhibit 1103, with line numbers added by Petitioner;

b) Shinder: Excerpts from Debra Littlejohn Shinder, Computer

Nerworking Essentials (2002), filed in IPR2017-01667 as

Exhibit 1014 and in [PR2017-01668 as Exhibit 1114;

c) Clark: U.S. Patent No. 6,725,228 B1, issued Apr. 20, 2004, filed
in [IPR2017-01667 as Exhibit 1008 and in IPR2017-01668 as

Exhibit 1108;

d) Appelman: U.S. Patent No. 6,750,881 B1, issued June 15, 2004,
filed in IPR2017-01667 as Exhibit 1004 and in IPR2017-01668 as

Exhibit 1104,

e) Hethmon: Excerpts from Paul S. Hethmon, [llustrated Guide to
HTTP (1997), filed in IPR2017-01667 as Exhibit 1009 and in
IPR2017-01668 as Exhibit 1109;

f) Microsoft. Excerpts from Microsoft Press Computer Dictionary

(1991), filed in IPR2017-01667 as Exhibit 1018 and in

IPR2017-01668 as Exhibit 1118; and
g) Moghe: U.S. Patent No. 6,173,323 B1, issued Jan. 9, 2001, filed in

IPR2017-01667 as Exhibit 1019 and in IPR2017-01668 as

Exhibit 1119.

The following grounds of unpatentability are at issue:

Challenged Claim(s) | Basis " References
3,6-8,10, 11, 13,
18 21,23,27,32-35, | § 103(a) | Zydncy and Shinder
and 38
14-17 and 28-31 Zydney, Shinder, and Clark

§ 103(a)

10
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Challenged Claim(s) | Basis References

22 and 39 § 103(a) | Zydney, Shinder, and Appelman

4,5, and 24-26 § 103(a) | Zydney, Shinder, and Hethmon

12 § 103(a) | Zydney Shinder, Microsoft, and Moghe

See 1667 Pet. 5; 1668 Pet. 5. Each Petition also cites declaration testimony
as follows: Declaration of Tal Lavian, Ph.D., filed as Exhibit 1002 in
IPR2017-01667 (“1667 Lavian Decl.”); and Declaration of Tal Lavian,
Ph.D., filed as Exhibit 1102 in IPR2017-01668 (“1668 Lavian Decl.”).

Patent Owner cites declaration testimony in support of its arguments
of patentability as follows: Declaration of William C. Easttom II, filed as
Exhibit 2001 in IPR2017-01667 (“1667 Easttom Decl.”); and Declaration of
William C. Easttom II, filed as Exhibit 2001 in IPR2017-01668 (“1668
Easttom Decl.”).

IV. ANALYSIS
A. Claim Cons{ruction

Claim terms in an unexpired patent, as here, are given their broadest
reasonable construction in light of the specification of the patent in which
they appear. 37 C.F.R. § 42.100(b) (2016);° Cuozzo Speed Techs., LLC v.

6 A recent amendment to this rule does not apply here, because the Petition
was filed before November 13, 2018. See “Changes to the Claim
Construction Standard for Interpreting Claims in Trial Proceedings Before

11

Page 117 of 784



IPR2017-01667

IPR2017-01668

Patent 8,724,622 B2

Lee, 136 S. Ct. 2131, 214446 (2016) (upholding the use of the broadest
reasonable interpretation standard as the claim interpretation standard to be
applied in inter partes reviews). Under the broadest reasonable
interpretation standard, claim terms generally are given their ordinary and
customary meaning, as would be understood by one of ordinary skill in the
art in the context of the entire disclosure. See In re Translogic Tech., Inc.,
504 F.3d 1249, 1257 (Fed. Cir. 2007). We note that only those claim terms
that are in controversy need to be construed, and only to the extent necessary
to resolve the controversy. See Nidec Motor Corp. v. Zhongshan Broad
Ocean Motor Co., 868 F.3d 1013, 1017 (Fed. Cir. 2017); Vivid Techs., Inc.
v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999).

In the 1667 Petition, the terms “instant voice messaging application,”
“client platform system,” and “communication platform system” were
identified for claim construction. 1667 Pet. 6-11. In the 1668 Petition, the
terms “connection object messages” and “communication platform system”

were identified for claim construction. We did not construe those terms in

our Decisions on Institution; they are discussed below.
1. Instant Voice Message

Independent challenged claims 3, 27, and 38 recite the term “instant
voice message.” In particular, claim 3 recites a messaging system that

“receives an instant voice message” from one of a plurality of instant voice

the Patent Trial and Appeal Board,” 83 Fed. Reg. 51,340 (Oct. 11, 2018) (to
be codified at 37 C.F.R. pt. 42).

12
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message client systems, “wherein the instant voice message includes an
object field including a digitized audio file.” Claims 27 and 38 recite a
client platform system for “gex/lerating an instant voice message and a
messaging system for transmitting the instant voice message.” Claim 27
further requirés an “instant voice messaging application” that “includes a
document handler system for attaching one or more files to the instant voice
message.” Certain of the challenged dependent claims recite additional
limitations concerning, for example, additional fields included in the instant
voice message (claims 4-8), storage, deletion, or retrieval of instant voice
messages (claims 10, 14, 17, 28, 31), the generation of the instant voice
messages (claims 13, 18, 32), encryption/decryption of instant voice
messages (claims 19, 33), compression/decompression of instant voice
messages (claims 20, 34), effects indicating receipt of instant voice _
messages (claims 23, 35), and display of instant voice messages (claim 30).

Our Institution Decision in IPR2017-01667 noted Patent Owner’s
arguments regarding the “instant voice message” centered on the scope of
the term. 1667 Dec. on Inst. 18, 22-23. Patent Owner had argued an |
implied construction in which “instant voice message” encompasses only the
voice message. Id. at 19, 23. The parties were invited to brief the claim
construction during trial. /d. at 19-20, 23.

In its Response in IPR2017-01667, Patent Owner proposed that an
“instant voice message” is “an audio file recording voice data.” 1667 PO
Resp. 11-13, 15. In particular, Patent Owner relied on the specification’s

use of “i.e.” to indicate lexicography in equating the “instant voice message”

13
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to audio file 210. Id. at 12-13 (citing various portions of the specification
that state “the digitized audio file 210 (i.e., instant voice message)”).
Petitioner, on the other hand, argued in Reply that the “instant voice
message” is not synonymous with an audio file recording voice data because
a related patent (having the same specification as the 622 patent) has a
claim that recites “recording the instant voice message in an audio file.”
1667 Reply 5 (citing U.S. Patent No. 8,199,747, claim 1). According to
Petitioner, if an “instant voice message” is an “audio file” then the language
of that claim requiring the recording of the instant voice message “in an
audio file” would be superfluous. Id. More importantly, Petitioner also
argued that the “audio file” is one of two disclosed embodiments of the
“instant voice message.” Id. at 3—4. Specifically, the 622 patent describes
that instead of taking the form of an audio file, the instant voice message is
generated in real time by buffering successive portions of the instant voice
message. Ex. 1001, 11:31-58. If we were to adopt Patent Owner’s
proposed construction of an audio file, according to Petitioner, we would
exclude a preferred embodiment where the instant voice message is
described as buffered successive portions. 1667 Reply 4-5 (citing Epos
Techs. Ltd. v. Pegasus Techs. Ltd., 766 F.3d 1338, 1347 (Fed. Cir. 2014)).
After persuasively arguing against Patent Owner’s proposed construction,
Petitioner proposed no alternative construction, arguing instead that “instant

99 (¢

voice message’” “can be left to its plain and ordinary meaning, encompassing
the instant voice messages disclosed by Zydney.” Id. at 5.

At oral argument, we renewed the concern for the appropriate scope
of the term “instant voice message” in light of the record developed to that

14
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point. Tr. 9:12-12:13. We also entered as Exhibit 3001 in the record of
both proceedings a dictionary definition of “instant messaging.” Theréafter,
we issued an order authorizing additional briefing on claim construction of
“Instant voice message” and its applicability to the asserted prior art. .
[PR2017-01667, Paper 32 (“Order on Claim Constr.”); also IPR2017-01668,
Paper 30. The parties simultaneously filed initial claim construction briefs
and responsive claim ;:onstruction briefs, in accordance with that order.
IPR2017-01667, Papers 33-36; IPR2017-01668, Papers 31-34.

- After reviewing the parties’ briefs, we construe “instant voice
message” to mean “data content including a representation of an audio
message.” This accords with Patent Owner’s position that the 622 patent
specification consistently refers to the “instant voice message” as content.
IPR2017-01667, Paper 33, 2—4 (“PO Supplemental Br.”). In particular, we
are persuaded that the specification describes the “instant voice message” as
content in three different embodiments. First, in the “record mode”
embodiment, by describing the “instant voice message” as an audio file
(Ex 1001, 8:7-11, 8:26-27, 9:64-65, 10:38-39, 10:45-46, 12:40-41, 16:22,
17:23-24, 18:6-7, 18:58, 18:64—65, 19:46-47, 19:53), the ’622 patent
specification focuses on the digitized audio file itself being the “instant voice
message.” See PO Supplemental Br. 3. The digitized audio file is the user’s
speech that the client records. See Ex. 1001, 8:8-11. Second, in the
“intercom mode,” the specification describes buffering “successive portions
of the instant voice message,” referring thusly to portions of the user’s

speech that are written to a buffer. Id. at 11:35-44. Again, the “instant

15
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voice message” includes the digitized audio. In a third enﬂbodiment, the
specification describes a “message object” with an object field in this
manner: “The content of the object field is a block of data being carried by
the messége object, which may be, for example, a digitized instant voice
message.” Id. at 14:37-40. These embodiments, thus, paint a picture of the
“instant voice message” as first and foremost being the content of the
message, or the user’s speech, in some digitized form. Although the manner
in which the data content is partitioned, stored, and delivered may vary from
embodiment to embodiment (such as from audio file to digitized audio in a
buffer), what is important is that the “instant voice message” always refers to
the digitized audio message.

Patent Owner argues that lexicography mandates the equivalence of
content with “instant voice message.” In particular, Patent Owner argues
that in describing the “record mode” the specification uses the abbreviation
“l.e.” to consistently define the “instant voice 'message” as voice data
content. See PO Supplemental Br. 3. The use of “i.e.” has been held to
signal an intent of the inventor to define the word to which it refers.
Edwards Lifesciences LLC v. Cook Inc., 582 F.3d 1322, 1334 (Fed. Cir.
2009). The use of “i.e.,” alone, however, is not conclusive of an intent to
define the term. The specification must use the term “instant voice
message” consistently as an audio file for the use of “i.e.” to be accorded
such definitional status. See SkinMedica, Inc. v. Histogen Inc., 727 F.3d
1187, 1202 (Fed. Cir. 2013) (explaining that “i.e.” is definitional when it
“comports with the inventors’ other uses . . . in the specification and with

each and every other reference”).
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Although we agree that there is repeated use of “i.e.” in the
specification to signal an equivalency of “instant voice message” with an
audio file, the specification uses “instant voice message” inconsistently by
describing non-audio-file uses of “instant voice message.” For instance, the
specification describes the “intercom mode” of instant voice messaging
distinctly from the “record mode” (audio file embodiment). Ex. 1001, 7:57—
61. “In the ‘intercom mode,’ instead of creating an audio file 210, one or
more buffers (not shown) of a predeterminéd size are generated in the [IVM
client 26, 208 or local IVM server 202.” Id. at 11:36-39 (emphasis added).
This alternative to creating an audio file is further described as buffering
successive portions of the instant voice message. Id. at 11:39—41. Thus, the
use of “i.e.” is not definitional since the “instant voice message” may take
the form of successive portions of the digitized speech that are buffered,
instead of an audio file. Therefore, although the specification consistently
relates “instant voice message” to contént, is does not limit that content to
any particular form or structure (audio file or portions of digitized speech).

From the description of the three embodiments identified above, we
conclude that the “instant voice message’ is data content, and more
specifically, is data content that includes a representation of an audio
message. In all embodiments, the “instant voice message” refers, at a
minimum, to the digitized speech, fegardless of whether it is contained in an
audio file, successive portions stored in a buffer, or a block of data in an
object field. For this reason, we do not agree with Petitioner’s position,
advanced in its Supplemental Brief, that the construction of “instant voice
message” should be “a data structure including a representation of an
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audible message.” IPR2017-01667, Paper 34, 1 (“Pet. Supplemental Br.”)
(emphasis added); see also Tr. 62:17-5 (Patent Owner further arguing that
the phrase “audio message” tracks more closely the intrinsic evidence than
the phrase “audible message”). Althoﬁgh we agree that the audio file and
buffered portions form a data structure (Pet. Supplemental Br. 1-2), we are
not persuaded that |referring to the “instant voice message” as a data
structure captures what it is; but rather, such construction would place undue
focus on the instant voice message’s form. The specification describes three
different data structures that may constitute the “instant voice message,”
signifying that its structure is not what defines the “instant voice message.”
In contrast, the word “content” is more closely associated with how -
the specification describes the “instant voice message.” For instance, as
noted above with regard to the third embodiment (data carried by a message
object), the “instant voice message” is “a block of data” that is also the
content of the object field. Ex. 1001, 14:37-40. Likewise, the specification
describes the “intercom mode” buffers as having “content” corresponding to
successive portions of the “instant voice message,” which content is
transmitted to an IVM server as the buffers are filled. See, e.g., id. at
11:41-49; 11:67-12:3 (describing writing audio of a predetermined size as
the “content of the first buffer” and processing of the “audio contents of the
buffers” before transmission); see also Tr. 55:21-56:14 (Patent Owner
explaining that the content is binary information contained within the tile or
within the buffered data of the intercom mode, where the binary information

may include structural information such as headers). None of the data
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structures identified in the specification (e.g., audio file, successive portions
of buffered data, or a block of data in an object field) clarify the essence of
the “instant voice message,” but they merely highlight that the digitized
audio could be stored and mz{nipulated in a variety of ways for processing
and transmission.

Accordingly, we construe “instant voice message” as data content
. including a representation of an audio message. This determination,
however, does not resolve all the disputes surrounding the term because
Patent Owner also argues that attaching files to an “instant voice message”
must be limited to attachments to the data content itself. PO Supplemental
Br. 4-5 (“This reaffirms that the limitations at issue require an attachment to
the data content, as opposed, for example, to a distinct and separately-
generated data structure (like Zydney’s ‘voice container’) that is used only to
transport the data content and that is subsequently discarded.”). Therefore,
we analyze and construe below the claim’s requirement of “attaching” files

to the “instant voice message.”
2. Attaching One or More Files to the Instant Voice Message

As noted above, claim 27 of the *622 patent recites that the “instant
voice message application includes a document handler system for attaching

one or more files to the instant voice message.” Ex. 1001, 26:28-30.”

™ See also U.S. Patent No. 7,535,890, claim 9 (reciting “the client is enabled
to attach one or more files to the instant voice message”); U.S. Patent No.
8,995,433, claims 9 and 14 (reciting, respectively, “instant voice message
application attaches one or more files to the instant voice message” and
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Although that claim requires attaching one or more files to the “instant voice
message,” we note that related patents recite attaching one or more files to
an “audio file” instead. For instance, claim 2 of U.S. Patent No. 8,243,723,
which shares the same disclosure with the *622 patent, recites that “the
instant voice message includes one or more files attached to an audio file.”
Similarly, in claim | of related U.S. Patent No. 8,199,747, gelllerating an
“Instant voice message” includes “attaching one or more files to the audio
file.” We include the above claim language in our discussion to highlight
the challenge we face—whether to construe “attaching” or “attached” to
both an “instant voice message’’ and an ‘““audio file” to require attachment to
the data content, notwithstanding the difference in claim terms.

We start with the claim language. As noted above, the claims of the
’022 patent require attachment of one or more files to the instant voice
message. The specification also describes “attachment” by linking:

The attachment of one or more files is enabled conventionally
via a methodology such as “drag-and-drop” and the like,
which invokes the document handler 306 to make the
appropriate linkages to the one or more files and flags the
messaging system 320 that the instant voice message also has
the attached one or more files.

Ex. 1001, 13:33-38. This passage also describes that, in addition to making

linkages, flags alert the messaging system in the client device that the instant

“wherein the instant voice messaging application invokes a document
handler to create a link between the instant voice message and the one or
more files”).

20
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voice message has an attachment. Thus, “attaching” creates an association
between the one or more files and the instant voice message so that the
system, once alerted, may transmit the instant voice message with the
associated one or more files. This passage describes the attachment of files
to an instant voice message in the “record mode,” i.e., when the “instant
voice message” is recorded in an audio file. /d. at 13:11-33 (describing how
the audio file is recorded and processed before transmission, including
giving the user options to attach documents). ‘The specification provides no
other detailed description of how to attach a file to an “instant voice
message” in either the “record mode” or “intercom mode.” It seems
reasonable, therefore, that, in reéiting attachment to an “insta{nt voice
message,” when dealing with the audio file form of the message, the
specification supports that attachment to an “audio file” is synonymous with
attachment to an “instant voice message,” because those claims would be
referring to the “record mode.” In claim 27 of the *622 patent, however,
because the claim recites attaching to an “instant voice message,” we are not
concerned with what form or structure the “instant voice message” would
have, as the claim does not require an audio file.

The discussion above brings us to the issue Patent Owner raises of
whether attachment must be to the data content itself. PO Supplemental
Br. 5. Patent Owner seeks to construe the “attachment to” phrase (and its
variants) very narrowly, as in the sense of a physical appendage or the
joining together of items. For instance, Patent Owner argues that attaching
to the data content is different than attaching to a structure that is used to

transport the data content. /d. Because the specification describes
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“attaching” broadly, however, as making linkages and flagging, we are not
persuaded that the “attachment” language recited in claim 27 of the

’622 patent is confined to attachment to the data content (audio file) itself as
Patent Owner argues. See id. at 4. Even though we have construed “instant
voice message’ as data content, an attachment to the “instant voice
message” cannot be more limiting than the specification supports. The
specification’s linkage and flagging cause the system to handle the one or
more files as attachments of the “instant voice message.” The tangible
difference between an “instant voice message” with an attachment and one
without seems to be in whether the document handler has sufficiently linked
the attachment and whether the flags inform the client system to associate
the attachment for effective transmission to the server. Thus, as long as the
client has sufficient information that the “instant voice message” has an
attachment, the recited “attachment” is performed. Whether links or flags,
or other like information is used, is not relevant to the particulars of the
independent claims, as such details are not recited expressly.

Based on our review of the claim language, the specification, and the
parties’ arguments on claim construction, we determine that Patent Owner
has not shown that the specification supports its narrow position that the
recited attachment to an “instant voice message” involves a direct
attachment to only the data content. Giving the term its plain and ordinary
meaning in the context of the specification, as explained above, we construe
“attaches . . . to the instant voice message” (and its variants in related
patents) to mean indicating that another file (or files) is associated with the

“Instant voice message.”
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3. Instant Voice Messaging Application and Client Platform System

Petitioner proposes constructions for the terms “instant voice
messaging application” and “client platform system.” 1667 Pet. 6-10
(arguing for each element that the construction should be “hardware and/or
software”). Patent Owner argues that Petitioner’s proposed constructions
are deficient because these terms are directed to only software. 1667 PO
Resp. 6-10. Petitioner replies that excluding hardware from the
construction is inconsequential because the Petition maps each term (the
“Instant voice messaging application” and the “client platform system”) to
software. 1667 Reply 8-9. We agree with Petitioner. Though we doubt the
merits of Patent Owner’s arguments excluding hardware, we need not
expressly construe the term as urged, because excluding hardware from the
scope of these terms is immaterial to thc parties’ dispute regarding
unpatentability. That is, we find no argument by Patent Owner meaningfully
distinguishing the prior art based on the construction of these terms, and
Petitioner has mapped these elements to Zydney’s software agent.

| Based on our review of the record, we determine that “instant voice
messaging application” and “client platform system” do not require an

express construction to exclude hardware, as argued by Patent Owner.

B. Analysis of the Asserted Grounds

-

1. General Principlcs

A patent claim is unpatentable under 35 U.S.C. § 103(a) if the

differences between the claimed subject matter and the prior art are “such
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that the subject matter as a whole would have been obvious at the time the
invention was made to a‘person having ordinary skill in the art to which said
subject matter pertains.” KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 406
(2007). The question of obviousness is resolved on the basis of underlying
factual determinations, including (1) the scope and content of the 1;rior art;
(2) any differences between the claimed subject matter and the prior art;

(3) the level of skill in the art;® and (4) when in evidence, objective indicia
of non-obviousness (i.e., secondary considerations).’ Graham v. John Deere
Co., 383 U.S. 1, 17-18 (1966).

2. Scope and Content of the Prior Art
a. Overview of Zydney

Zydney relates to packet communication systcms that provide for

voice exchange and voice distribution between users of computer networks.

8 Citing the testimony of Dr. Lavian, Petitioner asserts that a person of
ordinary skill in the art for purposes of the *622 patent “would have
possessed at least a bachelor’s degree in computer science, computer
engineering, or electrical engineering with at least two years of experience in
development and programming relating to network communication systems
(or equivalent degree or experience).” See, e.g., 1667 Pet. 6 (citing Ex. 1002
9 13-15). Patent Owner cites Mr. Easttom as providing a similar
definition, noting also that “Mr. Easttom believes Dr. Lavian’s opinions
concerning a [person of ordinary skill in the art] are essentially the same as
his, and any differences are inconsequential to the dispute before the Board.”
PO Resp. 5 (citing Ex. 2001 9 13, 15). For purposes of this Decision and to
the extent necessary, we adopt Petitioner’s assessment.

? The parties do not address secondary considerations, which, therefore, do
not constitute part of our analysis.
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Ex. 1003, [54], [57], 1:4-5. While acknowledging that e-mail and instant
messaging systems were well-known text-based communication systems
utilized by users of online services, and that it was possible to attach files for
the transfer of non-text formats via those systems, Zydney states that the
latter technique “lack[ed] a method for convenient recording, storing,
exchanging, responding and listening to voices between one or more parties,
independent of whether or not they are logged in to their network.” Id. at |
1:7-17. Zydney thus describes a method in which “voice containers”—i.e.,
“container object[s] that . . . contain[] voice data or voice data and voice data
properties”—can be “stored, transcoded and routed to the appropriate
recipients instantaneously or stored for later delivery.” Id. at 1:19-22; 12:6~

8. Figure 1A of Zydney is reproduced below.
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FIG. 1A
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Figure 1A, above, illustrates a high level functional block diagram of
Zydney’s system for voice exchange and voice distribution. Id. at 10:19-20.
Referring to Figure 1A, system 20 allows software ageni 22, with a user
interface, in conjunction with central server 24, to send messages using
voice containers illustrated by transmission line 26 to another software
agent 28, as well as to receive and store such messages, in a “pack and send”
mode of operation. Id. at 10:20-11:1. Zydney explains that a pack and send
mode of operation “is one in which the message is first acquired,
compressed and then stored in a voice container 26 which is then sent to its

destination(s).” Id. at 11:1-3. The system has the ability to store messages
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both locally and centrally at server 24 whenever the recipient is not available
for a prescribed period of time. Id. at 11:3-6.

In the use of Zydney’s system and method, the message originator t
selects one or more intended recipients from a list of names that have been
previously entered into the software agent. Id. at 14:17-19. The agent
permits distinct modes of communication based on the status of the
recipient, including the “core states” of whether the recipient is online or
offline and “related status information” such as whether the recipient does
not want to be disturbed. Id. at 14:19-15:1. Considering the core states, the
software agent offers the originator alternative ways to communicate with
the recipient, the choice of which can be either dictated by the originator or
automatically selected by the software agent, according to stored rules. Id.
at 15:3-6. If the recipient is online, the originator can either begin a
real-time “iﬂtércom” call, which simulates a telephone call, or a voice instant
messaging session, which allows for an interruptible conversation. Id. at
15:8-10. If the recipient is offline, the originator can either begin a voice
mail conversation that Will be delivered the next time the recipient logs in or
can be delivered to the recipient’s e-mail as a digitally encoded
Multipurpose Internet Mail Extension (“MIME”) attachment. Id. at 15:15~
17. Zydney explains that the choice of the online modes “depends on the
activities of both parties, the intended length of conversation and the quality
of the communication path between the two individuals, which is generally
not controlled by either party,” and that the choice of the offline delivery

options “is based on the interests of both parties and whether the recipient is
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sufficiently mobile that access to the registered computer is not always
available.” Id. at 15:10-14, 15:17-19.

Once the delivery mode has been selected, the originator digitally
records messages for one or more recipients using a microphone-equipped
device and the software agent. Id. at 16:1-3. The software agent
compresses the voice and stores the file temporarily on the PC if the voice
" will be delivered as an entire message. Id. at 16:3—4. If the real-time
“Intercom” mode has been invoked, a small portion of the digitized voice is
~ stored to account for the requirements of the Internet protocols for
retransmission and then transmitted before the entire conversation has been
completed. Id. at 16:4-7. Based on status information received from the
central server, the agent then decides on whether to transport the voice |
containers to a central file system and/or sends it directly to another software
agent using the IP address previously stored in the software agent. Id. at -
16:7-10. If the intended recipient has a compatible active software agent on
line after log on, the central server downloads the voice recording almost
immediately to the recipient. /d. at 16:10-12. The voice is uncompressed
and the recipient can hear the recording through the speakers or headset
attached to its computer. Id. at 16:12—14. The recipient can reply in a
complementary way, allowing for near real-time ‘communications. Id. at
16:14-15. If the recipient’s software agent is not on line, the voice
recording is stored in the central server until the recipient’s software agent is
active. Id. at 16:15-17. In both cases, the user is automatically notified of
available messages once the voice recordings have been downloaded to

storage on their computer. Id. at 16:17-19. The central server coordinates
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with software agents on all computers continuously, updating addresses,

uploading and downloading files, and selectively retaining voice recordings

in central storage. Id. at 16:19-21.

Zydney discloses that the voice container also has the ability to have

other data types attached to it. Id. at 19:6—7. Formatting the container using

MIME format, for example, “allows non-textual messages and multipart

message bodies attachments [sic] to be specified in the message headers.”

Id. at 19:7-10.

Figure 3 of Zydney is reproduced below.

FIG. 3
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Figure 3, above, illustrates an exemplary embodiment of Zydney’s voice
container having voice data and voice data properties components. /d. at

2:19, 23:1»—2), Referring to Figure 3, voice container componenté include:

[O]riginator’s code 302 (which is a unique identifier), one or
more recipient’s code 304, .originating time 306, delivery
time(s) 308, number of “plays” 310, voice container source 312
which may be a PC, telephone agent, non-PC based appliance, or
other, voice container reuse restrictions 314 which may include
one time and destroy 316, no forward 318, password
retrieval 320, delivery priority 322, session values 324, session
number 326, sequence number for partitioned sequences[] 328,
repeating information 330, no automatic repeat 332, repeat
times 334, and a repeat schedule 336.

Id. at 23:2-10.:
b. Overview of Shinder !

Shinder provides an overview of the “fundamecntals of computer

" networking concepts and implementation.” Ex. 1014, 5. According to
Shinder, it is “becom[ing] vital to business interests that a LAN be able to
communicate with the outside” and, thus, to connect to a wide area networi<

(“WAN”), such as the Internet. Id. at 31.
c. Overview of Clark

Clark, titled “System for Managing and Organizing Stored Electronic
Messages,” is directed to systems for managing and organizing electronic
messages. Ex. 1008, [54], 1:8-9. According to Clark,

A computer-based system catalogs and retrieves electronic
messages saved in a message store. The system automatically
organizes each saved message into multiple folders based on the

1
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contents and attributes of the message, and implements improved
methods for manually organizing messages.

Id. at [57]. A particularly relevant embodiment in Clark is shown in

Figure 4A, reproduced below.

talog
User
Interface e database
Device
- Message
. 23 Store(s)
v CLIENT COMPUTER
aoa . FIG. 4A

Figure 4A illustrates system 40A with client computer 18
implementing catalog server 29 and catalog database 28, and also including
message client 27, 'message store 23, and message store server 24. Id. at
10:29-33. Each message store 23 comprises a memory, file, or database
structure that provides temporary or permanent storage for the contained
messages. Id. at 9:13—-16. Clark describes the invention as providing
catalog database 28 (and preferably catalog server 29) to organize the
- contents of one or more message stores 23. Id. at 9:54-57. Catalog
database 28 an‘d'message store 23 may be separate from one another or may
be integrated in a single integrated message store. Id. at 11:1-3. In the

embodiment where they are separate from each other, illustrated in
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Figure 5A (reproduced below), catalog database 28 may be linked to a

separate external message store 23. Id. at 11:3-7.

%7 Catalog
ra
Shortcut /[~ 57
Address /™~ 58 Folder [~ 56 Messageld
Addressid Foiderld < Qm:g ‘
N4
StoreLink /~ 53 MessageSummary [~ 52 AttachSummary/~ 53
StoreLinkd Messageld 528 4 Messageld
Storeld (FIQ ™ StomMssagenud (1 ) S Stnre:!t?zdtld (FK) '
~ S1A PR 5on - 537
2
: —\ Message Store
Storeld
Message [ * Attachment [ 55
StoreMessageld StoreAttachld
<message data> <attachment data> -
FIG. 5A

-

Figure SA depicts the linking between catalog database 28 and

external message store 23, where StoreLink table 51 contains rows, each

32

Page 138 of 784



IPR2017-01667

IPR2017-01668

Patent 8,724,622 B2

with a Storeld pointing to a linked message store 23, and catalog database 28
includes MessageSummary table 52, which contains StoreMessageld 52A of
messages in message store 23. Id. at 11:25-33. The Figure SA embodiment
also shows that messages 22 are stored in Message table 54 in message store

23 and that attachments are stored in Attachment table 55 in message store ’

23. Id. at 35-37.
d. Overview of Appelman

Appelman, titled “User Definable On-line Co-user Lists,” describes a
real-time n;)tiﬁcation system that enables a user to define “buddy lists” to
track co-users of an online or network system. Ex. 1004, [54], [57]. The
system tracks for the user the log-on status of the co-users and displays that
information in real time to the tracking user in a graphical interface. /d. at
[57]. When the user logs on to a system, the user’s set of buddy lists is
presented to a buddy list system, which attempts to match co-users currently
logged into the system with the entries on the user’s buddy list, and any
matches are displayed to the user. /d. As co-users log on and log off, the
user’s buddy list is updated to reflect the changes. Id.

Figure 2a of Appelman is reproduced below.
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/ 30
Group Name P
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"Simon Roe” "In*

FIG. 2a

Figure 2a, above, illustrates “a set of symbolic data records showing the
basic types of data used by one embodiment of [Appelman’s] invention for a
buddy list[] and the conceptual relationship of data elements.” Id. at 2:15-
18. With reference to Figure 2a, Group Name table 30 stores user-defined
group names for buddy lists. /d. at 3:36-37. Each user may define multiple
buddy lists by group names. Id. at 3:38. Two buddy lists, “Home List” and
“Work List,” are shown in Group Name table 30. /d. at 3:39. Each group
name in Group Name table 30 has an associated Buddy List table 32,
comprising multiple records that each correspond to a co-user (or “buddy”)
that the user wishes to track. /d. at 3:39-43. Each record may include data
elements for the screen name (or address, such as an Internet address) of' a .
particular co-user to be tracked, and the logon status of that user (e.g., codes

for “In” or “Out”). Id. at 3:43-47.
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Figure 11 of Appelman is reproduced below.

USER LOGON SYSTEM BUDDY LIST SYSTEM
200 / 202 204
—— .
i Logon System Buddy List Systam
User Logs On ——————s  notifies Buddy . > fetches User's
| System about User Buddy Lists

‘ Buddy List entries i
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i Systemrecords |

...................

210 208

—
Logon System Buady List System
notifies Buddy List dispiays Buddy
! System about Lists with Indicator
i, LogonsfLogouts markings

FIG. 11

Figure 11, above, is a flowchart showing an implementation of Appelman’s
invention. Id. at 2:41-42. In the illustrated imi)lementation, auser logs into \
a Logon System (Step 200), which notifies the Buddy List System about the

User (i.e., passes the User’s ID, address, or screen name to the Buddy List
System) (Step 202). Id. at 6:53-58. The Buddy List System accesses the

user’s buddy lists from a database, which may be, for example, on the user’s

own station (Step 204). Id. at 6:58—60.. The entries in the user’s buddy lists

then are compared to th.e records of the Logon System (Step 206). Id. at

6:60-62. Appelman explains that this step is shown in dotted outline to

indicate that the comparison can be done by passing records from the Logon
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System to the Buddy List System, or vice versa, or could be done by a
separate system. /d. at 6:62—65. The Buddy List System then displays a
buddy list window showing the status (i.e., logged in or not) of the co-users
on the user’s buddy lists with any of various indicator markings (Step 208).
Id. at 6:66-7:2. Thereafter, while the user’s buddy list window is open, the
Logon System notifies the Buddy List System about new logons/logoffs of
co-users (Step 210), causing a new compare of the user’s buddy list entries
to the Logon System records (Step 206). Id. at 7:3—7. Appelman explains
that the Logon System may, for example, maintain a copy of a user’s buddy
lists and notify the Buddy List System only upon a logon status change for a
co-user on the user’s buddy lists. /d. at 7:8—11. The Buddy List System
then updates the indicated status of the displayed co-users (Step 208). Id.
at 7:11-12.

e. Overview of Hethmon

Hethmon provides a guide to Hypertext Transfer Protocol (“HTTP”),
focusing primarily on version HTTP/1.1. Ex. 1109, 1; see also id. at 9—13
(briefly describing historical versions HTTP/O.9 and HTTP/1.0). Hethmon
explains that HTTP is the protocol used to send and receive messages
between Web clients and servers over the Internet. /d. at 10. Hethmon
describes HTTP as a “request-response” type of protocol, in which a client
application sends a request to the server and then the server responds to the
request. Id. According to Hethmon, the “Request Message” sent by a client
to a server to request a resource in HTTP/1.1 included a “Request-Line and

possibly a set of header lines,” with the following overall syntax:
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Request =Request-Line
*(  General-Header
|  Request-Header
|  Entity-Header )
CRLF
[ Entity-Body ]
Request-Line = Method SP Request-URI SP HTTP-Version CRLF

Id. at 51. Hethmon explains that “[t]he request line is the message sent by
the client to the server to request a resource or an action to take place” and
that “[a]ll request lines begin with a Method,” where the “Method” is “a
keyword such as GET or POST which indicate[s] the type [of] action the
request is asking the server to execute.” Id. at 51-52. Hethmon further

explains that there were seven basic methods available in HTTP/1.1:
OPTIONS, GET, HEAD, POST, PUT, DELETE, and TRACE. Id. at 52.

/- Overview of Microsoft

The 1991 edition of “Microsoft Press Computer Dictionary” provides
“definitions for computer-related terms and acronyms.” Ex. 1118, 3.
Microsoft provides, for example, the following definitions for the terms
“autopolling” and “polling™:

autopolling Also called polling. The process of periodically
determining the status of each device in a set so that the active
program can process events generated through each device. The
process can be used to determine the status of a range of events
such as whether a key or a mouse button was pressed or whether
ncw data 1s available at a serial porl. Autopolling can be
compared with event-driven processing, in which a low-level
routine in the operating system alerts a program or routine to an
event occurring in a device with an interrupt or message, rather
than requiring the program to check each device in turn.
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polling See autopolling.
Id. at 5-7.

g. Overview of Moghe
Moghe, titled “Adaptive Polling Rate Algorithm for SNMP-based

Network Monitoring,” is directed to a “rate adaptive polling method

sensitive to network congestion.” Ex. 1119, [54], [57]. Moghe discloses,
among other things, “a m)ethod for efficient polling of network hosts and
resources and the network manager for implementing the same.” Id. at 1:6—
9. According to Moghe,

Typically one host on the network is assigned the task of network
manager (“NM”) 10, running appropriate software, while the
remaining hosts and resources are identified as agents. The
manager 10 will periodically request information from the agents
using one of a variety of protocols . . . , and expect a response
from each agent using the same protocol. This process is referred
to as “polling.” :

Efficient polling is becoming increasingly important with
new bandwidth-intensive applications such as conferencing and
web-push applications. '

Id. at 1:14-25.
3. Analysis of Claims 3, 68, 10, 11, 13-23, 27-35, 38, and 39
Petitioner points to Zydnéy as disclosing all limitations of
independent claims 3, 27, and 38, except that it relies on “Zydney, alone and

in combination with Shinder,” as rendering obvious the “network interface”

recited in each of those claims and on Shinder’s disclosure that “[a]n
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example of a packet-switched network is the Internet” (Ex, 1014, 19) as
rendering obvious that the Internet (as disclosed in Zydney) would have
been a packet-switched network. 1667 Pet. 18-33, 50-57. We address first
whether Petitioner has demonstrated by a preponderance of the evidence that
claims 3, 27, and 38 would have been obvious over the combination of
Zydney and Shinder and then turn to the dependent claims.

a. Discussion of Independent Claim 3

-i-

As reproduced above, claim 3 recites, in part, “a network interface
connected to a packet-switched network.” Petitioner alleges that Zydney,
alone and in combination with Shinder, discloses and renders obvious the
claimed “network interface.” 1667 Pet. 19. In particular, Petitioner
contends that Zydney’s client system includes a software agent that can
transmit a voice container over the Internet to a central server and that
Zydney’s Figure 1A depicts transmission lines 26 connecting the client
systems to the central server through the Internet. Id. (citing Ex. 1003,
10:21-23, 13:1-6, 13:12-18, 14:6-13, Figs. 1A, 4, 8). Relying on the
testimony of Dr. Lavian, Petitioner argues that although Zydney does not
describe the specific hardware used by the central server to connect to the
Internet, it would have been obvious that it included a “network interface,”
as claimed, “because the central server would have needed such an interface
in order to connect to the Internet as shown in Figure 1A.” Id. at 20 (citing
Ex. 1002 99 114-118). Petitioner further contends that the recited “network

interface” would have been obvious in view of Shinder, which states, among
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other things, that “[t]he most basic piece of hardware required to network
computers is the NIC [network interface card]” and that “[s]Jome sort of
network interface is always required to communicate over a network.” Id.
at 21 (citing Ex. 1014, 195-96). Relying on Dr. Lavian’s testimony,
Petitioner still further contends it would have been obvious to a person of
ordinary skill in the art to combine Zydney with Shinder, motivated by
Shinder’s disclosure, and that it would have been within the basic
knowledge of persons of ordinary skill in the art to include a network
interface to connect the central server of Zydney to the Internet. Id. at 21-22
(citing Ex. 1002 9 116-118). Regarding the further limitation that the
network interface is “connected to a packet-switched network,” Petitioner
points out that Zydney discloses transmission of voice containers over the
Internet, which, as evidenced by Shinder and Dr. Lavian’s testimony, and
also confirmed by the *622 patent itself, was known to persons of ordinary
skill in the art to be a packet-switched network. Id. at 23 (citing Ex. 1003,
10:21;23, Fig. 1A; Ex. 1002 99 119-121; Ex. 1024, 170 (“An example of a
packet-switched network is the Internet”); Ex. 1001, 1:37-40 (referring to “a
packet-switched network (e.g., Internet)”)). Still further, because Shinder
explains that the network interface serves as the point of connection through
which incoming and outgoing data flows to and from a networked computer,
Petitioner contends it would have been obvious to a person of ordinary skill
in the art that the network interface itself would be connected to the packet-
switched network. Id. at 23-24 (citing Ex. 1014, 195-196; Ex. 1002  122).
Patent Owner does not provide any substantive counterargument with regard

to these limitations.
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After full consideration of Petitioner’s arguments and cited evidence,
we are persuaded, for the reasons stated by Petitioner and discussed above,
that Petitioner has established by a preponderance of the evidence that it
would have been obvious to a person of ordinary skill in the art to include a
“network interface connected to a packet-switched network” in Zydney’s
system in view of Zydney’s and Shinder’s tcachings.

-ii-

Claim 3 further recites “a mess\aging system communicating with a
plurality of instant voice message client systems via the network interface.”
Ex. 1001, 24:15-17. Petitioner contends that this limitation is rendered
obvious by Zydney and Shinder. 1667 Pet. 24-28. Pointing again to Figure |
1A of Zydney, Petitioner argues, first, that Zydney shows a messaging
system, as recited, within central server 24.- Id. at 24-25. Petitioner quotes
Zydney as “explain[ing] that ‘[t]he central server in conjunction with the
software agent controls, stores and switches the voice containers to the
appropriate recipients.’” Iéz’. at 25 (emphasis omitted) (quoting Ex. 1003,
14:6-13). Petitioner further contends Zydney discloses that the central
server includes a number of subcomponents, including a “message server”
and a “transport server” that Petitioner identifies as being the claimed
“messaging server.” Id. at 25-26 (citing Ex. 1003, Fig. 2). In particular,
according to Petitioner, Zydney discloses that messages are “sent to the
message server” when a client system sends a voice container to a recipient
that is not logged on, that “[t]he message server will download all messages
to the software agent and/or retain copies of the messages,” and that the

transport server “is responsible for receiving and sending voice containers”
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using a standard transport protocol. fd. at 2627 (citing Ex. 1003, 23:11-12,
25:1-9,27:15-16, 29:1-2, 30':6—7, 31:1-3, 33:1-2). Petitioner further
contends that the devices running sender software agent 22 and recipient
software agent 28 shown in Fig. 1A are “instant voice message client
systems,” as recited in the claim. Id. at 27. According to Petitioner,
“Zydney explains that each of these devices may be ‘a personal computer,
wireless handheld computer such a [sic] personal data assistant (PDA),
digital telephone, or beeper’”’; each is shown in Figure 1A as being
connected to the central server; and the clients are, specifically, “instant
voice message client systems” because they send and receive voice
containers in “a voice instant messaging session.” Id. at 27-28. Lastly,
referring back to its arguments concerning the “network interface” limitation
discussed above, Petitioner argues that the central server in Zydney can
\include a “network interface” that “provides the server’s connection to the
Internet” and that “[t]he central server’s messaging system, therefore,
communicates with the client systems using the network interface.” Id. at |
28. Patent Owner does not provide any substantive counterargument with
regard to this limitation.

After full consideration of Petitioner’s arguments and cited evidence,
we are persuaded, for the reasons stated by Petitioner and discussed above,
that Petitioner has established by a preponderance of the evidence that
Zydney teaches a messaging system communicating with a plurality of
instant voice message client systems and that it would have beef:n obvious to
person of ordinary skill in the art that such communication would have been

via the network interface.
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- Claim 3 further recites “a communication platform system
maintaining connection information for each of the plurality of instant voice
message client systems indicating whether there is a current connection to
each of the plurality of instant voice message client systems.” Ex. 1001,
24:18-22. Petitioner contends Zydney teaches this limitation. 1667 Pet. 28—
30. In particular, Petitioner argues, “each of the ‘instant voice message
client systems’ in Zydney runs a software agent used for instant voice
messaging,” “[t]he central server in Zydney tracks the conhectivity status of
these software agents,” and “[t]he claimed ‘communication platform system’
in Zydney is the system within the central server that tracks and maintains
this status.” Id. at 28-29 (emphasis omitted) (citing Ex. 1003, 13:12—14,
14:6-9). Petitioner points specifically to a “notification server” disclosed by
Zydney as a component of its central server, as well as to “server storage”
for recording client connection information. /d. at 29 (citing Ex. 1003,
24:15-16, 25:4-7, 31:13-15, 32:12-15, Fig. 2). Petitioner contends,
moreover, that this status information “qualifies as ‘connection information
for each of the plurality of instant voice message client systems,” because the
status information includes the ‘core state’ of whether the client is online or
offline.” Id. at 29-30 (emphasis omitted) (citing Ex. 1003, 14:20-15:1,
25:4-7,32:12-15). Patent Owner does not provide any substantive
" counterargument with regard to this limitation.

After full consideration of Petitioner’s arguments and cited evidence,
we are persuaded, for the reasons stated by Petitioner and discussed above,

that Petitioner has established by a preponderance of the evidence that
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Zydney teaches the recited communication platform system maintaining
connection information for each of the plurality of instant voice message
client systems indicating whether there is a current connection to each of the
plurality of instant voice message client systems.

-iv-

Claim 3 recites “wherein the messaging system receives an instant
voice message from one of the plurality of instant voice message client
systems.” Ex. 1001, 24:23-25. Petitioner contends Zydney teaches this
limitation. 1667 Pet. 30-31. Pointing once again to Figure 1A of Zydney,
Petitioner argues that figure expressly shows Zydney’s central server,
~ including the cofnponents identified above as corresponding to the recited
messaging system, receiving a voice container from a sending client system.
Id. at 30 (citing Ex. 1003, 16:7-12, Fig. 1). Moreover, Petitioner contends,
“Zydney confirms that the ‘message server’ component of the central
server . . . receives the voice container,” because, for example, Zydney
discloses that the message server receives and stores the voice container if
the recipient is not currently 6nline. Id. at 30-31 (citing Ex. 1003, 25:1-2,
27:15-16, 33:1-2).

Patent Owner again does not provide any substantive
counterargument, and after full consideration of Petitioner’s arguments and
cited evidence, we again are persuaded, for the reasons stated by Petitioner
and discussed above, that Petitioner has established by.a.preponderance of
the evidence that Zydney teaches the recited limitation. With respect
specifically to the recitation of an “instant voice message,” we find that

Zydney’s voice container is an “instant voice message” as we have
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construed the term: data content that includes a representation of the audio
message. As Zydney explains, the software agent in the originator (sender)
device, equipped with a microphone, “digitally records messages for one or
more recipients” and stores the file in @he PC. Ex. 1003, 16:1-4. Zydney
additionally describes “creat[ing] a message” by stating that it “address[es],
pack[s] and send[é] the message in a voice container.” Id. at 14:2-5.
Indeed, Zydney defines the voice container as containing either “voice data”
or “voice data and'voice data properties.” Id. at 12:6-8. That is, the voice
container, when defined by Zydney as “voice data,” is the digital recording
of the user’s voice message or audio file, which constitutes data content.
And we find that when the voice container is defined as “voice data and
voice data properties,” the digital recording of the user’s voice or audio file
(data content) is packaged together with additional data. In either situation,
the voice container constitutes data content that includes the representation
of the audio message. The format of the data content or how it is packaged
(i.e., structure) is not relevant, as we focus on whether the voice container is
data content notwithstanding additional data and structure that ensures
adequate transport or delivery of the data content.

, .

Lastly, claim 3 recites “wherein the instant voice message includes an
object field including a digitized audio file.” Ex. 1001, 24:26-27. Petitioner
contends Zydney teaches this limitation. 1667 Pet. 31-33. As an initial
\matter, Petitioner contends that, although the 622 patent does not expressly
define the term “object field,” the meaning of that term “is reasonably clear

from the specification, which explains that ‘[t]he content of the Sbject field
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is a block of data being carried by the message object, which may be, for
example, a digitized instant voice message.”” Id. at 31 (emphasis omitted)
(quoting Ex. 1001, 14:37-40). Relying on Dr. Lavian’s testimony as to what
a person of ordinary skill in the art would have understood from that
disclosure, Petitioner argues Zydney discloses the object field in at least two
independent ways. /d. (citing Ex. 1002 9§ 137-138, 141-144).

First, according to Petitioner, “Zydney expressly refers to [its] voice
container”’—which Petitioner maps to the recited instant voice message—*“as
an ‘object’ that contains voice data: ‘The term “voice containers” as used
throughout this application refers to a container object that contains no
methods, but contains voice data or voice data and voice data properties.’”
Id. at 31-32 (emphasis omitted) (quoting Ex. 1003, 12:6-8). While
conceding that Zydney does not use the specific word “field” in relation to
storage of voice data, Petitioner asserts that a person of ordinary skill in the
art “would have understood that the voice data is contained in a field of the
voice container.” Id. at 32 (citing Ex. 1002 99 137-138). Petitioner further
contends it would also have been obvious that the Zydney voice container
would contain an object field “because, without one, the recipient device
could not separate the voice data from the other fields of data in the voice
container and play back the voice data for the user — a capability the
recipient in Zydney has.” Id. (citing Ex. 1002 4 138 n.13).

Second, Petitioner argues, Zydney discloses that voice containers can
be encoded using the industry-standard MIME format, “which ‘allows
non-textual messages and multipart message bodies [sic] attachments to be

specified in the message headers,’” and Zydney also specifically refers to
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and incorporates by reference Request for Comments (“RFC”) 1521

(Ex. 1006), which “explains that a MIME message can contain audio or
voice data in the ‘body,’ the field of the message containing the content
being conveyed.” 1667 Pet. 32 (emphasis omitted) (citing Ex. 1002 9§ 143;
Ex. 1003, 19:7-10, 19:13-20:9; Ex. 1006). Relying on Dr. Lavian’s
testimony, Petitioner contends that because Zydney itself discloses that
voice containers can be encoded using MIME and directly cites to

RFC 1521, “it would have been plainly obvious to a person of ordinary skill
in the art to provide the receiving software agent with the ability to format
the voice container according to RFC 1521, thus encoding the voice data in
the body (an ‘object field’) of the message.” Id. at 32-33 (emphasis
omitted) (citing Ex. 1002 9 141-144).

Patent Owner responds that Petitioner errs by relying on Zydney’s
voice container for this limitation, contending that “Zydney distinguishes its
voice container from its voice message” and that “[t]he claim language . . .
expressly refers to structure of ‘the instant voice message’ itself.” 1667 PO
Resp. 21 (emphasis omitted) (citing Pet. 31; Ex. 2001 § 76). According to
Patent Owner, “[t]he dispute here does not turn on whether the instant voice
message is correctly characterized as audio data only (particularly given that
the claim language refers to ‘a digitized audio file’ and therefore connotes
structure beyond just audio data in the abstract),” but “[r]ather, the
deficiency of the Petition arises from the failure to identify any element in
Zydney (or any other cited reference) that renders obvious[] each and every

structural limitation for the claimed ‘instant voice message.”” Id. at 21 n.11.
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Further, Patent Owner contends, Petitioner’s “conclusory speculation”
that “a person of ordinary skill in the art would have understood that the

2 &6

voice data is contained in a field of the voice container” “should be rejected
foreach ... of . .. numerous reasons.” Id. at 22.

First, according to Patent Owner, Petitioner’s statements concerning
the knowledge of a person of ordinary skill in the art are based on “mere
speculation or conjecture.” Id.

Second, Patent Owner points out that the claim language does not
recite “‘a field’ in the abstract,” but instead “identifies a specific type of
field—namely, an ‘object field,”” “reflect[ing] teachings in the 622 patent
addressing a significant number of different types of fields, each serving its
respective and distinct purpose.” Id. at 22-23.

Third, “Zydney does not use the word ‘field’ at all in relation to its
voice container,” and indeed, “[w]hile Zydney describes the ‘voice container
structural components’ with reference to Figure 3, notably absent from the
list of twenty-five structural components (elements 302 through 338) is
anything resembling ‘an object field including a digitized audio file.”” Id. at
23 (citing Ex. 1003, 23:1-'12). According to Patent Owner, “Petitioner
appears to raise an inherency argument that Zydney s voice container
necessarily includes ‘a digitized audio file’ in a distinct ‘object field,”” but
“[1]f such a feature had been a n/ecessary component of the voice container,
surely Zydney would so state.” Id. Further, according to Patent Owner,
“Zydney’s alleged disclosure that the voice container may be formatted
according to the MIME format does not save Petitioner[’s] inherency

argument,” because “[m]erely specifying something in a message header
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does not expressly or inherently disclose that the header itself is an ‘object
field’ that contains the ‘digitized audio file.”” Id. at 23-24 (emphasis
omitted). Still further, Patent Owner contends, notwithstanding Petitioner’s
citation to RFC 1521 in support of its arguments (see Pet. 32), “the Petition
and its attached declaration fail to identify any portizm of RFC 1521 ...
equating the so-called ‘body’ of a message to an ‘object field’, let alone that
one that must include an ‘audio file’ (as opposed to just audio data).” 1667
PO Resp. 24 (emphasis omitted). According to Patent Owner, “the RFC
1521 reference . . . uses the word ‘fields’ only in connection with ‘headers’
that merely specify information types and that are distinct from the ‘body’ of
the message . . ..” Id. at 24-25. Thus, Patent Owner contends, “the RFC
1521 reference states its ‘fields’ merely describe the data in a distinct |
message body . . . [and] does not . . . state that any of the identified ‘fields’
itself includes the data in a message body.” Id. at 25.

Fourth, Patent Owner contends, “Petitioner[’]s mapping further breaks
down because the Petition presents inconsistent theories under the guise of
allegedly ‘independent’ theories.” Id. at 25.

For example, the Petition initially argues that Zydney’s voice
container itself has the structure that maps onto the claimed
“object field including a digitized audio file.” Pet. 31-32 (“the
voice data is contained in a field of the voice container.”)
(emphasis added). However, in presenting its arguments with
respect to the “MIME message” disclosed in RFC 1521, the
Petition argues, instead, that the message itself has the structure
that maps onto the claimed “object field including a digitized
audio file.” Id. 32-33 (referring, instead, to “the field of the
message”). Petitioners cannot have it both ways; and the
presentation of inconsistent theories only undermines both. . . .
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Petitioners compound their error by conflating their
divergent theories into one when addressing the term “digitized
audio file.” Pet. 33. The Petition ambiguously states that
“Zydney further discloses that the object field includes a
‘digitized audio file’” (Pet. 33), without specifying which one of
Petitioner’s theories it had intended to rely on for the “object
field” limitation—i.e., whether the voice container itself or,
instead, the MIME message itself, has the structure allegedly
mapping onto the “object field” term. The Board and Patent
Owner should not be required to guess how Petitioners’
obviousness theory for “digitized audio file” fits into each one of
Petitioners’ divergent theories for an “object field” which must
itself include the claimed file.

Given that the Petition mentions “voice data for the voice
container” and quotes Zydney’s disclosure that “[t]he software
agent compresses the voice and stores the file temporarily on the
PC,” it appears the section of the Petition addressing the term
“digitized audio file” (Pet. 33) focuses exclusively on
Petitioner’s voice container theory, without presenting any
corresponding argument tor Petitioner’s separate MIME message
theory. This results in at least a tacit abandonment of Petitioners’
MIME message theory.

Id. at 25-26 (footnote omitted).

Fifth, Patent Owner contends, Zydney “refutes Petitioner[’s]
speculation that Zydney must have used an undisclosed ‘structural
component’ dedicated exclusively to an ‘audio digital file.”” Id. at 26
(emphasis omitted). More particularly, according to Patent Owner,
“Figure 3 of Zydney and its accompanying description . . . provide no less
than four different examples of ‘structural components’ that each group
together multiple items of information.” Id. at 26-27 (emphasis omitted).

. “Clearly,” Patent Owner contends, “Zydney did not share Petitioner[’s]
contrived concemn about a recipient client being unable to separate different
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items of information that are structurally grouped together.” Id. at 27
(emphasis omitted).

Sixth, Patent Owner contends, “the distinction between Zydney’s
‘structural components’ and the claimed "object field’ is not mere semantics
but rather reflects fundamentally different technologies.” Id. (emphasis
omitted). More specifically, “[a] person of ordinary skill in the art . . .
would ha\;e recognized the word ‘field’ as a term of art in the context of
paéket-switched networks, particularly in light of the teachings of the '622
patent,” and “would have recognized that network packets have headers with
various fields describing things such as source address, destination address,
port, protocol, etc.” Id. (emphasis omitted) (citing Ex. 2001 § 77).

Seventh and finally, Patent Owner contends, “Zydney does not enable,
" and indeed could not even have functioned as described, using
-packet-switched fields of hypertext transfer protocol (‘HTTP’), as it existed
in [sic] August 7, 2000 (Zydney-’s filing date).” Id. at 27-28 (emphasis
omitted) (citing Ex. 2001 § 80).

In its Reply, Petitioner responds that “Patent Owner recycles nearly
verbatim several arguments already considered and rejected by the Board.”

1667 Reply 11 (citing 1667 Dec. on Inst. 18-20). According to Petitioner,
“Patent Owner does not address the Board’s reasoning, let alone identify any
error in it, and does not submit any new evidence on the issue.” Id.
Petitioner further responds that, whereas Patent Owner in its Response
“appears to assume an unstated narrow claim interpretation of the term
‘object field,”” Patent Owner “does not propose any specific claim

R IN14

construction,” “proposed [in co-pending litigation] to construe ‘object field’
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broadly as ‘a block of data being carried by the message object,”” and “does
not demonstrate any basis for the Board to adopt any narrower interpretation
in this proceeding.” Id. at 11-12 (emphasis omitted) (citing 1667 PO Resp.
22-23; Ex. 1001, 14:37-38; Ex. 1024, 9). “Under either the plain and
ordinary meaning informed by the specification or under the construction
Patent Owner proposed in litigation,” Petitioner contends, “Zydney discloses
and renders obvious that the instant voice message (voice container)
contains an object field (block of data) including an audio file, for the
reasons explained in the Petition and discussed in detail by the Board in its
institution decision.” Id. at 12 (citing Pet. 31-33; 1667 Dec. on Inst. 16-17,
20). -

Petitioner further contends that Patent Owner incorrectly suggests that
Petitioner relies only on inherency for the “object field limitation,” whereas
the Petition makes a showing of obviousness, and that Patent Owner
improperly attacks the references individually by arguing that RFC 1521
itself does not describe that the message body includes an audio file,
whereas the Petition instead explains that it would have been obvious to
incorporate the voice audio “file” disclosed by Zydney into the MIME
format, rendering obvious that the object field (i.e., message body) includes
that audio file. Id. at 13-14 (citing Pet. 32-33). Still further, Petitioner
argues Patent Owner incorrectly asserts that Petitioner presents inconsistent
mappings to the instant voice message, despite Petitioner’s consistent
identification of Zydney’s voice container as corresponding to the recited
Instant voice message. Id. at 14 (citing Pet. 31-33). Finally, Petitioner

contends that Patent Owner’s argument that Zydney does not enable using
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packet-switched fields of HTTP as it existed in August 2000 (1667 PO Resp.
27-28) “appears to be based on incorrectly reading Zydney to require data
compression when transmitting voice containers,” whereas Patent Owner has
not identified any such disclosure in Zydney. 1667 Reply 15. Even if
Zydney did require compression, Petitioner contends, “HTTP dicf support
data compression as of August 2000,” as described in Hethmon. Id. at 15—
16 (citing Ex. 1009, 39). According to Petitioner, “Hethmon makes clear
that HTTP can be used to transfer various types of data, including data that
has been compressed separately from the HTTP protocol itself, such as
transmitting files in the well-known ‘zip’ and ‘gif” compression formats,”
and it is, accordingly, “irrelevant whether HTTP itself had built-in
compression protocols.” Id. at 16 (citing Ex. 1009, 44).

After full consideration of the parties’ arguments and cited evidence,
we are persuaded that Petitioner has established by a preponderance of the
evidence that Zydney renders obvious an instant voice message including
“an object field including a digitized audio file,” as recited in claim 3, and
that Patent Owner does not persuasively rebut Petitioner’s evidence.
Notwithstanding Patent Owner’s arguments, for example, that Petitioner’s
statements are based on “mere speculation or conjecture” and that an object
field is a “specific type of field” (1667 PO Resp. 22-23 (emphasis omitted)),
we are persuaded by Petitioner’s evidence, including Dr. Lavian’s
testimony, that it would have been obvious to a person of ordinary skill in
the art at the time of the alleged invention to include an object field in
Zydney’s voice container for storage of voice data. See, e.g., Ex. 1002

9 138. In this regard, we credit Dr. Lavian’s testimony that, “[w]ithout some
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logically identified ‘field’ in the voice container containing the voice data, in
fact, the recipient device in Zydney could not separate the voice data from
the other fields in the voice container (including the fields shown in Figure
3).” Id. Y138 n.13. Zydney expressly discloses voice data is transmitted in
a voice container, where the term “‘voice container[]’ . . . refers to a
container object” that may be formatted according to industry standards such
as MIME format. Ex. 1003, 12:6-7 (emphasis added), 19:6-20:9 (citing,
e.g., Ex. 1006). Moreover, although Zydney describes Figure 3 as
“illustrat{ing] an exemplary embodiment of the voice container having voice
data and voice data properties components” (id. at 23:1-2), we find that only
the latter “voice data properties components” are actually depicted in the
figure (see id. Fig. 3 (components 302—336)). Because the “voice data”—
expressly disclosed by Zydney as being part of the voice container (see id. at
23:1-1)—is not depicted, it is apparent that Figure 3 is not intended to be an
exhaustive illustration of all components of Zydney’s voice container.
Accordingly, we do not ascribe any particular significance to the fact that
Zydney’s Figure 3 does not depict “anything resembling ‘an object field
including a digitized audio file’” ‘(cf. 1667 PO Resp. 23). Still further,
although Zydney does not utilize the term “field” ipsissimis verbis, we credit
Dr. Lavian’s unrebutted testimony, supported by RFC 1521, that when in
MIME format, Zydney’s voice container would contain the digitized audio

file—i.e., the voice data—in an object field. Ex. 1002 9 141-144.
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In cohclusion, we have reviewed the arguments and evidence in the
record and determine that Petitioner has demonstrated by a preponderance of

the evidence that claim 3 of the *622 patent is unpaténtable as obvious over

Zydney in view of Shinder.

~

b. Discussion of Independent Claim 27

Independent claim 27 differs from independent claim 3 principally in
its recitations of (1) the network interface being coupled “to the client
device,” rather than to the server, and connecting “the client device,” again
rather than the server, to the network; (2) “an instant voice messaging
application installed on the client device, wherein the instant voice
messaging application includes a client platform system for generating an
instant voice message”; (3) the messaging system being included in the
instant voice messaging application installed on the client device, rather than
being a system residing on the server; and (4) the instant voice messaging
application “includ[ing] a document handler system for attaching one or
more files to the instant voice message.” Petitioner relies on essentially the
same arguments and evidence for the “client device” and “network
interface” limitations of independent claim 27 as discussed above with
regard to claim 3. 1667 Pet. 50-52 (citing Ex. 1003, 11:16-18, 14:2-3;
Ex. 1014, 195-96, Ex. 1002 9 113-118). We address the additional

limitations of claim 27 below.
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Regarding the recited “network interface” being coupled “to the client
device’ and connecting “the client device to the packet-switched network,”
Petitioner contends, first, that “th[e] requirement of a network interface
applies equally to the client in Zydney as it does to the server,” and “[t]he
claimed ‘network interface’ in claim 27[] is therefore obvious for the same
reasonsvas the ‘network interface’ of claim 3[].” 1667 Pet. 51 (citing
Ex. 1002 49 113-118, 202). Second, Petitioner points to disclosure in
Zydney of a cable modem, which Petitioner contends is “a particular type of
network interface,” as providing a “separate and independent basis for
satisfying this limitation.” Id. (citing Ex. 1003, 17:5-9; Ex. 1002 § 203).
Relying on Dr. Lavian’s testimony, Petitioner contends “[a] person of
ordinary skill in the art therefore would have understood and found it
obvious that the client system would have contained a network interface,
such as a cable modem to enable higher bandwidth and quality, to provide
connectivity to the network.” Id. at 51-52 (citing Ex. 1002 9 203-204).

Patent Owner does not provide any substantive gounterargument“with
© regard to this limitation.

After full consideration of Petitioner’s arguments and cited evidence, ‘
we are persuaded, for the reasons stated by Petitioner and discussed above,
that Petitioner has established by a preponderance of the evidence that it
would have been obvious to a person of ordinary skill in the art to include a
“network interface coupled to the client device and connecting the client

device to a packet-switched network™ in Zydney’s system in view of

Zydney’s and Shinder’s teachings.
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Regarding the recited “instant voice messaging application installed
on the client device, wherein the instant voice messaging application
includes a client platform system for generating an instant voice message,”
Petitioner contends that the “instant voice messaging. application” in Zydney
takes the form of the software (including a software agent) installed on the
computing device of the sending (originating) client device, and that the
software agent in Zydney includes a client platform system for generating
the instant voice message (voice container). 1667 Pet. 52 (citing Ex. 1003,
11:16-18, 13:2-6, 14:2-12; also referring to arguments at 1667 Pet. 43—44
(citing Ex. 1003, 13:2-6, 14:2-12, 13:19-22, 14:14-16, 11:16-18)).
Relying further on Dr. Lavian’s testimony, Petitioner additionally contends
that “the client platform system in Zydney is thus disclosed by the portions
of the software agent on the client of the sending (originating) user
responsible for creating the instant voice message,” and that “Zydney thus
discloses an instant voice messaging application that includes a client
platform system for ‘generating an instant voice message,’ as claimed.” Id.
at 52-53 (citing Ex. 1002 Y 180, 207-208). Patent Owner does not provide
any substantive counterargument with regard to this limitation, and after full
consideration of Petitioner’s arguments and cited evidence, we are
persuaded, for the reasons stated by Petitioner and discussed above, that
Petitioner has established by a preponderance of the evidence that Zydney
. teaches the recited “instant voice messaging application installed on the
client device, wherein the instant voice messaging application includes a

client platform system for generating an instant voice message.”
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Finally, regarding the recited “document handler system for attaching
one or more files to the instant voice message,” Petitioner relies on Zydney’s
disclosure of software functionality for attaching files—such as a “digitized
greeting card” or “other data types”—to the voice container (i.e., the instant
voice message), to be “transported to the recipient.” 1667 Pet. 54 (citing
Ex. 1003, 19:1-7 (stating that an important part of voice exchange and
distribution is “attaching other media to the voice container” and that voice
containers may have “digitized greeting cards appended to them”).
Petitioner also describes “attachment” as “associating” in referring to
Zydney’s Figure 6, which discloses that the software agent asks the user
“what multimedia file to associate [to] this voice container.” Id. at 54-55
(citing Ex. 1003, Fig. 6) (emphasis added). Figures 16—18 of Zydney,
according to Petitioner, “similarly provide a three-part description of the
generation and transmission of a voice container with multimedia
attachments” and “confirm that the multimedia file is attached to the voice
container on the originator’s client system before the voice container and
attachment are transmitted to the central server.” Id. at 55 (citing Ex. 1003,
35:15-22; Figs. 16-18). Relying on Dr. Lavian’s testimony, Petitioner
contends that, although “Zydney does not appear to explicitly describe
which part of the software on the client system attaches files to voice
containers,” a person of ordinary skill in the art “would have found it
obvious that the software agent that generates and transmits the voice
container (the “instant voice messaging application’) could also handle

attachment of files to the voice container, given that the software agent
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performs the various other functions for generating and transmitting voice
containers.” Id. at 55-56 (citing Ex. 1002 ] 216-217).

We agree with Petitioner that these disclosures of Zydney teach that
the software agent (“instant voice messaging application”) attaches one or
more files to the voice container (“instant voice message”). We are also
persuaded that the software agent is responsible for the attachment of files,
because Zydney describes that the software agent is responsible for the
generating and transmitting of the voice containers and that the association
of the file with the voice container (as shown in Figure 16) occurs at the
“originator” at the request of the user. Id. at 54-56 (citing Ex. 1003, 19:1-7,
22:19-20, 35:15-22, Figs. 16-18; Ex: 1002 9 216-217).

We are further persuaded by Petitioner’s reliance on a speciﬁc‘
standard for effecting attachments of multimedia files to voice containers.
1667 Pet. 56. In particu&ar, Petitioner points out Zydney’s disclosure of
formatting voice containers using the Multipurpose Internet Mail Extension
(“MIME”) format, which allows attachment of files to be specified in a
message header. /d. at 34 (citing Ex. 1003, 19:6-12). According to this
embodiment then, a voice container would be formatted under the MIME
standard, where a header 1dentifies the file or files attached to the
MIME-formatted voice container. Ex. 1003, 19:6—12. We find that this
MIME-formatted voice container, which includes the voice data or digitized
audio, includes the information necessary in the header to link the files that
the user has attached to the voice container. The claim requires attaching the

one or more files to the instant voice message, and because we have
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construed the attachment to mean that the files are associated to the instant
voice message, the identification of the files in the header performs the
necessary association. Again, because the association is performed at the ‘
originator (see Zydney’s Figure 16), we understand Zydney to teach or
suggest that the software agent of the originator would alsc; perform the
MIME formatting. In this manner, the software agent controls the
formatting and linking necessary for the audio message to reach the
recipient, together with the user-specified attachments. There is no other
software in Zydney to which the “associating” function is attributed, and
Zydney does not describe file associations occurring elsewhere in the
system. Per Dr. Lavian’s testimony, which we credii, the client’s software
agent performs the attachments, regardless of whether the attachment is
performed as a multimedia file attachment using the MIME standard. See
Ex. 1002 9] 210-218.

Patent Owner argues that the MIME disclosures in Zydney “are
directed to the voice container itself being a MIME attachment to an email,
and not the voice container, let alone the instant voice message, having a
MIME attachment.” 1667 PO Resp. 19. We do not agree with Patent
Owner’s characterization of Zydney in this regard. Zydney describes the
MIME format as the standard for formatting the voice container to include
the header that identifies the attachments of multimedia files. Ex. 1003,
19:6-12. This disclosure provides additional detail of the technology that
Zydney uses to format the voice container to identify attachments of files. (
‘We acknowledge that Zydney also teaches the use of MIME for another

purpose: to construct an email message with the “voice mail conversation”
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as a digitally-encoded MIME attachment. Ex. 1003, 15:15-17, 17:2-4.
There is no argument, however, in the Petition, that Zydney teaches the
required attachment of a file to an instant voice message by using the MIME
format to make the voice container itself an attachment to an email. Instead,
we find that Zydney describes two different uses for the MIME standard.
The first, and the one relevant to our discussion, is the use of MIME
formatting to include a header for the necessary associations of files to the
voice container. The second, not relevant to our discussion, is the uée of
MIME encoding to attach voice containers to an email message as a way to
transport undelivered voice containers via email or to have voice
conversations with email recipients. We have discussed above the first use
of MIME as being particularly instructive in providing the technical details

- of how Zydney actually performs the attachment. See also Ex. 2001 § 51
(Mr. Easttom stating that the MIME format may be used to format the voice
container so that attachments may be associated with it). Patent Owner’s
arguments about MIME use for email attachments are unpersuasive, as they
address the second use of MIME, on which Petitioner does not rely.

Patent Owner also argues Zydney does not attach files to the instant
voice message itself, but, “[a]t most, . . . attaches ‘media’ to only the
encapsulating package, i.e., the voice container,” which, Patent Owner
contends, “encapsulates and transports,” but is “distinct from[,] the voice
message.” 1667 PO Resp. 15-18; see also PO Supplemental Br. 8 (arguing
Zydney does not teach or suggest the “instant voice message” because
Zydney discloses attachments to a “voice container,” as distinguishable from

“attaching . .. to the distinct and separately-generated voice data or message
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contained within the voice container”). According to Patent Owner,
Zydney’s teaching of attachment to the voice container “is inapposite
because the claim language requires that the one or more files be attached to
the instant voice message itself, not to a distinct container for that message.”
1667 PO Resp. 15. These arguments thus focus on an alleged distinction
between the message content and the container—a distinction we have
rejected with regard to the constructions of both the “instant voice message”
and the “attaching” limitations. See supra Sections IV.A.1, IV.A.2.

As already stated, the data content that includes a representation of an
audio message is paramount to our construction, not the format or packaging
of that data content. Zydney’s voice container, regardless of its structure, is
data content that includes a representation of the audio message, and, thus,
teaches the “instant voice message” as we have construed the term. Further,
as we stated above, the attachment of files to the “instant voice message” is
effected by associating the files, such as by linking or setting flags. We are
not persuaded that the claim requires a restrictive “attachment” or appendage
to a particular structure of the “instant voice message.” As long as the
software agent produces information that allows Zydney’s system to
associate the voice message with its attachments, it is irrelevant that the
“voice container” is not the voice data itself, but rather the “container” or
data structure that packages the voice data for transport. See Ex. 1003, 12:6
(“The voice data is transmitted in a voice container.”). Neither the plain
reading of the claim nor our construction leaves room for exalting
differences between the format of the voice container and the data content

that it carries. What is important is that Zydney’s voice container is data
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content. Whether the data content is packaged in a certain manner, and with
other data, for transport is not germane to the claim construction. Zydney’s
software agent associates the multimedia file with the voice container, which
accomplishés the required association of the attachment with the instant
voice message. Further, in the portions cited by Petitioner, Zydney
accomplishes “attachments” in the same manner as the *622 patent, by
making an association between the instant voice message and the file
attachment. Figure 6 of Zydney explicitly discloses making such an
association. Figure 16 of Zydney also explicitly states “associating” the
multimedia file with the sender’s voice container. We also are persuaded by
Dr. Lavian’s testimony that a person of ordinary skill in the art would have
found it obvious that attaching files to a voice container would have been
part of the process of packing the message into a voice container. Ex. 1002
1 216-217. Thus, Patent Owner’s arguments. that Zydney’s teaching of
attaching media to the voice container does not render obvious attaching
files “to an instant voice message,” based on an alleged distinction in
Zydney between the voice message and the voice container, are
unpersuasive. What matters for purposes of meeting the claim limitation is
that the software agent associates the “one or more files” with the voice
container (“instant voice message”). As stated above, we find that Zydney
teaches this.
-iv-
In conclusion, we have reviewed the arguments and evidence in the

record and determine that Petitioner has demonstrated by a preponderance of
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the evidence that claim 27 of the *622 patent is unpatentable as obvious over

Zydney in view of Shinder.
c¢. Discussion of Independent Claim 38

Independent claim 38 differs from independent claim 27 in its
omission of the “document handler system” limitation and inclusion instead
of “a display displaying a list of one or more potential recipients for an
instant voice message.” Compare Ex. 1001, 27:11-23, with id. at 26:17-30.
Petitioner relies on the same arguments and evidence for the common
limitations between claims 27 and 38. 1667 Pet. 57. With respect to the
added “display” limitation, Petitioner relies on Zydney, pointing particularly
to Zydney’s disclosure that an originator “selects] one or more recipients
from a list maintained by the originator and presented visually by the agent.”
Pet. 57 (emphasis omitted) (quoting Ex. 1003, 14:18-19) (citing Ex. 1003,
Fig. 7). Relying on Dr. Lavian’s testimony, Petitioner further contends that
a person of ordinary skill in the art “would have understood that this list
would be ‘presented visually’ on the display of the client device.” Id.
(emphasis omitted) (quoting Ex. 1002 § 226). |

Notwithstanding a subheading in its Response stating “No proof of
obviousness for ‘a display [at the client device] displaying a list of one or
more potential recipients’ (claims 38-39)” (1667 PO Resp. 38 (emphasis
omitted)) and a conclusory statement that “[f]or the foregoing reasons,
Petitioners have failed to meet their obligation to prove that claim 38 . . .
would have been obvious at the time of the invention” (id. at 44), Patent

Owner does not provide any substantive challenge to Petitioner’s mapping
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of Zydney and Shinder to the limitations of claim 38. See generally id. at
38—44. Rather, the intervening pages of the Response between the quoted
subheading and conclusion statement set forth Patent Owner’s contentions
that Appelman, cited only against claims 22 and 39 and discussed below,
fails to teach an additional limitation recited in claim 39. See generally id.
Although claim 39 depends from claim 38, Patent Owner’s contentions
regarding Appelman vis-a-vis the additional limitation of claim 39 do not
persuasively rebut Petitioner’s arguments and evidence regarding claim 38.
In its Reply, Petitioner points out that Patent Owner’s arguments
concerning claims 38 and 39 are repeated essentially verbatim from its
Preliminary Response. 1667 Reply 23. Petitioner further argues that,
although claim 39 recites “display[ing] an indicia for each of the one or
more potential recipients indicating whether the potential recipient is

29 ¢4,

currently available to receive an instant voice message,” “‘there is plainly
nothing recited in claim 38 that adds a limitation requiring the capability to
select potential recipients that are currently unavailable.” Id. at 23-24
(emphasis omitted).

After full consideration of the parties’ arguments and cited evidence,
we are persuaded, for the reasons stated by Petitioner and discussed above,
that Petitioner has established by a preponderance of the evidence that
Zydney teaches “a display displaying a list of one or more potential
recipients for an instant voice message” and that the subject matter of
claim 38 as a whole would have been obvious over Zydney and Shinder.

We agree with Petitioner, in particular, that Zydney describes its software

agent as providing a visual presentation of a list of potential recipients that
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may be selected (see Ex. 1003, 14:18-19, Fig. 7k(step 1’.1.2)) and, therefore,
teaches displaying a list of one or more potential recipients for an instant
voice message. We also agree with Petitioner that claim 38 does not require
capability to select potential recipients that are currently unavailable. 1667
Reply 24.

In conclusion, we have reviewed the arguments and evidence in the
record and determine that Petitioner has demonstrated by a preponderance of
the evidence that claim 38 of the *622 patent is unpatentable as obvious over

Zydney in view of Shinder.

d. Discussion of Dependent Claims 68, 10, 11, 13, 18-21, 23,
and 32-35 )

Claim 6 depends from claim 3 and further recites “wherein the instant
" voice message includes an identifier field including a unique identifier
associated with the instant voice message.” Ex. 1001, 24:36-38. Petitioner -
contends that Zydney discloses several examples of “unique identifiers” that
meet the claim language. 1667 Pet. 34-35. For examplé, Petitioner argues,
“Zydney explains that ‘[e]ach méssage will have a unique identifier that will
encode,” among other things, ‘the sending software agent[’]s identifier . . .,””
which “is stored as the ‘originator’s code 302 (which is a (unique identifier)’
as shown in Figure 3.” /d. at 34 (emphasis omitted) (quoting Ex. 1003,
34:4-8, 23:2-3). According to Petitioner, “[b]ecause the originator’s code
(302) is encoded as part of the voice container, it is clearly ‘associated with’
the instant'voice message.” Id. (emphasis omitted) (Ex. 1002 § 148). We
agree and also note that Patent Owner does not argue dependent claim 6
separately from claim 3. Based on Petitioner’s arguments and cited
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evidence, we are persuaded that Petitioner has shown by a preponderance of
the evidence that the combination of Zydney and Shinder renders obvious
claim 6.

Claim 7 depends from claim 3 and further recites:

wherein the instant voice message includes a source field
including a unique identifier associated with at least one of a
given one of the plurality of instant voice message client systems
that created the instant voice message and a given one of the
plurality of users using the given one of the plurality of instant
voice message client systems.

Ex. 1001, 24:39-45. Petitioner contends this limitation is met by Zydney’s
“unique address” or “unique id,” which is assigned by a registration server
and uniquely identifies the software agent of the originator (sender) of a
~message. 1667 Pet. 35 (citing Ex. 1003, 23:18-24). According to
Petitioner, “Zydney also makes clear that this unique identifier can be
carried in the voice container (the ‘instant voice message’),” because
“Zydney explains that the ‘voice container components include an originator
code 302 (which is a unique identifier).”” Id. (emphasis omitted) (quoting
Ex. 1003, 23:1-3) (citing Ex. 1003, 34:4-8). Petitioner concedes that
“Zydney does not provide additional detail about the ‘originator’s code,’”
but further contends, relying on Dr. Lavian’s testimony, that “it would have
been obvious to a person of ordinary skill in the art that the originator’s code
would have been the ‘unique id’ (or ‘unique address’) that the server in
Lydney assigned to the sending (originating) software agent,” because
Zydney explains that “‘[t]he registration server assigns the software agent a

unique address,’ and in the next sentence, explains that ‘this address is used
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for all communications from the software agent to the server. . . .”" Id. at 36
(quoting Ex. 1003, 23:18-19) (citing Ex. 1002 § 152). Petitioner also points
out that “Zydney later states that ‘[e]ach message will have a unique
identifier that will encode the sending software agent[’]s identifier’, and the
only field of the voice container in Figure 3 that meets that description is the
originator code (302) field.” Id. (emphasis omitted) (quoting Ex. 1003,
34:4-5). Petitioner further contends that the originating code is associated
with both the “client system([] that created the instant voice message” and the
operating “user[] using the given one of the plurality of instant voice
message client systems,” because the sending software agent is running on a
client system operated by the logged-in user of the system. Id. at37. We
agree and also note that Patent Owner does not argue dependent claim 7
separately from claim 3. Based on Petitioner’s arguments and cited
evidence, we are persuaded that Petitioner has shown by a preponderance of
the evidence that the combination of Zydney and Shinder renders obvious
claim 7.

Claim 8 depends from claim 3 and further recites:

wherein the instant voice message includes a destination field
including a unique identifier associated with at least one of a
given one of the plurality of instant voice message client systems
identified as a recipient of the instant voice message and a given
one of the plurality of users using the given one of the plurality
of instant voice message client systems.

Ex. 1001, 24:46-52. Petitioner points out that claim 8 is similar to claim 7,
with the exception that claim 8 recites a “destination field” instead of a

“source field” and, thus, requires that it be associated with a recipient client

68

Page 174 of 784



IPR2017-01667
IPR2017-01668
Patent 8,724,622 B2
system rather than the originator client system. 1667 Pet. 38. Petitioner
relies on similar arguments for claim 8 as for claim 7, but maps Zydney’s
“recipient’s code 304” rather than “originator’s code 302 to the recited
destination field. Id. at 38-39 (citing Ex. 1003, Fig. 3; Ex. 1002 Y 152,
157-158, 161-164). We agree and also note that Patent Owner does not
argue dependent claim 8 separately from claim 3. Based on Petitioner’s
arguments and cited evidence, we are persuaded that Petitioner has shown
by a preponderance of the evidence that the combination of Zydney and
Shinder renders obvious claim 8. |

Claim 10 depends from claim 3 and recites that the system further
comprises “a message database storing the instant voice messages received
from the instant voice message client systems.” Ex. 1001, 24:58-60.
Petitioner maps Zydney’s “message server,;; including its “message store,”
“depicted as a cylinder conventionally representing a database” in Figure 2
of Zydney, to the recited “message database.” 1667 Pet. 39 (citing Ex. 1003,
Fig. 2; Ex. 1002 § 167). Further, Petitioner points to disclosure in Zydney
that the message server is used to store voice containers. Id. at 39-40 (citing
Ex. 1003, 25:1-3 (“The message server will be the repository for messages
sent to software agents that are not logged onto the system.”), 30:6-8 (“A
successful log-in will result in all of the user messages waiting in the
message server being downloaded to the software agent. The user may have
elected to retain copies on the message server.”); Fig. 4 (“if recipient is. not
online, client sends voice container to server file.””)). We agree and also note
that Patent Owner does not argue dependent claim 10 separately from

claim 3. Based on Petitioner’s arguments and cited evidence, we are
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persuaded that Petitioner has shown by a preponderance of the evidence that
the combination of Zydney and Shinder renders obvious claim 10.

Claim 11 depends from claim 3 and further recites:

wherein, upon receipt of an instant voice message, the
communication platform system determines if there is the current
connection to one of the plurality of instant voice message client
systems identified as a recipient of the instant voice message, and
if there is no connection with the one of the plurality of instant
voice message client system identified as the recipient, the
instant voice message is stored and delivered when the one of the
plurality of instant voice message client systems identified as the
recipient re-established a connection.

Ex. 1001, 24:61-25:3. Petitioner relies on Zydney’s disclosure that its
central server (which Petitioner maps to the “communication platform
system” of claim 3) “track[s] and maintain[s] the status of all software
agents,” which status, Petitioner points out, includcs “the core states of
whether the recipient is online or offline.” 1667 Pet. 40 (citing Ex. 1003,
13:12-14, 14:6-9, 14:17-15:1). Petitioner contends, “[t]he communication
platform system in Zydney therefore ‘determines if there is a current
connection to one of the plurality of instant voice message client systems,’
for the same reasons as claim 3[] above.” Id. (emphasis omitted). Petitioner
further points to disclosure in Zydney of “u;u)loading the voice container(s) to
a central file server” and subsequently “[1] notifying an available software
agent on the recipient’s computer of the arrival of a new message in near
real-time or, [2] notifying the software agent on the recipient’s computer

when it first becomes available of voice containers in the central storage.’
Id. at 41-42 (quoting Ex. 1003, Fig. 8 (steps 1.2.3, 1.2.5)). Petitioner
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argues, “[blecause deciding whether to take action [1] or action [2] depends
on whether the recipient is currently ‘available,” Zydney confirms that the
communication platform system makes a determination, ‘upon receipt of an
instant voice méssage [voice container],” whether there is a ‘current
connection’ to the recipient client.” Id. at 42 (emphasis omitted) (citing
Ex. 1002 § 173). For the second conditional branch of claim 11 (i.e., “if
there is no connection . . .”), Petitioner additionally points to disclosure in
Zydney of the message server being the repository for messages sent to
software agents that are not logged onto the system and of messages stored
on the message server being sent to the appropriate software agent once a
software agent has been authenticated, as well as disclosure of downloading
voice recordings to the recipient’s computer after it first becomes available.
Id. at 42-43 (citing Ex. 1003, 25:1-4, Fig. § (steps 1.2.5, 1.2.6)). We agree
and also note that Patent Owner does not argue dependent claim 11
separately from claim 3. Based on Petitioner’s arguments and cited
evidence, we are persuaded that Petitioner has shown by a preponderance of
the evidence that the combination of Zydney and Shinder renders obvious
claim 11.

Claim 13 depends from claim 3 and further recites “wherein each of
the instant voice message client systems comprises an instant voice
messaging application generating an instant voice message and transmitting
the instant voice message aver the packet-switched network to the
messaging system.” Ex. 1001, 25:9-13. Petitioner maps Zydney’s software
agents utilized by sending and receiving devices to the recited “instant voice

messaging application.” 1667 Pet. 43 (citing Ex. 1003, 11:16-18, 13:2-6,
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13:19-22, 14:2-12, 14:14-16). Petitioner contends, in particular, that the
software agent running on Zydney’s sending client system can generate and
transmit instant voice messages in the form of voice containers. Id. at 4345
(citing Ex. 1003, 13:2-6, 13:19-22, 14:2-5, 33:1-2, Fig. 4; Ex. 1002 § 180).
We agree and also note that Patent Owner does not argue dependent
claim 13 separately from claim 3. Based on Petitioner’s arguments and cited
evidence, we are persuaded that Petitioner has shown by a preponderance of
the evidence that the combination of Zydney and Shinder renders obvious
sclaim 13.

~ Claims 18 and 32 depend from claims 13 and 27, respectively, and
each further recite “wherein the instant voice messaging application includes
an audio file creation system creating an audio file for the instant voice
message based on input received via an audio input device coupled to the
client device.” Ex. 1001, 25:31-35, 26:48-52. Petitioner relies on Zydney’s
disclosure of the originator digitally recording messages for one or more
recipients using a microphone-equipped device and the software agent.
1667 Pet. 45-46 (citing Ex. 1003, 16:1-4, 20:11-14, 21:14-16, Fig. 7 (step
1.1.3)). For instance, Zydney states that the software agent stores the
compressed voice file temporarily on the personal computer. /d. We agree
and also note that Patent Owner does not argue dependent claims 18 and 32
separately from claims 3 (from which claim 13 depends) and 27. Based on
Petitioner’s arguments and cited evidence, we are persuaded that Petitioner
has shown by a preponderance of the evidence that the combination of

Zydney and Shinder renders obvious claims 18 and 32.
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Claims 19 and 33 depend from claims 13 and 27, respectively, and
each further recite “wherein the instant voice messaging application includes
an encryption/decryption system for encrypting the instant voice messages to
be transmitted over the packet-switched network and decrypting the instant
voice messages received over the packet-switched network.” Ex. 1001,
25:36-41, 26:53-58. With respect to claim 19, Petitioner points out that
Zydney, at Figure 2, discloses the software agent as including “compression
data encryption/protocols” to encrypt the instant voice message. 1667 Pet,
46—47. Petitioner further argues that Zydney discloses a “standard codec”
used in transmitting and receiving voice containers and that it would have
been obvious to a person of ordinary skill in the art that the “standard codec”
would have been used to encrypt voice containers being transmitted and to
decrypt voice containers being received by the software agent. Id. at 47-48
(citing Ex. 1003, 27:1-6; Ex. 1002 § 187). Petitioner relies on the same
arguments and evidence for claim 33. Id. at 56. We agree and also note that
Patent Owner does not argue dependent claims 19 and 33 separately from
claims 3 (from which claim 13 depends) and 27. Based on Petitioner’s
arguments and cited evidence, we are persuaded that Petitioner has shown
by a preponderance of the evidence that the combination of Zydney and
Shinder renders obvious claims 19 and 33.

Claims 20 and 34 depend from claims 13 and 27, respectively, and
each further recite “wherein the instant voice messaging application includes
a compression/decompression system for compressing the instant voice
messages to be transmitted over the packet-switched network and

decompressing the instant voice messages received over the packet-switched
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network.” Ex. 1001, 25:42-47, 26:59-64. With respect to claim 20,
Petitioner points out that Zydney, at Figure 2, discloses the software agent as
including “compression data encryption/protocols.” 1667 Pet. 48. Petitioner
further argues that Zydney makes clear that the sending (originating)
software agent compresses voice containers that are to be sent, and the
receiving agent decompresses voice containers that are received. Id. at 48—
49 (citing Ex. 1003, Fig. 7 (step 1.1.5), Fig. 9 (step 1.3.4); Ex. 1002 9 189-
191). Petitioner relies on the same arguments and evidence for claim 34, Id.
at 56. We agree and also note that Patent Owner does not argue dependent
claims 20 and 34 separately from claims 3 (from which claim 13 depends)
and 27. Based on Petitioner’s arguments and cited evidence, we are
persuaded that Petitioner has shown by a preponderance of the evidence that
| the combination of Zydney and Shinder renders obvious claims 20 and 34.
Claim 21 depends from claim 13 and further recites “wherein the
instant voice messaging application displays a list of one or more potential
recipients for the instant voice message.” Ex. 1001, 25:48-50. Petitioner
points to Zydney as disclosing this limitation. 1667 Pet. 49. In particular,
Petitioner contends Zydney discloses that the software agent on the client
system displays a list of potential recipients, wherein the originator “select[s]
one or more recipients from a list maintained by the originator and presented
visually by the agent.” Id. (emphasis omitted) (quoting Ex. 1003, Fig. 7
(step 1.1.2)) (citing Ex. 1003, 14:18-19). We agree with Petitioner that
Zydney, thus, describes its software agent as displaying a list of potential
recipients. We agree and also note that Patent Owner does not argue

dependent claim 21 separately from claim A3, from which claim 13 depends.
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Based on Petitioner’s arguments and cited evidence, we are persuaded that
Petitioner has shown by a preponderance of the evidence that the
combination of Zydney and Shinder renders obvious claim 21.

Claims 23 and 35 depend from claims 13 and 27, respectively, and
each further recite “wherein the instant voice message application generates
an audible or visual effect indicating receipt of an instant voice message.”
Ex. 1001, 25:56-58, 26:65-67. As cited by Petitioner, Figure 9 of Zydney

k2 N 13

discloses “launching a software agent,” “automatically receiving . . . voice
containers,” and then “identifying and presenting the list of voice
containers.” Ex. 1003, Fig. 7 (steps 1.3.1-1.3.3) (cited at 1667 Pet. 49-50).
Petitioner contends, “[t]he ‘list of voice containers’ presented in Step 1.3.3.
discloses the software agent on the receiving client system providing the
c]aimed ‘visual effect’ because it indicates to the recipient that an instant
voice message has been received.” 1667 Pet. 50 (emphasis omitted).
Petitioner relies on the same arguments and evidence for claim 35. Id. at 56.
We agree and also note that Patent Owner does not argue dependenf

claims 23 and 35 separately from claims 3 (from which claim 13 depends)
and 27. Based on Petitioner’s arguments and cited evidence, we are

persuaded that Petitioner has shown by a preponderance of the evidence that

the combination of Zydney and Shinder renders obvious claims 23 and 35.
e. Discussion of Dependent Claims 14 and 28

Claims 14 and 28 depend from claims 13 and 27, respectively, and
each further recite “wherein the instant voice messaging application includes

a message database storing the instant voice message, wherein the instant
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voice message is represented by a database record including a unique
identifier.” Ex. 1001, 25:14-18, 26:31-35. Petitioner concedes that
“Zydney does not use the term ‘message database’ to describe storage of
instant voice messages on the client system, and does not describe a
‘database record including a unique identifier,”” but, Petitioner contends,
“these limitations would have been obvious in view of Clark.” 1667 Pet.
58-59 (emphasis omitted). Petitioner relies, in particular, on Clark’s -
message store 23, which comprises a database structure for temporary or
permanent storage of messages. Id. at 59 (citing Ex. 1008, 9:11-15).
Petitioner argues, and we agree, that Clark specifically describes the
message store as a “‘database” and that the database can be located on a
client system. Id. at 59—60 (citing Ex. 1008, 8:31-44, 10:27-33, 11:1-5,
Fig. 4A). Clark, for example, describes an embodiment in Figure 4A,
reproduced below, in which the user’s computer contains the message client

and the message store. Id.; Ex. 1008, Fig. 4A.

18
’s ™ 29— 28~ T
A 27 Catalog
User er database
Message
Interface Client hs
Device Message @
24 1 Server(s) 73 Store(s)
CLIENT COMPUTER
aoa - FIG. 4A

Figure 4A depicts an embodiment of a physical configuration of the
client computer 18 on which electronic messages are received and stored.
Ex. 1008, 5:1-3, 4:25-27. The electronic messages of Clark are not limited

76

Page 182 of 784



IPR2017-01667
IPR2017-01668
Patent 8,724,622 B2

o'

to e-mails, as it describes that it is known for electronic messages to include
instant messaging and that the electronic message may have attachments. 1d.
at 1:37-39, 8:36-44. Clark organizes the stored electronic messages in the
database of message store 23 using a catalog database 28, which organizes
the messages into different folders. Id. at 9:54—60; see also 10:11-19
(describing the various elements of an electronic message shown in Figure 3
and that the elements can be the basis for associating the message with one
or more folders). Notwithstanding Clark’s use of the catalog database for
-further organizing the messages into folders, Clark describes a message store
23 as a database for storing the messages, which teaches the required
“message database.”

Petitioner further points out that Clark discloses storing both outgoing
(sent) and incoming (received) messages in message store 23. 1667 Pet. 60—
61 (citing Ex. 1008, 16:50-53, 17:9-22). On this point we agree that Clark
describes information about the messages stored in the database as inclhding
the dates and times for received and sent messages. Ex. 1008, 17:9-22.

For the limitation that the instant voice message be “represented b'y a
database record including a unique identifier,” Petitioner relies on Clark’s
disclosure of assigning a unique StoreMessageld to the message when the
message is added to message store 24. 1667 Pet. 61 (citing Ex. 1008,
11:50-54). Petitioner also points out that “StoreMessageld . . . may
comprise number[s], or other identifiers, assigned to the messages and
attachments respectively by message store server 24.” Id. (quoting

Ex. 1008, 11:21-24). Petitioner argues that the “uniqhe identifier” of Clark,
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i.e. StoreMessageld, is stored in a database record. Id. (citing Ex. 1008,
11:31-32 (“MessageSummary table 52 [] contains the StoreMessageld 52A
of messages in message store 23.””)). From the discussion above, we agree
that, in Petitioner’s asserted combination, Zydney’s voice containers are
stored in the message store of Clark, and each voice container is identified
by a StorageMessageld that is a unique identifier. We also find that Clark’s
MessageSummary table 52 includes a record that contains the
StorageMessageld unique identifier, and, thus, that record with the
StorageMessageld represents the stored voice container. Therefore, we are
persuaded that Clark teaches that the “instant voice message is represented
by a database record including a unique identifier.”

The Petition states various reasons for combining Zydney’s and
Clark’s teachings. 1667 Pet. 61-64. Petitioner argues, for example, and we
agree, that Clark provides compelling reasons for why a person of ordinary
skill in the art would use a message database in messaging client software,
such as the software agent of Zydney. /d. On this point, Clark explains that
existing prior art electronic message systems did not provide sufficiently
effective ways to store, organize, and search electronic messages. Ex. 1008,
1:20—4:8. And Clark’s invention provides not only the message store or
database, but also the cataloging of messages that accomplishes the desired
organization. /d. at 4:25-39. Particularly relevant to our analysis is Clark’s
description of its invention as “advantageously [] integrated with messaging
client software . . . to facilitate the organization of electronic messages.” Id.
at 4:36-38. Thus, Clark informs us that it would have been advantageous to

include a message database in messaging client software to organize further
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electronic messages, including instant messages. Dr. Lavian testifies, and
we credit this testimony, that Clark’s teachings would have encouraged a
personwof ordinary skill in the art to integrate Clark’s client message
database with Zydney’;s system to store and organize sent and received .
Instant voice messages, including aftachments. Ex. 1002 4 257. Using the
message database of Clark would have been an improvement of Zydney’s
client system. /d.

‘ Thus, Petitioner has shown that it would have been obvious to
combine Zydney and Clark for the reasons articulated by Clark. We find
that given Clark’s teachings, a person of ordinary skill in the art looking to
improve Zydney’s software agent capabilities of storing messages would
have looked to Clark’s method and sys?em for organizing electronic
< messages using a message store. See KSR, 550 U.S. at 417 (“[I]f a technique
has been used to improve one device, and a person of (;rdinary skill in the art
would recognize that it would improve similar devices in the same way,
using the technique is obvious unless its actual application is beyond his or
her skill.””). We are persuaded that application of Clark’s teachings to
Zydney’s system would not have been beyond the skill of a person of
ordinary skill in the art. See Ex. 1002 ¥ 262. '

Patent Owner argues that Clark’s message store does not store “instant
voice messages.” 1667 PO Resp. 29-30. As we understand Patent Owner’s
argument, Clark allegedly focuses on storing voicemail messages, which the
’622 patent distinguishes from an instant voice message. Id. at 29. While
we recognize that there is a difference between a voicemail message and an

instant voice message, the combination of teachings described above relies
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on Clark’s use of the message store to store Zydney’s voice containers. This
argument does not address the combined teachings of the references (which
relies on Zydney’s voice containers, not Clark’s voicemail messages). And
nothing in Clark has been shown to limit the message store to only storing
voicemail messages. Indeed, we read Clark’s description of the message
store broadly and not limited to a particular type of message, such as
voicemail messages as Patent Owner argues. See Ex. 1008, 8:31-44 (cited
at 1667 Pet. 62; 1667 Reply 18). Clark describes, on this point, that the
organization methods it describes “can be applied to organizing any sort of
electronic messages which are to be temporarily or permanently stored” and
“could also be applied to any other present or future types of electronic
messages,” including messages having attachments such as sound media. /d.

Patent Owner also argues that neither Clark nor Zydney teaches the
message store as part of the client side “instant voice messaging
application.” 1667 PO Resp. 30. We are not persuaded by this argument.
As stated above, Clark expressly teaches incorporating the message store in
the client computer as part of the client messaging software. See 1667
Pet. 60 (citing Ex. 1008, 10:27-33, Fig. 4A). This teaches the message store
would be in software such as Zydney’s software agent, which is the
client-side “instant voice messaging application” as discussed above.

Patent Owner additionally raises several arguments in an attempt to
show that Clark does not teach the “database record” limitation. First,
Patent Owner argues that claims 14 and 28 require the “database record” to
be a record of the “message database.” 1667 PO Resp. 30. Relying
primarily on the claim language itself, Patent Owner contends that by
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reciting the word “database” as part of both terms (“message database” and
“database record”), the terms are interrelated so that a person of ordinary
skill in the art would have concluded that the claims require storing the
instant voice message and the unique identifier in the same message
database. Id. at 30-31 (citing Ex. 2003 (Lavian Deposition Tr.), 88:6—-89:6).
More importantly for Patent Owner’s second argument, the specification
describes the database record as comprising both a message identifier and
the instant voice message. /d. at 31 (citing Ex. 1001, 12:34-38). Patent
Owner points to the speciﬁcétiqn’s statement that the instant voice messages
are “represented” as database records, such that the specification implies a
meaning of “represented” to refer to the content of the database record. Id.
at 31-32. In sum, Patent Owner contends that the claims require a single
databas_e record, in a single message database, where the record ipcludes
both. the instant voice message and the ﬁnique identifier. Because the
arguments from Patent Owner attempt to distinguish Clark based on the
single-database-record argument, our analysis below focuses on that issue.

Based on the single-database-record characterization, Patent Owner

-argues that Clark’s message is stored in one database record and the
StoreMessageld is stored in a different database record. Id. at 32-34.
Specifically, Patent Owner highlights that the unique identifier is stored in
MessageSummary table 52 (in the catalog datal?ase), purposely separate
from message store 23, which stores the message. Id. at 32—33 (citing

Ex. 1008, 16:64—17:23, Fig. SA, tables 52 and 54; Ex. 2001 § 80; Ex. 2003,
42-43, 44:20-45:6).
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We begin by ascertaining whether Patent Owner’s characterization of
the claim scope as requiring a single database record is proper. Claims 14
and 28 recite “wherein the instant voice message is represented by a
database record including a unique identifier.” Two things are evident from
this plain language: (1) the instant voice message is represented by a
database record; and (2) the same database record includes a unique
identifier. Neither of these two features requires storing the instant voice
message in the same database record that includes the unique identifier.
Instead, by using the word “represented,” the claim language seems to reject
a requirement of sforing the instant voice message in a database record. We
conclude that this is the correct claim scope because, among other things, the
claim uses the word storing elsewhere to expressly require storing the
instant voice message in the message database. If it were a requirement'to
store the instant voice message in the database record of the message
database, the applicant could have specifically claimed storing rather than
requiring a “representative” relationship between the instant voice message
and the database record. In a way, Patent Owner asks us to read the claim as
if it stated “a message database storing the instant voice message in a
database record including a unique identifier.” But see K-2 Corp. v.
Salomon S.A., 191 F.3d 1356, 1364 (Fed. Cir. 1999) (“Courts do not rewrite
claims; instead, we give effect to the terms chosen by the patentee.”); Tex.
Instruments, Inc. v. U.S. Int’l Trade Comm'n, 988 F.2d 1165, 1171 (Fed.
Cir. 1993) (“[Clourts can neither broaden nor narrow claims to give the
patentee something different than what he has set forth.””) (internal quotes

omitted). We also view Patent Owner’s request as urging that we read
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limitations into the claim from an embodiment of a database record
comprising the instant voice message. In re Am. Acad. of Sci. Tech. Ctr.,
367 F.3d 1359, 1369 (Fed. Cir. 2004) (“We have cautioned against reading
limitations into a claim from the preferred embodiment described in the
specification, even if it is the only embodiment described, absent clear
disclaimer in the specification.”).

Finally on the issue of claim scope, we note that the specification uses
the word “represented” in connection with another embodimeﬁt ofa
database record that does not support Patent Owner’s argument. That
embodiment states that “the users are represented in the database as
records, each record comprising a user name, a password, and a contact
list . . . and other data relating to the user.” Ex. 1001, 13:63-66 (emphasis
added). That embodiment also describes a representative relationship that
does not require storing the “users” in the database record—such a
requirement would be nonsensical. Only information pertaining to the user
is stored in the record. The same representative relationship is encompassed
by the claim language at issue. We are, therefore, not persuaded that the
claims are as narrow as Patent Owner argues, and that Clark’s
“separate-table” disclosure is fatal to Petitioner’s position.

Here, Petitioner has identified StoreMessageld, which is stored in a
MessageSummary table of the catalog database, as having the required
representative relationship to the stored message. 1667 Pet. 61. We agree
that the representative relationship is satisfied, as the StoreMessageld
pertains uniquely to the stored message. For the reasons discussed above

regarding the proper scope of the claim, it is not relevant that the
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StoreMessageld, in some embodiments of Clark, may be in a record (row of
the MessageSummary table (see Ex. 1008, 16:58-60)) separate from the
record that stores the message in message store.

But even under Patent Owner’s narrow reading of the claim, we note
that Petitioner persuasively rebuts Patent Owner’s single-record distinctions
because the unique identifier of Clark’s StoreMessageld is not limited to
being stored in a record that is separate from the record that contains the
message in the message store. 1667 Reply 22 (arguing that the record that
contains the message (Message table 54) includes both the message and the
unique identifier.

Accordingly, based on the evidence proilided by Petitioner, we find
unpersuasive Patent Owner’s arguments that Clark does not teach “wherein
the instant voice message is represented by a database record .including a
unique identifier,” even under Patent Owner’s claim scope arguments, which
we have rejected as improper.

Lastly, Patent Owner challenges the rationale to combine Clark and
Zydney. First, Patent Owner argues that Clark teaches away from including
the message data in the same table as MessageSummary table 52. 1667 PO
Resp. 34-35. This argument is not persuasive. Petitioner’s asserted
combination does not rely on modifying Clark’s MessageSummary table to
include the message data. As we explained above, we do not view the claim
scope as requiring that a single database record include both the instant
voice message and the unique identifier. Therefore, an argument that Clark
precludes a single-database-record modification is not commensurate with

the claim scope.
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Second, Patent Owner argues that the combination of Zydney and
Clark would result in messages being deleted once they are sent to the
server. 1667 PO Resp. 36-38. In particular, Patent Owner contends the
combination would result in erasing the voice container from the sender
device, thereby defeating the stated rationale, running counter to Clark’s
stated goal of cataloging electronic messages, and rendering the combination
inoperable for its intended purpose. Id. None of these challenges to
Petitioner’s rationale to combine are persuasive. Although Zydney deletes
the sent message from the sender’s device temporary storage, Patent Owner
does not show any disclosure in Zydney that would teach away from a
person of ordinary skill in the art seeking and achieving the use and purpose
of Clark’s message store. The disclosure in Zydney of a “reserved
temporary storage” does not discourage or discredit the use of other, more
permanent types of storage altogether or from the purposes disclosed in
Clark for storing and cataloging messages on a more persistent basis.
Indeed, we find that the opposite is the case, because Clark describes its
usefulness not only for permanent storage, but for temporary storage as well.
See Ex. 1008, 9:13—15 (“Each message store 23 comprises a memory, file or
database structure that provides temporary or permanent storage for the
contained messages 22.”). This teaching of Clark contradicts Patent
Owner’s bare assertion that Clark would not work simply because of the use
and rclcasc of temporary storage. 1667 Reply 22-23. We find, therefore,
that Clark is entirely compatible with temporary storage and that Clark says
nothing about discouraging the use of the disclosed organization of
electronic messages in temporary storage.
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Furthermore, the arguments by Patent Owner are not persuasive
because they imply that Zydney precludes permanent storage of the sent and
received voice containers. The fact that Zydney uses temporary storage does
not preclude the use of permanent storage. And Patent Owner does not
argue any teaching in Zydney that would be contrary to the applicability of
organized permanent storage in Zydney’s system, in addition to the use of
temporary storage. Accordingly, we are not persuaded by Patent Owner’s
arguments that a person of ordinary skill in the art would not combine the
teachings of Zydney and Clark as asserted by Petitioner.

Based on the foregoing, we conclude that Petitioner has shown by a
preponderance of the evidence that the subject matter of claims 14 and 28
would have been obvious over the combination of Zydney and Shinder, as

applied to claims 13 and 27, in further view of Clark.
f. Discussion of Dependent Claims 15 and 29

Claim 15 depends from claim 14 and further recites “wherein the
message database includes a plurality of instant voice messages recorded by
a user of the client device and instant voice messages received over the
packet-switched network.” Ex. 1001, 25:19-22. Claim 29 depends from
claim 28 and further recites “wherein the instant voice message stored in the
message database include a plurality of instant voice mes.sages recorded by a
user of the client device and instant voice messages received over the
packet-switched network.” Id. at 26:36—40. Petitioner contends that, as
explained for claim 14, the “message database” of the Zydney/Clark

combination stores outgoing voice containers and voice containers received
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over the Internet (i.e., packet-switched network). 1667 Pet. 64—65.
Petitioner further relies on Zydney as teaching that the outgoing messages
would be “recorded by a user of the client device,” such as by using a
microphone. Id. at 65 (citing Ex. 1003, 16:1-3, Fig. 7 (steps 1.1.3, 1.1.5)),
see also id. at 68 (relying for claim 29 on arguments with respect to

claim 15). We agree and als:o note that Patent Owner does not argue
dependent claims 15 and 29 separately from claims 14 and 28. Based on
Petitioner’s arguments and cited evidence, we are persuaded that Petitioner
has shown by a preponderance of the evidence that the combination of

Zydney, Shinder, and Clark renders obvious claims 15 and 29.
g Discussion of Dependent Claims 16 and 30

Claim 16 depends from claim 15 and further recites “wherein the
instant voice messaging application displays at least one of the plurality of
Instant voice messages stored in the message database.” Ex. 1001, 25:23-
26. Claim 30 depends from claim 29 and further recites “a display
displaying at least one of the plurality of instant voice messages stored in the
message database.” Id. at 26:41-43.

Petitioner relies on Figure 9 of Zydney that states “presenting the list
of voice containers” to the recipient. 1667 Pet. 65 (citing Ex. 1003, Fig. 9
(step 1.3.3)); see also id. at 68 (relying for claim 30 on arguments with
respect to claim 16). Petitioner also relies on Clark’s disclosure of the user
interface with display 60, as shown in Figure 6, reproduced below. Id. at
6566 (citing Ex. 1008, 12:8-10, 12:63-13:2, Fig. 6; Ex. 1002 11 276-279),
68.
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FIG. 6

Figure 6 of blark, reproduced above, illustrates a screen display for a user
interface that shows folders and messages in multiple views. Ex. 1008,
5:10-11. As explaingd by Clark, “[d]isplay 60 includes a message header
display panel 66 and a message contents display panel 67.” Id. at 12:63-64.
“When the interface detects that a user has selected a spéciﬁc message, . . .
(then the interface displays selected information about the associated message
in message header panel‘ 66 and displays the body of the associated méssage

in the message contents panel 67.” Id. at 12:64-13.2.
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We agree with Petitioner and also note that Patent Owner does not
argue dependent claims 16 and 30 separately from claims 14 and 28. Based
on Petitioner’s arguments and cited evidence, we are persuaded that
Petitioner has shown by a preponderance of the evidence that the

combination of Zydney, Shinder, and Clark renders obvious claims’16 and

30.
h. Discussion of Dependent Claims 17 and 31

Claim 17 depends from claim 14 and further recites “wherein the
Instant voice messaging application includes a file manager system
performing at least one of storing, deleting and retrieving the instant voice
messages from the message database.” Ex. 1001, 25:27-30. Claim 31
depends from claim 28 and further recites “wherein the instant voice
messaging application includes a file manager system storing, deleting and
retrieving the instant voice messages from the message database in response
to a user request.” Id. at 26:44-47.

Petitioner contends that, although these claim limitations only require
the file manager to perform “at least one” of storing, deleting, and retrieving
instant voice messages from the message database (in response to a user
request, in the case of claim 31), Zydney and Clark each disclose the
performance of each of those actions. 1667 Pet. 66. First, according to
Petitioner, “Zydney discloses that a sending (originating) user can specify
that the message will be delivered as part of a single instant voice message,
which causes the voice container to be stored.” Id. at 67 (citing Ex. 1003,

16:1-4, 30:15-16). Relying on Dr. Lavian’s testimony, Petitioner contends
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“[1]t would have been obvious that in order for the software agent in Zydney
to store the voice container file, the client would have included a system that
services requests from the agent to create and write files.” fd. (citing

Ex. 1002 § 284). Second, Petitioner argues, Zydney discloses retrieving
instant voice messages, because, for example, Zydney discloses that the
originator’s software agent “provid[es] visual means to control and monitor
the recording quality in the originator’s agent” and that the recipient’s
software agent “provid[es] visual means for adjusting the quality and speed
of playback of each recording through the software agent.” Id. (quoting

Ex. 1003, Figs. 7, 9). Relying on Dr. Lavian’s testimony, Petitioner
contends that “[a] person of ordinary skill in the art would have understood
that playing a recorded voice message would require retrieving that message
from storage” and “would have understood from the disclosure of ‘visual
means’ that the user is provided with controls that rzespond to user requests.”
Id. (emphasis omitted) (citing Ex. 1002 q 285). Third, Petitioner alleges that
Zydney also describes controls on the client computer for deleting instant
voice messages, as well as saving or sending them to additional recipients.
Id. at 68 (citing Ex. 1003, Fig. 9). While admitting that Zydney “does not
appear to explicitly describe a ‘message database,’” Petitioner contends,
“this aspect of the claim limitation would have been obvious in view of
Clark,” both for the reasons described in connection with claim 14 and
because Clark “also discloses that the user can store, retrieve, and delete
messages from the message database.” Id. (citing Ex. 1002 99 287-294;

Ex. 1008, 4:25-27, 8:65-9:1, 9:15-19, 12:63-13:2, 18:25-29, Figs. 2, 6).

Petitioner additionally contends that the recited functions of the file manager
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in claim 17 would have been plainly obvious even in the absence of the
above teachings of Zydney and Clark. Id. In particular, relying on
Dr. Lavian’s testimony, Petitioner contends that “[a]ny user of a database
system for storing messages, includingvthe Clark system as implemented
with Zydney’s system, would have expected the ability to store, delete, and
retrieve the messages, as thes/e functions would have been fundamental to
the purpose of any such database.” Id. (citing Ex. 1002 9 297). We agree
with and adopt the reasoning and evidentiary support Petitioner provides for
why either Zydney or Clark teaches these limitations of claims 17 and 31.

~ As to the additional limitation in claim 31 that the file manager system
performs the recited functions “in response to a user request,” Petitioner
argues that “Zydney discloses that the instant message delivery mode can be
selected by the user, and that selection causes the storage of the voice
container, so the storage can occur in response to a user request.” Id. at 69
(citing Ex. 1003, 15:4—-6). Petitioner also argues that “Zydney also discloses
user controls for saving, retrieving, and deleing voice containers,” and
“Clark also discloses that its file manager system can store, retrieve, and
delete messages in response to a user request, as discussed for claim 17. 1d.
(citing Ex. 1003, Fig. 9; Ex. 1002 94 284-294); see also Ex. 1008, 4:25-27,
8:65-9:1, 9:15-19, 12:63-13:2, 18:25-29, Figs. 2, 6 (previg’usly cited for
claim 17). We again agree with and adopt the reasoning and evidentiary
support Petitioner provides for why Zydney or Clark teaches this limitation

\

of claim 31.
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Patent Owner does not argue dependent claims 17 and 31 separately
from claims 14 and 28.'° Based on Petitioner’s arguments and cited
evidence, we are persuaded that Petitioner has shown by a preponderance of

the evidence that the combination of Zydney, Shinder, and Clark renders

obvious claims 17 and 31.
i. Discussion of Dependent Claims 22 and 39

Claim 22 depends from claim 21 and further recites “wherein the
instant voice messaging application displays an indicia for each of the one or
more potential recipients indicating whether the potential recipient is
currently available to receive an instant voice message.” Ex. 1001, 25:51-
55. Claim 39 depends from claim 38 and further recites “wherein the
display includes an indicia for each of the one or more potential recipients
indicating whether the potential recipient is currently available to receive an

instant voice message.” Id. at 27:24-27.

'0'We note in this regard that Patent Owner raised challenges to Petitioner’s
arguments and evidence concerning substantially the same limitation in
claim 1 of U.S. Patent No. 8,995,433, in Facebook, Inc. v. Uniloc 2017 LLC,
IPR2017-01427 (“the 1427 case”). As we cautioned in the Scheduling
Order entered in the present cases, any arguments for patentability not raised
in the Patent Owner Response are deemed waived. IPR2017-01667,

Paper 9, 3; IPR2017-01668, Paper 9, 3. In any event, irrespective of waiver,
such challenges would not have altered our conclusions here, even if they
had been presented in the present cases, for at least the reasons set forth in
our Final Written Decision entered in the 1427 case. See IPR2017-01427,
slip op. at 58—63 (PTAB Nov. 30, 2018) (Paper 46).

92

Page 198 of 784



IPR2017-01667
IPR2017-01668
Patent 8,724,622 B2

Petitioner relies the combination of Zydney, Shinder, and Appelman
for these claims. 1667 Pet. 69-75. In particular, Petitioner relies on
Zydney’s disclosure of tracking and maintaining the status of all software
agents, including the “core states” of whether each potential recipient is
'online or offline, as well as the recipient does not want to be disturbed, and
frequently conveying that information to the software agent by the central
server. Id. at 69-70 (citing Ex. 1003, 13:12-14, 14:6-9, 14:17-15:1).
Petitioner argues, and we agree, that the software agent receives from the
server the maintained status of each recipient and provides a mode of
communicating with the recipients depending on the status. Id. at 70 (citing
Ex. 1003, 14:17-22). Petitioner acknowledges that Zydney, however, does
not teach displaying an “indicia” for each recipient indicating whether the
potential recipient is currently available. /d. For this indicia limitation,
Petitioner relies on Appelman’s disclosure of buddy lists that identify
particular users and the status for each user. Id. at 7071 (citing Ex. 1004,

3:44-46, 4:.4-7, Fig. 3). Figure 3 of Appelman is reproduced below.
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Figure 3 depicts an implementation of a buddy list window. Ex. 1004,
2:23-24. As shown in Figure 3, the buddy list window displays co-users
that the user wishes to track (“buddies”) with the particular logon status for
that user (i.e. IN or OUT). See Ex. 1004, 3:41-47, 4:2—12. We agree with
Petitioner that Appelman discloses the claimed indicia, in the form of the
displayed status “IN” or “OUT” for each of the potential recipieﬁts
(“buddies” in the Buddy List). We also agree with Petitioner that it would
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have been obvious to combine the teachings of the Appelman indicia as
illustrated in the Buddy List window with the teachings of Zydney’s
software agent functionality of tracking status for the potential recipients and
determining modes of communicating with those recipients according to the
status. 1667 Pet. 72—75. In particular, we are persuaded that a person of
ordinary skill in the art would have appreciated the convenient and
straightforward interface of Appelman for use with Zydney’s software agent,
to quickly view the online/offline status of the users in the Buddy List. /d. at
74 (citing Ex. 1004, 4:33-36, Fig. 3; Ex. 1002 § 237). We also credit

" Dr. Lavian’s testimony explaining that the Appelman Buddy List display
originated with America Online (“AOL”) and that it was well known and
ubiquitous in instant messaging systems prior to 2003, such that market
considerations would have comi)elled an ordinarily skilled artisan to
consider using a buddy list for instant messaging. Ex. 1002 § 238. As KSR
explains, “[w]hen a work is available in one field of endeavor, .design
incentive, and other market forces can prompt variations of it, either in the
same field or a different one.” 550 U.S. at 417. And “[i]f a person of
ordinary skill can implement a predictable variation, § 103 likely bars its
unpatentability.” Id. In short, this is a situation where the Buddy List
window and the display of status of information were well-known at the
time of the invention, and given the desirability of the feature for quick
access to potential recipients of instant voice messages, a person of ordinary
skill in the art would have been motivated to use the Buddy List window
concept and apply it to Zydney’s already robust instant voice messaging \

client software and infrastructure. Indeed, Appelman stresses the
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importance of this feature by stating that knowledge of users of \the system
and tracking the relationship is an important aspect of online communicationﬂ
systems. 1667 Pet. 72-73 (citing Ex. 1004, 1:12-16, 1:37-39). We are
further persuaded that Zydney, by also disclosing the use of the “buddy list”
(see, e.g., Ex. 1003, 30:13-15), explicitly provides evidence of a design
incentive to look to Appelman’s Buddy List Window with the displayed

' indicia. See KSR, 550 U.S. at 421 (“When there is a design need or market
pressure to solve a problem and there are a finite number of identified,
predictable solutions, a person of ordinary skill has good reason to pursue
the known options within his or her technical grasp.”); see also Ex. 1002

9 236 (opining that both Zydney and Appelman have common goals and
seek to address the same problem such that it would have been natural for a
person of ordinary skill in the art to apply the Bliddy List of Appelman to
Zydney to provide the claimed indicia). -

Patent Owner argues that claim 39! requires an indication that some
of the potential recipients of the instant voice messages are unavailable.
1667 PO Resp. 35. Appelman, according to Patent Owner, although
displaying offline buddies in the Buddy List window, does not display
buddie,s that can be selected for instant messaging when they are offline. Id.

at 35-36 (citing Ex. 1004, 6:2-5; Ex. 2001 4 94). There are two problems

' Notably, Patent Owner does not expressly challenge Petitioner’s
assertions with respect to claim 22, despite that claim’s having nearly the
identical limitation as claim 39. Regardless, our conclusions here apply
equally to claim 22 as to claim 39.
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with Patent Owner’s arguments. First, even if we accept Patent Owner’s
reading of Appelman, all of Patent Owner’s arguments are premised on its
interpretation of claim 39 as requiring the indication of the possibility that
some of the intended recipients would be unavailable. Claim 39, however,
recites that the indicia indicates “whether the potential recipient is currently
available to receive an instant voice message.” From the plain reading of
that claim, a showing that the Buddy List displays recipients available to
receive an instant voice message meets the claim limitation. See 1667 Reply
24. Second, Patent Owner’s arguments do not respond to the challenge of
unpatentability. Petitioner has relied on Appelman’s Buddy List window
embodiment solely for the indicia that is displayed indicating the status of
each potential recipient. Id. at 25 (citing 1667 Pet. 70~72). The inclusion of
the status displayed as “IN” or “OUT” does not change the reliance by
Petitioner on Zydney’s functionality to track the status of users and to permit
a number of distinct modes of communication based on the status of the
recipient. 1667 Pet. 69-70. This would include selecting an offline
potential recipient (indicated in Appelman with the status “OUT”).
Accordingly, Patent Owner’s arguments are not persuasive to overcome
Petitioner’s evidence and arguments.

Patent Owner’s further arguments of a failed rationale to combine and
that the proposed combination would render Zydney unsatisfactory for an
intended purpose are similarly unpersuasive. 1667 PO Resp. 36-41. Those
arguments are based on the premise that Appelman would be unable to send
a message to an offline recipient, which, again, does not address that

Petitioner’s combination of teachings relies on Appelman solely for the
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indicia, not for the modes of communication and transmission with the
selected potential recipients.

Based on the foregoing, we are persuaded that Petitioner has
demonstrated by a preponderance of the evidence that claims 22 and 39 are
unpatentable as obvious over the combination of Zydney, Shinder, and

Appelman.
4. Analysis of Claims 4, 5, 12, and 24-26
a. Discussion of Dependent Claims 4 and 5

Claim 4 depends from claim 3 and further recites “wherein the instant
voice message includes an action field identifying one of a predetermined set
of permitted actions requested by the user.” Ex. 1001, 24:28-30. Claim 5
depends from claim 4. Id. at 24:31-35. Petitioner relies on Ilethmon, in
combination with Zydney and Shinder, as teaching the additional limitation
of claim 4. 1668 Pet. 37-45. Petitioner concedes that Zydney “does not
appear to explicitly describe” that the instant voice message contains such a
“field,” but contends that this feature “would have been obvious over
Zydney in view of Hethmon.” Id. at 37 (emphasis omitted). More
specifically, Petitioner contends that the HTTP/1.1 Request-Line, as
described by Hethmon, discloses “an action field identifying one of a
predetermined set of permitted actions requested by the user.” Id. at 39
(emphasis omitted) (citing Ex. 1102 § 308). According to Petitioner:

Hethmon illustrates how the Method in the Request-Line
1dentifies a permitted action requested by the user. For example,
“[t]The POST method is used as a way for a client application to
submit data to a resource on a server application.” ([Ex. 1109,
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75].) The data to be transmitted .is contained in the
“Entity-Body” field in the request message. (Id. [at 51].)
Specifically, “[ulsing the POST method, the client sends an
entity body to the server for processing.” (/d. [at 75].) “This
allows for data submission via HTTP to_accomplish various
goals, such as database updating or order entry.” (/d. [at 55].)
The POST method may be used to transmit data of various types
(See id. [at 75]; [Ex. 1102] §309.)

1668 Pet. 39. Thus accordmg to Petitioner, an HTTP message with a POST

" method prov1des an example of an action field, as recited in claim 4, and
“[i]n fact, the *622 patent expressly refers to a ‘post message’ as one of the
permitted actions that can be in the ‘action field.”” Id. at 40 (emphasis
omitted) (citing Ex. 1101, 14:6-10).

Patent Owner responds that “explicit teachings in Zydney . . . would
lead a person of ordinary skill in the art away from the proposed
combination.” 1668 PO Resp. 18 (emphasis omitted). Pointing in particular
to Zydney’s definition of “voicé container” as, in part, “a container object
that contains no methods,” Patent Owner argues that, “[c]ontrary to the
definitive statement that Zydney s container—by intended design—contains
no methods, Petitioner’s proposed modification would further require
containment of ‘a “Method” that identifies an action to be taken on a
resource,’ as allégedly disclosed in Hethmon.” Id. at 19 (citing Ex. 2001
1 53). Patent Owner further contends that Petitioner fails to explain “how
Zydney's voice container (specifically designed to contain no methods)
would still be satisfactory for its intended purpose if it was modified as
proposed.” Id. Finally, Patent Owner contends that “[t]his explicit teach

away cannot be avoided by focusing on the disclosure in Hethmon of a
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keyword that merely identifies a method,” because “Zydney expressly
distinguishes its voice container from its the content (e.g., voice message)
contained therein,” and “[t]he structural components of the voice container
described in Zydney with reference to Figure 3 identify and define the
content of the voice container.” Id. at 19—20. According to Patent Owner,
‘;[g]iven that the voice container is explicitly defined as containing no
methods, there would be no motivation to modify Zydney to include a
keyword that identifies and defines an irrelevant and nonexistent method
that is not—and indeed by definition cannot be—included as content within
Zydney’s voice container.” Id. at 20.

In its Reply, Petitioner argues that “Patent Owner’s ‘teach away’
argumeﬂt is meritless for multiple reasons.” 1668 Reply 11. First,
accordingv to Petitioner, “Patent Owner’s argument miss:.tates the proposed
obyiousnewss combination,” as *“[t]he combination would not result in the
voice container itself containing any methods.” Id. Rather, Petitioner
contends, “the Petition explains that it would have been obvious to transport
the voice containers in Zydney as the ‘payload’ contained in HTTP 1.1
messages as taught by Hethmon.” Id. (citing Pet. 40-42). “Using HTTP
1.1, the voice container would be contained as the ‘entity body’ in an HTTP
POST message, for example.” Id. (citing Pet. 39—40; Ex. 1109, 54, 78).
Because “[t]he Request-Line in the HTTP message is distinct from the
Entity-Body ‘payload’ of the message,” Petitioner further contends, “the
Zydney voice container, transported as the payload of an HTTP message
disclosing the claimed ‘instant voice message,” would not contain any

methods.” Id. Furthermore, Petitioner argues, “even if the combination
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would result in the voice container itself containing the Request-Line (which
it would not), that would not amount to any ‘teach away’ as Patent Owner
contends, as there is no ‘clear discouragement of that combination.”” Id. at
11-12. |

After full consideration of the pérties’ arguments and cited evidence,
we conclude that Petitioner has not carried its burden to show by a
preponderance of the evidence that claim 4 is unpatentable over the
combination of Zydney, Shinder, and Hethmon.

As an initial matter, we recognize that we determined in our
Institution Decision in IPR2017-01668 that Petitioner had established a
reasonable likelihood of succeeding in its challenge to claim 4 at the
institution stage, notwithstanding Patent Owner’s arguments in its
Preliminary Response, now repeated in Patent Owner’s Response, that
Zydney would teach away from the proposed combination. See 1668 Dec.
on Inst. 24-25; also compare 1668 Prelim. Resp. 17-18, with 1668 PO
Resp. 18—19. In particular, we explained that we understood the “Method”
field of the HTTP/1.1 Request-Line described by Hethmon “merely to be a
keyword identifying a method, rather than as actually being a method,” on
the record then before us that, and that we did not understand that to be “the
sort of ‘method’ that Zydney’s container object is intended to exclude.”
1668 Dec. on Inst. 24. On that basis, we stated that we were not persuaded
that Zydney teaches away from the proposed combination of Hethmon with
Zydney and Shinder and noted that the parties would have the opportunity to
brief this issue more fully during trial.” Id. at 24-25.
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We are not bound, however, by the determination in the Institution
Decision. See TriVascular, Inc. v. Samuels, 812 F.3d 1056, 1068 (Fed. Cir.
2016) (“[TThe Board is not bound bj/ any findings made in its Institution
Decision: At that point, the Board is considering the matter preliminarily
without the benefit of a full record. The Board is free to change its view of
the merits after further development of the record, and should do so if
convinced its initial inclinations were wrong.”). With the greater clarity
provided by the full record now before us, the parties’ post-institution
arguments bring to light a different shortcoming in Petitioner’s contentions.
1668 PO Resp. 19-20; 1668 Reply 11-12. Specifically, claim 4 recites
“wherein the instant voice message includes an action field .. . .” That is
significant because Petitioner clarifies in its Reply that it is not relying on
the combination of Zydney, Shinder, and Hethmon to result in the voice
container itself containing the Request-Line, but rather that Zydney’s voice
container in the proposed combination would be “transport[ed] . . . as the
‘payload’ contained in HTTP 1.1 messages”—i.e., “as the ‘entity body’ in an
HTTP POST message”—and thus “distinct from” the “Request-Line in the
HTTP message.” 1668 Reply 11. Petitioner, howevef, consisten‘tly relies on
Zydney’s voice container as Abeing the recited “instant voice message” of
claim 3, from which claim 4 depends. See, e.g., 1668 Pet. 33 (reciting “a
‘voice container’ (instant voice message)”). Thus, even if we were to agree
with Petitioner that the HTTP/1.1 Request-Line, as described by Hethmon,
“discloses an action field identifying one of a predetermined set of permitted
actions requested by the user” (id. at 39), the combination of Hethmon with

Zydney and Shinder would result in “instant voice message” being “distinct '
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from” such “action field” (see 1668 Reply 11) rather than “includ[ing]” the
action field as claim 4 explicitly recites. Petitioner does not explain how an
instant voice message distinct from an action field would have rendered
obvious an instant voice message including an action field.

For the foregoing reasons, we conclude that Petitioner has not shown
by a preponderance of the evidence that either claim 4 or claim 5, dependent
therefrom, is unpatentable over the combination of Zydney, Shinder, and

Hethmon.
b. Discussion of Independent Claims 24

In a similar manner as for claim 3, Petitioner relies on Shinder as
teaching the “network interface” and “packet-switched network” recited in
claim 24 and on Zydney for the messaging system and communication
platform system limitations of claim 24. 1668 Pet. 46. With respect to the
further limitations of claim 24, “wherein the messaging system receives
connection object messages from the plurality of instant voice message
client systems” and “wherein each of the connection object messages,
includes data representing a state of a logical connection with a given one of
the plurality of instant voice message ciient systems,” Petitioner relies again
on Hethmon’s description of the HTTP POST method, discussed previously
with respect to claim 4, in the “Method” field of the HTTP/1.1
Request-Line. Id. at 47-50. Relying on Dr. Lavian’s testimony, Petitioner
CO{ltcﬁdS that “[a] person of ordinary skill in the art would have understood
and found it obvious to use a POST method . . . as the vehicle to provide the

client’s status information to the central server.” Id. at 48 (emphasis
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omitted) (citing Ex. 1102 § 328; Ex. 1109, 75 (“The POST method is used as
a way for a client application to submit data to a resource on a server
application.”)). Further, “[t]he POST message under the combination of
Zydney and Hethmon also contains data representing the state of the
connection, i.e., data indicating the client’s status as disclosed in Zydney.”
Id. (emphasis omitted) (citing Ex. 1102 9§ 331; Ex. 1003, 14:2-4).'?
Petitioner also presents an alternative mapping based of “logical connection”
to Hethmon, based on Hethmon’s description of HTTP/1.1°s “persistent
connections™ feature, in which a connection is established between a client
and server that remains open until a “close” value is provided in a request
header. Id. at S0-51 (citing Ex. 1109, 15, 86, 148).

In response to Petitioner’s contentions regarding claim 24, Patent
Owner raises a similar argument as with respect to claim 4, namely, that
Zydney teaches away from combination with Hethmon because Zydney’s
voice container is stated to contain “no methods,” whereas the proposed
combination with Hethmon would require containment of one or more
methods. 1668 PO Resp. 20-21. Patent Owner further contends that
Zydney teaches away from using HTTP and that Zydney’s transport
mechanism would not have worked with HTTP. Id. at 21-23.

12 Citations to Zydney and Shinder in the parties’ briefs in IPR2017-01668
refer to Exhibits 1103 and 1114. However, for consistency throughout this
Decision, and in light of the consolidated record, we cite to Zydney and
Shinder as filed in IPR2018-01667 as Exhibits 1003 and 1014.
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In its Reply, Petitioner responds that Patent Owner’s argument that
Zydney teaches away from the use of HTTP misstates the references and
their téachings. 1668 Reply 14. Petitioner contends, “claim 24 does not
recite that the instant voice message itself contains connection object
messages, and the Petition does not rely upon the transmission of a voice
container in Zydney as disclosing the transmission of the connection object
message.” Id. at 16. Rather, Petitioner explains, its mapping of the cited
references to the claim “relies upon the connection status messages
communicated by client devices in Zydney, which are distinct from the
voice messages recorded and transmitted by users.” Id. Petitioner further
contends, “Patent Owner misstates Zydney’s teachings when it asserts that
Zydney discloses that its ‘container object’ must be ‘ﬁsed in transporting all
messages’ and ‘is specifically designed to contain no methods.”” Id. (citing
1668 PO Resp. 21). To the contrary, according to Petitioner, “Zydney does
not state or suggest that all messages must be transported using a container
object that contains no methods,” and “[i]n fact, Zydney does not use the
term ‘container object’ outside of the single sentence defining a ‘voice
container.’” Id. at 16—17. Further,

Zydney also does not disclose that the connection status
messages must be transmitted using voice containers (which
would make no sense, because the voice containers contain
users’ voice recordings that would not be part of the status
message). Rather, as noted above, Zydney merely states, as a
matter of neutral definition, that the “[t}he term ‘voice
containers’ as used throughout this application refers to a
container object that contains no methods.” ([Ex. 1003], 12:6—
8.) Nothing about this definition of “voice container” has any
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bearing on the connection object messages disclosed and
rendered obvious by Zyc}ney in view of Hethmon.

Id. at 17.

Finally, Petitioner contends Patent Owner’s arguments that Zydney
would not have used HTTP as disclosed by Hethmon (1668 PO Resp. 21—
23) are baseless. 1668 Reply 17-18. First, according to Petitioner,

“Dr. Lavian testified, unrebutted, that ‘[blecause HTTP is built on top of

TCP/IP, it would have been straightforward to use HTTP to facilitate voice
container delivery from clients to the central server.”” Id. at 17 (quoting Ex.

1102 §319). Second, according to Petitioner, Patent Owner’s argument that
Zydney was not consistent with HTTP “appears to be based on incorrectly

reading Zydney to require data compression when transmitting voice

containers,” whereas Patent Owner has not identified any such disclosure in
Zydney. Id. at 18. As set forth in the discussion of claim 3 above, Petitioner '
contends that even if Zydney did require compression, HTTP support for
compression was described in Hethmon. Id. at 18-19 (citing Ex. 1109, 39). 8
And as also set forth in the discussion of claim 3, Petitionef contends it is
“irrelevant whether HTTP itself had built-in compression protocols” because
“Hethmon makes clear thét HTTP can be used to transfer various types of

data, including data that has been compressed separately from the HTTP

protocol itself, such as transmitting files in the well-known ‘zip’ and ‘gif’
compression formats.” Id. at 19-20 (citing Ex. 1109, 44). '

After full consideration of the parties’ arguments and cited evidence,
we are persuaded, for the reasons stated by Petitioner and discussed above,

that Petitioner has established by a préponderance of the evidence that the

106

Page 212 of 784



IPR2017-01667

IPR2017-01668 :

Patent 8,724,622 B2

subject matter of claim 24 would have been obvious to a person of ordinary
skill in the art over the combination of Zydney, Shinder, and Hethmon,
Although Patent Owner accurately cites Zydney as describing its “voice
container” as referring to a container object that contains no methods (1668
PO Resp. 19-20), we agree with Petitioner that claim 24 does not require
that the recited “connection objects” be included within the recited instant
voice message itself (1668 Reply 16; see Ex. 1001; 25:59-26:8).
Accordingly, even if the HTTP/1.1 Request-Line Method field is properly
understood to include a “method” within the meaning of that term as used in
Zydney’s definition of a voice container, we disagree with Patent Owner’s
argument that Zydney teaches away from a combination in which the HTTP
POST method described by Hethmon would be used as a vehicle to provide
client status information to Zydney’s central server, as Petitioner proposes.
1668 Pet. 48. We also credit Dr. Lavian’s testimony, relied upon by
Petitioner and not persuasively rebutted by Patent Owner, that, in the
proposed combination, “when the client in Zydney transmits an HTTP POST
message to the central server to report the client’s status (e.g., ‘ONLINE’),”
the POST message would contain “data representing the state of the
connection, i.e., data indicating the client’s status,” as well as code “for
establishing and maintaining the logical connections between an instant
voice messaging server and instant voice messaging clients.” Ex. 1102

9 331 (emphasis omitted). We further credit Dr. Lavién’s testimony, again
not persuasivefy rebutted by Patent Owner, that “a person of ordinary skill in
the art would have perceived no significant technical obstacle in

“implementing the combination of Zydney and Hethmon,” as “Zydney
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discloses using standard [Transmission Control Protocol/Internet Protocol
(“TCP/IP”)] techniques to transport a voice container to the server,” and,
“[bJecause HTTP is built on top of TCP/IP,” —;which, we observe, Patent
Owner recognizes Zydney describes as “[t]he transport mechanism for all
communications” (see 1668 PO Resp. 22 (quoting Ex. 1003, 29:1-3))—"it
would have been straightforward to use HTTP to facilitate voice container

delivery from clients to the central server.” Ex. 1102 q319.
c. Discussion of Dependent Claims 25 and 26

Claim 25 depends from claim 24 and further recites “wherein the
connection object messages identifies [sic] at least one of a socket, a size of
data to be transferred and a priority of the data.” Ex. 1001, 26:9-11.
Petitioner contends that the HTTP/1.1 POST message, discussed above in
connection with claim 24, identifies a size of data to be transferred,
specifically citing Hethmon’s disclosure that HTTP messages include a
Content-Length field “used to specify the byte length of the entity body
being sent.” 1668 Pet. 54 (quoting Ex. 1109, 86). In one example,
Petitioner contends, “Hethmon discloses an exemplary POST.having a
‘Content-Length: 23 field, specifying that 23 bytes are being transmitted.”
Id. (citing Ex. 1109, 78; Ex. 1102 ‘iﬁ] 337, 346). We agree and also note that
Patent Owner does not argue dependent claim 25 separately from claim 24.
Based on Petitioner’s argument\s and cited evidence, we are persuaded that
Petitioner has shown by a prebonderance of the evidence that the

combination of Zydney, Shinder, and Hethmon renders obvious claim 25.
\
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Claim 26 depends from claim 24 and further recites “wherein the
communication platform system populates a connection list for the plurality
of instant voice message client systems with the data in the connection
object messages received from each of the plurality of instant voice message
client systems.” Ex. 1001, 26:12—-16. Petitioner points for this limitation to
Zydney’s disclosure that the central server tracks and maintains connection
status information for all client systems, and particularly, that the central
server “will maintain the current list of agents” identifying correspondents
for each software agent. 1668 Pet. 54 (quoting Ex. 1003, 26:10-14). .
Petitioner further contends Zydney’s system “also tracks ‘who else is on line
in the users “buddy list”” “[b]ased on tracking the connectivity status of all
software agents.” Id. at 55 (quoting Ex. '1003, 30:14-15). Relying on
Dr. Lavian’s testimony, Petitioner contends that although “Zydney does not
appear to explicitly describe that the status information provided by the
client systems to the central server . . . is used to populate a ‘connection list’
in the communication platform system as recited in claim 26,” it would have
been obvious in view of Zydney and the knowledge of a person of ordinary
skill in the art that the communication platform system in the central server
tracks and maintains the status information in the form of a “list,” including
to maintain the agents’ connection status information in “list” form. Id.
(citing Ex. 1102 99 350-351). We agree, and credit Dr. Lavian’s cited
testimony that a “connection list” would have been one of a finite number of
well-known and predictable techniques for organizing status information and
that “the choice of a ‘list’ would have been particularly obvious here

considering that, as noted, Zydney discloses that its server already maintains
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the identity of software agents in ‘lists.”” Ex. 1102 4 351. We also note that
Patent Owner does not argue dependent claim 26 separately from claim 24.
Based on Petitioner’s arguments and cited evidence, we are persuaded that

Petitioner has shown by a preponderance of the evidence that the

combination of Zydney, Shinder, and Hethmon renders obvious claim 26.
d. Discussion of Dependent Claim 12

Claim 12 depends from claim 3 and further recites “wherein the
communication platform system updates the connection information for each
of the instant voice message client systems by periodically transmitting a
connection status request to the given one of the plurality of instant voice
message client systems.” Ex. 1001, 25:4-8. Petitioner concedes that
“Zydney does not appear to explicitly describe the underlying details of how
the central server tracks and maintains the status of ail software agents,” but,
relying on the testimony of Dr. Lavian, Petitioner contends that a person of
ordinary skill in the art would have been familiar with several well-known
ways of updating the connectivity status. Pet. 57-58 (citing Ex. 1102
9 353). Petitioner asserts that “[o]ne such well-known technique was
polling, where one system periodically polls other systems (e.g., periodically
requests that status from the other systems) to determine and update the
status of each system.” Id. at 58 (emphasis omitted) (citing Ex. 1102 9 353).
Petitioner cites Microsoft as defining “polling” as, in part, “[t]he process of
periodically determining the status of each device in a set so that the active
program can process events generated through each device.” Id. at 58

(citing Ex. 1118, 5-6). Petitioner additionally cites Microsoft’s definition of
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“polling cycle” as “[t]he time and sequence required for a program to poll
each of its devices or network nodes,” as evincing that polling can be
performed on “network nodes.” Id. at 59 (citing Ex. 1118, 7). Petitioner
further cites Moghe, as “explain[ing] that polling provides a technique for
requesting the status of other devices or resources on a network. /d. at 59—
60 (emphasis omitted) (citing Ex. 1119, 1:14-22). Lastly, Petitioner
contends that it would have been obvious to adapt well-known polling
techniques, as described in Microsoft and Moghe, to the system of Zydney,
asserting that the combination “would have predictably resulted in the
instant voice messaging system of Zydney in which the system of the central
server . . . periodically transmits a connection status request to the software
agent on each client inquiring about its current status, in order to update the
system’s connection information.” Id. at 60 (citing Ex. 1102 9 356). Patent
Owner does not argue claim 12 separately from claim 3. Based on
Petitioner’s arguments and cited evidence, we are persuaded that Petitioner
has shown by a preponderance of the evidence that the combination of

Zydney, Shinder, Microsoft, and Moghe renders obvious claim 12.

C. Summary

Upon due consideration of the trial record, we conclude that Petitioner
has demonstrated by a preponderance of the evidence that claims 3, 6-8, 10—
23-35, 38, and 39 of the "622 patent are unpatentable on the grounds
presented but has not demonstrated by a preponderance of the evidence that

claims 4 and 5 are unpatentable on any of the asserted grounds.

111

Page 217 of 784



IPR2017-01667
IPR2017-01668
Patent 8,724,622 B2

V. ORDER

In consideration of the foregoing, it is hereby:

ORDERED that claims 3, 6-8, 10-35, 38, and 39 of the ’622 patent
are held unpatentable;

FURTHER ORDERED that claims 4 and 5 of the "622 patent have
not been shown to be unpatentable; and

FURTHER ORDERED that, because this is a Final Written Decision,
parties to the proceeding seeking judicial review of the decision must

comply with the notice and service requirements of 37 C.F.R. § 90.2.
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Director of the U.S. Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450

REPORT ON THE

FILING OR DETERMINATION OF AN
ACTION REGARDING A PATENT OR

TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court

(] Trademarks or

Eastern District of Texas

on the following

[ Patents.

( [ the patent action involves 35 U.S.C. § 292.):

DOCKET NO.

2:18-cv-00290

DATE FILED
7/13/2018

U.S. DISTRICT COURT

Eastern District of Texas
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2017, LLC

Uniloc USA, Inc.; Uniloc Luxembourg S.A. and Uniloc
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Amazon.com, Inc.; Amazon Web Services, Inc.; Amazon
Digital Services, LLC.; Amazon Digital Services, Inc.; and
Amazon Fulfilment Services, Inc.

PATENT OR
TRADEMARK NO.

DATE OF PATENT
OR TRADEMARK

HOLDER OF PATENT OR TRADEMARK

1 8,724,622

5/13/2014

Uniloc Luxembourg S.A.

2

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED

INCLUDED BY

0 Amendment
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[ Cross Bill (] Other Pleading

PATENT OR
TRADEMARK NO.

DATE OF PATENT
OR TRADEMARK

HOLDER OF PATENT OR TRADEMARK

In the above—entitled case, the following decision has been rendered or judgement issued:
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(BY) DEPUTY CLERK

DATE

Copy 1—Upon initiation of action, mail this copy to Director
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Copy 3—Upon termination of action, mail this copy to Director
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

APPLE INC,,
Petitioner,

V.

UNILOC 2017 LLC,!
Patent Owner.

Case IPR2018-00580
Patent 8,724,622 B2

Before JENNIFER S. BISK, MIRIAM L. QUINN, and
CHARLES J. BOUDREAU, Administrative Patent Judges.

BOUDREAU, Administrative Patent Judge.

DECISION
Institution of Inter Partes Review and
Grant of Motion for Joinder
35US8.C §314(a); 37 CFR. §42.122(b)

! Uniloc Luxembourg S.A., formerly identified as Patent Owner, filed an
Updated Mandatory Notice pursuant to 37 C.F.R. § 42.8(a)(2) on August 9,
2018, stating that Uniloc 2017 LLC is now the Patent Owner. Paper 12.

The caption has been updated accordingly.
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I.  INTRODUCTION

Apple Inc. (“Apple” or “Petitioner”) filed a Petition requesting inter
partes review of claims 4, 5, 12, and 24-26 of U.S. Patent No. 8,724,622 B2
(Ex. 1101, “the ’622 patent”). Paper 3 (“Pet.”). Petitioner also filed a
Motion for Joinder, seeking joinder as a petitioner in Facebook, Inc. v.
Uniloc Luxembourg S.A., Case No. IPR2017-01668 (“the 1668 IPR”).

Paper 2 (“Mot.”). Uniloc Luxembourg S.A. (“Patent Owner”) filed a
Preliminary Response (Paper 11, “Prelim. Resp.”), as well as an Objection to
Petitioner’s Motion for Joinder (Paper 8, “Ob;j.”).

We have authority under 35 U.S.C. § 314. Upon considering the
information presented in the parties’ papers, for reasons discussed below, we
institute inter partes review of claims 4, 5, 12, and 24-26 of the *622 patent

and grant Petitioner’s Motion for Joinder.

II. DISCUSSION
A. Related Matters

The parties indicate that the ’622 patent is involved in Uniloc USA,
Inc. v. Apple Inc., No. 2:16-cv-00638-JRG (E.D. Tex.), among numerous
other actions in the United States District Court for the Eastern District of
Texas. Pet. 3—4; Paper 6, 3.

The '622 patent also has been the subject of petitions for inter partes
review in Cases IPR2017-00223, IPR2017-00224, IPR2017-01804, and
IPR2017-01805 (filed by Apple Inc.), all of which were denied; Cases
IPR2017-01667 and IPR2017-01668 (filed by Facebook, Inc. and WhatsApp
Inc.), in which we instituted inter partes review on January 19, 2018; Cases

IPR2017-01797 and IPR2017-01798 (filed by Samsung Electronics
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America, Inc.), in which we instituted inter partes review on February 6,
2018; Cases IPR2017-02080 and IPR2017-02081 (filed by Google, Inc.),
which we denied; and Case IPR2017-02090 (filed by LG Electronics, Inc.
and Huawei Device Co., Ltd.), in which we instituted inter partes review on
March 6, 2018, and granted a motion to join LG and Huawei as petitioners
in IPR2017-01667. In addition, concurrently with the filing of the instant
Petition, Petitioner filed a petition requesting inter partes review of claims 3,
6-8, 10, 11, 13-23, 27-35, 38, and 39 of the 622 patent (Case
IPR2018-00579) along with a motion for joinder with IPR2017-01667.

B. The '622 Patent

The 622 patent, titled “System and Method for Instant VoIP
Messaging,” relates to Internet telephony, and more particularly, to instant
voice over IP (“VoIP”) messaging over an IP network, such as the Internet.
Ex. 1101, [54], 1:18-22. The ’622 patent acknowledges that “[v]oice
messaging” and “instant text messaging” in both the VoIP and public
switched telephone network environments were previously known. Id.
at 2:22—46. In prior art instant text messaging systems, according to the
’622 patent, a server would present a user of a client terminal with a “list of
persons who are currently ‘online’ and ready to receive text messages,” the
user would “select one or more” recipients and type the message, and the
server would immedialely send the message o the respective clienl
terminals. Id. at 2:34-46. According to the *622 patent, however, “there is
still a need in the art for . . . a system and method for pfoviding instant VoIP
messaging over an IP network,” such as the Internet. Id. at 1:18-22, 2:47—
59, 6:47—49.
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In one embodiment, the *622 patent discloses local instant voice
messaging (“IVM”) system 200, depicted in Figure 2 below. Ex. 1101,
6:22-24.

214 2 /

204 20
Z =
& | 2N LOCAL LOCAL
b] AP0 11 1P NETWORK == |
212 | IVM CLIENT
yve =
218 4
== TEUAY
112
206
= LEGACY
IVM CLIENT 11} SWITCH
(VoIP m
PHONE) |
el LEBGACY
PHONE
FIG. 2

As illustrated in Figure 2, local packet-switched IP network 204,
which may be a local area network (“LAN”), “interconnects” IVM
clients 206, 208 and lcgacy tclephone 110 to local IVM server 202. 1d,
at 6:50-7:2; see id. at 7:23-24, 7:61-65. Local IVM server 202 enables
instant voice messaging functionality over network 204. Id at 7:61-65.

In “record mode,” IVM client 208 “displays a list of one or more IVM
recipients,” provided and stored by local IVM server 202, and the user
selects recipients from the list. Ex. 1101, 7:57-59, 7:65-8:4. IVM

4
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client 208 then transmits the selections to IVM server 202 and “records the
user’s speech into . . . digitized audio file 210 (i.e., an instant voice
message).” Id. at 8:4-11.

When the recording is complete, [IVM client 208 transmits audio
file 210 to local IVM server 202, which delivers the message to the selected
recipients via local IP network 204. Ex. 1101, 8:15-29. “[O]nly the
available IVM recipients, currently connected to . . . IVM server 202, will
receive the instant voice message.” Id. at 8:33-34. IVM server 202
“temporarily saves the instant voice message” for any IVM client that is “not
currently connected to . . . local IVM server 202 (i.e., is unavailable)” and
“delivers it . . . when the IVM client connects to . . . local IVM server 202
(ie., is available).” Id. at 8:34-39; see id. at 9:17-21. Upon receiving the
instant voice message, the recipients can audibly play the message. Id.
at 8:29-32.

C. Illustrative Claims

Of the challenged claims, only claim 24 is independent. Challenged
claims 25 and 26 depend directly from clalim 24, and the remaining
challenged claims depend directly or indirectly from independent claim 3,
which is not challenged in the instant proceeding. Unchallenged claim 3 and '
challenged claims 4 and 24 are illustrative and are reproduced below.

3. A system comprising:
a network interface connected to a packet-switched network;
a messaging system communicating with a plurality of instant
voice message client systems via the network interface; and
a communication platform system maintaining connection
information for each of the plurality of instant voice
message client systems indicating whether there is a current
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connection to each of the plurality of instant voice message
client systems,

wherein the messaging system receives an instant voice
message from one of the plurality of instant voice message
client systems, and

wherein the instant voice message includes an object field
including a digitized audio file.

4. The system according to claim 3, wherein the instant voice
message includes an action field identifying one of a predetermined
set of permitted actions requested by the user.

24. A system comprising:

a network interface connected to a packet-switched network;

a messaging system communicating with a plurality of instant
voice message client systems via the network interface; and

a communication platform system maintaining connection
information for each of the plurality of instant voice
message client systems indicating whether there is a current
connection to each of the plurality of instant voice message
client sysiems,

wherein the messaging system receives connection object
messages from the plurality of instant voice message client
systems, wherein each of the connection object messages
includes data representing a state of a logical connection
with a given one of the plurality of instant voice message
client systems. ‘

Ex. 1101, 24:12-30, 25:59-26:8.

[II. INSTITUTION OF INTER PARTES REVIEW
On January 19, 2018, we instituted inter partes review in the 1668 IPR

based on the following prior art and grounds of unpatentability

(IPR2017-01668 IPR, slip op. at 29 (PTAB Jan. 19, 2018) (Paper 8)):
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Challenged Claim(s) Basis References
4,5,24-26 §103(a) | Zydney. Shinder,’and
12 § 103(a) fr}ll:;z:g i?gnder, Microsoft,’

The Petition in this proceeding asserts the same grounds as those on
which we instituted an inter partes review in the 1668 IPR. Pet. 66; see also
Mot. 1. Petitioner asserts that the Petition relies on the same arguments and
evidentiary record as in the 1668 IPR, including a Declaration of Tal Lavian,
Ph.D., filed as Exhibit 1102 (“Lavian Declaration™), previously filed in the
1668 IPR. Pet. 66; Mot. 1, 4.

Patent Owner’s instant Preliminary Response differs substantively
from its preliminary response filed in the 1668 IPR in several regards: First,
as in its Objection to Petitioner’s Motion for Joinder, Patent Owner points
out that the Board previously denied institution of another petition that also
challenged claims of the ’622 patent based on the Zydney reference at issue
here. Prelim. Resp. 1 (citing IPR2017-02080). Second, Patent Owner adds

several new arguments as to why it alleges Zydney does not disclose or

2 Zydney et al., WO 01/11824 A2, published Feb. 15,2001 (filed with line
numbers added by Petitioner as Exhibit 1103).

3 Excerpts from Debra Littlejohn Shinder, Computer Networking Essentials
(2002) (Ex. 1114).

*Excerpts from Paul S. Hethmon, Illustrated Guide to HTTP (1997)
(Ex. 1109).

3 Excerpts from Microsoft Press Computer Dictionary (1991) (Ex. 1118).
6 Moghe, US 6,173,323 B1, issued Jan. 9, 2001 (Ex. 1119).

7
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suggest “wherein the instant voice message includes an object field
including a digitized audio file,” as recited in independent claim 3 and
Hethmon teaches away from “the instant voice message includ[ing] an
action field identifying one of a predetermined set of permitted actions
requested by the user,” as recited in challenged claims 4 and 5. Prelim.
Resp. 9-16, 19-20.

We have considered Patent Owner’s newly pfesented arguments, but
conclude that they do not compel denial of the Petition under the
circumstances presented here, where the instant Petition is essentially
identical to that in the 1668 IPR already instituted, and Petitioner seeks
joinder as a party to that proceeding. In view of the identicalness of the
issues in the instant Petition and the petition in the 1668 IPR and the
already-considered arguments from Patent Owner made in the 1668 IPR, we
determine that this proceeding warrants institution on the grounds presented
in the Petition for the same reasons stated in our Decision on Institution in

the 1668 IPR.

IV. GRANT OF MOTION FOR JOINDER

Joinder in inter partes review is subject to the provisions of 35 U.S.C.
§ 315(c):

(c) JOINDER.—If the Director institutes an inter partes review,
the Director, in his or her discretion, may join as a party to that
inter partes review any person who properly files a petition under
section 311 that the Director, after receiving a preliminary
response under section 313 or the expiration of the time for filing
such a response, determines warrants the institution of an inter
parties review under section 314.

As the moving party, Petitioner bears the burden of proving that it is

entitled to the requested relief. 37 C.F.R. § 42.20(c). A motion for joinder

8
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should: (1) set forth the reasons joinder is appropriate; (2) identify any new
grounds of unpatentability asserted in the petition; and (3) explain what
impact (if any) joinder would have on the trial schedule for the existing
review. See Frequently Asked Question HS, https://www.uspto.gov/patents-
application-process/appealing-patent-decisions/trials/patent-review-
processing-system-prps-0.

We find Petitioner timely filed its motion for joinder concurrently
with the Petition and not later than one month after institution of the
1668 IPR, in accordance with 35 U.S.C. § 315(c). We also find that
Petitioner has met its burden of showing that joinder is appropriate. For the
challenged claims, the Petition here is substantively identical to the petition
in the 1668 IPR. The substantive evidence also is identical, including
reliance on essentially the same Lavian Declaration.’

Petitioner further has shown that the trial schedule will not be affected
by joinder. Mot. 5. No changes in the schedule are anticipated or necessary,
and the limited participation, if at all, of Petitioner will not impact the
timeline of the ongoing trial.

In its Objection to Petitioner’s Motion for Joinder, Patent Owner
contends that the discretionary institution factors set forth in the Board’s

decision in Blue Coat Systems LLC v. Finjan, Inc., IPR2016-01443 (PTAB

7 Petitioner provided, as Exhibit 1121, a “redlined” version of the Lavian
Declaration, showing differences between the version filed as Exhibit 1102
and the version filed in the 1668 IPR. Pet. vii. Apart from edits to the case
caption and page headers, changing the names of the parties where
applicable, and replacing “Petitioners” in several instances with “Petitioner,’
there do not appear to be any differences. See, e.g., Ex. 1121, 1, 15, 108.

K

9
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Jan. 23, 2017) (Paper 13) and later precedential decision in General Plastic
Industrial Co. v. Canon Kabushiki Kaisha, IPR2016-01357 (PTAB Sept. 6,
2017) (Paper 19) “weigh heavily against institution and, therefore, joinder.”
Obj. 1, 6-11. Patent Owner points out that Petitioner has now filed six
petitions against claims of the *622 patent, including, inter alia, a petition in
IPR2017-01805 that relied on the same references as the instant Petition. Id.
at 1, 5. Patent Owner contends that the Board already agreed in
IPR2017-01804 that the Blue Coat Systems/General Plastic factors weigh
against institution, and further contends that “Petitioner should not be able to
use joinder as an end run around principles designed to prevent abuse of IPR
proceedings.” Id. at 6.

We have considered Patent Owner’s arguments but disagree that the
Blue Coat Systems/General Plastic factors compel denial under the present
circumstances. Whereas Patent Owner correctly points out that we exercised
discretion to deny Petitioner’s petition in IPR2017-01804 based, in part, on
those factors, and we similarly denied the petition in [IPR2017-01805,
essentially identical to the instant Petition, the petition in IPR2017-01805
was, critically, not accompanied by a motion for joinder. Here, in contrast,
the Petition is accompanied by a timely filed Motion for Joinder in which
Petitioner affirmatively agrees to assume a “passive understudy role” and to
adhere to the existing schedule in the 1668 IPR (see Mot. 6-7), effectively
neutralizing the General Plastic factors. For example, joinder of Petitioner
to the 1668 IPR will not put a significant additional burden on the Board or
jeopardize the Board’s ability to issue a final written decision in the
1668 IPR, and this is not a case in which a petitioner has used prior

preliminary responses or decisions of the Board to tailor its substantive

10
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arguments. We also decline, under the particular circumstances presented,
to hold against Petitioner the time elapsed between the filing of its petition in
IPR2017-01805 and the filing of the essentially identical instant Petition,
where we denied that earlier petition expressly “without prejudice to
Petitioner’s ability to file a new petition accompanied by a request for
joinder pursuant to and within the time period permitted by 37 C.F.R.

§ 42.122(b)” (IPR2017-01805, slip op. 6—7 (Jan. 19, 2018) (Paper 9)), as
Petitioner has done here. As we explained in our decision granting Huawei
and LG’s petition and motion for joinder to co-pending IPR2017-01667 in
IPR2017-02090, “joined cases avoid the multiplicity that Patent Owner
criticizes.” IPR2017-02090, slip op. at 9 (PTAB Mar. 6, 2018) (Paper 9).

Going forward, Petitioner shall adhere to the existing schedule of the

1668 IPR and the “passive understudy role” it has agreed to assume.

Mot. 6-7. More specifically, so long as any current petitioner in the

1668 IPR (i.e., Facebook and WhatsApp) is a party to the 1668 IPR, all
filings of Petitioner in the 1668 IPR shall be consolidated with the filings of
the current 1668 IPR petitioners. The page limits set forth in 37 C.F.R.

§ 42.24 will apply to all consolidated filings.

Petitioner shall be bound by any discovery agreements between Patent
Owner and the current petitioners in the 1668 IPR and shall not seek any
additional discovery. Patent Owner shall not be required to provide any
additional discovery or deposition time as a result of joinder. In addition, all
petitionérs in the 1668 IPR shall collectively designate attorneys to present
at the oral hearing, currently scheduled for August 30, 2018 (see
IPR2017-01668, Paper 28), in a consolidated argument.

11
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The Board expects Petitioner to attempt to resolve any disputes among
the entities involved and to contact the Board only if such matters cannot be
resolved. This arrangement promotes the just and efficient administration of

the ongoing trial and the interests of Petitioner and Patent Owner.

V. ORDER

In view of the foregoing, it is
ORDERED that an infer partes review is instituted as to claims 4, 5,
12, and 24-26 of the *622 patent on the following grounds:
(1) Claims 4, 5, and 24-26 under 35 U.S.C. § 103(a) as unpatentable
over Zydney, Shinder, and Hethmon, and
(2) Claim 12 under 35 U.S.C. § 103(a) as unpatentable over Zydney,
Shinder, Microsoft, and Moghe;

FURTHER ORDERED that Petitioner’s Motion for Joinder with
IPR2017-01668 is granted, and Apple is hereby joined as a petitioner in
IPR2017-01668;

FURTHER ORDERED that IPR2018-00580 is terminated under
37 C.F.R. § 42.72 and all future filings are to be made only in
IPR2017-01668;

FURTHER ORDERED that the grounds on which inter partes review
was instituted in Case IPR2017-01668 remain unchanged, and no other
grounds are 1nstituted in the joined proceedings; |

FURTHER ORDERED that Petitioner here (i.e., Apple) will be bound
in IPR2017-01668 by all substantive and procedural filings and
representations of current Petitioner in IPR2017-01668 (i.e., Facebook and
WhatsApp), without a separate opportunity to be heard, whether orally or in

12
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writing, unless and until the proceeding is terminated with respect to each of
Facebook and WhatsApp;

FURTHER ORDERED that Petitioner here is bound by any discovery
agreements between Patent Owner and the current Petitioner in
IPR2017-01668, and that Petitioner here shall not seek any additional
discovery;

FURTHER ORDERED that the Scheduling Order entered in
IPR2017-01668 shall remain in effect and govern the proceeding, subject to
any schedule changes authorized by the Board in IPR2017-01668 pursuant
to the Scheduling Order;

FURTHER ORDERED that the Petitioner entities in IPR2017-01668
shall collectively designate attorneys to present at the oral hearing in a
consolidated argument;

FURTHER ORDERED that a copy of this Decision shall be entered
into the record of IPR2017-01668; and

FURTHER ORDERED that the case caption in IPR2017-01668, from
now on, shall reflect joinder of Apple as a party, in accordance with the

attached example.

13
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FOR PETITIONER:

Jason D. Eisenberg
Michael D. Specht
Trent W. Merrell

STERNE, KESSLER, GOLDSTEIN & FOX P.L.L.C.

jasone-PTAB@skgf.com
mspecht-PTAB@skgf.com
tmerrell-PTAB@skgf.com

FOR PATENT OWNER:

Ryan Loveless

Brett Mangrum

James Etheridge

Jeffrey Huang

ETHERIDGE LAW GROUP
ryan@etheridgelaw.com
brett@etheridgelaw.com
jim@etheridgelaw.com
jeff@etheridgelaw.com

Sean D. Burdick

UNILOC USA, INC.
sean.burdick@unilocusa.com
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FACEBOOK, INC. and WHATSAPP INC.,
Petitioner,

V.

UNILOC 2017 LLC,
Patent Owner.

Case IPR2017-01668®
Patent 8,724,622 B2

8 Apple Inc., which filed a petition in Case IPR2018-00580, has been joined
as a petitioner in this proceeding.
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Case 2:16-cv-00989-JRG Document 2 Filed 09/06/16 Page 1 of 1 PagelD #: 133

AO 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following

(| Trademérks or [ Patents. ( [ the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-989 9/6/2016 Eastern District of Texas, Marshall Division
PLAINTIFF DEFENDANT
UNILOC USA, INC., and HTC AMERICA, INC.

UNILOC LUXEMBOURG, S.A.

TRASTE R o, g akiil HOLDER OF PATENT OR TRADEMARK
| 7,535,890 5/19/2009 UNILOC LUXEMBOURG, S.A.
2 8,199,747 6/12/2012 UNILOC LUXEMBOURG, S.A.
3 8,724,622 5/13/2014 UNILOC LUXEMBOURG, S.A.
4 8,995,433 3/31/2015 UNILOC LUXEMBOURG, S.A.
5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY
[0 Amendment [ Answer [] Cross Bill [] Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1
2
3
4
5

In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 2:16-cv-00990-JRG Document 2 Filed 09/06/16 Page 1 of 1 PagelD #: 138

AO 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
) Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas, Marshall Division on the following
O Trademarks or [ Patents. ( [J the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:16-cv-990 9/6/2016 Eastern District of Texas, Marshall Division

PLAINTIFF DEFENDANT

UNILOC USA, INC,, and KYOCERA AMERICA, INC. and §

UNILOC LUXEMBOURG, S.A. KYOCERA COMMUNICATIONS, INC.,

PATENT OR DATE OF PATENT .
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

1 7,535,890 5/19/2009 UNILOC LUXEMBOURG, S.A.

2 8,199,747 6/12/2012 UNILOC LUXEMBOURG, S.A.

3 8,724,622 5/13/2014 UNILOC LUXEMBOURG, S.A.

4 8,995,433 3/31/2015 UNILOC LUXEMBOURG, S.A.

5

In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
[0 Amendment [ Answer [ Cross Bill [ Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

2
3
4
5
In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director

Copy 4—Case file copy
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

GOOGLELLC,
Petitioner,

V.

UNILOCLUXEMBOURG S.A.,
Patent Owner.

CaseIPR2017-02081
Patent 8,724,622 B2

Before JENNIFER S. BISK, MIRIAM L. QUINN, and
CHARLES J. BOUDREAU, Administrative Patent Judges.

BOUDREAU, Administrative Patent Judge.

DECISION
Denying Institution of Inter Partes Review
37CF.R §§42.108,42.122: 35 U.S.C. §§ 315(d), 325(d)
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I. INTRODUCTION
Google, Inc., now known as Google LLC! (“Petitioner”), filed a

Petition requesting inter partes review of claims 1, 2, and 24-39 of

U.S. Patent No. 8,724,622 B2 (Ex. 1001, “the *622 patent”). Paper 2
(“Pet.”). Uniloc Luxembourg S.A. (“Patent Owner”) filed a Preliminary
Response. Paper 8 (“Prelim. Resp.”). With authorization from the Board,
Petitioner additionally filed a Reply to Patent Owner’s Preliminary
Response, to address Patent Owner’s arguments concerning application of
the Board’s institution discretion under 35 U.S.C. §§ 314(a)and 325(d).
Paper 9.

We have authority under 35 U.S.C. §314. Upon considering the
information presented in the Petition, the Preliminary Response, and
Petitioner’s Reply, and for reasons discussed below, we deny the Petition
and do not institute inter partes review of claims 1, 2, and 24—-39 of the

’622 patent.

II. BACKGROUND
A. Related Matters

Concurrently with the instant Petition, Petitioner additionally filed a
petition requesting inter partes review of claims 3—23 of the *622 patent
(Case IPR2017-02080). IPR2017-02080, Paper2. Inthat case, as in the
instant case, Petitioner identifies Motorola Mobility LLC, Huawei Device
Co., Ltd., HuaweiDevice USA, Inc., Huawei Investment & Holding Co.,
Ltd., Huawei Technologies Co., Ltd., and HuaweiDevice (Dongguan) Co.,
Ltd. as additional real parties in interest. See Pet. 1;IPR2017-02080,

' See Paper 5.

Page 240 of 784



[PR2017-02081

Patent 8,724,622 B2

Paper2at 1. The 622 patentalso has been the subject of petitions for inter
partes review in Cases IPR2017-00223,IPR2017-00224,1PR2017-01804,
and IPR2017-01805 (filed by Apple Inc.), all of which were denied,

Cases IPR2017-01667 and IPR2017-01668 (filed by Facebook and
WhatsApp), in which we instituted inter partes review on January 19, 2018,
Cases IPR2017-01797 and IPR2017-01798 (filed by Samsung Electronics
America, Inc.), in which we instituted infer partes review on February 6,
2018; and Case IPR2017-02090 (filed by HuaweiDevice Co., Ltd. and LG
Electronics, Inc.), in which we instituted inter partes review and granted a
motion for joinder with Case IPR2017-01667on March 6,2018. Apple Inc.
additionally has filed petitions for inter partes review of certain claims of
the *622 patent in Cases IPR2018-00579and IPR2018-00580, accompanied
by motions for joinder with Cases IPR2017-01667 and IPR2017-01668,
respectively.

The parties additionally indicate that the *622 patent is involved in
Uniloc USA, Inc. v. Google, Inc.,No. 2:17-cv-00214 (E.D. Tex.), Uniloc
USA, Inc. v. Google, Inc.,No. 2:17-cv-00224 (E.D. Tex.), Uniloc USA, Inc.
v. Google, Inc.,No. 2:17-cv-00231 (E.D. Tex.), Uniloc USA, Inc. v.
Motorola Mobility LLC,No. 2:16-cv-00992 (E.D. Tex.), and Uniloc USA,
Inc. v. Huawei Device USA, Inc.,No. 2:16-cv-00994 (E.D. Tex.), among
numerous other actions in the United States District Court for the Eastern

District of Texas. Pet. 1-2; Paper 3, 2.
B. The '622 Patent

The ’622 patent, titled “System and Method for Instant VoIP
Messaging,” relates to Internet telephony, and more particularly, to instant

voice over IP (“VoIP”) messaging over an IP network, such as the Internet.

3
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Ex. 1001, [54], 1:18-22. The 622 patent acknowledges that “[v]oice
messaging” and “instant text messaging” in both the VoIP and public
switched telephone network environments were previously known. Id.
at 2:22-46. Inprior art instant text messaging systems, accordingto the
’622 patent, a server would present a user of a client terminal with a “list of
persons who are currently ‘online’ and ready to receive text messages,” the
user would “select one or more” recipients and type the message, and the
server would immediately send the message to the respective client
terminals. Id. at 2:34—46. According to the *622 patent, however, “there is
still a need in the art for . . . a system and method for providing instant VoIP
messaging over an IP network,” such as the Internet. Id. at 1:18-22,2:47-
59, 6:47—49.

In one embodiment, the *622 patent discloses local instant voice
messaging (“IVM”) system 200, depicted in Figure 2 below. Ex. 1001,
6:22-24.
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As illustrated in Figure 2, local packet-switched IP network 204, which may
be a local area network (“LAN"), “interconnects” IVM clients 206, 208 and

legacy telephone 110 to local IVM server 202. Id. at 6:50-7:2; see id.

at 7:23-24, 7:61-65. Local IVM server 202 enables instant voice messaging
functionality over network 204. Id. at 7:61-65.

In “record mode,” IVM client 208 “displays a list of one or more IVM
recipients,” provided and stored by local IVM server 202, and the user
selects recipients from the list. Ex. 1001, 7:57-59, 7:65-8:4. IVM
client 208 then transmits the selections to [VM server 202 and “records the
user’sspeechinto . .. digitized audio file 210 (i.e., an instant voice
message).” Id. at 8:4—11.

When the recording is complete, [IVM client 208 transmits audio
file 210 to local IVM server 202, which delivers the message to the selected

5
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recipients via local IP network 204. Ex. 1001, 8:15-29. “[O]nly the
available IVM recipients, currently connectedto .. . IVM server 202, will
receive the instant voice message.” Id. at 8:33—34. IVM server 202
“temporarily saves the instant voice message” for any IVM client that is “not
currently connected to. . . local IVM server 202 (i.e., is unavailable)” and
“delivers it .. . when the IVM client connectsto. . . local IVM server 202
(i.e., is available).” Id. at 8:34-39; see id. at 9:17-21. Upon receiving the

mstant voice message, the recipients can audibly play the message. Id.
at 8:29-32.

C. Illustrative Claims

Of the challenged claims, claims 1, 24, 27, and 38 are independent.
Independent claims 1 and 27 are illustrative of'the claims discussed below

and are reproduced below.

1. A system comprising:

a network interface connected to a packet-switched network;
a messaging system communicating with a plurality of instant
voice message client systems via the network interface;

a communication platform system maintaining connection
information for each of the plurality of instant voice
message client systems indicating whether there is a current
connection to each of the plurality of instant voice message
client systems; and

a user database storing user records identifying users of the
plurality of instant voice message client systems, wheremn
each of the user records includes a user name, a password
and a list of other users selected by a user.

27. A system comptising;
a client device;
a network interface coupled to the client device and connecting
the client device to a packet-switched network; and
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an instant voice messaging application installed on the client
device, wherein the instant voice messaging application
includes a client platform system for generating an instant
voice message and a messaging system for transmitting the
instant voice message over the packet-switched network via
the network interface,

wherein the instant voice messaging application includes a
document handler system for attaching one or more files to
the instant voice message.

Ex. 1001, 23:62-24:9, 26:17-30.
D. Asserted Grounds of Unpatentability

Petitioner asserts six grounds of unpatentability (Pet. 6-7):

Challenged Claim(s) Basis Reference(s)
1 § 103(a) | Zydney? and Appelman?
2 § 103(a) | Zydney, Appelman, and Boneh*
24-26 § 103(a) | Zydney and RFC793°
27,32-34,36-38 § 102(b) | Zydney
27,32-39 § 103(a) | Zydney and Enete®

2 Zydney et al., WO 01/11824 A2, published Feb. 15,2001 (Ex. 1005).
3 Appelman, US 6,750,881 B1, issued June 15, 2004 (Ex. 1015).
“Bonehetal.,, US2002/0112167 Al, published Aug. 15,2002 (Ex. 1014).

3 “Transmission Control Protocol,” Request for Comments 793, DARPA
Internet Program, Defense Advanced Research Projects Agency (Sept.
1991) (Ex. 1007).

$Enete et al., US 2003/0208543 Al, published Nov. 6,2003 (Ex. 1009).

7
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Challenged Claim(s) Basis Reference(s)

28-31 § 103(a) | Zydney, Enete, and Stern’

Petitioner also relies on a Declaration of Paul S. Min, Ph.D., filed as

Exhibit 1003,

III. DISCRETIONARY AUTHORITY:35 U.S.C §§ 315(d) and 325(d)
Section 325(d) states that “[i]n determining whether to institute . . .
the Director may take into account whether, and reject the petition . . .
because, the same or substantially the same prior art or arguments previously
were presented to the Office.” In this proceeding, Patent Owner argues that
the same or substantially the same prior art has been presented to the Office
previously because Zydney has been asserted in multiple inter partes
reviews. Prelim. Resp. 3—4. Specifically, Zydney previously was asserted
against various claims of the *622 patent by different petitioners in
IPR2017-01667 and IPR2017-01668, in which we instituted on January 19,
2018;I1PR2017-01797 and IPR2017-01798, in which we instituted on
February 6, 2018; and IPR2017-01804 and IPR2017-01805, in which we
denied institution on J anuary 19, 2018 (“the previous IPRs”); as well as in
subsequent petitions filed against claims of the *622 patent in
IPR2017-02090,IPR2018-00579, and IPR2018-00580. Inseveral of those
cases, namely, [PR2017-01667,IPR2017-01804, [IPR2017-02090, and
IPR2018-00579, the cited Appelman reference also has been asserted.
Petitioner responds that we should not exercise our discretion because,

inter alia, the Petition presents different combinations of Zydney with other

7 Stern, WO 98/47252, published Oct. 22, 1998 (Ex. 1006).
8
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references than earlier IPRs. Reply 2. Petitioner also proffers that it has not
filed any previous petition challenging the 622 patent, thus precluding the
characterization of this proceeding as a follow-on petition. Id. at 1-2.
Finally, Petitioner argues that claims 1, 2, 36, and 37 have never before been
challenged, and that where, as here, the Petitioner is different from any
petitioner of previously filed petitions based on Zydney, the facts weigh
heavily against a discretionary denial. Id. at 1-3. We are not persuaded by
Petitioner’s arguments.

There is no question that Zydney have been previously presented to
the Office in previous IPRs challenging many of the same claims of the
’622 patent. The question is whether, based on this fact, we should exercise
our discretion and deny the Petition. Applicability of § 325(d) is not limited
to situations where the same petitioner has filed a follow-on petition. The
statute allows for the exercise of discretion upon consideration only of
whether the same or substantially the same prior art or arguments were
presented previously to the Office. Further, the statutory authority to deny
the petition based on the same previously presented prior art is not tied to the
format of how that prior art is presented or whether every aspect of the
asserted grounds is identical in both petitions. Therefore, we have statutory
authority to deny this Petition because Zydney was previously presented to
the Office in the previous IPRs, notwithstanding that Petitioner is not a party
to the previous IPRs and the asserted grounds here are not exactly the same

as the previous IPRs.
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We further note that under the current circumstances, where the
patent-at-issue is involved in ongoing trials,® we also have discretionary
authority, under 37 C.F.R. § 42.122, to issue “any appropriate order
regarding the additional matter[, i.e., this proceeding, ] including providing
for the stay, transfer, consolidation, or termination or any such matter.” See
35U.S.C. §315(d). Werecognize that in exercising our discretion we
determine the proper course of conduct in a proceeding (37 C.F.R. § 42.5) in
a manner consistent with securing the just, speedy, and inexpensive
resolution of the proceeding (37 C.F.R. § 42.1(b)).

Here, our exercise of discretion to deny institution under §§ 315(d)
and 325(d) is warranted for several reasons. To start with, IPR2017-01667,
IPR2017-01668, and the present Petition rely on Zydney as the primary
reference against which the majority of the claim limitations are mapped.
IPR2017-01797 and IPR2017-01798 alsorely on Zydney as teaching or
suggesting numerous limitations of the challenged claims. Petitioner has
proffered no reasoning regarding how it hasrelied on Zydney in any way
that differs materially from the previous IPRs. And Petitioner’s reliance on
different secondary references does not remedy this shortcoming. Moreover,
Petitioner, here, does not explain whether the secondary references in this
case are used in a different manner or add anything materially differentto
the secondary references used in the previous [IPRs.

Further, Zydney is being considered on the merits in pending IPRs. In
fact, four trials against the *622 patent are ongoing, with Zydney being used

8 Trials in [IPR2017-01667,IPR2017-01668,1PR2017-01797, and
IPR2017-01798 are pending as of the issuance of this Decision.

10
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as a prior art reference in every instituted ground in those trials. See
IPR2017-01667,IPR2017-01668,IPR2017-01797,and IPR2017-01798.
Under these circumstances, we look to Petitioner to provide some reason
that convinces us to institute yet another trial that features Zydney as
prominently as the previously presented IPRs. Again, if there was a manner
in which Petitioner here distinguishably relied on Zydney, Petitioner did not
proffer that fact explicitly.

Moreover, the time of filing of this Petition leads us to conclude that
Petitioner gained the benefit of Patent Owner’s preliminary response, filed
March 3, 2017, and our decision denying institution, entered May 25,2017,
in IPR2017-00223—i.e., more than three months before Petitioner filed the
instant Petition. Petitioner, as the party with the knowledge of this fact,
failed to allege that it did not gain the benefit of the preliminary response
and decision denying institution in that previous IPR.° We look to Petitioner
to explain its delay in its filing, Petitioner provides no reason here.

Finally, we are not just concerned with ensuring consistency across
proceedings. We are also concerned with the significant resources of the
Board that would be consumed reconciling arguments, issues, and evidence
across proceedings. '

With regard to the non-overlap of claims between the previousIPRs

and those challenged in this Petition, we recognize the interests of Petitioner

® In this regard, in contrast, we acknowledge that Petitioner expressly asserts
non-reliance on our decision denying institution in IPR2017-00224, entered
the same day as the decision in IPR2017-00223. See Reply 2 (contending
“IPR2017-00224 was denied on a procedural issue that never provided a
substantive ‘roadmap’ for the instant Petition”).

10 See MaxLinear, Inc. v. CF CRESPELLC, 880 F.3d 1373 (Fed. Cir. 2018).
11
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in challenging claims that are not challenged in the previous IPRs (i.e.,
claims 1, 2,36, and 37). The interest of Petitioner in this regard weigh
heavily against our exercise of discretion. But we can exercise our
discretion in a manner that balances the interests of Petitioner in challenging
different claims here with the concern for duplication of Board resources and
repeated challenges against the same claims of the same patents over
Zydney, either alone or in combination with other references.

Therefore, based on the foregoing and to secure the just, speedy, and
inexpensive resolution of the dispute, we exercise our discretion under
§§ 315(d) and 325(d), and deny institution of all challenged claims that
overlap with the previous IPRs, namely, claims 24-35, 38, and 39. We do
not exercise our discretion to deny institution with respect to the claims that

have not been challenged in the previous IPRs: claims 1, 2,36, and 37.

I'V. DISCUSSION OF CONSIDERED GROUNDS

A. Claim Construction

In an inter partes review, claim terms in an unexpired patent are given
their broadest reasonable construction in light of the specification of the
patent in which they appear. 37 C.F.R. §42.100(b); Cuozzo Speed Techs.,
LLCv. Lee, 136 S. Ct. 2131,2144-46 (2016) (upholding the use of the
broadest reasonable interpretation standard as the claim interpretation
standard to be applied in infer partes reviews). We presume a claim term
carries its plain meaning, which is the meaning customarily used by those of
skill in the relevant art at the time of the invention. Trivascular, Inc. v.
Samuels, 812 F.3d 1056, 1062 (Fed. Cir. 2016). We note that only those
claim terms that are in controversy need to be construed, and only to the

extent necessary to resolve the controversy. See Nidec Motor Corp. v.

12
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Zhongshan Broad Ocean Motor Co., 868 F.3d 1013, 1017 (Fed. Cir. 2017);
Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir.
1999).

Neither Petitioner nor Patent Owner proffers a construction for any
claim term. Pet. 10-11; Prelim. Resp. 19-20. Based on our review of the
record and the dispositive issues in our determination of whether to institute
inter partes review, we determine that no claim terms require an express

construction to resolve the issues presented by the patentability challenges.
B. Analysis of Asserted Grounds of Unpatentability
1. Principles of Law

A claim is anticipated under 35 U.S.C. § 102 “only if each and every
element as set forth in the claim is found, either expressly or inherently
described, in a single prior artreference.” Verdegaal Bros., Inc. v. Union
OilCo. of Cal.,814F.2d 628, 631 (Fed. Cir. 1987). Moreover,

unless a reference discloses within the four corners of the
document not only all of the limitations claimed but also all of
the limitations arranged or combined in the same way as recited
in the claim, it cannot be said to prove prior invention of the thing
claimed and, thus, cannot anticipate under 35 U.S.C. § 102.

Net MoneylIN, Inc. v. VeriSign, Inc.,545F.3d 1359, 1371 (Fed. Cir. 2008);
accord In re Arkley, 455 F.2d 586, 587 (CCPA1972).

A patent claim is unpatentable under 35 U.S.C. § 103(a) if the
differences between the claimed subject matter and the prior art are “such
that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said
subject matter pertains.” KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 406

(2007). The question of obviousness is resolved on the basis of underlying

13

Page 251 of 784



[PR2017-02081

Patent §,724,622 B2

factual determinations, including (1) the scope and content of the prior art;
(2) any differences between the claimed subject matter and the prior art;
(3) the level of skill in the art;'' and (4) objective evidence of
nonobviousness, 1.e., secondary considerations.'? Grahamv. John Deere
Co.,383U.5.1,17-18 (1966). ““l'osatisfy its burden of proving
obviousness, a petitioner cannot employ mere conclusory statements. The
petitioner must instead articulate specific reasoning, based on evidence of
record, to support the legal conclusion of obviousness.” Inre Magnum Oil
Tools Int’l, Ltd., 829 F.3d 1364, 1380 (Fed. Cir. 2016). We analyze the

asserted grounds with the principles stated above in mind.

'! Petitioner’s declarant, Dr. Min, opines that a person of ordinary skill in the
art of the ’622 patent “would have had at least an undergraduate degree in
computer science, electrical engineering, or a related field, and at least two
years of experience in the field of telecommunications devices and systems,
or an equivalent advanced education in the field of telecommunications
systems.” Ex. 1003 §24. Patent Owner’s declarant, William Easttom I,

- proffers substantially the same opinion as to the educational background of
the person of ordinary skill in the art, but opines that such a person’s
post-educational experience would be “in computer programming and
software development, including the development of software for
communication with other computers over a network.” Ex. 2001 (Easttom
Declaration) § 13. To the extent there is any substantive difference between
the declarants’ assessments, we adopt Dr. Min’s assessment for purposes of
this Decision.

12 Patent Owner does not contend in its Preliminary Response that any such
secondary considerations are present.
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2. Obviousnessof Claim 1 over Zydney and Appelman
a. Overview of Zydney

Zydney, titled “Method and System for Voice Exchange and Voice
Distribution,” relates to packet communication systems that provide for
voice exchange and voice distribution between users of computer networks.
Ex. 1005, [54], [57], 1:4-5. While acknowledging that e-mail and instant
messaging systems were well-known text-based communication systems
utilized by users of online services and that it was possible to attach files for
the transfer of non-text formats via those systems, Zydney states that the
latter technique “lack[ed] a method for convenient recording, storing,
exchanging, responding and listening to voices between one or more parties,
independent of whether or not they are logged in to their network.” /d.
at 1:7-17. Zydney thus describes a method in which “voice containers”—
i.e., “container object[s] that . . . contain{] voice data or voice data and voice
data properties”—can be “stored, transcoded and routed to the appropriate
recipients instantaneously or stored for later delivery.” Id. at 1:19-22; 12:6—
8. Figure 1 of Zydney is reproduced below.

15
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FIG. 1
2
PSTN g
i CENTRAL SERVER 3
SENDER WL THING RECIPIENT
PHONE AN Wy 4 PHONE
POA INTERKET POA INTERRET
UPPLIANCE SET-TOP BO. APPLIANCE SET-TCP BOX
WIRELESS DEVICE VIRELESS DEVICE
SENDER 7 COHTROL X RECIPIENT
PC SOFTWARE AGENT .- _ﬂ PC SOFTWAE AGENT
\ ) )
2 3 ]
U

INTERNET
voICE CZOE?IADER

Figure 1, above, illustrates a high-level functional block diagram of
Zydney’s system for voice exchange and voice distribution. /d. at 10:19-20.
Referring to Figure 1, system 20 allows software agent 22, with a user
interface, in conjunction with central server 24 to send messages using voice
containers illustrated by transmission line 26 to another software agent 28,
as well as to receive and store such messages, in a “pack and send” mode of
operation. Id. at 10:20-11:1. Zydney explains that a pack and send mode of
operation “is one in which the message is first acquired, compressed and
then stored in a voice container 26 which is then sent to its destination(s).”
Id at 11:1-3. The system has the ability to store messages both locally and
centrally at server 24 whenever the recipient is not available for a prescribed

period. Id. at 11:3-6.

16

Page 254 of 784



[PR2017-02081
Patent 8,724,622 B2

In the use of Zydney’s system and method, the message originator
selects one or more intended recipients from a list of names that have been
previously entered into the software agent. Ex. 1005, 14:17-19. The agent
permits distinct modes of communication based on the status of the
recipient, including the “core states” of whether the recipient is online or
offline and “related status information” such as whether the recipient does
not want to be disturbed. /d. at 14:19—15:1. Considering the core states, the
software agent offers the originator alternative ways to communicate with
the recipient, the choice of which can be either dictated by the originator or
automatically selected by the software agent, according to stored rules. Id.
at 15:3-6. Ifthe recipient is online, the originator can either begin a
real-time “intercom” call, which simulates a telephone call, or a voice instant
messaging session, which allows for an interruptible conversation. /d.
at 15:8-10. Iftherecipient is offline, the originator can either begin a voice
mail conversation that will be delivered the next time the recipient logs in or
can be delivered to the recipient’s e-mail as a digitally encoded
Multipurpose Internet Mail Extension (“MIME”) attachment. Id. at 15:15—
17. Zydney explains that the choice of the online modes “depends on the
activities of both parties, the intended length of conversation and the quality
of the communications path between the two individuals, which is generally
not controlled by either party,” and that the choice of the offline delivery
options “is based on the interests of both parties and whether the recipient is
sufficiently mobile that access to the registered computer is not always
available.” Id. at 15:10-14, 15:17-19.

Once the delivery mode has been selected, the originator digitally

records messages for one or more recipients using a microphone-equipped
17
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device and the software agent. Ex. 1005, 16:1-3. The software agent
compresses the voice and stores the file temporarily on the PC if the voice
will be delivered as an entire message. Id. at 16:3—4. If the real-time
“intercom” mode has been invoked, a small portion of the digitized voice is
stored to account for the requirements of the Internet protocols for
retransmission and then transmitted before the entire conversation has been
completed. Id. at 16:4—7. Based on status information received from the
central server, the agent then decides whether to transport the voice
container to a central file system and/or to send it directly to another
software agent using the IP address previously stored in the software agent.
Id. at 16:7-10. Ifthe intended recipient has a compatible active software
agent online after log on, the central server downloads the voice recording
almost immediately to the recipient. /d. at 16:10—12. The voice is
uncompressed and the recipient can hear the recording through the speakers
or headset attached to its computer. Id. at 16:12—-14. The recipient can reply
in a complementary way, allowing for near real-time communications. Id.
at 16:14—15. Ifthe recipient’s software agent is not online, the voice
recording is stored in the central server until the recipient’s software agent is
active. Id. at 16:15—17. Inboth cases, the user is automatically notified of
available messages once the voice recordings have been downloaded to
storage on their computer. /d. at 16:17-19. The central server coordinates
with software agents on all computers continuously, updating addresses,
uploading and downloading files, and selectively retaining voice recordings
in central storage. Id. at 16:19-21.

Zydney discloses that the voice container also has the ability to have

other data types attached to it. Ex. 1005, 19:6-7. Formatting the container
18
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using MIME format, for example, “allows non-textual messages and

multipart message bodies attachments [sic] to be specified in the message

headers.” Id at19:7-10.

Figure 3 of Zydney is reproduced below.

FIG. 3
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Figure 3, above, illustrates an exemplary embodiment of Zydney’s voice

container structure, including voice data and voice data properties

components. Ex. 1005,2:19,23:1-2. Referring to Figure 3, voice container

components include:

[O]riginator’s code 302 (which is a unique identifier), one or
more recipient’s code 304, originating time 306, delivery
time(s) 308, number of “plays” 310, voice container source 312
which may be a PC, telephone agent, non-PC based appliance, or
other, voice container reuse restrictions 314 which may include
one time and destroy 316, no forward 318, password
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retrieval 320, delivery priority 322, session values 324, session
number 326, sequence number for partitioned sequences[] 328,
repeating information 330, no automatic repeat 332, repeat
times 334, and a repeat schedule 336.

Id. at 23:2-10.
b. Overview of Appelman

Appelman, titled “User Definable On-line Co-user Lists,” describes a
real-time notification system that enables a user to define “buddy lists” to
track co-users of an online or network system. Ex. 1015, [54],[57]. The
system tracks for the user the log-on status of the co-users and displays that
information in real time to the tracking user in a graphical interface. Id.
at [5S7]. When the user logs on to a system, the user’s set of buddy lists is
presented to a buddy list system, which attempts to match co-users currently
logged into the system with the entries on the user’s buddy list, and any
matches are displayed to the user. Id. As co-users log on and log off, the
user’s buddy list is updated to reflect the changes. Id.

Figure 2a of Appelman is reproduced below.

20
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FIG. 2a

Figure 2a, above, illustrates “a set of symbolic datarecords showing
the basic types of data used by one embodiment of [Appelman’s] invention
for a buddy list[] and the conceptualrelationship of data elements.” Id.
at 2:15-18. With reference to Figure 2a, Group Name table 30 stores user-
defined group names for buddy lists. /d. at 3:36-37. Eachuser may define
multiple buddy lists by group names. Id. at 3:38. Two buddy lists, “Home
List” and “Work List,” are shown in Group Name table 30. Id. at 3:39.
Each group name in Group Name table 30 has an associated Buddy List
table 32, comprising multiple records that each correspond to a co-user (or
“buddy”) that the user wishes to track. /d. at 3:39-43. Eachrecord may
include data elements for the screen name (or address, such as an Internet
address) of a particular co-user to be tracked, and the logon status of that
user (e.g., codes for “In” or “Out™). Id. at 3:43-47.
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Figure 11 of Appelman is reproduced below.
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FIG. 11

Figure 11, above, is a flowchart showing an implementation of Appelman’s
invention. Id. at 2:41-42. Inthe illustrated implementation, a user logs into
a Logon System (Step 200), which notifies the Buddy List System about the
User (i.e., passes the User’s ID, address, or screen name to the Buddy List
System) (Step 202). Id. at 6:53—58. The Buddy List System accesses the
user’s buddy lists from a database, which may be, for example, on the user’s
own station (Step 204). Id. at6:5 8-»60: The entries in the user’s buddy lists
then are compared to the records of the Logon System (Step 206). 1d.

at 6:60-62. Appelman explains that this step is shown in dotted outline to

indicate that the comparison can be done by passing records from the Logon
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System to the Buddy List System, or vice versa, or could be done by a
separate system. Id. at 6:62—65. The Buddy List System then displays a
buddy list window showing the status (i.e., logged in or not) of the co-users
on the user’s buddy lists with any of various indicator markings (Step 208).
Id. at 6:66—7:2. Thereafter, while the user’s buddy list window is open, the
- Logon System notifies the Buddy List System about new logons/logoffs of
co-users (Step 210), causing a new compare of the user’s buddy list entries
to the Logon System records (Step 206). Id. at 7:3-7. Appelman explains
that the Logon System may, for example, maintain a copy of a user’s buddy
lists and notify the Buddy List System only upon a logon status change for a
co-user on the user’s buddy lists. /d. at 7:8—11. The Buddy List System
then updates the indicated status of the displayed co-users (Step 208). Id.
at 7:11-12.

c. Arguments and Analysis

As reproduced above, independent claim 1 of the *622 patent recites,
inter alia, “a user database storing user records identifying users of [a]
plurality of instant voice message client systems, wherein each of the user
records includes a user name, a password and a list of other users selected by
auser.” Ex. 1001, 24:6-9. In asserting that claim 1 is unpatentable,
Petitioner contends that the combination of Zydney in view of Appelman
teaches these elements. Pet. 17.

In particular, according to Petitioner, “Zydney discloses an
‘authentication server’ that uses a database to authenticate users who log on
to Zydney’s centralized voice instant messaging server,” whereas
Appelman’s Buddy List System 26 “maintains a database 28 for storing user

information” that “stores user records identifying end users of the instant
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messaging platform.” Id. (citing Ex. 1005, 24:1-4,31:1-12, 32:1-8,

Fig. 15; Ex. 1015, 3:34-62). Petitioner contends that a person of ordinary
skill in the art “would have been motivated to implement Appelman’s
teachings in Zydney’s voice instant messaging system” and “would have had
an expectation that the combination would have worked for its intended
purpose.” Id. at 17-18 (citing Ex. 1003 § 65).

Petitioner further contends that “Zydney’s authentication server
authenticates software agents using a “user identifier’ and a password that
were ‘established during [an] initial registration process,’” and that “Zydney
teaches that its servers maintain user records identifying a list of other users
selected by auser. ...” Id. at 18. According to Petitioner, a person of
ordinary skill in the art “would have recognized that storing these user
records in [a] database would have been a predictable option as late as
2003.” Id. (citing Ex. 1003 4 67). Further, Petitioner contends, “[e]ven if
Zydney did not expressly disclose this element, Appelman demonstrates that
this was a known feature of instant messaging systems at the time.” Id.
(citing Ex. 1003 94 68-69). Specifically, Petitioner argues, Appelman’s
database 28 stores Buddy Lists, which identify “‘co-users’ (‘buddies’) ‘that
the user wishes to track,’” and “Permissions List 34,” which “identifies, for
each user, whether any other users in a linked ‘Exclusion List 36 or
‘Inclusion List 38” are permitted to add that user to their buddy lists.” Id.
at 18-19 (citing Ex. 1015, 3:26-27, 3:36—43, 3:48-63, Figs. 1, 2a, 2b). Still
further, Petitioner argues, “Appelman also discusses a ‘L.ogon System 24’
that maintains user names and passwords for users to logon to the ‘Buddy
List System 26,” and suggests that the user names are linked to the ‘Buddy
Lists’ stored in database 28.” Id. at 20 (citing Ex. 1015, 6:54-59, Fig. 11).
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Petitioner contends a person of ordinary skill in the art “would have known
that the user records in Appelman’s system, including user names,
passwords, and lists of selected users (e.g., ‘Buddy Lists’ and ‘Pemiséions
List 34°), would be maintained in a database thatis decentralized at least
between the ‘Logon System 24’ and the ‘Buddy List System 26,”” but that
“a centralized database that combined the two would also have been a
predictable option at the time.” Id. at 21 (citing Ex. 1015, 3:27-29; Ex. 1003
1 69.

Patent Owner disputes Petitioner’s evidence with regard to the recited
limitation “wherein each of the user records includes a user name, a
password and a list of other users selected by a user” (“the user records
limitation). Prelim. Resp.20-22. Patent Owner points out that, although
the Petition initially purportsto rely on Zydney alone for this limitation, the
Petition does not show that Zydney discloses a database having user records
that include all three of (1) a user name, (2) a password, and (3) a list of
other users selected by a user. Id. at 20. Patent Owner further argues that
the Petition also fails to show that Appelman, either by itself or in
combination with Zydney, discloses a user database having user records that
include all three of those elements. Id. Inparticular, Patent Owner
contends, “[t]he Petition fails to show or explain any disclosure by either
App[el]man or Zydney of a user record including either a user name data or
passworddata. ...” Id at21. Patent Owner argues that, although “the
Petition expressly acknowledges that App/[el]man’s ‘Logon System’ merely
‘passes the User’s ID, address, or screen name to the Buddy List System,’”
“[t]here is no mention of any user records associated with the ‘Logon

System’ by the [P]etition, and there is no indication that a ‘user name’ is a
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part of any user record in App/el/man’s Buddy List System.” Id. Moreover,
Patent Owner asserts, whereas the Petition states that creating the patented
invention would have been obvious despite neither Zydney nor Appelman
expressly disclosing user records including user names and passwords, the
expert testimony cited as purported support “merely parrots the Petition’s
conclusory statements verbatim, providing no substance or rational
underpinning of its own.” Id. at21-22.

We agree with Patent Owner that Petitioner has not demonstrated a
reasonable likelihood of showing that the combination of Zydney and
Appelman teaches or suggests “a user database storing user records
identifying users of [a] plurality of instant voice message client systems,
wherein each of the user records includes a user name, a password and a list
of other users selected by a user,” as recited in claim 1. Even if we credit
Petitioner’s assertions that Zydney’s authentication server uses a database to
authenticate users and that the authentication server also uses a user
identifier and a password established during an initial registration process to
authenticate users (see Pet. 18), Petitioner does not demonstrate that the user
identifier and password are stored in the referenced database. Moreover,
despite Petitioner’s assertion that Zydney teaches that its sefvers maintain
“user records” identifying a list of other users selected by a user (id.), the
portion of Zydney cited in support of that assertion merely states that “[t]he
server will maintain a unique set of lists for each software agent,” that
“[t]hese lists will contain the identifiers of the other software agents that are
permitted to send and receive voice containers and other media types,” and
that “[t]he server will maintain the current list of agents and be able to create

delete, and modify those lists based on software agent requests or web based
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administration” (Ex. 1005, 26:10-14). We are not persuaded that the cited
passage supports Petitioner’s contention that Zydney teaches or suggests the
claimed user records.

Nor do the portions of Appelman cited by Petitioner supply the
lacking teaching or suggestion. Even if we accept both (1) that Appelman’s
logon system 24 maintains user names and passwords that allow users to log
on to Buddy List System 26, and (2) that Buddy Lists are stored in
database 28, as alleged by Petitioner (Pet. 18), that does not suggest that user
names and passwords are stored in database 28. To the contrary, Figurek I of
Appelman, reproduced below, shows logon system 24 as separate and

distinct from Buddy List System 26 and database 28.

- L%
10 " Dain
24
— —
E
! ( .2
Logon Syslem Mo, e Buddy Ll System

FIG.1

Figure 1 of Appelman, above, is an exemplary block diagram of “a typical
network system 10 in which [Appelman’s] invention can be implemented.”
Ex. 1015, 3:10-12. Although Appelman contemplates that database 28 may
be centralized or distributed, it discloses in the latter case that the database

“may be stored at least in part on each user’s own station 12” (id. at 3:27—
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30; see also id. at 6:58—60 (stating that “[t]he Buddy List System accesses
[a] User’s Buddy Lists from a database, which may be, for example, on the
user’s station 12)), and Petitioner presents no evidence that database 28 may
reside on logon system 24 or that user names and passwords allegedly
maintained by logon system 24 would otherwise be stored in a database.

In summary, we are not persuaded that the information presented in
the Petition demonstrates a reasonable likelihood of showing that the
combination of Zydney and Appelman teaches or suggests “a user database
storing user records identifying users of [a] plurality of instant voice
message client systems, wherein each of the userrecords includes a user
name, a password and a list of other users selected by a user.” Accordingly,
we determine that Petitioner has not demonstrated a reasonable likelihood of
prevailing in its contention that claim 1 is unpatentable over the combination

of Zydney and Appelman.
3. Obviousnessof Claim 2 over Zydney, Appelman, and Boneh

Claim 2 depends from independent claim 1 and further recites
“wherein at least part of each of the user records is encrypted.” Ex. 1001,
24:28-52,24:61-25:3,25:9-13, 25:31-50. Petitioner contends that claim 2
is unpatentable over the combined teachings of Zydney, Appelman, and
Boneh. Pet.23-25. Petitioner relies on Boneh as teaching a technique for
encrypting passwords in a user database. Id. at23. Petitioner, however,
does not rely on Boneh as teaching or suggesting the user records limitation
of claim 1 that we determine to be lacking from Zydney and Appelman. See
id. Accordingly, for the reasons stated in our analysis above of Petitioner’s
contentions with respect to claim 1, we determine that Petitioner has not

demonstrated a reasonable likelihood of prevailing in its contention that
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claim 2 is unpatentable over the combination of Zydney, Appelman, and
Boneh.

4. Anticipation of Claims 36 and 37 by Zydney

Claim 37 depends from claim 36, which depends from independent
claim 27. Ex. 1001, 27:1-10. As reproduced above, claim 27 recites, inter
alia, “wherein the instant voice messaging application includes a document
handler system for attaching one or more files to the instant voice message.”
Id. at 26:28-30. With respect to this limitation, Petitioner contends that
“Zydney teaches that the software agent used by the originator of an instant
voice message can include ‘other Internet and file based information, by
including that in the data elements of the [voice container] format,” and that
certain passages and Figures 6 and 16 of Zydney, as well as the
corresponding textual descriptions of those figures, illustrate the attachment
of multimedia files to a voice container. Pet. 39 (alteration in original)
(quoting Ex. 1005, 16:22-23, 19:3) (citing Ex. 1005, 19:1-20:9, 28[:9],
34[:16-18], 35[:15-17], Figs. 6, 16; Ex. 1003 q 132). Petitioner concludes,
“[t]hus, Zydney plainly discloses that its software agent includes
functionality for a document handler system that attaches one or more files
to an instant voice message,” as recited in claim 27. 1d.

Patent Owner responds, inter alia, that Zydney contains no explicit or
inherent disclosure that its software agent is the element that attaches one or
more files to Zydney’s voice container. Prelim. Resp. 25. Pointing
specifically to Zydney’s descriptions of Figures 6 and 16 cited by Petitioner,
Patent Owner contends that “nothing in the respective single-sentence
descriptions of Figure[s] 6 and 16 expressly or inherently attributes any

functionality to the ‘Software Agent’ in particular, let alone to the claimed
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‘instant voice messaging application’ which must itselfinclude ‘a document
handler system for attaching one or more files to the instant voice
message.”” Id. (citing Ex. 1005, 34:16-18;35:15-17).

We agree with Patent Owner that Petitioner has not demonstrated a
reasonable likelihood of showing that Zydney discloses the “instant voice
messaging application includ[ing] a document handler system for attaching
one or more files to the instant voice message,” as recited in claim 27
(emphasis added), and by virtue of their dependency from claim 27, in
claims 36 and 37. Simply put, Petitioner’s contention merely that Zydney’s
software agent “includes functionality for” a document handler system falls
short of showing that Zydney sufficiently discloses a document handler
system to establish anticipation.

We recognize that we previously instituted trial with respect to
claim 27 over the combined teachings of Zydney and other references in
CasesIPR2017-01667 and IPR2017-01797. Inthose cases, however, the
respective petitioners proffered expert testimony and advanced arguments,
materially different from those presented here, which when analyzed
together with the information presented in the preliminary response we
deemed sufficient to establish a reasonable likelihood that the claimed
document handler system would have been obvious to a person of ordinary

skill in the art.
5. Obviousnessof Claims 36 and 37 over Zydney and Enete

Petitioner advances an alternative theory that independent claim 27
and dependent claims 36 and 37, among others, are unpatentable over the
combined teachings of Zydney and Enete. Pet. 47-51, 54-56. In particular,

Petitioner relies on Zydney and Enete in combination as teaching “a network

30

Page 268 of 784



[PR2017-02081

Patent 8,724,622 B2

interface,” as recited in claim 27, to the extent that Zydney alone does not
explicitly disclose that element. Id. at 48-51. Regarding the document
handler system limitation of claim 27, however, Petitioner relies only on its
arguments presented in connection with its assertion that Zydney anticipates
claim 27. Id. at S1. For thereasons stated in our discussion of those
arguments above, we also conclude that Petitioner has not demonstrated a
reasonable likelihood of prevailing in establishing that claims 36 and 37,
which depend from claim 27, are unpatentable over the combined teachings

of Zydney and Enete.
V. ADDITIONAL PATENT OWNER ARGUMENTS

Patent Owner has advanced a va;iety of additional arguments
concerning an alleged failure on the part of Petitioner to name all real parties
in interest and the constitutionality of inter partes review proceedings.
Prelim. Resp. 10-16,31-32. We have considered those arguments, but in
view of our determination not to institute trial on the basis of 35 U.S.C.

§§ 315(d) and 325(d) and Petitioner’s substantive grounds, we do not

address those arguments further herein.
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VI. CONCLUSION

In summary, we do not institute inter partes review on any challenged

claim as shown below:

Ground | Basis Claim(s) Claims Instituted
| Challenged

1 § 103 Zydneyand |1 none
Appelman

2 § 103 Zydney, 2 none
Appelman, and
Boneh

3 § 103 Zydney and | 24-26 none
RFC793

4 § 102 Zydney 27,32-34,36-38 none

5 § 103 Zydneyand |27,32-39 none
Enete

6 § 103 Zydney, 28-31 none
Enete, and Stern

Summary 1, 2,24-39 none

VII. ORDER

Upon consideration of the record before us, it is, therefore,

ORDERED that the Petition is denied, and no trial or inter partes

review is instituted on any asserted ground.
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[. INTRODUCTION

Google, Inc., now known as Google LLC' (“Petitioner”), filed a
Petition requesting inter partes review of claims 3-23 of U.S. Patent
No. 8,724,622 B2 (Ex. 1001, “the ’622 patent”). Paper 2 (“Pet.”). Uniloc
Luxembourg S.A. (“Patent Owner”) filed a Preliminary Response. Paper 7
(“Prelim. Resp.”). With authorization from the Board, Petitioner
additionally filed a Reply to Patent Owner’s Preliminary Response. Paper 9.

Pursuant to 35 U.S.C. § 314(a), an inter partes review may not be

instituted unless “the information presented in the petition . . . and any
response . . . shows that there is a reasonable likelihood that the petitioner
would prevail with respect to at least 1 of the claims challenged in the
petition.” For the reasons given below, we determine after having
considered the information presented in the Petition, the Preliminary
Response, and the Reply that Petitioner has not established a reasonable
likelihood of prevailing as to any of the challenged claims of the 622 patent,

and we deny institution of infer partes review.

II. BACKGROUND
A. Related Matters

Concurrently with the instant Petition, Petitioner additionally filed a
petition requesting inter partes review of claims 1, 2, and 24-39 of the
’622 patent (Case IPR2017-02081). IPR2017-02081, Paper 2. In that case,
as in the instant case, Petitioner identifies Motorola Mobility LLC, Huawei

Device Co., Ltd., Huawei Device USA, Inc., Huawei Investment & Holding

! See Paper 6, 2.
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Co., Ltd., Huawei Technologies Co., Ltd., and Huawei Device (Dongguan)
Co., Ltd. as additional real parties in interest. See Pet. 1; IPR2017-02081,
Paper 2 at 1. The ’622 patent also has been the subject of petitions for inter
partes review in Cases IPR2017-00223, IPR2017-00224, IPR2017-01804,
and IPR2017-01805 (filed by Apple Inc.), all of which were denied; Cases
IPR2017-01667 and IPR2017-01668 (filed by Facebook and WhatsApp), in
which we instituted inter partes review on January 19, 2018; Cases
IPR2017-01797 and IPR2017-01798 (filed by Samsung Electronics
America, Inc.), in which we instituted inter partes review on February 6,
2018; and Case IPR2017-02090 (filed by Huawei Device Co., Ltd. and LG
Electronics, Inc.), in which we instituted inter partes review and granted a
motion for joinder with Case IPR2017-01667 on March 6, 2018. Apple Inc.
additionally has filed petitions for inter partes review of certain claims of
the *622 patent in Cases IPR2018-00579 and IPR2018-00580, accompanied
by motions for joinder with Cases IPR2017-01667 and IPR2017-01668,
respectively.

The parties additionally indicate that the *622 patent is involved in
Uniloc USA, Inc. v. Google, Inc., No. 2:17-cv-00214 (E.D. Tex.), Uniloc
USA, Inc. v. Google, Inc., No. 2:17-cv-00224 (E.D. Tex.), Uniloc USA, Inc.
v. Google, Inc., No. 2:17-cv-00231 (E.D. Tex.), Uniloc USA, Inc. v.
Motorola Mobility LLC, No. 2:16-cv-00992 (E.D. Tex.), and Uniloc USA,
Inc. v. Huawei Device USA, Inc., No. 2:16-cv-00994 (E.D. Tex.), among

numerous other actions in the United States District Court for the Eastern

District of Texas. Pet. 1-3; Paper 4, 2.
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B. The 622 Patent
The *622 patent, titled “System and Method for Instant VoIP

Messaging,” relates to Internet telephony, and more particularly, to instant
voice over IP (“VoIP”) messaging over an IP network, such as the Internet.
Ex. 1001, [54], 1:18-22. The ’622 patent acknowledges that “[v]oice
messaging” and “instant text messaging” in both the VoIP and public
switched telephdne network environments were previously known. Id.
at 2:22—46. In prior art instant text messaging systems, according to the
’622 patent, a server would present a user of a client terminal with a “list of
persons who are currently ‘online’ and ready to receive text messages,” the
user would “select one or more” recipients and type the message, and the
server would immediately send the message to the respective client
terminals. Id. at 2:34-46. According to the 622 patent, however, “there is
still a need in the art for . . . a system and method for providing instant VoIP
messaging over an IP network,” such as the Internet. Id. at 1:18-22, 2:47-
59, 6:47-49.

In one embodiment, the 622 patent discloses local instant voice
messaging (“IVM”) system 200, depicted in Figure 2 bclow. Ex. 1001,
6:22-24.
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As illustrated in Figure 2, local packet-switched IP network 204, which may
be a local area network (“LAN”), “interconnects” IVM clients 206, 208 and

legacy telephone 110 to local IVM server 202. Id. at 6:50-7:2; see id.

at 7:23-24, 7:61-65. Local IVM server 202 enables instant voice messaging
functionality over network 204. Id. at 7:61-65.

In “record mode,” IVM client 208 “displays a list of one or more IVM
recipients,” provided and stored by local IVM server 202, and the user
selects recipients from the list. Ex. 1001, 7:57-59, 7:65-8:4. IVM
client 208 then transmits the selections to IVM server 202 and “records the
user’s speech into . . . digitized audio file 210 (i.e., an instant voice
message).” Id. at 8:4-11.

When the recording is complete, IVM client 208 transmits audio

file 210 to local IVM server 202, which delivers the message to the selected

5

Page 276 of 784



IPR2017-02080
Patent 8,724,622 B2

recipients via local IP network 204. Ex. 1001, 8:15-29. “[O]nly the
available IVM recipients, currently connected to . . . IVM server 202, will
receive the instant voice message.” Id. at 8:33-34. IVM server 202
“temporarily saves the instant voice message” for any IVM client that is “not
currently connected to . . . local IVM server 202 (i.e., is unavailable)” and
“delivers it . . . when the IVM client connects to . . . local IVM server 202
(i.e., is available).” Id. at 8:34-39; see id. at 9:17-21. Upon receiving the
instant voice message, the recipients can audibly play the message. Id.

at 8:29-32.

C. Illustrative Claim

Independent claim 3 is illustrative of the challenged claims and is
reproduced below.

3. A system comprising:

a network interface connected to a packet-switched network;

a messaging system communicating with a plurality of instant
voice message client systems via the network interface; and

a communication platform system maintaining connection
information for each of the plurality of instant voice
message client systems indicating whether there is a current
connection to each of the plurality of instant voice message
client systems,

wherein the messaging system receives an instant voice
message from one of the plurality of instant voice message
clicnt systems, and

wherein the instant voice message includes an object field
including a digitized audio file.

Ex. 1001, 24:12-27.
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D. Asserted Grounds of Unpatentability

Petitioner asserts five grounds of unpatentability (Pet. 6):

Challenged Claim(s) Basis Reference(s)
3-8, 11, 13, 18-21 § 102(b) | Zydney?
3-8,11, 13, 18-23 § 103(a) | Zydney and Enete?
10, 14-17 § 103(a) | Zydney, Enete, and Stern*
-12 § 103(a) | Zydney, Enete, and Coussement’
9 § 103(a) | Zydney, Enete, and RFC2131°

Petitioner also relies on a Declaration of Paul S. Min, Ph.D,, filed as

Exhibit 1003.
III. DISCUSSION

A. Claim Construction

In an inter partes review, claim terms in an unexpired patent are given

their broadest reasonable construction in light of the specification of the

¢Zydney et al., WO 01/11824 A2, published Feb. 15, 2001 (Ex. 1005).
3Encte ct al., US 2003/0208543 A1, published Nov. 6, 2003 (Ex. 1009).
4 Stern, WO 98/47252, published Oct. 22, 1998 (Ex. 1006).

5 Coussement, US 2002/0055967 A1, published May 9, 2002 (Ex. 1008).

6R. Droms, “Dynamic Host Configuration Protocol,” Request for Comments
2131, Standards Track, Internet Engineering Task Force Network Working
Group, 1-45 (March 1997) (Ex. 1012).

7
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patent in which they appear. 37 C.F.R. § 42.100(b); Cuozzo Speed 1echs.,
LLCv. Lee, 136 S. Ct. 2131, 2144-46 (2016) (upholding the use of the
broadest reasonable interpretation standard as the claim interpretation
standard to be applied in inter partes reviews). Under the broadest
reasonable interpretation standard, claim terms generally are given their
ordinary and customary meaning, as would be understood by one of ordinary
skill in the art in the context of the entire disclosure. See In re Translogic
Tech., Inc., 504 F.3d 1249, 1257 (Fed. Cir. 2007). We note that only those
claim terms that are in controversy need to be construed, and only to the
extent necessary to resolve the controversy. See Nidec Motor Corp. v.
Zhongshan Broad Ocean Motor Co., 868 F.3d 1013, 1017 (Fed. Cir. 2017);
Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir.
1999).

Neither Petitioner nor Patent Owner proffers a construction for any
claim term. Pet. 10; Prelim. Resp. 19. Based on our review of the record
and the dispositive issues in our determination of whether to institute inter
partes review, we determine that no claim terms require an express

construction to resolve the issues presented by the patentability challenges.

B. Analysis of Asserted Grounds of Unpatentability
1. Principles of Law
A claim is anticipated under 35 U.S.C. § 102 “only if each and every
element as set forth in the claim is found, either expressly or inherently
described, in a single prior art reference.” Verdegaal Bros., Inc. v. Union
Oil Co. of Cal., 814 F.2d 628, 631 (Fed. Cir. 1987). Moreover,

unless a reference discloses within the four corners of the
document not only all of the limitations claimed but also all of
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the limitations arranged or combined in the same way as recited
in the claim, it cannot be said to prove prior invention of the thing
claimed and, thus, cannot anticipate under 35 U.S.C. § 102.

Net MoneyIN, Inc. v. VeriSign, Inc., 545 F.3d 1359, 1371 (Fed. Cir. 2008);
accord In re Arkley, 455 F.2d 586, 587 (CCPA 1972).

A patent claim is unpatentable under 35 U.S.C. § 103(a) if the
differences between the claimed subject matter and the prior art are “such
that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said
subject matter pertains.” KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 406
(2007). The question of obviousness is resolved on the basis of underlying
factual determinations, including (1) the scope and content of the prior art;
(2) any differences between the claimed subject matter and the prior art;
(3) the level of skill in the art;” and (4) objective evidence of

nonobviousness, i.e., secondary considerations.! Graham v. John Deere Co.,

" Petitioner’s declarant, Dr. Min, opines that a person of ordinary skill in the
art of the 622 patent “would have had at least an undergraduate degree in
computer science, electrical engineering, or a related field, and at least two
years of experience in the field of telecommunications devices and systems,
or an equivalent advanced education in the field of telecommunications
systems.” Ex. 1003 § 24. Patent Owner’s declarant, William Easttom II,
proffers substantially the same opinion as to the educational background of
the person of ordinary skill in the art, but opines that such a person’s
post-educational experience would be “in computer programming and
software development, including the development of software for
communication with other computers over a network.” Ex. 2001 (Easttom
Declaration) § 14. To the extent there is any substantive difference between
the declarants’ assessments, we adopt Dr. Min’s assessment for purposes of
this Decision.

8 Patent Owner does not contend in its Preliminary Response that any such

9
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383 U.S. 1, 17-18 (1966). “To satisfy its burden of proving obviousness, a
petitioner cannot employ mere conclusory statements. The petitioner must
instead articulate specific reasoning, based on evidence of record, to support
the legal conclusion of obviousness.” In re Magnum Oil Tools Int’l, Ltd.,
829 F.3d 1364, 1380 (Fed. Cir. 2016). We analyze the asserted grounds

with the principles stated above in mind.

2. Ground 1: Anticipation by Zydney
(Claims 3-8, 11, 13, and 18-21)

a. Overview of Zydney

Zydney, titled “Method and System for Voice Exchange and Voice
Distribution,” relates to packet communication systems that provide for
voice exchange and voice distribution between users of computer networks.
Ex. 1005, [54], [57], 1:4-5. While acknowledging that e-mail and instant
messaging systems were well-known text-based communication systems
utilized by users of online services and that it was possible to attach files for
the transfer of non-text formats via those systems, Zydney states that the
latter technique “lack[ed] a method for convenient recording, storing,
exchanging, responding and listening to voices between one or more parties,
independent of whether or not they are logged in to their network.” Id.
at 1:7-17. Zydney thus describes a method in which “voice containers”—
i.e., “container object[s] that . . . contain[] voice data or voice data and voice
data properties”—can be “stored, transcoded and routed to the appropriate
recipients instantaneously or stored for later delivery.” Id. at 1:19-22; 12:6—

8. Figure 1 of Zydney is reproduced below.

secondary considerations are present.

10
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FIG. 1
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Figure 1, above, illustrates a high-level functional block diagram of
Zydney'’s system for voice exchange and voice distribution. Id. at 10:19-20.
Referring to Figure 1, system 20 allows software agent 22, with a user
interface, in conjunction with central server 24 to send messages using voice
containers illustrated by transmission line 26 to another software agent 28,
as well as to receive and store such messages, in a “pack and send” mode of
operation. J/d at 10:20-11:1. Zydney explains that a pack and send mode of
operation “is one in which the message is first acquired, compressed and
then stored in a voice container 26 which is then sent to its destination(s).”
Id. at 11:1-3. The system has the ability to store messages both locally and
centrally at server 24 whenever the recipient is not available for a prescribed

period. /d. at 11:3-6.

11
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In the use of Zydney’s system and method, the message originator
selects one or more intended recipients from a list of names that have been
previously entered into the software agent. Ex. 1005, 14:17-19. The agent
permits distinct modes of communication based on the status of the
recipient, including the “core states” of whether the recipient is online or
offline and “related status information” such as whether the recipient does
not want to be disturbed. Id. at 14:19-15:1. Considering the core states, the
software agent offers the originator alternative ways to communicate with
the recipient, the choice of which can be either dictated by the originator ot
automatically selected by the software agent, according to stored rules. Id.
at 15:3—6. If the recipient is online, the originator can either begin a
real-time “intercom” call, which simulates a telephone call, or a voice instant
messaging session, which allows for an interruptible conversation. Id.
at 15:8-10. If the recipient is offline, the originator can either begin a voice
mail conversation that will be delivered the next time the recipient logs in or
can be delivered to the recipient’s e-mail as a digitally encoded
Multipurpose Internet Mail Extension (“MIME”) attachment. Id. at 15:15—
17. Zydney explains that the choice of the online modes “depends on the
activities of both parties, the intended length of conversation and the quality
of the communications path between the two individuals, which is generally
not controlled by either party,” and that the choice of the offline delivery
options “is based on the interests of both parties and whether the recipient is
sufficiently mobile that access to the registered computer is not always
available.” Id at 15:10-14, 15:17-19.

Once the delivery mode has been selected, the originator digitally

records messages for one or more recipients using a microphone-equipped

12
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device and the software agent. Ex. 1005, 16:1-3. 'L'he software agent
compresses the voice and stores the file temporarily on the PC if the voice
will be delivered as an entire message. Id. at 16:3—4. If the real-time
“intercom” mode has been invoked, a small portion of the digitized voice is
stored to account for the requirements of the Internet protocols for
retransmission and then transmitted before the entire conversation has been
completed. Id. at 16:4-7. Based on status information received from the
central server, the agent then decides whether to transport the voice
container to a central file system and/or to send it directly to another
software agent using the IP address previously stored in the software agent.
Id at 16:7-10. If the intended recipient has a compatible active software
agent online after log on, the central server downloads the voice recording
almost immediately to the recipient. Id at 16:10-12. The voice is
uncompressed and the recipient can hear the recording through the speakers
or headset attached to its computer, Id. at 16:12—14. The recipient can reply
in a complementary way, allowing for near real-time communications. Id.
at 16:14-15. If the recipient’s software agent is not online, the voice
recording is stored in the central server until the recipient’s software agent is
active. Id. at 16:15—-17. In both cases, the user is automatically notified of
available messages once the voice recordings have been downloaded to
storage on their computer. /d. at 16:17-19, The central server coordinates
with software agents on all computers continuously, updating addresses,
uploading and downloading files, and selectively retaining voice recordings
in central storage. Id. at 16:19-21.

Zydney discloses that the voice container also has the ability to have

other data types attached to it. Ex. 1005, 19:6-7. Formatting the container

13
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using MIME format, for example, ““allows non-textual messages and

multipart message bodies attachments [sic] to be specified in the message

headers.” Id. at 19:7-10.

Figure 3 of Zydney is reproduced below.

FIG. 3
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Figure 3, above, illustrates an exemplary embodiment of Zydney’s voice

container structure, including voice data and voice data properties

components. Ex. 1005, 2:19, 23:1—-2. Refefring to Figure 3, voice container

components include:

[OJriginator’s code 302 (which is a unique identifier), one or
more recipient’s code 304, originating time 306, delivery
time(s) 308, number of “plays” 310, voice container source 312
which may be a PC, telephone agent, non-PC based appliance, or
other, voice container reuse restrictions 314 which may include
one time and destroy 316, no forward 318, password

14
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retrieval 320, delivery priority 322, session values 324, session
number 326, sequence number for partitioned sequences[] 328,
repeating information 330, no automatic repeat 332, repeat
times 334, and a repeat schedule 336.

Id. at 23:2-10.

b. Independent Claim 3
As reproduced above, independent claim 3 of the *622 patent recites a

messaging system thal receives an “instant voice message” from one of a
plurality of instant voice message client systems, “wherein the instant voice
message includes an object field including a digitized audio file.” Ex. 1001,
24:23-27. In asserting that Zydney anticipates claim 3, Petitioner maps
Zydney’s voice container to the recited “instant voice message” and
Zydney’s digitized voice message to the recited “digitized audio file.” See
Pet. 14-19.

With respect specifically to the limitation “wherein the instant voice
message includes an object field including a digitized audio file” (the “object
field limitation”), Petitioner contends that Zydney teaches that the voice
container “includes a ‘body,” which . . . holds the digitized voice message”
and “corresponds to the claimed ‘object field’ in an instant voice message to
carry a digitized audio file.” Id. at 19 (citing Ex. 1005, 23:1-2, 34:4-7,

Fig. 7). Pointing to Figure 3 and corresponding text of Zydney, Petitioner
alleges that “Zydney teaches an arrangement of fields 302-338 for the ‘voice
data properties components’ of a voice container” and that “[t]he voice
container carries data organized in a set of fields.” Id. (citing Ex. 10035,
23:1-12, Fig. 3). Petitioner concedes that “Figure 3 does not expressly show
the ‘body’ of the voice container that carries the digitized voice message,”

but contends that “Zydney teaches elsewhere that the voice container

15
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includes a ‘body,” which is in addition to the voice data properties
components shown in Figure 3.” Id. Relying on Dr. Min’s testimony,
Petitioner further contends that a person of ordinary skill in the art “would
have appreciated that providing the digitized voice message in an object
field (e.g., body) of the voice container would allow the recipient software
agent to locate and extract the digitized voice message from other data
stored in the voice container.” Id. (citing Ex. 1003 § 62).

Patent Owner disputes Petitioner’s evidence with regard to the object
field limitation, Prelim. Resp. 20-27. Patent Owncr argucs, inter aliu, that,
“[w]hile the Petition points . . . to an alleged ‘arrangement of fields’ in
Figure 3 of Zydney, . . . Zydney does not use the word ‘field’ at all in relation
to its structural description of the voice container.” Id. at 22. “[E]ven if
Zydney had described elements 302 through 338 of Figure 3 as fields,”
Patent Owner contends, “none of [those] twenty-five ‘voice data
components’ . . . is an ‘object field including a digitized audio file.”” Id.
(citing Ex. 2001 44 43-57). Further, Patent Owner contends, “[t]here is
likewise no merit to Petitioner’s suggestion that Zydney s use of the word
‘body’ somehow anticipates the ‘object field’ as claimed.” Id. at 23. Patent
Owner points out that although Zydney recites the word “body” two times,
nothing in those recitations characterizes the body as an “object field,” and
“[i]ndeed, Zydney provides no detail on the structure of the ‘body.’” Id.
(citing Ex. 1005, 34:4-10; Ex. 2001 9 56-57). Patent Owner also argues
that, to the extent Petitioner intended implicitly to rely on an inherency
argument, such argument fails because Petitioner has not shown that Zydney
“necessarily requires its ‘voice container’ to include a specific ‘object field

including a digitized audio file.”” Id. at 26-27.

16
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Wec agree with Patent Owner that Petitioner has not demonstrated a
reasonable likelihood of showing that the object field limitation of claim 3 is
disclosed by Zydney. We recognize that we previously instituted trial with
respect to claim 3 over the combined teachings of Zydney and other
references in Cases IPR2017-01667 and IPR2017-01797. In those cases,
however, the respective petitioners proffered expert testimony and advanced
arguments, different from those presented here, sufficient to establish a
reasonable likelihood that the claimed object field would have been obvious
to a person of ordinary skill in the art. There is insufficient evidence oi tlic
record to support Petitioner’s contention that Zydney’s disclosure of a
message “body,” without any disclosure of the structure of that body,
expressly discloses the recited objcct field.

We also agree with Patent Owner that Petitioner has not established a
reasonable likelihood of showing that the claimed object field is inherently
anticipated by Zydney. See Prelim. Resp. 27-28. Although Zydney
discloses that its voice container includes “voice data” and “information
concerning codec type, size, sample rate, and data,” in addition to the “voice
data properties components” depicted in Figure 3 (see Ex. 1005, 23:1-2,
23:10-12), and we understand that Figure 3, therefore, does not provide a
“comprehensive . . . list” of voice container components (¢f. Prelim.

Resp. 27), we agree with Patent Owner that Petitioner has not shown that
voice data necessarily would be included in an “object field” (see id. at 26—
27).

For the foregoing reasons, we determine that Petitioner has not

demonstrated a reasonable likelihood of prevailing in its contention that

claim 3 is anticipated by Zydney.

17
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¢. Dependent Claims 4-8, 11, 13, and 18-21
Claims 4-8, 11, 13, and 18-21 depend directly or indirectly from

independent claim 3. Ex. 1001, 24:28-52, 24:61-25:3, 25:9-13, 25:31-50.
Accordingly, the deficiency in Petitioner’s anticipation showing for
independent claim 3, discussed above, also applies to these claims.
Petitioner’s arguments directed to the additional limitations of these

dependent claims do not cure the deficiencies. See Pet. 19-33.

3. Ground 2: Obviousness over Zydney and Enete
(Claims 3 8, 11, 13, and 18=23)

a. Independent Claim 3
Petitioner advances an alternative theory that claim 3 is unpatentable
over the combined teachings of Zydney and Enete. Pet. 33-38. In
particular, Petitioner relies on Enete as “confirm[ing] that an instant voice
messaging system having a central server . . . that communicates with instant

voice message client systems via a network interface was a predictable

option before the 622 patent” (id. at 34) and as demonstrating that the
features of a central server maintaining connection information for client
software agents (corresponding to the “communication platform system” and
“instant voice message client systems” recited in claim 3, respectively) were
well-known in instant voice messaging systems before the invention of the
’622 patent (id. at 35). Regarding the object field limitation of claim 3,
however, Petitioner relies only on its arguments presented in connection
with its assertion that Zydney anticipates claim 3. Jd. at 38. For the reasons
stated in our discussion of those arguments above, we also conclude that

Petitioner has not demonstrated a reasonable likelihood of prevailing in

18
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establishing thal claim 3 is unpatentable over the combined teachings of

Zydney and Enete.

b. Dependent Claims 4-8, 11, 13, and 18-23
Claims 4-8, 11, 13, and 18-23 depend directly or indirectly from

independent claim 3. Ex. 1001, 24:28-52, 24:61-25:3, 25:9-13, 25:31-58.
Accordingly, the deficiency in Petitioner’s obviousness showing for
independent claim 3, discussed above, also applies to these claims.
Petitioner’s arguments directed to the additional limitations of these

dependent claims do not cure the deficiencies. See Pet. 38—46.

4. Remaining Grounds (Claims 9, 10, 12, and 14-17)
Claims 9, 10, 12, and 14—17 depend directly or indirectly from

independent claim 3. Petitioner contends that claim 9 is unpatentable over
the combined teachings of Zydney, Enete, and RFC2131; that claims 10 and
14—17 are unpatentable over the combined teachings of Zydney, Enete, and
Stern; and that claim 12 is unpatentable over the combined teachings of
Zydney, Enete, and Coussement. Pet. 46—68. Petitioner, however, does not
rely on any of RFC2131, Stern, and Coussefnent as teaching or suggesting
the object field limitation of claim 3 that we conclude Zydney and Enete
lack. Accordingly, for the reasons stated in our analysis above of
Petitioner’s contentions with respect to claim 3, we determine that Petitioner
does not show a reasonable likelihood of prevailing in establishing that any
of claims 9, 10, 12, and 14-17 are unpatentable on the respective grounds

presented.
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C. Additional Considered Arguments

Patent Owner has advanced a variety of additional arguments

concerning the repeated challenges to the *622 patent and related patents

asserted by other parties, an alleged failure on the part of Petitioner to name

all real parties in interest, and the constitutionality of inter partes review

proceedings. Prelim. Resp. 1-15, 31-32. We have considered those

arguments, but in view of our determination not to institute trial on the basis

of Petitioner’s substantive grounds, we do not address those arguments

further herein.

IV. CONCLUSION

In summary, we do not institute inter partes review on any challenged

claim as shown below:

Ground | Basis Claims Challenged | Claims Instituted

1 § 102 Zydney 3-8, 11, 13,1821 | none

2 § 103 Zydney and | 3-8, 11, 13, 18-23 | none
Enete

3 § 103 Zydney, 10, 14-17 none
Enete, and Stern

4 § 103 Zydney, 12 none
Enete, and
Cousscment

5 § 103 Zydney, 9 none
Enete, and
RFC2131

Summary 3-23 none

20
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V. ORDER

Upon consideration of the record before us, it is, therefore,
ORDERED that the Petition is denied, and no trial or inter partes

review is instituted on any asserted ground.
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I.  INTRODUCTION

Huawei Device Co., Ltd. (“Huawei”) and LG Electronics, Inc. (“LG”)
(collectively, “Petitioner”) filed a Petition requesting inter partes review of
claims 3, 6-8, 10, 11, 13-23, 27-35, 38, and 39 of U.S. Patent
No. 8,724,622 B2 (Ex. 1001, “the *622 patent™). Paper 1 (“Pet.”).!
Petitioner also filed a Motion for Joinder, seeking joinder as petitioner with
Facebook, Inc. (“Facebook™) and WhatsApp Inc. (“WhatsApp”™)
(collectively, “Facebook 1667 Petitioner™) in Facebook, Inc. v. Uniloc
Luxembourg S.A., Case No. IPR2017-01667 (the “Facebook 1667 IPR”).
Paper 3 (“Mot.”™). Uniloc Luxembourg S.A. (“Patent Owner™) filed a
Preliminary Response. Paper 7 (“Prelim. Resp.”). Patent Owner did not file
an opposition to the Motion for Joinder.

We have authority under 35 U.S.C. § 314. Upon considering the
information presented in the parties’ papers, for reasons discussed below, we
institute inter partes review of claims 3, 6-8, 10, 11, 13-23, 27-35, 38, and

39 of the 622 patent and grant Petitioner’s Motion for Joinder.

II. DISCUSSION
A. Related Matters

The parties indicate that the 622 patent is involved in Uniloc USA,
Inc. v. LG Electronics U.S.A., Inc., No. 2:16-cv-00991-JRG (E.D. Tex.), and
Uniloc USA, Inc. v. Huawei Device USA, Inc., No. 2:16-cv-00994-JRG

! 'The Petition identifies Huawei Device USA, Inc., Huawei Investment &
Holding Co., Ltd., Huawei Technologies Co., Ltd., Huawei Device
(Dongguan) Co., Ltd., LG Electronics U.S.A,, Inc., and LG Electronics
MobileComm USA, Inc., in addition to Petitioner entities Huawei and LG,
as real parties in interest. Pet. 1. ‘
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(E.D. Tex.), among numerous other actions in the United States District
Court for the Eastern District of Texas. Pet. 2-3; Paper 5, 2. The

’622 patent also has been the subject of petitions for inter partes review in
Cases IPR2017-00223, IPR2017-00224, IPR2017-01804, and
IPR2017-01805 (filed by Apple Inc.), all of which were denied; Cases
IPR2017-01667 and IPR2017-01668 (filed by Facebook and WhatsApp), in
which we instituted inter partes review on January 19, 2018; and Cases
IPR2017-01797 and IPR2017-01798 (filed by Samsung Electronics
America, Inc.), in which we instituted inter partes review on February 6,
2018. In addition, Google LLC formerly known as Google, Inc. (“Google”)
has filed petitions for inter partes review of certain claims of the *622 patent
in Cases IPR2017-02080 and IPR2017-02081, in which Petitioner Huawei is
listed as a real party in interest along with Google, Motorola Mobility LLC
(“Motorola”), Huawei Technologies USA, Inc., Huawei Investment &
Holding Co., Ltd., Huawei Technologies Co., Ltd., and Huawei Device
(Dongguan) Co., Ltd. See IPR2017-02080, Paper 2 at 1; IPR2017-02081,
Paper 2 at 1.

B. The ’622 Patent
The ’622 patent, titled “System and Method for Instant VoIP

Messaging,” relates to Internet telephony, and more particularly, to instant
voice over IP (“VoIP”) messaging over an IP network, such as the Internet.
Ex. 1001, [54], 1:18-22. The 622 patent acknowledges that “[v]oice
messaging” and “instant text messaging” in both the VoIP and public
switched telephone network environments were previously known. /1d.

at 2:22—46. In prior art instant text messaging systems, according to the
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'622 patent, a server would present a user of a client terminal with a “list of
persons who are currently ‘online’ and ready to receive text messages,” the
user would “select one or more” recipients and type the message, and the
server would immediately send the message to the respective client
terminals. Id. at 2:34—46. According to the *622 patent, however, “there is
still a need in the art for . . . a system and method for providing instant VoIP
messaging over an [P network,” such as the Internet. /d. at 1:18-22, 2:47—
59, 6:47-49.

In one embodiment, the 622 patent discloses local instant voice
messaging (“IVM”) system 200, depicted in Figure 2 below. Ex. 1001,
6:22-24.

200
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As illustrated in Figure 2, local packet-switched IP network 204,
which may be a local area network (“LAN”), “interconnects” IVM
clients 206, 208 and legacy telephone 110 to local IVM server 202. Id.
at 6:50-7:2; see id. at 7:23-24, 7:61-65. Local IVM server 202 enables
instant voice messaging functionality over network 204. Id. at 7:61-65.

In “record mode,” IVM client 208 “displays a list of one or more IVM
recipients,” provided and stored by local IVM server 202, and the user
selects recipients from the list. Ex. 1001, 7:57-59, 7:65-8:4. IVM
client 208 then transmits the selections to IVM server 202 and “records the
user’s speech into . . . digitized audio file 210 (i.e., an instant voice
message).” Id. at 8:4—-11.

When the recording is complete, IVM client 208 transmits audio
file 210 to local IVM server 202, which delivers the message to the selected
recipients via local IP network 204. Ex. 1001, 8:15-29. “[O]nly the
available IVM recipients, currently connected to . . . IVM server 202, will
receive the instant voice message.” Id. at 8:33-34. IVM server 202
“temporarily saves the instant voice message” for any IVM client that is “not
currently connected to . . . local IVM server 202 (i.e., is unavailable)” and
“delivers it . . . when the IVM client connects to . . . local [IVM server 202
(i.e., is available).” Id. at 8:34-39; see id. at 9:17-21. Upon receiving the
instant voice message, the recipients can audibly play the message. Id.

at 8:29-32.
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C. llustrative Claims

Of the challenged claims, claims 3, 27, and 38 are independent.
Claims 3 and 27 are illustrative of the challenged claims and are reproduced
below.

3. A system comprising:

a network interface connected to a packet-switched network;

a messaging system communicating with a plurality of instant
voice message client systems via the network interface; and

a communication platform system maintaining connection
information for each of the plurality of instant voice
message client systems indicating whether there is a current
connection to each of the plurality of instant voice message
client systems,

wherein the messaging system receives an instant voice
message from one of the plurality of instant voice message
client systems, and

wherein the instant voice message includes an object field
including a digitized audio file.

27. A system comprising:

a client device;

a network interface coupled to the client device and connecting
the client device to a packet-switched network; and

an instant voice messaging application installed on the client
device, wherein the instant voice messaging application
includes a client platform system for generating an instant
voice message and a messaging system for transmitting the
instant voice message over the packet-switched network via
the network interface,

wherein the instant voice messaging application includes a
document handler system for attaching one or more files to
the instant voice message.

Ex. 1001, 24:12-27, 26:17-30.
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HI. INSTITUTION OF INTER PARTES REVIEW

On January 19, 2018, we instituted inter partes review in Case
IPR2017-01667 based on the following prior art and grounds of
unpatentability (Facebook 1667 IPR, slip op. at 38 (PTAB Jan. 19, 2018)
(Paper 8)):

Challenged Claims Basis References

3,6-8, 10,11, 13, 18-21,
23,27, 32-35, 38

§ 103(a) | Zydney? and Shinder®

14-17, 28-31 § 103(a) | Zydney, Shinder, and Clark*

22,39 § 103(a) | Zydney, Shinder, and Appelman’

The Petition in this proceeding asserts the same grounds as those we
instituted in the Facebook 1667 IPR. Pet. 1, 6; see also Mot. 1. Petitioner
relies also on a Declaration of Tal Lavian, Ph.D., filed as Exhibit 1002
(“Lavian Declaration™). Petitioner asserts that the Lavian Declaration is
identical to the Lavian Declaration filed in the Facebook 1667 IPR. Mot. 1.

Patent Owner’s Preliminary Response presents three procedural
arguments not presented in the Facebook 1667 IPR. We address those
arguments here. First, Patent Owner argues that we should deny the instant

Petition because Petitioner fails to identify all related administrative matters.

2 Zydney et al., WO 01/11824 A2, published Feb. 15, 2001 (filed with line
numbers added by Petitioner as Exhibit 1003).

3 Excerpts from Debra Littlejohn Shinder, Computer Networking Essentials
(2002) (Ex. 1014).

4 Clark et al., US 6,725,228 B1, issued Apr. 20, 2004 (Ex. 1008).
5 Appelman, US 6,750,881 B1, issued June 15, 2004 (Ex. 1004).

7
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Prelim. Resp. 1-4. Specifically, Patent Owner points out that the Petition
does not mention at least seven petitions for inter partes review filed against
U.S. Patent No. 8,995,433, a patent that issued from a continuation of the
application for the 622 patent, or other petitions filed against other related
patents. I/d. The omission, according to Patent Owner, violates the Board’s
rule regarding mandatory notices (37 C.F.R. § 42.8(b)(2)) and the relevant
statutory requirement in 35 U.S.C. § 312(a)(4). Prelim. Resp. 4.

Second, Patent Owner alleges that Petitioner failed to identify all real
parties in interest under 37 C.F.R. § 42.8(b)(1). Prelim. Resp. 5-6. In
particular, Patent Owner alleges that the unnamed real parties in interest
pertain to the collection of co-defendants that, together with Petitioner, filed
joint invalidity contentions in the district court litigation. Id. at 5 (referring

.to Exhibits 2002 and 2003). Patent Owner also argues that Huawei has
coordinated with Google and Motorola to file petitions in Cases
IPR2017-02080 and IPR2017-02081, in which, as noted above, Google
identified Motorola, Petitioner Huawei, and other Huawei entities as real
parties in interest. Id. at 5-6; see supra § IL.A.

Third, Patent Owner proffers that Huawei challenges the 622 patent
in two other petitions, i.e., in Cases IPR2017-02080 and IPR2017-02081,
and, therefore, Huawei has presented the same or substantially similar
arguments relying on Zydney. Prelim. Resp. 6-8. According to Patent
Owner, the “redundancy” presented by this third petition on the overlapping
grounds based on Zydney is sufficient to deny the Petition under 35 U.S.C.
§ 325(d), in light of the factors set forth in the Board’s precedential decision
in General Plastic Industrial Co. v. Canon Kabushiki Kaisha,
IPR2016-01357 (PTAB Sept. 6, 2017) (Paper 19). Id. at 8-10.
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We do not agree with any of Patent Owner’s arguments. Under the
circumstances of this case, the alleged failure to identify either related
matters or real parties in interest, alone,® does not compel denial of the
Petition. First, mandatory notices are updateable on an ongoing basis.
37 C.F.R. § 42.8(a)(3). Second, identification of real parties in interest is not
a jurisdictional issue and may be corrected. See Lumentum Holdings, Inc., v.
Capella Photonics, Inc., Case IPR2015-00739, slip op. at 5 (PTAB Mar. 4,
2016) (Paper 38) (precedential). Further, an allegation that defendants in
district court filed joint invalidity contentions is not sufficient to show that
all co-defendants are rcal parties in interest. See, e.g., Azure Gaming Mac.,
Ltd., v. MGT Gaming, Inc., Case IPR2014-01288, slip op. at 11-12 (PTAB
Feb. 20, 2015) (Paper 13) (describing that the real party in interest is the
relationship between a party and a proceeding not the relationship between
parties). Finally, the instant Petition is intentionally identical to the
Facebook IPR previous petition as it seeks joinder on the same grounds
instituted therein. There is no “redundancy” or “multiple bites of the apple”
as Patent Owner alleges. Indeed, joined cases avoid the multiplicity that
Patent Owner criticizes. Accordingly, we decline Patent Owner’s request to
deny the Petition based on the proffered procedural arguments.

We have reviewed the Preliminary Response and find that the
remaining arguments were presented and that we considered them in
connection with the Facebook 1667 IPR. In view of the identicalness of the

issues in the instant Petition and in the Facebook 1667 IPR and the

¢ For example, Patent Owner does not allege any prejudice sufficient to
consider the alleged deficiencies worthy of redress via denial of the Petition.

9
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already-considered arguments from Patent Owner proffered in the Facebook
1667 IPR, we institute inter partes review in this proceeding on the grounds
presented in the Petition for the same reasons stated in our Decision on

Institution in the Facebook 1667 IPR.

IV. GRANT OF MOTION FOR JOINDER

Joinder in inter partes review is subject to the provisions of 35 U.S.C.
§ 315(c):

(c) JOINDER.—If the Director institutes an inter partes review,
the Director, in his or her discretion, may join as a party to that
inter partes review any person who properly files a petition under
section 311 that the Director, after receiving a preliminary
response under section 313 or the expiration of the time for filing
such a response, determines warrants the institution of an inter
parties review under section 314.

As the moving party, Petitioner bears the burden of proving that i'; is
entitled to the requested relief. 37 C.F.R. § 42.20(c). A motion for joinder
should: (1) set forth the reasons joinder is appropriate; (2) identify any new
grounds of unpatentability asserted in the petition; and (3) explain what
impact (if any) joinder would have on the trial schedule for the existing
review. See Frequently Asked Question HS, https://www.uspto.gov/patents-
application-process/appealing-patent-decisions/trials/patent-review-
processing-system-prps-0.

Petitioner asserts it has grounds for standing because, in accordance
with 35 U.S.C. § 315(¢), Petitioner filed a motion for joinder concurrently
with the Petition and not later than one month after institution of the
Facebook 1667 IPR. Mot. 1. Patent Owner did not file an opposition to the
Motion for Joinder. We find that the Motion for Joinder is timely. We also

find that Petitioner has met its burden of showing that joinder is appropriate.

10
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For the challenged claims, the Petition here is substantively identical to the
petition in the Facebook 1667 IPR. Id. at 5-7; Pet. 6. The evidence also is
identical, including reliance on the same Lavian Declaration. Mot. 1-2, 5, 7.

Petitioner further has shown that the trial schedule will not be affected
by joinder. Mot. 5—6. No changes in the schedule are anticipated or
necessary, and the limited participation, if at all, of Petitioner will not impact
the timeline of the ongoing trial.

Going forward, Petitioner shall adhere to the existing schedule of
[PR2017-01667 and the “second-chair” role it has agreed to assume. /d.
More specifically, so long as any Facebook 1667 Petitioner entity is a party
to IPR2017-01667, all filings of Petitioner in IPR2017-01667 shall be
consolidated with the filings of the Facebook 1667 Petitioner. The page
limits set forth in 37 C.F.R. § 42.24 will apply to all consolidated filings.

Petitioner shall be bound by any discovery agreements between Patent
Owner and the Facebook 1667 Petitioner in IPR2017-01667, and shall not
seek any additional discovery. Patent Owner shall not be required to provide
any additional discovery or deposition time as a result of joinder. In
addition, if an oral hearing is requested and scheduled, Petitioners in
IPR2017-01667 shall collectively designate attorneys to present at the oral
hearing in a consolidated argument.

The Board expects Petitioner to attempt to resolve any disputes among
the entities involved and to contact the Board only if such matters cannot be
resolved. This arrangement promotes the just and efficient administration of

the ongoing trial and the interests of Petitioner and Patent Owner.

11
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V. ORDER

In view of the foregoing, it is
ORDERED that an inter partes review is instituted as to
claims 3, 6-8, 10, 11, 13-23,27-35, 38, and 39 of the 622 patent on the
following grounds:
(1) Claims 3, 6-8, 10, 11, 13, 18-21, 23, 27, 32-35, and 38 under
35 U.S.C. § 103(a) as unpatentable over Zydney and Shinder,
(2) Claims 14-17 and 28-31 under 35 U.S.C. § 103(a) as unpatentable
over Zydney, Shinder, and Clark, and
(3) Claims 22 and 39 under 35 U.S.C. § 103(a) as unpatentable over
Zydney, Shinder, and Appelman;

FURTHER ORDERED that Petitioner’s Motion for Joinder with
IPR2017-01667 is granted, and Huawei and LG are hereby joined as
petitioners in IPR2017-01667,

FURTHER ORDERED that [IPR2017-02090 is terminated under
37 C.F.R. § 42.72 and all future filings are to be made only in
IPR2017-01667,

FURTHER ORDERED that the grounds on which infer partes review
was instituted in Case IPR2017-01667 remain unchanged, and no other
grounds are instituted in the joined proceedings;

FURTHER ORDERED that Petitioner here (i.e., Huawei and LG) will
be bound in IPR2017-01667 by all substantive and procedural filings and
representations of current Petitioner in IPR2017-01667 (i.e., Facebook and
WhatsApp), without a separate opportunity to be heard, whether orally or in
writing, unless and until the proceeding is terminated with respect to

Facebook and WhatsApp;

12
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FURTHER ORDERED that Petitioner here is bound by any discovery
agreements between Patent Owner and the current Petitioner in
IPR2017-01667, and that Petitioner here shall not seek any additional
discovery;

FURTHER ORDERED that the Scheduling Order entered in
IPR2017-01667 shall remain in effect and govern the proceeding, subject to
any schedule changes agreed to by the parties in IPR2017-01667 pursuant to
the Scheduling Order;

FURTHER ORDERED that the Petitioner entities in IPR2017-01667
shall collectively designate attorneys to present at the oral hearing in a
consolidated argument;

FURTHER ORDERED that a copy of this Decision shall be entered
into the record of IPR2017-01667; and

FURTHER ORDERED that the case caption in IPR2017-01667, from
now on, shall reflect joinder of Huawei and LG as parties in accordance with

the attached example.

13
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" Huawei Device Co., Ltd. and LG Electronics, Inc., which filed a petition in
Case IPR2017-02090, have been joined as petitioners in this proceeding.
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I. INTRODUCTION

Samsung Electronics America, Inc. (“Petitioner”) filed a Petition
(Paper 1, “Pet.”) requesting an inter partes review of claims 3, 4, 6-8, 10—
13, 18,21-23, 27, 32, 34, 35, 38, and 39 of U.S. Patent No. 8,724,622 B2
(Ex. 1001, “the 622 patent”). Pet. |. Uniloc Luxembourg S.A. (“Patent
Owner”) filed a Preliminary Response. Paper 6 (“Prelim. Resp.”).

We have authority to determine whether to institute inter partes
review under 35 U.S.C. § 314. Upon considering the record developed thus
far, for reasons discussed below, we institute inter partes review as to all

challenged claims.

II. BACKGROUND

A. Related Matters

The parties indicate that the *622 patent is involved in Uniloc USA,
Inc. v. Samsung Electronics America, Inc., No. 2:16-cv-00642-JRG (E.D.
Tex.), among numerous other actions in the United States District Court for
the Eastern District of Texas. Pet. 1-3; Paper 3, 2.

Concurrently with the instant Petition, Petitioner additionally filed a
petition requesting inter partes review of claims 14-17, 19, 24-26, 28-31,
and 33 of the ’622 patent (Case IPR2017-01798). IPR2017-01798, Paper 1.
The ’622 patent also has been the subject of four earlier requests for inter
partes review—two filed by Apple Inc. (“Apple”) (Cases [PR2017-00223
and IPR2017-00224) and two filed by Facebook Inc. and WhatsApp Inc.
(Cases IPR2017-01667 and IPR2017-01668)—as well as later requests filed
by Apple (Cases IPR2017-01804 and IPR2017-01805), Google Inc.

(Cases IPR2017-02080 and IPR2017-02081), and Huawei Device Co., Ltd.
(Case IPR2017-02090).
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B. Overview of the '622 Patent

The *622 patent, titled “System and Method for Instant VoIP
Messaging,” relates to Internet telephony, and more particularly, to instant
voice over IP (“VoIP”) messaging over an IP network, such as the Internet.
Ex. 1001, [54], 1:18-22. The ’622 patent acknowledges that “[v]oice
messaging” and “instant text messaging” in both the VoIP and public
switched telephone network environments were previously known. Id.
at 2:22—46. In prior art instant text messaging systems, according to the
’622 patent, a server would present a user of a client terminal with a “list of
persons who are currently ‘online’ and ready to receive text messages,” the
user would “select one or more” recipients and type the message, and the
server would immediately send the message to the respective client
terminals. /d. at 2:34—46. According to the 622 patent, however, “there is
still a need in the art for . . . a system and method for providing instant VoIP
messaging over an IP network,” such as the Internet. Id. at 1:18-22, 2:47-
59, 6:47-49.

In one embodiment, the 622 patent discloses local instant voice
messaging (“IVM”) system 200, depicted in Figure 2 below. Ex. 1001,
6:22-24.
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As illustrated in Figure 2, local packet-switched IP network 204,
which may be a local area network (“LAN”), “interconnects” IVM
clients 206, 208 and legacy telephone 110 to local IVM server 202. Id.
at 6:50-7:2; see id. at 7:23-24, 7:61-65. Local IVM server 202 enables
instant voice messaging functionality over network 204. Id. at 7:61-65.

In “record mode,” IVM client 208 “displays a list of one or more IVM
recipients,” provided and stored by local IVM server 202, and the user
selects recipients from the list. Ex. 1001, 7:57-59, 7:65-8:4. IVM
client 208 then transmits the selections to IVM server 202 and “records the
user’s speech into . . . digitized audio file 210 (i.e., instant voice message).”

Id. at 8:4-10.
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When the recording is complete, IVM client 208 transmits audio
file 210 to local IVM server 202, which delivers the message to the selected
recipients via local IP network 204. Ex. 1001, 8:15-29. “[O]nly the
available IVM recipients, currently connected to . . . IVM server 202, will
receive the instant voice message.” Id. at 8:33-34. IVM server 202
“temporarily saves the instant voice message” for any IVM client that is “not
currently connected to . . . local IVM server 202 (i.e., is unavailable)” and
“delivers it . . . when the IVM client connects to . , . local IVM server 202
(i.e., is available).” Id. at 8:34-39; see id. at 9:17-21. Upon receiving the
instant voice message, the recipients can audibly play the message. Id.
at 8:29-32.

C. Illustrative Claims

Of the challenged claims, claims 3, 27, and 38 are independent.
Claims 3 and 27 are illustrative of the challenged claims and are reproduced
below.

3. A system comprising:

a network interface connected to a packet-switched network;

a messaging system communicating with a plurality of instant
voice message client systems via the network interface; and

a communication platform system maintaining connection
information for each of the plurality of instant voice
message client systems indicating whether there is a current
connection to each of the plurality of instant voice message
client systems,

wherein the messaging system receives an instant voice
message from one of the plurality of instant voice message
client systems, and

wherein the instant voice message includes an object field
including a digitized audio file.
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27. A system comprising:

a client device;

a network interface coupled to the client device and connecting
the client device to a packet-switched network; and

an instant voice messaging application installed on the client
device, wherein the instant voice messaging application
includes a client platform system for generating an instant
voice message and a messaging system for transmitting the
instant voice message over the packet-switched network via
the network interface,

wherein the instant voice messaging application includes a
document handler system for attaching one or more files to
the instant voice message.

Ex. 1001, 24:12-27, 26:17-30.
D. Asserted Ground of Unpatentability
Petitioner asserts three grounds of unpatentability (Pet. 6-7):

Challenged Claim(s) Basis References

3,4,6-8,10,11, 13, 18, 21-23,
27,32, 34, 35, 38, 39

§ 103(a) | Griffin' and Zydney?

Griffin, Zydney, and
12 3 103(a) Aravamucilan3 ’

Griffin, Zydney, and
H 3103(8) | vy o

Petitioner also relies on a Declaration of Zygmunt J. Haas, Ph.D., filed as

Exhibit 1002.

! Griffin et al., US 8,150,922 B2, issued April 3, 2012 (Ex. 1005).

2 Zydney et al., WO 01/11824 A2, published February 15, 2001 (Ex. 1006).
3 Aravamudan et al., US 6,301,609 B1, issued October 9, 2001 (Ex. 1009).
* Vuori, US 2002/0146097 A1, published October 10, 2002 (Ex. 1015).
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III. DISCUSSION

A. Claim Construction

In an inter partes review, claim terms in an unexpired patent are given
their broadest reasonable construction in light of the specification of the
patent in which they appear. 37 C.F.R. § 42.100(b); Cuozzo Speed Techs.,
LLCv. Lee, 136 S. Ct. 2131, 2144-46 (2016) (upholding the use of the
broadest reasonable interpretation standard as the claim construction
standard to be applied in an inter partes review proceeding). Under the
broadest reasonable interpretation standard, claim terms generally are given
their ordinary and customary meaning as would be understood by one of
ordinary skill in the art in the context of the entire disclosure. See In re
Translogic Tech., Inc., 504 F.3d 1249, 1257 (Fed. Cir. 2007). We note that
only those claim terms that are in controversy need to be construed, and only
to the extent necessary to resolve the controversy. See Nidec Motor Corp. v.
Zhongshan Broad Ocean Motor Co., 868 F.3d 1013, 1017 (Fed. Cir. 2017);
Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir.
1999).

Petitioner contends that the Board need not construe the challenged
claims for resolution of the controversy in this case and that the challenged
claims should be given their plain and ordinary meaning under the broadest
reasonable interpretation standard. Pet. 8-9. Neither Petitioner nor Patent
Owner proposes a construction for any claim term at this time. We agree
with Petitioner that no terms require express construction for purposes of

this Decision.
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B. Analysis of Asserted Grounds of Unpatentability

1. Principles of Law

A patent claim is unpatentable under 35 U.S.C. § 103(a) if the
differences between the claimed subject matter and the prior art are “such
that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said
subject matter pertains.” KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 406
(2007). The question of obviousness is resolved on the basis of underlying
factual determinations, including: (1) the scope and content of the prior art;
(2) any differences between the claimed subject matter and the prior art;

(3) the level of skill in the art;® and (4) objective evidence of

5 Citing Dr. Haas’s testimony, Petitioner proposes an assessment of the level
of skill in the art with respect to the 622 patent, contending that “[a] person
of ordinary skill in the art at the time of the alleged invention of the 622
Patent (‘POSA’) would have had at least a bachelor’s degree in computer
science, computer engineering, electrical engineering, or the equivalent and
at least two years of experience in the relevant field, e.g., network
communication systems,” and that “[m]ore education can substitute for
practical experience and vice versa.” Pet. 8 (citing Ex. 1002 { 15-16).
Although Patent Owner does not respond to this assessment or propose an
alternative assessment in the Preliminary Response, we note that Patent
Owner’s expert William C. Tasttom II offers a similar assessment in his
declaration testimony in this case, opining that a person having ordinary skill
in the art “would be someone with a baccalaureate degree related to
computer technology and 2 years of experience with network
communications technology, or 4 years of experience without a
baccalaureate degree.” Ex. 2001 (Easttom Declaration) § 17. For purposes
of this Decision and to the extent necessary, we adopt Petitioner’s
assessment.
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nonobviousness, i.e., secondary considerations.® Graham v. John Deere
Co., 383 U.S. 1, 17-18 (1966). “To satisfy its burden of proving
" obviousness, a petitioner cannot employ mere conclusory statements. The
petitioner must instead articulate specific reasoning, based on evidénce of
record, to support the legal conclusion of obviousness.” In re Magnum Qil
Tools Int’l, Ltd., 829 F.3d 1364, 1380 (Fed. Cir. 2016). We analyze the
asserted grounds with the principles stated above in mind.
2. Overview of Asserted Prior Art
a. Griffin
Griffin, titled “Voice and Text Group Chat Display Management
Techniques for Wireless Mobile Terminals,” relates to a technique of
managing the display of “real-time speech and text conversations (e.g., chat
threads) on limited display areas.” Ex. 1005, [54], 1:9-11. Griffin discloses

a wireless mobile terminal as shown in Figure 1, reproduced below.

103

101 —\€ ["Speaker 1~

™ Screen

6 Patent Owner does not contend in its Preliminary Response that such
secondary considerations are present.

Page 317 of 784



IPR2017-01797
Patent 8,724,622 B2

Figure 1, above, depicts mobile terminal 100 comprising speaker 103,
which renders signals such as received speech audible; display 102 for
rendering text and graphical elements visible; navigation rocker 105, which
allows a user to navigate a list or menu displayed on the screen;
microphone 107, for capluring the user’s speech; and push-to-talk button
101, which allows the user to initiate recording and transmission of audio.
Id. at 3:14-30. Griffin also describes, in connection with Figure 2,
reproduced below, the overall system architecture of a wireless

communication system where the mobile terminals communicate with a chat

server complex. Id. at 3:49-51.

100 ™. Mobite 202
Terminal
203
100 Mobile
Terminal 2 S
erver
— | Complex

100 Mobile
~ Terminal 3

- Wireless
Carrier 2

FiG. 2

100 Mobile
RN Terming! 4

202

Figure 2, above, illustrates wireless carrier infrastructures 202, which
support wireless communications with mobile terminals 100, such that the
mobile terminals wirelessly transmit data to a corresponding
infrastructure 202 for sending the data packets to communication network

203, which forwards the packets to chat server complex 204. Id. at 3:49-61.

10
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Communication network 203 is described as a “packet-based network,
[which] may comprise a public network such as the Internet or World Wide
Web, a private network such as a corporate intranet, or some combination of
public and private network elements.” Id. at 3:61-65.

Griffin’s chat server complex 204 receives encoded data comprising
text, speech, and/or graphical messages (or some combination thereof),
when a plurality of users chat together (i.e., send chat messages from one
terminal 100 to another). Id. at4:11-15; 4:62—-65. An outbound chat
message, for example, is decomposed to locate the list of recipients, and the
recipient’s current status is determined. Id. at 5:9-15. Griffin describes
presence status 702 as “an indicator of whether the recipient is ready to
receive the particular type of message, speech and/or text messages only,
etc.).” Id. “When presence status 702 changes, the presence manager 302
[of server complex 204] sends a buddy list update message 600 to all the
subscribers listed in the subscriber identifier field 706 of the corresponding
presence record 700.” Id. at 5:27-30.

Figure 4 of Griffin is reproduced below.

— 401
400 — /
~~~| Message Type: TEXT 402
/

No Recipients: 3 403
Recipient IDs; 123, 353,126 [
Thresd ID: 984 —

T 404
Message length: 5 -
Message: hello \:\\“‘\—“ 405
) -
No Attachments: 0 ~—~ 408
T~—— 407
FIG. 4
11
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Figure 4, above, is a schematic illustration of an outbound text
message 400 sent by terminal 100 in accordance with Griffin’s invention.
Id. at2:51-52, 6:38-39. As shown in Figure 4, outbound chat message 400
includes, among other fields, fields for message type 401 and message
content 406. Id. at 6:39-44.

Griffin provides a buddy list display illustrated in Figure 9,
reproduced below. Id. at 8:15-16. |

— 802 901
904 e / 90
s nickname = e 5

906 3 nickname 3 (sn3) A
R {3 nickname 4 (snd)
3 nickname 5 (snS)
® I3 nickname 6 (sn6) ]
903 B {3 nickname 7 (sn7)
N {3 nickname 8 (sn8)
I3 nickname 9 (sng)
® nckname 10510} g A
911 — B {3} nickname 11 (sn11) | 907
I ~3  nickname 12 (sn12)
610 / Select l Write \
902 \-—— 909
FIG. 9

Figure 9, above, depicts title bar 901, where inbound chat message
indicator 905 is an icon accompanied by an audible sound when the icon is
first displayed, indicating to the user that there is at least one unheard or
unread inbound chat message that has arrived at terminal 100. /d.
at 8:17-18, 8:28-32. Lett softkey 910 labeled “Select” permits selection of
a particular buddy for chatting, selection of which is indicated with selection

indicator 906. Id. at 8:45-52, 8:60-67, 9:1-5. “If the user pushes-to-talk,

12
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the display switches to the chat history, and the user is able to record and
transmit a speech message and consequently start a new thread with the
selected buddies.” Id. at 9:27-31.
b. Zydney

Zydney, titled “Method and System for Voice Exchange and Voice
Distribution,” relates to packet communication systems that provide for
voice exchange and voice distribution between users of computer networks.
Ex. 1006, [54], [57], 1:4-5. While acknowledging that e-mail and instant
messaging systems were well-known text-based communication systems
utilized by users of online services and that it was possible to attach files for
the transfer of non-text formats via those systems, Zydney states that the
latter technique “lack[ed] a method for convenient recording, storing,
exchanging, responding and listening to voices between one or more parties,
independent of whether or not they are logged in to their network.” Id.
at 1:7-17. Zydney thus describes a method in which “voice containers”—
i.e., “container object[s] that . . . contain[] voice data or voice data and voice
data properties”—can be “stored, transcoded and routed to the appropriate
recipients instantaneously or stored for later delivery.” Id. at 1:19-22, 12:6—

8. Figure 1 of Zydney is reproduced below.

13
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Figure 1, above, illustrates a high-level functional block diagram of
Zydney’s system for voice exchange and voice distribution. /d. at 10:19-20.
Referring to Figure 1, system 20 allows software agent 22, with a user
interface, in conjunction with central server 24 to send messages using voice
containers illustrated by transmission line 26 to another software agent 28,
as well as to receive and store such messages, in a “pack and send” mode of
operation. Id at 10:20-11:1. Zydney explains that a pack and send mode of
operation “is one in which the message is first acquired, compressed and
then stored in a voice container 26 which is then sent to its destination(s).”
Id. at 11:1-3. The system has the ability to store messages both locally and
centrally at server 24 whenever the recipient is not available for a prescribed

period of time. /d. at 11:3-6.

14
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In the use of Zydney’s system and method, the message originator
selects one or more intended recipients from a list of names that have been
previously entered into the software agent. Ex. 1006, 14:17-19. The agent
permits distinct modes of communication based on the status of the
recipient, including the “core states” of whether the recipient is online or
offline and “related status information” such as whether the recipient does
not want to be disturbed. Id. at 14:19-15:1, Considering the core states, the
software agent offers the originator alternative ways to communicate with
the recipient, the choice of which can be either dictated by the originator or
automatically selected by the software agent, according to stored rules. Id.
at 15:3-6. If the recipient is online, the originator can either begin a
real-time “intercom” call, which simulates a telephone call, or a voice instant
messaging session, which allows for an interruptible conversation. Id.
at 15:8-10. If the recipient is offline, the originator can either begin a voice
mail conversation that will be delivered the next time the recipient logs in or
can be delivered to the recipient’s e-mail as a digitally encoded
Multipurpose Internet Mail Extension (“MIME”) attachment. Id. at 15:15—
17. Zydney explains that the choice of the online modes “depends on the
activities of both parties, the intended length of conversation and the quality
of the communications path between the two individuals, which is generally
not controlled by either party,” and that the choice of the offline delivery
options “is based on the interests of both parties and whether the recipient is
sufficiently mobile that access to the registered computer is not always
available.” Id. at 15:10-14, 15:17-19.

Once the delivery mode has been selected, the originator digitally

records messages for one or more recipients using a microphone-equipped

15
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device and the software agent. Ex. 1006, 16:1-3. The software agent
compresses the voice and stores the file temporarily on the PC if the voice
will be delivered as an entire message. Id. at 16:3—4. If the real-time
“intercom” mode has been invoked, a small portion of the digitized voice is
stored to account for the requirements of the Internet protocols for
retransmission and then transmitted before the entire conversation has been
completed. Id. at 16:4-7. Based on status information received from the
central server, the agent then decides whether to transport the voice
container to a central file system and/or to send it directly to another
software agent using the IP address previously stored in the software agent.
Id. at 16:7-10. If the intended recipient has a compatible active software
agent online after log on, the central server downloads the voice recording
almost immediately to the recipient. Id. at 16:10—12. The voice is
uncompressed and the recipient can hear the recording through the speakers
or headset attached to its computer. Id. at 16:12—14. The recipient can reply
in a complementary way, allowing for near real-time communications. Id.
at 16:14—15. If the recipient’s software agent is not online, the voice
recording is stored in the central server until the recipient’s software agent is
active. Id at 16:15-17. “In both cases, the user is automatically notified of
available messages once the voice recordings have been downloaded to
storage on their computer.” Id. at 16:17-19. The central server coordinates
with soltware agents on all computers continuously, updating addresses,
uploading and downloading files, and selectively retaining voice recordings
in central storage. Id. at 16:19-21.

Zydney discloses that the voice container also has the ability to have

other data types attached to it. Ex. 1006, 19:6—7. Formatting the container

16
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using MIME format, for example, “allows non-textual messages and

multipart message bodies attachments [sic] to be specified in the message

headers.” Id. at 19:7-10.

Figure 3 of Zydney is reproduced below.

FIG. 3
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Figure 3, above, illustrates an exemplary embodiment of Zydney’s

voice container structure, including voice data and voice data properties

components. Ex. 1003, 2:19, 23:1-2. Referring to Figure 3, voice container

components include:

[OJriginator’s code 302 (which is a unique identifier), one or
more recipient’s code 304, originating time 306, delivery
time(s) 308, number of “plays” 310, voice container source 312
which may be a PC, telephone agent, non-PC based appliance, or
other, voice container reuse restrictions 314 which may include
one time and destroy 316, no forward 318, password

17
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retrieval 320, delivery priority 322, session values 324, session
number 326, sequence number for partitioned sequences[] 328,
repeating information 330, no automatic repeat 332, repeat
times 334, and a repeat schedule 336.

Id. at 23:2-10.
¢. Aravamudan
Aravamudan, titled “Assignable Associate Priorities for User-
Definable Instant Messaging Buddy Groups,” describes an instant messaging
services platform in which a user is able to define rules for responding to
received data and communications. Ex. 1009, [54], [S7]. Figure 1. of

Aravamudan is reproduced below.

FIG. 1 COMMUNICATION SERVICES PLATFORM

o~ 160

130
SERVICE PROVIDER

142 144 145 148 150

Figure 1, above, is a block diagram illustrating an exemplary
architectural configuration of Aravamudan. Id. at 2:55-58. With reference
to Figure 1, communications services platform 160 comprises a number of

client devices 140 connected to instant message (“IM”) server 130. Id.

18
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at 4:59-64. Each client device’s connection status (e.g., online/offline) is
maintained on a database located on platform 160. Id. at 8:5-10.

Figure 7 of Aravamudan is reproduced below.

FIG. 7

]

M SERVER |~ 280
POLLS CPE DEVICE

282

IS POLL
ANSWERED
7

KO

M SERVER —= CSP | ~ 284
« USER OFF-UNE

CSP REGISTERS | 286
USER AS OFF-LINE

Figure 7, above, is a flow diagram of an exemplary method utilized to
determine termination of a network session and update a Communication
Services Platform (CSP) in accordance with Aravamudan’s invention. Id.
at 3:10-13. Specifically, to determine whether a user is online, IM
server 130 periodically polls each client device 140, /d. at 8:5-19, Fig. 7
(step 280). If a user is online, the user’s client device 140 returns a
response. Id. at 8:19-21; Fig. 7 (step 282). If no response is returned, IM

server 130 determines that client device 140 is offline and updates the

19
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database to reflect the offline status of the device. Id. at 8:21-31, Fig. 7
(steps 284, 286).
d. Vuori

Vuori, titled “Short Voice Message (SVM) Service Method,
Apparatus and System,” discloses a method for sending voice-type short
messages using an SVM service. Ex. 1015, [54], [57], 9 31. Vuori teaches
that SVMs are “recorded in the sending terminal and sent to a[n] SVM
service center (SVMSC),” and a “second terminal may then commence a
bidirectional communication so that an instant voice message session can be
established.” Id. at [57]. |

In one embodiment, a user initiates a short voice message by pressing
a menu key on a user equipment, which prepares to receive the message and
may emit a sound to alert the user to commence speaking. /d. 32, Figs. 1-
2. The user equipment then receives and stores the short voice message. Id.
Next, the user “select[s] one or more intended recipients” and initiates the
transfer. /d. § 33. The short voice message is then sent to the SVMSC,
which “check[s]” and “determines the availability of the one or more
intended recipients.” Id. | 34, 50; see id. § 37. The SVMSC sends the
short voice message “immediately to the intended recipients who are
available.” Id. § 34, see id. § 50. For recipients who are not available,
however, the SVMSC “temporarily stor[es]” the message and “continue[s]
attempting to send [the message] . . . until the| recipients] become available
or until a time out occurs.” Id. Y 34, S1. Upon delivery of the short voice

message, the recipient may play back the message. Id. q 35, Figs. 1-2.
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Vuori teaches that the SVM service may be carried out in a Global
System for Mobile communications (“GSM”) network as shown in Figure 3,
reproduced below. Id. § 37.

™
‘ grmmmo—m——————
A Y o sasesmmon | VM
| SUBSYSTEM (BSS) | v |
|
' |
T Flf’r : \
i 1
MOBILE | .
STATION : \

MOBILE
, |STATION

J
%0

Figure 3 of Vuori

In Figure 3, SVMSC 50 is shown along with interworking mobile
switching center (“MSC”) 52 connected by line 54 to GSM Network
Subsystem 56. Id. Gateway 58 is provided for interworking between
SVMSC 50 and MSC 58 of another GSM network 59. Id. Vuori explains
that GSM Network Subsystem 56 also includes MSC 66 connected to a base
station subsystem (“BSS”) 68 as well as other base station subsystems 70 for
communication with a plurality of mobilc stations, but that only one mobile
station 72 is shown in Figure 3. Id. According to Vuori, MSC 66 is also
connected to public switched telephone network (“PSTN”)/Integrated
Services Digital Network (“ISDN”) network 78 for allowing mobile stations

to communicate with wired telephone sets in a circuit-switched manner, as
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well as to a plurality of databases that may in turn be connected directly to
MSC 66 or via data network 80 and operation and maintenance center 82.
Id.

3. Arguments and Analysis

Petitioner contends Gritfin discloses all limitations of independent
claims 3, 27, and 38, with the exception of “a communication platform
system maintaining connection information . . . indicating whether there is a
current connection to each of the plurality of instant voice message client
systems” and the instant voice message including an object field “including
a digitized audio file,” as recited in claim 3, and “a document handler system
for attaching one or more files to the instant voice message,” as recited in
claim 27, for which limitations Petitioner relies on the combined teachings
of Griffin and Zydney.” Pet. 9-30, 61-67, 70-71. Petitioner supports its
arguments, including reasons that a person of ordinary skill in the art would
have combined the teachings of Griffin and Zydney, with Dr. Haas’s
testimony.

We have reviewed the Petition and the evidence cited in support
thereof and are persuaded that, at this juncture, Petitioner has established a
reasonable likelihood of prevailing in its contention that claims é, 4,6-8, 10,
11,13, 18,21-23, 27,42, 34, 35, 38, and 39 of the ’622 patent are
unpatentable as obvious over Griffin and Zydney; that claim 12 of the *622

is unpatentable as obvious over Griffin, Zydney, and Aravamudan; and that

7 Petitioner also relies on Zydney’s disclosure of agents 22, 28 and server 24
as being “directly connected to a packet-switched network (e.g., Internet),”
as an alternative in the event claims 3, 27, and 38 were to be construed to
require a “direct” connection to a packet-switched network. Pet. 12—-16.
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claim 11 would be unpatentable as obvious over Griffin, Zydney, and Vuori

if not obvious over Griffin and Zydney alone. Patent Owner’s arguments

presented on the current record have not persuaded us to the contrary.

Specifically, Patent Owner has not persuaded us that the following

arguments are supported by facts sufficient to overcome the evidence

presented in the Petition:

i.

il.

iii.

iv.

V.

Griffin does not disclose an “instant voice message,” as recited in
claims 3, 27, and 38 (Prelim. Resp. 24-30);

Griffin and Zydney do not disclose a “network interface”
connected to a “packet-switched network,” as recited in claims 3,
27, and 38 (Prelim. Resp. 30-36);

Griffin and Zydney do not render obvious “wherein the instant
voice message includes an object field including a digitized audio
file,” as recited in claim 3 (id. at 37-41);

Griffin and Zydney do not render obvious “wherein the instant
voice messaging application includes a document handler system
for attaching one or more files to the instant voice message,” as
recited in claim 27 (id. at 41-44) and

Griffin would not have been combined with Zydney (id. at 44-59).

We address these arguments in turn below.

i

With regard to the “instant voice message” argument, Patent Owner

focuses on whether Griffin’s disclosures are for “text messages™ and

whether speech chat messages are in “real-time.” Id. at 26—27. On this

record, none of these arguments overcome the express disclosure in Griffin

of “managing the display of a plurality of real-time speech and text
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conversations (e.g., chat threads) on limited display areas.” Ex. 1005,
1:9-11 (emphasis added). Further, Griffin describes both inbound and
outbound messages as either text or speech. Id. at 6:39—-41, 11:48-50.
Additionally, although Griffin describes “queuing” an inbound speech
message, Griffin explains that the message is nevertheless received at the
terminal, and the queuing is only for automatic playback. Id. at 11:50-67.
In other words, with the evidence available, we do not agree with Patent
Owner’s characterization of Griffin as indicating that a terminal is
configured to “receive a message at some point in the future.” See Prelim.
Resp. 29-30 (arguing that “available” status does not result in the terminal
receiving the message because of “queuing”). Consequently, we are not
persuaded by Patent Owner’s arguments that Griffin’s speech chats do not
disclose instant voice messages. °
ii

Patent Owner’s argument that Griffin does not disclose a network
interface connected to a packet-switched network, premised on the
contention that Griffin “illustrates a system in which each terminal includes
a network interface that is the point of interconnection between the terminal
and the wireless carrier infrastructure,” where that “wireless carrier
infrastructure™ is not a packet-switched network (Prelim. Resp. 31-33), is
also unpersuasive. As Petitioner points out, the challenged claims recite that
the claimed network interface must be “connected” to a packet-switched
network” but do not recite that it must be “directly connected.” Pet. 12-13
(citing Ex. 1002 4 105). On the record before us, we are persuaded that
Griffin discloses a network interface through which Griffin’s mobile

terminals are connected to a packet-switched network. In particular, as
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pointed out by Petitioner and explained in the summary of Griffin in
Section III.B.2.a. above, Figure 2 of Griffin describes that all encoded
speech messages are delivered through communication network 203, which
may be the Internet. Ex. 1005, 3:49-65; Pet. 11. Moreover, whether Griffin
teaches the recited “packet-switched network” is an issue of fact where
Patent Owner has proffered only testimonial evidence challenging
Petitioner’s contention that Griffin discloses the limitation. The conflicting
testimonial evidence has created a genuine issue of material fact that we do
not resolve at this juncture, but instead is viewed “in the light most favorable
to the petitioner solely for purposes of deciding whether to institute an inter
partes review.” 37 CF.R. § 42.108(c). Consequently, Patent Owner’s
arguments and evidence are not persuasive at this time.
ifi

With respect to the disputed claim 3 limitation “wherein the instant
voice message includes an object field including a digitized audio file,”
Petitioner contends that, although Griffin does not expressly disclose that the
data contained in field 406 when message 400 is a speech message is a
“digitized audio file,” it would have been obvious to a person of ordinary
skill in the art to modify Griffin to include such a digitized audio file in view
of Zydney’s teaching, for example, that a client software agent in a sender
device generates a voice message by “digitally recording,” compressing, and
storing the user’s speech as an MP3 audio file before packing that audio file
into a voice container. Pet. 28-29 (citing Ex. 1002 { 150-156; Ex. 1006,
12:6-8, 14:2-5, 16:1-4,21:15-18, 23:1-11, 39:16). Petitioner points out
that Zydney also explains that the voice container can be formatted using the

MIME standard, “which ‘allows for non-textual messages and multipart
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999

message bodies [sic] attachments to be specified in the message headers.
Id. at 29 (quoting Ex. 1006, 19:7-10) (citing id. at 19:13-20:9). Relying on
Dr. Haas’s testimony, Petitioner contends that, “[i]n view of these teachings
and the knowledge of a POSA, a POSA would have been motivated to
modify Griffin’s system/process such that outbound message 400 (‘instant
voice message’) includes an object field (similar to field 406) having a
digital audio file of speech data, similar to as described in Zydney,” and that
“[a] POSA would have recognized that such a modification would have been
nothing more than a simple substitution of one known and commonly-used
technology for another (e.g., a digital audio file in place of other forms of
data) to achieve [a] predictable result.” Id. (emphasis omitted) (citing

Ex. 1002 ] 151-153).

Patent Owner responds that Petitioner errs by relying on Zydney’s
voice container for this limitation, contending that “Zydney distinguishes its
voice container from its voice message.” Prelim. Resp. 37. Further, Patent
Owner contends, Petitioner’s “conclusory speculation” that “a person [of
ordinary skill in the art] would have been motivated to modify Griffin’s
system/process, so that the speech chat message 400 . . . includes an object
field . . . including a digital audio file of speech data” “should be rejected for
at least . . . six reasons.” Id. at 38-41 (quoting Ex. 1002 { 152-153).

Patent Owner does not persuasively rebut Petitioner’s evidence.
Specifically, whereas Patent Owner’s arguments focus on whether Zydney's
voice container would be understood to include an object field containing
voice data (see id. at 37—41), we are sufficiently persuaded at this stage by
Petitioner’s evidence, including Dr. Haas’s testimony, that Griffin’s message

data field 406 teaches the claimed object field, and that it would have been
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obvious to a person of ordinary skill in the art at the time of the alleged
invention to include a digitized audio file as taught by Zydney in that object
field.
v

Regarding the “document handler system for attaching one or more
files to the instant voice message” limitation of claim 27, Petitioner
concedes that Griffin does not explicitly describe attaching files to a speech
message, but contends that it would have been obvious to a person of
ordinary skill in the art to modify Griffin to do so in view of Zydney’s
teachings of a software agent that operates to address, pack, and send a
message in a voice container that may include attachments in-addition to a
voice message recorded using a microphone. Pet. 65—66 (citing Ex. 1002
19 248-251; Ex. 1006, 4:7-9, 10:20-11:3, 14:2-5, 16:1-4, 19:1-20:9,
20:11-14, 21:14-16, 22:19-20, 35:15-22, Figs. 6, 16—18). Relying on
Dr. Haas’s testimony, Petitioner contends that a person of ordinary skill in
the art would have been motivated to modify Griffin’s system/process “such
that the software (and related components) enables the attachment of files to
a speech message (like described in Zydney),” because “it would have
enhanced the capabilities and convenience of Griffin’s system/process by
providing users with the ability to collectively send and receive files with a
speech ﬁnessage, instead of needing to send the files and message
separately,” and that a person of ordinary skill “would have recognized that
such a modification would have been nothing more than a straightforward
combination of known technologies by known methods without changing

their respective functions to achieve a predictable result, and would have
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been well within the capabilities of such a person.” Id. at 66 (citing
Ex. 1002 9 249-250).

In response to Petitioner’s contentions, Patent Owner argues that
Zydney’s teaching of attaching files to a voice container “is inapposite
because the claim language requires that the one or more files be attached to
the instant voice message itself.” Prelim. Resp. 42. Patent Owner contends
that the *622 patent “repeatedly and consistently states that the ‘instant voice
message’ is recorded in the audio file,” whereas Zydney’s disclosures
“confirm that Zydney’s voice container and voice message are not one and
the same.” Id. Further, Patent Owner alleges, Zydney does not disclose a
“document handler system,” and “Petitioner does not point to any specific
portion of Zydney that might be equated with the claimed document handler
system; Petitioner simply states that files may be attached to a voice
message and this can be obviously combined with Griffin.” Id. at 43-44.

We are not persuaded by Patent Owner’s arguments on the record
developed at this stage of the proceeding. Patent Owner’s arguments
disputing Petitioner’s mapping of Zydney’s voice container to the claimed
instant voice message are premised on an implied construction of “instant
voice message” as encompassing only the voice message and excluding all
¢lse. This is an argument of claim construction that is underdeveloped at
this juncture and has been presented only in connection with arguments
distinguishing Zydney. On the present record, we do not have sufficient
evidence or argument from either party to render even a preliminary
construction for the term “instant voice message.” Accordingly, at this time,
Patent Owner’s arguments distinguishing the prior art with regard to the

scope of the “instant voice message” are unpersuasive. Similarly, Patent
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Owner’s arguments disputing Zydney’s teaching or suggestion of a
“document handler system” are likewise premised on an unstated
construction of that term for which the record before us is insufficient to
render any determination. The parties will have an opportunity during trial
to present fully claim construction briefing for the terms “instant voice
message” and “document handler system.”
v

Lastly, with regard to the combinability of Griffin and Zydney, Patent
Owner contends that such combination would be inoperable (Prelim.
Resp. 47-50), would render Zydney inoperable for its intended purpose (id.
at 50-52), would result in Zydney’s messages being lost (id. at 52-54), and
would require changing the principle of operation of at least one of the two
references (id. at 54-59). The underlying premise of Patent Owner’s
arguments is that Zydney is a peer-to-peer system that requires a
transmitting device to know that the receiving device is available at the time
of communication to communicate speech messages instantaneously,
whereas Griffin supports text-only buddies that lack speech messaging
capability, and the connectivity status in each reference has a different
meaning. Patent Owner contends, for example, that “[a] [t]ext-only buddy
connected to [Griffin’s] server complex 204 would be considered ‘available’
as understood by Zydney . . . and would therefore be available for selection
as a recipient of a speech message,” but “Griffin does not disclose or even
contemplate[] what would happen if a text-only buddy were to be selected to
receive a speech message.” Id. at 48. According to Patent Owner,
“connectivity status” in Griffin and Zydney “mean entirely different things,”

because “Zydney requires status to include ‘the core states of whether the
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recipient is online or offline,”” whereas “Griffin does not know and does not
care whether a recipient is actually online (i.e., whether the recipient
currently has the chat history displayed).” Id. at 52. Patent Owner
characterizes Griffin as delivering the message only if the user has the “chat
history display” visible on the user interface, and even then only the most
recently received speech message is available, whereas Zydney “is
concerned with routing all messages ‘to the appropriate recipients
instantaneously or stored for later delivery.’”” Id. at 50, 52. This
discrepancy, Patent Owner reasons, would render Zydney unsatisfactory for
its intended purpose and would result in Zydney’s messages being lost. Id.
at 50-53.

We are not persuaded by Patent Owner’s arguments. Griffin
expressly discloses “managing the display of a plurality of real-time speech
and text conversations (e.g., chat threads) on limited display areas.”

Ex. 1005, 1:9-11 (emphasis added). Further, Griffin describes both inbound
and outbound messages as either text or speech. Id. at 6:39-41, 11:48-50.
Although Griffin describes “queuing” an inbound speech message, Griffin
explains that the message is nevertheless received at the terminal, and the
queuing is only for automatic playback. Id. at 11:50-67. Accordingly, we
do not agree that the record at this time supports Patent Owner’s
characterization of Griffin’s queuing disclosure as meaning that the message
is not received at the terminal—the queuing only affects whether the most
recently received speech message is played automatically upon receipt. The
portions of Griffin Patent Owner cites do not support sufficiently the
arguments that the terminal does not receive the speech message in real-time

or that only the last received speech message is available. Therefore, Patent
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Owner’s arguments that rest on the characterization of Griffin’s queuing as
incompatible with Zydney are not persuasive at this time,?

In summary, having reviewed the information presented by the parties
at this juncture, we determine that Petitioner has demonstrated a reasonable
likelihood of prevailing in its contention that claims 3 and 27 are
unpatentable over Griffin and Zydney.

Patent Owner does not argue claims 4, 68, 10, 11-13, 18, 21-23, 32,
34, 35, 38, and 39 separately from claims 3 and 27. For the same reasons as
stated regarding claims 3 and 27, and based on our review of Petitioner’s
arguments and evidence directed to the additional limitations of those
claims, we determine that Petitioner has demonstrated a reasonable
likelihood of prevailing in its contentions that élaims 4,6-8,10,11, 13, 18,
21-23, 32, 34, 35, 38, and 39 are unpatentable for obviousness over Griffin
and Zydney; that claim 11 is also unpatentable over Griffin, Zydney, and
Vuori; and that claim 12 is unpatentable for obviousness over Griffin,

Zydney, and Aravamudan.

C. Patent Owner’s Argument That Inter Partes Review Proceedings
Are Unconstitutional

Patent Owner contends:

The Supreme Court is currently considering the constitutionality
of inter partes review proceedings. Qil States Energy Servs.,

8 We also find unpersuasive the argument that Griffin and Zydney are not
combinable for “text-only” buddy situation. Prelim. Resp. 47-50. None of
Petitioner’s contentions rely on “text-only” buddy features. And Griffin is
silent as to how that feature operates, in the event of a speech chat directed
to a text-only buddy, even without considering Zydney. Accordingly, the
scenario that Patent Owner presents is speculative and is supported only with
conclusory declaration testimony that is entitled to little or no weight.
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LLCv. Greene’s Energy Grp., LLC, 137 S. Ct. 2239 (2017). The
constitutional challenge is primarily based on the argument that
adversarial challenges to an issued patent—Ilike inter partes
reviews— are “Suits at common law” for which the Seventh
Amendment guarantees a jury trial. U.S. Const. amend. VII;
Markman v. Westview Instruments, Inc., 517 U.S. 370, 377
(1996). Further, because patents are private property rights,
disputes concerning their validity must be litigated in an
Article Il court, not before an executive branch agency.
McCormick Harvesting Mach. Co. v. C. Aultman & Co.,
169 U.S. 606, 609 (1898). Out of an abundance of caution,
Patent Owner hereby adopts this constitutional challenge now to
preserve the issue pending the Supreme Court’s decision.

Prelim. Resp. 59—60.

Although, as Patent Owner notes, the constitutionality of inter partes
reviews is currently being considered by the Supreme Court, “administrative
agencies do not have jurisdiction to decide the constitutionality of
congressional enactments,” and we are bound by the existing decisions of
our reviewing court that have consistently rejected constitutional challenges
substantially similar to those raised by Patent Owner. See MCM Portfolio
LLC v. Hewlett-Packard Co., 812 F.3d 1284, 1288-92 (Fed. Cir. 2015), cert.
~ denied 137 S. Ct. 292 (2016)); Cooper v. Square, Inc., 645 F. App’x 1014
(Fed. Cir. 2016), cert. denied 137 S. Ct. 475 (2016); Oil States Energy
Servs., LLC v. Greene's Energy Grp., LLC, 639 Fed. App’x 639 (Fed.

Cir. 2016); Riggin v. Office of Senate Fair Emp’t Practices, 61 F.3d 1563,
1569 (Fed. Cir. 1995); Apple Inc. v. Smartflash LLC, Case
CBM2015-00028, slip op. at 23-24 (PTAB May 26, 2016) (Paper 44); see
also Harjo v. Pro-Football, Inc., 50 USPQ2d 1705, 1710 (TTAB 1999)

(“[T]he Board has no authority . . . to declare provisions of the Trademark
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Act unconstitutional.”); Blackhorse v. Pro-Football, Inc., 111 USPQ2d
1080, 1082 n.1 (TTAB 2014).

D. Additional Considered Arguments

Patent Owner has advanced a variety of additional arguments
concerning the repeated challenges of unpatentability asserted by other
parties. For instance, Patent Owner argues that the Petition is “redundant” in
light of the other petitions filed by Petitioner as well as other petitions filed
against Patent Owner’s patents by other parties. Prelim. Resp. 1-11. Patent
Owner also argues that Zydney and Vuori both are duplicative of prior art
cited during prosecution, and that should exercise our discretion and deny
the petition under 35 U.S.C. § 314(a) and § 325(d). /d. at 7n.4, 11-13,
19-24.

We have considered Patent Owner’s arguments and have found they
are underdeveloped and unpersuasive, and will not be subject to further
substantive discussion. We acknowledge that the instant Petition and the
petition in Case IPR2017-01798 together represent a third round of
challenges to the *622 patent. Although we understand the purposes of
§§ 314(a) and 325(d), vis-a-vis repeated challenges, we also recognize the
purpose of the availability of inter partes review to parties accused of
infringement. And while Zydney has been the basis of grounds presented in
a previous petition by a different petitioner, Zydney is not.the primary focus
of the grounds here; Griffin is. Patent Owner’s complaint about the
multiple inter partes review petitions filed against the *622 patent is not
persuasive when the volume appears to be a direct result of its own litigation

activity. The discretion to deny petitions is for the panel to wield under
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certain conditions, but not in every situation where a Patent Owner -

complains of repeated challenges against its patents.

IV. CONCLUSION
In summary, based on our review of the arguments and evidence in
the Petition and Preliminary Response, we institute inter partes review of

the challenged claims of the *622 patent on the following grounds:

Ground | Basis Claims Challenged | Claims Instituted
1 § 103 Griffin | 3,4,6-8,10,11, 13,18, |3,4,6-8,10,11, 13,
and Zydney 21-23, 27, 32, 34, 35, 38, | 18, 21-23, 27, 32, 34,
39 ' 35, 38,39
2 § 103 Griffin, |12 12
Zydney, and
Aravamudan
3 § 103 Griffin, |11 11
Zydney, and
Vuori
Summary 3,4,6-8,10,11-13, 18, |3,4,6-8,10,11-13,
' 21-23,27,32,34, 35,38, | 18,21-23, 27, 32, 34,
39 35, 38, 39
V. ORDER

Upon consideration of the record before us, it is, therefore,
ORDERED that an inter partes review is instituted as to
claims 3, 4, 6-8, 10, 11-13, 18, 21-23, 27, 32, 34, 35, 3\8, and 39 of the
’622 patent on the following grounds: |
(1) Claims 3, 4, 6-8, 10, 11-13, 18, 21-23, 27, 32, 34, 35, 38§, and 39
under 35 U.S.C. § 103(a) as unpatentable over Griffin and Zydney,
(2) Claim 12 under 35 U.S.C. § 103(a) as unpatentable over Griffin,

Zydney, and Aravamudan, and
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(3) Claim 11 under 35 U.S.C. § 103(a) as unpatentable over Griffin,
Zydney, and Vuori,
FURTHER ORDERED that no other grounds are authorized; and
FURTHER ORDERED that pursuant to 35 U.S.C. § 314(a), inter
partes review of the 622 patent is hereby instituted commencing on the
entry date of this Decision, and pursuant to 35 U.S.C. § 314(c) and
37 C.F.R. § 42.4, notice is hereby given of the institution of a trial.
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I. INTRODUCTION

Samsung Electronics America, Inc. (“Petitioner”) filed a Petition
(Paper 1, “Pet.”) requesting an inter partes review of claims 14-17, 19, 24—
26, 28-31, and 33 of U.S. Patent No. 8,724,622 B2 (Ex. 1001, “the
’622 patent”). Pet. 1. Uniloc Luxembourg S.A. (“Patent Owner”) filed a
Preliminary Response. Paper 6 (“Prelim. Resp.”).

We have authority to determine whether to institute inter partes
review under 35 U.S.C. § 314. Upon considering the record developed thus
far, for reasons discussed below, we institute inter partes review as to all

challenged claims.

II. BACKGROUND

A. Related Matters

The parties indicate that the 622 patent is involved in Uniloc USA,
Inc. v. Samsung Electronics America, Inc., No. 2:16-cv-00642-JRG (E.D.
Tex.), among numerous other actions in the United States District Court for
the Eastern District of Texas. Pet. 1-3; Paper 3, 2.

Concurrently with the instant Petition, Petitioner additionally filed a
petition requesting inter partes review of claims 3, 4, 6-8, 10-13, 18, 21-23,
27, 32,34, 35, 38, and 39 of the *622 patent (Case IPR2017-01797).
IPR2017-01797, Paper 1. The ’622 patent also has been the subject of four
earlier requests for inter partes review—two filed by Apple Inc. (“Apple”)
(Cases IPR2017-00223 and IPR2017-00224) and two filed by Facebook Inc.
and WhatsApp Inc. (Cases IPR2017-01667 and IPR2017-01668)—as well as
later requests filed by Apple (Cases IPR2017-01804 and IPR2017-01805),
Google Inc. (Cases IPR2017-02080 and IPR2017-02081), and Huawei
Device Co., Ltd. (Case IPR2017-02090).
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B. Overview of the '622 Patent

The 622 patent, titled “System and Method for Instant VoIP
Messaging,” relates to Internet telephony, and more particularly, to instant
voice over IP (“VoIP”) messaging over an IP network, such as the Internet.
Ex. 1001, [54], 1:18-22. The ’622 patent acknowledges that “[v]oice
messaging” and “instant text messaging” in both the VoIP and public
switched telephone network environments were previously known. Id.
at 2:22-46. In prior art instant text messaging systems, according to the
’622 patent, a server would present a user of a client terminal with a “list of
persons who are currently ‘online’ and ready to receive text messages,” the
user would “select one or more” recipients and type the message, and the
server would immediately send the message to the respective client
terminals. Id. at 2:34—46. According to the *622 patent, however, “there is
still a need in the art for . . . a system and method for providing instant VoIP
messaging over an IP network,” such as the Internet. Id. at 1:18-22, 2:47—
59, 6:47-49.

In one embodiment, the 622 patent discloses local instant voice

messaging (“IVM”) system 200, depicted in Figure 2 below. Ex. 1001,
6:22-24.

Lo L™ e
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As illustrated in Figure 2, local packet-switched IP network 204,
which may be a local area network (“LAN™), “interconnects” IVM
clients 206, 208 and legacy telephone 110 to local IVM server 202. Id.
at 6:50-7:2; see id. at 7:23-24, 7:61-65. Local IVM server 202 enables
instant voice messaging functionality over network 204. Id. at 7:61-65.

In “record mode,” IVM client 208 “displays a list of one or more IVM
recipients,” provided and stored by local IVM server 202, and the user
selects recipients from the list. Ex. 1001, 7:57-59, 7:65-8:4. IVM
client 208 then transmits the selections to IVM server 202 and “records the
user’s speech into . . . digitized audio file 210 (i.e., instant voice message).”

Id. at §:4-10.
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When the recording is complete, IVM client 208 transmits audio
file 210 to local IVM server 202, which delivers the message to the selected
recipients via local IP network 204. Ex. 1001, 8:15-29. “[O]nly the
available IVM recipients, currently connected to . . . IVM server 202, will
receive the instant voice message.” Id. at 8:33-34. IVM server 202
“temporarily saves the instant voice message” for any IVM client that is “not
currently connected to . . . local IVM server 202 (i.e., is unavailable)” and
“delivers it . . . when the IVM client connects to . . . local IVM server 202
(i.e., is available).” Id. at 8:34-39; see id. at 9:17-21. Upon receiving the
instant voice message, the recipients can audibly play the message. Id.
at 8:29-32.

C. Hllustrative Claims

Of the challenged claims, only claim 24 is independent. Challenged
claims 25 and 26 depend directly from claim 24, and the remaining
challenged claims depend directly or indirectly from independent claims 3
and 27, neither of which is challenged in the instant proceeding.
Unchallenged claims 3 and 13 and challenged claims 14 and 24 are
illustrative and are reproduced below.

3. A system comprising:

a network interface connected to a packet-switched network;

a messaging system communicating with a plurality of instant
voice message client systems via the network interface; and

a communication platform system maintaining connection
information for each of the plurality of instant voice
message client systems indicating whether there is a current
connection to each of the plurality of instant voice message
client systems,

wherein the messaging system receives an instant voice
message from one of the plurality of instant voice message
client systems, and
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wherein the instant voice message includes an object field
including a digitized audio file.

13. The system according to claim 3, wherein each of the instant
voice message client systems comprises an instant voice
messaging application generating an instant voice message and
transmitting the instant voice message over the packet-switched
network to the messaging system.

14. The system according to claim 13, wherein the instant voice
messaging application includes a message database storing the
instant voice message, wherein the instant voice message is
represented by a database record including a unique identifier.

24. A system comprising:

a network interface connected to a packet-switched network;
and

a messaging system communicating with a plurality of instant
voice message client systems via the network interface; and

a communication platform system maintaining connection
information for each of the plurality of instant voice
message client systems indicating whether there is a current
connection to each of the plurality of instant voice message
client systems,

wherein the messaging system receives connection object
messages from the plurality of instant voice message client
systems, wherein each of the connection object messages
includes data representing a state of a logical connection
with a given one of the plurality of instant voice message
client systems.

Ex. 1001, 24:12-27, 25:9-18, 25:59-26:8.
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D. Asserted Ground of Unpatentability
Petitioner asserts three grounds of unpatentability (Pet. 6-7):

Challenged Claims Basis References
: 1 2
14-17, 28-31 § 103(a) gfﬁ;‘? Zydney,” and
Griffin, Zydney, and
19,33 §103(a) V‘ei'ainéinen}“l ’
24-26 § 103(a) | Griffin, Zydney, and Low’

Petitioner also relies on a Declaration of Zygmunt J. Haas, Ph.D., filed as

Exhibit 1002.

ITII. DISCUSSION

A. Claim Construction

In an inter partes review, claim terms in an unexpired patent are given
their broadest reasonable construction in light of the specification of the
patent in which they appear. 37 C.F.R. § 42.100(b); Cuozzo Speed Techs.,
LLCv. Lee, 136 S. Ct. 2131, 214446 (2016) (upholding the use of the
broadest reasonable interpretation standard as the claim construction
standard to be applied in an inter partes review proceeding). Under the
broadest reasonable interpretation standard, claim terms generally are given

their ordinary and customary meaning as would be understood by one of

! Griffin et al., US 8,150,922 B2, issued April 3, 2012 (Ex. 1005).

2 Zydney et al., WO 01/11824 A2, published February 15, 2001 (Ex. 1006).
3 Clark et al,, US 6,725,228 B1, issued Apr. 20, 2004 (Ex. 1007).

* Vadninen, WO 02/17650 A1, published February 28, 2002 (Ex. 1008).
>Low et al., US 2003/0018726 A1, published January 23, 2003 (Ex. 1010).
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ordinary skill in the art in the context of the entire disclosure. See In re
Translogic Tech., Inc., 504 F.3d 1249, 1257 (Fed. Cir. 2007). We note that
only those claim terms that are in controversy need to be construed, and only
to the extent necessary to resolve the controversy. See Nidec Motor Corp. v.
Zhongshan Broad Ocean Motor Co., 868 F.3d 1013, 1017 (Fed. Cir. 2017);
Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc., 20.0 F.3d 795, 803 (Fed. Cir.
1999).

Petitioner contends that the Board need not construe the challenged
claims for resolution of the controversy in this case and that the challenged
claims should be given their plain and ordinary meaning under the broadest
reasonable interpretation standard. Pet. 13. Neither Petitioner nor Patent
Owner proposes a construction for any claim term at this time. We agree
with Petitioner that no terms require express construction for purposes of
this Decision.

B. Analysis of Asserted Grounds of Unpatentability

1. Principles of Law

A patent claim is unpatentable under 35 U.S.C. § 103(a) if the
differences between the claimed subject matter and the prior art are “such
that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said
subject matter pertains.” KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 406
(2007). The question of obviousness is resolved on the basis of underlying
factual determinations, including: (1) the scope and content of the prior art;

(2) any differences between the claimed subject matter and the prior art;

Page 352 of 784



IPR2017-01798

Patent 8,724,622 B2

(3) the level of skill in the art;® and (4) objective evidence of
nonobviousness, i.e., secondary considerations.” Graham v. John Deere
Co., 383 U.S. 1, 17-18 (1966). “To satisfy its burden of proving
obviousness, a petitioner cannot employ mere conclusory statements. The
petitioner must instead articulate specific reasoning, based on evidence of
record, to support the legal conclusion of obviousness.” In re Magnum Qil
Tools Int’l, Ltd., 829 F.3d 1364, 1380 (Fed. Cir. 2016). We analyze the

asserted grounds with the principles stated above in mind.

¢ Citing Dr. Haas’s testimony, Petitioner proposes an assessment of the level
of skill in the art with respect to the *622 patent, contending that “[a] person
of ordinary skill in the art at the time of the alleged invention of the *622
Patent (‘POSA’) would have had at least a bachelor’s degree in computer
science, computer engineering, electrical engineering, or the equivalent and
at least two years of experience in the relevant field, e.g., network
communication systems,” and that “[m]ore education can substitute for
practical experience and vice versa.” Pet. 8 (citing Ex. 1002 { 15-16).
Although Patent Owner does not respond to this assessment or propose an
alternative assessment in the Preliminary Response, we note that Patent
Owner’s expert William C. Easttom II offers a similar assessment in his
declaration testimony in this case, opining that a person having ordinary skill
in the art “would be someone with a baccalaureate degree related to
computer technology and 2 years of experience with network
communications technology, or 4 years of experience without a
baccalaureate degree.” Ex. 2001 (Easttom Declaration) ¥ 17. For purposes
of this Decision and to the extent necessary, we adopt Petitioner’s
assessment.

7 Patent Owner does not contend in its Preliminary Response that such
secondary considerations are present.
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2. Overview of Asserted Prior Art
a. Griffin
Griffin, titled “Voice and Text Group Chat Display Management
Techniques for Wireless Mobile Terminals,” relates to a technique of
managing the display of “real-time speech and text conversations (e.g., chat
threads) on limited display areas.” Ex. 1005, [54], 1:9-11. Griffin discloses

a wireless mobile terminal as shown in Figure 1, reproduced below.

.~ 103
101 \E Speaker -1
102 =
105 T Screen
104—— N\ 104
Soft Soft |
key ke
- | 108
1
Key Pad
Mic
107 l
100
FIG. 1

Figure 1, above, depicts mobile terminal 100 comprising speaker 103,
which renders signals such as received speech audible; display 102 for
rendering text and graphical elements visible; navigation rocker 105, which
allows a user to navigate a list or menu displayed on the screen; microphone
107, for capturing the user’s speech; and push-to-talk button 101, which
allows the user to initiate recording and transmission of audio. /d. at
3:14-30. Griffin also describes, in connection with Figure 2, reproduced
below, the overall system architecture of a wireless communication system
where the mobile terminals communicate with a chat server complex. Id. at

3:49-51.

10
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100 . Mobile 202

Terminal 1
203
100 —~_ Moblle
Terminal 2
1 Sewer
Compiex

100 Mobile
< Terminal 3

Wireless
Carrier 2

FIG. 2

100 ] _ Movile

Terminal 4

202

Figure 2, above, illustrates wireless carrier infrastructures 202, which
support wireless communications with mobile terminals 100, such that the
mobile terminals wirelessly transmit data to a corresponding infrastructure
202 for sending the data packets to communication network 203, which
forwards the packets to chat server complex 204. Id. at 3:49-61.
Communication network 203 is described as a “packet-based network,
[which] may comprise a public network such as the Internet or World Wide
Web, a private network such as a corporate intranet, or some combination of
public and private network elements.” Id. at 3:61-65.

Griffin’s chat server complex 204 receives encoded data comprising
text, speech, and/or graphical messages (or some combination thereof),
when a plurality of users chat together (i.e., send chat messages from one
terminal 100 to another). Id at4:11-15; 4:62—-65. An outbound chat
message, for example, is decomposed to locate the list of recipients, and the

recipient’s current status is determined. Id. at 5:9-15. Griffin describes

11
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presence status 702 as “an indicator of whether the recipient is ready to
receive the particular type of message, speech and/or text messages only,
etc.).” Id. “When presence status 702 changes, the presence manager 302
[of server complex 204] sends a buddy list update message 600 to all the
subscribers listed in the subscriber identifier field 706 of the corresponding
presence record 700.” Id. at 5:27-30.

Figure 4 of Griffin is reproduced below.

/— 401
400 | Message Type: TEXT 402
No Recipients: 3 —

403
Recipient IDs: 123, 353, 125 T
Thread 1D: 984 e

Message length: 5 - T 404

Message: hello \lk\—- 405

No Attachments: 0 T 408
K\\__

FIG. 4 407

Figure 4, above, is a schematic illustration of an outbound text
message 400 sent by terminal 100 in accordance with Griffin’s invention.
Id. at2:51-52, 6:38-39. As shown in Figure 4, outbound chat message 400
includes, among other fields, fields for message type 401 and message
content 406. Id. at 6:39-44.

Griffin provides a buddy list display illustrated in Figure 9,
reproduced below. Id. at 8:15-16.

12
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901
g nickname / \_"\_j/i/
L3 nickname 3 (sn3) ‘dp.j
M {3 nickname 4 (snd)

3 nickname 5 (sn5)
B I} nickname 6 (an6)
B 3 nickname 7 {(sn7)

803 N L3 nickname 8 (sn8)
{3 nickname 9 (sn9)

S

906 —~._,

# nickname 10 (sn10) (] 908

B 3 nickname 11 (sn11) | 907

=

™3 nickname 12 (s',n12)"""w__l

2y

/ Select l Write \

910 ——
902"‘"‘/ \-——— 909

FIG. 9

91—

Figure 9, above, depicts title bar 901, where inbound chat message
indicator 905 is an icon accompanied by an audible sound when the icon is
first displayed, indicating to the user that there is at least one unheard or
unread inbound chat message that has arrived at terminal 100. Id. at
8:17-18, 8:28-32. Left softkey 910 labeled “Select” permits selection of a
particular buddy for chatting, selection of which is indicated with selection
indicator 906. Id. at 8:45-52, 8:60-67, 9:1-5. “If the user pushes-to-talk,
the display switches to the chat history, and the user is able to record and
transmit a speech message and consequently start a new thread with the
selected buddies.” Id at 9:27-31.

b. Zydney

Zydney, titled “Method and System for Voice Exchange and Voice

Distribution,” relates to packet communication systems that provide for

voice exchange and voice distribution between users of computer networks.

13
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Ex. 1006, [54], [57], 1:4—-5. While acknowledging that e-mail and instant
messaging systems were well-known text-based communication systems
utilized by users of online services and that it was possible to attach files for
the transfer of non-text formats via those systems, Zydney states that the
latter technique “lack{ed] a method for convenient recording, storing,
exchanging, responding and listening to voices between one or more parties,
independent of whether or not they are logged in to their network.” Id.

at 1:7-17. Zydney thus describes a method in which “voice containers”—
i.e., “container object[s] that . . . contain[] voice data or voice data and voice
data properties”™—can be “stored, transcoded and routed to the appropriate

recipients instantaneously or stored for later delivery.” Id. at 1:19-22, 12:6-

8. Figure 1 of Zydney is reproduced below.
FIG. 1
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POA INTERNET FDA TNTERIET
UPPLIACE SET-TOP BOK, APPLIANCE SET-TOP BOX
WIRELESS DEVICE WIRELESS DEVICE
% %
SENDER RSB I » NI 50
PC SFTVARE AGENT .- PC SOFTHARE AGENT
) )
2\2 30 8

24

INTERIET
VOICE CONTAINER
2

14
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Figure 1, above, illustrates a high-level functional block diagram of
Zydney’s system for voice exchange and voice distribution. /d. at 10:19-20.
Referring to Figure 1, system 20 allows software agent 22, with a user
interface, in conjunction with central server 24 to send messages using voice
containers illustrated by transmission line 26 to another software agent 28,
as well as to receive and store such messages, in a “pack and send” mode of
operation. Id. at 10:20-11:1. Zydney explains that a pack and send mode of
operation “is one in which the message is first acquired, compressed and
then stored in a voice container 26 which is then sent to its destination(s).”
Id. at 11:1-3. The system has the ability to store messages both locally and
centrally at server 24 whenever the recipient is not available for a prescribed
period of time. Id. at 11:3-6.

In the use of Zydney’s system and method, the message originator
selects one or more intended recipients from a list of names that have been
previously entered into the software agent. Ex. 1006, 14:17-19. The agent
permits distinct modes of communication based on the status of the
recipient, including the “core states” of whether the recipient is online or
offline and “related status information” such as whether the recipient does
not want to be disturbed. Id. at 14:19-15:1. Considering the core states, the
software agent offers the originator alternative ways to communicate with
the recipient, the choice of which can be either dictated by the originator or
automatically selected by the software agent, according to stored rules. Id.
at 15:3-6. If'the recipient is online, the originator can either begin a
real-time “intercom” call, which simulates a telephone call, or a voice instant
messaging session, which allows for an interruptible conversation. Id.

at 15:8-10. If the recipient is offline, the originator can either begin a voice
15
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mail conversation that will be delivered the next time the recipient logs in or
can be delivered to the recipient’s e-mail as a digitally encoded
Multipurpose Internet Mail Extension (“MIME”) attachment. Id. at 15:15—
17. Zydney explains that the choice of the online modes “depends on the
activities of both parties, the intended length of conversation and the quality
of the communications path between the two individuals, which is generally
not controlled by either party,” and that the choice of the offline delivery
options “is based on the interests of both parties and whether the recipient is
sufficiently mobile that access to the registered computer is not always
available.” Id at 15:10-14, 15:17-19.

Once the delivery mode has been selected, the originator digitally
records messages for one or more recipients using a microphone-equipped
device and the software agent. Ex. 1003, 16:1-3. The software agent
compresses the voice and stores the file temporarily on the PC if the voice
will be delivered as an entire message. Id. at 16:3—4. If the real-time
“intercom” mode has been invoked, a small portion of the digitized voice is
stored to account for the requirements of the Internet protocols for
retransmission and then transmitted before the entire conversation has been
completed. Id. at 16:4—7. Based on status information received from the
central server, the agent then decides whether to transport the voice
container to a central file system and/or to send it directly to another
software agent using the IP address previously stored in the software agent.
Id. at 16:7-10. If the intended recipient has a compatible active software
agent online after log on, the central server downloads the voice recording
almost immediately to the recipient. Id. at 16:10-12. The voice is

uncompressed and the recipient can hear the recording through the speakers
16
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or headset attached to its computer. Id. at 16:12—14. The recipient can reply
in a complementary way, allowing for near real-time communications. Id.
at 16:14-15. If the recipient’s software agent is not online, the voice
recording is stored in the central server until the recipient’s software agent is
active. /d. at 16:15-17. “In both cases, the user is automatically notified of
available messages once the voice recordings have been downloaded to
storage on their computer.” Id. at 16:17-19. The central server coordinates
with software agents on all computers continuously, updating addresses,
uploading and downloading files, and selectively retaining voice recordings
in central storage. Id. at 16:19-21.

Zydney discloses that the voice container also has the ability to have
other data types attached to it. Ex. 1006, 19:6—7. Formatting the container
using MIME format, for example, “allows non-textual messages and
multipart message bodies attachments [sic] to be‘speciﬁ_ed in the message
headers.” Id. at 19:7-10.

Figure 3 of Zydney is reproduced below.

17
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FIG. 3
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Figure 3, above, illustrates an exemplary embodiment of Zydney’s

voice container structure, including voice data and voice data properties

components. Ex. 1006, 2:19, 23:1-2. Referring to Figure 3, voice container

components include:

[O]riginator’s code 302 (which is a unique identifier), one or
more recipient’s code 304, originating time 306, delivery
time(s) 308, number of “plays” 310, voice container source 312
which may be a PC, telephone agent, non-PC based appliance, or
other, voice container reuse restrictions 314 which may include
one time and destroy 316, no forward 318, password
retrieval 320, delivery priority 322, session values 324, session
number 326, sequence number for partitioned sequences[] 328,
repeating information 330, no automatic repeat 332, repeat
times 334, and a repeat schedule 336.

Id at23:2-10.

18
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¢. Clark

Clark, titled “System for Managing and Organizing Stored Electronic
Messages,” is directed to systems for managing and organizing electronic
messages. Ex. 1007, [54], 1:8-9. According to Clark,

A computer-based system catalogs and retrieves electronic
messages saved in a message store. The system automatically
organizes each saved message into multiple folders based on the
contents and attributes of the message, and implements improved
methods for manually organizing messages.

Id. at [57]. A particularly relevant embodiment in Clark is shown in

Figure 4A, reproduced below.

18
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Figure 4A illustrates system 40A with client computer 18
implementing catalog server 29 and catalog database 28, and also including
message client 27, message store 23, and message store server 24. Id. at
10:29-33. “Each message store 23 comprises a memory, file, or database
structure that provides temporary or permanent storage for the contained
messages.” Id. at 9:13-15. Clark describes the invention as providing

catalog database 28 (and preferably catalog server 29) to organize the

19
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contents of one or more message stores 23. Id. at 9:54-56. “[C]Jatalog
database 28 and message store 23 may be separate from one another or may
be integrated in a single integrated message store.” Id. at 11:1-3. In the
embodiment where they are separate from each other, illustrated in

Figure SA (reproduced below), catalog database 28 may be linked to a

separate external message store 23. Id. at 11:3-7.

1 Catalog
shortcut [~ 57
Address [ 58 Folder /56 m:w
dressld Folderld Fonetla
Storetink /51 MessageSummary [~ 52 AttachSummary /™ 53
Messageld L 528 Massageld
StoreLinkid ]
StoreLinkdd (FKY” Attachid
Storeld (PO StoreMessageld (FKn | StoreAttachid (FKYN_ ¢,
51A L 528
B W Message Store
Storeld
54 §5
Massage Attachment s
StoreM 1d StoreAttachld
<message data> <attachment data>
FIG. 5A

Figure SA depicts the linking between catalog database 28 and
external message store 23, where StoreLink table 51 contains rows, each
with a Storeld pointing to a linked message store 23, and catalog database 28
includes MessageSummary table 52, which contains StoreMessageld 52A of
messages in message store 23. Id. at 11:25-33. The Figure SA embodiment

also shows that messages 22 are stored in Message table 54 in message

20

Page 364 of 784



I[PR2017-01798
Patent 8,724,622 B2
store 23 and that attachments are stored in Attachment table 55 in message
store 23. Id. at 35-37.
d. Vidndnen
Vadndnen discloses a “voicemail short messaging method,”
particularly including methods and means for instantaneous packet-switched
voicemail between Internet-compatible computers, personal digital
assistants, telephones, and mobile stations, in which subscriber and client
terminals and a network server communicate over a network such as the
Internet. Ex. 1008, [57], 1:3-9, 5:1-30. In one disclosed method, a terminal
user can record and save a voice message as a data file for transmission to a
one or more recipients over a network. /d. at 6:29-7:5. According to
Vidnidnen, cryptography methods may be employed with the data file, and
the file may be decrypted for automatic playback upon receipt. Id. at 2:24—
30, 18:4-7.
e. Low
Low, titled “Instant Messaging,” describes an instant messaging
(“IM”) process executed by an IM gateway in a communications network.

Ex. 1010, [54], [57]. Figure 1 of Low is reproduced below.

21
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FIG. 1

Figure 1, above, illustrates an embodiment of an IM gateway within a
network access system. Id. §20. As shown in Figure 1, IM gateway 2 is
connected to communications network 14, such as the Internet, and is
connected between IM clients (e.g., computer 10) and IM servers 20, 22, 24,
26 on network 14. Id. {27, 29. Low’s system allows IM client users to
monitor the presence of other users on the system in order to exchange
messages and files. Id. |14, 27, 29. “IM gateway 2 processes the IM
packets received from different IM clients in order to allow them to
communicate with one another, notwithstanding the fact that they use a
different IM protocol.” Id. §29. The IM clients can send commands to IM
gateway 2 to change “the user’s state or presence” on the IM network, such
to log into and out from the network. 7d. 99 39, 42. An IM state change
process in IM gateway 2 then forwards the commands to switch 6 in IM
gateway 2, which in turn sends the command to an appropriate IM server

(e.g., authentication server 20). Id. 1 42.

22
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3. Arguments and Analysis
a. Claims 14-17, 19, 28-31, and 33

Claim 14 depends from claim 13, which in turn depends from claim 3.
Claim 14 further recites “wherein the instant voice messaging application
includes a message database storing the instant voice message, wherein the
instant voice message is represented by a database record including a
unique identifier.” Ex. 1001, 25:14-18 (emphases added). Claim 15
depends from claim 14 and further recites “wherein the message database
includes a plurality of instant voice messages recorded by a user of the client
device and instant voice messages received over the packet-switched
network.” Id. at 25:19-22. Claim 16 depends from claim 15 and further
recites “wherein the instant voice messaging application displays at least one
of the plurality of instant voice messages stored in the message database.”
Id. at 25:23-26. Claim 17 depends from claim 14 and further recites
“wherein the instant voice messaging application includes a file manager
system performing at least one of storing, deleting, and retrieving the instant
voice messages from the message database.” Claim 19 depends from
claim 13 and further recites “wherein the instant voice messaging
application includes an encryption/decryption system for encrypting the
instant voice messages to be transmitted over the packet-switched network
and decrypting the instant voices messages received over the
packet-switched network.” Id. at 25:36—41. Claims 28-31 and 33 recite
substantially the same limitations as dependent claims 14~17 and 19,
respectively, but depend from claim 27 rather than claim 3. Id. at 26:31-47.

Petitioner contends Griffin disclose all limitations of independent

claims 3 and 27, from which claims 14-17, 19, 28-31, and 33 ultimately

23
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depend, except that it relies on the combined teachings of Griffin and
Zydney for the teaching of “a communication platform system maintaining
connection information . . . indicating whether there is a current connection
to each of the plurality of instant voice message client systems” and the
instant voice message including an object field “including a digitized audio
file,” as recited in claim 3, and “a document handler system for attaching
one or more files to the instant voice message,” as recited in claim 27.8 Pet.
13-44. Petitioner concedes that Griffin does not explicitly disclose that its
messages each are represented by a “database record including a unique
identifier,” as recited in claims 14 and 28, or an “encryption/decryption
system,” as recited in claims 19 and 33, but contends that it would have been
obvious to modify the Griffin-Zydney combination to implement such
features in further view of Clark and Vééni4nen, respectively. Pet. 46, 61—
62. Petitioner argues, for example, that Clark’s message store 23 and
catalog 28 are illustrated by Clark as separate databases and integrated
databases, and that each message 22 is represented by a “Message” record in
message store 23 and is uniquely identified by a “StoreMessageld” or
“Messageld.” Id. at 48 (citing Ex. 1007, 11:5-12:6). According to
Petitioner, “[b]y storing each message in one or more database records and
associating a unique identifier with each record, Clark’s system can easily
catalog, retrieve, and manipulate messages.” Id. at 49 (citing Ex. 1007,

11:38-40, 13:66—14:3, 16:50-17:23). Petitioner supports its arguments,

8 Petitioner also relies on Zydney’s disclosure of agents 22, 28 and server 24
as being “directly connected to a packet-switched network (e.g., Internet),”
as an alternative in the event claims 3 and 27 were to be construed to require
a “direct” connection to a packet-switched network. Pet. 17-20.
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including reasons that a person of ordinary skill in the art would have
combined the teachings of Griffin, Zydney, and Clark, with Dr. Haas’s
testimony. Id. at 46-51 (citing Ex. 1002 9§ 283-293).

We have reviewed the Petition and the evidence cited in support
thereof and are persuaded that, at this juncture, Petitioner has established a
reasonable likelihood of prevailing in its contentions that claims 14—17 and
28-31 of the ’622 patent are unpatentable as obvious over Griffin, Zydney,
and Clark and that claims 19 and 33 are unpatentable over Griffin, Zydney,
and Védndnen. Patent Owner’s arguments presented on the current record
have not persuaded us to the contrary. Speciﬁcally, Patent Owner has not
persuaded us that the following arguments are supported by facts sufficient
to overcome the evidence presented in the Petition:

i.  Griffin does not disclose an “instant voice message,” as recited in
claims 3 and 27 (Prelim. Resp. 17-23);

ii.  Griffin and Zydney do not disclose a “network interface”
connected to a “packet-switched network,” as recited in claims 3
and 27 (Prelim. Resp. 23-28);

iii.  Griffin and Zydney do not render obvious “wherein the instant
voice message includes an object field including a digitized audio
file,” as recited in claim 3 (id. at 28-33);

iv.  Griffin and Zydney do not render obvious “wherein the instant
voice messaging application includes a document handler system
for attaching one or more files to the instant voice message,” as
recited in claim 27 (id. at 33-36);

v.  Griffin would not have been combined with Zydney (id. at 36—48);
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vi.  Griffin, Zydney, and Clark lack “a database record of a message
database including a unique identifier and an instant voice
message” (id. at 48-52);
vii.  Clark teaches away from the proposed combination, and therefore
there could have been no motivation to combine Griffin plus
Zydney with Clark in the manner Petitioner proposes (id. at 52—
56); and
viii.  The combination of Griffin and Clark does not disclose the “file
manager system storing, refrieving, and deleting the instant voice
message,” as recited in claims 17 and 31 (/d. at 56-60).
We address these arguments in turn below.
i
With regard to the “instant voice message” argument, Patent Owner
focuses on whether Griffin’s disclosures are for “text messages” and
whether speech chat messages are in “real-time.” Id. at 17-19. On this
record, none of these arguments overcome the express disclosure in Griffin
of “managing the display of a plurality of real-time speech and text
conversations (e.g., chat threads) on limited display areas.” Ex. 1005,
1:9-11 (emphasis added). Further, Griffin describes both inbound and
outbound messages as either text or speech. Id. at 6:39-41, 11:48-50.
Additionally, although Griffin describes “queuing” an inbound speech
message, Griffin explains that the message is nevertheless received at the
terminal, and the queuing is only for automatic playback. Id. at 11:50-67.
In other words, with the evidence available, we do not agree with Patent
Owner’s characterization of Griffin as indicating that a terminal is interested

only in whether a terminal is configured to be able to “receive a message at

26

Page 370 of 784



[PR2017-01798
Patent 8,724,622 B2
some arbitrary point in the future.” See Prelim. Resp. 21-22 (arguing that
“available” status does not result in the terminal receiving the message
because of “queuing”). Consequently, we are not persuaded by Patent
Owner’s arguments that Griffin’s speech chats do not disclose instant voice
messages.
il

Patent Owner’s argument that Griffin does not disclose a network
interface connected to a packet-switched network, premised on the
contention that Griffin “illustrates a system in which each terminal includes
a network interface that is the point of interconnection between the terminal
and the wireless carrier infrastructure,” where that “wireless carrier
infrastructure” is not a packet-switched network (Prelim. Resp. 23-27), is
also unpersuasive. As Petitioner points out, the challenged claims recite that
the claimed network interface must be “connected” to a packet-switched
network” but do not recite that it must be “directly connected.” Pet. 17
(citing Ex. 1002 § 105). On the record before us, we are persuaded that
Griffin discloses a network interface through which Griffin’s mobile
terminals are connected to a packet-switched network. In particular, as
pointed out by Petitioner and explained in the summary of Griffin in
Section III.B.2.a. above, Figure 2 of Griffin describes that all encoded
speech messages are delivered through communication network 203, which
- may be the Internet. Ex. 1005, 3:49-65; Pet. 16. Moreover, whether Griffin
teaches the recited “packet-switched network” is an issue of fact where
Patent Owner has proffered only testimonial evidence challenging
Petitioner’s contention that Griffin discloses the limitation. The conflicting

testimonial evidence has created a genuine issue of material fact that we do
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not resolve at this juncture, but instead is viewed “in the light most favorable
to the petitioner solely for purposes of deciding whether to institute an inter
partes review.” 37 C.F.R. § 42.108(c). Consequently, Patent Owner’s
arguments and evidence are not persuasive at this time.
iii

With respect to the disputed claim 3 limitation “wherein the instant
voice message includes an object field including a digitized audio file,”
Petitioner contends that, although Griffin does not expressly disclose that the
data contained in field 406 when message 400 is a speech message is a
“digitized audio file,” it would have been obvious to a person of ordinary
skill in the art to modify Griffin to include such a digitized audio file in view
of Zydney’s teaching, for example, that a client software agent in a sender
device generates a voice message by “digitally recording,” compressing, and
storing the user’s speech as an MP3 audio file before packing that audio file
into a voice container. Pet. 33-34 (citing Ex. 1002  150-156; Ex. 1005,
6:39—-44; Ex. 1006, 12:6-8, 14:2-5, 16:1-4,21:15-18, 23:1-11, 39:16).
Petitioner points out that Zydney also explains that the voice container can
be formatted using the MIME standard, “which ‘allows for non-textual
messages and multipart message bodies [sic] attachments to be specified in
the message headers.”” Id. at 34 (quoting Ex. 1006, 19:7-10) (citing id.
at 19:13-20:9). Relying on Dr. Haas’s testimony, Petitioner contends that,
“[i]n view of these teachings and the knowledge of a POSA, a POSA would
have been motivated to modify Griffin’s system/process such that speech
chat message 400 (‘instant voice message’) includes an object field (similar
to message content field 406) having a digital audio file of speech data,
similar to as described in Zydney,” and that “[a] POSA would have
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recognized that such a modification would have been nothing more than a
simple substitution of one known and commonly-used technology for
another (e.g., a digital audio file in place of other forms of data) to achieve
[a] predictable result.” Id. (emphasis omitted) (citing Ex. 1002 §{ 151-153).

Patent Owner responds that Petitioner errs by relying on Zydney’s
voice container for this limitation, contending that “Zydney distinguishes its
voice container from its voice message.” Prelim. Resp. 29. Further, Patent
Owner contends, Petitioner’s “conclusory speculation” that “a person [of
ordinary skill in the art] would have been motivated to modify Griffin’s
system/process, so that the speech chat message 400 . . . includes an object
field . . . including a digital audio file of speech data” “should be rejected for
several reasons.” Id. at 30-33 (quoting Ex. 1002 q{ 152-153).

Patent Owner does not persuasively rebut Petitioner’s evidence.
Specifically, whereas Patent Owner’s arguments focus on whether Zydney ’s
voice container would be understood to include an object field containing
voice data (see id. at 29-33), we are sufficiently persuaded at this stage by
Petitioner’s evidence, including Dr. Haas’s testimony, that Griffin’s message
data field 406 teaches the claimed object field, and that it would have been
obvious to a person of ordinary skill in the art at the time of the alleged
invention to include a digitized audio file as taught by Zydney in that object
field.

v

Regarding the “document handler system for attaching one or more
files to the instant voice message” limitation of claim 27, Petitioner
concedes that Griffin does not explicitly describe attaching files to a speech

message, but contends that it would have been obvious to a person of
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ordinary skill in the art to modify Griffin to do so in view of Zydney’s
teachings of a software agent that operates to address, pack, and send a
message in a voice container that may include attachments in addition to a
voice message recorded using a microphone. Pet. 42—43 (citing Ex. 1002
91 248-251; Ex. 1006, 4:7-9, 10:20-11:3, 14:2-5, 16:1-4, 19:1-20:9,
20:11-14, 21:14-16, 22:19-20, 35:15-22, Figs. 6, 16-18). Relying on

Dr. Haas’s testimony, Petitioner contends that a person of ordinary skill in
the art would have been motivated to modify Griffin’s system/process “such
that the software (and related components) enables the attachment of one or
more files to a speech chat message (like described in Zydney),” because “it
would have enhanced the capabilities and convenience of Griffin’s
system/process by providing users with the ability to collectively send and
receive one or more files with a speech chat message, instead of needing to
send the files and message separately,” and that a person of ordinary skill
“would have recognizéd that such a modification would have been nothing
more than a straightforward combination of known technologies by known
methods without changing their respective functions to achieve a predictable
result, and would have been well within the capabilities of such a person.”
Id. at 43-44 (citing Ex. 1002 9 249-250).

In response to Petitioner’s contentions, Patent Owner argues that
Zydney’s teaching of attaching files to a voice container “is inapposite
because the claim language requires that the one or more files be attached to
the instant voice message itself.” Prelim. Resp. 33. Patent Owner contends
that the *622 patent “repeatedly and consistently states that the ‘instant voice
message’ is recorded in the audio file,” whereas “Zydney’s voice container

and voice message are not one and the same.” Id. at 33-34. Further, Patent
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Owner alleges, Zydney does not disclose a “document handler system,” and
“Petitioner does not point to any specific portion of Zydney that might be
equated with the claimed document handler system; Petitioner simply states
that files may be attached to a voice message and this can be obviously
combined with Griffin.” Id. at 34.

We are not persuaded by Patent Owner’s arguments on the record
developed at this stage of the proceeding. Patent Owner’s arguments
disputing Petitioner’s mapping of Zydney’s voice container to the claimed
instant voice message are premised on an implied construction of “instant
voice message” as encompassing only the voice message and excluding all
else. This is an argument of claim construction that is underdeveloped at
this juncture and has been presented only in connection with arguments
distinguishing Zydney. On the present record, we do not have sufficient
evidence or argument from either party to render even a preliminary
construction for the term “instant voice message.” Accordingly, at this time,
Patent Owner’s arguments distinguishing the prior art with regard to the
scope of the “instant voice message” are unpersuasive. Similarly, Patent
Owner’s arguments disputing Zydney’s teaching or suggestion of a
“document handler system” are likewise premised on an unstated
construction of that term for which the record before us is insufficient to
render any determination. The parties will have an opportunity during trial
to present fully claim construction briefing for the terms “instant voice
message” and “document handler system.”

v
With regard to the combinability of Griffin and Zydney, Patent Owner

contends that such combination would be inoperable (Prelim. Resp. 36—40),
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would render Zydney inoperable for its intended purpose (id. at 41-43),
would result in Zydney’s messages being lost (id. at 43), and would require
changing the principle of operation of at least one of the two references (id.
at 43—48). The underlying premise of Patent Owner’s arguments is that
Zydney is a peer-to-peer system that requires a transmitting device to know
that the receiving device is available at the time of communication to
communicate speech messages instantaneously, whereas Griffin supports
text-only buddies that lack speech messaging capability, and the
connectivity status in each reference has a different meaning. Patent Owner
contends, for example, that “[a] [t]ext-only buddy connected to [Griffin’s]
server complex 204 would be considered ‘available’ as understood by
Zydney . . . and would therefore be available for selection as a recipient of a
speech message,” but “Griffin does not disclose or even contemplate what
would happen if a text-only buddy were to be selected to receive a speech
message.” Id. at 39. According to Patent Owner, “connectivity status” in
Griffin and Zydney “mean entirely different things,” because “Zydney
requires status to include ‘the core states of whether the recipient is online or
offline,” whereas “Griffin does not know and does not care whether a
recipient is actually online (i.e., whether the recipient currently has the chat
history displayed).” Id. at 42—43. Patent Owner characterizes Griffin as
delivering the message only if the user has the “chat history display” visible
on the user interface, and even then only the most recently received speech
message is available, whereas Zydney “is concerned with routing all
messages ‘to the appropriate recipients instantaneously or stored for later

delivery.”” Id. at 41, 43. This discrepancy, Patent Owner reasons, would
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render Zydney unsatisfactory for its intended purpose and would result in
Zydney’s messages being lost. Id. at 4143,

We are not persuaded by Patent Owner’s arguments. Griffin
expressly discloses “managing the display of a plurality of real-time speech
and text conversations (e.g., chat threads) on limited display areas.”

Ex. 1005, 1:9-11 (emphasis added). Further, Griffin describes both inbound
and outbound messages as either text or speech. Id. at 6:39-41, 11:48-50.
Although Griffin describes “queuing” an inbound speech message, Griffin
explains that the message is nevertheless received at the terminal, and the
queuing is only for automatic playback. Id. at 11:50-67. Accordingly, we
do not agree that the record at this time supports Patent Owner’s
characterization of Griffin’s queuing disclosure as meaning that the message
is not received at the terminal—the queueing only affects whether the most
recently received speech message is played automatically upon receipt. The
portions of Griffin Patent Owner cites do not support sufficiently the
arguments that the terminal does not receive the speech message in real-time
or that only the last received speech message is available. Therefore, Patent
Owner’s arguments that rest on the characterization of Griffin’s queuing as
incompatible with Zydney are not persuasive at this time.’

vi

? We also find unpersuasive the argument that Griffin and Zydney are not
combinable for “text-only” buddy situation. Prelim. Resp. 38-40. None of
Petitioner’s contentions rely on “text-only” buddy features. And Griffin is
silent as to how that feature operates, in the event of a speech chat directed
to a text-only buddy, even without considering Zydney. Accordingly, the
scenario that Patent Owner presents is speculative and is supported only with
conclusory declaration testimony that is entitled to little or no weight.
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Finally, Patent Owner’s arguments regarding Clark are not persuasive
at this time to rebut Petitioner’s showing. Patent Owner’s arguments are
premised on an interpretation of the claim language requiring that: (1) the
instant voice message is stored in the recited database record; and (2) the
message database includes the database record. Neither requirement is
expressly recited in the claim language. And the record at this juncture is
devoid of briefing of the parties’ claim construction positions for this phrase,
such that we could determine, even preliminarily, that the scope of claim 14
includes these two alleged requirements. Accordingly, guided by the plain
reading of the claim language, we do not agree with Patent Owner that
Petitioner has failed to proffer institution-sufficient evidence that Clark
discloses the recited “message database” and the “database record including
a unique identifier.”

vii

With regard to Patent Owner’s contention that Clark teaches away
from the proposed combination, Patent Owner argues that Petitioner’s
proposed combination would result in inoperability and teaching away from
the claimed invention. Prelim. Resp. 52-56. In particular, Patent Owner
argues that because Zydney teaches deleting the sent instant voice message
from the client’s temporary storage, any combination with Clark would
result in Clark deleting the messages from the client, thereby running
counter to Clark’s stated goal of cataloging electronic messages. Id. at 54—
55. We are not persuaded by this argument on the present record. We
understand the Petition to combine the teachings of Clark’s message store
for the purpose that Clark gives for such use: to catalog and retrieve

messages saved in a message store. Ex. 1007, [57]. Although Zydney
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deletes the sent message from the temporary storage, Patent Owner does not
show any disclosure in Zydney that would teach away from seeking and
achieving the use and purpose of Clark’s message store. The disclosure in
Zydney of a “reserved temporary storage” does not teach away from using a
different storage altogether (a message store) or from the purposes disclosed
in Clark for storing and cataloging messages on a more persistent basis.

viii

Finally, we address the arguments concerning the “file manager
system performing at least one of storing, deleting and retrieving the instant
voice messages,” as recited in claims 17 and 31. For this limitation,
Petitioner relies on Griffin as disclosing, for example, “retrieving” because a
displayed message can be selected for playback. Pet. 56 (citing, e.g.,

Ex. 1005, 10:20-25, 12:38-42). As an alternative, Petitioner also relies on
various disclosures of Clark as disclosing adding; changing, or deleting a
message. Pet. 57. For instance, Petitioner cites Clark: “Message client 27
will typically generate requests in response to user input such as requests to
message store sever 24 to add, change or delete a message.” Id. (citing

Ex. 1007, 18:25-29).

Patent Owner argues that the claim language requires the sending
device to include the message database. Prelim. Resp. 57-58. Accordingly,
Patent Owner reasons that Griffin’s sender does not store a copy of the
message sent, and, therefore, Griffin does not disclose “storing” as recited in
the claim, Id. at 58. This argument, however, does not addrcss that
Petitioner reasonably relies on Griffin for the “retrieving” function of the file
manager system, at the sending device. As for Petitioner’s reliance on

Clark’s disclosures, Patent Owner argues that Clark describes requests being
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passed from component to component, but that none of those requests is a
“user request,” and neither of the components between which the requests
are passed is the “message store 23” that Petitioner alleges to be the claimed
message database. Id. at 59-60.

Patent Owner’s arguments are not persuasive at this juncture.

Claims 17 and 31 do not require any particular location for the “message
database,” and, therefore, neither Griffin’s retrieved messages nor Clark’s
message store needs to be located strictly at the sending device as Patent
Owner argues. Nevertheless, because Clark stores sent messages in the
message store, Petitioner’s allegations reasonably apply to a sending device
retrieving the stored messages. See, e.g., Ex. 1007, 17:12—-17 (stating that
displayed information for sent messages includes the send date/time).
Finally, Petitioner has shown that Clark contemplates deleting a message at
the request of a user. Pet. 57 (citing Ex. 1007, 18:25-29). Accordingly,
Patent Owner’s arguments that Clark only shows component-to-component
requests, and not “user requests,” is unpersuasive.

In summary, having reviewed the information presented by the parties
at this juncture, we determine that Petitioner has demonstrated a reasonable
likelihood of prevailing in its contention that claims 14, 17, 28, and 31 are
unpatentable over Griffin, Zydney, and Clark.

Patent Owner does not argue dependent claims 15, 16, 19, 29, 30, and
33 separately from claims 14 and 28. For the same reasons as stated
regarding claims 14 and 28, and based on our review of Petitioner’s
arguments and evidence directed to the additional limitations of claims 15,
16, 19, 29, 30, and 33, we also determine that Petitioner has demonstrated a

reasonable likelihood of prevailing in its contention that claims 15, 16, 29,
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and 30 are unpatentable over Griffin, Zydney, and Clark, and that claims 19
and 33 are unpatentable over Griffin, Zydney, and Viénénen.
b. Claims 24-26

In a similar manner as for claim 3, Petitioner relies on the combined
teachings ol Griffin and Zydney for the “communication platform system”
and “network interface” limitations of claim 24 and relies on Griffin alone
for the “messaging system” limitation of claim 24. Pet. 64—65. With respect
to the further limitations of claim 24, “wherein the messaging system
receives connection object messages from the plurality of instant voice
message client systems” and “wherein each of the connection object
messages includes data representing a state of a logical connection with a
given one of the plurality of instant voice message client systems,”
Petitioner relies on Low’s disclosure that data packets transmitted from IM
clients may include commands establishing and maintaining the logical
connections between an client and a server and well as data representing the
state of the connection. Id. at 67. In particular, Petitioner contends, “Low
explains that IM clients send commands to the IM gateway that change ‘the
user’s state or presence’ on the IM network,” where “[t]hese include
commands initiating the user’s login/logout from the network (i.e.,
commands (e.g., code) establishing and maintaining the logical connections)
and commands indicating that the IM client user is “away, idle, or does not
wish to be disturbed” (i.e., data representing the state of the connection).”
Id. (citing Ex. 1010 94 36-39, 42, 45, 46, 50). Relying on Dr. Haas’s
testimony, Petitioner contends that Low accordingly “discloses an instant
messaging system where IM clients send data and commands (e.g., code) to

a server that represent the state of the connection with the server and for
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establishing and maintaining their logical connections with the server, like
the ‘connection object’ described in the specification of the *622 Patent” (id.
at 69 (citing Ex. 1001, 14:47-63; Ex. 1002 § 339)), and that in view of the
teachings of Low and the knowledge of a person of ordinary skill in the art,
“it would have been obvious to a POSA to modify the Griffin-Zydney
system/process such that broadcaster 303 receives data and/or commands
from each terminal 100 representing the state of the connection with server
complex 204 and for establishing and maintaining the logical connection
with server complex 204” (id.).

In response to Petitioner’s contentions regarding claim 24, Patent
Owner does not expressly dispute that Low teaches the recited connection
objects, but asserts that Zydney expressly teaches away from the proposed
combination. Prelim. Resp. 60-61. In particular, Patent Owner contends
that, because Zydney’s voice container is stated to contain “no methods,”
whereas the proposed combination with Low “would require containment of
‘commands . .. commands . . . and commands . . .,”” Zydney teaches away
from the combination and cannot be modified as proposed. Id. (ellipses in
original) (citing Ex. 1006, 12:6-8; Pet. 67).

On the limited record before us, we are persuaded by Petitioner’s
arguments and evidence with respect to claim 24. Although Patent Owner
accurately cites Zydney as stating that “voice container” refers to a container
object that contains no methods (see Ex. 1006, 12:6-8), we are not
persuaded on this record that the “commands” described by Low are
“methods,” as that term is used by Zydney. Moreover, even assuming
arguendo that the “commands” recited by Low are properly understood to be

“methods” within the meaning of that term as used in Zydney’s definition of
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a voice container, the record is not yet developed at this juncture with
respect to whether claim 24 requires the recited “connection objects” to be
included within the recited instant voice message itself. Consequently, we
are not persuaded at this juncture that Zydney teaches away from the
proposed combination of Low with Griffin and Zydney. The parties will
have an opportunity to brief this issue more fully during trial.

For the foregoing reasons, we determine that on this record, Petitioner
has demonstrated a reasonable likelihood of prevailing in its contention that
claim 24 is unpatentable as obvious over Griffin, Zydney, and Low. Patent
Owner does not argue dependent claims 25 and 26 separately from claim 24.
For the same reasons as stated regarding claim 24, and based on our review
of Petitioner’s arguments and evidence directed to the additional limitations
of claims 25 and 26, we also determine that Petitioner has demonstrated a
reasonable likelihood of prevailing in its contention that those claims are

unpatentable over Griffin, Zydney, and Low.

C. Patent Owner’s Argument That Inter Partes Review Proceedings
Are Unconstitutional

Patent Owner contends:

The Supreme Court is currently considering the constitutionality
of inter partes review proceedings. Qil States Energy Servs.,
LLC v. Greene's Energy Grp., LLC, 137 S. Ct. 2239 (2017). The
constitutional challenge is primarily based on the argument that
adversarial challenges to an issued patent—Iike inter partes
reviews— are “Suits at common law” for which the Seventh
Amendment guarantees a jury trial. U.S. Const. amend. VII;
Markman v. Westview Instruments, Inc., 517 U.S. 370, 377
(1996). Further, because patents are private property rights,
disputes concerning their validity must be litigated in an
Article III court, not before an executive branch agency.
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McCormick Harvesting Mach. Co. v. C. Aultman & Co.,
169 U.S. 606, 609 (1898). Out of an abundance of caution,
Patent Owner hereby adopts this constitutional challenge now to
preserve the issue pending the Supreme Court’s decision.

Prelim. Resp. 61-62.

Although, as Patent Owner notes, the constitutionality of inter partes
reviews is currently being considered by the Supreme Court, “administrative
agencies do not have jurisdiction to decide the constitutionality of
congressional enactments,” and we are bound by the existing decisions of
our reviewing court that have consistently rejected constitutional challenges
substantially similar to those raised by Patent Owner. See MCM Portfolio
LLC v. Hewlett-Packard Co., 812 F.3d 1284, 1288-92 (Fed. Cir. 2015), cert.
denied 137 S. Ct. 292 (2016)); Cooper v. Square, Inc., 645 F. App’x 1014
(Fed. Cir. 2016), cert. denied 137 S. Ct. 475 (2016); Oil States Energy
Servs., LLC v. Greene’s Energy Grp., LLC, 639 Fed. App’x 639 (Fed.

Cir. 2016); Riggin v. Office of Senate Fair Emp’t Practices, 61 F.3d 1563,
1569 (Fed. Cir. 1995); Apple Inc. v. Smartflash LLC, Case
CBM2015-00028, slip op. at 23-24 (PTAB May 26, 2016) (Paper 44); see
also Harjo v. Pro-Football, Inc., 50 USPQ2d 1705, 1710 (TTAB 1999)
(“[T]he Board has no authority . . . to declare provisions of the Trademark
Act unconstitutional.”); Blackhorse v. Pro-Football, Inc., 111 USPQ2d
1080, 1082 n.l.(TTAB 2014).

D. Additional Considered Arguments

Patent Owner has advanced a variety of additional arguments
concerning the repeated challenges of unpatentability asserted by other
parties. For instance, Patent Owner argues that the Petition is “redundant” in

light of the other petitions filed by Petitioner as well as other petitions filed
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against Patent Owner’s patents by other parties. Prelim. Resp. 1-9. Patent
'Owner also argues that Zydney is duplicative of prior art cited during
prosecution and that Vadndnen was cited during prosecution of the *622
patent, and that should exercise our discretion and deny the petition under 35
U.S.C. § 314(a) and § 325(d). Id. at 9-11, 14-17.

We have considered Patent Owner’s arguments and have found they
are underdeveloped and unpersuasive, and will not be subject to further
substantive discussion. We acknowledge that the instant Petition and the
petition in Case IPR2017-01797 together represent a third round of
challenges to the *622 patent. Although we understand the purposes of
§§ 314(a) and 325(d), vis-a-vis repeated challenges, we also recognize the
purpose of the availability of inter partes review to parties accused of
infringement. And while Zydney has been the basis of grounds presented in
a previous petition by a different petitioner, Zydney is not the primary focus
of the grounds here; Griffin is. Patent Owner’s complaint about the multiple
inter partes review petitions filed against the 622 patent is not persuasive
when the volume appears to be a direct result of its own litigation activity.
The discretion to deny petitions is for the panel to wield under certain
conditions, but not in every situation where a Patent Owner complains of

repeated challenges against its patents.

IV. CONCLUSION
In summary, based on our review of the arguments and evidence in
the Petition and Prcliminary Response, we institute inter partes review of

the challenged claims of the 622 patent on the following grounds:
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Ground | Basis Claims Challenged Claims Instituted
1 § 103 Griffin, | 14-17,28-31 14-17,28-31
Zydney, and .
Clark
2 § 103 Griffin, | 19,33 19, 33
Zydney, and
Viidnidnen
3 § 103 Griffin, |24-26 24-26
Zydney, and
Low
Summary 14-17, 19, 24-26, 28-31, | 14-17, 19, 24-26, 28—
33 31, 33

V. ORDER

Upon consideration of the record before us, it is, therefore,

ORDERED that an inter partes review is instituted as to
claims 14-17, 19, 24-26, 28-31, and 33 of the *622 patent on the following

grounds:

(1) Claims 14-17 and 28-31 under 35 U.S.C. § 103(a) as unpatentable

over Griffin, Zydney, and Clark,
(2) Claims 19 and 33 under 35 U.S.C. § 103(a) as unpatentable over

Griffin, Zydney, and Védénénen, and
(3) Claims 24-26 under 35 U.S.C. § 103(a) as unpatentable over

Griffin, Zydney, and Low;
FURTHER ORDERED that no other grounds are authorized; and
FURTHER ORDERED that pursuant to 35 U.S.C. § 314(a), inter

partes review of the *622 patent is hereby instituted commencing on the

entry date of this Decision, and pursuant to 35 U.S.C. § 314(¢c) and
37 C.F.R. § 42.4, notice is hereby given of the institution of a trial.
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

APPLE INC.,
Petitioner,

V.

UNILOC LUXEMBOURG S.A.,
Patent Owner.

Case IPR2017-01804
Patent 8,724,622 B2

Before JENNIFER S. BISK, MIRIAM L. QUINN, and
CHARLES J. BOUDREAU, Administrative Patent Judges.

BOUDREAU, Administrative Patent Judge.

DECISION
Denying Institution of Inter Partes Review
37CF.R §42.108
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I.  INTRODUCTION

Apple Inc. (“Petitioner™) filed a Petition requesting inter partes review
of claims 3, 6-8, 10, 11, 13-23, 27-35, 38, and 39 of U.S. Patent
No. 8,724,622 B2 (Ex. 1001, “the *622 patent”). Paper 2 (“Pet.”). Uniloc
Luxembourg S.A. (“Patent Owner”)! filed a Preliminary Response. Paper 6
(“Prelim. Resp.”).
We have authority under 35 U.S.C. § 314. Based on the particular
circumstances presented, we exercise our discretion under 37 C.F.R.

§ 42.108 and do not institute an inter partes review in this case.

II. DISCUSSION
A. Related Matters

The parties indicate that the *622 patent is involved in Uniloc US4,
Inc. v. Apple Inc., No. 2:16-cv-00638-JRG (E.D. Tex.), among numerous
other actions in the United States District Court for the Eastern District of
Texas. Pet. 1-3; Paper 4, 2. The 622 patent also was the subject of two

requests for inter partes review filed by Petitioner on November 14, 2016

! Patent Owner’s Mandatory Notice filed pursuant to 37 C.F.R. § 42.8
identifies Uniloc Luxembourg S.A. as the owner of the challcnged patent
and identifies Uniloc USA, Inc. only as exclusive licensee and additional
real party in interest. Paper 4, 1. Accordingly, we have removed Uniloc
USA, Inc. from the case caption as Patent Owner. We note, however, that
this identification varies from earlier cases involving the challenged patent
and certain related patents, in which Uniloc USA, Inc. and Uniloc
Luxembourg S.A. both were identified in mandatory notices as ‘“Patent
Owner.” See, e.g., IPR2017-00221, Paper 4, 1; IPR2017-00222, Paper 4, 1,
[PR2017-00225, Paper 4, 1; IPR2017-01427, Paper 4, 1; IPR2017-01428,
Paper 4, 1. The parties are reminded of their ongoing obligation under

37 C.F.R. § 42.8(a)(3) to keep mandatory notices updated.

2
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(Cases IPR2017-00223 and IPR2017-00224), both of which were denied.
See IPR2017-00223, Paper 7 (PTAB May 25, 2017); IPR2017-00224,
Paper 7 (PTAB May 25, 2017).

Concurrently with filing of the instant Petition on July 20, 2017,
Petitioner additionally filed a petition requesting inter partes review of
claims 4, 5, 12, and 24-26 of the 622 patent (Case IPR2017-01805).
IPR2017-01805, Paper 2. By Petitioner’s own admission, the instant
Petition and the petition filed in Case IPR2017-01805 are “substantively
identical” to petitions filed June 22, 2017, by Facebook, Inc. and
WhatsApp Inc. (collectively, “Facebook™) in Cases IPR2017-01667 and
IPR2017-01668, respectively, apart from the inclusion of two new sections
addressing such identicality. See Pet. 76; IPR2017-01805, Paper 2, 65.
Earlier today, the Board instituted inter partes review in Cases
IPR2017-01667 and IPR2017-01668. IPR2017-01667, Paper 8 (PTAB
Jan. 19, 2018); IPR2017-01668, Paper 8 (PTAB Jan. 19, 2018).

Further, Samsung Electronics America, Inc. also filed two requests for
inter partes review of certain claims of the *622 patent on July 20, 2017
(Cases IPR2017-01797 and IPR2017-01798); Huawei Device Co., Ltd.
(“Huawei”) filed a request for inter partes review of the same claims as the
instant Petition and the petition in Case IPR2017-01668 on September 11,
2017 (Case IPR2017-02090); and Google Inc. filed two requests for inter
partes review of certain claims of the 622 patent on September 12, 2017
(Cases IPR2017-02080 and IPR2017-02081). Huawei additionally filed a
motion for joinder to Case IPR2017-01667 concurrently with its petition in
Case IPR2017-02090. IPR2017-02090, Paper 3.
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B. Discretionary Non-institution

Institution of inter partes review is discretionary. See 35 U.S.C.

§ 314(a); 37 C.F.R. § 42.108. “In determining whether to institute or order a
proceeding under . . . Chapter 31 [of Title 35 of the U.S. Code, providing for
inter partes review], the Director may take into account whether, and reject
the petition . . . because, the same or substantially the same prior art or
arguments previously were presented to the Office.” 35 U.S.C. § 325(d).

In this case, as noted in the previous section, Petitioner admits that the
Petition is substantively identical to Facebook’s petition in Case
IPR2017-01667 (“the 1667 IPR”), which challenges the same claims on the
same grounds, aside from the addition of new “sections VII-VIIL.” Pet. 76.
Moreover, the new “sections VII-VIII” referenced by Petitioner do not alter
the substance of the asserted grounds. Rather, Section VII represents that
“Petitioner has limited its grounds to those in [the 1667 IPR], including the
same analysis, prior art and declaration”; that “any differences are shown in
Exhibit 1020;? and that Petitioner will request joinder with the 1667 IPR
“when appropriate.” Id. Petitioner further represents that “[i]f joined,
Petitioner will accept a limited capacity unless Facebook terminates as a
party,” and “[i]f not [joined], Petitioner consents to coordinating schedules.”

1d In Section VIII of the Petition, titled “The Board should institute in view

2 We note that in addition to the redlined petition that Petitioner filed as
Exhibit 1020, showing differences relative to Facebook’s petition in the
1667 IPR, Petitioner also filed a redlined version of Facebook’s supporting
expert declaration of Tal Lavian, Ph.D. from that case, as Exhibit 1021. See
Pet. ix. Our review of Exhibits 1020 and 1021 confirms Petitioner’s
representation that Petitioner has limited its ground in this case to those in
the 1667 IPR.
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of §325(d),” Petitioner contends that “the eight §325(d) factors have
marginal relevance here because Petitioner does not present grounds
beyond” the 1667 IPR, and that “the eight factors in Blue Coat Systems v.
Finjan, IPR2016-01443, Paper 13, pp. 8-9, support this subsequent
petition.” Id. at 76-77.

Notwithstanding Petitioner’s contentions regarding § 325(d),3 we
exercise our discretion under 37 C.F.R. § 42.108(a) to deny the Petition,
based on the complete identity of prior art and arguments to those presented
to the Office in the 1667 IPR. We recognize that the Board often institutes
inter partes review on petitions substantively identical to earlier successful

petitions, where the second petition is accompanied by an unopposed or

31t is unclear whether Petitioner, in its reference to “eight §325(d) factors
hav[ing] marginal relevance here,” intends to refer to the same “eight factors
in Blue Coat Systems” that allegedly “support this subsequent petition.”

Pet. 76. Of the eight factors presented in the cited Blue Coat Systems
proceeding, only the eighth factor, “whether the same or substantially the
same prior art or arguments previously were presented to the Office,”
directly relates to § 325(d). Notably, Petitioner does not persuasively
address that eighth factor. See id. at 76—77 (arguing with respect to
“Factors 3—5 and 8,” collectively, only that “Courts and the PTAB have
differentiated between art that should be known by a ‘skilled searcher
conducing a diligent search,’ as opposed to ‘a scorched-earth search,” and
that “[b]efore filing earlier petitions, Petitioner performed a reasonable prior
art search that did not uncover” the particular prior art cited in the Petition,
neither of which arguments has any discernible bearing on § 325(d)). The
remaining seven factors articulated in Blue Coat Systems, while relevant to
the Board’s more general discretion under 35 U.S.C. § 314(a), do not enter
into the determination under § 325(d) “whether . . . the same or substantially
the same prior art or arguments previously were presented.” In any event,
we agree with Patent Owner’s arguments that the factors set forth in Blue
Coat Systems, to the extent applicable, do not weigh in Petitioner’s favor in
this case. See Prelim. Resp. 8-11.
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unpersuasively opposed request for joinder pursuant to 37 C.F.R.
§ 42.112(b), in which cases the filer of the second petition is then joined as a
petitioner in the first proceeding and the second proceeding is immediately
terminated. See, e.g., [PR2017-01636, slip op. at 14-16 (PTAB Oct. 3,
2017) (Paper 10) (instituting inter partes review in Case IPR2017-01636;
joining Facebook, Inc. and WhatsApp, Inc. as petitioners in Case
IPR2017-00221, Apple Inc. v. Uniloc USA, Inc., a pending review involving
the same asserted grounds of unpatentability; and then terminating Case
IPR2017-01636). That, however, is not the posture of this case. Petitioner
has not filed a request for joinder with the 1667 IPR, but merely has
represented that it will do so at some unspecified time “when appropriate.”
Pet. 76. If we were to institute trial at this time, Patent Owner would be
required to participate in duplicative proceedings with different petitioners,
each having its own counsel, until such time, if ever, as Petitioner deemed it
“appropriate” to request joinder. Further, because we are required to enter a
decision on institution within three months of Patent Owner’s filing of its
Preliminary Response on November 8, 2017—i.e., by February 8, 2018—
35 U.S.C. § 314(b) (“The Director shall determine whether to institute an
inter partes review . . . within 3 months after . . . receiving a preliminary
response to the petition . . . .””), there would be insufficient time for briefing
to be completed before entry of our decision on institution even if Petitioner
were to file a motion for joinder immediately, see 37 C.F.R. § 42.25(a)(1)
(providing that an opposition is due one month after service of a motion).
Accordingly, under the circumstances, the Petition is denied, without

prejudice to Petitioner’s ability to file a new petition accompanied by a
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request for joinder pursuant to and within the time period permitted by
37 C.F.R. § 42.122(b).

III. CONCLUSION

In summary:
Ground |Basis Claims Challenged | Claims Instituted
1 § 103 Zydney* | 3, 6-8, 10, 11, 13, 18-21, | None
and Shinder® |23, 27, 32-35, 38
2 § 103 Zydney, |14-17, 28-31 None
Shinder, and
Clark®
3 § 103 Zydney, |22,39 None
Shinder, and
Appelman’
Summary 3,6-8,10,11, 13-23, None
27-35, 38, 39
IV. ORDER

Upon consideration of the record before us, it is, therefore,
ORDERED that the Petition is denied, and no trial or inter partes

review is instituted on any asserted ground.

*Zydney et al., WO 01/11824 A2, published Feb. 15, 2001 (filed with line
numbers added as Exhibit 1003).

5 Excerpts from Debra Littlejohn Shinder, Computer Networking Essentials
(2002) (Ex. 1014).

6 Clark et al., US 6,725,228 B1, issued Apr. 20, 2004 (Ex. 1008).
7 Appelman, US 6,750,881 B1, issued June 15, 2004 (Ex. 1004).

7
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

APPLE INC,,
Petitioner,

V.

UNILOC LUXEMBOURG S.A.,
Patent Owner.

Case [PR2017-01805
Patent 8,724,622 B2

Before JENNIFER S. BISK, MIRIAM L. QUINN, and
CHARLES J. BOUDREAU, Administrative Patent Judges.

BOUDREAU, Administrative Patent Judge.

DECISION
Denying Institution of Inter Partes Review
37CFR §42.108
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I.  INTRODUCTION

Apple Inc. (“Petitioner”) filed a Petition requesting inter partes review
of claims 4, 5, 12, and 24-26 of U.S. Patent No. 8,724,622 B2 (Ex. 1001,
“the *622 patent”). Paper 2 (“Pet.”). Uniloc Luxembourg S.A. (“Patent
Owner”)' filed a Preliminary Response. Paper 7 (“Prelim. Resp.”).
We have authority under 35 U.S.C. § 314. Based on the particular
circumstances presented, we exercise our discretion under 37 C.F.R.

§ 42.108 and do not institute an inter partes review in this case.

II. DISCUSSION
A. Related Matters

The parties indicate that the 622 patent is involved in Uniloc US4,
Inc. v. Apple Inc., No. 2:16-cv-00638-JRG (E.D. Tex.), among numerous
other actions in the United States District Court for the Eastern District of
Texas. Pet. 1-3; Paper 4, 2. The *622 patent also was the subject of two
requests for inter partes review filed by Petitioner on November 14, 2016

(Cases IPR2017-00223 and IPR2017-00224), both of which were denied.

I Patent Owner’s Mandatory Notice filed pursuant to 37 C.F.R. § 42.8
identifies Uniloc Luxcmbourg S.A. as the owner of the challenged patent
and identifies Uniloc USA, Inc. only as exclusive licensee and additional
real party in interest. Paper 4, 1. Accordingly, we have removed Uniloc
USA, Inc. from the case caption as Patent Owner. We note, however, that
this identification varies from earlier cases involving the challenged patent
and certain related patents, in which Uniloc USA, Inc. and Uniloc
Luxembourg S.A. both were identified in mandatory notices as “Patent
Owner.” See, e.g., IPR2017-00221, Paper 4, 1; IPR2017-00222, Paper 4, 1,
IPR2017-00225, Paper 4, 1; IPR2017-01427, Paper 4, 1; IPR2017-01428,
Paper 4, 1. The parties are reminded of their ongoing obligation under

37 C.F.R. § 42.8(a)(3) to keep mandatory notices updated.

2
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See IPR2017-00223, Paper 7 (PTAB May 25, 2017); IPR2017-00224,
Paper 7 (PTAB May 25, 2017).

Concurrently with filing of the instant Petition on July 20, 2017,
Petitioner additionally filed a petition requesting inter partes review of
claims 3, 6-8, 10, 11, 13-23, 27-35, 38, 39 of the ’622 patent (Case
IPR2017-01804). IPR2017-01804, Paper 2. By Petitioner’s own admission,
the instant Petition and the petition filed in Case IPR2017-01804 are
“substantively identical” to petitions filed June 22, 2017, by Facebook, Inc.
and WhatsApp Inc. (collectively, “Facebook™) in Cases IPR2017-01668 and
IPR2017-01667, respectively, apart from the inclusion of two new sections
addressing such identicality. See Pet. 65; IPR2017-01804, Paper 2, 76.
Earlier today, the Board instituted infer partes review in Cases
IPR2017-01667 and IPR2017-01668. IPR2017-01667, Paper 8 (PTAB
Jan. 19, 2018); IPR2017-01668, Paper 8 (PTAB Jan. 19, 2018).

Further, Samsung Electronics America, Inc. also filed two requests for
inter partes review of certain claims of the *622 patent on July 20, 2017
(Cases IPR2017-01797 and IPR2017-01798); Huawei Device Co., Ltd.
(“Huawei”) filed a request for inter partes review of the same claims as the
petitions in Cases [IPR2017-01667 and IPR2017-01804 on September 11,
2017 (Case IPR2017-02090); and Googlc Inc. filed two requests for inter
partes review of certain claims of the 622 patent on September 12, 2017
(Cases IPR2017-02080 and IPR2017-02081). Huawei additionally filed a
motion for joinder to Case IPR2017-01667 concurrently with its petition in
Case IPR2017-02090. IPR2017-02090, Paper 3.
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B. Discretionary Non-institution

Institution of inter partes review is discretionary. See 35 U.S.C.

§ 314(a); 37 C.F.R. § 42.108. “In determining whether to institute or order a
proceeding under . . . Chapter 31 [of Title 35 of the U.S. Code, providing for
inter partes review], the Director may take into account whether, and reject
the petition . . . because, the same or substantially the same prior art or
arguments previously were presented to the Office.” 35 U.S.C. § 325(d).

In this case, as noted in the previous section, Petitioner admits that the
Petition is substantively identical to Facebook’s petition in Case
IPR2017-01668 (“the *1668 IPR”), which challenges the same claims on the
same grounds, aside from the addition of new “sections VII-VIIL.” Pet. 65.
Moreover, the new “sections VII-VIII” referenced by Petitioner do not alter
the substance of the asserted grounds. Rather, Section VII represents that
“Petitioner has limited its grounds to those in [the *1668 IPR]}, including the
same analysis, prior art and declaration”; that “any differences are shown in
Exhibit 1120”;? and that Petitioner will request joinder with the 1668 IPR
“when appropriate.” Id. Petitioner further represents that “[i]f joined,
Petitioner will accept a limited capacity unless Facebook terminates as a
party,” and “[i]f not [joined], Petitioner consents to coordinating schedules.”

Id 1In Section VIII of the Petition, titled “The Board should institute in view

2 We note that in addition to the redlined petition that Petitioner filed as
Exhibit 1120, showing differences relative to Facebook’s petition in the
’1668 IPR, Petitioner also filed a redlined version of Facebook’s supporting
expert declaration of Tal Lavian, Ph.D. from that case, as Exhibit 1121. See
Pet. ix. Our review of Exhibits 1120 and 1121 confirms Petitioner’s
representation that Petitioner has limited its ground in this case to those in
the 1668 IPR.
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of §325(d),” Petitioner contends that “the eight §325(d) factors have
marginal relevance here because Petitioner does not present grounds
beyond” the *1668 IPR, and that “the eight factors in Blue Coat Systems v.
Finjan, IPR2016-01443, Paper 13, pp. 89, support this subsequent
petition.” Id. at 65-66.

Notwithstanding Petitioner’s contentions regarding § 325(d),® we
exercise our discretion under 37 C.F.R. § 42.108(a) to deny the Petition,
based on the complete identity of prior art and arguments to those presented
to the Office in the "1668 IPR. We recognize that the Board often institutes
inter partes review on petitions substantively identical to earlier successful

petitions, where the second petition is accompanied by an unopposed or

31t is unclear whether Petitioner, in its reference to “eight §325(d) factors
hav[ing] marginal relevance here,” intends to refer to the same “eight factors
in Blue Coat Systems” that allegedly “support this subsequent petition.”

Pet. 65. Of the eight factors presented in the cited Blue Coat Systems
proceeding, only the eighth factor, “whether the same or substantially the
same prior art or arguments previously were presented to the Office,”
directly relates to § 325(d). Notably, Petitioner does not persuasively
address that eighth factor. See id. at 65-66 (arguing with respect to
“Factors 3—5 and 8,” collectively, only that “Courts and the PTAB have
differentiated between art that should be known by a ‘skilled searcher
conducing a diligent scarch,’ as opposcd to ‘a scorchcd-earth search,’” and
that “[b]efore filing earlier petitions, Petitioner performed a reasonable prior
art search that did not uncover” the particular prior art cited in the Petition,
neither of which arguments has any discemible bearing on § 325(d)). The
remaining seven factors articulated in Blue Coat Systems, while relevant to
the Board’s more general discretion under 35 U.S.C. § 314(a), do not enter
into the determination under § 325(d) “whether . . . the same or substantially
the same prior art or arguments previously were presented.” In any event,
we agree with Patent Owner’s arguments that the factors set forth in Blue
Coat Systems, to the extent applicable, do not weigh in Petitioner’s favor in
this case. See Prelim. Resp. 7-10.
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unpersuasively opposed request for joinder pursuant to 37 C.F.R.
§ 42.112(b), in which cases the filer of the second petition is then joined as a
petitioner in the first proceeding and the second proceeding is immediately
terminated. See, e.g., IPR2017-01636, slip op. at 14-16 (PTAB Oct. 3,
2017) (Paper 10) (instituting inter partes review in Case IPR2017-01636;
joining Facebook, Inc. and WhatsApp, Inc. as petitioners in Case
IPR2017-00221, Apple Inc. v. Uniloc USA, Inc., a pending review involving
the same asserted grounds of unpatentability; and then terminating Case
IPR2017-01636). That, however, is not the posture of this case. Petitioner
has not filed a request for joinder with the 1668 IPR, but merely has
represented that it will do so at some unspecified time “when appropriate.”
Pet. 65. If we were to institute trial at this time, Patent Owner would be
required to participate in duplicative proceedings with different petitioners,
each having its own counsel, until such time, if ever, as Petitioner deemed it
“appropriate” to request joinder. Further, because we are required to enter a
decision on institution within three months of Patent Owner’s filing of its
Preliminary Response on November 8, 2017—i.e., by February §, 2018—
35 U.S.C. § 314(b) (“The Director shall determine whether to institute an
inter partes review . . . within 3 months after . . . receiving a preliminary
response to the petition . . . .”"), there would be insufficient time for briefing
to be completed before entry of our decision on institution even if Petitioner
were to file a motion for joinder immediately, see 37 C.F.R. § 42.25(a)(1)
(providing that an opposition is due one month after service of a motion).
Accordingly, under the circumstances, the Petition is denied, without

prejudice to Petitioner’s ability to file a new petition accompanied by a
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request forjoinder pursuant to and within the time period permitted by
37 C.F.R. § 42.122(b).

III. CONCLUSION

In summary:

Ground | Basis Claim(s) Challenged Claims Instituted

1 § 103 4,5,24-26 None
Zydney,*
Shinder,® and
Hethmon®
2 § 103 Zydney, |12 None .
Shinder,
Microsoft,’
and Moghe®
Summary 4,5,12,24-26 None

IV. ORDER

Upon consideration of the record before us, it is, therefore,
ORDERED that the Petition is denied, and no trial or inter partes

review is instituted on any asserted ground.

4 Zydney et al., WO 01/11824 A2, published Feb. 15,2001 (filed w1th line
numbers added as Exhibit 1103).

SExcerpts from Debra Littlejohn Shinder, Computer Networking Essentials
(2002) (Ex. 1114).

8 Excerpts from Paul S. Hethmon, lllustrated Guide to HTTP (1997)
(Ex. 1109).

7 Excerpts from Microsoft Press Computer chtlonary (1991) (Ex. 1118).
8 Moghe, US 6,173,323 B1, issued Jan. 9, 2001 (Ex. 1119).

7
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FACEBOOK, INC. and WHATSAPP INC.,
Petitioner,
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CHARLES J. BOUDREAU, Administrative Patent Judges.
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DECISION
Institution of Inter Partes Review
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I. INTRODUCTION

The above-captioned Petitioner (Facebook, Inc. and WhatsApp Inc.)
filed a Petition requesting inter partes review of claims 4, 5, 12, and 24-26
of U.S. Patent No. 8,724,622 B2 (Ex. 1101, “the *622 patent”). Paper 2
(“Pet.”). Uniloc Luxembourg S.A. (“Patent Owner”)' filed a Preliminary
Response. Paper 6 (“Prelim. Resp.”).

We have authority under 35 U.S.C. § 314. Upon considering the
record developed thus far, for reasons discussed below, we institute inter

partes review of claims 4, 5, 12, and 24-26 of the 622 patent.

II. BACKGROUND
A. Related Matters

The parties indicate that the *622 patent is involved in Uniloc USA,
Inc. v. Facebook, Inc., No. 2:16-¢cv-00728-JRG (E.D. Tex.), and Uniloc
USA, Inc. v. WhatsApp Inc., No. 2:16-cv-00645-JRG (E.D. Tex.), among
numerous other actions in the United States District Court for the Eastern

District of Texas. Pet. 1-3; Paper 3, 2. The ’622 patent also was the subject

I'Patent Owner’s Mandatory Notice filed pursuant to 37 C.F.R. § 42.8
identifies Uniloc Luxembourg S.A. as the owner of the challenged patent
and identifies Uniloc USA, Inc. only as licensee and additional real party in
interest. Paper 4, 1. Accordingly, we have removed Uniloc USA, Inc. from
the case caption as Patent Owner. We note, however, that this identification
varies from earlier cases involving the challenged patent and certain related
patents, in which Uniloc USA, Inc. and Uniloc Luxembourg S.A. both were
identified in mandatory notices as “Patent Owner.” See, e.g.,
IPR2017-00221, Paper 4, 1; [IPR2017-00222, Paper 4, 1; IPR2017-00225,
Paper 4, 1; IPR2017-01427, Paper 4, 1; IPR2017-01428, Paper 4, 1. The
parties are reminded of their ongoing obligation under 37 C.F.R. § 42.8(a)(3)
to keep mandatory notices updated.
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of two requests for inter partes review filed by Apple Inc. (“Apple”) on
November 14, 2016 (Cases IPR2017-00223 and IPR2017-00224), both of
which were denied. See IPR2017-00223, Paper 7 (PTAB May 25, 2017);
IPR2017-00224, Paper 7 (PTAB May 25, 2017).

Concurrently with the instant Petition, Petitioner additionally filed a
petition requesting inter partes review of claims 3, 6, 8, 10, 11, 13-23, 27—
35, 38, and 39 of the *622 patent (Case IPR2017-01667). IPR2017-01667,
Paper 2. Further, Samsung Electronics America, Inc. filed two requests for
inter partes review of certain claims of the *622 patent on July 20, 2017
(Cases IPR2017-01797 and IPR2017-01798); Apple filed two additional
requests for inter partes review, also on July 20, 2017, challenging the same
claims as the petition in Case IPR2017-01667 and the instant Petition,
respectively (Cases IPR2017-01804 and IPR2017-01805); Huawei Device
Co., Ltd. (“Huawei”) filed a request for inter partes review of the same
claims as the petition in Case IPR2017-01667 on September 11, 2017 (Case
IPR2017-02090); and Google Inc. filed two requests for inter partes review
of certain claims of the *622 patent on September 12, 2017 (Cases
IPR2017-02080 and IPR2017-02081). Apple indicated in its petition in
Case IPR2017-01805 that it intends to seek joinder with the instant
proceeding “when appropriate.” IPR2017-01805, Paper 2, 65.

B. The '622 Patent
The 622 patent, titled “System and Method for Instant VoIP

Messaging,” relates to Internet telephony, and more particularly, to instant
voice over IP (“VoIP”’) messaging over an IP network, such as the Internet.
Ex. 1101, [54], 1:18-22. The 622 patent acknowledges that “[v]oice
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messaging” and “instant text messaging” in both the VoIP and public
switched telephone network environments were previously known. Id.
at 2:22—-46. In prior art instant text messaging systems, according to the
’622 patent, a server would present a user of a client terminal with a “list of
persons who are currently ‘online’ and ready to receive text messages,” the
user would “select one or more” recipients and type the message, and the
server would immediately send the message to the respective client
terminals. Id. at 2:34—46. According to the *622 patent, however, “there is
still a need in the art for . . . a system and method for providing instant VoIP
messaging over an IP network,” such as the Internet. Id. at 1:18-22, 2:47—
59, 6:47-49.

In one embodiment, the 622 patent discloses local instant voice
messaging (“IVM?”) system 200, depicted in Figure 2 below. Ex. 1101,
6:22-24.
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As illustrated in Figure 2, local packet-switched IP network 204,
which may be a local area network (“LAN”), “interconnects” IVM
clients 206, 208 and legacy telephone 110 to local IVM server 202. Id
at 6:50-7:2; see id. at 7:23-24, 7:61-65. Local IVM server 202 enables
instant voice messaging functionality over network 204. Id. at 7:61-65.

In “record mode,” IVM client 208 “displays a list of one or more IVM
recipients,” provided and stored by local IVM server 202, and the user
selects recipients from the list. Ex. 1101, 7:57-59, 7:65-8:4. IVM

client 208 then transmits the selections to IVM server 202 and “records the
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user’s speech into . . . digitized audio file 210 (i.e., an instant voice
message).” Id. at 8:4-11.

When the recording is complete, IVM client 208 transmits audio
file 210 to local IVM server 202, which delivers the message to the selected
recipients via local IP network 204. Ex. 1101, 8:15-29. “[O]nly the
available IVM recipients, currently connected to . . . IVM server 202, will
receive the instant voice message.” Id. at 8:33-34. IVM server 202
“temporarily saves the instant voice message” for any IVM client that is “not
currently connected to . . . local IVM server 202 (i.e., is unavailable)” and
“delivers it . . . when the IVM client connects to . . . local IVM server 202
(i.e., is available).” Id. at 8:34-39; see id. at 9:17-21. Upon receiving the
instant voice message, the recipients can audibly play the message. Id.
at 8:29-32.

C. Hlustrative Claims

Of the challenged claims, only claim 24 is independent. Challenged
claims 25 and 26 depend directly from claim 24, and the remaining
challenged claims depend directly or indirectly from independent claim 3,
which is not challenged in the instant proceeding. Unchallenged claim 3 and
challenged claims 4 and 24 are illustrative and are reproduced below.

3. A system comprising:

a network interface connected to a packet-switched network;

a messaging system communicating with a plurality of instant
voice message client systems via the network interface; and

a communication platform system maintaining connection
information for each of the plurality of instant voice
message client systems indicating whether there is a current
connection to each of the plurality of instant voice message
client systems,
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wherein the messaging system receives an instant voice
message from one of the plurality of instant voice message
client systems, and

wherein the instant voice message includes an object field
including a digitized audio file.

4. The system according to claim 3, wherein the instant voice
message includes an action field identifying one of a predetermined
set of permitted actions requested by the user.

24. A system comprising:

a network interface connected to a packet-switched network;
and

a messaging system communicating with a plurality of instant
voice message client systems via the network interface; and

a communication platform system maintaining connection
information for each of the plurality of instant voice
message client systems indicating whether there is a current
connection to each of the plurality of instant voice message
client systems,

wherein the messaging system receives connection object
messages from the plurality of instant voice message client
systems, wherein each of the connection object messages
includes data representing a state of a logical connection
with a given one of the plurality of instant voice message
client systems.

Ex. 1101, 24:12-30, 25:59-26:8.
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D. Asserted Grounds of Unpatentability

Petitioner asserts two grounds of unpatentability (Pet. 5):

Challenged Claim(s) Basis References
Zydney,? Shinder,* and
4,5,24-26 §103(2) | pep s
Zydney, Shinder, Microsoft,’
12 3 103(2) and Moghe$

Petitioner also relies on a Declaration of Tal Lavian, Ph.D,, filed as

Exhibit 1102.

ITII. DISCUSSION
A. Claim Construction

In an inter partes review, claim terms in an unexpired patent are given
their broadest reasonable construction in light of the specification of the
patent in which they appear. 37 C.F.R. § 42.100(b); Cuozzo Speed Techs.,
LLC v. Lee, 136 S. Ct. 2131, 2144-46 (2016) (upholding the use of the
broadest reasonable interpretation standard as the claim interpretation

standard to be applied in inter partes reviews). Under the broadest

2Zydney etal., WO 01/11824 A2, published Feb. 15, 2001 (filed with line
numbers added by Petitioner as Exhibit 1103).

3Excerpts from Debra Littlejohn Shinder, Computer Networking Essentials
(2002) (Ex. 1114).

4Excerpts from Paul S. Hethmon, lllustrated Guide to HTTP (1997)
(Ex. 1109).

3Excerpts from Microsoft Press Computer Dictionary (1991) (Ex. 1118).
$Moghe, US 6,173,323 B, issued Jan. 9, 2001 (Ex. 1119).

8
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reasonable interpretation standard, claim terms generally are given their
ordinary and customary meaning, as would be understood by one of ordinary
skill in the art in the context of the entire disclosure. See In re Translogic
Tech., Inc., 504 F.3d 1249, 1257 (Fed. Cir. 2007). We note that only those
claim terms that are in controversy need to be construed, and only to the
extent necessary to resolve the controversy. See Nidec Motor Corp. v.
Zhongshan Broad Ocean Motor Co., 868 F.3d 1013, 1017 (Fed. Cir. 2017);
Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir.
1999).

Petitioner proposes constructions for the terms “connection object
messages,” as recited in claim 24, and “communication platform system,” as
recited in claims 3 and 24. Pet. 7-9. Patent Owner points out alleged
deficiencies in Petitioner’s proposed construction of the latter term and
proposes an alternative construction. Prelim. Resp. 6—8. Because our
determination to institute review in this case does not turn on the
construction of any of the terms for which the parties offer a construction,

we do not construe expressly any term at this time.

B. Analysis of Asserted Grounds of Unpatentability
1. Principles of Law
A patent claim is unpatentable under 35 U.S.C. § 103(a) if the
differences between the claimed subject matter and the prior art are “such
that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said
subject matter pertains.” KSR Int'l Co. v. Teleflex Inc., 550 U.S. 398, 406

(2007). The question of obviousness is resolved on the basis of underlying
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factual determinations, including (1) the scope and content of the prior art;
(2) any differences between the claimed subject matter and the prior art;
(3) the level of skill in the art;” and (4) objective evidence of
nonobviousness, i.e., secondary considerations.® Graham v. John Deere
Co., 383 U.S. 1, 17-18 (1966). “To satisfy its burden of proving
obviousness, a petitioner cannot employ mere conclusory statements. The
petitioner must instead articulate specific reasoning, based on evidence of
record, to support the legal conclusion of obviousness.” In re Magnum Qil
Tools Int’l, Ltd., 829 F.3d 1364, 1380 (Fed. Cir. 2016). We analyze the

asserted grounds with the principles stated above in mind.

7 Citing the testimony of Dr. Lavian, Petitioner asserts that a person of
ordinary skill in the art for purposes of the 622 patent “would have
possessed at least a bachelor’s degree in computer science, computer
engineering, or electrical engineering with at least two years of experience in
development and programming relating to network communication systems
(or equivalent degree or experience).” Pet. 6 (citing Ex. 1102 ] 13-15).
Patent Owner acknowledges Petitioner’s assertion and states that “[t]o
simply [sic] the issues before the Board at this preliminary stage, Patent
Owner does not presently offer a different definition for a person of ordinary
skill in the art.” Prelim. Resp. 5-6. Patent Owner further states that the
opinion of its own expert, William Easttom II, is “essentially the same as
that of Dr. Lavian.” Id. at 6 (citing Ex. 2001 Y 14—15). For purposes of this
Decision and to the extent necessary, we adopt Petitioner’s assessment.

8 Patent Owner does not contend in its Preliminary Response that any such
secondary considerations are present.

10
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2. Ground 1: Obviousness over Zydney, Shinder, and Hethmon
(Claims 4, 5, and 24-26)

a. Overview of Zydney

Zydney, titled “Method and System for Voice Exchange and Voice
Distribution,” relates to packet communication systems that provide for
voice exchange and voice distribution between users of computer networks.
Ex. 1103, [54], [57], 1:4-5. While acknowledging that e-mail and instant
messaging systems were well-known text-based communication systems
utilized by users of online services and that it was possible to attach files for
the transfer of non-text formats via those systems, Zydney states that the
latter technique “lack[ed] a method for convenient recording, storing,
exchanging, responding and listening to voices between one or more parties,
independent of whether or not they are logged in to their network.” Id.
at 1:7-17. Zydney thus describes a method in which “voice containers”—
i.e., “container object[s] that . . . contain[] voice data or voice data and voice
data properties”—can be “stored, transcoded and routed to the appropriate
recipients instantaneously or stored for later delivery.” Id. at 1:19-22; 12:6—

8. Figure 1 of Zydney is reproduced below.

11
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Figure 1, above, illustrates a high-level functional block diagram of

Zydney’s system for voice exchange and voice distribution. Id. at 10:19-20.

Referring to Figure 1, system 20 allows software agent 22, with a user

interface, in conjunction with central server 24 to send messages using voice

containers illustrated by transmission line 26 to another software agent 28,

as well as to receive and store such messages, in a “pack and send” mode of

operation. /d. at 10:20-11:1. Zydney explains that a pack and send mode of

operation “is one in which the message is first acquired, compressed and

then stored in a voice container 26 which is then sent to its destination(s).”

Id. at 11:1-3. The system has the ability to store messages both locally and

centrally at server 24 whenever the recipient is not available for a prescribed

period of time. Id. at 11:3-6.

12
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In the use of Zydney’s system and method, the message originator
selects one or more intended recipients from a list of names that have been
previously entered into the software agent. Ex. 1103, 14:17-19. The agent
permits distinct modes of communication based on the status of the
recipient, including the “core states” of whether the recipient is online or
offline and “related status information” such as whether the recipient does
not want to be disturbed. Id. at 14:19-15:1. Considering the core states, the
software agent offers the originator alternative ways to communicate with
the recipient, the choice of which can be either dictated by the originator or
automatically selected by the software agent, according to stored rules. Id.
at 15:3-6. If the recipient is online, the originator can either begin a
real-time “intercom” call, which simulates a telephone call, or a voice instant
messaging session, which allows for an interruptible conversation. /d.
at 15:8-10. If the recipient is offline, the originator can either begin a voice
mail conversation that will be delivered the next time the recipient logs in or
can be delivered to the recipient’s e-mail as a digitally encoded
Multipurpose Internet Mail Extension (“MIME”) attachment. Id. at 15:15—
17. Zydney explains that the choice of the online modes “depends on the
activities of both parties, the intended length of conversation and the quality
of the communications path between the two individuals, which is generally
not controlled by either party,” and that the choice of the offline delivery
options “is based on the interests of both parties and whether the recipient is
sufficiently mobile that access to the registered computer is not always
available.” Id. at 15:10-14, 15:17-19.

Once the delivery mode has been selected, the originator digitally

records messages for one or more recipients using a microphone-equipped

13
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device and the software agent. Ex. 1103, 16:1-3. The software agent
compresses the voice and stores the file temporarily on the PC if the voice
will be delivered as an entire message. Id. at 16:3—4. If the real-time
“intercom” mode has been invoked, a small portion of the digitized voice is
stored to account for the requirements of the Internet protocols for
retransmission and then transmitted before the entire conversation has been
completed. /d. at 16:4-7. Based on status information received from the
central server, the agent then decides whether to transport the voice
container to a central file system and/or to send it directly to another
software agent using the IP address previously stored in the software agent.
Id. at 16:7-10. If the intended recipient has a compatible active software
agent online after log on, the central server downloads the voice recording
almost immediately to the recipient. Id. at 16:10-12. The voice is
uncompressed and the recipient can hear the recording through the speakers
or headset attached to its computer. Id. at 16:12-14. The recipient can reply
in a complementary way, allowing for near real-time communications. /d.
at 16:14—15. If the recipient’s software agent is not online, the voice
recording is stored in the central server until the recipient’s software agent is
active. Id. at 16:15-17. “In both cases, the user is automatically notified of
available messages once the voice recordings have been downloaded to
storage on their computer.” Id. at 16:17-19. The central server coordinates
with software agents on all computers continuously, updating addresses,
uploading and downloading files, and selectively retaining voice recordings
in central storage. Id. at 16:19-21.

Zydney discloses that the voice container also has the ability to have

other data types attached to it. Ex. 1103, 19:6—7. Formatting the container

14
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using MIME format, for example, “allows non-textual messages and

multipart message bodies attachments [sic] to be specified in the message

headers.” Id at 19:7-10.

Figure 3 of Zydney is reproduced below.

FIG. 3
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Figure 3, above, illustrates an exemplary embodiment of Zydney’s

voice container structure, including voice data and voice data properties

components. Ex. 1103, 2:19, 23:1-2. Referring to Figure 3, voice container

components include:

[O]riginator’s code 302 (which is a unique identifier), one or
more recipient’s code 304, originating time 306, delivery
time(s) 308, number of “plays” 310, voice container source 312
which may be a PC, telephone agent, non-PC based appliance, or
other, voice container reuse restrictions 314 which may include
one time and destroy 316, no forward 318, password

15
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retrieval 320, delivery priority 322, session values 324, session
number 326, sequence number for partitioned sequences[] 328,
repeating information 330, no automatic repeat 332, repeat
times 334, and a repeat schedule 336.

Id. at 23:2-10.

b. Overview of Shinder

Shinder provides an overview of the “fundamentals of computer
networking concepts and implementation.” Ex. 1114, 5. According to
Shinder, it is “becom[ing] vital to business interests that a LAN be able to
communicate with the outside” and, thus, to connect to a wide area network
(“WAN™), such as the Internet. Id. at 31.

¢. Overview of Hethmon

Hethmon provides a guide to Hypertext Transfer Protocol (“HTTP”),
focusing primarily on version HTTP/1.1. Ex. 1109, 1; see also id. at 9-13
(briefly describing historical versions HTTP/0.9 and HTTP/1.0). Hethmon
explains that HTTP is the protocol used to send and receive messages
between Web clients and servers over the Internet. Id. at 10. Hethmon
describes HTTP as a “request-response” type of protocol, in which a client
application sends a request to the server and then the server responds to the
request. /d. According to Hethmon, the “Request Message” sent by a client
to a server to request a resource in HTTP/1.1 included a “Request-Line and

possibly a set of header lines,” with the following overall syntax:

16
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Request =Request-Line
*(  General-Header
|  Request-Header
|  Entity-Header )
CRLF
[ Entity-Body ]
Request-Line = Method SP Request-URI SP HTTP-Version CRLF
Ex. 1109, 51. Hethmon explains that “[t]he request line is the message sent
by the client to the server to request a resource or an action to take place”
and that “[a]ll request lines begin with a Method,” where the “Method” is “a
keyword such as GET or POST which indicate the type [of] action the
request is asking the server to execute.” Id. at 51-52. Hethmon further
explains that there were seven basic methods available in HTTP/1.1:

OPTIONS, GET, HEAD, POST, PUT, DELETE, and TRACE. Id at 52.

d. Arguments and Analysis
i. Claims 4 and5

Petitioner points to Zydney as disclosing all limitations of
independent claim 3, from which, as noted above, claims 4 and § directly or
indirectly depend, except that it relies on Shinder’s disclosure of network
interface controllers (“NICs”) (Ex. 1114, 42—43) as rendering obvious the
“network interface” recited in claim 3 and on Shinder’s disclosure that “[a]n
example of a packet-switched network is the Internet” (id. at 19) as
rendering obvious that the Internet as disclosed in Zydney would have been
a packet-switched network, also as recited in claim 3. Pet. 21-36. Petitioner
additionally relies on Hethmon, in combination with Zydney and Shinder,
for the further limitation of claim 4, “wherein the instant voice message

includes an action field identifying one of a predetermined set of permitted

17
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actions requested by the user.” Pet. 37-45. Patent Owner disputes
Petitioner’s evidence, arguing in particular that Zydney does not render
obvious the claim 3 limitation “wherein the instant voice message includes
an object field,” and that Zydney teaches away from the claim 4 limitation
“wherein the instant voice message includes an action field identifying one
of a predetermined set of permitted actions requested by the user.” Prelim.
Resp. 10-18. Notwithstanding Patent Owner’s arguments, we are persuaded
for the reasons that follow that Petitioner has established a reasonable
likelihood of prevailing in showing that claims 4 and 5 are unpatentable over
Zydney, Shinder, and Hethmon.

With respect to the claim 3 limitation “wherein the instant voice
message includes an object field,” Petitioner contends that, although the
’622 patent does not expressly define the term “object field,” the meaning of
that term “is reasonably clear from the specification, which explains that
‘[t]he content of the object field is a block of data being carried by the
message object, which may be, for example, a digitized instant voice
message.”” Pet. 34 (emphasis omitted) (quoting Ex. 1101, 14:37—40).
Relying on Dr. Lavian’s testimony as to what a person of ordinary skill in
the art would have understood from that disclosure, Petitioner argues
Zydney discloses the object field in at least two independent ways. Id.
at 3436 (citing Ex. 1102 7 137-138, 141-144).

First, according to Petitioner, “Zydney expressly refers to [its] voice
container,” which Petitioner maps to the recited instant voice message, “as
an ‘object’ that contains voice data: ‘The term “voice containers” as used
throughout this application refers to a container object that contains no

kkE]

methods, but contains voice data or voice data and voice data properties.

18
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Pet. 34-35 (emphasis omitted) (quoting Ex. 1103, 12:6-8). While
conceding that Zydney does not use the specific word “field” in relation to
storage of voice data, Petitioner asserts that a person of ordinary skill in the
art “would have understood that the voice data is contained in a field of the
voice container.” Id. at 35 (citing Ex. 1102 99 137-138). Petitioner further
contends it would also have been obvious that the Zydney voice container
would contain an object field “because, without one, the recipient device
could not separate the voice data from the other fields of data in the voice
container and play back the voice data for the user — a capability the
recipient in Zydney has.” Id. (citing Ex. 1102 § 138 n.13).

Second, Petitioner argues, Zydney discloses that voice containers can
be encoded using the industry-standard MIME format, “which ‘allows
non-textual messages and multipart message bodies [sic] attachments to be
specified in the message headers,”” and Zydney also specifically refers to
and incorporates by reference Request for Comments (“RFC”) 1521
(Ex. 1106), which “explains that a MIME message can contain audio or
voice data in the ‘body,’ the field of the message containing the content
being conveyed.” Pet. 35-36 (emphasis omitted) (citing Ex. 1102 § 143;
Ex. 1103, 19:7-10, 19:13-20:9; Ex. 1106). Relying on Dr. Lavian’s
testimony, Petitioner contends that because Zydney itself discloses that
voice containers can be encoded using MIME and directly cites to
RFC 1521, “it would have been plainly obvious to a person of ordinary skill
in the art to provide the receiving software agent with the ability to format
the voice container according to RFC 1521, thus encoding the voice data in
the body (an ‘object field’) of the message.” Id. at 36 (emphasis omitted)
(citing Ex. 1102 9§ 141-144).
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With regard to the further limitation of claim 4, “wherein the instant
voice message includes an action field identifying one of a predetermined set
of permitted actions requested by the user,” Petitioner concedes that Zydney
“does not appear to explicitly describe” that the instant voice message
contains such a “field,” but contends that this feature “would have been
obvious over Zydney in view of Hethmon.” Id. at 37 (emphasis omitted).
More specifically, Petitioner contends that the HTTP/1.1 Request-Line, as
described by Hethmon, discloses “an action field identifying one of a
predetermined set of permitted actions requested by the user.” Id. at 39
(emphasis omitted) (citing Ex. 1102 § 308). According to Petitioner:

Hethmon illustrates how the Method in the Request-Line
identifies a permitted action requested by the user. For example,
“[tJhe POST method is used as a way for a client application to
submit data to a resource on a server application.” ([Ex. 1109,
75].) The data to be transmitted is contained in the
“Entity-Body” field in the request message. (/d. [at 51].)
Specifically, “[u]sing the POST method, the client sends an
entity body to the server for processing.” (Id. [at 75].) “This
allows for data submission via HTTP to accomplish various
goals, such as database updating or order entry.” (Id. [at 55].)
The POST method may be used to transmit data of various types.
(See id. [at 75]; [Ex. 1002] §309.)

Pet. 39. Thus, according to Petitioner, an HTTP message with a POST

method provides an example of an action field, as recited in claim 4, and
“[i]n fact, the *622 patent expressly refers to a ‘post message’ as one of the
permitted actions that can be in the ‘action field.”” Id. at 40 (emphasis
omitted) (citing Ex. 1101, 14:6-10).

Patent Owner responds that Petitioner errs by relying on Zydney’s
voice container for the claimed “instant voice message,” contending that

“Zydney distinguishes voice containers from voice messages.” Prelim.
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Resp. 10 (emphasis omitted). Further, Patent Owner contends, Petitioner’s
“conc]ﬁsory speculation” that “a person of ordinary skill in the art would
have understood that the voice data is contained in a field of the voice

2% 4C

container” “should be rejected for at least . . . six reasons.” Id. at 12. First,
according to Patent Owner, Petitioner’s statements are based on “mere
speculation or conjecture.” Id. at 12-13. Second, the claim language does
not recite “‘a field’ in the abstract,” but instead “identifies a specific type of
field—namely, an ‘object field.”” Id. at 13. Third, “Zydney does not use the
word ‘field’ at all in relation to its voice container,” and “[w}hile Zydney
describes the ‘voice container structural components’ with reference to
Figure 3, notably absent from the list of twenty-five structural components
(elements 302 through 338) is anything resembling ‘an object field including
a digitized audio file.”” Id. at 13—14 (emphasis omitted) (citing Ex. 1103,
23:1-12). Fourth, Patent Owner contends Zydney itself “refutes Petitioner’s
speculation that Zydney must have used an undisclosed ‘structural
component’ dedicated exclusively to an ‘audio digital file.”” Id. at 14
(emphasis omitted). More particularly, according to Patent Owner,

“Figure 3 of Zydney and its accompanying description . . . provide no less
than four different examples of ‘structural components’ that each group
together multiple items of information.” Id. (emphasis omitted). Fifth,
Patent Owner contends, “the distinction between Zydney’s ‘structural
components’ and the claimed ‘object field’ is not mere semantics but rather
reflects fundamentally different technologies.” Id. at 15 (emphasis omitted).
More specifically, “[a] person of ordinary skill in the art . . . would have
recognized the word ‘field” as a term of art in the context of packet-switched

networks, particularly in light of the teachings of the 622 patent,” and
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“would have recognized that network packets have headers with various
fields describing things such as source address, destination address, port,
protocol, etc.” Id. (emphasis omitted) (citing Ex. 2001 § 48). Sixth, Patent
Owner contends, “Zydney does not enable, and indeed could not even have
functioned as described, using packet-switched fields of hypertext transfer
protocol (“HTTP”), as it existed in August 7, 2000 (Zydney’s filing date).”
Id. at 16 (emphasis omitted) (citing Ex. 2001  51).

Regarding Petitioner’s contention that the claim 4 limitation “wherein
the instant voice message includes an action field identifying one of a
predetermined set of permitted actions requested by the user” is taught by
the combination of Hethmon with Zydney and Shinder, Patent Owner
contends “explicit teachings in Zydney . . . would lead a person of ordinary
skill in the art away from the proposed combination.” Prelim. Resp. 17
(emphasis omitted). Pointing in particular to Zydney’s definition of “voice
container” as, in part, “a container object that contains no methods,” Patent
Owner argues that, “[cJontrary to the definitive statement that Zydney ’s
container—by intended design—contains no methods, Petitioner’s proposed
modification would further require containment of ‘a “Method” that
identifies an action to be taken on a resource,’ as allegedly disclosed in
Hethmon.” Id. Patent Owner further contends that Petitioner fails to explain
“how Zydney's voice container (specifically designed fo contain no methods)
would still be satisfactory for its intended purpose if it was modified as
proposed.” Id. at 18.

Having considering the parties’ respective arguments and evidence,
we are persuaded that Petitioner sufficiently demonstrates a reasonable

likelihood at this juncture that claim 4 is unpatentable over the combination
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of Zydney, Shinder, and Hethmon. As a preliminary matter, although Patent
Owner disputes Petitioner’s mapping of Zydney’s voice container to the
claimed instant voice message (Prelim. Resp. 10), we find Petitioner’s
evidence sufficient at this stage of the proceeding. Patent Owner’s
arguments are premised on an implied construction of “instant voice
message” as encompassing only the voice message and excluding all else.
Indeed, Patent Owner’s expert testimony makes a distinction between
Zydney’s voice container and the “instant voice message” that appears to be
rooted in characterizing the “instant voice message” as audio data only. Id.
at 10-11 (citing Ex. 2001 99 44—45). This is an argument of claim
construction that is underdeveloped at this juncture and has been presented
only in connection with arguments distinguishing Zydney. On the present
record, we do not have sufficient evidence or argument from either party to
render even a preliminary construction for the term “instant voice message.”
Accordingly, at this time, none of Patent Owner’s arguments distinguishing
the prior art with regard to the scope of the “instant voice message” are
persuasi;/e. The parties will have an opportunity during trial to present fully
claim construction briefing for the term “instant voice message.”

Regarding the instant voice message including “an object field
including a digitized audio file,” Patent Owner does not persuasively rebut
Petitioner’s evidence. Notwithstanding Patent Owner’s arguments that
Petitioner’s statements are based on “mere speculation or conjecture” and
that an object field is a “specific type of field” (Prelim. Resp. 12-13
(emphasis omitted)), we are sufficiently persuaded at this stage by
Petitioner’s evidence, including Dr. Lavian’s testimony, that it would have

been obvious to a person of ordinary skill in the art at the time of the alleged
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invention to include an object field in Zydney’s voice container for storage
of voice data. Zydney expressly discloses voice data is transmitted in a
voice container, where the term voice container “refers to a container object”
that may be formatted according to industry standards such as MIME .
format. Ex. 1103, 12:6—7 (emphasis added), 19:6-20:9 (citing, e.g.,

Ex. 1106). Although Zydney does not utilize the term “field” ipssisimis
verbis, at this time we credit Dr. Lavian’s testimony, supported by RFC1521
and unrebutted on the record before us, that when in MIME format,
Zydney’s voice container would contain the digitized audio file in an object
field. Ex. 1102 1§ 141-144.

Finally, we are sufficiently persuaded for purposes of institution that
inclusion of an action field identifying one of a predetermined set of
permitted actions requested by the user in an instant voice message, as
recited in claim 4, would have been obvious over Zydney in view of
Hethmon, and that a person of ordinary skill in the art would have had
reason to combine the references’ teachings. Although Patent Owner
accurately cites Zydney as stating that “voice container” refers to a container
object that contains no methods (Prelim. Resp. 17), we are not persuaded on
this record that the “Method” field of the HTTP/1.1 Request-Line described
by Hethmon is the sort of “method” that Zydney’s container object is
intended to exclude. Rather, on the limited record before us, and based on
the cited portions of Hethmon’s disclosure, we understand the Request-Line
“Method” merely to be a keyword identifying a method, rather than as
actually being a method. See, e.g., Ex. 1109, 52 (“All request lines being
with a Method. This is a keyword . . . which indicate[s] [a] type [of] action

the request is asking the server to execute.” (emphasis added)). Based on
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that understanding, we are not persuaded at this juncture that Zydney teaches
away from the proposed combination of Hethmon with Zydney and Shinder.
The parties will have an opportunity to brief this issue more fully during
trial.

Accordingly, we determine that Petitioner has demonstrated a
reasonable likelihood of prevailing in its contention that claim 4 is
unpatentable over Zydney, Shinder, and Hethmon. Patent Owner does not
argue dependent claim 5 separately from claim 4. For the same reasons as
stated regarding claim 4 and based on our review of Petitioner’s arguments
and evidence directed to the additional limitations of claim 5, we also
determine that Petitioner has demonstrated a reasonable likelihood of
prevailing in its contention that claim 5 is unpatentable over Zydney,
Shinder, and Hethmon.

ii. Claims 24-26

In a similar manner as for claim 3, Petitioner relies on Shinder as
teaching the “network interface” and “packet-switched network” recited in
claim 24 and on Zydney for the messaging system and communication
platform system limitations of claim 24. Pet. 46. With respect to the further
limitations of claim 24, “wherein the messaging system receives connection
object messages from the plurality of instant voice message client systems”
and “wherein each of the connection object messages includes data
representing a state of a logical connection with a given one of the plurality
of instant voice message client systems,” Petitioner relies again on
Hethmon’s description of the HTTP POST method, discussed previously
with respect to claim 4, in the “Method” field of the HTTP/1.1
Request-Line. Id. at 47-50. Relying on Dr. Lavian’s testimony, Petitioner
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contends that “[a] person of ordinary skill in the art would have understood
and found it obvious to use a POST method . . . as the vehicle to provide the
client’s status information to the central server.” Id. at 48 (emphasis
omitted) (citing Ex. 1102 § 328; Ex. 1109, 75 (“The POST method is used as
a way for a client application to submit data to a resource on a server
application.”)). Further, “[t]he POST message under the combination of
Zydney and Hethmon also contains data representing the state of the
connectibn, i.e., data indicating the client’s status as disclosed in Zydney.”
Id. (emphasis omitted) (citing Ex. 1102 §331; Ex. 1103, 14:2-4). Petitioner
also presents an alternative mapping based of “logical connection” to
Hethmon, based on Hethmon’s description of HTTP/1.1°s “persistent
connections” feature, in which a connection is established between a client
and server that remains open until a “close” value is provided in a request
header. Id. at 50-51 (citing Ex. 1109, 15, 86, 148).

In response to Petitioner’s contentions regarding claim 24, Patent
Owner raises essentially the same argument as with respect to claim 4,
namely, that Zydney teaches away from combination with Hethmon because
Zydney’s voice container is stated to contain “no methods,” whereas the
proposed combination with Hethmon would require containment of one or
more methods. Prelim. Resp. 19-20. For the reasons set forth in our above
discussion of claim 4, we are not persuaded by Patent Owner’s argument.
See supra Section II1.B.2.d.i. Moreover, even assuming arguendo that the
HTTP/1.1 Request-Line Method field is properly understood to include a
method within the meaning of that term as used in Zydney’s definition of a

voice container, the record is not yet developed at this juncture with respect
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to whether claim 24 requires the recited “connection objects” to be included
within the recited instant voice message itself.

We also are unpersuaded on the present record by a second set of
arguments raised by Patent Owner, specifically that Zydney teaches away
from using HTTP and that Zydney’s transport mechanism would not have
worked with HTTP. Prelim. Resp. 20-22. We instead credit the testimony
of Dr. Lavian proffered by Petitioner, which Patent Owner does not
persuasively rebut at this juncture, that “a person of ordinary skill in the art
would have perceived no significant technical obstacle in implementing the
combination of Zydney and Hethmon,” as “Zydney discloses using standard
" [Transmission Control Protocol/Internet Protocol (“TCP/IP”)] techniques to
transport a voice container to the server,” and “[bJecause HTTP is built on
top of TCP/IP, it would have been straightforward to use HTTP to facilitate
voice container delivery from clients to the central server.” Ex. 1102 §319.

Accordingly, we determine that on this record, Petitioner has
demonstrated a reasonable likelihood of prevailing in its contention that
claim 24 is unpatentable as obvious over Zydney, Shinder, and Hethmon.
Patent Owner does not argue dependent claims 25 and 26 separately from
claim 24. For the same reasons as stated regarding claim 24 and based on
our review of Petitioner’s arguments and evidence directed to the additional
limitations of claims 25 and 26, we also determine that Petitioner has
demonstrated a reasonable likelihood of prevailing in its contention that

those claims are unpatentable over Zydney, Shinder, and Hethmon.
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3. Ground 2: Obviousness over Zydney, Shinder, Microsoft, and
Moghe (Claim 12)

Claim 12 depends from claim 3 and further recites “wherein the
communication platform system updates the connection information for each
of the instant voice message client systems by periodically transmitting a
connection status request to the given one of the plurality of instant voice
message client systems.” Ex. 1101, 25:4-8. Petitioner concedes that
“Zydney does not appear to explicitly describe the underlying details of how
the central server tracks and maintains the status of all software agents,” but
Petitioner contends that a person of ordinary skill in the art would have been
familiar with several well-known ways of updating the connectivity status.
Pet. 57-58 (citing Ex. 1102 § 353). Petitioner asserts that “[o]ne such
well-known technique was polling, where one system periodically polls
other systems (e.g., periodically requests that status from the other systems)
to determine and update the status of each system.” Id. at 58 (emphasis
omitted) (citing Ex. 1102 § 353). Petitioner cites Microsoft as defining
“polling” as, in part, “[t]he process of periodically determining the status of
each device in a set so that the active program can process events generated
through each device.” Id at 58 (citing Ex. 1118, 5-6). Petitioner
additionally cites Microsoft’s definition of “polling cycle” as “[t]he time and
sequence required for a program to poll each of its devices or network
nodes,” as evincing that polling can be performed on “network nodes.” Id.
at 59 (citing Ex. 1118, 7). Petitioner further cites Moghe, as “explain[ing]
that polling provides a technique for requesting the status of other devices or
resources on a network. Id. at 59-60 (emphasis omitted) (citing Ex. 1119,
1:14-22). Lastly, Petitioner contends that it would have been obvious to

adapt well-known polling techniques, as described in Microsoft and Moghe,
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to the system of Zydney, asserting that the combination “would have

predictably resulted in the instant voice messaging system of Zydney in

which the system of the central server . . . periodically transmits a

connection status request to the software agent on each client inquiring about

its current status, in order to update the system’s connection information.”

Id. at 60. Patent Owner does not argue claim 12 separately from claim 3.

Having reviewed the information presented by the parties at this

juncture, we determine that Petitioner has demonstrated a reasonable

likelihood of prevailing in its contention that claim 12 is unpatentable over

Zydney, Shinder, Microsoft, and Moghe.

IV. CONCLUSION

In summary, based on our review of the arguments and evidence in

the Petition and Preliminary Response, we institute inter partes review of

the challenged claims of the *622 patent on the following grounds:

Ground Basis Claims Claims
Challenged Instituted
1 § 103 Zydney, 4,5,24-26 4,5, 24-26
Shinder, and
Hethmon
2 § 103 Zydney, 12 12
Shinder,
Microsoft, and
Moghe
Summary 4,5,12,24-26 4,5,12,24-26
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V. ORDER

Upon consideration of the record before us, it is, therefore,
ORDERED that an inter partes review is instituted as to
claims 4, 5, 12, and 24-26 of the ’622 patent on the following grounds:
(1) Claims 4, 5, and 24-26 under 35 U.S.C. § 103(a) as unpatentable
over Zydney, Shinder, and Hethmon, and
(2) Claim 12 under 35 U.S.C. § 103(a) as unpatentable over Zydney
Shinder, Microsoft, and Moghe;
FURTHER ORDERED that no other grounds are authorized; and
FURTHER ORDERED that pursuant to 35 U.S.C. § 314(a), inter
partes review of the 622 patent is hereby instituted commencing on the
entry date of this Decision, and pursuant to 35 U.S.C. § 314(c) a